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INFORMATION AND CORRESPONDENCE 


(1) Official Patent Office Mailing Address 
Remains Washington, D.C. 


The official mailing address for all communications sent to 
the Patent Office remains: 


Commissioner of Patents and TraGemarks 
Washington, D.C. 20231 


Any telegrams sent to the Patent Office must also bear the 
above identical address. 

The physical location of the Patent Office is 2021 Jefferson 
Davis Highway, Arlington, Virginia. This address must not be 
used when addressing mail to the Patent Office. 

No reference to Crystal Plaza, Virginia, should be made in 
the address of any communication intended for delivery to the 
Patent Office by the Post Office Department or Western Union. 

Compliance with this instruction will help prevent any un- 
necessary delay of mail, telegrams, etc. 


C. A. KALK, 


Feb. 20, 1969. Director of Administration. 


(Office name change per Public Law 93-596, Jan. 2, 1975) 
[860 O.G. 662] 


(2) Group Number on all Communications Going 
to the Examining Groups 


Applicants and their attorneys or agents are reminded that 
the Group number should be typed on amendments and other 
communications relating to matters handled in the examining 
groups in order to expedite the processing of mail. The number 
of the Group should be placed on right-hand side, opposite the 
serial number or name of the applicant. 

This reminder does not apply to notices and reasons of appeal 
to the United States Court of Appeals for the Federal Circuit. 


These communications should be sent to the Solicitor at the 
address below: 


Solicitor 

Box 8 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Attention to these details will improve the efficiency and 
reduce the time necessary to process incoming mail. 


Nov. 23, 1983. THERESA A. BRELSFORD, 
Assistant Comnissioner 
for Administration. 


[1037 OG 25] 


(3) Mailing of Papers to the PTO in 
Patent Interference Proceedings 
Effective immediately, attorneys and agents are requested 
to address all papers mailed to the Patent and Trademark Office 
in connection with an interference proceeding, and any patent 
or applicationinvolved in an interference proceeding, as follows: 


BOX INTERFERENCE 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Use of this address will considerably assist the Board in its 
administration of patent interference proceedings. 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patents and Trademarks. 


Nov. 28, 1983. 


[1037 OG 25] 


(4) Establishment of a Box for 
Expedited Processing of Issue Fees 


Effective immediately, the Patent and Trademark Office has 
established a special box designator for issue fees to allow 
expedited processing of the Issue Fee Transmittal (PTOL Form 
85), and the order for advance copies. 

In order to take advantage of this new service, the envelope 
should be addressed: 


Box Issue Fees 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Only the Issue Fee Transmittal (PTOL Form 85), advance 
copy orders and the fees associated with these two services are 
to be placed in the envelope. Incluamg documents other than 
those specified will delay their reaching the area for which they 
were intended. 


PLEASE USE THE NEW ISSUE FEE BOX. 
THERESA A. BRELSFORD, 


Assistant Commissioner 
for Administration. 


Mar. 4, 1988 


[1088 OG 41] 


(5) Establishment of Three Special Boxes 
for Expedited Processing 


The Patent and Trademark Office has established three 
additional special boxes to allow expediied processing of non- 
fee amendments to patent applications, petitions for filing date 
and/or serial number information for patent applications, and 
issue fees. 

In order to take advantage of these new expedited services, 
the envelope musi be addressed: 
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For non-fee amendments to patent applications: 


Box Non-Fee Amendments (Pats) 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


For petitions under 37 CFR 1.182 and associated fees for 
obtaining filing date and/or serial number information for 
patent applications prior to receipt of the official “Filing 
Receipt”, “Notice to File Missing Parts”, or “Notice of 
Incomplete Application”. 


Box SN 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


For Issue Fee Transmittals (PTOL Form 85) and associated 
fees and corrected drawings: 


Box Issue Fees 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Only those documents specified for the special box are to 
be placed in the envelope addressed to that special box. Placing 
extraneous documents in an envelope marked for any special 
box will significantly delay their reaching the area for which 
they were intended. 


THERESA A.BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1089 OG 45] 


Mar. 22, 1988. 


(6) Identification for Application Correspondence 


The Office is continuing to experience difficulty in matching 
incoming papers with the corresponding application files. This 
applies especial’y to responses to Office Actions, powers of 
attorney, changes of address, status letters, requests for exten- 
sions of time, and petitions. 

A very necessary part of a complete identification of a 
pending application is the three-digit Group or Art Unit number, 
e.g., 110 or 111. Frequently, the Group or Art Unit number is 
entirely omitted, or there are errors in this number. In the latter 
situation the error often occurs as a result of the case having 
been reassigned within the Office, and the communication is 
directed to an Examining Group other than that indicated in the 
most recent Office Action. 

Where the Group Art Unit number is entirely omitted, the 
routine operations of the Application Branch must be interrupted 
solely for the purpose of determining the location of the 
application so that the communication can be properly routed. 
Under these circumstances the efficiency of the Application 
Branch is impaired and the incoming paper is delayed in 
reaching its proper destination. Where such papers are not 
essential to compliance with a statutory period or time limit for 
response, they may be returned for completion to identify the 
location of the files. 

To assist the Office in expediting its business, it is requested 
that ALL papers relating to a pending application include the 
following information: 


1. Serial number (checked for accuracy), 

2. Group Art Unit number (copied from filing receipt or most 
recent Office Action), 

3. Filing date, 

4. Name of the Examiner who prepared the most recent Office 
Action. 

5. Title of the invention. 


To further reduce the burden on Application Branch and the 
Examining Groups, it is aiso requested that the submission of 
additional or supplemental papers on a newly filed application 
be deferred until a filing receipt has been received. In the same 
vein, it would be appreciated if the filing of additional papers, 
relating to an allowed application were deferred until a notice 
of allowance (POL-85) was received. 
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If the above suggestions are adopted the processing of both 
new and allowed applications could proceed more efficiently 
and promptly through the Patent Office. 


RICHARD A. WAHL, 
Mar. 5, 1971. Assistant Commissioner. 


[885 O.G. 2] 


(7) Identifying Application Correspondence 
With Issue Batch Number 


Applicants or their attorney or agent can facilitate matching 
incoming papers with the corresponding application file by 
indicating the Issue Batch Number on all papers filed in the 
Office after receiving the Notice of Allowance and before the 
time the Issue Fee Receipt is received. 

The Issue Batch Number is printed on the Notice of Allow- 
ance form in Box 4 in the lower left-hand corner below the 
address. The Issue Batch Number consists of a capital letter 
followed by two digits, for example; “A03,” “D18,” “F42,” 
“J79.” Any lower case letters before the Issue Batch Number 
should be ignored since they are the typist’s initials. Use of the 
Issue Batch Numbers is important since the allowed applications 
are filed by these numbers. 

Any paper filed after receiving the Issue Fee Receipt should 
include the indicated patent number rather than the Issue Batch 
Number. At this time in the processing, the Issue Batch Number 
is no longer useful since the application has been removed from 
the batch at the time the patent number was assigned. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Jan. 16, 1976. 


[943 O.G. 519] 


(8) Hand Delivery of Papers 


The notices of November 10, 1969 (869 O.G. 345) and 
September 8, 1970 (879 O.G. 667), regarding “Hand Delivery 
of Papers,” are superseded and the practice indicated below is 
hereby made effective. 

Any paper which relates to a pending pplication may be 
personally delivered to an Examining Group. However, the 
Examining Group will accept the paper only if: (1) the paper 
is accompanied by some form of receipt which can be handed 
back to the person delivering the paper; and (2) the Examining 
Group being asked to receive the paper is responsible for acting 
on the paper. 

The receipt may take the form of a duplicate copy of such 
paper or a card identifying the paper. The identifying data on 
the card should be so complete as to leave no uncertainty as 
to the paper filed. For example, the card should contain the 
applicant’s name(s), Serial No., filing date and a description of 
the paper being filed. If more than one paper is being filed for 
the same application, the card should contain a description of 
each paper or item. 

Under this procedure, the paper and receipt will be date 
stamped with the Group date stamp. The receipt will be handed 
back to the person hand delivering the paper. The paper will 
be correlated with the application and made an official paper 
in the file, thereby avoiding the necessity of processing and 
forwarding the paper to the Examining Group via the Mail 
Room. 

The Examining Group will accept and date stamp a paper 
even though the paper is accompanied by a check or the paper 
contains an authorization to charge a Deposit Account. 
However, in such an instance, the paper will be hand carried 
by Group personnel to the Office of Finance for processing and 
then made an official paper in the file. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Jan. 29, 1974. 
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(919 O.G. 1070] 


(9) Post Card Receipt Reminder 


Applicants and the agents are reminded o' yb een pry ne 
Section 717.01(a) (now Section 503) of the Manual of Patent 
Examining Procedure relating to the use of post cards as 
“receipts” of papers filed in the Patent Office. 

If a receipt for any paper filed in the Patent Office is desired, 
it may be had by enclosing with the paper a self-addressed post 
card identifying the paper. The Patent Office will stamp the 
receipt date on the card and place it in the outgoing mail. 

The identifying data on the card should be so complete as 
to match the paper with the application or other document to 
which it is to be associated. For example, the document should 
be identified by the applicant’s name(s), Serial No., filing date, 
appeal number, interference number, etc., and the paper should 
be identified by specifying the type thereof, viz, affidavit, 
amendment, appeal, application papers, brief, drawings, fees, 
motions, supplemental oath or declazation, petition, etc. 

When papers for more than one document are filed under 
a single cover a return post card shouid be attached to the paper 
for each document for which a receipt is desired. 


RICHARD A. WAHL, 
Assistant Commissioner. 


[857 O.G. 667] 


Nov. 21, 1968. 


(10) Acknowledgement of Receipt of a Patent 
pplication 


or Trademark A 


When-early notification of the serial number of newly filed 
application papers is desired, a stamped, self-adressed post card 
should be submitted with each application. Immediately after 
the mail has been opened in the Patent and Trademark Office, 
the post card will be stamped with both the receipt date and 
the serial number, and then returned to the addressee. 

Within recent months, hundreds of cards could not be 
successfully returned because of insufficient postage or incom- 
plete or nonexistent forwarding addresses. Accurate and 
complete addresses, including ZIP codes, are necessary to 
ensure prompt acknowledgement of the receipt of patent and 
trademark applications. 

To assist in easy identification once the post card has been 
returned, it is suggested that the post card include applicant’s 
names and title of invention. 

When more than one set of application papers is filed under 
one cover, a return post card should be attached to each set of 
papers for which a receipt is desired. 


THERESA A. BRELSFORD, 
Acting Assistant Commissioner 
for Administration. 


July 19, 1982. 
[1021 O.G. 96] 


(11) Inclusion of Preliminary 


Classification on Filing Receipts 


In response to 2 request from a patent attorney, we will print 
the preliminary classification assigned to an application on the 
filing receipt. It will show the class only and will be labeled 
“PRELIMINARY CLASS:”. The new field will appear on the 
filing receipt shortly. We will not accept requests to correct the 
filing receipt for errors in or changes to the preliminary class. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Feb. 18, 1987. 


[1076 OG 25] 


Status Inquiries 


U.S. PATENT AND TRADEMARK OFFICE 
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In an effort to sharply reduce the volume and need for status 
inquines, the past policy that diligence must be established by 
status in connection with to 
— qe requests petitions 
isd tees e Ganatinadibn ee oe 
ee SS ee to revive, an 
Ceutasl dinchsimnersneybabentand. heteeabdeobeneaaaet 
that a petition to revive must be accompanied by the proposed 
response unless it has been previously filed (Rule 137). Also, 
under Rule ase ot eetn tate ee 
include cancellation of, or 
claim so rejected and, if any c’ 
with any oiaied os dean 


New Applications 
Current e 


mailed. Thus, the separate mailing of 
* Fema POLS or an Examiner’s Amendment in addition to 


a formal Notice of Allowance (POL-85) in all allowed cases 
would seem to obviate the need for status i 


three months from receipt of either a Form POL-327 or an 
Examiner’s Amendment. 


Current ¢ also aim to minimize the 


xamining procedures 
en ee ee 


to the expected time frames of when the Examiners reach the 
cases for action. 

Therefore, it should be rarely necessary to query the status 
of a new application. 


Amended Applications 


SN eae 
and an action completed within two months of the amendment 

. Accordingly, a status inquiry is not in order after response 
by the attorney until five or six months have elapsed with no 
response from the Patent Office. A post card receipt for re- 
sponses to Office actions, adequately and specifically identi- 
fying the papers filed, will be considered prima facie proof of 


filing of a response, do qphateslon el o cngy/el Go patent 
with a copy of the response will ordinarily obviate the need for 


a petition to revive. rir hgh slater ns we we hn 
final action will obviate the need phe yh aaa 


if the response was in compliance with Rule 113. 
In General 
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The Notices of Dec. 5, 1969 (869 O.G. 1031) and Sept. 22, 
1965 (819 O.G. 444) are hereby superseded. 


RICHARD A. WAHL, 
Assistant Commissioner of Patents. 


[893 O.G. 810] 


Nov. 24, 1971. 


(13) Change of Address 

‘There recently has been an increased incidence in the number 
of applications suffering from disruptions in communications 
stemming from failure to notify the Patent and Trademark Office 
of a change of address on the part of applicant’s representative 
(attorney or agent of record) in each application wherein he holds 
an active power of attorney. Applications have become aban- 
doned as a result of an Office action being mailed to the old, 
uncorrected address and thereby failing to reach the represen- 
tative at his new address sufficiently early to permit him to file 
a timely response. Accordingly, the requirement set out below 
is published as a reminder and is designed to ameliorate this 
problem. 

Where an attorney or agent of record (or applicant, if he is 
prosecuting his application pro se) changes his correspondence 
address, he is responsible for promptly notifying the Patent and 
Trademark Office of his new correspondence address (including 
ZIP code number). A separate notification must be filed in each 
application for which he is intended to receive communications 
from the Office. The notification should also include his tele- 
phone number. 

While the notification need take no particular form, it should 
be provided in a manner calling attention to the fact that a change 
of address is being made. Thus, the mere inclusion, in a paper 
being filed for another purpose, of an address different from 
the previously provided correspondence address, without 
mention of the fact that an address change is being made, would 
not ordinarily be recognized or deemed as instructions to change 
the address on the file record. 

It is emphasized that the above-delineated responsibility is 
additional to the separate obligation (see 37 CFR 1.347) of a 
registered attorney or agent to notify the Attorney’s Roster of 
any change of his address for entry on the register, which must 
be done in a letter separate from any notice or change of address 
filed in individual applications. That obligation continues 
without change. 

The degree of care exercised in adhering to the foregoing 
requirement for notification of change of address in each 
concemed application will be a factor for consideration in 
deciding petitions filed under 37 CFR 1.137 to revive applica- 
tions which have become abandoned because of a failure to 
timely receive an Office action addressed to the old address. 
In such instances, the showing of the cause of unavoidable delay 
must include an adequate showing that a timely notification of 
the change of address was filed in the concerned application, 
in a manner reasonably calculated to call attention to the fact 
that it was a change of address. If no such notification was made, 
or was made belatedly, the showing must include an adequate 
explanation of that failure or delay. A showing that notification 
was made on a paper filed in the Patent and Trademark Office 
listing plural applications as being affected will not be consid- 
ered a proper notification. 

WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


[935 O.G. 1352] 


May 28, 1975. 


(14) Change of Address or Practitioner in a 


Plurality of Patent Applications 
Change of Address 


This nctice is supplemental to the Notice of May 28, 1975, 
935 O.G. 1352. 

In those instances where a change in the correspondence 
address of a registered attorney or agent is necessary in a 
plurality of applications, and the number of applications is such 
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as to cause undue hardship, the notification filed in each 
application may be a reproduction of a properly executed, 
original notification. The original notice may be sent to the 
Office of the Solicitor as notification to the Attorney’s Roster 
of the change of address, or may be filed in one of the appli- 
cations affected, provided that the notice includes an authori- 
zation for the public to inspect and copy the original notice in 
the event one of the applications containing a copy matures into 
a patent and the applicatio:: containing the original paper is either 
pending or has become abandoned. The copies submitted in each 
affected application must identify where the original paper is 
located. Otherwise, the practice governing the filing of notifi- 
cations of change of address remains the same. 


Powers of Attorney 


In the event of a need to file a change in the power of attorney 
in a plurality of applications of a common assignee or inventive 
entity, and the number of applications is such as to cause undue 
hardship, a single, original paper may be used provided that a 
reproduction of this original paper is supplied in each of the 
affected applications. The copy of the original paper must 
identify in which application the original paper is located and 
authorize the public to inspect and copy the original paper in 
the event one of the applications containing a copy matures into 
a patent and the application containing the original paper is 
pending or has become abandoned. The procedures and usual 
prerequisites for the filing of grants and/or revocations or power 
of attorney otherwise remain the same. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


[951 O.G. 454} 


Sept. 9, 1976. 


(15) Express Mail 

This notice is in response to a number of inquiries received 
in the Patent and Trademark Office regarding the notice on 
Express Mail of February 11, 1975, published in the Official 
Gazette of March 11, 1975 (932 O.G. 340). 

There are two types of Express Mail delivery offered by the 
U.S. Postal Service—"Post Office to Addressee” and “Post 
Office to Post Office.” The only type of service which can be 
used for Express Mail directed to the Patent and Trademark 
Office is “Post Office to Addressee.” This service provides for 
delivery to one of our employees in Room 1627, Department 
of Commerce Building, Washington, D.C., no later than 3:00 
p.m. of the next workday following its deposit before 5:00 p.m. 
at any postal facility with an Express Mail window. 

The only address that should be used for Express Mail sent 
to the Patent and Trademark Office is: 


“Commissioner of Patents and Trademarks 
Washington, D.C. 20231.” 


“Post Office to Post Office” Express Mail does not provide 
for delivery but ins« =? is retained.at the postal facility of the 
addressee for pickup. The Postal Service does not notify the 
addressee that.this type of Express Mail has been received and 
is awaiting pickup. If not picked up, this mail is held for 15 
days and then returned to the sender. 

Therefore, since the Patent and Trademark Office does not 
have resources for picking up any mail, including Express Mail, 
the “Post Office to Post Office” Express Mail will not reach 
the Patent and Trademark Office. 


WILLIAM I. MERKIN, 
Acting Assistant Commissioner 
for Administration. 


[936 O.G. 1554] 


May 15, 1975. 


Certificate of Mailing Procedures 


(16) 


On November 1, 1976, the Patent and Trademark Office 
instituted the Certificate of Mailing Procedure by promulgating 
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37 CFR 1.8 in an attempt to reduce the number of problems 
resulting from late receipt of due to mail delays. This 
notice was published in the Official Gazette on October 26, 1976 
(951 O.G. 1342 and TM 210). Guidelines relative to this 
procedure were published in the Official Gazette on November 
16, 1976 (952 O.G. 918 and TM 174). 
Although the new procedure has gained wide 

it has not been entirely without problems. One major problem 
involves the correlation of the certification with the appropriate 
papers when presented on a separate sheet. In order to curtail 
this problem and other minor ones, the guidelines published on 
November 16, 1976, are superseded by the following guidelines. 
They are applicable to responses in both patent and trademark 
matters, as permitted by 37 CFR 1.8. 


Guidelines 


A) The certification requires a signature. Specifically, if the 
certification appears on a paper that requires a signature, two 
Signatures are required, one for the paper and one for the 
certification. Although not specifically required by 37 CFR 1.8, 
it is preferred that the certificate be signed by the applicant, 
assignee, or registered practitioner. 

B) When possible, the certification should appear on a portion 

of the paper being submitted. However, if there is insufficient 
space to make the certification on the same paper, such as in 
the case of the patent issue fee transmittal form PTO-85, the 
certification should be on a separate sheet securely attached to 
the paper. 
C) When the certification is presented on a separate sheet, 
the sheet must (1) be signed and (2) fully identify and be securely 
attached to the it accompanies. The required identification 
should include the serial number and filing date of the appli- 
cation as well as the type of paper being filed, e.g., responses 
to rejection or refusal, Notice of Appeal, etc. An unsigned 
certification will not be considered acceptable. 

Moreover, without the proper identifying data, a certification 
presented on a separate sheet will not be considered acceptable 
if there is any question or doubt concerning the connection 
between the sheet and the paper filed. 

If the sheet should become detached from the paper and 
thereafter not associated with the iate file, evidence that 
this sheet was received in the ice can be supported by 
submitting a copy of a post card receipt specifically identifying 
this sheet and the paper and by submitting a copy of the sheet 
as originally mailed. Attention is directed to the notice of 
November 21, 1968 published in the Official Gazette (857 O.G. 
667) relative to the use of post cards as receipts. 

D) In situations wherein the correspondence includes papers 
for more than one application (e.g., a single envelope containing 
separate papers responding to Office actions in different 
sgelientiont ox papam tor eaves gaoe of Go Ollies ia. a 
patent issue fee transmittal form PTO-85 and an assignment), 
each paper must have its own certification as a part thereof or 
attached thereto. 

E) In situations wherein the correspondence includes several 
papers directed to the same application (e.g., a proposed re- 
sponse under 37 CFR 1.116 and a Notice of Appeal), each paper 
should have its own certification as a part thereof or attached 
thereto. 


Use of Stamped Certification 


Some practitioners are placing the certification language on 
the first page of a paper with an inked stamp. Such a practice 
is encouraged because the certification is not only readily visible 
but also forms an integral part of the paper. An example of a 
preferred stamp is: 


I hereby certify that this correspondence is being 
pape epg the r+ ce pn oe ah 


class mail in an envelope addressed to: Commissioner 
of Patents and T b Wanienen, D.C. 20231, 


on 
it 


assignee, Or 
Registered Representative 


Signature 


U.S. PATENT AND TRADEMARK OFFICE 


1110 TMOG 7 
(17) 


Date of Signature 
Interpretations 


The phrase “prior to expiration of the set period” in 37 CFR 
a eS ee 
be the “next or business day” as set out 
in 35 U.S.C. 21. Also, de filing of 2 37 CPR 3.54 Yorm to cfleet 
a filing under 37 CFR 1.60 is considered the filing of an 
application and is, therefore, excluded from the Certificate of 
Mailing Procedure. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Aug. 30, 1977. 
[962 O.G. 20) 


(17) Change in Legal Holidays 

The Commissioner’s Notice of Sept. 25, 1979, “Change in 
Legal Holidays,” is hereby rescinded, in view of Public Law 
98-144, enacted Nov. 2, 1983, which amended the listing of 
legal public holidays in 5 USC § 6103. That amendment took 
effect in 1986 and added a new legal holiday relating to the 
birthday of Martin Luther King, Jr. This new holiday is des- 
ignated for the third Mon. in Jan. 


! 


Section 6103, as amended, reads as follows: 


New Year’s Day, Jan. 1. 
Birthday of Martin Luther King, Jr., the third 


Each of the holidays enumerated will constitute a “Federal 
holiday within the District of Columbia,” as referred to in 
Section 21, Title 35, United States Code. In accordance with 
37 CFR 1.6(a) and 1.10(a), the Patent and Trademark Office 
will not receive papers on these holidays. Actions required to 
pag set = days ge Letom seid dwt pr 
day that the Office is open for business in accordance with 3 
CFR 1.7. 


July 15, 1986. 


[1069 OG 12] 


(18) Closing of Patent and Trademark Office 


on Monday, Jan. 26, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
poiitan area, including the Patent and Trademark Office, on Jan. 
26, 1987, the Patent and Trademark Office will consider Jan. 
26, 1987, a “federal holiday within the District of Columbia” 
under 35 U.S.C. § 21. Any action or fee due that will be 
considered as ey ee . $§119, 
133-and 151, if the action is taken, or fee paid, on Jan. 27, 1987. 


DONALD W. PETERSON, 
Acting Assistant 

and Commissioner of Patents 
and Trademarks. 


[1075 OG 29} 


Jan. 28, 1987. 
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(19) 
(19) Closing of Patent and Trademark Office 
on Monday, Feb. 23, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on Feb. 
23, 1987, the Patent and Trademark Office will consider Feb. 
23, 1987, a “federal holiday within the District of Columbia” 
under 35 U.S.C. § 21. Any action or fee due that day will be 
considered as timely for the purposes of, e.g., 35 U.S.C. &§ 
119, 133 and 151, if the action is taken, or fee paid, on ‘2b. 
24, 1987. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 

and Trademarks. 


Feb. 27, 1987. 


[1098 OG 548] 


(20) Closing of the Patent and Trademark Office 


on Friday, Jar. 20, 1989 


In view of the fact that Federal and District of Columbia 
government offices in Washington, D.C. metropolitan area, 
including the Patent and Trademark Office were officially 
closed on Jan. 20, 1989, the Patent and Trademark Office 
will consider Jan. 20, 1989, a “holiday within the District 
of Columbia” under 35 U.S.C. § 21. Any action or fee 
due that day will be considered as timely for the purposes 
of e.g. 35 U.S.C. §§ 119, 133 and 151, if the action is 
taken, or fee paid, om Jan. 23, 1989. Papers deposited in 
U.S. Department of Commerce District Offices on Jan. 20, 
1989, will similarly be considered timely for the purposes 
of 35 U.S.C. §§ 119, 133 and 151. 

Jan. 6, 1989 DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


[ 1098 OG 548] 


(21) Filing of Papers During Unscheduled Closings 
of the Patent and Trademark Office 


When the Patent and Trademark Office is officially closed 
by Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled 
event, such as adverse weather conditions, the Patent and 
Trademark Office will consider that day as a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21. Any 
action or fee due that day will be considered as timely for the 
purposes of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action 
is taken, or fee paid, on the next succeeding business day on 
which the Patent and Trademark Office is open. 

When the Patent and Trademark Office is open for business 
during any part of a business day between 8:30 a.m. and 5:00 
p.m., papers are due on that day even though the Office may 
be officially closed for some period of time during the business 
day because of an unscheduled event. The procedures of 37 CFR 
1.8 or 1.10 may be used, as appropriate, for the filing of papers. 
On any day the Office is open for at least part of the day, papers 
may also be deposited up to midnight in any boxes which are 
provided by the Patent and Trademark Office under 37 CFR 
1.6(c). 

Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling (703)- 
557-INFO. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Nov. 18, 1988 
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[1097 OG 53] 


(22) Drawings in Patent Applications Filed 


After January 1, 1989 


The general rule applicable to release of any paper in a patent 
application file is that no paper (including a drawing) will be 
returned for any purpose whatever. 37 CFR 1.59. New rules 
published in the Official Gazette (1097 OG 36 (December 13, 
1988)) effective January 1, 1989, no longer require the submis- 
sion of formal drawings in a patent application. Since corrections 
are the responsibility of the applicant, the original drawing(s) 
should be retained by the applicant for future correction, if nec- 
essary. 

As aresult of adoption of these new rules relating to drawings, 
the Patent and Trademark Office will no longer release to 
applicants, bonded drafting companies or others, drawings from 
patent applications filed after January 1, 1989, and after January 
1, 1991, no drawings may be borrowed from the office. 

Access to applications is still provided with the 
proper power to inspect. If copies of any papers or drawings 
within the application are required, arrangements may be made 
through the File Information Unit and copies may be made in the 
Public Search Room. If there is some extraordinary situation that 
requires release of an original drawing in possession of the 
office, relief may be requested by filing a petition under 37 CFR 
1.183. 


July 7, 1989 Theresa A. Brelsford 
Assistant Commissioner 


for Administration 


[1105 OG 68} 


(23) Listing of Commercial Bonded Draftsmen 
The following listing of bonded draftsmen supersedes the 
listing published on Sept. 24, 1985 at 1058 O.G. 27. 


Robert MacCollum 
Patent Drafting Services 
13108 Engelwood Dr. 
Silver Spring, Md. 20904 
(301) 622-3940 


Suzanne Nahmias 
P.O. Box 2413 
Gatithersburg, Md. 20879 
(301) 336-0351 


Edward J. Oliver 
Oliver Patent Drafting Service 
1205 Darlington St. 
Forestville, Md. 20747 
(301) 336-0351 


Quinn Patent Drawing Services 
P. O. Box 1435 
Alexandria, Va. 22313 
(703) 548-3766 


Ellsworth G. Jackson 
101 Rittenhouse St. N. E. 
Washington D.C. 20011 
(202) 726-0908 


Mil-R Productions 
3110 Mt. Vernon Ave. 
Suite 1000 
Alexandria, Va. 22305 
(703) 548-3879 


Fleit, Jacobson, Cohn, Price, 
Holman & Stern 
Jennifer Bldg. 





January 2, 1990 


400 7th St. NW 
Washington, D. C. 20004 
(202) 638-6666 


Patent Reproduction Co. 
26 N St., SE. 
Washington, D.C. 20003 
(202) 488-7096 


Anthony L. Costantino 
17300 Lafayette Dr. 
Olney, Md. 20832 
(301) 924-3491 


Mason, Fenwick and Lawrence 
1225 Eye St. N.W. 
Suite 1000 
Washington, D.C. 20005 
(202) 289-1200 


John A. Ballard 
2001 Jefferson Davis Hwy. 
Suite 705, Crystal Piz. 1 
Arlington, Va. 22202 
(703) 685-7228 


Litman Law Offices, Ltd. 
P.O. Box 15035 
Crystal City Station 
Arlinton, Va. 22202 
(703) 920-6000 

. R. Taggert, d/b/a 

Studios of W. Tag 

9801 S. A1A, Lot 795-2 

Jensen Beach, Fla. 34957 

(407) 229-1442 


Oblon, Spivak, McClelland, 
Maier and Neustadt, P.C. 
1775 Jefferson Davis Hwy. 
Arlington, Va. 22202 
(703) 521-5940 


Quality Patent Printing 
P.O. Box 2404 
556 S. 22nd St. 
Arlington, Va. 22202 
(703) 892-6212 


Gerald M. Murphy 
P.O. Box 2098 
Eads Street Station 
Arlington, Va. 22215 
(301) 881-1928 


Publication of this list does not constitute a recommendation 
or endorsement of any individual or firm by the Patent and 
Trademark Office. All for drafting related services 
are the sole responsibility of users of such services. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Mar. 11, 1987. 
[1077 OG 4] 


(24) Submission of Corrected Drawings in 
Allowed Applications 

When drawings need to be corrected in an allowed appli- 
cation, the applicant is required to submit acceptable corrected 
drawings within a three-month shortened statutory period. 
Within that three-month period, two weeks should be allowed 
for review of the correction by the Office. If a correction is 
determined to be unacceptable by the Office, the applicant must 
arrange to have an acceptable correction re-submitted within 
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the original three-month period tu avoid the necessity of 
obtaining an extension of time and of paying the extension fee. 
Therefore, the applicant should file corrected as soon 
as possible following the setting of the three-month shortened 
Statutory period. 


Jan. 14, 1985. 
[1051 OG 3) 


(25) Seeataes Daiies 0 Go Un S Dated 
rademark Office Records or Search Facilities 
and Enforcement Procedures 


Agency: Patent and Trademark Office, Department of Com- 
merce 


Action: Notice 

Summary: The Patent and Trademark Office is revising its 
regulations relating to use of Patent and Trademark Office 
records or search facilities and procedures for enforcing these 
regulations. These regulations and their enforcement are nec- 
essary to promote an conducive to research and to 


ae - n atmosphere . 
maintain the integrity of the files and records in 
ice. 


Cvatact: Theresa A. Brelsford, 
Administration, Patent and Trade- 
mark Office, Washington, D.C. 20231, (703) 557-2290. 
Information: The “9. ~ ~“ebca Stn 
visitors to the Patent and Trademark Office. 

Visitors are reminded that unauthorized removal of govern- 
ment material or property may be prosecuted as acriminal felony 
a Se ee 2071, in addition to the 
imposition of administrative sanctions contained in these 
procedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for all persons using the 
facilities of the Patent and Trademark Office (PTO), and will 
be appropriately enforced as specified herein. 

Smoking within PTO is prohibited except in designated areas 
(41 CFR §§ 101-20.109-10). 

All persons using the facilities of the PTO are subject to 
eee 
the General Services Administration which appear in 41 CFR 
Subpart 101-20.3 (41 CFR §§ 101-20.300 through 101-20.315). 

Packages, briefcases and other personal effects brought into 
the PTO, as well as storage lockers provided for general use, 
are subject to search by authorized personnel for reasonable 
cause under the provisions of 41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, reference 
materials, or any government property is prohibited. In addition 
to the administrative sanctions specified in these 
violators may also be subject to arrest and prosecution under 
the isions of 18 U.S.C. 2071 which carries a possible “fine 

of $2,000 or imprisonment for not more than three yeas, o 
om and/or the violator may be subject to discipline under 
the PTO Code of Professional Responsibility if he or she is a 
practitioner as defined in 37 CFR 10.1(r). 

All persons must comply with Official Notices and 
with verbal requests made by personnel for compliance 
with these regulations. 

1. User Passes 

a. Individuals visiting any area of the PTO must obtain 
a valid, non-transferable user pass and wear it visibly 
displayed at all times while on the premises. 
Permanent User Passes may be obtained from the 
Manager of the Patent Public Search Room. The first 
Permanent User Pass is issued at no charge 
User Passes subsequently issued as will 
be provided at a charge of $5.00 per Pass. The holder 
of a Permanent User Pass may be issued one (1) 
Temporary User Pass, within a ninety (90) day period 
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at no charge. A request for a second Temporary User 
Pass during the same ninety day period will require 
the purchase of a Permanent User Pass at the required 
replacement fee. 

Temporary User Passes may be obtained by visitors 
at no charge from the managers of the Patent or Trade- 
mark Public Search Rooms and are valid through the 
expiration date stamped thereon. 

Permanent and Temporary User Passes must be sur- 
rendered to the PTO upon request for cause. 


2. Use of Search Areas 


a. 


The Patent and Trademark Office facilities may be 
used by visitors only during the hours specified, 
Monday through Friday, and are closed to the public 
on Saturdays, Sundays and Legal Holidays: 


Patent Public Search Rm., 
Mezzanine and Microfilm 


Center 


8:00 a.m. — 8:00 p.m.* 


Trademark Public Search Rm .. 8:00 a.m. — 5:30 p.m.* 
Assignment Search Rm., Pub- 
lic Service Center, and Sci- 


8:30 a.m. — 5:00 p.m.* 


Patent Examining Organiza- 
tions, Trademark Examining 
Law Offices and all other 
public access areas of the 
PTO 


8:30 am. — 5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensure 
all visitors are out of the building by the time designated. 


b. 


Materials available for search purposes in the Patent 
and Assignment Search Rooms and patent application 
file histories shall not be removed from those areas. 


. Trademark registrations in the Trademark Search 


Library shall not be removed from the secured bundles 
in the registered file. Photocopying from bound 
volumes of trademarks is prohibited. 

Trademark files shall not be removed from PTO space 
in Crystal Piz. Bldg. 2. 

Use of Patent Examining Group search areas is strictly 
limited to searching materials unavailable in the Patent 
Public Search Room or the Scientific Library. Exam- 
ining Group search areas may be used only when such 
use does not conflict with the regular business of the 
organization. 

Visitors to a Patent Examining Group Search Area 
must register with the designated Group Search Area 
representative indicating the times entering and 
leaving the area, User Pass number, and the class(es) 
and subclass(es) to be searched. 

Documents removed from the files of Patent Exam- 
ining Group search areas must be immediately re- 
turned to their proper location after use. Documents 
shall not be removed from the area in which they were 
obtained without specific written authorization from 
a Group Director or Supervisory Patent Examiner in 
the Examining Group where the material(s) reside. 
Such authorization will not be given for U.S. Patents 
and other material readily available through the 
Scientific Library. 


3. PROHIBITIONS 
The following are prohibited: 


a. 


b. 


c. 


Conduct which is rude or abusive to PTO employees 
or others. 

Smoking and consumption of food or beverages in 
other than designated areas. 

Loud talking or ary conduct which may be disruptive 
to others. 

Use of radios, televisions, typewriters, photographic 
equipment, dictation equipment and other mechani- 
cal, electrical or electronic items without specific 
authorization from an Assistant Commissioner of the 
PTO. 

Improper use, mutilation, destruction or unauthorized 
removal of PTO records, documents or government 
property. 
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Reserving seats or work areas. 

Affixing messages to walls, telephone booths or other 
government property, except designated message 
boards 


Use of the PTO as a mailing 

address, use of PTO stationery, and use of PTO 
emblem or seal. 

Use of PTO telephones and other office equipment, 
such as copiers, etc., except where specifically pro- 
vided for public use. This includes the use of PTO 
telephones to receive incoming calls. 

Use of any computer terminal other than the TRAM 
terminals provided for public use in the Trademark 
Search Library, and the CASPIR and FOUR-PHASE 
terminals (or CASSIS terminal if the FOUR-PHASE 
terminals are not operating) provided in th Patent 
Public Search Room for public use. 

Placing PTO files or documents, government property 
or government owned reference materials in rental 
storage lockers. 

Use of rental storage lockers without depositing the 
required fee or holding the key to a storage locker 
beyond the specified maximum period of use. 


Procedures for Enforcement of the R 
Reiating to the Use of Patent and Trademark Office 


Records or Search Facilities 


Under applicable statutes and regulations, including 40 
U.S.C. 486(c), 41 CFR 101-20.3, and appropriate sections of 
Department Organization Orders 10-14 and 30-3 of the Depart- 
ment of Commerce, the procedures appearing below are estab- 


lished. 


1. Violations involving unauthorized removal of PTO files, 
documents, records or government 


a. 


b. 


property. 
Each observed or reported violation will be investi- 
gated. 
Persons found in possession of PTO material or gov- 
ernment property, other than in areas or under circum- 
stances where possession is specifically authorized, 
shall be required to immediately surrender the mate- 
rial or property and if appropriate, their User Pass. An 
oral explanation for the possession of such material 
or property will be requested by the PTO. 
Each incident involving unauthorized possession of 
PTO material or government property shall be 
immediately reported by telephone or in person to the 
Office or Group Director of the area from which the* 
material or property was taken. 
If it appears to the Office or Group Director that 
possession of the materials was inadvertent or other- 
wise unintentional, no further action will be taken. The 
materials will be replaced appropriately and the 
person’s User Pass will be returned. 
If it appears to the Office or Group Director that 
possession of the materials was intentional, all persons 
involved shall be required to submit written state- 
ments detailing the circumstances and, in the case of 
a PTO User/visitor, show cause why the User Pass 
and visitor privileges should not be suspended or 
revoked. Statements will also be obtained from other 
witnesses where appropriate. The material or property 
shall be secured for possible use as evidence by the 
Office or Group Director, if appropriate. 
If the involved person possesses a Permanent User 
Pass, it shall be retained and forwarded with the 
written statements to the Assistant Commissioner for 
Administration. A Temporary User Pass may be 
issued as replacement by the Assistant Commissioner 
for Administration, pending action on an alleged vio- 
lation. 
If the involved person possesses only a Temporary 
User Pass it shall be retained and forwarded with the 
written statements to the Assistant Commissioner for 
Administration within two weeks of the incident. No 
replacement will be provided pending action by the 
Assistant Commissioner for Administration. 
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2. Other violations of public use regulations. 

a. Each observed or reported violation will be investi- 
gated. The persons involved shall be informed of the 
nature of the violation and requested to comply with 
regulations. 

If it appears that the violation was inadvertent or 
otherwise unintentional and the involved 
immediately conforms to the regulations, no further 
action will be taken. 

If the violation appears to be intentional or if the 
person involved refuses to comply with a verbal 
request from a PTO employee or continues to violate 
the regulations after being requested to comply, the 
person shall be required to surrender his or her User 
Pass to the PTO. A written report of each violation 
and the User Pass will be submitted to the Assistant 
Commissioner for Administration for a final decision. 
User Pass replacement procedures shall be as speci- 
fied in paragraphs 1.f. or 1.g. 

If the Assistant Commissioner for Administration 
determines that a reported violation was inadvertent 
or otherwise not intentional, the User Pass will be 
returned and no further action will be taken. In all other 
cases, the Assistant Commissioner for Administration 
will request the person involved to show cause in 
writing why his or her User Pass and visitor privileges 
should not be suspended or revoked. 

A written decision will be rendered by the Assistant 
Commissioner for Administration after consideration 
of any timely submitted response. 

In the case of a written decision by the Assistant 
Commissioner for Administration adverse to a prac- 
titioner as defined by 37 CFR 10.1(r), a copy of the 
written decision will be forwarded to the Director of 
the Office of Enrollment and Discipline for whatever 
further action, including sanctions, as may be appro- 
priate under the PTO Code of Professional Respon- 
sibility. 


3. Factors to be Considered in Assessing Penalties. 

Penalties will be determined on a case by case basis. 
Prior violations of regulations will be considered 
when assessing whether any violation is willful, 
deliberate or intentional, and when determining the 
penalty to be imposed. 

Penalties may be assessed as follows, depending on 
circumstances: 

(1) For a first offense: from a written warning to a 
30 day suspension of the User Pass and visitor 
privileges. 

(2) Forasecond offense: a suspension of the User Pass 
and visitor privileges from 5 days to one year. 

(3) Fora third or subsequent offense: from a suspen- 
sion of 30 days to permanent revocation of the 
User Pass and visitor privileges. 

(4) For any single serious or aggravated violation: 
suspension of the User Pass and visitor privileges 
for up to one year or permanent revocation of the 
User Pass and visitor privileges. A serious or 
aggravated violation is defined as any instance 
involving multiple violations of regulations dur- 
ing a single event or acts which also constitute a 
violation of Federal or local criminal law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations will be 
maintained by the Assistant Commissioner for Administration. 
These records will be made available to the public upon request. 


5. Use of Public Facilities During Suspension or After Revo- 
cation of User Pass. 

No individual will be permitted to use the facilities specified 
in these regulations while his or her User Pass is suspended or 
revoked. 


6. Absence of Assistant Commissioner for Administration. 
In the absence of the Assistant Commissioner for Admini- 

stration, the Deputy Assistant Commissioner for Administration 

will carry out the responsibilities assigned by these regulations. 
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7. Absence of Designated PTO Officials. 

In the absence of any Designated PTO Official, a Deputy 
or Acting Official will carry out the responsibilities assigned 
by these regulations. 

8. Assistance. 

PTO employees may, when necessary, request the Security 
Officer of the Patent and Trademark Office or the Federal 
Protective Service or their contractors ..5 provide assistance in 
carrying out their assigned responsibilities in paragraphs 1. and 
2. 


9. Appeals. 
Decisions rendered by the Assistant Commissioner for Ad- 
ministration may be reviewed on petition to the Commissioner. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


May 11, 1987. 


[1079 OG 6] 


Unlawful Removal of Labels 


We have found a large number of security labels, torn from 
Search Room patent copies, in stack areas of the Public Search 
Room. We remind persons removing security labels or other- 
wise mutilating Search Room patent copies, or removing Search 
Room patent copies from the Search Room without euthoriza- 
tion, that such acts are criminal offenses punishable by fine, im- 
prisonment or both. 

You should be aware that in such acts violates the 
prohibition against “the willful destruction of or damage to 

; the theft of property.” 41 Code of Federal Regulations 
§ 101-20.303. Violations are punishable by “a fine of not more 
than $50 or imprisonment of not more than 30 days, or both.” 
41 Code of Federal Regulations § 101-20.315. 

You should also be aware that engaging in such acts subjects 
you to punishment under the following criminal provision in 
Title 18 U.S. Code, § 2071: 


(26) 


(a) Whoever willfully and unlawfully conceals, 
removes, mutilates, obliterates, or destroys, or attempts 
to do so, or, with intent to do so takes and carries away 
any record, proceeding, map, book, paper, document or 
ee ee eee 

or imprisoned not more than three years, or both. 

Lr nage may my yn ange ey 

. map, book, document, paper, or other thing, 
willfully and unlawfully conceals, removes, mutilates, 
obliterates, falsifies, or destroys the same, shall be fined 
not more than $2,000 or impri not more than three 
years, or both; and shall forfeit his office and be dis- 
qualified from holding any office under the United 
States. 


UNLESS THE REMOVAL OF SECURITY LABELS FROM 
SEARCH ROOM PATENT COPIES CEASES, THE OFFICE 
WILL TAKE APPROPRIATE ACTION, SUCH AS EXERCIS- 
ING ITS AUTHORITY UNDER 41 CODE OF FEDERAL 
REGULATIONS § 101-20.301 TO INSPECT PACKAGES, 
BRIEFCASES AND OTHER CONTAINERS BROUGHT 
INTO, WHILE ON, OR BEING REMOVED FROM THE 
SEARCH ROOM. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Mar. 28, 1983. 


[1029 OG 136] 


Out-of-Town Request for Files 


(27) 


A a meee ly cee ee me 
the Federal Records Center in Suitland, Md. Therefore, more 
time must be allowed when out-of-town requestors are ordering 
patented files or abandoned or registered trademark files in 
advance of their arrival in the area. Until recently, a five-day 
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notice was sufficient to obtain a file located in the Federal 
Records Center. Now we are suggesting that ten days be allowed 
when ordering Suitland files. A 24-hour notice is still normaliy 
adequate when the file is located in the PTO File Repository 
in Crystal City. Out-of-town requests for files should be directed 
to Ms. Jacqueline Waldo on (703) 557-2977. Requestors will 
be notified by phone, prior to planned arrival date, whether or 
not the requested file will be available. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


July 10, 1984 
[1045 O.G. 3] 


(28) Use of Certificate of Correction Forms 

The purpose of this notice is, to once again, remind patentees 
and their attorneys and agents to submit the text of any correction 
under 37 CFR 1.322 and 1.323 on the Certificate of Correction 
form, PTO-1050, which is available free of charge from the 
Patent and Trademark Office. The presentation of all corrections 
on this form permits its use as camera copy for prompt, direct 
offset printing of the Certificate of Correction. 

Instructions for use of Form PTO-1050 are printed on the 
top portion thereof, and are also set forth, in further detail, in 
Section 1402.02 of the Manual of Patent Examining Procedures. 
It is especially important that the typing be clean and clear. Both 
thin, light type and heavy, smudged type should be avoided. 
Changes and corrections are preferably made by use of white 
opaque correction fluid. 

The typing should be within the borders printed on the form 
and a two-inch blank space should be left at the bottom of the 
last page of the form for the placement of the signature of the 
Attesting Officer. 

Both sheets of the printed form should be forwarded to the 
Office. The copies should be stapled together only at the upper 
left-hand margin at the indicated location. 

Copies of form PTO-1050 may be obtained, as needed, from 
either the Correspondence and Mail Division in Building 2, or 
from the receptionist in the lobby of Building 3, Crystal Plaza, 
Arlington, Va. 


RICHARD J. SHAKMAN, 
Assistant Commissioner for 
Administration. 


May 10, 1977. 
[959 O.G. 3] 


(29) ARS Patent Culture Collection 


Initiation of Fees 


As a result of recent policy changes, the ARS Culture 
Collection (NRRL) henceforth will charge a user fee for deposit 
and distribution of microbial cultures maintained in conjunction 
with U.S. and foreign patent applications. User fees apply to 
patent cultures only; as it has in the past, the ARS Culture 
Collection will continue to exchange other microbial germplasm 
with the scientific community without charge. The fee schedule 
will apply to all patent cultures deposited after Sept. 30, 1983. 
A fee of $500.00 will be charged for each strain, payable at the 
time of deposit. A $20.00 fee will be charged for the distribution 
of all released patent cultures that have been deposited after Sept. 
30, 1983. There will be no charge for distribution of patent 
cultures already on deposit or for others received before this 
date. Checks, in U.S. dollars, should be made payable to the 
Agricultural Research Service, USDA. USDA laboratories and 
designated cooperators will be exempt from fee assessment. The 
types of microorganisms accepted by the ARS Culture Collec- 
tion are the same as announced in the past and include indus- 
trially important bacteria, yeasts, molds, and Actinomycetales. 
Viruses and highly pathogenic or especially fastidious micrc- 
organisms are not accepted. Further information on types of 
microorganisms accepted and conditions for deposit may be 
obtained by contacting A. J. Lyons, Curator, ARS Patent Culture 
Collection, Northern Regional Research Center, USDA-ARS- 
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NCR, 1815 N. University St., Peoria, Ill. 61604 (Tel. 309/685- 
4011). 


[1033 OG 26] 


(30) Notice to Subscribers 

The Patent and Trademark Office announces a change in the 
point of contact for subscribers who have not been receiving 
all of their copies of the Official Gazette, Manual of Patent 
Examining Procedures Revisions, Annual Indices, or other 
patent and trademark publications. All correspondence and 
inquiries concerning subscription services including requests 
for reinstatement or renewal of subscriptions should be directed 
to: 


Mr. Michael F. DiMario 

Assistant Public Printer 
Superintendent of Documents (SD) 
U.S. Government Printing Office 
Washington, D.C. 20401 


Furthermore, the Superintendent of Documents advises that 
expiration notices are sent out approximately three months 
before the expiration date. However, subscribers should not rely 
on this schedule. If a notice is not received within two months 
of the expiration date, the subscriber should renew the subscrip- 
tion with the Superintendent of Documents. Attach a label from 
the envelope in which the publication is received, together with 
a check covering the amount of the subscription. If a deposit 
account with the Superintendent of Documents is to be used, 
include the deposit account number with the renewal. 

This notice is effective with the publication date and super- 
sedes the notice published on this subject in 969 O.G. 2, dated 
Mar. 14, 1978. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Aug. 3, 1984. 


[1045 O.G. 28] 


Subscription Pricing Information 


(31) 


The subscription prices on the foiiuwing publications have 
been changed as indicated below: 


Title: Official Gazette, Patent Section 
First-class domestic mailing 
Fourth-class domestic mailing 
Fourth-class foreign mailing 
Single copies each, domestic ... 
Single copies each, foreign 


Back copies will not be furnished. 

This change is effective with Government Periodicals and 
Subscription Services Price List 36, dated Summer, 1984. 
Foreign first-class mailing rates will be furnished upon request. 
Direct all inquiries and subscription requests to: 


Superintendent of Documents 
U.S. Government Printing Office 
Washington, D.C. 20402 


Checks for subscription orders should be made payable to 
the Superintendent of Documents. If a Deposit Account with 
the Superintendent of Documents is to be used, please include 
the Deposit Account Number with the order. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Sept. 11, 1984. 


[1047 O.G. 11] 


(32) Rules Service Company Address Change 





JANUARY 2, 1990 


The Patent and Trademark Office has been notified of a 
change in the address and telephone number of the Rules Service 
pee me tere blishes a looseleaf Rules of Practice in Patent 

with a revision service. The new address 
and telephone numbers are: 


Rules Service Company 
4341 Montgomery Avenue 


Bethesda, Maryland 20014 
(301) 656-4660 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


Apr. 7, 1980. 
(994 O.G. 10) 


(33) Patent and Trademark Office Services 
The Patent and Trademark Office is making every effort to 
utilize its resources as effectively and efficiently as possible. 
However, delays in some services are being experienced. To 
improve services, the PTO is taking the following steps: 
Beginning with the issue of January 1, 1980, the original 
formal drawing which is supplied by the patent applicant and 
is 8 1/2 by 14 inches (21.0 by 29.7 cm.) is being stored within 
the patented file in the Patent Search Division. This is a change 
under which the drawing is stored in 


This procedure will be used for a three month trial period and 
then reevaluated for its effectiveness. 

Effective Dec. 3, 1979, sale of tokens and maintenance of 
all token photocopy and microfilm reader-printer 
equipment throughout the Patent and Trademark Office are 
being performed by a private contractor, T S Info Systems, Inc. 
(TSI. Improved quality and timeliness of copy service to the 
public are anticipated. 

All token sales are made between the hours of 8:30 A.M. 
and 5:00 P.M. at the token sales booth in the Record Room 
located in Building CP-4. When purchasing tokens by check, 
please make the check payable to “TSI” rather than “Com- 
missioner of Patents and Trademarks.” Tokens will not be sold 
at the cashier’s window in CP2. 

Effective February 1, 1980, charges for tokens to PTO 
customer deposit accounts will no longer be accepted. 

Effective immediately, no requests for new patent or trade- 
mark drawings will be accepted by the Patent and Trademark 
Office. New drawings will be prepared only for requests already 
received. All currently available drafting time and facilities are 
required to correct the backlog of drawings correction 
prior to issue. When this backlog has been eliminated, a notice 
will be issued to that effect and new drawings can again be 
prepared for the public. 

Effective immediately, three additional special mail room 
boxes will be established in the PTO: 

Box 4 will be used for all mail for the Office of Legislation 
and International Affairs. 

Box 5 will be used for documents which are related to 
trademarks and for which no fee is required at the time of filing; 
¢.g., amendments to ications and requests for extensions 
of time to file an opposition. For mail directed to the Trademark 
Trial and Appeal Board, put “Attention TTAB” on the envelope 
in addition to “Box 5.” 

Box 7 will be used forreissue applications which are involved 
in litigation and any subsequently filed papers for these appli- 
cations. 


Mail appropriately addressed will be sorted and forwarded 
on a more timely basis. 

Applicants and other users of the PTO services can assist 
in improving the efficiency of office by doing the following: 

Use the following special PTO box numbers for forwarding 
particular types of mail. The boxes should be used only for the 

ified purpose. 

Box 2—Replenishment of funds in deposit accounts. 

Box 4—Mail for the Office of Legislation and International 
Affairs. 
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Box 5—"No fee” mail related to trademarks. 

Box 7—Reissue applications for patents involved 

in litigation and any subsequently filed papers for these 
applications. 

Box 8—All papers for the Office of the Solicitor. 

Box 9—Coupon orders for U.S. patent and trademark copies. 

Box 10—Orders for certified copies of patent and trademark 


Box PCT—Mail related to applications filed under the Patent 
Cooperation Treaty. 


Only that material for which the special box was established 
should be enclosed. 


The special box numbers have been established to allow for- 
warding of particular types of mail to the 


delays, and allow sufficient lead time for services requested of 
the Office. Where possible, items which require no fee 
oe De be Gee areas ae 
Minimize the number of inquiries to the PTO regarding 
Prey aon y => i: adhere fee papers, orders 


for 


copies, etc 
Include a self addressed return post card with newly filed 
. The the 


in services. ep apoypeypee 
SIDNEY A. DIAMOND, 
Commissioner of Patents 

and Trademarks. 


Jan. 4, 1980. 
[990 O.G. 184] 


(34) ‘Filing of a Notice of to the Federal 
Circuit and Service of Papers on the 


Commissioner of Patents and Trademarks 
1. Service of court papers 


This notice supersedes the Solicitor’s Notice of Sept. 10, 
1982 [1023 Official Gazette 3 (Oct. 5, 1982)}. 

Court papers may be served on the Solicitor in the following 
manner: 

A. By hand between 8:30 A.M. and 5:00 P.M. at the Office 
of the Solicitor located in Crystal Piz., Bidg. No. ~ 
Jefferson Davis Hwy., Sth Fi., Rm. 5-C-15, Arlington, V: 

B. By mail in an envelope addressed as follows: 


Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215. 


Court papers mailed to an address other than the Solicitor’ 
service address above, or hand-delivered to the Office of the 
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Solicitor, are deemed to be served when actually received in 
the Office of the Solicitor. 

Papers which re not court papers and are intended to be 
filed in the Patent and Trademark Office in connection with an 
application or other proceeding pending in the Office should 
not be mailed to the Solicitor’s mail service address. Any such 
papers which are mailed to the Solicitor’s mail service address 
will not be filed in the Office and will be returned. No exceptions 
will be made to this policy. 


2. Filing of a notice of appeal to the Federal Circuit 


A notice of appeal from a decision of the Board of Patent 
Appeals and Interferences in an ex parte or inter partes patent 
matter or a decision of the Trademark Trial and Appeal Board 
in an ex parte or inter partes trademark matter must be timely 
filed. 

A certificate of mailing under 37 CFR § 1.8 cannot be used 
for the purpose of effecting “filing” of a notice of appeal to 
the U.S. Court of Appeals for the Federal Circuit. Jn re Thrifty, 
231 USPQ 560 (Comm’r. Pat. 1986),mandamus denied mem., 
Misc. No. 137 (Fed. Cir. Nov. 21, 1986) (unpublished). Thus, 
a notice of appeal which reaches the Patent and Trademark 
Office after the due date, is not considered to be timely filed, 
even though mailed prior to the due date with a certificate of 
mailing under 37 CFR § 1.8. 

A notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in any 
of the following ways: 

A. By mail addressed as follows, in which case the notice 
of appeal must actually reach the Patent and Trademark Office 
by the due date: 


Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Posta! Service only) under 
37 CFR § 1.10 addressed as follows, in which case the notice 
of appeal is deemed filed on the date of the Express Mail 
certificate: 


Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand to the Office of the Solicitor. 


A notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit should not be mailed to the Solicitor’s mail service 
address. 


JOSEPH F. NAKAMURA, 


June 8, 1987. Solicitor. 


[1079 OG 72] 


(35) Appeals to CAFC 

In every case of an appeal to the CAFC from a decision of 
the Board of Patent Appeals and Interferences or the Trademark 
Trial and Appeal Board, a copy of the notice of appeal should 
be separately transmitted to the Office of the Solicitor at the 
time the original notice is filed with the Commissioner. The 
Solicitor’s copy should be sent in an envelope addressed as 
follows: 


Box 8 
Commissioner of Patents and Trademarks 


Washington, D.C. 20231 
Attn: Office of the Solicitor 


In lieu of mailing, the copy for the Solicitor miy be hand- 
delivered to the Office of the Solicitor. Sending a copy of the 
notice of appeal io the Solicitor’s Office wiii prevent or reduce 
delays in docketing appeals in the CAFC. 
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DONALD W. PETERSON, 
Deputy Commissioner 
of Patents and Trademarks. 


July 17, 1987. 
[1081 OG 14] 


(36) Service of Court Papers on the 


Commissioner of Patents and Trademarks 


The procedure set forth in M.P.E.P. § 1216 (Sth ed., revs. 

1 to 6) under the heading “Service of Court Papers on 

Commissioner of Patents and Trademarks” was superceded by 

the procedure set forth in the Solicitor’s Notice of June 8, 1987 

[1079 OG 72], which remains in effect and which also describes 

the procedure for filing a notice of a appeal to the Federal Circuit. 

The portion of that notice concerning service of court 

on the Commissioner is repeated below, as modified to include 

additional guidelines about supplementation of the mail service 

address. 
Court papers may be served on the Commissioner in either 
of the following ways: 

A. By hand between 8:30 A.M. and 5:00 P.M. at the Office 
of the Solicitor, located in Crystal Plaza Bldg. No. 2, 2011 
Jefferson Davis Hwy., Sth Floor, Room C-15, Arlington, 
Va. 


B. By mail in an envelope addressed as follows: 


Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215 


While the above mail service address may be supplemented 
to include the name of the particular attorney assigned to the 
court case, it must not be supplemented to refer to either the 
Commissioner of Patents and Trademarks or the U.S. Patent and 
Trademark Office (PTO). 

Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed 
to have been served on the Commissioner when actually 
received in the Office of the Solicitor. 

Papers which are not court papers and are intended to be 
filed in the PTO in connection with an application or other 
proceeding pending in the Office should not be mailed to the 
solicitor’s mail service address. Any such papers which are 
mailed to the Solicitor’s mail service address will not be 
considered to have been filed in the PTO. Instead, all such papers 
will be returned. No exceptions will be made to this policy. 


JOSEPH F. NAKAMURA, 
Feb. 22, 1988 Solicitor. 


[1088 OG 39] 


ment of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 2 


[Docket No. 80480] 
Communications with the Office of the Solicitor 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule; technical amendments. 
Summary: On Mar. 24, 1987, final rules regarding the address 
of certain communications to the Patent and Trademark Office 
were issued. (52 FR 9394, Mar. 24, 1987.) Also, on Mar. 7, 1985 
and Aug. 11, 1986, final rules regarding the court review of 
decisions by the Patent and Trademark Office Board of Patent 
Appeals and Interferences and the Trademark Trial and 
Board, respectively, were issued. (SO FR 9383, Mar. 7, 1985 
and 51 FR 28710, Aug. 11, 1987.) 

This notice makes technical corrections to § 1.1, 1.302 and 
2.145(b) by specifying the address.to which 
should be sent to the Office of the Solicitor. The change reflects~ 
existing practice consistent with rules of court governing service ~ 
of court papers on the Solicitor. The change also will expedite 
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the processing of other non-court communications with the 
Office of the Solicitor. 

Effective Date: June 9, 1988 

For Further Information Contact: John H. Raubitschek by 
telephone at (703) 557-4035 or by mail marked to his attention 
and addressed to Box 8, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 

Supplementary Information: The Patent and Trademark Office 
(PTO) finds for good cause that because the technical changes 
made by this rule will have no substantive effect, it is unnec- 
essary to seek prior public comment of this rule under 5 U.S.C. 
553. Because a notice of rulemaking and an oppor- 
tunity for public comment is not required for this technical 
amendment, this rule is also exempt from the provisions of the 
Regulatory Flexibility Act requiring a regulatory flexibility 
analysis. The PTO has determined that this rule is not a major 
rule within the meaning of section 1(b) of Executive Order 
12291. The PTO has also determined that this rule has no 
federalism implications affecting the relationship between the 
national government and the States as outlined in Executive 
Order 12612. This rule does not contain a collection of infor- 
mation for purposes of the Paperwork Reduction Act. 

List of subjects: 


Administrative practice and procedure, Courts, Inventions 
and patents, Trademarks 


For the reasons set forth above, 37 CFR Parts 1 and 2 are 
amended as follows: 


Part 1—Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.1 [Amended] 


Section 1.1 is amended by adding new paragraph (g) 


eeeee 


(g) All communications relating to pending litigation which are 
required by the Federal Rules of Civil or Appellate Procedure 
or by a rule or order of a court to be served on the Solicitor 
shall be hand-delivered to the Office of the Solicitor or shall 
be mailed to: Office of the Solicitor, P.O. Box 15667, Arlington, 
Va. 22215 or such other address as may be designated in writing 
in the litigation. All other communications to the Office of the 
Solicitor should be addressed to: Box 8, Commissioner of 
Patents and Trademarks, W: D.C. 20231. Any 
communication which does not involve pending litigation which 
is received at P.O. Box 15667 will not be filed in the Office 
but will be returned. See § 1.302(c) and 2.145(b)(3) for filing 
a notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit. 


3. Section 1.302 [Amended] 
Section 1.302 is amended by adding new paragraph (c) 


eeee% 


(c) A notice of appeal, if mailed to the Office, shall be addressed 
as follows: Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Part 2—Rules of Practice in Trademark Cases 


4. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
5. Section 2.145(b) [Amended] 


— 2.145(b) is amended by adding new paragraph 
(b)(3). 
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. 


(b)(3) The notice, if mailed to the Office, shall be addressed 
as follows: Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


DONALD J. QUIGG 
May 3, 1988. 


[1090 OG 72] 


(38) Sale of Copies of Reexamination Requests 


Copies of reexamination , all cited references, and 
the file wrapper and contents of the patent file for which 
reexamination is requested are available at a charge of $0. 
per page. Orders for such copies must indicate the control 
number assigned the reexamination request. Orders should 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, Attention: Customer Services Divi 
sion. 


GERALD J. MOSSINGHOFF, 
July 31, 1981. 


[1010 OG. 4] 


DEPARTMENT OF COMMERCE 


Agency: Patent and Trademark Office, Commerce 
Action: Electronic Data Dissmenination Policies and Guidelines 


- Final Notice. 
Summary: The U.S. Patent and Trademark Office (PTO) has 
undertaken a program to automate its operations. As a result, 
electronic patent and trademark data are being created and new 
nee being implemented to expand the use of the 
s collection of electronic information, which will contain 
aU. pt a registered trademarks and selected foreign 
databases compris ne of he largest informatio 
oneeal Gn tees 
Date: May 3, 1989. 
Address: Comments should be addressed to: Donald J. Quigg, 
Assistant Secretary and Commissioner of Patents and Trade- 
marks, U.S. Patent and Trademark Office, Washington, D.C. 
20231. 
For Further Information Contact: Bradford R. Huther at 703- 
557-1572. 
ee ee 
ee na pe eae ye the 1980 legislation which 
amended patent and trademark laws, the PTO prepared and 
submitted a plan for the automation ofits operations to —— 


tion 

Over 700,000 active Federal trademark registrations have 
been converted to an electronic data base of textual and 
digital image data. An IBM-based computer has been 
installed to enable examiners to search the data base for textual 
data and codes describing designs, and to retrieve and display 
all information as a substitute for paper file searches. Trademark 
examiners have been using T-Search exclusively since January 
1988, and the ility is ready to be deployed for public use 
in the Ti Search Library. 


through 
cout god image eulovdl eqpshiiaien and pudiunn efter ccaaau 
functions. 
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An Automated Patent System (APS) was installed for test and 
evaluation purposes, using one patent examining group as an 
operational testbed. Major operational components of APS — 
large scale computers with conventional magnetic storage 
devices, a high-speed local area data communications network, 
and electronic workstations equipped with two high resolution 
graphic displays and laser printers — were interconnected on 
July 1, 1986 to enable system test and evaluation to begin in 
the testbed group. Optical disk storage units were subsequently 
installed to house the test data base of digital images of U.S. 
and foreign patents. In December 1987, the testbed patent 
examiners began using the APS image search and retrieval 
capability (APS-Image) in a live production environment. Based 
on rec ions of an Industry Review Panel appointed 
by the Deputy Secretary of Commerce to review the Office’s 
patent automation program, changes were made and the testbed 
examiners are using a stable, reliable system suited to their need. 
The digital image retrieval capability of APS has been stabilized 
in the testbed, which now is being used as an operational testbed 
for deployment to other patent examining groups. A decision 
on the next incremental deployment of the digital image retrieval 
and other electronic searching capabilities is planned to be made 
in mid-1989. Additional system capabilities for office automa- 
tion and other administrative support will be added to those 
already installed in the testbed over the next several months to 
supplement the search and retrieval capabilities. Examiners will 
be provided access to commercial data bases, such as industry- 
specific data bases, from the electronic workstations. 

PTO continues to digitize the entire backfile of almost five 
million U.S. patents. The source for the digital image scanning 
operation is the archival set of patent documents which is 
believed to contain the best available copy of each patent. First, 
images of all U.S. patents in the testbed group’s search files were 
converted to digital form and placed on optical disks for use 
in electronic classification and combined text classification 
searches. Subsequently, the remaining patents were captured. 
These patents will be written to optical disk and loaded on APS 
before APS-Image can be deployed to the remaining patent 
examining groups and the public. Through exchange agree- 
ments with the European and Japanese Patent Offices, European 
patents issued since 1920 and all Japanese patents have been 
or will be converted to a common facsimile standard and key 
patents will be entered for on-line retrieval. 

On-line access to the full-text of all U.S. patents granted after 
1974 and the English language abstracts of Japanese and Chi- 
nese patents — a data base of more than two million records 
representing about 52 gigabytes of data — was deployed to the 
patent examining staff beginning in June 1986. Access to this 
full-text data base (APS-Text) permits examiner to search the 
text of more than one million U.S. patents containing more than 
five billion words. Today, all examiners have been trained in 
the use of the full-text searching tool, and it has become a routine 
part of the patent examination process. Searches are conducted 
from single screen text terminals located throughout the Office, 
supported by a NAS-9080 dual processor. The APS-Text 
capability is ready for deployment to the public in the Patent 
Public Search Room. 

The PTO intends to enter the text of U.S. patents issued after 
1970. 

To fulfill its mission to disseminate information and to guide 
the management of its electronic information resources, on June 
8, 1984, the PTO issued guidelines and policies for dissemi- 
nation and distribution of electronic patent data. These were pub- 
lished in 49 Federal Register 2485 (June 14, 1984). Subse- 
quently, the Office of Management and Budget issued revised 
policies and expanded guidelines for electronic data dissmemi- 
nation in OMB Circular A-130 dated December 1985 and en- 
titled “Management of Federal Information Resources.” 

On August 20, 1987, PTO published in 52 Federal Register 
31442 a notice (1) to inform the public of the PTO’s intention 
to amend its pricing policy for data base products, and to ex- 
pand the scope of its dissemination policies and guidelines to 
encompass patent and trademark electronic data; (2) to explain 
the current situation with regard to public access to automated 
patent and trademark search rooms and libraries; and (3) to 
solicit public comments on the intended proposals. 

On December 10, 1987, PTO published in 52 Federal Register 
46815 a notice amending the pricing policy for data base prod- 
ucts and expanding the scope of the policies and guidelines to 
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encompass patent and trademark data. That notice also extended 
the period to December 31, 1987, for receiving public comments 
on alternatives for funding public access to patent or trademark 
search rooms or libraries. 

On June 23, 1988, PTO published in 53 Federal Register 
23677 a notice informing the public of its intention to publish 
acomprehensive edition of the policies and guidelines to replace 
the versions published in the June 14, 1984 and December 10, 
1987 notices. 

In that notice, the PTO also published a summary of the 
comments received on the three alternatives for financing public 
access to the automated search systems in PTO’s public search 
rooms and libraries. Subsequently, Public Law 100-703 was 
enacted on November 19, 1988. The law allows the Commis- 
sioner of Patents and Trademarks to establish reasonable fees 
for access by the public to the automated search systems. 


Respo._se to Comments 


Comment: If user fees are established for public access to the 
automated patent and trademark systems, will those fees also 
be charged by the Patent Depository Libraries (PDLs)? 
Response: Arrangements will be worked out between the PTO 
and individual libraries for providing access to the automated 
search system. Arrangements will depend on each library’s au- 
thority to collect user fees for the service on their own or the 
PTO’s behalf. Fees for access in PDLs would be adjusted to 
account for any different equipment costs, maintentance and 
added telecommunications costs. 
Comment: How would PDLs administer the free access provi- 
sion of Public Law 100-703? 
Response: Based on PTO’s policy for administering this pro- 
vision, arrangements would be worked out with individual li- 
braries. 
Comment: One respondent asked if PTO conducted a study to 
determine the potential demand in PDLs for trademark infor- 
mation and patent information. 
Response: Several surveys on the demand for patent and trade- 
mark information have been conducted which provide unofficial 
indications to the PTO for the need for patent and trademark 
information. Reports to the PTO indicate that the demand for 
trademark information is increasing. 
Comment: One respondent wanted clarification of what will 
ultimately be available to the PDLs — paper, microfilm, elec- 
tronic data. 
Response: The form of the patent and trademark information 
in each PDL ultimately will Jepend on decisions made between 
the PTO and individual PDLs and the technology and economics 
of remote access for providing access to the automated search 
systems. 
Comment: If PTO contracts for the provision of public access, 
who owns the PTO data base? 
Response: The PTO will continue to own the PTO data base. 
Comment: One respondent claimed that section B is inconsistent 
with OMB Circular A-130 and that the order of sub-paragraphs 
B(1) and B(2) should be reversed. 
Response: Section B relates only to the PTO search facilities 
and PDLs. This policy is consistent with OMB Circular A-130 
by providing an information “safety net” to the public through 
the dissemination of information in the search facilities and li- 
braries. PTO states in paragraph F that, outside the search 
facilities and libraries, it will encourage the private sector to offer 
commercial patent and trademark search and retrieval services, 
and it will not compete with the private sector. 
Sub-paragraphs B(1) and B(2) state that PTO will choose the 
most efficient means for providing search and retrieval services 
in its search facilities and PDLs, directly and/or through a 
contractor. 
Comment: One respondent suggested that there might be mis- 
understanding between sections C and E. 
Response : Section C specifically refers to commercial data bases 
whereas section E refers to PTO-owned data bases. 
Comment: In section D, what does the term “existing collections 
in the PDLs” mean? 
Response: In the June 23, 1988 edition of the Federal Register, 
the reference to “existing collections” meant the collections 
held by each individual library. Collections vary from library 
to library, and acquistion of collections is up to each individual 
PDL. Section D has been revised because section 104(c) of 
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Public Law 100-703 allows the Commissioner to establish rea- 
sonable fees for on-line access to the automated search systems. 
Comment: Section E provides for the possibility that a commer- 
cial search and retrieval service could be substituted for the PTO 
automated systems in the PDLs. Would the PDLs be required 
to absorb the cost? 

Response: Arrangements would be worked out between the PTO 
and each individual library and would depend on the library’s 
ability to provide commercial services on its premises. 
Comment: One respondent asked for a brief explanation of OMB 
Circular A-76, entitled “Performance of Commercial Activi- 
ties.” 

Response: The A-76 process enhances quality and efficiency 
by using competition to select the most cost-effective operation 
to perform a service. It requires that studies be conducted to 
see whether work should be performed by the Government or 
by industry. This program was formalized in 1955 and, in 1966, 
the Bureau of the Budget issued the policy as Circular No. A- 
76. 

Comment: One respondent suggested that the word “indirectly” 
in section F should be removed since there already are many 
private trademark search enterprises. Another respondent sug- 
gested that the word “encouraged” in that same section should 
be changed to “allowed.” A third resondent said that PTO 
should “directly encourage” the private sector by making its 
data available in electronic form. 

Response: Section F as written expresses how the PTO will 
indirectly achieve its dissemination goals. No change has been 
made to the wording. 

Comment: One respondent suggested that PTO should not even 
consider “exclusive” arrangements with regard to the sale of 
bulk data as suggested by Section H. 

Response: Paragraph H has been changed by deleting the word 
“normally.” 

Comment: One respondent suggested that marginal cost recov- 
ery described in section I should be limited to commercial 
entities seeking bulk data. 

Response: All cost of goods and services are fully user-fee 
funded under the terms of OMB Circular A-25, “User Fees.” 
Comment: Several respondents asked for clarification of the 
statement that the trademark automated system could be ready 
for public deployment by September 30, 1988. 

Response: Under a proposed rule package entitled Patent and 
Trademark Automated Search System Fees, the PTO is propos- 
ing to provide access to T-Search. 

Comment: One respondent asked for clarification and more 
specificity to the response concerning the PTO’s authority to 
automate PDLs. 

Response: Section 13 of title 35, United States Code, authorizes 
the Commissioner to conduct a patent depository library pro- 
gram for disseminating patent information to the public. The 
Paperwork Reduction Act of 1980, as amended, 44 USC, chapter 
35, requires each Federal agency to “implement applicable 
government-wide...information policies...with respect 
to...dissemination of information...and other information re- 
source management functions...” OMB Circular A-130 estab- 
lishes a Government-wide policy of disseminating Government 
Information products and services in the manner most cost 
effective for the Government. Accordingly, the Paperwork 
Reduction Act would authorize disseminating patent informa- 
tion to the PDLs in some electronic form, in lieu of paper or 
microfilm, if it is the most cost-effective mode. The authority 
for providing access to patent and trademark information in the 
PDLs like that for the Patent Search Room and Trademark 
Search Library is the authority inherent in various provisions 
of the patent law other than section 13 such as section 10 of 
title 35. The PDLs serve as extensions of the PTO for dissemi- 
nating patent and trademark information in other geographic 
locations. 

Comment: One respondent asked that PTO adhere to Rep. 
Kastenmeier’s instructions in 134 Cong. Rec. H9676 
(daily ed. Oct 5, 1988) (statement of Rep. Kastenmeier), to 
follow the letter and spirit of the copyright law regarding non- 
patent literature. 

Response: The PTO will adhere to the letter and the spirit of 
the copyright law as it applies to the inclusion of nonpatent lit- 
erature in the Automated Patent System. 


Other Considerations: 
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The PTO has determined that this notice is not a major rule 
within the meaning of section | (b) of Executive Order 12291. 
Therefore, a Regulatory Analysis has not nor will be prepared. 
Because a notice of proposed rulemaking and an opportunity 
for public comment are not required to be given for this amended 
policy statement by the Administrative Procedure Act (5 U.S.C. 
553(b) (A)), no initial or final Regulatory Flexibility Analysis 
has to be or will be prepared. The PTO also has determined that 
this notice has no Federalism i affecting the rela- 
tionship between the National Government and the States as 
outlined in Executive Order 12612. This notice does not contain 
a collection of information requirement for purposes of the 
Paperwork Reduction Act. 


ELECTRONIC DATA DISSEMINATION POLICIES AND 
GUIDELINES 


Dissemination in Govenment Public Search Facilities and 
Depository Libraries 

It is the goal of the PTO to achieve effective, 
dissemination of information concerning patents and Federally 
registered trademarks to all segments of the U.S. public. 

A. The dissemination goal will be accomplished di- 
rectly by the PTO by providing electronic search and 
retrieval services to the public in search facilities located 
in the PTO, in other facilities which may be established 
by the Government and in Patent Depository Libraries 
(PDLs). PDLs are Federal, State and local government, 
university or non-profit organization libraries designated 
by the PTO to offer public access to patent collections. 

B. To the extent funding is authorized and appropri- 
ated, search and retrieval services will be provided in the 
PTO’s search facilities and PDL’s either: 

(1) by the PTO, using its own data bases, computers, 
communications equipment, and software, and/or 

(2) by PTO contractors. 

C. Access to commercial data bases that are available 
to the PTO’s examiners, for example industry-specific 
data bases, will be furnished either through an APS work- 
station or a terminal furnished by data base vendors in 
the PTO public search facilities at commercial rates, 
provided the user has established a commercial account 
with the data base vendor. 

The PTO will not act as an agent for any data base 
vendor in providing training for, assisting in, or collecting 
fees for the use of such commercial data bases. 

D. Services furnished in the PTO public search facilities 
and in PDLs will be at no cost to the public for access 
to paper and microform records. The cost of accessing 
PTO owned electronic data bases and systems will be 

from user fees set to recover the marginal costs 
of such services. 

E. The type of service for public search and retrieval, 
either PTO or commercial services, will be chosen based 
on the method and criteria established by the 1983 re- 
vision to OMB Circular A-76, entitled “Performance of 
Commercial Activities.” 


Distribution of PTO Data for Commercial Dissemination 
__ F. In addition to B. and C. above, the PTO will pursue 


search and retrieval services and will seek to avoid 
competition with private sector firms in such 
services to the public outside the PTO search facilities 
erd PDLs. 

G. Fees charged for bulk data developed by the PTO 
will be based on the marginal cost of providing such 
distribution services. 

H. Arrangements will be non-exclusive. Bulk resale of 
PTO data will be permitted subject to the terms of each 
bulk sales agreement. 

I. Fees charged to the public for U.S. patent and trade- 


receive non-U.S. electronic patent data 
with other patent offices 
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general, the PTO will not distribute such data, except in 
conjunction with services that may be provided by the 


PTO or its contractors in the PTO public search facili- 


ties and PDLs. Rather, it will seek to have contractual ar- 
ts established directly betweci: the organization 
and the commercial data base vendor and will not act as 
a service agent or representative unless there is a special 
need that cannot be met otherwise. 
Mar. 7, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1102 OG 11) 


(40) Computer Aided Search for Class 364 


Subclasses 200 and 900 


In 1975 the Patent and Trademark Office installed an experi- 
mental computer search system for searching the computer and 
digital data processing system arts classified in Class 364/200 
and 900. This system, known as Computer Controlled Micro- 
form Search System (CCMSS), functioned until 1983 when it 
could no longer be kept operational. 

A new computer aided search system, Computer Aided 
Search and Patent Image Retrieval (CASPIR), has been installed 
and is available to the public. The new system possesses features 
similar to the previous system in that each subclass is searchable 
using a topic index list of approximately 400 terms, which may 
be combined with Boolean logic into a search question. The 
user is able to view from 5 to 12 pages of documents meeting 
the search strategy under computer control of a microfilm 
viewer. 

CASPIR has all of the original data base of the CCMSS 
(which covered patents dated 1950-1981). In addition, its data 
base, coded and filmed, has been updated through Sept., 1984. 

It is anticipated that CASPIR will be updated according to 
the following schedule. Once a month the codes assigned to new 
documents will be entered into the data base by Patent and 
Trademark Office personnel. Documents thus entered will not 
be available on the microfilm viewer but will show up on the 
data terminal in response to search questions. Users would need 
to consult search room paper files to see the documents. To 
assure efficient filming and maximum use of the film strips, the 
filming.of coded documents will take place on a quarterly basis— 
Jan., Apr., July and Oct. Following this procedure, the coded 
data base should not be more than one to two months behind 
current patent issue dates and the filmed copies of coded docu- 
ments should not be more than three to four months behind 
current patent issue dates. 

Terminals are currently available for public use in Crystal 
Plaza 2, Rm 5SC-22. Reservations for terminal use may be made 
by calling 703-557-3651 during normal business hours. Patent 
and Trademark Office personnel are available to assist the user 
in terminal operation. Effective Mar. 11, 1985 these public 
terminals will be moved to the Public Search Room in Crystal 
Piz. CP3-1A-3. Reservations for use may then be made by 
contacting Mr. Bernard Thomas at 703-557-2276. 


EARL LEVY, 
Director, Group 230 
Patent and Trademark Office. 


[1052 OG 56) 


Feb. 5, 1985. 


(41) 


Availability of Concordance— 
Fifth Edition 


The Patent and Trademark Office announces the availability 
of the “Concordance Fifth Edition-1985 United States Patent 
Classification to International Patent Classification” which 
relates the U.S. Patent Classification, as revised through Feb. 
29, 1984, (Classification Order No. 929) to the Fourth Edition 
of the International Patent Classification, 1984, as published for 
the World Intellectual Property Organizations by Carl Hey- 
manns Verlag K. G., Munich. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


Copies of the Concordance are for sale by the Superinten- 
dent of Documents, U.S. Government Printing Office, Wash- 
ington, D.C. 20402, Stock Number 003-004-0061 1-1. The price 
for this publication is $6.50 for U.S. and $8.15 for foreign 
mailing. 


WILLIAM S. LAWSON, 
Administrator for 
Documentation. 


July 3, 1985. 


[1057 OG 20] 


(42) Availability of Copies of the Magnetic Tape 
of the Fourth Edition of the International 


Patent Classification (IPC) 


The Assembly of the IPC Union has decided to make 
available copies of the magnetic tapes of the IPC through the 
International Bureau of the World Intellectual Property Organi- 
zation. 

The IPC Assembly made the following decisions: 

“The International Bureau should put at the disposal of the 
Industrial Property Offices of any country member of the IPC 
Union which so wishes the magnetic tape. . .of the IPC at cost, 
provided that any such Office receiving a tape accepts the three 
conditions set forth. . .below: 


(i) the tape is used by those Offices. . .for the purposes 
of carrying out their functions, 

(ii) no reproduction of the tape or its contents, in whole 
or in part, is made in the form of paper copies or 
microfiches, except in the case of on-line printouts, 
and 

(iii) the tapes or copies thereof, in whole or in part, are 
not made available to any third party.” 


The Committee of Experts of the IPC Union decided that 
the tape (in English or French language) would be made 
available to Industrial Property Offices of countries being 
members of the IPC Union at the price of 1,000 Swiss francs. 

In order to carry out its function of disseminating patent 
information contained on IPC tapes, the U.S. Patent and 
Trademark Office may need the assistance of qualified U.S. 
public izations or private companies. Accordingly, the 
Office will consider requests from such organizations or 
companies interested in disseminating such information. 

The Committee also decided that, subject to the conditions 

enumerated in (ii) and (iii) above, the tapes would be made 
available for the following prices to any public organization or 
private company authorized by its government: 

* for internal use only, at the price of 5,000 Swiss francs; and 
* for exploitation of the tape on a commercial basis, at the price 

of 30,000 Swiss francs. 


The Patent and Trademark Office will authorize United States 
public organizations and private companies to purchase the tape 
under these conditions and at the agreed upon prices quoted. 

For further information contact: 


Office of International Patent Classification 
Crystal Square, Bldg. 4, Room 108 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 

Tel: (703) 557-3756 


WILLIAM S. LAWSON, 
Administrator for 
Documentation. 


Feb. 1, 1985. 


[1052 OG 56} 


(43) Simultaneous Issue of Patents 


ts and their attorneys who desire the simultaneous 
issue of allowed applications must submit the request to: 


Commisoner of Patents and Trademarks 





JANUARY 2, 1990 


Washington, D.C. 20231 
Attention: Office of Publications 
CP2-6C07 


The request must contain the following information about 
each allowed application for which simultaneous issue is 
requested: 


(1) serial number 

(2) filing date 

(3) name(s) of inventor(s) 
(4) title of invention 

(5) date of allowance 

(6) batch number 


Separate copies of the request must accompany each Issue 
Fee Transmittal (PTO-85b). 

Questions concerning this practice may be directed J. Bania, 
Director, Office of Publications, Area Code (703) 557-3794. 

This notice supersedes the notice published on Aug. 25, 1978, 
at 974 OG. 16. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Nov. 9, 1987. 
[1085 OG 6] 


(44) —_—< Papers and Authorizations 
Charge Deposit Accounts 
; Facsimile Transmission 


Effective Nov. 1, 1988, certain papers to be filed in national 
patent applications and reexamination proceedings for consid- 
eration by the Office of the Assistant Commissioner for Patents, 
the Office of the Deputy Assistant Commissioner for Patents, 
and the Patent Examining Groups (Patent Examining Corps) 
may be submitted to the Patent and Trademark Office (PTO) 
by facsimile transmission. 

The provision of 37 CFR 1.33(a), requiring signatures on 
amendments and other papers filed in applications, who 
waived to the extent that a facsimile signature is 
paper that is ceed on he original for the facaimae Uenemiasion 
must have an original signature, and should be retained by 
applicant or the representative as evidence of the content of the 
facsimile transmission. No special format, addressing informa- 
tion or written ratification is required for facsimile transmissions. 
pate the paper size must be 8 1/2" by 14” or smaller to 


be accepted. 

A facsimile center has been established in the Patent 
Examining Corps to receive and process submissions. The filing 
date accorded the submission will be the date the 
transmission is received by the PTO facsimile unit unless that 
date is a Saturday, Sunday or Federal holiday within the District 
of Columbia, in which case the official date of receipt will be 
the next business day. 

Each transmission session must be limited to papers to be 
filed in a single national patent application or reexamination 
proceeding. It is recommended that the Serial Number of the 
application or Control Number of the reexamination be entered 
as a part of the sender’s identification, if possible. It is also 
recommended that the sending facsimile machine generate a 
report confirming transmission for each transmission session. 
The ee activity report should be retained along with 
the paper used as the original. 

The papers, including authorizations to charge deposit 

accounts, which may be submitted using this procedure, are 
por meme penne sadn fled certs pe aon yy 
cations and reexamination proceedings and which are to be 
considered by the PTO organizations named above. Examples 
of such papers are amendments, responses to restriction require- 
ments, request for reconsideration before the examiner, peti- 
tions, terminal disclaimers, powers of attorney, notices of appeal 
and appeal briefs. 

New or continuing patent applications of any type, assign- 
ments, issue fee payments, maintenance fee payments, decla- 
rations or oaths under 37 CFR 1.63 or 1.67, and formal drawings 
are excluded, as are all papers relating to international patent 
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. Papers to be filed in 


will not be made of record in the application 

and must be clearly identified as informal such as by including 
the word “DRAFT” on each paper. To facilitate informal 
communications from examiners, applicants are encouraged to 
2 ee a oa 


hs facile submissions may include a certificate for each 
paper stating the date of transmission. A copy of the facsimile 
submission with a certificate attached thereto will be evidence 
of transmission of the paper should the original be mi 
The person signing the certificate should have a basis 
to expect that the paper would be facsimile transmitted on the 
date indicated. An example of a preferred certificate is: 


Certification of Facsimile Transmission 


I hereby certify that this paper is being facsimile transmitted 
to the Patent and Trademark Office on the date shown below. 


Type or print name of person signing certification 


Date 


Signature = 

When possible, the certification should appear on a portion 
of the paper being transmitted. If the certification is presented 
on a separate paper, it must identify the application to which 
it relates, and the type of paper being transmitted; e.g. amend- 
ment, notice of appeal, «tc. 

In the event that the facsimile submission is misplaced or 
lost in the PTO, the submission will be considered filed as of 
the date of the transmission, if the party who transmitted the 
Paper: 


(1) Informs the PTO of the previous facsimile transmission 
promptly after becoming aware that the submission has been 
i of lost; 

CS ane aan oe ee transmitted 
submission with the Certification of Transmission; and 

(3) Supplies a copy of the sending unit’s report confirming 
transmission of the submission. In the event that a copy of 
the report is not available, the party who transmitted the 
paper may file a declaration under 37 CFR 1.68 which attests 


If all criteria above cannot be met, the PTO will require 
applicant to submit a verified showing of facts. Such a showing 
must show to the satisfaction of the Commissioner the date the 
PTO received the submission. 

The facsimile center will have five facsimile units and will 
be staffed during the business hours of 8:30 a.m. and 5:00 p.m., 
Monday through Friday, excluding holidays. Although the units 
may normally be accessed at all times, including non-business 
hours, there may be times when reception is not possible due 
to equipment failure or maintenance requirements. 

are cautioned not to rely on the availability of this 
service at the end of response periods. 

The te! number for accessing the facsimile machines 
is (703) 557-9564. In the event that the transmission cannot be 
a a a backup number has 

been established at (703) 557-9567. The facsimile center staff 
can be reached at telephone number (703) 557-4277 during 
normal business hours. 


DONALD J. QUIGG, 
Oct. 19, 1988 


[1096 OG 30} 
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(45) of Certain Papers with the Board of Patent 


and Interferences by Facsimile Transmission 


A facsimile machine has recently been installed at the Board 
of Patent Appeals and Interferences (Board). Accordingly, a 
party who wishes to file papers in a patent application or reex- 
amination in which an appeal is pending and which 
is located at the Board may do so via the Board’s facsimile 
machine, the tetephone number of which is (703)557-8642. 
Normally, the file of a patent application or reexamination 
proceeding in which an appeal is pending is forwarded to the 
Board approximately six weeks after the examiner’s answer has 
been mailed. 

Certain papers in interference proceedings may also be filed 
via the Board’s facsimile mzchine, for example, motions, briefs, 
designations of lead attorney, etc. The following are excluded: 
transcripts of depositions or of interrogatories, cross- 
interrogatories or recorded answers; preliminary statements; 
exhibits; and evidentiary records under 37 CFR 1.653. 


All papers filed with the Board by facsimile transmission are 
subject to the provisions, requirements and exclusions stated in 
the Commissioner’s Notice of October 19, 1988 (1096 O.G. 30, 
Nov. 15, 1988), entitled “Filing of Certain Papers and Authori- 
zation to Charge Deposit Accounts by Facsimile Transmis- 
sion.” 
October 17, 1989 SAUL L SEROTA 
Chairman 
Board of Patent Appeals and 
Interferences 


[1108 OG 15] 
RECORDS AND FILES 


(46) Assignee Names 

Effective April 1, 1976, only the first appearing name of an 
assignee will be printed on the patent where multiple names for 
the same party are identified on the Base Issue Fee Transmittal 
form, POL-85b. Such multipie names may occur when both a 
legal name and an “also known as” or “doing business as” 
name is also included. This printing practice will not, however, 
affect the existing yractice of recording assignments with the 
Office in the Assignment Division. The assignee entry on form 
POL-14 85b should still be completed to indicate the assignment 
data as recorded-in the Office. For example, the assignment filed 
in the Office and therefore the POL-85b assignee entry might 
read “Smith Company doing business as (d.b.a.) Jones 
Company.” The assignee entry on the printed patent will read 
“Smith Company.” 

For purposes of compiling and publishing the 1976 Annual 
Index of Patentees, this change will be retroactive to patents 
issuing on January 6, 1976. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Dec. 17, 1975. 
[942 O.G. 186] 


(47) Submission of Uniform Assignee Names 


on the Issue Fee Payment Form PTOL-85b 


The Patent and Trademark Office is experienciny problems 
when computer-sorting assignee names for the Patentee Index 
because of the non-uniform use of the names of certain 
companies and ions on the issue fee payment form 
PTOL-85b. The use of different spellings or nomenclature for 
the same company requires the Office to expend time and effort 
to determine whether the various name forms are in fact for the 
same company. If such inconsistencies are not corrected, patents 
to the same company will appear in different locations in the 
Patentee Index. An example of inconsistent use is “ABC 
Company, Ltd.” and “ABC Co., Limited.” 


OFFICIAL GAZETTE 
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Therefore, persons who list assignee names on issue fee 
payment form PTOL-85b should ensure that the same company 
name form is used for all patents issuing to a particular 
company. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Nov. 17, 1977. 
[965 O.G. 8] 


(48) Assignments Affecting Applications 


of Joint Inventors 


Over the past several years, the Assignment Branch of the 
Patent and Trademark Office has been charging a single fee for 
recording the assignment of a patent or patent application of 
joint inventors when separate assignment documents are 
executed by the joint inventors and then filed together for 
recording. 

This practice is in error because it conflicts with 37 CFR 1.21 
Miscellaneous Fees and Charges (h) Recording of Documents 
which states: 


(1) For recording each assignment, 2greement or other paper 
relating to the property in a patent or applications 
$20.00. 


Effective Nov. 1, 1984, the Assignment Branch will charge 
in accordance with the above regulation, the fee of $20.00 for 
each assignment document of the joint inventors which relates 
to the patent or patent applications. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Oct. 1, 1984. 


[1047 O.G. 49} 


Recordability of Foreclosures 
for Assignment Purposes 


(49) 


It has been the practice of the Assignment Branch to record 

security agreements between a secured party and a debtor which 
refer specifically to a patent or a patent application and which 
are signed by the debtor. However, foreclosures by the secured 
party were not recorded because they were not signed by the 
debtor. Accordingly, before recording a foreclosure not signed 
by a debtor, the Assignment Branch required a Court order. This 
requirement forced the secured party to bring action in a court 
of law where otherwise Court action might not have been 
necessary. 
To facilitate recording of foreclosures not signed by a debtor 
and avoid unnecessary court proceedings, the Office will record 
foreclosures which comply with all of the following 
criteria: 


(1) Submission of the foreclosure document with original 
endorsement by the secured party, or a verified copy 
thereof; 

(2) Identification of the patent by patent number or the — 
application by serial number, or other 
identifier(s) as specified in 37 CFR 1.331(c), in the body 
of the foreclosure document itself or any addenda incor- 

by reference; 
Reference to the security agreement recorded under 37 
CFR 1.331; and 
Submission of a verified statement by a representative of 
the secured party stating that the patent or the patent 
application has been legally foreclosed on based upon the 
applicable state laws. 


A foreclosure document complying with the above criteria 
will be deemed to be a recordable instrument in accordance 
with 37 CFR 1.331. 





JANUARY 2, 1990 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


March 14, 1988. 
[1089 OG 35] 


(50) Title of Invention Carried on Office Records 

The Patent and Trademark Office is experiencing an in- 
creased incidence in the number of newly filed applications in 
which the title of the invention is inconsistent within the papers. 
This has resulted in applicants requesting correction of the 
official filing receipt in many instances to indicate the title 
preferred by applicants. 

Hereafter, whenever the title of the invention appears incon- 
sistent within the papers of a newly filed application for patent, 
the records of the Office will carry the title as indicated on the 
first page of the specification and no corrected filing receipt will 
be issued to indicate another title. Note that 37 CFR 1.72(a) 
indicates that the title of the invention should appear as a heading 
on the first page of the specification. 

It should also be noted that applicant may amend the title 
under 37 CFR 1.115 if any changes are subsequently desired 
before issuance of a patent. 


BRADFORD R. HUTHER, 
Acting Assistant Commissioner 
for Administration. 


Aug. 31, 1977. 
[962 O.G. 23] 


(S1) Notice to Patent Owners and Parties 
Responsible for Paying Maintenance Fees 


Concerning Fee Address and Payor Number 


37 CFR 1.363, effective Nov. 1, 1984, provides for a “fee 
address” to be entered in the Office patent file records for use 
in all correspondence relating to maintenance fees. The “fee 
address” is in addition to the “corre: address” under 
37 CFR 1.33 which will continue to be used go ee 
and interference purposes. If no separate “fee address” i: 
specified, the “correspondence address” will = be used for 
maintenance fee correspondence. 

In order to simplify changes in address by patent owners 
having several patents, and data input by the Patent and Trade- 
mark Office, a “payor number” will be assigned to each “fee 
address” when a “fee address” is presented to the Office in 
a patent or request. A request for a “payor number” before a 
maintenance fee is paid or due will permit a patent owner to 
request that the “fee address” or “payor number” be recorded 
in the Office records of the patents owned on which maintenance 
fees are due so that all notices relating to maintenance fees will 
be sent to the “fee address”. 

The Patent and Trademark Office has established a procedure 
for assigning a “payor number” upon request by a patent owner 
or a party responsible for paying maintenance fees. Such a party 
may be, for example, the finance office of a corporation or of 
a separate organization specializing in maintenance fee pay- 
ments. Under the procedure, a patent owner or other party may 
request a “payor number” for a particular “fee address” by 
writing to: Commissioner of Patents and Trademarks, Box M. 
Fee, Washington, D.C. 20231. Each request for a “payor 
number” should include: 


—the “fee address” to be used by the Office, and 
—the telephone number of the fee addressee to be used to 
resolve problems. 


After receipt of a “payor number”, it may be used to indicate 
to the Patent and Trademark Office the “fee address” to be used 
in particular patents on which maintenance fees will become 
due and in applications in which issue fees have been or are 
being paid. Any request for entry of a “payor number” or “fee 
address” in the Office records of a patent, however, must be 
a Oe ee 


» = “payor number” has been assigned, it should be used 
in all future maintenance fee payments and related correspon- 


U.S. PATENT AND TRADEMARK OFFICE 


- 1110 TMOG 21 
(50) 


dence. However, where a “payor number” has noi been 
previously entered in the Office records for a the mere 
indication of a “payor number” at the time of payment of the 
maintenance fee, without the si of the patent owner or 
the owner’s attorney or agent of record, will not serve to make 
the “payor number” of record in the Office for that patent. 


Oct. 19, 1984. 
[1048 O.G. 48 


(52) New System To Monitor Patent Applications 


During this summer the Patent and Trademark Office wii 
begin implementation of a new office-wide computer system, 
the Patent Application Locator and Monitor System (PALM 3), 
for moni the location and status of pending patent 
applications. system will also have the ability to print data 
on certain form letters such as the Notice of Allowance, using 
computer-controlled located in the 
This will permit the Notice of Allowance to be printed and mailed 
by the Groups shortly after the Examiner has decided that an 
application is in condition for allowance. nt aries ve 
the Notice of Allowance will be mailed 


1 s Amendment i 
scanty banadadabtnaddinmaainanitadeelt Allgemen. 
When existing printing backlogs have been eliminated, this 
accelerated mailing should reduce the time between allowance 
by the examiner and issuance of the patent grant in most cases. 
ee ee 
ments subsequent to mailing of the Notice of Allowance may 
result in little or no reduction in the time required for the printing 
of a few patents. In addition, it is possible that, as a result of 
this additional processing, withdrawal or oo ee tet of the 


Notice for a given application be 
ight be 


may be required. For 
ccsmdeanunelrtadintinios 
oe ee 


Program. 

and the Notice of Allowance is subsequently withdrawn, the 
applicant may request that a refund be made or that the fee be 
credited to a Deposit Account. 

Applicants will continue to receive a three part Notice of 
Allowance packet, but, as a result of automated printing, the 
Notice will be pi oduced in a slightly revised format. This new 
format will have the following application data printed thereon: 


—Serial Number 

—Filing Date 

—Total Claims Allowed 

—Date of Mailing 

—Examiner Name and Group Art Unit 

—First Named Applicant 

—Title of the Invention 

—Base Issue Fee Due (Utility Applications Only) 
—Attorney’s Docket Number 

—Class and Subclass Where Issued 


Copy (a) of the new Notice of Allowance will be used as 


change need not be signed by the inventor. This procedure 
eliminates the need for the separate Inventor's Address Change 
form (PTOL-231) now in use. 

One other change to current practice will also be imple- 
mented as a result of the new system. with patents 
issuing in the late fall of this year, advance 
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necessary to send some advance orders to the correspondence 
address of record in the application rather than some other 
address as has been requested on an earlier submitted Advance 
Order Form. 

While the major impacts on the public will be limited to those 
discussed above, one other minor matter should be mentioned. 
It is anticipated that, due to the absence of data in the master 
data base, some information occasionally may not be printed 
on the Notice of Allowance or on other form correspondence. 
However, this does not necessarily mean that a corrected Notice 
or form letter is required. Furthermore, since the data base is 
not used for printing of the patent grant, the missing information 
should appear on the final issued patent if it is in the application 
file wrapper. This problem is expected to diminish as tue 
implementation of the system proceeds and the data base 
becomes more complete. The cooperation of applicants and their 
representatives during this system implementation is sincerely 
appreciated by the Patent and Trademark Office. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 
(997 O.G. 9] 


June 16, 1980. 


(53) Policy Regarding Storage, Retention and 
Availability of the Foreign Patent Documents in the 
Numeric Collection of the Patent & Trademark Office* 


The U.S. Patent and Trademark Office (PTO) maintains the 
largest collection of foreign patent documents in the United 
States. This collection is a major technical information resource 
that supports the patent examination function as well as the 
PTO’s mission of disseminating technical information. The 
collection is divided into two parts-the classified collection 
which is distributed among the examiners’ search files, and the 
numeric collection which is maintained by the PTO’s Scientific 
Library. A large portion of the numeric collection is in paper 
form, but it also includes considerable microfilm with some 
overlap between the two forms. Some of the documents are 
republished versions of earlier publications (e.g., unexamined 
and examined applications). One of the PTO’s objectives has 
been to reduce the bulky paper foreign patent files in the numeric 
collection by replacing them, where possible, with good quality 
microfilm and by eliminating duplicates. A number of other 
considerations bear on the management of this collection. 
Because of the importance of the collection, the PTO has 
established a policy intended to ensure the effective storage, 
retention, and availability of the foreign patent documents in 
its numeric collection. The purpose of this notice is to inform 
the public of this policy which is set forth below. 

The public is invited to consider and submit comments on 
the policy. Please address comments to: 


William S. Lawson 

Administrator for Documentation 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


General Policy 


The U.S. Patent and Trademark Office (1) is the National 
repository for all foreign patent documents, except design 
patents; (2) will maintain, in numerically retrievable collections, 
as many as possible of these documents for which there is or 
may be a reasonable level of need, and (3) will make these 
documents conveniently accessible to the PTO and to the public. 


Implementation 


1. The Scientific Library is responsibie for policy implem- 
entation. 

2. At least all post-1920 foreign patent documents needed 
to meet “Minimum Documentation” requirements of the Patent 
Cooperation Treaty will be housed in the Scientific Library in 
either paper or microfilm form. 

3. All paper copies of foreign patent documents not needed 
to meet “Minimum Documentation” requirements will be 
housed either in the Scientific Library or other storage space 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


in accordance with usage activity. The documents with greater 
activity will be housed in the Scientific Library until space 
therein is exhausted and the remaining documents will be housed 
in the other storage space. 

4. All foreign journals (official gazettes) will be housed in 
the Scientific Library. 

5. All paper copies of foreign patent documents needed for 
copy request fulfillment will be stored in a form accessible for 
prompt retrieval. 

6. Whenever feasible, paper copies of foreign patent docu- 
ments will be replaced by good quality microfilm. 

7. 16mm roll microfilm will be the microform preferred for 
PTOuse and archival storage. If 16mm microfilm is not available 
or is unacceptable, the Library may decide, on a case-by-case 
basis, whether a different microform should be obtained. 

8. All microfilm of foreign patent documents intended for 
use by the PTO and the public will be housed in the Scientific 
Library. All archival microfilm will be housed in a facility that 
is suitable for the preservation and protection of the microfilm 
and for needed access. 

9. Paper copies of foreign patent documents will be disposed 
of if good quality microfilm of the corresponding documents 
is available in the Library, good quality archival microfilm is 
available in the PTO, and the PTO has the legal rights to sell 
paper copies made from the microfilm and to reproduce the 
microfilm for internal use; paper copies for which there is little 
or no demand may be disposed of despite the availability of 
only marginal-quality microfilm. Paper copies for which good 
quality microfilm is available in the Library, but for which the 
other conditions noted above are not met, will be retained, 
although they need not be stored in a form accessible for prompt 
retrieval. However, such documents will be stored in accordance 
with a procedure designed to ensure preservation of the docu- 
ments, adequate records of stored material and efficient utili- 
zation of space. 

10. Where an application has been republished, a decision 
will be made on a c”ountry-by-country” basis as to whether 
the duplicate version or versions of the initial document will 
be retained. The basis for this decision will be the current or 
anticipated utility of the duplicate documents to the PTO and 
the public. 

11. Collections of paper copies that are not needed by the 
PTO will be disposed of promptly. Such collections will first 
be offered, for a limited time, to developing countries through 
the World Intellectual Property Organization. Collections which 
cannot be disposed of in this manner may then be disposed of, 
preferably by offering them for sale, as part of some exchange, 
or as gifts. However, if unneeded paper copy collections cannot 
be disposed of in a beneficial manner within a reasonable period 
of time, they will be discarded. 

12. Requests for copies of foreign patent documents from 
within the PTO and from the public will be fulfilled promptly. 

13. Fees to the public for copies of foreign patent documents 
will be set at a level commensurate with full cost recovery and 
with the provision of prompt, efficient copy service. 

14. As the complete text of foreign patent documents is 
captured in electronic form and becomes retrievable, numeri- 
cally and otherwise, to the PTO and to the public, in the 
automated patent system, paper copies will be disposed of and 
the retention of microfilm reconsidered. 

15. It is recognized that this policy does not provide for all 
possible circumstances regarding the foreign patent document 
collection and there may be limited instances where some 
deviation from the policy is justified. In such cases, the deviation 
will be justified in writing by the Program Manager of the 
Scientific Library and approved by the Administrator 
for Documentation and the Assistant Commissioner for 
Patents. 


WILLIAM S. LAWSON, 
Administrator for 
Documentation. 


Nov. 26, 1984. 


[1052 OG 3] 


The PTO also maintains a very large, technologi-ally classified collection of foreign 
patent documents. This policy does not apply to the classified collection. 
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FEES AND PAYMENT OF MONEY 


(54) DEPARTMENT OF COMMERCE 
Office 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent and trademark cases to establish fee 
related procedures and fees in amounts which would comply 
with the requirements of either Public Law 96-517 or H.R. 6260, 
dependent upon which is effective on Oct. 1, 1982. This action 
is necessary at this time in view of the requirements to establish 
fees and procedures contained in Public Law 96-517 and the 
requirements which would also be present under H.R. 6260 
enacted as a Public Law. This final rule is being issued in two 
sections with the first section relating to patent fees and the 
second section relating to trademark fees. This final rule is also 
being issued in alternative form so that the proper fees and 
procedures will become effective on Oct. 1, 1982, under either 
Public Law 96-517 or the Public Law which results from 
enactment of H.R. 6260. Thus, if Public Law 96-517 remains 
fully effective on Oct. 1, 1982, the rulec contained herein 
which are common to Public Law 96-517 and H.R. 6260, “ 
well as those specific to Public Law 96-517, contained in 
Alternative A of each section, will become effective. Upon 
enactment of H.R. 6260 as a Public Law prior to Oct. 1, 1982, 
the rule changes contained herein which are common to Public 
Law 96-517 and H.R. 6260, as well as those specific to H.R. 
6260, contained in Alternative B of each section, will become 
effective. Thus, the intended effect of this action is to adopt rules 
which will be effective on Oct. 1, 1982, establishing patent and 
trademark fees and regardless of whether Public Law 
96-517 remains fully effective or whether H.R. 6260 has been 
enacted. 


= Date: Oct. 1, 1982. However, prior to Oct. 1, 1982, 
the Department of Commerce will publish a document confirm- 
ing the amendments under either Alternative A or Alternative 
B set forth herein depending upon enactment of H.R. 6260 as 
a Public Law. 
For Further Information Contact: As to the patent rules contact 
R. Franklin Burnett by telephone at (703) 557-3054 or by mail 
addressed to the Commissioner of Patents and Trademarks, 
Attention: R. Franklin Burnett, Rm. 3-11A13, Washington, D.C. 
20231. 
For Further Information Contact: As to the trademark rules 
contact Miss Maude Williams by telephone at (703) 557-2222 
or by mail addressed to the Commissioner of Patents and 
Trademarks, Attention: Miss Maude Williams, Rm. 3-11C17, 
Washington, D.C. 20231. 
Supplementary Information: 


SECTION I...REVISION OF PATENT FEES 


Background 


A notice of proposed rulemaking was published in the 
Federal Register on June 28, 1982, at 47 FR 2-28063 and 
in the Official Gazette on June 29, 1982, at 1019 O.G. 57-120. 
Anoral hearing was held on July 9, 1982. Fourteen written letters 
and statements were submitted. Five persons testified at the oral 
hearing. Full consideration has been given to all of the letters, 
statements, and testimony. 


Objectives of Rule Changes 


These rule changes are designed primarily to implement the 
Patent and Trademark Office fees which are provided for by 
Public Law 96-517, or which would be set in, or provided for 
by, the Public Law resulting from H.R. 6260. 


Public Law 96-517 
Public Law 96-517 presently requires that fees be established 


ee 
from filing through issuance or abandonment, for maintaining 
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patent in force, and for providing all other services and 
materials related to patents Law 96-517 requires that by 
Oct. 1, 1982, fees for the processing of patent applications, other 

be set by the Commissioner to recover in 
aggregate per centum of the estimated average cost to the 
Office of such Similarly, fees for processing design 
ee 
the estimated average cost to the phen nee de | 
Oct. 1, 1982, fees for all other services or materials related 


Public Law 96-517 also requires that fees be set for main- 
taining all patents filed on or after Dec. 12, 1980, other than 
design patents, in force. It also requires that maintenance fees 
must recover 25 per centum of the estimated cost to the Office 
of processing patent applications, other than design patent 
applications, Soatdona Ur che ther ets tench yaar Seliootaaies 12, 1980. 
Under Public Law 96-517, the maintenance fees are due 3 1/ 
2, 7 1/2, and 11 1/2 years after grant of the patent. 

Public Law 96-517 is presently effective and this rule change 
is designed to implement the fee provisions of that law if it 
remains fully effective on Oct. 1, 1982. The changes which will 
become effective on Oct. 1, 1982, under Public Law 96-517 
(without enactment of H.R. 6260) are (1) the rule changes 
common to Public Law 96-517 and H.R. 6260, and (2) the rule 
changes under only Public Law 96-517, which appear in 
Alternative A. 


H.R. 6260 


On June 8, 1982, the House of Representatives passed H.R. 
6260. H.R. 6260 would establish a number of statutory fees 
which the Commissioner is required to charge. Among the more 
significant of these are fees for filing a application, 
issuing, and maintaining a patent in force. The fees for filing 
a patent application and issuing a patent would be set forth in 
ae a United States Code, as proposed to be 
amended R. 6260. Certain other fees, such as appeal fees, 
the fee for dling » disclaimer, and fees for filing petitions seeking 
to revive an jena nt tor eoiantenn el Gat 
would also be set in § 41(a) of Title 35, United States Code. 
Section 41(b) of Title 35, United States Code, as proposed to 
be amended by H.R. 6260, would set forth the fees for main- 
taining a patent in force. These fees would be due 3 1/2, 7 1/ 
2, and 11 1/2, years after grant of the or within a grace 
nee rape ee Section 41(c) of Title 35, United 

States Code, as proposed to be amended by H.R. 6260, would 
provide for the acceptance of maintenance fees after the statu- 
> Fh enacts, athe eae he tee 


wan. 6260 would also 50 per 
ander aan Te 3 United 


Section 41(d) of Title 35, Untied States Code, as proposed 
to be amended by H.R. 6260, would also provide that the 
Commissioner establish fees for all other processing, services, 
or materials related to patents which are not covered in § 41(a)- 
(c) of Title 35, United States Code, to recover the estimated 
SS Se eee 

materials. 

The changes which will become effective on Oct. 1, 1982, 
upon enactment of H.R. 6260 as a Public Law prior to Oct. I, 
1982, are (1) the rule changes common to Public Law 96-517 
and H.R. 6260, and (2) the rule under H.R. 6260, which 
appear in Alternative B. H.R. 6260 includes other provisions 
which would be the subject of other proposals for rulemaking. 


DISCUSSION OF SIGNIFICANT CHANGES 


This rulemaking into the appropriate sections of Title 
37, Code of Federal the various fees which are due 
onde, duteghopeliieny hoeamansieana 
the term of a patent. A number of significant changes 
in order to implement either Public Law 96-517 or H.R. 6260. 

Under H.R. 6260, and Alternative B of this rule making, fees 
under § 41(a) and (b) of Title 35, United States Code, would 
be reduced by 50 per centum for independent inventors, small 
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business concerns, and nonprofit organizations. H.R. 6260 
would give the Commissioner authority to establish regulations 
de independent inventors and nonprofit organizations. 
H.R. 6 defines small business concerns by reference to § 
3 of the Small Business Act and regulations established by the 
Small Business Administration. This rulemaking, in Alternative 
B, implements the fee system which would be established by 
H.R. 6260 and lists all applicable fees. 


**e#*#* * 


Another significant change relates to fees established under 
Public Law 96-517 and which would be established by H.R. 
6260 for petitions for extensions of time to take actions required 
by the Commissioner in an application. H.R. 6260 would 
establish a fee of $50 for filing a petition for a first one-month 
extension of time, an additional fee of $100 for filing a petition 
for a second one-month extension of time which would expire 
two months after the end of the time period set for taking action, 
and an additional fee of $200 for filing a petition for a third 
one-month extension of time which would expire three months 
after the end of the time period set for taking action. A fourth 

-month extension with an additional fee of $200 could be 

if additional time was available under the statute. 
Under H.R. 6260, the Commissioner would have authority to 
issue regulations providing when, within any maximum time 
period permitted by statute, petitions for extensions of time, and 
the required fee therefor, may be filed. The Commissioner would 
also not be precluded by H.R. 6260 from waiving the fee for 
filing a petition for an extension of time where the Office extends 
the period due to equity considerations or sufficient cause. This 
rulemaking implements the extension of time provisions of H.R. 
6260 by permitting applicants in the majority of situations to 
file the petition for an extension of time and the fee at the time 
of and along with the filing of the response for which a non- 
statutory or shortened statutory time period has been set. This 
will reduce the amount of paperwork involved and should 
significantly reduce the expenses of applicants and the Office 
since resources now devoted to the separate processing of 
petitions for extensions of time will no longer be required to 
be expended thereon. The fees are set to provide a proper control 
on the number of extensions of time given. The same procedures 
relating to extensions of time which would be established under 
Alternative B and H.R. 6260 will also be established under 
Alternative A and Public Law 96-517. Thus, whether the rules 
are effective on Oct. 1, 1982, under Public Law 96-517 and 
Alternative A, or under H.R. 6260 and Alternative B, the same 
procedures for obtaining extensions of time will be in effect with 
the only differences being in the amount of the fees. 

Another significant change relates to the implementation of 
the fee for revival of an unintentionally abandoned application 
which would be authorized under H.R. 6260. H.R. 6260 would 
es:ablish two different fees for filing petitions with different 
standards to revive abandoned patent applications. The same 
two fees would be applicable to petitions to accept the delayed 
payment of the fee for issuing a patent. Under H.R. 6260, a fee 
of $50 is established in § 1.17(1) for filing a petition for revival 
under §§ 133 or 151 of Title 35, United States Code, in accor- 
dance with standards presently in effect where the delay result- 
ing in the abandonment, or the delay in payment of the issue 
fee, was unavoidable. Under H.R. 6260, a fee of $500 is 
established in § 1.17(m) for filing each petition for revival, or 
for acceptance of the delayed payment of an issue fee, where 
the abandonment or the failure to pay the issue fee was unin- 
tentional. A mere statement that abandoninent was unintentional 
plus the $500 fee is all that is required in this case for this purpose. 
Under H.R. 6260 and this rulemaking an applicant would have 
a choice of which petition and fee to file seeking revival 
depending on the circumstances involved. The changes dis- 
cussed in this cannot be made effective without 
enactment of H.R. 6260 as a Public Law. 

The rulemaking also provides for fees for filing certain 
petitions which have, in some cases, heretofore, been decided 
without a charge. These fees are established under Public Law 
96-517 and are provided for by the amendment of § 41(d) of 
Title 35, United States Code, which would be introduced by H.R. 
6260. Under § 41 of Title 35, United States Code, as amended 
by Public Law 96-517 or as it would be amended by H.R. 6260, 
fees are authorized for the processing of various petitions 
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desiring certain actions to be taken regarding patent applica- 
tions, for the recording of assignments, for reexamination of 
patents, and for the processing of international applications 
under the Patent Cooperation Treaty. In general, fees are not 
being required for those petitions which are supervisory in 
nature. For example, where applicants are petitioning from an 
allegedly improper action of the examiner, it is felt that such 
petitions should be processed and decided without charge since 
they are not asking for any special privilege but are attempting 
to correct an allegedly incorrect Office holding. The changes 
discussed in this paragraph will be in effect on Oct. 1, 1982, 
whether the rules become effective under Public Law 96-517 
and Alternative A, or under H.R. 6260 and Alternative B. 

Many of the fees currently set forth in § 1.21 are being 
increased to reflect the cost of currently performing that 
service. 


DISCUSSION OF SPECIFIC SECTIONS CHANGED 


The sections changed are grouped in this proposal under three 
different categories. Those changes which are common to Public 
Law 96-517 and H.R. 6260 appear first and are numbered 1- 
54. Those changes which relate only to Public Law 96-517 
appear as Alternative A and are numbered 55-62. Those changes 
which are dependent upon enactment of H.R. 6260 appear as 
Alternative B and are numbered 63-71. The changes common 
to Public Law 96-517 and H.R. 6260 will become effective on 
Oct. 1, 1982, whether or not H.R. 6260 is enacted as a Public 
Law. 


*s* ee * 


Upon enactment of H.R. 6260 as a Public Law prior to Oct. 
1, 1982, Alternative B will become effective on Oct. 1, 1982, 
in which case Alternative A will not become effective. 


Rule Changes Common To Public Law 
96-517 and H.R. 6260 


The following sections are changed, effective Oct. 1, 1982, 
under either Public Law 96-517 or H.R. 6260: 


Section 1.11 is amended to change the reference for the 
reexamination request fee to § 1.20(c). 

Section 1.12 is amended to break the section into four 
paragraphs. Paragraph (a) maintains current practice but adds 
specific reference to § 1.19(a)(5) which sets the cost of copies. 

Paragraph (b) maintains current wording except for inserting 
“patent” after “abandoned” and changing “his” to “appli- 
cant’s”. Paragraph (c) includes new language relating to 
obtaining copies of assignment records not open to the public. 
Access can be obtained only with the applicant’s permission 
or by petition with fee to the Commissioner for such access in 
particular situations. No change in the showing required by 
petition to obtain access is intended by this amendment. Para- 
graph (d) contains present language except for reference to the 
specific rule which sets forth the charge for time consumed in 
making assignment searches. 

New paragraph (e) of § 1.14, sets forth the two ways in which 
access can be obtained to patent applications which are not open 
to the public. The two ways are (1) by petitioning and paying 
the petition fee and approval of the Commissioner of such 
petition and (2) by obtaining written approval from the applicant. 

New § 1.19 provides fees for copies of various documents 
supplied by the Office. The fees have been grouped inio 5 
paragraphs. New paragraph (a) provides fees for uncertified 
copies. Subparagraphs (a)(1) and (2) indicate the prices of 
printed patent copies. Sub-paragraph (a)(3) provides a single 
fee for a copy of an application, as filed, for each 50 pages, 
or fraction thereof. This practice should make it much easier 
to determine the amount of the required fee. Subparagraph (a)(4) 
sets a single fee for a copy of each 100 pages, or fraction thereof, 
of a pate:.t file wrapper. Subparagraph (a)(5) provides for a 
charge of 30 cents per page for copies of Office records other 
than those covered by subparagraphs (a)(1) through (4). 
Subparagraph (a)(6) provides a fee for a microfiche copy of a 
microfiche. 

Paragraph (b) of § 1.19 sets fees for certified copies of Office 
documents. Subparagraph (b)(1) sets a fee for certifying Office 
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records. Subparagraph (b)(2) provides a single fee for searching 
assignment records, preparing an abstract of the title and 
certification thereof. Sub-paragraph (b)(3) provides a fee for 
comparing copies not prepared by the Office prior to certifi- 
cation in order to provide basis for certification. Paragraph 
1.19(c) sets the fees for subscribing to all of the patents issued 
annually in particular subclasses. This charge is in addition to 
the normal copy charge under § 1.19(a)(1) and (2). Paragraph 
1.19(d) sets the fee for providing patent copies to libraries under 
35 U.S.C. 13. Paragraph 1.19(e) provides fees for lists of United 
States patents in particular subclasses. 

Section 1.21 is amended to contain those miscellaneous fees 
which do not relate to the topics covered in §§ 1.16-1.20. All 
of the fees in § 1.21 are established under the authority given 
the Commissioner by 35 U.S.C. 41(d) as amended by Public 
Law 96-517 or as proposed in H.R. 6260. Paragraph 1.21(a) 
establishes fees for admission to the examination for registration 
to practice, registration, reinstatement and issuance of certifi- 
cates of good standing of patent attorneys and agents. Sub- 
paragraph 1.21(b)(1) sets forth the fee for establishing and 
reinstating deposit accounts, while subparagraph 1.21(b)(2) sets 
forth the fee due when the balance at the end of each month 
is below $40. Paragraph 1 .21(c) sets the fee for filing a disclosure 
document. Paragraph 1.21(d) sets the fee for renting a delivery 
box. Paragraph 1.21(e) sets the fee for an international-type 
search report. Although all national applications now receive 
what is known as an international-type search, if a report thereof 
is desired in addition to an Office action, the fee set in § 1.21(e) 
is required. Paragraph 1.21(f) sets a fee for searching Office 
records for purposes not otherwise specified. Paragraph 1.21(g) 
sets the fee for tokens for copying machines. Paragraph 1.21(h) 
sets the fee for recording assignments, ts, and other 
documents. Paragraph 1.21(i) sets forth the fee for publishing 
a notice of availability of a patent for licensing or sale in the 
Official Gazette. Paragraph 1.21(j) sets the fee for the Office 
providing a duplicate or replacement of a permanent Office user 
pass. Paragraph 1.21(k) indicates that the Commissioner may 
specify charges for items and services not otherwise specified 
at a level to recover the actual cost of providing such an item 
or service by the Office. 

Section 1.24 is revised so that the denomination of coupons 
sold by the Office will be in more convenient amounts. 

Section 1.25 is amended to provide, in paragraph (a), a 
reference to the fee for establishing a deposit account and a 
service charge if the end of the month balance is below $40.00. 
Paragraph (b) is amended by revising the present sentence to 
refer to post-issuance fees and by adding a second sentence 
which would specifically provide in the regulations for the 
possibility of an applicant giving a authorization to 
charge any fee due under §§ 1.16-1.18 in a particular applica- 
tion to a deposit account during the entire pendency of the ap- 
plication. 

This general authorization would not apply after the patent 
issues, ¢.g., to maintenance fees. The last sentence of 
(b) permits fees during reexamination to be charged to a deposit 
account by filing an authorization with the request for reexami- 
nation. 

Section 1.26 is amended to provide in paragraph (a) that a 
withdrawal of a request for an oral hearing will not entitle 
appellant to a refund. Paragraph | .26(a) raises the amount which 
will not be refunded without specific request from fifty cents 
to one dollar. Paragraph (b) relating to refunds of international 
search fees during subsequent examination of a national 
application is deleted since such refunds are now covered by 
reductions in the appropriate fees paid under § 1.445 rather than 
solely by direct refunds. Paragraph (c) is amended to bring the 
spelling of “requester” into conformance with that used in other 
sections of the regulations. 

Section 1.45 is amended to provide in paragraphs (b) and 
(c) for a petition and petition fee to be filed to correct mis} 
of inventorship situations in pending applications. The fee will 
cover the additional time required by the Office to process such 
applications. 

Section 1.47 is amended to provide for petitions and fees 
for filing applications signed by less than all inventors, or a 

not the inventor. 

Section 1.51 is amended to refer to the filing fees in new 
§ 1.16 and to add a new paragraph (c) indicating that applicants 
may file authorizations to charge fees required under any of 
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§§ 1.16-1.18 to deposit accounts. 

Section 1.52 is amended to add a reference in paragraph (a) 
to new paragraph (d). New paragraph (d) provides in the rules 
for filing an application in a other than English if a 
verified English translation and fee under § 1.17(k) are timely 
submitted. 

Section 1.55 is amended in paragraph (b) to require a petition 
ly" laces cas camara eo aii, 
ee is : 

Section 1.75 is amended to add a reference to § 1.16 and 
a sentence referring to the fee for multiple dependent claims 
set forth in § 1.16(d). 

Section 1.85 is amended to delete the sentence relating to 
mounting of informal drawings. 

Section 1.86 is removed to delete the reference to the Office 
draftsman making drawings since such service is no longer 
available. 

Section 1.102 is amended by revising paragraph (a) and 
adding new paragraphs (c) and (d). Revised paragraph (a) refers 
to paragraph (b) and added paragraphs (c) and (d). Paragraph 
(c) requires a petition but no fee where the basis for the petition 
to make special is the applicant’s age or health or the impact 
of the invention on improving the environment or conservation 
of energy. Paragraph (d) requires a petition and the fee set forth 
in § 1.17(i) for petitions to make special on grounds other than 
those above. 

Section 1.103 is amended in paragraph (a) to provide for 
filing a petition and the fee set forth in § 1.17(i) for a suspension 
of action except that no fee would be required where the reason 
for the suspension is the fault of the Patent and Trademark Office. 
Paragraph (b) is amended to clearly indicate that suspensions 
are directed to actions by the Office and not responses by the 


icant. 

Section 1.104, paragraph (d) is amended to change the fee 
reference to correspond to § 1.21(e). 

Section 1.134 is added to indicate that unless applicant is 
notified of any non-statutory or shortened statutory period in 
an Office action, a maximum period for response of six months 
is allowed. 

Section 1.135 is amended to provide that if no response is 
filed within the time set in the Office action under § 1.134 or 
as it may be extended under § 1.136, the application will be 
abandoned unless an Office action indicates that another 
consequence, such as disclaimer, will take place. Paragraph (b) 
is amended to include a reference to paragraph (a). Paragraph 
(c) is amended to add that applicant’s reply must be a bona fide 
attempt to respond as well as to advance the case to final action 
in order for applicant to be given an opportunity to supply any 

Section 1.136 is amended to revise the title and provide for 
two distinct procedures to extend the period for action or 
response in particular situations. The procedure which is 
available for use in a particular situation will depend upon the 
circumstances. 1.136(a) permits an applicant to file 
a petition for extension of time and a fee as in § 1.17(a), (b), 
(c), or (d) up to four months after the end of the time period 
set to take action except (1) where prohibited by statute, (2) in 
interference proceedings, or (3) where applicant has been 
notified otherwise in an Office action. The petition and fee can 
be filed prior to or with the response. The filing of the petition 
and fee will extend the time period to take action up to four 
months on the amount of the fee paid except in those 
circumstances noted above. Paragraph 1.136(a) will effectively 
reduce the amount of paperwork required by applicants and the 
Office since the extension will be effective upon filing of the 
petition and payment of the appropriate fee and without ac- 

knowledgment or action by the Office and since the petition 
and fee can be filed with the response. ee 
for requests for extensions of time upon a showing of sufficient 
cause when the procedure of paragraph (a) is not available. 
Although the petition and fee procedure of § 1.136(a) will 
normally be available within 4 months after a set period for 
response has expired, an extension request for cause under § 
1.136(b) must be filed during the set period for response. The 
sentence in paragraph (b) relating to who may grant an extension 
under paragraph (b) is eliminated thereby providing additional 
flexibility to designate persons to act on requests under para- 
graph (b). Extensions of time in interference proceedings are 
governed by § 1.245. 
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Section 1.165, paragraph (b) is amended to delete therefrom 
the last sentence which refers to a fee for mounting copies. Since 
little or no need has been found for this provision in the rules, 
it is deleted. 

Section 1.171, as amended, adds a reference to § 1.19(b)(2) 
which sets forth the fee for title reports. 

Section 1.177 is amended to require a petition and fee as 
set forth in § 1.17(i) where it is desired that divisions of a reissue 
issue on different dates. 

Section 1.181 is amended to indicate in paragraph (d) that 
if a petition to the Commissioner is filed under the provisions 
of a section which requires a petition fee and the required fee 
is not paid, the petition will be dismissed. The amendment to 

(g) deletes the reference to § 1.183. 

Section 1.182 is amended to add a sentence requiring any 
petition filed under this section to be accompanied by the petition 
fee set forth in § 1.17(h). 

Section 1.183 is amended to specifically refer to the inherent 
authority of the Commissioner to suspend or waive the rules 
at the Commissioner’s initiative. The amendment also indicates 
the Commissioner’s authority to designate others to act for the 
Commissioner in appropriate circumstances. The rule language 
also requires the payment of the petition fee set forth in § 1.17(h) 
if a petition to suspend or waive the rules is filed. 

Section 1.191 is amended to change the fee reference for 
filing a notice of appeal to § 1.17(e) and delete the word 
“primary” since some actions which are subject to appeal are 
not made by a “primary” examiner. 

Section 1.192, paragraph (a), is amended to refer to the fee 
for filing an appeal brief set forth in § 1.17(f). The present 
language requiring a showing of sufficient cause for extensions 
of time for filing the brief and an indication that an oral hearing 
is desired at the time of filing the brief are removed from 
paragraph 1.192(a). Under the amendment to paragraph 
1.192(a), the provisions of § 1.136 will apply to extensions of 
time for filing the brief. The time for requesting an oral hearing 
is now set in § 1.194(b). 

Section 1.194 is amended to revise paragraphs (b) and (c) 
to refer to the fee for oral hearing in § 1.17(g) and to indicate 
in paragraph (b) that any request for an oral hearing must be 
made.within one month after the mailing date of the examiner’s 
answer. 

Section 1.197, paragraph (b), is amended to modify the last 
sentence. relating to extensions of time to make the provisions 
of -§ 1.136 applicable thereto. Paragraph 1.197(b) is also 
amended to: limit requests for rehearing, reconsideration or 
modification of a Board decision to one. This will not signifi- 
cantly change present practice since such requests are now 
required to be filed within thirty days from the date of the original 
decision. 

Section 1.231, paragraph (a)(1), is amended to change the 
hoy to the fee for filing a request for reexamination to § 
1.20(c). 

Sections 1.245 and 1.246 are amended to indicate that the 
provisions of § 1.136 do not apply to time periods in interfer- 
ences. 

Section 1.263 is amended to add a reference to the fee for 
filing a disclaimer contained in § 1.20(d). 

New section 1.268 is added to provide a rule relating to the 
filing of interference settlement agreements. The rule generally 
follows 35 U.S.C. 135(c) and provides for filing of petitions and 
fees in paragraphs 1.268(b) and (c). 

Section 1.292, (a), is amended to require the 
payment of the fee set forth in § 1.17(j) with any petition for 
the institution of public use proceedings. 

Section 1.304, paragraph (a), is amended to provide for 
extension of the time period for filing an appeal or civil action 
to be subject to the provisions of § 1.136 and refer to the Court 
of Appeals for the Federal Circuit rather than to the Cuurt of 
Customs and Patent Appeals. 

Section 1.311 is amended to designate the present section 
as paragraph (a) and revise it in several ways. Paragraph (a) 
indicates that the notice of allowance will be sent to the cor- 
respondence address as indicated under § 1.33. The issue fee 
(§ 1.18) is indicated as being due 3 months from the date of 
mailing of the notice of allowance. Paragraph 1.311(b) permits 
an authorization to be filed either before or after the mailing 
of the notice of allowance to charge the issue fee to a deposit 
account. 
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Section 1.312 is amended to divide the section into two 
and require a petition and payment of the fee under 


paragraphs 
§ 1.17(i) for any amendment filed after payment of the issue 
fee 


Section 1.313 is amended to provide in paragraph (a) clear 
basis for the Office withdrawing applications from issue on its 
own initiative or upon petition by applicant accompanied by 
the petition fee set forth in § 1.17(i). Any accompanying 
amendment must comply with the requirements of § 1.312. 
Paragraph (b) clarifies when an application will be withdrawn 
from issue after assignment of the issue date and patent number. 

Section 1.314 is amended to revise the wording to eliminate 
reference to a portion of the issue fee and adds reference to the 
possibility that an application in which the issue fee was paid 
can be withdrawn from issue under § 1.313 or the issuance 

creof deferred pursuant to a petition by the applicant and the 
paynmicat of the petition fee under § 1.17(i). 

Section 1.321 is amended to include references in both 
paragraphs (a) and (b) to the statutory disclaimer fee in§ 1.20(d) 
and delete the reference to § 1.21. 

Section 1.324 is amended to include reference to the fee in 
§ 1.20(b) and change the word “application” to “petition”. 

Section 1.331, paragraph (a), is amended to add a new 
sentence which gives the citation of the fee for recording 
assignments and to indicate that instruments recorded on the 
Government register under Part 7 of Title 37, Code of Federal 
Regulations, do not require payment of such fee. 

Section 1.332 is amended to refer to the fee in § 1.21(h) for 
recording an assignment. 

Section 1.334 is amended to divide the rule into three 
paragraphs and also require an address of the assignee so that 
correspondence can be directed to the assignee if required. New 
paragraph (c) provides for filing a petition and the fee set in 
§ 1.17(i) seeking to have the patent issue to the assignee where 
such assignment has not been recorded at the time the issue fee 
is paid. 

Section 1.341, paragraph (h), is amended to refer to the fee 
set forth in § 1.21(a)(2) for registration of an attorney or agent. 

Section 1.347 is amended to add a sentence referring to the 

fee set forth in § 1.21(a)(3) for reinstatement of an attorney or 
agent. 
Section 1.445 is amended to increase the PCT transmittal fee 
and search fee to a level needed to cover the cost of performing 
the required functions. Paragraph 1.445(a)(2) is also amended 
to provide, in effect, for a reduction in the international search 
fee due to the United States Patent and Trademark Office as 
an International Searching Authority where a corre: 2 
United States national application with fee has been filed. In 
addition, paragraph 1.445(a)(4) is amended to credit the national 
fee required under § 1.16(a)-(d) where an international search 
fe’ has been paid on the corresponding international application 
to the United States as an International Searching Authority. 
Where the amount of the credit is in excess of that required for 
the national fee a request for a refund of the excess under § 
1.446(b) may be filed at the time of paying the national fee. 
The supplemental search fee for inventions in addition to the 
first, where lack of unity of invention has been found, is reduced 
since the present fee is more than is required to cover the costs. 
The national fee amount is the same as the national application 
filing fees in § 1.16(a)-(d). 

Section 1.446(b) is revised to permit < refund of a 
of the search fee to the extent set forth in § 1.445(a)(4), if such 
refund is requested at the time of paying the national fee. 

Section 1.451 is amended in paragraph (b) to revise the 
citation of the fees .ur a certified copy. 

Section 1.510 is amended to cite the section which sets forth 
the fee for requesting reexamination. There is no change in the 
amount of this fee. 


ses ee* 
Alternative B...Rule Changes Under H.R. 6260 


The following sections will become effective on Oct. 1, 1982, 
upon enactment of H.R. 6260 as a Public Law prior to that date: 


Section 1.16 in Alternative B establishes in the regulations 
those statutory fees which would be charged by the Commis- 
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sioner for filing patent applications under H.R. 6260. Section 
1.16 also includes additional filing fees set in 35 U.S.C. 41(a)(1) 
to cover the cost of examining complexities certain 
applications, e.g., applications containing more than a specified 
number of claims and any application containing a multiple 
dependent claim. Section 1.16 also provides that fees will be 
charged when the number of claims is increased above the 
specified number or when a multiple dependent claim is first 
presented, whether on filing or at a later point in processing. 

Under 35 U.S.C. 41(a) as it would be amended by H.R. 6260, 
the filing fee for an original patent, except in design or plant 
cases, is $300. In addition, on filing or on presentation at any 
other time, $30 is due for each claim in independent form which 
~ in —_ of three, $10 is due for each claim (whether 

or dependent) which is in excess of twenty, and 
$10Dis duc or each ppiation conning a mulpe dependent 
claim. The latter fee is a one-time charge per application due 
nS ee Se ee for 
examination. For the computing fees, a multiple 
dependent claim as referred tin 112 0¢Tile 35, ev 
Code, or any claim therefrom, is 

it claims in accordance with the number of 

claims to which reference is made. 

The fees in § 1.16 are reduced by 50 per centum for appli- 
cations filed by small entities, i.e., inventors, 
nonprofit organizations and small business concerns, in accor- 
dance with H.R. 6260. Therefore, two fees are listed under each 


New § 1.16 relates to application filing fees. Paragraph (a) 
sets a basic filing fee of $300 which will be required in all original 
patent applications. The term “original” as used in the regu- 
lations means “non-reissue”. An “original” application can 
be a first filing, a division, a continuation, or a continuation- 
in-part application. Paragraph 1 .16(b) provides for an additional 
fee of $30 for each independent claim in excess of 3 in an original 
application. New paragraph 1.16(c) proviaes for an additional 
fee of $10 for each claim in excess of 20, independent 
or dependent. A multiple dependent claim is considered to be 
that number of claims to which direct reference is made. Also, 
any claim which refers to a multiple dependent claim is con- 
sidered for fee calculation purposes to be the number of claims 
to which direct reference is made in the multiple dependent 
claim. Paragraph 1.16(d) provides for a new fee of $100 in each 
application which contains one or more multiple dependent 
claims. The note following paragraph 1.16(d) is sr ot ~ 
clearly indicate that the applicant, attorney, or agen. may 
any additional fees required under paragraphs (b), (c) and 1% 
of § 1.16, or cancel such claims without payment of such 
additional fees, either at the time of filing or by the time a 
response is due to any notice of fee deficiency mailed by the 
Office. If the fees are not paid or the claims cancelled by the 
end of the period set for response to the notice of fee deficiency, 
the application will be held abandoned. New paragraph 1.16(e) 
establishes the amount of the surcharge for filing the basic filing 
fee or oath or declaration on a date later than the filing date 
of the application. This fee is being established at this time, but 
will only be made effective when the statutory authority for the 
late filing of the fee or the oath or declaration becomes effective 
under 35 U.S.C. 111, as it would be amended by H.R. 6260. 
New paragraph 1.16(f) provides for a filing fee of $125.00 for 
a design application 

Paragraphs 1. 16(g) and (h) incorporate into the regulations 
the filing fees for plant and reissue applications. 

Paragraphs 1. 16(i) and (j) set forth the additional claim fees 
required in reissue applications based on claims in excess of 
those in the ori patent. 

New § 1.17 relates to patent application processing fees 
which are normally due during the time a patent application is 
pending. New paragraphs (a), (b), (c) and (d) provide for the 
payment of an extension fee for an automatic exten- 
sion of time upon filing a petition as provided for in § 1.136(a). 
The extension fee can be paid during the period for which an 
extension of time to respond is desired, or after the original 
period for response has expired, provided that any maximum 
Statutory period which may apply has not expired. The fees set 
forth in § 1.17 are the total fees required under § 1.136(a) for 
the periods indicated and any extension fee previously paid to 
extend a particular period is credited toward the total extension 
fee required. Paragraph (e) sets forth the fee for filing a notice 
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of to the Board of Appeals. (f) sets forth the 
fc fring an appeal et or appelian 

for a new fee for requesting an oral 

of Appeals. Paragraphs (h) sad () act forth foes which will be 
required with petitions to the Commissioner unde chose sections 
of the regulations which specifically indicate that such petition 
fees are required. The amount of the fees are set at two levels 
based on the degree of complexity of the petitions in order to 
recover the estimated average cost to the of processing 
the petitions. Paragraph (j) provides for a fee to be paid with 
any petition for institution of a public use proceeding to cover 

the estimated average cost of such a proceeding. Paragraph (k) 
sets forth a new fee for processing an application filed with a 
non-English language specification. The fee will cover the 
additional processing costs involved in such applications. New 
paragraph (1) incorporates into the regulations the fee which 
will be charged for filing a petition to revive or to accept late 
payment of the issue fee where the delay was unavoidable. New 
paragraph (m) incorporates into the the fee which 
will be established in 35 U.S.C. 41(a)7, as amended by HLR. 
6260, to be charged for a petition for the revival of an unin- 


delayed payment 

Since paragraphs 1.17(h), (i), Gand) avecntabtidhed under 
the authority given the Commissioner under 35 U.S.C. 41(d) 
as it would be amended by H.R. 6260, only one level of fee 
is set. H.R. 6260 only provides for the reduction of fees charged 
oe ee 

). 

New § 1.18 sets the amount of the issue fees specified by 
H.R. 6260. New paragraph (a) establishes an issue fee of $500.00 
for all original and reissue patents except for designs and plants. 
te Gm pny Pe ee 
patent. New paragraph (c) sets forth the issue fee for a plant 
patent. All fees in § 1.18 will be reduced by 50 per centum for 
small entities. 

New § 1.20 sets fees for various post-issuance functions 
performed by the Office. New (a) sets forth a fee for 
providing a certificate of correction of an applicant’s mistake. 
satealie' ino atine ache © ATG de eee 

inventorship in under § 1.324. New paragraph (c) 
transfers the $1,500.00 fee for requesting reexn from present 
§ 1.21(x) to this new section. New paragraph (d) —- 
a fee for filing a disclaimer under § 1.321. Maintenance fees 
required by Public Law 96-517 and which would be set in H.R. 
6260 are placed in this section. Specific maintenance fees, which 
ee for those patents resulting 

from applications filed on and after Dec. 12, 1980 and up to 
the date of enactment of H.R. 6260 are being established at this 


the regulations the maintenance 
woald be provided @ 38 USC 41(b) by H.R. 6260. The fees 
in paragraphs 1.20(a)-(c) are only set at one level because they 
are established under 35 U.S.C. 41(d). The fees in paragraphs 
1.20(e)-(g) are only set at one level because they are established 
Ne ee ee ee eee 
small entities. The details the payment of main- 
tenance fees are not being established at this time. 
of ep py apt mpegs ee = 
of a foreign official to attest to oaths or affirmations made 
in accordance with 35 U.S.C. 115 and 261. 


Section 1.137, as amended, designates the section 
Fe ke ge ee on under 
§ 1. 17(1) for a petition for revival where the delay which resulted 


delay New paragraph 
1. 137(b) provides for filing a statement and a fee under § 1. 17(m) 
for revival of an application which was unintentionally aban- 


Section 1.155 is amended to refer in paragraph (a) to § 1.18(b) 
which sets forth the issue fee for a design application. 
1.155(b), as amended, includes a reference to the fee for 
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of the issue fee set forth in § 1.71(1) where the delay 
in payment was unavoidable, indicates that the petition must 
be promptly filed, and states when ings that the delay was 
unavoidable must be verified. New paragraph 1.155(c) provides 
for acceptance of the late payment of the issue fee where the 
delay was unintentional upon petition and payment of the fee 
set forth in § 1.17(m). New paragraph 1.155(c) also indicates 
when such petitions can be filed. Paragraph 1.155(d) is added 
to require a terminal disclaimer equivalent to the period of 
abandonment of the ication where petition under 


application paragraph 
(b) of § 1.155 is not filed within six months of the date of 
abandonmen 


t. 

Section 1.316 is amended to implement the statutory pro- 
visions of 35 U.S.C 41(a) with regard to petition fees for revival 
of applications abandoned for failure to pay the issue fee. 
Paragraph (b) is amended to provide for petitions for revival 
with the fee in § 1.17(1) where the delay in payment was 
unavoidable, to indicate that the petition must be promptly filed, 
and to state when showings that the delay was unavoidable must 
be verified. (c) is added to provide for petitions for 
revival with the fee in § 1.17(m) where the delay was uninten- 
tional. New paragraph (c) also indicates when such petitions 
can be filed. Paragraph (d) is added to require a terminal 
disclaimer equivalent to the period of abandonment of the 
application where a petition under paragraph (b) of § 1.316 is 
not filed within six months of the date of abandonment. 

Section 1.317 is amended to implement the statutory pro- 
visions of 35 U.S.C. 41(a) with regard to petition fees for patents 
lapsed for failure to pay the remaining balance of the issue fee. 
Paragraph (a) is amended to show that it applies only to patents 
in which the issue fee was paid prior to Oct. 1, 1982. Issue fees 
paid on or after that date will be in accordance with § 1.18. 

(b) is amended to provide for petitions with the fee 
in § 1.17(1) where the delay in payment was unavoidable, to 
indicate that the petition must be promptly filed, and to state 
when showings that the delay was unavoidable must be verified. 

(c) is added to provide for petitions with the fee in 
§ 1.17 (m) where the delay was unintentional. New paragraph 
(c) also indicates when such petitions can be filed. Paragraph 
(d) is added to require a terminal disclaimer equivalent to the 
period of lapse of the patent where a petition under paragraph 
(b) of § 1.317 is not filed within six months of the date of iapse. 


RESPONSE TO COMMENTS ON THE RULES 


Specific comments were received on a number of the 
sections. All of the comments, inciuding the written comments 
and the oral testimony, were considered in adopting the changes 
set forth herein. 

Written comments were received from three patent law 
groups and eleven individuals. The three patent law groups were 
(1) the American Patent Law Association whose membership 
includes several thousand lawyers involved in the practice of 
law before the U.S. Patent and Trademark Office; (2) the Patent, 
Trademark and Copyright Section of the Virginia State Bar; and 
(3) the Patent, Trademark and Copyright Law Section of The 
Bar Association of the District of Columbia. 

Oral comments were presented at the hearing on behalf of 
two patent law groups and by 3 individuals on their own behalf. 

These comments appear below along with responses thereto. 
Comments received relating to §§ 1.9, 1.27 and 1.28 and the 
forms of Part 3 are not discussed in substance in this rule change 
since additional time for submitting written comments is 
provided until Aug. 13, 1982. All comments presented to these 
rules wil! be discussed in a later rule promulgation. 
Comment. 

One person argued that it is unreasonable to require fees to 
lengthen a shortened statutory period. 

Reply: 

A shortened statutory time is provided for by statute. The 
shortened period helps reduce patent pendency time and speed 
the disclosure of technology and information about patent 
rights. Many applicants can reply within the present three month 
shortened period which has been in effect for over fifteen years. 
The fee for extending the time provides a positive method for 
applicants to obtain an extension of time while still expediting 
the prosecution of their applications. 

Comment: 
Another person commented that H.R. 6260 should be re- 
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jected in that the fee levels are too high. 
Reply: 

The consideration of the merits of H.R. 6260 is not before 
the Office in this rule change. 
Comment: 

Three patent bar groups and two individuals presented 
comments relating to the effect of the new extension of time 
fees in § 1.17 and the effect thereof on the current practice of 
granting an automatic one-month extension of time if a timely 
first response to a final rejection is filed by the applicant. 
Reply: 

The Office plans to terminate the automatic one-month 
extension of time practice on Oct. 1, 1982. It is felt that the 
extensions of time which are readily available under §§ 1.17 
and 1.136 wili meet the needs of applicants. The amount of the 
fees required to obtain an extension will be the same for periods 
of response before and after fina! rejection. 

Comment: 

One suggestion was made to permit the filing of an appeal 
without the appeal fee where the Office has not acted on a timely 
response after final rejection by applicant. 

Reply: 

Such a procedure is not possible under the provisions of H.R. 
6260 since it calls for the appeal fee “On filing an appeal” in 
§ 41(a)6. 

Comment: 

Two comments were received requesting that the rules be 
changed to make the due date for paying the fee for an oral 
hearing on appeal after the examiner’s answer on appeal. 
Reply: 

A change in the rules has been made to provide that the fee 
for an oral hearing is due no later than one month after the date 
of mailing of the examiner’s answer. 

Comment: 

Two comments were received requesting that no charge for 
revival of an abandoned application be made where the aban- 
donment resulted from the non-receipt of an Office action by 
the applicant. 

Reply: 

It is present Office practice to remail any Office action which 
is not received at applicant’s correspondence address and start 
anew the response period. This procedure will continue in the 
future under the revised rules. 

Comment: 

Three patent bar groups and two individuals indicated that 
the proposed deletion of the refund provisions due to PCT search 
reports in § 1.26(b) and § 1.446(b) would make the cost of filing 
under the Patent Cooperation Treaty prohibitively high and does 
not recognize the benefit of an earlier search on a corresponding 
application. 

Reply: 

In view of these comments, proposed § 1.445(a) (2) and (4) 
and § 1.446(b) have been amended to provide a credit of $250 
where there is a corresponding application. 

Comment: 

One individual requested that the multiple dependent claim 
practice set forth in § 1.75(c) be changed to permit one multiple 
dependent claim to refer to another multiple dependent claim 
as permitted under European practice. 

Reply: 

This suggestion cannot be adopted since it is contrary to 35 
U.S.C. 112 and cannot therefore be changed by rule. 
Comment: 

One suggestion was made to change “official” to “Office” 
in § 1.135(b). 

Reply: 

The suggestion has been adopted. 
Comment: 

One suggestion was made to allow refund of the oral hearing 
fee if an oral hearing is not held. 
Reply: 

This suggestion was not adopted since such refund is not 
appropriate in view of the fact that the fee is stated to be “for 
requesting an oral hearing” and not the actual conduct thereof. 
Comment: 

Three patent bar groups raised the question as to whether 
an applicant would be permitted to revive an unintentionally 
abandoned application under § 1.137(b) after having been 
unsuccessful in the unavoidable approach under § 1.137(a) and 
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suggested that this be made clear when the proposed rules are 
promulgated. 
Reply: 

Yes, an applicant under certain conditions could use 
§ 1.137(b) after having been unsuccessful in the unavoidable 
approach under § 1.137(a). 

Comment: 

Several comments related to the possibility of reviving 
applications unintentionally abandoned up to 15 years ago. 
Reply: 

In view of the comments received, § 1.137(b) is being 
implemented to provide only for the revival of applications 
which were unintentionally abandoned for a reasonable but 
limited period of time. This should create no substantial prob- 
lems in regard to intervening rights situations. It would permit 
some greater flexibility than that originally proposed but should 
have no significant effect on the current case backlog, pendency 
or number of interferences pending. 

Comment: 

One comment was received pointing out that the availability 
of an “unintentional abandonment” revival under § 1.137(b) 
should not result in stricter holdings in “unavoidable abandon- 
ment” revival petitions under § 1.137(a). 

Reply: 

The Office plans to continue to use the current criteria used 
to decide petitions to revive applications unavoidably aban- 
doned 


Comment. 

One written comment questioned whether the Commissioner 
has statutory authority to revive unintentionally abandoned 
applications. 

Reply: 

If Congress did not intend the Commissioner to have such 
authority there would have been no reason to establish fees in 
§ 41(a)7 in H.R. 6260. The legislative history of H.R. 6260, 
House Report No. 97-542 (Committee on the Judiciary), also 
makes the Congressional intent clear. The provisions in H.R. 
6260 relating to unintentional abandonment are substantive in 
addition to setting the fee. 

Comment: 

One letter questioned what is intended by the statement in 
§ 1.137(b) that the Commissioner may require additional 
information where there is a question whether the abandonment 
was unintentional. 

Reply: 

Additional information would be required only where there 
is an indication that the abandonment was intentional, for 
example, where an express abandonment has been filed. The 
record should be clear how such an express abandonment was 
unintentional if the petition is to be granted. 

Comment: 

One comment raised the question as to whether in a petition 
to revive on grounds that the delay was unavoidable under § 
1.137(a), it would be sufficient that a registered attorney's 
statement be submitted which merely recites facts as related to 
him or her by another. 

Reply: 

Statements must be made, where possible, by the person 
having direct personal knowledge of the facts. No change in 
the “showing” required or the persons ing them is intended 
in such petitions. The rule merely clarifies that a statement by 
a 
or declarati 
Comment: 

One comment suggested that § 1.317 be changed to provide 
for the situation where there was a lapse in a patent due to 
the unintentional delay in paying a balance of issue fee 
due. 


eply: 

Section 1.317 has now been changed to provide for this lapse 
situation. 
Comment: 

Three patent bar groups and one individual indicated that 
a full credit of the amount equal to the international search fee 
be made where both a U.S. national and international seach are 
made by the United States Patent and Trademark Office. 
Reply: 

While a complete credit is not considered proper in view of 
additional processing work (including searching) required in the 
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second application, a credit of $250 has been provided in 
revising § 1.445(a) (2) and (4). 
Comment: 

One person commented that the term “patent” should be 
inserted after “abandoned” in § 1.12(b). 
Reply: 

The suggestion has been adopted. 


DISCUSSION OF SIGNIFICANT 
BETWEEN PROPOSED AND FINAL RULES 


A number of other changes which have been made as a result 
of the comments received and further review of the proposed 
rulemaking are identified below 

of the changes to § 1.9, new §§ 1.27 and 
1.28, and the deletion of Part 3 are being deferred for further 
comments by Aug. 13, 1982. See the discussion below. 
oe 2 ee? tS eee ee 
proposed by re: oS 
than (3) and (4) in order to clarify that copies of 
pr errmsg ot rn me my copies 
ee paragraphs (a) (1) and (2) of 

1 
Section 1.24 has been changed from that proposed to provide 
for the sale of 40-cent coupons. Coupons in this denomination 
may be useful in view of the charge of forty cents for a printed 
ee 
trademark ru 

Sections 1.137, 1.155 and 1.316 have been changed from 

NS cee ee 
under which unintentionally applications can be 
revived. 

Sections 1.192 and 1.194 have been changed from that 
proposed so as to allow a request for an oral hearing and the 
payment of the required fee therefor to be made one month after 
the date of the examiner’s answer. Previously, appellant was 
required to indicate a desire for an oral hearing at the time of 
filing the brief. The sections will now i 
consider the examiner’s answer before 
request an oral hearing and pay the required fee. 

Section 1.317 has been changed in Alternative B to provide 
for the situation where there was a lapse in a patent due to the 
unintentional delay in a balance of issue fee due. 

on LOD ee ee eee 
proposed to provide for search 
fee where there has been a 

and a credit to the national fee where an international 
search ee 2 ee 
application and the international search has been made by the 
United States Patent and Trademark Office. 

Section 1.446(b) has been changed from that proposed to 
permit a refund of a of the search fee to the extent set 
forth in § 1.445(a) (4), if such refund is requested at the time 
of paying the national fee. 


IMPLEMENTATION OF PATENT FEE REVISION 


The effective date of the patent fee revisions contained in 
this rulemaking is Oct. 1, 1982. 


The changes which will become effective on Oct. 1, 1982, 
enactment of H.R. 6260 as a Public Law prior to Oct. 1, 
1982, are (1) the rule changes common to Public Law 96-517 
and H.R. 6260, and (2) the rule changes under H.R. 6260, which 
appear in Alternative B. The rule changes common to Public 
Law 96-517 and H.R. 6260 will become effective on Oct. 1, 
1982, whether or not H.R. 6260 is enacted as a Public Law prior 
to Oct. 1, 1982. 


see 


a enactment of H.R. 6260 as a Public Law prior to Oct. 
1, 1982, the rule changes in Alternative B will become effective 
on Oct. 1, 1982, ene Eee 
A will not become effective on Oct. 1 

Any fee which is due and payable on or after Oct. 1, 1982, 
must be paid in the amount and in accordance with the pro- 
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cedures contained in this rulemaking. For purposes of deter- 
mining the amount of the fee to be paid, the date of mailing 
indicated on a proper Certificate of Mailing under § 1.8 will 
be considered to be the date of receipt in the Office. In order 
to ensure clarity in the implementation a discussion of the im- 
plementation of specific sections is set forth below: 


IMPLEMENTATION OF SPECIFIC SECTIONS 


The various sections will be implemented in the manner set 
forth below: 


§ 1.16 National application filing fees. 


Any national patent application filing fees paid on or after 
Oct. 1, 1982, must be paid in the amounts set forth in this section. 
Any additional fees which become due under § 1.16 in pending 
applications on or after Oct. 1, 1982, or which have not been 
paid prior to Oct. 1, 1982, must be paid in the amounts set forth 
in this section even though the application was filed prior to 
Oct. 1, 1982. For example, if an application filed prior to Oct. 
1, 1982, is amended on or after Oct. 1, 1982, to include a multiple 
dependent claim for the first time, the fee set forth in § 1.16(d) 
must be paid. 

The surcharge in § 1.16(e) of Alternative B is being estab- 
lished at this time, but will only be made effective when the 
statutory authority for the late filing of the fee or the oath or 
declaration becomes effective under 35 1J.S.C. 111, as it would 
be amended by H.R. 6260. The statutory authority for the 
late filing of the fee or the oath or declaration becomes 
effective six months after enactment of H.R. 6200 as a Public 
Law. 


§ 1.17 Patent application processing fees. 


Any patent application processing fees paid on or after Oct. 
1, 1982, must be paid in the amounts set forth in this section. 

The extension fees which must accompany a petition for an 
extension of time become effective on Oct. 1, 1982, and apply 
to any application for which the period for responding, i.e., 
taking action, expires on Oct. 1, 1982, or thereafter. If a response 
or action by the applicant was due before Oct. 1, 1982, and was 
not filed timely or an extension of time un:il Oct. 1, 1982, or 
thereafter, was not cbtained, then § 1.136(a) cannot be used to 
obtain an extension. Any response or action required before 
Oct. 1, 1982, cannot have its time extended by using § 1 .136(a). 
If one or more previous extensions have been granted prior to 
Oct. 1, 1982, extending the time for taking action unitl Oct. 1, 
1982, or thereafter, the fees which are due for additional 
extensions under § 1.136(a) will be as set forth in § 1.17(a)- 
(d) under either Alternative A or B. 


*ee#£* * 


The previous practice of extending the shortened statutory 
period an additional month upon the filing of a timely first 
response to a final rejection is being discontinued effective with 
any first response to a final rejection filed on or after Oct. 1, 
1982. Applicants can obtain additional time for response after 
that date by paying the appropriate fee for the same. An object 
of the previous practice, as expressed in § 714.13 of the Manual 
of Patent Examining Procedure, was to obviate the necessity 
for appeal or filing a continuing application merely to gain time 
to consider the examiner’s position in reply to a response timely 
filed after final rejection. Under § 1.136(a) the object of the 
previous practice can be achieved without continuing the 
previous practice. Thus, under § 1.136(a) an applicant can file 
a timely first response to a final rejection within the initial period 
without having to file an appeal or a continuing application if 
the examiner’s response is not received prior io the expiration 
of the initial period for response. If the timely first response 
places the application in condition for allowance no additional 
response and no extension fee from applicant is required. If the 
examiner’s advisory action indicates the timely first response 
did not place the application in condition for allowance the 
applicant may then consider the examiner’s position to deter- 
mine whether further prosecution is desirable. If further prose- 
cution is not desired the application can be abandoned without 
further response or expense. If further prosecution is desired, 
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the applicant can petition and pay the necessary fee to extend 
the time to the extent appropriate up to the maximum permitted 
by statute. The availability of this flexibility under § 1.136(a) 
eliminates the necessity for the previous practice. Further, under 
H.R. 6260 extensions of time would be granted in most instances 
by virtue of the payment of fees rather than without fees as in 
the previous practice. The elimination of the previous practice 
after final rejection is thus consistent with the letter and spirit 
of H.R. 6260. 

After an applicant has petitioned and paid the extension fees 
of $550 for response within the fourth month pursuant to 
§ 1.136(a), any further extensions which are permitted under 
the statute must be obtained under § 1.136(b). 

A petition for extension of time under § 1.136(a) may 
incorporate by reference a previously filed response without 
including an additionai copy of the response in circumstances 
where the response was received late and the petition is filed 
to extend the time so that the response will be considered timely. 

The appeal fees set forth in § 1.17(e)-(g) are due for notices 
of appeal or briefs filed, or requests for oral hearings filed, on 
or after Oct. 1, 1982. If more than one appeal occurs in an 
application, the fees are due for each notice of appeal, each brief, 
and each request filed for an oral hearing as long as a decision 
on the merits by the Board of Appeals resulted from the first 
notice of appeal, brief, and request for an oral hearing. If the 
examiner reopens prosecution in the application after and 
prior to the decision by the Board of Appeals then the fee for 
the notice of appeal, brief, and request for an oral hearing will 
apply to a later appeal which does result in a decision by the 
Board of Appeals. No refund of any appeal fees is permitted 
since such are due on filing or on requesting an oral hearing. 
No fee is required for a reply brief. 

The fees for petitions set forth in § 1.17(h)-(j) and (1) apply 
to any such petition filed on or after Oct. 1, 1982. The fee set 
forth in § 1.17(m) of Alternative B would apply, with enactment 
of H.R. 6260 prior to Oct. 1, 1982, to petitions (1) for revival 
of an unintentionally abandoned application or (2) for the 
unintentionally delayed payment of the fee for issuing a patent. 
Section 1.137(b) of Alternative B would apply to applications 
unintentionally abandoned by failure to prosecute, e.g., failure 
to respond to an Office action. Sections 1.155(c) and 1.316(c) 
of Alternative B would apply to applications in which the 
payment of the fee for issuing a patent is unintentionally delayed. 
These sections would be implemented, with enactment of H.R. 
6260 prior to Oct. 1, 1982, by making them effecti--= as to any 
applications which would be covered by the literal tanguage of 
the sections. In addition, and for a transition period between 
Oct. 1, 1982, and Dec. 31, 1982, a petition to revive an unin- 
tentionally abandoned application would be granted if (i) the 
application received a decision on a petition to revive the 
application on or after Oct. 1, 1981, and before July 30, 1982, 
or (ii) a petition was filed or renewed on or after Oct. 1, 1981, 
and before July 30, 1982, provided in the case of both (i) and 
(ii) that a petition to revive was filed within one year of the date 
of abandonment. The dates in question were chosen so as to 
permit this remedial provision to be given as wide an application 
as possible to benefit applicants whose applications have 
previously been unintentionally abandoned, but who could not 
meet the previous requirements for a showing that the delay 
resulting in the abandonment was unavoidable. The dates were 
also chosen to prevent an applicant whose application has been 
abandoned for an unduly long period from attempting to take 
advantage of this new provision, possibly to the detriment of 
individuals or companies who had begun to make, use, or sell 
the subject matter of the application after the date of abandon- 
ment of the application. By using these dates the possibility of 
reviving the application of an applicant who has, in effect, 
abandoned the invention under 35 U.S.C. 102(c) is minimized. 
Implementing these sections in the manner set forth would be 
appropriate and proper in view of the legislative history of H.R. 
6260, contained in House Report No. 97-542 (Committee on 
the Judiciary), which indicates that the Commissioner can 
establish time limits within which petitions to revive or to accept 
late payment of issue fees can be filed. Thus, it is entirely proper 
to limit such petitions in the manner set forth in order to prevent 
abuses from occurring. To ensure that abuses do not occur, § 
1.137(b), 1.155(c), 1.316(c), and 1.317(c) specifically indicate 
that waivers of the time periods involved will not be considered 
via petitions under § 1.183. 
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The fee set forth in § 1.17(k) is required for any i 
on or after Oct. 1, 1982, with a specification in a non- ish 
language. 


§ 1.18 Patent issue fees. 


Any patent issue fee paid on or after Oct. 1, 1982, must be 
paid in the amounts set forth in this section even if the notice 
of allowance was mailed prior to Oct. 1, 1982, and indicates 
different amounts due. If the issue fee is paid prior to Oct. 1, 
1982, any balance of issue fee due must be paid in accordance 
with § 1.317. 


§ 1.19 Document supply fees. 


The document supply fees set forth in this section will apply 
to all orders and requests received by the Patent and Trademark 
Office on or after Oct. 1, 1982. 


§ 1.20 Post-issuance fees. 


The post-issuance fees set forth in § 1.20(a)-(d) apply to any 
petitions, requests, or actions filed on or after Oct. 1, 1982. The 
amounts of the maintenance fees are included in § 1.20. 

Maintenance fees will be required for any patent actually 
applied for on or after Dec. 12, 1980, whether or not the patent 
is entitled to the benefit of an earlier filing date under 35 U.S.C. 
120 ora right of priority under 35 U.S.C. 119. Forreissue patents, 
the controlling date would be the filing date of the original patent. 
For example, maintenance fees would only be required where 
the application for the original patent was filed on or after Dec. 
12, 1980. As to patents resulting from international applications 
filed under the Patent Cooperation Treaty, maintenance fees will 
be required on all patents resulting from international ica- 
tions having PCT filing dates on or after Dec. 12, 1980. 

The details implementing payment of the maintenance fees 
are not being established at this time since such fees will not 
be due for some time and additional consideration of the 
problems thereof is required. 


§ 1.21 Miscellaneous fees and charges. 


The miscellaneous fees and charges set forth in this section 
will apply to all orders and requests received by the Patent and 
Trademark Office on or after Oct. 1, 1982. 


§ 1.445 International application filing and processing fees. 


Any international application filing and processing fees paid 
on or after Oct. 1, 1982, must be paid in the amounts set forth 
in this section. 


Implementation Of Certain Sections Deferred For Further 
Comments 


In view of the comments and the recommendations received 
at the hearing on July 9, 1982, the period for written comments 
on § 1.9%c), (d), (e), and (f), and on §§ 1.27 and 1.28, has been 
extended until Aug. 13, 1982 (see 47 FR 32458, July 27, 1982). 
Comments received at the hearing on July 9, 1982, expressed 
the view that there is no necessity to publish final rules on § 
1.%(c), (d), (e), and (f), and on §§ 1.27 and 1.28, by August 2, 
1982, and that further time for consideration and comment was 
necessary. Persons commenting stated a belief that the pressure 
of time does not apply to §§ 1.27 and 1.28 as it does apply to 
the fee rulemaking. Accordingly, the period for written com- 
ments on these sections is extended until Aug. 13, 1982. After 
receiving written comments by Aug. 13, 1982, the changes to 
§ 1.9 and proposed §§ 1.27 and 1.28 will be adopted as final 
rules with such modifications as are found to be appropriate after 
review of the comments. These rule changes, with any appro- 
priate modifications thereof, must become effective on Oct. 1, 
1982, with enactment of H.R. 6260 prior to Oct. 1, 1982. 
Accordingly, adoption of the changes to § 1.9 and new §§ 1.27 
and 1.28 is being deferred at this time to permit additional written 
comments by Aug. 13, 1982. However, these rule changes will 
be adopted, with any appropriate .odifications, as soon as 
possible after receipt of the additional written comments. No 
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additional proposal will be published and no additional hearing 
will be held prior to adoption of final rules on the changes to 
§ id oad ahenes $§ 1.27 and 1.28. 

As a result of additional comments presented during the 
hearing on the proposed trademark fees, the period for written 
comments on the deletion of Part 3 was also extended until Aug. 
13, 1982, to provide an additional opportunity for interested 
persons to comment on this . Since it is not 

by Aug. 2, 1982, it is 
) additional 


3 as 


Gd paw 00 diides on ahiaes arantrabas 
proposed. 


SECTION II—REVISION OF TRADEMARK 
Background 


A notice of proposed rulemaking was in the 
Federal Register on June 28, 1982, at 47 FR 28065 and 
in the Official Gazette on June 29, 1982, at 1019 TMOG 110- 
119. An oral hearing was held on July 9, 1982. Three written 
letters and statements were submitted. Three persons testified 
at the oral hearing. Full consideration has been given to all of 
the letters, statements, and testimony. 


Objectives of Rule Changes 


These amendments establish fees for the filing and process- 
ing of an application for the registration of a trademark or other 
mark, and for providing all other services and materials relating 
to trademarks and other marks. 


Public Law 96-517 


Public Law 96-517 authorizes the Commissioner to establish 
fees for the filing and processing of an i for the 
registration of a trademark or other mark, and for providing all 
other services and materials relating to trademarks and other 
marks. Public Law 96-517 requires that by Oct. 1, 1982, fees 
for the filing and processing of an application for the registration 
of a trademark or other mark be set to recover in the aggregate 
50 percent of the estimated average cost to the Office of such 
processing. Also by Oct. 1, 1982, fees for providing all other 
services and materials relating to trademarks and other marks 
are to be set to recover the estimated average cost to the Office 
of performing the service or furnishing the material. 


H.R. 6260 


On June 8, 1982, the House of Representatives passed H.R. 
6260. This bill would amend the fee provisions to be imple- 
mented on Oct. 1, 1982. H.R. 6260 would repeal the provisions 
in Public Law 96-517 requiring that filing and processing fees 
be set to recover in the aggregate 50 percent of the estimated 
average cost of such ing to the Office, and that fees for 
providing all other services and materials relating to trademarks 
and other marks be set to recover the estimated average cost 
to the Office of performing the service or furnishing the material. 
In passing H.R. 6260, the House of Representatives recom- 
mended a fee schedule to the Commissioner for fiscal year 1983. 
The fees set in Alternative B adopt the House recommendation. 

This rule change, therefore, is also designed in the alternative 
co sinnes Ge Senne Se Se 
H.R. 6260. The rule change contains which are common 
to Public Law 96-517 and H.R. 6260, as well as alternative rule 

which are specific to Public Law 96-517 (Alternative 
A) and to H.R. 6260 (Alternative B). 


DISCUSSION OF SIGNIFICANT CHANGES 


This rulemaking places into the apriopriate sections of Title 
37, Code of Federal Regulations, the various fees which are due 
on filing, during the pendency of a trademark application, or 


during the life of 2 registration. 
Rule changes for of Public Law 96- 


implementing provisions 
517 or H.R. 6260 other than the fee provisions have not been 
included. Rule changes for implementing provisions other than 
the fee provisions will be published in a later rulemaking 
proposal. 
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DISCUSSION OF SPECIFIC SECTIONS CHANGED 


The sections changed are grouped in this document under 
three different categories. Those changes which are common 
to Public Law 96-517 and H.R. 6260 appear first and are 
numbered 72-76. The change which relates only to Public Law 
96-517 appears as Alternative A and is numbered 77. The change 
which is dependent upon enactment of H.R. 6260 appears as 
Alternative B and is numbered 78. The changes common to 
Public Law 96-517 and H.R. 6260 will become effective on Oct. 
1, 1982, whether or not H.R. 6260 is enacted as a Public Law. 


ee ee + 


Upon enactment of H.R. 6260 as a Public Law prior to Oct. 
1, 1982, Alternative B will become effective on Oct. 1, 1982, 
in which case Alternative A will not become effective. 

The specific rules for which changes are made are §§ 2.6, 
2.85, 2.101, 2.146, 2.162 and 2.167. 


Rule Changes Common to Public Law 
96-517 and H.R. 6260 


Section 2.85, paragraph (e), is amended to delete reference 
to late filed fees for oppositions and affidavits. The manner 
in which such fees shall be handled is described in the pertinent 
sections for affidavits and oppositions. 

Section 2.101, paragraph (c), is amended to delete the 
reference to a service charge which will no longer be charged 
for late-filed fees for oppositions. 

Section 2.146, paragraph (b), is amended to add a fee for 
filing a petition to the Commissioner. Paragraph (f) of this 
section which indicates that no fee is required is deleted. 

Section 2.162, paragraph (d), is amended to remove the 
reference to a service charge for late-filed fees on § 8 affidavits. 

Section 2.167, paragraph (g), is added to establish procedures 
relating to the fee for affidavits under § 15, 15 U.S.C. 1065, 
and to state the Office’s action when no fee or an insufficient 
fee is filed. 


ese e2#*e* 


Alternative B... Rule Change Only Under H.R. 6260 


Section 2.6 is revised to establish the fees recommended by 
the House of Representatives under H.R. 6260 for filing and 
processing applications for the registration of trademarks or 
other marks and for providing services and materials relating 
to trademarks or other marks. The $10 fee recommended by 
the House for certified copies appears in paragraphs (n) and (0) 
as a fee of $6.50 for a copy of a registered mark showing title 
and/or status and a fee of $3.50 for certification. 


RESPONSE TO COMMENTS ON THE RULES 


Specific comments were received on several of the sections. 
All of the comments included in the written submissions and 
the oral testimony were considered in adopting the changes set 
forth herein. 

Written comments were received from three individuals. Oral 
comments were presented at the hearing on behalf of a patent 
and trademark law group, the American Patent Law Association, 
and an organization of trademark owners and lawyers, the 
United States Trademark Association. One individual spoke on 
behalf of a law firm and expanded upon the points raised in 
his previously submitted written comments. 

These comments appear below along with responses thereto, 
where appropriate. 

Comment: 

The representative of the trademark association spoke 

favorably about the proposal presented. The organization 

100% recovery of trademark costs from user fees. It 
was feit that such an approach reflected a misconception that 
trademarks benefit only their owners and not consumers and 
the economy as a whole. The speaker solicited the assistance 
of the Patent and Trademark Cffice in altering this viewpoint. 
Comment: 

The representative of the bar group questioned the fairness 
of the Office in establishing the fees under Alternative B. It 
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appeared that the Office had accepted the USTA proposals only 
where they were higher. In all cases where the USTA recom- 
mendations were lower than those , the difference was 
split. The filing fee was singled out as the most unfair fee. 
Reply: 

In Alternative B, the rules adopt the fee levels recommended 
by the House Committee on the Judiciary in House Report No. 
97-542. The Report recognizes that the Office needs to recover 
a certain amount of fee income over the next three years. The 
application filing fee is expected to furnish more than 60% of 
the estimated annual income. It could not be reduced further 
without endangering operations. The reduction from $200.00 
to $175.00 per class was covered to a large extent by higher 
fees for other services. 

Comment: 

The philosophy of H.R. 6260 is to recover no more than 
100%. Final fees should recover this level and no more. 
Reply: 

Projecting processing costs three years in advance can never 
be absolutely accurate. The Office must have sufficient funds 
to process anticipated workloads under the fees set during fiscal 
years 1983-1985 when costs are expected to be somewhat higher 
than present costs. 

Comment: 

One suggestion involved retaining Part 4 of 37 CFR, at least 
for the present. Occasional users of the registration system find 
it to be a readily available reference. Certain information in the 
forms is available from no other source. The speaker believed 
the time pressures to implement the fee changes precluded 
proper consideration of the merits of Part 4. 

Reply: 

The period for comment on deletion of Part 4 has been 
extended to August 13, 1982 to allow for additional public 
comment and internal consideration. 

Comment: 

The suggestion was made that references to affidavits and 
oppositions should be eliminated from § 2.85(e) as the handling 
of late filed fees for these items is already covered directly in 
§§ 2.101(c), 2.162(d) and 2.167(g). 

Reply: 

This suggestion was implemented. 

Comment: 

A suggestion was made that §§ 2.101(c), 2.162(d) and 2.167(g) 
dealing with oppositions and affidavits under Section 8 and 
Section 15 be amended to require payment of all late filed fees 
within the time period specified in the notification by the 
Office. 

Reply: 

All of the sections state that the affidavit or opposition “will 
not be refused if the required fee(s). . . are filed in the Patent 
and Trademark Office within the time limit set forth in the 
notification cf this defect by the Office.” This language is 
considered sufficient to require payment of all fees or have the 
opposition, affidavit or declaration refused. 

Comment: 

One suggestion was made to either cite § 2.6 in all sections 
being changed relative to fees or to cite it in none. 
Reply: 

Citations of § 2.6 have been added to § 2.101(c) and § 
2.146(b) to conform to § 2.162(d) and § 2.167(g). 
Comment: 

It was suggested that the fee for a combined section 8 and 
15 affidavit needed to be specified in the rules. 

Reply: 
Section 2.6 has been changed to provide this combined fee. 


DISCUSSION OF SIGNIFICANT DIFFERENCES BE- 
TWEEN PROPOSED AND FINAL RULES 


A number of changes which were made as a result of the 
comments received and further review of the proposed rulemak- 
ing are identified below. 

Deletion of Part 4 has been deferred for further comment 
by Aug. 13, 1982 (see 47 FR 32458, July 27, 1982). As elimi- 
nation of Part 4 is not essential to the setting of fees, and does 
not have to be in place 60 days before implementation, it was 
decided to ask for further public comment. 

Section 2.85(e) has been revised to eliminate the references 
to oppositions and affidavits. Because the handling of late filed 
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fees for these items is specified elsewhere, these references in 
§ 2.85(e) were redundant and confusing. - 

Both alternatives of § 2.6 have been revised to add a fee for 
acombined affidavit under sections 8 and 15 of the Act. In order 
to prevent possible confusion by users of the Trademark system, 
it was included separately. 


IMPLEMENTATION OF TRADEMARK FEE REVISION 


The effective date of the trademark fee revisions contained 
in this rulemaking is Oct. 1, 1982. 


s**t 


The changes which will become effective on October 1, 1982, 
upon enactment of H.R. 6260 as a Public Law prior to Oct. 1, 
1982, are (1) the rule changes common to Public Law 96-517 
and H.R. 6260, and (2) the rule changes under H.R. 6260, which 
appear in Alternative B. The rule changes common to Public 
Law 96-517 and H.R. 6260 will become effective on Oct. 1, 
1982, whether or not H.R. 6260 is enacted as a Public Law prior 

to Oct. 1, 1982. 
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Upon enactment of H.R. 6260 as a Public Law prior to 
October 1, 1982, the rule changes in Alternative B will become 
effective on Oct. 1, 1982, in which case the rule changes in 
Alternative A will not become effective on Oct. 1, 1982. 
Any fee which is due and payable on or after Oct. 1, 1982, must 
be paid in the amount and in accordance with the procedures 
contained in this rulemaking. For purposes of determining the 
amount of the fee to be paid, the date of mailing indicated on 
a proper Certificate of Mailing under § 1.8 will be considered 
to be the date of receipt in the Office. In order to ensure clarity 
in the implementation a discussion of the implementation of 
Section 2.6 is set forth below: 


IMPLEMENTATION OF SECTION 2.6 


Fees set forth in Section 2.6 must be paid in the amounts 
set forth in this section on or after Oct. 1, 1982. Any additional 
fees which become due under § 2.6 in pending applications on 
or after Oct. 1, 1982, or which have not been paid prior to Oct. 
1, 1982, must be paid in the amounts set forth in this section 
even though the application was filed prior to Oct. 1, 1982. For 
example, if an application filed prior to Oct. 1, 1982, is amended 
on or after Oct. 1, 1982, to include additional classes, the fee 
set forth in § 2.6(a) must be paid per class added. 


IMPLEMENTATION OF CERTAIN SECTIONS DE- 
FERRED FOR FURTHER COMMENTS 


As a result of additional comments presented during the 
hearing on the proposed trademark fees, the period for written 
comments on the deletion of Part 4 has also been extended until 
August 13, 1982, to provide an additional opportunity for 
interested persons to comment on this proposed change (see 47 
FR 32458, July 27, 1982). Since it is not essential that this 
deletion be published by Aug. 2, 1982, it is appropriate to extend 
the period for comments. No additional proposal will be 
published and no additional hearing will be held prior to a 
decision on whether or not to delete Part 4 as proposed. 


OTHER CONSIDERATIONS RELATING TO PATENT 
AND TRADEMARK FEE REVISIONS 


Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

This rule change is in conformity with therequirements of 
the Regulatory Flexibility Act (Public Law 96-354), Executive 
Order 12291, and the Paperwork Reduction Act of 1980 (44 
U.S.C. 3501 et. seq.). 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act. Pub. L. 96-54) for several reasons. Public Law 
96-517 and H.R. 6260 have both taken intoo consideration the 
impact they may have on small entities. The fees under Public 
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Law 96-517 are set to recover 50% of patent and trademark 
processing costs rather than full costs and the rate of 
increase in the fees is less than that of i since the last 
increase in fees in 1965. listen. Go ccies teetecameeel 
pdb etth — chrome een the Le Be 
Vonumbaeincen Toten tien 
pet apes heme lower fili Ropemine cna 
entity to Hc a patent application for a seiatively low cost and 
not have to pa the higher balance of fees required to achieve 
Public Law 96-517 recovery levels until examination is 
and it is known that a patent will issue. Under H.R. 
6260 and this rulemaking, small entities would be able to pay 
reduced fees for filing patent applications and for the issuance 
ang maintenance in force of patents. In general, the rule change 
will also expedite proceedings before the Patent and Trademark 
—. existing procedures where they can be sim- 
ified. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local government 
agencies, or geographic regions. fire ehineghn vee 
adverse effects on competition, employment, investment, 
productivity, innovation, or on the ability of United States-based 
enterprises to compete with foreign-based enterprises in 
domestic or export markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et. seq., since no 
significant additional record keeping or requirements 
are placed upon the public. In fact, some paperwork, especially 
that related to requests for extensions of time, will be reduced. 


List of Subjects in 37 CFR Parts 1 and 2 


Administrative practice and procedure, Courts, Inventions 
and patents, Lawyers, Nonprofit organizations, Small busi- 
rademarks. 


nesses, Ti 
AMENDMENT OF REGULATIONS 


For the reasons indicated above and pursuant to the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, and under Sections 31 and 41 of the Trademark Act 
of July 5, 1946, 15 U.S.C. §§ 1113, and 1123, Parts 1 and 2 
of Title 37, Code of Federal Regulations, are amended as set 
forth below. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 14, 1982. 


**+* 


[Note: H.R. 6260 became Public Law 97-247 on Aug. 27, 1982. 
Rules that became effective Oct. 1, 1982 are those rules common 
to Public Law 96-517 and H.R. 6260 and those set forth in 
Alternative B. The adopted rules are reproduced in the notice 
entitled “Revision of Patent and Trademark Fees Confirma- 
tion,” published at 1022 O.G. 21, which is reprinted immedi- 
ately following this notice.] 


[1021 O.G. 19] 


(55)Department of Commerce Patent and Trademark 
Office 37 CFR Parts 1 and 2 
[Docket No. 2714-129] 


Revision of Patent and Trademark Fees Confirmation 


Agency: Patent and Trademark Office, Commerce. 

Action: Confirmation of rules. 

Summary: ee open eee ae on ae 
and trademark fees and fee-related procedures which 

take effect on Oct. 1, 1982. These rule 

H.R. 6260 which was enacted as Public Law 

27, 1982. 

Effective Date: Oct. 1, 1982. 


implement 
-247 on Aug. 
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For Further Information Contact: As to the patent rules contact: 
R. Franklin Burnett, by telephone at (703) 557-3054 or by mail 
addressed to the Commissioner of Patents and Trademarks, 
Attention: R. Franklin Burnett, Rm. 3-11A13, Washington, D.C. 
20231. 

As to the trademark rules contact: Miss Maude Williams, 
by telephone at (703) 557-2222 or by mail addressed to the 
Commissioner of Patents and Trademarks, Attention: Miss 
Maude Williams, Rm. 3-11C17, Washington, D.C. 20231. 
Supplementary Information: The Patent and Trademark Office 
is required by law to publish a notice in the Federal Register 
of its fees at least 60 days before the effective date thereof (35 
U.S.C. 41(g)). Thus, on July 30, 1982 a final rule document was 
published at 47 FR 33086 setting forth rule changes for patent 
and trademark fees and procedures which take effect on Oct. 
1, 1982. The document was based on the public law in effect 
at that time, Public Law 96-517, and on H.R. 6260, which was 
then pending but is now Public Law 97-247. The final rule 
document published on July 30, 1982, in the Federal Register 
sets out— 


(1) rules that are common to both Pub. L. 96-517 and H.R. 
6260 (now Pub. L. 97-247); 

(2) Alternative A which contains rule changes implementing 
Pub. L. 96-517 alone; and 

(3) Alternative B which contains rule changes implementing 
H.R. 6260 (now Pub. L. 97-247). 


H.R. 6260 was enacted as Public Law 97-247 on Aug. 27, 
1982, and the Patent and Trademark Office hereby confirms that 
the rule changes common to both Pub. L. 96-517 and H.R. 6260 
and Alternative B are those which go into effect on Oct. 1, 1982. 
The rules under Alternative A are hereby withdrawn. Additional 
rule changes required by Public Law 97-247 will be made the 
subject of separate rulemakings. 


List of Subjects in 37 CFR Parts 1 and 2 
Administrative practice and procedure, Courts, Inventions 


and patents, Lawyers, Nonprofit organizations, Small busi- 
nesses, Trademarks. 


AMENDMENT OF REGULATIONS 


For the reasons set out in the preamble, 37 CFR Parts 1 and 
2 are confirmed as being amended by the final rule published 
on July 30, 1982 at 47 FR 33086 as set forth below. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Sept. 14, 1982. 


1. The rule changes made in Alternative A relating to patents 
which begin at 47 FR 33107 and in Alternative A relating to 
trademarks which begin at 47 FR 33112 are hereby withdawn. 
2. Confirmed as effective Oct. 1, 1982 are the rule changes 
published July 30, 1982 common to Public Law 96-517 and 
H.R. 6260 (now Public Law 97-247) and Alternatives B. The 
rule changes relating to patents common to Public Law 96-517 
and H.R. 6260 (now Public Law 97-247) were published on 
July 30, 1982 at 47 FR 33099. The rule changes relating to 
patents under Alternative B were published at 47 FR 33108. 
The rule changes relating to trademarks common to Public Law 
96-517 and H.R. 6260 (now Public Law 97-247) were published 
on July 30, 1982 at 47 FR 33111. The rule changes relating 
to trademarks under Alternative B were published at 47 FR 
33112. Corrections to the July 30, 1982 publication 
were published on Aug. 4 and 5, 1982 at 47 FR 33688 and 
33959. 


(Text of adopted rules appears in 37 CFR, revised July 1, 1983.) 


37 CFR Parts 1, 3 and 4 
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Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent and trademark cases to establish 
procedures for the payment of fees under § 41 (a) and (b) of 
Title 35, United States Code, which are reduced by 50 percentum 
for independent inventors and nonprofit organizations as 
required by the public law resulting from H.R. 6260. This action 
is necessary at this time in order that the procedures for paving 
the reduced fees will be effective on Oct. 1, 1982, the effective 
date of the changes in the amounts of Patent and Trademark 
Office fees established by the public law resulting from H.R. 
6260. This final rule also deletes Parts 3 and 4 which contain 
outdated sample forms and corrects a reference to a section 
which appears in § 1.451. 

Effective Date: Oct. 1, 1982. 

For Further Information Contact: As to the patent rules contact 
R. Franklin Burnett by telephone at (703) 557-3054 or by mail 
addressed to the Commissioner of Patents and Trademarks, 
Attention: R. Franklin Burnett, Rm. 3-11A13, Washington, D.C. 
20231. 

As to the trademark rules contact Miss Maude Williams by 
telephone at (703) 557-2222 or by mail addressed to the 
Commissioner of Patents and Trademarks, Attention: Miss 
Maude Williams, Room 3-11C17, Washington, D.C. 20231 
Supplementary Information: Notices of proposed rulemaking 
relating to the revision of patent and trademark fees were 
published in the Federal Register on June 28, 1982, at 47 FR 
28042-28065 and in the Official Gazette on June 29, 1982, at 
1019 O.G. 57-120. Oral hearings were held on July 9, 1982. 
Full consideration has been given to all of the letters, statements, 
and testimony received at the time. A final rule on “Revision 
of Patent and Trademark Fees” was published on July 30, 1982 
at 47 FR 33086-33112 with corrections in the printing thereof 
being published on Aug. 4, 1982, at 47 FR 33688 and Aug. 5, 
1982, at 47 FR 33959. The final rule was also published in the 
Official Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. In view 
of comments received at the hearings, additional time for 
comment on the rules covered by this change was given until 
Aug. 13, 1982. The notice extending the time for comment was 
published on July 27, 1982 at 47 FR 32458. 

This final rule is being adopted as soon as possible after the 
enactment of the public law resulting from H.R. 6260. The Patent 
and Trademark Office has determined that the requirement of 
5 U.S.C. 553 (d) for publication not less than 30 days before 
its effective date does not apply to this final rule since it will 
reduce patent fees for independent inventors and nonprofit 
organizations. 


Objectives of Rule Changes 


These rule changes are designed to implement the Patent and 
Trademark Office fees and procedures which are provided for 
by the public law resulting from H.R. 6260. 


Public Law Resulting From H.R. 6260 


The public law resulting from H.R. 6260 provides that funds 
available under the act “shall be used to reduce by 50 per centum 
the payment of fees under section 41 (a) and (b) of Title 35, 
United States Code” by independent inventors, small business 
concerns, and nonprofit organizations. The public law resulting 
from H.R. 6260 gives the Commissioner authority to establish 
regulations defining independent inventors and nonprofit 
organizations. The public law resulting from H.R. 6260 defines 
small business concerns by reference to § 3 of the Small Business 
Act and regulations established by the Small Business Admini- 
stration. This rulemaking establishes regulations defining 
independent inventors and nonprofit organizations. The Small 
Business Administration is establishing the definition of a small 
business concern for the purpose of paying reduced fees under 
the public law resulting from H.R. 6260. This ru ing also 
establishes the procedures which will be followed by independ- 
ent inventors and nonprofit organizations when paying the 
reduced fees. The procedures to be followed by small business 
concerns when paying the reduced fees will be established in 
a separate final rule. 


Discussion of Specific Sections 
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The following sections are changed by this final rule, effec- 
tive Oct. 1, 1982: 


Section 1.9, as amended, adds paragraphs (c), (e), and (f) 
which define “independent inventor” and “nonprofit organi- 
zations” as used in Title 37, Code of Federal Regulations, 
Chapter I. Each of these along with “small business concern” 
is identified as a “small entity” for of paying fees 
which are set under § 41 (a) and (b) of Title 35, United States 
Code, as amended by the public law resulting from H.R. 6260. 
Paragraph (d) of § 1.9 relates to the definition of smal! business 
concern which is being established by the Small Business 
Administration. Accordingly, proposed paragraph 1.9(d) is not 
being promulgated at this time. 

The public law resulting from H.R. 6260 authorizes the 
Commissioner to establish regulations defining independent 
inventors and nonprofit organizations. Section 1.9(c) defines an 
independent inventor as any inventor who (1) has not assigned, 
granted, conveyed, or licensed, and (2) is under no obligation 
under contract or law to assign, grant, convey, or license, any 
rights in the invention to any person who could not likewise 
be classified as an i t inventor if that person had made 
the invention, or to any concern which would not qualify as 
a small business concern or a nonprofit organization. Once an 
individual sole inventor, or one of several joint inventors, has 
assigned, granted, conveyed, or licensed, or comes under an 
obligation to assign, grant, convey, or license, any rights to the 
invention to anyone who could not likewise obtain status as a 
small entity, the inventor(s) will no longer be entitled to pay 
fees in the amounts established for an independent inventor (§ 
1.9(c)). Section 1.9 (c) will permit an individual inventor to make 
an assignment, grant, conveyance, or license of partial rights 
in the invention to another individual or individuals who could 
qualify as an independent inventor or inventors if they had made 
the invention. In addition, § 1.9 (c) will permit an individual 
inventor to make an assignment, grant, conveyance, or license 
of partial rights in the invention to a small business concern or 
nonprofit organization. Under the circumstances described in 
the previous two sentences the individual inventor could still 
qualify as an independent inventor. However, if the independent 
inventor assigned, granted, conveyed, or licensed, or came under 
an obligation to assign, grant, convey, or license, any rights to 
the invention to any individual or or, which could not 
qualify as a small entity (§ 1.9 (f)), then the inventor would no 
longer qualify as an independent inventor. 

Proposed section 1.9 (d) relating to the definition of a small 
business concern is not being promulgated at this time 

Section 1.9(e) defines a nonprofit organization by utilizing 
and broadening the definition contained in 35 U.S.C. 201 (i). 
The term “university or other institution of higher education” 
as used in § 1.9 (e) means an educational institution which (1) 
admits as regular students only persons having a certificate of 
graduation from a school providing secondary education, or the 
recognized equivalent of such a certificate, (2) is legally author- 
ized within the jurisdiction in which it operates to provide a 
program of education beyond secondary education, (3) provides 
an educational program for which it awards a bachelor’s degree 
or provides not less than a two-year program which is acceptable 
for full credit toward such a degree, (4) is a public or other 
nonprofit institution, and (5) is accredited by a nationally 

accrediting agency or association. The definition of 
“university or other institution of higher education” as set forth 
herein essentially follows the definition of “institution of higher 
education” contained in 20 U.S.C. 1141(a). Institutions which 
are strictly research facilities, manufacturing facilities, service 
. etc., are not intended to be included within the 
term “other institution of higher education” even though such 
institutions may perform an educational function or publish the 
results of their work. 

Section 1.9(f) identifies an independent inventor, a small 
business concer, or a nonprofit organization as a “small entity” 
for purposes of paying fees set under § 41 (a) and (b) of Title 
35, United States Code, as amended by the public law resulting 
from H.R. 6260. Fees established under § 41 (c) or (d) of Title 
35, United States Code, will not be reduced for small entities 
since such a reduction is not permitted or authorized by the 

public law resulting from H.R. 6260. Paragraphs (c), (e), and 
(Hof § 1.9 should be read together with §§ 1.27 and 1.28 which 
deal with establishing status as a small entity and the effect 
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thereof. 

New § 1.27 provides in 
toestablish as a small entity, as ‘int 3 horde puos 
of paying reduced fees, must file a statement to that entity. 


laiming status as independent inventors. 
ee ae 
is not being at this time, but will be subject of a 
separate final rule 1.27 (d) provides for claiming 
status as a nonprofit organization. Under § 1.27, as as all 
of the rights remain in small entities, the fees for 
eqn etapa bo quad ar taneiiedbenedioemt aie 
the rights were divided between an independent inventor, a small 
business concern and a nonprofit organization or any combi- 


nation thereof. 
New § 1.28 provides as to the effect of failure to 


the filing of a further verified statement pursuant to § 1.27, unless 
the Office is notified of a change in status. Under 
1.28(a), status as a small entity in one application or patent does 
not affect any other application or patent except in applications 
filed under § 1.60 where a reference is made to a verified 
Se Se ee ee 
that notification of any change in status resulting in loss 
cudduaams 0 axa ty ontien to tied tn oatmeal 
issue fee or any maintenance fee due after the date on which 
status as a small entity is no longer appropriate. Section 1.28 also 
provides guidance as to the effect of improperly establishing 
status as a small entity. The intent of the reduced fees for small 
per ag ny ey eee pee 
pane on hn he United States Code, as such sections are 
amended by the public law resulting from H.R. 6260, upon those 
who are least able to absorb the increased fees without overall 
ey A a end may ae ep 
the filing, issuing and maintaining of patents. Accordingly, any 
attempt » andl ces os oem will be 


negligence 

entity or paying fees as a small entity will be considered as a fraud 
practiced or attempted on the Office. Normally, the Office will 
not question a claim to status as a small entity. However, if the 
Office must resolve such an issue in a question arising before it, 


Discussion of Significant Differences Between Proposed and 
Final Rules 


A number of changes which have been made to §§ 1.9, 1.27 

and 1.28 as a result of the comments received and further review 
of the proposed rulemaking are identified below. 
Paragraph (c) of § 1.9 has been changed from that proposed 
to simplify the definition by removing the words “including (i) 
the right to make, use, ee ee 
exclude others from making, using, or selling the invention”. No 


removed to simplify the definitiou without a change in sub- 
Paragraph (d) of § 1.9 is not being promulgated by this rule 
change. 
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Paragraph (e) of § 1.9 is changed from that proposed by 
adding the words “located in any country” in item (e) (1) to 
clarify the fact that a university or other institution of higher 
education can qualify regardless of location. (e) is 
also changed from that proposed by adding an item (4) to clarify 
that a nonprofit organization if it could qualify as a nonprofit 
organization under item (2) or (3) of paragraph (e) “if it were 
located in this country.” Thus, under paragraph (e) of § 1.9 
nonprofit organizations will be treated the same for purposes 
of paying fees regardless of location. 

Paragraph (a) of § 1.27 has been changed from that 
by substituting the words “any fee paid as a small entity”. This 
change is intended to clarify the fact that a verified statement 
is not required with every fee. 

Paragraph (b) of § 1.27 has been changed from that proposed 
to clarify who is to file the verified statement. The verified 
statement for a small business concern or nonprofit organization 
is to be filed by “the owner of the small business concern, or 
an official of the small business concern or nonprofit organi- 
zation empowered to act on behalf of the small business concern 
or nonprofit organization . . .” The term “official” as used in 
paragraph (b) is intended to include any officer, employee, or 
part-owner empowered to act on behalf of a small business 
concem or nonprofit organization. For example, an officer or 
employee of a corporation empowered to act for the corporation 
by its board of directors would be qualified to sign such a verified 
Statement. 

Paragraph (c) of § 1.27 relating to claiming status as a small 
business concern is not being promulgated at this time, but will 
be the subject of a separate final rule. 

Paragraph (d) of § 1.27 has been changed from that proposed 
in the same manner as paragraph (b) of § 1.27 has also been 
changed from that by adding a reference to § 1.9 (e)(4). 

Paragraph (a) of § 1.28 has been changed from that 
by adding the words “or patent” in the first and third sentences 
since the failure to establish status as a small entity could occur 
in a patent as well as in an application. An exception to the 
requirement for a verified statement has also been inserted into 
paragraph (a) of § 1.28 for applications filed under § 1.60 where 
the status as a small entity has been established in a parent 
application and is still proper. Under this change in paragraph 
(a) of proposed § 1.28, the application filed under § 1.60 “must 
include a reference to a verified statement in a parent application 
if status as a small entity is still proper and desired.” 

Paragraph (b) of § 1.28 has been completely rewritten from 
that proposed to remove the requirement that the notification 
of a change in status resulting in loss of entitlement to small 
entity status must be filed prior to paying the next fee due. 
Instead, paragraph (b) of § 1.28 provides that after establish- 
ment of small entity status, “fees as a small entity may thereafter 
be paid in that application or patent without regard to a change 
in status until the issue is due or any maintenance fee is due.” 
Paragraph (b) of § 1.28 is also changed from that proposed 
by removing the sentence stating that payment of any fee as 
a small entity serves “as a representation that such payment 
as a small entity is proper at the time the payment is made.” 
This change does not sanction the payment of improper fees, 
but is no longer necessary in view of another change in paragraph 
(b) which specifically provides that notification of any change 
in status resulting in loss of entitlement to small entity status 
“must be filed in the application or patent prior to paying, or 
at the time of paying, the earliest of the issue fee or any 
maintenance fee due after the date on which status as a small 
entity is no longer appropriate pursuant to § 1.9.” The effect 
of the changes to paragraph (b) of § 1.28 is to permit status to 
be established and then checked only (1) at the payment of the 
issue fee and (2) at the time of payment of each maintenance 
fee. This means that only four checks are required during the 
pendency and term of a patent after initial establishment of small 
entity status if such establishment was prior to payment of the 
issue fee. The last sentence of paragraph (b) has been changed 
from that proposed by inserting the words “of change in status” 
after “notification” for clarity. 

Paragraph (c) of § 1.28 has been changed from that proposed 
to require a verified statement explaining how the error in good 
faith occurred only in situations where the error occurred. This 
change from paragraph (c) as proposed will reduce paperwork 
and will provide a three-month grace period to correct errors 
with no explanations required for correction during that three- 
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month period. The change has also been made to alleviate con- 
cerns about paragraph (d) of § 1.28 which is being adopted as 
proposed. 


Response to Comments on the Patent Rules 


Specific comments were received on a number of the sec- 
tions. All of the comments, including the oral testimony and 
the written comments, were considered in adopting the changes 
set forth herein. 

Written comments on the patent rules and forms affected by 
this final rule were received from three patent law groups and 
thirteen individuals. The three patent law groups were (1) the 
American Patent Law Association; (2) the Patent, Trademark, 
and Copyright Section of the Virginia State Bar; and (3) the 
Patent, Trademark and Copyright Law Section of the Bar As- 
sociation of the District of Columbia. 

Oral comments were presented at the hearing on behalf of 
two patent law groups. ~ 

The comments appear below along with replies thereto. 
Comment: 

One comment suggested that the definition of “independent 
inventor” be simplified. 

Reply: 

The definition of “independent inventor” has been simpli- 
fied without a change in substance by removing the words 
“including (i) the right to make, use, or sell the invention, and 
(ii) the right to exclude others from making, using, or selling 
the invention.” 

Comment: 

One comment suggested that there is no need to include any 
more than a simplified statement that a “non-profit organization 
includes a university or other institution of higher education” 
Reply: 

The suggestion has not been adopted since it is the intent 
of the rules to delineate as clearly as possible what organizations 
can qualify as nonprofit organizations without having to expend 
undue resources deciding each request on a case-by-case basis. 
Comment: 

One comment suggested that § 1.9(e) discriminates against 
foreigners and thus violates the principle of national equality 
set forth in the Stockholm text of the Paris Convention for the 
Protection of Industrial Property. 

Reply: 

Section 1.9(e), as promulgated, defines a nonprofit organi- 
zation in such a way that it is clear that foreigners are not 
excluded. 

Comment: 

One comment questioned whether or not government organi- 
zations can qualify as nonprofit organizations and more spe- 
cifically, whether or not a government research facility can 
qualify under the broad definition of a nonprofit scientific or 
educational organization. Another comment recommended that 
§ 1.9(e) be expanded to include the U.S Government in the 
definition of a “nonprofit organization. ‘ 

Reply: 

Government organizations as such, whether domestic or 
foreign, cannot qualify as nonprofit organizations as defined in 
§ 1.9(e). Section 1.9(e) was based upon 35 U.S.C. 201(i), as 
established by Public Law 96-517. The limitation to “an or- 
ganization of the type described in section 501(c)(3) of the 
Internal Revenue Code of 1954 (26 U.S.C.- 501(c)(3)) and 
exempt from taxation under section 501(a) of the Internal 
Revenue Code (26 U.S.C. 501(a))” would by its nature exclude 
the U.S. government and its agencies and facilities, including 
research facilities and government corporations. State and 
foreign governments and governmental! agencies and facilities 
would be similarly excluded. Section 1.9(e) is not intended to 
include within the definition of a nonprofit organization 
government organizations of any kind located in any country. 
A university or other institution of higher education located in 
any country would qualify, however, as a “nonprofit organi- 
zation” under § 1.9(e) even though it has some government 
affiliation since such institutions are specifically included. 
Comment: 

One comment was directed to, and opposed, Public Law 96- 
517 and H.R. 6260 rather than the specific provisions of 
§§ 1.9, 1.27 and 1.28 on the ground that the concept of a self- 
supporting agency is ill-conceived, shortsighted and wrong. 
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Reply: 

Public Law 96-517 and H.R. 6260 are not issues for con- 
sideration in this rule change. 

Comment: 

One comment asserted that the imposition of different fees 
depending upon the status of an applicant is unwise, unworkable, 
and will not “improve the efficiency of the Patent Office”, while 
another comment urged the Office to “disavow the proposal 
for a two-tier fee system and adopt a different approach to 
assuring that patent and trademark fees are set so that individual 
inventors and small businesses can continue to obtain the 
protection of the patent and trademark system.” Another 
comment supported the two-tier fee system, particularly as 
related to universities. 

Reply: 

The imposition of different fees is a legislative mandate 
imposed by the public law resulting from H.R. 6260 and is not 
an issue for consideration in this rule change. 

Comment: 

Four comments expressed concern that small entity status 
is required to be confirmed each time a fee as a small entity 
is paid. Alternative procedures which involve (1) confirming 
status at the time of filing and at the time the issue fee is paid, 
or (2) allowing a statement of status to hold for a period of time 
were recommended 
Reply: 

The last sentence in § 1.27(a) states that “[s]uch a verified 
statement need only be filed once in an application or patent 
and remains in effect until changed.” It was not intended that 
such statements would be required each time a fee is paid. In 
order to clarify § 1.27(a), the first sentence has been changed 
to require the statement prior to or with the first fee paid as a 
small entity. Thereafter, notice is only required where a change 
in status occurs. In addition, § 1.28(b) has been rewritten to 
provide that “[o]}nce status as a small entity has been established 
in an application or patent, fees as a small entity may thereafter 
be paid in that application or patent without regard to a change 
in status until the issue fee is due or any maintenance fee is due.” 
Comment: 

One comment suggested that a paragraph 1.27(e) be added 
which would require confirmation of small entity status at the 
time of paying the patent issue fee and each maintenance fee 
and that this be done by a statement which designates the 
applicant’s small entity status as of the close of the last fiscal 
year next preceding the date of the statement. 

Reply: 

The suggested has not been added. However, 
paragraph (b) of § 1.29 has been completely rewritten to permit 
Status to be established and then checked only (1) at the payment 
of the issue fee and (2) at the time of payment of each main- 
tenance fee.-instead of requiring papers to be filed confirming 
Status as suggested in the comment, the rules as adopted require 
that “[nJotification of any change in status resulting in loss of 
entitlement to small entity status must be filed in the application 
or patent prior to paying, or at the time of paying, the earliest 
of the issue fee or any maintenance fee due after the date on 
which status as a small entity is no longer appropriate pursuant 
to § 1.9.” Paragraph (b) of § 1.28, as promulgated, is consid- 
ered preferable to the suggested paragraph (e) of § 1.27 since 
it will eliminate the filing of a confirming statement where there 
has been no change in status as a small entity. This reduces un- 
necessary paperwork. 

Comment: 

One comment suggested that verified statements of small 

EEE 


was and is reflected by the change 
in § 1 28a In suck applications, it will be sufficient to include 
areference to a verified statement establishing small entity status 
in a parent application if status as a small entity is still proper 
and desired. 
Comment: 

One comment suggested that proposed paragraph 1.28(b) be 
amended by inserting the words “believed to be” after “small 
entity is” in the second sentence. 

Reply: 

Paragraph (b) of § 1.28 as promulgated does not contain the 
sentence to which the suggestion is directed. 
Comment: 
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nape Gs meee 0 a8 1.28 be 
amended by deleting the word “verified” so that a statement 
explaining how an error in good faith occurred can be made 
“on the basis of information and belief.” 
Reply: 

The suggestion has not been adopted. However, paragraph 
(c) of § 1.28 as promulgated permits the correction of errors 
without a verified statement if the correction is accomplished 
within three months after the date the error occurred. 
Comment: 

Three comments expressed concern about the provision 
eee 

act in connection with paying fees as a 
=a ae and indicated that some persons have raised a 
question as to the Office’s authority to designate the payment 
of a lesser fee as fraud. The comments that 
§ 1.28 be withdrawn and turned over to an ad hoc group of 
and Trademark Office officials and practitioners for immediate 
examination and timely comment. 
Reply: 

The period for comments was extended until Aug. 13, 1982, 
as an alternative to, and in response to. suggestion that § 
1.28 be withdrawn and tured over to an ad hoc committee. The 
extended period for comments has now expired and all com- 


lently establish entity, or improperly and through gross negli- 
gence establish status or pay fees as a small entity. pended 
(d) of § 1.28 is clearly within the rule-making 
to the Commissioner pursuant to 35 U.S.C. to neanee 
es a a a ae 
from H.R. re eee eee 
In order to alleviate the concerns expressed about paragraph 
atte dle. paragraph (c) of § 1.28 has been changed from 
to require a verified statement explaining how 
sacleplindnentll tnaeabadintedeenienealimadioune 
is not corrected within three months of the date on which the 
error occurred. This three-month grace period to correct errors 


with no explanations required for correction during 


One comment by an attorney (1) to and requested 
removal of the second sentence of § 1.28(d) because he has to 
rely on the information provided by the client and does not have 
the facilities to check the reliability of information the client 
provides relating to the client’s status as a small entity, and (2) 
raised the question as to how much investigation any aliurney 
or Ghar teibeibad aun enie ta aie @ andld tinal 
of “gross negligence” under § 1.28(d). 

Reply: 

The rules do not authorize an attorney to sign a verified 
statement Status as a small entity on behalf of a 
client. The client has to sign the verified statement. 
ag a a ee verified statement filed on behalf 

snventer taunt Gb chgned ty Geo badepeniien 
poe. ae as proviced in §§ 1.42, 1.43, or 1.47. Paragraph 
(af 1.2? equltee Gas any vedilied catement Gabon tail 
of a nonprofit organization must be signed by an official of the 
ee 
ganization. intent of paragraphs (b) and (d) of § 1.27 is that 
the verified statement be signed by the person in the best position 
to know the facts as to whether or not status as a small entity 
can be properly established. Insofar as the attorney's irrespon- 
sibilities and duty to investigate are concerned, these do not 
differ from those presently owed the Office under §§ 1.56, 1.346, 
and 1.555. 
Comment: 

pete pete ey et wae ts 
replaced by a provision under which a “stiff 
assessed against acdaiee dip tanangulb tania 
faith.” 


Reply: 
Es censsbidites tutes abies Kaaitnled 
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the only penalty against “a wrongdoer who has not paid fees 
in good faith” might tend to encourage the payment of incorrect 
fees on the theory that it is unlikely that such a matter would 
be brought to the attention of the Office. 

Comment: 

Three comments opposed the deletion of Part 3 
for the reasons that (1) it is useful to have an up-to-date set of 
forms and (2) there does not seem to be a pressing need to delete 
the forms. 

Reply: 

The Patent and Trademark Office has a booklet 
entitled “Patent and Trademark Forms Booklet” which includes 
full size copies of substantially all of the forms in Part 3. Since 
the forms currently in Part 3 are not “up-to-date” as was 
suggested in the comment, no present need is seen to maintain 
Part 3. 


Response to Comments on the Trademark Rules 


Specific comments were received on the proposed deletions 
of Part 4. All of the comments included in the written submis- 
sions and the oral testimony were considered. 

Written comments were received from four individuals. Oral 
comments restating previously submitted written comments on 
Part 4 were presented by one individual on behalf of his law 
firm. 

These comments appear below along with replies thereto. 
Comment: 

One comment stated that there are rules in Part 4 which are 
not set forth elsewhere. Such guidelines and information in- 
clude, among others, the types of commerce on which an 
application may be based and a requirement for the use of bond 
paper for typed drawings. 

Reply: 

Part 4 does not really carry the effect of rules because the 
forms are not mandatory, but are merely illustrative. The in- 
formation referred to by this individual can be found elsewhere, 
such as in the Trademark Manual of Examining Procedure. 
Furthermore, despite the fact that the forms do not carry the force 
of rules, any correction or modification to them requires the 
cumbersome and time-consuming processes that are associated 
with a rules change. 

Comment: 

Several comments reflected the opinion that some attorneys, 
particularly those who do not specialize in trademark matters, 
may rely on the forms that appear in Part 4. It was believed that 
these individuals may not have or be aware of the compilation 
of forms identified as the “Patent and Trademark Office Forms 
Booklet.” In the absence of such forms in Part 4, these indi- 
viduals may devise their own application formats. Such a 
practice would result in increased informalities which, in turn, 
would result in unnecessary correspondence and delayed 
prosecution. In addition, the commenters believed that the 
number of written and oral inquiries tothe Office of the Director 
of the Trademark Examining Operation would increase dramati- 
cally. 

Reply: 

The Office of the Director of the Trademark Examining 
Operation currently has a general information telephone line to 
answer inquiries and to accept requests for trademark applica- 
tion forms and related literature. While the Office of the Director 
indicates the availability of the forms booklet to many callers, 
copies of the appropriate trademark application form are sent 
to those individuals who request them. It is more likely that an 
individual who is unaware of the trademark application form 
would call the Office of the Director to request an application 
form than create one for the particular purpose. 

Comment: 

One individual, aware of the Office’s plans for automation 
of the trademark program, saw the present deletion of the forms 
to be inappropriate. This individual felt that the deletion of the 
forms at this point would signal to the user community that the 
Office no longer had any interest in receiving applications in 
any particular format. To take such a position within a year or 
two of the introduction of a rigidly standardized 
format was, in the opinion of this commenter, unwise. The 
adoption of a machine-readable application form would require 
— rather than diminished, reliance on a prescribed format. 

eply: 
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Within the next year or two, the Office will begin experi- 
menting with the use of optical character recognition (OCR) 
equipment to automate the current data capture processes. 
Trademark application formats that are compatible with this 
equipment are likely to require special sizing and printing and, 
as such, are not acceptable for reduced size printing in the Code 
of Federal Regulations. If the existing forms were to be main- 
tained in Part 4, they would remain available for use by 
applicants. As a result, the implementation of the new standard- 
ized application formats would be made more difficult. 
Comment: 

One commenter believed that since the next reprinting of 
Volume 37 of the Code of Federal Regulations will be in July, 
1983, there is no pressing need to eliminate Part 4 at this time. 
This individual felt that users of the trademark registration 
system should be given additional opportunity to consider the 
significance of removing Part 4. 

Reply: 

Only four comments have been received on the deletion of 
Part 4. The elimination of Part 4 at this time will guarantee that 
the forms do not appear in the 1983 reprinting of the CFR. Of 
course, they will appear in the 1982 version of the CFR booklet 
and will be available until the new edition is published. In this 
matter, future access to these forms will be limited and those 
requiring help may contact the Office and receive the proper 
trademark forms. 


Implementation of §§1.9, 1.27, and 1.28 


Status as a small entity can be established in any application 
or patent for which a fee is due on or after Oct. 1, 1982, and 
in which small entity status is available and desired. 


Other Considerations Relating to Patent and Trademark Fee 
Revisions 


Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conversation of energy resources. 

This rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Public Law 96-354), Executive 
Order 12291, and the Paperwork Reduction Act of 1980 (44 
U.S.C. 3501 et. seq.). 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act. Pub. L 96-354) for several reasons. The public 
law resulting from H.R. 626( has taken into consideration the 
impact the increase in fees may have on small entities. Under 
the public law resulting from H.R. 6260 and this rulemaking, 
small entities will be able to pay reduced fees for filing patent 
applications and for the issuance and maintenance in force of 
patents. In general, the rule change will also expedite proceed- 
ings before the Patent and Trademark Office, changing existing 
procedures where they can be simplified. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et. seq., since no 
significant additional record keeping or reporting requirements 
are place upon the public. 


List of Subjects in 37 CFR Parts 1, 3 and 4 


Administrative practice and procedure, Colleges and univer- 
sities, Courts, Fraud, Inventions and patents, Nonprofit organi- 
zations, Small businesses, Trademarks. 

(Text of adopted rules appears in 37 CFR, revised July 1, 
1983.) 


GERALD J. MOSSINGHOFF, 
Aug. 26, 1982. Commissioner of Patents and Trademarks. 
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Department of Commerce 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule. 
Summary: The Patent and Trademark Office is amending the 
rules of practice in patent and trademark cases to establish a 
iti procedures for the ime games) ser ee 
41(a) and (b) of Title 35, United States Code, by small 
concems as required by Pub. L. 97-247. This action adopts the 
definition of a “small business concern” for purposes of paying 
patent fees established by the Small Business Administration 
and is necessary at this time in order that the procedures for 
paying reduced fees will be effective on Oct. 1, 1982, the 
effective date of the changes in the amounts of Patent and 
Trademark Office fees established by Pub. L. 97-247. 
Effective Date: Oct. 1, 1982 
For Further Information Contact: R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail addressed to the Commis- 
sioner of Patents and Trademarks, Attention: R. Franklin 
Burnett, Room 3-11A13, Washington, D.C. 20231. 
Supplementary Information: A notice of proposed rulemaking 
was published in the Federal Register on June 28, 1982, at 47 
FR 28042-28063 and in the Official Gazette on June 29, 1982, 
at 1019 O.G. 57-120. Oral hearings were held on July 9, 1982. 
Full consideration has been given to all of the letters, statements, 
and testimony received at the time. A final rule on “Revision 
of Patent and Trademark Fees” was published on July 30, 1982 
at 47 FR 33086-33112 with corrections in the thereof 
being published on Aug. 4, 1982, at 47 FR 33688 and on Aug. 
5, 1982 at 47 FR 33959. The final rule was also published in 
the Official Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. In 
view of comments received at the hearings, additional time for 
comment on certain rules, including those covered by this 
change, was given until Aug. 13, 1982. The notice extending 
the time for comment was published on July 27, 1982 at 47 FR 
32458. A final rule relating to definitions of “i 
inventor” and “nonprofit organizations” was published on 
Sept. 10, 1982 at 47 FR 40134-40140 


Objectives of Rule Changes 


These rule changes are designed to implement the Patent and 
Trademark Office fees and procedures which are provided for 
by Pub. L. 97-247. 


Public Law 97-247 


Pub. L. 97-247, signed Aug. 27, 1982, provides that funds 
available under the act “shall be used to reduce by 50 per centum 
the payment of fees urder section 4 (a) and (b) of ttle 35, 35, United 
States Code” by independent inventors, small business con- 
cerns, and nonprofit organizations. The Commissioner has es- 
tablished regulations defining independent inventors and non- 
profit organizations. Pub. L. 97-247 defines small business 
concerns by reference to Section 3 of the Smal! Business Act 
and regulations established by the Small Business Administra- 
tion. The Small Business Administration has now established 
the definition of a small business concern for the purpose of 
paying reduced fees under Pub. L. 97-247. That definition is 
here 


sp aay ay ten cen dr 
procedures which 


by i 
This rulemaking also establishes the 
Saniidte abftaienamians Gianqutietnamnes 
fees. 


Discussion of Specific Sections 


The following sections are changed by this final rule, effec- 
tive Oct. 1, 1982: 


Section 1.9, as amended, adds yeep 
small business concern as used in Title 37, Code of Federal 
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Regulations, Chapter I. A small business concern is identified 
as a “small entity” for purposes of paying fees which are set 
under section 41(a) and (b) of Title 35, United States Code, as 
amended by Pub. L. 97-247. 

Section 1.9(d) defines a small business concern by reference 
tee eg pene he 3-18 of Title 13, Code of Federal 
Regulations. A small business concem is defined therein as any 
business concern (1) whose number of 


ployees.” Concerns are affiliates of each other when either, 
directly or indirectly, one concern controls or has the power to 
control the other, or a third party or parties controls or has the 


srmppenatanGeadhgunebtnguaaaamantaiinanats 
of the pay periods of the fiscal year. Business concerns located 


in any country which meet the small business definition and 
which comply with the applicable procedures can qualify as a 

“small business concern”. Under the definition, a small 
business concen would no longer qualify as a small business 
concer if any rights were assigned to any individual or concern 
which could not qualify as a tall entity pursuant to $ 1.900). 
or if the concern came under an obligation to assign any rights 
to any individual or concern which could not qualify as a small 
entity. 

Section 1.9(d) also i paragraph (b) of 13 CFR 
121.3-18which for the Small Business 
Administration Patent and Trademark Office adverse ini- 
tial size determinations. 

Paragraph 1.27(c) provides for claiming status as a small 
business concern. Any person seeking to establish status as a 
small entity, ter ten guapten ef paging eotened Grea, tonne Sie 
a statement to that effect prior to or with the payment of the 
first fee paid as a small entity. Under § 1.27, as long as all of 
the rights remain in small entities, the fees established for a small 
entity can be paid. This includes circumstances where the rights 
were divided between an independent inventor, a small business 
concern and a nonprofit organization or any combination 
thereof. 

A number of changes which have been made to §§ 1.9 and 
1.27 as a result of the comments received and further review 
of the proposed rulemaking are identified below. 

Paragraph (d) of § 1.9 has been from that 
sO as to incorporate into § 1.9(d), the definition by 
te Snell Dotinane Admisiannton to § 121.3-00 of Tie 12 
Code of Federal Regulations. The definition differs from 


convey or license any rights in the invention to any person or 
concern which could not be classified as an independent inven- 
tor, small business concern, or nonprofit organization. 
Pe mtn ep ab npr wy meg 
to clarify who is to file the verified statement. The verified 
statement for a small business concern is to be signed by “the 
owner or an official of the small business concern 
to act on behalf of the concern.” The term “official” as used 
in paragraph (c) is intended to include any officer, employee, 
or part-owner empowered to act on behalf of a small business 
concer. For example, an officer or employee of a corporation 
empowered to act for the corporation by its board of directors 
would be qualified to sign such a verified statement. 


Response to Comments on the Patent Rules 


Specific comments were received on a number of the sec- 
tions. All of the comments, including the oral testimony and 
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the written comments, were considered in adopting the changes 
set forth herein. 

Written comments on the rules affected by this final rule were 
received from three patent law groups and a number of indi- 
viduals. The three law groups were (1) the American 
Patent Law Association; (2) the Patent, Trademark, and Copy- 
right Section of the Virginia State Bar; and (3) the Patent, 
Trademark and Copyright Law Section of the Bar Association 
of the District of Columbia. 

Oral comments were presented at the hearing on behalf of 
two patent law groups. 

The comments appear below along with replies thereto. 
Comment: 

Two comments urged that in view of the “exceedingly 
complex” definitions of a “small business” in 13 CFR 121.3, 
the patent system and those associated with it would be best 
served by setting forth clear guidelines as to whether or not a 
business qualifies as a small business without reference to the 
Small Business Act and without incorporation by reference of 
“the too many pages of SBA regulatory definition.” 

Reply: 

Pub. L. 97-247 specifically refers to section 3 of the Small 
Business Act and regulations established by the Small Business 
Administration for determining whether or not a business con- 
cern qualifies as a smali business concern. Pub. L. 97-247 
therefore does not permit the establishment of guidelines with- 
out reference to the Small Business Act and regulations estab- 
lished by the Small Business Administration. Section 1.9(d), 
however, does inc the definition as established 
in § 121.3-18 of Title 13, Code of Federal Regulations. This 
will enable persons to utilize § 1.9(d) without also referring to 
a copy of Title 13, CFR. 

Comment: 

One comment argued that § 1.27 should be corrected or 
clarified to indicate that a small business concern would be 
entitled to the 50 percent fee reduction even though it may grant 
a non-exclusive or even an exclusive license to some non-small 
entity. 

Reply: 

The suggestion has not been adopted. Section 1.27 requires 
that the concern qualify as a small business concern as defined 
in § 1.9(d). Section 1.9(d) defines a small business concern by 
incorporating 13 CFR 121.3-18, which in tum defines a small 
business concern as one not exceeding a particular size which 
has not assigned, granted, conveyed, or licensed, and is under 
no obligation under contract or law to assign, grant, convey or 
license, any rights in the invention to any person who could 
not be classified as an independent inventor if that person had 
made the invention, or to any concern which would not qualify 
as a small business concern or a nonprofit organization under 
this section.” The intent of both 13 CFR 121.3-18 and 37 CFR 
1.9(d) and 1.27(c) is to limit the payment of reduced fees under 
section 41 (a) and (b) of Title 35, United States Code, to those 
situations in which all of the rights in the invention are owned 
by small entities, i.e., independent inventors, small business 
concerns, or nonprofit organizations. To do otherwise would 
be clearly contrary to the intended purpose of the legislation 
which contains no indication that fees are to be reduced in 
circumstances where rights are owned by non-small entities. 
Adopting the suggestion might, for example, permit a non-small 
entity to transfer patent rights to a small business concern which 
would pay the reduced fees and grant an exclusive license to 
the non-small entity. 

Comment: 

One comment suggested that the specific Small Business 
Administration regulations which are applicable be specified in 
§ 1.9(d). 

Reply: 

The definition of a small business concern as established by 
the Small Business Administration is now incorporated into 
§ 1.9(d). 


Implementation of §§ 1.9 and 1.27 


Status as a small entity can be established in any application 
or patent for which a fee is due on or after Oct. 1, 1982, and 
in which the individual inventor, small business concern, or non- 
profit organization meets the qualifications established for small 
entity status. 
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Other Considerations Relating to Patent and Trademark Fee 
Revisions 


Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

This rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980 (44 U.S.C. 
3501 et seq.). 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act. Pub. L. 96-354) for several reasons. Pub. L. 97- 
247 has taken into consideration the impact the increase in fees 
may have on small entities. Under Pub. L. 97-247 and this 
rulemaking, small entities will be able to pay reduced fees for 
filing patent applications and for the issuance and maintenance 
in force of patents. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
significant additional record keeping or reporting requirements 
are placed upon the public. 


List of Subjects in 37 C¥ik Part 1 


Administrative practice and procedure, Inventions and pat- 
ents, Small businesses. 


Amendment of Regulations 


For the reasons indicated above and pursuant to the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, and Pub. L. 97-247, Part 1 of Title 37, Code of Federal 
Regulations, is amended as set forth below. 


PART 1...RULES OF PRACTICE IN PATENT CASES 


1. Section 1.9 is amended by adding a new paragraph (d) 
to read as follows: 


§ 1.9 Definitions. 


** *#* * 


(d) A small business concern as used in this chapter means 
any business concern as defined by the Small Business Admini- 
stration in 13 CFR 121.3-18, published on September 30, 1982 
at 47 FR 43273. For the convenience of the users of these 
regulations, that definition states: 


§ 121.3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code 


(a) Pursuant to Pub. L. 97-247, a small business concern for 
purposes of paying reduced fees under 35 U.S. Code 41 (a) and 
(b) to the Patent and Trademark Office means any business 
concern (1) whose number of employees, including those of its 
affiliates, does not exceed 500 persons and (2) which has not 
assigned, granted, conveyed, or licensed, and is under no ob- 
ligation under contract or law to assign, grant, convey or license, 
any rights in the invention to any person who could not be 
classified as an independent inventor if that had made 
the invention, or to any concern which would not qualify as 
a small business concern or a nonprofit organization under this 
section. For the purpose of this section concerns are affiliates 
of each other when either, directly or indirectly, one concern 
controls or has the power to control the other, or a third party 
or parties controls or has the power to control both. The number 
of employees of the business concern is the average over the 
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fiscal year of the persons employed during each of the pay 
periods of the fiscal year. Employees are those persons em- 
ployed on a full-time, part-time or temporary basis during the 
previous fiscal year of the concern. 

(b) If the Patent and Tracemark Office determines that a 
concern :3 not eligible as a small business concern within this 
section, the concern shall have a right to appeal that determi- 
nation to the Small Business Administration. The Patent and 
Trademark Office shall transmit its written decision and the 
pertinent size determination file to the SBA in the event of such 
adverse determination and size appeal. Such appeals by con- 
cerns should be submitted to the SBA at 1441 L Street, NW., 
Washington, D.C. 20416 (Attention: SBA Office of General 
Counsel). The appeal should state the basis upon which it is 
claimed that the Patent and Trademark Office initial size 
determination on the concern was in error; and the facts and 
arguments supporting the concern’s claimed status as a small 
business concern under this section. 


2. Section 1.27 is amended by adding a new paragraph (c) 
to read as follows: 


§ 1.27 Statement of status as small entity. 


s*#e** 


(c) Any verified statement filed pursuant to paragraph (a) 
of this section on behalf of a small business concern must (1) 
be signed by the owner or an official of the small business 
concern empowered to act on behalf of the concern; (2) aver 
that the concern qualifies as a small business concern as defined 
in {g49 1.9(d); and (3) aver that exclusive rights to the invention 
have been conveyed to and remain with the small business 
concern, or if the rights are not exclusive, that all other rights 
belong to small entities as defined in § 1.9. Where the rights 
of the small business concern as a small entity are not exclusive, 
a verified statement must also be filed by the other small entities 
having rights averring to their status as such. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Sept. 23, 1982. 


[FR Doc.82-26941 Filed 9-29-82; 8:45 am] 
BILLING CODE 3610-16- M 


SMALL BUSINESS ADMINISTRATION 
13 CFR Part 121 


Definition of Small Business for Paying Reduced Patent Fees 
Under Title 35, United States Code 


Agency: Small Business Administration. 

Action: Final rule. 

Summary: The Small Business Administration in conjunction 
with the Patent and Trademark Office is establishing a definition 
of small business for the purpose of paying patent fees under 
section 41 (a) and (b) of Title 35, United States Code, which 
are reduced by 50 per centum for small business concerns as 
required by Pub. L. 97-247. The definition would be imple- 
mented by the Patent and Trademark Office, which has recently 
published its regulations on the fee reduction procedures (47 
FR 40134, Sept. 10, 1982). 

Effective Date: Oct. 1, 1982. 

For Further Information Contact: R. Franklin Burnett (703) 
557-3054. Harvey Bronstein (202) 653-6373. 
Snplementery Information: Pub. L. 97-247 provides that funds 
aveilable under the Act to the Patent and Trademark Offi ce 
“sinall be used to reduce by 50 per centum the payment of fees 
under Section 41 (a) and (b) of Title 35, United States Code, 
by small business concerns as defined in Section 3 of the Small 
Business Act and by regulations established by the Small Busi- 
ness Administration.” 

A notice of proposed rulemaking relating to the definition 
of a small business was published in the Federal Register on 
Aug. 31, 1982 (47 FR 38331). The regulation being issued is 
the same as that which was proposed. In order to be a small 
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business, the number of employees of the concem, including 
those of its affiliates, may not exceed 500 persons. Concerns 
are affiliates of each other when either, directly or indirectly, 
one concern controls or has the power to control the other, or 
a third party or parties controls or has the power to control both. 
The number of employees of a business concern is determined 
by counting the number of soon? 
affiliates employed on a full-time, part-time or 

during the previous fiscal year of the concern and of its 

Teo aaa agian beeen Goan 
of the persons employed during each of the pay periods of the 
fiscal year. 

The definition also requires a small business for this purpose 
to be one which has not assigned, granted, conveyed, or licensed, 
and is under no obligation under contract or law to assign, grant, 
convey, or license, any rights in the invention to any person 
who could not be classified as an independent inventor if that 
person had made the invention, or to any concern which would 
not qualify as a small business concern or a nonprofit organi- 
zation under this section.” 


Discussion of Comments 


One comment from the American Patent Law Association, 
whose membership includes several thousand lawyers involved 
in the practice of law before the U.S. Patent and Trademark 


Office, e “no comment regarding the definition” and 
expressed “[t}hanks for all that’s been done toward a hopefully 
workable definition.” The remaining comments were from 
individual patent attorneys rather than comments on behalf of 
any organization. 

Two comments raised questions about the intended scope 
of the term “license.” It was suggested that clarification is 
needed as to what is included within the scope of the term. One 
comment suggested that, “[a}t the very least, the record should 
reflect that the definition is not intended to reach implied licenses 
to use and resell patented articles purchased from a small 
business.” The comment is correct insofar as it suggests that 
such “implied licenses” are not intended to be included within 
the scope of the term. Likewise, an order by the applicant to 
a firm to build a proto-type machine or product for the appli- 
cant’s own use is not considered to constitute a license for 
purposes of the definition. 

Another suggestion was that the regulation be reworded to 
deny small business status where revenue above a certain dollar 
amount was received from licensing rights under the invention 
to a concern which could not qualify as a small entity. It was 
also suggested that the term “exclusive license of any of the 
rights in the invention” be used instead of the term “license.” 
The latter two suggestions have not been adopted. Adoption of 
these suggestions would cause the regulation to become more 
complicated, and does not appear necessary to aid small 
concerns in accord with the of the legislation. In 
addition, it could substantially broaden the number of concerns 
which could qualify with a resulting excessive loss of revenue 
to the Patent and Trademark Office. It is not seen likely that 
the restriction on licensing would unduly or adversely affect 
the ability of the small business concern to participate in the 
patent system. 

Another comment which was made related to a firm which 
is a subsidiary of a university or other nonprofit organization. 
The suggestion was made that the number of employees of the 
university or other nonprofit affiliate be excluded from consid- 
eration in determining whether or not the business concern 
qualifies as a small business concern. The has not 
been adopted since the situation raised is already treated under 
the definition of nonprofit organization established by the Patent 
and Trademark Office on Sept. 10, 1982, at 47 FR 40134-40140. 
Under that Patent and Trademark Office regulation, a wholly 
owned subsidiary of a nonprofit or university is considered a 
part of the university or nonprofit and thus is already eligible 
for the fee reduction. 

One comment suggested that the regulation contain language 


under the Small Business Act. It is not necessary 
pe ee ap Fi nye te > already contains 
an affiliation test for this purpose; and it is generally 
that a small concern would be found to be dominant. The 
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legislative history of the Small Business Act indicates that “The 
mere fact that a small business makes a particular product or 
item and is dominant in its field with to the particular 

or item is not intended to disqualify it from the benefits 
of this Act * * aot ie eens tent 1st Session 
1953). SBA Size Appeals Board its have consistently 
stated that dominance under the Act and the SBA regulations 
is not viewed in narrow industry subdivisions. It, therefore, does 
not appear that concerns defined as small business under this 
provision would be dominant within the meaning of the Small 
Business Act. 

Another comment suggested that foreign concerns should 
not be eligible as small business under this provision. Since this 
patent legislation was enacted by the Congress with knowledge 
of the Paris Convention for the Protection of Industrial 
there is no indication that Congress intended that foreign small 
business not be eligible for the fee reduction. It is the view of 
the Patent and Trademark Office that excluding foreign small 
concerns would violate U.S. treaties in the patent area. 

This comment also questioned whether the Patent and Trade- 
mark Office should make initial size determinations, or whether 
they could more appropriately be made by SBA. Since the fee 
reduction procedure is part of the patent application and of other 
Patent and Trademark Office actions and may involve Patent 
law questions, it would be administratively infeasible to have 
initial size determinations made by the SBA. The Patent and 
Trademark Office recently issued regulations (Sept. 10, 1982, 
47 FR 40134) which set forth the fee reduction procedures. 


Other Considerations Relating to the Rulemaking 


Environmental, energy, and other considerations: The rule 
will not have a significant impact on the quality of the human 
environment or the conservation of energy resources. 

Small business concerns will be benefited by the rule. The 
proposed rule will not have a significant economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). Public Law 97-247 has taken into 
consideration the impact it may have on small entities and has 
reduced the fees, therefore, by 50 per centum. 

The Small Business Administration has determined that this 
tule is not a major rule under Executive Order 12291. The annual 
effect on the economy will be less than $100 million. There will 
be no major increase in costs or prices for consumers, individual 
industries, Federal, State, or local government agencies, or 
geographic regions. There wili be no significant adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 


This rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no sig- 
nificant additional record keeping or reporting requirements are 
placed upon the public. 


List of Subjects in 13 CFR Part 121 
Small businesses, Inventions and patents. 
PART 121...SMALL BUSINESS SIZE STANDARDS 


Accordingly, pursuant to Section 3 of the Small Business 
Act and Pub. L. 97-247, Part 121 of Title 13 of the Code of 
— ee 18 to read 
as follows: 


§ 121.3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code. 


dtp * te L. 97-247, a small business concern for 
purposes of paying reduced fees under 35 U.S. Code 41 (a) and 
(b) to the Patent and Trademark Office means any business 
concern (1) whose number of employees, including those of its 
affiliates, does not exceed 500 persons and (2) which has not 
assigned, granted, conveyed, or licensed, and is under no ob- 
ligation under contract or law to assign, grant, convey or license, 
any rights in the invention to any person who could not be 
classified as an independent inventor if that had made 
the invention, or to any concern which would not qualify as 
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a small business concern or a nonprofit organization under this 
section. For the purpose of this section concerns are affiliates 
of each other when either, directly or indirectly, one concern 
controls or has the power to control the other, or a third party 
or parties controls or has the power to control both. The number 
of employees of the business concern is the average over the 
fiscal year of the persons employed during each of the pay 
periods of the fiscal year. Employees are those persons em- 
ployed on a full-time, part-time or temporary basis during the 
previous fiscal year of the concern. 

(b) If the Patent and Trademark Office determines that a 
concern is not eligible as a small business concern within this 
section, the concern shall have a right to appeal that determi- 
nation to the Small Business Administration. The Patent and 
Trademark Office shall transmit its written decision and the 
pertinent size determination file to the SBA in the event of such 
adverse determination and size appeal. Such appeals by con- 
cerns should be submitted to the SBA at 1441 L Street, NW., 
Washington, D.C. 20416 (Attention: SBA Office of General 
Counsel). The appeal should state the basis upon which it is 
claimed that the Patent and Trademark Office initial size 
determination on the concern was in error and the facts and 
arguments supporting the concern’s claimed status as a small 
business concern under this section. 


ROBERT B. WEBBER, 
Sept. 23, 1982. Acting Administrator. 
[FR Doc. 82-20940 Filed 9-29-82; 8:45 am] 
BILLING CODE 8025-01-M 


[1023 O0.G. 23] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 31-201-229] 


Revision of Patent Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office is amending the 
tules of practice in patent cases, Part 1 of 37 CFR, to clarify 
the practice under certain sections of Public Law 97-247 of 1982 
and to make certain other changes and clarifications in practice 
which have been found desirable after some experience. The 
rulemaking changes the practice under §§ 1.27 and 1.28 with 
regard to subsequently establishing small entity status and quali- 
fying for a refund of fees paid in full. The changes in other rules 
clarify and improve the practice in certain areas. 

Effective Date: Apr. 1, 1984 

For Further Information Contact: R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail marked to his attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed pri- 
marily to 1) clarify the small weny status of independent in- 
ventors, small business concerns and nonprofit organizations 
having funding agreements with a federal governmental agency 
as defined in 35 U.S.C. 202(c) (4); 2) rewrite § 1.28 to provide 
a system for obtaining a refund of a portion of a fee paid in 
full when small entity status is established within two months 
of the date of such payment; 3) provide that a separate statement 
establishing small entity status is not required in an 

filed under § 1.62 when such status has been established in the 
parent application; and 4) modify certain other rules to clarify 


practice. 
New § 1. 21(1) establishes a fee for 


well as the changes to §§ 1.53 and 1.78, indicate that im order 
to obtain benefit of a prior U.S. application, either the basic filing 
tg ray smn nae tbe 1.21(1) must be paid. 
Section 1.53(d) further establishes that the application will be 
disposed of if the required fee is not within a set 

Section 1.56(b) requires submission ional foreign patent 
documents, non-patent publications, or other non-patent items 
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of information disclosed pursuant to 
New § 1.191(d) clarifies that § 1.136 
cations and that § 1.550(c) applies in 
ate acters wi 


enemy ye) = 
Between Proposed and 


Section 1.5, paragraph (a) is amended to remove a reference 


to § 1.55, Re a aoe ay ee 
letters to the Office are to be identified. 


with § 1. 10 by “Express Mail” are date stamped when received 
in the Patent and Trademark Office. Such letters and papers, 
which comply with § 1.10, will be stamped with the date of 
deposit as “Express Mail” with the United States Postal Service 
unless the da*e of deposit is a Saturday, Sunday or federal holiday 
within the District of Columbia, in which case the date stamped 
will be the next succeeding day which is not a Saturday, Sunday, 
or a federal holiday within the District of Columbia. No papers 
are received in the Patent and Trademark Office on Saturdays, 
Sundays, or federal holidays within the District of Columbia. 

Section 1.10, paragraphs (a) and (c), are amended to clarify 
that papers deposited as “Express Mail” on a Saturday, Sunday, 
or a federal holiday within the District of Columbsa will be 
stamped with the date of the next succeeding day which is not 
a Saturday, Sunday, or a federal holiday within the District of 
Columbia. A cross reference to § 1.6(a) has also been added 
to the rule. This change was not contained in the notice of 
proposed rulemaking but is being made to avoid confusion and 
to ensure that the Office’s practice in date-stamping of papers 
is clearly understood. The change was suggested by a comment 
received on the proposed rules. 

Section 1.14 is amended as proposed to revise paragraph (b) 
to clarify that only complete patent applications as defined 
in § 1.51(a) which become abandoned will be retained for a 
period of twenty years from the filing date. Incomplete 
applications will be retained as provided in §§ 1.21 and 
1.53 


Section 1.19, paragraph (b)(3), is amended as proposed to 
clarify that only copies made from Office records, but not 
prepared by the Office, will be compared with the original prior 
to certification of the copies. The Office will not compare copies 
made from some other copy or record with Office records for 
purposes of certification. hepa opp mpeg 
would not be sufficient to make a word-by-word comparison. 
The requirements of the public appear to still be served by 
limiting the use of the comparison fee to Office records. 

pee part ramet yy Nt age mm 
(2) and establish a new paragraph (1). The change in paragraph 
(b) (2) is in accord with ieckcas’ 135 ob leew ume 
(1) provides a fee for processing and retaining any application 
which is abandoned pursuant to § 1.53(d). Such applications 
ee ee 111 but have 

been abandoned for failure to complete the by filing 
the oath or declaration, filing fee or surcharge § 1.16(e)). The 
fee covers the handling, filming, processing, data input and 
storage required to retain an application. The fee is not due in 
any application in which the basic filing fee was paid. 

Section 1.25 is amended as proposed to revise paragraph (a) 
to set the minimum deposit for a deposit account at $1000 and 
to clarify that an amount sufficient to cover all fees as well as 
services, copies, etc., requested must always be on deposit. This 
minimum amount is considered necessary and proper in view 
of the substantial increase in the amounts of fees being charged 
to deposit accounts and the processing costs of handling over- 
drawn accounts. Paragraph (b) clarifies that fees may be charged 

against a deposit account only where sufficient funds are on 
ics tn. coos Gn authen saleeheh eh den, Paragraph (b) 
also clarifies that an authorization to charge a fee to a deposit 
account will not be considered payment on the date the authori- 
zation to charge is effective as to that fee unless sufficient funds 
are present in the account to cover the fee. 

Section 1.27 is amended as proposed to revise paragraphs 
(b), (c) and (d) to provide clearly that an independent inventor, 
small business concern, or * organization, which is 
otherwise qualified as a small entity for purposes of paying 
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reduced patent fees under 37 CFR 1.9 and 1.27, is not disquali- 
fied therefrom because of a license to a federal agency pursuant 
to 35 U.S.C. 202(c) (4). Section 1.27 is amended to state that 


is an : 
the intent of Public Law 97. 247 and Poblic Law 96. 
517 when taken together. 
The text of Title 35, United States Code, § 202(c) (4) reads 
as follows: 


sats: propery established, and 2 refund is requested 
Status is established, and (2) a refund 


1.28(a) provides for, in somewhat modified form, the 

presently in effect pursuant to a waiver of § 1.28 

1023 O.G. 77 on Oct. 26, 1982 and extended at 1027 O.G. 115 

on Feb. 15, 1983. The revised refund procedures in § 1.28(a) 
effective 


rule. 
Section 1.52(d) is amended as proposed to clarify that the 


verified English translation of a non-English appli- 
cation and the fee set forth in § 1.17(k) can be filed with the 


be poovided or corlfied by the Odlice of an application which 

has been disposed of or in which neither the basic 

nor the processing fee has been paid. Finally, paragraph 1.53(d) 

specifies that if no correspondence address 1s included in the 
applicant will have two months from the filing date 

to file the fee, oath or declaration and to pay the surcharge set 

forth in § 1.16(e) in order to prevent abandonment of the 
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Section 1.55, paragraph (b), is amended as proposed to 
correct an error in referring to paragraph (a) of this section. 
Section 1.56 is amended as proposed to revise paragraph (b) 
and add a new paragraph (j). Paragraph 1.56(b) requires that 
acopy of each foreign patent document, non-patent publication, 
or other non-patent item of information in written form being 
disclosed pursuant to § 1.56 accompany such disclosures unless 
the copy is not in the possession of the person making the 
disclosure. In such a situation, a statement to that effect is 
required. Paragraph 1.56(b) also adds “or her” to refer to both 
genders. New paragraph 1.56(j) states that applicant will be 
notified if a copy or statement required pursuant to § 1.56(b) 
is not submitted and that applicant will be given a time period 
within which to file the copy or a statement that the copy is 
not in the possession of the person making the disclosure. Such 
a time period would be extendable under § 1.136. Failure to 
respond in a proper and timely manner would result in aban- 
donment of the application. 

Section 1.59 is amended as proposed to clarify that the Office 
will furnish copies of received in the Office at the usual 
cost only if the basic filing fee or the processing and retention 
fee has been paid. 

Section 1.60 is amended to break the section into paragraph 
(a) and new (b). Paragraph (a) adds a reference to 
amended § 1.78(a) to clarify the conditions under which con- 
tinuation or divisional applications may be filed. New paragraph 
1.60(b) provides that the signing of the oath or declaration can 
be omitted if the prior application was complete as set forth 
in § 1.51(a). New paragraph 1.60(b) also requires that a true 
copy of the prior complete application be filed. The final rule 
also clarifies that the copy of the oath or declaration filed must 
show the applicant’s signature or contain an indication it was 
signed. Paragraph 1.60(b) also provides that only amendments 
reducing the number of claims or adding a reference to the prior 
application will be entered before calculating the filing fee and 
granting the filing date. 

Section 1.62 is amended as to revise paragraphs 
(a) and (d). Paragraph 1.62(a) provides that the file wrapper con- 
tinuing procedure is applicable only to prior complete appli- 
cations under § 1.51(a). Paragraph 1.62(d) clarifies that the filing 
fee referred to is the basic filing fee. 

Section 1.78 is amended as to change the title to 

more explicitly define the contents of the section. 
1.78(a) specifies that in order for an application to claim the 
benefit of a prior filed copending national application, the prior 
application must be complete as set forth in § 1.51(a) or be 
entitled to a filing date as set forth in § 1.53(b) and include the 
basic filing fee set forth in § 1.16, or be entitled to a filing date 
as set forth in § 1.53(b) and have paid the processing and 
retention fee set forth in § 1.21(1) within the time period 
set forth in § 1.53(d). 

Section 1.121 is amended as proposed to revise paragraph 
(e) to specify how amendments to the description and claims 
are to be made in reissue applications. 

Section 1.123 is amended as proposed to clarify that the 
sketch showing proposed amendments to the drawing with its 
cover letter should be a separate paper. 

Section 1.135 is amended as proposed to remove 
(d) since it is not necessary in view of the ability to obtain 
extensions of time under § 1.136(a) by petition and payment 
of fee. 

Section 1.136 is amended as proposed to clarify in paragraphs 
(a) and (b) that the extension of time practice under this section 
does not apply in interference proceedings or in reexamination 
proceedings. Extension of time practice in interference proceed- 
ings, including extension of time for appeal or civil action 
(§ 1.304), is subject to § 1.245. Extension of time practice in 
reexamination ings, including extension of time for 
appeal or civil action (§ 1.304), is subject to § 1.550(c). 

Section 1.191 is amended as proposed to add a new paragraph 
(d) to provide that the time periods for appeal and review set 
forth in §§ 1.191-1.194, 1.196 and 1.197 are subject to the pro- 
visions of § 1.136 for patent applications or § 1.550(c) for reex- 
amination proceedings. 

Section 1.192 is amended as proposed to revise paragraph 
(a) to delete the reference to § 1.136 since it is provided for 
in new § 1.191(d). 


Section 1.197 is amended as proposed to revise paragraph 
(b) to delete the reference to § 1.136 since it is provided for 
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in new § 1.191(d). 

Section 1.304 is amended as proposed to clarify that extensions 
of time periods set forth therein are subject to the provisions 
of § 1.245 for interferences or § 1.550(c) where reexamination 
proceedings are involved rather than to § 1.136 which applies 
in all other cases. 

Section 1.550 is amended as proposed to revise paragraph 
(c) toclarify that the time for taking any action, including appeal, 
by a patent owner in a reexamination proceeding is governed 
solely by this section. 

Section 1.555 is amended to revise paragraphs (a) and (b). 
In paragraph 1.555(a) “prior art” statement has been changed 
to “information disclosure” statement to conform to the lan- 
guage of § 1.98. Paragraph 1.555(b) requires that disclosures 
pursuant to this paragraph be accompanied by a copy of each 
foreign patent document or non-patent printed publication 
which is being disclosed and which is in the possession of the 
person making the disclosure. 


Responses to Comments on the Rules 


Specific comments were received on a number of the sec- 
tions. Thirty-five letters presenting written comments were re- 
ceived. No oral testimony was presented at the public hearing 
conducted on Oct. 18, 1983. All of the comments were con- 
sidered in adopting the changes set forth herein. Comments 
appear below with responses thereto. 


Comments from Associations 
Comment: 

The American Patent Law Association commented that they 
were in full accord with most of the proposed changes. They 
submitted comments and suggestions from some members. The 
Patent, Trademark and Copyright Section of the American Bar 
Association did not render an official section position on the 
proposed rule changes but polled its members and found the 
majority of the member responding either to favor the proposed 
tule changes or to view them as acceptable. They also submitted 
comments and suggestions from some members. The United 
States Trademark Association commented on the proposed rules 
concerning deposit accounts. 

Reply: 

The efforts and input of these organizations are appreciated. 
Specific comments and suggestions from individual members 
of the organizations are covered below. 


Comments from Individuals 
Comment: 

One comment was received that the proposed amendment 
to § 1.6 was unnecessary and possibly improper. 
Reply: 

The amendment to § 1.6 has been adopted as proposed. The 
amended rule sets out the Patent and Trademark Office practice 
which has been in effect. No papers are stamped as having 
arrived in the Office on Saturday, Sunday, or a federal holiday 
within the District of Columbia no matter how the papers are 
filed. Article 4, C(3) of the Paris Convention says that the period 
of priority shall be extended until the first following working 
day “when the Office is not open for the filing of applications 
in the country where protection is claimed”. To accept papers 
through use of “Express Mail” or some other way on Saturdays, 
Sundays or federal holidays within the District of Columbia 
would raise the possibility that the Office would be viewed as 
open for the filing of papers on such days and thereby remove 
the current ability to file a priority claiming application on the 
first working day if the priority year ended on a non-working 
day. The final rule avoids this implication. 

Comment: 

One comment indicated that the change to § 1.6 should not 
be applied retroactively to papers filed before the clarifying lan- 
guage was placed in the rule. 

Reply: 

Any such fact situation will be reviewed through the normal 
petition procedure. 
Comment: 

One comment suggested that § 1.10 be amended rather than 
§ 1.6 with regard to papers deposited as “Express Mail” on 
a Saturday, Sunday, or federal holiday within the District of 
Columbia. 
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Reply: 

This comment has been adopted in that both §§ 1.6 and 1.10 
have been amended to avoid any possible confusion. 
Comment: 

One comment suggested that § 1.19(b) (3) be changed to 
permit the Office to certify material not copied from the records 
of the Office when reproduction of Office records is not feasible 


Tits cuesues ton ont tomb ete The Office will only 
certify that material is a copy of an Office record if, in fact, the 
material was reproduced from the Office record. 

Comment: 

One person commented that the $100 processing and reten- 
tion fee under § 1.21 was excessive and unnecessary. 
Reply: 

The fee is considered proper and necessary in view of the 
cost to the Office in handling, filming, processing and storage 
required to retain an application which has a filing date but in 
which no basic filing fee has been paid. If this expense is not 
covered by the applicant, it must be recovered from other 
sources. 

Comment: 

Twenty-seven comments were received on the proposal to 
amend § 1.25 to raise to $1000 the minimum balance required 
in a deposit account. The amount is also referred to in § 1.21(b) 
(2). These comments generally suggested that the $1000 amount 
was too high for account holders who did not use their accounts 
for charges other than small fees such as for patent copies. 
Several comments received acknowledged that the minimum 
balance for deposit accounts should be raised and suggested 
various amounts less than the proposed $1000. Several com- 
ments suggested a separate account category for persons who 
do not use their accounts for other than small fees. Two 
comments suggested that the Office accept credit cards for 
payment of fees. 

Reply: 

These comments and suggestions have not been adopted. The 
fees for filing, processing and issuing of patent and trademark 
applications have increased so as to make the present $40 
ininimum balance for deposit accounts totally inadequate. A 
number of persons objecting to the $1000 minimum balance 
acknowledged that they used their deposit accounts as a safe- 
guard against failure to calculate or to submit proper fees by 
a check. An account with a very low balance obviously cannot 
be effective as a safeguard when a patent filing fee is $300 and 
a patent issue fee is $500. Dealing with overdrawn accounts 
causes administrative problems for the Patent and Trademark 
Office. An authorization to charge an account without sufficient 
funds to cover a charge will not be effective as payment and 
may result in loss of rights to an applicant. Also, unnecessary 
ene oe te ee ee See 
balance in an account results in abandonment of an application 
and the necessity of filing a petition to revive under 37 CFR 
1.137(b) with the requisite $500 fee. has shown that 
many single practitioners and small firms have failed to have 
salitend teats ta Gets @unacts chen anaied. Wan tenune 
of the minimum balance in deposit accounts to $1000 is seen 
to be necessary and proper. A failure to raise the minimum 
balance in deposit accounts to $1000 would serve as an incorrect 
indication that the Patent and Trademark Office views a 
minimum balance of less than $1000 as acceptable. If it is not 
possible for a small firm or individual to maintain a minimum 
balance of $1000, the deposit account could still be retained 
and used by paying the service charge set forth in § 1.21(b) 
(2) for any month in which the balance at the end of the month 
is below $1000. The use of.credit cards is not considered viable 
since legislation would be required to do so. 

Comment: 

Two comments were received suggesting that a license to 
a federal agency in an invention made by a federal 
should not preclude the employee from qualifying as a small 
entity and that § 1.27 should be amended to cover this situation. 
Reply: 

These comments have not been adopted. Such an amendment 
was not proposed and the public has not had an opportunity 
to comment on it. 

Comment: 
One comment suggested that the time for filing a verified 
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Statement claiming small entity status to obtain a refund of a 
filing fee pursuant to § 1.28 should run from the date ot mailing 
of the filing receipt due to difficulty in i the new ap- 


These comments have not been adopted. An application may 
0 ee eee ee ae 
ways including title, inventor's name, filing date and attorney 
docket number. Also, a postcard may be included with filing 
af tes egulicatin to team tho eqofiaation cadid euater. The 
two month period for obtaining a refund is seen to be adequate 
since the small entity practice is no new and the public 
has had time to become familiar with it. It allows sufficient time 
to have a small entity statement executed and sent to the Patent 
and Trademark Office. 
Comment: 
One comment suggested that it should be made clear that an 
Ay pn tah (§ 1.52(d)) without in- 
cluding a signed oath or declaration can receive a filing date 
under the provisions of § 1.53(b). 
Reply: 

ES a ee ens 

filed in a than English can receive 
ion ty came ans t 1.53(b). 

Comma 

perenne py Ay ape ere 
language not be added to § 1.53(b). comment alleged that 
the requirement to name the inventors upon filing a patent ap- 
plication is not required or even authorized by statute. 


eply: 

35 U.S.C. 111 says that application for patent “shall be made, 
or authorized to be made, by the inventor”. The rules of practice 
(§ 1.41(a)) contain the same The amendment 


requirement. 
to § 1.53(b) is only clarifying the rules by also placing the re- 


in that section. Further, United States patent practice 
has long required that the inventors be named at the time of 
filing. 
Comment: 

One person commented that Sea 
bo changed to seflect deat only one of do fling foo Or processing 
and retention fee must be paid to prevent the application being 
disposed of. 

Reply: 
The language of the rule is seen to be unambiguous in this 


Comment: 

be map ea go gto ae 
tg peng ae ge ty mt processing and 
retention fee may be paid to prevent the application being 
disposed of when no correspondence address has been provided. 
Reply: 

The suggestion has been adopted. 

Comment: 

eS ee 
pe pee ey must be filed is inconsistent with 
§ 1.56(j) which provides that such copies must be filed unless 
they are not in the possession of the person making the disclo- 
sure. 

Reply: 

The language of § 1.56(b) has been modified to clarify this 
Comment: 

Three persons commented that the requirement of § 1.56(b) 
that copies of disclosed documents be supplied was an unnec- 
essary burden. One person commented similarly on the require- 
sent of § 1.555 that copies of dleciosed documents be supplied. 
Another person that the proposed amendment to § 
1.56(b) would require submission of a complete document even 
if only a small portion were relevant. 
eply: 


Sane preter ae ee pes 
coding?” Tho paction of 0 Gueumneat cuguies® 0) te caine’ 
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under § 1.56(b) is the portion which is material to the exami- 
nation of the application under § 1.56(a). 
Comment: 

One person commented that the proposed amendment to 
§ 1.78(a) would appear to require that a petition for correction 
of inventorship under § 1.48 be filed in a parent application as 
well as in the continuing application in which the inventorship 
was corrected. 

Reply: 

The amendment to § 1.78 does not change the practice re- 
garding the filing of petitions under § 1.48. 

Comment: 

One person commented that § 1.123 is unclear as amended 
in not referring to the paper requesting that amendments to the 
drawing be made. 

Reply: 

The Patent and Trademark Office no longer makes amend- 
ments to the drawings. Applicants must submit new drawings 
with the changes or use bonded draftsmen to make the amend- 
ments. A paper requesting that the Office make the amendments 
is therefore inappropriate. 

Comment: 

Four persons commented that § 1.135(d) should not be 
deleted since they thought it desirable to be able to ratify 
unsigned papers without paying any fee. 

Reply: 

The statute and rules now provide for obtaining extensions 
of time through simple petition and payment of fee and for 
revival through a simple statement that the abandonment was 
unintentional and the payment of a fee. Further, a filing date 
can now be obtained on filing an application without the oath 
or declaration. The handling of unsigned papers by the Patent 
and Trademark Office causes administrative problems and 
expense to the Office and delays the processing of applications. 
The emergency-type situations involving loss of rights which 
the previous practice was intended to cover have been substan- 
tially eliminated by the changes in the law and rules. 
Comment: 

One person commented that § 1.191(d) was undecipherable 
in that it refers to a number of other rules. 

Reply: 

This section was intended to serve as a point of summari- 
zation for the applicable extension of time rules in appeals before 
the Board of Appeals. The section is seen to adequately serve 
that purpose. 

Comment: 

One person commented that the final sentence of § 1.555(b) 
needs clarification. 
Reply: 

This sentence was not changed by the proposed rules and 
is seen to be clear as written. 
Comment: 

One person commented that proposed § 1.555(b) requires 
copies and does not make any exceptions or qualifications on 
this requirement. 

Reply: 

The language of § 1.555(b) has been clarified to require filing 
of a copy of each foreign patent document or non-patent printed 
publication which is being disclosed and which is in the pos- 
session of the person making the disclosure. 

Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et. seq. 

The General Counsel of the Department of Commerce cer- 
tified to the Small Business Administration that the rule change 
will not have a significant adverse economic impact on a sub- 
stantial number of small entities (Regulatory Flexibility Act. 
Pub. L. 96-354). Public Laws 96-517 and 97-247 have both 
taken into consideration the impact they may have on small 
entities. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local government agen- 
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cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et. *eq., since 
no significant additional record keeping or reporting require- 
ments are placed upon the public. In fact, some paperwork, 
especially that related to filing of small entity statements in 
applications filed under § 1.62 will be reduced. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Conflict of interests, Courts, In- 
ventions and patents, Lawyers. 

Notice is hereby given that, pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6 and Public Law 97-247, the Patent and Trademark Office is 
amending Title 37 of the Code of Federal Regulations as set 
forth below. 


37 CFR, Part 1, is amended as follows: 
1. Section 1.5 is amended by revising paragraph (a) to read 
as follows: 


§ 1.5 Identification of application, patent or registration. 


(a) When a letter concerns an application for patent, it should 
state the name of the applicant, the title of the invention, the 
serial number or international application number of the 
application, the date of filing the same, and, if known, the group 
art unit or other unit within the Patent and Trademark Office 
responsible for considering the letter and the name of the 
examiner or other person to which it has been assigned. 


**# *#*#* 


2. Section 1.6 is amended by revising paragraph (a) to read 
as follows: 


§ 1.6 Receipt of letters and papers. 


(a) Letters and other papers received in the Patent and Trade- 
mark Office are stamped with the date of receipt except where 
such letters and papers are filed in accordance with § 1.10. Any 
such letters and papers filed in accordance with § 1.10 will be 
stamped with the date of deposit as “Express Mail” with the 
United States Postal Service unless the date of deposit is a 
Saturday, Sunday, or federal holiday within the District of 
Columbia in which case the date stamped will be the next 
succeeding day which is not a Saturday, Sunday, or federal 
holiday within the District of Columbia. No papers are received 
in the Patent and Trademark Office on Saturdays, Sundays or 
federal holidays within the District of Columbia. 


*e# ee * 


3. Section 1.10 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


(a) Any paper or fee to be filed in the Patent and Trademark 
Office can be filed utilizing the “Express Mail Post Office to 
Addressee” service of the United States Postal Service and be 
considered as having been filed in the Office on the date the 
paper or fee is shown to have been deposited as “Express Mail” 
with the United States Postal Service unless the date of deposit 
is a Saturday, Sunday, or federal holiday within the District of 
Columbia. See § 1.6(a). 


**e*e#* * 


(c) The Patent and Trademark Office will accept the certifi- 
cate of mailing by “Express Mail” and accord the paper or fee 
the certificate date under 35 U.S.C. 21(a) (unless the certificate 
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date is a Saturday, Sunday, or federal holiday within the District 
of Columbia-see § 1.6(a)) without further proof of the date on 
which the mailing by “Express Mail” occurred unless a ques- 
tion is present ing the date of mailing. If more than a 
reasonable time has elapsed between the certificate date and the 
Patent and Trademark Office receipt date or if other questions 
regarding the date of mailing are the person mailing 
the paper or fee may be required to file a copy of the “Express 
Mail” receipt showing the actual date of mailing and a statement 
from the person who mailed the paper or fee averring to the 
fact that the mailing occurred on the date certified. Such state- 
ment must be a verified statement if made by a person not 
registered to practice before the Patent and Trademark Office. 

4. Section 1.14 is amended by revising paragraph (b) to read 
as follows: 


§ 1.14 Patent applications preserved in secrecy. 
***e*#* 

(b) Except as provided in § 1.11(b) abandoned applications 
are likewise not open to public inspection, except that if an ap- 
plication referred to in a U.S. patent, or in an application which 
is open to inspection pursuant to {g49 1.139, is abandoned and 
is available, it may be inspected or copies obtained by any person 
on written request, without notice to the applicant. Compiete 
applications (§ 1.51(a)) which are abandoned may be destroyed 
after 20 years from their filing date, except those to which 
particular attention has been called and wiich have been marked 
for preservation. Abandoned applications will not be returned. 


***#** 


5. Section 1.19 is amended by revising paragraph (b) (3) to 
read as follows: 


§ 1.19 Document supply fees. 
se ee 
(b) *** 
(3) For comparing copies, made from Patent and Trademark 


Office records but not prepared by the Patert and Trade- 
mark Office, with the original, prior to certification of 


s**t 


6. conten C2 Ramee pense Crores 
by adding a new paragraph (1) to read as follows 


§ 1.21 Miscellaneous fees and charges. 
see 
(bo) * ** 


(2) Service charge for each month when the balance at the 
end of the month is below $1000 : 


s** 


(1) For processing and retaining any application abandoned 
pursuant to § 1.53(d) unless the required basic fili 
7. Section 1.25 is revised to read as follows: 
§ 1.25 Deposit accounts. 


(a) For the convenience of attorneys, agents, and the general 
public in paying any fees due, in ordering services offered by 
the Office, f records. 


i upon payment 
the fee for establishing a deposit account (§ 1.21(b)(1)). A mini- 
depending on 


mum deposit of $1000 or more, the activity of 
the individual account, is . At the close of each month’s 
business, a statement will be rendered. A remittance must be 
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made promptly upon receipt of the statement to cover the value 
of items or services charged to the account and thus restore the 
account to its established normal deposit value. An amount 
sufficient to cover all fees, services, copies, etc., requested must 

Guapo be on departs. A canvice dua @ 1.21(0)2) will be 
assessed for each month that the balance at the end of the month 


for reexamination pursuant to § 1.510 and any other re- 
ee ee eee 
led with the request for reexamination. An authorization to 
charge a fee to a deposit account will not be considered payment 
of the fee on the date the authorization to charge the fee is 
effective as to the particular fee to be charged unless sufficient 
funds are present in the account to cover the fee. 

8. Section 1.27 is amended by revising paragraphs (b), (c) 
and (d) to read as follows: 


§ 1.27 Statement of status as small entity. 


(b) Any verified statement filed pursuant to paragraph (a) 


each inventor must file a verified statement 
saupdsiaounainineenpetuaniattaainnanes entity. 
Where any rights have been assigned, granted, conveyed, or 
licensed, or there is an obligation to assign, grant, convey, or 
license, any rights to a small business concer, a nonprofit 
organization, or any other individual, a verified statement must 
be filed by the individual, the owner of the small business 
concern, or an official of the small business concern or nonprofit 
organization empowered to act on behalf of the small business 
concem or nonprofit averring to their status. For 
purposes of a verified statement under this paragraph, a license 
to a federal agency ing from a funding agreement with 
that agency to U.S.C. 202(c)(4) does not constitute a 
license as set forth in § 1.9 of this part. 

(c) Any verified statement filed pursuant to paragraph (a) 
of this section on behalf of a small business concern must (1) 
be signed by the owner or an official of the small business 
concer to act on behalf of the concern; (2) aver 
that the concern qualifies as a small business concern as 
defined in § 1.9(d); and (3) aver that exclusive rights to the 
invention have been to and remain with the small 
business concer, or if the rights are not exclusive, that all other 
rights belong to small entities as defined in § 1.9. Where the 
rights of the small business concern as a small entity are not 
exclusive, a verified statement must also be filed by the other 
small entities having rights averring to their status as such. For 


agency resulting from a funding 
deus agency pununt o 35 US.C. 202(c)4) does not constitute 
a license as set forth in § 1.9 of this part. 

(d) Any verified statement filed pursuant to paragraph (a) 
of this section on behalf of a nonprofit organization must (1) 
be signed by an official of the nonprofit organization 
to act on behalf of the organization; (2) aver that the 
qualifies asa nonprofit organization a defined in ¢ 1 of 

specifying under which one of § | aap (eX3), 
or (x4) of this pat the qualifies; and (3) aver 


remain with the organization or if the rights are not exclusive, 
i to small entities as defined in § 1.9 


sodisser ds cher ena eutaetentandagusareniignetans 
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status as such. For purposes of a verified statement under this 
paragraph, a license to a federal agency from a funding 
agreement with that agency pursuant to 35 U.S.C. 202(c)(4) does 
not constitute a conveyance of rights as set forth in this para- 


5. Section 1.28 is amended by revising paragraph (a) to read 
as follows: 


$1.28 Effect on fees of failure te establish status, or change 
status, as a small entity. 


(a) The failure to establish status as a small entity (§§ 1.9(f) 
and 1.27 of this part) in any application or patent prior to paying, 
or at the time of paying, any fee precludes payment of the fee 
in the amount established for small entities. A refund pursu- 
ant to § 1.26 of this part, based on establishment of small entity 
status, of a portion of fees timely paid in full prior to establishing 
status as a small entity may only be obtained if a verified 
statement under § 1.27 and a request for a refund of the excess 
amount are filed within two months of the date of the timely 
payment of the full fee. The two-month time period is not 
extendable under § 1.136. Status as a small entity is waived 
for any fee by the failure to establish the status prior to paying, 
at the time of paying, or within two months of the date of payment 
of, the fee. Status as a small entity must be specifically estab- 
lished by a verified statement filed in each application or patent 
in which the status is available and desired, except those ap- 
plications filed under § 1.60 or § 1.62 of this part where the 
Status as a small entity has been established in a parent appli- 
cation and is still proper. Once status as a small entity has been 
established in an application or patent, the status remains in that 
application or patent without the filing of a further verified 
statement pursuant to § 1.27 of this part unless the Office is 
notified of a change in status. Status as a small entity in one 
application or patent does not affect any other application or 
patent, including applications or patents which are directly or 
indirectly dependent upon the application or patent in which 
the status has been established, except those filed under § 1.60 
or § 1.62 of this part. Applications filed under § 1.60 or § 1.62 
of this part must include a reference to a verified statement in 
a parent application if status as a small entity is still proper and 
desired. 


**#*#** 


10. Section 1.52 is amended by revising paragraph (d) to read 
as follows: 


§ 1.52 Language, paper, writing, margins. 


**e ee * 


(d) An application may be filed in a language other than 
English. A verified English translation of the non-English lan- 
guage application and the fee set forth in § 1.17(k) are required 
to be filed with the application or within such time as may be 
’ set by the Office. 

11. Section 1.53 is amended by revising paragraphs (b) and 
(d) to read as follows: 


§ 1.53 Serial number, filing date, and completion of appli- 
cation. 


*e# ee * 


(b) The filing date of an application for patent is the date 
on which (1) a specification containing a description pursuant 
to § 1.71 and at least one claim it to § 1.75, and (2) any 
drawing required by § 1.81(a), are filed in the Patent and Trade- 
mark Office in the name of the actual inventor or inventors as 
required by § 1.41. No new matter may be introduced into an 
application after its filing date (§ 1.118). 


see * 


(d) If the application which has been accorded a filing date 
pursuant to paragraph (b) of this section does not include the 
appropriate filing fee or an oath or declaration by the applicant, 
applicant will be so notified, if a correspondence address has 
been provided, and given a period of time within which to file 
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the fee, oath, or declaration and to pay the surcharge as set forth 
in § 1.16(e) in order to prevent abandonment of the application. 
If the required filing fee is not timely paid, or if the processing 
and retention fee set forth in § 1.21(1) is not paid within one 
year of the date of mailing of the notification required by this 
paragraph, the application will be disposed of. No copies will 
be provided or certified by the Office of an application which 
has been disposed of or in which neither the required basic filing 
fee nor the processing and retention fee has been paid. The no- 
tification pursuant to this paragraph may be made simultane- 
ously with any notification pursuant to paragraph (c) of this 
section. If no address is included in the appli- 
cation, applicant has two months from the filing date to file the 
fee, oath or declaration and to pay the surcharge as set forth 
in § 1.16(e) in order to prevent abandonment of the application 
or one year from the filing date to pay the processing and 
retention fee set forth in § 1.21(1) to prevent disposal of the 
application. 


**#*#* 


12. Section 1.55 is amended by revising paragraph (b) to read 
as follows: 


§ 1.55 Claim for foreign priority. 


**e# *#* * 


(b) An applicant may under certain circumstances claim 
priority on the basis of an application for an inventor’s certificate 
in a country granting both inventor’s certificates and patents. 
When an applicant wishes to claim the right of priority as to 
aclaim or claims of the application on the basis of an application 
for an inventor’s certificate in such a country under 35 U.S.C. 
119, last paragraph (as amended July 28, 1972), the applicant 
or his or her attorney or agent, when submitting a claim for such 
right as specified in paragraph (a) of this section, shall include 
an affidavit or declaration including a specific statement that, 
upon an investigation, he or she has satisfied himself or herself 
that to the best of his or her knowledge the applicant, when filing 
his or her application for the inventor’s certificate, had the option 
to file an application either for a patent or an inventor’s certificate 
as to the subject matter of the identified claim or claims forming 
the basis for the claim of priority. 

13. Section 1.56 is amended by revising paragraph (b) and 
by adding a new paragraph (j) to read as follows: 


§ 1.56 Duty of disclosure; fraud; striking or rejection of 
applications. 


**# *&*&& * 


(b) Disclosures pursuant to this section must be accompanied 
by a copy of each foreign patent document, non-patent pub- 
lication, or other non-patent item of information in written form 
which is being disclosed or by a statement that the copy is not 
in the possession of the person making the disclosure and may 
be made to the Office through an attorney or agent having re- 
sponsibility for the preparation or prosecution of the application 
or through an inventor who is acting in his or her own behalf. 
Disclosure to such an attorney, agent or inventor shall satisfy 
the duty, with respect to the information disclosed, of any other 
individual. Such an attorney, agent or inventor has no duty to 
transmit information which is not material to the examination 
of the application. 


ese ee * 


(j) If any disclosure pursuant to this section does not include 
a copy of each foreign patent document, non-patent publication, 
or other non-patent item of information in written form which 
is being disclosed or a statement that a copy thereof is not in 
the possession of the person making the disclosure, applicant 
will be so notified and given a period of time within which to 
file the copy or a statement that a copy is not in the possession 
of the person making the disclosure. The time period set may 
be extended under § 1.136. 

14. Section 1.59 is revised to read as follows: 
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§ 1.59 Papers of application with filing date not to be re- 
turned. 


Papers in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose what- 
ever. If applicants have not preserved copies of the papers, the 
Office will furnish copies at the usual cost of any 
in which either the required basic filing fee (§ 1.16) or the 
processing and retention fee § 1.21(1)) has been paid. 

15. Section 1.60 is revised to read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


(a) A continuation or divisional application (filed under the 
conditions specified in 35 U.S.C. 120 or 121 and § 1.78(a)), 
which discloses and claims only subject matter disclosed in a 
prior application may be filed as a separate application before 
the patenting or abandonment of or termination of proceedings 
on the prior application. 

(b) An applicant may omit signing of the oath or declaration 
in a continuation or divisional application if (1) the prior ap- 
plication was a complete application as set forth in § 1.51(a) 
and (2) applicant files a true copy of the prior complete 
application as filed including the specification (including 
claims), drawings, oath or declaration showing the applicant’s 
Signature or an indication it was signed, and any amendments 
referred to in the oath or declaration filed to complete the prior 
application. The copy of the prior application must be accom- 
panied by a statement that the application papers filed are a true 
copy of the prior application and that no amendments referred 
to in the oath or declaration filed to complete the prior application 
introduced new matter therein. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior appli- 
cation (§ 1.78(a)) will be entered before calculating the filing 
fee and granting the filing date. 

16. Section 1.62 is amended by revising paragraphs (a) and 
(d) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional appli- 
cation, which uses the specification, drawings and oath or dec- 
laration from a prior complete application § 1.51(a)) to be aban- 
doned, may be filed before the payment of the issue fee, aban- 
donment of, or termination of proceedings on the prior appli- 
cation. The filing date of an application filed under this section 
is the date on which a request is filed for an application under 
this section including identification of the Serial Number, filing 
date, and applicant’s name of the prior complete application. 


**+*#** 


(d) If an application which has been accorded a filing date 
pursuant to paragraph (a) of this section does not include the 
appropriate basic filing fee pursuant to paragraph (b) of this 
section, or an oath or declaration by the applicant in the case 
of a continuation-in-part application pursuant to paragraph (c) 
of this section, applicant will be so notified and given a period 
of time within which to file the fee, oath, or declaration and 
to pay the surcharge as set forth in § 1.16(e) in order to prevent 
abandonment of the application. The notification pursuant to 
this paragraph may be made simultaneously with any notifica- 
tion of a defect pursuant to paragraph (a) of this section. 


**# ee 


17. Section 1.78 is amended by revising the title and para- 
graph (a) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross-ref- 
erences to other applications. 
(a) An application may claim an invention disclosed in the 


same applicant's prior filed copending national application or 
international application designating the United States of Amer- 
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ica. In order for an application to claim the benefit of a prior 
filed national application, the prior application must 

be (1) complete as set forth in § 1.51, or (2) entitled to a filing 
date as set forth in § 1.53(b) and include the basic filing fee 
set forth in § 1.16; or (3) entitled to a filing date as set forth 
in § 1.53(b) and have paid therein the and retention 
fee set forth in § 1.21(1) within the time period set forth in 
§ 1.53(d). Any application claiming the benefit of a prior filed 
copending national or international application must contain or 
pe yn pp geri OS 
following the title « reference to such prior 

Gates Eby cate numtas nd inn Gs ee Gee 
a ae ee 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See 
§ 1.14(b)). 


18. Section 1.121 is amended by revising paragraph (e) to 
read as follows: 


§ 1.121 Manner of making amendments. 


s-*+* 


(e) In reissue applications, both the descriptive portion and 
the claims are to be amended by either (1) submitting a copy 
of a portion of the description or an entire claim with all matter 
to be deleted from the patent being placed between brackets 
and all matter to be added to the patent being underlined, or 
(2) indicating the exact word or words to be stricken out or 
a ee insertion 

io be made. Any word or words to be must be 
underlined. See § 1.173. 


letion or 
inserted 
*es*+ + 


19. Section 1.123 is revised to read as follows: 
§ 1.123 Amendments to the drawing. 


No change in the drawing may be made except by permission 
of the Office. Permissible changes in the construction shown 
in any drawing may be made only by bonded draftsmen, at ap- 
plicant’s expense, or by the submission of substitute drawings 
by applicant. A sketch in permanent ink showing proposed 
changes, to become part of the record, must be filed for approval 
by the examiner and should be a separate paper. 

20. Souda 1.558 bo anctuded ty Eeameanneah OO. 

21. Section 1.136 is revised to read as follows: 


§ 1.136 Filing of timely responses with petition and fee for 
extension of time and extensions of time for cause. 


(a) If an applicant is required to respond within a non- 
Statutory or shortened statutory time period, applicant may 
respond up to four months after the time period set if a petition 
for an extension of time and the fee set in § 1.17 are filed prior 
to or with the . unless (1) applicant is notified otherwise 
in an Office action or (2) the application is involved in an inter- 
ference declared pursuant to § 1.207. The date on which the 
response, the petition, and the fee have been filed is the date 
of the response and also the date for purposes of determining 
the period of extension and the corresponding amount of the 
fee. The expiration of the time period is determined by the 
amount of the fee paid. In no case may an applicant respond 
later than the maximum time period set by statute, or be granted 
an extension of time under paragraph (b) of this section when 
the provisions of this paragraph are available. See § 1.245 for 
extension of time in interference proceedings and § 1|.550(c) 
for extension of time in reexamination 
(b) When a response with petition and fee for extension of 
time cannot be filed pursuant to paragraph (a) of thi_ section, 
the time for response will be extended only for sufficient cause, 
and for a reasonable time specified. Any request for such 
extension must be filed on or before the day on which action 
by the applicant is due, but in no case will the mere filing of 
the request effect any extension. In no case can any extension 
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carry the date on which response to an Office action is due 
beyond the maximum time period set by statute or be granted 
when the provisions of paragraph (a) of this section are available. 
See § 1.245 for extension of time in interference proceedings 
and § 1.550(c) for extension of time in reexamination proceed- 
ings. 

22. Section 1.191 is amended by adding a new paragraph 
(d) to read as follows: 


§ 1.191 Appeal to Board of Appeals. 


see 


(d) The time periods set forth in §§ 1.191 through 1.194, 
1.196 and 1.197 are subject to the provisions of § 1.136 for patent 

applications or § 1.550(c) for reexamination proceedings. 

ve. Section 1. 192 is amended by revising paragraph (a) to 
read as follows: 


§ 1.192 Appeliant’s brief. 


(a) The appellant shall, within 2 months from the date of the 
notice of appeal under § 1.191 in an application, reissue ap- 
plication, or patent under reexamination, or within the time 
allowed for response to the action from, if such time 
is later, file a brief in triplicate. The brief must be 
by the requisite fee set forth in § 1.17(f) and must set forth the 
authorities and arguments on which the appellant will rely to 
maintain the appeal. The brief must include a concise expla- 
nation of the invention which should refer to the drawing by 
reference characters, and a copy of the claims involved. 


**+*44% 


24. Section 1.197 is amended by revising paragraph (b) to 
read as follows: 


§ 1.197 Action following decision. 


ese ee * 


(b) A single request for rehearing or reconsideration, or 
modification of the decision, may be made if filed within thirty 
days from the date of the original decision, unless that decision 
is so modified as to become, in effect, a new decision, and the 
Board of Appeals so states. 


ese ee * 


25. Section 1.304 is amended by revising paragraph (a) to 
read as follows: 


§ 1.304 Time for appeal or civil action. 


(a) The time for filing the notice and reasons of appeal to 
the U.S. Court of Appeals for the Federal Circuit (§ 1.302) or 
for commencing a civil action (§ 1.303) is sixty days from the 
date of the decision of the Board of Appeals or the Board of 
Patent Interferences. If a request for rehearing or reconsidera- 
tion, or modification of the decision, is filed within the time 
provided pursuant to § 1.197(b) or § 1.256(b), the time for filing 
an appeal or commencing a civil action shall expire at the end 
of the sixty-day period or thirty days after action on the request, 
whichever is later. The time periods set forth herein are subject 
to the provisions of § 1.136 or § 1.550(c) as to decisions of the 
Board of Appeals, or § 1.245 as to decisions of the Board of 
Patent Inierferences. 


se ee * 


26. Section 1.550 is amended by revising paragraph (c) to 
read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


s*#* 4% 


(c) The time for taking any action by a patent owner in a 
reexamination proceeding will be extended only for sufficient 
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cause, and for a reasonable time specified. Any request for such 
extension must he filed on or before the day on which action 
by the patent owner is due, but in no case will the mere filing 
of the request effect any extension. 


esse 


27. Section 1.555 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.555 Duty of disclosure in reexamination proceedings. 


(a) A duty of candor and good faith toward the Patent and 
Trademark Office rests on the patent owner, on each attorney 
or agent who represents the patent owner, and on every other 
individual who is substantively involved on behalf of the patent 
owner in a reexamination proceeding. All such individuals who 
are aware, or become aware, of patents or printed publications 
material to the reexamination which have not been previously 
made of record in the patent file must bring such patents or 
printed publications to the attention of the Office. An informa- 
tion disclosure statement, preferably in accordance with § 1.98, 
should be filed wihin two months of the date of the order for 
reexamination, or as soon thereafter as possible in order to bring 
such patents or printed publications to the attention of the Office. 

(b) Disclosures pursuant to this section must be accompanied 
by acopy of each foreign patent document or non-patent printed 
publication which is being disclosed or by a statement that the 
copy is not in the possession of the person making the disclosure 
and may be made to the Office through an attorney or agent 
having responsibility on behalf of the patent owner for the 
reexamination proceeding or through a patent owner acting in 
his or her own behalf. Disclosure to such an attorney, agent or 
patent owner shall satisfy the duty of any other individual. Such 
an attomey, agent or patent owner has no duty to transmit 
information which is not material to the reexamination. 


**#ee% 
GERALD J. MOSSINGHOFF, 


Commissioner of Patents 
and Trademarks. 


Nov. 30, 1983. 


[1038 O.G. 275] 


Final Rules for Patent Maintenance Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of final g 

Summary: The Patent and Trademark Office is amending the 
tules of practice in patent cases, Part I of Title 37, Code of Federal 
Regulations, to provide rules and procedures for the payment 
of patent maintenance fees. Public Law 96-517, enacted on Dec. 
12, 1980 and Public Law 97-247, enacted on Aug. 27, 1982, 
provided for the payment of maintenance fees at intervals of 
31/2,7 1/2 and 11 1/2 years from the date of grant of the patent 
for maintaining in force an original patent, a reissue patent of 
an invention, and under Public Law be-s1i, a plant patent and 
reissues thereof. The changes provide specific rules and pro- 
cedures which will assist patentees in avoiding the inadvertent 
expiration of a patent for failure to pay the appropriate main- 
tenance fee. 

Effective Date: Nov. 1, 1984 

For Further Information Contact: R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail to his attention and ad- 
dressed to the Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231. 

Supplementary Information: This rule change is designed pri- 
marily to 1) establish a set of rules and for the 
payment of patent maintenance fees; and 2) effect the provisions 
of Public Laws 96-517 and 97-247 with respect to payment of 
maintenance fees. The proposed rules were published on Apr. 
24, 1984, in Vol. 49 of the Federal Register, pages 17692 
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through 17698; and on May 8, 1984, at Vol. 1042 of the Official 
Gazette, pages 22 through 38. A public hearing was held on 
the proposed rule changes on June 26, 1984. 

A public briefing on the Office’s maintenance fee payment 
plans was announced at 49 Federal Register 2806 on Jan. 23, 
1984, and at 1038 Official Gazette 293 on Jan. 31, 1984. The 
public briefing was held on Feb. 22, 1984. 


Discussion of Specific Rules 


Section 1.1., is amended as proposed to add a new 
(d) to provide a “Box M. Fee” in the Patent and Trademark 
Office to which all maintenance fee correspondence and pay- 
ments should be directed. Changes in small entity status in 
patents and changes in the “fee address” under § 1.363, as well 
as payments of maintenance fees should be directed to “Box 
M. Fee”. 

Section 1.9, paragraph (d) is amended as to make 
a change in citation and title of the rule of the Small Business 
Administration which relates to the small business size standard 
for paying reduced patent fees. This change was published in 
the Federal Register as a final rule on Feb. 9, 1984 at 49 Fed. 
Reg. 5024-5048. The wording of the rule itself was not changed. 
This change is made to bring the wording of title 37, Code of 
Federal Regulations into conformance with title 13, Code of 
Federal Regulations. 

Section 1.17, is amended as proposed to establish in para- 
graph (h) a fee of $120 for review of a decision refusing to accept 
and record payment of a maintenance fee filed prior to the 
expiration of a patent. Paragraph (h) of § 1.17 is also amended 
to establish a fee of $120 for reconsideration of a decision on 
petition refusing to accept the delayed payment of a maintenance 
fee in an expired patent. 

Section 1.19, is amended as proposed to add new 
(f) and (g). New paragraph (f) provides for a $10.00 fee for a 
microfiche copy of a patent file wrapper record. Microfiche 
copies of these patent files have recently become available for 
patents issued after Jan. 1, 1984. No fee had previously been 
set by rule for this service. This fee is not directly related to 
maintenance fees but is set at this time for convenience. New 
paragraph (g) establishes a $3.00 fee for providing an uncertified 
statement indicating either the status of payment of maintenance 
fees due on a patent or the expiration of a patent. This charge 
does not apply to any receipt normally provided to the fee 
addressee as a result of the payment of a maintenance fee, but 
does apply in any other instance when written evidence of the 
status of payment of maintenance fees on a patent is requested, 
whether by the patentee or a member of the public. 

Section 1.20, is amended as proposed to add new 
(k), (1) and (m). New paragraph (k) provides for a $100.00 
surcharge for paying a maintenance fee during the 6-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and six 
months after the date of the original grant of a patent based on 
an application filed on or after Dec. 12, 1980 and before Aug. 
27, 1982. Since Public Law 96-517 did not provide for small 
entities, the surcharge amount of $100 applies to all such patents. 
New paragraph (1) provides for a $100 surcharge for patentees 
other than a small entity and a $50 surcharge for small entity 
patentees when paying a maintenance fee during the 6-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and six 
months after the date of the original grant based on an application 
filed on or after Aug. 27, 1982. This surcharge of $100 is subject 
to a 50% reduction for small entities pursuant to Public Law 
97-247. New paragraph (m) provides for a $500 surcharge for 
accepting payment of a maintenance fee after expiration of a 
patent for non-timely payment of a maintenance fee. This $500 
surcharge applies only under Public Law 97-247 where the 
patent is based on an application filed on or after Aug. 27, 1982 
and where the delay in payment is shown to the satisfaction of 
the Commissioner to have been unavoidable. The requirement 
that the delay be “unavoidable” is the same as that for reviving 
an abandoned application under 35 U.S.C. 133. However, the 
amount of evidence required will depend upon when the 
showing that the delay was “unavoidable” is made. This 
surcharge does not apply to patents based on applications filed 
prior to Aug. 27, 1982 since acceptance of a maintenance fee 
after expiration of a patent for non-timely payment is not 
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possible under Public Law 96-517. Since this surcharge is 
provided for under 35 U.S.C. 41(c), it is not subject to a 50% 
reduction for small entities. The surcharge in paragraph (m) is 
not in addition to the surcharge in paragraph (1), but is in lieu 

Section 1.33 is amended as proposed to add a new paragraph 
(d) which allows a“ address” or thereto 
to be filed during the enforceable life of the patent. “cor- 
respondence address” will be used in correspondence relating 
to maintenance fees unless a separate “fee address” has been 
specified. Paragraph (d) also includes a reference to § 1.363 
relating to the “fee address” to be used for maintenance fee 


New § 1.362 is added to provide for times for payment of 
maintenance fees. New paragraph (a) sets forth the requirement 
snenkartpentuuheopenietainns@ieaiiiiianmation 
in order to maintain a patent in force if the 
into a patent was filed on or after Dec. 12, 1980 and is subject 
to the payment of maintenance fees. a 
amounts set in § 1.20(e)-(g) are subject to adj 
accordance with the provisions of Public Law 517, The 
maintenance fee amounts set in § 1.20(h)-(j) are subject to 
adjustment in accordance with the provisions of Public Law 97- 
247 on Oct. 1, 1985, and every third year thereafter, to reflect 
fluctuations occurring during the previous three years in the 
Consumer Price Index, as determined by the Secretary of Labor. 
Other fees are also subject to similar adjustments. 

New paragraph (b) of § 1.362 stipulates that no maintenance 
fees are due for plant patents if the plant patent application was 
filed on or after Aug. 27, 1982 or for any design patents 
Secduesnmnns Gino aus eat cogind ten as celennie ie 
patent being reissued did not require maintenance fees. New 
ee ee 
purposes of determining whether maintenance fees are appli- 
cable. Paragraph (c) (1) establishes that for national applications 
not claiming benefit of an earlier application, the actual United 
States filing date controls. Paragraph (c) (2) establishes that for 
national applications claiming benefit of an earlier foreign ap- 
plication under 35 U.S.C. 119, the United States filing date 
controls. Paragraph (c) (3) provides that for continuing national 
applications claiming benefit of a prior under 35 
U.S.C. 120, the actual United States filing date of the continuing 
application is the controlling date. Paragraph (c) (4) provides 
Se cvtesten edith entand ten Aaaeaevaains dion 
the application which matured into the original patent 
whieh tho eeleuse eqptiention t bened ai exmanl Dan Paragraph 
(c) (5) establishes that for an international application which 
has entered the United States as a Designated Office under 35 
U.S.C. 371, the international filing date granted under Article 
11(1) of the Patent Treaty controls. This is con- 
sistent with 35 U.S.C. 363. 

Paragraph (d) of new § 1.362 sets forth the time periods when 
maintenance fees can be paid without a . Those pe- 
riods, referred to generally as the “window period,” ‘are the six- 
month preceding each due date, i.c., 3 years through 
3 years and six months, 7 years through 7 years and six months. 
and 11 years through 11 years and six months after 
the patent. The “due dates” are defined in 35 U.S.C. 41(b). ri 
maintenance fee paid on the last day of a window period can 
be paid without surcharge. The last day of a window 
can be paid without surcharge. The last day of a window 
is the same date (anniversary date) the patent was g-anted 3 years 
and six months, 7 years and six months, or 11 years and six 
months after grant of the patent. Paragraph (d) has been modified 
from the proposal to add “and” between items (2) and (3) and 
change the comma at the end of the paragraph to a period. 

Paragraph (e) of new § 1.362 sets forth the grace periods 
during which maintenance fees, under either Public Law 96-517 
or Public Law 97-247, may be paid with the surcharge under § 
1.20(k) or (1). The grace periods are the six-month periods 
immediately following each due date, i.e., after 3 years and six 
months and up to 4 years, after 7 years and six months and up to 
8 years, and after 11 years and six months and up to 12 years after 
grant of the patent. A maintenance fee may be paid with the 
surcharge on the same date (anniversary date) the patent was 
ae ee ae 


~~ an shot of tow 9 1 362 spocifion tat where do last day 
for paying a maintenance fee falls on a Saturday, Sunday, or a 
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or a federal holiday within the District of Columbia, the main- 
tenance fee may be paid on the next succeeding day which is 
not a Saturday, Sunday, or federal holiday. For example, if the 
“window period” provided by paragraph (d) for paying a 
maintenance fee without surcharge ended on a Saturday, 
Sunday, or a federal holiday within the District of Columbia, 
the maintenance fee can be paid without surcharge on the next 
succeeding day which is not a Saturday, Sunday, or federal 
holiday. Likewise, if the grace period provided by paragraph 
(ec) for paying a maintenance fee with surcharge ended on a 
Saturday, Sunday, or a federal holiday within the District of 
Columbia, the maintenance fee could be paid with surcharge 
on the next succeeding day which is not a Saturday, Sunday, 
or federal holiday. In the latter situation, the failure to pay the 
maintenance fee and surcharge on the next succeeding day 
which is not a Saturday, Sunday, or federal holiday will result 
in the patent expiring on a date (4, 8, or 12 years after the date 
of grant) earlier than the last date on which the maintenance 
fee and surcharge could be paid. This situation results from the 
provisions of 35 U.S.C. 21, but those provisions do not extend 
the expiration date of the patent if the maintenance fee and any 
required surcharge are not paid when required. For example, 
if the grace period ended on Saturday, the maintenance fee and 
surcharge could be paid on the next succeeding business day, 
e.g. Monday, but the patent will have expired at midnight on 
Saturday if the maintenance fee and surcharge were not paid 
on the following Monday. Paragraph (f) has been modified from 
the proposal to explicitly refer to “any necessary surcharge” 
for clarity since the ability to pay on the next succeeding day 
which is not a Saturday, Sunday, or federal holiday within the 
District of Columbia applies to the maintenance fee, including 
any necessary surcharge. 

Paragraph (g) of new § 1.362 establishes that if the proper 
fees are not received within the time period specified in para- 
graphs (d), arent apg meme he Pg 
period set forth in paragraph (e). Paragraph (g) also specifies 
that a patent which expires for the failure to pay the maintenance 
fee will expire at the end of the same date (anniversary date) 


the patent was granted in the 4th, 8th, or 12th year after grant. 
New § 1.363 is added as proposed to provide for a “fee 


address” for maintenance fee purposes. New paragraph (a) 


specifies that the nce address used during prose- 
cution of the application will be used unless 1) a “fee address” 
is provided for maintenance fee purposes when submitting the 
issue fee, 2) a correspondence address change for all Purposes 
is filed after payment of the issue fee, or 3) a “fee address” 
or a change in the “fee address” is filed after payment of the 
issue fee. 

Paragraph (b) of new § 1.363 specifies that an assignment 
does not result in a change of address for maintenance fee 
purposes. Due to the possible expiration of a patent for failure 
to timely pay the appropriate maintenance fee, patentees should 
ensure that the Patent and Trademark Office is properly notified 
of the proper “fee address” to which all maintenance fee com- 
munications are to be directed. Under both Public Law 96-517 
and Public Law 97-247 the burden is on the patentee to timely 
pay maintenance fees. The Patent and Trademark Office will 
attempt to assist patentees through appropriate courtesy notices. 
However, the failure to receive one or more notices will not 
relieve the patentee of the obligation to timely pay the appro- 
priate maintenance fee to prevent the patent from expiring by 
operation of law if the maintenance fee is not paid. Section 1.363 


does not provide for maintenance fee correspondence to be 
directed to more than one address. 

New § 1.366 is added to establish the guidelines and pro- 
cedures for submission of maintenance fees, including any 
necessary surcharges. New paragraph (a) states that the patentee 
may pay maintenance fees and any necessary surcharges or any 
person or organization may pay maintenance fees and any 
necessary surcharges on behalf of the patentee without filing 
in the Patent and Trademark Office evidence of authorization 
by the patentee to pay maintenance fees. This will enable 
patentees to pay the maintenance fees and any necessary 
surcharges themselves or authorize some person or organization 
to pay maintenance fees and any surcharges on their 
behalf. No verification of the authority to pay maintenance fees 
and any necessary surcharges in a particular patent will be made 
by the Patent and Trademark Office. While anyone may pay 
the maintenance fees and any necessary surcharges on a patent, 
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any Patent and Trademark Office notices relating to mainte- 
nance fees will be mailed to the “fee address” set forth in 
§ 1.363. Paragraph (a) has been modified from the proposal to 
explicitly refer to “any necessary surcharges” for clarity. 

Paragraph (b) of new § 1.366 specifies that a maintenance 
fee and any necessary surcharge for a patent must be submitted 
in the amount due on the date the maintenance fee and any 
necessary surcharge are paid, and at the proper time, i.e., within 
the periods set forth in § 1.362. Paragraph (b) has been modified 
from the proposal by changing “proper amount” to “amount 
due on the date the maintenance fee and any necessary surcharge 
are paid.” This change results from adoption of a suggestion 
that a maintenance fee payment made during the window period 
should not require adjustment if the maintenance fees are 
thereafter increased to reflect increases in the Consumer Price 
Index. Under paragraph (b) as adopted herein, if the amount 
of the maintenance fee is correct on the date it is paid and credited 
to the patent, a later change in the maintenance fees to reflect 
changes in the Consumer Price Index will not require a 
modification in the amount paid. However, in order for the 
maintenance fee to be considered paid it must be submitted in 
accordance with § 1.366. Pagagraph (b) has also been modified 
from the proposal to explicitly refer to § 1.362(f) for purposes 
of clarity where the last day for paying a maintenance fee with 
or without a surcharge falls on a Saturday, Sunday, or a federal 
holiday within the District of Columbia. In such circumstances, 
the fee with any necessary surcharge may be paid on the next 
succeeding day which is not a Saturday, Sunday, or federal 
holiday. The maintenance fee and any necessary surcharge may 
be paid in the manner set forth in § 1.23, i.e., it should be in 
United States specie, Treasury notes, national bank notes, post 
office money orders, or by certified check. As indicated in 
§ 1.23, if the maintenance fee payment is sent in any other form, 
the Office may delay or cancel the credit until collection is made. 
For example, a personal or other uncertified check drawn on 
a United States bank which is not immediately negotiable, e.g., 
because of lack of signature or insufficient funds, will not 
constitute payment of a maintenance fee. However, a personal 
check drawn on a Onited States bank can be used if it is 
immediately negotiable. Any remittance from foreign countries 
must be payable and immediately negotiable in the United States 
for the full amount of the maintenance fee required. 

Paragraph (b) of new § 1.366 also provides that maintenance 
fees may be paid by an authorization to charge a deposit account 
established pursuant to § 1.25. The authorization to charge the 
deposit account must be submitted within the periods set forth 
in § 1.362 and must be limited to maintenance fees payable on 
the date of submission. The authorization to charge the deposit 
account can not, under paragraph (b), be submitted prior to the 
third, seventh, or elevcath year after the grant of the patent. If 
an authorization to charge a deposit account were submitted to 
pay the maintenance fee due at three years and six months after 
grant, a new authorization to charge a deposit account or other 
form of payment will have to be submitted at the appropriate 
time for each of the maintenance fees due at 7 years and six 
months and | | years and six months. Paragraph (b) also specifies 
that any payment or authorization filed at any time other than 
that set forth in § 1.362(d), (e) or (f) will not serve as a payment 
of the maintenance fee, except insofar as a delayed payment 
of the maintenance fee is accepted by the Commissioner 
pursuant to § 1.378. Paragraph (b) also specifies that a payment 
of less than the required amount, a payment in a manner other 
than that set forth in § 1.23, or the filing of an authorization 
to charge a deposit account having insufficient funds, will not 
constitute payment of a maintenance fee on a patent. The 
authorization is required to authorize the immediate charging 
of the fee to the deposit account. An authorization would be 
improper if it only authorized the fee to be charged at a later 
date, e.g., on the last possible day of payment without surcharge. 
Such an authorization would not serve as payment of the 
maintenance fee. Any payment which fails to result in the entire 
proper amount of the maintenance fee being present on the due 
date will not constitute payment of the maintenance fee. Para- 
graph (b) also specifies that the certificate of mailing procedures 
of § 1.8 or the mailing by “Express Mail” provisions of § 1.10 
may be utilized in paying maintenance fees. The specific 
requirements of either § 1.8 or § 1.10 must be fully complied 
with if either is used. 

Paragraph (c) of new § 1366 establishes the data necessary 
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and desired when submitting maintenance fee payments and any 


include at least the 1) patent number and 2) United States 
application serial number. Paragraph (c) has been modified from 
the proposal to explicitly refer to “any surcharges” 
for clarity since the identifying information must also be 
supplied when submitting surcharges. The wording of § 1.366(c) 
has also been changed from the proposal to clarify that the 
required application serial number is that of the application upon 
which the patent issued. This change from the makes 
clear that the serial number required to be submitted is not that 
of a prior parent application but rather, the actual application 
which matured into the patent for which maintenance fees are 
to be paid. If the maintenance fee is being paid on a reissue 
patent, the serial number required is that of the reissue appli- 
cation. Since this required information will be used as a cross- 
check to ensure that the maintenance fee is properly credited, 
the application serial number must to the patent 
which issued therefrom. If less than the required information 
is submitted, the Office will not credit the payment. Additionally, 
if notice is required that the proper identifying data has not been 
submitted, clement 
if the dsta is submitted after the “window period” 
closes. If the required information is not submitted until after 
the end of the grace period, the patent would have expired 
because of the failure to properly identify the patent to which 
the maintenance fee payment is to be credited prior to the 
expiration of the grace period. The patentee in such a circum- 
stance could proceed under § 1.378, if appropriate, or could file 
a petition under § 1.377 within the period set therein seeking 
to have the maintenance fee accepted as timely even though 
all of the proper identifying data was not present prior to the 
expiration of the grace period. 

Paragraph (d) of new § 1.366 specifies that the following 
information should also be submitted for each patent on which 
a maintenance fee or surcharge is paid: 1) whether it is the 3 
1/2, 7 1/2, or 11 1/2 year fee, 2) whether small entity status is 
being changed or claimed with the payment, 3) the amount of 
the maintenance fee and any surcharge being submitted, 4) any 
assigned payor number, 5) patent issue date and 6) United States 
application filing date. Paragraph (d) has been modified from 
the proposal to explicitly refer to “any necessary surcharges” 
for clarity. Paragraph (d) has also been changed from the 
proposal to emphasize that when the payment is being made 
on a reissue patent the required patent number and application 
serial number are those of the reissue patent and reissue 
application. Where the payment is a maintenance fee and any 
necessary surcharge on a reissue patent, in addition to the 
information requested for all payments, se pe amp 
herein also requests certain identifying data relating to the 
original patent, i.e., original patent number, original patent issue 
date, and original ee eee ee — 
reason for original patent number, original paten’ 
issue date, aad aciehedd Undied Staee eguliontion filing date is 
that the origina filing and issue dates are the dates which control 
if and when maintenance fees must be paid to prevent the reissue 
patent from expiring. The reference to a payor number has been 
added. A payor number will be assigned to each “fee address” 
in order to facilitate data input and subsequent changes in the 
location of the “fee address.” Details of the “payor number” 
system will be announced to the public in a future Official 
Gazette notice. Although the submission of the information 
ee it would expedite 
the processing of the maintenance fee payments. 

The final rule thus requires less mandatory information, i.c., 
the patent number and U.S. application serial number, than 
would have been required by the proposed rule. The required 
information is considered to be the least that is required to make 
a cross-check and thus assure that the maintenance fee is being 
credited to the proper patent. The patent issue date and the 
Sa which were included in the proposed rule 

as mandatory information, are included in the final rule as 
desirable, but not mandatory, information The effect of this 
ee 
application filinc date, or both, by the person paying the 
maintenance fee would not result in a refusal to accept the 
maintenance fee and to credit the payment thereof to the patent, 
if the patent number and United States application serial number 
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were correct, i.e., in agreement. However, if any error included 
either the patent aumber or the Unieed States esplication sortal 
8 ee 
not be accepted and credited correction was made. The 
date of the correction would be the date the maintenance fee 


inaeeecbctenett ib aqediadnadeunnite 
ee ee 
separate from any other payments for fees or charges, whether 
submitted in the manner set forth in § acti baa 
zation to charge a deposit account. Maintenance fee payments 
and surcharge payments relating thereto which are co-mingled 
with payments for other fees or charges, a pete 
fees, a document supply fees, etc 


not be The maintenance fees require processing by 
a separate area of the Office and are not 


payments for more than one 
should be submitted on as fv aeon oneal 
sshan aaa te tela Gee rae If the 
payment submitted, which can be made as a single payment, 
is insufficient to cover the maintenance fees and any 
for all the listed patents, the payment will be applied in the order 
the patents are listed. In such a circumstance where the fees are 
insufficient, the maintenance fee and any surcharge for one or 
more of the last listed patents will not be paid. 
Paragraph (f) of new § 1.366 serves as a reminder to patentees 
of the necessity to check for the loss of small entity status prior 
reduivenseat of § 1.28(b). Paragraph (P) provides that notifice 
requirement of § 1.28(b). Paragraph (f) provides that notifica- 
tion of any change in status resulting in loss of entitlement to 
saul ele alas caus te taeda temneaeenaeime 
at the time of paying, the earliest maintenance fee due after the 
date on which status as a small entity is no longer appropriate. 
If status as a small entity has been established by 
filing a statement and such status is checked and is found to 
be proper, no notification is required. It is not necessary to file 
new verified statements claiming small entity status at this point 
if the status as a small entity has been established and is still 
proper even if rights have been transferred to a small entity who 
has not previously filed a verified statement. The 


requirement 
is to notify the Patent and Trademark Office of the loss of 


entitlement and to pay the maintenance fee in the amount 
for other than a small entity where appropriate. refund 
provisions of § 1.28(a) for later submitted small entity state- 
ments will apply to maintenance fees. 

Pp pe wey beng perp ee 

and surcharges re thereto will not be refunded except in 
accordance with §§ 1.26 and 1.28(a). A patentee cannot obtain 
a refund of a maintenance fee which was due and payable on 
the patent. Any duplicate payment will be refunded to the fee 
address. 


New § 1.377 is added as proposed to provide a mechanism 
for review of a decision refusing to accept and record payment 
of a maintenance fee filed prior to the expiration of a patent. 
Paragraph (a) of new § 1.377 specifies that a patentee who is 
dissatisfied with the refusal of the Patent and Trademark Office 
0 ee 
to the expiration of the patent may petition the Commissioner 
to accept and record the maintenance fee. This petition may be 
used, for example, in situations where an error is present in the 
identifying data required by § 1.366(c) with the maintenance 
fee payment, i.e., either the patent number or the application 
pee ne eg A petition under § 1.377 would not 

be appropriate where there is a complete failure to include at 
least one correct mandatory identifier as required by § 1.366(c) 
for the patent since no evidence would be present as to the patent 
on which the maintenance fee was intended to be paid. If the 
SS identifier 
was made near the end of the grace period, the a 
expire since the Office would not credit the fee to a patent. 
patents based on filed between Dec. 12, 1980 and 
Aug. 27, 1982, there is no provision for acceptance of a 
maintenance fee after the grace period such as in § 1.378 and 
20 the filing of a petition under § 1.377 would an avenue 
for seeking relief. A petition under § 1.377 would not be 
appropriate where the patentee paid a maintenance fee on one 
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patent when the patentee intended to pay the maintenance fee 
on a different patent but through error identified the wrong 
patent by patent number and application serial numbe:. Like- 
wise, a petition under § 1. 377 would not be appropriate where 
the entire maintenance fee payment, including any necessary 
surcharge, was not filed prior to expiration of the patent. 

Paragraph (b) of new § 1. 1.377 specifies that any petition under 

new § 1.377 must be filed within 2 months of the action 
cemgiainsd of, as within euch other time an taay be ost in the 
action complained of. The petition must be accompanied by the 
petition fee of $120 provided for in the amendment to § 1.17(h). 
Paragraph (b) also provides that the petition may include a 
request that the petition fee be refunded if the refusal to accept 
and record the maintenance fee is determined to have resulted 
from an error by the Patent and Trademark Office. 

Paragraph (c) of new § 1.377 specifies that any petition filed 
under the section must comply with the requirements of para- 
graph (b) of § 1.181 and must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, 
or by the patentee, the assignee, or other party in interest. A 
person or organization whose only responsibility insofar as the 
patent is concerned is the payment of a maintenance fee is not 
a party in interest for purposes of paragraph (c) of § 1.377. The 
petition must be in the form of a verified statement if made by 
a person not registered to practice before the Patent and Trade- 
mark Office. If the petition is signed by a person not registered 
to practice before the Patent and Trademark Office, the petition 
must include the authority of the person signing the petition as 

, aSsi , or other party in interest. 

New § 1.378 is added as proposed to establish the procedure 
for acceptance of the delayed payment of a maintenance fee 
in an expired patent in order to reinstate that patent. This 
procedure is only available under Public Law 97-247 where the 

on which the patent is based was filed on or after 
Aug. 27, 1982. If the maintenance fee is due under Public Law 
96-517, i.e., the application on which the patent is based was 
filed on or after Dec. 12, 1980, and before Aug. 27, 1982, the 
delayed payment of the maintenance fee is not provided for by 
statute and cannot be accepted after expiration of the patent, 
and the patent cannot be reinstated. 

Paragraph (a) of new § 1.378 provides that the Commissioner 
may accept the payment of any maintenance fee due on a patent 
based on an application filed on or after Aug. 27, 1982, after 
expiration of the patent if, upon petition, the delay in payment 
of the maintenance fee is shown to the satisfaction of the 
Commissioner to have been unavoidable. The surcharge set 
forth in § 1.20(m) must be paid as a condition of accepting 
payment of the maintenance fee. No separate petition fee is 
required for this petition. If the Commissioner accepts payment 
of the maintenance fee upon petition, the patent shall be 
considered as not having expired, but will be subject to the 
intervening rights provisions of 35 U.S.C. 41(c) (2). 

Paragraph (b) of new § 1.378 specifies the requirements of 
a petition for acceptance of the delayed payment of a mainte- 
nance fee filed within six months of the expiration of the patent. 
Under paragraph (b), the petition must include the required 
maintenance fee set forth in § 1.20(h)-(j); the surcharge set forth 
in § 1.20(m); and a showing that the delay was unavoidable 
since reasonable care was taken to ensure that the maintenance 
fee would be paid timely. The showing must enumerate the steps 
taken to ensure timely payment of the maintenance fee. In view 
of the requirement to enumerate the steps taken to ensure timely 
payment of the maintenance fee, an argument that the patentee 
was ignorant of the requirement to pay maintenance fees will 
not constitute a showing of unavoidable delay. Evidence that 
despite reasonable care on behalf of the patentee and/or the 
patentee’s agents, and reasonable steps to ensure timely pay- 
ment, the maintenance fee was unavoidably not paid, could be 
submitted in support of an argument that the delay in payment 
was unavoidable. For example, an error in a docketing system 
could possibly result in a finding that a delay in payment was 
unavoidable if it were shown that reasonable care was exercised 
in designing and operating the system and if it were shown that 
the patentee took reasonable steps to ensure that the patent was 
entered into the system to ensure timely payment of the 
maintenance fees. 

Paragraph (c) of new § 1.378 specifies the requirements of 
a petition for acceptance of the delayed payment of a mainte- 
nance fee filed more than six months after the expiration of a 
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patent. These requirements are much more stringent in view of 
the heavy burden of proof that the delay was unavoidable. The 
legislative history of Public Law 97-247, House Report No. 97- 
542 (Committee on the Judiciary), indicates that “[a]}fter the 
expiration of a reasonable period of time, the patentee would 
bear a heavy burden of proof that the delay was unavoidable.” 
The six month period provided for petition under paragraph (b) 
is considered to be a reasonable period of time within which 
to seek reinstatement of a patent which expired for failure to 
pay the maintenance fee. Any petition filed more than six months 
after expiration must meet the more stringent requirements of 
paragraph (c). Under paragraph (c), the petition must include 
the same elements as in paragraph (b) and, in addition, must 
demonstrate that the failure to pay the maintenance fee was 
unavoidable due to circumstances outside of the control of the 
patentee and ihose acting on behalf of the patentee in paying 
the maintenance fee. The showing in a petition under 

(c) must be sufficient in scope and content to meet the heavy 
burden of proof required to show that a delay in payment of 
the maintenance fee of more than six months after expiration 
of the patent was unavoidable. In contrast to a petition under 
paragraph (b), a showing in a petition under paragraph (c) of 
an error in a docketing system will not be sufficient to find that 
the delay was unavoidable. Instead, a petition filed under 
paragraph (c) must demonstrate that the circumstances resulting 
in the delay were entirely outside the control of the patentee 
and those acting on behalf of the patentee in paying the 
maintenance fee, e.g., serious efforts without success to raise 
the funds required to pay the maintenance fee. 

(d) of new § 1.378 requires that a petition filed 
under § 1.378 be signed by an attorney or agent registered to 
practice before the Patent and Trademark Office, or by the 
patentee, the assignee, or other party in interest. A person or 
organization whose only responsibility insofar as the patent is 
concerned is the payment of a maintenance fee is not a 
in interest for purposes of paragraph (d) of § 1.378. Under 
paragraph (d), the petition must be in the form of a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. If the petition is signed by 
a person not registered to practice before the Patent and Trade- 
mark Office, the petition must include the authority of the person 
signing the petition as patentee, assignee, or other party in 
interest. 

Paragraph (e) of new § 1.378 provides a mechanism for 
obtaining reconsideration of a decision refusing to accept a 
maintenance fee upon petition filed pursuant to paragraph (a). 
This mechanism is a petition for reconsideration which may be 
filed within two months of, or such other time as set in the 
decision refusing to accept the delayed payment of the main- 
tenance fee. In contrast to petitions filed under paragraph (a), 
the petition for reconsideration filed under paragraph (e) of new 
§ 1.378 will require the petition fee set forth in the 
amendment to § 1.17(h). Paragraph (e) also provides that after 
the decision on the petition for reconsideration, no further 
reconsideration or review of the matter will be undertaken by 
the Commissioner. Paragraph (e) also provides for refund of 
the maintenance fee and the surcharge set forth in § 1.20(m) 
if the delayed payment of the maintenance fee is not accepted. 
The refund will be made following the decision on the petition 
for reconsideration, or after the expiration of the time for filing 
such a petition for reconsideration, if none is filed. Paragraph 
(e) specifies that the fee for filing the petition for reconsideration 
will not be refunded unless the refusal to accept and record the 
maintenance fee is determined to result from an error by the 
Patent and Trademark Office. 


Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Eight letters submitting written com- 
ments were received. Oral testimony was presented by two 
persons (one person testified on behalf of the American Intel- 
lectual Law Association) at the public hearing con- 
ducted on June 26, 1984. All of the written and oral comments 
were considered in adopting the changes set forth herein. The 
comments submitted appear below along with responses thereto. 
Comment: 

One comment suggested that the surcharge set at 37 CFR 
1.20(m) for accepting a maintenance fee after expiration of the 
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patent should be reduced from $500.00 to $50.00 and that this 
amount should be reduced by 50 percent for small entities. 
Reply: 

The suggestion has not been adopted. The surcharge set at 
37 CFR 1.20(m) is considered to be appropriate in view of the 
importance of the relief being obtained. Before a surcharge 
under 37 CFR 1.20(m) is due the patent will have already expired 
due to the failure to pay a maintenance fee within a one-year 
period provided for the payment. Setting a lower amount as the 
surcharge would tend to denigrate the importance of the relief 
obtained by the acceptance of a maintenance fee after expirati 
of a patent. Further, a lower surcharge amount is not justified 
in view of the ample opportunity for payment of the maintenance 
fee which is presented by the one-year period in which payment 
can be made and the fact that the public is now on notice that 
maintenance fees are due and payable. Further, the Patent and 
Trademark Office will provide courtesy notices regarding the 
need to pay maintenance fees at a plurality of points in time 
before the patent expires. Such a notice now appears on the 
patent grant and presently plans are to print such a courtesy 
notice on the Notice of Allowance and the Issue Fee Receipt. 
Notices will be printed in the Official Gazette listing the patent 
number ranges of on which maintenance fees can be 
paid and a notice will be mailed to the patentee during the grace 
period if the maintenance fee is not paid. Therefore, relatively 
few patentees should fail to pay the maintenance fee before 
expiration of the patent due to unavoidable circumstances. The 
surcharge set at 37 CFR 1.20(m) is established pursuant to 35 
U.S.C. 41(c) and therefore the small entity provisions of Public 
Law 97-247 do not apply to this fee. Also, Public Law 97-247 
provides that the surcharge set at 37 CFR 1.20(m) could be in 
addition to any — established for payment of the 
maintenance fee during the grace period as set at 37 CFR 1.20(1). 
The Patent and Trademark Office has has established a separate 
surcharge set at 37 CFR 1.20(m) not in addition to the surcharge 
set at 37 CFR 1.20(1), but in lieu thereof. The amount set at 
37 CFR 1.20(m) is not seen to be excessive. 

Comment: 

Two comments su that the small entity reduced fee 
provisions of Public Law 97-247 should have been applied to 
maintenance fees required under Public Law 96-517. 

Reply: 

The maintenance fee amounts under Public Law 96-517 set 
at 37 CFR 1.20(e)-(g) were previously set and are not part of 
the present rulemaking. It should be noted, however, that Public 
Law 96-517 did not provide for reduction of fees for small 
entities. Reductions of fees for small entities were established 
in Public Law 97-247 only for fees under 35 U.S.C. 41(a) and 
(b) thereof. The maintenance fee levels in 37 CFR 1.20(e)-(g), 
however, were established under 35 U.S.C. 41(c) of Public Law 
96-517 rather than 35 U.S.C. 41(a) or (b) of Public Law 97- 
247. Therefore, the fee amounts previously set at 37 CFR 
1.20(e)-(g) are not seen to be subject to reduction for small 
entities. 


Comment: 

One comment suggested that the Office permit any of the 
maintenance fees to be paid in advance, either at the time of 
paying the issue fee or during any of the window periods. 
Another comment suggested that the Office should accept a fee 
payment earlier than the window period if the fee has no 
possibility of being changed due to changes in the Consumer 
Price Index. 

Reply: ; 

These suggestions have not been adopted. The second 
comment listed above points out the with to the 
suggestion in the first comment. Public Law 97-247 provided 
for adjustments of the maintenance fees every third year to 


maintenance fees to be paid in advance 
would preclude such adjustments to these maintenance fees 
unless very burdensome administrative steps were implemented 
EO ee ee 
the maintenance fees are adjusted at a ime. Requiring 
maintenance fees to be paid in a consistently time-ordered basis 
as in § 1.362 will also be helpful administratively and for 
budgeting purposes. As to the second comment above, it is not 
seen that there would be substantial benefit to the public since 
the period would be short during which a maintenance fee could 
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not change due to changes in the Consumer Price Index. Thus, 
the patentee would only be able to make the maintenance fee 
payment a short time before the period during which payment 
eas 1.362. 


period and the new increased fee. Likewise, if the maintenance 


be made in the amount proper on the date of payment. For 
example, if payment is made during the grace period, the 
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from an error on the part of someone other than the Patent and 
Trademark Office. In those instances where the refusal to accept 
and record the fee resulted from a Patent and Trademark Office 
error the Office intends to refund the petition fee, either based 
upon the request included in the petition or upon the initiative 
of the Office. The reason for including a request for a refund, 
where appropriate, in the petition is to ensure that such request 
is not inadvertently overlooked. In view of the expense involved, 
it would be inappropriate to process a petition without a petition 
fee where the error necessitating the petition was made by the 
petitioner or someone acting on behalf of the patentee. 
Comment: 

One comment suggested that the term “unavoidable” should 
be more specifically defined in 37 CFR 1.378(b) (3) and (c) 
(3), if possible. 

Reply: 

As stated in this rulemaking, the requirement that the delay 
in payment of the maintenance fee be “unavoidable” is the same 
as that for reviving an abandoned application under 35 U.S.C. 
133. This standard has been in effect for many years and should 
be well understood by the public. The rule is seen to be adequate 
as written, especially in view of the discussion in this rulemaking 
which includes several specific examples based on when the 
petition to accept the delayed payment of a maintenance fee 
is filed. 

Comment: 

One comment suggested that Public Law 97-247 should be 
“liberally interpreted” to permit acceptance of delayed pay- 
ments of maintenance fees required under Public Law 96-517. 

37 CFR 1.378 was limited to patents issuing on 
applications filed on or after Aug. 27, 1982, the effective date 
of Public Law 97-247. 

Reply: 

The final rule has not been changed from the proposal. The 
remedy suggested by the comment cannot be provided in view 
of the language of 35 U.S.C. 41(c) (1) which applies only to 
maintenance fees required by 35 U.S.C. 41(b) of Public Law 
97-247. Section 17(a) of Public Law 97-247 clearly states “the 
maintenance fees provided for in section 3(b) of this Act shall 
not apply to patents applied for prior to the date of enactment 
of this Act.” 

Comment: 

Several of the comments received were directed to proposed 
statutory changes which were said to be desirable in the area 
of maintenance fees. 

Reply: 

These comments were not suggesting that the proposed rules 
were not in compliance with the present statutes, but rather that 
the statutes themselves should be changed. These comments are 
beyond the scope and purpose of this rule change. 


Implementation of Maintenance Fee Payment Procedures 


The Patent and Trademark Office is presently developing its 
internal working procedures for processing maintenance fee 
payments and for notifying the public as to the status of 
maintenance feepayments on particular patents. The first 
maintenance fees become due early in 1985. In order to be as 
helpful as possible in informing the public as to the Patent and 
Trademark Office’s current plans it is useful to outline the basic 
procedures the Patent and Trademark Office intends to adopt 
to process maintenance fees so that the interrelationship with 
the rules is understood. These basic procedures are subject to 
change as experience and circumstances dictate. 


Notices by the Patent and Trademark Office 


Under the statutes, the Patent and Trademark Office has no 
duty to notify patentees when their maintenance fees are due. 
It is the responsibility of the patentee to assure that the main- 
tenance fees are paid to prevent expiration of the patent. The 
Patent and Trademark Office will, however, provide some 
notices as reminders that maintenance fees are due, but the 
notices, errors in the notices, or the lack of notices, will in no 
way relieve a patentee from the responsibility to make timely 
payment of each maintenance fee to prevent the patent from 
expiring by operation of law. The notices provided by the Patent 
and Trademark Office will be merely courtesy in nature and 
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intended to aid patentees. These notices, errors in these notices, 
or the lack of notices, will in no way shift the burden of 
monitoring thetime for paying maintenance fees on patents from 
the patentee to the Patent and Trademark Office. 


Preprinted Standard Notice Wording 


The patent grant currently includes a reminder that main- 
tenance fees may be due. The Notice of Allowance and Issue 
Fee Receipt are presently planned to be revised to contain 
reminder notice wording that maintenance fees may be due. 


Official Gazette Notice 


A notice will appear in each issue of the Official Gazette 
which will indicate which patents have been granted 3, 7 and 
11 years earlier, that the window period has opened and that 
maintenance fee payments will now be accepted for these 
patents. 

Another Official Gazette notice published after expiration of 
the grace period will indicate any patent which has expired due 
to non-payment of maintenance fees and any patents which have 
been revived under 35 U.S.C. 41(c). An annual compilation of 
such expirations and revivals will also be published. 


Courtesy Reminder Notice 


Since patentees are expected to maintain their own record 
systems and since most patentees are expected to pay their 
maintenance fees during the “window period” to prevent 
payment of a surcharge, the Office will not send any reminder 
notices to patentees at the fee address until after the grace period 
has begun. This will reduce and simplify the mailing of notices 
but still give patentees an opportunity to pay their maintenance 
fees with surcharge during the grace period before expiration 
of their patents. Such notices will be mailed to the fee address 
as set forth in § 1.363. 


Action Notices 


The Office will issue a receipt for payment of maintenance 
fees after entry of the maintenance fee payment. Such a receipt 
will provide an opportunity for the patentee to check if the Office 
has properly credited the payment. The original document 
submitted by the patentee when paying the maintenance fee will 
also be appropriately marked and returned to the fee address. 
If actual experience indicates that they are not needed, the receipt 
notices and/or the return of the original document may be 
discontinued. 

The patentee will also be notified by mail at the fee address 
as set forth in § 1.363 of any expiration or revival of the patent. 


Fee Address 


The patentee may provide the Patent and Trademark Office 
with a fee address under § 1.363, which address may be different 
from the correspondence address under § 1.33, when submit- 
ting the issue fee or in a separate later-filed paper. The fee address 
will be used by the Office for all correspondence directed to 
the patentee concerning maintenance fees. If no separate fee 
address is provided by the patentee under § 1.363, the corre- 
spondence address under § 1.33 will also be used for mainte- 
nance fee purposes. 


Payment of Maintenance Fees 


Transmittals of maintenance fees may be limited to a single 
patent or may involve several patents. If a transmittal involves 
several patents they should be listed in increasing numerical 
order. The following format is suggested for use when paying 
maintenance fees and any necessary surcharges. Although only 
the mandatory identification elements consisting of the patent 
number and United States application serial number, set forth 
in § 1.366(c) are required, the items referred to in § 1.366(d) 
should also be included to expedite processing of maintenance 
fees and any necessary surcharges. In addition, 
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Commissioner of Patents and Trademarks 
Box M. Fee 
Washington, D.C. 20231 


Dear Sir: 


U.S. PATENT AND TRADEMARK OFFICE 


Enclosed is a check drawn for the amount of $1,500 for the payment of the maintenance fees on the following patents. 


Patent 
Number 


Serial 
Number 


Patent 


Application 
Date 


FilingDate 


P.P.5,188 
Re.31,522 
*(4,374,741 
4,429,419 
4,429,433 
4,429,439 
**4,432,000 


380,062 


Feb. 7, 1984 May 20, 1981 
481,494 


Feb. 14, 1984 April 1, 1983 
(Feb. 22, 1983) (July 21, 1981) 
Feb. 7, 1984 Jan. 15, 1982 
Feb. 7, 1984 Aug. 27, 1982 
Feb. 7, 1984 Jan. 17, 1983 
Feb. 14, 1984 Aug. 26, 1981 


339,620 
412,101 
458,474 
380,681 


Payment Small 
Year Entity 


Amount Fee 
Paid Surcharge Code 


$200.00 
$200.00 


170 
170/176 


$100.00 


170 
173 
273 
170 


No $400.00 

Yes $200.00 

$1,400.00 $100.00 
$1,500.00 


4 
4 
4 wm $200.00 
4 
4 
4 


Subtotals 
Total Amount Paid 


The Commissioner is hereby authorized to charge any deficiency in the required fee or to credit any overpayment to Account 


No. 12-3456. 
Respectfully submitted, 


John Doe 
(703) 557-3054 


*Note: Information from original patent is included in parenthesis for the reissue patent for which payment is being made. 
**Note: Application filing Date is the PCT International Filing Date. 


The indication of the fee code used by the Patent and 
Trademark Office would assist in proper financial crediting 
within the Office. It is also suggested that the telephone number 
of the person submitting the payment be supplied. 

Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or conservation of energy resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 it seq. 

The General Counsel of the Deparatment of Commerce 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). Public Law 97-247 has taken into 
consideration the impact it may have on small entities. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less that $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The maintenance fee payment information collection re- 
quirement contained in the final rules has been submitted to 
OMB for review under Section 3504(h) of the Paperwork 
Reduction Act. Comments relating to this requirement should 
be directed to the Office of Information and Regulatory Affairs 
of-OMB, Attention: Desk Officer for Commerce, Patent and 
Trademark Office. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delegations 
(government agencies), Conflict of interests, Courts, Inventions 
and patents, Lawyers. 


Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6, Pub. L. 96-517 and Pub. L. 97-247, the Patent and Trademark 
Office is amending Title 37 of the Code of Federal Regulations 
as set forth below. 


Part I [Amended} 
37 CFR, Part I, is amended as follows: 


1. Section 1.1 is amended by adding a new paragraph (d) 
to read as follows: 


§ 1.1 All communications to be addressed to Commissioner 
of Patents and Trademarks. 


e**e++F 


(d) Payments of maintenance fees in patents and other 
communications relating thereto should be additionally marked 
“Box M. Fee.” 


§ 1.9 [Amended] 


2. Paragraph (d) of § 1.9 is amended by changing the citation 
“13 CFR 121.3-18, published on Sept. 30, 1982 at 47 FR 
43273.” to “13 CFR 121.12.” and by changing the words 
“ § 121.3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code” to “§ 121.12 Small 
business for paying reduced patent fees.” 

3. Section 1.17 is amended by adding to the end of paragraph 
(h) the following: 


§ 1.17 Patent application processing fees. 


(h) * * * 


- § 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of patent 
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- § 1.378(e) - for reconsideration of decision on petition 
refusing to accept-delayed payment of maintenance fee in 
expired patent 


4. Section 1.19 is amended by adding new paragraphs (f) 
and (g) to read as follows: 


§ 1.19 Document supply fees. 


**e# ee 


Microfiche copy of patent file  rec- 
(g) Uncertified statement as to status of the payment of 
maintenance fees due on a patent or expiration of a 
patent $3.00 
5. Section 1.20 is amended by adding new paragraphs (k), 


(1), and (m) to read as follows: 
§ 1.20 Post-issuance fees. 


***# 4 


(k) Surcharge for paying a maintenance fee during the 6- 
month grace period following the expiration of three years and 
six months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent based 
on an application filed on or after Dec. 12, 1980 and before 
Aug. 27, 1982 . 

(1) Surcharge for paying a maintenance fee during the 6- 
month grace period following the expiration of three years and 
six months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent based 
on an application filed on or after Aug. 27, 1982: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(m) Surcharge for accepting a maintenance fee after expi- 
ration of a patent for non-timely payment of a maintenance fee 
ona it based on an application filed on or after Aug. 27, 
1982, where the delay in payment is shown to the satisfaction 
of the Commissioner to have been unavoidable : 

6. Section 1.33 is amended by adding a new paragraph (d) 
to read as follows: 


$1.33C 


respecting patent applications, reex- 
amination proceedings, and other proceedings. 


s*+e48 


(d) A “correspondence address” or change thereto may be 
filed with the Patent and Trademark Office during the enforce- 
able life of the patent. The “correspondence address” will be 
used in any correspondence relating to maintenance fees unless 
a separate. “fee address” has been specified. See § 1.363 for 
“fee address” used solely for maintenance fee purposes. 

7. A new center heading and § 1.362 is added to Subpart 
B to read as follows: 


Maintenance Fees 
§ 1.362 Time for payment of maintenance fees. 


(a) Maintenance fees as set forth in § 1.20(e)-(j) are required 
to be paid in all patents based on applications filed on or after 
Dec. 12, 1980, except as noted in paragraph (b) of this section, 
to maintain a patent in force beyond 4, 8 and 12 years after the 
date of grant. 

(b) Maintenance fees are not required for plant patents based 
on applications filed on or after Aug. 27, 1982 or for any design 
patents. Maintenance fees are not required for a reissue patent 
if the patent being reissued did not require maintenance fees. 

(c) The application filing dates for purposes of payment of 
maintenance fees are as follows: 


(1) For an application not claiming benefit of an earlier 
application, the actual United States filing date of the applica- 
tion. 
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(2) For an applicationclaiming benefit of an earlier foreign 
application under 35 U.S.C. 119, the United States filing date 
of the application. 

(3) For a continuing (continuation, division, continuation- 
in-part) application claiming the benefit of a prior patent 
application under 35 U.S.C. 120, the actual United States filing 
date of the continuing application. 

(4) For a reissue application, the United States filing date 

of the original non-reissue application on which the patent 
reissued is based. 
(5) For an international application which has entered the United 
States as a Designated Office under 35 U.S.C. 371, the inter- 
national filing date granted under Article 11(1) of the Patent 
Cooperation Treary which is considered to be the United States 
filing date under 35 U.S.C. 363. 


(d) Maintenance fees may be paid in patents without sur- 
charge during the periods extending respectively from: 


(1) 3 years through 3 years and 6 months after grant for the 
first maintenance fee. 

(2) 7 years through 7 years and 6 months after grant for the 
second maintenance fee, and 

(3) 11 years through 11 years and 6 months after grant for 
the third maintenance fee. 


(e) Maintenance fees may be paid with the surcharge set forth 
in § 1.20(k) or (1) during the respective grace periods after: 


(1) 3 years and 6 months and through the day of the 4th 
anniversary of the grant for the first maintenance fee, 

(2) 7 years and 6 months and through the day of the 8th 
anniversary of the grant for the second maintenance fee, and 

(3) 11 years and 6 months and through the day of the 12th 
anniversary of the grant for the third maintenance fee. 


(f) If the last day for paying a maintenance fee without 
surcharge set forth in paragraph (d) of this section, or the last 
day for paying a maintenance fee with surcharge set forth in 
paragraph (e) of this section, falls on a Saturday, Sunday, or 
a federal holiday within the District of Columbia, the mainte- 
nance fee and any necessary surcharge may be paid under 
paragraph (d) or paragraph (e) respectively on the next succeed- 
ing day which is not a Saturday, Sunday, or federal holiday. 

(g) Unless the maintenance fee and any applicable surcharge 
is paid within the time periods set forth in paragraphs (d), (e) 
or (f) of this section, the patent will expire as of the end of the 
grace period set forth in paragraph (e) of this section. A patent 
which expires for the failure to pay the maintenance fee will 
expire at the end of the same daie (anniversary date) the patent 
was granted in the 4th, 8th, or 12th year after grant. 

8. A new § 1.363 is added to Subpart B to read as follows: 


§ 1.363 Fee address for maintenance fee purposes. 


(a) All notices, receipts, refunds, and other communications 
relating to payment or refund of maintenance fees will be 
directed to the corres address used during prosecution 
of the application as indicated in § 1.33(a) unless: 


(1) a “fee address” for purposes of payment of maintenance 
fees is set forth when submitting the issue fee, or 

(2) a change in the correspondence address for all purposes 
is filed after payment of the issue fee, or 

(3) a “fee address” or a change in the “fee address” is filed 
for purposes of receiving notices, receipts and other correspon- 
dence relating to the payment of maintenance fees after the 
payment of the issue fee, in which instance, the latest such 
address will be used. 


(b) An assignment of a patent application or patent does not 
result in a change of the “correspondence address” or “fee 
address” for maintenance fee 


purposes. 
9. A new § 1.366 is added to Subpart B to read as follows: 
§ 1.366 Submission of maintenance fees. 


(a) The patentee may pay maintenance fees and any nec- 
essary surcharges, or any person or organization may pay 
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maintenance fees and any necessary surcharges on behalf of 
a patentee. Authorization by the patentee need not be filed in 
the Patent and Trademark Office to pay maintenance fees and 
any necessary surcharges on behalf on the patentee. 

(b) A maintenance fee and any necessary surcharge submit- 
ted for a patent must be submitted in the amount due on the 
date the maintenance fee and any necessary surcharge are paid 
and may be paid in the manner set forth in § 1.23 or by an 
authorization to charge a deposit account established pursuant 
to § 1.25. Payment of a maintenance fee and any necessary 
surcharge or the authorization to charge a deposit account must 
be submitted within the periods set forth in § 1.362(d), (e) or 
(f). Any payment or authorization of maintenance fees and 
surcharges filed at any other time will not be accepted and will 
not serve as a payment of the maintenance fee except insofar 
as a delayed payment of the maintenance fee is accepted by 
the Commissioner in an expired patent pursuant to a petition 
filed under § 1.378. Any authorization to charge a deposit 
account must authorize the immediate charging of the main- 
tenance fee and any necessary to the deposit account. 
Payment of less than the required amount, payment in a manner 
other than that set forth in § 1.23, or the filing of an authori- 
zation to charge a deposit account having insufficient funds will 
not constitute payment of a maintenance fee or surcharge on 
a patent. The certificate of mailing procedures of either § 1.8 
or § 1.10 may be utilized in paying maintenance fees and any 

surcharges. 

(c) In submitting maintenance fees and any necessary 
surcharges, identification of the patents for which maintenance 
fees are being paid must include the following: 


(1) the patent number, and 
(2) the serial number of the United States application for the 
patent on which the maintenance fee is being paid. 


(d) Payments of maintenance fees and any surcharges should 
identify the fee being paid for each patent as to whether it is 
the 3 1/2, 7 1/2 or 11 1/2 year fee, whether small entity status 
is being changed or claimed. the amount of the maintenance 
fee and any surcharge being paid, any assigned payor number, 
the patent issue date and the United States application filing date. 
If the maintenance fee and any necessary surcharge is being 
shh ano mieten guinh, Gn euueetunet Geel teehee 
patent by reissue patent number and reissue application serial 
number as required by paragraph (c) of this section and should 
also include the original patent number, the original patent issue 
date and the original United States application filing date. 

(e) Maintenance fee payments and surcharge payments 
relating thereto must be submitted separate from any other 
payments for fees or charges, whether submitted in the manner 
set forth in § 1.23 or by an authorization to charge a deposit 
account. If maintenance fee and surcharge payments for more 
than one patent are submitted together, they should be submitted 
on as few sheets as possible with the patent numbers listed in 
increasing patent number order. If the payment submitted is 
insufficient to cover the maintenance fees and surcharges for 
all the listed patents, the payment will be applied in the order 
the patents are listed, beginning at the top of the listing. 

(f) Notification of any change in status resulting in loss of 
entitlement to small entity status must be filed in a patent prior 
to paying, or at the time of paying, the earliest maintenance fee 
due after the date on which status as a small entity is no longer 
appropriate. See § 1.28(b). 

(g) Maintenance fees and surcharges relating thereto will not 
be refunded except in accordance with §§ 1.26 and 1.28(a). 

10. A new § 1.377 is added to Subpart B to read as follows: 


§ 1.377 Review of decision refusing to accept and record 
Dh nee wt me ey 


(a) Any patentee who is dissatisfied with the refusal of the 
Patent and Trademark Office to accept and record a maintenance 
fee which was filed prior to the expiration of the patent may 
petition the Commissioner to accept and record the maintenance 
fee 


(b) Any petition under this section must be filed within 2 
months of the action complained of, or within such other time 
as may be set in the action of, and must be accom- 
panied by the fee set forth in § 1.17(h). The petition may include 
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a request that the petition fee be refunded if the refusal to accept 
and record the maintenance fee is determined to result from an 
error by the Patent and Trademark Office. 

ee ee eee 

oy cn ahanenad apes iaeeioniaa en 
by an ane Se ap een ge See 
and Trademark Office, or by the patentee, the assignee, or other 
Party in interest. Such petition must be in the form of a verified 


11. A new § 1.378 is added to Subpart B to read as follows: 


De See aaa 


in expired patent to based on application 
filed on or after Aug. 27, 1 a ” 


(a) The Commissioner may accept the payment of any 
maintenance fee due on a patent based on an filed 
on or after Aug. 27, 1982, after expiration of the patent if, upon 
NN ae 6 ee ee 
to the satisfaction Se ae 
nn ene Seer © ee ie 
condition of accepting payment of the maintenance If the 
Ss ae <a ae 
petition, the patent shall be considered as not having expired, 
banca the conditions set forth in 35 U.S.C. 
41(c)(2). 

(b) Any petition to accept the delayed payment of a main- 
tenance fee filed under paragraph (a) of this section within six 
months of the expiration of the patent must include: 


(1) the required maintenance fee set forth in § 1.20¢h)-(j); 

(2) the surcharge set forth in § 1.20(m); and 

(3) a showing that the delay was unavoidable since reason- 
able care was taken to ensure that the maintenance fee would 
be paid timely. The showing must enumerate the steps taken 
to ensure timely payment of the maintenance fee. 


(c) Any petition to accept the delayed payment of a main- 
tenance fee filed under paragraph (a) of this section more that 
six months after the expiration of the patent must include: 


(1) the required maintenance fee set forth in § 1.20(h)-(j); 

(2) the surcharge set forth in § 1.20(m); and 

(3) a showing that the delay was unavoidable since reason- 
able care was taken to ensure.that the maintenance fee would 
be paid timely and the failure to timely pay the maintenance 
fee was due entirely to circumstances outside of the control of 
the patentee. The showing must enumerate the steps taken to 
ensure timely payment of the maintenance fee and the circum- 
stances which were outside of the control of the patentee and 
those acting on behalf of the patentee in paying the maintenance 
fee. The showing must be sufficient in scope and content to meet 
the heavy burden of proof required to show that a delay in 
payment of the maintenance fee of more that six months after 
expiration of the patent was unavoidable. 


Aa Bae panne pit mney beh om 
Se eee 
tet tp me meg my me pape 8 
is Geek oe petition must be in the form of 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. 

(c) Reconsideration of a decision refusing to accept a 
maintenance fee petition fi to paragraph (a) 
Fats nodes cost to ceatend ty ling a petition for recon- 
sideration within two months of, or such other time as set in, 
the decision refusing to accept the delayed payment of the 
maintenance fee. Any such petition for reconsideration must be 
accompanied by the petition fee set forth in § 1.17(h). After 
decision on the petition for reconsideration, no further recon- 
ee Oe Se eee 


a petition for 
The fee st forth § 1.170 for fling 
sideration will not be refunded 


re 
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record the maintenance fee is determined to result from an error 
by the Patent and Trademark Office. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 30,1984 
[1046 O.G. 28] 


(60) MAINTENANCE FEE PAYMENTS 

The Patent and Trademark Office (PTO) has received inquir- 
ies concerning the PTO’S refusal to accept payment of a main- 
tenance fee in two fact situations. 

A. The PTO has refused to accept authorization to charge a 
maintenance fee and/or surcharge to a Deposit Account unless 
the paper containing the authorization to charge was timely filed 
and included an authorizing signature. Upon reconsideration, 
this requirement for a signature to authorize a maintenance fee 
and/or surcharge to be charged to a Deposit Account is abolished 
since papers concernng maintenance fees are not considered to 
be papers filed in the application under 37 CFR 1.33(a). 

Request for refunds due to the above-noted change in practice 
should be directed to the Refund Section of the Accounting 
Division of the Office of Finance. 

B. The PTO has refused to accept the maintenance fee and 
surcharge specified in a Maintenance Fee Reminder mailed prior 
to April 17, 1989, but paid on or after April, 17, 1989. New fees 
effective April 17, 1989, raised the amount due for maintenance 
fees and surcharges. However, Maintenance Fee Reminders 
mailed prior to that date reflected the old fees. Some patentees 
have submitted the amount requested on the Maintenance Fee 
Reminder only to have the PTO refuse to accept those fees due 
as being insufficient. Often, the PTO notice that the amount ten- 
dered is insufficient is received after the expiration date of the 
patent under 37 CFR 1.362(g). 

The amount of the maintenance fee required by statute is 
based upon the date of effective receipt in the PTO. The amount 
of the surcharge needed for payment during the six month grace 
period is set by regulation. The PTO will accept the payment 
submitted under the following conditions: 

(1) the total amount submitted for the maintenance fee and 
surcharge was at least the amount of the maintenance fee re- 
quired by statute based upon the date of receipt in the PTO and 
was the total amount requested in the Maintenance Fee Re- 
minder for the patent; 

(2) the amount submitted was paid prior to expiration of the 
patent under 37 CFR 1.362(g); 

(3) the insufficiency in payment of the maintenance fee and 
surcharge is discovered after expiration of the patent under 37 
CFR 1.362(g); and 

(4) a petition under 37 CFR 1.183 is promptly filed after 
discovery of the insufficiency in payment of the maintenance fee 
and surcharge. The petition must request (a) that the amount 
previously paid be accepted as the maintenance fee required by 
statute; (b) that the amount submitted above that required for the 
maintenance fee be accepted as the surcharge; (c) that the 
holding of expiration be withdrawn; and (d) that no petition fee 
be required. The petition must state the date the insufficiency in 
payment of the maintenance fee and surcharge was discovered. 
The petition must also include a statement that the person who 
authorized or instructed that the maintenance fee and surcharge 
be paid was not aware of the fee increase. Such statement must 
—e eee 
the ’ 

Petition under 37 CFR 1.183 should be cirected to the Office 
of the Deputy Assistant Commissioner for Patents. 

October 4, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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37 CFR Part I 
[Docket No. 50725-5025] 


Revision of Patent Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Ruie 

Summary: The Patent and Trademark office is amending the 
rules of practice in patent cases, Part I of title 37, Code of Federal 
Regulations ‘o adjust fee amounts. This action is necessary at 
this time because operating costs have increased over the past 
three years and the Commissioner is authorized by § 41(f) of 
title 35, United States Code, to adjust fees established in § 41(a) 
and § 41(b) of title 35, United States Code, on Oct. 1, 1985, 
and every third year thereafter, to reflect any fluctuations 
occurring during the previous three years in the Consumer Price 
Index. Fees for other ing, services or materials related 
to patents as provided by § 41(d) and § 376 of title 35, United 
States Code, are being adjusted to recover the estimated average 
cost to the Office of such processing, services or materials. 
Effective Date: Oct. 5, 1985. 

For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail marked to her attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed 
primarily to adjust patent fees because costs have increased and 
the Commissioner is authorized to (1) adjust statutory patent 
fees set forth in § 41(a) and § 41(b) of title 35, United States 
Code, to reflect fluctuations occurring during the previous three 
years in the Consumer Price Index (CPI), as authorized by 
§ 41(f) of title 35, United States Code, (2) adjust fees for proc- 
essing, services, or materials related to patents which have been 
established by the Commissioner in accordance with § 41(d) 
of title 35, United States Code, to recover the estimated average 
cost to the Office of such processing, services or materials, and 
(3) adjust fees for filing and processing an application under 
the Patent Cooperation Treaty which have been established by 
the Commissioner to recover the estimated average cost of such 
processing in accordance with Section 376 of title 35, United 
States Code. 

Adjustments to fees for filing and processing a trademark 
application and for other processing, services or materials 
related to trademarks were not proposed at this time, pending 
review of trademark automation cost requirements. 

A notice of proposed rulemaking was published in the 
Federal Register on June 21, 1985, at 50 FR 25896-25902. 
Corrections of ical errors were published on July 1, 
1985, at 50 FR 27030, and on July i5, 1985, at 50 FR 28596. 
The notice also was published in the Official Gazette on July 
2, 1985, at Vol. 1056, pages 6 through 25. An oral hearing was 
held on July 18, 1985. Fifteen written letters and statements were 
submitted. One person testified at the oral hearing. Full con- 
sideration has been given to all of these letters, statements, and 
testimony. 

Background Information: Patent and Trademark Office fees are 
authorized by sections 41 and 376 of title 35, United States Code. 
Section 41(a) of title 35, United States Code, establishes a 
number of statutory fees. Among the more significant of these 
are fees for filing a patent application and issuing a patent. 
Certain other fees, such as appeal fees, the fee for filing a 
disclaimer, fees for filing petitions seeking to revive an aban- 
doned application and for extensions of time also are set in § 
41(a) of title 35, United States Code. Section 41(b) of title 35, 
United States Code, sets forth the statutory fees for maintaining 
—- force if the application was filed on or after Aug. 

, 1982. 

The provisions of Public Law 96-517 also authorize main- 
tenance fees for applications other than design and plant patent 
applications filed on or after Dec. 12, 1980 and before Aug. 
27, 1982. These maintenance fees are to recover 25 percent of 
the estimated cost to the Office of processing patent applications. 

Section 1 of Public Law 97-247 authorized the reduction by 
50 percent in the fees paid under § 41(a) and § 41(b) of title 
35, United States Code, by independent inventors, small 
business concerns, and nonprofit organizations, who meet the 
definitions established. This authorization will expire on Sept. 
30, 1985. Legislation has been introduced to authorize this 
reduction for an additional three years. If such authority is not 
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continued, the small entity reduction will be rescinded and 
appropriate amendments to the regulations will be made. 

Section 41(f) of title 35, United States Code, provides that 
fees established in § 41(b) of title 35, United States Code, “may 
be adjusted by the Commissioner on Oct. 1, 1985, and every 
third year thereafter, to reflect any fluctuations occurring during 
the previous three years in the Consumer Price Index, as 
determined by the Secretary of Labor.” Section 41(f) also 
provides that changes of less than one percent may be i 

Policy for applying the Consumer Price Index: The 
ment of Labor’s Consumer Price Index (CPI) is made public 
approximately twenty-one days after the end of the month being 
calculated. The time lag between the initiation and the 
tion of the rulemaking process dictated that the Mar. through 
Sept. 1985 inflation rate be projected in the original rulemaking 
proposal. This estimate resulted in a cumulative three-year CPI 
of 11.7 percent applied to patent fees. 

Based upon actual data through June 1985 and projecting 
the CPI to Sept. 30, 1985, the Administration’s revised 
cumulative CPI for the three-year (1982-1985) period is 11.8 
— The Patent and Trademark Office has used the 11.8 
percent projection in adjusting the fees established in § 41(a) 
and § 41(b) of title 35, United States Code. The revised CPI 
projection has not caused a change from the proposal in any 
of the § 41(a) and § 41(b) fees. 

After application of the 11.8 fluctuation 
in the CPI to fees set forth in § 41(a) and § 41(b), amounts for 
all non-small entity fees were rounded by applying standard 
arithmetical rules so that the amounts rounded would be de 
minimis and convenient to the user. Fees of $100 or more were 
rounded to the nearest $10. Fees below $100 were rounded to 
the nearest even number so that all comparable small entity fees 
would be in whole numbers. Section 41(d) of title 35, United 
States Code, provides that the “Commissioner will establish fees 
for all other processing, services, or materials related to patents” 
which are not covered in § 41(a) and § 41(b) of title 35, United 
States Code, “to recover the estimated average cost to the Office 
of such processing, services or materials.” 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under the 
Patent Cooperation Treaty. The fees under the Patent Coopera- 
tion Treaty are keyed to full cost recovery of the processing 
costs under the Treaty. 

The general guidelines used by the Paient and Trademark 
Office in determining the non-statutory fees are set forth in OMB 
Circular A-25. Costs were determined from the best available 
records and included direct and indirect costs to the Office of 
carrying out the activity. 

Since these non-statutory fees are expected to remain in place 
for the three year fee cycle 1986-1988, the calculated costs were 
then adjusted by a mid-cycle inflation rate of 6.21 percent 
derived from the Administration’s inflation projection. After 
application of the projected mid-cycle inflation rate, amounts 
were rounded by applying standard arithmetical rules so that 
the amounts would be de minimis and convenient to 
the user. Fees of $100 or more were rounded to the nearest $10. 
Fees between $2 and $99 were rounded to the nearest whole 
number. Fees under $2 were rounded for convenience. 

The fees established under § 41(d) and § 376 of title 35, 
United States Code have been modified from the . For 
the first fee cycle (1983-1985), fees established under § 41(d) 
Ne ee eee ee 

average cost to the Office of processing, services and materials 
as defined in PTO budget documents. Because of the significant 
increase in fees that was instituted on Oct. 1, 1982, as well as 
the establishment of new fees, the PTO did not have the 
necessary experience to accurately predict (nor could it control) 
fee volumes for the first fee cycle. First cycle fees were thus 
set at levels sufficient to maintain financial solvency despite 
possible fluctuations in costs or in workload. Fee amounts in 
most cases also were set at convenient integers (e.g., $5 or $10). 
For the second fee cycle (1986-1988), the PTO had 
SE ae 376 using the same 
methodology. Several comments to the proposed rules sug- 
gested that the PTO should establish § 41(d) and § 376 fees 
to more precisely recover the estimated average cost to the Office 
of the processing, service or material. The fees have been 
modified to reflect the following: (1) PTO experience over the 
past two and one-half years in predicting fee volumes, (2) virtual 
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elimination of the reserve income for fluctuations in cost or 
workload, and (3) greater reliance upon and use of the individual 
fee costs developed by the PTO's Office of Finance. 
it is intended that the amount of any fee due and payable 
Seekenine) 5, 1985 is the amount set in this 
Os cnet See See 


the date om malig ind sroper Cartificese of Maing. 
under § 18 "ot tale title 37, Code of Federal 
. will be considered to be the date of receipt in the 

Office A “Conificate of Malling wader § 18" is not “proper” 
for items which are ero | excluded from the provisions 
of § 1.8. Section 1.8 of title 37, Code of Federai 
should be consulted for those items for which a Certificate of 
Mailing is not “proper”. Such items include, inter alia, the filing 
of national and international applications for patents and the 
filing of trademark applications. The provisions of § 1.10 of 
title 37, Code of Federal Regulations relating to filing of papers 
and fees by “ Mail” with certificate, however, do apply 
to any paper or fee (including patent and trademark applications) 
to be filed in the Office. If an application or fee is filed by 
“Express Mail” with a certificate of mailing dated on or after 
Oct. 5, 1985, the amount of the fee to be paid is the fee established 
herein if a change is being made in the fee. 

It is further intended that the amount due and payable for 
services provided in Fiscal Year 1986 will be the amount set 
in this rulemaking even if the fee becomes due prior to Oct. 
5, 1985. Such fees include, but are not limited to, the annual 
service charge for su services (§ 1.19%(c)(1) and the 
annual rental for a delivery box LG 1.21(d)). 

In order to ensure clarity in the of the fee 
proposals, a discussion of specific sections is set forth below: 


DISCUSSION OF SPECIFIC RULES 
Section 1.16 National application filing fees 


Section 1.16 is amended to adjust patent application filing 
fees established in § 41(a) of title 35, United States Code and 
a OSS 
fluctuations in the Consumer Price Index. 

Section 1.16, paragragh (e) is amended to adjust the patent 
application surcharge fee authorized by § 111 of title 35, United 
States Code. Paragraph (e) has been modified from the proposal 
to limit the adjustment to the surcharge fee to changes which 
occurred during the past three years in the Consumer Price Index. 


Section 1.17 Patent application processing fees 


Section 1.17 is amended to adjust patent application - 
essing fees established in § 41(a) of title 35, United States 
and set forth in paragraphs (a)-(g), (1) and (m) of this section 
to reflect fluctations in the Consumer Price Index. The wording 
of paragraph (1) has been broadened to include reference to 
applications abandoned under § 37 1(d) of title 35, United States 
Code. 


Section 1.17, paragraphs (h)-(k) are amended to adjust the 
application processing fees authorized by § 41(d) of title 
estimated 


patent 

35, United States Code, to recover the average cost 
to the Office of such processing. Paragraphs (h)-(k) have been 
wemaid cues cnt 6 do Gtlan af ealiaaemnienes 
estimated average cost to the Office of 

the Commissioner, public use proceedings, and non-English 
language specifications. 


Section 1.18 Patent issue fees 


Section 1.18 is amended to adjust patent issue fees estab- 
lished in § 41(a) of title 35, United States Code and set forth 
in paragraphs (a)-(c) of this section to reflect fluctuations in the 
Consumer Price Index. 


Section 1.19 Document supply fees 


Section 1.19 is amended to adjust the fees authorized by 
§ 41(d) of title 35, United States Code for services and materials 
as set forth in paragraphs (a)-(c), (e) and (f) of this section to 
recover the estimated average cost to the Office of the specified 
services and materials. Paragraphs (a)-(c) have been modified 
from the proposal to more precisely recover the estimated 
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average cost to the Office of supplying the documents specified 
in these paragraphs. Section 1.19 has been modified further to 
reduce the fees specified in paragraphs (e) and (f), which were 
not proposed for adjustment to more precisely recover the 
estimated average cost to the Office of supplying the documents. 

Section 1.19, paragraph (a) is amended further to clarify the 
services and documents provided. It would provide for copies 
of specific documents at a flat fee. Copies of general Office 
records would be provided at a per page fee. Paragraph (a)(4) 
has been modified from the proposal to provide copies of a patent 
file wrapper and its contents at $75 for each 200 pages or a 
fraction thereof. 

Section 1.19, paragraph (b) is amended further to delete 
Py eam ~~ A flat fee for comparing and certifying copies 

made from Office records is provided in new 
ouapa @ (i) of this section 

Section 1.19, paragraph (c) is amended further to provide 
for ten subclasses with the annual service charge. 

Section 1.19 is amended to provide in new paragraph (h) 
a $10 per document flat fee for an uncertified copy of a non- 
United States patent document. This fee would apply to copies 
of foreign patent applications such as those which are published 
at 18 months or when allowable for opposition. 

Section 1.19 is amended to provide in new paragraph (i) a 
flat fee for comparison and certification of each copy of a 
document made from Office records but not prepared by the 
Office. 

Section 1.19 is amended to provide in new paragraph (j) a 
fee for duplicate filing receipts and corrected filing receipts due 
to applicant error. 

Paragraphs (i) and (j) have been modified from the proposal 
to more precisely recover the estimated average cost to the Office 
of supplying the documents specified. 


Section 1.20 Post-issuance fees 


Section 1.20, paragraphs (a)-(c) are amended to adjust patent 
post-issuance fees authorized by § 41(d) of title 35, United States 
Code, to recover the estimated average cost to the Office of such 
processing. Section 1.20 has been modified from the proposal 
to more precisely recover the estimated average cost to the Office 
of the post-issuance fees set forth in paragraphs (b)-(c). Section 
1.20 has been modified further to reduce the fee set forth in 
paragraph (a), which was not proposed for adjustment, to more 
precisely recover the estimated average cost to the Office of 
providing a certificate of correction. 

1.20, paragraphs (d) and (h)-(j), are amended to 
adjust patent post-issuance fees established in § 41(a) and 
§ 41(b) of title 35, United States Code, to reflect fluctuations 
in the Consumer Price Index. 

Section 1.20, paragraphs (e)-(g), are amended to adjust post- 
issuance fees authorized by Section 2 of Public Law 98-622. 
These fees must be set at a level to eventually recover 25 percent 
of the estimated cost to the Office of processing patent appli- 
cations. In order to achieve this level of recovery, these main- 
tenance fees are adjusted to reflect fluctuations in the Consumer 
Price Index. 

Section 1.20, paragraph (k), is amended to adjust the patent 
maintenance surc’ fee authorized by Section 2 of Public 
Law 96-517. Paragraph (k) has been modified from the proposal 
to limit the adjustment to the surcharge fee to changes which 
occurred during the past three years in the Consumer Price Index. 

Section 1.20, (1), is amended to adjust the post- 
issuance fee authorized by § 41(b) of title 35, United States Code. 
Paragraph (1) has been modified from the proposal to limit the 
adjustment to the surcharge tee to changes which occurred 
during the past three years in the Consumer Price Index. 


Section 1.21 Miscellaneous fees and charges 


Section 1.21 is amended to adjust the miscellaneous fees and 
charges authorized by § 41(d) of title 35, United States Code 
and set forth in paragraphs (a)-(f), (h) and (i) of this section to 
recover the estimated average cost to the Office of such proc- 
essing. Section 1.21 has been modified from the proposal to 
more precisely recover the estimated average cost to the Office 
of the miscellaneous services for which fees were set forth in 
paragraphs (a)(2)-(a)(6), (b)(1), (d)-(f), (h)(1) and (i). Section 
1.21 has been modified further to reduce the fees specified in 
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paragraphs (c) and (h)(2), which were not proposed for adjust- 
ment, to more precisely recover the estimated average cost to 
the Office of those services. 

Section 1.21, paragraph (g), is modified from the proposal 
to change the term “copy machine tokens” to “CopiShare 
card.” 

Section 1.21, paragraph (k), is amended to change the word 
“section” to “part” to clarify that any charge not provided for 
in these rules would be made at actual cost. 

Section 1.21 is amended to provide in new paragraph (m) 
a $20 fee for processing checks returned “unpaid” by a 
bank. 


Section 1.24 Coupons 


Section 1.24 is amended to adjust the fee for the purchase 
of coupons for patents to make it comparable to the fee required 
for the purchase of U.S. patents. 

Section 1.24 is amended to delete reference to forty cent 
coupons which are no longer sold by the Patent and Trademark 
Office. 


Section 125 Deposit accounts 


Section 1.25 is amended to establish a restricted subscription 
deposit account to be used exclusively for subscription orders 
of patent copies as issued. A minimum deposit of $300 is 
required to establish and maintain, without payment of a 
monthly service fee, a restricted subscription deposit account. 


Section 1.26 Refunds 


Section 1.26 is amended to change paragraph (c) to provide 
for a refund of $1,300 if the Commissioner decides not to 
institute reexamination proceedings. The $1,300 refund would 
apply to those instances where the reexamination fee of $1,770 
under § 1.20(c) was paid. The current $1,200 refund will be 
made in those cases where the current $1,500 reexamination 
fee was paid. 


Section 1.53 Serial number, filing date, and completion of 
application. 


Section 1.53 is amended to change paragraph (c) to reduce 
to $15 the handling fee charged in the event a specification or 
drawing is not submitted within the time period set by the Office. 
Section 1.53 has been modified to more precisely recover the 
estimated average cost to the Office of handling an application 
with missing parts. 


Section 1.297 Publication of statutory invention registration 


Section 1.297, paragraph (b), is amended to modify the 
statement to be printed on each statutory invention registration. 
The language of the statement is modified so as to be more easily 
understood. 


Section 1.445 International application filing and processing 
fees 


Section 1.445, paragraphs (a)(1)-(a)(4), are amended to 
adjust the fees authorized by § 376 of title 35, United States 
Code, for international application processing to recover the 
estimated average cost to the Office of such processing. The 
cost of the international search fee set forth in paragraph 
1.445(a)(2)(i) has been reduced and the amount credited by the 
Office under paragraph 1.445(a)(2)(ii) is not changed. Para- 
graphs (a)(1) and (a)(3) have been modified from the proposal 
to more precisely recover the estimated average cost to the Office 
of processing international applications. However, the amount 
of the credit under 1.445(a)(4) is somewhat less than at present 
and is the same as in the rules. 

Section 1.445(a)(5) is amended to adjust the surcharge 
authorized by § 371(d) of title 35, United States Code. 
Paragraph (a)(5) has been modified from the proposal to limit 
the adjustment to the surcharge fee to changes which occurred 
during the past three years in the Consumer Price Index and 
to provide for a small and large entity amount to be consistent 
with § 1.16(e). 
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Section 1.445(a)(6) is amended to adjust the processing fee 

for an English translation filed after 20 months from the priority 

date to recover the estimated average cost to the Office of such 

processing. Paragraph (a)(6) has been modified from she 
to more precisely recover the estimated average cost 

to the Office of processing an translation and to be 

consistent with § 1.17(k). 


Section 1.446 Refund of international application filing and 
processing fees. 


Section 1.446 is amended to delete paragraph (b). The 
substance of the deleted material is included in section 1.445, 
paragraph (a)(4). 


Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Fifteen letters submitting written 
suai amceatnes Ge ats eames aetna 

as presented by one person at the public hearing 
contomteniiy st. 1985. All of the written and oral comments 
were considered in adopting the changes set forth herein. The 
comments submitted appear below along with responses thereto. 
Comment: 

PTO fees are already too high and burdensome to the patent 
community. 
Reply: 

There has been no indication that PTO fees are burdensome 
to the patent community. In 1984, we e to receive 
107,000 patent applications and actually received 109,539. In 
1985, we are currently receiving applications 
at an annual rate of approximately 116,000. 

ae OS ee ee ae 
fees because costs have increased. The Commissioner may 
adjust patent statutory fees by changes which have occurred 
during the past three years in the Consumer Price Index (CPI). 
This ot ep is provided by 35 U.S.C. 41(f). The intent of the 
Congress in indexing the statutory patent fees set in 1982 to 
the CPI was to assure that a precipitous drop in the level of 
recovery did not occur due to inflation. Indexing of statutory 
patent fees was not intended to raise additional revenues beyond 
the rate of inflation. 

The Commissioner also is authorized to adjust non-statutory 
eS ee 

of processing, services and materials. This authority is provided 
by 35 U.S.C. 41(d). As previously discussed, several of the 
proposed fees have been modified to more precisely recover 
the estimated average cost to the Office of processing, materials 


FTO hn flied to hide by tho provisions of Pubic Low 96- 
517 and the accompanying report (House — 96-1307). 
Specifically, the PTO has failed to abide by the 50 percent 
recovery limitation for patent processing fees and the restrictions 
on the use of fee income. 

Reply: 

Public Law 96-517, although enacted into law, was never 
OS eins eee Oe Se ee ee 
which was enacted as Public Law 97-247 on Aug. 27, 1982 
Public Law 97-247 provides for an eventual 100 percent cost 
recovery through processing and maintenance fees except for 
the subsidy for certain small entities, and contains no restrictions 
on the use of income from fee revenues. 

eee 
the patent processing (41(a)) and maintenance (41(b)) 
fees established by Public Law 97-247. The CPI adj 

programs supported by § 41(a) and (b) fees to 
teeap pase with inflation, hay goouth ia the rate of 
recovery of fees versus costs in this second cycle of fees is due 
primarily to the first time collection of maintenance fee 
receipts. 


The restrictions on the use of income from fee revenues, 
which were included in House Report 96-1307 accompanying 
Public Law 96-517, were based upon a 50 percent recovery of 
patent costs from user fees. Then-Commissioner 
Pe er i ge mar 


og _yr eos 
6260, that the Administration’ ey om 
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proposed to improve the quality of service at the PTO by 
ee Se 
patent and trademark The Commissioner went on 
to say that “The major increases in the three program areas will 
oo En ee ee ae on eS ae 


Fees should relate to the actual a 
———_ and should not include “overhead” 


The fees applicable to patent filing, issuance and mainte- 
nance fees were established by the Congress and set forth in 
35 U.S.C. § 41(a) and (b). Sapeatioes © Cunpees testaded 
“overhead” expenses when setting these patent fees, 
these fees may be adjusted only to reflect the in 
the CPI every three years. Fees for other processing, services 
or materials related to are set by the Commissioner 
pursuant to 35 U.S.C. eles eS tate Len Ohaat 

The legislative history of 


The PTO does not include a description of any cost contain- 
ment measure. 
Reply: 
The PTO has taken all possible measures to contain costs. 
During fiscal year 1985, a zero-based analysis was conducted 
of all programs and their associated funding. The purpose of 
the review was to assure that adequate resources were available 
to meet the PTO’s most important priorities while addressing 
unanticipated costs such as, te Full beorption of the fiscal year 
1985 pay raise, new pay scale for patent examiners, 


Se eee 
reductions to travel, printing and consultants as required by the 
Deficit Reduction Act of 1984; administrative cost savings; and 
grade reductions and pay cuts. The PTO to reduce 
patent i 


pro- 
gram, too, as it achieves its major milestones, will deliver cost 
benefits. 


Comment: 

The PTO has proposed to adjust fees because costs have 
increased but they did not include an explanation of how costs 
were calculated. 

Reply: 

Patent statutory fees, which are set forth in 35 U.S.C. 41(a) 
and (b), can be adjusted on Oct. 1, a 
thereafter to reflect fluctuations which have occurred in the 
Consumer Price Index (CPI). ee eos 

from receipt to issue or abandonment were 
Sed tn 1962 at Gn time the poccont foes wore ont by exe 
elements 


As a result of these increases to the 
esque henmatement is adjusting the 
statutory 41(a) and (b) patent fees by the full CPI of 11.8 percent 
in order to recover the projected collections for patent 
processing for the years 1986-1 
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Non-statutory patent and patent service fees are being set 
to recover the estimated average cost to the Office over the next 
three years (1986-1988) of processing, services and materials. 
Costs for goods and services were determined under the 
guidelines set forth in OMB Circular A-25 entitled “User 
Charges,” which establishes general policies for developing an 
equitable and uniform system of charges for certain Government 
services and property. The cost of all processing, services and/ 
or materials associated with each non-statutory (§ 41(d)) patent 
fee was determined. Since these fees are expected to remain in 
place for three years (1986-1988), each cost was adjusted by 
a mid-cycle inflation rate of 6.21 percent which was derived 
from the Administration’s 1986-1988 inflation projection. 
Comment: 

The PTO has proposed to set § 41(d) fees at a level which 
exceeds the estimated average cost to the Office. PTO’s cost 
calculations do not support the proposed § 41(d) fees. 
Reply: 

Fees established pursuant to 35 U.S.C. 41(d) and 376, non- 

statutory patent and patent service fees, are being set to recover 
the estimated average cost to the Office over the next three years 
(1986-1988) of processing, services and materials. Costs for 
goods and services were determined under the general guide- 
lines set forth in OMB Circular A-25 entitled “User Charges,” 
which establishes general policies for developing an equitable 
and uniform system of charges for certain Government services 
and property. 
The PTO employed cost-finding techniques for determining 
the costs of all processing, services and/or materials associated 
with each non-statutory patent fee. These costs were docu- 
mented by the Director, Office of Finance and reviewed by each 
responsible Assistant Commissioner. Since the revised fees are 
expected to remain in place for the next three years (1986-1988), 
each cost was adjusted by the mid-cycle inflation rate of 6.21 
percent. The fee was then set based upon this inflated 
cost. . 

For the first fee cycle (1983-1985), fees established under 
§ 41(d) and § 376 were set in the aggregate to recover the 
estimated average cost to the Office of processing, services and 
materials as defined in PTO budget documents. Because of the 
significant increase in fees that was instituted on Oct. 1, 1982, 
as well as the establishment of new fees, the PTO did not have 
the necessary experience to accurately predict (nor could it 
control) fee volumes for the first fee cycle. First cycle fees were 
thus set at levels sufficient to maintain financial solvency despite 
possible fluctuations in costs or in workload. Fee amounts in 
most cases also were set at convenient integers (e.g., $5 or $10). 
For the second fee cycle (1986-1988), the PTO had 
to set fees established under § 41(d) and § 376 using the same 
methodology. Several comments to the proposed rules sug- 
gested that the PTO should establish § 41(d) and § 376 fees 
to more precisely recover the estimated average cost to the Office 
of the ing, service or material. The fees have been 
modified to reflect the following: (1) PTO experience over the 
past two and one-half years in predicting fee volumes, (2) virtual 
elimination of the reserve income for fluctuations in cost or in 
workload, and (3) greater reliance upon and use of the individual 
fee costs developed by PTO financial analysts. 

In modifying the proposed fees, the PTO used the raw cost 
data derived for each fee, adjusted that amount by the projected 
mid-cycle inflation rate of 6.21 percent, and rounded the 
adjusted cost by applying standard arithmetical rules. Fees of 
$100 or more were rounded to the nearest $10. Fees between 
$99 and $2 were rounded to the nearest whole number. Fees 
under $2 were rounded for convenience. 

Comment: 

The increase inmaintenance fees appears to be driven by non- 
cost considerations. Since they have just begun to be collected, 
there could be no actual cost histories on which to base the 
adjustments. 

Comment: 

The increase in claim fees seem to be without any 

seemingly real increase in cost specifically attributable to these 


tory fees such as claim and maintenance fees, 
which are set forth in 35 U.S.C. 41(a) and (b), may be adjusted 
every three years to reflect changes which have occurred in the 
Consumer Price Index (CPI) for the prior three years. The costs 
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of processing, issuing and maintaining patents were calculated 
in 1982 at the time the present fees were set by statute. Patent 
maintenance fees as set forth in both Public Laws 96-517 and 
97-247 are one of several sources of income available to the 
PTO to cover the costs of processing, issuing and maintaining 
a patent. The most significant elements of processing, issuing 
and maintaining patents are personnel compensation, benefits, 
space and printing costs. Since 1982, these costs have risen in 
an amount equal to and in some cases, in an amount exceeding, 
the CPI increase for the individual year. 

As a result of these cost increases, the PTO is adjusting 
§ 41(a) and § 41(b) patent fees and the Public Law 96-517 
maintenance fees by the full CPI of 11.8 percent. 

Comment: 

PTO’s proposed adjustments to § 41(a) and § 41(b) fees are 
higher than the 11.7 percent fluctuation in the Consumer Price 
Index because of the rounding principles PTO has applied. 
Reply: 

The intent of the Congress in indexing the statutory patent 
fees, 35 U.S.C. 41(a) and (b), to the CPI was to assure that a 
precipitous drop in the level of recovery did not occur due to 
inflation with regard to the fees set in 1982. Indexing of statutory 
patent fees was not intended to be a method of raising additional 
revenues, nor has the PTO used it for that purpose, but rather 
for administrative ease. Rounding will ease the administration 
of these fees by permitting the PTO and users to deal in 
increments of ten when the adjusted fee is $100 or greater or 
in even amounts when the fee is below $99. This will ease 
implementation of the 50 percent reduction in fees for small 
businesses, non-profit organizations and individuals. Moreover, 
any surpluses which may result are for the short-term only. By 
applying routine techniques, there should be a balancing out 
of shortfalls and surpluses in the long-run. 

Comment: 

The fee for a deferred declaration under 34 U.S.C. 111 should 
be changed so that such a fee would only be required if the 
declaration were filed later than three months from the actual 
filing date. 

Reply: 

The suggestion for permitting the declaration to be filed up 
to three months after the actual filing date without a surcharge 
has not been adopted. It would place administrative burdens on 
the Office since it would encourage the late filing of oaths or 
declaration. 

Comment: 

There appears to be no justification for the significant 
increase to the surchage fees. 
Reply: 

In proposing adjustments to penalty surcharge fees, the PTO 
considered the costs incurred in providing special handling to 
certain cases, and proposed to set the fee at a level that would 
recover costs and preclude unnecessary resort to pertinent 
procedures but not so high as to be burdensome where resort 
to these procedures is necessary. In response to several com- 
ments received on the proposed surcharge fees, the proposal 
has been modified to limit the adjustments to surcharge fees 
set forth in § 1.16(e), § 1.20(k), § 1.20(1) and § 1.445 (a\(5) 
to changes which have occurred during the past three years in 
the Consumer Price Index. 

Comment: 

Patent Cooperation Treaty (PCT) fee increases far exceed 
the 11.7 percent average increase applied to national applica- 
tions. This increase could seriously affect use of PCT system. 
Reply: 

The PCT fees set under 35 U.S.C. 376 are based on cost 
recovery and are not adjusted by the Consumer Price Index. The 
fees under § 1.445 are set to reflect estimated average processing 
costs. A reduction was made in the amount of the international 
search fee if performed by the U.S. Patent and Trademark Office. 
While the credit for a prior U.S. search is unchanged and other 
PCT fees are increased, the overall adjustment level of PCT fees 
is generally in line with the CPI. 

Comment: 

The small entity reduction should be adopted for the PCT 
surcharge. 
Reply: 

The final rule has been modified from the proposal to provide 
for small and large entity amounts in § 1.445(a)(5). This is to 
correspond to a similar fee in § 1.16(e). 
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Comment: 

The proposed fees for a copy of a patent file wrapper and 
its contents (1.19(a)(4)) are unfair at the breakpoint. It would 
be more equitable to charge $75 for each 200 pages or fraction 
thereof. 

Reply: 

In proposing a fee of $75 for up to 200 pages and $350 for 201 
Repairs eee ee 
the PTO was attempting to move to a flat fee for this service. 
Since there were objections to the the final rule has 
eee 
200 pages or fraction thereo‘. 

Comment: 

The proposed increase in § 1.20(c) regarding requests for 
reexamination and the related decrease in § 1.26(c) relating to 
refunds where reexamination is not appeared to be set 
from a revenue generating standpoint rather than being cost- 
driven. 

Reply: 

While the comment does not suggest what the fees should 
be, it is noted that the two fees have to be considered together. 
earinectyn eae 
a request for reexamination, which was an increase from 
previous fee of $1,500. This foe has been modified from the 
proposal and is now set at $1770. The refund where reexami- 
nation is denied was proposed to be raised from $1,200 to 
$1,300, which raises the refund from the amount previously 
refunded. The amount refunded has not changed from the 
proposal. The relative amounts of the initial fee and the refund 
are set to obtain the necessary recovery of costs from reexami- 
nation. 

Comment: 

A separate schedule of fees should be instituted for inter- 
ference proceedings, but such fees should apply only to junior 
parties, since interferences are conducted primarily for their 
benefit. 

Reply: 

The rules already provide for certain fees relating to inter- 
Setane prnnenenes wet ee 
(c). In general, however, the PTO decided in 1982 that the costs 
of interference proceedings should be factored into the fees 
charged in connection with the processing and examination of 
patent applications, because (1) an interference is a proceeding 
instituted by the PTO, and (2) it would not be administratively 
feasible to attempt to provide a fee schedule to cover the myriad 
of different situations which may occur in the course of an 
interference. Since these reasons are still considered applicable, 
the suggestion has not been adopted. 

Comment: 

The proposed fee for admission to the examination 
(1.21(a)(1)) for registration to practice is too high for students 
who often sit for the exam and it is i because 
administering the exam is not a service to the public but a cost 
of operating the PTO. 

Reply: 

The fee for admission to the examination for registration to 
practice reflects the costs of conducting the examination twice 
a year nationwide. The significant increase ‘s due to the fact 
SS ee eee 
1983-1985 fee cycle. Fees established in this 


with the cost recovery principles of OMB Circular A-25. 
Comment: 

The proposed fee for requesting a regrading of an exami- 
nation (1.21(a)(6)) should be waived if the regrading request 
was necessitated by a PTO error. 

Re 


ply: 

Any fee may be refunded if 
of that required. See 35 U.S. 
Comment: 

The PTO should retain the present fee for admission to the 


id by mistake or paid in excess 
. 42(d). 


examination to practice before the Office (1.21(a)(1)) and 
increase the fee payable upon registration to practice 
(1.21(a)(2)). 

Reply: 


This suggestion has not been adopted in this rulemaking. The 


fees for admission to the examination and for registration to 
practice have been set to recover the cost of those services. 
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Comment: 


The proposed fee for a decision of 
of Enroliment and Discipline (1.24(aXS)) 


view of the significant amount of time 
a review. 


the Director 
to be low in 
effort involved in 


eply: 

The fee for this service, as modified, recovers the estimated 
average cost to the Office of providing the service. 
Comment: 

The fees for processing an application filed with a specifi- 
cation in a fnguage (117) and for ‘fing 

translation of ey emma than 20 

ee )) appear to be in excess 
cost. 
Reply: 

The final rules have been modified from the proposed to 
provide for a fee of $26, the cost of processing applications filed 
with non-English language specifications in both domestic and 
international cases. 

Comment: 

An extension of time to Aug. 16, 1985 for the submission 

of comments was requested. 

Reply: 

The PTO is required by 35 U.S.C. 41(g) to publish a notice 
of fee increases in the Federal Register at least 60 days prior 
to the effective date of the fee increase. In order to have the 
proposed fee increases become effective near the start of the 
fiscal year, the extension of time could not be granted. 
Comment: 

Why were there no proposals to adjust trademark fees? 
Reply: 

Adjustments to fees for filing and processing a trademark 
application and for other processing, services or materials 
related to trademarks were not proposed at this time, pending 
review of trademark automation cost requirements. 
Comment: 

Do we plan to verify the inflation rate before publication of 
the final rules? 

Reply: 


year period 1982-1985 is 11.8 

of this index to § 41(a) and § 41(b) fees results in 

che om ep 

ot anes pean sem 

the requirements of the Regulatory Flexibility Act (Public Law 

96-354), Executive Order 12291, and the Paperwork Re- 

duction Act of 1980, 44 U.S.C. 3501 et seq. There are no in- 

formation collection requirements relating to patent fee 
rules. 


The General Counsel of the Department of Commerce 
dangp vib aestage 0 cheetlinns sham oominieteamnes 


ee ee ee a 
Consumer Price Index and cost of processing 
provided by statute (35 U.S.C. 41(d) and 41(f)). 

The Patent and Trademark Office has determined that this 
tule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 


tocompete with orig baed enterprises in domestic or expan 


List of Subjects in 37 CFR Part 1 
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Notice is hereby given that, pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6, 41, 111, 157, 302, and 376 and Public Laws 96-517, 97-247 
and 98-622, the Patent and Trademark Office :s amending 37 
CFR Part | as set forth below. 


1. The authority citation for 37 CFR Part 1 continues to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.16 is revised to read as follows: 
§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original 
patent, except design or plant cases: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


In addition to the basic filing fee in an original appli- 
cation, for filing or later presentation of each independ 
ent claim in excess of 3: 


By a smail entity (§ 1.9(f)) 
By other than a small entity 


In addition to the basic filing fee in an original appli- 
cation, for filing or later presentation of each claim 
(whether independent or dependent) in excess of 20. 
(Note that § 1.75(c) indicates how multiple depend 
ent claims are considered for fee calculation purposes): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


In addition to the basic filing fee in an original appli- 
cation, if the application contains, or is amended to 
contain, a multiple dependent claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity$110.00 


(If the additional fees required by paragraphs (b), (c) and 
(d) are not paid on filing or on later presentation of the 
claims for which the additional fees are due, they must 
be paid or the claims cancelled by amendment, prior to 
the expiration of the time period set for response by the 
Office in any notice of fee deficiency.) 


Surcharge for filing the basic filing fee or oath or dec- 
laration on a date later than the filing date of the appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


For filing each design application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


Basic fee for filing each plant application: 


By a small entity (§ 1.9(f) 
By other than a small entity 


Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 

By other than a small entity 

In addition to the basic filing fee in a reissue application, 
for filing or later preseniation of each independent claim 
which is in excess of the number of indep-ndent claims 
in the original patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


0) 


4 


In addition to the basic filing fee in a reissue application; 
for filing or later presentation of each claim (whether 
i it or dependent) in excess of 20 and also in 
excess of the number of claims in the original patent. 
(Note that § 1.75(c) indicates how multiple dependent 
claims are considered for fee purposes): 


By a small entity (§ 1.9(f)) 

By other than a small entity 

(Note, see § 1.445 for international application filing and 
processing fees). 


(35 U.S.C. 6, 41, 111; Public Law 97-247) 


Section 1.17 is amended by revising paragraphs (a)-(m) 
to read as follows: 


§ 1.17 Patent application processing fees. 


(a) Extension fee for response within first month pursuant 


to § 1.136(a): 


By a smali entity (§ 1.9(f)) 
By other than a small entity 


Extension fee for response within second month pursu- 
ant to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


Extension fee for response within third month pursuant 


to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


Extension fee for response within fourth month pursuant 


to § 1.136(a): 


By a small entity (§ 1.19(f)) 
By other than a small entity 


For filing a notice of appeal from the examiner to the 
Board of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


In addition to the fee for filing a notice of appeal, for 
filing a brief in support of an appeal: 


By a small entity (§ 1.9(f)) 
By other than a small entity. .....................00 $130.00 


For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f) 
By other than a small entity. .....................000 $110.00 


For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 


§ 1.47...for filing by other than all the inventors or a 
person not the inventor. 

§ 1.48...for correction of inventorship. 

§ 1.182...for decision on questions not specifically 
provided for. 

§ 1.183...to suspend the rules. 

§ 1.295...for review of refusal to publish a statutory 
invention registration. 

§ 1.377...for review of decision refusing to accept and 
record payment of a maintenance fee filed prior to 
expiration of patent. 

§ 1.378(e)...for reconsideration of decision on petition 
refusing to accept delayed payment of maintenance fee 
in expired patent. 
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§ 1.644(e)...for petition in an interference. 

$1 1.644(f)...for request for reconsideration of a decision 
on petition in an interference 

§ 1.666(c)...for late filing of interference settlement 


agreement. 

§ § 5.12, 5.13, & 5.14...for expedited handling of 
foreign filing license. 

§ 5.15...for changing the scope of a license. 

§ 5.25...for retroactive license. 


For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 
$72.00 


12...for access to an assignment record. 
14...for access to an application. 
.55...for entry of late priority papers. 


1. 
1 
1 
1.102...to make application special. 

1.103...t0 suspend action in application. 
1.177...for divisional reissues to issue separately. 
1.312...for amendment after payment of issue fee. 
1.313...t0 withdraw an application from issue. 
1.314...to defer issuance of a patent. 

1.334...for patent to issue to assignee, assignment 
recorded late. 

§ 1.666(b)...for access to interference settlement agree- 
ment. 


(OP COP COP COP COP COP COP COP COP COP 


a eee ae eae 
ing under § 1.292 


For processing an application filed with a specification 
in a non-English language (§ 1.52(d)) 


For filing a petition (1) for the revival of an unavoidably 
abandoned application under 35 U.S.C. 133, or 371 or 
(2) for delayed payment of the issue fee under 35 U.S.C. 
151: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


For filing a petition (1) for revival of an unintentionall 
abandoned application or (2) for the unintentionally 
delayed payment of the fee for issuing a patent: 


By a small entity (§ 1.19(f) 
By other than a small entity 
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The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated: 


(a) Uncertified copies of Office documents: 
(1) Printed copy of a patent, including a design patent, 
Statutory invention registration, or defensive publication 
document. excep color plat patent or color stattory 


(5) Copy of Office records, except as otherwise provided 
TY ee ae $.50 
(6) Microfiche copy of microfiche, per 
microfiche $.50 


Certified copies of Office documents: 

(1) For certifying Office records, per cer- 

tificate 

(2) For a search of assignment records, abstract of title 


Subscription services: 
ee St ene ae 
annual service charge for entry of order and ten 
$7.00 


each additional subclass 
CostiienteGasnebaeaty tpteeeadlieanenes 
(c\(1) of this section, per subclass ...............-00+ $.70 


see 
List of patents in subclass: 


(1)For list of all United States patents and statutory in- 
om see tadenmmamn sanenimse. - 
fraction thereof 


(35 U.S.C. 6, 41, 157, 376; Public Law 97-247) 
4. Section 1.18 is revised to read as follows: 
$ 1.18 Patent issue fees. 

(a) Issue fee for issuing each original or reissue patent, 
except a design or plant patent: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
Issue fee for issuing a design patent: (35 U.S.C. 6, 41, 157) 


By a small entity (§ 1.9(f)) . 6. Section 1.20 is amended by revising paragraphs (a)-(1) 
By other than a small entity . to read as follows: ad 


Issue fee for issuing a plant patent: § 1.20 Post-Issuance fees. 
By a small entity (§ 1.9(f)) . For providing a eta f canted ae 


By other than a small entity 


(b) Petition for correction of inventorship in patent 
(35 U.S.C. 6, 41, Public Law 97-247) (§1.324 $140.00 


(c) For filing for reexamination 
5. Section 1.19 is amended by revising paragraphs (a (§ 1.510a)) 


(c), (e) and (f), aiteaiper papetenh, (d) For filing each statutory disclaimer 
and (h)-(j) to read as follows: 
By a small esitity (§ 1.9%(f)) 


§ 1.19 Document supply fees. 
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(e) For maintaining an original or reissue patent, except a 
or plant patent, based on an application filed on 

Dec. 12, 1980 and before Aug. 27, 1982, in force 

ee ee ee a eS 


maintaining an original or reissue patent, except a 

design o plant pate pateni, based on an application filed on 
Dec. 12, 1980 and before Aug. 27, 1982, in force 
beyond 8 years, the fee is due by seven years and six 
months after the original grant $445.00 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on 
or after Dec. 12, 1980 and before Aug. 27, 1982, in force 
beyond 12 years; the fee is due by eleven ae 


(h) For maintaining an original or reissue patent, except a 

—— or plant patent, based on an application filed on 

Aug. 27, 1982, in force beyond 4 years; the fee 

ivdies ty Gees Gain and ohn taste after tho adigiaal 
grant: 


By a small entity (§1.9(f)) 
By other than a small entity .... 


For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on 
or after Aug. 27, 1982, in force beyond 8 years; the fee 
is due by seven years and six months after the original 
grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on 
or after Aug. 27, 1982, in force beyond 12 years; the 
fee is due by eleven years and six months after the 


original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


Surcharge for paying a maintenance fee during the 6- 
month grace period following the expiration of three 
years and six months, seven years and six months, and 
eleven years and six months after the date of the original 
grant of a patent based on an application filed on or after 
Dec. 12, 1980 and before Aug. 27, 1982......$110.00 


Surcharge for paying a maintenance fee during the 6- 
month grace period following the expiration of three 
years and six months, seven years and six months, and 
eleven years and six months after the date of the original 
grant of a patent based on an application filed on or after 
Aug. 27, 1982: 


By a small entity (§ 1.9(f)) ................ccccccseseseeee $55.00 
By other than a small entity 


*_s*# *#* 

(35 U.S.C. 6, 41, 302; Public Laws 96-517, 97-247, 98- 622) 

7. Section 1.21 is amended by revising paragraphs (a)-(i) 
and (k), and adding a new paragraph (m) to read as 
follows: 

§ 1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the follow- 
ing fees for the services indicated: 


(a) Registration of attorneys and agents: 


(1) For admission to examination for registration to 
practice, fee payable upon application 


(2) On Fegistration tO PFACtiCe. ............-reerveeeees $81.00 
(3) For reinstatement to practice $9.00 
(4) For certificate of good standing as an — or 

10.00 


Seitabic for framing. 

(5) For review of a decision of the Director of Enrollment 
and Discipline § 10.2(c) $92.00 
Ao requesting regrading of an examination under 
§10.7(c) 


Deposit accounts: 
(1) For establishing or reinstating a — 
00 


(2) Service charge for each month when the balance at 
the end of the month is below $1,000. ............ $20.00 
(3) Service charge for each month when the balance at 
the end of the month is below $300 for restricted sub- 
scription deposit accounts used exclusively for subscrip- 
tion order of patent copies as issued................ $20.00 


Disclosure document: For filing a disclosure 
$6.00 
Delivery box: Local delivery box rental, per 


International-type search reports: For preparing an inter- 
national-type search report of an international-type 
search made at the time of the first action on the merits 
in a national patent application 


Search of Office records: For searching Patent and 
Trademark Office records for purposes not otherwise 
specified, per one-half hour or fraction 
thereof 


CopiShare card: Cost per copy 
Recording of documents: 


(1) For recording each assignment, agreement or other 
paper relating to the property in a patent or 
icati $7.00 


(2) Where a document to be recorded under 

(h)(1) of this section refers to more than one patent or 

application, for each additional patent or 
$2.00 


Publication in Official Gazette: For publication in the 
Official Gazette of a notice of the availability of an 
application or a patent for licensing or sale, each 
oo eee ae ee $7.00 


**e# ee * 


For items and services, that the Commissioner finds may 
be supplied, for which fees are not specified by statute 
or by this part, such charges as may be determined by 
the Commissioner with respect to each such item or 
SOIT, ‘cccxcsscnisvencenesiiveeetiancnnssccsiicennvetificmasiiste actual cost 


s*# ee * 


(m) For processing each check returned “unpaid” by a 
bank $20. 


(35 U.S.C. 6, 41) 


8. Section 1.24 is proposed to be revised to read as follows: 
§ 1.24 Coupons. 


Coupons in denominations of one dollar for the purchase of 
trademark registrations and one dollar and fifty cents for the 
purchase of patents, designs, defensive publications, and statu- 
tory invention registrations are sold by the Patent and Trademark 
Office for the convenience of the general public; these coupons 
may not be used for any other purpose. The one dollar coupons 
are sold individually and in books of 50 with stubs for record 
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om SD ne Sots alae oe eae § 1.297 Publication of statutory invention registration. 
individually and in books of 50 with record for $75. 


see 


(b) Each statutory invention 
(35 U.S.C. 6) include «statement eating i 


9. Section 1.25, paragraph (a), is revised to read as follows: 


§ 1.25 Deposit accounts. 


(a) For the convenience of attorneys, and the general public 
in paying any fees due, in ordering services offered by 
the Office, copies of records, etc., deposit accounts may 
be established in the Patent and Trademark Office upon 

payment of the fee for establishing a deposit account 
(§ 1.21(0\(1)). A minimum deposit of $1,000 is required 


for paying any fees duc or in ondering any services = ac ee ¢ 157) 


deposit account used exclusively for subscription order 13. Section 1.445 is amended by revising paragraph (a) to 
of patent copies as issued. At the end of each month, read as follows: 

a deposit account statement will be rendered. A remit- 

tance must be made promptly upon receipt of the state-  § 1.445 International application filing and processing fees. 
ment to cover the value of items or services charged to 

the account and thus restore the account to its established oo 

normal deposit. An amount sufficient to cover all fees, 

services, copies, etc., requested must always be on {a) is Sets On tee eae 
deposit. Charges to accounts with insufficient funds will and Trademark Office under the authority of 35 
not be accepted. pare phy hte gt Use. 376: 

assessed for each month that the balance at the end of 

the month is below $1,000. For restricted subscription * momnanneiannemeneenen eam 
deposit accounts, a service charge (§ 1.21(b)(3)) will be $170.00 
assessed for each month that the balance at the end of 


the month is below $300. (2)A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 
where: 


s**¢e% 
(i) No corresponding prior United States national 
(35 USC. 6) . application with fee has been filed $420.00 
ae (ii) Corresponding prior United States national 
10. Section 1.26 is amended by revising paragraph (c) to filed 
read as follows: G)A search fee when required (see PCT 
§ 1.26 Refunds. ee ee where ~~ 


ee (4)The national fee, that is, the amount set forth as the 
: . ode : filing fee under § 1.16(a) through (d) credited, if re- 
(c) If the Commissioner decides not to institute a reexami- ee eS ee 
nation proceeding, a refund of $1,300 will be made to an international search fee as required by para- 
the requester of the proceeding. Reexamination request- erp (AK2NG) ofthis section has been 
ers should indicate whether any refund should be made responding international 
by check or by credit to a deposit account. Patent and Trademark 


(35 U.S.C. 6, 41) on a single intemational search 


11. Section 1.53 is amended by revising paragraph (c) to (5).Surcharge for filing the national fee or oath or 
read as follows: declaration later than 20 months from the priority da‘s: 


§ 1.53 Serial number, filing date, and completion of appli- By a small entity (§ 1.9(f)) 


eee 4% aplication later than 20 months afer te pron du 


(c) If any application is filed without the pats or (§ 1.610) 
drawing required by paragraph (b) pialhe 
applicant will be so notified and given a time period with 
which to submit the omitted specification or drawing in 
cater Gain 6 ing Gem & of On Gave Gas (35 U.S.C. 6, 376) 
such submission. If the omission is not corrected within : , , 
the time period set, the application will be returned or 14. Section 1.446 is amended by removing paragraph (b): 
otherwise disposed of; the fee, if easier will be 
refunded less a $15.00 handling fee + — /_e een et 


s*#e¢8 


. Section 1.297, paragraph (b), is revised to read as 
follows: 
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(35 U.S.C. 6, 376) 
DONALD J. QUIGG, 
Acting Commissioner 
of Patents and Trademarks. 
[1057 OG 24] 


July 31, 1985. 


Practice Before the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule; correction. 

Summary: Oct. 4, 1988, final rules amending regulations 

regarding the representation of others before the Patent and 

Trademark Office were issued. (53 FR 38948, Oct. 4, 1988.) 

This notice makes a technical correction to § 10.101(b) to reflect 

that by reason of the amended regulations, §§ 10.10(c) and 

10.10(d) currently address practice of Government employees 

before the Patent and Trademark Office in patent cases. 

Effective Date: Feb. 13, 1989. 

For Further Information Contact: Cameron Weiffenbach by 

telephone at [703] 557-2012 or by mail marked to his attention 
and addressed to Box OED, Commissioner of Patents and Trade- 

marks, Washington, D.C. 20231. 

Supplementary Information: 


List of Subjects in 37 CFR Part 10 
Administrative practice and procedure. 


PART 10-REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 continues to read 
as follows: 


Authority: 5 U.S.C. 500;15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


$10.101 [Amended] 
2. Section 10.101(b) [Amended] 


The reierence in § 10.101(b) to “§ 10.6(d)” is revised to read 
“8§ 10.10(c) and 10.10(d).” 


DONALD J. QUIGG. 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Feb. 2, 1989. 


[1100 OG 7] 


DEPARTMENT OF COMMERCE 
BILLING CODE: 3510-16 
Patent and Trademark Office 


37 CFR Parts 1 and 2 


RIN: 
Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark a 

Action: Notice of Proposed Rulemakin; 

Summary: ‘Ths Patent and Teadomad: COiteo prepensethament 
the rules of practice in patent and trademark cases, Parts 1 and 2 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


to Title 37, Code of Federal Regulations, to set forth charges that 
will be made to users of the text data bases resident on the 
Automated Patent System (APS) and the automated trademark 
search system (T-Search). Pub. L. 100-703, enacted on Novem- 
ber 19, 1988, allows the Commissioner to establish reasonable 
fees for on-line access to the automated search systems. 

The Office plans to provide on-line access to its USPAT data 
base (full text of U.S. patents issued after 1974), the U.S. classi- 
fication data from 1790 to the present, and to English abstracts of 
Japanese and Chinese patents (to the extent they are available) 
hereinafter referred to as APS-Text, and T-Search in its Patent 
Search Room and Trademark Search Library located in Crystal 
City, Virginia. The Office does not plan to provide on-line access 
to its patent and trademark data bases at any other facilities at the 
present time. 

The Office wil! be making both search systems available to the 
public free of charge during this rulemaking process for the pur- 
poses of self-education and training (familiarization). 

The paper or microfilm collections of U.S. patents, foreign 
patent documents and U.S. trademark registrations continue to 
be available to the public free of charge as provided by section 
—_ of Pub. L. 100-703. 

tule changes are intended to establish a basis for 

the chs charges for use of the on-line automated search systems. In 
addition, procedures for public use of the automated search 
systems, including training and charging of fees, are presented. 
Dates: Written comments must be submitted on or before June 
30, 1989; a public hearing will be held on June 30, 1989 at 9:00 
a.m. Requests to present oral testimony should be received on or 
before June 29, 1989. 
——— Address written comments and requests to present 

oral testimony to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, Attention: Frances Michalkewicz, 
Suite 912 on the 9th floor of Building 2, Crystal Park, located at 
2121 Crystal Drive, Arlington, Virginia. Written comments and 
a transcript of the public hearing will be available for public 
inspection in Suite 904 of Building 2, Crystal Park, at 2121 Crys- 
tal Drive, Arlington, Virginia. 
For Further Information Contact: Frances Michalkewicz by 
pow em at (703) 557-1610 or by mail marked to her attention 

and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
Supplementary Information: The purpose of the proposed rule 
change is to establish new fees for the on-line use of APS- Text, 
and T-Search that are to be provided in the Office’s facilities in 
Crystal City, Virginia. This is consistent with the Office’s Elec- 
tronic Data Dissemination Policies and Guidelines, which is 
being published separately in this issue of the Federal Register 
as a final rule. Establishment and adjustment of patent fees is 
provided for by section 6 and section 41 of Title 35, United States 
Code, and section 103(b) of Pub. L. 100-703. Esiablishment and 
adjustment of trademark fees is provided for by section 31 of the 
Trademark (Lanham) Act of 1946, as amended (15 U.S.C. 1113) 
and section 103(a) of Pub. L. 100-703. Information on the 
procedures for public use of the automated systems, including 
training, waivers, and the charging of fees also are presented for 
information. 
Background: In response to Public Law 96-517, the 1980 legis- 
lation which amended patent and trademark laws, the Office 
prepared and submitted a plan for the automation of its opera- 
tions to Congress on December 13, 1982. The plan centered on 
two basic concepts: the creation of electronic data bases that (1) 
would eventually replace the Office’s all-paper patent and trade- 
mark files, and thereby improve their integrity and quality; and 
(2) would support searches, examinations, Office actions and 
other Office functions through electronic workstations which 
would provide text and image retrieval capabilities and perform 
other automation functions. 

Over 700,000 active Federal trademark registrations have 
been converted to an electronic data base and textual and digital 
image data. A computer system has been installed to enable 
examiners to search the data base for textual data and codes 
describing designs, and to retrieve and display all information as 
a substitute for paper file searches. Trademark examiners have 
been using T-Search exclusively since January 1988, and the ca- 
pability is ready to be deployed for public use in the Trademark 
Search Library. 

The T-Search “dead data base,” trademarks cancelled, ex- 
pired or abandoned since March 1984, also is available to the 
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public, but approximately 17,000 images are missing and an 
additional 184,000 registrations and applications have not been 
quality checked. The trademark examining attorneys do not 
search this data base. The Office is soliciting the public's com- 
ments as to whether this data base should be to the 
paper copy and corrected for use by public searchers at a cost 
projected to be about $250,000. 

or eee ent de on 


as an op- 


1, 1986 to enable system test and evaluation to begin in the 
testbed group. 
On-line access to the full-text of all U.S. patents granted after 


-Text permits examiners to search the text 
of approximately one million U.S. patents containing more than 
five billion words. Today, all examiners have been trained in the 
use of the full-text searching tool, and it has become a routine part 
pee vor eee a neta Same 
are conducted from single screen text terminals located through- 
out the Office. ee eae 
to the public in the Patent Search 

TaotheotipenionumssGuennatiandtpanane, patents 
issued after 1970. In addition, selected tabular data and chemical 
and mathematical equations will have been added to the current 
full text file. Ultimately, approximately 1.2 million U.S. patents 
will be available to both patent examiners and the public for 
search in full text form. 

Public evaluation of the APS full-text search was 
conducted between January 11 and April 15, 1988. Forty-two 
(42) public users were trained on APS-Text during January, 
1988 and allowed first-come/first-serve access to several termi- 
nals. Reactions of public users to APS-Text were positive. Public 
users found APS-Text useful for pre-application and state-of- 
the-art searches. 

A total of 38 public users were trained on T-Search during a 
public evaluation period conducted between June and Decem- 
ber, 1988. Preliminary review indicates that public users consid- 
ered T-Search to be valuable both as a primary source for 
registrability searching and for verifying paper searches. In ad- 
dition, T-Search was found to facilitate searches by class and 
ownership. 

Public Law 100-703, enacted on November 19, 1988, allows 
the Commissioner to establish reasonable fees for public access 
to the automated search systems while it continues the require- 
ments that no more than 30 percent of automation resources may 
be from user fees and that the Office may not enter into exchange 
agreements relating to automatic data resources. 

Section 104(c) of Public Law 100-703 allows the Commis- 
sioner to waive the payment by an individual of fees for access- 
ee ee ee eS 

posed Oi and if such waiver is in the public interest. The pro- 
policy retains the flexibility authorized by the 
poe Re aed wm eer me bay nb ba 

The information contained in the automated data bases, which 
will be available to the public at the location of the Patent and 
Trademark Office in Arlington, Virginia, is available free of 
charge at that location in paper form, and is substantially avail- 
able through private vendors on-line for a fee. At the present 
time, it is considered to be in the public interest to waive the pro- 
posed fee in situations where access to the data base is needed for 

purpose by an individual or member of 


using the data base is attempting to satisfy a personal 
NS CS 
compensation in any form. Examples of waiver 
situations would include students or teachers aterm paper, 
or a university hue cohenaialiaenatimeniene 
the preparation of an application for a research grant. An ex- 
ample of a situation where a waiver would not be 

would include an individual doing work for remuneration ...e.g., 
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a law student doing a pre-examination or infring, ment search for 
a law firm. 
Le ma eee ta ag gente i 
a genuine financial hardship. The person requesting a waiver 
will be soquised to provide iatoemanen that would Gemonsteate 
a clear inability to pay the fee. 


to charging reduced fees to an individual who 
entity status as defined in 35 U.S.C. $41(h). However, since it is 
anticipated that the majority of people that will be using the auto- 
mated data bases would be members of law firms or commercial 
oe a 

As proposed, the waiver policy would apply only to use of the 


available to conduct a search or to the printing or sale of copies. 
Any abuse of the waiver policy could lead to a ban on the use of 
any public search facility for that individual. The Office encour- 
and ions on the waiver policy that 
i ic interest and the need to meet 
a ep ey a 
COST CALCULATIONS: The Office calculated unit costs for 
all fees based on OMB Circular A-25, “User Fees”, and OMB 
Circular A-130, “Management of Federal Information Re- 
sources.” Costs were determined from the best available records 
(for example, financial statements for the Office) and included 
direct and ee eee ae 
as directed by OMB Circular A-25. Proposed user charges for 
both APS-Text and T-Search were based on the marginal costs 
of iding these services to the public. 
the costs of providing access to T-Search and 
APS-Text to the public, the Office followed a. 
direction that fees be reasonable by reflecting the marginal cost 
for providing the new service and not including the costs of 
designing or installing the automated system for use by Office 
examiners, or the development of the new 
The marginal costs for one hour terminal session time on APS- 
Text include a portion of the lease cost of a new computer 
mainframe which originally was to be acquired in fiscal year 
pin hy agers af arn er ee 
aly planned. Th mainframe is being leased earlier than origi- 
mee pene ee or 
sarin) October I through May 1990 over and above the lease 
costs for a mainframe sized to meet 
passed on to the user. After May 1 
[ire sevtogeesendentemndiebessesen salt tian, 
Cee ee eee 
When public usage reaches the level where a mainframe dedi- 
cated for public use is fee adjustments will be proposed 
to pass all of the costs of that mainframe on to the public. 
The level of public use will affect the amount of main memory 


additional increment 
fiscal years 1991 and 1992. This increment would not be re- 
quired to support the examiner workload alone. 
The Office also is proposing to provide some free training and 
sccordance with #1080) training on the automated search systems in 
104(C) of Public Law 100-703 which reads, 
“...4 limited amount of free access shall be made available to all 
users ofthe systems for purposes of education and training.” 


Cost of equipment inc’ in the fee calculations for public 
access include network interface units, text terminals, printer 
noise dampeners and text terminal printers. 

Other costs are included for a portion of license fees that must 
pg er eee ne pe text and 

additional personnel for the Patent 


The usage rate estimates are based on the three month 
user study performed from January through March 1988. 
study, <i Leasetthes Beudhtieanentaceationsbote 
trained in the use of APS-Text. Three text terminals were made 
available to the trained public users at nocharge. During the three 
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month study period, use of the three terminals averaged approxi- 
mately 50 per cent. While it is impossible to accurately predict 
future use by a more diverse group of public users, the cost 
calculations attempt to take into account such factors and as- 
sumptions as: 

1. Future public users, on average, will use APS-Text less 
frequently than the 42 frequent users selected for the 1988 study, 
since the study group was weighted toward a small number of 
frequent public searchers, many of whom routinely used com- 
mercially available automated text search tools. 

2. Collection of a fee for use (as opposed to the absence of any 
charge during the study) will reduce demand for text search serv- 
ices when compared with usage data obtained during the study 
period. 

3. The potential universe of public users is expected to average 
no more than 300 per day. 

4. The average length of a public user search session is 
projected to be approximately 22 minutes — the average length 
of a search session during the 1988 test of public use. 

5. Based on the preceding assumptions, if all 300 potential 
public users conducted a single search session during a work 
day, a total of 110 hours of access would be required. Twenty- 
five text terminals available five days a week, twelve hours a day, 
will provide a maximum potential! of 300 hours of available text 
search time. Under these assumptions, the number of text termi- 
nals appears to be adequate for the forseeable future. 

6. For purposes of actual use of available text terminals, the 
following estimates are used: 

(a) In fiscal year 1990, up to ten terminals will be available 
during the first quarter. An estimate of 45 percent utilization of 
available text terminal time is projected. By increasing the 
number of text terminals to 15 in January 1990 and 20 in April 
1990, an estimate of 40 percent utilization of available text 
terminal time is projected. By increasing the number of text 
terminals to 25 in July 1990, an estimate of 35 percent utilization 
of available text terminal time is projected. 

(b) During fiscal year 1991 and beyond, stable levels of usage 
should be achieved, yielding an estimated 35 per cent average 
utilization of the 25 available terminals. This utilization rate 
equates to 105 session hours per day, or an average of 4.2 session 
hours per terminal per day. At an average of 22 minutes per 
session, this anticipates a total of 286 search sessions per day. 


A summary of the fee calculations is as follows: 


APS-Text 
Cost of One-Hour of 
Terminal Session Time 
(October 1989-September 1992) 


Public Share 
Cost El - 
Personnel: Compensation and Benefits 
Hardware & Maintenance 
Software (license fees) 
Site Preparation 
Non-capital Furniture 
Supplies & Forms 

Sub-Total 
General & Adminstrative- 


$918,197 
$1,036,587 
$300,357 
$38,118 
$8,750 
$3,500 
$2,305,509 


$361,50 
$2,667,013 
73,755 
$36.16 


The marginal cost for one hour of Office staff search assistance 
on APS-Text includes the costs of personnel compensation and 
benefits. 


A summary of the fee calculations is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Office Staff Search Assistance 
(September 1989-October 1992) 
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Public Share 
Cost Element ( i 


Personnel: Annual Compensation 
and Benefits 
TOTAL COST 
Work Hours (per annum) 1,776 
UNIT COST (per hour) $25.11 


The marginal cost for a printed copy generated from APS-Text 
includes costs for compensation and benefits, printers, and 
supplies and forms. A summary is as follows: 


$45,65 
$45,659 


APS-Text 
Marginal Cost of 
Each Printed Page 
(October 1989-September 1992) 


Public Shar 
Cost Element i 


Personnel: Compensation 
and Benefits 

Hardware & Maintenance 

Non-capital Furniture 

Supplies & Forms 

Sub-Total 

General & Administrative 

Overhead 

TOTAL COST 
Estimated Use (pages) 5,028,750 

UNIT COST (per page) $0,054 


The marginal cost for one hour terminal session time on T- 
Search includes the costs of personnel in the Trademark Search 
Library, general and administrative overhead, and maintentance 
on the T-Search terminals. 

The usage rate for T-Search during fiscal years 1990-1992 is 
projected to be 28 percent. This rate is extrapolated from actual 
usage rates during the T-Search public user pilot program which 
was conducted from June through December 1988. A total of 38 
members of the public were trained on T-Search and about 24 to 
28 public users were active on T-Search each month. Overall 
usage rate of these active users was 14 percent. It is anticipated 
that the overall number of users and the usage rate will double 
once T-Search is made available in the Trademark Search Li- 
brary to all public users of that search facility and training is 
provided on a routine basis. 


$173,47 
$13,843 
$5,000 
$41,27 
$233,589 


$36,627 
$270,216 


A summary of the fee calculations are as follows: 


T-Search 
Marginal Cost of One-Hour of 
Terminal Session Time 
(October 1989-September 1992) 


Public Share 


Cost Element 


Personnel: Compensation 
and Benefits 

Hardware & Maintenance 

Site Preparation 

Supplies & Forms 
Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 
Estimated Use (hours) 5,985 

UNIT COST (per hour) $43,351 


The marginal cost for one hour of Office staff search assistance 


on T-Search includes the costs of personnel compensation and 
benefits. 


$195,171 
$28,809 
$1,000 
$3,298 
$228,278 


$30,932 
$259,210 


A summary of the fee calculations is as follows: 


T-Search 
Marginal Cost of One-Hour of 
Office Staff Search Assistance 
(October 1989-September 1992) 
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Public Share 
Cost Element j 


Personnel: Annual Corapensation 
and Benefits 
TOTAL COST 

Work Hours (per annum) 
UNIT COST (per hour) 
The marginal cost for a printed copy generated from T-Search 
includes costs for compensation, and supplies and forms. A 
summary of the costs is as follows: 


T-Search 
Cost of 


Each Page 
(October 1989-September 1992) 
Public Share 


$45,659 
$45,659 
1,776 
$25.21 


$27,862 
$5,274 
$3,579 
$36,715 


Supplies & Forms 
Sub-Total 


$4,975 
$41,690 
448,875 
$0,093 


Rounding Procedures: Fee amounts were rounded so that the 
amount rounded would be de minimis and convenient to the user. 
This procedure is consistent with section 103(b) of Pub. L. 100- 
703 which allows the Office to adjust patent fees in the aggre- 
gate, and with section 103(a) of Pub. L. 100-703 which allows 
the Office to adjust trademark fees in the aggregate. 

The Office has detailed cost calculation worksheets for each 
fee item, which are available for public inspection in Suite 904 
of Building 2, Crystal Park at 2121 Crystal Drive, Arlington, 

Virginia. 


PROCEDURES FOR PUBLIC USE OF APS-TEXT AND 
T-SEARCH 


Patent Search Room Configuration 


Initially ten (10) text search terminals will be installed and 
available for public use in the Patent Search Room. A printer will 
be associated with each text search terminal. An additional 
terminal will be located in Patent Search Room office 
space for control and administration activities. Fifteen (15) more 
terminals and printers are planned to be added for public use 
during fiscal year 1990, if necessary. 


Trademark Search Library Configuration 


Initially three (3) T-Search terminals with associated printers 
will be installed and available for public use in the Trademark 
Search Library. The terminals will be clustered in one area of the 
Trademark Search Library. An additional terminal will be lo- 
cated in Trademark Search Library employee office space for 
control and administration activities. Additional terminals and 
printers will be added as demand warrants and space permits. 

Procedures for public use of APS-Text and T-Search have 
been made as similar as possible in order to provide for consis- 
tency in application and ease of administration. Unless specifi- 
cally stated to apply to only one system, procedures apply to both 
APS-Text and T-Search. 


Training 
To enable prospective public users to become effective on 


APS-Text, approximately fourteen (14) hours of free basic 
training is being offered. Ten (10) members of the public may be 
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trained during each class. Training is expected to be held in the 
ee ae ey er 
enable prospective users to become effective on T-Search, 

four (4) hours of basic training is being offered. T-Search 
training is expected to be held in the Crystal City complex. 

Enrollment in all training classes will be on a lottery basis. 
Public users wishing to be trained on APS-Text or T-Search, will 
be required to submit an application form by a specific deadline 
po gy ie gay 


System Use and Fee Procedures 


Toensure equity of public access to the automated systems, as 
well as efficient operations, rules for use will be posted at the 
terminals. Users of the systems will be expected to with 
the rules as with other regulations regarding the use of facilities. 
Users are strongly encouraged to register in advance for 
system use. Each week, the next week’s schedule will be avail- 
able in the Patent Search Room and the Trademark Search 
Library. Should requests for blocks of terminal time exceed the 
availability of terminals, limits on the amount of reserved time 
may be instituted. Eight (8) of the initial ten (10) terminals in the 
Patent Search Room and two (2) of the initial three (3) terminals 
in the Trademark Search Library will be allocated 
with advance reserved times. The remaining inal i 
Patent Search Room and the Trademark Search Library will be 
available for walk-up users and for assisted searches for infre- 
quent users. The terminal time reservation system and the 
number of terminals available for walk-up public use and for 
assisted searches is subject to change based upon operational 


experience. 

All public use of APS-Text and T-Search with the exception 
of scheduled training classes is on a pre-payment basis. In pre- 
paying for use of the systems, the public may use a blank signed 
check, major credit card or charge to a deposit 
end of the search or the pre-paid amount of time, users will 
receive an from Patent Search Room or Trademark 
Search Library staff for terminal time used and prints produced. 
The user must then finalize payment. 


Discussion of Specific Rules 
37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, if amended as proposed, would add new para- 

(©) to set the fees for access to the Automated Patent 

ystem full-text search capability (APS-Text) and to provide for 
the waiver of fees under certain circumstances. 

Section 1.21, if amended as proposed, would add new para- 

SS 


Section 1.21, if amended as proposed, would add new para- 
graph (q) to set the fee for a printed copy from APS-Text. 


37 CFR 2.6 Trademark fees 
Section 2.6, if amended as proposed, would add new para- 
graph (u) to set the fees for access to the automated trademark 
search system (T-Search) and provide for the waiver of fees 

under certain circumstances. 
Section 2.6, if amended as proposed, would add new para- 
(v) to set the fees for T-Search search assistance by Office 


Section 2.6, if amended as proposed, would add new para- 
graph (w) to set the fee for a printed copy from T-Search. 


Other Considerations: 


The proposed rule change is in conformity with the require- 
ments of the Flexibility Act (Pub. L. 96-354), Execu- 
tive Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501, et seq. There are no information 
collection 


requirements relating to patent and trademark fee 

The Office has determined that this notice has no Federalism 

Government and the States as outlined in Executive Order 
12612. 
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The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the proposed rule change will not have a sig- 
nificant adverse economic i on a substantial number of 
small entitites (Regulatory Flexibility Act, Pub. L. 96-354). The 

rules make the Office’s on-line, automated patent full- 
text search and trademark search systems available to the public 
at rates significantly less than commercial systems. 

The Office has determined that this proposed rule change is 
not a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers, individual indus- 
tries, Federal, State or local government agencies, or geographic 
regions. There will be no significant adverse effects on compe- 
tition, employment, investment, productivity, innovation, or on 
the ability of United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 


Lists of Subjects in 37 CFR Parts 1 and 2 
37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Lawyers, Reporting and 
record keeping requirements, Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


For the reasons set forth in the preamble, the Office is propos- 
ing to amend Title 37 of the Code of Federal Regulations, 
Chapter I, as set forth below. All additions are printed 
between arrows (© §) and all deletions are shown between 
brackets ([ }). 


PART 1-RULES OF PRACTICE IN PATENT CASES. 
1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 

Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.21 is proposed to be amended by adding new 
paragraphs (0)-(q). 


§ 1.21 Miscellaneous fees and charges. 


**e ee & 


Public Law 96-517 
96th Congress 
An Act 


OFFICIAL GAZETTE 


JANUARY 2. 1990 


© (0) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using Automated Patent 
System full-text search capabilities, prorated for the actual time 
used. The Commissioner may waive the payment by an individ- 
ual for access to the Automated Patent System full-text search 
capability (APS-Text) upon a showing of need or hardship, and 
if such waiver is in the public interest $40.00 
(p) Marginal cost, paid in advance, for each hour of Office 
staff search assistance to conduct a search using Automated Pat- 
ent System full-text search capabilities (PTS-Text), prorated for 


(q) Marginal cost, for each printed page generated from the 
Automated Patent System text terminal ; 


PART 2-RULES OF PRACTICE IN TRADEMARK CASES 


1. The authority citation for Part 2 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


2. Section 2.6 is proposed to be amended by adding new 
paragraphs (u)-(w). 


§ 2.6 Trademark fees 


**# #£*e & 


© (u) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using T-Search capabilities, 
prorated for the actual time used. The Commissioner may waive 
the payment by an individual for access to T-Search upon a 
showing of need or hardship, and if such waiver is in the public 
$40.00 

(v) Marginal cost, paid in advance, for each hour of Office staff 
search assistance to conduct a search using T-Search capabili- 
ties, prorated for the actual time used 

(w) Marginal cost, for each printed page generated from the T- 


Mar. 7, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
[1102 OG 94] 


To amend the patent and trademark laws. 


Be it enacted by the Senate and House of Representatives of the United States of 


America in Congress assembled, That title 35 of the United States Code, entitled 
, is amended by adding after chapter 29 the following new chapter 30: 


“CHAPTER 30-PRIOR ART CITATIONS TO OFFICE AND 
REEXAMINATION OF PATENTS 


“Patents’” 


“Sec. 


"301. Citation of prior art. 

Request for reexamination. 
Determination of issue by Commissioner. 
Reexamination order by Commissioner. 
Conduct of reexamination proceedings. 


“302. 
“303. 
“304. 
“305. 
“306. Appeal 
“307. 


Dec.12, 1980 


[H.R. 6933] 
Patent and 
trademark laws, 
amendment. 


Certificate of patentability, unpatentability, 


and claim cancellation. 


“$301. Citation of prior art 


Any person at any time may cite to the Office in writing prior art consisting of patents 


or printed publications which that person believes to have a bearing on the patentability of 


35 USC 301. 


any claim of a particular patent. If the person explains in writing the pertinency and manner 


of applying such prior art to at least one claim of the 


patent, the citation of such prior art 


and the explanation thereof will become a part of the official file of the patent. At the written 
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request of the person citing the prior art, his or her identity will be excluded from the patent 
file and kept confidential. 


“$302. Request for reexamination 


“Any person at any time may file a request for reexamination by the Office of any claim 
Copees Gahan 6 oy a a ais eee ane ee 
The request must be in writing and must be 
Patents 


“§ 303. Determination of issue by Commissioner 


ee ee eS see 
Provisions of section 302 of this title, the Commissioner will determine whether a substantial 


owner a copy of any reply filed. 
“§ 305. Conduct of reexamination proceedings 


“After the times for filing the statement and reply provided for by section 304 of this 
title have expired, reexamination will be conducted to the established 
for initial examination under the provisions of sections 132 and 133 of this title. In any 

35 USC 132,133. seeneieeiaD geeieeting ites eee, So ese euns ete eae 
any amendment to his patent and a new claim or claims thereto, in to distinguish the 
invention as claimed from the prior art cited under the provisions of section 301 of this title, 


section, including any appeal to the Board of Appeals, will be conducted 
patch within the Office. 


“§ 306. Appeal 


“The patent owner involved in a reexamination proceeding under this chapter may appeal 

35 USC 134. under the provisions of section 134 of this title, and may seek court review under the pro- 

35 USC141-145. visions of sections 141 to 145 of this title, with respect to any decision adverse to the pat- 
entability of any original or proposed amended or new claim of the patent. 


“§ 307. Certificate of patentability, unpatentability, and claim cancellation 


ner ee ee yh ae ee 
pe panty eae eee ma ngewe = cen ye ne 
ee ao 
determined to be patentable, and incorporating in the patent any proposed amended 
or new claim determined to be patentable. 
“(b) Any proposed amended or new claim determined to be patentable and incorporated 
35 USC 252. into a patent following a reexamination proceeding will have the same effect as that specified 
in section 252 of this title for reissued patents on the right of any person who made, purchased, 
or used anything patented by such proposed amended or new claim, or who made substantial 
ion for the same, prior to issuance of a certificate under the provisions of subsection 
(a) of this section.”” 
SEC. 2. Section 41 of title 35, United States Code, is amended to read as follows: 
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“§ 41. Patent fees 


“(a) The Commissioner of Patents will establish fees for the processing of an application for 
a patent, from filing through disposition by issuance or abandonment, for maintaining a patent in 
force, and for providing all other services and materials related to patents. No fee will be established 
for maintaining a design patent in force. 

“(b) By the first day of the first fiscal year beginning on or after one calendar year after enactment 
of this Act, fees for the actual processing of an application for a patent, other than for a design 
patent, from filing through dispostion by issuance or abandonment, will recover in aggregate 25 
per centum of the estimated average cost to the Office of such processing. By the first day of 
the first fiscal year beginning on or after one calendar year after enactment, fees for the processing 
of an application for a design patent, from filing through disposition by issuance or abandonment, 
will recover in aggregate 50 per centum of the estimated average cost to the Office of such processing. 

“(c) By the fifteenth fiscal year following the date of enactment of this Act, fees for maintaining 
patents in force will recover 25 per centum of the estimated cost to the Office, for the year in which 
such maintenance fees are received, of the actual processing all applications for patents, other than 
for design patents, from filing through disposition by issuance or abandonment. Fees for maintaining 
a patent in force will be due three years and six months, seven years and six months, and eleven 
years and six months after the grant of the patent. Unless payment of the applicable maintenance 
fee is received in the Patent and Trademark Office on or before the date the fee is due or within 
a grace period of six months thereafter, the patent will expire as of the end of such grace period. 
The Commissioner may require the payment of a surcharge as a condition of accepting within such 
six-month grace period the late payment of an applicable maintenance fee. 

“(d) By the first day of the first fiscal year beginning on or after one calendar year after enactment, 
fees for all other services or materials related to patents will recover the estimated average cost 
to the Office of performing the service or furnishing the material. The yearly fee for providing 
a library specified in section 13 of this title with uncertified printed copies of the specifications 
and drawings for all patents issued in that year will be $50. 

“(e) The Commissioner may waive the payment of any fee for any service or material related 
to patents in connection with an occasional or incidental request made by a department or agency 
of the Government, or any officer thereof. The Commissioner may provide any applicant issued 
a notice under section 132 of this title with a copy of the specifications and drawings for all patents 
referred to in that notice without charge. 

“(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery specified in 
this section; however, no patent application processing fee or fee for maintaining a patent in force 
will be adjusted more than once every three years. 

“(g) No fee established by the Commissioner under this section will take effect prior to sixty 
days following notice in the Federal Register.”’ 

SEC. 3. Section 42 of title 35, United States Code, is amended to read as follows: 


“§ 42. Patent and Trademark Office funding 


“(a) All fees for services performed by or materials furnished by the Patent and Trademark 
Office will be payable to the Commissioner. 

“(b) All fees paid to the Commissioner and all appropriations for defraying the costs of the 
activities of the Patent and Trademark Office will be credited to the Patent and Trademark Office 
Appropriation Account in the Treasury of the United States, the provisions of section 725Se of title 
31, United States Code, notwithstanding. 

“(c) Revenues from fees will be available to the Commissioner of Patents to carry out, to the 
extent provided for in appropriation Acts, the activities of the Patent and Trademark Office. 

“(d) The Commissioner may refund any fee paid by mistake or any amount paid in excess of 
that required.”’ 

SEC. 4. Section 154 of title 35, United States Code, is amended by deleting the word “issue’’. 

SEC. 5. Section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), is amended 
to read as follows: 


“§ 31. Fees 


“(a) The Commissioner of Patents will establish fees for the filing and processing of an application 
for the registration of a trademark or other mark and for all other services performed by and materials 
furnished by the Patent and Trademark Office related to trademarks and other marks. Fees will 
be set and adjusted by the Commissioner to recover in aggregate 50 per centum of the estimated 
average cost to the Office of such processing. Fees for all other services or materials related to 
trademarks and other marks will recover the estimated average cost to the Office of performing 
the service or furnishing the material. However, no fee for the filing or processing of an application 
for the registration of a trademark or other mark or for the renewal or assignment of a trademark 
or other mark will be adjusted more than once every three years. No fee established under this 
section will take effect prior to sixty days following notice in the Federal Register. 

“(b) The Commissioner may waive the payment of any fee for any service or material related 
to trademarks or other marks in connection with any occasional request made by a department 
or agency of the Government, or any officer thereof. The Indian Arts and Crafts Board will not 
be charged any fee to register Government trademarks of genuineness and quality for Indian products 
ee Ne eee 

6. (a) Title 35 of the United States Code, entitled “Patents”, is amended by adding after 
oe "37 the following new chapter 38: 


“CHAPTER 38-PATENT RIGHTS IN INVENTIONS MADE 
WITH FEDERAL ASSISTANCE 


JANUARY 2, 1990 


35 USC 41. 


35 USC 13. 


35 USC 132. 


35 USC 42 
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Policy and objective. 
Definitions. 
Disposition of rights. 


March-in ri 
for United States industry. 


regulations. 
and foreign — of federally owned inventions. 
ponies governing Federal licensing. 
Restrictions on licensing of federally owned inventions. 
Precedence of chapter. 
Relationship to antitrust laws. 


“§ 200. Policy and objective. 


“It is the policy and objective of the Congress to use the patent system to promote the utilization 
of inventions arising from federally supported research or development; to encourage maximum 
participation of small business firms in federally supported reacarch and development efforts. 10 
promote collaboration between commercial concerns and nonprofit organizations, including uni- 
versities; eo cee Oe eS ee ee eee 
used in a manner to promote free competition and enterprise; to promote the commercialization 
and public availability of inventions made in the United States by United States industry and labor, 
to ensure that the Government obtains sufficient rights in federally supp 
orted inventions to meet the needs of the Government and protect the public against nonuse or 
unreasonable use of inventions; and to minimize the costs of administering policies in this area. 


“§ 201. Definitions 


“As used in this chapter— 

“(a) The term “Federal agency’ means any executive agency as defined in section 105 of 
title 5, United States Code, and the military departments as defined by section 102 of title 
5, United States Code. 

“(b) The term “funding agreement’ means any contract, grant, or cooperative agreement 
en other than the Tennessee Valley Authority, and any 
contractor for the performance of experimental, developmental, or research work funded in 
whole or in part by the Federal 


agreement as 

“(c) The term ‘contractor’ means any person, small business firm, or nonprofit organiza- 
tion that is a party to a funding agreement. 

“(d) The term ‘invention’ means any invention or discovery which is or may be patentable 
or otherwise protectable under this title. 

“(e) The term “subject invention’ means any invention of the contractor conceived or first 
actually reduced to practice in the performance of work under a funding agreement. 
“(f) The term “practical application’ means to manufacture in the case of a composition or 

De eee 
or system; and, in each case, under such conditions as to establish that the invention is being 
utilized and that its benefits are to the extent permitted by law or 
available to the public on reasonable terms. 

“(g) The term ‘made’ when used in relation to any invention means the conception or first 
actual reduction to practice of such invention. 

“(h) The term ‘small business firm’ means a small business concern as defined at section 
2 of Public Law 85-536 (15 U.S.C 632) and implementing regulations of the Administrator 
of the Small Business Administration. 

“(i) The term ee means universities and other institutions of higher 
education or an organization of the type described in section 501(c)(3) of the Internal Revenue 
Code of 1954 (26 U.S.C. 501(c)) and exempt from taxation under section 501(a) of the Internal 
Revenue Code (26 U.S.C. 501(a)) or any nonprofit scientific or educational organization 
qualified under a State nonprofit organization statute. 


“§ 202. Disposition of rights 
_“(a) Each nonprofit organization or small business firm nay, within a reasonable time after 
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“(2) If the Comptroller General believes that any pattern of determinations by a Federal agency 
is contrary to the policy and objectives of this chapter or that an agency's policies or practices 
are otherwise not in conformance with this chapter, the Comptroller General shall so advise the 
head of the agency. The head of the agency shall advise the Comptroller General in writing within 
one hundred and twenty days of what action, if any, the agency has taken or plans to take with 
respect to the matters raised by the Comptroller General. 

“(3) At least once each year, the Comptroller General shall transmit a report to the Committees 
on the Judiciary of the Senate and House of Representatives on the manner in which this chapter 
is being implemented by the agencies and on such other aspects of Government patent policies 
and practices with respect to federally funded inventions as the Comptroller General believes 


“(c) Each funding agreement with a small business firm or nonprofit organization shall contain 
appropriate provisions to effectuate the following: 


“(1) A requirement that the contractor disclose each subject invention to the Federal agency 
within a reasonable time after it is made and that the Federal Government may receive title 
to any subject invention not reported to it within such time. 

“(2) A requirement that the contractor make an election to retain title to any subject invention 
within a reasonable time after disclosure and that the Federal Government may receive title 
to any subject invention in which the contractor does not elect to retain rights or fails to elect 
rights within such time. 

“(3) A requirement that a contractor electing rights file patent applications within reasonable 
times and that the Federal Government may receive title to any subject inventions in the United 
States or other countries in which the contractor has not filed patent applications on the subject 
invention within such times 

“(4) With respect to any invention in which the contractor elects rights, the Federal agency 
shall have a nonexclusive, nontransferable, irrevocable, paid-up license to practice or have 
practiced for or on behalf of the United States any subject invention throughout the world, 
and may, if provided in the funding agreement, have additional rights to sublicense any foreign 
government or international organization pursuant to any existing or future treaty or agreement. 

“(5) The right of the Federal agency to require periodic reporting on the utilization or efforts 
at obtaining utilization that are being made by the contractor or his licensees or assignees: 
Provided, That any such information may be treated by the Federal agency as commercial and 
financial information obtained from a person and privileged and confidential and not subject 
to disclosure under section 552 of title 5 of the United States Code. 

“(6) An obligation on the part of the contractor, in the event a United States patent application 
is filed by or on its behalf or by any assignee of the contractor, to include within the specification 
of such application and any patent issuing thereon, a statement specifying that the invention 
was made with Government support and that the Government has certain rights in the invention. 

“(7) In the case of a nonprofit organization, (A) a prohibition upon the assignment of rights 
to a subject invention in the United States without the approval of the Federal agency, except 
where such assignment is made to an organization which has as one of its primary functions 
the management of inventions and which is not, itself, engaged in or does not hold a substantial 
interest in other organizations engaged in the manufacture or sale of products or the use of 
processes that might utilize the invention or be in competition with embodiments of the in- 
vention (provided that such assignee shall be subject to the same provisions as the contrac- 
tor); (B) a prohibition against the granting of exclusive licenses under United States Patents 
or Patent Applications in a subject invention by the contractor to persons other than small busi- 
ness firms for a period in excess of the earlier of five years from first commercial sale or use 
of the invention or eight years from the date of the exclusive license excepting that time before 
regulatory agencies necessary to obtain premarket clearance unless, on a case-by-case basis, 
the Federal agency approves a longer exclusive license. If exclusive field of use licenses are 
granted, commercial sale or use in one field of use shall not be deemed commercial sale or 
use as to other fields of use, and a first commercial sale or use with respect to a product of 
the invention shall not be deemed to end the exclusive period to different subsequent products 
covered by the invention; (C) a requirement that the contractor share royalties with the in- 
ventor; and (D) a requirement that the balance of any royalties or income earned by the contractor 
with respect to subject inventions, after payment of expenses (including payments to inventors) 
incidental to the administration of subject inventions, be utilized for the support of scientific 
research or education. 

“(8) The requirements of sections 203 and 204 of this chapter. 

“(d) If a contractor does not elect to retain title to a subject invention in cases subject to this 
section, the Federal agency may consider and after consultation with the contractor grant requests 
for retention of rights by the inventor subject to the provisions of this Act and regulations prom- 
ulgated hereunder. 

“(e) In any case when a Federal employee is a coinventor of any invention made under a funding 
agreement with a nonprofit organization or small business firm, the Federal agency employing such 
coinventor is authorized to transfer or assign whatever rights it may acquire in the subject invention 
from its employee to the contractor subject to the conditions set forth in this chapter. 

“(f) (1) No funding agreement with a small business firm or nonprofit organization shall contain 
a provision allowing a Federal agency to require the licensing to third parties of inventions owned 
by the contractor that are not subject inventions unless such provision has been approved by the 
head of the agency and a written justification has been signed by the head of the agency. Any 
such provision shall clearly state whether the licensing may be required in connection with the 
practice of a subject invention, a specifically identified work object, or both. The head of the agency 
may not delegate the authority to approve provisions or sign justifications required by this para- 


“(2) A Federal agency shall not require the licensing of third parties under any such provision 
unless the head of the agency determines that the use of the invention by others is necessary for 
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the practice of a subject invention or for the use of a work object of the funding agreement and 
pry eager rmmir re Annee: tele wpe!) empha ve anpny mee 
object. Any such determination shall be on the record after an opportunity for an agency hearing. 
Any action commenced for judicial review of such determination shall be brought within sixty 
days after notification of such determination. 


“§ 203. March-in rights 


“With respect to any subject Se ie ee Sn ole eae 
has acquired title under this chapter, the Federal agency under whose funding agreement the subject 
invention was made shall have the right, in accordance with such procedures as are provided in 
regulations promulgated hereunder to require the contractor, an assignee or exclusive licensee of 
a subject invention to grant a nonexclusive, partially exclusive, or exclusive license in any field 
of use to a responsible applicant or applicants, upon terms that are reasonable under the circum- 
stances, and if the contractor, assignee, 0 SS een ae 
a license itself, if the Federal agency determines that such— 

“(a) action is necessary because the contractor or assignee has not taken, or is not expected 
to take within a reasonable time, effective steps to achieve practical application of the subject 
invention in such field of use; 

“(b) action is necessary to alleviate health or safety needs which are not reasonably satisfied 
by the contractor, assignee, or their licensees; 

“(c) action is necessary to meet requirements for public use specified by Federal regulations 
EN assignee, or licensees; 


“(d) action is necessary because the agreement required by section 204 has not been obtained 
ee ee 
the United States is in breach of its agreement obtained pursuant to section 


“§ 204. Preference for United States industry 


“Notwithstanding any other provision of this chapter, no small business firm or nonprofit 
organization which receives title to any subject invention and no assignee of any such small business 
Firm or nonprofit organization shal rant to any person the exclusive right o use or el any subject 
invention in the United States unless such person agrees that any products embodying the subject 
invention or pondnned Geena Gib ene of eo sail lavention will be manufactured substantially 
in the United States. However, in individual cases, the requirement for such an agreement may 
te waived by tho Fedend aqumey citar chat Gentian eneinnet Gio Grenten Wie wale eats 
a showing by the small business firm, nonprofit organization, or assignee that reasonable but 
unsuccessful efforts have been made to grant licenses on similar terms to potential licensees that 
would be likely to manufacture substantially in the United States or that under the circumstances 
domestic manufacture is not commercially feasible. 


“§ 205. Confidentiality 


“Federal agencies are authorized to withhold from disclosure to the public information disclosing 
any invention in which the Federal Government owns or may own a right, title, fete oe 
anonexclusive license) for a reasonable time in order for a patent application to be filed. 

Federal agencies shall not be required to release copies of any document which is part of an 
application for patent filed with the United States Patent and Trademark Office or with any foreign 
patent office. 


“§ 206. Uniform clauses and regulations 


“The Office of Federal Procurement Policy, after receiving recommendations of the Office of 
Science and Technology Policy, may issue regulations which may be made applicable to Federal 
agencies implementing the provisions of sections 202 through 204 of this chapter and the Office 
of Federal Procurement Policy shall establish standard funding agreement provisions required under 
this chapter. 


“§ 207. Domestic and foreign protection of federally owned inventions 


“Each Federal agency is authorized to— 

“(1) apply for, obtain, and maintain patents or other forms of protection in the United States 
and in foreign countries on inventions in which the Federal Government owns a right, title, or interest; 

“(2) grant nonexclusive, exclusive, or partially exclusive licenses under federally owned patent 
applications, patents, or other forms of protection obtained, royalty-free or for royalties or other 
consideration, and on such terms and conditions, including the grant to the licensee of the right 
of enforeement pursuant to the provisions of chapter 29 of this title as determined appropriate in 
the public interest; 


“(3) undertake all other suitable and necessary steps to protect and administer rights to federally 
owned inventions on behalf of the Federal Government either directly or through contract; and 

“(4) transfer custody and administration, in whole or in part, to another Federal agency, of the 
right, title, or interest in any federally owned invention. 


“§ 208. Regulations governing Federal licensing 


“The Administrator of General Services is authorized to promulgate regulations specifying the 
terms and conditions upon which any federally owned invention, other than inventions owned by 

. the Tennessee Valley Authority, may be licensed on a nonexclusive, partially exclusive, or ex- 
clusive basis. 
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“§ 209. Restrictions on licensing of federally owned inventions 


“(a) No Federal agency shall grant any license under a patent or patent application on a federally 
owned invention unless the person requesting the license has supplied the agency with a plan for 
development and/or marketing of the invention, except that any such plan may be treated by the 
Federal agency as commercial and financial information obtained from a person and privileged 
and confidential and not subject to disclosure under section 552 of title 5 of the United States Code. 

“(b) A Federal agency shall normally grant the right to use or sell any federally owned invention 
in the United States only to a licensee that agrees that any products embodying the invention or 
produced through the use of the invention will be manufactured substantially in the United States. 

“(c)(1) Each Federal agency may grant exclusive or partially exclusive licenses in any invention 
covered by a federally owned domestic patent or patent application only if, after public notice and 
opportunity for filing written objections, it is determined that— 

“(A) the interests of the Federal Government and the public will best be served by the proposed 
license, in view of the applicant’s intentions, plans, and ability to bring the invention to practical 
application or otherwise promote the invention’s utilization by the public; 

“(B) the desired practical application has not been achieved, or is not likely expeditiously to 
be achieved, under any nonexclusive license which has been granted, or which may be granted, 
on the invention, 

“(C) exclusive or partially exclusive licensing is a reasonable and necessary incentive to call 
forth the investment of risk capital and expenditures to bring the invention to practical application 
or otherwise promote the invention’s utilization by the public; and 

“(D) the proposed terms and scope of exclusivity are not greater than reasonably necessary 
to provide the incentive for bringing the invention to practical application or otherwise promote 
the invention’s utilization by the public. 

“(2) A Federal agency shall not grant such exclusive or partially exclusive license under 
paragraph (1) of this subsection if it determines that the grant of such license will tend substan- 
tially to lessen competition or result in undue concentration in any section of the country in any 
line of commerce to which the technology to be licensed relates, or to create or maintain other 
situations inconsistent with the antitrust laws. 

“(3) First preference in the exclusive or partially exclusive licensing of federally owned 
inventions shall go to small business firms submitting plans that are determined by the agency 
to be within the capabilities of the firms and equally likely, if executed, to bring the invention to 
practical application as any plans submitted by applicants that are not small business firms. 

“(d) After consideration of whether the interests of the Federal Government or United States 
industry in foreign commerce will be enhanced, any Federal agency may grant exclusive or partially 
exclusive licenses in any invention covered by a foreign patent application or patent, after public 
notice and opportunity for filing written objections, except that a Federal agency shall not grant 
such exclusive or partially exclusive license if it determines that the grant of such license will tend 
substantially to lessen competition or result in undue concentration in any section of the United 
States in any line of commerce to which the technology to be licensed relates, or to create or maintain 
other situations inconsistent with antitrust laws. 

“(e) The Federal agency shall maintain a record of determinations to grant exclusive or partially 
exclusive licenses. 

“(f) Any grant of a license shall contain such terms and conditions as the Federal agency 
determines appropriate for the protection of the interests of the Federal Government and the public, 
including provisions for the following: 

“(1) periodic reporting on the utilization or efforts at obtaining utilization that are being 
made by the licensee with particular reference to the plan submitted: Provided, That any such 
information may be treated by the Federal agency as commercial and financial information 
obtained from a person and privileged and confidential and not subject to disclosure under 
section 552 of title 5 of the United States Code; 

“(2) the right of the Federal agency to terminate such license in whole or in part if it determines 
that the licensee is not executing the plan submitted with its request for a license and the licensee 
cannot otherwise demonstrate to the satisfaction of the Federal agency that it has taken or can 
be expected to take within a reasonable time, effective steps to achieve practical application 
of the invention; 

“(3) the right of the Federal agency to terminate such license in whole or in part if the licensee 
is in breach of an agreement obtained pursuant to paragraph (b) of this section; and 

“(4) the right of the Federal agency to terminate the license in whole or in part if the agency 
determines that such action is necessary to meet requirements for public use specified by Federal 
regulations issued after the date of the license and such requirements are not reasonably satisfied 
by the licensee. 


“§ 210. Precedence of chapter 


“(a) This chapter shall take precedence over any other Act which would require a disposition 
of rights in subject inventions of small business firms or nonprofit organizations contractors in 
a manner that is inconsistent with this chapter, including but not necessarily limited to the following: 

“(1) section 10(a) of the Act of June 29, 1935, as added by title I of the Act of Aug. 14, 1946 
(7 U.S.C. 427i(a); 60 Stat. 1085); 

“(2) section 205(a) of the Act of Aug. 14, 1946 (7 U.S.C. 1624(a); 60 Stat. 1090); 

. — 501(c) of the Federal Mine Safety and Health Act of 1977 (30 U.S.C. 951(c); 83 
tat. 742); 

“(4) section 106(c) of the National Traffic and Motor Vehicle Safety Act of 1966 (15 U.S.C. 
1395(c); 80 Stat. 721); 
po 5) section 12 of the National Science Foundation Act of 1950 (42 U.S.C. 1871(a); 82 Stat. 

); 
“(6) section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182; 68 Stat. 943); 
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“(7) section 305 of the National Aeronautics and Space Act of 1958 (42 U.S.C. 2457); 

“(8) section 6 of the Coal Research Development Act of 196 

0 (30 U.S.C. 666; 74 Stat. 337); 

“(9) section 4 of the Helium Act Amendments of 1960 (50 U.S.C. 167b; 74 Stat. 920); 

— section 32 of the Arms Control and Disarmament Act of 1961 (22 U.S.C. 2572; 75 Stat. 
634), 

“(11) subsection (e) of section 302 of the Appalachian Regional Development Act of 1965 
(40 U.S.C. App. 302(e); 79 Stat. 5); 

“(12) section 9 of the Federal Nonnuclear Energy Research and Development Act of 1974 (42 
U.S.C. 5901); 88 Stat. 1878); 

“(13) section 5(d) of the Consumer Product Safety Act (15 U.S.C. 2054(d); 86 Stat. 1211); 

“(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323; 58 Stat. 191); 

“(15) section 8001(c)(3) of the Solid Waste Disposal Act (42 U.S.C. 6981(c), 90 Stat. 2829); 

“(16) section 219 of the Foreign Assistance Act of 1961 (22 U.S.C. 2179; 83 Stat. 806); 

“(17) section 427(b) of the Federal Mine Health and Safety Act of 1977 (30 U.S.C. 937(b); 
86 Stat. 155); 

“(18) section 306(d) of the Surface Mining and Reclamation Act of 1977 (30 U.S.C. 1226(d); 
91 Stat. 455); 

“(19) section 21(d) of the Federal Fire Prevention and Control Act of 1974 (15 U.S.C. 2218(d); 
88 Stat. 1548); 

“(20) section 6(b) of the Solar Photovoltaic Energy Research Development and Demonstra- 
tion Act of 1978 (42 U.S.C. 5585(b); 92 Stat. 2516); 

“(21) section 12 of the Native Latex Commercialization and Economic Development Act of 
1978 (7 U.S.C. 178(j); 92 Stat. 2533); and 

“(22) section 408 of the Water Resources and Development Act of 1978 (42 U.S.C. 7879; 92 
Stat. 1360). 

The Act creating this chapter shall be construed to take precedence over any future Act unless 
that Act specifically cites this Act and provides that it shall take precedence over this Act. 

“(b) Nothing in this chapter is intended to alter the effect of the laws cited in paragraph (a) 
of this section or any other laws with respect to the disposition of rights in inventions made in 
the performance of funding agreements with persons other than nonprofit organizations or small 
business firms. 

“(c) Nothing in this chapter is intended to limit the authority of agencies to agree to the disposition 
of rights in inventions made in the performance of work under funding agreements with persons 
other than nonprofit organizations or small business firms in accordance with the Statement of 
Government Patent Policy issued on Aug. 23, 1971 (36 Fed. Reg. 16887), agency regulations, or 
other applicable regulations or to otherwise limit the authority of agencies to allow such persons 
to retain ownership of inventions. Any disposition of rights in inventions made in accordance with 
the Statement or implementing regulations, including any disposition occurring before enactment 
of this section, are hereby authorized. 

“(d) Nothing in this chapter shall be construed to require the disclosure of intelligence sources 
or methods or to otherwise affect the authority granted to the Director of Central Intelligence by 
statute or Executive order for the proteciion of intelligence sources or methods. 


“§ 211. Relationship to antitrust laws 


“Nothing in this chapter shall be deemed to convey to any person immunity from civil or criminal 
liability, or to create any defenses to actions, under any antitrust law.” 

(b) The table of chapters for title 35, United States Code, is amended by adding immediately 
after the item relating to chapter 37 the following: 


“38. Patent rights in inventions made with Federal assistance.” 

SEC. 7. AMENDMENTS TO OTHER ACTS.—The following Acts are amended as follows: 

(a) Section 156 of the Atomic Energy Act of 1954 (42 U.S.C. 2186; 68 Stat. 947) is amended 
by deleting the words “held by the Commission or”. 

(b) The National Aeronautics and Space Act of 1958 is amended by repealing paragraph (g) 
of section 305 (42 U.S.C. 2457(g); 72 Stat. 436). 

(c) The Federal Nonnuclear Energy Research and Development Act of 1974 is amended by 
repealing paragraphs (g), (h), and (i) of section 9 (42 U.S.C. 5908 (g), (h), and (i); 88 Stat. 1889- 
1891). 

SEC. 8. (a) Sections 2, 4, and 5 of this Act will take effect upon enactment. 

(b) Section 1 of this Act will take effect on the first day of the seventh month beginning after 
its enactment and will apply to patents in force as of that date or issued thereafter. 

(c) Section 3 of this Act will take effect on the first day of the first fiscal year beginning on 
or after one calendar year after enactment. However, until section 3 takes effect, the Commissioner 
may credit the Patent and Trademark Office appropriation account in the Treasury of the United 
States with the revenues from collected reexamination fees, which will be available to pay the costs 
to the Office of reexamination proceedings. 

(d) Any fee in effect as of the date of enactment of this Act will remain in effect until a 
corresponding fee established under section 41 of title 35, United States Code, or section 1113 
of title 15, United States Code, takes effect. 

(e) Fees for maintaining a patent in force will not be applicable to patents applied for prior to 
the date of enactment of this Act. 

(f) Sections 6 and 7 of this Act will take effect on the first day of the seventh month beginning 
after its enactment. Implementing regulations may be issued earlier. 

(g) Sections 8 and 9 will take effect on the date of enactment of this Act. 

SEC. 9. The Commissioner of Patents and Trademarks shall report to Congress, within two years 
after the effective date of this Act, a plan to identify, and if necessary develop or have developed, 
computerized data and retrieval systems equivalent to the latest state of the art which can be ap- 
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plied to all aspects of the operation of the Patent and Trademark Office, and particularly to the 
patent search file, the patent classification system, and the trademark search file. The report shall 
specify the cost of implementing the plan, how rapidly the plan can be implemented by the Patent 
and Trademark Office, without regard to funding which is or which may be available for this purpose 
in the future. 

SEC. 10. (a) Section 101 of title 17 of the United States Code is amended to add at the end 
thereof the following new language: 

“A “computer program’ is a set of statements or instructions to be used directly or indirectly 
in a computer in order to bring about a certain result.” 

(b) Section 117 of title 17 of the United States Code is amended to read as follows: 


“§ 117. Limitations on exclusive rights: Computer programs 


“Notwithstanding the provisions of section 106, it is not an infringement for the owner of a 
copy of a computer program to make or authorize the making of another copy or adaptation of 
that computer program provided: 

“(t) that such a new copy or adaptation is created as an essential step in the utilization of 
” computer program in conjunction with a machine and that it is used in no other manner, 


4) that such new copy or adaptation is for archival purposes only and that all archival 
copies are destroyed in the event that continued possession of the computer program should 
cease to be rightful. 

“Any exact copies prepared in accordance with the provisions of this section may be leased, 
sold, or otherwise transferred, along with the copy from which such copies were prepared, only 
as part of the lease, sale, or other transfer of all rights in the program. Adaptations so prepared 
may be-transferred only with the authorization of the copyright owner.” 

Approved Dec. 12, 1980. 


LEGISLATIVE HISTORY: 


HOUSE REPORTS: No. 96-1307, Pt. 1 (Comm. on the Judiciary) and No. 96—1307, Pt. 2 (Comm. 
on Government Operations). 
CONGRESSIONAL RECORD, Vol. 126 (1980): 

Nov. 17, considered and passed House. 

Nov. 20, considered and passed Senate, amended. 

Nov. 21, House concurred in Senate amendment. 


Public Law 97-247 
97th Congress 


To authorize appropriations to the Patent and Trademark Office in the 
t of Commerce, and for other purposes. 

Be it enacted by the Senate and House of py yen ned of the United States of America in 
Congress assembled. That there is authorized to be appropriated for the payment of salaries and 
necessary expenses of the Patent and Trademark Office to become available for fiscal year 1983, 
$76,000,000, and in fiscal years 1984 and 1985 such sums as may be necessary as well as such 
additional or supplemental amounts as may be necessary, for increases in salary, pay, retirement, 
or other employee benefits authorized by law. Funds available under this section shall be used 
to reduce by 50 per centum the payment of fees under section 41 (a) and (b) of title 35, United 
States Code, by independent inventors and nonprofit organizations as defined in regulations es- 
tablished by the Commissioner of Patents and Trademarks, and by small business concerns as defined 
in section 3 of the Small Business Act and by regulations established by the Small Business Ad- 
ministration. When so specified and the the extent provided in an appropriation Act, any amount 
appropriated pursuant to this section and, in addition, such fees as shall be collected pursuant to 
title 35, United States Code, and the Trademark Act of 1946, as amended (15 U.S.C. 1051 et seq.), 

may remain available without fiscal year limitation. 

SEC. 2. Notwithstanding any other provision of law, there.is authorized to-be appropriated for 
the payment of salaries and expenses of the Patent and Trademark Office, $121,461,000 for the 
ams ty pr ha 1982, and such additional or supplemental amounts as may be 

for increases in salary, pay, retirement, or other employee benefits authorized by law. 

SEC. 3. (a) Section 41(a) of title 35, United States Code, is amended to read as follows: 

»“(a) The Commissioner shall charge the following fees: 

eee eee ee ee ee = Os ame, Se 
addition, on filing or on presentation at any other time, $30 for each claim in independent form 
which is in excess of three, $10 for each claim (whether independent or dependent) which is in 
excess of twenty, and $100 for each application containing a multiple dependent claim. For the 
purpose of computing fees, ee ee eee 
or any claim depending therefrom shall be considered:as separate dependent claims in accordance 
ee ee ee eee Errors in payment of the additional fees 
may be rectified in accordance. with regulations of the Commissioner. 

“2. For issuing each original or reissue patent, except in design or plant cases, $500. 

In design and plant cases: 

design application, $125. 
each plant application, $200. 
’ poe Rp ene sg — 
d. On issuing each plant patent, $250. 
“4. On filing each application for the reissue of a patent, $300; in addition, on filing or on 
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presentation at any other time, $30. for each claim in independent form which is in excess of the 
number of independent claims of the original patent, and $10 for each claim (whether independent 
or dependent) which is in excess of twenty and also in excess of the number of claims of the original 
patent. Errors in payment of the additional fees may be rectified in accordance with regulations 
of the Commissioner. 

“5. On filing each disclaimer, $50. 

“6. On filing an appeal from the examiner to the Board of Appeals, $115; a 
ace anaes a: , $115, and on requesting an oral hearing before the Board of Appeals, 


“7. On filing each petition for the revival of an unintentionally abondoned application for a 
patent or for the unintentionally delayed payment of the fee for issuing each p.tent, $500, unless 35 USC 133, 151 
the petition is filed under sections 133 or 151 of this title, in which case the fee shall be $50. 

“8. For petitions for one-month extensions of time to take actions required by the Commis- 
sioner in an application: 

“a. On filing a first petition, $50. 
“b. On filing a second petition, $100. 
“c. On filing a third or subsequent petition, $200.”. 

(b) Section 41(b) of title 35, United States Code, is amended to read as follows: 

ee ee ee re 

“1. Three years and six months after grant, $400 

x" Seven years and six months after grant, $800. 

“3. Eleven years and six months after grant, $1,200. 

Unless payment of the applicable maintenance fee is received in the Patent and Trademark Office 
on or before the date the fee is due or within a period of six months thereafter, the patent 
will expire as of the end of such grace period. Commissioner may require the payment of 
a surcharge as a condition of accepting within such six-month grace period the late payment of 
an application maintenance fee. No fee will be established for maintaining a design or plant patent 
in force.” 

(c) Section 41(c) of title 35, United States Code, is amended to read as follows: 

“(c)(1) The Commissioner may accept the payment of any maintenance fee required by 
qcvesstion Gb of Gio cetion ahat dn ciethamt aun Gulab Ge Giiay to Chow ee hb ext 
faction of the Commissioner to have been unavoidable. The Commissioner may require the payment 
of a surcharge as a condition of accepting payment of any maintenance fee after the six-month 
grace period. If the Commissioner accepts payment of a maintenance fee after the six-month grace 
period, Oe en ee ee eee 

“(2) No patent, the term of which has been maintained as a result of the - acceptance of a payment 


continue the use of, or to sell to others to be used or sold, the specific thing so made, 

or used. The court before which such matter is in question may provide for the continued manufacture, 
use or sale of the made, purchased, or used as specified, or for the manufacture, use or sale of 
which substantial preparation was made after the six-month grace period but before the acceptance 
of a maintenance fee under this subsection, and it may also provide for the continued practice of 
any process, practiced, or for the practice of which substantial preparation was made, after the six- 
month grace period but prior to the acceptance of a maintenance fee under this subsection, to the 
extent and under such terms as the court deems equitable for the protection of investments made 
or business commenced after the six-month grace period but before the acceptance of a mainte- 
nance fee under the subsection.” 

(d) Section 41(d) of title 35, United States Code, is amended to read as follows: 

“(d) The Commissioner will establish fees for all other processing, services, or materials related 
to patents not specified above to recover the estimated average cost to the Office of such 
services, or materials. ee a ee ee en ee 
— ee the specifications and drawings for all patents issued in that year 
will be $50.”” 

(e) Section 41(f) of title 35, United States Code, is amended to read as follows: 

“(f) The fees established in subsections (a) and (b) of this section may be adjusted by the Com- 
missioner on October 1, 1985, and every third year thereafter, to reflect any fluctuations occuring 
Sate Sete ae ee 
Labor. Changes of less than 1 centum may be ignored,”. 

(f) Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), 
is amended by deleting “Fees will be set and adjusted by the Commissioner’to recover the ag- 
gregate 50 per centum of the estimated average cost to the Office of such processing. Fees for 
all other services or materials related to trademarks and other marks will recover the estimated 
average cost to the Office of performing the service or funished the material.”. 

Le pr nee 5, United States Code, is amended by adding the following sentence 
at the end thereof: “Fees available to the Commissioner under section 31 of the Trademark Act 
of 1946, as amended (15 U.S.C. 1113), shall be used exclusively for the processing of trademark 
registrations and for other services and materials related to trademarks.”. 

SEC. 4. Section 3(a) of title 35, United States Code is amended (1) by deleting the “not 
more than fifteen”; wep hate Man Saad > oy “appointed under section 7 of this title” 
immediately after the 

SEC. 5. Section 111 of title 35, United United States Gode, is amended to read as follows: 

“SEC. 111. Application for patent shall be made, way me ten a by the inventor, 
except as otherwise provided in this title, in writing to the Commissioner. Such application shall 
include (1) a specification as prescribed by section 112 of this title; (2) a drawing as prescribed 
by section 113 of this title; and (3) an oath by the applicant as prescribed by section 115-of this 
title. The application must be accompanied by the fee required by law. The fee and oath may be 
submitted after the specification and any required drawing are submitted, within such period and 
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under such conditions, including the payment of a surcharge, as may be prescribed by the Com- 
missioner. Upon failure 10 subunit the foc and oath within such prescribed period, the application 
shall be regarded as abandoned, unless it is shown to the satisfaction of the Commissioner that 
the delay in submitting the fee and oath was unavoidable. The filing date c- an application shall 
be the date on which the specification.and any required drawing are received in the Patent and 
Trademark Office.”. 

SEC. (a) Section 116 of title 35, United States Code, is amended (1) by deleting the phrase 
“Joint inventors” from the title and inserting in its place “Inventors”; and (2) in the third paragraph, 
by deleting the phrase “a person is joined in an application for patent as joint inventor through 
error, or a joint inventor is not included in an application through error” and inserting in its place 
the phrase “through error a person is named in an application for patent as the inventor, or through 
error an inventor is not named in an application”. 

(b) Section 256 of title 35, United States Code, is amended to read as follows: 


“§ 256. Correction of named inventor 


“Whenever through error a person is named in an issued patent as the inventor, or through 
error an inventor is not named in an issued patent and such error arose without any deceptive intention 
on his part, the Commissioner may, on application of all the parties and assignees, with proof of 
the facts and such other requirements as may be imposed, issue a certificate correcting such error. 

“The error of omitting inventors or naming persons who are not inventors shall not invalidate 
the patent in which such error occurred if it can be corrected as provided in this section. The court 
before which such matter is called in question may order correction of the patent on notice and 
hearing of all parties concerned and the Commissioner shall issue a certificate accordingly.”. 

SEC. 7. Section 6 of the title 35, United States Code, is amended by deleting paragraph (d) 


f. 

SEC. 8. (a) Section 8(a) of the Trademark Act of 1946, as amended (15 U.S.C. 1058(a)), is 
amended (a) by deleting the -word “still”; and (2) by inserting the phrase “in commerce” 
immediately after the word “use” 

(b) Section 8(b) of the Trademark Act of 1946, as amended (15 U.S.C. 1058(b)), is amended 
(1) by deleting the word “stille”; and (2) by inserting the phrase “in commerce” immediately 
after the word “use”. 

SEC. 9. (a) Section 13 of the Trademark Act of 1946, as amended (15 U.S.C. 1063), is amended 
(1) by deleting the phrase “a verified” and inserting in its place the word “an”; (2) by adding 
the phrase “when requested prior to the expiration of an extension” immediately after the word 
“cause”; and (3) by deleting the fourth sentence. 

(b) Section 14 of the Trademark Act of 1946, as amended (15 U.S.C. 1064), is amended by 
deleting the word “verified”. 

SEC. 10. Section 15 of the Trademark Act of 1946, as amended (15 U.S.C. 1065), is amended 
by deleting the phrase “the publication” and inserting in its place the word “registration”. 

SEC. 11. The first sentence of section 16 of the Trademark Act of 1946, as amended (15 U.S.C. 
1066), is amended to read as follows: “Upon petition showing extraordinary circumstances, the 
Commissioner may declare that an interference exists when application is made for the registration 
of a mark which so resembles a mark previously registered by another, or for the registration of 
which another has previously made application, as to be likely when applied to the goods or when 
used in connection with the services of the applicant to cause confusion or mistake or to deceive.”. 

SEC. 12. Section 21 of title 35, United States Code, is amended— 

(1) by deleting the phrase “Day for taking action falling on Saturday, Sunday, or holiday” 
from the title and inserting in its place the phrase “Filing date and day for taking action”; 
(2) by inserting the following as subsection (a): 

“(a) The Commissioner may be rule prescribe that any paper or fee required to be filed in the 
Patent and Trademark Office will be considered filed in the Office on the date on which it was 
deposited with the United States Postal Service or would have been deposited with the United States 
Postal Service but for postal service interruptions or emergencies designated by the Commissioner.”; 

(3) by designating the existing paragraph as subsection (b); and 
(4) by inserting the word “federal” in subsection (b), as designated above, immediately after 
the word “a”. 

SEC. 13. Section 6(a) of title 35, United States Code, is amended (1) by deleting the word “ “and”, 
third occurrence, and inserting in its place a comma; (2) by inserting the phrase “ , of exchanges 
of items or services” immediately after the word “programs”; and (3) by inserting ‘the phrase * ‘or 
the administration of the Patent and Trademark Office” immediately after the wond “law” , second 
occurrence. 

SEC. 14. (a) Section 115 of title 35, United States Code, is amended by (1) deleting the phrase 
“shall be” and inserting in its place the word “is”; and (2) inserting the following immediately 
after the phrase “United States”, third occurrence: “, or apostille of an official designated by a 
foreign country which, by treaty or convention, accords like effect to apostilles of designated officials 
in the United States”. 

(b) Section 261 of title 35, United States Code, is amended, in the third paragraph, by inserting 
the following immediately after the phrase “United States”, third occurrence: “, or apostille of 
an official designated by a foreign country which, by treaty or convention, accords like effect to 
apostilles of designated officials in the United States”. 

(c) Section 11 of the Trademark Act of 1946, as amended (15 U.S.C. 1061), is amended by 
(1) deleting the phrase “shall be”, first occurrence, and inserting in its place the word “is”; _ 
(2) inserting the following immediately after the phrase “United States”, third occurrence: 
apostille of an official designated by a foreign country which, by treaty or convention, pen 
like effect to apostilles of designated officials in the United States”. 


SEC. 15. Section 13 of title 35, United States Code, is amended by deleting “(a)9” and inserting 
in its place “(d)””. 
SEC. 16. Section 173 of title 35, United States Code, is amended to read as follows: “Patents 
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for designs shall be granted for the of fourteen years.” 

SEC. 17. (a) Sections 1, 2, 4, 7, 15 of this Act shall take effect on the date 
of enactment of this Act. Sections 3 and 1 i shall take effect on Oct. 1, 1982. The main- 
Somes tee ounce Ieanenen tes this Act shall not apply to patents applied for prior 
to the date of enactment of this Act. Each patent applied for on or after the date of enactment of 
this Act shall be subject to the maintenance fees established pursuant to section 3(b) of this Act 
As ape > anya amma tamaaat as to the amounts paid and the number and 
timing of the paymen 

(bX) Title 33, United States Code, is amended by inserting after section 293 the following 
new section of chapter 29: 


“§ 294. Voluntary arbitration 


“(a) A contract involving a patent or any right under a may contain a provision requiring 
arbitration of any dispute relating to patent validity or arising under the contract. In 
dhe dhusens of uch f eovhden to eacien to antahiien aitaeeaelaed te aaa 
may agree in writing to settle such dispute by arbitration. Any such provision or agreement shall 
be valid, irrevocable, and enforceable, except for any grounds that exist at law or in equity for 
revocation of a contract. 

“(b) Arbitration of such disputes, awards by arbitrators and confirmation of awards shall be 
governed by title 9, United States Code, to the extent such title is not inconsistent with this section. 
In any such arbitration proceeding, the defenses provided for under section 282 of this title shall 
be considered by the arbitrator if raised by any party to the 

“(c) An award by an arbitrator shall be final and binding between the parties to the arbitration 
but shall have no force or effect on any other person. The parties to an arbitration may agree that 
in the event a patent which is the subject matter of an award is subsequently determined to be 
invalid or unenforceable in a judgment rendered by a court to competent jurisdiction from which 
0 ap le ee ae a ee ee 
diction upon application by any party to the arbitratica. Any such modification shall sue the 
rights and obligations between such parties from the date of such modification. 

“(d) When an award is made by an arbitrator, the patentee, his assignee or licensee shall give 
notice thereof in writing to the Commissioner. There shall be a separate notice prepared for each 
patent involved in such proceeding. Such notice shall set forth the names and addresses of the 
parties, the name of the inventor, and the name of the patent owner, shall designate the number 
of the patent, and shall contain a copy of the award. ee tee 
requesting such modification shall give notice of such modification to the Commissioner. The 
Commissioner shall, upon receipt of either notice, enter the same in the record of the prosecution 


of such patent. If the required notice is not filed with the Commissioner, any party to the proceeding 
may provide such notice to the Commissioner. 
“(e) The award shall be unenforceable until the notice required by subsection (d) is received 
the Commissioner.” 
2) The analysis for chapter 29 of title 35 of the United States Code is amended by adding at 
the end the following: 


“294. Voluntary arbitration.”. 
(c) Sections 5, 6, 8 through 12, and 17(b) of this Act shall take effect six months after enactment. 
Approved Aug. 27, 1982. 
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The Committee on the Judiciary, to whom was referred the (H.R. 6260) to authorize 
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purposes, having considered the same, report favorably thereon with an amendment and rec- 
ommend that the bill as amended do pass. 

The amendment strikes out all after the enacting clause of the bill and inserts a new text 
which appears in italic type in the reported bill. 

PURPOSE OF THE BILL 

The purpose of H.R. 6260 is to authorize appropriations for the Patent and Trademark 

Office for fiscal years 1983 through 1985. 
STATEMENT 

The Subcommittee on Courts, Civil Liberties and the Administration of Justice previously 
held two days of hearings on the legislation, receiving testimony from a representative group 
of witnesses including the Commissioner of Patents and Trademarks, the American Bar 
Association Section of Patent, Trademark and Copyright Law, the American Patent Law 
Association, the Patent, Trademark and Copyright Section of the State Bar of Virginia, the 
United States Trademark Association and the General Patent Counsel of the General Electric 


H.R. 6260 reflects the recommendation of the Administration with three modifications 
as follows. First, the Administration proposal authorized the Commissioner of Patents and 
Trademarks to establish fees administratively. The subcommittee approved an amendment 
to set forth specific fees in the statute and limited the Commissioner’s authority to raise fees. 
Second, the Administration recommended that user fees recover 100% of the costs of actual 
processing of patents and trademarks. The subcommittee amended the bill to reduce by 50% 
patent filing and maintenance fees for individual inventors, small businesses and not for profit 
institutions. The effect of the amendment is to increase by $8 million the authorized appro- 
priation which would have been provided under the original Administration request. Third, 
the subcommittee adopted a recommendation of the Commissioner of Patents and Trademarks, 
the American Bar Association and a coalition of corporate patent counsel permitting arbitration 
of patent disputes. 

H.R. 6260 was considered by the Full Committee on the Judiciary on May 11, 1982 and 
was approved as reported by the subcommittee with an amendment offered by Mr. Frank 
described below. 


SYNOPSIS OF H.R. 6260 
SECTIONS 1...3 


Authorizes the Patent and Trademark Office for fiscal year 1983 at an appropriations level 
of $76,000,000 and for fiscal years 1984 and 1985 such sums as may be necessary. This 
would be augmented by additional fee income under the bill of approximately $79 million 
for a total budget of $155 million. In fiscal year 1982 the Patent and Trademark Office was 
authorized at a level of $118,961,000 of which $29,600,000 was provided through fee in- 
come. Fiscal year 1983 will be the first year in which fee income under P.L. 96-517 will 
be credited to the Patent and Trademark Office without being counted as part of its authorized 
appropriation. Had this new accounting procedure been applied to fiscal year 1982 the 
authorization and appropriation for the Patent and Trademar!. Office would have been $89 
million. This constitutes the actual level of taxpayer support of the Office. Thus, H.R. 6260 
authorizes the expenditure of tax revenue in fiscal 1983 to support the Patent and Trademark 
Office at a level $21 million lower than for fiscal 1982. H.R. 6260 proposes to double current 
fees as the means of making up for the difference between a lower level of taxpayer support 
and an increased total budget. Further, maintenance fees which were first authorized in P.L. 
96-517 and which will not begin to be collected until fiscal year 1986 (Oct. 1, 1985) will 
also be doubled over the amounts provided for under P.L. 96-517. 

The overall objective of H.R. 6260 is to provide for increased user support for the Patent 
and Trademark Office costs associated with the actual processing of patent applications by 
fiscal year 1996. The fee schedule is designed to return to the government 100% of actual 
costs. However, an amendment to the original Administration proposal adopted by the sub- 
committee would reduce by half the fees for individuals, small businesses and nonprofit 
inventors. At the present time less than 25% of the actual costs of processing patent applications 
are supported by fee revenue and under P.L. 96-517, which becomes effective on Oct. 1, 
1982, this amount will gradually begin to rise but will only reach 50% of actual costs in 1996. 

The amendment offered by Mr. Frank and approved by the Committee modifies that portion 
of Section 3 of H.R. 6260 dealing with Trademark fees. Public Law 96-517 (35 United States 
Code, section 31(a)) provides, “Fees will be set and adjusted by the Commissioner to recover 
in aggregate 50 per centum of the estimated average cost to the Office of such processing. 
Fees for all other services or materials related to trademarks and other marks will recover 
the estimated average cost . . . of performing the service or furnishing the material.” 

The Administration requested that the figure, “SO per centum”, be changed to “100 per 
centum”, thus mandating full recovery to the Treasury of all costs associated with processing 
trademarks. An amendment offered during subcommittee consideration of the legislation 
proposed to reduce fee generated revenue supporting processing of trademarks to less than 
the 100 per centum recovery level. The amendment was not agreed to. The author of the 
amendment, Mr. Frank, then proposed to amend the law to provide a statutory fee schedule 
which would return revenue to the Patent and Trademark Office at a level designed to recover 
100 per centum of costs. However, following consultations with interested parties, Mr. Frank 
modified his amendment simply to repeal those portions of P.L. 96-517 which mandate a 
specified level of cost recovery for the processing of trademark registrations. Thus, the level 
of cost recovery for processing of trademark registrations will be within the discretion of the 
Commissioner. The Committee is aware of the concerns of users of the Trademark registration 
system, however, and intends to exercise vigorous oversight with respect to the Commissioner 
to ensure that fees remain at a reasonable level and that trademark registrations are processed 
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in an efficient and cost effective manner. As part of this oversight, the Committee recommends 
the following fee structure to the Commissioner for Fiscal Year 1983. 


Type of fee: Proposed fee 
Application filing fee per class 


Section 12(c) claim 
New certificate 
Certificate of correction 
Disclaimer to registration 
Amendment to registration 
Per class combines section 8 and 15 affidavit . 
Per class section 8 affidavit alone 
Per class section 15 affidavit alone 
All petitions to Commissioner 
Cancellation opposition per class 
TTAB appeal 
Certified copies 
Copies of trademarks . 
Assignments 

100 plus for each mark in addition to 1. 


Section 3(d) also permits the Commissioner of Patents to accept late payment of maintenance 
fees where it is established that the delay in payment was unavoidable. 

Section 4 permits the Commissioner of Patents and Trademarks to appoint temporary ex- 
aminers in chief for the Board of Patent Appeals to deal more flexibly with workload. 
Section 5 permits late filing of the oath and fee accompanying submission of specifications 
and drawings which accompany patent claims. 

Section 6 permits greater flexibility in correcting mistakes in the naming of inventors on a 
patent application. 

Section 7 allocates funds from the Patent and Trademark Office to the Department of State 
to pay the financial obligations of administering the patent Cooperation Treaty. 

Section 8 clarifies the Trademark law with respect to what constitutes use of a mark “in 
commerce”. 

Section 9 deletes the burdensome technical requirement that trademark oppositions be verified. 
Section 10 makes the date of registration rather than the date of publication the crucial date 
for purposes of establishing the incontestability of a trademark. This eliminates an ambi- 
guity in the present law. 

Section | 1 limits the declaration ofinterferences under the trademark law to situations where 
extraordinary circumstances exist. 

Section 12 authorizes the Commissioner of the Patent and Trademark Office the flexibility 
to deal with problems of delay in filing due to postal service breakdowns. 

Section 13 permits the Commissioner of Patents to enter into cooperative studies, programs, 
exchanges and similar ventures associated with the administration of the Patent Office. 
Section 14 conforms U.S. Patent and Trademark Law to a recent international treaty governing 
diplomatic or consular legalization of documents. 

Section 15 corrects a mistaken citation in P.L. 96-517. 

Section 16 creates a uniform term for design 

Section 17 establishes the effective dates for provisions of the Act. Increased filing fees would 
apply to all applications made on or after the date of enactment of H.R. 6260. 

Section 18 permits voluntary arbitration of patent disputes. 


SECTION-BY -SECTION ANALYSIS 
SECTION 1 


This section authorizes appropriations for the Patent and Trademark Office for the payment 
of salaries and necessary expenses of the Office. For Fiscal Year 1983, this section author- 
izes appropriations of $76,000,000, and in fiscal years 1984 and 1985 such sums as may 
be necessary, as well as such additional and supplemental amounts as may be necessary to 
cover any increases in salary, pay, retirement, or employee benefits which may be authorized 
by law. Funds made available by these appropriations are to be used to reduce by 50 per 
centum the amount of the fees to be paid under title 35, United States Code, section 41(a) 
and (b) by independent inventors and nonprofit organizations as defined in regulations es- 
tablished by the Commissioner of Patents and Trademarks, and by small business concerns 
as defined in section 3 of the Small Business Act and by regulations established by the Small 
Business Administration. 

In addition, fees collected pursuant to title 35, United States Code, and the Trademark 
Act of 1946, as amended (15 U.S.C. 1051 et seq.), will augment the authorized appropriation 
to provide the resources needed to conduct the operations of the Office for fiscal year 1983. 
The total resources for the Office in fiscal year 1983, that is, the amount appropriated pur- 
suant to this section plus fees collected pursuant to the and trademark laws, which 
will be available to the Office, are estimated to be $154,934,000. The corresponding levels 
for fiscal year 1984 and fiscal year 1985 are estimated in the President's Budget to be $167 
million and $176 million, respectively. Any additional amounts to cover increases in salary, 
pay, retirement, erother employes benstite which any Seautesinnd ty tow wil Uste ofiiien 
to, and will therefore increase, those program levels. Finally, any funds appropriated pur 
suant to this section and all fees collected, when qpastiied tn chagunagelationss, will suuain 
available without any fiscal year limitation. 
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SECTION 2 


This section provides that, notwithstanding any other provision of law, there is authorized to 
be appropriated to the Patent and Trademark Office for fiscal year 1982, $121,461,000 and such 
additional or supplemental amounts as may be necessary for increases in salary, pay, retirement, 
or other ‘ee benefits authorized by law. This section increases the amount authorized for the 
Patent and Trademark Office by 2.5 million over that authorized in Public law 97-35. The President 
is recommending a supplemental appropriation of $2,500,000 for the Patent and Trademark Office 
for fiscal year 1982 in order to carry out the program recommendations included in his fiscal year 
1983 Budget. 


SECTION 3 


This section establishes certain statutory fees which are to be charged by the Commissioner and 
authorizes the Commissioner to establish other fees whose amounts are not specifically set. Thus, 
the major routine fees which are applicable to patents and patent application processing are established 
(e.g., filing, issuance, and maintenance fees). The Commissioner is authorized to establish fees for 
all other processing, services, or materials related to patents which are not specifically established 
by statute. The processing and service fees, which would be established at a level to recover the 
estimated average costs to the Office. A more specific discussion of the various provisions of this 
section is set forth below. 

Section 3(a) amends section 41(a) of title 35 to provide the amounts of the fees for filing and 
issuance of patent applications. In addition, the section includes provisions for increasing the filing 
fees due to increased complexities presented by certain applications, e.g., applications containing 
more than a specified number of claims and any application containing a multiple dependent claim. 
The section also provides that fees will be charged when the number of claims is increased above 
the specified number or when a multiple dependent claim is first presented, whether on filing or 
at a later point in processing. 

Under section 41(a)1, the filing fee for an original patent, except in design or plant cases, is 
$300. In addition, on filing or on presentation at any other time, $30 is due for each claim in 

it form which is in excess of three, $10 is due for each claim (whether independent or 
dependent) which is in excess of twenty, and $100 is due for each application containing a multiple 
dependent claim. The latter fee is a one-time charge per application due the first time a multiple 
dependent claim is presented for examination. For the purpose of computing fees, a multiple 
it claim as referred to in section 112 of title 35, United States Code, or any claim depending 
therefrom, will be considered as separate dependent claims in accordance with the number of claims 
to which reference is made. Under the section, errors in payment of the additional fees may be rec- 
tified in accordance with regulations of the Commissioner. This will enable the Commissioner to 
establish regulations whereby patent applications may correct, without prejudice, errors in payment 
of the additional fees, i.e., those in addition to the basic fees established. 

Under section 41(a)2, the fee for issuing all original and reissue patents, except in design or plant 
cases, would be a uniform amount of $500. No supplemental issue fees are required. 

Section 41(a)3 establishes fixed fees for filing applications for, and issuance of design and plant 
patents. For design patent cases, the filing fee would be $200 and the issue fee $250. 

Section 41(a)4 relates to fees in reissue cases and establishes a fee of $300 for filing each application 
for the reissue of a patent. In addition, on filing or on presentation at any other time, $30 is due 
for each claim in independent form which is in excess of the number of independent claims of the 
original patent, and $10 is due for each claim (whether independent or dependent) which is in excess 
of twenty and also in excess of the number of claims of the original patent. Errors in payment of 
the additional fees may be rectified in accordance with regulations of the Commissioner. 

Under section 41(a)5, a fee of $50 would be established for filing each disclaimer in a patent 
or patent application. 

Section 41(a)6 establishes a fee due on filing an appeal from the examiner to the Board of Appeals 
of $115. In addition, a fee of $115 is due on filing a brief in support of the appeal, and a fee of 
$100 is due for requesting an oral hearing before the Board of Appeals. 

Section 41(a)7 establishes two different fees for filing petitions with different standards to revive 
abandoned patent applications. The same two fees are applicable to petitions to accept the delayed 
payment of the fee for issuing a patent. The fees set forth in this section are due on filing the petition. 
Since the section provides for two alternative fees with different standards, the section would permit 
the applicant seeking revival or acceptance of a delayed payment of the fee for issuing a patent 
to choose one or the other of the fees and standards under such regulations as the Commissioner 
may establish. Under the section the Commissioner could establish time limits within which petitions 
under each of the different fees and standards can be filed. The section establishes a fee of $500 
for filing each petition for revival or for acceptance of the delayed payment of an issue fee where 
the abandonment or the failure to pay the issue fee is unintentional. In order to prevent abuse and 
injury to the public the Commissioner could require a terminal disclaimer equivalent to the period 
of abandonment and could require applicants to act promptly after becoming aware of the aban- 
donment. The section establishes a fee of $50 for filing a petition under sections 133 or 151 of 
title 35 in accordance with standards presently in effect requiring that the delay resulting in the aban- 
donment, or the delay in payment of the issue fee, be unavoidable. Under this section a petition 
accompanied by either a fee of $500 or a fee of $50 would not be granted where the abandonment 
or the failure to pay the fee for issuing the patent was intentional as opposed to being unintentional 
or unaviodable. This section would permit the Commissioner to have more discretion than present 
law to revive abandoned applications and accept late payment of the fee for issuing a patent in 

ate circumstances. 

Section 41(a)8 establishes fees for filing of petitions for extensions of time. Various time periods 
are set by the Office for taking actions on matters relating to patent applications. These time periods 
are set pursuant to statute or by regulations established by the Commissioner under the authority 
granted to the Commissioner by statute. This section would provide for fees for filing petitions to 
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extend the time periods set pursuant to statute or by regulations for taking action within any limitations 
set Statute. 

Deed enb ts centititinhtes Cian atamestiiiaieaeiiatsiapestiaa sites aii, 
fee of $100 for filing a request for a second one month extension of time which would expire two 
months after the end of the time period set for taking action, and an additional fee of $200 for filing 
a request for a third one month extension of time which would expire three months after the end 
of the time period set for taking action. A subsequent or fourth extension could be requested if 
additional time was available under the statute. In no case could a period be extended beyond the 
maximum time set by statute. 

The Com missioner may issue regulations providing when, within any maximum period permitted 
by statute, petitions for extensions of time, and the required fee therefor, may be filed. This section 
does preclude the Commissioner from waiving the fee for filing a petition for an extension of time 
where the Office extends the period due to equity considerations or sufficient cause. 

Section 41(b) provides that the Commissioner charge the following fees for maintaining a patent 
other than a design or plant patent, in force: at three years and six months after grant, $400; at seven 
years and six months after grant, $800; and at eleven years and six months after grant, $1,200. Unless 
payment of the applicable maintenance fee is received in the Patent and Trademark Office on or 
before the date the fee is due or within a grace period of six months thereafter, the patent will expire 
as of the end of such grace period. The Commissioner may require the payment of a surcharge 
as a condition of accepting within such six-month grace period the late payment of a maintenance 
fee. 

In order to avoid an inequitable loss of patent rights, the Commissioner is given the authority 
to accept payment of any maintenance fee after the six-month grace period if it is established that 
the delay in payment was unavoidable. It is intended that the Commissioner will issue regulations 
establishing guidelines for acceptance of late payment. After the expiration of a reasonable period 
of time, the patentee would bear a heavy burden of proof that the delay was unavoidable. A surcharge 
may be imposed by the Commissioner as a precondition to acceptance of a late fee. This surcharge 
may be in addition to any surcharge imposed for payment during the grace period. 

Cryer yp or ete py ep ee - 
use of a patent which expired for failure to pay a maintenance fee and which was 
reestablished by acceptance of the late payment. The intervening rights provision in sectioa 41(¢)(2) 
is similar to the intervening rights provision in 35 U.S.C. 252 concerning reissued patents. 

Section 41(d) provides that the Commissioner establish fees for all ot - | rocessing services, 
or materials related to patents not specified in section 41 at an amount caiculated to recover the 
estimated average cost to the Office of such processing, services, or materials. Such processing and 
other services includes, but is not limited to, the processing of various petitions desiring certain 
actions to be taken regarding patent applications, recording of assignments, reexamination of patents 
and the processing of international applications. Fees for materials include the price of patent copies, 
certifications and other copying services. The yearly fee for providing a library specified in section 
13 of title 35 with uncertified copies of the specifications and drawings for all patents issued in 
that year is set at $50. 

Section 41(f) provides that the fees established in subsections (a) and (b) of section 41 may be 
adjusted by the Commissioner on Oct. 1, 1985, and every third year thereafter, to reflect any 
fluctuations occurring during the previous three years in the Consumer Price Index, as determined 
by the Secretary of Labor. Changes of less than one per centum may be ignored by the Commissioner 
in making such adjustments. 

Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), is 
being changed to grant the Commissioner discretion to establish the level of recovery of office costs 
related to trademarks. It is expected that the Commissioner will set the fees in a way that the filing 
fee will be kept as low as possible to foster use of the Federal registration system. This may require 
that other fees for services or materials related to trademarks recover more than their actual estimated 
cost in order that the Commissioner achieve in the aggregate adequate cost recovery for the entire 
trademark operation. 

A provision is inserted in section 42(c) of title 35 in order to ensure that the tradermark fees 
collected are used to fund trademark operations only and not the processing of patent applications. 


SECTION 4 


Section 3 of title 35 is amended by deleting specific reference to the number of examiners-in- 
chief in the first sentence. Elimination of the upper limit on the number of permanent members 
of the Board of Appeals would provide greater flexibility in filling most of its personnel needs, 
thereby avoiding an excess of examiner details. The authority to appoint acting examiners-in-chief, 
however, is maintained in order that temporary fluctuations in the workload of the Board may be 
accommodated. 


SECTION 5 


Under revised section 111 of title 35, the filing date of an application would be that on 
the specification and any ee the Patent and Trademark Office. 
oath or declaration and filing fee could be submitted at such later time as established by the 
Commissioner, without any loss of the original filing date. Under the amendment, an applicant could 
either file the oath or declaration (including the applicant’s signature) and fee together with an 
application or submit them at a later time as determined by the Commissioner. 

The section would also authorize the imposition of a surcharge as a condition for accepting filing 
of the oath of payment of the filing fee after the filing date of the application. Since an application 
filed without the oath or declaration would not be signed or “made” by the applicant, the amendment 
permits a patent attorney or agent, authorized by the applicant, to submit the specification and drawings 
for the purpose of obtaining a filing date. Should the applicant, however, fail to file the oath or 
declaration, or pay the filing fee within the time limits set by the Commissioner, the application 
would be regarded as having been abandoned. 
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SECTION 6 


The third paragraph of section 116 of title 35 is amended to enlarge the possibilities for correcting 
misnamed inventive entities. As a consequence, correction would be permitted also in cases where 
the person originally named as inventor was in fact not the inventor of the subject matter contained 
in the application. If such error occurred without any deceptive intention on the part of the true inventor, 
the Commissioner would have the authority to substitute the true inventor for the erroneously named 
person. Although probably rarer, instances such as changes from a mistakenly identified sole inventor 
to a different, but actual, joint inventors, conversions from erroneously identified joint inventors 
to different but actual, joint inventors, and conversions from erroneously identified joint inventors 
to a different, but actual, sole inventor would also be permitted. In each instance, however, the 
Commissioner must be assured of the presence of innocent error, without deceptive intention on 
the part of the true inventor or inventors, before permitting a substitution of a true inventor’s name. 

The ability to receive a filing date based on a specification and drawings without signature as 
set forth in revised section 111 of title 35, and to file the oath or declaration and pay the filing fee 
within such period as determined by the Commissioner is also available to joint inventors. 

Section 256 of title 35, which is a companion to section 116, would be amended to similarly 
enlarge the possibilities for correction of misnamed inventors in issued patents. 


SECTION 7 


Section 6(d) of title 35, which provides for the allocation of appropriated Patent and Trademark 
eR ee ee ee ae States financial obligations under 
the Patent Cooperation Treaty, is deleted. The Department of State has traditionally assumed re- 
sponsibility for financial obligations for international agreements to which the United States adheres. 


SECTION 8 


Section 8(a) of the Trademark Act is amended to clarify that the continued use required to be 
shown in the sixth year be use “in commerce”. Although it is believed by some that omission of 
the words “in commerce” may have been inadvertent in the 1946 Act, this section has been inter- 
en ee a 
tation is fundamentally in conflict with other requirements of the Act. 

Gestion OOD of Gon Ast to chen canented to dlaiily Git Gre enitioned exe sition’ to be shown 
in the sixth year be use “in commerce”. Although it is believed by some that omission of the words 
“in commerce may have been inadvertent in the 1946 Act, this section has interpreted so that use 
in a foreign country, or use in intrastate commerce, is sufficient. Such interpretation is fundamentally 
in conflict with other requirements of the Act. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be shown 
in the sixth year be use “in commerce” for registrations published under section 12(c) of the Act. 
(This pertains to registrations issued under the Act of Mar. 3, 1881 and the Act of Feb. 20, 1905). 

The word “still” has been deleted from section 8(a) and 8(b). Thus, the owner of a registration 
issued on the basis of a foreign registration under the provisions of section 44(e) of the Act will 
have to submit an affidavit to the effect that the mark is in use in commerce. Since the mark need 
- not be used in commerce when it is registered, the requirement cannot be required to state that it 

is “still” in such use. 


SECTION 9 


Section 13 of the Trademark Actis amended to delete the requirement that an opposition be verified. 
The sentence which allowed an unverified application to be verified at a later date has been deleted. 
In addition, a phrase has been added to make it clear that any subsequent extension of time to file 
an opposition, beyond the first extension, must be requested before the end of the preceding extension. 


Section 14 of the Trademark Act would also be amended to delete the requirement that a petition 
to cancel a registration be verified. 


SECTION 10 


Section 15 of the-Trademark Act is amended to change the term “the publication” to “regis- 
tration” in the first sentence. This change makes the date of registration rather than the date of 


publication the crucial date for purposes of incontestablility. It will also make section 15 consistent 
with sections 22 and 33 of the Act. 


SECTION 11 


Section 16 of the Trademark Act.is amended to limit the declaration of interferenc::s to those 
situations where a petition to the Commissioner shows that extraordinary circumstance : exist, the 
rights of the parties can be determined adequately by the existing opposition and cancellation 
procedures. Additionally, if an interference is declared between an application and a registration 
and the applicant wins, a cancellation must still be initiated against the registration. 


SECTION 12 


A new subsection (a) has been added to section 21 of title 35 to authorize, but not to require, 
the Commissioner of Patents and Trademarks to give as the filing date of any paper or fee which 
© cuaeioed op bo Sed tn cae foaen ond Uicheenk Gain Gorti-en onthe tater ar the was 
deposited with the United States Postal Service. The Commissioner may also give as the filing date 
of any paper or fee which was required to be filed in the Patent and Trademark Office the date it 
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would have been deposited with the United States Postal Service but for postal service interruptions 
or emergencies which the Commissioner designates. The requirements governing whether any given 
paper or fee may be given the filing date of the day on which it was, or would have been deposited 
with the United States Postal Service will be set forth in regulations established by the Commissioner. 

Section 21(b) of title 35 is identical to existing section 21 with two minor amendments. The word 
“federal” has been inserted before the phrase “holiday withir the District of Columbia” to clarify 
the nature of the holiday. 


SECTION 13 


This section clarifies the authority of the Commissioner in section 6(a) of title 35 to enter into 
a wide range of cooperative agreements concerning the patent and trademark laws or the admini- 
stration of the Patent and Trademark Office. These agreements are in addition to the exchange of 
publications authorized in 35 U.S.C. 11(b) and 12. These cooperative may take the form 
of studies, programs, exchanges, and other similar ventures. Thus, the and Trademark Office 
could, for example, exchange patent copies, non-patent literature, tapes or services in return for 
goods or services of value to the Patent and Trademark Office. 


SECTION 14 


The amendments of 35 U.S.C. 115 and Section 11 of the Trademark Act of 1946 recognize the 
Hague “Convention Abolishing the Requirement of Legalization for Foreign Public Documents” 
which entered into force in the United States on Oct. 15, 1981. The Convention abolishes the 
requirement of diplomatic or consular legalization tor foreign public documents which are sworn 
to or acknowledged by a notary public in any of the countries adhering to the Convention. For 
documents executed by a notary public of all other foreign countries, diplomatic or consular le- 
galization will still be required. 

Tne amendment of 35 U.S.C. 261 is intended to give affirmative effect to acknowledgments exe- 
cuted pursuant to the Hague Convention. 


SECTION 15 


This section corrects an incorrect citation. Public Law 96-517 amended section 41 of title 35, 
United States Code, in a way which eliminated 35 U.S.C. § 41(a)(9). Unfortunately, section 13 of 


title 35, United States Code, was not amended accordingly by Public Law 96-517. This section corrects 
that oversight. 


SECTION 16 
This section sets a uniform term of fourteen years for all design patents. 
SECTION 17 


Sections 17(a) and (c) specify the effective dates of the Act. Section 17(a) also specifies that 
the maintenance ee eee me ae ee ee ee ee 
the application was filed on and after the date of enactment or to maintenance fees later established 
by law. 

Section 17(b) adds a section to title 35 providing for the voluntary arbitration of patent disputes 
by the parties to the dispute. The section requires that the Commissioner be notified in writing of 
an award made by an arbitrator or modified by a court. Such notification will be entered in the 
record of the prosecution of the patent. 

At present, ee 0 ae ee ee 
enforceable by the courts; however, ap Ace ea ey itration 
of disputes concerning patent validity or infringement. In this regard, see, for example, Zip Mfg. 
Co. v. Pep Mfg. Co. 44 F.2d 184, 7 US.P.Q. 62 (D. Del. 1930) and Beckman Instruments, Inc. 
v. Technical Developments Corp. 433 F.2d 55, 167 U.S.P.Q. 10 (7th Cir. 1965). 

Poe me mpeg epee meme ee 
and the Department of Justice endorsed a provision specifically authorizing arbitration of validity 
and infringement disputes. This provision, included in an omnibus patent law revision bill, S. 2504, 
was never enacted due to the many controversial aspects of that 

In the view of the Committee, a statutory authorization of voluntary agreements to arbitrate validity 
and infringement disputes would benefit both the parties to these disputes and the public. 

Statutory endorsement of arbitration agreements would assure the parties that they could avail 
themselves of the numerous advantages of arbitration without the possibility of having to reargue 
the dispute in court. The advantages of arbitration are many: Sey Cores Sa 
litigation; it can have simpler procedural aaa evidentiary rules; it normally minimizes hostility and 
is less disruptive of ongoing and future business dealings among the parties; it is often more flexible 
in regard to scheduling of times and places of hearings and discovery devices, and, arbitrators are 
frequently better versed than judges and juries in the area of trade customs and the technologies 
involved in these disputes. 

The enforcement of voluntary arbitration provisions would serve the public in two ways. First, 
ecneiy of attnatnn 8S ee eS eee 
will encourage innovation. This view is supported by the Commutiee for Economic Development 
in their Jan. 1980 statement entitled “Stimulating Technological Progress.” Secondly, arbitration 
could relieve some of the burdens on the overworked Federal courts. Chief Justice Burger in his 
speech to the American Bar Association on Jan. 24, 1982, generally endorsed the use of arbitration 
to reduce the judicial backlog. Also, I think it is important to note that the American Bar Association's 
Section on Patent, Trademark and Copyright Law has endorsed court enforcement of 
agreements calling for arbitration of validity and infringement. 
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The recommendations of the Secretary of Commerce to increase substantially patent and trademark 
user fees were made on the promise that such increases “will lay the groundwork for revitalizing 
the patent and trademark systems.” The Secretary committed to three major goals: (1) to reach an 
average patent application pendency time of 18 months by FY 1987, (2) to issue an examiner’s 
first action on trademark registrability in three months and disposal of an application within 13 months, 
and (3) to move realistically toward a fully automated Office by the 1990’s. In accepting the 
Administration’s recommendations on user fees, the Committee fully expects the Administration 
to live up to its end of the bargain to bring about a first-class Patent and Trademark Office. To 
provide an opportunity for timely and effective Committee oversight of progress toward improving 
the Patent and Trademark Office, the Committee directs that the Secretary of Commerce report 
annually to the Committee on progress toward achieving the three major goals of the Patent and 
Trademark Office, as outlined above, and, in addition, promptly inform the Committee at any time 
it appears that any of the goals, for any reason, is viewed as not attainable. 


OVERSIGHT STATEMENT 


The Committee on the Judiciary has oversight responsibility over the Patent and Trademark Office 
in the Department of Commerce. In addition to its ongoing oversight, the Committee’s Subcommittee 
on Courts, Civil Liberties and the Administration of Justice held an oversight hearing with respect 
to the Patent and Trademark Office on Mar. 4, 1981, published as Oversight Hearings Before the 
Subcommittee on Courts, Civil Liberties and the Administration of Justice of the Committee on 
the Judiciary, House of Representatives, Ninety-Seventh Congress, First Session on the Copyright 
Office, The U.S. Patent and Trademark Office, and the Copyright Royalty Tribunal. Serial No. 17. 

The Committee expects to continue its oversight activities in this area. 


STATEMENT OF THE BUDGET COMMITTEE 


No statement has been received on H.R. 6260 from the House Committee on the Budget. 


STATEMENT OF THE CONGRESSIONAL BUDGET OFFICE 


Pursuant to clause 7, rule XIII of the Rules of the House of Representatives and section 403 
of the Congressional Budget Act of 1974, the following is the cost estimate of H.R. 6260, as amended, 
prepared by the Congressional Budget Office. 


U.S. CONGRESS 
CONGRESSIONAL BUDGET OFFICE, 
Washington, D.C., May 13, 1982. 


Hon. PETER W. RODINO, Jr., 
Chairman, Committee on the Judiciary, House of Representatives, Washington, D.C. 

DEAR MR. CHAIRMAN: Pursuant to Section 403 of the Congressional Budget Act of 1974, the 
Congressional budget Office has prepared the attached cost estimate for H.R. 6260, a bill to authorize 
appropriations to the Patent and Trademark Office in the Department of Commerce, and for other 

S. 
Should the Committee so desire, we would be pleased to provide further details on this estimate. 
Sincerely 
ALICE M. RIVLIN, 
Director. 


CONGRESSIONAL BUDGET OFFICE COST ESTIMATE 


1. Bill number: H.R. 6260. 

2. Bill title: A bill to authorize appropriations to the Patent and Trademark Office in the Department 
of Commerce, and for other ‘ 

3. Bill status: As ordered reported by the House Committee on the Judiciary, May 11, 1982. 

Bill purpose: H.R. 6260 would authorize 1982 iations at a level $2.5 million above the 
amount already appropriated, and would provide a $76 million authorization level in 1983 to carry 
out the activities of the Patent and: Trademark Office (PTO). In addition, such sums as may be 
necessary are authorized for fiscal years 1984 and 1985, plus such additional or supplemental amounts 
as may be necessary for increases in salary, pay, retirement, or other benefits authorized by law 
for each fiscal year 1983 thorugh 1985. PTO would also have available for obligation offsetting 
a collections as provided for in Public Law 96-517, plus the additional fees as specified in H.R. 

60. 

Assuming enactment of H.R. 6260, total PTO collections over time would result in recovery of 
approximately 100 percent of patent and trademark processing costs. Individuals, small businesses, 
and non-profit institutions would be exempt from the proposed additional fees, however, but would 
continue to follow the fee schedule outlined in P.L. 96-517, which assumes the ultimate recovery 
of approxiamtely 50 percent of all processing costs. 

The President’s 1982 budget includes a request for a $2.5 million supplemental for the PTO. 
The Administration has recommended increasing user fees to ultimately recover 100 percent of proc- 
essing Costs beginning in 1983, but does not provide for any exemptions to the proposed fee increases 
relative to current law. The effect of exemptions is to increase by approximately $8 million the 
authorized level of appropriations relative to the Administration’s request. 

_. In addition, the bill would make a number of other changes that are not expected to have a cost 
impact. 

5. Cost estimate: 


(By fiscal years, in millions of dollars} 
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ee ee ee a ae 
Authorization level: 
68 864 868 


: 828 864 868 .... 
Total estimated outlays 24 618 824 828 5.5 


Including outlays from appropriations to date for PTO, total 1982 outlays are estimated to be 
$121.5 million, and total 1983 outlays are estimated to be $79.8. 


The costs of this bill fall within budget subfunction 376. 

6. Basis of estimate: The authorization levels for PTO for 1982 and 1983 are those specified 
in the bill. The estimate authorization levels for 1984 and 1985 assume a level of funding sufficient 
to maintain a program level of $167 million and $176 million, respectively, including offsetting 
collections. In addition, authorization for increases in pay and other benefits of approximately $6.8 
million, $7.4 million, and $7.8 million for fiscal years 1983 through 1985, respectively, were estimated 
based on CBO’s current inflators. Outlays are based on spending patterns. 

The estimated collections to PTO as a result of fees charged to cover the costs of processing 
trademarks and patents were provided by the agency, and assume the fee structure outlined in the 
bill. The estimated collections, under current law and under H.R. 6260, are shown in the table below. 


[By fiscal years, in millions of dollars} 


1982 1983 1984 1985 1986 


Estimated offsetting collections: 


8. Previous CBO estimate: None. 
9. Estimate prepared by: Mary B. Maginniss. 
10.Estimate approved by: C. G. Nuckols (James L. Blum, Assistant Director for Budget Analysis). 


COMMITTEE VOTE 


The Committee on the Judiciary ordered H.R. 6260 as amended reported by a voice vote, without 
objection being heard, with a quorum of Members being present. 


CHANGES IN EXISTING LAW MADE BY THE BILL, As REPORTED 
In compliance with clause 3 of Rule XIII wrt nat oh ie Pye em ter 
existing law made by the bill, as reported, are shown as follows (existing law proposed to be omitted 
is enclosed in black brackets, new matter is printed in italics, existing law in which no change is 
proposed is shown in roman): 


TITLE 35, UNITED STATES CODE 
PART 1...PATENT AND TRADEMARK OFFICE 


CHAPTER 1...ESTABLISHMENT, OFFICERS, FUNCTIONS 


esee88 
§ 3. Officers and employees. 


(a) There shall be in the Patent and Trademark Office a Commissioner of Patents and Trademarks, 
a Deputy Commissioner, two Assistant Commissioners, and [not more than fifteen] examiners- 
in-chief appointed under section 7 of this title. The Deputy Commissioner, or, in the event of a 
vacancy in that office, the Assistant Commissioner 


Commissioners shall be appointed by the President, by and with the advice and consent of the Senate. 
The Secretary of Commerce, upon the nomination of the Commissioner, in accordance with law 
shall appoint all other officers and employees. 


§ 6. Duties of Commissioner. 


(a) The Commissioner, under the direction of the Secretary of Commerce, shall superintend 
or perform all duties required by law respecting the granting and issuing of patents and the registration 
of trademarks; shall have the authority to carry on studies [and] programs, or exchanges of items 
or services regarding domestic and international patent and trademark law or the administration 
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of the Patent and Trademark Office, and shall have charge of property a to the Patent and 
Trademark Office. He may, subject to the approval of the Secretary of Commerce, establish regu- 
lations, not inconsistent with law, er 

(b) The Commissioner, under the direction of the Secretary of Commerce, may, in coordina- 
tion with the Department of State, carry on programs and studies cooperatively with foreign — 
offices and international intergovernmental organizations, or may authorize such programs and 
studies to be carried on, in connection with the performance of duties stated in subsection (a) of 
this section. 

(c) The Commissioner, under the direction of the Secretary of Commerce, may, with the 
concurrence of the Secretary of State, transfer funds appropriated to the Patent and Trademark Office, 
not to exceed $100,000 in any year, to the Department of State for the purpose of making special 
Payments to internatinal intergovernmental organizations for studies and programs for advancing 
international cooperation concerning patents, trademarks, and related matters. These special pay- 
ments may be in addition to any other payments or contributions to the international organization 
and shall not be subject to any limitations imposed by law on the amounts of such other payments 
or contributions by the Government of the United States. 

{(d) The Commissioner, under the direction of the Secretary of Commerce, may, with the 
concurrence of the Secretary of State, allocate funds appropriated to the Patent Office, to the 

of State for the purpose of payment of the share on the part of the United States to 
the working capital fund established under the Patent Cooperation Treaty. Contributions to cover 
Gupchane on Goo part of tho Unieed States of any epesating deficits off tas International Buseen ender 
the Patent Cooperation Treaty shall be included in the annual budget of the Patent Office and may 
be transferred by the Commissioner, under the direction of the Secretary of Commerce, to the 
Department of State for the purpose of making payments thereof to the International Bureau.) 


eee 
§ 13. Copies of patents for public libraries. 

The Commissioner may supply printed copies of specifications and drawings of patents to public 
libraries in the United States which shall maintain such copies for the use of the public, at the rate 
for each year’s issue established for this purpose in section 41 [(a)9] (d) of this title. 

see 
CHAPTER 2...PROCEEDINGS IN THE PATENT AND TRADEMARK OFFICE 


§ 21. [Day for taking action falling on Saturday, Sunday, or holiday] Filing date and day for 
taking action. 


(a) The Commissioner may by rule prescribe that any paper or fee required to be filed in the 
Patent and Trademark Office will be considered filed in the Office on the date on which it was deposited 
with the United States Postal Service or would have been deposited with the United States Postal 
Service but for postal service interruptions or emergencies designated by the Commissioner. 

(b) When the day, or the last day, for taking any action or paying any fee in the United States 
Patent and Trademark Office falls on Saturday, Sunday, or a Federal holiday within the District 


of Columbia, the action may be taken, or the fee paid, on the next succeeding secular or business 
day. 


s*e*4% 


CHAPTER 4...PATENT FEES 


s*#e2% 
§ 41. Patent fees 


[(a) The Commissioner of Patents will establish fees for the processing of an application for a 
patent, from filing through disposition by issuance or abandonment, for maintaining a patent in force, 
and for providing all other services and materials related to patents. No fee will be established for 
maintaining a design patent in force. 

[(b) By the first day of the first fiscal year beginning on or after one calendar year after enactment 
of this Act, fees for the actual processing of an application for a patent, other than for a design 
patent, from rey through disposition by issuance or abandonment, will recover in aggregate 25 
per centum of the estimated average cost to the Office of such processing. By the first day of the 
first fiscal year beginning on or after one calendar year after enactment, fees for the processing 
of an application for a design patent, from filing through disposition by issuance or abandonment, 
will recover in aggregate 50 per centum of the estimated average cost to the Office of such processing. 

[(c) By the fifteenth fiscal year following the date of enactment of this Act, fees for maintaining 
patents in force will recover 25 per centum of the estimated cost to the Office, for the year in which 
such maintenance fees are received, of the actual processing all applications for patents, other than 
for design patents, from filing through disposition by issuance or abandonment. Fees for maintaining 
a patent in force will be due three years and six months, seven years and six months, and eleven 
years and six months after the grant of the patent. Unless payment of the applicable maintenance 
fee is received in the Patent and Trademark Office on or before the date the fee is due or within 
a grace period of six months thereafter, the patent will expire as the end of such grace period. The 
Commissioner may require the payment of a surcharge as a condition of accepting within such six- 
month grace period the late payment of an applicable maintenance fee. 


JANUARY 2, 1990 





JANUARY 2, 1990 U.S. PATENT AND TRADEMARK OFFICE 


[(d) By the first day of the first fiscal year beginning on or after one calendar year after enactment, 
fees for all other services or materials related to patents will recover the estimated average cost to 
the Office of performing the service or furnishing the material. The yearly fe for providing a library 
specified in section 13 of this title with uncertified printed copies of the specifications and drawings 
for all patents issued in that year will be $50.] 

(a) The Commissioner shall charge the following fees: 

1. On filing each application for an original patent, except in design or plant cases, $300; in 
addition, on filing or on presentation at any other time, $30 for each claim in independent form 
which is in excess of three, $10 for each claim (whether independent or dependent) which is in 
excess of twenty, and $100 for each application containing a multiple dependent claim. For the 
purpose of computing fees, a multiple dependent claim as referred to in section 112 of this title 
or any claim depending therefrom shall be considered as separate dependent claims in accordance 
with the number of claims to which reference is made. Errors in payment of the additional fees 
may be rectified in accordance with regulations of the Commissioner. 

2. For issuing each original or reissue patent, except in design or plant cases, $500. 

3. In design and plant cases: 

a. On filing each design application, $125. . 
b. On filing each plant application, $200. 

c. On issuing each design patent, $175. 

d. On issuing each plant patent, $250. 

4. On filing each application for the reissue of a patent, $300; in addition, on filing or on 
presentation at any other time, $30 for each claim in independent form which is in excess of the 
number of independent claims of the original patent, and $10 for each claim (whether independent 
or dependent) which is in excess of twenty and also in excess of the number of claims of the original 
patent. Errors in payment of the additional fees may be rectified in accordance with regulations 
of the Commissioner. 

5. On filing each disclaimer, $50. 

6. On filing an appeal from the examiner to the Board of Appeals, $115; in addition, on filing 
‘ brief in support of the appeal, $115, and on requesting an oral hearing before the Board of Appeals, 

100. 

7. On filing each petition for the revival of an unintentionally abandoned application for a patent 
or for the unintentionally delayed payment of the fee for issuing each patent, $500, unless the 
a is filed under sections 133 or 151 of this title, in which case the fee shall be 

0 

8. For petitions for one-month extensions of time to take actions required by the Commissioner 
in an application: 

a. On filing a first petition, $50. 
b. On filing a second petition, $100. 
c. On filing a third or subsequent petition. $200. 
(b) The Commissioner shall charge the following fees for maintaining a patent in force: 
1. Three years and six months after grant, $400. 
2. Seven years and six months after grant, $800. 
3. Eleven years and six months after grant, $1,200. 

Unless payment of the applicable maintenance fee is received in the Patent and Trademark Office 
on or before the date the fee is due or within a grace period of six months thereafter, the patent 
will expire as of the end of such grace period. The Commissioner may require the payment of a 
surcharge as a condition of accepting within such six-month grace period the late payment of an 
applicable maintenance fee. No fee will be established for maintaining a design or plant patent 
in force. 

(c)(1) The Commissioner may accept the payment of any maintenance fee required by subsection 
(b) of this section after the six-month grace period if the delay is shown to the satisfaction of the 
Commissioner to have been unavoidable. The Commissioner may require the payment of a surcharge 
as a condition of accepting payment of any maintenance fee after the six-month grace period. If 
the Commissioner accepts payment of a maintenance fee after the six-month grace period, the patent 
shall be considered as not having expired at the end of the grace period. 

(2) No patent, the term of which has been maintained as a result of the acceptance of a payment 
of a maintenance fee under this subsection, shall abridge or affect the right of any person or his 
successors in business who made, purchased or used after the six-month grace period but prior 
to the acceptance of a maintenance fee under this subsection anything protected by the patent, to 
continue the use of, or to sell to others to be used or sold, the specific thing so made, purchased, 
or used. The court before which such matter is in question may provide for the continued manufacture, 
use or sale of the thing made, purchased, or used as specified, or for the manufacture, use or sale 
of which substantial preparation was made after the six-month grace period but before the acceptance 
of a maintenance fee under this subsection, and it may also provide for the continued practice of 
any process, practiced, or for the practice of which substantial preparation was made, after the 
six-month grace period but prior to the acceptance of a maintenance fee under this subsection, 
to the extent and under such terms as the court deems equitable for the protection of investments 
made or business commenced after the six-month grace period but before the acceptance of a 
maintenance fee under the subsection. 

(d) The Commissioner will establish fees for all other processing, services, or materials related 
to patents not specified above to recover the estimated average cost to the Office of such processing, 
services, or materials. The yearly fee for providing a library specified in section 13 of this title with 
uncertified printed copies of the specifications and drawings for all patents issued in that year will 
be $50. 

(3) The Commissioner may waive the payment of any fee for any service or material related 
to patents in connection with an occasional or incidental request made by a department or agency 
of the Government, or any officer thereof. The Commissioner may provide any applicant issued 
a notice under section 132 of this title with a copy of the specifications and drawings for all patents 
referred to in that notice without charge. 
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[(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery specified in 
this section; however, no patent application processing fee or fee for maintaining a patent in force 
will be adjusted more than once every three times. 

(f) The fees established in subsection (a) and (b) of this section may be adjusted by the 
Commissioner on Oct. 1, 1985, and every third year thereafter, to reflect any fluctuations occurring 
during the previous three years in the Consumer Price Index, as determined by the Secretary of 
Labor. Changes of less than I per centum may be ignored. 

(g) No fee established by the Commissioner under this section will take effect prior to sixty days 
following notice in the Federal Register. 


§ 42. Patent and Trademark Office funding. 


(a) All fees for services performed by or materials furnished by the Patent and Trademark Office 
will be payable to the Commissioner. 

(b) All fees paid to the Commissioner and all appropriations for defraying the costs of the activities 
of the Patent and Trademark Office will be credited to the Patent and Trademark Office Appropriation 
Account in the Treasury of the United States, the provisions of section 725e of title 31, United States 
Code, notwithstanding. 

(c) Revenues from fees will be available to the Commissioner of Patents to carry out, to the extent 
provided for in appropriation Acts, the activities of the Patent and Trademark Office. Fees available 
to the Commissioner under section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 111 3), 
shall be used exclusively for the processing of trademark registrations and for other services and 
materials related to trademarks. 

(d) The Commissioner may refund any fee paid by mistake or any amount paid in excess of 
that required. 


PART II—PATENTABILITY OF INVENTIONS AND GRANT OF PATENTS 


ss ee 


CHAPTER 11—APPLICATION FOR PATENT 


*e*e#* * 


{§ 111. Application for patent 


[Application for patent shall be made by the inventor, except as otherwise provided in this title, 
in writing to the Commissioner. Such application shall include: (1) a specification as prescribed 
by section 112 of this title; (2) a drawing as prescribed by section 113 of this title; and (3) an oath 
by the applicant as prescribed by section 115 of this title. The application must be signed by the 
applicant and accompanied by the fee required by law.] 

SEC. 111. Application for patent shall be made, or authorized to be made, by the inventor, except 
as otherwise provided in this title, in writing to the Commissioner. Such application shall include 
(1) a specification as prescribed by section 112 of this title; (2) a drawing as prescribed by section 
113 of this title; and (3) an oath by the applicant as prescribed by section 115 of this title. The 
application must be accompanied by the fee required by law. The fee and oath may be submitted 
after the specification and any required drawing are submitted, within such period and under such 
conditions, including the payment of a surcharge, as may be prescribed by the Commissioner. Upon 
failure to submit the fee and oath within such prescribed period, the application shall be regarded 
as abandoned, unless it is shown to the satisfaction of the Commissioner that the delay in submitting 
the fee and oath was unavoidable. The filing date of an application shall be the date on which the 
specification and any required drawing are received in the Patent and Trademark Office. 


*s*e# *& *& * 


§ 115. Oath of applicant 


The applicant shall make oath that he believes himself to be the original and first inventor of 
the process, machine, manufacture, or composition of matter, or improvement thereof, for which 
he solicits a patent; and shall state of what country he is a citizen. Such oath may be made before 
any person within the United States authorized by law to administer oaths, or when, made in a foreign 
country, before any diplomatic or consular office of the United States authorized to administer oaths, 
or before any officer having an official seal and authorized to administer oaths in the foreign country 
in which the applicant may be, whose authority [shall be] is proved by certificate of a diplomatic 
or consular officer of the United States, or apostille of an official designated by a foreign country 
which, by treaty or convention, accords like effect to apostilles of designated officials in the United 
States and such oath shall be valid if it complies with the laws of the state or country where made. 
When the application is made as provided in this title by a person other than the inventor, the oath 
may be so varied in form that it can be made by him. 


§ 116. [Joint inventors] /nventors. 


When an invention is made by two or more persons jointly, they shall apply for patent jointly 
and each sign the application and make the required oath, except as otherwise provided in this title. 

If a joint inventor refuses to join in an application for patent or cannot be found or reached after 
diligent effort, the application may be made by the other inventor on behalf of himself and the omitted 
inventor. The Commissioner, on proof of the pertinent facts and after such notice to the omitted 
inventor as he prescribes, may grant a patent to the inventor making the application, subject to the 
same rights which the omitted inventor would have had if he had been joined. The omitted inventor 
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may subsequently join in the application. 

Whenever [a person is joined in an application for patent as joint inventor through error, or a 
joint inventor is not included in an application through error] through error a person is named in 
an application for patent as the inventor, or through error an inventor is not named in an application, 
and such error arose without any deceptive intention on his part, the Commissioner may permit 
the application to be amended accordingly, under such terms as he prescribes. 


***** 


CHAPTER 16...DESIGNS 


**+*+** 


§ 173. Term of design patent. 


[Patents for designs may be granted for the term of three years and six months, or for seven 
years, or for fourteen years, as the applicant, in his ication, elects.] 
Patents for designs shall be granted for the term of fourteen years. 


**** 


PART IIl...PATENTS AND PROTECTION OF PATENT RIGHTS 


*** 


CHAPTER 25...AMENDMENT AND CORRECTION OF PATENTS 


sete * 
[§ 256. Misjoinder of inventor. 


[Whenever a patent is issued on the application of persons as joint inventors and it appears that 
one of such persons was not in fact a joint inventor, and that he was included as a joint inventor 
by error and without any deceptive intention, the Commissioner may, on application of all the parties 
and assignees, with proof of the facts and such other requirements as may be imposed, issue a 
certificate deleting the name of the erroneously joined person from the patent. 

[Whenever a patent is issued and it appears that a person was a joint inventor, but was omitted 
by error and without deceptive intention on his part, the Commissioner may, on application of all 


the parties and assignees, with proof of the facts and such other requirements as may be imposed, 
issue a certificate adding his name to the patent as a joint inventor. 

[The misjoinder or nonjoinder of joint inventors shall not invalidate a patent, if such error can 
be corrected as provided in this section. The court before which such matter is called in question 
may order correction of the patent on notice and hearing of all parties concerned and the Commissioner 
shall issue a certificate accordingly.] 


§ 256. Correction of named inventor. 


Whenever through error a person is named in an issued patent as the inventor, or through error 
an inventor is not named in an issued patent and such error arose without any deceptive intention 
on his part, the Commissioner may, on application of all the parties and assignees, with proof of 
the facts and such other requirements as may be imposed, issue a certificate correcting such error. 

The error of omitting inventors or naming persons who are not inventors shall not invalidate 
the patent in which such error occurred if it can be corrected as provided in this section. The court 
before which such matter is called in question may order correction of the patent on notice and 
hearing of all parties concerned and the Commissioner shall issue a certificate accordingly. 


CHAPTER 16...OWNERSHIP AND ASSIGNMENT 


es*e 
§ 261. Ownership; assignment. 


Subject to the provisions of this title, patents shall have the attributes of property. 

Applications for patent, patents, or any interest therein, shall be assignable in law by an instrument 
in writing. The applicant, patentee, or his assigns or legal representatives may in like manner grant 
and convey an exclusive right under his application for patent, or patents, to the whole or any specified 
part of the United States. 

A certificate of acknowledgment under the hand and official seal of a person authorized to 
administer oaths within the United States, or, in a foreign country, of a diplomatic or consular officer 
of the United States or an officer authorized to administer oaths whose authority is proved by a 
certificate of a diplomatic or consular officer of the United States, or apostille of an official designated 
by a foreign country which, by treaty or convention, accords like effect to apostilles of designated 
Officials in the United States, shall be prima facie evidence of the execution of an assignment, grant 
or conveyance of a patent or application for patent. 

An assignment, grant or conveyance shall be void as against any subsequent purchaser or 

for a valuable consideration, without notice, unless it is recorded in the Patent and 
Trademark Office within three months from its date or prior to the date of such subsequent purchase 
or mortgage. 
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CHAPTER 29—REMEDIES FOR INFRINGEMENT OF PATENT, 
AND OTHER ACTIONS 


Sec. 
281. Remedy for infringement of patent. 


see ee 


294. Voluntary arbitration. 


§ 294. Voluntary arbitration. 


(a) A contract involving a patent or any right under a patent may contain a provision requiring 
arbitration of any dispute relating to patent validity or infringement arising under the contract. 
In the absence of such a provision, the parties to an existing patent validity or infringement dispute 
may agree in writing to settle such dispute by arbitration. Any such provision or agreement shall 
be valid, irrevocable, and enforceable, except for any grounds that exist at law or in equity for 
revocation of a contract. ‘ 

(b) Arbitration of such disputes, avards by arbitrators and confirmation of awards shall be 
governed by title 9, United States Code, to the extent such title is not inconsistent with this section. 
In any such arbitration proceeding, the defenses provided for under section 282 of this title shall 
be considered by the arbitrator if raised by any party to the proceeding. 

(c) An award by an arbitrator shall be final and binding between the parties to the arbitration 
but shall have no force or effect on any other person. The parties to an arbitration may agree that 
in the event a patent which is the subject matter of an award is subsequently determined to be invalid 
or unenforceable in a judgment rendered by a court to competent jurisdiction from which no appeal 
can or has been taken, such award may be modified by any court of competent jurisdiction upon 
application by any party to the arbitration. Any such modification shall govern the rights and 
obligations between such parties from the date of such modification. 

(d) When an award is made by an arbitrator, the patentee, his assignee or licensee shall give 
notice thereof in writing to the Commissioner. There shall be a separate notice prepared for each 
patent involved in such proceeding. Such notice shall set forth the names and addresses of the parties, 
the name of the inventor, and the name of the patent owner, shall designate the number of the patent, 
and shall contain a copy of the award. If an award is modified by a court, the party requesting 
such modification shall give notice of such modification to the Commissioner. The Commissioner 


shall upon receipt of either notice, enter the same in the record of the prosecution of such patent. 
If the required notice is not filed with the Commissioner, any party to the proceeding may provide 
such notice to the Commissioner. 

(e) The award shall be unenforceable until the notice required by subsection (d) is received by 
the Commissioner. 


TRADEMARK ACT OF 1946 


*s*# *&e 


Sec. 8 (a). Duration of registration—Cancelation at end of 6 years 
unless affidavit of use filed. 


Each certificate of registration shall remain in force for 20 years: Provided, That the registration 
of any mark under the provisions of this Act shall be canceled by the Commissioner at the end 
of 6 years following its date, unless within 1 year next preceding the expiration of such 6 years 
the registrant shall file in the Patent and Trademark Office an affidavit showing that said mark is 
[still] in use in commerce or showing that its nonuse is due to special circumstances which excuse 
such nonuse and is not due to any intention to abandon the mark. Special notice of the requirement 
for such affidavit shall be attached to each certificate of registration. 


Sec. 8(b). Cancelation of republished registrations unless 
affidavit of use b 


Any registration published under the provisions of subsection (c) of section 12 of this Act shall 
be canceled by the Commissioner at the end of 6 years after the date of such publication unless 
within 1 year next preceding the expiration of such 6 years and registrant shall file in the Patent 
and Trademark Office an affidavit showing that said marks is [still] in use in commerce or showing 
that its nonuse is due to special circumstances which excuse such nonuse and is not due to any 
intention to abandon the mark. 


**e* ee * 
Sec. II. Acknowledgments and verifications. 


Acknowledgments and verifications required hereunder may be made before any person within 
the United States authorized by law to administer oaths, or, when made in a foreign country, before 
any diplomatic or consular officer of the United States or before any official authorized to administer 
oaths in the foreign country concerned whose authority [shall] is proved by a certificate of a diplomatic 
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or consular officer of the United States or apostille of an official designated by a foreign country 
which, by treaty or convention, accords like effect to apostilles of designated ials in the United 
States, and shall be valid if they comply with the laws of the state or country where made. 


see 


Sec. 13. Opposition to registration of marks on the Principal Register. 


Any person who believes that he would be damaged by the registration of a mark upon the principal 
register may upon payment of the required fee, file [a verified] an ition in the Patent and 
Trademark Office, stating the grounds therefor, within thirty days the publication under 
subsection (a) of section 12 of this Act of the mark sought to be registered. Upon written request 
ee ee eee 
an additional thirty days, and further extensions of time for filing opposition may be granted by 
the Commissioner for good cause when requested prior to the expiration of an extension. The 
Commissioner shall notify the applicant 86 of each extension of the time for filing opposition. [An 
unverified opposition may be filed by a duly authorized attorney, but such opposition shall be null 
and void unless verified by the opposer within a reasonable time after such filing to be fixed by 
the Commissioner.] An opposition may be amended under such conditions as maybe prescribed 
by the Commissioner. 

SEC. 14. A [verified] petition to cancel a registration of a mark, stating the grounds relied upon, 
may, upon payment of the prescribed fee, be filed by any person who believes that he is or will 
be damaged by the registration of a mark on the principal register established by this Act, or under 
the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905— 

(a) within five years from the date of the registration of the mark under this Act; or 

(b) within five years from the date of publication under section 12(c) hereof of a mark registered 
under the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905; or 

(c) at any time if the registered mark becomes the common descriptive name of an article or 
substance, or has been abandoned, or its registration was obtained fraudulently or contrsry to the 
provisions of section 4 or of subsections (a), (b), or (c) of section 2 of this Act for a regutration 
hereunder, Pe a er ep mm age 
or if the registered mark is being used by, or with the permission of, the registrant so as to misrepresent 
the source of the goods or services in connection with which the mark is used; or 

(d) at any time if the mark is registered under the Act of Mar. 3, 1881, or the Act of Feb. 20, 
1905, and has not been published under the provisions of subsection (c) of section 12 of this Act; 
or 

(e) at any time in the case of a certification mark on the ground that the registrant (1) does not 
control, or is not able legitimately to exercise control over, the use of such mark, or (2) engages 
in the production or marketing of any goods or services to which the certification mark is applied, 
or (3) permits the use of the certification mark for purposes other than to certify, or (4) discriminately 
refuses to certify or to continue to certify the goods or services of any person who maintains the 
standards or conditions which such mark certifies: 

Provided, That the Federal Trade Commission may apply to 
cancel on the grounds specified in subsections (c) and (e) of this 
section any mark registered on the principal register established 
by this Act. and Gis povscetbed foo shall ant bo tequice’. 


Sec. 15. Incontestability under certain conditions of right to use mark. 


Except on a ground for which application to cancel may be filed at any time under subsections 
(c) and (e) of section 14 of this Act, and except to the extent, if any, to which the use of a mark 
registered on the principal register infringes a valid right acquired under the law of any State or 
Territory by use of a mark or trade name continuing from a date prior to the date of [the publication] 
registration under this Act of such registered mark, the right of the registrant to use such registered 
mark in commerce for the goods or services on or in conncection with which such mark 
has been in continuous use for 5 consecutive years subsequent to the date of such registration and 
is still in use in commerce, shall be incontestable: Provided, 

(1) there has been no final decision adverse to registrant’s claim of ownership of such mark 
for such goods or services, or to regist-ant’s right to register the same or to keep the same on 
the register; and 

(2) there is no proceeding involving said rights pending in the Patent Office or in a court 
and not finally disposed of; and 

(3) an affidavit is filed with the Commissioner within | year after the expiration of any such 
5-year period setting forth those goods or services stated in the registration on or in connec- 
tion with which such mark has been in continuous use for such 5 consecutive years and is still 
in use in commerce, and the other matters specified in subsections (1) and (2) hereof; and 

(4) no incontestable right shall be acquired in a mark which is the common descriptive name 
of any article or substance, patented or otherwise. 

Subject to the conditions above specified in this section, the incontestable right 
so aati entieeand eten teas han tein anaty to Galan amines ahas tie 3, 1881, 
or the Act of Feb. 20, 1905, upon the filing of the required affidavit with the Commissioner within 
1 year after the expiration of any period of 5 consecutive years after the date of publication of a 
mark under the provisions of subsection (c) of section 12 of this Act. 

The Commissioner shall notify any registrant who files the above-prescribed affidavit of the filing 
thereof. 


Sec. 16. Interference. 


[Whenever application is made for the registration of a mark which so resembles a mark previously 
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registered by another, or for the registration of which another has previously made application, as 
to be likely when applied to the goods or when used in connection with the services of the applicant 
to cause confusion or mistake or to deceive, the Commissioner may declare that an haben 
exists. [Upon petition showing extraordinary circumstances, the Commissioner may declare that 
an interference exists when application is made for the registration of a mark which so resembles 
a mark previously registered by another, or for the registration of which cnother has previously 
made application, as to be likely when applied to the goods or when used in connection with the 
services of the applicant to cause confusion or mistake or to decieve. No interference shall be declared 
between an application and the registration of a mark the right to the use of which has become 
incontestable. 


se *#*& * 


§ 31. Fees Aug. 27, 1982 

(a) The Commissioner of Patents will establish fees for the filing and processing of an application 
for the registration of a trademark or other mark and for all other services performed by and materials 
furnished by the Patent and Trademark Office related to trademarks and other marks. [Fees will 
be set and adjusted by the Commissioner to recover in aggregate 50 per centum of the estimated 
average cost to the Office of such processing. Fees for all other services or materials related to 
trademarks and other marks will recover the estimated average cost to the Office of performing 
the service or furnishing the material.] However, no fee for the filing or processing of an application 
for the registration of a trademark or other mark or for the renewal or assignment of a trademark 
or other mark will be adjusted more than once every three years. No fee established under this section 
will take effect prior to sixty days following notice in the Federal Register. 

(b) The Commissioner may waive the payment of any fee for any service or material related 
to trademarks or other marks in connection with an occasional request made by a department or 
agency of the Government, or any officer thereof. The Indian Arts and Crafts Board will not be 
charged any fee to register Government trademarks of genuineness and quality for Indian products 


(H.R. 6260] 


Patent and 
Trademark 
Office 


= 


or for products of particular Indian tribes and groups. 


se *# 4 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 


Rules of Practice in Patent Cases; Reexamination 
Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending its 

rules of practice in patent cases to provide procedures for the 

reexamination of patents. Public Law 96-517 amended the 

patent act to — reexamination proceedings as a means 

for i pol arte ay uality of United States patents. The Patent 

ice intends, through this amendment of its 

mad to epee ks patent owners and the public with guidance 

on the procedures the Office will follow in conducting reex- 

amination proceedings. 

Effective date: July 1, 1981. 

For Further Information Contract: Mr. R. Franklin Burnett by 

telephone at [703]557-3054 or by mail marked to his attention 

and addressed to the Commissioner of Patents and Trademarks. 

Washington, D.C. 20231. 

Supplementary Information: This rule change relates to a 
ure for reexamination of patents as provided for in Public 

Law 96-517, section 1 of which relates to reexamination and 

becomes effective on July 1, 1981. 


Background: 


A notice of proposed rulemaking was published in the Fed- 
eral Register on Jan. 13, 1981 at 46 FR 3162-3175 and in 
the Official Gazette on Feb. 17, 1981 at 1003 O.G. 36-47. 

The proposed rulemaking set forth two somewhat distinct 
procedures directed towards determining and improving the 
quality and reliability of United States patents. The procedures 
were (1) provisions for reexamination of patents as provided 
for in Pub. L. 96-517, section 1 of which relates to reexamination 
and becomes effective on July 1, 1981, and (2) provisions for 
inter partes protest proceedings in a patent application between 
the patent applicant and a member (or members) of the public 
who has (have) access to the application file. 

An oral hearing was held on Apr. 16, 1981. Fifty-nine written 
letters and statements were submitted. Nineteen persons testified 
at the oral hearing which resulted in 107 pages of testimony. 


(67) 


Discussion of General Issues Involved 


After careful consideration of the comments which have been 
received, the part of the proposed rulemaking relating to reex- 
amination of patents as set forth in new 30 which Pub. 
L. 96-517 added to Title 35 of the United States Code [35 U.S.C. 
301-307] is being adopted with certain changes. The remainder 
of the proposal relating to inter partes protest proceedings is 
not being adopted. 

The comments relating to the proposed rules for inter partes 
protest proceedings were generally mixed, with a majority of 
persons and associations submitting comments either opposed 
to these proposed rules or indicating that adoption of the pro- 
posed rules should be delayed or deferred for further study and 
consideration. 

A number of comments were received requesting some fur- 
ther changes to the rules be made. The thrust of some of the 
suggested changes would be to remove public access to reissue 
applications and to limit public participation in the examination 
of reissue applications. The changes suggested included restor- 
ing the rules in these areas to essentially their pre-1977 form. 
In particular, it was suggested that § 1.175 be amended to 
eliminate paragraph (a)(4). These changes were not a part of 
the published proposal and are not being adopted at this time. 
Their consideration and adoption would require a new notice 
of proposed rulemaking. 

Further, since the subject matter of reissue applications is 
already known to the public the necessity for maintaining them 
in confidence is not compelling. The elimination of paragraph 
(a)(4) of § 1.175 would not have a significant effect since less 
than one-fourth of the currently filed reissue applications are 
based solely upon the 1977 change to § 1.175. Under the present 
circumstances, it is more appropriate to defer any considera- 
tion of such changes until this issue has been reviewed further 
and possibly until some experience is gained under the rules 
adopted herein relating to reexamination. Such experience may 
indicate the desirability of either retaining the 1977 change to 
§ 1.175, deleting the 1977 change, or making different changes 
in the rules. 

The comments relating to reexamination were generally 
favorable with most of the comments indicating general ap- 
proval of the proposed rules. Among the more often mentioned 
specific comments were suggestions relating to public notice 
of reexamination requests and/or orders. A number of comments 
also related to requester and/or third party participation in the 
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reexamination proceeding and also to the scope of the proceed- 
ing. 

After careful review of the comments and suggestions it has 
been decided to adopt the suggestions relating to the publication 
in the Official Gazette of requests for reexamination for which 
the fee has been paid. In addition, any reexaminations ordered 
at the initiative of the Commissioner will also be announced 
in the Official Gazette. The announcement will include at least 
the date of the request or any Commissioner initiated order, a 
reexamination request or order control number, the patent 
number, title, class and subclass, name of the inventor, name 
of the patent owner of record, and the examining group to which 
the reexamination is assigned. 

The suggestions and comments relating to more participation 
in the reexamination proceeding by the requester and third 
parties have been adopted only to a limited degree. The requester 
will in general have only that participation provided by the rules 

as proposed. However, any citations under § 1. er 
will be entered in the patent file up until the date of an order 
to reexamine. The essentially ex parte nature of the proceed- 
ing is believed to be in keeping with the spirit and intent of the 
statute even though the statute does not require ex parte pro- 
ceedings. Ex parte proceedings will minimize the costs and other 
effects of reexamination requests on patentees, especially 
individuals and small businesses. 

The scope o. the reexamination proceeding which was origi- 
mally goapaand has teen cheuntilie ebeathd tn Gey @edl ofits, 
The suggestions that the rules be broadened to include other 
issues have not been adopted since the other issues would unduly 
complicate the proceedings, raise the expense of the proceedings 
and raise questions whether such issues can be considered under 
Pub. L. 96-517. 


Discussion of the Major Specific Issues Involved 
The rules relating to reexamination are directed 


ndmnatamethenme iia 
United States Code (35 U.S.C. 301-307). This 


provides 
for the citation of prior art in patents, filing of requests for 
reexamination, decisions on such requests, reexamination and 
from reexamination decisions, and the issuance of a 
certificate at the termination of the reexamination 
Present §§ 1.1, 1.5, 1.11, 1.33, 1.34, 1.36, 1.104, 1.107, 1.1 
1.111, 1.112, 1.113, 1.115, 1.116, 1.121, 1.191, 1.192, 1.196, 
1.197, 1.231, 1.248, 1.301, and 1.303 are amended to provide 


for reexamination procedures. A new “Subpart D-Reexamina- 
tion of Patents” includes new §§ 1.501, 1.510, 1.515, 1.520, 
1.525, 1.530, 1.535, 1.540, 1.550, 1.552, 1.555, 1.560, 1.565, 
and 1.570. Paragraph (b) of § 1.291, relating to prior art citations 
in patents, is deleted, since provisions therefor appear in § 1.501. 

Section 1.1, as amended, provides for communications re- 
lating to reexamination to be marked “Box 
Reexam” to speed internal Office mail processing. No com- 
ments were received concerning this section. The proposal has 
been modified to indicate that only requests should be marked 
“Box Reexam”. 

Section 1.5, as amended, provides for all letters relating to 
a reexamination proceeding to be identified by patent number 
and a reexamination request control number. Nocomments were 
received concerning this section. Section 1.5 has been modified 
to also include reference to the Group Art Unit and the examiner, 
if known. 

Section 1.11, as amended, provides for all papers made of 


paragraph (c) has been added which provides for the 
of requests with sufficient fees paid and orders initiated by the 
Commissioner. Proposed paragraph “c” has been adopted as 
a 2 
Section 1.33, as amended, has a new paragraph (c) relating 
to which address communications for the patent owner will be 
sent and who may sign papers filed. Four comments were 
received on this section relating to whom the mail should be 
addressed. One proposal, which suggested use of the current 
address of the attorney or agent of record, was adopted. 
Section 1.34, as amended, provides for the appointment of 
an attorney or agent in a reexamination . Only one 
comment was received on this section which proposed a rule 
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Nocomment was received. Section I 36s adopted 
with an additional 


Rentenhe + - the lostaall 
indicated in 35 U.S.C. 303(a). According, § 1.104 is adopted 


proposed. 

Section 1.107, as amended, provides for the citation of prior 

art by the examiner in a reexamination 
tule also refers to foreign published 
patents. Nocomments were received on ott 
as proposed. 
Section 1.109, as amended, provides for the examiner to 
supply reasons for allowance in a reexamination proceeding if 
the examiner believes that the record does not make clear the 
reasons for allowing a claim or claims. No comments were 
received on this section. Except for a clarifying change in 
languz~e, it is adopted as proposed. 

Section 1.111, as amended, provides for replies by the patent 
owner in a reexamination proceeding. One comment was re- 
ceived which suggested a clarification. The suggestion was 
adopted. Other non-substantive changes have been made in the 

section to shorten the sentences for clarity. 

Section 1.112, as amended, provides for reexamination and 
reconsideration of the patent under reexamination after re- 
sponses by the patent owner. Three comments were received 
on this section. 

The wording has been changed as suggested to avoid any 
confusion between “reexamination” and “reexamine”. The 
sentences have also been shortened for clarity. 

Section 1.113, as amended, provides for a final rejection or 
action in a reexamination proceeding. One comment was re- 
ceived which pointed out a possible conflict between the amend- 
npn spn, ap pene ney eS eee os 113. 

No problem is seen in this regard because of the provision of 
section 305 which states that “reexamination will be conducted 

ing to the procedures established for initial examination.” 
The section is adopted as with the last sentence being 
divided into two sentences jor clarity. 


to in Section 1.113 above. The sentences have been shortened 
for clarity. 

Section 1.121, as amended, contains a new ( 
which requires a complete copy of any new or claim 
when presented during reexamination proceedings. Two per- 
sons commented on this section. One proposed side-by-side 
ion of amended and original claims. The other 
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harassment if permitted. The section is adopted as proposed 
except that “pri ” contained in the existing rule is retained. 

Section 1.192, as amended, provides two months from the 
date of the Notice of Appeal for the patent owner to file an appeal 
brief in a reexamination proceeding. Five comments were re- 
ceived relating to § 1.192 which proposed that the period for 
filing an appeal brief in a reexamination appeal be two months 
as in other appeals. The proposed rule has been adopted with 
the suggested two month period. The sentences have been 
shortened for clarity. 

Section 1.196 and § 1.197 are being amended to refer to 
“appellants”, which is a term which includes both applicants 
and patent owners. 

These two sections were not published for comment, how- 
ever, the issues involved were presented in proposed §§ 1.191 
and 1.192. Paragraph (c) of § 1.197 has also been rewritten for 
clarity. 

Section 1.231(a)(1), as amended, provides for a motion that 
a patent claim is unpatentable in an interference proceeding 
where reexamination thereof has also been requested. 

Three comments were received concerning § 1.231. All com- 
ments related to when interference or reexamination proceed- 
ings would be suspended. Section 1.565 provides basis for such 
suspensions. Decisions will be made on a case by case basis, 
depending on the particular fact situation. The sentences in 
§ 1.231(a)(1) have been shortened and rearranged for ciarity. 

An amendment was proposed to delete the last two sentences 
of § 1.247 relating to proof of service. No comments were 
received concerning this section but, on reconsideration, no need 
for such deletion is felt necessary and no change is being 
adopted. 

Section 1.248, as amended, includes a new paragraph (b) 
relating to methods of serving papers and proof of service. No 
comments were received concerning this section. The section 
is adopted as proposed with minor changes for clarity and to 
conform to the Federal Rules of Civil Procedure. 

Section 1.291, as amended, deletes paragraph (b). Former 
paragraph (b) dealt with the citation of prior art provisions. It 
was deleted since the provisions are now covered by § 1.501. 
Five persons commented on § 1.291. One comment relating to 
filing protests in reexamination proceedings was not adopted 
since such proceedings are ex parte in nature and are limited 
to consideration of prior art patents and printed publications 
cited by the public prior to the order. Two persons mentioned 
providing a procedure for citation of prior art by patentees. 
Citation of prior art by patentees is included in § 1.501. The 
two other comments related to the content of protest proceed- 
ings, which are not part of this final rule. Section 1.291 is adopted 
as proposed except that the paragraph designation of (c) is not 
being changed. 

Section 1.301, as amended, provides for appeal by the owner 
of a patent in reexamination proceedings to the U.S. Court of 
Customs and Patent Appeals. Four comments were received 
relating to § 1.301. One person suggested the insertion of “any” 
as the fourth word in the section. This suggestion was adopted. 
The other three comments related to appeals in inter partes 
protest proceedings which are not a part of this promulgation. 
Section 1.301 is adopted as proposed with only the above 
mentioned change. 

Section 1.303, as amended, provides for remedy by civil 
action under 35 U.S.C. 145 for the owner of a patent in reex- 
amination proceedings. No comments were received concerning 
this section. The changes from the proposal are the insertion 
of “any” as the fourth word in the section as suggested in § 
1.301 and the addition of, “306” to the title. 

New § 1.501 provides a system for citation of patents and 
printed publications to the Patent and Trademark Office for 
placement in the patent file by any person during the period 
of enforceability of the patent in accordance with 35 U.S.C. 301. 
Seventeen persons commented on § 1.501. Nine comments in- 
dicated that citations should be limited to patents or printed 
publications. Six comments indicated that persons citing art 
should be required to apply it to at least one claim. Three persons 
held the opposite view. The final rule wording provides for 
citations limited to patents and printed publications where the 
person making the citation states the pertinency and applicability 
of the citation to the patent and the bearing the citation has on 
the patentability of at least one claim of the patent. The final 
rule provides that a citation made by the patent owner may 
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include an explanation of how the claims differ from the prior 
art cited. Any citations which include items other than patents 
and printed publications will not be entered in the patent file. 
This does not, of course, limit in any manner the kinds and types 
of information which can be relied upon in protests against 
pending patent applications, whether such be original applica- 
tions or reissue applications. Four persons stated that a separate 
letter requesting confidentiality should be required in cases 
desiring confidentiality. This provision was not considered to 
be necessary. One comment requested clarification of the term 
“period of enforceability of a patent.” The meaning of this 
term appears to be clear since it includes any period for which 
recovery can be had for infringement. Under usual circum- 
stances, this would be the term of the patent plus the six years 
provided by 35 U.S.C. 286. Five comments were received 
relating the paragraph (c) concerning service of citations on the 
patent owner. The wording has been clarified. A suggestion was 
made that prior art copies and translations of non-English 
documents be required. This suggestion was not adopted since 
such documents are not absolutely essential until a request for 
reexamination has been filed. However, if the person citing the 
patents or printed publications desires that they be considered 
in any subsequent reexamination proceedings, copies and any 
necessary English translation should be included with the 
citation. A proposal was also made to charge a fee to prevent 
harassment. This proposal was not adopted since the mere 
citation of prior art is not considered to constitute harassment. 
A suggestion was made to change the title of the section. This 
suggestion was adopted in slightly modified form. 

New § 1.510 sets forth procedures for any person to request 
reexamination in accordance with 35 U.S.C. 302. Paragraph (a) 
of new § 1.510 limits the period for such request to the period 
of enforceability of the patent for which the request is filed and 
requires payment of the fee for requesting reexamination. Para- 
graph (b) of new § 1.510 indicates what each request for reex- 
amination must include. Paragraph (c) of new § 1.510 indicates 
under which conditions a request for reexamination will be 
considered. Paragraph (d) of new § 1.510 indicates the date on 
which the entire fee is received will be considered to be the date 
of the request for reexamination. Upon reconsideration of the 
paragraph as , it was considered more appropriate to 
base the filing date of the request for reexamination on the receipt 
of the fee for requesting reexamination rather than include other 
matters. Proposed h (d) has been amended accordingly 
and is adopted. Paragraph (e) of new § 1.510 covers amend- 
ments which a patent owner can propose. Such amendments 
can accompany a request for reexamination by the patent owner. 

paragraph, with changes in wording for clarity, is adopted 
as proposed. A new paragraph (f) was added to clarify that 
requests for reexamination may be filed by attorneys or agents 
on behalf of a requester. Nineteen persons commented on § 
1.510. One person inquired as to whether confidential requests 
would be accepted. In response thereto, § 1.510 provides that 
any person may file a request for reexamination. That person’s 
name will not be maintained in confidence. One suggestion was 
made to permit comment and rebuttal before the decision under 
§ 1.515. No need for such a procedure is seen since the only 
question to be considered is whether or not a substantial new 
question of patentability has been raised. An opportunity for 
comment and rebuttal is provided after the issuance of the order. 
One comment was received which desired provision for sup- 
plemental requests at a reduced fee. This was not 
adopted since it is felt that all requesters should share equally 
in the cost. One comment was received which proposed that 
duplicate copies of the request be tiled in the Office so that one 
copy would be available for public inspection at all times. This 
proposal was not adopted since it would appear to create more 
problems than it would solve. One comment was received that 
only “readily available” translations should be required. It is 
felt that if a document is considered to be sufficiently pertinent 
to request reexamination, that an English translation should be 
provided to insure complete and consideration. A 
suggestion was made relating to paragraph (b)(5) that direct 
service be limited to registered patent attorneys. No need for 
such a restriction is seen. Various other comments relating to 

were considered but were not 


procedures adopted. 
New § 1.515 relates to a determination as to whether the request 


has presented a substantial new question of patentability under 
35 U.S.C. 303. Paragraph (a) of new § 1.515 requires that the 
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determination be made within 3 months of the filing date of the 
request. Paragraph (b) of new § 1.515 refers to the refund pro- 
visions. Paragraph () of new § 515 provides for review by 
petition to the Commissioner of any decision refusing reexami- 
nation. Seven persons commented on § 1.515. Several com- 
ments were received suggesting that the term “reexamination” 
should be dropped before “examiner”. This proposal was 

Several Yipee 
file at the time of the order under § 1.525 be considered when 
deciding whether a substantial new question of patentability 
is presented in the request. This is possible under the provision 
of § 1.515(a) which permits “consideration of other patents or 
printed publications”, but is not required insofar as prior art 
not relied upon in the request i 


commentor questioned 
a eS ee ee ee 
nation was ordered. No right to review exists in such a case 
because all claims will be reviewed in view of all prior art during 
the reexamination under § 1.550. 

eee ee 
the Commissioner under the provisions of the last sentence of 
paragraph (a) of 35 U.S.C. 303. Six persons commented on 
§ 1.520. One comment was received that indicated that the 
section did not include a reference to patents “discovered by 
the Commissioner” which is contained in 35 U.S.C. 303(a). This 
phrase has been added to the rule. A request was made that the 
sentence Normally requests from outside-will not be consid- 
ered.” be deleted from the rule. The sentence is retained 
since the rule wording provides an easy referene for Office 
policy. Two comments were received that indicated a desire to 
have any decisions not to reexamine in Commissioner initiated 
situations be made part of the patent file. This proposal was not 
adopted since the basis for not reexamining may involve many 
policy issues in addition to whether a substantial new question 
of patentability exists in the case. If all papers in such a case 
yng font gate hedegr it may lead to conclusions that 
there are no new questions of SS ee 
may not have been addressed because the reexamination was 
not ordered for other reasons such as little or no interest in a 
patent about to expire. One comment stated that the section 
safeguards the rights of the patentee. The language referring to 
the designation and delegation of authority to appropriate Patent 
and Trademark Office officials is deleted as unnecessary since 
the Commissioner’s authority to designate and delegate is 
implicit and understood. 

New § 1.525 provides for ordering reexamination where a 
substantial new question of patentability has been found pur- 
suant to §§ 1.515 or 1.520. Six comments were received relating 
to § 1.525. One comment was made that the attorney should 
be able to return notices to the sender if he is unable to contact 
the patent owner. This topic has not been added to the rules 
but will be handled on a case by case basis. One comment 
requested that the patent owner have the option to request that 
the reexamination be performed by an examiner (1) other than 
the original examiner, or (2) other than the examiner who issued 
the order. Comments were also received on both sides of the 
question as to whether the original examiner should conduct 
the reexamination. In response, it would appear to be inappro- 
priate to allow an interested party to select the examiner. Under 
the section, the only limitation placed on the selection of the 
examiner by the Office is that the same examiner whose decision 
was reversed on petition ordinarily will not conduct the reex- 
amination. Paragraph (b) has been changed to provide that the 
notices published in the Official Gazette will be considered to 
be constructive notice. 

New § 1.530 relates to the statement and amend- 
ments provided for in the second sentence of 35 U.S.C. 304. 
Amendments submitted by the patent owner cannot enlarge the 
scope of a claim in the patent. Amendments will not be effec- 
tively entered into the patent until the certificate under § 1.570 
and 35 U.S.C. 307 is issued. Nine comments were received on 
§ 1.530. Several persons felt that the patent owner should be 
allowed to comment before the decision under § 1.515 is made. 

for such a comment would delay the decision under 
§ 1.515 which must be made within three months following the 
filing date of the request. Further, no need is seen for a statement 
relating to whether a new question of patentability is present 
since the patent owner has the opportunity to address any issues 
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of patentability only after the first Office action. One comment 
py anit the 

to c the matter. One 

whether an amendment could be filed with 


law in section 


Gan boo ansuthn be quovtdhs Sos Ge putses otear’y suemneat 
If the period is too short in particular 
i be 


(d) has been amended to clarify this matter. 
Stam § Saal copnay the coups of cutamsiadiionts ocean 


sections of the statute (35 U.S.C. 112 and 132) which are 
necessary in order to ensure that any or new claims 
ee New § 
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second sentence of paragraph (c). The paragraph is being 
adopted as proposed with the addition of a reference to the fact 
that the examiner will note the existence of unresolved questions 
in an Office action. In addition, the phrase “raised or” has been 
deleted from (c) as unnecessary. 

New § 1.555 covers the duty of disclosure by a patent owner 
in a reexamination proceeding involving the owner’s patent. 
Nine persons commented on § 1.555. Four persons supported 
placing a duty of disclosure on the patent owner. One commeni 
was received that an oath or declaration be required of the patent 
owner in a reexamination so as to minimize the appearance and 
occurrence of any fraudulent acts and to emphasize the pat- 
entee’s obligation of candor. While the suggestion for an oath 
or declaration has not been adopted, § 1.555 does place an ob- 
ligation of candor on the patent owner insofar as bringing patents 
or printed publications to the attention of the Office is concerned. 
The necessity for an oath or declaration in addition to the 
obligation placed on the patent owner by § 1.555 is not apparent 
at this time. Accordingly, the suggestion has not been adopted. 
Two persons felt the duty of disclosure should apply to both 
the patent owner and requester. This proposal was not adopted 
since no sanction could be easily applied against the requester 
who violated such a rule. One person suggested broadening the 
duty requirements to include information in addition to patents 
and printed publications. Although such a practice may be 
desirable, no need is seen to require information under the 
reexamination rules which cannot be used during the reexami- 
nation. One person felt that there should be no duty of disclosure 
requirement in reexamination proceedings since the Office will 
be considering specific prior art and the presence or absence 
of other prior art does not seem terribly relevant. This suggestion 
was not adopted since the issue of patentability is not limited 
to the specific prior art presented and the duty to disclose is 
consistent with current practice under § 1.56. The section is 
adopted as proposed except for the indication that prior art 
statements should be filed in accordance with § 1.98. Also, the 
section has been divided into two sentences for clarity. 

New § 1.560 relates to the conduct of interviews in reex- 
amination proceedings. Seven comments were received directed 
to § 1.560. One comment requested elimination of interviews. 
This suggestion was not adopted since interviews have been 
found to be very helpful in resolving issues. Five comments were 
received which indicated that the requester should be permitted 
to attend all interviews. This suggestion was not adopted because 
of the otherwise ex parte nature of the examination. Two com- 
ments were received which indicated that interviews should be 
permitted before the first Office action. This suggestion was not 
adopted since such interviews would be held at a time when 
the Office has not yet taken a position on the allowability of 
the claims under reexamination. Section 1.560 is adopted as pro- 


New § 1.565 provides for the Commissioner to determine 
which, if any, proceedings should be stayed, consolidated, or 
suspended, if concurrent proceedings involving the patent under 
reexamination are instituted or in progress. Four comments were 
received concerning § 1.565. One comment pointed out the 
desirability of combining copending reexamination proceed- 
ings. This concept has been accepted and a new paragraph (c) 
has been added to cover this matter. Two comments voiced 
concern over the possibility of delay resulting from stayed, 
suspended or combined cases. Although some delay may result, 
it is felt that a resolution of all issues should occur at an earlier 
date. Decisions as to whether to delay or combine cases will 
be made on a case by case basis to minimize delays and to protect 
the interests of all parties concerned. One comment was made 
to allow the patent owner to comment prior to any decision to 
stay proceedings by the Commissioner. The desirability of such 
comment will be decided on a case by case basis and is not 
considered desirable for placement in the rules. The addition 
of paragraph (c) and the insertion of “is or” before “becomes” 
in the first sentence of paragraph (b) are the only changes from 
the proposed rule. 

New § 1.570 concerns the issuance of the reexamination 
certificate under 35 U.S.C. 307 after conclusion of reexamina- 
tion proceedings. The certificate will cancel any patent claims 
determined to be unpatentable, confirm any patent claims de- 
termined to be patentable, and incorporate into the patent any 
amended or new claim determined to be patentable. Three 
commentors mentioned § 1.570. Two persons questioned the 
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statutory authority for paragraph (d). In response to the concern 
for statutory authority, it is the position of the Office that once 
all of the claims have been canceled from the patent, the patent 
ceases to be enforceable for any purpose. Accordingly, any 
pending reissue or other Office proceeding relating to a patent 
in which such a certificate has been issued will be terminated. 
This provides a degree of assurance to the public that patents 
with all the claims canceled via reexamination proceedings will 
not again be asserted. One commentor indicated that copies of 
the certificate should be part of subsequently sold copies of the 
patent. Such a practice is intended but is not being made part 
of the regulations. 

Environmental, energy, and other consideration: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The rule change will not have a significant adverse economic 
impact on a substantial number of small eatities (Regulatory 
Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 

[Text of adopted rules appears in 37 CFR. revised July 1, 
1982.] 


RENE D. TEGTMEYER, 
Acting Commissioner of 
Patents and Trademarks. 


May 12, 1981. 


ROBERT B. ELLERT, 
Acting Assistant Secretary 
for Productivity, Technology, 
and Innovation. 


May 15, 1981. 


[FR Doc. 81-16031 Filed 5-26-81; 8:45 am] 


[1007 0.G. 30] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 & 5 
[Docket No. 21223-259] 


Revision of Patent Procedure 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent cases, Part | of 37 CFR, to implement 
the sections of Public Law 97-247 of 1982 which become 
effective on Feb. 27, 1983, and to make other miscellaneous 
changes. The other miscellaneous changes are being made to 
clarify and improve the rules where appropriate. The rulemak- 
ing also is amending Part 5 of 37 CFR to establish procedures 
for expediting the granting of a license under 35 U.S.C. 184 
permitting the filing of a patent application in a foreign country. 
Effective Date: Feb. 27, 1983. 

For Further Information Contact: R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed pri- 
marily to 1) implement the changes in practice in the Patent 
and Trademark Office provided for in Public Law 97-247 
enacted on Aug. 27, 1982; 2) clarify or rewrite certain rules; 
and 3) expedite the granting of licenses under 35 U.S.C. 184. 

This rule change contains a number of changes in practice 
designed to benefit both the Patent and Trademark Office in 
its handling of its mission and the public the Office serves. 

Certain of the changes are housekeeping in nature. 

A number of final rules have already been issued to imple- 
ment Public Law 97-247. A final rule on “Revision of Patent 
and Trademark Fees” was published on July 30, 1982 at 47 
FR 33086-33112 with corrections in the printing thereof being 
published on Aug. 4, 1982, at 47 FR 33688 and on Aug. 5, 1982, 
at 47 FR 33959. The final rule was also published in the Official 
Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. A final rule 
relating to definitions of “independent inventor” and “non- 
profit organizations” was published on Sept. 10, 1982 at 47 FR 
40134-40140 and on Sept. 21, 1982 at 1022 O.G. 29-46. A 
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“Revision of Patent and Trademark Fees Confirmation” was 
published on Sept. 17, 1982 at 47 FR 41272-41283 and on Sept. 
28, 1982 at 1022 0.G. 61-97. A final rule relating to the definition 
of “small business concern” was published on Sept. 30, 1982 
at 47 FR 43272-43276 and on Oct. 19, 1982 at 1023 O.G. 23- 
29. 


Discussion of Specific Rules and Significant Differences 
Between Proposed and Final Rules: 


Section 1.4 


Section 1.4 is amended as proposed to add a reference to 
Subpart D relating to citation of prior art and reexamination. 


Section 1.6 


Section 1.6 is amended as proposed to insert “federal” 
before “holidays” in paragraphs 1.6(a)-(c) in accordance with 
§ 21(b) of Title 35, United States Code, as amended by Public 
Law 97-247. New paragraph 1.6(d) will establish in the regu- 
lations a procedure under which papers and fees which could 
not be filed on a particular date because of an interruption or 
emergency in the United States Postal Service which is so 
designated by the Commissioner, may be promptly filed after 
the ending of such a designated interruption or emergency and 
be considered as having been filed on that particular date. 
Authority for such a practice is found in § 21(a) of Title 35, 
United States Code, as amended by Public Law 97-247. 


Section 1.7 


Section 1.7 is amended as proposed to insert “federal” 
before “holiday” in accordance with 35 U.S.C. 21(b), as 
amended by Public Law 97-247. 


Section 1.8 


Section 1.8 is amended to remove in paragraph 1.8(a) the 
references to §§ 3.55 and 4.23, which sections were removed 
from the rules by the rulemaking entitled “Revision of Patent 
and Trademark Fees” published in the Federal Register on Sep- 
tember 10, 1982 at 47 Fed. Reg. 40134-40140. change in 

1.8(a)(i) results from the change made in § 111 of 
Title 35, United States Code, by Public Law 97-247. Under the 
revised rule, the certificate of mailing procedure would be 
available for filing patent oaths or declarations and filing fees. 
However, the certificate of mailing procedure could not be used 
for filing patent specifications and drawings to obtain a filing 
date. Such papers can be filed under new § 1.10. The final rule 
clarifies that each paper or fee filed under § 1.8 must include 
its own certificate of mailing. The proposed amendment to § 
1.8(a)(viii) referring to the Court of Appeals for the Federal 
Circuit rather than to the Court of Customs and Patent " 
has been adopted as a final rule as published on Oct. 26, 1982 
at 47 FR 47380-47382 and therefore is not republished here. 


Section 1.10 


Section 1.10 is amended as proposed to provide a procedure 
for assigning the date on which any paper or fee is deposited 
as “Express Mail” with the United States Postal Service as the 
filing date of the or fee in the Patent and Trademark Office. 
Authority for the issioner to establish such a procedure 
is provided in § 21(a) of Title 35, United States Code, as amended 
by Public Law 97-247 for any paper or fee required to be filed 
in the Patent and Trademark Office. This procedure covers the 
filing of all documents, including patent and trademark appli- 
cations, and fees since they are required to be filed in the Patent 
and Trademark Office for processing. Questions were raised 
during the public hearing and in the written comments regarding 
the authority of the Commissioner to promulgate § 1.10 insofar 
as it would provide for the use of “Express Mail” to file patent 
and trademark applications. The advanced was that 
the amendment of 35 U.S.C. 21(a) by Public Law 97-247 did 
not permit the Commissioner to adopt rules whereby “Express 
Mail” could be used to file patent and trademark icati 
since such applications are not papers or fees “required to be 
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.” Section 21(a) of Title 35, 


Code, authorizes meth eric oe hb LL 

“any or fee required to be filed in the 
mark will be considered filed in the Office on the date 
on which it was deposited with the United States Postal Service. 
authority provided by section 21(a) extends to “any paper 
: C iesioner, by , Aan- 


i in one prominent location on each separate paper or fee 
transmittal will be sufficient. 


the paper or fee 


on the date certified. statement must be a 
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(oath or declaration) unless made by a person registered to 
“<-~ before the Patent and Trademark Office. 

The certificate of mailing procedure of § 1 B(a) continues 
to be available in addition to the under § 
1.10. The final rule (§ 1.10) has been changed from that proposed 
to allow for a reasonable time between mailing and delivery 
rather than only for one day since actual delivery in one day 
is not always provided from all areas of the country. The final 
rule clarifies that each or fee must include its own cer- 
tificate of mailing by “Express Mail.” This rule is being prom- 
ulgated at this time so that individuals who desire to use the 
service may do so after the effective date. 

The “Express Mail” service is seen to be preferable to other 
types of postal services because a readily legible mailing date 
a aaa eee 

on the “Express Mail” label. Also, the labels are of 
uniform size and can therefore be kept on file relatively easily 
by the Office, if such is determined to be necessary or desirable. 
Registered mail and certified mail, on the other hand, provide 
only a postmark for the mailing date when such mail arrives 
in the Patent and Trademark Office and such postmarks are often 
illegible. Also, such mail arrives in various size envelopes which 
do not easily lend themselves to being filed so that the postmark 
may be retained. Administrative burdens including lack of cer- 
tainty of mailing date and storage are considered greater for 
registered or certified mail than for “Express Mail.” The Patent 
and Trademark Office will monitor closely the use of “Express 
Mail” by the public and may reconsider permitting the use of 
other forms of service provided by the United States Postal 
Service. 


Section 1.17 
Section 1.17, paragraph (h), is amended as proposed to 


remove the reference to § 1.45 and add a reference to new § 
1.48 relating to the correction of inventorship in patent appli- 
cations. 


Section 1.22 


Section 1.22 is amended to recognize that filing dates may 
be assigned without payment of the basic filing fee as authorized 
by § 111 of Title 35, United States Code, as amended by Public 
Law 97-247. New paragraph 1.22(b) indicates that fees paid to 
the Office should be itemized in such a manner that the purpose 
for which the payment is submitted can be clearly determined 
by Office personnel for © processing. The final rule 
includes clarification that it refers to patent and trademark fees 


and charges. 
Section 1.24 


Section 1.24 is amended as proposed to remove the reference 
to coupons in denominations of forty cents since coupons in 
this denomination are no longer necessary. 


Section 1.41 


Section 1.41 is amended as proposed to require in paragraph 
1.14(a) that a patent be applied for in the name of the actual 
inventor or inventors and that the full names of the inventors 
be stated. 1.41(b), as amended, clarifies the definition 
of the word “applicant”. New paragraph 1.41(c) permits any 
person authorized by the applicant to file an application for 
patent in order to receive a filing date on behalf of the inventor 
or inventors, but the oath or declaration for the application must 
be made by all of the actual inventors in accordance with §§ 
1.63 and 1.64. Under new paragraph 1.41(d), a showing may 
be required from the person initially filing an application that 
the filing was authorized. 


Sections 1.42 and 1.43 


Sections 1.42 and 1.43 are amended as to remove 

the requirement that the legal representative sign the application 

in view of the changes in 35 U.S.C. 111, as amended 

by Public Law 97-247. The oath or declaration must still be 

signed. Several occurrences of the masculine gender in § 1.42 
have been removed. 
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Section 1.45 


Section 1.45 is amended as proposed to remove present 
paragraphs 1.45(b) and (c) in view of new § 1.48 and remove 
the requirement that joint inventors sign the application papers. 
The joint inventors are, however, still required to make the oath 
or declaration in accordance with new §§ 1.63 and 1.64. 


Section 1.46 

Section 1.46 is amended as proposed, with two commas being 
added for clarity, to permit anyone to file the application if 
authorized by the inventor or inventors or one of the persons 
mentioned in §§ 1.42, 1.43, or 1.47. 
Section 1.47 


Section 1.47 is amended as to change the reference 


proposed 
for the rule on oaths or declarations from § 1.65 to § 1.63. 


Section 1.48 


Section 1.48 adds a new section relating to correction of 
inventorship as authorized by § 116 of Title 35, United States 
Code, as amended by Public Law 97-247. Under § 1.48, if the 
correct inventor or inventors are not named in an application 
for patent, the application could be amended to name only the 
actual inventor or inventors so long as the error in the naming 
of the inventor or inventors occurred without any deceptive 
intention on the part of the actual inventor or inventors. Section 
1.48 requires that the amendment be diligently made and be ac- 
companied by (1) a petition including a statement of facts 
verified by the original named inventor or inventors establishing 
when the error without deceptive intention was discovered and 
how it occurred; (2) an oath or declaration by each actual 
inventor or inventors as required by § 1.63; (3) the fee set forth 
in § 1.17(h); and (4) the written consent of any assignee. 
Correction will be permitted, if diligently requested, in cases 
where the person originally named as inventor was in fact not 
the inventor of the subject matter contained in the application. 
If such error occurred without any deceptive intention on the 
part of the true inventor, the Office has the authority to substitute 
the true inventor for the erroneously named person. If deceptive 
intention was present on the part of other individuals substan- 
tively involved in the preparation or prosecution of the appli- 
cation their conduct will be considered and appropriate action 
taken under 37 CFR 1.56. Although probably rarer, instances 
such as changes from a mistakenly identified sole inventor to 
different, but actual, joint inventors; conversions from errone- 
ously identified joint inventors to different but actual, joint 
inventors; and conversions from erroneously identified joint 
inventors to a different, but actual, sole inventor will also be 
permitted. In each instance, however, the Office will have to 
be assured of the presence of innocent error, without deceptive 
intention on the part of the true inventor or inventors, before 
permitting a substitution of a true inventor’s name. The final 
rule language has been modified from that proposed to follow 
more precisely the language of the statute and the legislative 
history by permitting correction where the error occurred 
without any deceptive intention on the part of the actual inventor 
or inventors. 


Section 1.51 


Section 1.51 is amended to change the reference in paragraph 
(a)(2) to new § 1.63 for the requirements of an oath or declaration 
and to c paragraph (b) with regard to the required time 
for filing information disclosure statements. The final rule has 
been modified from that proposed by eliminating the word “ma- 
terial” before the “information disclosure statement” and the 
title has been changed to substitute “a complete” for “an” to 
be more precise. 


Section 1.52 


ee 5S ee 2 ees © ie eee 
1.52(c) relating to interlineations, erasures, cancellations or 
other alterations in application papers to specify that such 
changes must be made before the signing of any accompanying 
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oath or declaration and should be dated and initialed or signed 
by the applicant on the same sheet of paper. Paragraph 1.52(c), 
as amended, prohibits alterations in the 

papers after the signing of an oath or declaration referring to 
such application papers. Under paragraph 1.52(c), as amended, 
amendments to application papers made after the signing of an 
oath or declaration referring to the application papers can only 
be made in the manner provided by §§ 1.121 and 1.123-1.125. 


Section 1.53 


Section 1.53 is amended to revise the title to indicate that 
the section, as amended, relates to application serial 
filing dates and completion of 
indicates that a serial number is assigned to any filed 


oath or declaration can be submitted later 
be made to the specification or drawings which will introduce 
new matter. This tice is 35 U.S.C. 1sde) 


prac authorized by 
amended by Public Law 97-247. New paragraph 1 
provides for notifying applicant of any application 1 
because 


a ee ee 
be notified and be given a period of time in which to 

missing fee, wh ol apaleneabeser arenes 
The time period the Office plans to set is one month from 
date of notification by the Patent and Trademark Office, but it 
no case less than two months after the date of filing of 
application. New paragraph 1.53(e) indicates that a 
application will not be forwarded for examination on the merits 


of America are considered to have a United States date 
under PCT Article 1 1(3), except as provided in 35 U.S.C. 102(e), 
on the date the requirements of PCT Article 11(1)(i) to (iii) are 
met. Paragraphs 1.53(b) and (c) have been modified from those 
proposed by changing the word “received” to the word 
“filed.” The word “receipt” in paragraph 1.53(c) has also been 
changed to “filing”. These changes have been made to ensure 
that the language of § 1.53 cannot be considered to conflict with 
pee awe oe ag pt a ce 
a filing date as of the date of deposit as “Express Mail” with 
the United States Postal Service. 


Section 1.54 


Section 1.54 is amended as proposed to desi the existing 
section as paragraph (a) and add a reference to § 1.53. Paragraph 
1.54(b) is added to indicate that applicant will be informed of 
the serial number and filing date of the application. 


Section 1.55 


Section 1.55 is amended to limit the section to claims for 
foreign priority by remov: eS eee 
signating paragraphs ;b) and (c) as paragraphs (a) and (b). Para- 
graph 1.55(a) is amended to change the reference from § 1.65 
to new § 1.63. The final rule language includes a reference to 
35 U.S.C. 172 which modifies 35 U.S.C. 119 for design patents. 


Section 1.56 


Ee ee OS ee 
reference to signing of the application but to add reference to 
signing of the oath or declaration pursuant to new § 1.63. Para- 
graph 1.56(c) has also been modified from that proposed to break 
it down into four items as suggested by a comment. Under 
paragraph 1.56(c), an application may be stricken from the files 
if an oath or declaration pursuant to § 1.63 is signed in blank, 
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is signed without review of the oath or declaration by the person 


specification, including the claims, Trequired 
1.63(b). Paragraph 1.56(c) also provides for an ~ ; 


sso Ghana chuatinedipdinn’ et ab calbel Guiiaadincgiiauns 
to § 1.63 referring to those application papers. 


Section 1.57 


Section 1.57 is removed as prop.sed since the requirements 
relating to applicant’s signature to the oath or declaration of the 
application are adequately covered in other sections. 


Section 1.59 


Section 1.59 is rewritten as proposed to refer to and conform 
with the changes proposed in § 1.53. 


Section 1.60 


Section 1.60 is amended to require the 

a copy of the originally signed in all cases 
the ne a at 
longer prepare nat ye The Office, wh hy 4 
published at 47 F.R. 47242 on October 25, 1982, has adopted 
tne 1.6216 provide forthe ling ofa fie wrapper comming 
application which greatly lessens the need for the Office to 
continue to prepare copies under § 1.60. The final rule 
makes clear that the statement accompanying a true copy of 
parent application must be a verified statement unless made by 
a person registered to practice before the Office. 


Section 1.62 


Section 1.62 is amended to avoid inconsistency with 35 
U.S.C. 111 which becomes effective on February 27, 1983. 35 
U.S.C. 111 as of that date permits filing dates to be granted to 
patent applications without Peceipt of the basic filing fee, or oath 
ee ee 

the granting of a filing date in accordance with § 111. This 
amendment of § 1.62 is necessary to ensure compliance with 
35 U.S.C. 111. The Patent and Trademark Office finds that it 
would be impractical not to amend § 1.62 so as to grant a filing 
date in accordance with 35 U.S.C. 111 and not doing so might 
fh pans of $US. antigen 
of the provisions of 35 U.S.C. 111 
filing of the fee and oath or declaration. If § 1 . 
peymnnne ee TT gy 

with 35 U.S.C. 111 as it will exist effective 
February 27, 1983. Revised i 
minimum requirements for 


1.62(b) and ec) cover the ‘ling 
respectively. 


requirements, 

filing of the i 

35 U.S.C. 111. I Paagrap 1.8260) are tet! forme 
paragraphs 1.62(b 


Section 1.63 


Section 1.63 is added to replace 1.65 relating to the required 
content and execution of an oath or declaration filed as a part 
of a patent application and is intended to state the minimum 

contents thereof. An applicant may, if desired, choose to include 

one or more additional averments in the oath or declaration such 

that the is not barred under the 

. 102. Paragraph a 
accordance with 


1.66 or § 1.68, (2) identify the 
in some manny uh oo ppetag asanoefGotanaine 
or serial number of the if filed, (3) 
identify each inventor and his or her residence country of 
citizenship, and (4) state whether the inventor is a sole or joint 
inventor of the claimed invention. 
Paragraph 1.63(b) further requires the oath or declaration to 
ne ee See 
reviewed and understands the contents of the identified speci- 
fication, (2) believes the named inventor is the original and the 
first inventor, and (3) acknowledges the duty to disclose infor- 
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mation which is material. While paragraph 1.63(b) requires the 
—— ing the oath or declaration to review and understand 

including the claims, it is not intended to require 
Sictmmeentectaiehtncumatlardtaate omy Gs teget 
implications of claim language and drafting. The person must 
recognize, however, that what is being claimed is the subject 
matter which that person regards as his or her invention pursuant 
to 35 U.S.C. 112. 

Paragraph 1.63(c) requires that any application in which a 
claim for foreign priority is made identify in the oath or dec- 
laration the foreign application for patent or inventor’s certifi- 
cate on which priority is claimed, and any foreign application 
having a filing date before that of the application on which 
priority is claimed. 

Paragraph 1.63(d) requires that the oath or declaration in a 
continuation-in-part application, which discloses and claims 
subject matter in addition to that disclosed in the prior copending 

application, state that the person making the oath or declaration 
acknowledges the duty to disclose material information as de- 
fined in § 1.56(a) which occurred between the filing date of the 
parent application and the national or PCT international filing 
date of the continuation-in-part application. This latter require- 
ment is not new, but is included to serve as a reminder to the 
person making the oath or declaration of this duty to disclose 
material information such as foreign patenting, publication, or 
public use or sale in the United States which occurred more than 
one year prior to the filing date of the continuation-in-part 
application. For example, in circumstances where the claims of 
the continuation-in-part application are not fully supported by 
the disclosure of the parent application so as to be entitled to 
an earlier effective filing date under 35 U.S.C. 120, the duty 
to disclose extends to any material information, as defined in 
§ 1.56(a) measured from the filing date of the continuation-in- 
part application. This would include the first foreign patenting, 
and any foreign patenting subsequent to the first which ma- 
terially differs therefrom, of the subject matter of the parent ap- 
plication which occurred more than one year prior to the national 
or PCT international filing date of the continuation-in-part ap- 
plication. Any publication of the parent application, other than 
foreign patenting, or any public use or sale in the United States 
of the subject matter of the prior application, which occurred 
more than one year prior to the national or PCT international 
filing date of the continuation-in-part application, would also 
come within § 1.56(a) in such circumstances. See Jn re Ruscetta 
and Jenny, 118 U.S.P.Q. 101 (C.C.P.A. 1958); Inre van Langen- 
hoven, 458 F. 2d 132, 173 U.S.P.Q. 426 (C.C.P.A. 1972), and 
Chromalloy American Corp. v. Alloy Surfaces, Co., Inc., 339 
F. Supp. 859, 173 U.S.P.Q. 295 (Del. 1972). 


Section 1.64 


Section 1.64 is added as proposed to clearly indicate who 
must sign the oath or declaration of a patent application. 


Section 1.65 

Section 1.65 is removed as proposed because the oath or 
declaration requirements set forth therein are covered by new 
§ 1.63. 


Section 1.67 


Section 1.67 is amended as proposed to remove all of para- 
graphs (a) and (b) and substitute therefor new wording. Para- 
graph 1.67(a) indicates that a supplemental oath or declaration 
meeting the requirements of new § 1.63 may be required to 
correct deficiencies or inaccuracies present in an earlier oath 


or declaration. 1.67(b) requires a supplemental oath 
or declaration to be filed (1) when aclaim is presented embracing 
material not originally claimed and (2) when a subsequently filed 
oath or declaration under § 1.53(d) refers to an amendment 
which includes improper new matter. Paragraph 1.67(b) also 
clearly states the prohibition against entry of new matter after 
the filing date of the application. 


Section 1.69 


Section 1.69, paragraph (b), is amended as proposed to 
change the time at which a translation of a non-English language 
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oath or declaration which has not been supplied by the Office 
must be filed. The time period for filing the translation is changed 
to two months after notification that a translation is required. 
The reference to § 1.65 in paragraph 1.69(b) is changed to § 
1.63. 


Section 1.70 


Section 1.70 is amended to refer to § 1.63 for the require- 
ments to be met when an oath or declaration is filed under 35 
U.S.C. 371(c)(4). The wording of the title in the final rule is 
changed to reflect more clearly the subject matter of the rule. 


Section 1.77 


Section 1.77 is amended as proposed to change paragraphs 
(h) and (i) to refer to the abstract of the disclosure and signed 
oath or declaration, respectively. 


Section 1.97 


Section 1.97 is amended to change the title from “prior art 
statement” to “information disclosure statemeut”. This change 
is appropriate since the designation “information disclosure 
statement” more accurately characterizes the nature and content 
of the information which may be included in such a statement. 
Information which is required to be submitted pursuant to § 1.56 
may ultimately be determined not to be “prior art,” but nev- 
ertheless may be “material” pursuant to § 1.56. Section 1.97 
has also been modified from that proposed by eliminating the 
word “material” since information submitted pursuant to § 1.97 
may be considered to be of questionable materiality or may be 
determined, upon examination, not to be “material”. Section 
1.97 now provides that an information disclosure statement 
should be filed with the application or within the later of three 
months after the filing date of the application or two months 
after applicant receives the filing receipt. Paragraph 1.97(b) has 
been amended in recognition that applicant may choose to 
furnish other material information in another manner or state- 
ment. Paragraph 1.97(b) now also refers to section 1.56(a) for 
the definition of “material information”. The amendments to 
paragraph 1.97(b) do not in any manner reduce the obligation 
to submit material information as defined in § 1.56(a). 


Section 1.98 


Section 1.98 indicates that information disclosure statements 
should list prior art with all of the information which is required 
to print such citations on the front page of a patent. The final 
rule states clearly that the publication date indicated on the 
document should be submitted. This will not serve to preclude 
a showing of a different, actual publication date. Another 
purpose of the citation requirements in this section is to permit 
ready reference to the document from its citation. 


Section 1.99 


Section 1.99 is amended to change the title to be consistent 
with the amendment to § 1.97. 


Section 1.101 


Section 1.101 is amended to indicate specifically that appli- 
cations which are to have their examination advanced pursuant 
to § 1.102 will be taken up for examination out of order by the 
examiner. The final rule is also modified to set out when inter- 
national applications which have complied with the require- 
ments of 35 U.S.C. 371(c) are taken up for action. 


Section 1.118 


Section 1.118 is amended as proposed to designate the pre- 
vious section as new paragraph (a) and amend it to clearly state 
that no new matter may be introduced into an and 
to make specific reference to §§ 1.53, 1.63 and 1.67. New para- 
graph 1.118(b) indicates how improper amendments which 
introduce new matter in the specification or claims will be 
handled by the examiner. 
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Section 1.123 


Section 1.123 is amended to require all corrections to draw- 
ings to be made by bonded draftsmen at applicant’s expense 
since the Office does not have sufficient draftsmen to make such 
corrections. Sketches of any desired corrections will, however, 
still require approval of the examiner. The final rule makes clear 
that changes in the drawing may be made by submission of 
substitute drawings. 


Section 1.125 


Section 1.125 is amended to relax the prohibition against 
substitute specifications which are not required by the examiner. 
The section, however, adds the requirement that any substitute 
specification filed must be accompanied by a statement that the 
substitute specification includes no new matter. Under the sec- 
tion the statement must be a verified statement if made by a 
person not registered to practice before the Office. The final 
rule specifies that a substitute specification may not be accepted 
unless it is clear to the examiner that processing of the application 
would be facilitated thereby. 


Section 1.131 


Section 1.131 is amended as proposed to refer to the use of 
affidavits or declarations under the section during reexamination 
of a patent as long as the patent upon which the rejection is 
based does not claim the rejected invention. Section 1.131 
cannot be used to overcome a rejection based upon a United 
States patent claiming the rejected invention. This is true 
regardless of whether the rejected claims are contained in an 
application being examined or a patent being reexamined. 
Section 1.131 is inapplicable if the same invention is being 
claimed by the United States patent upon which the rejection 
is based. Under the section as amended, the same person or 
persons who would make the affidavit or declaration in an 
application will be required to make the affidavit or declaration 
on behalf of the owner of the patent under reexamination. 


Section 1.132 


Section 1.132 is amended as proposed to refer to the use of 
affidavits or declarations under the section during reexamination 
of a patent. 


Section 1.137 


Section 1. pric eg aed soe lp Foe hn 
provisions of paragraph (b) those applications abandoned pur- 
suant to § 1.53(d) because the fee, oath, or declaration and the 
surc were not submitted. Section 111 of Title 35, United 
States , as amended by Public Law 97-247, requires that 
any delay in submission of the fee and oath be shown to be 
unavoidable. Thus, paragraph (b) of § 1.137 permitting revival 
where abandonment was unintentional is inapplicable to the 
revival of applications which become abandoned pursuant to 
§ 1.53(d). 


Section 1.141 


The amendments to § 1.141 are withdrawn infra 
to permit the public to study the issues involved and make any 
further recommendations considered appropriate. 


Section 1.153 


Section 1.153 is amended to change the reference for oath 
and declaration requirements from § 1.65 to § 1.63 and to con- 
form the language of the rule to be consistent therewith. 


Section 1.154 


Comte 1.528 ts aiaaiiess Canes Sareea 
a eS eee 
1.153(b) 


Section 1.162 
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Section 1.162 is amended as proposed to change the refer- 
ence from § 1.65 to § 1.63. 


Section 1.163 


Section 1.163 is amended as proposed to change the wording 
of the section to clearly indicate that a s d oath or declaration 


is required rather than a signed 
Section 1.172 


Section 1.172 is amended to indicate clearly that the reissue 
oath is signed and sworn to rather than the reissue application. 
The final rule has been modified from that proposed by referring 
to a “reissue oath” rather than to “reissue oaths”. 


Section 1.174 


Section 1. ea Ps ee 
ment that photoprints of capalialicieastouencheaninned 
or pasted on sheets of drawing board because paper drawings 
are acceptable. 


Section 1.175 


Section 1.175 is amended as proposed to the refer- 
ence to the oath or declaration from § 1.65 to § 1.63. 


Sections 1.301, 1.302 and 1.303 


The amendments to sections 1.301, 1.302 and 
Se ee 
rather than to the Court of Customs and Patent 
been as final rules as published on Oct. 1982 at 
47 FR 47380-47382 and corrected on Nov. 5, 1982 at 47 FR 
50142 and therefore are not republished here. 


Section 1.324 


Section 1.324 is amended to include wording similar to that 
in § 1.48 for correction of inventorship in applications. 


Section 1.325 


to grant a li should be considered a denial of a first 

for a license. A ition may be filed under § 5.12(b). 
Section 5.12(b) is ee 
form. Sodabesdistglilion tetaaibentanamanes 


Withdrawal of Proposed Amendments To Sections 1.141 and 
1.565. 
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A number of the speakers at the public hearing held on Dec. 
16, 1982, urged that the amendments to §§ 1.141 and 1.565 be 
deferred or dropped pending further study. Those urging that 
the proposed amendments to § 1.141 not be adopted at this time 
included speakers from the American Patent Law Association, 
from Committee 103 of the American Bar Associations’s Patent, 
Trademark & Copyright Section, and from the Bar Association 
of the District of Columbia. The Boston Patent Law Association 
urged that the amendment to § 1.565 be removed or held in 
abeyance. The American Patent Law Association indicated that 
more time was needed for its committees to analyze the issues 
in the amendments to §§ 1.141 and 1.565. 

In response to the recommendations received at the public 
hearing, the proposed amendments to §§ 1.141 and 1.565 are 
being withdrawn at this time to permit the public to study the 
issues involved and make any further recommendations con- 
sidered appropriate. Pending the further study referred to by the 
speakers at the hearing and consideration of any recommen- 
dations resulting therefrom, the Office will continue to 
under present §§ 1.141 and 1.565 as interpreted by the Manual 
of Patent Examining Procedure and relevant Patent and Trade- 
mark Office and judicial precedents. 


Responses to Comments on the Rules 


Specific comments were received on a number of the sec- 
tions. All of the comments, including the written comments and 
the oral testimony, were considered in adopting the changes set 
forth herein. 

Forty-eight letters presenting written comments were 
received and seven persons testified at the public hearing on Dec. 
16, 1982. 

Comments appear below along with responses thereto. 
Comment: 

One comment objected to inadequate notice regarding these 
proposed rule changes. 

Reply: 

The rules notice was published in the Federal 
Register on Oct. 27, 1982. This is more than seven weeks prior 
to the date of the hearing and four months prior to the effective 
date of the final rules. Such periods are considered to be reason- 
able in view of the fact that the legislation requiring the rule 
changes was only enacted on Aug. 27, 1982 and that other rule 
changes were required to be implemented by Oct. 1, 1982. 
Comment: 

One comment proposed that “Patent and Trademark Office” 
should be used in the rules rather than merely “Office”. 
Reply: 

The proposal has been adopted in the final rules in those 
locations where confusion may otherwise result. 

Comment: 

Five comments requested that promulgation of §§ 1.10, 1.63, 
1.97, 1.141 and 1.565(e) be delayed and the period for comment 
extended until Mar. 30, 1983. 

Reply: 

Amendments to §§ 1.141 and 1.565 are not being promul- 
gated at this time to provide time for further consideration and 
study as requested. If after study, a rule change is felt desirable, 
a new proposal will be issued. New § 1.10 is being promulgated 
to make it available to applicants as it was intended in the statute. 
New § 1.63 is being added and § 1.65 deleted to reduce the formal 
statements required. If desired, the old oath and declaration 
forms may continue to be used if the statement is included that 
applicant “has reviewed and understands the contents of the 
specification, including the claims”. For continuation-in-part 
applications, it is necessary to also include language is confor- 
mance with § 1.63(d). Section 1.97 is being promulgated to 
remove problems relating to the time period in the current 
wording and to clarify th. section in general. 

Comment: 

One person questioned why Sunday was not mentioned in § 
1.6(b) or (c). 

Reply: 

Section 1.6(b) and (c) are limited to weekdays which by 
definition excludes Sunday. 
Comment: 

Two comments were received which proposed that only a 
certificate of mailing procedure as in § 1.8(a) be used for deter- 
mining the date of deposit under 35 U.S.C. 21. 
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Reply: 

The filing date of an application is considered to be much 
more critical than the filing dates of papers accepted under 
§ 1.8. The application filing date is often critical for determining 
if a statutory bar exists, whether foreign priority can be claimed 
and who is the senior party in an interference. Therefore, papers 
filed for purposes of receiving an application filing date should 
have some clear indication of the date of receipt by the United 
States Postal Service. Such a practice would also probably 
require storing all of the envelopes in the file wrapper for record 
purposes. 

Comment: 

Three comments were received which stated that private 
courier services should also be provided for in § 1.10. 

Reply: 

Section 21(a) as amended by Public Law 97-247 provides for 
filing dates being given only when “deposited with the United 
States Postal Service.” Although private courier services may be 
used to deliver papers to the Patent and Trademark Office, the 
actual date of receipt by the Patent and Trademark Office will be 
considered to be the filing date. 

Comment: 

A comment was received which argued that the Post Office 
date stamp should be stamped on the mailing label instead of 
having to enter the label number on each document. 

Reply: 

Stamping the mailing label would not add anything since the 
postal clerk receiving the “Express Mail” must already indicate 
the date and time of it and initial the label. A purpose of 
placing the label number on each paper is to permit several 
papers to be placed in a single envelope. The mailing labels may 
be retained in the Patent and Trademark Office for later verifica- 
tion. 

Comment: 

Seven comments were received that the requirement that the 
item be received the following day (§ 1.10(b)) was unnecessar- 
ily restrictive. 

Reply: 

Section 1.10 does not require that the item be received the 
next day in the Patent and Trademark Office in order to receive 
the date of deposit as the mailing date. The one day reference has 
been deleted. Further proof of mailing may be required where an 
unreasonable period of time is involved and supporting evidence 
is not otherwise available to the Patent and Trademark Office. 
Documents deposited with the United States Postal Service will 
be given a filing date which corresponds to the date of receipt 
indicated by the postal clerk on the “Express Mail” mailing 
label. 

Comment: 

Four comments indicated that § 1.10 does not assist in placing 
applicants and attorneys outside the Washington area on the 
same footing as those in Washington. 

Reply: 

The main purpose of § 1.10 is to implement 35 U.S.C. 21(a) 
in a manner which would provide for granting filing dates for 
papers and fees as of the date of their deposit with the United 
States Postal Service. Certainly these provisions using “Express 
Mail,” together with the certificate of mailing procedure avail- 
able under § 1.8, will go a long way in reducing last minute 
deliveries to the Patent and Trademark Office by persons outside 
the Washington area. 

Comment: 

Two comments stated that the comments accompanying 
§ 1.10(c) should be clarified to explain the meaning of “more 
than one day.” 

Reply: 

The final rule has been clarified. 
Comment: 

It was proposed by one person that the “affidavit or declara- 
tion” under § 1.10(c) be waived if the statement is made by a 
registered attorney or agent. 

Reply: 

The suggestion has been adopted. 
Comment: 

It was indicated by one person that certified mail provides 
proof of mailing date under § 1.10 by virtue of the Post Office 
stamp on the certified mail receipt card. 
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Reply: 
The information on the certified mail receipt card is of no 
benefit to the Patent and Trademark Office since it is imme- 
diately returned to the sender. The Patent and Trademark Office 
would not be able to retain any information which gives proof 
of the date of mailing. 
Comment: 

Three comments raised questions as to the need to make the 

of the “Express Mail” contingent upon the perform- 

ance of the Post Office in § 1.10(c). 
Reply: 

The of the “Express Mail” is not 
“next day delivery”. . The reference in § 1. ry to 


ing xplanation 
clarify the record. Such information is ex; 
only in a few instances. The rule has also been revised to clarify 
this matter. 
Comment: 

Five persons suggested the use of registered or certified U.S. 
mail for obtaining filing dates under 35 U.S.C. 21. 

Reply: 

Registered mail does not provide any information or evi- 
dence to the Patent and Trademark Office as to the date of 
mailing other than the postmark, which is often unreadable. 
ey cage pe such postmarks is also burden- 
some. The deficiency of certi mail has already been dis- 
cussed. 

Comment: 

One person questioned what treatment will be accorded a 
paper placed in an “Express Mail” box receptacle after the box 
has been cleared for the last time on a given day. 

Reply: 

The paper will be considered to be deposited as of the date 
of receipt indicated on the “Express Mail” mailing label by 
the Postal Service clerk. 

Comment: 

One person commented that he found the idea of using a 
declaration or affidavit to establish a date of deposit unaccept- 
able because it exposes the integrity of the assignment of filing 
dates to the risk of deception. 

Reply: 

The use of declarations or affidavits is usually intended to 
help explain activities which can be supported by exhibits. For 
example, if the Office copy of the mailing label was not entirely 
readable, applicant’s copy of the “Express Mail” mailing label 
could accompany a declaration and serve as the basis for 
granting a filing date. 

Comment: 

Three persons objected to permitting only the individual who 
places the correspondence in an “Express Mail” facility to 
execute the certificate of express mailing under § 1.10(c). 
Reply: 

The wording of § 1.10(c) differs from § 1.8 because the 
documents which are expected to be filed under § 1.10 are patent 
and trademark applications. The filing dates of such documents 
are very important and should therefore be based on personal 
knowledge. 

Comment: 

One comment was received which suggested that § 1.10 be 
adopted with an effective date retroactive to a year earlier. 
Reply: 

Such an earlier date is not possible since the statutory 
authority for § 1.10 does not come into effect until Feb. 27, 1983. 
Comment: 

One comment proposed designating the Patent and Trade- 
mark Office as an “Express Mail” Post Office to make lower 
rates available. 

Reply: 

Such a designation is not possible. 
Comment: 

One person requested that the Patent and Trademark Office 
publish a form of certificate of mailing by “Express Mail” 
suitable for purposes of § 1.10(b). 

Reply: 

A suggested form is included in the preamble of this rule 

change. 
Comment: 
One comment proposed that § 1.10(c) clearly state what 
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evidence will be necessary and sufficient to prove a filing date 
enn 

SS ee 
avaiable. fact situation and what evidence is actually 


eg ae 
Ss -10 granting filing dates as of the mailing date. 
The this comment has been treated in the 


L question by 
discussion of § 1.10 supra. 
Comment: 

One comment proposed that § 1.10 be corrected to read- 
paper or fee required be filed- to more closely conform wi 
35 U.S.C. 21(a). 


A question was raised as to whether the “Express Mail” label 
— should be placed on every page. 
Reply: 
The label number need not be placed on each page. It should, 


A question was raised by one party as to the location within 
the Patent and Trademark O(.ice of the mailing labels where 
papers to different applications are placed in the same envelope. 
Reply: 

The mailing labels from all “Express Mail” packages are 
expected to be removed and initially retained centrally in the 
Mail Room of the Patent and Trademark Office. The number 
on each document will allow direct access to the appropriate 
mailing label if any questions should arise. 

Comment: 

One comment suggested that § 1.22(b) be amended to 
exclude itemization of all fees where a general authorization 
to charge a deposit account has been given. 

Reply: 

Even where fees are charged to a deposit account, it is 
desirable to know specifically which fees are to be paid. 
Therefore, the suggestion has not been adopted. 

Comment: 

One comment was received which pap fam 
naam 00 9 SES San Sa Se 
declaration executed by the applicant 


cual sunatines geoat 
paises nasa 


Such an additional sentence is not considered to be necessary 
since the Patent and Trademark Office does not intend to utilize 
the provisions of § 1.41(d) unless a controversy arises. 
Comment: 

One comment was received which suggested the addition 
to the end of § 1.42 of the words “except for patents granted 
to the assignee either of the inventor or of the legal representative 
of the inventor.” 

Reply: 
No change is considered to be necessary since few, if any, 
have arisen without such additional wording in the 
past. The existing rule wording “upon proper intervention” also 
provides protection for assignees. 
Comment: 

One comment was received which indicated that § 1.46 does 

not clearly authorize an assignee of a part interest to cause an 
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application to be placed on file. 
Reply: 

Although § 1.46 may not make this point clear, it is clear 
from § 1.41(c). 

Comment: 

One comment recommended that the requirement to show 
diligence in correcting inventorship under § 1.48 be deleted. 
Reply: 

It is felt that corrections of inventorship should be diligently 
made in patent applications. The naming of correct inventorship 
is necessary for the Patent and Trademark Office to make 
decisions on topics such as double patenting, priority claims and 
first inventorship. 

Comment: 

it was recommended in one comment that the verified 
statement of facts required by § 1.48 “by the original named 
inventor or inventors” be replaced by a requirement that he or 
they merely assent to the statement of the facts since others may 
be better able to provide the best evidence. 

Reply: 

Since it is the original inventorship that is being changed, 
it is believed that all of the previously named inventors should 
positively indicate their agreement with the facts in the case. 
Affidavits by other individuals may also be supplied where such 
persons have direct personal knowledge of certain aspects of 
the case. 

Comment: 

One comment indicated that “it seems a reasonable presump- 
tion that if ownership is unaffected, deceptive intent is absent” 
in a § 1.48 correction of inventorship situation and that such 
a presumption could be written into the rules. 

Reply: 

Even if applications are commonly owned, the wrong 
inventorship could be deceptively named to obtain rights which 
are only available to the same inventive entities. The report on 
Public Law 97-247 also states that “the conimissioner must be 
assured of the presence of innocent error, without deceptive 
intention . . .” before permitting a substitution of a true inventor’s 
name. 

Comment: 

One person suggested that the deceptive intent in § 1.48 refer 
to the acts of the actual inventors rather than to both the alleged 
and actual inventor or inventors. 

Reply: 

This suggestion has been adopted in both §§ 1.48 and 1.324, 
but deceptive intention on the part of other parties is subject 
to review under § 1.56. 

Comment: 

One person suggested that in § 1.48, line 3 “may” be 
changed to-must- . 

Reply: 

The suggestion has not been adopted. Corrections may only 
be made if the conditions set forth in § 1.48 are satisfied. 
Comment: 

Two comments objected to the insertion of “material” in 
§ 1.51(b). 

Reply: 

This word has been removed and does not appear in the final 
rule. 
Comment: 

One comment suggested changing “ 
the title of § 1.51. 

Reply: 

This suggestion has been adopted. 
Comment: 

One comment indicated that §§ 1.52(c) and 1.56(c) seemed 
overly inflexible and harsh when considering minor grammati- 
cal changes. 

Reply: 

Although § 1.56 indicates that applications “may” be 
stricken, rather than “must”be stricken, it is stillconsidered 
important to maintain a clear line in the regulations against 
changes in the original applications made after the execution 
of the application oath or declaration. The line between gram- 
matical changes and changes relating to the merits is frequently 
unclear. 

Comment: 

Three comments noted an apparent inconsistency between 

proposed §§ 1.10 and 1.53 as to whether § 1.10 relates to the 


an” to-a complete-in 
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filing of patent applications. 
Reply: 

Section 1.10 does relate to the filing of patent applications. 
In order to clarify the wording, “received” in § 1.53(b) has been 
changed to “filed”. 

Comment: 

One comment was received suggesting that a sentence be 
added to § 1.53(d) to indicate that PCT applicants cannot submit 
late filing fees, oaths or declarations under 35 U.S.C. 371. 
Reply: 

Such a reference in § 1.53 does not appear appropriate 
because this section relates to “filing dates”. In the PCT situ- 
ation, the filing date was already granted at the time of filing 
the PCT international application. 

Comment: 

One comment was received which suggested that § 1.53(a) 
be rewritten to indicate all applications are assigned serial 
numbers but not accorded filing dates. 

Reply: 

The proposal was not adopted since it is considered unnec- 
essary. 
Comment: 

One person suggested that § 1.53(b) be amended to specify 
that only “a specification purporting to contain a description 
and at least one claim . . .” is needed to obtain a filing date. 
Reply: 

No change is being made since a determination must be 
initially made as to whether or not a specification has been filed. 
In any case, sufficiency of the specification must later be 
checked by the examiner. 

Comment: 

One person indicated that the time period for filing a cor- 
rection to a defect in an application is left entirely within the 
discretion of the Commissioner and that any setting of periods 
of time would be tantamount to an exercise of rulemaking 
authority. Section 1.53(d) should be provided with an explicit 
time limitation. 

Reply: 

No specific time period is considered to be necessary in the 
regulations. The Commissioner has full authority and discretion 
under the statute in 35 U.S.C. 111 to set periods of time. The 
statute does not require the Commissioner to use the rulemaking 
process to set time periods for response to an action or require- 
ment by the Patent and Trademark Office in a patent application. 
Comment: 

Two comments were received objecting to the use of the 
words “or otherwise disposed of” in § 1.53(c). 

Reply: 

This wording has existed in § 1.53(b) in the past without 
objection. No need is seen to depart from this wording at this 
time. 

Comment: 

One person questioned whether the change in § 1.54(b) 
would result in return post cards not being stamped with the 
application serial number. 

Reply: 

No change is intended in the existing return post card 
practice. 
Comment: 

One comment proposed adding another sentence to 
§ 1.154(b) indicating that foreign priority claims will be ac- 
knowledged on the filing receipt. 

Reply: 

This proposal is not being adopted since the examiner must 
determine whether the statutory requirements of 35 U.S.C. 119 
have been met before an acknowledgment can be sent. 
Comment: 

One comment suggested that the Patent and Trademark 
Office indicate on the filing receipt both the filing date under 
1.10 and the actual date of receipt. 

Reply: 

The actual date of receipt can be obtained by requesting a 
receipt from the Postal Service. The actual date of receipt cannot 
be placed on the filing receipt because of current computer 
limitations. The suggestion is therefore not being adopted at this 
time. 

Comment: 

One comment was received indicating that it is not clear 

whether or not an application based on a specification and 
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drawing, but containing no oath or declaration or filing fee, could 
serve as the basis for a priority claim under 35 U.S.C. 120. 


eply: 

If the filed specification and drawings 
invention as required by 35 U.S.C. 112, the 
serve as a basis rapide ddoentee a 120 even if no oath 
or declaration, or no fee has been filed, as long as the continuing 
application is filed prior to the abandonment of the first appli- 
cation under § 1.53(d). 

Comment: 

One comment suggested that § 1.55(b) be removed since the 

— of the statute are fully set forth in 35 U.S.C. 119. 
‘eply: 

Although the statutory requirements set forth basic require- 
ments, it is felt that the more specific details of § 1.55(b) provide 
needed guidance for applicants. 

Comment: 

Two questioned the meaning of “inspection and 
review” in § 1.56(c) and suggested certain amendments. 
Reply: 

The words “inspection and” are being removed to eliminate 
any redundancy. The paragraph has also been broken down into 
four items as proposed by a comment. 

Comment: 

One suggestion was made that applicant be allowed to order 
a copy of the parent patent, with payment of fee, when filing 
a § 1.60 application. 

Reply: 

Such a practice is contrary to the intent of the rule change. 
The problems the Patent and Trademark Office is attempting 
to solve by the change, which are caused by poor copies and 
delays in Processing, would remain with such a practice. 
Comment 

Two persons suggested that § 1.60 be amended to drop “and 
claimed” from the title. 

Reply: 

The suggestion has been adopted. 
Comment: 

One person suggested that § 1.60 be modified to drop the 
requirement for verification by affidavit when the statement is 
made by a registered patent attorney or agent. 

Reply: 

The suggestion has been adopted. 
Comment: 

One comment noted that there is no specific requirement in 
§ 1.56, 1.63 or 1.98 to identify foreign applications filed more 
than one year prior to the U.S. filing date. 

Reply: 

Section 1.63(b)(3) broadly requires applicant to acknowl- 
edge the duty to disclose information material to the examination 
of the application. This information includes foreign patents 
based on applications filed more than a year prior to the filing 
date of the United States application and which issue before the 
filing date of the United States application. 

Comment: 

One person felt that § 1.63(b)(1) will be a disaster for the 
patent system since the inventor may not be physically able to 
review and understand the invention or because the legal 
language format used in claims may not be understood by the 
inventor. Five argued of § 1.63 would 
result in raising the defense that the inventor did not understand 
the claims in each patent infringement suit. 

Reply: 

The inventor is not expected to understand all the legal 
interpretations or limitations in a claim. The inventor is expected 
to recognize that what is being claimed is the subject matter 
which the inventor regards as his or her invention pursuant to 
35 U.S.C. 112. The physical factors have to some extent existed 
in past practice and have been handled on a case-by-case basis 
where necessary. The situation outlined would exist in any 
signing of a legal document. The wording of § 1.63 has been 
explained in the preamble to minimize occurrences of problems. 
Comment: 

One comment noted that many inventors do not know 
whether additional subject matter is claimed in a continuation- 
in-part application under § 1.63(d). 

Reply: 

The wording in § 1.63(d) is considered to be appropriate and 

in accordance with case law. If uncertainty exists the attorney 


fully faa 
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or agent, if any, should clarify the matter and § 1.63(d) should 
be followed. 


Comment: 

One person SS cedeemne! terigaguem guatsdbetensds ties 
require the disclosure of foreign p granted before the filing 
of the continuation-in-part 
Reply: 

Section 1.63(d) has been amended to clearly indicate that 
material information pursuant to § 1.56(a) between the fili 
date of the parent application and the filing date of the continu- 
ation-in-part ication must be disclosed. The discussion of 
new § 1.63 to material foreign patents published during 
this time interval. 

Comment: 

Two comments indicated concer with the parenthetical 
language in proposed § 1.63(d) in that it would create severe 
problems. 


Reply: 
Paragraph (d) of § 1.63 has been amended to remove such 
Comment: 


One comment he or she is aware of after 


information in § 1.63(b\(3) and (d). 
Reply: 


This suggestion is not adopted since such wording is already 
present in § 1.56(a). 

Comment: 

One comment suggested that § 1.63(c) clarify what is in- 
tended by “the first filed foreign application,” particularly in 
view of 35 U.S.C. 119, third paragraph. 

Reply: 

The rule has been amended to clarify the matter. 

Comment: 

One comment was received suggesting changes be made in 
the title and that paragraph (b) of § 1.70 refer to § 1.63 instead 
of “this section.” 

Reply: 

The change suggested to the 

— (b) has 


considered unnecessary. 
Comment: 


title has been made. The 
not been made since it is 


Three comments were received which indicated that the 
wording of § 1.97(a) would require an immediate filing of 
disclosure information if the filing receipt is received just before 
three months after filing. 

Reply: 
The wording of § 1.97(a) has been changed to remove this 


Comment: 

One comment was received which urged that the title of 
§ 1.97 and contents of § 1.97(b) not be changed, since the 
proposed wording would not require filing of the closest prior 
art. 

Reply: 

The proposed changes are not intended to make any changes 
in the type of information which is to be submitted to the Office. 
The proposal has been adopted in modified form. 
Comment: 

One person indicated preference for the use of “prior art” 
in §§ 1.51(b), 1.97, 1.98, and 1.99 since it does not create an 
inferred admission that the information submitted is material. 
ee from § 1.97 

but objected to the addition of “material”. 
Reply: 

The rule change was proposed to answer arguments that the 
use of the term “prior art” implied that the information was 
a reference against applicant's invention. Since the majority of 
the comments supported modifying the rule, the use of the terms 
“prior art” as well as “material” are being dropped. 
Comment: 

Two comments were received concerning § 1.98(a) suggest- 
ing that the “place of publication” be clarified or removed. 
Reply: 

This suggestion has not been adopted since the “place of 
publication” is not mandatory. It is intended to mean the city 
and country of publication. Also the citation of the “place of 
publication” is consistent with the § 1.107(a) requirements. 
Comment: 

It was suggested by one person that § 1.101 be amended to 
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clarify when PCT international applications which have entered 
the national stage should be taken up for examination. 
Reply: 

An amendment has been made to § 1.101 as suggested to 
larify that they are taken up in order based on the date they 
have entered the national stage by compliance with the require- 
ments of 35 U.S.C. 371(c). 

Comment: 

One comment was presented suggesting that the words 
“which are not examined on the merits” in § 1.101 be removed. 
Reply: 

The suggestion has been adopted. 

Comment: 

One comment urged returning to the use of the Office 
draftsmen for minor corrections to reduce the burden under 
proposed § 1.123. 

Reply: 

Some minor corrections may be made by the Office drafts- 
men on a time-available basis. However, since the Office 
currently has only a few draftsmen who are responsible for 
reviewing and approving all drawings, very little time is pres- 
ently available for making corrections. 

Comment: 

Four suggestions were made to amend § 1.123 to specifically 

provide for the filing of substitute drawings if corrections are 


These suggestions have been adopted. 
Comment: 

One comment was received indicating that § 1.125 should 
indicate to whom it should be clear that acceptance of a substitute 
specification would facilitate processing. 

Reply: 

An amendment has been made to clarify that it should be 
clear to the examiner. 
Comment: 

One comment suggested removal of the last sentence of 
§ 1.137(b) to permit § 1.183 petitions to be filed to waive time 
periods for requesting revival of unintentionally abandoned 


No change i in § 1.137(b) is considered to be appropriate at 
this time since § 1.137(b) only became effective on Oct. 1, 1982. 

(Since changes to § 1.141 are not being promulgated in this 
rule change, comments and replies to this section are not 
included.) 

Comment: 

One comment pointed out that the reference to a “period 

of twelve months” in § 1.153 was indefinite. 

Reply: 

Section 1.153 has been amended to remove the indefinite- 
ness. 

Comment: 

One comment was presented which suggested that § 1.172 
refer to a “reissue oath” rather than to “reissue oaths.” 
Reply: 

This suggestion has been adopted. 

Comment: 

One comment suggested the insertion of “the filing of” 
before “each patent” in § 1.335(a) and (b). 

Reply: 

The suggestion has been adopted. 

(Since the proposed addition of a new paragraph (e) to § 1.565 
is not being adopted in this rule change, comments and replies 
to this section are not included.) 

Comment: 

One suggestion was made that a procedure be designed in 
which foreign filing licenses could be granted by return post 
card without losing the time required to send the filingreceipts. 
Reply: 
It is felt that the procedure under § 5.12 should be adopted 
at this time and be placed into operation. If after some experience 
additional modifications are found desirable, further changes 
could be made. To introduce several alternative procedures at 
this time is considered to be too complex and may endanger 
the success of the proposed procedure. 
Comment: 

One comment requested that the Office grant a prospective 
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foreign filing license under § 5.12 for all data and amendatory 
material to be filed abroad. 
Reply: 

Such petitions are not part of this proposed change but this 
concept is being considered in a separate rule change proposal. 
Comment: 

One comment suggested that the Filing Receipt specifically 
indicate whether or not a license has been denied under § 5.12. 
Reply: 

The practice under § 5.12 would indicate on the 
Filing Receipt when a license is granted. On other cases in which 
a license is not granted further review is required. A license may 
still be granted at a later date. 

Comment: 

One comment stated that it should be possible to petition at 
any early date for a foreign filing license as well as obtain one 
on the filing receipt. 

Reply: 
It will still be possible to petition earlier for a license under 
revised § 5.12. 


Implementation Of Patent Procedure Revisions 


The effective date of the patent procedure revisions contained 
in this rulemaking is Feb. 27, 1983. The various sections will 
be implemented in the manner set forth below: 


§ 1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


The “Guidelines under § 1.10” set forth below provide 
guidance in implementing § 1.10: 


Guidelines under § 1.10 


A) The certification under § 1.10 requires a signature of the 
person depositing the paper with the United States Postal Service 
as “Express Mail”. Specifically, if the certification under § 1.10 
appears on a paper that requires a signature, two signatures are 
required, one for the paper and one for the certification under 
§ 1.10. 

B) When possible, the certification under § 1.10 should 

appear on an upper portion of the first page of the paper being 
submitted. However, if there is insufficient space to make the 
certification on the same paper, such as in the case of the patent 
issue fee transmittal form PTO 85, the certification should be 
on a separate sheet securely attached to the paper. 
C) When the certification is presented on a sheet, 
that sheet must (1) be signed and (2) fully identify and be 
securely attached to the paper or fee it accompanies. The 
required identification should include the serial number and 
filing date of the application as well as the type of paper being 
filed, e.g., complete application, specification and drawings, 
responses to rejection or refusal, notice of appeal, etc. If the serial 
number of the application is not known, the identification should 
include at least the name of the inventor(s) and the title of the 
invention. An unsigned certification will not be considered 
acceptable. 

Moreover, without the proper identifying data, a certification 
presented on a separate sheet will not be considered acceptable 
if there is any question or doubt concerning the connection 
between the sheet and the paper filed. 

D) In situations wherein the correspondence includes papers 
for more than one application e.g., a single envelope containing 
separate applications or papers for various parts of the Patent 
and Trademark Office, each must have its own certifi- 
cation and the “Express Mail” label number as part thereof or 
attached thereto. 

E) In situations wherein the correspondence includes several 
papers directed to the same application (e.g., a proposed re- 
sponse under 37 CFR 1.116 and a notice of appeal), each paper 
should also have its own certification as a part thereof or attached 
thereto. 

F) Practitioners may place the certification language on the 
first page of a paper with an inked stamp. Such a practice is 
encouraged because the certification is not only readily visible 
but also forms an integral part of the paper. An example of a 
preferred stamp is: 
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“Express Mail” mailing label number 
Date of Deposit 


Ee Se 
the United States Postal Service “Express Mail Post Office to 
Addressee” service under 37 CFR 1.10 on the date indicated 
above and is addressed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 


(Typed or printed name of person mailing paper or fee) 


(Signature of person mailing paper or fee) 
§ 1.48 Correction of inventorship. 


Any patent application pending on or after Feb. 27, 1983, 
is subject to the provisions of this section. 


§ 1.53 Serial number, filing date, and completion of appli- 
cation. 


The provisions of this section apply to any patent application 
filed on or after Feb. 27, 1983. 


§ 1.63 Oath or declaration. 


The provisions of § 1.63 will become effective on Feb. 27, 
1983, and will apply to any oath or declaration filed on or after 
that date. However, in order to provide a smooth transition from 
the old oath or declaration requirements to the new, the Office 
will continue to accept between Feb. 27, 1983, and June 30, 
1983, any oath or declaration in compliance with § 1.65 as it 
existed immediately prior to Feb. 27, 1983, so long as that oath 
or declaration is attached to and was executed as a part of an 
application to be filed in the Patent and Trademark Office. 

Effective July 1, 1983, all oaths or declarations filed under 
§ 1.51(a)(2) as a part of a patent application must fully comply 
with § 1.63. 

A suggested format for a declaration is set forth below: 


Declaration For Patent Application 
As a below named inventor, I hereby declare that: 


My residence, post office address and citizenship are as stated 
below next to my name, 

I believe I am the original, first and sole inventor (if only 
one name is listed below) or an original, first and joint inventor 
(if plural names are listed below) of the subject matter which 
is claimed and for which a patent is sought on the invention 
entitled 


the specification of which 


) 

I hereby state that I have reviewed and understand the 
contents of the above identified specification, including the 
claims, as amended by any amendment referred to above. 

I acknowledge the duty to disclose information which is 
material to the examination of this in accordance 
with Title 37, Code of Federal Regulations § 1.56(a). 

I hereby claim foreign priority benefits under Title 35, United 
States Code, § 119 of any aes ree a eae 
inventor's certificate listed below and have also identified below 
any foreign application for patent or inventor’s certificate having 
a filing date before that of the application on which priority is 
claimed: 


Prior Foreign Application(s) 
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ae ale O 
(Number) (Country) Yes 


(Day/Month/Y ear 
Filed) 


(Number) (Country) (Day/Month/Year 
Filed) 


(Number) (Country) (Day/Month/Year 
Filed) 

eS eee 
§ 120 of any United States application(s) listed below and, 
insofar as the subject matter of each of the claims of this 
application is not disclosed in the prior United States 
tre my pete eee . United 
States Code, § 112, 1 the duty to disclose material 
information as defined in Title 37, Code of Federal 
§ To ye ey po rp 
application and the national or PCT international filing date of 
this application: 


(Application Serial No.) (Filing Date) 


(Application Serial No.) (Filing Date) 


I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information 
and belief are believed to be true; and further that these state- 
ments were made with the knowledge that willful false state- 
ments and the like so made are puni by fine or impris- 
onment, or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize 


the validity of the application or any patent issued thereon. 


Full name of sole or first inventor 
Inventor’s signature 
Date 


Residence 

Citizenship — 

Post Office Address 

Full name of second joint inventor, if any 
Second Inventor's signature 

Date 

Residence 


Citizenship 
Post Office Address 


(Supply similar information and signature for third and 
joint inventors.) 


The declaration form set forth above is specifically designed 
for use where the is attached to the form and the 
and declaration are filed at one time, and also where 

the declaration form is filed after the specification and drawings 
in accordance with § 1.53. The form can be used where foreign 
priority is claimed under 35 U.S.C. 119 and where the benefit 
of one or more United States applications is claimed under 35 
U.S.C. 120. a ne ee 


§ 1.335 Filing of notice of arbitration awards. 


The written notices required by this section should be 
directed to the attention of the Office of the Solicitor, which 
Office will be responsible for processing of such notices. 
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Other Considerations 


change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

Pa. + is in conformity with the requirements of 

the Regulatory Flexibility Act. (Pub. L. 96-354), Executive 
Order 12291, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et. seq. 

The rule change will not have a significant averse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act. Pub. L. 96-354) for several reasons. Public Law 
97-247 has taken into consideration the impact it may have on 
small entities. In general, the rule change will also expedite 
proceedings before the Patent and Trademark Office, changing 
existing procedures where — can be simplified. 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 ef. seq., since no 
significant additional record keeping or reporting requirements 
are placed upon the public. In fact, some paperwork, especially 
that related to foreign filing license petitions, will be reduced. 


List of Subjects in 37 CFR Parts 1 and 5 


Administrative practice and procedure, Courts, Inventions 
and patents. 

Notice is hereby given that, pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6 and Public Law 97-247, the Patent and Trademark Office is 
amending Title 37 of the Code of Federal Regulations as set 
forth below. 

37 CFR, Parts 1 and 5, are amended as follows: 


1. — 1.4 is amended by revising paragraph (a) to read as 
follow 


§ 1.4 Nature of correspondence. 


(a) Correspondence with the Patent and Trademark Office 
comprises: (1) correspondence relating to services and facilities 
of the Office, such as general inquiries, requests for publications 
supplied by the Office, orders for printed copies of patents or 
trademark registrations, orders for copies of records, transmis- 
sion of assignments for recording, and the like, and (2) corre- 
spondence in and relating to a particular application or other 
proceeding in the Office. See particularly the rules relating to 
the filing, processing, or other proceedings of national appli- 
cations in Subpart B, §§ 1.31 to 1.352; of international appli- 
cations in Subpart C, §§ 1.401 to 1.482; of reexamination of 
patents in Subpart D, §§ 1.501 to 1.570; and of trademark 
applications, §§ 2.11 to 2.189. 


see ** 


2. Section 1.6 is revised to read as follows: 
§ 1.6 Receipt of letters and papers. 


(a) Letters and other papers received in the Patent and 
Trademark Office are stamped with the date of receipt. No papers 
are received in the Patent and Trademark Office on Saturdays, 
Sundays or federal holidays within the District of Columbia. 

(b) Mail placed in the Patent and Trademark Office pouch 
up to midnight on weekdays, excepting Saturdays and federal 
holidays, by the post office at Washington, D. C., serving the 
Patent and Trademark Office, is considered as having been 
received in the Patent and Trademark Office on the day it was 
so placed in the pouch. 
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0 eaten ee ee ae ans 
office hours, letters and other papers may be deposited up 
midnight in a box provided at the guard’s v seck of tee etty of 
building 3 of the Patent and Trademark Office at Crystal Plaza, 
eee ae 

the Department of Commerce Building, Washington, D. C., on 
weekdays except Saturdays and federal holidays, and all papers 
deposited therein are considered as received in the Patent and 

Trademark Office on the day of deposit. 

(d) If interruptions or emergencies in the United States Postal 
Service which have been so designated by the Commissioner 
occur, the Patent and Trademark Office will consider as filed 
on a particular date in the Office any paper or fee which is (1) 
promptly filed after the ending of the designated interruption 
or emergency and (2) by a statement indicating 
that such paper or fee would have been filed on that particular 
date if it were not for the designated interruption or emergency 
in the United States Postal Service. Such statement must be a 
verified statement if made by a person not registered to practice 
before the Patent and Trademark Office. 


3. Section 1.7 is revised to read as follows: 


§ 1.7 Times for eB eam Expiration on Saturday, 
Sunday or federal holida 


Whenever periods of time are specified in this part in days, 
calendar days are intended. When the day, or the last day fixed 
by statute or by or under this part for taking any action or paying 
any fee in the Patent and Trademark Office falls on Saturday, 
Sunday, or on a federal holiday within the District of Columbia, 
the action may be taken, or the fee paid, on the next succeeding 
day which is not a Saturday, Sunday, or a federal holiday. See 
§ 1.304 for time for appeal or for commencing civil action. 


4. Section 1.8 is amended by revising the introductory text 


of paragraph (a) and paragraph (a)(1), (a)(2) introductory text, 
and (a)(2)(i) to read as follows: 


§ 1.8 Certificate of mailing. 


(a) Except in the cases enumerated below, papers and fees 
required to be filed in the Patent and Trademark Office within 
a set period of time will be considered as being timely filed if: 
(1) they are addressed to the Commissioner of Patents and 
Trademarks, Washi , D. C. 20231, and deposited with the 
U.S. Postal Service with sufficient postage as first class mail 
prior to expiration of the set period, and (2) they also include 
a certificate for each paper or fee stating the date of deposit. 
The person signing the certificate should have reasonable basis 
to expect that the would be mailed on or before 
the date indicated. The actual date of receipt of the paper or 
fee will be used for all other purposes. This procedure does not 
apply to the following: 

(i) The filing of a national patent application specification 
and drawing or other papers for the purpose of obtaining an 
application filing date; 


**e# *#** 


5. A new section 1.10 is added to read as follows: 


§ 1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


(a) Any paper or fee to be filed in the Patent and Trademark 
Office can be filed utilizing the “Express Mail Post Office to 
Addressee” service of the United States Postal Service and be 
considered as having been filed in the Office on the date the 
paper or fee is shown to have been deposited as “Express Mail” 
with the United States Postal Service. 

(b) Any paper or fee filed by “Express Mail” must have 
the number of the “Express Mail” by label placed thereon 
prior to mailing, be addressed to the Commissioner of Patents 
and Trademarks, W: D.C. 20231, and any such paper 
or fee. must also include a certificate of mailing by “Express 
Mail” which states the date of mailing by “Express Mail” and 
is signed by the.person mailing the paper or fee. 

(c) The Patent and Trademark Office will accept the certi- 
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fasicate of mailing by “ Mail” and accord the 

or fee the certificate date under 35 U.S.C. 21(a) without 

proof of the date on which the mailing by “Express Mail” 
occurred unless a question is present regarding the date of 
mailing. If more than a reasonable time has elapsed between 
the certificate date and the Patent and Trademark Office receipt 
date or if other questions regarding the date of mailing are 
present, the person mailing the paper or fee may be required 
to file a copy of the “Express Mail” receipt showing the actual 
date of mailing and a statement from the person who mailed 
the paper or fee averring to the fact that the mailing occurred 
on the date certified. Such statement must be a verified statement 
if made by a person not registered to practice before the Patent 
and Trademark Office. 


6. Section 1.17 is amended by revising paragraph (h) to read 
as follows: 


§ 1.17 Patent application processing fees. 


***#** 


(h) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this paragraph—$ 120.00 
—4 1.47 for filing by other than all the inventors or a 
person not the inventor 
—§ 1.48 for correction of inventorship 
—4 1.182 for decision on questions not specifically pro- 


—§ 1.268 for late filing of interference settlement 
agreement 


***#*#* 


7. Section 1.22 is revised to read as follows: 
§ 1.22 Fees payable in advance. 


(a) Patent and trademark fees and charges payable to the 
Patent and Trademark Office are required to be paid in advance, 
that is, at the time of requesting any action by the Office for 
which a fee or charge is payable with the e ion that under 
§ 1.53 applications for patent may be assigned a filing date 
without payment of the basic filing fee. 

(b) All patent and trademark fees paid to the Patent and 
Trademark Office should be itemized in each individual 
application, patent or other proceeding in such a manner that 
it is clear for which purpose the fees are paid. 


8. Section 1.24 is revised to read as follows: 
§ 1.24 Coupons. 


Coupons in denominations of one dollar are sold by the Patent 
and Trademark Office for the convenience of regular 


9. Section 1.41 is revised to read as follows: 
§ 1.41 Applicant for patent. 


(a) A patent must be applied for in the name of the actual 
inventor or inventors. Full names must be stated, including the 
family name and at least one given name without abbreviation 
together with any other given name or initial. 
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SS eee oe 0 mye iee Re eee & 
application that te flag wes authorized whee cach s 
question. 


zation comes into 
10. Section 1.42 is revised to read as follows: 
§ 1.42 When the inventor is dead. 


In case of the death of the inventor, the legal representative 
(executor, administrator, etc.) of the deceased inventor may 
make the necessary oath or declaration, and apply for and obtain 

i the time intervening 

i granting of a patent 

thereon, the Seti guteat tay bo lnnod to i agit eapeesen- 
tative upon proper intervention. 


11. Section 1.43 is revised to read as follows: 
§ 1.43 When the inventor is insane or legally incapacitated. 


In case an inventor is insane or otherwise legally incapaci- 
tated, the legal representative conservator, etc.) of 
such inventor may make the necessary oath or declaration, and 
apply for and obtain the patent. 


12. Section 1.45 is amended paragraphs (b) and 


by removing 
() andthe designation tothe fit paragraph snd by eng 
the text to read as follows: 


§ 1.45 Joint inventors. 


Joint inventors must apply for a patent jointly an each must 
make the required oath or declaration: neither of them alone, 
nor less than the entire number, can apply for a patent for an 


invention invented by them jointly, except as provided in § 1.47. 
13. Section 1.46 is revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in the 
patent to be issued is assigned, the application must still be made 
or authorized to be made, and an oath or declaration 
by the inventor or one of the persons mentioned in §§ 1.42, 1.43, 
or 1.47. However, the patent may be issued to the assignee or 
jointly to the inventor and the assignee as provided in § 1.334. 


14. Sections 1.47 is revised to read as follows: 
§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint imventor refuses to join in an application for 
patent or cannot be found or reached after diligent the 
application may be made by the other inventor on of 
himself or herself and the omitted inventor. The 
laration in such an ication must be 
incl 


or dec- 


inventor would have had if he or she had been joined. 
(b) Whenever an inventor refuses to execute an application 
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parties or to prevent irreparable damage, and 

fee § 1.17(h)) and must state the lat known 

the inventor. The assignment, written agreement to 

assign or other evidence of proprietary interest, or a verified 

copy thereof, must be filed in the Patent and Trademark Office. 

The Office shall forward notice of the filing of the application 

to the inventor at the address stated in the application. Should 

such notice be returned to the Office undelivered, or should the 

address of the inventor be unknown, notice of the filing of the 

ee Sone Semee © Se Ae Cae. The 
inventor may subsequently join in the application on filing an 

auth or desteatian cl tho cuamatac waquied by § 1.63. A patent 

may be granted to the inventor upon a showing satisfactory to 


15. A new section 1.48 is added to read as follows: 
§ 1.48 Correction of inventorship. 


If the correct inventor or inventors are not named in an 
application for patent through error without any deceptive 
intention on the part of the actual inventor or inventors, the 
application may be amended to name only the actual inventor 
or inventors. Such amendment must be diligently made and must 

be accompanied by (1) a petition including a statement of facts 
verified by the original named inventor or inventors establishing 
when the error without deceptive intention was discovered and 
how it occurred; (2) an oath or declaration by each actual 
inventor or inventors as required by § 1.63. (3) the fee set forth 
in § 1.17(h); and (4) the written consent of any assignee. 


16. Section 1.51 is amended by revising paragraphs 
1.51(a)(2) and (b) to read as follows: 


§ 1.51 General requisites of a complete application. 
(a **** 
(2) An oath or declaration, see §§ 1.63 and 1.68. 


*_**# ** 


(b) Applicants are encouraged to file an information disclo- 
sure statement. See §§ 1.97 through 1.99. 


17. Section 1.52 is amended by revising paragraph (c) to read 
as follows: 


§ 1.52 Language, paper, writing, margins. 


***e ee * 


(c) bd interlineation, erasure, cancellation or other altera- 
tion of the application papers filed must be made before the 
signing of any accompanying oath or declaration pursuant to 
§ 1.63 referring to those application papers and should be dated 
and initialed or oie eatintiven Groans deen of 
paper. No such alterations in the application papers are permis- 
sible after the si of an oath or declaration referring to those 
application papers (§ 1.56(c)). After the signing of the oath or 
declaration referring to the application papers, amendments may 
ee ee 
1.125. 


s* ee * 

18. Section 1.53 is revised to read as follows: 
§ 1.53 Serial number, filing date, and completion of appli- 
cation. 

(a) Any _—— for a patent received in the Patent and 
Trademark Office will be assigned a serial number for iden- 
tification purposes. 

(b) The filing date of an application for patent is the date 
on which (1) a specification containing a descripti 


pursuant 
to § 1.71 and at least one claim pursuant to § 1.75, and (2) any 
drawing required by § 1.81(a), are filed in the Patent and 
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Trademark Office. No new matter may be introduced into an 
after it. filing date (§ 1.118). 

(c) If any application is filed without the specification or 
drawing required by paragraph (b) of this section, applicant will 
be so notified and given a time period within which to submit 
the omitted specification or drawing in order to obtain a filing 
date as of the date of filing of such submission. If the omission 
is not corrected within the time period set, the application will 
be returned or otherwise of; the fee, if submitted, will 
be refunded less a $50.00 handling fee. 

(d) If an application which has been accorded a filing date 
pursuant to paragraph (b) of this section does not include the 
appropriate filing fee or an oath or declaration by the applicant, 
applicant will be so notified and given a period of time within 
which to file the fee, oath, or declaration and to pay the surcharge 
as set forth in § 1.16(e) in order to prevent abandonment of the 
application. The notification pursuant to this paragraph may be 
made simultaneously with any notification pursucnt to para- 
graph (c) of this section. 

(e) An application for a patent will not be placed upon the 
files for examination until all its required parts, complying with 
the rules relating thereto, are received, except that certain minor 
informalities may be waived subject to subsequent correction 
whenever 

(f) The filing date of an international application designating 
the United States of America shall be treated as the filing date 
in the United States of America under PCT Article 11(3), except 
as provided in 35 U.S.C. 102(e). 


19. Section 1.54 is revised to read as follows: 
§ 1.54 Parts of application to be filed together; filing receipt. 


(a) It is desirable that all parts of the complete application 
be deposited in the Office together; ise a letter must 
accompany each part, accurately and ‘clearly connecting it with 
the other parts of the application. See § 153 with regard to 
completion of an application. 

(b) Applicant will be informed of the application serial 
number and filing date by a filing receipt. 


20. Section 1.55 is revised to read as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing date of 
a prior foreign application under the conditions specified in 35 
U.S.C. 119 and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in the second paragraph of 35 
U.S.C. 119 must be filed in the case of interference (§ 1.224); 
when necessary to overcome the date of a reference relied upon 
by the examiner; or when specifically required by the examiner; 
and in all other cases they must be filed not later than the date 
the issue fee is paid. If the papers filed are not in the English 
language, a translation need not be filed except in the three 
particular instances specified in the preceding sentence, in which 
event a sworn translation or a translation certified as accurate 
by a sworn or official translator must be filed. If the priority 
papers are submitted after the date the issue fee is paid, they 
must be accompanied by a petition requesting their entry and 
the fee set forth in § 1.17(i). 

(b) An applicant may under certain circumstances claim 
priority on the basis of an application for an inventor’s certificate 
in a country granting both inventor’s certificates and patents. 
When an wishes to claim the right of priority as to 
a claim or claims of the application on the basis of an 
for an inventor’s certificate in such a country under 35 U.S.C. 
119, last paragraph (as amended July 28, 1972), the applicant 
or his attorney or agent, when submitting a claim for such right 
as specified in paragraph (b) of this section, shall include an 
affidavit or declaration including a specific statement that, upon 
an investigation, he or she has satisfied himself or herself that 
to the best of his or her knowledge the applicant, when filing 
his or her application for the inventor’s certificate, had the option 
to file an application either for a patent or an inventor’s certificate 
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as to the subject matter of the identified claim or claims forming 
the basis for the claim of priority. 


21. Section 1.56 is amended by revising paragraph (c) to read 
as follows: 


§ 1.56 Duty of disclosure; fraud; striking or rejection of ap- 
plications. 


(c) Any application may be stricken from the files if: 


(1) An oath or declaration pursuant to § 1.63 is signed 
in 

ato ee eee eee 
without review thereof by the person making the 
declaration; 

(3) An oath or declaration pursuant to § 1.63 is signed 
without review of the specification, including the claims, as 
required by § 1.63(b); or 

(4) The application papers filed in the Office are altered 
after the signing of an oath or declaration pursuant to § 1.63 
referring to those application papers. 


§ 1.57 [Removed] 
22. Section 1.57 is removed. 
23. Section 1.59 is revised to read as follows: 
§ 1.59 Papers of application with filing date not to be re- 
turned. 

in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost. 
24. Section 49 § 1.60 is revised to read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


A continuation or divisional application (filed under the 
conditions specified in 35 U.S.C. 120 or 121), which discloses 
and claims only subject matter disclosed in a prior 


eT ee 
fee and granting the filing date. 


25. Section § 1.62 is revised to read as follows: 
§ 1.62 File wrapper continuing procedure. 
(a) A continuation, continuation-in-part, or divisional appli- 


cation, which uses the specification and drawings from a prior 
to be abandoned, may be filed before the payment 


under this section is the date on which a request is filed for an 
identification 


under this section including of the 
Serial Number, filing date, and applicant’s name of the prior 
ication. 


appli 

(b) The filing fee for a continuation, continuation-in-part, or 
divisional under this section is based on the number 
of claims remaining in the after entry of any pre- 
liminary amendment and entry of any amendments under 
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§ 1.116 unentered in the application which applicant has 
requested to wo be eared ia the continuing application. 


(a) Hf an application which bas tron accorded 0 filing 
pee bed mph argent ge ad og 
appropriate A mena dye et de etn 
or an oath or declaration by the applicant in the case of a 
continuation-in-part pursuant to paragraph (c) of this 

i C, coasdiiodend pavenetedettes 
within which to file the fee, oath, or declaration and to pay the 
surcharge as set forth in § 1.16(e) in order to prevent abandon- 

The 


(e) An application filed under this section will utilize the file 
wrapper and contents of the pnor application to constitute the 


construed to include a waiver of secrecy by the applicant under 
35 U.S.C. 122 to the extent that member of the public who 
37 CFR 1.14 to access to, 


poh = diet under de poovisieoaf lovastion 
say he gies dutnwseusionn or similar information concern- 
ing, the other application(s) in the file 


naan do ddaccutiie as ate UA das tee 


continuing application. 
(h) The applicant is urged to furnish the informa- 
tion relating to the prior aplication fo the Best of is oF he 


Oe on 
(2) Name of applicant as originally filed and as last 
amended; 


(3) Current correspondence address of applicant, 
(4) Identification of foreign application and any 
priority claim under 35 U.S.C. 119. 


(i) Envelopes containing only application papers and fees 
for bling ender this section shucid be marked “Box PWC. 


26. A new section 1.63 is added to read as follows: 
§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(a)(2) as a part 
of an application must: 


(1) Be executed in accordance with either § 1.66 or § 1.68; 
(2) Identify the to which it is directed; 
(3) Identify each inventor and the residence and country 
of citizenship of each inventor; and 

(4) State whether the inventor is a sole or joint inventor 
of the invention claimed. 


(b) In addition to meeting the requirements of paragraph (a), 
the oath or declaration must state that the person making the 
oath or declaration: 


(1) Has reviewed and understands the contents of the 
amendment 


ration, 
(2) Believes the named inventor or inventors to be the 
and first inventor or inventors of the subject matter 
yy ne we ae ny he nd pe eke 
(3) Acknowledges the duty to disclose information which 
is material to the examination of the application in accor- 
dance with § 1.56(a). 
(c) In addition to meeting the requirements of paragraphs 
(a) and (b) of this section, the oath or declaration in any 
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application in which a claim for foreign priority is made pursuant 
to § 1.55 must identify the foreign application for patent or 
inventor’s certificate on which priority is claimed, and any 
foreign application having a filing date before that of the 
application on which priority is claimed, by specifying the 
number, country, day, month and year of its filing. 
(d) In any continuation-in-part application filed under the 
conditions specified in 35 U.S.C. 120 which discloses and claims 
subject matter in addition to that disclosed in the prior copending 
application, the oath or declaration must also state that the person 
making the oath or declaration acknowledges the duty to 
disclose material information as defined in § 1.56(a) which 
occurred between the filing date of the prior application and 
the national or PCT international filing date of the continuation- 
in-part application. 


27.A new section 1.64 is added to read as follows: 


§ 1.64 Person making oath or declaration. 


(a) The oath or declaration must be made by all of the actual 
inventors except as provided for in §§ 1.42, 1.43, or 147. 

(b) If the making the oath or declaration is not the 
inventor (§§ 1.42, 1.43, or 1.47), the oath or declaration shall 
state the relationship of the person to the inventor and, upon 
information and belief, the facts which the inventor is required 
to state. 


§ 1.65 [Removed] 
28. Section 1.65 is removed. 
29. Section 1.67 is revised to read as follows: 


§ 1.67 Supplemental oath or declaration. 


(a) A supplemental oath or declaration meeting the require- 
ments of § 1.63 may be required to be filed to correct any 
deficiencies or inaccuracies present in an earlier filed oath or 
declaration. 

(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed (1) when a claim is presented 
for matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented, and (2) when an oath or declaration submitted in 
accordance with § 1.53(d) after the filing of the specification 
and any required drawings specifically and improperly refers 
to an amendment which includes new matter. No new matter 
may be introduced into an application after its filing date even 
if a supplemental oath or declaration is filed (§ 1.53(b); § 1.118). 
In proper cases the oath or declaration here required may be 
made on information and belief by an applicant other than 
inventor. 


30. Section 1.69 is amended by revising paragraph (b) to read 
as follows: 


§ 1.69 Foreign language oaths and declarations. 


sete * 


(b) Unless the text of any oath or declaration in a language 
other than English is a form provided or approved by the Patent 
and Trademark Office, it must be accompanied by a verified 
English translation, except that in the case of an oath or 
declaration filed under § 1.63 the translation may be filed in 
the Office no later than two months from the date applicant is 
notified to file the translation. 


31. Section 1.70 is amended by revising the title and paragraph 
(a) to read as follows: 


§ 1.70 Oath or declaration under 35 U.S.C. 371(c)(4). 


(a) When an applicant of an international application, if the 
inventor, desires to enter the national stage under 35 U.S.C. 371, 
he or she must file an oath or declaration in accordance with 
§ 1.63. 
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32. Section 1.77 is amended by revising paragraphs (h) and (i) 
to read as follows: 


§ 1.77 Arrangement of application elements. 


**#*#** 


(h) Abstract of the disclosure. 
(i) Signed oath or declaration. 


**# ee *& 


33. The center heading preceding § 1.97 and section 1.97 are 
revised to read as follows: 


INFORMATION DISCLOSURE STATEMENT 


§ 1.97 Filing of information disclosure statement. 


(a) As a means of complying with the duty of disclosure set 
forth in § 1.56, applicants are to file an informa- 
tion disclosure statement at the time of filing the application 
or within the later of three months after the filing date of the 
application or two months after applicant receives the filing 
receipt. If filed separately, the disclosure statement should, in 
addition to the identification of the application, include the 
Group Art Unit to which the application is assigned as indicated 
on the filing receipt. The disclosure statement may either be 

from the specification or may be i therein 

(b) A disclosure statement filed in accordance with paragraph 
(a) of this section shall not be construed as a representation that 
a search has been made or that no other material information 
as defined in § 1.56(a) exists. 


34. Section 1.98 is amended by revising the title and paragraph 
(a) to read as follows: 


§ 1.98 Content of information disclosure statement. 


(a) Any disclosure statement filed under § 1.97 or § 1.99 
shall include: (1) A listing of patents, publications or other in- 
formation and (2) a concise explanation of the relevance of each 
listed item. The disclosure statement shall be accompanied by 
a copy of each listed patent or publication or other item of 
information in written form or of at least the portions thereof 
considered by the person filing the disclosure statement to be 
pertinent. All United States patents listed should be identified 
by their patent numbers, patent dates and names of the patentees. 
Each foreign published application or patent should be cited by 
identifying the country or office which issued it, the document 
number and publication date indicated on the document. Each 
printed publication should be identified by author (if any), title 
of the publication, pages, date and place of publication. 


**# e2# et 


35. Section 1.9 is revised to read as follows: 
§ 1.99 Updating of information disclosure statement. 


If prior to issuance of a patent an applicant, pursuant to his 
or her duty of disclosure under § 1.56 wishes to bring to the 
attention of the Office additional patents, publications or other 
information not previously submitted, the additional informa- 
tion should be submitted to the Office with reasonable prompt- 
ness. It may be included in a supplemental information disclo- 
sure statement or may be incorporated into other communica- 
tions to be considered by the examiner. Any transmittal of 
additional information shall be accompanied by explanations 
of relevance and by copies in accordance with the requirements 
of § 1.98. 


36. Section 1.101 is amended by revising paragraph (a) to read 
as follows: 


§ 1.101 Order of examination. 
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(a) Applications filed in the Patent and Trademark Office 
and accepted as complete applications are assigned for exami- 
ee ee ee oe 
of inventions to which the applications relate. shall 
be taken up for examination by the examiner to whom they have 
been assigned in the order in which they have been filed except 
for those applications in which examination has been advanced 
Se ee 
Se ee ee eee 
§ 1.139. International ications whic have complied with the 
requirements of 35 U.S.C. 371(c) ee 
based on the date on which such requirements were 
However, unless a request has been filed under 35 U.S.C. a7) 
no action may be taken prior to 21 months from the priority 
date. 


**#*#** 


37. Section 1.118 is revised to read as follows: 
§ 1.118 Amendment of disclosure. 


(a) No amendment shall introduce new matter into the 
disclosure of an application after the filing date of the application 
§ 1.53(b)). All amendments to the specification, including the 
claims, and the drawings filed after the filing date of the 
application must conform to at least one of them as it was at 
the time of the filing of the application. Matter not found in either, 
involving a departure from or an addition to the original dis- 
closure, cannot be added to the application after its filing date 
even though supported by an oath or declaration in accordance 
with § 1.63 or § 1.67 filed after the filing date of the applica- 
tion. 

(b) If it is determined that an amendment filed after the filing 
date of the application introduces new matter, claims containing 
new matter will be rejected and deletion of the new matter in 
the specification and drawings will be required even if the 
amendment is acc by an oath or declaration in accor- 
dance with § 1.63 or § 1.67. 


38. Section 1.123 is revised to read as follows: 
§ 1.123 Amendments to the drawing. 


No change in the drawing may be made except by permission 
of the Office. Permissible changes in the construction shown 
in any drawing may be made only by bonded draftsmen, at 
applicant’s expense, or by the submission of substitute drawings 
by applicant. A sketch in permanent ink showing proposed 
changes, to become part of the record, must be filed for approval 
by the examiner. The paper requesting amendments to the 
drawing should be separate from other papers. 


39. Section 1.125 is revised to read as follows: 


§ 1.125 Substitute specification. 


If the number or nature of the amendments shall render it 
difficult to consider the case, or to arrange the papers for _—- 
or copying, the examiner may require the entire specification. 
including the claims, or any part thereof, to be rewritten. A 
substitute specification may not be accepted unless it has been 
— by the examiner or unless it is clear to the examiner 

that acceptance of a substitute specification would facilitate 
processing of the application. Any substitute specification filed 
must be accompanied by a statement that the substitute speci- 
fication includes no new matter. Such statement must be a 
verified statement if made by a person not registered to practice 
before the Office. 


40. Section 1.131 is amended by revising paragraph (a) to read 
as follows: 


§ 1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a) When any claim of an application or a patent under 
reexamination is rejected on reference to a patent 
which substantially shows or describes but does not claim the 
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41. Section 1.132 is revised to read as follows: 
§ 1.132 Affidavits or declarations traversing grounds of 
rejection. 


When any claim of an application or a patent under reex- 


42. Section 1.137 is amended by revising paragraph (b) to read 
as follows: 


§ 1.137 Revival of abandoned application. 


s**t *+s 


(b) An application unintentionally abandoned for failure to 


first decision on a petition to revive under paragraph (a) of this 
section which was filed within one year of the date of aban- 
donment of the application. A petition to revive an unintention- 


posed response unless it has been previously filed, and (3) a 
petition fee as set forth in § 1.17(m). Such statement must be 
a verified statement if made by a person not registered to practice 
before the Patent and Trademark Office. The Commissioner may 
require additional information where there is a question whether 
forth in this paragraph may be extended under the provisions 
of § 1.136(a), but no further extensions under § 1.136(b) will 
be granted. Petitions to the Commissioner under § 1.83 to waive 
any time periods for requesting revival of an unintentionally 
abandoned application will not be considered, but will be 
returned to the applicant. 


43. Section 1.153 is amended by revising paragraph (b) to read 
as follows: 


§ 1.153 Title, description and claim, oath or declaration. 


(b) The oath or declaration required of the applicant must 
comply with § 1.63. 


44. Section 1.154 is amended by revising paragraph (e) to read 
as follows: 


§ 1.154 Arrangement of specification. 
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*_* ee * 


(e) Signed oath or declaration (See § 1.153(b)). 
45. Section 1.162 is revised to read as follows: 
§ 1.162 Applicant, oath or declaration. 


The applicant for a plant patent must be the person who has 
invented or discovered and asexually reproduced the new and 
distinct variety of plant for which a patent is sought (or as 
provided in §§ 1.42, 1.43, and 1.47). The oath or declaration 
required of the applicant in addition to the averments required 
by § 1.63, must state that he or she has asexually reproduced 
the plant. Where the plant is a newly found plant the oath or 
declaration must also state that it was found in a cultivated area. 


46. Section 1.163 is amended by revising paragraph (b) to read 
as follows: 


§ 1.163 Specification. 


**e ee * 


(b) Twocopies of the specification (including the claim) must 
be submitted, but only one signed oath or declaration is required. 
The second copy of the specification may be a legible carbon 
copy of the original. 


47: Section 1.172 is amended by revising paragraph (a) to read 
as follows: 


§ 1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or declaration 
made by the inventor or inventors except as otherwise provided 
(see §§ 1.42, 1.43, 1.47), and must be accompanied by the written 
assent of all assignees, if any, owning an undivided interest in 
the patent, but a reissue oath may be made and sworn to or 
declaration made by the assignee of the entire interest if the 
application does not seek to enlarge the scope of the claims of 
the original patent. 


**e ee * 


48. Section 1.174 is amended by revising paragraph (a) to read 
as follows: 


§ 1.174 Drawings. 


(a) The drawings upon which the original patent was issued 
may be used in reissue applications if no changes whatsoever 
are to be made in the drawings. In such cases, when the reissue 
application is filed, the applicant must submit a temporary 
drawing which may consist of a copy of the printed drawings 
of the patent or a photoprint of the original drawings of the size 
required for original drawing. 


e**# ee * 


49. Section 1.175 is amended by revising the introductory text 
of paragraph (a) to read as follows: 


§ 1.175 Reissue oath or declaration. 
(a) Applicants for reissue, in addition to complying with the 


requirements of § 1.63 must also file with their applications a 
statement under oath or declaration as follows: 


e** ee * 
50. Section 1.324 is revised to read as follows: 
§ 1.324 Correction of inventorship in patent. 
_ Whenever a patent is issued and it appears that the correct 
inventor or inventors were not named through error without 


pn me on the part of the actual inventor or inventors, 
the issioner may, on petition of all the parties and the 
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assignees and satisfactory proof of the facts and payment of the 
fee set forth in § 1.20(b), or on order of a court before which 
such matter is called in question, issue a certificate naming only 
the actual inventor or inventors. 


51. Section 1.325 is revised to read as follows: 
§ 1.325 Other mistakes not corrected. 


Mistakes other than those provided for in §§ 1.322, 1.323, 
1.324, and not affording legal grounds for reissue or for reex- 
amination, will not be corrected after the date of the patent. 


52. A new § 1.335 is added to read as follows: 
§ 1.335 Filing of notice of arbitration awards. 


(a) Written notice of any award by an arbitrator pursuant to 
35 U.S.C. 294 must be filed in the Patent and Trademark Office 
by the patentee, or the patentee’s assignee or licensee. If the 
award involves more than one patent a separate notice must be 
filed for placement in the file of each patent. The notice must 
set forth the patent number, the names of the inventor and patent 
owner, and the names and addresses of the parties to the 
arbitration. The notice must also include a copy of the award. 

(b) If an award by an arbitrator pursuant to 35 U.S.C. 294 
is modified by a court, the party requesting the modification 
must file in the Patent and Trademark Office, a notice of the 
modification for placement in the file of each patent to which 
the modification applies. The notice must set forth the patent 
number, the names of the inventor and patent owner, and the 
names and addresses of the parties to the arbitration. The notice 
must also include a copy of the court’s order modifying the 
award. 

(c) Any award by an arbitrator pursuant to 35 U.S.C. 294 
shall be unenforceable until any notices required by 
(a) or (b) of this section are filed in the Patent and Trademark 
Office. If any required notice is not filed by the party designated 
in paragraph (a) or (b) of this section, any party to the arbitration 
proceeding may file such a notice. 


53. Section 5.12 is revised to read as follows: 
§ 5.12 Petition for license. 


(a) Filing of an application for patent for inventions made 
in the United States will be considered to include a petition for 
license under 35 U.S.C. 184 for the subject matter of the 
application. The filing receipt will indicate if a license is granted. 
If the initial automatic petition is not granted, a subsequent 
petition may be filed under (b) of this section. 

(b) Petitions for license under 35 U.S.C. 184 should be 
presented in letter form and should include petitioner’s address, 
and full instructions for delivery of the requested license when 
it is to be delivered to other than the petitioner. 


GERALD J. MOSSINGHOFF, 
Commissioner of 
Patents and Trademarks 


[1027 OG 9] 


Dec. 23, 1982. 


Deposit Accounts...Statutory Fee Charges 


Beginning on May 1, 1966, and until further notice, statutory 
fees, including filing fees for patent, design, and trademark 
applications, issue fees, appeal fees and opposition, cancellation 


(69) 


and petition fees may be charged against the deposit accounts 
provided for by Rule 25(a) of the Rules of Practice in patent 
cases. During this period the prohibition of Rule 25(b) against 
such charges will be suspended. 

In view of the facts that these fees are indispensable parts 
of the actions.to which they relate and that the charging of a 
fee against an account which does not contain sufficient funds 
to cover it cannot be regarded as a payment of the fee, it is evident 
that the overdrawing of a deposit account may result in the loss 
of a vital date and may also impose a substantial burden on the 
Patent Office in making appropriate correction of its records. 
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It is, therefore, necessary that effective steps be taken to avoid 
such overdrafts, as follows: 

Checks of all accounts will be made periodically, and if any 
account is found to — it will be immediately 
removed from the active accounts and no further drafts on it 
will be honored. Prompt payment of the balance 
will be required and the depositor or his attorney may be called 
on for an itemized statement identifying all statutory fees 
charged against the account during the period in question in 
order that it may be ascertained whether any previously granted 
date should be withdrawn. 

It is emphasized that the success of the procedure outlined 

above depends upen the maintenance of a sufficient balance 
ea 
them. The Office must, therefore, strictly refuse to permit any 
depositor who has once overdrawn his account to maintain such 
an account in the future and in the event that any substantial 
number of overdrafts occurs it may be necessary to reestablish 
the prohibition of Rule 25(b) against charging statutory fees 
against deposit accounts. 

Accordingly, effective May 1, 1966, the requirement of Rule 
25(a) that an amount sufficient to cover all charges made against 
an account must always be on deposit will be strictly enforced, 
regardless of whether any fee is included in such charges and 
where this requirement is not complied with the account 
involved will be removed from the active accounts. 


EDWARD J. BRENNER, 
Feb. 23, 1966. Commissioner. 


[824 O.G. 1200} 


(70) Request for Refunds 


In order to expedite the processing of refunds for —— 
of fees by actual mistake or in excess of the 
attorneys and applicants refunds should direct pers 
correspondence to the attention of the “Refurd Section, 
Accounting Division, Office of Finance.” This procedure 
should be followed whether the request is for a refund check 
or for acredit to the deposit account. The problems of misrouting 
the request for a refund in the Patent and Trademark Office 
would be alleviated and the payment of refunds accelerated. 


BRADFORD R. HUTHER, 
Assistant Commissioner 
for Finance & Planning. 


[1024 O.G. 59 (11-23-82)] 


Deposit Account Authorizations 

The rules of practice were amended effective Oct. 1, 1982, 

at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in §§ 1.16 to 1.18 
to a deposit account may be filed in an individual application, 
either for the entire pendency of the application or with respect 
to a particular paper filed.” A general authorization would not 
apply to document supply fees under § 1.19, such as those 
required for certified copies; to post-issuance fees under § 1.20 
such as those required for maintenance fees; or to miscellane- 
ous fees and charges under § 1.21, such as assignment record- 
ing fees. 

Many applications filed prior to Oct. 1, 1982, contain broad 
language authorizing any additional fees which might have been 
due to be charged to a deposit account. The Patent and Trade- 
prior to Oct. 1, 1982, to include authorization to toa 
deposit account the issue fee or other fees in sections 1.16, 1.17 


(71) 


as authorization to charge the issue fee; as well as any other 
fee set forth in §§ 1.16, 1.17 or 1.18. Fees under sections 1.19, 
1.20 and 1.21 will not be charged as a result of a general 
authorization under section 1.25. 


It is recommended that authorizations to charge fees to deposit 
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accounts include reference to the particular fees or fee sections 
of the rules which intends to authorize. For example, 
if filing and fees under §§ 1.16 and 1.17 only are 
istontied to te tochndel to Gu anmbetagien end ues Gatos 
fee under § 1.18, the authorization could read: “The Commis- 
sioner is hereby authorized to charge any fees under 37 CFR 
pr pepe ln megag bay pes tee gy 
of the application to Deposit Account No. _____ 
suthorisaion would clearly exctede issue Secs eater 37 CPR 
1.18 while including all the filing and fees listed in 
37 CFR 1.16 and 1.17. Similarly, if it were intended to authorize 


ized to charge any fees under 37 CFR 1.16 and 1. 17 which may 
o° aoe SS oe ee eee 
Such authorizations would cover situations in which a check 
to cover a filing and processing fee under 37 CFR 1.16 and 1.17 
was omitted or was for an amount less than the amount required. 
It is extremely important that the authorization be clear and 
unambiguous. If applicants file authorizations which are 
ambiguous and which deviate from the usual forms of authori- 
— the Office may not interpret the authorizations in the 
intend. In such cases applicants could be 
suidestentnohengenmaien petitions, etc. in order to correct fees 
which were not charged as intended due to an ambiguous 
authorization. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 1, 1983. 


[1032 OG 32] 
(72) Deposit Account Authorization to Charge Issue Fee 


This notice supplements the Official Gazette notice, dated 
July 1, 1983, F peo nage 1032 O.G. 33 on July 26, 1983. 
The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in 37 CFR 1.16 
Oe Oe ee Oe ee ee 
net mpage = Ae the application or 
with respect to a particular paper 

The Famat aad Teadeent! Ottice will tweet broad language 
to Te ES ee eS eee 
time during the of the as authorization 
to charge the issue fee on applications filed on or after Oct. 1, 
1982. 


Sept. 30, 1988 


[1095 OG 44] 


(73) Notice to All Deposit Account Holders 
Beginning Oct. 7, 1983, please mail deposit account remittances 
only to: 

Patent and Trademark Office 

P.O. Box 70541 

Chicago, Ill 60673 

To expedite credit to your deposit account and the treasury, 

and arrangement has been made between the Patent and 


Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks and be accompanied by it the 
top portion of your deposit account statement. wg fo 
remittances for deposit accounts to this new address. All other 
correspondence should continue to be addressed to the Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231. 


LEONARD L. NAHME, 
Director Office of Finance. 


[1035 OG 27] 
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CD Cae of Rattan Dae fama Ser ecteeate 
Ordering of Patent and Trademark Copies 


Effective July 1, 1986, the restricted deposit account will be 
made available to those members of the public who wish to use 
it for electronic ordering of patent and trademark copies. The 
restricted it account requires maintenance of a minimum 
balance of $300.00 at the end of each month, as compared to 
the unresiricted account which requires a minimum balance of 
$1,000.00. 

In FY 1986, the Office established the restricted deposit 
account for use in charging subscriptions for copies of newly 
issued patents by subject matter classification. Establishment 
of a PTO deposit account is a prerequisite for subscription 
service. 

Recently, the Office established an electronic ordering 
service (EOS), es ee ee See 
trademarks through the use of a computer terminal and modem. 
EOS is available only to PTO deposit account holders. 

Many people who are interested in using EOS to order copies 
of patents and trademarks and who do not have PTO deposit 
accounts find the $1,000.00 balance required for the unrestricted 
account prohibitive. Therefore, the use of restricted account is 
a Subscription and 

EOS ordering are the only two services for which restricted 
accounts may be used. If you have any questions on subscrip- 
tions or EOS, please call Mary Brown on (703) 557 3236. If 
you have questions on deposit accounts, please call Delores 
Riley on (703) 557 3227. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


June 23, 1986. 
[1068 OG 37] 


Unpaid Fee Checks 


Beginning Dec. 1, 1987, the Office will change the procedure 

for handling fee checks of attorneys and agents that are returned 
to the Office unpaid. Presently, when a check submitted as 
payment for an application, a processing, an issue or any other 
fee is returned to the Office unpaid, the Office of Finance sends 
a letter to the attorney or agent who represents the applicant, 
or to the applicant if unrepresented by an attorney or agent, 
enclosing the check and calling attention to the fact that the check 
was returned unpaid. inning Dec. 1, 1987, the Office of 
Finance will send a copy of its letter to the applicant if the letter 
is addressed to an attorney or agent. The prohibition of 37 CFR 
§§ 1.33 and 2.18 against double is waived in 
view of the submission of.a check that is returned unpaid to 
the Office. 
A registered patent attorney or agent who repeatedly submits 
checks that are returned through no fault of the bank 
may expect to have the matter referred to the Office of Enroll- 
ment and Discipline. 


(75) 


DONALD W. PETERSON, 
Oct. 5, 1987. Deputy Commissioner 


{1083 TMOG 44] 


Posting of Filing Fee Codes 


We are making a minor change in the recording of fees so 
that we can speed up the processing of mail. 

en, ofciat anpimutien of Gm preter. Incoming mail to 
the PTO has soared. The number of envelopes received in the 
Mail Room in the first four months of this fiscal year is almost 
30% higher than for the same period last year. This sudden 
increase has taxed existing resources and a backlog has devel- 
ge RRR AI me mma 
in recognizing the hundreds of different types of documents 
entering the Office, the appropriate fee codes to apply, and the 


(76) 


One of the most time-consuming functions of the Mail Room 
initial review clerks is the determination of how many independ- 
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ent and dependent claims there are in a patent application so 

that the jate amounts can be coded for the basic appli- 

cation fee, the extra independent claim fee, the extra total claim 

fee, and the multiple dependent claim fee. This can involve a 

substantial amount of time in complicated cases, particularly 

when there are preliminary amendments. With over 30,000 

individual documents patent applications and all other mail to 

be processed and routed each day, such time-consuming delays 
have a severe adverse impact in moving all the work. 

So, effective immediately, we are making a change which 
will move the mail more quickly. Rather than go through the 
time-consuming computation in the Mail Room to determine 
the amount to charge to each specific claim fee code, the total 
amount received will be recorded in one filing code. The detailed 
calculations will continue to be done later in the process where, 
in conjunction with the formality review of the application, the 
analysis takes — as to whether or not the fee submitted was 
correct. The individual charges remain the same and the infor- 
mation on claims contained in the application will continue to 
be reported on the application filing receipt without change. 
Here’s what would be seen on deposit account charges and 
checks: 

101 - Includes amount for basic filing fee, extra independent 
claims, extra total claims, and multiple dependent claims, 
previously recorded as 101, 102, 103, and 104, respec- 
tively. 

201 - Includes same items as above for small entity applications, 
previously recorded as 201, 202, 203, and 204. 

108 - Includes same items as above for reissue applications, 
previously recorded as 108, 109, and 110. 

208 - Includes same items as above for small entity reissue 
applications, previously recorded as 208, 209, and 210. 

This revised procedure allows us to be more efficient. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration 


Mar. 31, 1988. 


[1089 OG 57] 


APPLICATION CONTENT 
(77) 


Use of Metric System of Measurements 
in Patent Applications 


In order to minimize the necessity in the future for converting 
dimensions given in the English system of measurements to the 
metric system of measurements when using printed patents as 
research and prior art search documents, all patent applicants 
are strongly Se ee I.) units, 
or (2) English units together with their metric system equiva- 
lents, when describing their inventions in the specifications of 
patent applications. This practice, however, is not being made 
mandatory at this time. 

The initials $.I. stand for “Systeme International 

d’ Unites,” the French name for the International System 
of Units, a modernized metric system adopted in 1960 by the 
International General Conference of Weights and Measures 
based on precise unit measurements made possible by modern 
technology. 

This request is made as part of the long-range program for 
conversion to metric units currently. being conducted by the 
Federal Government. 

Publications dealing with the metric system are available 
from the Superintendent of Documents, U.S. Government 
Printing Office, Washington, D.C. 20402 and the American 
a . Standards Institute, 1430 Broadway, New York, N.Y. 
1001 


C. MARSHALL DANN, 
Commissioner of Patents. 


[924 O.G. 1104} 


July 1, 1974. 


one a a 
to 37 1.60 





JANUARY 2, 1990 


icants are reminded that 37 CFR 1.60 was amended 
effective Feb. 27, 1983 to require applicants to furnish a copy 
of the prior upon 

Some applicants continue to request that the copy be made 
by the Patent and Trademark yo apelin yiny | = 
practice prior to Feb. 27, 1983. Others are filing a 
ee a ee lh oa 
or declaration. The Office will no longer make 
part of processing the new 

The irements of 37 1.60 must be complied with 
before a filing date will be granted for the application. 

It should be noted that 37 CFR 1.60 has been amended 
pep = 1, oe Gh Peak th nee ae 

w paragraph (b). Paragraph (a) adds a reference to 
amended 37 CER 1.78(a) to clarify the conditions under which 
continuation or divisional applications may be filed. New 
paragraph (b) requires that the prior application be complete 
as set forth in 37 CFR 1.51(a) in order to properly file an 
application under 37 CFR 1.60. A complete under 
37 CFR 1.51(a) includes a signed oath or declaration. If the prior 
application as st 0S ee 1.51(a)), 
a continuation or divisional application cannot be filed utilizing 
the provisions of 37 CFR 1.60 and any vliaenastatenl 
application must include new application papers and be filed 
in accordance with 37 CFR 1.53. 

Paragraph (b) of 37 CFR 1.60 also that a true copy 
of the prior complete application be filed. nd nconpaaiaai 
the specification (including claims), drawings, oath or decla- 
ration showing the applicant’s signature or an indication (or 
ptm tab ng riper ayn natin te we ee ar 
referred to in the oath or declaration filed to complete the prior 
application. The copy of the prior application must be accom- 
panied by a statement that the papers filed are a true 
copy of the prior application and that no amendments referred 
to in the oath or declaration filed to complete the prior application 
introduced new matter therein. Sich cunnpees ennes to tate 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. See the final 
published in the Jan. 4, 1984 Federal Register at 49 FR 548- 
556 and reprinted in the Jan. 24, 1984 Official Gazette at 1038 
O.G. 275 283. 


GERALD J. MOSSINGHOFF 
Commissioner of Patents 
and Trademarks. 


Apr. 6, 1984. 
[1042 OG. 18] 


(79) Information in 
to the 
in Accordance with 37 CFR 1.63 


Section 1.63 of 37 CFR requires that an oath or declaration 
“identify the specification to which it is directed.” Since filing 
dates are now granted on ee Se ae 
ration being filed later with a surcharge, the question has arisen 
sptoutititamadianemnltaceaginttatnegsthestetentins 
to identify the specification to which it is directed and to comply 
with the rule. 

The declaration form suggested by the Office includes spaces 
for filling in the names of the inventors, title of invention, 
application serial number, filing date, foreign priority applica- 
tion information and United States priority application infor- 
mation. While this information should be provided, it is not 
essential that all of these spaces be filled in in order to adequately 
identify the specification in compliance with 37 CFR 1.63. 

The following combinations of information supplied in an 
oath or declaration are acceptable as minimums for identifying 
a specification: 


(1) name of inventor and application serial number; 
(2) name of inventor, attorney docket number which was on 
the application as filed, and filing date of the application; 
(3) name of inventor, title of invention and filing date; 
(4) name of inventor, title of invention and reference to a 
ification which is attached to the oath or declaration at the 
time of execution and filed with the oath or declaration; 
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the oath or declaration. 


If the oath or declaration is filed with an “attached” speci- 
fication as indicated in item (4) above, it must be 
7 0 Seen “attached” specification is a of 
and any amendments thereto which were 
to an Olen inode tectineding aus teas 
cchadianmeamtbiceceliielamnstiamiettigmes 
not registered to practice before the Office. 
Oaths or declarations which do not meet the 
set forth above will not be accepted as 
1.63 for completing an application. 
ines will only be considered 
for waiver of the rules under 37 
a petition fee (37 CFR * 17(h)). 
rations in accordance with 37 


the ectietens to which any 4 as detailed above. 
GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 
[1035 OG 3] 


Sept. 12, 1983. 


(80) Graphical Dlustrations in the Specification 
For convenience many applicants have been including 
PE a a mg iy nnn ne grape a 
These illustrations do not come within the 
purview of 37 CR. 1.58 which permits tables and chemical 
and mathematical formulas in the specification in lieu of formal 
these 


be 
wo STCER 121 will be ronuiood. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Jan. 12, 1978. 
[967 OG. 2] 


Inclusion of Copyright or Mask 
Work Notices in Patents 


(81) 


Under current intellectual property laws, it is possible to 
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In light of these considerations, the Patent and Trademark 
Office will permit the inclusion of a copyright or mask work 
eS ee ee ee 

5 h discloses material on which 
a 


(1) The copyright or mask work notice must be placed 
adjacent to the copyright or mask work material. 
Therefore, the notice may appear at any appropriate 
portion of the patent application disclosure, including 
the drawing. However, if appearing on the drawing, 
the notice must be limited in print size from inch to 
inch and must be placed within the “sight” of the 
drawing immediately below the figure representing 
the copyright or mask work material. If placed on a 
drawing in conformance with these provisions, the 
notice will not be objected to as extraneous matter 
under 37 CFR 1.84. 

The content of the notice must be limited to only those 

elements by law. For example, “©1983 John 

Doe” (17 U.S.C. 401) and “*M* John Doe” (17 

U.S.C. 909) would be properly limited, and under 

current statutes, legally sufficient notices of copyright 

and mask work respectively. 

Inclusion of a copyright or mask work notice will be 
permitted only if the following authorization is in- 
cluded at the beginning (preferably as the first para- 
graph) of the specification to be printed for the patent: 


A portion of the disclosure of this patent document 
contains material which is subject to copyright or 
mask work . The copyright or mask work owner 
has no objection to the facsimile reproduction by 
anyone of the patent document or the patent dis- 
closure, as it appears in the Patent and Trademark 
Office patent file or records, but otherwise reserves 
all copyright or mask work rights whatsoever. 


Inclusion of a copyright or mask work notice after a 
Notice of Allowance has been mailed will be permit- 
ted only if the criteria of 37 CFR 1.312 have been 
satisfied. 


The inclusion of a copyright or mask work notice in a design 
or utility patent application, and thereby any patent issuing 
therefrom, under the conditions set forth above will serve to 
protect the rights of the author/inventor, as well as the public, 
and will serve to promote the mission and goals of the Patent 
and Trademark Office. Therefore, the inclusion of a copyright 
or mask work notice which complies with these conditions will 
be permitted. However, any departure from these conditions 
may result in a refusal to permit the desired inclusion. If the 
authorization required under condition (3) above does not 
include the specific language “(t)he [copyright or mask work] 
owner has no objection to the facsimile reproduction by anyone 
of the patent document or the patent disclosure, as it appears 
in the Patent and Trademark Office patent file or records, . 

> . the notice will be objected to as improper by the examiner 
of the application. If the examiner maintains the objection upon 
reconsideration, a petition may be filed in accordance with 37 
CFR 1.181. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Mar. 20, 1987. 


[1077 OG 22] 
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Miscellaneous Changes in Patent Practice 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule 
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Summary: The Patent and Trademark Office is amending its 
decal char Gin, Comite ch dtiamiadae tenes 
changes in other rules, (2) 

to the Patent and T: etna Odes ochaatiinn sian concerning a patent appli- 
cation to include the series code and serialnumber or serial 
number and filing date, (3) provide for the indication of 
copyright and mask work protection in patent applications, (4) 
require that any necessary corrections to drawings be made only 
by submission of new or replacement drawings, (5) provide in 
limited situations for the use of color drawings in utility patent 
applications, (6) prohibit the use of broken lines in design patent 
application drawings to show hidden planes and surfaces, and 
(7) provide for a refund of a portion of the preliminary exami- 
nation fee where the Demand is withdrawn. The change 
pertaining to the drawings would remove any need for patent 
applicants or their representatives to borrow drawings filed in 
patent applications from the Office after the effective date of 
the rule change for purposes of making corrections. 
Effective Date: Jan. 1, 1989. The non-return of drawings 
provision of § 1.85(b) will apply to drawings in patent 
applications filed after Jan. 1, 1989. 

For Further Information Contact: Louis O. Maassel by tele- 
phone at (703) 557-3070 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplemental Information: Proposed rulemaking requesting 
comment was published on May 9, 1988 in the Federal Register 
at 53 FR 16522 - 16527 and on May 24, 1988 in the Official 
Gazette at 1090 O.G. 57 - 62. 

An oral hearing was conducted on July 21, 1988 to receive 
comments. 

Written comments were received from 5 patent law groups, 
2 patent law firms and 6 individuals. One person also presented 
oral testimony. 

No comments were received relating to the proposed 
amendment of §§ 1.4, 1.5(b), 1.53(d), 156° 1.81, 1.84) & (1), 
1.152, 1.378, 1.421 and 1.480. 

The comments received relating to amendments to particular 
sections and replys thereto are listed below. 


Comments relating to § 15(a). 
Comment. 

Six comments indicated that they considered the punishment 
of returning papers with improper identification as too harsh 
a penalty, since such return could result in the necessity of paying 
extension of time fees or revival of an abandoned application. 
Reply: 

The return of papers with improper identification is not 
intended to serve as punishment or a penalty, but as a solution 
to a major problem. In fact, most of the improperly identified 
papers are not ones for which a time period is running, e.g., 
priority papers, information disclosure statements, status inquir- 
ies, etc. The Patent and Trademark Office’s (PTO) goal is to 
match papers with the appropriate application as quickly as 
possible. The practice of the PTO has been to attempt to match 
papers with the correct application by using the Patent Appli- 
cation Locating and Monitoring (PALM) System to conduct a 
search by applicant’s name. Such a search is very slow and 
merely lists all application numbers under the name of the 
inventor. These application numbers must then be individually 
checked to attempt to match any other identifying information 
found on the paper. If this process is unsuccessful, attempts are 
made to reach the sender by telephone. Telephone calls usually 
require further followup since the paper cannot usually be 
identified immediately. Frequently, the serial number is not even 
available to the sender since application-related papers are being 
sent to the PTO before notification of serial number has been 
received. For papers not successfully matched after these at- 
tempts, the process of using PALM and making telephone calls 
is repeated days and weeks later. Despite the considerable effort 
and resources applied to matching papers, there are still thou- 
sands of unmatched papers. Undoubtedly, many were followed 
up by status inquiries or complaint letters from the > 
subsequent PTO searches for missing papers, and resubmissions 
by senders, some with petitions or extension of time fees. This 
waste of resources by both the PTO and the applicants is a major 
concern. Since the goal is to match papers as quickly and 
efficiently as possible, and not to institute a harsh penalty, the 
final rule was modified. Papers which are not properly identified 
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will be returned, but if they are resubmitted to the PTO within 
two weeks of the date they are returned by the PTO, the original 
date of receipt will be retained without the need for paying fees 
for extension of time or revival of an abandoned application. 
Where no return address is available, the papers will be retained 


for a reasonable period of time to await any followup corre- 
—— panne aglear ypthege mm mgd em gg 

reasonable period of time, the papers will be destroyed. 
Conan 

Three comments included the proposal that the filing date 
and serial number be accepted as meeting the requirements of 
§ 1.5(a). 

Reply: 

This proposal has been adopted in the final rule. 
Comment: 

One comment proposed that i of the proposal 
be delayed for one year to provide sufficient time to allow 
applicants to adapt to the requirements. 

Reply: 

The requirements are believed to be quite simple and are 
already met by almost all papers filed in the PTO. Therefore, 
an extended period of time to adapt is not seen to be necessary 
or appropriate. 

Comment: 

Two comments suggested that a procedure be developed 
under which an applicant could resubmit a corrected return paper 
with fee in a timely manner, and saceive the benefit of tau dese 
of the original submission as its filing date. 

Reply: 

The substance of this suggestion has been adopted in final 
§ 1.5(a), but without the charge of a fee. The final rule provides 
resubmission of a returned paper with proper identification 
within two weeks of the PTO mailing date of the letter setersing 
the paper to the sender to resubmit the paper and retain the benefit 
of the filing date of the original submission. If desired, the 
resubmission could be mailed under the certificate of mailing 
procedure of § 1.8 or the “Express Mail” procedure of § 1.10. 
Comment: 

Three comments suggested that a form or notice be sent, with 
a time limit set for return of appropriate identification with 
minimal fee or subcharge. 

Reply: 

The proposal would require the PTO to retain the unmatched 
papers in some kind of order, probably emma by 
inventor name and or by receipt date, so that responses 
be matched.  ‘dovht manag oF ok gupes emean ed a> 
essary. The responses with the appropriate identification would 
have to be matched to the original papers submitted, then these 
wuutd lanve to he snatched wlth Geo suntieniens, © apenas 
with iate identification did not reference the fact that 
a notice had been sent, they may not be associated with the 
original, again resulting in more unmatched papers. Accord- 
ingly, the proposal was not adopted. 

Comment: 

One comment indicated that including the word “must” with 

respect to providing the serial number and series code is too 


The current rules in 37 CFR 1.5 state such identification 
“should” be on application-related papers. This term has 
apparently been too permissive and has contributed to the 
problem. The use of “must” is believed to be sufficiently strong 
to aid in resolving the problem. 

Comment: 

One comment included the proposal that a serial 
number be considered as a defective execution under 35 U.S.C. 
26 which could be corrected without loss of filing date. 
Reply: 

The legislative history of 35 U.S.C. 26 is quite clear that the 
Te ee ee 
execution of oaths and declarations. 


The series code is the two digit number 
number on the Saat estan A'ene salle cetats 
assigned each time a new series of six digit serial numbers is 
begun. The current series code is “07”. It appears before the 
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scrial number, phy, oP gen An illustrative example 
is also included in the 
Comment: 
One comment included the proposal that a more 
name othe combination of sees ode and serial mbt woul 
be “application number.” 


eply: 

This proposal has been adopted in the final rule. 
Comment: 

Gages siding 00 9 putnel spioaion coeds tutti 

wae ae ee eS 
a as su hints and 
Y APPLICATI ee called Sorin 1.S(a). 

Meee ATENT APPLICATION” should be used on patent 
application correspondence. This should be placed in an obvious 
location on the top page. 

Comment: 

One comment noted that the return post card only contains 

the serial number and not the series code. 


Reply: 

The PTO plans to begin identifying an eight-digit application 
number on return post cards. The series code will be the first 
two digits, followed by a slant “/” and the six digit serial number. 
Although the series code has not been stamped along with the 
renee pete brn seme ty ae 
the series code changes only once about every 7 or 8 years when 
a new set of serial numbers is begun with 000,001. Therefore, 
until the eight-digit application number is stamped on return post 
cards, the current series code “07” can be used along with the 
serial number currently stamped on the post card. 

Comment: 

Three comments suggested that the rules that a 
uthautpeapertaaniitteshoonmabedetiGedeiiees 
SaaS ea ae 


Attempts to match improperly identified papers with a 
particular file is very time consuming and experience 
has shown the benefits of such time consuming effort are 
not worth the effort expended. 
Comment: 

One comment questioned the 
tion” in the second sentence of § 1.5(a). 
Reply: 
ee py means the items referred to in the first 

sentence, namely, the series code and serial number, serial 

number and filing date, or international application number. 
Comment: 

One comment indicated that the PTO may not return a paper 


of “such informa- 


and discov- 
resubmission 


that no injury would result from a prompt resubmission. 
Comment: 

One comment indicated that if the filing receipt is delayed 
or lost, it would preclude timely status inquiries or cause delays 
in preliminary matters such as a request for a foreign filing 
license. 

Reply: 
A self-addressed return post card, with 
be used to obtain early notification of the 


Comments relating to § 1.53. 
— 


postage, can 
ion number. 


One comment pointed out inconsistent wording between 
eee 
of proposed rulemaking. 


R 
, eee 


Comments relating to § 1.71 and § 1.840). 
Comment: 

One comment raised a question whether the PTO should 
Me a ean mabe ee Ps Ah bs 
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mentioned in § 1.71 since the PTO does not administer the 
a =. 


An indication of what is considered to be legally sufficient 
notice was included to assist applicants who may not 
be familiar with the copyright law. 


Comments relating to § 1.84(a). 
Comment: 

Five comments were received objecting to the prohibition 
of apie ae as drawings. 


The final rule does not prohibit photolithographs as drawings. 


Comments relating to § 1.84(b). 
Comment: 

Three comments were received relating to drawing sheet 
sizes. One comment favored using only the A4 size and the other 
two comments favored using letter size (8 1/2 by 11 inches). 
Reply: 

Since applicants have three different size sheets which may 
be used as they choose, no need is currently seen to make a 
single size mandatory. The use of letter size drawing sheets 
requires further study and if acceptable, will be proposed for 
public comment in the future. 


Comments relating to § 1.84(i). 
Comment: 

One comment included the suggestion that clarifying lan- 
guage changes be made in § 1.84(i). 
Reply: 

The comment relating to the wording of the last sentence 
of § 1.84(i) has been adopted. 


Comments relating to § 1.84(n). 
Comment: 
One comment supported the change to § 1.84(n). 


Comments relating to § 1.84(p). 
Comment: 

Two comments relating to color drawings in utility appli- 
cations were received. One comment proposed that the applicant 
be permitted to file color drawings at his or her choice but that 
the patent be printed in black and white only with copies of the 
color drawings being available at extra cosi. The other comment 
related to the patent examiner having the discretion to accept 
color drawings rather than requiring a petition to be filed. 
Reply: 

In the past only a very few applications have shown a need 
to include drawings in color. Until more experience is gained, 
it is considered best to allow color drawings in limited situations 
and approval to remain in a central location by petition. 
Comment: 

One comment stated that is is not proper to charge a higher 
fee where color drawings are required. 

Reply: 

Color drawings are considered to be beyond the normal 
requirements set forth in the rules and therefore require waiver 
of the rules for acceptance. 


Comments relating to § 1 .85(a). 
Comment: 

One comment was received suggesting that 
changed to “shall” in § 1.85(a). 
Reply: 

The PTO is currently very liberal in accepting informal 
drawings and no need is seen for making the propsed change. 


“may” be 


Comments relating to § 1.85(b) & (c). 
Comment: 

One comment proposed allowing drawings filed in the PTO 
to be withdrawn to make minor changes. 
Reply: 

The problems relating to charging out drawings would 
remain if drawings are allowed to be removed from the PTO 
for any reason. A major purpose of the rule change is to remove 
the paged to have a drawing charge-out system in the PTO 
in ture. 
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Comment: 

One comment asked whether § 1.85(b) would be construed to 
deny access to a PTO drawing for making a copy. 

Reply: 

Applicants and their representatives will continue to have 
access to their files and obtain copies of drawings. 
Comment: 

One comment proposed adding another sentence to § 1.85(c) 
to clarify that an extension of time is available under § 1.136 
for filing of formal drawings but not for payment of the issue 
fee. 

Reply: 

This proposal has been adopted with somewhat different 
wording. 
Comment: 

One comment indicated that the three month period for 
submitting corrections should be measured from the “notice of 
allowability” rather than the “notice of allowance.” 

Reply: 
This proposal has been adopted in the final rule. 


Discussion of specific rules 


Section 1.4, as amended, corrects the listing of rules in 
paragraph (a)(2). 

Section 1.5, as amended, provides that all correspondence 
related to a U.S. national patent application already filed with 
the Patent and Trademark Office must include the identification 
of the application number which comprises both the series code 
and the serial number assigned to that application by the Patent 
and Trademark Office, (e.g., 07/123,456) or the serial number 
and filing date. Any correspondence not containing such 
identification will be returned to the sender where a return 
address is available. The final rule has been revised to provide 
that if the correspondence is remailed to the PTO within two 
weeks of the mailing date of the PTO’s cover letter returning 
the correspondence, the PTO will grant the benefit of the original 
date of receipt of the returned correspondence. The two-week 
period will not be extended under § 1.136. Applicants may use 
either § 1.8 or § 1.10 mailing procedures for resubmissions of 
returned mce. No correspondence relating to an 
application should be filed prior to when notification of the 
application number is received from the PTO. If for some reason 
returned correspondence is resubmitted later than two weeks 
after the return mailing by the PTO, the resubmitted correspon- 
dence will be accepted but given its date of receipt with proper 
identification. If the original date of receipt is desired, applicants 
may petition under § 1.183 for waiver of the rules. Given there 
are over 30,000 documents to be routed each day, this require- 
ment greatly facilitates the matching of correspondence received 
with the relevant patent application file. Without proper number 
identification, documents are either significantly delayed during 

sing or are never matched with the relevant application 
file. The amendments to paragraph (b) draw attention to the 
different requirements for identification in correspondence 
relating to the payment of maintenance fees. 

Section 1.53(c) and (d), as amended, state that a copy of the 
“Notice of Incomplete Application” or “Notice to File Missing 
Part” form sent to the applicant by the Office should accompany 
any response submitted to the Office in order for the response 
to be accepted. This will prevent the inadvertent assignment of 
a new application number to correspondence sent in response 
to such notices or the misrouting of the correspondence. 

Section 1.56(e), as amended, corrects the reference to the 
“Board of Appeals” to read “Board of Patent Appeals and 
Interferences.” 

Section 1.71, as amended, contains new paragraphs (d) and 
(e) relating to the inclusion of copyright and mask word notices 
in patent applications. The provisions proposed are similar to 
those set forth in the Official Gazette notice dated Mar. 20, 1987 
titled “Inclusion of Copyright or Mask Work Notice in Patents” 
appearing on Apr. 21, 1987 at 1077 O.G. 22. Under current 
intellectual property laws, it is possible to obtain copyright 
protection or mask work protection as well as patent protection 
for certain designs and tec ies. On occasion, an author 


or inventor considers it desirable to include a notice of copyright 
or mask work in a design or utility patent which discloses 
material on which copyright or mask work protection previously 
has been established. 
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The inclusion of a copyright or mask work notice in a patent 
that discloses material on which copyright or mask work 
protection previously has been established, will serve to 
publicize and thereby protect the various intellectual property 
rights of the author or inventor. Further, this publication would 
tend to protect the public by militating against an unintentional 
encroachment of the rights. The presence of an unrestricted 
copyright or mask work notice in a patent could have an 
inhibiting effect on public dissemination of the patent disclosure 
to the extent it ¢ the facsimile of the 


information publicly by way of patent issuance, publication, and 
distribution. To avoid this effect, it is considered necessary to 
include an authorization by the author or inventor 
for copying of the patent itself with any copyright or mask work 
notice appearing in the patent. Inclusion of a copyright or mask 
work notice after a Notice of Allowance has been mailed will 
be permitted only if the criteria of 37 CFR 1.312 have been 
fulfilled. If the authorization required by amended § 1.71(e) is 
not included, the notice will be objected to as improper by the 
examiner. If the examiner maintains the upon recon- 
sideration, further review must be by way of a petition filed in 
accordance with 37 CFR 1.181. 

Section 1.81, NS Se a 
of drawings should be sumitted in patent applications. S 
corrections are the snpenthtiey ef te andlieen Go clint 
drawing(s) should be retained by the applicant for future 
correction, tongs 

Section 1.84(a), as amended, elimates reference to two-ply 
or three-ply bristol board. Amended paragraph (a) also adds a 
reference to paragraph 1.84(p) relating to color drawings in 
utility patent applications. 

Only one copy of the drawing is required or desired. The 
Office had attempted to encourage the submission of three 
copies, but compliance was very low. It was determine that it 
is more efficient for the Office to rely on consistency and only 
one copy. Accordingly, hereafter only one copy of the drawings 
should be submitted. 

The Patent and Trademark Office will no longer release to 

companies, or others, drawings from 
ications filed after the effective date of these rule 
changes. See amended § 1.85(b). If corrections to the drawings 
are necessary, new corrected drawings must be by the 
applicant and filed in the Patent and Trademark . There- 
fore, the a>plicant, attorney or agent should retain the original 
drawing so that a corrected original drawing or corrected copy 
may be later submitted if 

The Office will continue to allow applicants to borrow 
drawings for correction which have been filed prior to the 
effective date of these rule . 

Section 1.84(b), as amended, provides for applicants using 
drawing sheets which are 8 1/2 by 13 inches in size. 

Section 1.84(i), as amended, contains grammatical correc- 
tions in the test of the rules and clarifies Office drawing 
Se oe ee 
which require several sheets. 

Section 1.84(j), as amended, clarifies how views should be 

when they are placed sideways on the drawing sheet. 

Section 1.84(1) as amended, indicates that drawings may be 
identified by lightly writing identifying information in the top 
margin on the drawings. For identification by application 
number, the Office prefers that the information be placed on 
the front of the drawing. When the applicant forwards drawings 

from the original application papers, a cover letter 
identifying the application by application number should 
number should 


Section 1.84(n) is added and permits numbering of the 
drawing sheets. However, such numbering would not appear 
on the drawings of the printed patent. 

Section 1.80) is aed and provides fr the indication of 
copyright or mask work notice on patent application 
drawings. This procedure is the same as that established by the 
OfficialGazette notice dated Mar. 20, 1987 published on Apr. 
21, 1987 at 1077 OG. 22. 

Section 1.84(p) is added and provides in the rules for the 
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as possible following the receipt of the Notice of Allowabil- 
ity. 
Section 85(b) provides that the Patent and Trademark Office 
i filed in 


lor borrowing of 
Jan. 1, 1991 no drawings 
may be borrowed from the PTO for the purpose of making draw- 


corrections. 

Section 1.152, as amended, permits broken lines on draw- 
ings to show visible environmental structure but not hidden 
planes and surfaces in design patent 

Section 1.378, as amended, conforms with section of 
Public Law 98-622 which states: 


“(a) Notwithstanding section 41(c) of title 35, United States 
Code, as in effect before the enactment of Public Law 97- 
247 (96 Stat. 317), the Commissioner of Patents and Trade- 
marks may accept after the six-month grace period referred 
to in such section 41(c), Soe ee 
OS ae in 
Patent and Trademark Office on or Dec. 12, 1980, and 
before Aug. 27, 1982, to the same extent as in the case of 
patents based on applications filed in the Patent and 
Trademark Office on or after Aug. 27, 1982.” 


The amended rule wording includes reference to mainte- 
nance fees due on patents based on icati i 
Patent and Trademark Office on or 
before Aug. 27, 1982. 

Section 1.421(f), as amended, deletes reference to a cancelled 


begun the international preliminary i 
equal to the transmittal fee would be retained by the Patent and 
Trademark Office to cover the administrative cost involved. 


Environmental, Energy, and Other Considerations 
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The rule change does not have a significant impact on the 
quality of the human environment or conservation of energy 
resources 


 Regulatsry Pexibilisy Act Fe ity with the requirements of 
the Regulatory xibility Act (Pub. L. 96-354), Executive 
Orders 12291 and 12612, peat aelhedlon 

1980, 44 U.S.C. et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that the rule change will not have a significant 

—_— on a substantial number of small 

xibility Act, _+ L. 96-354) because 

they correspond to 

on cor- 

pe ar Srcemeetaataliierineaiibteutapesmen 

handling, and provide for a refund where a proper demand 

for international preliminary examination has been filed but 
withdrawn later. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, an cuctenient, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
a with foreign-based enterprises in domestic or export 


Reduction Act of 


ge ES Pe 
this notice has no Federalsim implications affecting the rela- 
tionship between the National Government and the States as 
outlined in Executive Order 12612. 

The rule change involves collection of information require- 

ments to the ork Reduction Act of 1980, 40 
pp tnp 3501 et seq., and are cleared under OMB Control No. 

1-00 


List of Subjects in 37 CFR Part 1. 


Administrative practice and procedure, Authority delega- 
tions (Government agencies), Courts, Inventions and patents, 
Lawyers. 

Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6 and 41, the Patent and Trademark Office is amending Title 
37 of the Code of Federal Regulations as set forth below. 

37 CFR, Part 1, is amended as follows: 


PART 1— RULES OF PRACTICE IN PATENT CASES 


1, The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


AUTHORITY: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.4 is amended by revising paragraph (a)(2) to 
read as follows: 


$1.4 Nature of correspondence. 
(a) *“** 


(2) Correspondence in and relating to a particular application 
or other proceeding ge See particularly the rules 
relating to the filing, processing, or other proceedings of national 
applications ia Seteert B, $4 1.31 to 1.378: of international 
applications in Subpart C, §§ 1.401 to 1.499; of reexamination 
Subpart E: in Subpart D, §§ 1.501 to 1.570; of interferences in 

E; §§ 1.601 to 1.690; of extension of patent term in 

Subp F, Ey to 1.785; and of trademark applications 

to 


***#** 


3. Section 1.5 is amended by revising paragrapt.s (a) and (b) 
to read as follows: 


§ 1.5 Identification of application, patent or registration. 
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(a) No correspondence relating to an application should be 
filed prior to when notification of the application number is 
received from the Patent anc Trademark Office 
directed to the Patent and Trademark Office concerns a previ- 
poe fap eel ge ili ae = dh mg 
page in a conspicuous location, the application number (con- 
sisting of the series code and the serial number, — 07/123,456), 
or the serial number and filing date assigned to that application 
by the Patent and Trademark Office, or the i 
application number of the international application. Any cor- 

not containing such identification will be returned 
to the sender where a return address is available. The returned 
correspondence will be ied with a cover letter which 
will indicate to the sender that if the returned 
is resubmitted to the Patent and Trademark Office within two 
weeks of the mail date on the cover letter, the original date of 
ee ee 
rademark Office as the date of receipt of the correspon- 
dence. Applicants may use either the certificate of mailing 
procedure under § 1.8 or the Express Mail procedure under 
§ 1.10 for resubmissions of returned if they 


desire to have the benefit of the date of deposit in the United 
returned 


States Postal Service. If the correspondence is not 
resubmitted within the two-week period, the date of receipt of 
the resubmission will be considered to be the date of receipt 
of the correspondence. The two-week period to resubmit the 
returned correspondence will not be extended. If for some reason 
returned correspondence is resubmitted with identifica- 
tion later than two weeks after the return maili 
and Trademark Office, the resubmitted 
accepted but given its date of receipt. In addition to the appli- 
cation number, all letters directed to the Patent and Trademark 
Office concerning lications for patent should also state 
“PATENT APPLICATION,” the name of the applicant, the title 
of the invention, the date of filing the same, and if known, the 
group art unit or other unit within the Patent and Trademark 
Office responsible for considering the letter and the name of 
the examiner or other person to which it has been assigned. 
(b) When the letter concerns a patent other than for purposes 
of paying a maintenance fee, it should state the number and date 
of issue of the patent, the name of the patentee, and the title 
of the invention. For letters concerning payment of a mainte- 
nance fee in a patent, see the provisions of § 1.366(c). 


ese ee * 


4. Section 1.53 is amended by revising paragraphs (c) and 
(d) to read as follows: 


$1.53 Serial number, filing date, and completion of application. 


ese ee * 


(c) If any application is filed without the specification or 
drawing required by paragraph (b) of this section, will 
be so notified and given a time period within which to submit 
the omitted specification or drawing in order to obtain a filing 
date as of the date of filing of such submission. A copy of the 
“Notice of Incomplete Application” form notifying the appli- 
cant should accompany any response thereto submitted to the 
Office. If the omission is not corrected within the time period 
set, the application will be returned or otherwise disposed of; 
the fee, if submitted, will be refunded less a $15.00 handling 
fee. 

(d) If an application which has been accorded a filing date 
pursuant to paragraph (b) of this section does not include the 
appropriate filing fee or an oath or declaration by the ~~ 
applicant will be so notified, if a correspondence 
svn pecvided ind aieen © patedadian edie eaithes Mie 
the fee, oath, or declaration and to pay the as set forth 
in § 1.16(e) in order to prevent abandonment the 
tion. A copy of the “Notice to File Missing Parts” formed mailed 

to applicant should accompany any response thereto submitted 
to the Office. If the requised Sec te at tenet paid, or if the 
ee ee 1(1) is not paid 

notification required 


will be provided or certified by the Office of an i 
has bests dlaponod ef erin which aotthar Goo anetbees taste Stine 
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fee nor the processing and retention fee has been paid. The 
notification pursuant to this paragraph may be made simulta- 
neously with any notification pursuant to 
section. If no correspondence address is incl 
cdiien, dppiieems tat tow aaah heat tie Site in @ tthe 
pore: bag So rb tes magnate de hen 
oe ee abandonment of 
cease thane ena has been paid, one year 
from the filing date to pa’ aa 
ium te § Laie 00 pees Oped a 
5. Section 1.56 is amended by revising paragraph (e) to read 
as follows: 


§ 1.56 Duty of disclosure; fraud; striking or rejection of ap- 
plications. 


***# 


(e) The examination of an application for compliance with 
paragraph (d) of this section will normally be delayed until such 
time as (1) all other matters are resolved, or (2) *sreply 
brief pursuant to § 1.193(b) has been recei the appli- 
cation is otherwise prepared for consideration by the Board of 
Patent Appeals and Interferences, at which time the appeal will 
be suspended for examination pursuant to paragraph (d) of this 
section. Tho peuseutional Ge anlashenallUbenaguaiiae 
the extent necessary to conduct the examination pursuant to 

(d) of this section including any appeal pursuant to 
§ 1.191. If an appeal has already been filed based on a rejection 
on other grounds, any further rejection under this section shall 
be treated in accordance with § 1.193(c). 


see 


6. Section 1.71 is amended by adding new paragraphs (d) 
and (e) to read as follows: 


§ 1.71 Detailed description and specification of the invention. 


***#*% 


(d) A copyright or mask work notice may be placed in a 
design or utility patent ° adjacent to copyright and 
mask work material contained therein. 


The notice may appear 
at any portion of the patent disclosure. 
For notices in drawings, see § 1.84(0). The content of the notice 
must be limited to only those elements required by law. For 
example, “ 1983 John Doe” (17 U.S.C. 401) and “© John Doe” 
(17 U.S.C. 909) would be properly limited and, under current 
statutes, legally sufficient notices of copyright and mask work, 
respectively. Inclusion of a copyright or mask work notice will 
be permitted only if the authorization set forth in 

(e) of this section is — at the | 
(preferably as the first paragraph) of 
(e) The authorization shall read as ‘ae 


A portion of the disclosure of this patent document contains 
material which is subject to ‘copyright or mask work,” protec- 
tion. The ‘copyright or mask work’ owner has no objection to 
the facsimile reproduction by anyone of the patent document 
or the patent disclosure, as it appears in the Patent and Trademark 
Office patent file or records, but otherwise reserves all ‘copy- 
right or mask work’ rights whatsoever. 

7. Section 1.81 is amended by revising the title and paragraph 
(a) to read as follows: 


§ 1.81 Drawings required in patent application. 


feet meena ge er ey tap penn ee 
ma wip ay tine fe 


edgiad Gusetagiid chaskiive teuiaadty tn egpltans taseny 
necessary future correction. 


eee ee 


8. Section 1.84 is amended by revising paragraphs (a), (b), 
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(i), @ and (1) and by adding paragraphs (n), (0), and (p), 
to A+ as oon i © 


§ 1.84. Standards for drawings. 


(a) Paper and Ink. Drawings or high 
submitted to the Office must 


(p) of this section for use of color drawings in 


(b) Size of sheet and margins. The size of the sheets on which 
drawings are made may be exactly 8 1/2 by 14 inches (21.6 
by 35.6 cm.), ¢ 8 ee Oe ee 
or exactly 21.0 by 29.7 cm. (DIN size A4). All drawing sheets 
in a parts application must be the same size. One of the 
shorter sides of the sheet is regarded as its top. 


2)On8 1/2by 13 inch drawing sheets, the draw: must include 


a top margin of | inch (2.5 cm.) and bottom 


side margins 
of 1 inch (64 mm. from the edges, thereby leaving 8 sgh” 


sai(3) On 21.09 29 sl pte dunttan dee tes Geuation 
iaclede 6 top margin of at inant 25 cm. a teh olde magia of 
2.5 cm., a right side in of 1.5 cm., and a bottom margin 
of 1.0 cm. Margin border lines are not permitted. All work must 
be contained within a sight size not to exceed 17 by 26.2 cm. 


*es*4% 
(i) Views. The ing must contain as many figures as may 


be necessary to show invention; the figures should be 
consecutively numbered if possible in the order in which they 
“hon - 4 
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longer than the width of the sheet are necessary for the clearest 
illustration of the invention, the sheet may be turned on its side 
so that the top of the sheet with the appropriate top margin to 

be used as the space is on the right-hand side. One 


heading 
ee 
another. 


esse 


(1) Identification of drawings. Identifying indicia (such as the 
number, group art unit, title of the invention, attor- 
ney’s docket number, inventor’s name, number of sheets, etc.) 
not to exceed 2 3/4 inches (7.0 cm.) in width may be placed 
in a centered location between the side edges within three- 
fourths inch (19.1 mm.) of the top edge. Either this marking 
technique on the front of the drawing or the placement, although 
ferred, of this information and the title of the invention 
back of the drawings is acceptable. Authorized security 
markings may be placed on the drawings provided they are 
outside the illustrations and are removed when the material is 
declassified. Other extraneous matter will not be permitted upon 
the face of a drawing. 


**#*# 


(n) Numbering of drawing sheets. The drawing sheets may be 
numbered in consecutive arabic numbers at the top of the sheets, 
in the middle, but not in the margin. Such numbering will be 
deleted for printing purposes since page numbers are added at 
the time of printing the patent by the Office. 

(0) Copyright or Mask Work Notice. A copyright or mask 
work notice may appear in the drawing but must be placed with 
the “sight” of the drawing immediately below the figure 

ing the copyright or mask work material and be limited 
to letters having a print size of 1/8 to 1/4 inches (3.2 to 6.4 mm) 
high. The content of the notice must be limited to only those 
elements required by law. For example, “ © 1983 John Doe” 
(17 U.S.C. 401) and “© John Doe” (17 U.S.C. 909) would be 
properly limited and, under current statutes, legally sufficient 
notices of copyright and mask work, respectively. Inclusion of 
a copyright or mask work notice will be permitted only if the 
authorization language set forth in 1.71(e) is included at the 
beginning (preferably as the first paragraph) of the specification. 

(p) Limited use of color drawings in utility patent applica- 
tions. Paragraph (a) of this section requires that drawings in 
utility patent applications must be in black on white paper. 
However, on rare occasion, color drawings may be necessary 
as the only practical medium by which to disclose the subject 
matter it to be patented in a utility patent application. The 
Patent and Trademark Office will accept color drawings in utility 
patent applications only after granting of a petition by the 
applicant under § 1.183 of this part which requests waiver of 
the requirements of paragraph (a) of this section. Any such 
petition should be directed to the Office of the Deputy Assistant 
Commissioner for Patents and must include the following: 


(1) The appropriate fee set forth in § 1.17(h). 

(2) Five (5) sets of color drawings on DIN size A4 (21.0 by 

.7 cm.) sheets. 

oo) Canes eens Gies Se conasien Se 
following language as the first paragraph in the portion of the 
specification relating to the brief description of the drawing: 


“The file of this patent contains at least one drawing 
executed in color. Copies of this patent with color drawing(s) 
will be provided by the Patent and Trademark Office upon 
request and payment of the necessary fee.” 


9. Section 1.85 is revised to read as follows: 


§ 1.85 Corrections to drawings. 


(a) The requirements of § 1.84 relating to drawings will be 
strictly enforced. A drawing not executed in conformity thereto, 
if suitable for reproduction, may be admitted for examination 
but in such case a new dra must be furnished. 

(b) The Patent and T: Office will not release draw- 
ings in applications having a filing date after Jan. 1, 1989, or 
any drawings from any applications after Jan. 1, 1991, for 
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purposes of correction. If corrections are , new 
corrected drawings must be submitted within the time set by 
the Office. 
(c) When corrected drawings are required to be submitted 
at the time of allowance, the applicant is required to submit 
drawings within three months from the mailing of 
the “Notice of Allowability.” Within that three-month period, 
two weeks should be allowed for review of the drawings by 
the Drafting Branch. If the Office finds that correction is 
necessary, the applicant must submit a new corrected drawing 
to the Office within the original three-month period to avoid 
the necessity of obtaining an extension of time and paying the 
extension fee. Therefore, the applicant should file corrected 
drawings as soon as possible following the receipt of the Notice 
of Allowability. The provisions with respect to obtaining an 
extension of time relates only to the late filing of corrected 
drawings. The time limit for payment of the issue fee is a fixed 
three-month period which cannot be extended as set forth in 
35 U.S.C. 151. 


10. Section 1.152 is revised to read as follows: 
§ 1.152 Drawing. 


The design must be represented by a drawing made in 
conformity with the rules laid down for drawings of mechanical 
inventions and must contain a sufficient number of views to 
constitute a complete disclosure of the of the article. 
Appropriate surface shading must be used to show the character 
or contour of the surfaces represented. Broken lines may be used 
to show visible environmental structure, but may not be used 
to show hidden planes and surfaces which cannot be seen 
through opaque materials. 


11. Section 1.478 is amended by revising paragraphs (b)(1) 
and (c)(1) to read as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee in 
expired patent to reinstate patent. 


** ee * 


(b) *_* * 
(1) The required maintenance fee set forth in § 1.20 (e) - 
G 


. 


*** 
(c) *** 


(1) The required maintenance fee set forth in § 1.20 (e) - 
@ 


. 


*** 


12. Section 1.421 is amended by revising paragraph (f) and 
adding a new paragraph (g) to read as follows: 


§ 1.421 Applicant for international application. 


se*#*#* 


(f) Changes in the person, name, or address of the applicant 
of an international application shall be made in accordance with 
PCT Rule 92bis. 


(g) The wording of PCT Rule 92bis is as follows: 


PCT Rule 92bis - of Changes in Certain Indications 
in the Request or the Demand 92bis Recording of Changes 
by the International Bureau 

Oe een canee Gut co Oa cane of Oe 
applicant or the receiving Office, record changes in the follow- 
ing indications appearing in the request or demand: 


(i) person name, residence, nationality or address of the 
(ii) person, name or address of the agent, the common repre- 
sentative or the inventor. 





JANUARY 2, 1990 


(b) The International Bureau shall not record the requested 
change if the request for recording is received by it after the 
expiration: 

(i) of the time referred to in Article 22(1), where Article 39(1) 
is not applicable with respect to any ing State; 


(ii) of the time limit referred to in Article 39(1)(a), where Article 
391) is applicable with respect to at least one Contracting 
State. 


13. Section 1.480 is amended by revising paragraph (d) to 
read as follows: 
§ 1.480 Demand for international preliminary examination. 
**#*+** 


(d) Withdrawal of a proper Demand prior to the start of the 
international preliminary examination will entitle applicant to 
a refund of the preliminary examination fee minus the amount 
of the transmittal fee set forth in § 1.445(a)(1). 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Nov. 21, 1988 


[1097 OG 36] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part I 
Docket No. 81024-9224 
Rin 0651-AA30 


Revision of Patent Application Filing Practices 


Agency: Patent And Trademark Office, Commerce 
Action: Final Rule 
Summary: The Patent and Trademark Office (Office) is amend- 
ing the rules of practice in patent cases, Part I of Title 37, Code 
of Federal Regulations, to clarify requirements in the filing of 
t applications and to provide for procedures to cure certain 
defects in the filing of applications. 
Effective Date: Jan. 16, 1990. 
For Further Information Contact: J. Michael Thesz by tele- 
phone at (703) 557-8384 or by mail marked to his attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
Supplementary Information: Proposed rulemaking requesting 
comments was published on Nov. 30, 1988 in the Federal 
Register at 53 FR 48402-48421 and on Dec. 13, 1988, in the 
Official Gazette at 1097 O.G. 16-35 regarding adjusting patent 
and trademark fee amounts and including proposed changes to 
the rules involved in this rulemaking. The period for receiving 
comments on the rules involved in this rulemaking was extended 
by a notice published on Feb. 15, 1989 in the Federal Register at 
54 FR 6936. The final rules adjusting patent and trademark fee 
amounts were published Feb. 15, 1989 in the Federal Register at 
54 FR 6893-6910 and on March 7, 1989 in the Official Gazette 
at 1100 O.G. 7-25. 

Comments on the rules involved in this rulemaking were 
received from two patent law associations and from three indi- 
viduals. The comments received relating to particular sections 
and replies thereto are listed below. 


Comments Related to Section 1.53 


Comment: One comment suggested that it would be helpful to 
new practitioners, in particular, if section 1.53 was amended to 
specify that continuation and divisional applications may be 
filed under section 1.53. 

Reply: The suggestion in the comment has been 
Language has been added to paragraph (b) of section 1. 3 to 
specify what types of applications may be filed under sections 
1.53, 1.60 and 1.62. Also, the information about filing continu- 
ation and divisional applications from paragraph (a) of section 
1.60 has been placed in paragraph (b) of that section to clarify 
that the information applies only to applications filed under 
section 1.60. 

Comment: One comment stated support for the proposed 
petition for correcting a failure to name the inventors of an 
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——-= filing but suggested that the rule should be 
“li indicate that the inventors do nor need to be 
named at the time the is filed, but may be named later 
when filing the declaration or oath.” Another comment ex- 
pressed no opposition for requiring a petition and fee for late 
submission of the names of the inventors but that a filing 
date should be granted regardless thereof since 35 U.S.C. 111 
provides for a filing date upon submission of a specification and 
er 


wing. 
Reply: This suggested modification to the rule has not been 
The suggested modification was not proposed for 

comment. Further, United States Rerontengecethes has re- 
quired naming all the inventors on om 
Go dv © cuated eats dean eat Gand Ge 
inventors are not named on filing through administrative over- 
sight, dhe It is not appropriate, however, to adopt a 
procedure where applications could routinely be filed without 
naming the inventors since this would delay the processing of the 
applications and since the name of the inventor is often required 
to provide a unique identifier for an application. The name of the 
inventor is not only used by attorneys to identify an application 
but is used to locate an within the Office, for ex- 
ample, when the serial number is unknown. To delay the date 
when the inventors are named would unduly add to the admin- 
istrative burden of the Office. 

Comment: One comment stated that the proposed requirement 
for satisfactorily explaining the delay in ing the inventors’ 
names was improper since 35 U.S.C. 111 uses the language 
“within such period and under such conditions” as may be 
prescribed by the Commissioner. The comment stated that 
“satisfactorily” implies other and unknown standards, which 
are not specified conditions although requiring the petitioner to 
explain the delay is a condition. 

Reply: The comment has been adopted in that the language of 
the final rule does not use “satisfactorily”. The final rule re- 
quires that the petition set forth the reasons the delay in supplying 
the names of the inventors should be excused. It is appropriate to 
require reasons since there may be reasons when such a petition 
would not be granted, e.g., where the sole reason given that the 
names of the inventors were not supplied was to purposely delay 
the processing of the application. 
Comments Related to Section 1.60 


Comment: One comment questioned whether under section 
1.60 there is need for a petition satisfactorily explaining the 
delays in filing the true copy of the application or a statement that 
it is a true copy or whether these items should be permitted to be 
filed without explanation as in the case of an oath submitted after 
the filing date of an application under section 1.53. 

Reply: The filing of an oath later than the filing date of an 
application, with the payment of a s' , under section 1.53 
is expressly permitted by 35 U.S.C. 111. No such provision 
exists for applications filed under section 1.60. Further, it is not 
appropriate to encourage, in any way, the delay in processing 
and examining applications filed under section 1.60. The re- 
quirement for a petition with a satisfactory explanation of the 
delay, e.g., that the copy was omitted through inadvertence 
rather than for purposes of delaying the application, is consid- 
ered to be appropriate. 


Commment Related to Section 1.60 and 1.62 


Comment: One comment supported the provisions of pro- 
posed sections 1.60 and 1.62 for excusing 1) the failure to file a 
true copy of the prior or the statement that the papers 
are a true copy (in section 1.60) or 2) the error of filing a copy of 
the prior application or a new specification (in section 1.62). The 
comment, however, stated a belief that applicants should have 
the option of proceeding under either of these proposed rules or 
under section 1.53 to obtain as the filing date the original date of 
receipt of the continuing application papers, if desired. 

Reply: It is already possible for an applicant to petition under 
37 CFR 1.182 to have an application fled under sections 1.60 
and 1.62 converted to an application under section 1.53. These 
different types of ications have different requirements, are 
reviewed by different personnel within the Office, and are 
processed in different manners. Conversion from a section 1.60 
or 1.62 to a section 1.53 application involves an 
administrative burden to the Office. Sections 1.60 and 1.62 as 
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amended provide specific procedures so that applicants can 
correct the mentioned errors. These procedures should provide 
the remedy desired by applicants in all but very unusual situ- 
ations. It is not necessary or appropriate to try to address these 
very unusual situations in this rulemaking. 

Comments Kelated to Section 1.62 


Comment: One comment suggested that Section 1.62(e) 
should refer to an amendment to the prior application as it exists 
“at the time of filing of the application under this section” rather 
than the time of filing the prior application. 

Reply: The language suggested in the comment has been 


Comment: One comment questioned whether a petition and 
fee or denial of filing date were necessary where a copy of a 
specification from the prior application or a new specification is 
improperly filed with an application under section 1.62. The 
comment suggested that a clerk could simply disregard the copy 
or the specification and place it somewhere in the file with some 
sort of notation that it is not accepted. 

Reply: Changes to the prior application when filing under 
section 1.62 must be made by amendment to the prior applica- 
tion as it exists at the time of filing the section 1.62 application 
since the papers from the prior application including the speci- 
fication are used to constitute the file wrapper continuing appli- 
cation under 37 CFR 1.62. Experience has shown that, when a 
copy of a specification or a new specification is filed with a 
section 1.62 application , a different type of application may 
have actually been desired. For example, a continuing applica- 
tion under section 1.60 may have been desired with the prior 
application not being expressly abandoned as occurs under 
section 1.62(g). Also, in the case of a continuation-in-part appli- 
cation, presumably the new disclosure would be contained in the 
specification erroneously filed with the section 1.62 application. 
Thus, it is not appropriate to just disregard the copy or the new 
specification filed with the section 1.62 application. To do so in 
the first example would result in an unwanted express abandon- 
ment. To do so in the second example would disregard the new 
invention disclosed in the erroneously filed specification. This 
would raise the possibility of a statutory bar under 35 U.S.C. 
102(b) arising if, for example, the new invention was placed on 
sale in expectation that a filing date would be accorded to the 
application including the new disclosure. The course of action 
adopted is to stop the processing of the application as soon as the 
error is detected, to notify applicant of the error and to give 
applicant an opportunity to correct the error in whatever way was 
intended through the filing of a petition and fee. 

Comment: One comment questioned whether an amendment, 
and not a petition, cancelling an improperly submitted copy of a 
specification filed with a request for a section 1.62 application 
would be appropriate to obtain a filing date as of the original date 
of filing the continuing application papers. 

Reply: Paragraph (j) of section 1.62 does provide for correc- 
tion of the filing error, e.g., by amendment cancelling the copy 
of the prior application, without the filing of a petition and fee 
provided the correction is made before the payment of the issue 
fee, abandonment of or termination of proceedings on the prior 
application. In such a case, the filing date will be the date of 
receipt of the correction. However, if the date of deposit is 
necessary or desired as the filing date, a petition and fee are 
required. This is appropriate in view of the extra Office handling 
and processing which is necessitated by applicant’s error on 
filing. 

Comment: One comment stated that proposed paragraphs (e) 
and (j) of section 1.62, when read together, seemed to indicate 
that a filing date would be granted as of the date the filing error 
was corrected and not as of the date of deposit of the application. 
It was suggested that paragraph (e) should expressly state that 
once the specification is cancelled, the application will be ac- 
corded a filing date as of the date of filing of the request for the 
section 1.62 application. 

Reply: The suggestion in the comment has been , 
Language has been added to section 1.62(e) to state that a filing 
date “as of the date of deposit of the request for an application 
_ this section” may be granted if an appropriate petition is 

iled. 
Discussion of Specific Rules 


Section 1.17, paragraph (i)(1), is amended to include refer- 
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ence to the petitions set forth in sections 1.53, 1.60 and 1.62 by 
this rulemaking. 

Section 1.21, as amended, adds a new paragraph (n) setting 
forth the fee for handling incomplete or improper applications 
under sections 1.53(c), 1.60 and 1.62. 

Section 1.53, paragraph (b), is amended to establish a proce- 
dure whereby the failure to name all the inventors on filing an 
application, which results in a filing date not being accorded to 
the application, can be excused upon the filing of a petition 
which sets forth reasons sufficient to show that the delay in 
supplying the names should be excused. If the petition is granted, 
the application would be accorded a filing date as of the date the 
original papers were deposited. No specific provision allowing 
this relief was previously in the rules. Paragraph (b) is also 
amended to specify that a continuation or divisional application 
(filed under the conditions specified in 35 U.S.C. 120 or 121 and 
section 1.78(a)) may be filed under sections 1.53, 1.60 and 1.62, 
that a continuation-in-part application may be filed under sec- 
tions 1.53 or 1.62 and that the requirements for obtaining a filing 
date set forth in paragraph (b) apply to applications filed under 
section 1.53. Paragraph (c), as amended, sets forth the procedure 
which the Office uses to notify an applicant that the names of the 
inventors have been omitted and refers to the handling fee set in 
section 1.21(n), rather than including the fee amount in the rule. 
This practice is consistent with the other rules which refer to fees. 

Section 1.55, paragraph (a), is amended to clarify the language 
of the rule by adding “an” before “interference”. 

Section 1.60 is amended to remove and reserve paragraph (a) 
and to amend paragraph (b) to include the information presently 
in paragraph (a) so as to clarify that the information applies only 
to applications filed under this section. Paragraph (b) is also 
amended to require that an applicant, who desires to file an 
application under the rule, indicate that the application is being 
filed pursuant to the rule. Applications which are not specifically 
designated as being filed under section 1.60 are considered as 
having been filed under section 1.53, which does not require an 
originally executed declaration before a filing date is given. The 
amendment also establishes a procedure whereby the failure to 
file a true copy of the prior application or the statement that the 
Papers are a true copy, which results in a filing date not being 
accorded the application, can be excused upon the filing of a 
petition satisfactorily explaining the delay in filing these items. 
If the petition is granted, the application would be accorded a 
filing date as of the date of deposit of the request for a section 1.60 
application. No specific provision allowing this relief was previ- 
ously in the rules. Paragraph (c) is added to set forth the proce- 
dure which the Office uses to notify an applicant that an applica- 
tion filed under paragraph (b) is incomplete and the handling fee 
which is deducted from the amount refunded if an application is 
not completed after notice to do so has been given. 

Section 1.62, paragraph (e), is amended to specifically state 
that changes to the prior application must be made by an amend- 
ment to the prior application filed in the application under section 
1.62. An application which includes a copy of the prior applica- 
tion or a new specification is improper under the rule and is not 
accorded the date of deposit as the filing date unless a petition is 
filed and granted. This specific statement will hopefully elimi- 
nate errors by applicants. The paragraph establishes a procedure 
whereby such an error can be excused upon the filing of a petition 
with instructions to cancel the copy or specification. If the 
petition is granted, the application will be accorded a filing date 
as of the date of deposit of the request for a section 1.62 
application. Paragraph (j) sets forth the procedure which the 
Office uses to notify the applicant that an application filed under 
the section is improper and the handling fee which is deducted 
from the amount refunded if an application is not corrected after 
notice to do so has been given. 

Section 1.96 is amended to indicate that a copy of the micro- 
fiche appendix with computer program listings in an application 
is a part of the file wrapper and contents available for purchase 
after a patent based on the application is granted or the applica- 
tion is otherwise made publicly available. 


Other Considerations 


The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. Sections 3501 et seq. This rule involves information 
collection requirements subject to the Paperwork Reduction Act 
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and approved by the Office of Management and Budget under 
Control No. 0651-0011. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the t of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L 96-354). 

The Office has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. There will be no major 
increase in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geographic 
regions. There will be no significant adverse effects on compe- 
tition, employment, investment, productivity, innovation, or on 
the ability of United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 


List of Subjects in 37 CFR Part I 


Administrative and procedure, Courts, Freedom 
of Information, Inventions and patents, Reporting and 
recordkeeping requirements, Smaii businesses. 

For the reasons given in the preamble and pursuant to the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 41, and Public Law 97-247, the Office 
is amending Title 37 of Code of Federal Regulations as set forth 
below. 


Part I Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.17 is amended by revising paragraph (i)(1) to read 
as follows: 


§ 1.17 Patent application processing fees. 


**e#e#e* 


(i)(1) For filing a petition to the Commissioner under a section of 
this part listed below which refers to this paragraph 
$120.00 


1.12-for access to an assignment record. 

1.14-for access to an application. 

1.53-to accord a filing date. 

1.55-for entry of late priority papers. 

1.60-to accord a filing date. 

1.62-to accord a filing date. 

1.103-to suspend action in application. 

1.177-for divisional reissues to issue separately. 
1.312-for amendment after payment of issue fee. 
1.313-to withdraw an application from issue 

1.314-to defer issuance of a patent. 

1.334-for patent to issue to assignee, assignment recorded 
late. 

§ 1.666(b)-for access to interference settlement agreement. 


es**+** 


3. Section 1.21 is amended by adding paragraph (n) to read as 
follows: 


§ 1.21 Miscellaneous fees and charges. 
eee % 
(n) For handling an incomplete or improper application under 
§ 1.53(c), § 1.60 or § 1.62 


4. Section 1.53 is amended by revising paragraphs (b) and (c) 
to read as follows: 


— Serial number, filing date and completion of applica- 


OP OP COP COP OP OP OP OP OP LP LP LP 


e*#ee% 


(b) The filing date of an application for patent filed under this 
section is the date on which: (1) a specification containing a 
description pursuant to § 1.71 and at least one claim pursuant to 
§ 1.75; and (2) any drawing required by § 1.81(a), are filed in the 
Patent and Trademark in the name of the actual inventor 
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or inventors as required by § 1.41. No new matter may be 
introduced into an application after its filing date (§ 1.118). If all 
the names of the actual inventor or inventors are not supplied 
when the specification and any required drawing are filed, the 
application will not be given a filing date earlier than the date 

upon which the names are supplied unless a with the fee 
set forth in § 1.17(i)(1) is filed which sets forth the reasons the 
delay in supplying the names should be excused. A continuation 
or divisional application (filed under the conditions specified in 
35 U.S.C. 120 or 121 and § 1.78(a)) may be filed pursuant to this 
section, § 1.60 or § 1.62. A continuation-in-part application may 
be filed pursuant ot this section or § 1.62. 

(c) If any application is filed without the specification, draw- 
ing or name, or names, of the actual inventor or inventors 
required by paragraph (b) of this section, applicant will be so 
notified and given a time period within which to submit the 
omitted specification, drawing, name, or names, of the actual 
inventor, or inventors, in order to obtain a filing date as of the date 
of filing of such submission. A copy of the “Notice of Incom- 
plete Application” form notifying the applicant should accom- 
pany any response thereto submitted to the Office. If the omis- 
sion is not corrected within the time period set, the application 
will be returned or otherwise disposed of; the fee, if submitted, 
will be refunded less the handling fee set forth in § 1.21(n). 


+++ 


5. Section 1.55 is amended by revising paragraph (a) to read 
as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing date of a 
prior foreign application under the conditions specified in 35 
U.S.C. 119 and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required by 
§ 1.63. The claim for priority and the certified copy of the foreign 
application specified in the second paragraph of 35 U.S.C. 119 
must be filed in the case of an interference (§ 1.630); when 
necessary to overcome the date of a reference relied upon by the 
examiner, or when specifically required by the examiner, and in 
all other cases they must be filed not later than the date the issue 
fee is paid. If the papers filed are not in the English language, a 
translation need not be filed except in the three particular in- 
stances specified in the preceding sentence, in which event a 
sworn translation or a translation certified as accurate by a sworn 
or official translator must be filed. If the priority papers are 
cutunisied after he dete the ionue fon is (aid. tay maust be 
accompanied by a pc.ition requesting their entry and the fee set 
forth in § 1.17(i)(1). 


s**e% 
6. Section 1.60 is amended by removing and reserving para- 


graph (a) and revising paragraph (b) and adding new paragraph 
(c) to read as follows: 


§ 1.60 Contunuation or divisional application for invention 
Gletiosed in a prier apglication. 


(a) [RESERVED] 

(b) An applicant may omit signing of the oath or declaration 
in a continuation or divisional application (filed under the 
conditions specified in 35 U.S.C. 120 or 121 and § 1.78(a)) if (1) 
the prior application was a complete application as set forth in § 
1.51(a), (2)applicant indicates that the application is being filed 
pursuant to this section and files a true copy of the prior complete 
application as filed including the specification (including 
claims), drawings, oath or declaration showing the signature or 
an indication it was signed, and any amendments referred to in 
the oath or declaration filed to complete the prior application, (3) 
the inventors named in the continuation or divisional application 
are the same or less than all the inventors named in the prior 
application, and (4) the application is filed before the patenting 
or abandonment of or termination of proceedings on the prior 
application. The copy of the prior application must be accompa- 
nied by a statement that the papers filed are a true 
copy of the prior application and that no amendments referred to 
in the oath or declaration filed to complete the prior application 
introduced new matter therein. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 





1110 TMOG 136 
(84) 


the Patent and Trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior applica- 
tion (§ 1.78(a)) will be entered before calculating the filing fee 
and granting the filing date. If the continuation or divisional 
application is filed by less than all the inventors named in the 
prior application, a statement must accompany the applicatior 
when filed requesting deletion of the names of the person or 
persons who are not inventors of the invention being claimed in 
the continuation or divisional application. If a true copy of the 
prior application as filed is not filed with the application or if the 
statement that the application papers are a true copy is omitted, 
the application will not be given a filing date earlier than the date 
upon which the copy and statement are filed, unless a petition 
with the fee set forth in § 1.17(i)(1) is filed which satisfactorily 
explains the delay in filing these items. 

(c) If an application filed pursuant to paragraph (b) of this 
section is incomplete, applicant will be notified and given a time 
period within which to complete the application in order to 
obtain a filing date as of the date of filing the omitted item 
provided the omitted item is filed before the patenting or aban- 
donment of or termination of proceedings on the prior applica- 
tion. If the omission is not corrected within the time period set, 
the application will be returned or otherwise disposed of; the fee, 
if submitted, will be refunded less the handling fee set forth in § 
1.21(n). 


7. Section 1.62 is amended by revising paragraph (e) and by 
adding a new paragraph (j) to read as follows: 


§ 1.62 File wrapper continuing procedure. 
*eeKE 


(e) An application filed under this section will utilize the file 
wrapper and contents of the prior application to constitute the 

new continuation, continuation-in-part, or divisional applica- 
tion but will be assigned a new application serial number. 
Changes to the prior application must be made in the form of an 
amendment to the prior application as it exists at the time of filing 
the application under this section. No copy of the prior applica- 
tion or new specification is required. The filing of such a copy or 
specification will be considered improper, and a filing date as of 
the date of deposit of the request for an application under this 
section will not be granted to the application unless a petition 
with the fee set forth in § 1.17(i)(1) is filed with instructions to 
cancel the copy or specification. 


*eee* 


(j) If any application filed under this section is found to be 
improper, the applicant will be notified and given a time period 
within which to correct the filing error in order to obtain a filing 
date as of the date the filing error is corrected provided the 
correction is made before the payment of the issue fee, abandon- 
ment of, or termination of proceedings on the prior application. 
If the filing error is not corrected within the time period set, the 
application will be returned or otherwise disposed of; the fee, if 
submitted, will be refunded less the handling fee set forth in § 
1.21(n). 


8. Section 1.96 is amended by revising paragraph (b)(1) to 
read as follows: 


§ 1.96 Submission of computer program listings. 


*e*# ee * 


(b) * * * 


(1) Availability of appendix. Such computer program listings 
on microfiche will be available to the public for inspection, and 
microfiche copies thereof will be available for purchase with the 
file wrapper and contents, after a patent based on such applica- 
tion is granted or the application is otherwise made publicly 
available. 


*se£ ee 
Nov. 6, 1989 JEFFERY M. SAMUELS 
Acting Commissioner 
of Patents and Trademarks 
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(84) Use of Color Drawings in Utility Patents 

This notice supersedes the Official Gazette notice, dated Aug. 
6, 1986, published at 1070 O.G. 10 on Sept. 9, 1986. 

Under 37 CFR 1.84, the drawings of a utility patent appli- 
cation must be in black and white. However, on occasion, color 
drawings may be appropriate. In this circumstance, the Patent 
and Trademark Office will entertain a petition under 37 CFR 
1.183 to waive the requirements of § 1.84 to the extent that 
color drawings on DIN size A4 sheets (21.0 by 29.7 cm.) will 
~ accepted for the purposes and under the conditions set forth 

low. 

The petition must be accompanied by five (5) sets of color 
drawings on DIN size A4 sheets (21.0 by 29.7 cm.) for exami- 
nation, copying and archival purposes. 

In light of the substantial administrative and economic 
burden associated with printing a utility patent with color 
drawings, the patent copies which are printed at issuance of the 
application will depict the drawings in black and white only. 
However, a set of color drawings will be attached to the Letters 
Patent. Moreover, copies of the patent with color drawings 
attached thereto will be provided by the Patent and Trademark 
Office upon special request and payment of the fee necessary 
to recover the actual costs associated therewith. 

Accordingly, the petition must also be accompanied by a 
proposed amendment to insert the following language as the 
first paragraph in the portion of the specification containing a 
brief description of the drawings: 


The file of this patent contains at least one 
drawing executed in color. Copies of this patent 
with color drawing(s) will be provided by the Patent 
and Trademark Office upon request and payment 
of the necessary fee. 


It is anticipated that such a petition will be granted only when 
the Patent and Trademark Office has determined that a color 
drawing is the only practical medium by which to disclose in 
a printed utility patent the subject matter sought to be patented. 

It is emphasized that a decision to grant the petition should 
not be regarded as an indication that color drawings are nec- 
essary to comply with a statutory requirement. In this latter 
respect, clearly it is desirable to file any desired color drawings 
as part of the original application papers in order to avoid issues 
concerning statutory defects (e.g., lack of enablement under 35 
USC 112 or new matter under 35 USC 132). The filing of the 
petition, however, may be deferred until acceptable drawings 
are required by the examiner. 

The petition should be directed to the attention of the Office 
of the Deputy Assistant Commissioner for Patents. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents 


July 24, 1987. 


[1082 OG 25] 


(85) Multiple Dependent Claims and New 


Drawing Filing Requirements 
Introduction 


On January 24, 1978, Public Law 94-131 (pages 108-115 
of “Patent Laws,” August 1976 issue) and the Patent Coop- 
eration Treaty came into force. This public law amends the patent 
statute, Title 35, United States Code, by providing for procedures 
and requirements set forth in the Patent Cooperation Treaty. 
Some of these statutory amendments also effect the laws 
governing the processing and examination of regular United 
States national applications filed on and after January 24, 1978. 

The amendments of the patent law which will affect U.S. 
patent applications filed on and after January 24, 1978, relate 
to two elements of the patent application: the claims and the 
drawings. With regard to claims, the amendments to 35 U.S.C. 
41 and 112 provide for multiple dependent claims in accordance 
with PCT Rule 6.4. With regard to drawings, the amendment 
to 35 U.S.C. 113 changes the requirements for filing drawings 
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in order to obtain a filing date in accordance with PCT Article 
7. 


Purpose 

This memorandum establishes in more detail the new 
procedures required by the amended statute. Any questions 
concerning these instructions may be directed to either Mary 
Turowski (extension 7-3776) in the administration area or Louis 
Maassel (extension 7-3070) in the examining area. 

Revised 37 CFR sections 1.75(c), (f,1 ) and (g); and 1.81 
and 1.83(c) were published in the Official Gazette of February 
21, 1978. 


Multiple Dependent Claims 


Generally, a multiple dependent claim is a dependent claim 
which refers back in the alternative to more than one preceding 
=? or dependent claim. 

second paragraph of 35 U.S.C. section 112 has been 
revised i in view of the multiple dependent claim intro- 
duced by the Patent Cooperation Treaty. Thus, section 112 
authorizes multiple dependent claims, as long as they are in the 
alternative form (e.g., “A machine according to claims 3 or: ~ 
further comprising . . .”). Cumulative claiming (e.g., 
machine according to claims 3 and 4, further comprising . . 5 
is not permitted. A multiple dependent claim may refer in ‘the 
alternative to only one set of claims. A claim such as “A device 
as in claims 1, 2, 3 or 4, made by a process of claims 5, 6, 7 
or 8” is improper. Section 112 allows reference to only a 
particular claim. Furthermore, a multiple dependent claim may 
not serve as a basis for any other multiple dependent claim, either 
directly or indirectly. These limitations help to avoid undue 
confusion in determining how many prior claims are actually 
referred to in a multiple dependent claim. 

The amendment of the second of section 112 
further clarifies that the limitations or elements of each claim 
incorporated by reference into a multiple dependent claim must 
be considered ly. Thus, a multiple dependent claim, as 
such, does not contain all the limitations of all the alternative 
claims to which it refers, but rather, contains in any one 
embodiment only those limitations of the particular claim 
referred to for the embodiment under consideration. Hence, a 
multiple dependent claim must be considered in the same 
manner as a plurality of single dependent claims. 


Restriction Practice 


For restriction purposes, each embodiment of a multiple 
dependent claim will be considered in the same manner as a 
single dependent claim. Therefore, restriction may be required 
between the embodiments of a multiple dependent claim. Also, 
some embodiments of a multiple dependent claim may be held 
withdrawn while other embodiments are considered on their 
merits. 


Handling of Multiple Dependent Claims 
by the Application Division 


The Application Division will be responsible for verifying 
i ith the application 


lating the amount of the filing fee. A new form, PTO 1360, has 
been designed to be used in conjunction with the current fee 
calculation form PTO 875. 


Handling of Multiple Dependent Claims by the Examining 
Group Clerical Staff 


The examining group clerical staff is ible for veri- 
fying compliance with the statute and rules of multiple depend- 
ent claims added by amendment and fer calculating the amount 
of any additional fees required. This calculation should be 

iormed on form PTO 1360. 

If a multiple dependent claim (or claims) is added in an 
amendment without the proper fee, the amendment will not be 
entered until the fee has been received. In view of the require- 
ments for multiple —— claims, no amendment containing 
new claims or changing the of claims will be entered 
before checking whether the paid fees cover the costs of the 
amended claims. The applicant, or his attorney or agent, will 
usually be contacted to pay the additional fee in the same manner 
as currently in existence for such defects. Where a letter is written 
in insufficient fee situations, a copy of the multiple dependent 
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claim fee calculation form PTO 1360 will be included for 
applicant’s information. 


Handling of Dependent Claims by the Examiner 


wa bn chasems os eoduatiitinn omens than antiaed i 
37 CFR 1.75 in the next Office action. Such an improper claim 
will not be further treated on the merits. 
Sodinenl of ptaas imnioe daaaeaten dain 
ee ee ee 
a rejection, such a claim or embodiment will SD enaene 
using the number of all of the claims involved in that claim or 
embodiment, starting with the highest. For example, if claim 
2 was dependent on claim 1, the notations would be 2/1. If in 
the same application, claim 3 was i and claim 4 was 
multiple dependent on claims 2 or 3, the notations would be 
4/2/1 and 4/3. Furthermore, if claim 5 
the notations would be 5/4/2/1 and 5/4/3. 
embodiments will be treated individually. It would be 
for claim 4/2/1 to be rejected under section 102 and claim 4/ 
so en and being allowable 
if rewritten in independent form. A number of embodiments may 
be together if there is a common ground of rejection, 
but it must be clear how each embodiment is treated. 
A claim, such as claim 4, will not be allowed until all 
embodiments covered thereby are allowable. If an embodiment 
of a multiple dependent claim avoids the art while other 
embodiments are rejected over prior art, a statement will be made 
that that embodiment avoids the art and would be allowed if 
rewritten in separate dependent or independent form. Wording 
similar to the following may be used: 
“Embodiment 
rewritten as a proper dependent or 
which contains only the limitations 
ment.” 


Calculation of Fees When Multiple De, Claims are 
Presented, Use of Form PTO-1360 


To assist in the computation of the fees for multiple 
ent claims, a separate “ 
lation Sheet,” form PTO 1 
the current “Patent 
form PTO 875. Form P 


would be allowable if 
claim 
this embodi- 


then be placed on form PTO 875 for final fee calculation 


If at least $65 is included with the ae 
the total fee is insufficient, a “Notice 
PTO 1094, oes & Oo Oe Cee 
Division as is currently done. The notice be ‘wae 
examining group in accordance with established procedures. 


Calculating Fees for Multiple ye Claims Proper 
Multiple Dependent 


Amended seciion 4i(a) of title 35, U.S.C., provides that 
dependent 


fees. 

to be 
tha numberof dependent clas o which ters Any prope 
claim depending wpe tree pe Aone amultiple dependent 
claim would also be considered as the same number of depend- 
ent claims as referred to in the multiple dependent claim from 
which it depends. 


Improper Multiple Dependent Claim 


If any multiple dependent claim is improper, Application 
Division may indicate that fact by placing an encircled numeral 
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“1” in the “Dep. Claims” column of form PTO 1360. The fee 
for any improper multiple dependent claim, whether it is 
defective for not being in the alternative form or for being 
directly or indirectly dependent on a prior multiple dependent 
claim, will only be one, since only an objection to the form of 
such a claim will normally be made. 

This procedure also greatly simplifies the calculation of fees. 
Any claim depending from an improper multiple dependent 
claim will also be considered to be improper and be counted 
as one dependent claim. 


FEE CALCULATION EXAMPLE 


Claim 
Number 


Independent 
Dependent on claim 1 
Dependent on claim 2 
Dependent on claim 2 or 3 
Dependent on claim 4 
Dependent on claim 5 
Dependent on claim 1 or 4 
Dependent on claim 1 or 5 
Dependent on claim 8 


Independent 
Dependent on claim 1 or 10 
Dependent on claim 1 and 10 


CWBOADULWN 


A 
= 
art 


Comments on Fee Calculation Example 


Claim 1 —This is an independent claim; therefore, a numeral 
“1” is placed opposite claim number | in the “Ind.” column. 

Claim 2.—Since this is a claim dependent on a single in- 
dependent claim, a numeral “1” is placed opposite claim 
number 2 in the “Dep.” column. 

Claim 3.—Claim 3 is also a single dependent claim, so a 
numeral “1” is placed in the “Dep.” column. 

Claim 4.—Claim 4 is a proper multiple dependent claim. It 
refers directly to two claims in the alternative, namely, claims 
2 or 3. Therefore, a numeral “2” to indicate direct reference 
to two claims is placed in the “Dep.” column opposite claim 
number 4. 

Claim 5.—This claim is a singularly it claim de- 
pending from a multiple dependent claim. For fee calculation 
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purposes, such a claim is counted as being that number of claims 
to which direct reference is made in the multiple dependent claim 
which it depends. In this case, the multiple dependent claim 
number 4 it depends from counts as 2 claims; therefore, claim 
5 also counts as 2 claims. Accordingly, a numeral “2” is placed 
opposite claim number 5 in the “Dep.” column. 

Claim 6.—Claim 6 depends indirectly from a multiple 
dependent claim 4. Since claim 4 counts as 2 claims, claim 6 
also counts as 2 dependent claims. Consequently, a numeral “2” 
is placed in the “Dep.” column after claim 6. 

Claim 7.—This claim is a multiple dependent claim since 
it refers to claims 1 or 4. However, as can be seen by looking 
at the “Z” in the “Dep.” column opposite claim 4, claim 7 
directly depends from a multiple dependent claim. This practice 
is improper under 35 U.S.C. 112 and Rule 1.75(c). Following 
the procedure for calculating fees for improper multiple depend- 
ent claims, a numeral “1” is placed in the “Dep.” column with 
a circle drawn around it to alert the examiner that the claim is 
improper. 

Claim 8.— This claim is a multiple dependent claim since 
it refers to claims 1 or 5. However, since claim 5 depends from 
multiple dependent claim 4, claim 8 indirectly depends from 
multiple dependent claim 4 through claim 5. This practice is 
improper. See MULTIPLE DEPENDENT CLAIMS, paragraph 
2, above. Consequently, a numeral “1” is placed in the 
dependent claim column with a circle drawn around it. 

Claim 9.—Claim 9 is improper since it depends from an 
improper claim. If the base claim is in error, this error cannot 
be corrected by adding additional claims depending therefrom. 
Therefore, a numeral “1” with a circle around it is placed in 
the “Dep.” column. 

Claim 10.-Here again we have an i nt claim which 
is always indicated with a numeral “1” in the “Ind.” column 
opposite the claim number. 

Claim 11.-This claim refers to two independent claims in the 
alternative. A numeral “2” is therefore placed in the “Dep.” 
column opposite claim 11. 

Claim 12.—Claim 12 is a dependent claim which refers to 
two claims in the conjunctive (“1 and 10”) rather than in the 
alternative (“1 or 10”). This form is improper under 35 U.S.C. 
112 and Rule 1.75(c). Accordingly, since claim 12 is improper, 
an encircled numeral “1” is placed in the “Dep.” column 
opposite claim 12. 


Calculation of Filing Fee 


After the numbers of “Ind.” and “Dep.” claims are noted 
on form PTO- 1360, each column is added. In this example., there 
are 2 independent claims and 14 dependent claims or a total 
of 16 claims. The number of independent and total claims can 
then be placed on form PTO-875 and the fee calculated. In this 
example, the total number of claims 16 minus 10 leaves 6, which 
is multiplied by $2 for an additional total claim fee of $12. The 
total number of independent claims in the example is 2, which 
minus | is 1, which times the $10 rate is $10. The total filing 
fee is therefore $65 + $12 + $10, or total of $87. 


Drawing Requirements 


Revised 35 U.S.C. 113 relaxes the previous requirements for 
submission of drawings on filing under certain conditions. The 
first sentence of 35 U.S.C. 113 does require a drawing to be 
submitted upon filing where such drawing is necessary for the 
understanding of the invention. In this situation the lack of a 
drawing renders the application incomplete and as such, the 
application cannot be given a filing date until the drawing is 
received. The second sentence of 35 U.S.C. 113 deals with the 
situation wherein a drawing is not necessary for the understand- 
ing of the invention but the case admits of illustration and no 
drawing was submitted on filing. The lack of the drawing in 
this situation does not render the application incomplete but 
rather is treated much in the same manner as an informality. 
The examiner should require such drawings in almost all such 
instances. Such drawings could be required during the process- 
ing of the application but do not have to be furnished at the 
time the application is filed. The applicant is allowed at least 
two months from the date of the letter requiring drawings to 
submit them. 
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Handling of Drawing Requirements Under the 
First Sentence of 35 U.S.C. 113 


Under the revised provisions the Application Division 
examiner will continue to make the initial decision in all new 
applications as to whether a drawing is “necessary” under the 
first sentence of 35 U.S.C. 113. 

If during examination an examiner feels that a filing date 
should not have been granted in an application because it does 
not contain drawings, the matter will be brought to the attention 
of the Supervisory Primary Examiner (SPE) for review. If the 
SPE decides that drawings are required to understand the subject 
matter of the invention, the SPE will return the application to 
the Application Division with a memorandum requesting 
cancellation of the filing date and identifying the subject matter 
required to be illustrated. 


Handling of Drawing Requirements Under the 
Second Sentence of 35 U.S.C. 


35 U.S.C. 113 also deals with the situation wherein the 
drawing is not necessary for the understanding of the invention, 
but the subject matter admits of illustration by a drawing and 
the applicant has not furnished a drawing. The lack of the 
drawing in this situation does not render the incom- 
plete but rather is treated as an informality. A filing date will 
be accorded with the original presentation of the papers, despite 
the absence of drawings. In these situations, a drawing or further 
illustration will normally be required by the examiner. This may 
be done either prior to examination in a separate letter or in the 
first Office action and may be handled in much the same manner 
as informal photocopy drawings are presently handled. The 
examiner should require drawings where appropriate as early 
as possible, since the possession of the drawing at that time 
would facilitate the examination process. A letter requiring 
drawings may contain wording similar to the following: 


“The examiner has decided that the subject matter 
of this applicaton admits of illustration by a drawing 
and that a drawing would facilitate the understand- 
ing of the subject matter disclosed. (Continue with 
a specific mention of those items of which drawings 
are desired.) Applicant is required to furnish a 
drawing under 37 CFR 1.81. (Incorporate in Office 
action or set two-month period for response.)” 


The applicant will be given at least two months from the date 
of such requirement to submit drawings. If the requirement for 
drawings is included in an Office action, the time for supplying 
the drawings will be the same as the time of response to the 
Office action. Upon receipt of the drawing within the period 
set, the examiner will check the drawings for new matter. If new 
matter is included, the drawing will not be entered. It will be 
objected to as containing new matter. A new drawing without 
such new matter may be required if the examiner still feels a 
drawing is needed under 37 CFR 1.81 or 1.83. The examiner’s 
decision would be reviewable by petition to the Commissioner 
under Rule 1.181. The decision on such a petition would be 
handled by the Group Director. If a drawing is not timely 
received in response to a letter from the examiner which requires 
a drawing, the application becomes abandoned for failure to 
respond. 


Feb. 8, 1978. 
[968 O.G. 7] 


(86) Use of Symbol “@” in Patent Applications 


The Greek letter Phi has long been used as a symbol in 


signal as well as an angular measurement. 

symbols for the upper and lower case Greek Phi characters, 
however, do not appear on most typewriters. This apparently 
has led to the use of a symbol composed by first striking a zero 
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key and then and striking the “cancel” or “slash” 
key to result in which is an 

symbols for the Greek character 

symbols composed wing te upper or lowercase lene “0 
with the “cancel” or “slash” thereon by back- 
spacing or is simply handwritten in a variety of styles. These 
expedients result in confusion because of the variety of type 
sizes and styles available on modern iters. 

In recent years, the growth of data has seen the 
increasing use of this symbol (“@”) as the represen- 
tation of zero. The “slashed” or “cancelled zero” is used to 
indicate zero and avoid confusion with the upper case letter “O” 
in both text and drawings. 

Thus, when the symbol “@” in one of its many variations, 


rr oping cof the ened meaning of he 


symbol arises (such as examiners, attorneys, and appli- 


for printing have no such specialized knowledge 
ype py er etege yp wn be 
is delay until the intended meaning of the symbol can be 
ascertained. 


Since the Office does not have the resources to conduct a 
technical editorial review of each application before printing, 
and in order to eliminate the problem of printing delays asso- 
ciated with the usage of these symbols, 


entee’s expense (37 CFR 1.323) because the intended symbol 
was not accurate by the Greek upper or lower case 
application. 


ly presented 
Phi letters (1, @) in the patent 


Dec. 20, 1978. 


(978 O.G. 152] 


(87) U.S. Accession to Hague Convention 
Abolishing the Requirement of Legalization 
for Foreign Public Documents 


On Oct. 15, 1981, the Hague “Convention Abolishing the 
Requirement of Legalization for 
entered into force between the United 
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The Convention prescribes the following form for the 
apostille: 
Model of certificate 


The certificate will be in the form of a square with sides 
at least 9 centimetres long 


APOSTILLE 
(Convention de La Haye du Oct. 5, 1961) 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Nov. 5, 1981. 


[1013 O.G. 3] 


(88) 


Simulated or Predicted Tests or Examples 


In order to provide for uniform practice before the Patent 
and Trademark Office, the following clarification of current 
Office practice — to simulated or predicted tests or 
examples is being set forth. This notice specifies the Office 
policy which is currently in effect and is considered to have 
been in effect in the past in this area. The wording of the MPEP 
provisions prior to this amendment went further than was 
intended. The amended sections below spell out more clearly 
the Office’s position from the start. 

The following wording will be substituted in revision number 
8 for that presently in paragraph D of section 608.01(p) of the 
Manual of Patent Examining Procedure. 


MPEP § 608.01(p) 


“D. Simulated or Predicted Test Results 
or Prophetic Examples 


Simulated or predicted test results and prophetical examples 
(paper mg are permitted in patent applications. Working 
examples correspond to work actually performed and may 
describe tests which have actually been conducted and results 
that were achieved. Paper examples describe the manner and 
process of making an embodiment of the invention which has 
not actually been conducted. Paper examples should not be 
represented as work actually done. No results should be rep- 
resented as actual results unless they have actually been 
achieved. Paper examples should not be described using the past 
tense 


The first and last paragraphs of MPEP section 707.07(1) are 
being deleted. 


DONALD J. QUIGG, 
Deputy Commissioner 
of Patents and Trademarks 


[1018 O.G. 27] 


Apr. 15, 1982. 


Department of Commerce 
Patent and Trademark Office 
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37 CFR Part 1 [Docket No. 71008-7208] 


Variety Denomination Requirements 
for Plant Patent Applications 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of proposed rulemakin; 
Summary: Tho ateas and Thedtenedh Oliee prapecse to mend 
certain of the rules of practice applicable to the patenting of 
plants. Under the proposed rules of practice, an applicant for 
such a patent would, in addition to any requirements for 
obtaining a patent, also be required to record an identifying 
variety denomination for the plant. These proposed rules fulfill 
an obligation imposed by the Convention of the International 
Union for the Protection of New Plant Varieties (the UPOV 
Convention), to which the United States adheres. 
Dates: Comments on the proposed rules must be submitted by 
Jan. 8, 1988, to assure their consideration in formulating the 
rules put into effect. A public hearing will be held on Jan. 15, 
1988, beginning at 9:30 A.M., in the Commissioner’s Confer- 
ence Room, Crystal Piz. 3, the Patent and Trademark Office. 
Addresses: Address comments to the Commissioner of Patents 
and Trademarks, Box 4, Washington, D.C. 20231. All com- 
tt received will be publicly available in the Patent and 
Trademark Office, Crystal Piz. 3, Arlington, Va., Rm. 11C28. 
For Further Information Contact: Mr. Stanley D. Schlosser, 
Office of Legislation and International Affairs, by te 
at (703) 557-3065 or by mail addressed to the Commissioner 
of Patents and Trademarks, Box 4, Washington, D.C. 20231. 
Supplementary Information: The UPOV Convention became 
applicable to the United States on Nov. 8, 1981, as a conse- 
quence of the President’s exercise of authority to adhere to 
this international agreement. Under Articles 6 and 13 of the 
UPOV Convention, each plant variety for which protection is 
sought must be given a variety denomination and that denomi- 
nation recorded (“registered” in the language of the Conven- 
tion) at least by the time the patent is granted. It is left to each 
of the UPOV member states to determine how recordation is 
effected. For the United States, the issuance of a patent which 
includes the denomination of the variety would constitute 
recordation and registration for the purposes of compliance with 
UPOV Convention. The patent examining process would 
include consideration of the suitability for recordation of the 
variety denomination. 

Attention is called to two earlier Commissioner’s Notices on 

- subject. The Notice of Oct. 20, 1981 (46 FR 51426) stated 
that appropriate rules for the registration of variety denomina- 

tions, as required by the UPOV Convention, would be issued. 
The Commissioner’s Notice, published in the Federal Register 
on Aug. 16, 1985, 50 FR 33062, proposed amendments to the 
Patent and Trademark Office’s rules of practice to carry out 
this requirement. In light of public comments received, the 
earlier proposed rules are being withdrawn from consideration 
and replaced by these revised proposed rules. These would 
apply to plants page under either 35 U.S.C. 101 or 161, 
but would not apply to any protection sought under the Plant 

Variety Protection Act (7 USC. 2321 et seq.), administered by 
the United States Department of Itvre. 

These rules, in accordance with the patent law 
requirements for providing a descriptive title for a patent 
application, would require the variety denomination proposed 
for recordation to be included in the title of the application. The 
denomination would be judged for recordability by the examiner 
—- the application for examination, who would consult 

examination officials to determine 
if on exists a possibly conflicting trademark registration or 
application for registration. 

The recordation of a variety denomination for purposes of 
compliance with UPOV Convention Article 13 is not to be 
understood as conveying any legal rights in that denomination. 
Recordation does no more than establish a prima facie case 
that can be asserted as evidence of the possible generic nature 
of the variety denomination, if genericness is not already 
Ss eee 


or 

inher dimengentuie, the Patent and Trademark Office 
in examining the recordability of variety denominations will, 
in addition to its trademark records, utilize the Office’s com- 
pilation of denominations obtained from horticultural, agricul- 
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tural, floral and other professional societies, national breeders’ 
rights offices, the UPOV Union’s Secretariat, standard refer- 
ences and other available sources. Article 13 of the UPOV 
Convention requires that the variety denomination must enable 
the plant variety to be identified, that the denomination not 
consist solely of numbers except if this is shown to be an 
established practice for designating plant varieties, and that the 
denomination not be liable to mislead or cause confusion 
concerning the characteristics, value or identity of the variety 
or the identity of the breeder. No specific naming system is 
required by the Article. While a portion of the consuming public 
and others might prefer plant variety names confi to the 
International Code of Nomenclature for Cultivated Plants or the 
UPOV Guidelines, common usage, code systems or other ways 
of identifying plants cannot be ignored. 

The Patent and Trademark Office would accept for recor- 

dation a variety denomination complying with the requirements 
of the UPOV Convention’s Articles 13(2) and 13(4). A number 
of variety denomination systems currently in use, such as the 
system described in the 1980 revision of the International Code 
of Nomenclature for Cultivated Plants, the UPOV Guidelines 
and various code systems may also meet these requirements. 
Sexually reproduced varieties could be named in compliance 
with the requirements of the Federal Seed Act. 
In the event the examiner does not approve a proposed variety 
denomination for recordation, the applicant could petition the 
Commissioner for approval. Thus, the examination and ap- 
proval of variety denominations will be handled in the same 
way as other procedural and administrative requirements not 
relating to the merits of the invention, such as the requirement 
to provide an abstract of the disclosure or the requirement to 
provide a title. A final refusal by the Commissioner on petition 
would require submission of another proposed denomination 
for recordation. 

The petition to the Commissioner will be subject to a fee 
and the oiher requirements relating to petitions. The Commis- 
sioner may in appropriate cases delegate to the Assistant 
Commissioner for Trademarks or other 


appropriate trademark 
officials the decision of such petitions, under 37 C.F.R. 1.181(g). 
The UPOV Convention requires the applicant to identify the 


patented variety by the same variety denomination (or a 
translation thereof) in all UPOV member states. A different 
denomination may be recorded in a particular member state, 
however, in cases where the denomination registered in another 
member state is unsuitable for business or other reasons. An 
applicant may during the course of examination be required to 
inform the Office of any other denomination by which the 
variety is known. 

While these rules provide for the recordation of variety 
denominations, they recognize at the same time that, in cases 
of conflict, previously established proprietary rights are para- 
mount. Recordation is in legal effect, therefore, no more than 
publication of a denomination which is or may become the 
generic name of a plant variety. 

Trademark owners, owners of other proprietary rights and 
patent applicants share a common interest in knowing as early 
as possible if a variety denomination proposed for recordation 
possibly conflicts with a trademark or other proprietary rights. 
Accordingly, each denomination proposed for recordation, 
along with the genus and species to which the variety belongs, 
shall be published in the Official Gazette as soon as reasonably 
possible after receipt of the application in the Office. The 
Commissioner has determined that publication of such infor- 
mation constitutes special circumstances under 35 U.S.C. 122. 

The public may provide information to the Office concerning 
the recordability of a proposed denomination. Such information 
would be entered in the official file wrapper of the application 
and be available to the examiner. Such information shall be 
called to the attention of the applicant by the Office. 

Also, the Official Gazette would list newly recorded denomi- 
nations in United States patents in order for trademark owners 
to assert their rights in appropriate cases through private 
negotiations or judicially, as they may now do in trademark 


cases. Proceedings in the Office in regard to the registration of | 


variety denominations, however, will be conducted ex parte. 

Under the proposed rules, each applicant would be required 
to specify in an application for protection of a plant variety the 
date of first use of the denomination if used prior to filing of 
the patent application, or later to provide information about the 
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date of first commercial use during pendency of the application. 
In cases of conflict between a trademark and a proposed variety 
denomination, the variety denomination will not be 
for recordation unless its first commercial use clearly 
another’s established rights. 

If a patentee learns of a conflict between a trademark and 
the recorded variety denomination after issuance of the 
the patentee in order to resolve the conflict will be 
to record a different denomination by means of the C 


advised could be changed in a similar manner. 

The Office now permits plants and plant varieties to be 

patented both specifically and broadly under patent 35 U.S.C. 
101. In some cases, however, claims in an application will not 
be limited to a specific variety. These proposed rules would 
apply only to applications where a specific variety or varieties 
are claimed. Only these need be identified by a variety denomi- 
nation, except where the number of varieties involved makes 
this impractical. In such a case, each claim directed to a specific 
variety would include its variety denomination, but these variety 
denominations could be omitted from the title of the patent. 
Variety denominations would not be required for microorgan- 
isms or plant parts. 
Other Considerations: The proposed rule change is in con- 
formity with the of the Regulatory Flexibility Act 
(Pub. L. 96-354), Executive Order 12591 and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq. This rule contains 
a collection of information requirement subject to the Paper- 
work Reduction Act. This colletion of information requirement 
has been cleared by OMB under control No. 0651-0011. 

The General Counsel of the Department Commerce has 
certified to the Small Business Administration that the proposed 
rule changes will not have a significant adverse economic 

on a substantial number of small entities (Regulatory 

Flexibility Act, Pub. L. 96-354). The variety denomination 
requirement will not impose extra work on patent applicants 
(whether small or large businesses or individuals). The rules will 
help avoid burdensome and expensive litigation over trademark 
rights. 
The Patent and Trademark Office has determined that this 
proposed rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less than $100 
million. There will be no major increase in costs or prices for 
consumers, individual industries, federal, state, or local govern- 

ment agencies, or geographic regions. There will be no signifi- 
cant adverse effects on ition, employment, investment, 
productivity, innovation, or on the ability of United States-based 
enterprises to compete with foreign-based enterprises in 
domestic or export markets. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents. 


For the reasons set out in the preamble, 37 CFR Part I is 
proposed to be amended by revising (g49 {g49 1.72, and 1.17 
and adding a new {g49 1.168 as set forth below. All proposed 
additions are printed between arrows. 

PART I —RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


AUTHORITY: 35 U.S.C. 6 unless otherwise noted. 
2. Section 1.17 is proposed to be amended by adding the 


following items in numerical order to the list in paragraph (h) 
to read as follows: 


§ 1.17 Patent application processing fees. 


see 


(h) * * * 
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p> § 1. 168(d) For petitioning the Commissioner to record 
a plant variety denomination . . . 

§ 1.168(g) For petitioning the Commissioner to record 
a substitute plant variety denomination .. . <q 


3. Section 1.72 is proposed to be amended by adding the 
following paragraph: 


§ 1.72 Title and abstract. 


P>(c) In the case of an application for the patenting of 
a plant variety under the provisions of 35 U.S.C. 101 
or 161, the title of the application must include a variety 
denomination for the specific new variety claimed, 
except as provided for in § 1.168(b). The granting of 
the patent will be deemed the recordation of the variety 
denomination for purposes of compliance with Article 
13 of the International Convention for the Protection of 
New Varieties of Plants, as revised on Oct. 23, 1978. 


4. A new § 1.168 is proposed to be added, to read as follows: 


B§ 1.168 Variety denomination, submission to the 
Office, examination. 

(a) The variety denomination submitted by the patent 
applicant under § 1.72 will be examined for compliance 
with the International Convention for the Protection of 
New Varieties of Plants. Specifically, the denomination: 


(1) must enable the plant variety to be identified; 

(2) must not be likely to cause confusion, to cause 
mistake or to deceive concerning the characteris- 
tics, value or identity of the plant variety or the 
identity of the breeder; 

(3) must not consist solely of numbers except if this 


is an established practice for designating plant 
varieties; and 

(4) must not be likely to cause confusion or mistake 
or to deceive as to any prior right of a third party, 
and shall not affect prior rights of third parties. 


(b) If a proposed variety denomination is not 
included as part of the title of the application, 
when filed, the examiner shall set a period of not 
less than thirty days to provide a variety denomi- 
nation. If a plurality of plant varieties are claimed, 
which make it impractical to include each variety 
denomination in the title of the application, each 
claim directed to a specific plant variety shall 
instead include the denomination of the claimed 
plant variety. In cases where no specific plant 
variety is claimed, for example, a patent directed 
to the improvement of a plant species, the 
denomination requirement applicable to the 
patenting of a plant variety or varieties will be 
waived. 

(c) If the examiner determines that a proposed 
variety denomination is not suitable for recor- 
dation, the examiner shall refuse recordation 
thereof and shall set forth in an Office action the 
reasons for such refusal. An applicant disagreeing 
with the reasons for such refusal may request 
reconsideration and withdrawal of the refusal, 
giving the reasons therefor. If the examiner’s 
refusal to record a proposed variety denomination 
is repeated and made final, the examiner shall at 
the same time require the applicant to propose 
another variety denomination for recordation. 
(d) After a final requirement by the examiner for 
submission of a proposed new variety denomi- 
nation, the applicant, in addition to making any 
response due on the remainder of the action, may 
in lieu of proposing another variety denomination 
petition the Commissioner for review of the 


examiner’s holding, upon payment of the fee set 
forth in § 1.17(h). 
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(e) The applicant is required to submit for recordation 
the same variety denomination (or, if not in English, 
a translation or transliteration thereof) as that previously 
registered or recorded, or proposed for registration in 
an earlier filed application for protection of the same 
variety in another member state of the International 
Union for the Protection of New Varieties of Plants. The 
applicant may submit another denomination for recor- 
dation, however, upon a showing satisfactory to 

the examiner as to why the denomination origi- 

nally submitted or registered in another member 

state of the said Union is unsuitable for recorda- 

tion in the United States. During pendency of an 
application, the examiner may require the appli- 

cant to provide information regarding all denomi- 
nations for the same variety registered or pro- 
posed for registration in other member states of 

the said Union before the application was filed 

in the United States. 

(f) The applicant shall indicate in the application the date 
of first commercial use in the United States if any, of 
the variety denomination proposed for recordation; or, 
if not commercially used prior to filing of the applica- 
tion, indicate during pendency of the application 

when the denomination has first been commer- 
cially used in this country. No variety denomi- 
nation will be recorded if first commercially used 

after the establishment of third party proprietary 
rights to the denomination. 

(g) A patentee in order to avoid a conflict between 

a recorded variety denomination and a trademark 

or other proprietary right, or where the recorded 
variety denomination is likely to be confused with 
another, or where business or marketing consid- 
erations dictate, may propose for recordation a 
substitute variety denomination for that already 
recorded. Such a proposal shall be in the form of 

a petition to the Commissioner together with the 

fee set forth in § 1.17(h). The proposed substi- 

tute denomination will be examined in the same 
manner as the denomination originally recorded, 

and upon recordation shall be promptly published 

in the Official Gazette. A Certificate of Correction 
indicating such substitute denomination shall be 
issued for the patent. If the patent has been 
assigned, only the assignee of record may apply 

for recordation of a substitute denomination. 

(h) The Commissioner shall upon its receipt in the 
Office promptly publish in the Official Gazette 

each variety denomination proposed for recorda- 

tion and the genus and species of the plant 
involved. Correspondence from the public object- 

ing to the recordation of such denomination, if 
accompanied by reasons therefor, will be placec 

in the official file and considered by the examiner 

in an ex parte manner. An objection to recordation 

may be based on an earlier recorded or unrecorded 
variety denomination, a registered or common 

law trademark, a trade name or trade indicia, or 

other alleged prior right timely called to the 
Office’s attention. The applicant shall be notified 

by the Office of the receipt of such correspon- 
dence. The secrecy of any pending application 

will 4 preserved in accordance with 35 U.S.C. 

122. 


RENE TEGTMEYER, 
Assistant Commissioner 
for Patents 


[1085 OG 13] 
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RIN:0651-AA37 


Requirements for Patent Applications 
Nucleotide Sequence and/or Amino Acid 
Sequence Disclosures 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of proposed rulemaki 

Summary: The Patent and Trademark Office (PTO) proposes to 
amend its regulations to establish a standardized format for de- 
scriptions of nucleotide and amino acid sequence data submitted 
as part of patent applications, in conjunction with the required 
submission of this data in computer readable form. The standard- 
ized format is needed to permit proper examination and process- 
ing of such applications and to improve quality and efficiency of 
the examination process, promote conformity with usage of the 
scientific community, and improve dissemination of sequence 
data in electronic form. The symbols and 
format for sequence data, and the submission of this data in 
computer readable form, would be required for most disclosures 
of nucleotide and amino acid sequence data in patent applica- 
tions filed after the effective date of the rule change. 

Dates: Comments must be submitted on or before July 12, 1989 
a public hearing will be held on July 12, 1989 at 9:00 a.m. 
Requests to present oral testimony should be received on or 
before July 3, 1989. 

Addresses: Address written comments and requests to present 
oral testimony to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, Attention: Lois E. Boland; Special 
Program Examiner, Office of the Assistant Commissioner for 
Patents. The hearing will be held in Room 912, on the 9th floor 
of Crystal Park Building 2, located at 2121 Crystal Drive, 
Arlington, Virginia. Written comments and a transcript of the 
public hearing will be available for public inspection in Room 
923 of Crystal Park Building 2, located at 2121 Crystal Drive, 
Arlington, Virginia. 

For Further Information Contact: Lois E. Boland, Special Pro- 
gram Examiner, Office of the Assistant Commissioner for Pat- 
ents, by telephone at (703) 557-8384 or by mail marked to her 
attention and addressed to the Commissioner of Patents and 
Trademarks, Washi . D.C. 20231. 

Supplemental Information: Currently, problems exist in the 
presentation, examination and printing of nucleotide and amino 
acid sequence data because of the lack of uniformity in submis- 
sion of sequence data to the PTO and the impracticality of 
properly searching and examining sequences submitted in paper 
form. For example, it is impractical for an examiner, searching a 
particularly lengthy sequence in a non-conforming format, to 
accurately key the query necessary to search the sequence in a 
computerized search. Further, the lack of standardized symbol 
use and standardized format results in a very difficult compari- 
son, on the part of the examiner and the public, of what is claimed 
in a given patent application and what is disclosed in the prior art. 
Still further, the number of patent applications containing nu- 
cleotide and amino acid sequences is increasing every year. The 
major examination problems can be attributed to the volume of 
data and the use of inconsistent paper formats. The lack of 
consistency in symbols used and formatting requires examiners 
to attempt to convert the sequence data, as it appears in patent 
applications, into formats that are consistent with those appear- 
ing in the prior art in order to make proper evaluations of the 
patentability of the inventions claimed in the patent applications. 
Problems are also encountered in the printing of nucleotide and 
amino acid sequence data in patents because the data must be 
rekeyed under current patent printing . This easily 
resuits in the printing of erroneous sequences. In summary, the 
diversity and complexity of nucleotide and amino acid sequence 
data result in searching and analysis difficulties both within the 
PTO and outside the PTO, decreased accuracy of.search and 
reproduction and increased cost. 

The PTO proposes to amend its regulations to establish a stan- 
dardized format for of nucleotide and amino acid 
sequence data submitted as a part of patent applications, in 
conjunction with the required submission of the data in computer 
readable form, which would result in the following advantages: 

1. Cost savings in input of data; 
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5. Improved accuracy of printed sequences; 
6. 0 madly Src adams am a 


uence data; 
7 Improved public data access and dissemination in elec- 
tronic form; 

8. Exchange of published sequence data, in electronic form, 
with the Japanese Office (JPO) and the European Patent 
Office (EPO) in a Trilateral Exchange Project; 

9. Conformity with the scientific community; and 

10. The encouragement of private vendors to include se- 
quences appearing in in their data bases. 

With regard toi erence detection, no distinction is made in 
the rules that follow between sequences that are claimed versus 
those that are disclosed but not claimed. ee ee 
prove to be beneficial in the determination of inteferences. 
However, problems may arise due to the amendment of an 
application whereby that which is claimed versus that which is 
disclosed but not claimed may vary until issuance. Comments 
are requested on the advantages and disadvantages of distin- 
guishing between claimed and disclosed sequences, and, 
whether a distinction should be made. 

In those areas of Siotechnology in which nucleotide and/or 
amino acid sequence information is ee Se patent 
applicants are accustomed to or familiar with Goctaitnoet 
such sequence information to various sequence databases, such 
as GenBank which is operated and maintained by the National 
Instiututes of Health. In order to facilitate such submissions or 
Pen denne mn pert po meee er ar 
inf - 


sequence " 
view of this, the format proposed herein is based on the GenBank 
data format and forms currently in use. Submission of sequence 


xcept 

GenBank format and forms and the rules herein. In those in- 
stances where differences do arise, e.g., with regard to specific 

patent application and readable form information, the 
auitvecnanttd aed submission. 
To facilitate compliance with the rules that follow, the PTO may 
make available to the public input programs that are modeled af- 
ter the GenBank Author-In program and are futher specifically 
tailored io the requirements herein and the PTO may also offer a 
course for applicants and/or their attorneys to aid in their compli- 
ance with these rules, if there is sufficient indication of need for 
such programs and/or courses. 

The proposed standard symbols and format, as well as the 
submission of data in computer readable form, would 
De ee ee 
sequence data in patent applications filed after the effective date 
ctiatdedunen her It is currently envisioned that J 1, 1990 
will be the effective date of the final rule change. It is also 


appropriate 
The proposed rule change will not apply to reissue or reexami- 
nation filed after the effective date unless the 
cation which matured into the patent sought to be or 
reexamined was subject to these rules. 

The proposed rales are part of an ongoing coordinated effort 
in the private sector and among the EPO, the JPO and the PTO to 
standardize the use of symbols and the format for sequence 
information, in order to permit the exchange and use of each 
other’s data. The rules define a set of symbols and 
ee eee 
applicant will be permitted to describe informaton about a 
sequence that falls within the definitions used in the proposed 
De ee 

the 


requirements the 

tation of sequence data, and comma til cnautiguee 
dures that would be available to an applicant in the event that 
amendments to the sequence information or replacement of the 
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computer readable copy became necessary. There is nothing in 
these proposed rules that is intended to alter in any manner the 
prohibition against the introduction of new matter (35 U.S.C. 
132 and 251), or the prohibition against the introduction of infor- 
mation that is not described in the application as originally filed 
(35 U.S.C. 112, first paragraph). 

With general regard to the symbols and format to be used for 
nucleotide and/or amino acid sequence data set forth in proposed 
§ 1.822 and the form and format for sequence submissions in 
computer readable form set forth in proposed §1.824, the PTO 
intends to accommodate progress in the areas of both standardi- 
zation and computerization as they relate to sequence data by 
subsequently amending the rules to take into account any such 
progress. This progress will probably be reflected in a liberaliza- 
tion of the proposed rules. For example, the computer readable 
form is currently being limited to diskettes and tapes, but it can 
readily be seen that progress in the technology for developing 
databases of the type the PTO has envisioned will likely permit 
a broadening of the permissible types of computer readable 
forms that may be submitted. The same can be said for the 
computer/operating-system configurations that are currently 
permitted. As the PTO becomes able to provide greater liberality 
in these areas, the PTO will do so by the publication of appropri- 
ate notices in the Official Gazette. Further, the PTO will periodi- 
caly update the final rules to reflect the Official Gazette notices 
published in the interim. 


Discussion of specific rules 


Section 1.821(a), if added as proposed, would present a defi- 
nition for “nucleotide and/or amino acid sequences.” This defi- 
nition sets forth limits, in terms of numbers of amino acids and/ 
or numbers of nucleotides, at or above which, compliance with 
the rules that follow is required. The limit of four or more amino 
acids has been established herein for consistency with limits in 
place for industry database collections whereas the limit of ten or 
more nucleotides, while lower than certain industry database 
limits, has been established to encompass those nucleotide 
sequences to which the smallest probe will bind in a stable 
manner. Specifically, the amino acid limit is consistent with the 
limits in place in industry database collections, such as the 
National Biomedical Research Foundation Protein Identifiea- 
tion Resource (NBRF-PIR; Washington, D.C.) database and the 
International Protein Information Database in Japan (JIPID; 
Tokyo). The limits for amino acids and nucleotides are also 
consistent with those established for sequence data exchange 
with the JPO and the EPO. 

Sections 1.821(a)(1) and 1.821(a)(2), if added as proposed, 
would present further definitions for those nucleotide and amino 
acid s that are intended to be embraced by the rules that 
follow. Nucleotide sequences are futher limited to those that can 
be represented by the symbols set forth in proposed § 
1.822(b)(1). Amino acid sequences are further limited to those 
listed in proposed § 1.822(b)(2) and those L-amino acids that are 
commonly found in naturally occuring proteins. The limitation 
to L-amino acids is based upon the fact that there currently exists 
no widely accepted standard nomenclature for representing the 
scope of amino acids encompassed by non-L-amino acids, and, 
as such, the process of meaningfully encoding these other amino 
acids for computerized searching and printing is not currently 
feasible. 


Section 1.821(b), if added as proposed, would require exclu- 
sive conformance, with regard to the manner in which the 


nucleotide and/or amino acid sequences are and de- 
scribed, with the rules that follow for all applications that include 
nucleotide and amino acid sequences that fall within the above 
definitions. This requirement is necessary to minimize any 
confusion that could result if more than one format for represent- 
ing sequence data was employed in a given application. It is also 
expected that the preferred standard format will be more readily 
and widely accepted and adopted if its use is exclusive, as well 
as 


Section 1.821(c), if added as proposed, would require that 
applications, containing nucleotide and/or amino acid se- 
quences that fall within the above definitions, contain, as a sepa- 
rate part of the disclosure on paper copy, a disclosure of the 
nuclectide and/or amino acid sequences, and associated infor- 
mation, using the format and symbols that are set forth in 
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proposed §§ 1.822 and 1.823. This separate part of the disclosure 
on paper copy will be referred to as the “Sequence Listing” and 
requires that each sequence disclosed in the application appear 
separately in the “Sequence Listing,” with each sequence fur- 
ther being assigned a sequence identification number, referred to 
as “SEQ ID NO.” A plurality of sequences may, if feasible, be 
presented on a single page and this may be extended to the 
separate presentation of both nucleotide and amino acid se- 
quences on the same page. The requirement for sequence iden- 
tification numbers, at a minimum, requires that each sequence be 
assigned a different number for purposes of identification. 
However, where practical and for ease of reference, sequences 
should be presented in the separate part of the application in 
numerical order. 

Section 1.821(d), if added as proposed, would require the use 
of the assigned sequence identifier in all instances where the de- 
scription or claims of a patent application discuss sequences 
regardless of whether a given sequence is also embedded in the 
text of the description or claims of an application. This require- 
ment is also intended to permit references, in both the description 
and claims, to sequences set forth in the “Sequence Listing” by 
the use of assigned sequence identifiers without repeating the 
sequence in the text of the description or claims. 

Section 1.821(e), if added as proposed, would require the 
submission of a copy of the “Sequence Listing” in computer 
readable form. The computer readable form will be used by the 
PTO toestablish a database for searching and printing nucleotide 
and amino acid sequences. This electronic database will also 
enable the PTO to exchange patented sequence data, in elec- 
tronic form, with JPO and the EPO. It should be noted that the 
PTO’s database will comply with the confidentiality require- 
ment imposed by 35 U.S.C. 122. That is, the PTO will not 
exchange or make public any information on any sequence until 
the patent application containing that information matures into a 
patent. 

The second sentence of proposed §1.821(e) indicates that, as 
between the paper copy of the “Sequence Listing” and the 
computer readable copy thereof, the paper copy would serve as 
the official copy. However, the PTO would like to permit correc- 
tion of the paper copy, at the least, during the pendency of a given 
application by reference to the computer readable copy thereof 
if both the paper and computer readable forms were submitted at 
the time of filing of the application. In this regard, the PTO will 
assume that the computer readable form has been incorporated 
by reference into the application, when the paper and computer 
readable forms were submitted at the time of filing of the 
application. The PTO will attempt to accommodate or address all 
correction issues but it must be kept in mind that the real burden 
rests with the applicant to ensure that discrepancies between the 
paper copy and the computer readable form are minimized and 
applicants should be aware that there will be instances where the 
applicant may have to suffer any consequences of discrepancies 
between the two. Ali corrections would be made by appropriate 
fee-paid petitions. The paper copy wouid also serve as the 
official copy for priority purposes. Comments specifically ad- 
dressing this issue are encouraged, with the caveat that the PTO 
does not desire to be bound by a requirement to permanently 
preserve computer readable forms for support, priority or correc- 
tion purposes. For example, the PTO will make corrections, 
where appropriate, by reference to the computer readable form 
as long as the computer readable form is still available to the 
PTO. However, once use to the PTO for processing has ended, 
i.e., once the PTO has entered the data contained on the computer 
readable form into the appropriate database, the PTO does not 
currently intend to futher preserve the computer readable form, 
submitted by applicant. 

Section 1.821(f), if added as proposed, would require that the 
paper and computer readable copies of the “Sequence Listing” 
be accompanied by a statement that the content of the paper and 
computer readable copies are the same, at the time when the 
computer readable form is submitted. This statement must be a 
verified statement if it is made by a person not registered to 
practice before the PTO. Such a statement may be made by the 
applicant. 

Section 1.821(g), if added as proposed, would require compli- 
ance with the requirements of paragraphs (b) through (f), as dis- 
cussed above, within two months from the date of filing under 35 
U.S.C. 111 or within two months from the date of entering the 
national stage of an international application under 35 U.S.C.371 





JANUARY 2, 1990 


or one month from the date of a notice requiring compliance, 
whichever is later, if the above noted requirements are not 
satisfied at the time of filing. Failure to comply will result in the 
abandonment of the application. Submissions in response to 
requirements under this paragraph must be accompanied by a 
statement that the submission includes no new matter. This 
statement must be a verified statement if made by a person not 
registered to practice before the PTO. Again, such a statement 
may be made by the applicant. Extensions of time in which to 
reply to a requirement under this paragraph are available pursu- 
ant to 37 CFR 1.136. When an action by the applicant is a bona 
fide attempt to comply with these rules, at the time of filing or 
later or in response to a notice to comply, and it is apparent that 
compliance with some requirement has been inadvertently 
omitted, eee 
be given before the question of abandonment is considered. 

Section 1.821(h), if added as proposed, would require compli- 
ae as dis- 
cussed above, within one month from the date of a notice 
requiring compliance in an international application filed in the 
the United States Receiving Office under the Patent Cooperation 
Treaty (PCT), if the above noted requirements are not satisfied at 
the time of filing. A search report for those claims in the 
application that are directed to nucleotide and/or amino acid 
sequences will not be established by the PTO, as an international 
searching authority, where there is a failure to comply with the 
above requirements. Submissions in response to requirements 
under this paragraph must be by a statement that 
the submission does not go beyond the disclosure in the interna- 
tional application as filed. This statement must be a verified state- 
ment if made by a person not registered to practice before the 
PTO. Such a statement may be made by an applicant. Delays in 
meeting the time limit set forth in this rule may only be excused 
as provided in PCT Rule 82. 

Section 1.822, if added as proposed, would set forth the format 
and symbols to be used for listing nucleotide and/or amino acid 
sequence data. The codes for representing the nucleotide and/or 
amino acid characters are set forth in the tables of paragraphs 
ye (b)(4) of this section. For the purpose of setting 
forth the sequence in the “ .” only those sym- 
bols in paragraph (b)(1) for “Base codes” "and in 
(b)(2) for “Amino acids” are to be used, as further set forth in 
paragraphs (c) and (e) of this section. The “Modified base 
controlled vocabulary” in paragraph (b)(3) and the “Modified 
and unusual! amino acids” in paragraph (b)(4) are not to be used 
in setting forth the sequences; but they may be used in the de- 
scription and/or the “Sequence Listing” corresponding to, but 
not including, the sequence itself. For example, where an “N” 
occurs in a nucleotide sequence or where an “Xaa” occurs in an 
amino acid sequence, these variables may be described in the 
description and/or the “Sequence Lising” as being one of the 
listed modified bases or one of the listed modified or unusual 
amino acids, respectively. 

In paragraph (b) of proposed § 1.822, the second sentence 
thereof would require that a fixed width, proportional font be 
used to present sequence data. This would be required to ensure 
that the desired sequence character spacing and numbering be 
maintained upon printing. 

Saquespathe GbGb ant 4d of emenecd 6 1.822, the use of 
three-letter codes for amino acids would be required. The use of 
the three-letter codes for amino acids is preferred over the one- 
ee ee 
review of the application papers, including the “Sequence List- 
ing”, — as well as the examiner's, use of the 
printed paten 

Paragraphs (d) through (p) of proposed § 1 822 would set forth 
the format for presenting sequence data. These paragraphs set 
forth the manner in which the characters in sequences are to be 
grouped, spaced, presented and numbered. It should be noted 
that paragraph (d) of this section would require that amino acids 
oe ae EO Se 
sequence be listed above the corresponding codons. This would 
be required to eliminate potential ambiguities in those instances 
where both the coding and non-coding strands of a nucleotide 
sequence are . The enumeration 
acid sequences follows this rationale in 

that are circular in 
So iieeieenes eentcnanseaiiiaden 
them are provided in paragraph (n) of this section. The number- 
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formation that are to be included in the 
which constitutes the separate part of the disclosure on paper 
copy. The items of information are to be presented in the 


oe armen the items of information are broken down 
into two categories. The first category is directed to“GENERAL 
INFORMATION” and includes information relating to the 
Ss SS © ee eee 
publication information. It is likely that this information will be 
for all sequences and, as such, will need to be set forth 

i ” The second category 

SEQ ID NO-X” and 

includes information that, most likely, will be specific for each 
disclosed. ape pe ne eye we 


this category will Ty 
forth as:"(3) INFORMATION SEQ ID NO:2:,” “@) IN- IN- 


FORMATION FOR SEQ ID NO:3;:” etc. thronghoct the 
ete = = ee the ems of information ae ferdior chen dows 


described he appropriate sponses 
So but only those that are 
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applicable should be included in a given “Sequence Listing.” 
After the heading for each item in the “Sequence Lisiting,” the 

jate information or a yes/no answer should be provided. 
Where SEQ ID NO:X appears, the appropriate sequence identi- 
fication number should be provided. 

In paragraph (b)(1)(i) of proposed § 1.823, the item of infor- 
mation relating to “APPLICANT” should be limited to a maxi- 
mum of the first ten named applicants in the application. 

In paragraph (b)(2)(vii) of proposed § 1.823, relating to 
“FEATURES” or the description of the points of biological sig- 
nificance in a given sequence, it is recommended, but not 
required, that the information that is provided by the applicant 
conform to the controlled vocabulary that is set forth in Gen- 
Bank’s Feature Representation in Nucleotide Sequence Data 
Libraries,” Release 57.0, as may be amended. 

Section 1.824, if added as proposed, would set forth the form 
for sequence submissions in computer readable form. Currently, 
the computer readable form is being limited to diskettes or tapes. 
However, as noted above, it is contemplated that this may be 
broadened in the future in light of progress in the technology for 
developing and establishing databases of this type. The manner 
in which the sequence information is encoded on the computer 
readable form and the computer/operating-system configura- 
tions on which the computer readable form must be readable are 
also set forth. The proposed rule indicates that currently accept- 
able computer/operating-system configurations include IBM, 
Macintosh and UNIX. Again, it is possible that this may be 
broadened in the future to encompass other computer/operating- 
system configurations. If a given sequence and its associated 
information cannot practically or possibly fit on a single diskette 
or tape, as would be required in paragraph (d) of this section, an 
exception via a non-fee petition to waive this provision will nor- 
mally be granted. As set forth in paragraph (g) of proposed 
§1.824, the computer readable forms that are submitted in accor- 
dance with these rules will not be returned to the applicant. 
Paragraph (h) of proposed § 1.824 requires the labeling, with 
appropriate identifying information, of the computer readable 
forms that are submitted in accordance with these rules. 

Section 1.825, if added as , would set forth the 
procedures for amending the “Sequence Listing” and the 
computer readable copy thereof. The procedures that have been 
defined in this section involve the submission of either substitute 
sheets of the “Sequence Listing” or substitute copies of the 
computer readable form, in conjunction with statements that 
indicate support for the amendment in the application, as filed, 
and that the substitute sheets or copies include no new matter. 
The requirement for statements regarding the absence of new 
matter follows current practice relating to the submission of 
substitute specifications, as set forth in 37 CFR 1.125. Paragraph 
(c) of proposed § 1.825 explicitly addresses the situation where 
amendments to the “Sequence Listing” are made after a patent 
has been granted, e.g., by a certificate of correction, reissue or 
reexamination. Paragraph (d) of proposed § 1.825 addresses the 
possibility and presents a remedy for the situation where the 
computer readable form may be found by the PTO to be damaged 
or unreadable. 


Other Considerations 


The proposed rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96-354), Execu- 
tive Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce certi- 
fied to the Chief Counsel for Advocacy, Small Business Admini- 
stration that the proposed rule change will not have a significant 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, Pub. L. 96-354) due to the limited number of 
entities,.both small and otherwise, that are involved in the 
relevant technology. Further, the costs associated with the pro- 
posed rule change would not have a significant impact on overall 
costs associated with filing patent applications because the 
proposed rule change adopts standards, procedures, and formats 
which are becoming industry and international norms. 

The Patent and Trademark Office has determined that this 
proposed rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less than $100 
million. There will be no major increase in costs or prices for 
consumers, individual industries, federal, state or local govern- 
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ment agencies, or geographic regions. There will be no signifi- 
cant adverse effects on competition, employment, investment, 
productivity, innovation, or on the ability of the United States- 
based enterprises to compete with foreign-based enterprises in 
domestic or export markets. 

The Patent and Trademark Office has also determined that this 
notice has no Federalism implications affecting the relationship 
between the National Government and the States as outlined in 
Executive Order 12612. 

The proposed rule contains a collection of information subject 
to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. 
Collections of information relating to patent applications have 
previously been approved by the Office of Management and 
Budget under code 0651-0011. For the great majority of appli- 
cations that will be filed having nucleotide and amino acid 
sequences falling within the limits defined herein, applicants will 
not have to expend any substantial extra time to comply with 
these rules over and above that previously approved for patent 
applications. For the most part and as noted above with regard to 
current practice in the industry, the required information will 
have already been keyed into a computer system. As such, 
compliance with these rules will involve only the additional 
submission of relevant application and computer readable form 
information and a minor, one-time, revision of the format for 
presenting sequence data, after which, no additional expenditure 
of time for format compliance will be necessary. Any burden that 
may be attributed to the submission of relevant application and 
computer readable form information may, in fact, be more than 
offset by the fact that compliance with these rules will have the 
substantial benefit of reducing the overall time necessary to 
prepare applications because a given sequence will only have to 
be set forth once in an application and further references thereto 
will be made by means of a sequence identifier. Accordingly, 
compliance with these rules is estimated to take approximately 
fifteen additional minutes, including time for reviewing instruc- 
tions, maintaining data needed and completing and reviewing 
the collection of information. Send commments regarding this 
burden estimate or any other aspect of this collection of informa- 
tion, including suggestions for reducing this burden to the Office 
of M t and Organization, Patent and Trademark Office, 
Washington, D.C. 20231; and to the Office of Information and 
Regulatory Affairs, Office of Management and Budget, Wash- 
ington, D.C. 20503, Attention: Paperwork Reduction Project 
065 1-XXXX. 


Lists of Subjects in 37 CFR Part 1: 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record- 
keeping requirements, Small businesses. 


For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, the Patent and Trademark Office is proposing to amend 
Title 37 of the Code of Federal Regulations as set forth below. 


PART 1...RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 
AUTHORITY: 35 U.S.C. 6.unless otherwise noted. 


2. New §§ 1.821 - 1.825 are proposed to be added to read as 
follows: 


APPLICATION DISCLOSURES CONTAINING 
NUCLEOTIDE AND/OR AMINO ACID SEQUENCES 


§1.821 Nucleotide and/or amino acid sequence disclosures in 
patent applications. 


(a) “Nucleotide and/or amino acid sequences” as used in §§ 
1.821 through 1.825 is interpreted to mean a sequence of four or 
more amino acids or a sequence of ten or more nucleotides. 
Nucleotides and amino acids are futher defined as follows: 

(1) “Nucleotides” are intended to embrace only those nucleo- 
tides that can be represented using the symbols set forth in §§ 
1.822(b)(1). Modifications, e.g. methylated bases, may be de- 
scribed in the description and/or the separate part of the disclo- 
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sure On paper copy corresponding to, but not including, the 
nucleotide sequence. 

(2) “Amino acids” are those L-amino acids commonly found 
in naturally occuring proteins and are listed in § 1.822(b)(2). 
Those amino acid sequences containing D-amino acids are not 
intended to be embraced by this definition. Any amino acid 
sequence that contains post-translationally modified amino ac- 
ids may be described as the amino acid that is initially 
translated using the symbols shown in § 1.822(b)(2) with the 
modified positions, e.g. hydroxylations or glycosylations, being 
described in the description and/or the separate part of the 
disclosure on paper copy corresponding to, but not including, the 
amino acid sequence. Only peptides or proteins containing 
normal peptide bonds are embraced by this definition. 

(b) Patent applications which contain disclosures of aucleo- 
tide and/or amino acid sequences, in accordance with the above 
definition, shall, with regard to the manner in which the nucleo- 
tide and/or amino acid sequences are and described, 
conform exclusively to the requirements of §§ 1.821 through 
1.825. 

(c) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences must contain, as a separate part 
of the disclosure on paper copy, hereinafter referred to as the 
“Sequence Listing,” a disclosure of the nucleotide and/or amino 
acid sequences and associated information using the symbols 
and format in accordance with the requirements of § 1.822 and 
1.823. Each sequence disclosed must appear separately in the 
“Sequence Listing.” Each sequence set forth in the “ 

Listing” shall be assigned a identifier written as SEO ID 
NO:1, SEQ ID NO:2, SEQ ID NO:3, etc. 

(d) Where the description or claims of a patent application 
discuss a sequence listing that is set forth in the 
Listing” in accordance with paragraph (c) of this section, refer- 
ence must be made to the sequence by use of the assigned 
identifier, in the text of the iption or claims, even if the 
sequence is also embedded in the text of the description or claims 
of the patent application. 

(e) A copy of the "Sequence Listing’ refferred to in paragraph 
(c) of this section must also be submitted in ter readable 
form in accordance with the requirements of § 1.824. The com- 
puter readable form is a copy of the “Sequence Listing” and will 
not necessarily be retained as part of the patent application file. 

(f) in addition to the paper copy required by paragraph (c) of 
this section and the computer readable form required by para- 
graph (e) of this section, a statement that the content of the paper 
and computer readable copies are the same must be submitted 
with the computer readable form. Such a statement must be a 
verified statement if made by a person not registered to practice 
before the Office. 

(g) If the requirements of one or more of paragraphs (b) 
through (f) of this section are not satisfied at the time of filing 
under 35 U.S.C. 111 or at the time of entering the national stage 
under 35 U.S.C. 371, applicant has two months from the date of 
filing or one month from the date of a notice which will be sent 
requiring compliance with one or more of the above require- 
ments, whichever is later, in which to comply, or the application 
will be considered to be abandoned. Any submission in response 
to a requirement under this paragraph must be accompanied by 
a statement that the submission includes no new matter. Such a 
statement must be a verified statement if made by a person not 
registered to practice before the Office. 

(h) If the requirements of one or more paragraphs (b) through (f) 
of this section are not satisfied at the time of filing, in the United 
States Receiving Office, an international application under the 
Patent Cooperation Treaty (PCT) applicant has one month from 
the date of a notice which will be sent requiring compliance with 
one or more of the above requirements, or such futher time as 
may be set by the Commissioner, in which to comply, or no 
international search report will be established by the United 
States Patent and Trademark Office as an International Search- 
ing Authority for those claims in the application that are directed 
to nucleotide and/or amino acid sequences. Any submission in 
response to a requirement under this paragraph must be accom- 
panied by a statement that the submission does not go beyond the 
disclosure in the international application as filed. Such a state- 
ment must be a verified statement if made by a person not regis- 
tered to practice before the Office. erty ao, ree 
limit may only be excused as provided for in the 
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§ 1.822 Symbols and format to be used for nucleotide and/or 
amino acid sequence data. 


(a) The symbols and format to be used for nucleotide and/or 
amino acid sequence data shall conform to the following require- 
ments. 

(b) The code for representing the nucleotide and/or amino acid 
sequence characters shall conform to the code set forth in the 
table in paragraphs (b)( 1) through (b)(4) of this section. A fixed 
width font shall be used to present sequence data. The modified 
base controlled v in paragraph (b)\(3) of this section 
and the modified and unusal amino acids in paragraph (b)(4) of 
this section shall not be used in the nucleotide and/or amino acid 
sequences; but may be used in the and/or the “Se- 
quence Listing” corresponding to, but not including, the nucleo- 
tide and/or amino acid sequence. 


(1) Base Codes: 


A or C or G; not T/U 

Aor C or T/U; not G 

A orG or T/U; not C 

C or G or T/U; not A 

(AorC orGorT/U) unknown 
or other) 


te See 


(2) Amino acid three-letter abbreviations: 


bheeviati 
Ala 


Arg 
Asn 


Asp 
Asx 
Cys 
Gin 


Gly 


Glutamic Acid (Glutamate) 
Glutamine 

Glutamine or Glutamic Acid 
Glycine 

Isoleucine 

Leucine 

Lysine 


Trp 
Tyr 
Val 
Xaa 


(3) Modified base controlled vocabulary: 
4-acetylcytidine > 
5-(carboxyhydrox ylmethyl)uridine 
2'-O-methyicytidi 
5-carbox ymethylaminomethyl-2- 
hioridi 
5-carboxymethylaminomethyluridine 
oe 
7 kn a 
2'-O-methylguanosine 
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N6-isopentenyladenosine 
1-methyladenosine 
1-methylpseudouridine 
1-methylguanosine 
1-methylinosine 
2,2-dimethylguanosine 
2-methyladenosine 
2-methylguanosine 
3-methylcytidine 
5-methylcytidine 
N6-methyladenosine 
7-methylguanosine 
5-methylaminomethyluridine 
5-methoxyaminomethy]-2-thiouridine 
beta,D-mannosylqueosine 
5-methoxycarbonylmethyluridine 
5-methoxyuridine 
2-methylthio-N6-isopentenyladenosine 
N-((9-beta-D-ribofuranosy]-2- 
methylthiopurie 
6yl)carbamoy])threonine 
N-((9-beta-D-ribofuranosy|purine-6- 
yl)N- 

methyl-carbamoy])threonine 
uridine-5-oxyacetic acid methylester 
uridine-5-oxyacetic acid (v) 
wybutoxosine 
pseudouridine 
queosine 

s2c 2-thiocytidine 
5-methyl-2-thiouridine 

s2u 2-thiouridine 

s4u 4-thiouridine 

t 5-methyluridine 

t6a N-((99-beta-D-ribofuranosylpurine-6- 

yl)carbamoy])threonine 

tm 2'-O-methy!-5-methyluridine 

um 2'-O-methyluridine 

yw wybutosine 

x 3-(3-amino-3- 
carboxypropy])uridine,(acp3)u 

(4) Modified and unusual amino acids: 


Aad 2-Aminoadipic acid 

bAad 3-aminoadipic acid 

beta-Alanine,beta-Aminopropionic acid 

2-Aminobutyric acid 

4-Aminobutyric acid,piperidinic acid 

6-Aminocaproic acid 

Ahe 2-Aminoheptanoic acid 

Aib 2-Aminoisobutryic acid 
3-Aminoisobutyric acid 
2-Aminopimelic acid 
2,4-Diaminobutyric acid 
Desmosine 
2,2'-Diaminopimelic acid 
2,3-Diaminopropionic acid 
N-Ethylglycine 
N-Ethylasparagine 
Hydroxylysine 
all-Hydroxylysine 
3-Hydroxyproline 
4-Hydroxyproline 
Isodesmosine 
allo-Isoleucine 
N-Methylglycine, sarcosine 
N-Methylisoleucine 
N-Methylvaline 
Norvaline 
Norleucine 
Ornithine 


Abu 


*(c) A nucleotide sequence shall be listed using the one-letter 
code for the nucleotide bases, as in paragraph (b)(1) of this 
section. 


(d) The amino acids corresponding to the codons in the coding 
parts of a nucleotide sequence shall be typed immediately above 
the corresponding codons. 
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(e) The amino acids in a protein or peptide sequence shall be 
listed using the three-letter code with the first letter as an upper 
case character, as in paragraph (b)(2) of this section. 

(f) The bases in a nucleotide sequence (including introns) 
shall be listed in groups of 10 bases except in the coding parts of 
a sequence. 

(g) The bases in the coding parts of a nucleotide sequence 
shall be listed as triplets (codons). 

(h) A protein or peptide sequence shall be listed with a maxi- 
mum of 16 amino acids per line, with a space provided between 
each codon or group of ten bases. 

(i) A nucleotide sequence shall be listed with a maximum of 
16 codons or 60 bases per line, with a space provided between 
each amino acid. 

(j) A single stranded nucleotide sequence shall be presented 
in the 5' to 3' direction, from left to right. 

(k) A double stranded nucleotide sequence shall be presented 
with the anti-coding strand below the positive coding strand and 
with the positive coding strand numbered in the 5' to 3' di -ection 
from left to right. 

(1) An amino acid sequence shall be presented in the amino to 
carboxy direction, from left to right, and the amino and carboxy 
groups shall not be presented in the sequence. 

(m) The enumeration of nucleotide bases shall start at the first 
base of the sequence with number |. The enumeration shall be 
continuous through the whole sequence in the direction 5’ to 3’. 
The enumeration shall be marked in the right margin, next to the 
line containing the one-letter codes for the bases, and giving the 
number of the last base of that line. 

(n) The enumeration of amino acids shall start at the first 
amino acid of the mature protein, with number |. It shall be 
marked above the sequence every 5 amino acids. The pre- 
sequences and signal sequences, when present, shall have nega- 
tive numbers, counting backwards starting with the amino acid 
next to number 1. 

(0) For those nucleotide sequences that are circular in con- 
figuration, the enumeration method set forth in paragraph (m) of 
this section remains applicable with the exception that the des- 
ignation of the first base of the nucleotide sequence may be 
made at the option of the applicant. The enumeration method for 
amino acid sequences that is set forth in paragraph (n) of this 
section remains applicable for amino acid sequences that are cir- 
cular in configuration. 

(p) A partial sequence shall be numbered as a separate se- 
quence and a sequence with a gap or gaps shall be numbered as 
a plurality of separate sequences, with the number of separate 
sequences being equal in number to the number of continous 
strings of sequence data. 

§ 1.823 Requirements for nucleotide and/or amino acid se- 
quences as part of the application papers. 


(a) The “Sequence Listing,” required by § 1.821(c), setting 
forth the nucleotide and/or amino acid sequences, and associ- 
ated information in accordance with paragraph (b) of this sec- 
tion, must begin on a new page and be titled “Sequence Listing” 
and appear immediately prior to the claims. 

(b) The “Sequence Listing” shall, except as otherwise indi- 
cated, include, in addition to and immediately preceding the 
actual nucleotide and/or amino acid sequence, the following 
items of information. The order and presentation of the items of 
information in the “Sequence Listing” shall follow the order in 
which those items are listed herein with appropiately numbered 
headings, wherein the headings are designated by those terms in 
upper case characters, not including any parenthetical explana- 
tory information. Those items of information that are applicable 
for all sequences shall only be set forth once in the “Sequence 
Listing.” The submission of those items of information desig- 
nated with an “M” is mandatory. The submission of those items 
of information designated with an “R” is recommended, but not 
required. The submission of those items of information desig- 
nated with an “O” is optional. Those items designated with 
“rep” may have multiple responses and, as such, the item may 
be repeated in the “Sequence Listing.” 


(1)GENERAL INFORMATION (Application, diskette/tape 
and publication information): 

(i) APPLICANT: (maximum of first ten named appli- 
cants-M): 





U.S. PATENT AND TRADEMARK OFFICE 


(ii) TITLE OF INVENTION: (title of the invention, as 
(iii) eet) CORRESPONDENCE ADDRESS: (M): 


CITY: (correspondence city address, as else- 
a as elsewhere in applica- 


(D) COUNTRY: (correspondence country, as else- 
ication): 


(E) ZiP: (correspondence zip or postal code, as else- 
where in 


ication): 
(iv) COMPUTER READABLE FORM: (M): 
(A) MEDIUM TYPE: (type of diskette/tape submit- 

ted): 

(B) COMPUTER: (type of computer used with 
diskette/tape submitted): 
(C) OPERATING SYSTEM: (type of operating 
system used): 

(D) SOFTWARE: (type of software used to create 
computer readable form): 


(v) CURRENT APPLICATION DATA: (M): 
(A) APPLICATION NUMBER: (U.S. application 
number, including series code and serial number, if available): 
(B) FILING DATE (US. application filing date, if available): 
(C) CLASSIFICATION: (IPC/US classification or F-term 
designation, where F-terms have been developed, if assigned): 
pint PRIOR APPLICATION DATA: (prior domestic, foreign 
data, if set -M/rep): 
ER (document numbers 
(B) COUNTRY (country or countries): 
(C) FILING DATE (document filing date(s)): 
(D)PUBLICATION DATE (document publication date(s)): 
(vii) ATTORNEY/ AGENT INFORMATION (0): 
(A) NAME (attorney/agent name): 
(B) REGISTRATION NUMBER (attorney/agent 
registration number): 
(C) REFERENCE DOCKET NUMBER (attorney/ 
t reference or docket number): 
(viii) TELECOMMUNICATION INFORMATION (0): 
(A) TELEPHONE (telephone number of applicant 
or attorney/agent): 
(B) TELEFAX (telefax number of applicant or attor- 
ney/agent): 
(C) TELEX (telex number of applicant or attorney/ 


(ix) ‘PUBLICATION STATUS (Have the data that are dis- 

closed in SEQ ID NO:X been published)-O/rep): 

(A) AUTHORS (authors of publication): 

(B) TITLE (title of publication): 

(C) JOURNAL (journal name in which data pub- 
lished): 

(D) VOLUME (journal volume in which data pub- 
lished): 

(E) ISSUE (jorunal issue number in which data pub- 


(F) PAGES (journal page numbers in which data 


): 

(G) DATE (journal date in which data published in- 
cluding month/ ear Or season): 
(H) RELEVANT RERSUSS (Doss QI NOX 
to ferant sequence?-rep): 

an ae -starting postion in SEQ 


Poston en ening poston in SEQ ID 


(3) BASE AIRS (Base pais is this corresponding 
data listed by the use of base 7): 
_ (4) AMINO A\ (Amino acid residues-is this 
data listed by the use of amino acid residues?): 


(2) INFORMATION FOR SEQ ID NC:X (rep): 
(i) SEQUENCE CHARACTERISTICS (M): 

(A) LENGTH ya pe oe ~ os expressed as num- 
base pairs of amino acid residues 

(B) TYPE (sequence type, i 4 whether nucleic acid 

or amino acid): 


lished): 
published 


ber of base 
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(C) STRANDEDNESS (if nucleic acid, 

number of strands, i.c., whether single stranded or double . 
stranded): 

(D) TOPOLOGY (whether sequence is circular or 


linear) 
(ii) Kind (kind of nulceotide sequenced in SEQ ID NO:X (at 
Sequence 


-or- 
eof RID tind of peptide or protein sequence in SEQ ID 
: (A) SEQUENCE ASSEMBLY METHOD (at least 
ollowing 


one of the fi should be included in Listing): 
-overlap of sequenced fragments; 
-homology; 


-other, 
(B) FRAGMENT TYPE (at least one of the follow- 
ing should be included in Sequence Listing): 
-N-terminal; 
-C-terminal; 
-internal and 
(C) AL: 
(iii) ORIGINAL SOURCE (original source of molecule 
sequenced in SEQ ID —_— 


ID NOX i in Po sh 

(A) CHROMOSONE /SEGMENT (chromosome/ 
segement-name/number): 

(B) MAP POSITION 

(C) UNITS (units for map position, i.e., whether 


nificance in the sequence in SEQ ID 
(A) LOCATION: (umber of first and last bases/ 
amino acids in feature): 
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(B) IDENTIFICATION METHOD: (method by 
which the feature was identified, i.e., by experiment, by similar- 
ity with known sequences or to an established consensus se- 
quence, «COME to some other pattern): 

c)co : (indicate whether feature is lo- 
cutentinadhaetabambbenmamamiy enna 
NG:X): 
(viii) SEQUENCE DESCRIPTION; SEQ ID NO:X: 


§ 1.824 Form and format for nucleotide and/or amino acid se- 
quence submissions in computer readable form. 


(a) The computer readable form shall contain a printable copy 
of the “ ” as defined in §§ 1.821(c), 1.822 and 
1.823, recorded as a single file on either a diskette or a magnetic 
tape. The readable form shall be encoded and format- 
ted such that a printed copy of the “Sequence Listing” may be 
recreated using the print commands of the computer/operating- 
system configuration specified in paragraph (f) of this section. 

(b) The file in paragraph (a) of this section shall be encoded in 
a subset of the American National Standard Code for informa- 
tion Interchange (ASCII). This subset shall consist of all print- 
able ASCII characters including the ASCII space character plus 
line-termination, pagination and end-of-file characters associ- 
ated with the -system configurations speci- 


computer/operating 
fied in paragraph (f) of this section. No other characters shall be 
allowed. 


SF eee ny ae ane. 
such as word processors, nucleotide/amino acid sequence edi 
tors or other custom computer programs; however, it shall be 
readable by one of the computer/operating-system configura- 
tions specified in paragraph (f) of this section, and shall conform 

ifications in paragraphs (a) and (b) of this section. 
i Li 


be contained within one file on a single diskette or magnetic tape. 
This provision may be waived by petition, without the payment 
et ee ee 

the entire printable copy of the “Sequence Listing” within one 
file on a single diskette or magnetic tape. 

(e) The submitted diskette or tape shall be write-protected 
es Se ee oe removing 
diskette write tabs or removing tape write rings. 

(f) The submitted computer readable form shall be readable on 
one of the following computer/operating-system configura- 
tions: 

(1) Computer: IBM PC/XT/AT, IBM ce wy me 
system: PC-DOS or MS DOS (Versions 
2.1 or above); 
Line Terminator: ASCII Carriage Return plus 
ASCII Line Feed; 
Pagination: ASCII Form Feed or Series of Line Ter 


minators; 

End-of-File: ASCII SUB (Ctrl-Z); 

Media: Diskette-5.25 inch, 360 Kb storage; 
Diskette-5.25 inch, 1.2 Mb storage; 
Diskette-3.50 inch, 720 Kb storage; 
Diskette-3.5 inch, 1.44 Mb 
—— tape-9 track, 3200/1600 bits per 


Print oa PRINT filename.extension; 
(2) Computer: IBM PC/XT/AT, IBM PS/2 or compatibles; 
Operating 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


Print Command: LPR filename; 
(3) ition Apple Macintosh; 
System: Macintosh; 
Macintosh File Type: text with line termination 
Line Terminator: Pre-defined by text type file; 
: Pre-defined by text type file; 
End-of-file; Pre-defined by text type file; 
Media: Diskette-3.50 inch, 400 Kb storage; 
Diskette-3.50 inch, 800 Kb storage and 
Print Command: Use PRINT command from any 
Macintosh Application that processes text files, 
such as MacWrite or TeachText. 
(g) Computer readable forms that are submitted to the 
Office will not be returned to the applicant. 

(h) All computer readable forms shall have a label permanen- 
taly affixed thereto on which has been hand printed or typed, a 
description of the format of the computer readable form as well 
as the name of the applicant, the title of the invention, the date on 
which the data were recorded on the computer readable form and 
the name and type of computer and operating system which 

the files on the computer readable form. If all of this 
information can not be printed on a label affixed to the computer 
readable form, by reason of size or otherwise, the label shall 
include the name of the applicant and the title of the invention 
and a reference number, and the additional information may be 
provided on a container for the computer readable form with the 
name of the applicant, the title of the invention, the reference 
number and the additional information affixed to the container. 
If the computer readable form is submitted after the date of filing 
under 35 U.S.C. 111 or after the date of entry in the national phase 
under 35 U.S.C. 371, the labels mentioned herein must also 
include the date of the application and the application number, 
including series code and serial number. 
§ 1.825 Amendments to or replacement of sequence listing and 
computer readable copy thereof. 


(a) Any amendment to the paper copy of the “Sequence 
Listing” must be made by the submission of substitute sheets. 
Amendments must be accompanied by a statement that indicates 
support for the amendment in the application, as filed, and a 
statement that the substitute sheets include no new matter. Such 
a statement must be a verified statement if made by a person not 
registered to practice before the Office. 

(b) Any amendment to the paper copy of the “Sequence 
Listing,” in accordance with paragraph (a) of this section, must 
be accompanied by a substitute copy of the computer readable 
form, including all previously submitted data with the amend- 
ment incorporated therein, accompanied by a statement that the 
copy in computer readable form is the same as the substitute copy 
of the “Sequence Listing.” Such a statement must be a verified 
statement if made by a person not registered to practice before 
the Office. 

(c) Any appropriate amendments to the “Sequence Listing” 
in an application after the grant of a patent thereon must comply 
with the requirements of paragraphs (a) and (b) of this section. 

(d) If upon receipt, the computer readable form is found to be 

or unreadable, applicant must provide, within such 
time as set by the Commissioner, a substitute copy of the data in 
computer readable form by a statement that the 
substitute data is identical to that originally filed. Such a state- 
ment must be a verified statement if made by a person not 
registered to practice before the Office. 


March 7, 1989 
Donald J. Quigg 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1102 OG 34] 
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APPENDIX I 

SAMPLE SEQUENCE LISTING 
(1) GENERAL INFORMATION: 
(i) APPLICANT: _ _ 


(i) TITLE OF INVENTION: Isolation and Charaterization of a Gene Encoding a Protease From Paramecium 
(iiiXCORRESPONDENCE ADDRESS: ™ 
(A) STREET 123 Main Street 
(B) CITY Smalitown 
(C) STATE Anystate 
(D) COUNTRY USA 
(E) ZIP 12345 
(iv) COMPUTER READABLE SOURCE 
(A) MEDIUM TYPE Diskette, 3.50 inch, 800 Kb storage 
(B) COMPUTER Apple Macintosh 
(C) OPERATING SYSTEM Macintosh 5.0 
(D) SOFTWARE MacWrite 
(v )CURRENT APLLICATION DATA: 
(A) APPLICATION NUMBER 09/999,999 
(B) FILING DATE February 28, 1989 
(C) CLASSIFICATION US Class/sub-999/99 
(vi) PRIOR APPLICATION DATA: 
(ADOCUMENT NUMBER: PCT/US88/99,999 
(B) COUNTRY: RO/US 
(C)FILING DATE: March 1, 1988 
(vii) ATTORNEY/ AGENT INFORMATION 
(A) NAME J. Smith 
(B) REGISTRATION NUMBER 00001 
(C) REFERENCED DOCUMENT NUMBER 01-0001 
(viii) TELECOMMUNICATION INFORMATION 
(A) TELEPHONE (909) 999-0001 
(B) TELEFAX (909) 999-0002 
(ix) PRIOR STATUS Data in SEQ ID NO:1 and SEQ ID NO:2 have been published. 
(A) AUTHORS Joan Doe 
John Doe 
(B) TITLE Isolation and Characterization of a Gene Encoding a Protease from Paramecium sp. 
(C)JOURNAL: Fictional Genes 
(D) VOLUME: I 
(E) ISSUE 1 
(F) PAGES pp 1-20 
(G) DATE:March 2, 1988 
(H) RELEVANT RESIDUES SEQ ID NO:1 and SEQ ID NO:2 correspond entirely to published sequences. 


(2) INFORMATION FOR SEQ ID NO:1: 
(i) SEQUENCE CHARACTERISTICS: 
(A) LENGTH957 base pairs 
(B) TYPE nucleic acid 
(C) STRANDEDNESS: single 
(D) TYPOLOGY: linear 
(ii) KIND: nucleotide- ic DNA 
(iii) ORIGINAL SOURCE: 
(A) GENUS: Paramecium 
(B)ORGANISM/SPECIES: sp. 
(E) INDIVIDUAL/ISOLATE: XYZ2 
(1) CELL TYPE: unicellular organism 
(iv) IMMEDIATE SOURCE: 
(B) LIBRARY: genomic 
(C) CLONE: Para-X YZ2/36 
(vi) PROPERTIES: 
(A) PHENOTYPE: expresses protease 
(8) SEQUENCE DESCRIPTION SEQ ID NO:1: 
ATCGGGATAG TAC?YGGTCAA GACCGGTGGA CACCGGTTAA CCCCGGTTAA GTACCGGTTA 60 
TAGGCCATTT CAGGCCAAAT GTGCCCAACT ACGCCAATTG TTTTGCCAAC GGCCAACGTT 120 
ACGTTCGTAC GCACGTATGT ACCTAGGTAC TTACGGACGT GACTACGGAC ACTTCCGTAC 180 
GTACGTACGT TTACGTACCC ATCCCAACGT AACCACAGTG TGGTCGCAGT GTCCCAGTGT 240 
-30 


Met Thr Pro Pro Glu Arg Leu 
ACACAGACTG CCAGACATTC TTCACAGACA CCCC ATG ACA CCA CCT GAA CGT CTC 295 
-25 -20 -15 
Phe Leu Pro Arg Val Cys Gly Thr Thr Leu His Leu Leu Leu Leu Gly 
TTC CTC CCA AGG GTG TGT GGC ACC ACC CTA CAC CTC CTC CTT CTG GGG 343 
-10 -5 
Leu Leu Leu Val Leu Leu Pro Gly Ala His 
CTG CTG CTG GTT CTG CTG CCT GGG GCC CAT GTGAGGCAGC ae 393 


_— CCAAACCTTG AGCCCTAGAG CCCCCCTCAA CTCTGTTCTC CTAG GGG 452 
5 10 15 

AA Met His Leu Ala His Ser Asn Leu Lys Pro Ala Ala His Leu Ile 

CTC ATG CAT CTT GCC CAC AGC AAC CTC AAA CCT GCT GCT CAC CTC ATT 501 
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GTAAACATCC ACCTGACCTC CCAGACATGT CCCCACCAGC TCTCCTCCTA CCCCTGCCTC 561 
AGGAACCCAA GCATCCACCC CTCTCCCCCA ACTTCCCCCA CGCTAAAAAA AACAGAGGGA 621 
GCCCACTCCT ATGCCTCCCC CTGCCATCCC CCAGGAACTC AGTTGTTCAG TGCCCACTTC 681 
20 25 30 

Tyr Pro Ser Lys Gin Asn Ser Leu Leu Trp Arg Ala Asn Thr Asp Arg 
TAC CCC AGC AAG CAG AAC 7 CTG CTC TGG AGA GCA AAC ACG GAC CGT 729 

35 45 
Ala Phe LeuGin Asp Gly Phe Ser Leu Ser Asn Asn Ser Leu Leu Val 
GCC TTC CTC CAG GAT GGT TTC TCC TTG AGC AAC AAT TCT CTC CTGGTC 777 
AAGAAAAAAT AATTGATTTC AAGACCTTCT CCCCATTCTG CCTCCATTCT GACCATTTCA 837 
GGGGTCGTCA CCACCTCTCC TITGGCCATT CCAACAGCTC AAGTCTTCCC TGATCAAGTC 897 
ACCGGAGCTT TCAAAGAAGG AATTCTAGGC ATCCCAGGGG ACCCACACCT CCCTGAACCA 957 


(3) INFORMATION FOR SEQ ID NO:2: 
(i) SEQUENCE CHARACTERISTICS: 
(A) LENGTH: 82 amino acids 
(B) TYPE: amino acid 
(D) ep pc linear 
(ii) KIND: or protein 
(A)S UENCE ASSEMBLY METHOD:other, deduction 
(vii) FEATURES: signal sequence 
(A) LOCATION:-34 to -1 
(B) IDENTIFICATION METHOD:similarity to other signal sequences, hydrophobic 


(8) SEQUENCE DESCRIPTION: SEQ ID NO:2: 
Met Tor Pro Pro Glu Arg Leu Phe Leu \ Val Cys Gly The Thr 
Leu His Leu “vl Leu Leu Gly Leu in Leu Val Leu Leu ae Gly Ala 
His Gly # Met His Leu Als His Ser - Leu ‘yf Pro Ala Ala His 


15 20 30 
Leu Ile Tyr Pro Ser Lys Gin Asn Ser Leu Leu Trp Arg Ala Asn Thr 
35 45 


40 
Asp Arg Ala Phe Leu Gin Asp Gly Phe Ser Leu Ser Asn Asn Ser Leu 
Leu Val 
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Appendix II 
HEADINGS FOR INFORMATION ITEMS IN § 1.823 
(1) General Information: 
(i) Applicant: 
(II) Title of Invention: 
(iii) Correspondence Address: 
(A) Street: 
(B) City: 
(C) State: 
(D) Country: 
(E) Zip: 
(iv) Computer Readable Form: 
(A) Medium Type: 
(B) Computer: 
(C) Operating System: 
(D) Software: 
(v) Current Application Data: 
(A) Application Number: 
(B) Filing Date: 
(C) Classification: 
(vi) Prior Application Data: 
(A) Document Number: 
(B) Country: 
(C) Filing Date: 
(D) Publication Date: 
(vii) Attorney/Agent Information: 
(A) Name: 
(B) Registration Number: 
(C) Reference Number: 
(viii) Telecommunication Information: 
(A) Telephone: 
(B) Telefax: 
(C) Telex: 
(ix) Publication Status: 
(A) Authors 
(B) Title: 
(C) Journal: 
(D) Volume: 
(E) Issue: 


(H) Relevant Residues: 
(1) Start: 
(2) End: 
(3) Base Pairs: 
(4) Amino Acids: 


(2) Information For SEQ ID NO:X: 
(i) Sequence Characteristics: 
(A) Length: 
(B) Type: 
(C) Strandedness: 
(D) Topology: 
(ii) Kind (if nucleotide-at least one of the following should be 
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-cDNA to genomic RNA 
-Organelle DNA; 

-Organelle RNA; 

-Specific organelle; 

-+tRNA; 

-fRNA; 

-snRNA; 

-scRNA; 

-Other —_—— acid, identify): 


(ii) ~— (i pagtide or or protein): 


(C) Subspecies 
(D) Strain: 
(E) Individual isolate: 
(F) Developmental Stage: 
(1) Germ Line: 


(D) Binding Macromolecu! 
(E) Subcellular Location: 
(F) Other Information: 


(viii) Sequence Description: SEQ ID NO:X 
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EXAMINATION OF APPLICATIONS 


Examination of Claims For Patentability 
Under 35 U.S.C. 103 


(91) 


The of this notice is to inform the public of the current 
Patent and Trademark Office policy concerning determinations 
of obviousness under 35 U.S.C. 103 in view of the recent 
Supreme Court decision in Sakraida v. Ag Pro, 189 USPQ 
449 (1976). 

The following text is a copy of a memorandum issued to all 
patent examining 1 relative to this topic. “A clarifica- 
tion of the policy of the Patent and Trademark Office in the 
examination of claims for patentability under 35 U.S.C. 103 
seems in order at this time in view of the Supreme Court’s 
decision in Sakraida v. Ag Pro, 189 USPQ 449 (decided April 
20, 1976) which is sirailar to the Court’s earlier decision in 
Anderson’ s-Black Rock, Inc. v. Pavement Salvage Co., 163 
USPQ 673 (decided December 8, 1969). “Office policy has 
consistently been to follow Graham v. John Deere Co., 148 
USPQ 4559 (decided February 21, 1966) in the consideration 
and determination of obviousness under 35 U.S.C. 103. The 
three factual inquiries enunciated therein as a background for 
determining obviousness are as follows: 


1. Determination of the scope and content of the prior art; 

2. Ascertaining the differences between the prior art and the 
claims in issue; and 

3. Resolving the level of ordinary skill in the pertinent art. 


“Attention is directed to MPEP Section 706 for 

a more complete discussion of the application of 

the Graham test. “The Supreme Court reaffirmed 

and relied upon the Graham three-pronged test in 

its consideration and determination of obvious- 
ness in the fact situations presented in both the Ag Pro and Black 
Rock decisions. In each case, the Court went on to discuss 
whether the claimed combinations a ‘new or different 
function’ and a “synergistic result,’ but clearly decided whether 
the claimed inventions were unobvious on the basis of the three- 
way test in Graham. Nowhere in its decisions in those cases does 
the Court state that the “new or different function’ and ~syn- 
ergistic result’ tests supersede a finding of unobviousness or 
obviousness under the Graham test. “Accordingly, examiners 
should continue to apply the test for patentability under 35 
U.S.C. 103 set forth in Graham. It should be noted that the 
Supreme Court’s application of the Graham test to the fact 
circumstances in Ag Pro is somewhat stringent, as it was in Black 
Rock.” 


C. MARSHALL DANN, 
Commissioner of Patents 
& Trademarks. 


July 8, 1976. 
[949 O.G. 3] 


{92) ‘Translations of Foreign Language References 

Frequently, Office actions cite references that are in a foreign 
language. In the event a translation of the entire text or portion 
of the text of the reference is readily available in the examiners’ 
search files, a copy of the translation will normally be included 
with the Office action. However, applicants are cautioned that 
the inclusion of a translation with a foreign language reference 
should not be construed to mean that the examiner used or relied 
on the translation, or that it is accurate or an official translation 
made by the Patent and Trademark Office. 

While this service may be infrequent, it could be increased 
by the submission of translations by the applicant to the Office. 
Accordingly, it is requested that translations of foreign language 
references be transmitted to the Office, and in particular be 
transmitted with the response to the Office action or ina 
envelope addressed to: Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. In addition, it would be of great 
assistance to the Office in filing the translation, if the translation 
carried the following: |. an identification of the foreign language 
reference and, where possible. 2. its location in the examiners’ 
search files (e.g. location should be known if reference was cited 
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in Office action). If indentifying information is not available, 
the incoming translation should carry the name “Scientific 
Library” thereon so that it can be processed by the Library. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Oct. 26, 1977. 
[964 O.G. 24] 


(93) Restriction Between Inventions 

The practice set out in the notice of June 20, 1968 (852 O.G. 
509) is hereby revised as follows. 

Under the statute an application may properly be required 
to be restricted to one of two or more claimed inventions only 
if they are able to support separate patents and they are either 
independent or distinct. 

If it is demonstrated that two or more claimed inventions have 
no disclosed relationship (“independent”), restriction should 
be required, and it is not necessary to further show that the 
claimed inventions are distinct. If it is demonstrated that two 
or more claimed inventions have a disclosed relationship 
(“dependent”), then a showing of distinctness is required to 
substantiate a restriction requirement. 

Where inventions are neither independent nor distinct, one 
from the other, or they are not sufficiently different to support 
more than one patent, their joinder in a single application must 
be permitted. 

Every requirement to restrict has two aspects, (1) the reasons 
(as distinguished from the mere statement of conclusion) why 
the inventions as claimed are either independent or distinct, and 
(2) the reasons for insisting upon restriction therebetween. 
In order to support a requirement to restrict between combi- 
nation and subcombination inventions, two-way distinctness 
must be demonstrated. 

If it can be shown that a combination, as claimed (1) does 
not require the particulars of the subcombination as claimed for 
patentability, and (2) the subcombination can be shown to have 
utility either by itself or in other and different relations, the 
inventions are distinct. When these factors cannot be shown, 
such inventions are not distinct. 

Two or more claimed subcombinations, disclosed as usable 
together in a single combination, and which can be shown to 
be separately usable, are usually distinct from eac’: other. 

In applications claiming inventions in different statutory 
categories only one-way distinctness is needed to support a 
restriction requirement. For example, in applications containing 
claims to both process and apparatus, distinctness may be shown 
if (1) the process as claimed can be practiced by hand or by 
another materially different apparatus, or (2) the apparatus as 
claimed can be used to practice another and materially different 
process. 

As in the notice of May 1, 1974 concerning Markush-Type 
claims (922 O.G. 1016), if the search and examination of an 
entire application can be made without serious burden, the 
examiner is encouraged to examine it on the merits, even though 
it includes claims to distinct or independent inventions. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Apr. 9, 1975. 


[934 O.G. 450] 


(94) 


Restriction Policy and Practice 


The purpose of this notice is to inform the public of the results 
of the survey that was conducted on restriction requirements 
made under 35 U.S.C. 121 in the Patent Examining Groups and 
to report clarifications that have been implemented as a result 
of a review of restriction policy and practice. 

The survey involved about 320 patent applications in which 
a restriction only Office action had been prepared by an 
examiner in the period between July—Sept. 1983. The selection 
of applications was proportioned among Groups according to 
the volume of restriction requirements during the period. The 
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statistics collected (Appendix A) and the definitions (Appendix 
B) for each item on the survey form are provided at the end 
of this notice. 

Some of the significant findings of the survey include: 


+ 19% (61/320) of the requirements surveyed were not reason- 
able based on a review of the record 

+ 35% (88/249) of the requirements surveyed (not involving 
an election of species) were not by any ———. 
or contained reasons which were clearly inapplicable to 
facts 

+ 41% (53/128) of the actions following an election and traverse 
did not address the ts contained in the traverse 

+ 91% (48/53) of a sample of 33 applications surveyed—the 
attorney or agent of record had no record of receiving a 
telephone call requesting an oral election 


In response to the results of this survey, cies 
in Chapter 800 of the Manual of Patent 

(MPEP) have been reviewed with each examiner eo supervisor 
in the Patent Examining Corps in order to promote uniformity 
of practice and compliance with existing guidelines. A follow- 
up survey will be conducted in early 1985. In addition, as a result 
of a review of our existing policy and guidelines, the following 
clarifications have been made: 


(1) Telephone Practice (MPEP 812.01) 
Except in those cases where the requirement for restriction 
is complex, the application is being prosecuted by the 
applicant pro se, or the examiner knows from past expe- 
rience that an election will not be made by phone, the 
examiner should make a telephone call to the attorney or 
agent of record and request an oral election in accordance 
with MPEP 812.01, first 
If an election cannot, or will not, be made orally at the time 
of the call or within a reasonable time thereafter, generally 
three working days, the Office action requiring the election 
in writing should contain the following sentence 
“A telephone call was made to (name of attorney or agent) 
on (date) to request an oral election to the above restriction 
requirement, but did not result in an election being made.” 

(2) Multiple InventionstIn A Continuing Application 
Where claims to multiple inventions within the mcaning 
of 35 U.S.C. 121 are presented in a continuing application 
(continuation, division, continuation-in-part including 
those which may be filed under 37 CFR 1.60 or 1.62), the 
examiner should make (or repeat) an appropriate require- 
ment for restriction and require an election by the applicant 
UNLESS 


(1) the applicant acknowledges the previous requirement 
in the parent application and clearly indicates which 
invention is to be prosecuted if the requirement is repeated. 
The examiner should make any proper requirement for 
restriction in the first Office action, state how applicant has 
indicated an election (e.g. statement in a preliminary 
amendment or transmittal letter), and include an action on 
the merits on the claims of the elected invention; 

or 

(2) The application is a continuation, but not a division or CIP 
filed as a File Wrapper Continuation (FWC) under 37 CFR 
1.62. The examiner should assume that the requirement and 
election made in the parent application carries over unless 
otherwise indicated by applicant. The exmainer’s first 
action should include a repetition of the restriction require- 
ment made in the parent application to the extent it is still 
applicable in the continuation and an indication that 
prosecution is being continued on the invention elected and 
ee eS ee 

an ee ing requirements final 
and seeking teview by way of petition G7 CPR 1.144) 

remains unchanged in a continuing application, whether 
a requirement for election was first made in the parent and 
renewed in the continuation application or was made for 
the first time in the continuation application. 

(3) Product, Process of Making, Process of Using (MPEP 
806.05(i)) 
Practice in this situation is being amended to conform to 
Rule 13.2(i) of the Patent Cooperation Treaty (PCT) so that 
a three way requirement can be required only where the 
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(95) Restriction Practice Survey II 

This notice is intended to inform the public of the results 
C oe ae 2 eS eae 

restriction requirement. The results of the first survey were 

reported in the Official Gazette on Sept. 4, EDS (2086 OG 2, 
Restriction Policy and Practice). Survey II involved 319 
cations selected at random in the Patent Examining 
those in which a restriction only action had been credited to 
an examiner in the period of July—Sept. 1984. This period was 
after the Corps Management Meeting on June 5, 1984 in which 
restriction policy and were reviewed with all SPEs and 


practice 
Directors, and followed the distribution of review materials to 
all examiners. The results of Survey Il showed significant 
s over the results of Survey I, but the results were 


Pech Group in the last quanee of FY 84. A abinen of on 
applications were surveyed from each Group. The distribution 
was as follows: 


110-16 
120-37 
130-33 
150-47 


310-10 
320-18 


areas which were identified as acute problems in the first survey. 
We did not do a telephone survey to determine whether 
applicant's representative had been called prior to writing the 


In addition to the survey, the statistics on restriction 


tion only actions has decreased 36% Corps- wide (52% in Group 
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Total 
First 
Actions 


Total Corps Group 120 
Restriction Restriction 
Quarter Requirements Requirements 
Apr-Jun 1984 
Jul-Sep 1984 
Oct-Dec 1984 


32,035 
32,216 
28,158 
(32,358)* 


2,771 
1,939 
1,522 

(1,775)* 


514 
220 
212 
(247)* 
Oct-Dec vs Apr-Jun ---36% ++ S2%. 
*Figures adjusted (7/6 of actual) to reflect a7 pay period quarter 
for comparison with the Apr.- June and July- Sept. quarters 
which included 7 pay periods. 


In addition, 24% of the applications in the second survey 
contained a specific reference to a telephone call that was made 
by the examiner, but did not result in an election being made. 
It was also apparent that some of the requirements were suf- 
ficiently complex to warrant a written communication. 

The applications reviewed in the second survey resulted in 

the conclusion that 9% of the requirements that were made were 
not reasonable on the record that was reviewed (Item 10 -30/ 
319). This compares to 19% (61/320) in the first survey. Of the 
30 cases in which a conclusion of unreasonableness was made, 
the requirement was traversed in 22 (73%) of those cases, not 
traversed in 7 cases (23%), and no response was filed in | case. 
In the 22 cases where the unreasonable requirement was trav- 
ersed, the requirement was withdrawn in 10 cases, not with- 
drawn in 8 cases, and no subsequent action had been made in 
4 cases. In the first survey, 11 unreasonable requirements were 
withdrawn out of 61 made. The survey form on each of the 
unreasonable requirements in the second survey was returned 
and discussed with the Group Director. 
In our opinion, the reasons provided by the examiner for 
insisting upon restriction were not proper (either non-existent 
or based on the wrong criteria) in 18% (Item 5j-57/319) of the 
applications surveyed—compared to 35% in the first survey. In 
many of these cases, the reviewer determined that the require- 
ment was justified, but for reasons which the examiner did not 
set forth in the requirement. 

Our second survey revealed that applicant had traversed the 
requirements in 134 cases (Item 7c), and that where the examiner 
had given another action in those cases (Item 8-98), the reasons 
in the traverse had not been responded to in 30% (Item 8b-30/ 
98) of the cases. This represents a very modest improvement 
of the results in the first survey where 41% (53/128) had not 
responded to the arguments presented in applicants traverse. 

In addition to the statistical results, the survey team met to 
discuss some of the problems observed during the survey. 
Several members of the team again observed that problems were 
more likely to arise where complex requirements involving a 
large number of claims and/or inventions are encountered, and 
where the claim schedule required the application of combina- 
tion—sub-combination criteria to show patentable distinctness 
(MPEP 806.05c—two-way distinctness). Where three or more 
inventions are presented in a single application, it was observed 
that the examiner rarely showed distinctness among all of the 
combinations of groups (e.g. I-II, II-III, I-III). Another obser- 
vation that was frequently made was that many of the problems 
with incomplete requirements could have been avoided by the 
use of the form and associated instructions. 
Further Action: While the second survey indicated that sig- 
nificant improvements have been realized in our pursuit of 
uniformity in restriction practice, we have not achieved an 
acceptable level of performance in several areas. The same types 
of problems predominated in each survey, but are now at a 
reduced level. There is clearly a continuing need for supervisory 
review. 

Supervisors will take the opportunity to emphasize the 
following points to examiners in their Art Units: 


(1) Use of telephone when appropriate to minimize pendency 
time; 

(2) Reasons to support the requirement (to satisfy the criteria 
for independence of patentable distinctness) and reasons 
for insisting upon restriction should be given in each written 
requirement. Mere conclusions are not sufficient; 
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(3) The substance of arguments contained in applicant’s traverse 
should be responded to in the Office action following the 
traverse; 

(4) A showing of two-way distinctness is required in situations 
where combination-subcombination criteria are applicable 
(MPEP 806.05c); and 

(5) Use of appropriate form paragraphs should be encouraged. 


In addition, each Group will review all restriction require- 
ments made in the Group in a pay period at least once every 
six months. 

Finally, review of restriction practice will not be made a 
component part of the Quality Review Program on an ongoing 
basis because of the desirability of identifying problems of this 
type before prosecution is over and the desirability of maintain- 
ing their focus on substantive issues. Of course, the Quality 
Review Staff will continue to bring problems with restriction 
requirements to the attention of the Director when they are 
encountered in the course of their review procedures. 


DONALD J. QUIGG, 
Acting Commissioner of Patents 
and Trademarks. 


[1053 OG 5] 


(96) Revised Practice Re Markush-Type Claims 

This notice deals with Markush-type generic claims which 
include a plurality of alternatively usable substances or 
members. In most cases, a recitation by enumeration is used 
because there is no appropriate or true generic language. In many 
cases, the Markush-iype claims include independent and distinct 
inveations. This is true where two or more of the members are 
so unrelated and diverse that a prior art reference anticipating 
the claim with respect to one of the members would not render 
the claim obvious under 35 U.S.C. 103 with respect to the other 
member(s). 

In applications containing claims of that nature, ihe Examiner 
may require a provisional election of a single species prior to 
examination on the merits. The provisional election will be 
given effect in the event that the Markush-type claim will be 
examined fully with respect to the elected species and further 
to the extent necessary to determine patentability. Should the 
Markush-type claim be found not allowable, examination will 
be limited to the Markush-type claim and claims to the elected 
species, with claims drawn to species patentably distinct from 
the elected species held withdrawn from further consideration. 

As an example, in the case of an application with a Markush- 
type claim drawn to the compound C-R, wherein R is a radical 
selected from the group consisting of A, B, C, D, and E, the 
Examiner may require a provisional election of a single species, 
CA, CB, CC, CD, or CE. The Markush-type claim would then 
be examined fully with respect to the elected species and any 
species considered to be clearly unpatentable over the elected 
species. If on examination the elected species is found to be 
anticipated or rendered obvious by prior art, the Markush-type 
claim and claims to the elected species shall be rejected, and 
claims to the non-elected species would be held withdrawn from 
further consideration. As in the prevailing practice, a second 
action on the rejected claims would be made final. 

On the other hand, should no prior art be found that antici- 
pates or renders obvious the elected species, the search of the 
Markush-type claim will be extended. If prior art is then found 
that anticipates or renders obvious the Markush-type claim with 
respect to a non-elected species, the Markush-type claim shall 
be rejected and claim to the non-elected species held withdrawn 
from further consideration. The prior art search, however, will 
not be extended unnecessarily to cover all non-elected species. 
Should applicant, in response to this rejection of the Markush- 
type claim, overcome the rejection, as by amending the 
Markush-type claim to exclude the species anticipated or 
rendered obvious by the prior art, the amended Markush-type 
claim will be re-examined. The prior art search will be extended 
to the extent necessary to determine patentability of the 
Markush-type claim. In the event prior art is found during the 
re-examination that anticipates or renders obvious the amended 
Markush-type claim, the claim will be rejected and the action 
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made final. Amendments submitted after the final rejection 
further restricting the scope of the claim will not be entered. 
If the members of the Markush group are sufficiently few in 

number or so closely related that a search and examination 
of the entire claim can be made without serious burden, the 
SS Oe ae 
even though they are directed to independent and di 
inventions. In such acase, tao Rnaminorwiiinstteliow @achore 
procedure and will not require restriction. 

This notice supersedes the practice set out in 922 O.G. 1016. 
dated May 1, 1974. 

Although the above practice is now in effect, a rule change 
proposal is also being considered to provide for prosecution of 
multiple inventions in a single patent application by submission 
of additional fees. 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


Oct. 23, 1978. 
[976 OG. 128] 


(97) Unity of Invention Practice in International 
Applications and National Phase 


Entered Under 35 U.S.C. 371 


The purpose of this notice is to set forth procedural guidelines 
for deciding questions of unity of invention which may arise 
in international applications when searched by the United States 
Patent and Trademark Office (USPTO) as an International 
Searching Authority and when examined d 

in the United States as a Designated 
under 35 U.S.C. 371 in connection with the Patent 
Treaty (PCT). 

The May 28, 1986, decision in Caterpillar Tractor Co. v. 
Commissioner of Patents and Trademarks, Civil Action No. 84- 
1212-A, (E.D. Va.) held the Patent and Trademark office 
interpretation of 37 CFR 1.141(b)(2) as applied to unity of 
invention determinations in international was not 
in accordance with the Patent Cooperation Treaty and its 
implementing legislation. In the Caterpillar international appli- 
cation, the USPTO, when acting as an International 
Authority, held lack of unity of invention between a set of claims 
Seen agen eee eee 
drawn to an apparatus (die) for forging such a sprocket. The 
court stated that it was an unreasonable i ion to say that 
the expression “specifically —. as found in PCT Rule 
13.2(ii) means that the process and apparatus can only be used 
with each other as set forth in the Manual of Patent Examining 
Procedure (MPEP) § 806.05(e). 

Therefore, in consi 
International Searching Authority and during the national phase 
as a Designated Office under 35 U.S.C. 371, PCT Rule 13.1 
and 13.2 as interpreted in Caterpillar will be followed when 

SN eee 
without regard to 37 CFR 1.141. No made in 
the restriction practice under 37 CFR 1. 14 14D) and (cyin United 
States national applications filed under 35 U.S.C. 111 outside 
the PCT. Nochange in is being made in regard to claims 
of the same category of invention either in PCT or U.S. national 
applications. Such a change in U.S. national restriction practices 
would require a statutory change in the fee levels to cover the 
additional examining effort required in individual patent 


the national 
after entry 
Cooperation 


PCT Rules 13.1 and 13.2 are reproduced below: 


PCT RULE 13 
Unity of Invention 


ae 
international application shall relate to one invention 
chute 


general inventive concept (“requirement of unity of inven- 
tion”). 


13.2 Claims of Different 


Rule 13.1 shall be construed as permitting, in particular, one 
of the following three possibilities: 
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eee 
the inclusion in the same international application of 

quale cdiaterequetnenediapaliiesadiaaaenia 
ture of the said product, and the inclusion in the same inter- 
national of an independent claim for a use of the 
said product, or 


(ii) in addition to an independent claim for a given process, 
the inclusion in the same international application of an inde- 


process, or 
ee 
inclusion in the same international application of an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of the product, and the inclusion in the same international 
application of an independent claim for an apparatus or means 
specifically designed for carrying out the process. 


PCT Pule 13 only will be applied in the restriction 
asd inaional phase ppicatons entered under 35US.C. 71 
because 35 U.S.C. 372(b)(2) provides that “The 
may cause the question of unity ai tsteaten whe comma 
cules anetian 101 of Ge Gta, within the scope of the require- 
ments of the treaty and the Regulations”. 


Guidelines As to Implementation of Revised a of 
Invention Practice in International 


Applications and 
National Phase Applications Entered Under 35 U.S.C. 371 


(1) The revised practice for international and national phase 
applications will not be used for national applications filed under 
35 U.S.C. 111. 

(2) The revised practice will not affect the treatment of the 
claims of any applications (national or international) where the 


involving, for Markush 
type claims, genus-species, intermediate-final product or 
combination-subcombination situations are not affected for any 


this notice. 

(3) The expression “and as set forth in §§ 1.141” in 37 CFR 
1.481(a) will no longer be considered operative in view of the 
—— ee ae poe poe 

be applicable to U.S. national applications filed 
ender35U.S.C. 111 os they wenn inefiectgulerts tho Cuneliier 
decision and essentially the same as the practice which was in 
ee ey en ee Oe That 
is, practice will continue as set forth in MPEP Chapter 800 as 
modified in 1046 OG 2 for the practice relating to product, 
process of making and process of using. The practice in this 
latter situation is that a three way 
ee eee ae 
ag the requirements of MPEP 
Otherwise, the process 


International Authority 
an a Designed Off ender 8 USC 371. 
(5) The revised practice will apply to all international 
before the PTO as an International 
Authority in which no search report has been issued and in all 
pending national stage applications entered under 35 U.S.C. 371 
in which a holding of lack of unity of invention (requirement 
for restriction) has not been made final by the examiner or 
acquiesced in by the i as of the date of this notice. 
(6) In applying PCT 13 to international applications as 
an International Searching ity and to national phase 
applications under 35 U.S.C. 371, examiners will consider for 
unity of invention all of the claims to different categories of 
invention in the application and will permit retention in the same 
application for searching and/or examination, of claims to the 
categories which meet the requirements of any one of PCT Rule 
13.1(i) to (iii). 
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In view of the court’ $ treatment of the USPTO’ $ distinctness 


(a) an independent claim for a given product and an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of said product. 

(b) an independent claim for a given product and an inde- 
pendent claim for a process of using the said product. 


If the different of claims do not fall within any 
one of PCT Rule 13. 2) t to (iii) or additional combinations (a) 
or (b) above, i.e., they claim more or less cate of invention 
than itted in any one of PCT Rule 13.2(i) to (iii) or 


combination (a) or (b) above, unity of invention may not be 


present. Further, an independent claim for a use in PCT Rule 
13.2(i) and combination (b) above is construed as being limited 
to a claim directed to a process. 

In unity of invention under PCT Rule 13.2(i) 
and (iii) and combination (a) above, the examiner will consider 
the word “specially” which appears before “adapted” to be 
an emphasis word rather than a limitation. In determining unity 
of invention under PCT Rule 13.2(ii), the examiner will consider 
the word “specifically” which appears before “designed” to 
be an emphasis word rather than a limitation. 


Detailed Explanation 


Under PCT Rule 13.2, Unity of Invention as to different 
categories of inventions is covered on the basis of 4 different 
categories of invention. They are: 


A. a product 

B. a process (for manufacture) 

C. a use of the said 

D. an apparatus or means for carrying out the process for 
manufacture. 


PCT Rule 13.2 provides for grouping of certain of these 
different categories of inventions and retaining unity of inven- 
tion. 


i. PCT Rule 13.2(i) provides for grouping claims to: 


A. a product 
B. a process for the manufacture of said product 
C. a use of the said product 


ii. PCT Rule 13.2(ii) provides for grouping claims to: 


B. a process (e.g. for the manufacture of a product) 
D. an apparatus or means for carrying out the said process. 


iti. PCT Rule 13.2(iii) provides for grouping claims to: 


A. a product 
B. a process for the manufacture of the product 
D. apparatus or means for carrying out the process. 


Also permitted by the USPTO are combinations: 


(a) A. a product 
B. a process for the manufacture of said product 


(b) A. a product 
C. a use of the said product 


If an application includes claims to all the categories of 
invention set forth in any one of PCT Rule 13.2(i), (ii), (iii), 
combinations (a) or (b) above, and no additional categories of 
invention are present, unity of invention exists and no additional 
search fees should be required or restriction requirement made. 

For example, if an application contains claims to only a 
process for the manufacture of a product and claims to a use 
of a product and no product claims is present, there is lack of 
unity of invention since the provisions of Rule 13.2(i) do not 
ee 
ent of the use of the product since neither is 
other. Also, if claims to all three categories of Rule 13. Dm 
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are present at the time of the first Office action and all the product 
claims are canceled in the response to the first Office action, 
a requirement for restriction could be made, if appropriate, in 
the second Office action in view of the independent inventions 
remaining in the application. PCT Rule 13.2(i) would no longer 
apply since all three categories of claims would no longer be 
present in the ication. However, the fact that claims to a 
certain category of invention are unpatentable does not affect 
the question of unity of invention provided the unpatentable 
claims are retained in the application. 

Where claims to a category of invention in addition to those 
listed in any one of PCT Rule 13.2(i), (ii), (iii) or combinations 
(a) or (b) above included in an application, unity of invention 
may be lacking between the claims drawn to the categories set 
forth in any one of PCT Rule 13.2(i), (ii), (iii) or combinations 
(a) or (b) above, and the claims to the additional category of 
invention. For example, if an application contained claims to 
a process for manufacture, claims to an apparatus or means for 
carrying out the process and claims to a use of the product 
manufactured, there could be lack of unity of invention. In such 
a situation the examiner should group the claims to the process 
for manufacture and the claims for an apparatus or means for 
carrying out the because unity of these two categories 
exists under PCT Rule 13.2(ii). The claims to the use of the 
product could be separately grouped if the “use” is shown to 
be “independent and distinct” of both the “process for 
manufacture” and the “apparatus or means for carrying out the 
process” as provided in Chapter 800 of the Manual of Patent 
Examining Procedure (MI EP). 

When the claims presented in an application are directed to 
several categories of invention so that more than one 
of PCT Rule 13.2 and combinations (a) or (b) above applies, 
the examiner will inspect the claims to see if the categones of 
invention set forth in PCT Rule 13.2, paragraphs (i), (iii) and 
(ii), and then combinations ade or (b) above are present in the 
application in that order. For example, if the categories of PCT 
Rule 13.2(i) are found in the application, the claims to those 
categories stated in PCT Rule 13.2(i) will be considered as one 
invention and any claims to different categories of invention 
will be reviewed to determine if they are “independent and 
distinct” of all the claims covered in PCT Rule 13.2(i) in 
accordance with isions of 800 of the MPEP. 

Under PCT Rule 13.2 and combinations (a) and (b) above, 
unity will exist where the claims are limited to one invention 
in each category of invention recited. For example, under PCT 


Rule 13.2(i), claims are permitted to one product, one process 


of manufacturing and one use. If multiple products, processes 
of manufacture or uses are claimed, the first invention in the 
category first mentioned in the claims will be considered as the 
elected invention. The first recited invention of each additional 
cate which is related as described in paragraph 7 below with 
the invention as indicated in the previous sentence will be 
considered elected. Accordingly, for example, if multiple 
products are claimed, the first recited product is constructively 
elected and the first recited process, if multiple processes 
adapted for making and/or using the product are claimed, is also 
constructively elected. Any such holding by the examiner will 
be made in the form of a restriction requirement in an application 
entered in the USPTO under 35 U.S.C. 371. Such a restriction 
requirement would be made on the basis of criteria set forth in 
MPEP Chapter 800. Applicant would have the right to traverse 
such a restriction requirement in the response to the Office 
action. 

(7) The inventions recited by the claims of different cate- 
gories must be drawn to related rather than i inven- 
tions. For example, the product as claimed in Rule 13.2(i) 
and combinations (a) and (b) above must be able to be made 
by the claimed process for manufacture and the use claimed 
must be able to use the claimed product. Likewise in PCT Rule 
13.2(ii), the apparatus as claimed must be able to carry out the 

claimed process. In PCT Rule 13.2(iii), the claimed process of 

manufacture must be able to make the claimed product and the 

claimed apparatus or means must be able to perform the claimed 
of manufacture. 

(9) Applica..is should clearly indicate on all ication 
papers filed for entry under 35 U.S.C. 371 and 37 CFR 1.61 
ee oe 371. Otherwise, 

papers will be treated as having been filed under 
35 US.C. 111. 
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(10) Any prior notices or policies relating to unity of inven- 
tion which are inconsistent herewith are superceded to the extent 
they are inconsistent with this notice. 
eS ne 
in due course to adjust the level of the search fees 
and nndonal foes of § 1.445 to recover the cost of 
and examining international applications with claims to different 
categories of invention in a single international application. The 
fees were originally set based on the unity of invention practice 
previously in effect. 
If necessary, additional guidance for processing applications 
under PCT Rule 13 will be issued as experience is gained. 


DONALD J. QUIGG, 
Aug. 15, 1986. i 


[1070 OG 11] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 61231-7086] 


ons Invention and 
Cooperation Treaty (Chapter I it) 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Final Ru 
Summary: The Patent and Trademark Office hereby amends its 
regulations (1) to change the practice in handling unity of 
invention issues in international applications under the Patent 
ion T: (PCT) and those ing the national stage 
under 35 U.S.C. nN pk ne ne 
for patent applicants to proceed under Chapter II of the Patent 
Cooperation Treaty. This rule change is being made because 
(1) the current rules for handling unity of invention issues in 
international applications are not consistent with the court 
decision in Caterpillar Tractor Co. v. Commissioner of Patents 
and Trademarks , 231 USPQ 590 (E.D. Va. 1986), and (2) 
legislation implementing Chapter II of the Patent Cooperation 
Treaty has recently been enacted. The promulgated rules will 
result in (1) the treatment of unity of invention issues in inter- 
ee with the court decision while 
retaining the current practice for national applications filed 
under 35 U.S.C. 111, and (2) procedures adequate a 
to proceed under Chapter II of the Patent Cooperation Treaty. 
- Effective Date: July 1, 1987. 
For Further Information Contact: Louis O. Maassel by tele- 
Ne eee 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
Supplementary Information: This final rule change relates to 
(1) questions of unity of invention which may arise in inter- 
national applications when searched as an International 
Searching Authority and when examined as an Iniernational 
Preliminary Examining Authority by the United States Patent 
and Trademark Office (USPTO) and during the national stage 
in the United States as a Designated Office after entry under 
35 U.S.C. 371 pursuant to the Patent Cooperation Treaty (PCT) 
and (2) procedures to be followed and fees to be paid under 
Chapter II of the Patent Cooperation Treaty. The rule change 
will also increase the amount of the international search fees 
and national fees in international applications in view of 
iceman avetage elie eagtins ty to USFTO teeta of 
changes in the rules relating to unity of invention. No fees are 
being established under 35 U.S.C. 41. 


Background Information 
Unity of Invention 


The May 28, 1986, decision in Caterpillar Tractor Co. v. 
Commissioner of Patents and Trademarks, 231 USPQ 590 (E. 
D. Va., 1986) held that the Patent and Trademark Office inter- 
pretation of 37 CFR 1.141(b)(2) as applied to unity of invention 
determinations in international applications was not in accor- 
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dance with the Patent Cooperation Treaty and its i 

tules. In the Caterpillar international the 

acting as an International Authority, had held lack 

of unity of invention between a set of claims directed to a process 

for fe ne mga ey the me pe 

perm ew be deb nth. - yan @scmemen"enee 
unreasonable interpretation expression 

cally designed” a ound in PCT Rale 13.2) mean ht 

process and apparatus have unity of invention if any 

be used with each other, as set forth in the 


i national stage 

35 U.S.C. 371, wth neler head ae 

unity of invention of claims of different categories 
without regard to the practice in national filed under 
35 U.S.C. 111. Le aap pe nt yw pane 
practice in United States national applications filed under 35 
U.S.C. 111 outside the PCT. No change in practice is being made 
in regard to claims of the same category of invention either in 
PCT international or in U.S. national applications. 
Any such change in U.S. national restriction practice would 
require a statutory change in the fee levels in order to cover 
ee eee ee eee 


already 

USPTO as a result of the notice signed on Aug. 

published in the Official Gazette on Sept. 9, 1986 at 1070 0.G. 
11. The notice of Sept. 9, SS ee 
NT SN SS eee 


The unity of invention practice set forth in PCT Rule 13 will 
be applied in national applications entered under 35 U.S.C. 
371 because 35 U.S.C. 372(b)(2) provides that “The Commis- 
sioner may cause of unity of invention to be 
reexamined under section 121 of this title, within the scope of 
the requirements of the treaty and the . However, 
continuing filed under 35 U.S.C. 111 of interna- 
tional applications under the provisions of 35 U.S.C. 365(c) will 
be subject to the same restriction practice as other United States 
ee 111. However, it is 

that where several i have been 


Implementation of Unity of Invention Practice in International 
Applications and National Stage Applications Entered Under 
35 US.C. 371 


(1) The practice established by these rules for international 
and national stage applications will not be applied to national 
applications filed under 35 U.S.C. 111. 

(2) The practice established by these rules will not affect 


y applications by this 
(3) The criteria of § 1-141 would continue to be 
to U.S. national filed under 35 U.S.C. lllina 
decision 
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process of making the product even though a showing of 
distinctness between the product and process of using the 
product (MPEP 806.05(h)) could be made. This concept is 
included in 1.141(b). 

(4) Under the rules, the criteria of PCT Rule 13.2 will be 
applied when considering unity of invention of claims drawn 
to different categories of invention in international applications 
as an International Searching Authority, International Prelimi- 
nary Examining Authority, and as a Designated or Elected Office 

in international applications which enter the national stage under 
35 U.S.C. 371. 


_ (5) Under the rules, in applying PCT Rule 13.2 to intemna- 
an 


jiminary Examining A ity 

stage vunder 35 U.S.C. 371, examiners will consider 
for ay of invention all of the claims to different categories 
of invention in the application and will permit retention in the 
same application for searching and/or examination, claims to 
the categories which meet the requirements of any one of PCT 
Rule 13.2(i) to (iii). 

Under the rules, the USPTO will also permit in the same 
international or national stage application the following two 


(1) An independent claim for a given product and an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of said product. 

(2) An independent claim for a given product and an inde- 
pendent claim for a process of using the said product. 

Under the rules, if an application contains a combination of 
categories of claims which do not fall within any one of the 
combinations of PCT Rule 13.2(i) to (iii) or additional combi- 
nations (1) or (2) above, i.e., they claim more or less categories 
of invention than permitted in any one of PCT Rule 13.2(i) to 
(iii) or combination (1) or (2) above, unity of invention may 
not be present. 

Further, an independent claim for a use in PCT Rule 13.2(i) 
and combination (2) above will be construed as being limited 
to a claim directed to a process of using. In determining unity 
of invention under PCT Rule 13.2(i) and (iii) and combination 
(1) above, under the rules, the examiner will consider the word 
“specially” which appears before “adapted” to be an emphasis 
word rather than a limitation. In ining unity of invention 
under PCT Rule 13.2(ii), the examiner will consider the word 
“specifically” which appears before “designed” to be an 
emphasis word rather than a limitation. 

Under the rules, if an application includes claims to all the 
categories of invention set forth in any one of PCT Rule 13.2(i), 
(ii), (iii), combinations (1) or (2) above, and no additional 
categories of invention are present, unity of invention will exist 
and no additional fees will be required or restriction requirement 
made. 

For example, if an application contained claims to only a 
process for the manufacture of a product and claims to a use 
of a product and no product claim is present, there will be lack 
of unity of invention since the provisions of Rule 13.2(i) do not 
apply because claims to all categories of invention set forth in 
PCT Rule 13.2(i) are not included in the application and the 
process for manufacture of a product is independent of the use 
of the product since neither is t on the other. Also if 
claims to all three categories of PCT Rule 13.2(i) were present 
at the time of the first Office action in a national stage application 
ee in the first Office action, 

t for restriction could also be made, if appropriate, 
“ view of independent inventions being in the application 
without an allowable linking (product) claim. 

Under the rules, where claims to a category of invention in 
addition to those listed in any one of PCT Rule 13.2 (i), (ii), 
(iii) or combinations (i) or (2) above are included in an 
application, unity of invention may be lacking between the 
claims drawn to the combination of the categories of invention 
set forth in any one of PCT Rule 13.2(i), (ii), or (iii) or 
combinations (1) or (2) above, and the claims to the additional 
category of invention. For example, if an application contains 
claims to a process for manufacture, claims to an apparatus or 
means for carrying out the process and claims to a process of 
using the product manufactured, there could be lack of unity 
of invention. In such a situation the examiner should group the 
claims to the process for manufacture and the claims for an 
apparatus or means for carrying out the process because unity 
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of these two categories exists under PCT Rule 13.2(ii). The 
claims to the use of the product can be separately grouped if 
the “use” is shown to be “independent and distinct” of both 
the “process for manufacture” and the “ 
for carrying out the process’’ as provided in 
Manual of Patent Examining Procedure (MPEP). 
When the claims icati 


or means 
800 of the 


in an are directed to 
several categories of invention under the rules so that more than 
one paragraph of PCT Rule 13.2 and combinations (1) or (2) 
above applies, the examiner would inspect the claims to see if 
the categories of invention set forth in PCT Rule 13.2, para- 
graphs (i), (ii) and (iii), and then combinations (1) or (2) above 
are present in the application in that order. For example, if the 
categories of PCT Rule 13.2(i) are found in the application, the 
claims to those categories stated in PCT Rule 13.2(i) will be 
considered as one invention and any claims to different cate- 
gories of invention will be reviewed to determine if they are 

“independent and distinct” of all the claims covered in PCT 
Rule 13.2(i) in accordance with the provisions of Chapter 800 
of the MPEP. 

(6) Under PCT Rule 13.2 and combinations (1) and (2) above, 
unity will exist where the claims are limited to one invention 
in each category of invention recited. For example, under PCT 
Rule 13.2(i), claims are permitted to one product, one process 
of manufacturing the product and one use of the product. If 
multiple products, processes of manufacture or uses are claimed, 
the first invention in the category first mentioned in the claims 
would be considered as the elected invention under the rules. 
The first recited invention of each additional category which 
is related to the first invention as indicated in the previous 
sentence will be considered elected. Accordingly, for example, 
if multiple products are claimed, the first recited product will 
be considered to be constructively elected and if multiple 
processes adapted for making and/or using the product are 
claimed, the first recited process will also be constructively 
elected. Any additional inventions of the same category will be 
subject to payment of additional fees during the international 
stage. In a national stage application submitted under 35 U.S.C. 
371 any such holding by the examiner will be made in the form 
of a restriction i t. Such a restriction requirement will 
be made on the basis of criteria set forth in MPEP Chapter 800. 
Applicant will have the right to traverse such a restriction 
requirement in the response to the Office action. 

(7) Inventions of different categories, to have unity of 
invention, must be related rather than independent inventions. 
For example, the product as claimed in PCT Rule 13.2(i) and 
combinations (1) and (2) above must be capable of being made 
by the claimed process for manufacture or being used in the 
claimed process of use. Likewise in PCT Rule 13.2(ii), the 
apparatus as claimed must be capable of carrying out the claimed 
process. In PCT Rule 13.2(iii), the claimed process of manu- 
facture must be capable of preparing the claimed product and 
the claimed apparatus or means must be able to perform the 
claimed process of manufacture. 

(8) Under §§ 1.494 and 1.495, applicants must indicate on 
all application papers filed for entry under 35 U.S.C. 371 that 
the filing is being made under 35 U.S.C. 371. Otherwise, the 
application papers will be treated as having been filed under 
35 U.S.C. 111. 


Patent Cooperation Treaty, Chapter II 


The Patent Cooperation Treaty became effective for the 
United States on Jan. 24, 1978. The United States, however, was 
one of six countries (out of the 40 countries who have ratified 
many gg ho cteepcnee yr s  p/ 
by Chapter II. The document removing the reservation as to 
Chapter II was deposited with the Director General of the World 
Intellectual Organization on Apr. 1, 1987. Accord- 

ingly, Chapter II of the Treaty for the United States of America, 
Pub. L. 99-616 and these final regulations become effective 3 
months later on July 1, 1987. 

Chapter I of the Patent Cooperation Treaty provides a 


member countries in which the applicant desires 
patent protection. Filing an international application has the 
same effect as filing a separate application in all designated 


nating those 
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member states with respect to the filing date. In addition, by 
tiling an international application, the applicant does not have 
to incur the expenses associated with national i 


Treaty 

further benefits for the applicant. First, an additional 10 months 
is allowed, for a total of 30 months from the priority date of 
the international application, before the applicant must decide 
whether to proceed with national patent prosecution in the 
elected countries. Second, the applicant is provided with an 
international preliminary examination report. In contrast to the 
international search report, which provides citations of prior art 
pertinent to the invention, the international preliminary exami- 
nation report is a non-binding opinion from an International 
Preliminary Examining Authority as to whether the invention 
is novel, involves an inventive step (is non-obvious), and is 
industrially applicable. A preliminary examination report will 
be established within 28 months from the priority date. This 
preliminary examination report, together with the additional! 10 
a cashabebne to dosidiunteqheeedetindadendinenenton 
is required, places the applicant in a better position to consider 
commercial factors associated with the invention and to decide 
whether to pursue patent protection in the various elected 
countries. 

To take advantage of these benefits provided by Chapter II, 
an applicant must file a “Demand” for a preliminary exami- 
nation in an appropriate International Preliminary 
Authority prior to the expiration of the 19th month from the 
priority date and pay certain fees. The final rules establish the 
amounts of some of the necessary fees and procedures under 
Chapter II and also group all the rules unique to international 
applications in a separate area of the regulations. The rules fall 
into three groups: (1) those directed to procedures under Chapter 
I, (2) those directed to procedures under Chapter II, and (3) those 
directed to entering the national stage under 35 U.S.C. 371. 


Changes From the Proposed Rules 


In § 1.475, a new paragraph (f) has been added which sets 
forth in the rules the exact wording of PCT Rule 13. PCT Rule 
13 was included in the rules as a footnote. The 
incorporation of the wording of PCT Rule 13 into § 1.475(f) 
will make it easier to refer to and easier to locate. Sections 1.475, 
1.476, 1.487 and 1.499 are also changed to refer to § 1.475(f) 
rather than footnote 1. 

In § 1.480(c), the wording has been clarified by adding a 
reference to the election of the United States. 

Section 1.484(f) has been modified from the proposal to 
permit more than one interview in those situations where the 
examiner considers that an additional interview would be 
helpful. 

In § 1.485, paragraph (b) has not been included since the 
substance thereof is set forth in § 1.484(d). 

In § 1.492(a)(2) and (3), “i” has been deleted in order to 
refer to both § 1.445(a)(2)(i) and (ii). 

An additional paragraph (a)(4) has been added to § 1.492 
and an additional paragraph (b) has been added to § 1.496 which 
provide for a substantially reduced national fee and special 
procedure, respectively, where the application has satisfied the 
requirements of novelty, inventive step (non-obviousness) and 
industrial applicability before the United States International 
Preliminary Examining Authority as to the identical claims 
whieh ao in the egy ication of Go ectend cigs is Ge Rat 
and Trademark Office. Amendments during subsequent prose 
eotien Gil eaty ba peeained $0 eoepuess @ on enanadts 
rejections or objections. Thus, no new claims are permitted. 
Therefore, most of such cases will require little or no prosecution 
to <a the requirements for patentability. The title of § 1.496 
has been broadened in view of the new paragraph (b) and 
proposed § ae ee oles Coe 

In §§ 1.494 and 1.495, an additional paragraph has been 
added to indicate the date of abandonment of an international 
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aplication as to the United States if the requirements of 35 U.S.C. 
371(c) are not timely fulfilled. 


Response to Comments Received 


Specific comments were received on several of the proposed 
Tules, particularly those relating to unity of invention and fees. 
Sixteen letters submitting written comments were received. Oral 


thereto appear below with responses thereto. 
Comment: 

A question was raised as to whether the deadline for filing 
a continuing application under 35 U.S.C. 365(c) and 120 was 
20 or 22 months under Chapter I and 30 or 32 months under 
Chepter I. 

Reply: 

The Patent and Trademark Office considers the international 


to the expiration of the 19th month from the priority date and 
until the 32nd month from the priority date if a Demand for 
International Preliminary Examination which elected the United 
States of America has been filed prior to the expiration of the 
19th month from the priority date provided that a of the 
application has been communicated to the Patent 
within the 20 or 30 month period, 
——- If a copy of the international application has not 
communicated to the Patent and Trademark Office within 
period respectively, the international 
application abandoned as to the United States 20 or 
30 months from the priority date respectively. These periods 
have been placed in the rules as paragraph (h) of § 1.494 and 
Fe a ee A continuing application under 35 
U.S.C c) and 120 may be filed anytime during the pendency 
of the international application. 
Comment: 

A comment was received the situation where a 
continuing eputieation is ted enter 38 US. 36S(c) of an 
international application which claims priority of an earlier filed 
foreign application as to (1) whether the applicant must spe- 


aie hie 
becomes 


TO a ee ee 


to file a certified copy of the priority application in the continuing 
— 


As to item (1), it is necessary under the statute for the 
En ON ee 
erwise there is no indication that such benefit is desired in the 
continuation and the information may not be present for printing 
of any subsequent patent. 

As to item (2), the certified copy of the priority 
communicated by the International Bureau 


application 
pvlactd ra folder 
ppg serial number unless the national stage 


is entered. Such folders are disposed of if the national stage is 
not entered. Therefore such certified copies may not be available 
if needed later in the prosecution of a continuing application. 
An alternative would be to physically remove the priority 
documents from the folders and transfer them to the continuing 
application. The resources required to request transfer, retrieve 
the folders, make suitable record notations, transfer the certified 
pn me teeter fy nemeed nee by rb ne A 
applications is substantial. Accordingly, the priority documents 
in folders of international applications which have not entered 
the national stage may not be relied on. 

Comment: 

One comment raised the a continuing 
application filed under 35 U.S.( "11 and entitled to the benef 
of a prior international the United States 
under 35 U.S.C. 365(c) and Se eee se, 
unity practice of § 1.499 or the national restriction practice under 
§ 1.141. 
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Reply: 

y application filed under 35 U.S.C. 111 would be 
subject to the national restriction ice as set forth in § 1.141 
and Chapter 800 of the Manual of Patent Examining Procedure. 
Only those international applications entering the national stage 
under 35 U.S.C. 371 and § 1.494 or § 1.495 would be subject to 
the unity of invention practice set forth in § 1.499. 

Comment: 

Five comments were made to the effect that the unity practice 
set forth in the rules was not consistent with the unity of invention 
criteria currently under discussion in the WIPO “harmoniza- 
tion” treaty meetings. 

Reply: 

At the present time there appears to be no agreed upon unity 
practice in the harmonization meetings. Only a discussion docu- 
ment has been prepared by WIPO. The Patent and Trademark 
Office is currently making a very intensive study of ae 4 
invention in the United States, Japan and the 
Office. The practice which may result from this as a 
subsequent discussions is also not clear at this time. For these 
reasons as well as the fee implications of such a change, it is 
considered preferable to proceed with a clarification of the unity 
of invention practice which is to be used as part of the regulations 
for use by patent applicants and examiners at this time and, if 
modification of the practice is required in the future, 
changes in the law and the rules will be made at that time. 
Comment : 


Two comments argued that the difference in treatment of 


unity of invention is contrary to 35 U.S.C. 372(a). 
Reply: 
35 U.S.C. 372(a) states: 


All questions of substance and, within the scope of the requirements of 
the treaty and Regulations, procedure in an international application 
designating the United States shall be determined as in the case of national 
applications regularly filed in the Patent and Trademark Office. 


This section is interpreted as relating only to substantive 
questions of patentability which includes matters such as the 
definition of prior art. See PCT Article 27(5). If section 372(a) 
were interpreted to include items other than those relating to 
substantive questions of patentability, items such as require- 
ments to obtain a filing date would be included. Clearly, an inter- 
national application must only meet the filing date requirements 
of PCT Article 11(1) even though a U.S. national application 
must meet the requirements of 35 U.S.C. 111. 

Comment: 

One comments emma, Nayar S. rules should 
define prior art for PCT purposes and also the manner of issuing 
— Preliminary Examination 
Reply: 


Prior art for PCT purposes is already defined in PCT Rule 
64 and the procedures are set forth in PCT Rules 66 and 70. 
Torepeat the substance of these PCT rules in the U.S. rules would 
be duplicative and possibly lead to different interpretations if 
different wording was used. 

Comment: 

One comment inquired whether the International Preliminary 
Examining Report was binding on a USPTO examiner in the 
national stage. 

Reply: 

An International Preli Examination Report is not 
binding on a USPTO examiner mie he pent agp States 
that the “objective of the international preliminary examina- 
tion is to formulate a preliminary and non-binding opinion.” 
Since the USPTO has had no experience with International 
Preliminary Examination Reports prepared by foreign offices, 
as well as foreign offices having no experience with Reports 
prepared by the USPTO, the degree of reliance on such Reports 
in the national stage cannot be determined at the time. 
Studies underway with the European Patent and the 
Japanese Patent Office inventive and other 
matters and experience with Reports from other International 
Preliminary Examining Authorities af be helpful in further 
addressing this question in the future 
Comment: 

Two comments were received asking why § 1.141(b) was 
being changed since there was no change in U.S. restriction 
practice. 
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Reply: 

No change is being made in U.S. restriction practice in 
applications filed under 35 U.S.C. 111. The amendments to 
§ 1.141 basically delete expressions used in the Patent Coop- 
eration Treaty which are not used in U.S. national practice. The 
criteria deleted from § 1.141(b) still remain in Chapter 800 of 
the Manual of Patent Examining Procedure. 

Comment: 

One comment was made that any interpretation by the PTO 
of the PCT Unity language will carry over to the Harmoniza- 
tion Treaty. 

Reply: 

The U.S. delegation to the WIPO harmonization meetings 
has several times requested that guidelines be prepared for 
consideration with the Unity of Invention Article and Rules. Any 
interpretation of future treaty wording would be controlled by 
the guidelines. 

Comment: 

Three comments were received that the PTO is attempting 
to promulgate a variation of PCT Rule 13 which is contrary to 
the Caterpillar decision because the U.S. rules are not identical 
in scope with PCT Rule 13. 

Reply: 

The U.S. rules relating to Unity of Invention are considered 
to be in accordance with PCT Rule 13 and the Caterpillar 
decision. Rules 1.475, 1.487 and 1.499 are not identical with 
PCT Rule 13.2 because the U.S. rules are somewhat broader 
because additional combinations are included. The U.S. rules 
are also consistent with the Caterpillar decision because this 
decision related only to the interpretation of the expressions in 
PCT Rule 13.2. 

Comment: 

One comment inquired as to the amount of the handling fee. 
Reply: 

The amount of the handling fee is set forth in the SCHEDULE 
OF FEES ing at the end of the PCT Rules. These fees 
are stated in Swiss Francs. The current amount for the Handling 
Fee is 200 Swiss Francs. The amount in U.S. dollars will be 
established by the Director General based on the current 
exchange rates as provided in PCT Rule 57.2(c). 

Comment: 

One comment proposed that a rule be implemented under 
which an examiner must complete the first written opinion 
within two months of the filing of the Demand. 

Reply: 

Although the Office will expect an examiner to begin the 
International Preli Examination as early as possible after 
receipt, delay in issuing the written opinion may occur because 
the International Preliminary Examination fee was paid later 
than the filing of the Demand under PCT Rule 58.2, the 
application contains defects in form or contents or the appli- 
cation lacks unity of invention. Thus, such a rule would not be 
appropriate. 

Comment: 

One comment questioned the need to re-impose restriction 
(holding of lack of unity of invention) if a linking claim is not 
allowable 
Reply: 

There is no mandatory requirement that the examiner impose 
a holding of lack of unity if the linking claim is shown to lack 
novelty and inventive step. However, if such a possibility did 
not exist, applicants could present broad claims to entire 
classes of inventions and thereby prevent any subsequent 
holding of lack of unity by the examiner. 

Comment: 

One comment suggested that applicants in national patent 
applications be allowed to take advantage of the PCT unity 
peony by paying a surcharge. 

Such a fee is not provided for under 35 U.S.C. 41 and would 

to require legislative action. 


that the increases in the search 
| or inconsistent with the spirit of the 
Patent and Trademark Office Authorization Act passed by 
a ee 
eply: 
The Patent and Trademark Office Appropriations Act (Public 
Law 99-607) at Sec. 3(b) states. 
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(b) PATENT FEES.—The Commissioner of Patents 
and Trademarks may not, during fiscal years 1986, 
1987, and 1988, increase fees established under section 
41(d) of title 35, United States Code, except for purposes 
of making adjustments which in the aggregate do not 
exceed fluctuations during the previous 3 years in the 
Consumer Price Index, as determined by the Secretary 
of Labor. The Commissioner also may not establish ad- 
ditional fees under such section during such fiscal years. 


The legislative history also makes clear that the prohibition 
against fee increases relates only to those fees established under 
section 41 (d) and indicates that fees for new types of p i 
services, or materials are not prohibited. The in the 
appropriation suthorization i etritly lmnisod t foes established 
under 35 U.S.C. 41(d) and does not affect the authority of the 
Commissioner to set fees under the Patent Cooperation Treaty. 
Note 35 U.S.C. 376 which authorizes the Commissioner to set 
fees for both the international and national stages. The new 
services relating to unity of invention are clealry not within the 
scope of the appropriation authorization restriction. 
Comment: 

Three comments stated that the $100 fee increase for an 
international search is clearly excessive. 

Reply: 

The increase in the search fee is to recover the average 
tions with claims to more inventions than were permitted when 
the current search fees were established. The increase is estab- 
lished also to provide for an expected higher percentage of 
international applications containing claims to more than one 
category of invention. If experience shows these expectations 
were in error, fees will be adjusted in the future. 

Comment: 

One comment stated that the increase in the international 
search fee was not justified by Caterpillar Tractor Co. v. 
Commissioner of Patents and Trademarks, 231 USPQ 590 (E. 
D. Va. 1986) which merely clarified an aspect of existing law 
and did not change it. 

Reply: 

The decision in the Caterpillar case indicated that the Office’s 
er ee eee 
fee was were too strict in construing the language 
ee ee 
terms of the Treaty. Fees under the Patent Cooperation Treaty 
were set based on pre-Caterpillar i some of PCT Rab 
13.2 by the Patent and Trademark . Since such broader 
criteria require a more extensive search than that on which the 
search fee was previously calculated, an increase in the search 
fee is necessary to cover the cost of the additional search required 
under the broader criteria in accordance with the Caterpillar 
decision. 

Comment: 

One comment stated that the increase in the international 
search fee penalizes an applicant presenting clearly a single 
invention. 

Reply: 

A broadening of the interpretation of unity of invention and 
ae tS nmr ee em 
ee ee being required. 
A more narrow interpretation of unity of invention permits a 
lower average fee and would tend to benefit applicants with a 
clearly single invention. The decision and majority 
ee ee 
of unity of invention. Testimony at the hearing 
mas amma, sian ermaae aaa ta ait 


ee 
poem joe: ny mepenn creations 
be amended by’ adding a further sentence 


If, after receipt of any response to the written 
opinion, the Examiner is of the opinion that some or 
all of the claims are not patentable, the Examiner shall 
claim modification to properly define the invention. 


any 4 
Article 35(2). Furthermore, the time limits for issuing an Inter- 
national Preliminary Examination Report are such that there may 
not be sufficient time in most cases to issue a second 


One comment suggested that § 1.484(f) be amended to read: 


An applicant will be permitted at least [no more than] 


during the non-extendable time limit for response by the 
applicant to the written opinion. 


Reply: 

A less restrictive interview policy has been incorporated into 
§ 1.484(f). The period for an interview cannot be delayed until 
the 27th month from the priority date since this is the time at 
which the examiners will be required to their Reports 
in order to allow time for reviews fale 
Comment: 

One comment proposed that § 1.485 be amended as follows: 


The time limit for response in a written opinion of 
the International may 


Preliminary Examining Authority 
not be extended to expire beyond 27 months from the 
priority date, without the permission of the Group Di- 
rector. 


Reply: 

No need is seen to limit the end of the response period to 
the end of the 27th month since the period will be set by the 
examiner when a written is mailed. The time limit cannot 
be extended (§ 1. i Prstminary Examination Report win 2 
the International Preliminary Examination 


months from the priority date. The time limits 
a written opinion are set forth in PCT Rule 66.24). 
Comment: 

Two written comments and the oral testimony indicated that 
ane ne! sens. ven emis he al ee | 
less after an international search and preliminary examination. 

The small $40.00 reduction in national stage fees is criticized 
as too small and a token fee of $40-$50 is stated as being more 
reasonable. 

Reply: 

The fees are based on an adjustment of the U.S. filing fee 
based on estimated additional work or savings. However, in view 
of the comments, an additional basic nation fee level has been 
eS eee ee 
Trademark Office has established an International 
Examination Report which indicates that all the claims 
tne maton stag have satisfied he citeaof PCT Arcles 311 
to (4). Current studies of the benefit of having PCT search 

authorities 


examiner to eliminate any part of the national search. 
Comment: ie 


One comment reciprocal treatment should 
for benefits given U.S. bn ah 


hoy 
eply: 

Although the European Patent Office offers a 20% reduction 
of oly the teach fee potion of 8 naional Sage ent fen 
the resulting fee of a under $1000 at current 
rags, pp ay ny qe ape — 
fee. In Ji the national fee Se 

currently 26,000 yen (a little under Suess chohenep 
pul dspdsalehaman cmamanmteeeeiinede 
a ee ee 
—— . 
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one written opinion and providing additional opportunity for 
the applicant to communicate with the examiner. 
R 

KX. proposed tules (§ 1.484) have been modified to provide 
for a less restrictive interview tice. examiner should 
permit interview(s) during the time limit for response to the 
written opinion where such interviews would be useful and time 
is available to permit issuance of the International Preliminary 
Examination Report prior to the deadline of 28 months after 
the priority date. 

Although nothing in the rules limit the proceedings to one 
written opinion, most demands are expected to be filed near the 
end of the 19th month deadline. Preparation of the first written 
opinion may be delayed because the fees were not paid at the 
time of filing the Demand, formal errors are found in the 
documents or unity of invention is lacking. The time limits for 
a reply to the first written opinion will normally be set at 2 
months, although 3 months may be given where the time limit 
jae iimaman adh dheeteecnenie Sueute Response 

ith month will allow the examiner 2 months to prepare 
the International Preliminary Examination Report. 

However, a Demand may be filed much earlier than 19 
months from the priority date and International Preli 
Examination may begin early as provided for in PCT Rule 
69.1(b). Where time and other circumstances permit, a second 
written opinion may be provided, possibly with a one month 
time limit for reply. 

Comment: 

One comment stated that proposed § 1.485(b) is a duplica- 
tion of § 1.484(d). 

Reply: 

Proposed paragraph (b) has been deleted in final rule 1.485. 
Comment: 


One comment stated that procedures for the manner of 


issuing International Preliminary Examination Reports should 
be set forth in the U.S. rules. 

Reply: 

Items already specifically covered in the PCT articles and 


rules are not needed in U.S. rules. The agreement with WIPO 
also regulates these matters as do the PCT search and preliminary 
examination guidelines. 

Comment: 

One comment stated that the treatment of the International 
Preliminary Examination Report (IPER) by the USPTO at the 
national stage is not clear. 

Reply: 

The IPER will be considered along with other relevant 
information when conducting a national examination for pat- 
entability. PCT Article 33(1) indicates that the objective of the 
ee Preliminary Examination Report is to formulate 

liminary and non-binding opinion; it is not binding on any 

. Any new questions relating to patentability may be raised. 
Conmnent: 

One comment stated that a dual standard of unity defies logic. 


Reply: 

The dual standard is necessary since the fees for patent 
applications filed under 35 U.S.C. 111 were set based upon an 
application being limited to one invention as defined at the time 

fees were set which differs from the interpretation of unity 
under PCT required in view of the Caterpillar decision. 
Comment: 

One comment stated that if additional PCT international 
search fees are required they should be made by statutory 


The Commissioner is authorized by statute (35 U.S.C. 376) 
to set the national fee for PCT origin applications. Any c 
in national restriction practice for applications filed under 35 
U.S.C. 111 would be made only after statutory change. 
Comment: 

One comment indicated that in view of the Caterpillar 
decision holding the Office interpretation of “specifically 
designed” to be an unreasonable interpretation, the Office is 
Roe ing a double standard. 

e 

U.S. national law under 35 U.S.C. 121 does not require a 
consideration or interpretation of “specifically designed” to be 
made. This must only be made in PCT cases and those entering 
the national stage under 35 U.S.C. 371. 
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Discussion of Specific Rules 


Section 1.8 is amended to indicate clearly that the certificate 
of mailing procedures thereunder may not be used for the filing 
of papers and fees relating to international applications. It should 
be noted that the provisions of § 1.10 regarding the filing of 

or fees by “Express Mail” apply to all papers and fees 
to be filed in the Patent and Trademark Office, including those 
relating to international applications. 

Section 1.61 “Filing of applications in the United States of 
America as a Designated Office” is removed and the substance 
thereof moved to new § 1.494. Section 1.70 “Oath or decla- 
ration under 35 U.S.C. 371(c)(4)” is removed and the substance 
thereof moved to new § 1.497. These moves result in the rules 
relating to the international applications entering the national 
stage being located in a single area of the rules. 

Section 1.101 is amended to remove the discussion of the 
order of examination for international applications entering the 
national stage, which is covered by new § 1.496. 

Section 1.141 is amended to basically return the rule to its 
wording prior to the 1978 rule change implementing the Patent 
Cooperation Treaty and will be directed solely to national 
applications. This will avoid confusion with PCT Rule 13.2 
which was interpreted by the court in Caterpillar Tractor Co. 
v. Commissioner of Patents and Trademarks, supra, to have a 
different meaning than intended in present § 1.141. It does, 
however, retain for applicants the ability to claim a “reasonable 
number” of species rather than only 5, which limit existed prior 
to the 1978 rule change. Paragraph (b) continues the i 
stated in the Official Gazette notice of Aug. 1, 1984 published 
at 1046 O.G. 2. Unity of invention in international applications 
before the USPTO as an International Searching Authority under 
Chapter I of the Patent Cooperation Treaty is covered by § 1.475. 
Unity of Invention before the USPTO as an International 
Preliminary Examining Authority under Chapter II of the Patent 
Cooperation Treaty is covered by § 1.487. Unity of invention 
in international applications entering the national stage under 
35 U.S.C. 371 is covered by § a. 

Section 1.401 is amended to include the definition of some 
terms used for Chapter II of the Patent Cooperation Treaty. 

Section s1.414 is amended to include reference to the United 
States Patent and Trademark Office functioning as an Elected 
Office under Chapter II of the Patent —— Treaty as well 
as a Designated Office under Chapter I. 

Section 1.416 is added to indicate and describe the function- 
ing of the United States Patent and Trademark Office as an 
International Preliminary Examining Authority under Chapter 
II of the Patent ration T! 

Section 1.431 and 1.432 are amended, in accordance with 
PCT Rule 15.4(b)(ii) and amended 35 U.S.C. 361, to indicate 
that the time limit for payment of the designation fee is one year 
from the priority date or one month from the date of receipt 
of the international application if that one month time limit 
expires after the expiration of one year from the priority date. 

Section 1.445 is amended to increase the amount of the 
international search fees to provide for recovery of the average 
additional cost of processing applications with claims to more 
inventions than were permitted under the unity of invention 
criteria used when the previous international search fee amounts 
were established. The amounts for national stage fees are 
removed from § 1.445 and are now set forth in § 1.492. 

The international search fee and national fees were previ- 
ously established based on the effort and cost to the Office of 
searching and examining a single invention as defined by the 
United States Patent and Trademark Office prior to the decision 
in the Caterpillar case. Since additional effort will be required 
to search and examine an average application under the new 
rules defining unity of invention, the average international 
search and national fee must also be increased to cover the 
additional cost to the Office. 

Section 1.475 “Changes in person, name, or address of 
applicants,” is redesignated as § 1.472 to allew the grouping 
of rules into PCT Chapter I, PCT Chapter II and national stage 
related rules. No change other than redesignation is made. 

A new § 1.475 is added to relate to unity of invention before 
the International Searching Authority. (a) clearly 
indicates that PCT Rule 13 is to be followed in all such cases 
and (b) adds combinations acceptable under unity 
of invention in addition to those set forth in PCT Rule 13.2. 
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pir wpe bce vad adh nin pena Pager 
addition to the combinations speci in © Pas 

Gag Gi) edunge to seeatonsin chieartaas eee en taventen 
of the same category of invention is recited in an international 
application. Paragraph (¢) makes clear that inventions of dif- 
ferent categories must be related, rather than independent, for 
unity of invention to exist. Paragraph (f) sets forth PCT Rule 
13 for the convenience of patent applicants. 

Section 1.481, regarding determination of unity of invention 
before the International Searching Authority, is redesignated as 
§ 1.476 and amended to delete reference to § 1.141 from para- 
graph (a). 

Section 1.482 is redesignated as § 1.477 and amended to 
make clear in the title that it deals with protests to findings of 
lack of unity of invention before the International Searching Au- 
thority. The amendment to paragraph (b) corrects an error in 
referring to another of the section. 

A new § 1.480 is added to deal with the Demand for an 
international preliminary examination. Paragraph (a) indicates 
that a Demand is required to be filed to obtain an international 
preliminary examination and that the preliminary examination 
fee of § 1.482(a)(1) and the handling fee of § 1.482(b) are due 
at the time of filing of the Demand. If the fees are not paid at 
the time of filing of the Demand, the United States Patent and 
Trademark Office acting as an International Preli 
Examining Authority will provide an opportunity to pay the fees 
in accordance with PCT Rules 57.4 and 58.2. 

Paragraph (b) of § 1.480 specifies that the Demand must be 
made on a standardized form as required by PCT Rule 53.1 and 
that such forms are available from the United States Patent and 
Trademark Office. 

Paragraph (c) of § 1.480 specifies that, if the Demand is made 
prior to the expiration of the 19th month from the priority date, 
the provisions of PCT Article 39 and § 1.495 shail apply to allow 
entry into the national stage prior to the expiration of 30 months 
after the priority date. The final rule has been c to add 
reference to the election of the United States. If the Demand 
is not filed prior to the expiration of the 1°th month from the 
priority date, the provisions of PCT Article 22 and § 1.494 shall 
apply to allow entry into the national stage prior to the expiration 
of 20 months after the priority date. 

Paragraph (d) of § 1.480 indicates that withdrawal of a proper 
Demand will not entitle applicant to a refund of the preliminary 
examination fee even if no claims are found that can or will 
be searched (PCT Article 34(4)(a)). A Demand that is so informal 
that it would be considered under the PCT Rules as if it had 
not been submitted will not be considered a proper Demand 
under the rule. A change in purpose after the filing of a Demand 
will not entitle an applicant to a refund of the preliminary 
examination fee. PCT Rule 57.6 states that in no case shall the 
handling fee, or any supplement to the handling fee, be refunded. 

A new § 1.482 is added to specify the international prelimi- 
nary examination fees. Paragraph (a) sets a lower fee for the 
international preliminary examination where an international 
search fee has been paid on the i application to the 
United States Patent and Trademark Office as an International 
Searching Authority. (a) also sets a lower additional 
preliminary examination fee for the preliminary examination of 
additional inventions found in the international application 
where a supplemental search fee has been paid on the interna- 
tional application to the United States Patent and Trademark 
Office as an International Searching Authority. (b) 
indicates that the handling fee is prescribed in PCT Rule 57 and 
any necessary supplement to the handling fee shall be pai 
directly to the International Bureau in accordance with PCT Rule 
57.1(b). 

A new § 1.484 is added to describe the conduct of interna- 
tional preliminary .examination. The rule describes that, if 
necessary, a written opinion will be established after consid- 
eration of any defects in accordance with PCT Rule 66.2 and 
after an examination to determine if the claimed invention has 
novelty, involves an inventive. step (is non-obvious) and is 
industrially applicable. A written opinion prior to the interna- 
tional preliminary examination report would not be necessary 
if the international does not contain any defects as 
mentioned in PCT Rule 66.2 and if all claims are found to be 
novel, involve an inventive step (non-obvious) and are indus- 
trially applicable. The written opinion will set a time limit for 
applicant to respond in accordance with PCT Rule 66.2(d). The 
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time limit for reply will normally be two months but will be 
three months where the time limit will expire prior to 25 months 
from the priority date. The time limit may not be extended due 

under r II of the Patent 


personal 

sete, Aaliteddl tumttous on castaadiie Witmaomeiand 
Additional interviews if the examiner 
determines that it would be helpful. Additional interviews will 
be governed, in part, by the time remaining before the time for 
issuance of the international preli examination report. 
The period during which the interview(s) can be held is limited 
by the non-extendable time limit for response by the applicant 
to a written opinion. Although nothing in this or any other rule 
limits the number of written opinions which may be established 
prior to the International Preliminary Examination Report, in 
most cases time will limit the number of written opinions to one. 
A new § 1.485 is added to deal with amendments by applicant 


generally 
51475 regarding rocesing before he Inerationl Search 


wiser 5 Lee bs cited to on Seth baw the Rimmetene 
ie neta ally of beanies ane al 
determinations regarding the unity of invention criteria of 
1.487. 


New § 1.489 sets forth the procedures to be followed by an 


i with the holding of lack of unity of invention 
or why the required additional fees are excessive. This rule is 
in accordance with PCT Rule 68.3(c). 

New § 1.491 is added to define the start of the national stage 
Section 1.491 is the first rule in a new group of rules i 
Sa d 


" Seow’ 10 tp abies wm ete Obie abd be 
international applications entering the national stage under 35 
U.S.C. 371. The basic national fee is set forth in (a) 
at four levels to reflect the benefit that the United States I 
and Trademark Office will derive from having 
conducted an international preliminary examination or an 
international search. In § 1.492(a\2) and (3), “(i)” has been 
deleted in order to refer to both § 1.445(a)(2)i) and (ii). 
Paragraph (a)(4) which makes reference to § 1.496(b) has been 
added in view of comments received that i that in some 
instances substantial reliance may be placed upon the Interna- 
tional Preliminary Examination by the Patent and 
Trademark Office. The rule also sets the fee for an i 
ent claim in excess of 3 (paragraph (b)), for 
claim in excess of 20 (c)) for an ts 

a multiple claims (paragraph (d)). Para- 
(e) and (f) include the fees contained in 
1.445 and include the alternative times for entering the rational 
pursuant to § 1.494 or § 1.495. 
§ 1.494 is added to contain substantially the provisions 
of former § 1.61 in amended form. This section relating to filing 
application documents in the United States Patent and Trade- 


of each 
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mark Office to enter the national stage has been grouped with 
other sections relating to the nation stage for the convenience 
of applicants and examiners involved in the prosecution of 
international applications entering the national stage. The rule 
applies where no Demand for international preliminary exami- 
nation has been filed prior to the expiration of the 19th month 
from the priority date. If such a Demand were filed, § 1.495 
would apply. 

Section 1.494(f) requires that a specific indication be given 
by the applicant when entering the national stage that the 
documents being submitted are being submitted under 35 U.S.C. 
371. If no clear indication is found, the documents will be 
considered to be for a regular national application under 35 
U.S.C. 111. Paragraph (g) makes clear that the various time limits 
set out in the rule, some of which are set by the PCT, may not 
be extended pursuant to § 1.136 or otherwise. The extension 
of time provisions, including petition and payment of a fee, set 
out in § 1.136(a) do not apply to the time limits of the rule or 
time limits set by the International Searching Authority or the 
International Preliminary Examining Authority. New paragraph 
(h) clarifies when an international application designating the 
United States becomes abandoned as to the United States. 

New § 1.495 is added to deal with filing application docu- 
ments in the United States Patent and Trademark Office to enter 
the national stage where a Demand for international preliminary 
examination has been filed with an International Preliminary 
Examining Authority prior to the expiration of the 19th month 
from the priority date. In such a case, an applicant will have 
30 months from the priority date to enter the national stage. The 
rule parallels in many respects § 1.494. New paragraph (i) 
clarifies when an international application electing the United 
States becomes abandoned as to the United States. 

New § 1.496 is added to specify in paragraph (a) that inter- 
national applications in the national stage will be taken up for 
action based on the date when the requirements of 35 U.S.C. 
37 1(c) are met. Paragraph (b) indicates that applications entering 
the U.S. national stage only with claims which have been found 
in an International Preliminary Examination Report to have 
satisfied the criteria for novelty, inventive step (non-obvious- 
ness) and industrial applicability as defined in PCT Article 33(1) 
to (4) will be taken up for action before other applications. 
Preliminary amendments may accompany the filing of the 
national stage application to cancel claims which do not satisfy 
the criteria. These applications will have paid the lower filing 
fee set in § 1.492(a)(4) and most will not require extensive 
prosecution, i.e., objection or rejection before resolving the issue 
of patentability. Amendments will not be permitted to be made 
in such applications other than in response to objections as to 
form or to cancel claims in response to a rejection made by the 
examiner in the national stage application. Such a rejection could 
be necessary, for example, where applicant submits information 
in accordance with the duty of disclosure under 37 CFR 1.56(a). 

New § 1.497 is added to contain substantially the wording 
of removed § 1.70. This rule relates to the oath or declaration 
required to enter the national stage and is grouped with other 
national stage entry requirements. 

New § 1.499 is added to cover unity of invention during the 
national stage. The provisions of the section are basically parallel 
to those of §§ 1.475 and 1.487. Paragraph (f) indicates the 
manner of handling a finding of lack of unity of invention on 
grounds other than those involving different categories of 
invention. 


Environmental, Energy, and Other Considerations 


The rule change does not have a significant impact on the 
quality of the human environment or conservation of energy 
resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) because considerable savings can poten- 
tially be achieved under Chapter II of the Patent Cooperation 
Treaty because additional time is provided for applicants to 
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decide whether to proceed with the cost of foreign prosecution 
and savings will in fact be achieved under the unity of invention 
practice and the provision for reduced fees for small entities 
entering the national stage in making an application for a United 
States patent. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The information collection requirement contained in these 
rules was submitted to the Office of Management and Budget 
(OMB) at the time of the proposed rulemaking for review under 
Section 3504(h) of the Paperwork Reduction Act. OMB has 
approved the information collection requirement and has 
assigned OMB control number 0651-0021 thereto. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Courts, Inventions and patents, 
Lawyers. 

Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by a 35 U.S.C. 
6 and 376(b) and Pub. L. 99-616, the Patent and Trademark 
Office is amending Title 37 of the Code of Federal Regulations 
as set forth below. 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.8 is amended by revising paragraph (a)(2)(xi) 
to read as follows: 


§ 1.8 Certificate of mailing. 


(a) ** * 

(2) ** * 

(xi) The filing of international applications for patent and 
all papers and fees relating thereto. 


**e* *#* * 


§ 1.61 [Removed] 
3. Section 1.61 is removed. 
§ 1.70 [Removed] 


4. Section 1.70 is removed. 
5. Section 1.101 is amended by revising paragraph (a) to read 
as follows: 


§ 1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Office 
and accepted as complete applications are assigned for exami- 
nation to the respective examining groups having the classes 
of inventions to which the applications relate. Applications shall 
be taken up for examination by the examiner to whom they have 
been assigned in the order in which they have been filed except 
for those applications in which examination has been advanced 
pursuant to § 1.102. See § 1.496 for order of examination of 
international applications in the national stage. 


*e# ee 


6. Section 1.141 is revised to read as follows: 
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§ 1.141 Different inventions in one national application. 


(a) Two or more independent and distinct inventions may 
not be claimed in one national application, except that more than 
one. species of an invention, not to exceed a reasonable number, 
may be specifically claimed in different claims in one national 
application, provided the application also includes an allowable 
claim generic to all the claimed species and all the claims to 
species in excess of one are written in dependent form (§ 1.75) 
or otherwise include all the limitations of the generic claim. 

(b) Where claims to all three categories, product, process of 
making, and process of use, are included in a national appli- 
cation, a three way requirement for restriction can only be made 
where the process of making is distinct from the product. If the 
process of making and the product are not distinct, the process 
of using may be joined with the claims directed to the product 
and the process of making the product even though a showing 
of distinctness between the product and process of using the 
product can be made. 


Subpart C—International Processing Provisions 
7. The authority for Subpart C is revised to read as follows: 


Authority: Pub. L. 94-131, 89 Stat. 685; Pub. L. 
99-616, 35 U.S.C 351 through 376. 


8. Section 1.401 is amended to redesignate paragraph (g) as 
paragraph (i) and add new paragraphs (g) and (h) as follows: 


§ 1.401 Definitions of terms under the Patent Cooperation 
Treaty 


**# *#** 


(g) “Demand’,” when capitalized, means that document 
filed with the International Preliminary Examining Authority 
which requests an inzernat:one! preliminary examination. 

(h) “Annexes” means amendments made to the claims, 
description or the drawings before the International Preliminary 
Examining Authority. 


se &#e# & 
9. Section 1.414 is revised to read as follows: 


§ 1.414 The United States Patent and Trademark Office as 
a Designated Office or Elected Office. 


(a) The United States Patent and Trademark Office will act 
as a Designated Office or Elected Office for international 
applications in which the United States of America has been 
designated or elected as a State in which patent protection is 
desired. 

(b) The United States Patent and Trademark Office, when 
acting as a Designated Office or Elected Office during inter- 
national processing will be identified by the full title “United 
States Designated Office” or by the abbreviation “DO/US” or 
by the full title “United States Elected Office” or by the 
abbreviation “EO/US”. 

(c) The major functions of the United States Designated 
Office or Elected Office in respect to international applications 
in which the United States of America has been designated or 
elected, include: 


(1) Receiving various notification throughout the interna- 
tional stage and 

(2) Accepting for national stage examination international 
applications which satisfy the requirements of 35 U.S.C. 371. 


10. Under “General Information,” a new § 1.416 is added 
to read as follows: 


§ 1.416 The United States International Preliminary Exam- 
ining Authority. 


(a) Pursuant to appointment by the Assembly, the United 
States Patent and Trademark Office will act as an 


Preliminary Examining Authority for international applications 
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filed in the United States Receiving Office and in other Receiv- 
ing Offices as may be agreed upon by the Commissioner, in 
accordance with agreement between the Patent and Trademark 
Office and the International Bureau. 

(b) The United States Patent and Trademark Office, when 
acting as an Internationa! Prelimi Examining Authority, will 
be identified by the full title “United States International 
Preliminary 


(c) The major functions of the International Preliminary 
Examining Authority include: 


(1) Receiving and checking for defects in the Demand; 

(2) Collecting the handling fee for the International Bureau 
and the preliminary examination fee for the United States 
International Preliminary Examining Authority; 

(3) Informing applicant of receipt of the Demand; 

(4) Considering the matter of unity of invention: 

(5) Providing an international preliminary examination 
report which is a non-binding opinion on the questions whether 
the claimed invention appears to be novel, to involve an 
inventive step (to be non-obvious), and to be industrially 
applicable; and 

(6) Transmitting the international preliminary examination 
report to applicant and the International Bureau. 


11. Section 1.431 is amended by revising paragraph (d)(2) 
to read as follows: 


§ 1.431 International application requirements. 


s**t 
(d) * ** 


(2) The designation fee, or the amount necessary to cover 
all the designations made in the request if not paid by the 
applicant within one year from the priority date or within one 
month from the date of receipt of the international application 
if that month expires after the expiration of one year from the 
priority date. 


s*+*e*eF 


12. Section 1.432 is amended by revising paragraph (b) to 
read as follows: 


§ 1.432 Designation of States and payment of designation 


fees. 


***e*s 


(b) The designation fees may be paid upon filing of the 
international application, but must be paid before the expiration 
of one year from the priority date or within one month from 
the date of receipt of the international application if that moadh 
expires after the expiration of one year from the priority date. 
Failure to timely pay the designation fee for a particular 
Designated State will result in the withdrawal of that 
Failure to timely pay at least one designation fee will result in 
the withdrawal of the international application. 


13. Section 1.445 is amended by revising the title and 
paragraph (a) to read as follows: 


§ 1.445 International application filing, processing and 
search fees. 


(a) The following fees and charges for international appli- 
cations are established by the Commissioner under the authority 
of 35 U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT Rule 
14), $170.00. 
(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 
where: 
(i) No corresponding prior United States national 
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(ii) A corresponding prior United States national 

application with basic filing fee has been filed, $350.00. 

(3) A supplemental search fee when required, per additional 
invention, $140.00. 


§ 1.475 [Redesignated as § 1.472] 


14. Section 1.475 is a as. §. 1.472.. 
15. A new § 1.475 is following the:heading, “Unity 
of Invention,” to read as follows: 


§ 1.475 Unity of invention before the International Search- 
ing Authority. 


(a) An international application before the Internationai 
Searching Authority will be considered to have unity of inven- 
tion if the claims are in accordance with PCT Rule 13 (see 
paragraph (f) of this section). 

(b) An international application containing claims to differ- 
ent categories of invention will be considered to have unity of 
invention if the claims are drawn only to one of the combinations 
of categories as set forth in PCT Rule 13.2 (see paragraph (f) 
of this section) or to the combination of— 


(1) A product and a process for the manufacture of said 
product, or 
(2) A product and a process of use of said product. 


If an application contains claims to more or less than one 
of the combinations of categories set forth in PCT Rule 13.2 
(see (f) of this section) or a combination set forth in 
paragraphs (b)(1) or (2) of this section, unity of invention may 
not be present. 

(c) If an international application contains claims to a 
category of invention in addition to those categories included 
in any one of the combinations specified in paragraph (b) of 
this section, lack of unity of invention may be held between 
the categories included in the combination and the claims to 
the additional category of invention. 

(d) Unity of invention will exist where the claims are limited 
to one of the combinations of categories set forth in PCT Rule 
13.2 (see paragraph (f) of this section) or in a combination set 
forth in paragraphs (b)(1) or (2) of this section. If multiple 
products, processes of manufacture or uses are claimed, the first 
invention of the category first mentioned in the claims of the 
application and the first recited invention of each of the other 
categories related thereto will be considered as the inventions 
to be searched. Any such holding by the examiner will be made 
of record as a holding of lack of unity of invention. 

(e) The inventions recited by the claims of different cate- 
gories must be related rather than independent inventions. 

(f) The wording of PCT Rule 13 is as follows: 


PCT Rule 13—Unity of Invention 


13.1 Requirement 


The international application shall relate to one invention only or 
to a group of inventions so linked as to form a single general inventive 
concept “requirement of unity of invention”). 


13.2 Claims of Different Categories 


Rule 13.1 shall be construed as permitting, in particular, one of the 
following three possibilities: 


(i) in addition to an independent claim for a given product, the 
inclusion in the same international application of an independent claim 
for a process specialiy adapted for the manufacture of the said product, 
and the inclusion in the same international application of an independent 
claim for a use of the said product, or 

(ii) in addition to an independent claim for a given process, the 
inclusion in the same international application of an independent claim 
for an apparatus or means specifically designed for carrying out the said 
process, or 

(iii) in addition to an independent claim for a given product, the 
inclusion in the same international application of an independent claim 
for a process specially adapted for the manufacture of the product, and 
the inclusion in the same international application of an independent 
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claim for an apparatus or means specifically designed for carrying out 
the process. 


13.3 Claims of One and the Same Category 


Subject to Rule 13.1, it shall be permitted to include in the same 
international application two or more independent claims of the same 
category (i.e., product, process, apparatus, or use) which cannot readily 
be covered by a single generic claim. 


13.4 Dependent Claims 


Subject to Rule 13.1, it shall be permitted to include in the same 
international application a reasonable number of dependent claims, 
claiming specific forms of the invention claimed in an independent claim, 
even where the features of any dependent claim could be considered 
as constituting in themselves an invention. 


13.5 Utility Models 


Any designated State in which the grant of a utility model is sought 
on the basis of an international application may, instead of Rules 13.1 
to 13.4, apply in respect of the matters regulated in those Rules the 
provisions of its national law concerning utility models once the 
processing of the international application has started in that State, 
provided that the applicant shall be allowed at least two months from 
the expiration of the time limit applicable under Article 22 to adapt his 
application to the requirements of the said provisions of the national 
law. 


16. Section 1.481 is redesignated as § 1.476 and is amended 
by revising paragraph (a) to read as follows: 


§ 1.476 Determination of unity of invention before the Inter- 
national Searching Authority. 


(a) Before establishing the international search report, the 
International Searching Authority will determine whether the 
international application complies with the requirement of unity 
of invention as set forth in PCT Rule 13 (see § 1.475(f)) and 
§ 1.475. 


*e# ee 


17. Section 1.482 is redesignated as § 1.477 and is amended by 
revising the title and paragraph (b) to read as follows: 


§ 1.477 Protest to lack of unity of invention before the Inter- 
national Searching Authority. 


** *#* * 


(b) Protest under paragraph (a) of this section will be 
examined by the Commissioner or the Commissioner’s desig- 
nee. In the event that the applicant’s protest is determined to 
be justified, the additional fees or a portion thereof will be 
refunded. 


se ee * 


18. A new Section 1.480 is added preceded by a heading 
to read as follows: 


International Preliminary Examination 
§ 1.480 Demand for international preliminary examination. 


(a) On the filing of a Demand and payment of the fees for 
international preliminary examination (§ 1.482), the interna- 
tional application shall be the subject of an international pre- 
liminary examination. The preliminary examination fee 
(§ 1.482(a)(1)) and the handling fee (§ 1.482(b)) shall be due 
at the time of filing of the Demand. 

(b) The Demand shall be made on a standardized printed 
form. Copies of the printed Demand forms are available from 
the Patent and Trademark Office. Letters requesting printed 
forms should be marked “Box PCT”. 

(c) If the Demand is made prior to the expiration of the 19th 
month from the priority date and the United States of America 
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is elected, the provisions of § 1.495 shall apply rather than 
§ 1.494. 

(d) Withdrawal of a proper Demand will not entitle 
to a refund of the preliminary examination fee or 


icant 
jing fee. 
19. A new Section 1.482 is added to read as follows: 
§ 1.482 International preliminary examination fees. 


(a) The following fees and charges for international prelimi- 
nary examination are established by the Commissioner under 
the authority of 35 U.S.C. 376: 


(1) A preliminary examination fee is due on filing the 
Demand: 


(i) Where an international search fee as set forth in 
§ 1.445(a)(2) has been paid on the international application to 
the United States Patent and Trademark Office as an Interna- 
tional Searching Authority. a preliminary examination fee of, 
$370.00. 

(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office, a preliminary examination 
fee of, $570.00. 


(2) An additional preliminary examination fee when re- 
quired, per additional invention: 


i) Where a supplemental search fee as set forth in 

§ 1.445(a)(3) has been paid on the international application to 
the United States Patent and Trademark Office as an Interna- 
tional Searching Authority, $125.00. 
(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office, $190.00. 


(b) The handling fee is due on filing the Demand. Any 
necessary supplement to the handling fee shall be paid directly 
to the International Bureau. 


(35 U.S.C. 6, 376) 
20. A new § 1.484 is added to read as follows: 
§ 1.484 Conduct of international preliminary examination. 


(a) An international preliminary examination will be con- 
ducted to formulate a non-binding as to whether the 
claimed invention has novelty, involves an inventive step (is 
non-obvious) and is industrially applicable. 

(b) No international preliminary examination report will be 
established prior to issuance of an international search report. 

(c) No international prel examination will be con- 
ducted on inventions not previously searched by an International 
Searching Authority. 

(d) The International Preliminary Examining Authority will 
establish a written opinion if any defect exists or if the claimed 
invention lacks novelty, inventive step or industrial applicability 
and will set a non-extendable time limit in the written opinion 
for the applicant to respond. 

(e) If no written opinion under paragraph (d) of this section 
is necessary, or after any written opinion and the response thereto 
or the expiration of the time limit for response to such written 
opinion, an international preliminary examination report will be 
established by the International Preliminary Examining Author- 
ity. One copy will be submitted to the International Bureau and 
one copy will be submitted to the applicant. 

(f) An applicant will be permitted a personal or telephone 
interview with the examiner, which must be conducted duri 
the non-extendable time limit for response by the applicant to 
a written opinion. Additional interviews may be conducted 
where the examiner determines that such additional interviews 
may be helpful to —— the international 
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1.485 Amendments international 
§ by applicant during pre- 


The applicant may make amendments at the time of filing 
of the Demand and within the time limit set by the International 


oe ee 
ee ee 
ty pe 


(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 


If an amendment cancels an entire sheet of the international 
ication, that amendment shall be communicated in a letter. 
22. A new § 1.487 is added to read as follows: 


§ 1.487 Unity of invention before the International Prelimi- 
Examining Authority. 


ity 
13 (see § 1.475(f)). 
(b) An 


application 
ee eee 
invention if the claims are drawn only to one of the combinations 
of categories as set forth in PCT Rule 13.2 (see § 1.475(f)) or 
to the combination of— 


(1) A product and a process for the manufacture of said 
or 
(2) A product and a process of use of said product. 


If an application contains claims to more or less than one 
of the combinations of ies of invention set forth in PCT 
Rule 13.2 (see § 1.475(f)) or a combination set forth in 
paragraphs (b)(1) or (2) of this section, unity of invention may 


section, lack of unity of invention may be 
categories included in the combination and the claims to the 
additional of invention. 
le pete sangre pa Sf epee 
to one of the combinations of categories set forth in PCT Rule 
13.2 (see § 1.475(f)) or a combination set forth in paragraphs 
(b)(1) or (2) of this section. If multiple processes of 
manufacture or uses are claimed, the first invention of the 
first mentioned in the claims of the and 
recited invention of each of the other categories related 
Gcteocdllsecmmamastatenmandedatinaied tee 
such holding by the examiner will be made of record as a holding 
cf lack of unity of invention. 
(e) The inventions recited by the claims of different cate- 
must be related rather than independent inventions. 
23. A new § 1.488 is added to read as follows: 


§ 1.488 Determination of unity of invention before the Inter- 
national Preliminary Examining Authority. 


0) ler ee ey eee eee 
tional preliminary examination report, the International Prelimi- 
nary Examining Authority will determine whether the interna- 
tdoual application complics with the soquisement of unity of 
invention as set forth in § 1.487. 
(b) If the International Preliminary Examining Authority 
that the international does not comply with 
the requirement of unity of invention, it may: 


ee ae 
examination report, in respect of the entire international appli 

cation and indicate that unity of invention is lacking and specify 

extending an invitation to restrict 

examination 
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(2) Invite the applicant to restrict the claims or pay additional 
fees, pointing out the categories of invention found, within a 
set time limit which will not be extended. No international 
preliminary examination will be conducted on inventions not 
ev searched by an International Searching Authority, 


© 3) If applicant fais to restrict the claims or pay additional 
fees within the time limit set for response, the International 
Preliminary Examining Authority will issue a written opinion 
and/or establish an international preliminary examination report 
on the main invention and shall indicate the relevant facts in 
the said report. In case of any doubt as to which invention is 
the main invention, the invention first mentioned in the claims 
and previously searched by an International Searching Author- 
ity shall be considered the main invention. 


(c) Lack of unity of invention may be directly evident before 
considering the claims in relation to any prior art, or after taking 
the prior art into consideration, as where a document discovered 
during the search shows the invention claimed in a generic or 
linking claim lacks novelty or is clearly obvious, leaving two 
or more claims j thereby without a common inventive 
concept. In such a case the International Preliminary 
Authority may raise the obj of lack of unity of invention. 


jection 

24. A new § 1.489 is added to read as follows: 
§ 1.489 Protest to lack of unity of invention before the Inter- 
national Preliminary Examining Authority. 


(a) If the applicant disagrees with the holding of lack of unity 
of invention by the International Preli Examining 
Authority, additional fees may be paid under protest, accom- 
panied by a request for refund and a statement setting forth 
reasons for disagreement or why the required additional fees 
are considered excessive, or both. 

(b) Protest under paragraph (a) of this section will be 
examined by the Commissioner of the Commissioner’s desig- 
nee. i eee oars 
be justified, the additional fees or a portion thereof will be 

refunded. 


(c) An applicant who desires that a copy of the protest and 


effect any time prior to the issuance of the international pre 
liminary examination report. Thereafter, such notification 
should be directed to the International Bureau. 


25. A new § 1.491 is added preceded by a new heading to 
read as follows: 


National Stage 
§ 1.491 Entry into the national stage. 


An international application enters the national stage when 

licant has filed the documents and fees required by 35 

U.S.C. 371(c) within the periods set forth in § 1.494 or § 1.495. 
26. A new § 1.492 is added to read as follows: 


§ 1.492 National stage fees. 


The following fees and charges for international applications 
entering the national stage under 35 U.S.C. 371 are established 
by the Commissioner under 35 U.S.C. 376: 


(a) The basic national fee; 

(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international appli- 
cation to the United States Patent and Trademark Office: 


By a small entity (§ 1.%f)) 
By other than a small entity 


(2) Where no international preliminary 
set forth in 4 1,482 has been aid to the Unised States Patent 
and Trademark Office, but an international search fee as set forth 
in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office as an Inter- 
national Searching Authority: 
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By small entity (§ 1.9(f)) 
By other than small entity 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the interna- 
tional application to the United States Patent and Trademark 


By a small entity (§ 1.9(f)) 
By other than i 


(4) Where the international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Ofice and the international preiiminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33(1) to (4) have been satisfied for all the claims 
a ee 

§ 1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for 
presentation of each independent claim in excess o' 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the basic national fee, for filing or later 
presentation of each claim (whether i it or dependent) 
in excess of 20 (Note that § 1.75(c) indicates how multiple 
dependent claims are considered for fee calculation purposes. ): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic national fee, if the 
contains, or is amended to contain, : mia aealion 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$55 
$110 


(If the additional fees required by paragraphs (b), (c) and 
(d) are not paid on presentation of the claims for which the 
additional fees are due, they must be paid or the claims cancelled 
by amendment, prior to the expiration of the time period set 
for response by the Office in any notice of fee ) 

(e) etiite Gatien aoe tele ecitenst ee oc ent ar 
declaration later than 20 months from the priority date pursuant 
to § 1.494(c) or later than 30 months from the priority date 
pursuant to § 1.495(c): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For filing an English translation of an international 
application later than 20 months after the priority date 
$1 -494(c)) or for filing an English translation of the international 
app! or of any annexes to the international preliminary 
examination report later than 30 months after the priority date 
§ 1.495(c) and (e)), $26.00. 


(35 U.S.C. 6, 376) 
27. A new § 1.494 is added to read as follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


(a) Where no Demand has been filed with an 
International Preliminary Examining Authority by i 
tion of 19 months from the priority date (sce § 1.495), the 
applicant must fulfill the requirements of PCT Article 22 and 
35 U.S.C. 371 within the time periods set forth in paragraphs 
(b) or (c) of this section in order to prevent the abandonment 
of the international application as to the United States of 
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America. International applications for which those require- 
ments are timely fulfilled will enter the national stage and obtain 
an examination as to the patentability of the invention in the 
United States of America. 

(b) The applicant shall furnish to the United States Patent 
and Trademark Office not later than the expiration of 20 months 
from the priority date 


(1) A copy of the international application, unless it has been 
previously communicated by the Gos nnenationsl Bureau or unless 
ew filed in the United States Patent and Trademark 

ice; 

(2) A translation of the international into the 
English language, if it was originally filed in another Sy teieeee 

(3) The basic national fee (see § 1.492(a); and 

(4) An oath or declaration of the inventor (see § 1.497). 


(c) The applicant may furnish any required English trans- 
lation of the international application, the basic national fee and 
the oath or declaration of the inventor after 20 months but not 
later than the expiration of 22 months from the priority date. 
The payment of the processing fee set forth in § 1.492(f) is 
required for acceptance of an English translation later than the 
expiration of 20 months after the priority date. The payment 
of the surcharge set forth in § 1.492(e) is required for acceptance 
of the basic national fee or the oath or declaration of the inventor 
later than the expiration of 20 months after the priority date. 

(d) A copy of any amendments to the claims made under 
PCT Article 19, and a translation of those amendments into 
English, if they were made in another language, must be 
furnished not later than the expiration of 20 months from the 
priority date. Amendments under PCT Article 19 which are not 
received by the expiration of 20 months from the priority date 
will be considered to be cancelled. 

(e) Verification of the translation of the international appli- 
cation or any other document pertaining to an international 
application may be required where it is considered necessary, 
if the international application or other document was filed in 
a language other than English. 

(f) The documents and fees submitted under paragraphs (b) 
and (c) of this section must be clearly identified as a submission 
to enter the national stage under 35 U.S.C. 371, otherwise the 
submission will be considered as being made under 35 U.S.C. 
111. 

(g) The time limits set out in paragraphs (b), (c) and (d) of 
this section may not be extended pursuant to § 1.136 or oth- 
erwise. 

(h) An international application becomes abandoned as to 
the United States 20 months from the priority date if a copy 
of the international application is not communicated to the Patent 
and Trademark Office prior to 20 months from the priority date 
where the United States has been desi but not elected prior 
to 19 months from the priority date. If a copy of the international 
application is communicated within 20 months to the Patent and 

Trademark Office, an international application will become 
abandoned as to the United States 22 months from the priority 
date if the required English translation(s), fees and oath or 
declaration under 35 U.S.C. 371(c) are not filed within 22 
months from the priority date. 

28. A new § 1.495 is added to read as follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


(a) Where a Demand has been filed with an appropriate 
ee Png Seer ears 
Se ee i en ee ree ae 
the applicant must fulfill the requirements of 35 U.S.C. 371 
ee eee 
section in order to prevent the abandonment of the international 
application as to the United States of America. 
applications for which those requirements are timely fulfilled 
will enter the national stage and obtain an examination as to 
the patentability of the invention in the United States of America. 
(b) The applicant shall furnish to the United States Patent 
and Trademark Office not later than the expiration of 30 months 
from the priority date 
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cat dn ws 
previously communicated i 
f was originally fled in the United States Patent and Trademark 


SO 4 cenit 00s es ee oe 
English language, if it was originally filed in another language. 

(3) The basic national fee (see § 1.492(a); and 

(4) An oath or declaration of the inventor (see § 1.497). 


(c) The applicant may furnish any required English trans- 
lation of the international the basic national fee and 
the oath or declaration of the inventor after 30 months but not 
The payment ofthe processing fe set forth in 814920) 
Oe ee ee Dis 
required for acceptance of an English translation 
pe oyna me A hy date The paymen 

the set forth in § 1 ¢) is ior 
tance of the basic national fee i) ee ep 
inventor later than the expiration of 30 months after the priority 
date. 


(d) A copy of any amendments to the claims made under 
PCT Article 19, and a translation of those 
English, if they were made i 
furnished not later than the ¢ 
clarity dese, Amondeneats wader PCT Asticte 19 
Seocived by tho expleaon of 30 ments Grom the pelotty Gut 


by 

fee set forth in § 1.492(f). Translations of the annexes which 
a ey eee oe ee es 
(f) Verification of the translation of the international appli- 
cation or any other document to an international 

may be required where it is considered necessary, 
if the international application or other document was filed in 
a language other than 
(g) The documents submitted under paragraphs (b) and (c) 
of this section must be clearly identified as a submission to enter 
the national stage under 35 U.S.C. 371, otherwise the 
will be considered as being made under 35 U.S.C. 111. 
(h) The time limits set out in paragraphs (b), (c), (d) and (e) 
of this section may not be extended pursuant to § 1.136 or 
otherwise. 


(i) An international applicatior becomes abandoned as to the 
United States 30 months from the priority date if a copy of the 
international is not communicated to the Patent and 
prior to 30 months from the priority date and 
a Demand for International Preli Examination which 
elected the United States of America has been filed prior to the 
eS ee If a copy of the 
international 


Trademark 


the priority date if the required English translation( 
oath or declaration under 35 U.S.C. 371(c) are not filed within 
32 months from the priority date. 

29. A new § 1.496 is added to read as follows: 


§ 1.496 Examination of international applications in the 
national stage. 


(a) International applications which have complied with the 
requirements of 35 U.S.C. 371(c) will be taken up for action 
based on - date on which such requirements were met. 
However, unless an express for early processing has 
been filed under 35 U.S.C. 371(f), no action may be taken prior 
to one month after entry into the national stage. 

(b) A national stage application filed under 35 U.S.C. 371 
may have paid therein the basic national fee as set forth in 
§ 1.492(a)(4) if it contains, or is amended to contain, at the time 
of entry into the national stage, only claims which have been 
indicated in an international examination report 
prepared by the United States and Trademark Office as 
satisfying the criteria of PCT Article 33(1)-(4) as to novelty, 
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inventive step and industrial applicability. Such national stage 
applications in which the basic national fee as set forth in 
§ 1.492(a)(4) has been paid may be amended subsequent to the 
date of entry into the national stage only to the extent necessary 
to eliminate objections as to form or to cancel rejected claims. 
Such national stage applications in which the basic national fee 
as set forth in § 1.492(a)(4) has been paid will be taken up out 
of order. 
30. A new § 1.497 is added to read as follows: 


§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 


(a) When an applicant of an international application, if the 
inventor, desires to enter the national stage under 35 U.S.C. 371 
pursuant to § 1.494 or § 1.495, he or she must file an oath or 
declaration in accordance with § 1.63. 

(b) If the international application was made as provided in 
§ 1.422, 1.423 or 1.425, the applicant shall state his or her re- 
lationship to the inventor and, upon information and belief, 
the facts which the inventor is required by § 1.63 to state. 

31. A new § 1.499 is added to read as follows: 


§ 1.499 Unity of invention during the national stage. 


(a) An international application which has entered the 
national stage by meeting the requirements of 35 U.S.C. 371 
will be considered to have unity of invention if the claims are 
in accordance with PCT Rule 13 (see § 1.475 (f)). 

(b) An application in the national stage containing claims 
to different categories of invention will be considered to have 
unity of invention if the claims are drawn only to one of the 
combinations of categories as set forth in PCT Rule 13.2 (see 
§ 1.475(f)) or to the combination of— 


(1) A product and a process for the manufacture of said 
product or 31 
(2) A product and a process of use of said product. 


If an application contains claims to more or less than one 
of the combinations of categories of invention set forth in PCT 
Rule 13.2 (see § 1.475(f)) or a combination set forth in para- 
graphs (b)(1) and (2) of this section, unity of invention may not 
be q 

(c) If an application in the national stage contains claims to 
a category of invention in addition to those categories included 
in any one of the combinations specified in paragraph (b) of 
this section, lack of unity of invention may be held between 
the categories included in the combination and the claims to 
the additional category of invention. 

(d) Unity of invention will exist in an application in the 
national stage where the claims are limited to one of the 
combinations of categories set forth in PCT Rule 13.2 (see 
§ 1.475(f)) or a combination set forth in paragraph (b)(1) or (2) 
of this section. If multiple products, processes of manufacture 
or uses are claimed, the first invention of the category first 
mentioned in the claims of the application and the first recited 
invention of each of the other categories related thereto will be 
considered as the elected invention to be examined. Any such 
holding of an election by the examiner will be made in the form 
of a restriction requirement which confirms the election made 
by the presentation of the claims. Such a restriction requirement 
would be made on the basis of whether the inventions are 
independent and distinct. Applicant has the right to traverse such 
a restriction requirement in the response to the Office action 
in which the election is indicated. 

(e) The inventions recited by the claims of different cate- 
gories must be related rather than independent inventions. 

(f) If the examiner finds that a national stage application lacks 
unity of invention, the examiner may in an Office action require 
the applicant in the response to the Office action to elect the 
invention to which the claims shall be restricted, this official 
action being called a requirement for restriction. Such require- 
ment may be made before any action on the merits but may 
be made at any time before the final action at the discretion of 
the examiner. Review of any such requirement is provided under 
$§ 1.143 and 1.144. 


DONALD J. QUIGG, 
Assistant Secretary andCommissioner 
ofPatents and Trademarks 


Apr. 28, 1987 
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(99) Revised Procedures for prey bag 


and Considerations of Certain Art 


In order to provide a more complete, accurate and uniform 
record of what has been searched and considered by the 
examiner for each application the Patent and Trademark Office 
has established revised procedures for recording search data in 
the application file. Such a record is of importance to anyone 
evaluating the strength and validity of a patent, particularly if 
the patent is involved in litigation. These new procedures will 
also facilitate the printing of certain search data on patents. 

Under the revised procedures, searches are separated into 
two categories and listed, as iate, in either the 
“SEARCHED” box or a newly added “SEARCH NOTES” 
box on the file jacket. 

Until file jackets can be reprinted to include a second search 
data box, all file jackets for new applications will have the 
“SEARCH NOTES” box stamped therein by the Mail Room. 
If additional space is required, entries will be continued on the 
outside right flap of the file jacket. 

The revised procedures will apply to all new applications 
in which the first search is made after April 1, 1977 and do not 
affect the manner in which references are listed on the form PTO 
892. “Notice of References Cited.” Appropriate changes in the 
Manual of Patent Examining Procedure will be made. 

A. “SEARCHED” Box Entries 

Search entries made here, except those for search updates 
(see item A. 3 below), will be printed under “Field of Search” 
on the patent front page. Therefore, the following searches will 
be recorded in the “SEARCHED” box by the examiner along 
with the date and the examiner’s initials, according to the 
following guidelines: 


1.A complete search of a subclass, including all United States 
and foreign patent documents and other publications 
placed therein. The complete classification (class and 
subclass) will be recorded. 

. A limited search of a subclass, for example, a search that 
is restricted to an identifiable portion of the patent docu- 
ments placed therein. If, however, only the publications 
in a subclass are searched, such an entry is to be made 
under “SEARCH NOTES” rather than under 
“SEARCHED.” (See item B, 4 below.) 

The class and subclass, followed by the information 
defining the portion of the subclass searched in parenthe- 
sis, will be recorded. 

. An update of a search previously made. 

This search entry will be recorded in a manner to indicate 
clearly which of the previously recorded searches have 
been updated, followed by the expression “(updated).” 
Search update, entries, although recorded in the 
“SEARCHED” box, will not be printed. 

When a search made in a parent application is updated 
during the examination of a continuing application, those 
searches updated, followed by “(u from parent 
S.N.____)” will be recorded. If the 

patented, the patent number “Pat. N. ____ 

of serial number in the above phrase will be recorded. 

. A mechanized search of a file of documents in a specific 
art, conducted by using key terms to retrieve documents. 
The name of the mechanized search system as it appears 
in the following list will be recorded along with the 
expression “MS File” to indicate mechanized search file. 


Mechanized Search Systems 
Termatrex Systems: 


Automatic Fuel Controls 

Boots & Shoes 

Chemical Testing 

Combined Fasteners 

Electrical Contact Materials 

Surface Bonding Using Critical Metal 
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Edge-Notched Card System: 
Fluid Devices 


Punch Card Systems: 


Computer Controlled Microfiche Search Systems 
(CCMSS): 


A-D Convertors 
Digital Data Processing Systems 
Special Purpose Digital Processing Systems 


When a search with a Termatrex or Edge-Notched card 
system is conducted, the examiner will complete form PTO 1041 
in two copies, recording all queries searched, even those which 
yield only non-relevant documents. All documents returned by 
the system in response to a query which are not actually 
reviewed will have an “X” drawn through their associated 
access and patent numbers. When conducting a search with a 
Punched Card system, the examiner will place in the application 
file the Code Sheet on which the terms searched have been 
marked along with the machine tape listing the documents 
retrieved. Any document not actually reviewed will have an 
“X” drawn through that document’s number on the listing. 

When conducting a search with the CCMSS search systems, 
the machine-produced search report, which lists the terms and 
tagged documents, will be placed in the application file on the 
right flap of the file jacket. Any tagged document not actually 
reviewed will have an “X” drawn through that document 
number on the search report. 

B. “SEARCH NOTES” Box Entries 

Entries made in the “SEARCH NOTES” box are of equal 
importance to those placed in the “SEARCHED” box; however, 
these entries will not be printed on any resulting patent. They 
are intended to complete the application file record of areas and/ 
or documents considered by the examiner in the search. The 
examiner will record the following searches in the “SEARCH 
NOTES” box and in the manner indicated, with each search 
dated and initialled: 


1. A cursory search, or scanning, of a subclass, i.e., a search 
usually made to determine if the documents classified there 
are relevant. The classification will be recorded, followed 
by “(Cursory).” 

. A consultation with other examiners to determine if 
relevant search fields exist in their areas of expertise. The 
class and subclass discussed, if not actually searched, will 
be recorded, followed by “(consulted).” This entry may 
also include the name of the examiner consulted and the 
art unit. 

. A search of a publication not located within the classified 
patent file, e.g., a library search, a text book search, a 
Chemical Abstracts search, etc. The following data will 
be recorded for each type of literature search: 


a. Abstracting publications, such as Chemical Abstracts 
or the Engineering Index the name of the publication, 
the list of terms consulted in the index and the period 
covered will be recorded. 

* apse mer title and period or volumes covered, 

will be recorded. 

\ ‘Books The tithe and author, edition or date, as appro- 
priate, will be recorded. 

. Other types of literature not specifically mentioned 

above (i.e., catalogs, manufacturer's literature, private 
collections, etc.). 
Unless the search is a cursory or browsing one, data 
as necessary to provide unique identification of material 
searched will be recorded. Specific materials cited by 
the examiner will not be recorded again here. 

. Computer search in Scientific Library—An on-line 
computerized literature searching service which uses 
key terms and index terms to locate relevant i 
tions in many large bibliographic data bases is available 
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to examiners in the Scientific Library of the Patent and 
Trademark Office. A member of the library staff is 
assigned to assist examiners in selecting key terms and 
to program the search. 

a ee 
Information Systems and the SDC Search 

ee ee data 

A copy of the search printout will be made and placed 
in the application file, attached to the right flap of the 
file jacket. 

The examiner will also indicate which i 

were reviewed by initialling and dating the copy 
printout in the left margin adjacent to each reviewed 
publication. If only an abstract of a document was 
reviewed, the note of “ck’ed abst.” will be made next 
to the initials and date. If the document was 
reviewed, the note “ck’ed doc.” will be placed with 


4. A search of only the publications in a subclass. The class 
and subclass followed by “(publications only)” will be 
recorded. 

. Areview of art cited ina parent application or in an original 
Ee. Oe ee ee 
tions, or a review of art cited in related 

passat suntioned wthie the specifiestion, uth an Gast 
included to provide background of the invention. The 
serial number of a application that is still Pending 
or abandoned, followed by “refs. checked” or “refs. 
ck’ed” will be recorded. If for any reason not all of the 
references are checked because they are not available or 
clearly not relevant, such exceptions will be noted. The 
patent number of a parent or related application that was 
patented or of an original patent now being reissued will 
be recorded along with the expressions “refs. checked” 
or “refs. ck’ed.” 


C. Not Recorded 
The following data will not be recorded in either of the search 
boxes, but will be noted in the application file as indicated below: 
1. Citations of prior art by applicants conforming to Rule 
98 and the practice thereunder. 
In each instance where all prior art referred to in a paper 
in the file is considered, the examiner 
will place the notation “all ck’ed” and his or her initials 
adj to the citation. 
2. Citations of prior art by applicants not conforming to 
Rule 98 and the practice thereunder. 
In each instance where an examiner considers, but does 
not cite on form PTO-892, specific prior art referred to 
in a paper placed in the application file, the examiner will 
place a notation adjacent to the reference. If all the ref- 
erences referred to in such a paper are reviewed, the 
examiner will place the notation “all ck’ed” and his or 
her initials adjacent the citation. If included in the speci- 
fication, the examiner will write his or her initials adjacent 
to any reference(s) checked and enter “checked” or 
ee Se a er 
sented in a separate paper or in the remarks 
amendment, the examiner's initials and “checked” or 
“ck’ed” will be entered adjacent to the citation(s) or 
wherever possible to indicate clearly those checked. 
RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Feb. 22, 1977. 


[956 O.G. 1546] 


Prior Art Cited by Applicants 


(100) 


Effective immediately, applicants are 
form PTO-1449, * “List of Prior Art Cited _ ” when 
preparing a ari statement under 37 -1.99. Acopy 
el ha 
tions can be made. This form, which will enable applicants to 
provide the PTO with a uniform listing of prior art citation, 
supersedes form PTO-3.72. 
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While the filing of prior art statements is voluntary, the 
procedure is governed by the guidelines of Section 609 of the 
Manual of Patent Examining Procedure and 37 CFR 1.97 
through 1.99. To be considered a proper prior art statement, form 
PTO-1449 shall be accompanied by an explanation of relevance 
of each listed item, a copy of each listed patent or publication 
or other item of information and a translation of the pertinent 
portions of foreign documents (if an existing translation is 
readily available to the applicant), and should be submitted in 
a timely manner as set out in MPEP Sec. 609. 

Examiners will consider all prior art citations submitted in 
conformance with 37 CFR 1.98 and MPEP Sec. 609 and place 
their initials adjacent the citations in the boxes provided on the 
form. Examiners will also initial citations not in conformance 
with the guidelines which may have been considered. A ref- 
erence may be considered by the examiner for any reason 
whether or not the citation is in full conformance with the 
guidelines. A line will be drawn through a citation if it is not 
in conformance with the guidelines and has not been considered. 
A copy of the submitted form, as reviewed by the examiner, 
will be returned to the applicant with the next communication. 
The original of the form will be entered into the application file. 

Each citation initialed by the examiner will be printed on 
the issued patent in the same manner as prior art cited by the 
examiner on form PTO-892. 

The reference designations “AA,” “AB,” etc. (referring to 
applicant’s reference A, Applicant’s reference B, etc.) will be 
used by the examiner in the same manner as examiner’s ref- 
erence designations “A,” “B,” “C,” etc. on Office Action 
Form PTO-1142. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Aug. 15, 1980. 


[998 O.G. 8] 


(101)Report on the Quality Reinforcement Program 


The Patent and Trademark Office (PTO) has instituted a 
Quality Reinforcement Program to identify services offered by 
the PTO that are in need of improvement. As a part of this 
program, the Office, in cooperation with the American Intel- 
lectual Property Law Association (AIPLA), has completed an 
evaluation of selected practices performed by both patent 
examiners and representatives of patent applicants during the 
examination process. The results of this evaluation are detailed 
in Volume I of the PTO Report of the Quality Reinforcement 
Program. A summary of the findings of this report is presented 
below. This summary is presented to report on the findings and 
to solicit suggestions from both the public and employees of 
the Patent & Trademark Office on steps that might be taken to 
raise the level of performance of those practices found to be 
in need of imprevernent. The full report and evaluation, which 
is quite extensive with over 350 pages, is available at the PTO. 
Address: Comments and inquiries should be addressed to: The 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231, to the attention of Edward Kubasiewicz, Director, 
Examining Group 250, Rm. CP4-9D19. 

Date: Comments should be submitted by June 16, 1987. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


SUMMARY OF VOLUME I—REPORT ON CURRENT 
LEVEL OF PERFORMANCE 
| A TED PATENT EXAMINING CORPS PRAC- 


This is a summary of Volume I of the Quality Reinforcement 
Program Report, which addresses the current level of perform- 
ance of selected Patent Examining Corps practices. This 
summary presents a background of the Quality Reinforcement 
Program and a synopsis of conclusions reached for each selected 
practice. 
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Background of the Quality Reinforcement Program 


On Feb. 25, 1986, President Reagan issued an executive order 
establishing a comprehensive program for the improvement of 
productivity throughout all of government. From this executive 
order the Department of Commerce evolved a Productivity 
Improvement Program entitled PROJECT PRIDE. The program 
was announced as encompassing productivity, quality excel- 
lence and client satisfaction. 

The role of U.S. Patent and Trademark Office (PTO) in 
PROJECT PRIDE centers around quality, and is entitled the 
Quality Reinforcement Program. 

The goal of the PTO program is to improve the quality of 
patent examining functions and the timeliness and quality of 
other public services. In particular, the program focuses on 
improving the quality of practices performed in three different 
areas of the PTO, i.e., the Patent Examining Corps, the Office 
of Administration and the Office of Documentation. 

The quality of an issued patent and the record before the PTO 
in the patented file are extremely important to the patent owner 
and to others who may be competitors or otherwise affected by 
the patent. Investment decisions and the recoupment of research, 
development and marketing expenditures often depend upon 
patent protection. Potential licensees and infringers need to 
know where they stand in regard to an issued patent. Patent 
owners and others need to be able to have a high degree of 
confidence in the validity of a patent. Valid patents and a clear 
and correct file record will help to eliminate unnecessary and 
expensive patent litigation costs which are currently estimated 
to total at least $800 million per year. 

The concern for productivity and productivity improvement 
is not a recent development at the P10. During the past quarter 
of a century one of the most pressing problems for the Office 
has been a large and growing backlog of unexamined patent 
applications and the resulting long pendency time between filing 
an application and issuance of a patent. The average pendency 
of patent applications in 1964 was 37 months. However, average 
pendency dropped steadily in the 1970s until it culminated in 
an average pendency of 18 months in 1977. This pendency was 
shortlived due to a loss of adequate resources. However, 
pendency is once again falling and it is expected that an average 
pendency of 18 months will be achieved in 1989. 

Historically, the Office has successfully responded to situ- 
ations similar to the one in which it presently finds itself. 
Beginning in the 1960s when the backlog of new applications 
exceeded 200,000, a program designed to drastically increase 
the productivity of the Corps was initiated. Part of that program 
was what has since become known as “compact prosecution”. 
An increased staff of examiners was reinstructed to take a new 
approach toward examining in which patentable subject matter 
was looked for and indicated as early in the prosecution of the 
case as possible, references were automatically furnished with 
actions, attorneys were urged to originaily file claims of the 
broadest possible range of scope, telephonic prosecution was 
instituted, first actions and application disposals became the 
measure of examiners’ performance, preprinted first action 
forms were designed, etc. 

The question before the Office now is whether sufficient 
attention is being given to quality. The intent of the Quality 
Reinforcement Program, as it applies to the Patent Examining 
Corps, is to take stock of the present situation and to consider 
whether any corrective action needs to be taken to improve the 
quality of the examination process. 

The Office is currently using and improving various tools 
to assure a quality examined patent. These tools include the 
quality review program, supervisory reviews of examiner work 
through the performance appraisal system and through the 
promotion and signatory authority programs, improved and 
expanded examiner training, development of the automated 
patent system to improve the quality of examiner searching, 
recruitment of “top-of-the-class” new examiners, and detailed 
and clear guidlines on examining policy and procedure. 

The Quality Reinforcement Program is a new quality tool 
for improving the actual quality of the patents issued as well 
as the record behind the issuance of these patents. This new 
program differs from the quality review program in that this 

looks at the key pieces of the patent examining process 
that contribute to and make up the end product or patent rather 
than looking only at the end product. The Quality Reinforcement 
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Program focuses on the effectiveness and consistency with 
which examiners apply existing law and procedures and how 
they communicate their findings to applicants. The program also 
focuses on the attorney's contribution to this work product. 
Lastly, the program focuses on the timeliness of some of the 
services provided by the Corps’ clerical support staff. Such 
focusing is not intended to be carried out one time only. Rather, 
the methodology used in this program will be applied to any 
key pieces, identified by PTO personnel or the bar in the future, 
as needing a review of the type dictated by this program. The 
aim in short is to build quality and timeliness from the ground 
up and to maintain them at a high level. 

This report presents and analyzes the findings of the Quality 
Reinforcement Program only as the findings relate to practices 
performed in the Patent Examining Corps. The portion of the 
program reported in this volume represents a cooperative effort 
between the Corps and the American Intellectual Property Law 
Association (AIPLA) through its Ad Hoc Committee on Quality. 
The focus is on certain practices involved in the prosecution, 
examination and processing of patent applications by both the 
PTO and by patent applicants and their representatives. 


Methodology 


The methodology adopted for the program comprises the 
following process: 


select target practices, 

determine the current quality or performance level of 
thetarget practices, 

compare the current performance of the target practices 
to the desired level of performance, 

implement, where appropriate, steps to raise the current 
level of performance to the desired level, 
subsequently, determine the level of performance of the 
target practices, and 

compare the current level of performance to the sub- 
sequently determined level of performance to determine 
what, if any, change has occurred. 


Target Practices 


A number of practices were targeted for the program as 
result of complaints and concerns, raised by the bar and PTO 
personnel. The targeted practices are identified as follows: 


A. Explanations of Rejections 


This program targeted examiner “explanations of 
rejections” as a practice to be reviewed based in part 
on a de-emphasis by the Office on the degree to which 
examiners were required to include detailed explana- 
tions of the supporting rationale behind their rejections 
during the 1970s. The PTO instituted the use of an 
abbreviated, handwritten form (PTO-1142) for the 
preparation of first Office actions during the early 1970s. 
The form provided for a cryptic description of how the 
references were being combined in a § 103 rejection and 
provided little space for explanation of the supporting 
rationale behind rejections. The form was mandatory for 
all first actions, and was discontinued in 1982 primarily 
due to complaints from the patent bar and the courts that 
examiner explanations of rejections were not sufficient. 
The inclusion of “explanations of rejections” as a 
targeted practice for this program enables the evaluation 
of whether further improvement is needed in this area. 


B. Final Rejection Practice 


This program targeted “final rejection practice” for 
review based in part on the conflicting needs of PTO 
and patent applicants/attorneys in this area of practice. 
In order to reduce the time applicants must wait to obtain 
a patent and to increase efficiency of the examination 
process, the PTO uses various incentives for examiners 
to make their rejections final early in the prosecution. 

To the contrary, patent applicants often desire to have 
the examiner repeatedly reconsider his or her position 
or to continue to amend the claims. These conflicting 
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C. Information Disclosure Statements 


wher ab benvinanty Geauctenecertes 
of all material information relating to the 
of the application prior to their first 
realty deat applicansfestoeneye chen dom’ 
i Gory tovane 


program targeted “interviews 

determine the extent to which personal discussions are 
held between examiners and attorneys and to evaluate 
whether the parties consider interviews to be 
a productive or helpful means for clarifying issues that 
a on ee Oe ee eee 
written communications. Selection of “interviews” as 
a targeted practice was based in part on isolated 
complaints by some examiners that interviews were not 
always productive for them and by some attorneys that 
some examiners are reluctant to hold interviews. 

PTO procedures require that all business with the 
ee ee = 
comply with this rule and still accommodate request 
re a ocape n w eh dec plc tat 
the substance of all 


to writing (see § 13.08 of the MPEP) Py Selection of 


perceptions of examiners and attorneys about inter- 
views. 


E. Responses by Applicant 


This program targeted “responses by applicant” for 
review to determine the extent 10 which 
submit 


under this topic, such as the extent to which explanations 
of why claims are considered unobvious over the art 
cited by the examiner and the degree of compliance with 
37 CFR § 1.116 when amendments are presented after 
a final rejection, were selected based upon some 
complaints by examiners about attorney responses in 
these areas. 


F. Completeness of the Record 


insuring file record has been urged by such 
diverse interests as federal court judges, potential licen- 
sees, potential infringers, and those attempting to avoid 
infringement. 


This topic looks at the extent to which examiners 
insure a complete file record by including a statement 
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cations to an average of 18 months. The premise behind 
compact prosecution is that pendency time will be 
minimized if each stage of prosecution is fully and 
thoroughly conducted by both examiners and appli- 
cants. The demands of such a standard have inevitably 
ied to complaints from each side relating to the com- 
pleteness of considerations and the willingness to take 
that “extra step”. Examiners have been criticized for 
confining searches to only what is literally claimed, and 
for failing to indicate possible areas of patentability at 
the earliest possible stage. Applicants have been criti- 
cized for failure to claim all limitations that might be 
considered patentable prior to the initial search by the 
examiner, for amending the claims to include these 
limitations only after first action, and for failing to 
correct significant formal deficiencies prior to initial 
examination. 


H. Appeal Practice 


This program targeted “Appeal Practice” for review 
primarily due to the recent and substantial increase in 
the backlog of appealed applications awaiting decision 
by the Board of Patent Appeals and Interferences. 
Primary emphasis was placed on determining the extent 
to which appellant’s brief and the examiner’s answer 
are formally complete so that expeditious consideration 
may be given by the Board. 

As a result of the high priority being given by the 
PTO to reduce the backlog of cases at the Board, 
additional survey questions were included to determine 
the extent to which additional requirements beyond 
those currently in effect for the preparation of the 
appellant’s brief and examiner’s answer would be useful 
to examiners and the Board. 


I. Allowances After Appeal Brief 


This program targeted “Allowances after Appeal” 
for review in response to complaints that examiners 
often allow cases after appellant has filed a brief when 
the cases should have been allowed before the brief was 
filed. 


J. Processing Times 


This program targeted “Processing Times” for 
review based upon its importance to the PTO goal of 
reducing pendency of patent applications to 18 months. 


DETERMINATION OF CURRENT LEVELS 
OF PERFORMANCE 


The step of determining the current level of performance of 
the targeted practices was accomplished through a number of 
surveys. 

One survey, called the Applications Survey, was an internal 
factual survey that involved selecting a sample of 150 appli- 
cations on a random basis from all the examining groups. A 
survey team, comprising three Supervisory Patent Examiners 
(SPEs) and three reviewers from Qualtiy Review, performed a 
detailed review of the applications according to a questionnaire, 
which was developed with the joint cooperation of the AIPLA 
Ad Hoc Quality Committee. 
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A second survey, called the AIPLA Survey, was an opinion 
The qustomnae was developed jn wi the AIPLA Ad 
was developed jointly with the AIPLA Ad 
Committee. The AIPLA questionnaire the 
pumaplabeltacammasyoat Goquily oi Gawad: 
by the Corps relative to the targeted practices. Space was 
provided for the ayo t ent yt 
a. Over 1100 attorneys responded to the question- 


Ww" Another survey, Called the Examiners Survey, was also an 

opinion questionnaire provided to all patent examiners and SPEs 

sah vebudieayeed enampennnnteat. The questionnaire queried 

the examiners and SPEs about the practices of the practitioners 

before the PTO. Space was provided for the respondents to 

include comments on the questionnaire. Over 650 responses 
were received. 

A fourth survey, called the Appeals Survey, was also an 
internal factual survey. The questionnaire was developed with 
the cooperation of the AIPLA Ad Hoc Quality Committee. The 
questionnaire sought data about the practices carried out in the 
appeal process in the PTO. For this survey, 60 applications were 
selected on a random basis from all the examining groups. The 
survey team performed a detailed review of the applications 
according to the questionnaire. 

Three other surveys were used to gather data. All of these 
surveys were developed and conducted by the Office of Quality 
Review. Two surveys involved the review of 1878 allowed 
applications concerning information disclosure statements. 
Another survey involved the review of 290 applications allowed 
after appellant had filed an appeal brief, but before an examiner’s 
answer was 

Relative to the processing times, PALM reports were used 
to obtain data on the practices targeted for this activity. 


COMPARISON OF CURRENT LEVELS 
TO DESIRED LEVELS 


The step of comparing the current levels of performance to 
the desired or standard levels of performance was accomplished 
| setting out the desired or standard level for each target 
practice. Next, all the information provided by the surveys was 
analyzed for each target practice and compared to the desired 
or standard level for the target practice. The analysis resulted 
in the following general conclusions. (A detailed listing of all 
conclusions for each targeted practice is presented in Section 
VII of Volume I of the Quality Reinforcement Program Report.) 


SUMMARY OF CONCLUSIONS 
A. Explanations of Rejections 


1. Identification of Statutory Basis for Rejection 

Over 95% of the rejections under 35 USC §§ 103 and 
112, second paragraph (clarity), cited the statutory basis 
for the rejection. With respect to rejections under 35 USC 
§ 102, 92% of the rejections cited the statutory basis. 
Hence, no significant improvement is needed in speci- 
fying the statutory basis of a rejection based on 35 USC 
§§ 102, 103 or 112, second paragraph. 

With respect to rejections under 35 USC § 112, first 

14-19% of the rejections based on a non- 

enabling disclosure and 42% of the rejections based on 
new matter failed to cite the statutory basis. Hence, 
improvement is needed in specifying that a rejection, 
based on new matter or the lack of an enabling disclo- 
sure, is under 35 USC § 112, first paragraph. 


2. Explanation of Rejections Based on Prior Art 

Approximately two-thirds of the rejections reviewed 
failed to explain why the claimed invention would have 
been obvious in view of the applied prior art. Over 75% 
of the attorneys responding to the AIPLA survey 
perceived rejections under 35 USC § 103 as lacking an 
explanation of why the claimed invention would have 
been obvious. Moreover, 70 comments from attorneys 
(the highest for any topic) were critical of the explana- 
tions of rejections under 35 USC § 103. Hence, signifi- 
cant improvement is needed to assure that rejections 
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based on prier art appropriately communicate the ration- 
ale for such rejections. 


3. ee 112, First 
Paragraph, Sacbing Dieclonwre’ 


Nineteen percent of all the non-enabling disclosure 
rejections reviewed failed to give reasons in support of 
the rejection. Hence, improvement is needed in explain- 
ing why a disclosure is non-enabling. 


4. Explanation of Rejections Under 35 USC §112, First 
Paragraph, New Matter 


ba ne mel ete th wen i 35% 
of the rejections reviewed failed to 
considered to be new matter, and pr stars 
did not give a reason why the language was considered 
new matter. Hence, significant improvements are 
needed in pointing out the language that is considered 
to be new matter, and explaining why the new matter 
is not supported by the disclosure as originally filed. 


5. Explanation of Rejections Under 35 USC § 112, Secend 
Paragraph 


Approximately 90% of the rejections reviewed 
pointed out the claim language considered unclear. 
Thus, no significant improvement is needed in pointing 
out what claim language is considered unclear in 
rejections under the second paragraph of § 112. 

Twenty-three perceni of the non-final rejections 
reviewed failed to explain why the language was 
considered unclear. In final actions, 8% of the rejections 
failed to explain why the language was considered 
unclear. Hence, improvement is needed in e 
why the claim language is considered unclear in rejec- 
tions under the second paragraph of § 112. 


6. Alternative Rejections Under 35 USC §§ 102/103 


Three percent of the actions reviewed contained 
alternative rejections under 35 USC §§ 102, 103. Ten 
percent of the examiners’ answers reviewed contained 
similar rejections. The number of alternative rejections 
under either § 102 or § 103 was sufficiently low so that 
no further action is required. 


B. Final Rejection Practice 


1. Timely Development of Issues in Examiner and Attor- 


ney Communications 

The perception surveys indicate that examiner actions 
and attorney responses leading up to final rejection do 
not adequately develop the issues. The objective 
Applications Survey data indicate that 32% of exam- 
iners’ non-final actions do not fully respond to all 
arguments raised by the applicant. Improvement is 
needed by both examiners and attorneys in fully 
developing the issues prior to final. 

Final rejections were found to treat all claims, but were 
deficient in answering all arguments presented by the 
applicant and in treating affidavits and declarations 
submitted to overcome rejections. Improvement is 
needed in responding to all issues raised during the 
prosecution when making a final rejection. 


2. Appropriateness of Final Rejection 


Thirteen percent of the final actions surveyed were 
considered premature. However, 91% of the final rejec- 
tions reviewed were considered to be reasonable. Thirty- 
nine percent of the attorneys responding to the AIPLA 
survey perceived final actions as proper only occasion- 
ally or rarely. 

Though examiners appear to be doing an acceptable 
job in making reasonable and final rejections, 
some improvement is needed. However, attorney per- 
ception is substantially lower than the factual findings. 
This may be due to a desire by attorneys for a more liberal 
after final procedure rather than improper examiner 
application of the current procedure. 
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3. Advisery Actions 
Advisory actions were found to be mailed in a timely 
manner. 
Thirty-three percent of the amendments filed after 
final were i refused entry. Only 46% 
tothe AIPLA 


given full i 
In only 39% of the instances when an amendment to 
existing claims was entered after final did the advisory 
action clearly specify the grounds of rejection applicable 
sal egg at me 
Hence, significant improvements are are needed in 
assuring that amendments after final: 


a. are not arbitrarily refused entry, 

b. are given sufficient consideration. and 

c. communicate the ground of rejection for any claim 
amended after the final rejection. 


C. Information Disclosure Statements 


to the first action. However, 47% are filed more than 
three months from the filing date. In 1978, just after 37 
CFR § 1.56 was amended, only 21% of the statements 
were filed more than three months after the filing date. 
Twelve percent of applications on appeal had statements 
filed after the final rejection. Two percent of the state- 
ments are tiled after the application has been allowed. 

Only 11% of the statements filed more than three 
months after the filing date contained an explanation for 
the delay. 

Hence, significant improvements are needed for 
assuring that information disclosure statements are filed 
in a timely manner, and with an explanation for the delay 
when filed late. 


2. Submission Includes Explanation of Relevancy of 
Documents 


The explanation of the relevance of the art is substan- 
tially below standard whether the citation is incorporated 
in the specification or is in a separate paper. Hence, 
_——— improvement is needed in assuring that 

of the relevance of documents cited in 
information disclosure statements are provided. 


3. Copy of Documents Supplied 
Copies of cited documents, 
ided i 


ing copies of documents cited in 
rated statements. 


eee pee Documents Provided 
ther a translation or a statement that a translation 
isnt readily aval s generally tat provided when 
the citation is incorporated in the specification. While 
compliance with the standard is better when the citation 
is in a separate paper, compliance is still poor. Improve- 
ment is needed. 


5. Form PTO-1449 or 
Since the use of form 1449 is not mandatory, 
this section merely reports the degree to which the form 
is voluntarily used and is thus informational only. Form 
PTO-1449 is used in about 70% of disclosure statement 
submissions when the submission is in a separate paper. 
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The form is used in about 25% of the disclosure state- 
ments incorporated in the specification. 


6. Miscellaneous 


Examiners considered art submitted prior to first 
action in 93% of cases reviewed. Improvement is needed 
to insure 100% compliance. 

While the survey results indicate a perception by 
examiners that related copending applications are not 
being fully disclosed, no objective survey data was 
recorded on this topic. Since attorneys are only required 
to cite related applications that are material, the survey 
question does not measure perceived performance 
against the current standard. No conclusions can be 
reached based upon the survey data. 


D. Interviews 
1. Interviews in General 


The results of the AIPLA survey indicate that, of the 
attorneys responding to the survey, 


a. 75% perceived interviews as productive, 

b. 89% perceived interviews to be kept as scheduled, 

c. 68% perceived examiners to be adequately pre- 
and 


d. 85% perceived the interview summary form to be 
completed adequately. 


The results of the Examiners Survey indicate that, of 
the examiners responding to the survey, 


a. 53% perceived interviews as productive, 

b. 96% perceived interviews to be kept as scheduled, 

c. 88% perceived attorneys to be adequately pre- 
pared, and 

d. 67% perceived attorneys as making the substance 
of the interview of record. 


The survey results indicate that attorneys perceive that 
examiners are willing to grant at least one interview if 
timely requested. No need for improvement would 
appear necessary. A substantial number of attorneys 
(approximately 30%) feel that examiners are only oc- 
casionally or rarely willing to discuss and attempt to 
resolve substantive issues at interviews. 
However,examiners often express the desire to reserve 
commitments until after an interview so that full con- 
sideration of all points could be made. It cannot be 
concluded from the survey data whether examiners 
could be making more substantive commitments at 
interviews. No need for improvement is indicated. Some 
improvement is needed by attorneys in ensuring that an 
adequate written record of the substance of all interviews 
is provided. 


2. Telephone Restriction 


As a general policy, the examiner should telephone 
the attorney of record and request an oral election when 
making a restriction requirement. In 62% of the restric- 
tion requirements reviewed, the policy was followed. 
However, the telephone is not required to be used when 
examiners know that an election will not be made by 
phone. The number of instances of the remaining 38% 
where no restriction was made for this reason was not 
determined. Hence, while it appears that some improve- 
ment is needed, the degree of need for improvement 
cannot be determined without further study. 


E. Responses by Applicant 
1. Responses under 37 CFR § 1.111 


Approximately 90% of the responses reviewed were 
technically fully responsive to Office actions. However, 
the percentage of responses that explained why the 
claimed invention would have been unobvious in view 
of the prior art was significantly lower. Moreover, some 
of the comments from examiners indicate that they feel 
responses often argue references individually rather 
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than address the combination of references set forth in 
the prior Office action. At least part of this may be due 
to the lack of an exafniner explanation in rejections how 
references are used and combined. 

Hence, no significant improvement is needed in 
assuring that responses under § 1.1 §reat all objections 
and rejections. However, significant improvement is 
needed in assuring that responses include an explanation 
of why it would have been unobvious to combine or 
modify the references in the manner suggested by the 
examiner. 


2. Responses Under 37 CFR § 1.116 

Only 16% of the amendments filed after a final 
rejection that were reviewed presented a showing of 
good and sufficient reasons why they were necessary 
and why they were not presented earlier. Moreover, 48% 
of the examiners and SPEs responding to the Examiners 
Survey perceived that attorneys generally do not start 
serious prosecution or make substantial amendments 
until after the final rejection. 

Hence, significant improvement is needed in assuring 
that responses under § 1.116 explain why an amendment 
was not presented earlier. 


3. Appeal Briefs—Responses to Rejections 
Ninety-four percent of the briefs reviewed contained 
an explanation why the examiner’s modification of the 
references would have been unobvious. Hence, no 
significant improvement is needed in assuring that briefs 
adequately communicate why the examiner’s rejection 
is considered improper. 


4. Affidavits/Declarations Submitted to Overcome Rejec- 
tions 

Approximately 20% of affidavits/declarations are not 
filed in a timely manner. Hence, improvement is needed 
in assuring that affidavits/declarations are submitted in 
a timely manner. 

Examiner perception of the sufficiency of affidavits 
to either establish proper “nexus” when asserting 
commercial success or to present evidence to substan- 
tiate an allegation of “secondary considerations” was 
very low, indicating a need for at least some attorney 
improvement. 


F. Completeness of the Record 


1. Reasons for Allowance 

In 22% of the applications reviewed, the reason for 
allowance was not clear from the record. Moreover, only 
50% of the attorneys responding to the AIPLA Survey 
perceived the reason for allowance made of record by 
the examiner, as clearly establishing why the claims 
were allowed. Hence, significant improvement is 
needed in assuring that the record clearly explain why 
the claims were allowed. 


2. Recordation of Searches 

Eighty-five percent of the applications surveyed had 
search boxes properly filled out by the examiner. 
Approximately 45% of the applications, wherein an 
automated search was made, were lacking information 
about the automated search. Hence, improvements are 
needed in assuring that the search data are recorded in 
a complete and accurate manner. 


3. Foreign Priority Data Verified 
The priority/PCT data appearing on the face of the 
file wrapper were not verified in 23% of the applications 
reviewed. Hence, a significant improvement is needed 
in assuring that the priority/PCT data appearing on the 
file jacket are verified. 


G. Compact Prosecution 
1. Adequacy of Applications Prior to First Action 


Applications should be devoid of obvious informali- 
ties. Significant improvement is needed in foreign origin 
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applications since 70% of the examiners surveyed 
perceived foreign applications as substantial 
formal deficiencies almost always or most of the time. 
However, only 16% of the examiners perceived U.S. 
origin applications as containing substantial formal 
deficiencies. 

The disclosure should be readily understandable and 
the claims should clearly define the invention to enable 
the examiner to conduct an adequate search. Improve- 
ment is needed in foreign origin applications since 20% 
of the examiners surveyed perceive such applications 
as lacking an adequate disclosure to it examination 
almost always or most of the time. However, 97% of 
these examiners perceive U.S. origin applications as 
containing an adequate disclosure. 

Claims should be presented that range from the 
broadest to the most detailed that applicant is willing 
to accept. Substantial improvement is needed in this area 
since the Applications Survey shows that only approxi- 
mately 60% of the applications surveyed contained such 
a range of claims. 


2. Searches 

The first search should cover the invention as de- 
scribed and claimed. Substantial improvement is needed 
in conducting a more thorough search at the time of the 
first action since 50% of the applications surveyed 
revealed newly applied art in subsequent actions that 
should have been applied in a previous action. 

A search should be made in the issuing class/subclass. 
Improvement is needed in this area because 11% of the 
allowed applications reviewed did not indicate that the 
issuing class/subclass was searched. 


3. Indication of Allowable Subject Matter — 

Examiners should communicate certain aspects or 
features ofapplicant’s invention that if properly claimed 
would receive favorable consideration. Significant 
improvement is needed in this area since only 59% of 
the applications that were deemed appropriate for an 
indication of allowable subject matter had such an 
indication. 


H. Appeal Practice 


1. Appellant’s Brief—Format 

Ninety-five percent of the briefs reviewed contained 
a concise explanation of the invention. However, only 
46% of the explanations contained a reference back to 
the drawings and/or specification. Hence, a significant 
improvement is needed in assuring that appellant’s 
explanation of the invention refers to the drawing and/ 
or specification. Ninety-five percent of the briefs re- 
viewed contained a copy of the claims. Hence, no 
significant improvement is needed in ing that 
appellants provide a copy of the claims on appeal. 

In addition, formal matters that are not currently 
required in briefs were found to be included in the 
surveyed briefs to the following extent, 


a. 27% of the briefs included a separate summary of 
the issues on appeal, 

b. 53% of the briefs included a citation of the refer- 
ences as well as an explanation of each reference, 

c. 7% of the briefs included a reference back to the 
drawings or specification in the copy of the claims 
presented in the brief; however, 58% of the 
examiners surveyed thought that an appeal! brief 
ee 
read on the drawings or specification, and 

d. 2% of the briefs out an exemplary claim; 

however 60% of the examiners surveyed thought 

that an appeal brief would be more useful if 

appellant is required to state whether all the claims 

on appeal stand or fall together. 


The formal requirements of the brief should be 
reviewed to determine if these additional requirements 
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would improve the manner in which issues on 
and evidence in support thereof are set forth in the 


2. Examiner’s Answer—Format 

Ninety percent of the answers surveyed identified the 
status of all the claims in the ications. One hundred 
percent of the answers cited all the references relied upon 
in the appeal and pointed out any deficiencies in the copy 
of the claims provided by appellant. Hence, no signifi- 
cant improvements are needed in the format of the 
examiners’ answers, as measured against the formal 
requirements for examiner’s answers. 

In addition, formal matters that are not currently 
required in examiner's answers were found to be 
included in the surveyed answers to the following extent, 


a. 15% of the answers included a summary of the 


issues on appeal, 

b. 40% of the answers included an explanation of the 
invention, and 

c. 28% of the answers included an explanation of the 
references. 


The formal requirements of the examiner's answer 
should be reviewed to determine if these additional 
Se 

on appeal and evidence in support thereof are set forth 
in the examiner's answer. 


3. Examiner’s Answer—Completeness 
Seventy-two percent of the answers reviewed re- 
sponded to every si raised in the 


significant argument 
briefs. Hence, a significant improvement is needed in 


assuring that examiners’ answers respond to every 
significant argument/issue raised by appellants. 


4. Post Examiner’s Answer Practice 
The Survey shows that a substantial number 
ee eee 
by the examiner. The findings are inconclusive regar- 
of the reply briefs or whether reply 
briefs are being treated properly by examiners. 


L. Allowance After Appeal Brief 


Thirty-nine percent of applications allowed after an 
appeal brief had been filed were found to have no change 


Substantial i ement in mailing Office actions 
earlier than one month from the day when the examiners 
are given credit for the Office action has been accom- 
plished since the inception of the Quality Reinforcement 
Program. 


oN ee 
Substantial improvement in assuring that Notices of 
Allowances are mailed promptly has been accomplished 
since the inception of the Quality Reinforcement Pro- 


In addition to reaching conclusions on the current level of 
ae the program determined 


A summary of their perceptions is presented below. 
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Examiner legal proficiency was perceived by attor- 
neys to be in definite need of improvement. 

Examiner technical competency, care in doing the 
job, and neatness of attire were perceived by attorneys 
as more positive than negative, but in need of improve- 
ment. 

Clerical competency and care in doing the job were 
perceived by attorneys to be in definite need of improve- 
ment. 


Clerical functions including neatness of attire, coop- 
erativeness, courteousness and availability were per- 
ceived as being more positive than negative, but with 
substantial room for improvement. 

Attorney handling of foreign origin applications was 
perceived by examiners to be deficient in preparation 
of the case for examination. Attorney practices including 
continued prosecution after final, interview practice, 
submission of information disclosure statements and 
explanation of reasons for disagreement with § 103 
rejections were also of concern to examiners. 


[1078 OG 22} 


(102) Report on Results of an Oct. 1985—Feb. 1986 
Survey on the Citation by A ts of Information 
Disclosure Statements in Applications 


This report summarizes the data compiled from a sample of 
1200 allowed utility applications surveyed in the Office of 
Quality Review during the period of Oct. 1, 1985 to Feb. 14, 
1986. 


For purposes of the survey, a “citation”, whether appearing 
in the specification or in a separate paper, is defined as either 
(1) a listing of patents or publications together with a concise 
explanation of the relevance of each listed item (i.e. an 
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“information disclosure statement” under 37 CFR 1.98(a)), or 
(2) a “mere listing” of patents or publications. In addition, a 
“reference”, or “document”, is defined as any patent or other 
publication cited by applicant. 

This survey report is similar to and presented in the same 
general format as the survey reports published in the Official 
Gazette of Nov. 23, 1976, pages 1356 and 1357, of Sept. 26, 
1978, pages 22 and 23, and of Aug. 12, 1980, pages 8 and 9. 
It should be noted, however, that the phrase “prior art state- 
ment” used throughout the three previous survey reports has 
been replaced by the more appropriate phrase “information 
disclosure statement” reflecting the current terminology of 37 
CFR 1.97-1.99 as amended. 

This survey indicates, among other things, that 60% of the 
sampled applications include citations by applicants. This is 
somewhat less than the 63% finding in the survey reported in 
the 1980 O.G. and the 64% finding in the 1978 survey but still 
represents an improvement over the 54% finding in the 1976 
survey. In addition, more citations are being submitted later in 
the prosecution than previously. The percentage of applications 
having citations submitted in separate papers has increased 
while the percentage of applications having such papers sub- 
mitted within three months of the filing of an application is down 
from 79% in 1978 and 73% in 1979 to 53% presently. Also, 
while the percentage of applications having citations accom- 
panied by copies of references cited has increased, overall 
compliance with Office guidelines has decreased. 

A separate, recent informal review of citations made after 
allowance similarly indicated frequent noncompliance with the 
guidelines of Section 609 of the Manual of Patent Examining 
Procedure. Often, citations were in the form of prior art search 
reports made by foreign patent offices many months or years ear- 
lier, submitted without copies of the references, discussion of 
materiality, or any explanation for the late submission. The Of- 
fice is presently considering action to remedy these problems 


The statistics are otherwise presented without comment as follows: 


(1) Number of applications in sample 


(Percent of total sample) 
Number of applications having citations submitted in: 
(2) 
(3) 
(4) 
(5) 


Separate papers 
(Percent of sample 2/1) 


Both paper and in specification 
(Percent of sample 3/1)... 

The specification only 

(Percent of sample 4/1) 

Total number of applications having citations 
(Percent of sample 5/1) 


Application in which the applicant submitted citations in the specification. 


Number of applications including citations in the 
specification 

(Percent of applications havingcitations in the 
specification 6/1) 

Number of applications including mere listing of 
references in the specification 


(Percent of applications having mere listing of ref- 


erences in the specification 7/1) 


Number of applications including information dis- 


closure statements in the specification 

(Percent of applications having disclosure state- 
ments in the specification 8/1) 

Number of applications including information 
disclosure statements in the specification which 
included copies of the references 


Chem. 
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(Percent of applications, with disclosure state- 
ments in the specification, having copies of the 
references 9/8) 

Number of applications including information dis- 
closure statements in the specification which 
comply fully with the guidelines (37 CFR 1.97- 
1.99;MPEP § 609) (e.g. timely filed, translations 
where applicable, etc.) 

(Percent of applications, with disclosure state- 
ments in the specification, which fully comply 
with CFR and MPEP 10/8) 

Number of applications including information dis- 
closure statements citing non-English doc- 
uments in the specification 

(Percent of applications, with disclosure state- 
ments in the specification, citing non-English 
documents 11/8) 


Applications in which applicant submitted citations in separate papers. 


Oi ee 


Number of applications including citations in a 


(Percent of applications having citations in sepa- 
rate papers 12/1) 

Number of applications including separate 
citations submitted within 3 months of the 


(Percent of paper 
within 3 months 13/12) 

Number of applications including separate paper 
citations which include a om A of the refer- 
ence(s) 

(Percent of separate paper citations including 
copy(s) of the reference(s) 

Number of applications including separate 
citations which cited a non-English document 

(Percent of separate paper citations citing non- 
English documents 

Number of applications including separate papers 
with information disclosure statements 

(Percent of separate paper citations having disclo- 
sure statements 

Number of 
citations which fully 
(37 CFR 1.97-1.99; 

(Percent of separate paper citations which fully 

comply with CFR and MPEP 17/12) 


Applications in which applicant submitted more than ten citations. 


(18) Number of applications having more than ten cita- 
(Percent of applications having more than ten ci- 


[1049 OG 24] 


(103) Express Abandonments 


over the past several months has indicated the 
need to clarify and re-emphasize existing practice 
express abandonments submitted under 37 CFR 1.138. 
Since 1966, when Rule 138 was revised, it is no longer 
required that the applicant and the assignee of record, if any, sign 
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care should be taken to insure that the appropriate application 
from a group of related applications is correctly identified in 
the letter of abandonment. 

A declaration of abandonment signed by the applicant or 
his attorney or agent of record becomes effective when an ap- 
propriate official of the Office takes action in recognition of the 
declaration. When so recognized, the date of abandonment may 
be the date of recognition or a different date if so specified in 
the declaration itself. For example, where a continuing appli- 
cation is filed with a request to abandon the prior application 
as of the filing date accorded the continuing application, the 
date of the abandonment of the prior application will be in 
accordance with the request once it is recognized. 

Action in recognition of an express abandonment may take 
the form of an acknowledgement by the examiner or the Patent 
Issue Division of the receipt of the express abandonment, in- 
dicating that it is in compliance with 37 CFR 1.138 (see Section 
711.01 MPEP). Alternatively, recognition may be no more than 
the transfer of drawings to a new application pursuant to in- 
structions which include a request to abandon the application 
containing the drawings to be transferred (see 37 CFR 1.60 and 
Section 608.02(i) MPEP). 

It is suggested that divisional applications being submitted 
under 37 CFR 1.60 be reviewed before filing to ascertain 
whether the prior application should be abandoned. Recent 
experience reveals that some divisional applications are being 
filed under 37 CFR 1.60 with requests to transfer the drawings 
from, and abandon, the prior application. Following the recog- 
nition of the abandonment, the attorney or agent signing the 
request informs the Office that the request was made by mistake 
for any one of a number of reasons. Care should be exercised 
in situations such as these as the Office looks on express aban- 
donments as acts of deliberation, intentionally performed. 

Another common situation involves the submission of an 
express abandonment following the allowance of an application 
The express abandonment may not be ized unless it is 
actually received by appropriate officials in time to act before 
the date of issue. In those cases, once a patent number and issue 
date have been assigned to the application, it is considered too 
late to act on the express abandonment unless a petition under 
Rule 313(b) or Rule 183 is granted (see Section 711.01 of 
MPEP). 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Apr. 7, 1975. 


[934 O.G. 2] 


(104) 


Notice of Abandonment for Failure to 
Prosecute Application 


Effective immediately the Patent Examining Corps will mail 
a communication, concerning all applications becoming aban- 
doned in the Corps for failure to prosecute, to the correspon- 
dence address of record. 

The communication to be mailed will merely comprise acopy 
of the first page of the Office action, to which applicant failed 
to properly a. dl copy including stamped language 
thereon indicating that the application has become abandoned 
and the date that the copy was mailed. The | stamped 
on the copy will be as follows: APPLICATION HAS BECOME 
ABANDONED. THISNOTICEMAILED: 

In no case will the mere failure to receive a notice of abandon- 
ment affect the status of an abandoned application. 

This new should enable applicants to take appro- 
priate and diligent action to reinstate an application inadver- 
tently abandoned for failure to timely respond to an official 
communication. In most cases, a petition to revive under 37 CFR 
1.137 will be the appropriate remedy. It may be that a response 
to the Office action was mailed to the Office with a certificate 
of mailing declaration as a part thereof (notice of October 26, 
1976: 951 O.G. 1342) but was office. In this instance, adequate 
relief may be available by means of a petition to withdraw the 
holding of abandonment. 

In any instance, if action is not taken promptly after receiving 
SS ee See any ant 
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If a lack of diligent action is predicated on the contention 
that neither the Office action nor the notice of abandonment was 
received, one may presume that there is a problem with the 
correspondence address of record. Accordingly, your attention 
is directed to recent notices of May 28, 1975, and September 
9, 1976, dealing with changes of addréss (935 O.G. 1352 and 
951 O.G. 454). In essence, it is imperative that a paper notifying 
the Office of a change of address be filed promptly in each 
application in which the correspondence address is to be 
changed. 

If an application is abandoned or a patent lapsed for an 
excessive time a terminal disclaimer may be required. A terminal 
disclaimer may also be required where the holding of abandon- 
ment or lapse is withdrawn but a determination is made that 
action attempting to correct the problem should have been taken 
in a more diligent manner. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


May 9, 1977. 
[959 O.G. 24] 


Requirement for a Response Under 
37 CFR 1.136 and 1.137 Where a 
Continuing Application is Being Filed. 


(105) 


This notice is intended to clarify the requirements for a 
response as required by 37 CFR 1.136 or 1.137 in situations 
involving a petition for extension of time or a petition to revive 
an abandoned application for the purpose of filing a continuing 
application. 

In those instances where an extension of time or a revival 
of an abandoned application is sought solely for the pu 
of filing a continuing application under 35 U.S.C. 120 and where 
the prior application is to be abandoned in favor of the continuing 
application, the filing of a response as required by 37 CFR 1.111, 
1.113, 1.192 or other regulation is considered to be an unnec- 
essary expenditure of resources by the applicant. Accordingly, 
in these situations, the Patent and Trademark Office will accept 
the filing of a continuing application as a response under 37 
CFR 1.136 or 1.137. 

To facilitate processing by the Office, any such petition for 
extension of time or petition to revive should specifically refer 
to the filing of a continuing application and also include an 
express abandonment of the prior application conditioned upon 
the granting of the petition and the granting of a filing date to 
the continuing application. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


May 13, 1983. 
[1031 OG 11] 


Petitions Under 37 CFR 1.183 to Waive 
the One Year Time Period Requirement in 37 
CFR 1.137(b), 1.155(c) and 1.316(c) 


(106) 


Petitions to revive an unintentionally abandoned application 
(37 CFR 1.137(b)) or to accept an unintentionally late paid issue 
fee (37 CFR 1.155(c) or 1.316(c)) must befiled within one year 
of the date on which the application became abandoned. 

In the last sentence of the above-noted subsections of 37 CFR, 
the Commissioner of Patents and Trademarks has indicated that 
petitions under 37 CFR 1.183 to waive any time period require- 
ments for filing a request pursuant to these subsections will not 
be considered, but will be returned to the applicant. However, 
it has become apparent that under certain very limited condi- 
tions, the interests of the patent system would be better served 
by considering such petitions. 

These very limited conditions arise when an application 
becomes abandoned due to an action or inaction by applicant 
and the Patent and Trademark Office performs a positive, 
documented and Official act* (e.g., by issuing an Official 
document) which could lead a reasonable individual to conclude 
that the action or inaction was appropriate. If this conclusion 
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is a contributing factor in the applicant's failure to realize the 
true, abandoned status of his application in time to file a petition 
under one of the above-noted subsections, then conditions exist 
See een eee. 
a if an applicant files papers for a continuing 
application under 37 CFR 1.60 or 1.62 on a date when the parent 
application is abandoned (e.g., the applicant neglected to obtain 
an extension of time in the parent application), the requirements 
of these are not satisfied and the papers should not 
be processed into an However, if in spite of this 
error the Office issues a filing receipt for the continuing 
application, a reasonabie individual could conclude that the 
continuing application had been properly filed on a date when 
the parent ion was Further, if the lack of 
copendency between the parent and the continuing applications 
is not discovered until after one year from the 
Se ee ee caoliiiine a 
obtain copendency by reviving the parent application under 37 
CFR 1.137(b) is lost. As an additional example, if an applicant 
submits a check for payment of the issue fee and the payment 
is improper (e.g., the check is not timely submitted or is returned 
to the Office unpaid due to insufficient funds), the application 
should be held abandoned. However, if in spite of the improper 
issue fee payment the Office issues the application as a patent, 
a reasonable individual could conclude that the issue fee 


became opportunity 

to request acceptance of a late paid issue fee under 37 CFR 

ee ee 
The abandonment 


described in the above-noted 
examples are clearly attributed to an error on the part of the 
applicant. Nevertheless, such a problem could be aggravated 
when the Office performs a positive, documented and Official 
act* which, in the circumstances recounted above, may be a 
contributing factor in the loss of an opportunity to rectify this 
problem by filing a petition under one of the above-noted 
subsections. In light of these factors, the Commissioner will 
NN ee ee ee 
period requirement for filing a petition pursuant to 37 
1.137(b), 1.155(c) or 1.316(c) providing the following strictly 
limited conditions are present: 


(1) The applicant’s action or inaction which caused the 
application to become abandoned was clearly an unin- 
tentional oversight which resulted from a bona fide 
attempt, as evidenced by Patent and Trademark Office 

records, to Rapes = 2 with patent statutes, rules and 
in order to keep the application pending as 


desired; and 
(2) The Office performed a positive, documented and 
Official act* which could lead a reasonable individual 
to conclude that the action or inaction was proper and 
this conclusion was a contributing factor in the appli- 
cant’s failure to realize the true abandoned status of his 
application in time to file a petition under one of the 
above-noted subsections; and 
ee 1.183 and one of the above- 
noted subsections is filed within three (3) months of the 
date applicant is notified by the Office or otherwise 
becomes aware of the abandoned status of the applica- 
tion; and 
(4) The petition is accompanied by a terminal disclaimer with 
ee ae tanaka 
equivalent to the period of es ee ae 
patent granted on the application or on any application entitled 
to the benefit of the filing date of the application under 35 USC 
120. 
For a transitional period of three (3) months from the date 
of this Notice, the requirement for filing a petition within three 


(3) months of the date referred to in condition (3), above, will 
not be enforced providing: 


(a) the abandoned could have been restored to 
sadiincditaabadiempabaatnenene 
subsections had been timely filed; and 

(b) the applicant made a bona fide attempt, as evidenced 
by Patent and Trademark Office records, to restore the 
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Applicants should note that this is intended to be a very 
ap arses ae eepepemeenhe peer re 

authority to waive the one period required under the 
above-mentioned subsections. For this reason, the above-noted 
conditions and provisions will be adhered to and any 
petition under § 1.183 which fails to comply with these con- 
ditions or provisions will be denied. 


*NOTE: THE FAILURE OF THE PATENT AND TRADE- 
MARK OFFICE TO SEND AN OFFICIAL COMMUNICA- 


TION (E.G., A NOTICE OF ABANDONMENT) IS NOT 
CONSIDERED TO BE A POSITIVE, DOCUMENTED AND 
OFFICIAL ACT WITHIN THE MEANING OF THIS NOTICE. 


JAMES E. DENNY, 
Deputy 


Assistant, 
Commissioner for Patents 
[1059 OG 4} 


Aug. 26, 1985. 


(107) Procedure for 


Handiing 
under 37 CFR 1.116 


and T the previous practice in 

ceeeee adabeecupten wold eanlinamenatien 
Statutory period for response to a final rejection 

of a a a timely fia reponse to ina eecuon ICTR 1.116) 1. ae. 

en po ee ey po 

or a or 


subsequent response mh! 
toning and paying the appropiate fee unde CFR | 136%), 
provided the additional time does not exceed the six month 


period. 
In order to continue to encourage the early filing of any first 


On Oct. 1, 1982, pursuan: w Public Law 97-247, the Patent 
rademark Office discontinued the 


A shortened statutory 
action is set to expire 
action. In the event a first 


iod for response to this final 
months from the date of this 


extension fee pursuant to 37 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event 
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advisory action until after the end of three months, the shortened 
statutory period will expire on the date the examiner mails the 
advisory action and any extension fee may be calculated from 
that date. 

Statutory set in Office actions mailed before Feb. 28, 
1983, will not be effected by this change in procedure. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Jan. 14, 1983. 
[1027 OG 71] 


Expedited Procedure for 
Amendments and Other After Final 
Rejection (37 CFR 1.116) 


In an effort to improve the timeliness of the ing of 
amendments and other responses under 37 CFR 1.116, and 
thereby ide better service to the public, the Patent and 
Trademark Office (PTO) is establishing, effective immediately, 
an expedited processing procedure which the public may utilize 
in filing amendments and other responses after final rejection 
under 37 CFR 1.116. In order for an applicant to take advantage 
of the expedited procedure the amendment or other response 
under 37 CFR 1.116 will have to be marked as a ‘Response 
Under 37 CFR 1.116— Expedited Procedure-Examining Group 
(Insert Examining Group Number)’’ on the upper right portion 
of the amendment or other response and the envelope must be 
marked *"Box AF”’ in the lower left hand comer. The markings 
preferably should be written in a bright color with a felt point 
marker. If the response is mailed to the Office, the envelope 
should contain only responses under 37 CFR 1.116 and should 
be mailed to ‘Box AF, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231.”’ Instead of mailing the 
envelope to ‘Box AF’’ as noted above, the response may be 
hand-carried to the particular Examining Group or other area 
of the Office in which the application is pending and marked 
on the outside envelope ‘’Response Under 37 CFR 1.116 — 
Expedited Procedure-Examining Group (Insert Examining 
Group Number)’’. 

Upon receipt by the PTO from the Postal Service of an 
envelope appropriately marked ‘’Box AF,”’ the envelope will 
be specially processed by the PTO Mail Room and forwarded 
promptly to the Examining Group, via the Office of Finance 
if any fees have to be charged or otherwise processed. Upon 
receipt of the response in the Examining Group it will be 
promptly processed by a designated clerical employee and 
forwarded to the examiner, via the Supervisory Primary Exam- 
iner (SPE), for action. The SPE is responsible for ensuring that 
prompt action on the response is taken by the examiner. If the 
examiner to which the application is assigned is not available 
and will not be available for an extended period, the SPE will 
ensure that action on the application is promptly taken to assure 
meeting the PTO goal described below. Once the examiner has 
completed his or her consideration of the response, the exam- 
iner’s action will be promptly typed and mailed by clerical 

employees designated to expedite the processing of responses 
filed under this procedure. The Examining Group supervisory 
personnel, e.g., the Supervisory Primary Examiners, Supervi- 
sory Applications Clerk, and Group Director are responsible for 
ensuring that actions on responses filed under this procedure 
are promptly processed and mailed. 
The PTO goal is to mail the examiner’s action on the response 
within one month from the date on which the amendment or 
response is received by the PTO. The PTO is establishing 
monitoring procedures to determine how well the goal is being 
achieved. If the goal of mailing the action on the response within 
one month or less is not achieved in a high percentage of 
applications, e.g., at least 90-95% of appropriately marked 
responses, after a reasonable trial period, the PTO will institute 
further changes in procedures in the future which will give 
ite relief to applicants in cases where the delay is due 
to processing. 

Applicants are encouraged to utilize this expedited procedure 
in order to facilitate PTO processing of responses under 37 CFR 
1.116. If applicants do not utilize the procedure by appropriately 
marking the envelope and enclosed papers, the benefits expected 
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to be achieved therefrom will not be attained. The procedure 
cannot be expected to result in achievement of the goal in 
applications in wi the delay results from actions by the 
applicant, e.g., delayed interviews, applicant’s desire to file a 

further , OF a petition by applicant which requires a 
decision and delays action on the response. In any application 
in which a response under this procedure has been filed and 
no action by the examiner has been received within the time 
referred to herein, plus normal mailing time, a telephone call 
to the SPE of the relevant Group Art Unit would be appropriate 
in order to permit the SPE to determine the cause for any delay. 
If the SPE is unavailable or if no satisfactory response is 
received, the Group Director of the Examining Group should 
be contacted. 

Any comments on this expedited procedure during the trial 
period are invited and should be directed to the attention of Rene 
D. Tegtmeyer, Assistant Commissioner for Patents, U.S. Patent 
and Trademark Office, Washington, D.C. 20231. 


DONALD J. QUIGG, 
Commissioner of Patents and 
Trademarks .. Designate. 


[1059 OG 19] 


Sept. 20, 1985. 


(109) New Procedures for Recordation of Interviews 


This notice establishes within the Patent and Trademark 
Office additional general procedures for the recordation of 
interviews. procedures were published in the Official 
Gazette of June 28, 1977 (959 O.G. 36) for comment from 
interested members of the public by August 10, 1977.Fifteen 
written comments were received the majority of which were 
favorable to the proposed procedures. Careful consideration has 
been given to the comments and the procedures are being 
adopted with a few changes. 

Under present practice it is the responsibility of the applicant 
or the attorney or agent to make the substance of an interview 
of record in the application file, unless the examiner indicates 
he or she will do so. It is the examiner’s responsibility to see 
that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability as set forth 
in section 713.04 of the Manual of Patent Examining Procedure 
(MPEP). This practice is continued and further amplified as set 
forth below. 

Recent surveys have indicated that the substance of many 
interviews has not been made of record or the text thereof is 
incomplete as to substantive matters. In some cases, the sub- 
stance of an interview may be presented as arguments in a 
subsequent response filed by the applicant but without any 
indication that they had been presented at the interview. In order 
to help insure a better record of examiner-applicant interviews 
in application files, the following new procedures are adopted 
to become effective for interviews conducted on and after 
January 1, 1978. Appropriate changes will be made in the 
Manual of Patent Examining Procedure (MPEP). 

Examiners will complete a two-sheet carbon interleaf Inter- 
view Summary Form for each interview held where a matter 
of substance has been discussed by checking the appropriate 
boxes and filling in the blanks in neat handwritten form. 
Discussions regarding only procedural matters, directed solely 
to restriction requirements (for which interview recordation is 
otherwise provided for in Section 812.01 of the MPEP), or 
pointing out typographical errors or unreadable script in Office 
actions or the like, are excluded from the interview recordation 
procedures below. 

The Interview Summary Form shall be given an appropriate 
paper number, placed in the file and listed on the ‘’Contents’’ 
list on the file wrapper. The docket and serial register cards will 
not be updated to reflect this interview. In a personal interview, 
the duplicate copy of the Form will be removed and given to 
the applicant (or attorney or agent) at the conclusion of the 
interview. In the case of a telephonic interview, the copy will 
be mailed to the applicant’s address either with 
or prior to the next official communication. If additional 
corres, from the examiner before an allowance is not 
likely or if other circumstances dictate, the Form will be mailed 
promptly after the telephonic interview rather than with the next 
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official communication. The of the Form will 
be made of record and placed in the right flap of the file. 

The Form provides for recordation of the following infor- 
mation: 


; - 
hadupigiincldngmeatannsdiGetapeneue 
be by attachment of a copy of amendments or claims agreed 
as being allowable). (Agreements as to allowability are 
tentative and do not restrict further action by the examiner 


The Form also contains a statement reminding the applicant 
of his responsibility to record the substance of the interview. 

It is desirable that the examiner orally remind the applicant 
of his obligation to record the substance of the interview in each 
case unless both applicant and examiner agree that the examiner 
will record same. Where the examiner agrees to record the 
substance of the interview, or when it is adequately recorded 
on the Form or in an attachment to the Form, the examiner will 
check a box at the bottom of the Form informing the applicant 
that he need not supplement the Form by submitting a separate 
record of the substance of the interview. 

It should be noted, however, that the Interview Summary 
Form will not be considered a complete and proper recordation 
of Gp inant uae Gotten ets enaiiantialr oe 
applicant or the examiner to include, all of the applicable items 
required below concerning the substance of the interview: 


The complete and proper recordation of the substance of any 
interview should include at least the following applicable items: 


1) A brief description of the nature of any exhibit shown or 
any demonstration conducted. 

2) an identification of the claims discussed. 

3) an identification of specific prior art discussed. 

4) an identification of the principal proposed amendments 
of a substantive nature discussed, unless these are already 
described on the Interview Summary Form completed by 
the examiner. 

5) a brief identification of the general thrust of the principal 
arguments presented to the examiner. The identification 
of arguments need not be lengthy or elaborate. A verbatim 
or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient 
if the general nature or thrust of the principal arguments 
made to the examiner can be understood in the context 
of the application file. Of course, the applicant may desire 
to emphasize and fully describe those arguments which 
he feels ee oe ee ee ae 

6) a general indication of any other pertinent matters dis- 
cussed, and 

7) if appropriate, the general results or outcome of the 
interview unless already described in the Interview 
Summary Form completed by the examiner. 


Examiners are expected to carefully review the applicant's 
record of the substance of an interview. If the record is not 
complete or accurate, the examiner will take appropriate action 
as set forth in MPEP Section 713.04. If the record is complete 
and accurate, the examiner should place the indication ‘’Inter- 
view record OK’’ on the paper recording the substance of the 
interview along with the date and the examiner’s initials. 


(962 OG. 21] 


(110) Viewing of Video Tapes During Interviews 


The Potent and Trademark Office has video tape equipment 
available in the facilities of the Patent Academy for viewing 
video tapes from applicants during interviews with patent 
examiners. 

io Seep eypape nay an UND eaten eeem 


ee eae 
demonstrate that 


Manager to avoid any conflict with the Patent 

Requests to use video tape viewing for an inter- 
view dant be conde.st tambaus weak inateapeneneiew tt 
Patent Academy staff sufficient time to ensure the availability 
and proper of both a room and 


Interviews using Office video tape 
0 ae 


May 6, 1986. 
[1067 OG 4] 


(111) Statements Filed Under Atomic Energy Act 
And NASA Act 


Attention is called to the isions of section 152 of the 
Atomic Energy Act of 1954 (42 U.S.C. 2182) and section 305(c) 
of the National Aeronautics and Space Act of 1958 (42 U.S.C. 
2457). These statutes provide that the title to inventions useful 
in the production or utilization of special nuclear material or 
atomic energy, made or conceived in the course of or under any 


Space 

vested in the United States. They also provide that no patent 
may be granted for any invention useful in the production or 
utilization of special nuclear material or atomic energy, or which 
in the opinion of the Commissioner has significant utility in the 
conduct of aeronautical or space activities, unless the applicant 
files with his application or within 30 days after request therefor 
by the Commissioner, SS SS 
the full facts in regard to the making or conception of the 

invention, and (b) the situation with regard to the contractual 
relationships involving the Commission or the Administration. 
Careful attention should be given the exact wording of the 
requirements of whichever of these sections is pertinent in order 
to assure that all of the requirements are met. Since the duty 
a meray Pony ap tee te mg ee 
of Patents, it is incumbent on the Commissioner to determine 
whether the statements are timely filed and sufficient in sub- 
stance to comply. Since these laws do not provide for any 
Ss <8 ae an applicaton 
which has become abandoned for failure to file a proper state- 
ment, it is important that such statements be timely filed and 
that they do so comply in order to avoid loss of valuable patent 


The *'full facts”’ involved in the conception and making of 
an invention should include those which are unique to that 
invention. The use of form paragraphs or printed forms which 
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set forth only broad generalized statements of fact is not 
ordinarily regarded as meeting the requirements of these stat- 
utes 


This office has construed the word ‘’applicant’’ in both of 
these statutes to mean the inventor or joint inventors in person. 
Accordingly, in the ordinary situation, the statements must be 
signed by the inventor or joint inventors, if available. This 
construction is consistent with the fact that no other person could 
normally be more knowledgeable of the ‘’full facts concerning 
the circumstances under which such invention was made,’’ (42 
U.S.C. 2457) or, *’full facts surrounding the making or concep- 
tion of the invention or discovery’’ (42 U.S.C. 2182). 

In instances where an applicant does not have first-hand 
knowledge whether the invention involved work under any 
contract, subcontract, or arrangement with or for the benefit of 
the Atomic Energy Commission, or had any relationship to any 
work under any contract of the National Aeronautics and Space 
Administration, and includes in his statement information of this 
nature derived from others, his statement should identify the 
source. of his information. Alternatively, the statement by the 
applicant could be accompanied by a supplemental declaration 
or oath, as to the contractual matters, by the assignee or other 
person, e.g., an employee thereof, who has the requisite 
knowledge. 

Where an applicant is deceased or incompetent, or where 
it is shown to the satisfaction of this Office that he refuses to 
furnish a statement or cannot be reached after diligent efforts, 
declarations or statements under oath setting forth the informa- 
tion required by the statutes may be accepted from an officer 
or employee of the assignee who has sufficient knowledge of 
the facts. The offer of such substitute statements should be based 
on the actual unavailability of or refusal by the applicant, rather 
than mere inconvenience. Where it is shown that one of joint 
inventors is deceased or unavailable, a statement by all of the 
other joint inventor(s) may be accepted. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Aug. 13, 1973. 
[914 OG. 2] 


(112) NOTICE OF CHANGES IN THE 
ADMINISTRATION OF 42 U.S.C. 2182 
AND 2457 (PROPERTY RIGHTS STATEMENTS 


TO DOE AND NASA). 


Effective Nov. 1, 1986, the PTO will change the procedures 
under which property rights statements to the Department of 
Energy (DOE), 42 U.S.C. 2182, or National Aeronautics and 
Space Administration (NASA), 42 U.S.C. 2457 are requested 
and processed. These statements are required before a patent 
can issue on any invention useful in the production or utilization 
of special nuclear material or atomic energy (for the Department 
of Energy) or having significant utility in the conduct of 
aeronautical and space activities (for the National Aeronautics 
and Space Administration). 

Currently, the PTO waits until after an application is oth- 

erwise in condition for allowance before property rights state- 
ments are requested. Under the new procedure, if a statement 
is necessary, an informal request for the statement will be issued 
shortly after filing. The request will identify which chapter(s) 
of the statute apply and an informal period of 45 days will begin 
running from the mail date of the notice. 
If no response is received within 45 days, a formal notice 
will be issued. The statutory period for response to the formal 
notice is 30 days. There is no provision for extension of this 
time limit, and the penalty for failure to file an acceptable, timely 
statement is abandonment. In view of these strict time limits 
and penalties, applicants are strongly urged to take advantage 
of the period for informal correspondence by responding to the 
so-called 45-Day Letter. Additionally, the new 45-Day Letter 
will provide extensive information on the format and content 
of an acceptable statement. This should relieve many of the 
difficulties applicants currently experience in generating the 
statement. See also 914 OG. 2 for additional information on the 
form and content of property rights statements. 
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The statement should be an accurate reflection of the 
ownership of the invention on which patent protection is 
granted. Thus, if during prosecution before the examiner the 
claimed invention is so changed or the property rights situation 
so altered as to impact the accuracy of a statement submitted 
earlier, a supplemental statement must be filed. In those rare 
situations where property rights may be changed by an amend- 
ment to the claims after the statement has been filed, applicants 
are reminded that failure to submit such additional information 
where iate may be considered a false representation of 
material facts and render the patent owner vulnerable to sanc- 
tions as set forth in the above statutes. The PTO will not review 
applications for this possibility. The responsibility for comply- 
ing with the statutes rests with the applicants. 
The text of the new 45-Day Letter is reproduced below. 


The subject matter of this application appears to: 
be ‘’useful in the production or utilization of special 
nuclear material or atomic energy ‘’ as recited in 42 
U.S.C. 2181 (Department of Energy (DOE)). 

... have significant utility in the conduct of aeronautical and 
space activities as recited in 42 U.S.C. 2457 (National 
Aeronautics and Space Administration (NASA)). 

Accordingly, no patent can issue on this application 
unless applicant(s) file a statement (under oath or in the 
form of a declaration as provided by 37 CFR 1.68) 
setting forth (1) the full facts concerning the circum- 
stances under which the invention was made and 
conceived and (2) the relationship (if any) of the 
invention to the performance of any work under any 
contract or other arrangement with the Agency(ies) 
noted above. On the reverse side of this form is an 
example of an acceptable format for this statement. The 
language appearing in paragraphs III and/or IV of the 
example must appear if applicant is attempting to 
establish that no relationship (under item 2 above) exists. 

If the invention disclosed in this application was 
developed under a contract, grant or cooperative agree- 
ment between the Agency(ies) indicated above and a 
person, small business or non-profit organization and 
rights to the invention have been determined by specific 
reference to 35 U.S.C. 202 in the contract, grant or 
cooperative agreement, then applicant need not submit 

‘the statement described above. Instead, applicant may 
file a verified statement (under oath or in the form of 
adeclaration, 37 CFR 1.68) setting forth the information 
required by 35 U.S.C. 202(c)(6). 

IF NO STATEMENT HAS BEEN RECEIVED 
WITHIN FORTY-FIVE DAYS OF THE MAIL DATE 
INDICATED ABOVE, a formal requirement for state- 
ment will then be issued. No provision is made for 
extension of the statutory thirty-day period for response 
to the formal requirement and the penalty for failure to 
file an acceptable and timely statement is abandor:ment 
of the application. Therefore, applicants are strongly 
encouraged to submit a statement at this time in order 
to avoid the issuance of a formal requirement. 

ITIS IMPORTANT TONOTE that the statement must 
accurately represent the property rights situation of the 
claimed invention if and when the application is found 
allowable. Thus, if during prosecution before the 
examiner, the claimed invention is so altered or the 
property rights situation so changed as to impact the 
accuracy of a statement submitted earlier, a supplemen- 
tal statement must be filed. Failure to submit such 
additional information where appropriate may be 
considered as false representation of material facts and 
render the patent owner vulnerable to loss of patent 
rights and other sanctions as set forth in the statutes. The 
PTO will not review allowed applications for this 
possibility. The responsibility for complying with the 
Statutes rests with the applicants. 

Any questions regarding this requirement should be directed 
to Licensing and Review at (703) 557-4948. 


see 
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The following is an example of an acceptable property rights 
statement. Statements of this type are, of course, only suitable 
for situations in which NO Agency funds or other consid- 
erations were involved in the making or conception of the 
invention. While this example is in the form of a declaration, 
a sworn document is equally acceptable. 


s*e*e88 
I (We). 
citizens of 


residing 


at 
declare: 


That (we) made and conceived the invention described and 
claimed in patent application Serial Number. 

filed in the United States of America on 

titled. 


(Check and complete either L. or Il. below) 

I. (For Inventors Employed by an Organization) 
That I (we) made and conceived this invention while employed 
by 


That the invention is related to the work I am (we are) employed 
to perform and was made within the scope of my (our) 
employment duties; 

That the invention was made during working hours and with 
the use of facilities, equipment, materials, funds, information 
and services of (name of employer) ‘ 
Other relevant facts are 


That to the best of my (our) knowledge and belief (and/or based 
upon information provided by 


of 
Il. (For Self-Employed Inventors) 


that I (we) made and conceived this invention on my (our) own 
time using only my (our) own facilities, equipment, materials, 
funds, information and services. Other relevant facts are 


That to the best of my (our) knowledge and belief: 
(Check Ill and/or IV below as appropriate) 


—— III. The invention was not made or conceived in the course 
of, or in connection with, or under the terms of any contract, 
subcontract or arrangement entered into with or for the benefit 
of the United States Atomic Commission or its succes- 
sors: Energy Research and Development Administration or the 
Department of Energy. 


--AND/OR... 

IV. The invention was not made (conceived or first actually 
reduced to practice) under nor is there any relationship of the 
invention to the performance of any work under any contract 
of the National Aeronautics and Space Administration. 


The undersigned inventor(s) declare further that all state- 
ments made herein of his or her (their) own knowledge are true 
and that all statements made on information and belief are 
believed to be true and further that these statements are made 
with the knowledge that willful false statements and the like 
so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the 
application or any patent issuing thereon. 


Inventor’s Signature: 
Post Office Address: 
Date: 


U.S. PATENT AND TRADEMARK OFFICE 


Inventor's Signature: 
Post Office Address: 
Date: 


Information regarding these changes in the 


Sept. 16, 1986. 


[1071 OG 14] 


(113) Extension of Time Limit 

This notice is intended to clarify certain misunderstandings 
and indicates the treatment given to requests for an extension 
of time in a situation where applicant has been given a time 
limit to complete an otherwise incomplete but bona fide attempt 
to respond to the previous Office action and advance the case 
to final action. 

According to 37 CFR 1.135(c) when the applicant has filed 
a response to an examiner’s action but consideration of some 
matter or compliance with some requirement has been inadver- 
aly ee Ey eee 
may be given before the question of abandonment is considered. 
According to the M.P.E.P., pg pis oe ape pees 
give applicant one month or the the period for 
response, whichever is eres me ls wt 
the regulation nor the M EP. indicate that this time can be 
extended. 

Under the regulation, the missing matter or lack of compli- 
ance must be considered by the examiner as being *imadver- 
tently omitted.’’ Once an inadvertent omission is brought to the 
ies Haske cor Rakes o comet aie 
exists. Therefore, any further time to 
would not be under 37 CFR 1.135(c). rode 
no extension of time will henceforth be granted in these situ- 
ations. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


[965 O.G. 14] 


(114) TITLE 37...PATENTS, 


AND COPYRIGHTS 
Chapter 1...Patent and Trademark Office, Department of 
Commerce 


Part 1...Rules of Practice in 
Patent Cases 


Patent Examining and Appeal Procedures 


On October 4, 1976 notice was given in the Federal Register 
(41 FR 43729) of a proposal to amend sixteen sections of Title 
37 of the Code of Federal Regulations relating to patent 
examining and procedures. Interested persons were 
invited to comment on the proposal by December 7, 1976. One 
hundred seventy-five written letters and statements were 
submitted. A hearing was held in Ari 


added—namely, §§ |. 
1.14, 1.52, 1.56, 1.65, 1.69, 1.97, 1.98, 1.99, 1.109, 1.175, 1.194, 
1.196, 1.291, 1.292, and 1.346. Amendments also are being 
made in two sections which were not included in the published 
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proposal—§§ 1.51 and 1.176. Since amendments to these 
sections are closely related to the substance of matters notice 
and public comment on these amendments are deemed unnec- 


In addition, amendments are being adopted which were 
published for comment in two earlier, much less extensive 
proposals that concerned availability of certain files for public 
inspection. A notice of a amendment to § 1.14(b) was 
published on June 4, 1974 (39 FR 19786). A notice of a proposed 
amendment to § 1.11(a) was published on September 17, 1974 
(39 FR 33376). No negative comments were submitted with 
respect to either of these proposals and both are being adopted 
without change. 

The text of the rules will be reproduced in the Patent and 
Trademark Office Official Gazette in about a month with 
additions indicated by arrows and deletions indicated by brack- 
ets to help readers identify the changes. A transcript of the 
hearing, the letters and written statements received, and a 
summary and analysis of the comments are available for public 
inspection in Room 11E10 of Crystal Plaza Building 3, 2021 
Jefferson Davis Highway, Arlington, Virginia. 


Purpose of Rules 


The purpose of the rules that are being adopted is to improve 
the quality and reliability of issued patents by strengthening 
patent examining and procedures. It is desirable that 
patents be as dependable as possible, so as to enhance the 
incentives provided by the patent system to make inventions, 
to invest in research and development, to put new or improved 
products on the market, and to disclose inventions that otherwise 
would be kept as trade secrets. It is believed that the rules being 
adopted will help to maintain strong patent incentives. 

The rules afford patent owners an opportunity, through the 
filing of a reissue application, to obtain a ruling from an examiner 
on the pertinence of additional prior art after a patent has been 
issued. The rules also broaden the public’s opportunity for 
participation in the patent examining process, consistent with 
the limitations of statute, the protection of trade secrets, and the 
need to avoid making it unduly expensive to obtain a patent. 

The rules set forth the duty of candor and good faith which 
applicants have to the Patent and Trademark Office and encour- 
age them to provide information about the prior art in a way 
that will make it more useful to examiners. A provision for 
foreign language oaths by individuals who do not understand 
English is intended to make them more aware of their repre- 
sentations and of their obligations. 

Under the rules more Patent and Trademark Office decisions 
that could have important precedent value will be available to 
the public, and some additional files will be available for 
inspection. Proceedings before the Board of Appeals are 
modified to help avoid the issuance of invalid patents. The rules 
encourage examiners to see that persons inspecting the file 
history of issued patents will be able to tell why the case was 
allowed. 


Reissue Applications 


Amended § 1.175 permits a patent owner to have new prior 
art considered by the Office by way of a reissue application 
without making any changes in the claims or specification. It 
is adopted with no change from the proposal. The requirement 
for an oath or declaration alleging that the reissue applicant 
believes *’the original patent to be wholly or partly inoperative 
or invalid. . . .’’ is dispensed within § 1.175(a) (1) unless the 
applicant believes that to be the case. Section 1.175(a) (4) 
recognizes that reissues may be filed to have the patentability 
of the original patent considered in view of prior art or other 
information relevant to patentability which was not previously 
considered by the Office. 

Thus, a patentee may file a reissue if he believes his patent 
is valid over prior art not previously considered by the Office 
but would like to have a reexamination. The procedure may be 
used at any time during the life of a patent. During litigation, 
a federal court may, if it chooses, stay proceedings to permit 
new art to be considered by the Office. 

If a reissue application is filed as a result of new prior art with 
no changes in the claims or specification and the examiner finds 
the claims patentable over the new art, the application will be 
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rejected as lacking statutory basis for a reissue, since 35 USC 
251 does not authorize reissue of a patent unless it is deemed 
wholly or partly inoperative or invalid. However, the record of 
prosecution of the reissue will indicate that the prior art has been 
considered by the examiner. 

A substantial majority of the comments received favored 
amended § 1.175 as a means for improving the reliability of 
patents and avoiding unnecessary litigation costs. The negative 
comments generally questioned the statutory authority of the 
Commissioner to adopt this section. Authority for § 1.175 is 
believed to exist in 35 U.S.C. 6, which is the Commissioner’s 
rulemaking authority, and in 35 U.S.C. 251. The latter section 
of the statute requires that the patent be deemed wholly or partly 
inoperative or invalid before a reissue may be granted, but does 
not require such a belief by the patentee before a reissue 
application may be filed. The case law does not suggest that 
the approach of new § 1.175(a)(4) is inconsistent with 35 
U.S.C.251.' Inasmuch as 35 U.S.C.251 is a remedial provision,” 
it is believed that a liberal interpretation is justified and that 
adequate authority exists for the amended section. 

Amended § 1.11(b) opens all reissue applications to inspec- 
tion by the general public. Section 1.11(b) also provides for 
announcement of the filings of reissue applications in the 
Official Gazette. This announcement will give interested 
members of the public an opportunity to submit to the examiner 
information pertinent to patentability of the reissue application. 
The announcement will include at least the filing date, reissue 
application and original patent numbers, title, class and subclass, 
name of the inventor, name of the owner of record, name of 
the attorney or agent of record, and examining group to which 
the reissue application is assigned. Section 1.11(b) is amended 
from the proposal to so indicate. Reissue applications already 
on file on the effective date of the section will not be automati- 
cally open to inspection and will not be announced in the Official 
Gazette. However, a liberal policy will be followed in granting 
petitions for access to individual applications already on file. 


In order that members of the public may have time to review 
the reissue application and submit pertinent information to the 
Office before the examiner’s action, § 1.176 is amended to 
provide that reissue applications will not be acted on sooner than 
two months after the Official Gazette announcement of filing. 
A substantial majority of the comments received favored 
adoption of § 1.11(b). The only opposition was based upon a 
suggestion that no statutory authority exists. However, since 
reissue applications contain no new disclosure, and therefore 
no trade secrets or confidential information, they are considered 
to present a “special circumstance” within the meaning of 35 
U.S.C. 122. 

The insertion of “all” as the fifth word of the first sentence 
of § 1.11(b) is for clarity. The word “furnished” is changed 
to “obtained” in § 1.11 for clarity. 


Protests and Public Use Proceedings 


Amended §§ 1.291 and 1.292 give greater recognition to the 
value of written protests and public use petitions in avoiding 
the issuance of invalid patents. 

A substantial majority of the comments favored these 
sections and viewed them as improving the quality of issued 
patents. Entry of protests has been upheld in court.’ 

Section 1.291(a) provides that public protests against pend- 
ing applications will be entered in the application file and will, 
if they meet stated requirements, be considered by the examiner. 
To guarantee consideration by the examiner, protests must be 
accompanied by copies of prior art documents relied upon, 
although protests without copies will not necessarily be ignored. 
This is similar to the requirement of new § 1.98 that copies of 
patents and publications accompany prior art statements. 
Section 1.291 does not contemplate permitting a protester to 
participate as a party in further proceedings. In the case of 


'See In re Clark, F.2d 623, 187 USPQ 209 (CCPA 1975), at footnote 4 where the court 
declined to decide whether it is proper to seek reissue merely to disclose uncited prior 
art. See also In re Altenpohl, 500 F.2d 1151, 183 USPQ 38 (CCPA 1974). 

'See it In re Oda. 443 F.2d 1200, 170 USPQ 268 (CCPA 1971). 


‘International Paper Co. v. Fibreboard Corp., 63 F.R.D. 88, 181 USPQ 740 (D. Del. 
1974). 
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available to the public, such as reissue applications, 
ee unan any Enamekabuaantementineeas 
applicant. The examiner at his discretion may request a 
to submit additional written information or may provide extra 
time for comments by a protester to be filed. 

To ensure consideration by the examiner, all protests must 
be timely submitted. Protests will generally be considered timely 
Se eee 

ication by the examiner. The consideration given to 

led after final rejection or allowance of the 
bythe examiner will depend upon the relevance the prior 
art documents submitted and the point in time at which they 
are submitted. Obviously, if the prior art documents anticipate 
or clearly render obvious one or more claims they will not 
knowingly be ignored. It must be recognized, however, that the 


The first sentence of § 1.291(a) is deleted as unnecessary. 
Section 1.291(a) also is changed from the proposal to make clear 
that it applies to pending applications and that all protests will 
be referred to the examiner having charge of the subject matter 
involved. 

Section 1.291(b) incorporates the existing Office policy of 
ee ee 
art after a patent has been granted. The section is changed from 
the proposal by the addition of the words “any papers related 
thereto” to recognize that statements as to the pertinence of prior 
art may be submitted. Both the citations and the related papers 
are to be entered without comments. The material submitted is 
not examined by the Office but is available to members of the 
public inspecting Office records. 

Some suggestions were received for major modifications of 
§ 1.291. It was suggested that an advisory opinion of the 
examiner be placed in the patent file when protests were received 
after issuance of the patent. Several persons supported a 
suggestion for examiners to state whether a “new issue” a 
raised by prior art cited by a 


protester. Another suggestion w: 
that a procedure similar to that used in the recent Trral Voluntary 


Protest Programs‘ be adopted on a continuing basis. These 
suggestions were carefully considered, but are not 

suggestions extend substantially beyond {g49 1.291 as pro- 
posed, and their benefits do not appear sufficient to justify the 
added cost at this time. 

Materials submitted to the Office under §§ 1.291 and 1.292 
are to be served upon the applicant, patentee, attorney or agent 
when possible. The term “patentee” is used in its ordinary sense 
as defined in 35 USC 100(d). If service is not ible, materials 
pepe heap magi gait ice can attempt 
to send the duplicate The proposal is changed by adding 
the words “with the ” after “filed” in §§ 1.291(c) and 
1.292(b) for clarity. 

In § 1.292, the requirement that petitioner bear the Office’s 
expenses in conducting the public use proceeding is deleted. 
Section’ 1.292 is also amended to ensure that the existence of 
public use proceedings is recorded in the application file 
wrapper. Notice of a petition for a public use proceeding will 
be entered in the file in lieu of the petition itself when the petition 
and the accompanying papers are too bulky to accompany the 
file. Any public use papers not physically entered in the file 
will be publicly available whenever the application file wrapper 
is available. 


Duty of Disclosure 


Amended § 1.56 defines the duty to disclose information to 
the Office and the criteria for striking an application when that 
duty is violated. The wording of the section is changed in several 

from the proposal, but the purpose and general scope 

. The section codifies the existing 

Office policy on fraud and inequitable conduct, which is 
believed consistent with the prevailing case law in the federal 
courts. The e wording of the section is intended to be 
helpful to individuals who are not expert in the judicially 


“923 OG. 2; 930 O.G. 1454; 938 O.G. 945 
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The first sentence of § 1.56(a) is changed from the 
adding the word “substantively,” so that individuals 
duty of disclosure are limited to those who are “ 

ion of the 


to establish a clearer standard for 

mation need be disclosed to the Office. “Relevant” is replaced 
by “material” because the latter term connotes 

per emg we | _It appears to be more 


upreme 

Northway.’ Although in that case the court was concerned with 
tules promulgated by the Securities and Exchange Commission, 
the Court’s articulation of materiality is believed consistent with 
oy Jive wn See ee that has been applied by lower courts 


recent patent cases. 
m ‘The definition of materiality in § 1.56 will have to be inter- 
in the context of patent law rather than securities law. 
iples followed by courts in securities cases should not be 
ansiaant tp passat Ganes eueemnateatay. B to exoustiy, 
however, that in f the definition of materiality in TSC 
Industries the Supreme considered some of the same 
en ee Sindh Lan Denennaaaineianen 
ee fy 1.56. The court noted that the standard 
of not be so low that persons would be 
“Subjected 2 lability for Sor tauleptonss Gentile or ealemat- 
ments,” or so low that the fear of liability would cause 
management “simply to bury the shareholder in an avalanche 
of trivial information—a result that is hardly conducive to 
informed decision 
Although the third sentence of § 1.56(a) refers to decisions 
of an examiner, it is intended that the duty of disclosure would 
apply in the same manner in the less common instances where 
the official making a decision on a patent application is someone 
other than an examiner—e.g., a member of the Board of Patent 
Interferences or the Board of This is i in the 
duty “of candor and good faith” toward the that is 
Ce OS Oe eee Ss eae 

Comments and questions were received concerning the term 
“information” used in the second and third sentences of 
§ 1.56(a) and elsewhere. It means all of the kinds of information 
ps den Yo me pre ee: In addition to 
prior art patents and publications, it includes information on 
uses, sales, and the like. It is not believed practicable 
information in the text of the rule at this time. However, 


of the invention. Neither is it meant to require disclosure of 
°U.S.... 48 L. Bd. 24 757, 96 S. Ct. 2126, 44 U.S.L.W. 4852, decided June 14, 1976. 


*426 U.S. at..., 48 L. Ed. 2d at 763, 96 S. Ct. at 2132, 44 U.S.LW. at 4855. 
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ee oe ae en ee 
of determining obviousness. 

Several comments were received concerning the duty to 

disclose information the patent applicant regards as confidential, 

has received from another 

. This problem has existed 

Office, 


of san se rere disclosed by applicants confiden- 
tial until a patent is issued. It has been suggested that the Office 
should develop a mechanism for continuing to hold information 
in confidence after issuance of a patent if in the judgment of 
the examiner the information is not material to the examination 
of the application. The feasibility of offering a rule for public 
comment on this topic at a later date will be considered. 

New § 1.56(b) is added to make clear that information may 
be disclosed to the Office through an attorney or agent of record 
or through a pro se inventor, and that other individuals may 
satisfy their duty of disclosure to the Office by disclosing 
information to such an attorney, agent or inventor. Information 
that is not material need not be passed along to the Office. 

Proposed sections 1.56 (b) and (c) have been revised and 
shortened and appear at §§ 1.56 (c) and (d). The proposal was 
criticized for leaving it open to the Office to apply a different 
standard of materiality from the one set forth in § 1.56.’ Section 
1.56(d) as adopted states that an application “shall” be stricken 
when the criteria set forth are met. Thus § 1.56(d) as adopted 
establishes a single standard for striking applications. 

The term “inequitable conduct” is dropped from § 1.56(d) 
as covering too great a spectrum of conduct to be subject to 
mandatory striking. Inequitable conduct that is equivalent to 
fraud is intended to come within the definition of fraud. The 
Court of Customs and Patent Appeals already has interpreted 
“fraud” in existing § 1.56 to encompass conduct of this sort.* 
Moreover, § 1.56(d) as adopted calls for striking an applica- 
tion either for fraud or for a violation of the duty of disclosure. 

In § 1.56(d) “bad faith” is substituted for the term “delib- 


erate” that was used in the proposal. This change is to make 


clear than an intent to deceive (or gross negli equivalent 
to such an intent) must be shown before an application will be 
stricken. Bad faith is not present if information is withheld as 
a result of an error in judgment or inadvertence. 

Several comments concerned whether attorneys and agents 
could represent their clients’ interests and at the same time 
comply with § 1.56. Similar comments were directed to §§ 1.97 
to 1.99. It is of course in the interest of the client to have a valid 
patent and this cannot be obtained without disclosure of known 
material facts. It is not inconsistent for an attorney or agent to 
fulfill his duty of candor and good faith to the Office and to 
act as an advocate for his client. The submission of information 
under § 1.56 does not preclude the submission of arguments 
that such information does not render the subject matter of the 
application unpatentable. 

In § 1.65 a new third sentence is added to require the patent 
applicant to acknowledge the duty of disclosure. The language 
is changed from the proposal to be consistent with c made 
in § 1.56. To allow time for the Office and applicants to revise 
printed oath and declaration forms now in use, the mandatory 
acknowledgement of the duty of disclosure in amended § 1.65 
does not become effective until January 1, 1978. Applicants at 
their option may include the new language in oaths and dec- 
larations filed prior to the effective date. The Office will publish 
a separate notice in the Federal Register adding a sentence 
acknowledging the duty of disclosure to appropriate forms in 
37 CFR Part 3, “Forms for Patent Cases.” 

The word “statement” is deleted from the title of § 1.65 to 
avoid confusion with the prior art statement of § 1.97 through 
1.99. 

Amended § 1.346 emphasizes that there must be a reason- 
able basis to support every allegation of improper conduct made 
by a registered practitioner in any Office proceeding. The 

that was proposed is clarified in the section as adopted. 
Although § 1.346 is limited to papers filed in Office proceed- 
ings, the amendment to § 1.346 is not intended to imply that 
disciplinary action never will be taken against a registered 


"See discussion accompanying proposed rules in Federal Register of Oct. 6, 19786, 
page 43731, first sentence. 
"Norton v. Curtiss, 433 F.2d 779, 792, 167 USPQ 532, 543 (CCPA 1970). 
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practitioner under § 1.348 for a  -— allegation of 
improper conduct in a court 


Prior Art Statement 


New §§ 1.97, 1.98 and 1.99 deal with prior art statements 
and provide a mechanism by which patent applicants may 
comply with the duty of disclosure provided in § 1.56. The 
sections have been substantially changed from the proposal, in 
response to comments received. 

Unlike the corresponding part of the proposal, the sections 
as adopted are not mandatory, though applicants are strongly 
encouraged to follow the procedures described in them. 
Applications will be examined whether or not a prior art state- 
ment is filed and whether it complies with the rules or is 
defective. It is nevertheless believed that applicants will find 
that the use of prior art statements complying fully with the 
requirements of §§ 1.97 through 1.99 will be the best way to 
satisfy the duty of disclosure. The Patent and Trademark Office 
cannot assure that prior art disclosed in other ways will be 
considered by the examiner. 

Sections 1.97 through 1.99 do not prescribe the content of 
what materials should be submitted in the prior art statement; 
this is for the applicant and the attorney or agent to decide in 
the light of the duty of disclosure expressed in § 1.56. The only 
criterion contained in §§ 1.97 through 1.99 as to content of the 

art cited is in § 1.97(b). This subsection indicates that the 
cabsend aikexenmened ave qieeemention Gangiveder 
are listed includes what the submitter considers to be the closest 
art of which he is aware. The submitter need not decide which 
particular items of prior art are the closest or identify any items 
as such; the representation is simply that he is not withholding 
known prior art which he considers closer than that which is 
submitted. Section 1.97(b) makes clear that the prior art state- 
ment is not representation that a search has been made or that 
no better art exists. 

In § 1.97(a) the time for filing the prior art statement is 
extended from the two months of the original proposal to three 
months. In most cases prior art submitted within three months 
will be available to the examiner before he takes up the case 
for action, though it will be helpful if citations are made as 

y as possible. 

Section 1.98 lists the elements of the prior art statement: a 
listing of the art, a concise explanation of the relevance of each 
listed item, and copies of the art or the pertinent portions thereof. 

The prior art statement resembles somewhat the “ 
bility statement” of the proposal and the “patentability brief” 
proposed elsewhere.’ The name has been changed to reflect a 
change in the requirements of § 1.98(a). Unlike the proposed 
version of this which called for an explanation of 
why the claimed invention is believed patentable over the cited 
art, the paragraph as adopted calls only for a concise explanation 
of the relevance of each listed item. This may be nothing more 
than identification of the particular figure or paragraph of the 
patent or p»:dlication which has some relation to the claimed 
invention. It might be a simple statement pointing to similarities 
between the item of prior art and the claimed invention. It is 
permissible but not necessary to discuss differences between 
the prior art and the claims. It is thought that the explanation 
of relevance will be essentially as useful to the examiner as the 
formerly proposed explanation of patentability, and should be 
significantly less burdensome for the applicant to prepare. 

Section 1.98 requires a copy of each patent or publication 
cited, including U.S. patents, to accompany the prior art state- 
ment. Several comments questioned the need for burdening the 
applicant to supply copies of materials that are present in the 
Office’s files. However, substantial time and effort often is 
needed to locate a document in the Office’s files. Since the 
person submitting the prior art statement generally has available 
a copy of the item being cited, it is believed that expense and 
effort can be minimized by having that person supply the copy 
in all cases. Consideration has been given to proposals to allow 
the applicant to submit an order for copies of the patents along 
with his statement instead of actually submitting copies. This 
will be further studied, but to date no way has been found to 


°E.g., Federal Register of Sept. 9, 1968, 34 FR 14176, 866 O.G. 1402; S. 2255, 94th 
Congress, § 131(b). 
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assure that the copies will be available to the examiner by the 
first action unless the applicant submits them with the prior art 
Statement. 

ee nee Oe ee eee 
eliminate unnecessary and clarify the requirements. 

A notice published in 1974'° contained guidelines for the 
citation of prior art by applicants. Many ideli 
repeated or superseded by §§ 1.97 through 1.99. In order to 
allow applicants, attorney and agents time to adjust their 

lures to comply with the requirements for prior art state- 

ments, the effective date of §§ 1.97 through 1.99 will be July 
1, 1977. Until these new sections become effective, 
should continue to follow the 1974 guidelines. Issuance of a 
revised notice, to take effect July 1, 1977, is under 

A survey conducted by the Office in 1976 concludes that 
many applicants have not been citing prior art to the Office." 
It is hoped that with the duty of disclosure expressly set forth 
in § 1.56, applicants will perceive that it is to their advantage 
to use the procedures of §§ 1.97 through 1.99. 

Section 1.51 is amended by designating the existing rule as 
diy 5 + 7a 1 et creat a mmeann cea 
to §§ 1.97 through 1.99. 


Foreign Language Oaths 


Amended § 1.52 and new § 1.69 are adopted as proposed. 

Section 1.69 requires that oaths and declarations be in a 
language which is understood by the individual making the oath 
or declaration, i.e., a language which the individual compre- 
hends. If the individual comprehends the English language. he 
must use it. If the individual cannot comprehend the English 
language, any oath or declaration must be in a language which 
the individual can comprehend. If an individual uses a 
other than English for an oath or declaration, the oath or 
declaration must include a statement that the individual under- 
stands the content of any documents to which the oath or 
declaration relates. If the documents are in a language the 
individual cannot comprehend, the documents may be explained 
to him so that he is able to understand them. 

The Office will provide approved translations for as many 
of the oath or declaration forms which appear in Part 3 of Title 
37 of the Code of Federal Regulations as practicable, and in 
as many languages as practicable, y using a side-by-side 
English/foreign language format. availability of the foreign 
language forms will be announced in the Official Gazette at 
a later date. 

The change in § 1.52, providing for an exception to the 
requirement that oaths and declarations be in the English 
language, is necessitated by the adoption of § 1.69. 

eee 
suggested that the philosophy behind the change be extended 
to the specification, requiring the specification to be in a 
language which the applicant understands, by an 
English translation. This suggestion was not considered feasible 
because of the obvious burdens on the applicant and the danger 
to the applicant and the public if the translation is not literally 
correct. Also, if a large number of were filed 
in a foreign language, there would be significant odeniniatre- 
tive burdens on the Office. Attention is directed to the Manual 
of Patent Examining Procedure. § 608.1, which permits non- 
English language applications to be filed in certain limited 
circumstances. 

Other suggested modifications of the proposed rule included: 
(1) using an English language oath or declaration with one 
additional clause in a language understood by the person making 
the oath or declaration, the clause stating that the person 
understands all the documents to which the oath or declaration 
relates; and (2) extending the two month grace period for filling 
an English translation of an oath or declaration filed under 
§ 1.65. 

After due consideration, suggestion (1) was believed not to 
accomplish the objectives of the rule as well as the rule. 
Suggestion (2) would cause unsatisfactory delays in the initial 
processing of applications. 


“Notice of Aug. 12, 1974, 926 O.G. 2. 


"'BNA's Patent. Trademark and Copyright Journal, No. 301, Oct. 28, 1976, 
page D-1. 
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Decisions and Files Made Public 


Section 1.14(d) makes more it the conditions under 
which significant decisions of the Patent and Trademask Office 


section and that it would 
procedure which may not 
——— 


The parenthetical phrase in the first sentence of the proposed 
section, which cited other provisions of the rules under which 
decisions are open to public inspection, is deleted as unnecessary 
and possibly confusing. Also, in view of several comments 
received, the period of time during which an applicant or party 
in interest may object to having a decision made public is 
extended from one month to two months. At least twenty days 
is given to request reconsideration and seek court review before 
a decision is made public over an objection. 

Section 1.14(d) is considered to place a duty on the Patent 

identify 


Amended § 1.14(b) allows public inspection of abandoned 
applications referred to in defensive publications. The com- 
ments received on the proposed amendment on this topic in 1974 
expressed no opposition and the proposal is adopted without 
change. 


The amendment is intended to encourage use of the defensive 
publication program provided under § 1.139. The objective of 
that program is to make available to the public the technical 
disclosure of applications in which the owner prefers to 
an abstract in lieu of obtaining an examination. 

HE 1110) and 1139 open he complete defensive publican 


application to inspection by the general public upon publication 
of the abstract. With the amendment, an ee 


. This 
propesal that was published and has too uncertain an impact 


to be at this time. 

Amended § 1.11(a) earlier access to the file of an 
interference which i saaunguiaminmeneinn 
a patent has issued. All comments that were submitted on the 
1974 proposal on this topic were 
favorable and two commentators felt the proposal should be 
extended further. The proposal is being adopted without change. 


@USC $52. 
“frons v. Gottschalk, Slip Opinion, No. 74-1365 (D.C. Cir., Oct. 21, 
1976). 
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Under present practice, access to the file of an interference 
is not permitted until judicial review of the decision of the Board 
of Patent Interferences has been exhausted. The amended 
section allows access to the file after final decision of the Board 
of Patent Interferences if that decision is an award of priority 
as to all parties. It is believed that such earlier access will be 
of benefit to members of the public by making available infor- 
mation relevant to the issuance of the patent whether or not the 
interference decision is still being adjudicated. 


Patent Appeals 


Section 1.194 clarifies the circumstances in which oral 
hearings should be requested, provides for oral arguments by 
or on behalf of examiners in certain appeals and reduces the 
time permitted for oral arguments. 

Comments relating to this section were favorable by a very 
substantial majority, although there were several reservations 
to the effect that § 1.194(a) tended to discourage or downgrade 
oral ts. Participation by examiners was considered to 
be desirable not only from the standpoint of improving the 
overall presentation of the argument, particularly in complex 
cases, but also for the educational and experience benefits to 
the examiners themselves. 

The only opposition to the section was based on the feeling 
that oral hearings would be discouraged. The rule is intended 
en oe ee 

Office’s 1975 Official Gazette notice on the subject.'* Section 
1.194(a) indicates that oral hearings should not be requested 
as a matter of course in every appeal, but only in those circum- 
stances where the appellant feels that such a hearing will be of 
material assistance to the proper presentation of the appeal. The 
section expressly provides that equal consideration will be 
accorded in deciding all appeals, whether or not an oral hearing 
is held. 

In appeals where the appellant has requested an oral hearing 
§ 1. 194(b) provides for oral argument by, or on behalf of, the 
primary examiner, if such argument is considered to be helpful 
by either the primary examiner or the Board. This provision 
incorporates the present practice of permitting examiners to 
present an oral argument before the Board.'* It gives the Board 
additional discretionary authority to request presentation of an 
oral argument by, or on behalf of the examiner to ensure that 
all issues are fully and accurately presented. 

Section 1.194(c) provides, as does existing § 1.194, that 
appeals will be assigned for consideration and decision without 
an oral hearing where none has been requested by the appellant. 
Where an oral hearing has been requested, a day of hearing will 
be set, and both appellant and the primary examiner will be 
notified. A provision for notice to the examiner is added to the 
proposed version. Additionally, § 1.194(c) reflects the present 
practice of limiting oral argument on behalf of the appellant to 
twenty minutes.'® The time permitted for argument by the 
examiner has been shortened from twenty minutes, as 
to fifteen minutes. The examiner, unlike the appellant, will not 
ordinarily need time to present the facts of the case or for rebuttal. 

In any appeal where oral argument is to be presented by, 
or on behalf of, the primary examiner, the appellant will be given 
due notice of that fact. 

Proposed § 1.196(b) would have authorized the Board of 
Appeals to reject allowed claims, in cases before it, whenever 
the Board had knowledge of grounds for so doing. 

While a majority of those commenting on this section favored 
in principle the concept of allowing the Board to have this right, 
significant concern was voiced that there was no statutory 
authority for the Board to actually reject allowed claims. Further, 
the question of proper authority for judicial review of such action 
by the Board was a matter of concern. Other reasons advanced 
in opposition to the section were that applicants would be 
inhibited from appealing by the risk of having allowed claims 
rejected and that the proposal would create a higher presumption 
of validity in cases reviewed by the Board. A significant number 
commented that it would be more appropriate for the Board to 
remand the case to the primary examiner for consideration of 
the grounds raised by the Board. This would afford the applicant 


“Mar. 20, 1975, 933 O.G. 1010. 
"MPEP, § 1209. 
“See notice of Mar. 20, 1975, 933 O.G. 1010. 
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an opportunity to demonstrate the patentability of the claims 
and would remove any question as to statutory authority. 

In view of the comments received, existing § 1.196(b) will 
not be modified, but a new § 1.196(d) is added providing express 
authority for the Board of Appeals to include, in its decision, 
a statement of any grounds for rejecting any allowed claim that 
it believes should be considered by the primary examiner. 
Section 1.196(d) provides that the Board may remand the case 
to the examiner for such consideration, and that the applicant 
shall have an opportunity to respond to the grounds set forth 
by the Board prior to consideration, by the examiner. If the 
previously allowed claims are rejected by the examiner, the 
rejection may be appealed to the Board. 

The new section further provides that a decision of the Board 
which includes a remand will not be considered as a final 
decision in the case, but that the Board, following conclusion 
of the proceedings before the primary examiner, will either adopt 
its earlier decision as final or will render a new decision based 
on all appealed claims, as it considers appropriate. In either case, 
final action by the Board will give rise to the existing alternatives 
available to an appellant following a decision by the Board. 

In situations where the primary examiner concludes after 
consideration of all the evidence and argument that the re- 
manded claims should be allowed, the new rule dealing with 
reasons for allowance (§ 1.109) provides an appropriate mecha- 
nism for him to explain, on the record, his reasoning for coming 
to this conclusion, notwithstanding the grounds set forth by the 
Board in its statement. 

Promulgation of new § 1.196(d) does not affect the Board’s 
existing authority to remand a case to the primary examiner 
without rendering a decision in appropriate circumstances. 
Section 1.196(d) is not intended as an instruction to the Board 
to reexamine every allowed claim in every appealed application. 
It is, rather, intended to give the Board express authority to act 
when it becomes apparent, during the consideration of rejected 
claims, that one or more allowed claims may be subject to 
rejection on either the same or on different grounds from those 
applied against the rejected claims. 


Reasons for Allowance 


New § 1.109 is intended to emphasize and formalize the 
examiner’s authority to state his reasoning for allowing a claim 
or claims. The authority is discretionary with the examiner and 
is only to be used when the record does not otherwise reveal 
the reasons for allowance. 

A majority of the comments received favored the rule as 
proposed because it would tend to provide courts and others 
who were reviewing the patent with a clearer record. Those who 
opposed the rule most often gave the reason that the examiner 
might fail to state all the reasons or the strongest reasons why 
a claim was allowed, which could place unnecessary limitations 
on the claims or create an estoppel in subsequent litigation or 
licensing. 

To help insure that the examiner’s statement of his reasoning 
in allowing a claim will not unnecessarily limit the claims or 
create an estoppel, a final sentence is added to the proposal which 
states that failure of the applicant to comment upon or rebut 
the examiner’s reasoning “shall not give rise to any implication 
that the applicant agrees with or acquiesces in the reasoning of 
the examiner.” 

Several commenters suggested that stricter enforcement of 
§§ 1.111 and 1.133 would eliminate the need for a new rule 
concerning reasons for allowance. Situations exist, however, 
where a statement of reasons for allowance could be helpful, 
for example when an examiner withdraws a rejection for reasons 
not suggested by the applicant; when an applicant submits 
several arguments for allowing a claim and the examiner finds 
not all of them persuasive: when an examiner allows a claim 
on the first Office action after citing very close prior art: and 
when the examiner allows a claim after remand from the Board 
of Appeals (see new § 1.196(d)). 

The first sentence of the proposed rule is changed to define 
more precisely the circumstances in which an examiner’s 
statement is appropriate, as well as to define more precisely the 
content of the statement. The statement will include the exam- 
iner’s “reasoning.” The examiner may state his reasoning 
whenever he “believes that the record of the prosecution as a 
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whole does not make clear his reasons for allowing a claim or 
claims.” 

Several persons commented that the rule should provide a 

procedure for appeal from the examiner’s statement of his 
reasoning. The rule does permit applicants to comment upon 
the examiner’s reasoning. If the applicant does not wish to 
comment, he may reserve for a later proceeding, without 
prejudice, any rebuttal. [Text of adopted rules appears in 37 CFR, 
revised 7-1-77] 
Effective Date. These amendments become effective on March 
1, 1977, except for §§ 1.51, 1.97, 1.98, and 1.99 which become 
effective on July 1, 1977, and §§ 1.65 and 1.69 which become 
effective on January 1, 1978. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Jan. 18, 1977. 


Betsy Ancker-Johnson, Ph.D. 
Assistant Secretary for 
Science and Technology. 


Jan. 19, 1977. 


[955 O.G. 1054} 


(115) Guidelines for Implementation of 


Recently Revised Rules 


Recently a number of rules relating to Patent Examining and 
Appeal procedures were revised. The new rules were published 
in the Federal Register at 42 F.R. 5588 on January 28, 1977, 
and in the Official Gazette at 955 O.G. 1054 on February 22, 
1977. The following guidelines are being published to describe 
the procedures which are being followed in implementing 37 
CFR sections 1.11, 1.97-1.99, 1.109, 1.194, 1.291 and 1.292. 


Files Open to the Public 


Section 1.11(b) is applicable only to those reissue applica- 
tions filed on or after March 1, 1977. Those reissue applications 
already on file will not be automatically open to inspection but 
a liberal policy will be followed by the Office of the Solicitor 
in granting petitions for access to such applications. 


(Note....These sections as changed will be incorporated into 
the Manual text in Rev. 3 of the Manual.) 


For those reissue applications filed on or after March 1, 1977, 
the following procedure will be observed: 


1) The filing of reissue applications will be announced in 
the Official Gazette and will include certain identifying 
data as specified in section 1.11(b). Any member of the 
general public may request access to a particular reissue 
application filed after March 1, 1977. Since no record of 
such request is intended to be kept, an oral access 
to a particular reissue application filed after March 1, 1977. 
Since no record of such request is intended to be kept, 
an oral request will suffice. 

2) The reissue application files will be maintained in the 
examining groups and inspection thereof will be super- 
vised by group personnel. Although no general limit is 
placed on the amount of time spent reviewing the files, 
the Office may impose limitation, if necessary, e.g., where 
the application is actively being 

3) Where the reissue application has left the examining group 
for administrative processing, requests for access should 
be directed to the appropriate supervisory personnel in the 
Division or Branch where the application is currently 
located. 

4) Requests for copies of papers in the reissue application 
file must be in writing addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231 and 
may be either mailed or delivered to the Office mailroom. 
The price for copies made by the Office is thirty cents per 
page. 
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Prior Art Statements 


This notice the notices of August 12, 1974 (926 
O.G. 2) and May 19, 1975 (935 O.G. 902) relating to citations 
of prior art. new sections 1.97 through 1.99 are not 
effective until July 1, 1977, and are not mandatory upon 
applicants, they provide an ideal mechanism for complying with 
the duty of disclosure under 37 CFR 1.56. The statements should 
be submitted in accordance with the following guidelines: 


1) Prior art statements should be submitted at the time of 
filing the application or within three months thereafter and 
Oe SS Se 
therein. The statement shall serve as a 
the person Saudep & ban tatetan iis Wien te 
Sattsean tn Utes diment offi an of ditthbe eaten 
and shall not be construed as a ion that no better 
art exists or that a search has been made. If the first action 
in the application is received prior to three months after 
filling of the application and no prior art statement has 
been submitted, the prior art statement may be submitted 
with the response to the first action and be considered 
timely. 

2) The statement shall include a listing of the patents, 
publications or other information which the preparer of 
the statement wishes to cite and a concise explanation of 
the relevance of each listed item. Copies of the pertinent 
portions of all listed documents shall be supplied along 
with the statement, both when incorporated into the 
specification and when filed separately. If two or more 
patents or publications considered material are substan- 
tially identical, a copy of a representative one shall be 
included with the statement and others may merely be 
listed with an indication of which are considered to be 
substantially identical. 


9) A cunbatenel ingutemtoutensitiatesteaes 
considered 


patents or publications material should be 
transmitted if an existing translation is readily available 
to the applicant. It will be sufficient, however, to transmit 
an equivalent English language patent or publication so 
long as it is identified as an equivalent. 

Where the applicant has submitted copies of prior art 
in accordance with these guidelines in a pnior application, 
reference to the ication and the submission 
therein will be sufficient for the continuing application as 
far as the copies are concerned. As far as the statement 
per se is concerned, the relevance of the prior art to the 
claimed subject matter must be indicated if it differs from 
its relevance as explained in the prior application. 

4) If prior to the issuance of a patent an applicant pursuant 
to his duty of disclosure under 37 CFR 1.56, wishes to 
bring to the attention of the Office additional patents, 
publications or other information not previously submit- 
ted, the additional information should be submitted to the 
Office with reasonable promptness. It may be included in 
a supplemental prior art statement or may be incorporated 
into other communications to be considered by the 
examiner. Any transmittal of additional information shall 
be accompanied by explanations of relevance and by 
copies in accordance with the requirements aforemen- 
tioned. The transmittal should include a statement explain- 
ing why the prior art was not earlier submitted. 


While the Patent and Trademark Office will not knowingly 
ignore any prior art which might anticipate or suggest the 
claimed invention, no assurance can be given that cited art or 
other information not submitted in accordance with these 
guidelines will be considered by the examiner. 

After the claims have been indicated as allowable by the 
examiner, ¢.g., by the mailing of an Ex parte Quayle action, a 
notice of allowability (PTOL-327), an examiner's 
(PTOL-37), or a Notice of Allowance (PTOL-85), any citations 
submitted will be placed in the file. Since has ended, 
however, such submissions will not ordinarily be considered 
by the examiner unless the citation is by: 


(a) A proposed amendment cancelling or further restricting 
at least one independent claim and narrowing the scope 
of protection sought; 
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(b) A timely affidavit under 37 CFR 1.131 with respect to 
the material cited; or 

(c) A statement by the applicant or his attorney or agent that, 
in the judgment of the person making the statement, the 
prior art or other information cited raises a serious 
question as to the patentability of the claimed subject 
matter, or is closer prior art than that of record. 


If the material is submitted after the base issue fee has been 
paid, it must also be accom) by a petition under 37 CFR 
1.183 requesting a waiver of 37 CFR 1.312. Such petition, if 
granted, would result in review of the art by the examiner and 
possible entry of the amendment. 

In each instance where an examiner considers, but does not 
cite on form PTO-892, specific prior art referred to in a paper 
placed in the application file, the examiner will place a notation 
adjacent to the reference according to the following: 


If included in the specification, the examiner will 
write his or her initials adjacent to any references 
checked and enter “checked” in the left margin 
opposite the initials. If presented in a separate paper 
or in the remarks of an amendment, the examiner’s 
initials and “checked” will be entered adjacent to 
the citations or wherever possible to indicate clearly 
those checked. 


Reasons for Allowance 


One of the primary purposes of the change in Section 1.109 
is to improve the quality and reliability of issued patents by 
providing a complete file history which should clearly reflect, 
as much as is reasonably possible, the reasons why the appli- 
cation was allowed. Such information facilitates evaluation of 
the scope and strength of a patent by the patentee and the public 
and may help avoid or simplify litigation of a patent. 

The practice of stating the reasons for allowance is not new 
and the rule merely formalizes the examiner’s existing authority 
to do so and provides applicants an opportunity to comment 
upon any such statement of the examiner. 

When the examiner determines that it is necessary or desir- 
able, a “Statement of Reasons for Allowance” will be prepared. 
The “Statement” will usually be an attachment to either a notice 
of allowability (PTOL-327) or Examiner’s Amendment (PTOL- 
37). Any comments considered necessary by applicant must be 
submitted no later than the issue fee and should preferably 
accompany the issue fee. Submission with the issue fee avoids 
any delay in the processing of the application and avoids the 
necessity to associate the comments with the application while 
it is in issue except at the time the file must be pulled to record 
the payment of the issue fee. Such comments will be entered 
in the application file by the Allowed Files Branch with an 
appropriate notation on the “contents” list of the file wrapper, 
but will not be reviewed by the examiner. 


Oral Hearings Before Board of Appeals 


Section 1.194 clarifies the circumstances in which oral 
hearings should be requested and provides for oral arguments 
by, or on behalf of, primary examiners in certain appeals. 
Under Section 1.194, the following procedures will be in effect: 


1) In accordance with Section 1.192, appellants who desire 
an oral hearing must request the same at the time of filing 
the appeal brief. 

2) If appellant has requested an oral hearing and the primary 
examiner intends to present an oral argument, the last 
paragraph of the examiner’s answer will indicate this 
intention. 

3) Notice of the oral hearing will be given to the appellant 
and, at the same time, to the primary examiner in those 
cases in which the primary examiner has indicated an 
intention to present an oral argument. 

4) After an oral hearing has been confirmed and the date 
set as provided in Section 1.194(c), the application file will 
be delivered to the examiner via the appropriate Group 
Director at least one week prior to the date of the hearing 
for those cases in which the examiner is expected to be 
present at the hearing. In those cases where the Board 
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requests the presentation of an oral argument by, or on 
behalf of, the primary examiner, the appellant will be so 
hotified. The Board’s request for an oral argument may, 
where appropriate, indicate specific points or questions to 
which the argument should be particularly directed. The 
application file will be returned to the Board before the 
hearing. 

5) In those appeals in which an oral hearing has been 
confirmed and either the primary examiner or the Board 
has indicated a desire for oral argument, such oral argu- 
ment may be presented whether or not appellant appears. 


Protests and Public Use Proceedings 


Amended sections 1.291 and 1.292 give greater recognition 
to the value of written protests and public use petitions and are 
intended as an aid in avoiding the issuance of invalid patents. 

Under sections 1.291 (b) and (c) and 1.292(b), the following 
procedures will be observed: 


1) Only in those instances where it has not been possible 
to serve protest papers upon the applicant, attorney or 
agent, should duplicates of the papers submitted be 
provided. In this case the appropriate examining group will 
attempt to get the duplicate copy to the applicant, attorney 
or agent. However, every effort should be made by the 
protester to effect service. 

2) Citations of prior art and any papers related thereto may 
be entered in the file after a patent has been granted by 
submitting them to the attention of the Record Room, 
where they will be entered without comment by the Office. 
If after diligent effort it has not been possible to serve the 
prior art citations and related papers on the patentee, his 
attorney or agent, duplicate copies should be submitted 
in which case the Record Room will attempt to get the 
duplicate copy to the owner of record. 

3) When public use petitions and accompanying papers are 
submitted they, or a notice in lieu thereof, will be entered 
in the application file. Duplicate copies should be submit- 
ted only when, after diligent effort, it has not been possible 
for petitioner to serve a copy of the petition on the 
applicant, his attorney or agent in which case the Office 
of the Solicitor will attempt to get the duplicate copy to 
the applicant, his attorney or agent. 

4) To ensure consideration by the examiner, protests should 
be timely submitted, i.e., before final rejection or allow- 
ance. Consideration of protests filed after final rejection 
or allowance will depend upon the relevance of the prior 
art documents and the point in time at which they are 
submitted. Documents which clearly anticipate or render 
obvious one or more claims will not knowingly be ignored. 
If protests are not timely submitted or if they fail to comply 
with section 1.291(a) as.to the submission of a copy of 
each prior art document relied upon, they will be acknowl- 
edged and referred to the examiner having charge of the 
subject matter involved for entry in the application file and 
such consideration as seems warranted. 


In each instance where an examiner considers but does not 
cite on form PTO-892 specific prior art referred to in a protest, 
the examiner will place a notation in the protest paper adjacent 
to the reference which will include his or her initials and the 
term “checked.” 

Additional future guidelines as to protest procedures may 
be developed after gaining experience with the new practice. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Mar. 18, 1977. 
[957 O.G. 11] 


(116) Further Guidelines Relating to 37 CFR 1.175 
and 1.291, as Amended Effective March 1, 1977 


The experience with the above revised rules since their 
effective date has indicated the desirability of further guidelines 
relating to the manner in which they are to be implemented. 
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The following guidelines are 

already been provided in the publication of the rules in the 
Federal Register of January 28, 1977 (42 F.R. 5588) (955 O.G. 
1054, February 22, 1977), and in the earlier Guidelines pub- 
lished at 957 O.G. 11 on April 12, 1977. Copies of the latter 
two Official ' Gazette publications appear as items 59 and 60 of 
the current “Consolidated of Recent Official Gazette 
Notices” published at 966 O.G. 22-32. The present guidelines 
are also supplemental to the appropriate sections of the Manual 
of Patent Examining Procedure, e.g., Sections 1401-1401.12 
relating to reissue, and Section 1309.02 relating to protests. 
Sections 721 and 721.01 of the MPEP contain guidelines to be 
followed if either a reissue or other application, or a protest 
relative to any application, raises questions of “fraud” or 
“violation of the duty of disclosure.” Accordingly, the above- 
noted materials should be consulted in addition to these further 
guidelines, which are in themselves not intended to completely 
treat the subjects involved. For the most part, the guidelines 
herein merely identify and clarify existing requirements and 
practices. The Patent and Trademark Office has a general study 
underway of the procedures for handling reissue applications 
and protests which may result in future modifications in these 
guidelines. 

Section 1.175(a)(4) of the revised rules recognizes that 
reissues may be filed to have the patentability of the original 
patent, without changes therein, considered in view of prior art 
or other information relevant to patentability which was not 
previously considered by the Office. 

The experience to date reveals the need to clarify what should 
be filed by the applicant in order to seek the reexamination 
contemplated by sub-section (a)(4) and also the type and content 
of the examination which the examiner will give to applications 
filed under sub-section (a)(4). 

First, sub-section (a)(4) does not contemplate, or permit, the 
filing of a reissue application without an oath or declaration. 
To the contrary, an oath or declaration is required, and such 
oath or declaration must comply with each of sub-sections (a)(4), 
(a)(5), and (a)(6). Thus, under sub-section (a)(4) the oath or 
declaration must particularly specify the “prior art or other 
information relevant to patentability, not previously considered 
by the Office,” which the reissue applicant considers “might 
cause the examiner to deem the orginal patent wholly or partly 
inoperative or invalid.” The reissue oath or declaration must 
also request, under sub-section (a)(4), that “if the examiner so 
deems, the applicant be permitted to amend the patent and be 
granted a reissue patent.” 

Under sub-section (a)(5), the reissue oath or declaration, 
including those filed under sub-section (a)(4), must particularly 
specify “the errors or what might be deemed to be errors relied 
upon, and how they arose or occurred.”' This sub-section has 
two specific requirements, both of which must be complied with 
in, or by, the reissue oath or declaration. Thus, insofar as (a)(4) 
reissue oaths or declarations are concerned, the oath or decla- 
ration must particularly specify “what might be deemed to be 
errors.” For example, if the reissue applicant is seeking reex- 
amination in view of particular prior art or other information, 
the reissue oath or declaration must point out “what might be 
deemed to be errors” in patentability in view of such prior art 
or other information. More specifically, the oath or declaration, 
in appropriate circumstances, might state that some or all claims 
might be deemed to be too broad and invalid in view of ref- 
erences X and Y which were not of record in the patented files. 
Usually, a general statement will suffice. But where appropriate, 
such as where the pertinence of the new references X and Y 
are not evident, more specificify about “what might be deemed 
to be errors” should be provided. Of course, the reissue applicant 
does not have to, and presumably does not, agree that “errors” 
exist. However, the reissue applicant does have to, in the reissue 
oath or declaration of the sub-section (a)(4) type, particularly 
specify “what might be deemed to be errors relied upon.” 

In addition to specifying “what might be deemed to be errors 
relied upon,” sub-section (a)(5) also requires “particularly 
specifying” “how they arose or occurred.” This means, of 
course, that the reissue oath or declaration must specify the 
manner in which that which “might be deemed to be errors” 

“arose or occurred.” For example, if the (a)(4) reissue is being 
filed for reexamination in view of prior art or other information, 
the reissue oath or declaration must indicate when and the 
manner in which the reissue applicant became aware of the 
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subsequent 


discovery 
of prior art or other information to issuance of patent, 
knowledge of prior art or other information before issuance of 


patent with significance being brought out after issuance by third 
party, through allegations 
patent, etc. It is particularly i 


made in litigation involving the 
that the reissue oath or 


pa eh Office will be unable 
to adequately evaluate reissue applicant's statement in compli- 
ance with (a)(6) that the “errors, if any, arose ‘without any 
intention’ on the part of the applicant.” 
Sub-section (a)(6) specifically requires that the reissue oath 
or declaration, including those filed under sub-section (a)(4), 


of any reissue application, including those of the (a)(4) 


The significance and importance of sub-sections (a)(5) and 
(a)(6) must not be overlooked or minimized insofar as reissue 
oaths or declarations are concerned, including those filed under 
sub-section (a)(4). These sub-sections, to a large extent, enable 
the Office to make its determination required by statute that any 
error is “without any deceptive intention.” 

In addition to meeting the requirements of Sections 1.175 
(a)(4)-(a)(6) insofar as the reissue oath or declaration is con- 

the reissue at the time of filing the reissue 
application, including the (a)(4) type reissue application, must 
also be aware of the requirements of 37 CFR 1.56, as revised 
effective March 1, 1977. Reissue applicants may, of course, 
utilize new Sections 1.97-1.99 to comply with the duty of 
disclosure required by Section 1.56. While Section 1.97(a) 
provides for filing of the prior art statement within three months 
of the filing of the application, reissue applicants are encouraged 
to file the prior art statement at the time of filing the application 
in order that such prior art statements will be availale to the 
during the two-month period provided by Section 1.176. 

In situations in which the patent for which reexamination 

is being sought is, or has been, involved in litigation, which 
question material to examination of the reissue appli- 
cation, such as the validity of the patent, or any allegation of 
i litigation must be brought to the 
attention of the Office at the time of, or shortly after, filing the 
application, either in the reissue oath or declaration, or in a 
separate paper, preferably accompanying the 
filed. Litigation begun after filing of the sessue 
ee ee Office. 
details and documents from the litigation, insofar as they are 
“material to the examination” of the reissue 


i allegations of i 
“freed” should, at east, be fully dcscrived, or subenited, The 
Office is not, of course, interested in receiving voluminous 


significant events happen in the litigation. 


The Examination of Reissue Applications, 
Including Those Filed Under 37 CFR 1.17S(ay4) 





1110 TMOG 196 
(116) 


The examination of reissue applications, including those 
filed under sub-section (a)(4), will be in accordance with 
Sections 1401{g14 1401.12, M.P.E.P. Attention is particularly 
directed to Section 1401.09, M.P.E.P. which refers to the two 
aspects of reissue examination, i.e., examination in the same 
manner as an original application and examination for compli- 
ance with the reissue statute and rules. The purpose of the present 
guidelines is to supplement those presently in existence and to 
emphasize certain points, particularly as they relate to reissue 
applications filed under sub-section (a)(4). 

When examining the reissue application the examiner will 
consider whether or not applicant, in the reissue oath or dec- 
laration, has complied with each of the requirements of 37 CFR 
1.175. For example, in all reissue applications, the reissue oath 
or declaration must comply with the requirements of the first 
sentence of 37 CFR 1.65. When the reissue application is other 
than the (a)(4) type, the reissue oath or declaration must comply 
with the iate sub-sections (a)(1) to (a)(3) and sub- 
sections (a)(5) and (a)(6). When the reissue application is filed 
under sub-section (a)(4), the reissue oath or declaration must 
also comply with sub-sections (a)(5) and (a)(6). Thus, all reissue 
applications must comply with sub-sections (a)(5) and (a)(6). 
If the examination reveals a lack of compliance with any 
requirement of Section 1.175, e.g., the requirements of sub- 
sections (a)(5) and/or (a)(6), a rejection will be made on the basis 
that the reissue oath or declaration is insufficient. See Section 
1401.08, M.P.E.P. Under no circumstances will any reissue 
application be passed for issue without full compliance with 37 
CFR 1.175. 

Applications filed under sub-section (a)(4) will not, of 
course, be passed for issue without amendment, but will be 
rejected as lacking statutory basis for a reissue if there are no 
other grounds for rejection, since 35 U.S.C. 251 does not 
authorize reissue of a patent unless the patent is deemed wholly 
or partly inoperative or invalid. If a reissue filed under sub- 
section (a)(4) is subsequently amended thereby converting it 
into an application under sub-sections (a)(1) to (a)(3), a sup- 
plemental reissue oath or declaration must be filed containing 
the appropriate averments, If such a proper supplemental oath 
or declaration is not filed, a rejection will be made on the basis 
that the reissue oath or declaration is insufficient. The supple- 
mental oath or declaration insures compliance with 35 U.S.C. 
251 by providing appropriate averments relating to actual errors 
rather than possible errors. 

If the examiner becomes aware of litigation involving the 
patent sought to be reissued during examination of the reissue 
application, and applicant has not made the details regarding 
that litigation of record in the reissue application, the examiner, 
in the next office action, will inquire regarding the same. The 
following paragraph may be used for such an inquiry: 


“It has come to the attention of the examiner that the 
patent sought to be reissued by this application (is) 
(has been) involved in litigation. Any documents and/ 
or materials, including the defenses raised against 
validity, or against enforceability because of fraud or 
inequitable conduct, which would be material to the 
examination of this reissue application are required 
to be made of record in response hereto. See 37 CFR 
1.175(b).”” 


If the additional details of the litigation appear to be material 
to examination of the reissue application, the examiner may 
make such additional inquiries as necessary and appropriate 
under 37 CFR 1.175(b). 

However, any application which indicates the existence of 
a question of “fraud” or “violation of the duty of disclosure” 
will be forwarded to the Office of the Assistant Commissioner 
for Patents pursuant to Section 721.01, M.P.E.P., as soon as the 
existence of such question is appreciated. For example, any 
reissue application which seeks reexamination in view of 
material prior art or other information known before issuance 
of the patent to a person having a duty under 37 CFR 1.56(a) 
must be forwarded under Section 721.01, M.P.E.P., to the 
Assistant Commissioner via the Group Director. 


The Filing of Protests Under 37 CFR 1.291 


The amendments to Section 1.291 reflected the increased 
value the Office places on appropriate written protests as an aid 
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in avoiding the issuance of invalid patents. The present sup- 
plemental guideiines are in addition to those previously pub- 
lished and referred to above. 

The nature of the protest, and the timeliness of its submission, 
are important factors in determining the consideration which 
is given the protest, and by whom it is considered. Insofar as 
the question of timeliness is concerned, the original publication 
of the rules at 955 O.G. 1054, the earlier Guidelines published 
at 957 O.G. 11, and Section 1309.02, M.P.E.P. adequately treat 
this question. Protests should obviously be submitted as early 
in the examination process as possible in order to be of maximum 
benefit to the Office in its examination of the application 
involved. 

If the protest is being filed with regard to a reissue application, 
the protest should be filed within the two-month period follow- 
ing announcement of the filing of the reissue application in the 
Offical Gazette, if it is at all possible to do so. If, for some reason, 
the protest of the reissue application cannot be filed within the 
two-month period provided by 37 CFR 1.176, the protest can 
be submitted at a later time, but protestor must be aware that 
reissue applications are “special” and a later filed protest may 
be received after action by the examiner, if submitted later than 
the two months provided by 37 CFR 1.176. In the event a protest 
is intended against a reissue application, but cannot be submitted 
within the two months provided following the O.G. announce- 
ment, the protestor can request an additional specified period 
within which to file the protest, explaining why the additional 
time is necessary and the nature of the protest intended. A copy 
of any such request for additional time to protest a reissue 
application beyond the two months provided must be served 
on the reissue applicant. The request for additional time should 
be directed to the appropriate Group Director. The requests for 
additional time beyond the two months provided will be criti- 
cally reviewed as to demonstrated need before being granted 
since the delay of examination of a reissue application of another 
party is being requested. Accordingly, the requests should be 
made only where necessary, for the minimum period required 
and with a justification establishing the necessity for the exten- 
sion. 

Any protest filed alleging “fraud” or “violation of the duty 
of disclosure” should be directed to the attention of the Assistant 
Commissioner for Patents, Building 3, Room 11A-13. Protests 
based on grounds other than “fraud” or “violation of the duty 
of disclosure” should be directed to the attention of the Director 
of the particular examining group in which the application is 
pending. If the protestor is unable to specifically identify the 
application to which the protest is directed, but, nevertheless, 
believes such an application to be pending, the protest should 
be directed to the attention of the Assistant Commissioner for 
Patents, Building 3, Room 11A-13, along with as much iden- 
tifying data for the application as is available. 

As indicated in the earlier publications, e.g., Section 1309.02, 
M.P.E.P., every effort should be made by a protestor to effect 
service of the protest upon the attorney or agent of applicant 
who is of record or upon the applicant. The protest filed in the 
Office should reflect that service has been made. Only in those 
instances where service is not possible should the protest be filed 
in duplicate in order that the Office can attempt service. Of 
course, the copy served upon applicant or applicant’s attorney 
or agent should be accompanied by a copy of each prior art 
or other document relied upon in the same manner as required 
by Section 1.291(a) for the Office copy. 


The Examiner's Consideration of Protests 


Protests other than those alleging “fraud” or “violation of 
the duty of disclosure” will be received by, or forwarded to, 
the Group Director of the examining group where the application 
is, or may be, pending and then referred to the appropriate 
examiner. If it is then, or later, discovered that a question of 
“fraud” or “violation of the duty of disclosure” exists, the 
application and the protest, will be forwarded to the Office of 
the Assistant Commissioner for Patents pursuant to Section 
721.01, M.P.E.P. 

If no allegations or questions of “fraud” or “violation of 
the duty of disclosure” are found to exist, the examiner will 
consider the protest and report the results of the consideration 
to the Group Director. If the protest has been timely submitted, 
ie., before final rejection or allowance, the examiner will 
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consider each of the prior art or other documents submitted. At 
least thosé prior art documents which the examiner relies on 
in rejecting claims will be made of record by means of form 
PTO—892. If the examiner does not cite all of the prior art or 
other documents of form PTO-892, the examiner will place a 
notation in the protest paper adjacent to the reference to the 
documents which will include the examiner’s initials and the 
term “checked.” 

If the protest is filed after final rejection or allowance of the 
application, the consideration by the examiner will depend upon 
the relevance of the prior art documents submitted and the point 
in time at which they are submitted. Documents which clearly 
anticipate or render obvious one or more claims will not be 
knowingly ignored. Prosecution of the applicatio.u will be 
reopened where necessary. However, protestor must be aware 
that the likelihood of consideration by the Examiner decreases 
as the patent issue date approaches. Accordingly, protests must 
be filed early in order to ensure their consideration. 

If the protest is not accompanied by a copy of each prior 
art or other document relied upon as required by Section 
1.291(a), the protestor cannot be assured that the examiner will 
consider the missing document. However, if the examiner does 
so, the examiner will either cite the document on form PTO- 
892 or place a notation in the protest paper adjacent to the 
reference to the document which will include the examiner’s 
initials and the term “checked.” 

If, upon considering the protest or any submissions subse- 
quent thereto, the examiner considers it desirable to obtain 
applicant’s comments on the protest before further action, the 
examiner will offer applicant an opportunity to file comments 
within a set period, usually two months. 

The following suggested format can be used to offer applicant 
an opportunity to file comments on the protest: 


“A protest against the issuance of a patent based on 
this application has been filed under 37 CFR 1.291 
on .... and a copy (has been indicated as having 
been served on applicant) (is attached hereto). Any 
comments or response applicant desires to file before 
consideration of the protest must be filed by . . . .”” 


Section 1.291(a) indicates that protests are acknowledged 
and this acknowledgement will normally be made by the 
particular office to which the protest is ultimately directed for 
consideration. Protests alleging “fraud” or “violation of the 
duty of disclosure” will normally be acknowledged by the 
Office of the Assistant Commissioner for Patents. Other . 
i.e., those not alleging “fraud” or “violation of the duty of 
disclosure” will normally be acknowledged by the Group 
Director of the examining group where the application is, or 
may be, pending. 

If the protest involves an application to which the 
has access, ¢.g., a reissue application filed after March 1, 1977, 
or one in which protestor has been formally granted access, then 
protestor may monitor the proceedings and file such additional 
Papers as protestor considers appropriate. If protestor has access 
to the application, protestor may request the Office to supply 
protestor with copies of Office actions or other documents 
mailed by the Office. Such a request should be directed to the 
particular area in which the application is pending, e.g., Office 
of Assistant Commissioner for Patents, or Director of the 
particular examining group. The request should explain why 
protestor needs the copies in question and should indicate an 
intent on protestor’s part to assist the Office in its examination 
by supplying relevant comments. Normally, the Office will send 
copies of Office actions to protestors where the protestor 
indicates an intent to review actions and, if appropriate, 
comment to the Office on them. However, since protestor has 
no right to copies of the Office actions or other documents, the 
granting or denying of such requests will be within the sole 
discretion of, and for the convenience of the Office. 

If the protestor has access to the application, the examiner 
may communicate with the protestor in writing to seek elari- 
fication and/or additional information if the examiner considers 
such clarification and/or additional information necessary to 
properly consider the protest. The following suggested format 
can be used by the examiner to seek clarification and/or 
additional information from a protestor having access to an 
application: 
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“The protest, as filed , has been noted. 
However, clarification and/or additional information 
is desired. In particular [Examiner explains] any 
submission of the information should be 
made within ONE MONTH of the date of this letter 
and the submission must indicate service on appli- 
cant.”” 


While the examiner should not normally need clarification 
and/or additional information from the protestor where the 
grounds involve only published prior art, e.g., patents, periodi- 
cals, etc.,amder some circumstances it may be necessary for 
the examiner to seek such clarification and/or additional infor- 
mation. For exampie, if the date of a reference is in question, 
or some question of public use is involved, and the information 
being sought is within the knowledge or control of the protestor, 
the examiner may find it necessary to communicate with the 
protestor to obtain the same. 

Where the examiner feels that a protestor with access to an 
application can contribute significantly to the examination 
process, the protestor may be given a specific period, normally 
one month, within which to comment on responses submitted 
by patent applicants to Office actions. Such a comment period 
should only be provided where it would appear to be of benefit 
to the examination process and only with the approval of a 
Supervisory Primary Examiner. Where an applicant agrees to 
such participation by a protestor or where a Court has suspended 
litigation for consideration of a related application by the Patent 
and Trademark Office with an expression of its desire for such 
protestor participation, it should be more liberally granted. 

Where a protestor requests permission to participate in any 
interview between an applicant and the examiner or requests 
on its own behalf to have an interview with the examiner, the 
request should be referred to the Office of the Assistant 
Commissioner for Patents for action. Normally, protestor 
participation in interviews with examiners will not be allowed 
unless special justifying circumstances exist. Where authorized, 
participation by the protestor in an interview will be according 
to conditions set down by the Patent and Trademark Office. 
Normally, any transcript of the interview, if authorized, will be 
at the expense of the party or parties requesting it and will be 
arranged by such party or parties. Where Office actions are being 
sent to a protestor or where a protestor is present for an interview, 
a copy of the Interview Summary Form and other records made 
of the interview will be provided to the protestor. Where 
protestor’s participate in an interview, they may submit their 
own record of the interview which will be made of record in 
the file. 

Interviews relating to a patent application with a protestor 
will not be permitted without the applicant present. 

A protestor with access to an application appealed to the 
Board of Appeals who intends to file comments or a brief in 
opposition to appellant's brief should file an indication of such 
intention within one month after the notice of appeal is filed 
and serve a copy of the same upon appellant. The indication 
of intention should state that protestor agrees to file such 
comments or brief in triplicate, within one month after appel- 
lant’s brief is filed, and also agrees to serve a copy of the 
comments or brief upon appellant. If such an indication is not 
filed and served, or the protestor’s comments or brief is not 
timely filed in triplicate and served, no assurance is given that 
the Examiner will consider the protestor’s comments or brief 
during the preparation of the Examiner’s Answer. 

A protestor who participates by the filing of comments or 
a brief in ition to appellant's brief may also request, at 
the time of filing the comments or brief, to appear at any oral 
hearing. If a protestor does not file such comments or brief, the 
protestor cannot be present at any oral hearing. If a protestor 
does file such a request, the Board of Appeals, in its discretion, 
will decide whether or not the issues on appeal are such that 
protestor’s participation at the hearing would be helpful. The 
Board of Appeals will notify protestor whether or not the request 
to appear at the hearing is granted and, if granted, how much 
time will be permitted. Of course, if appellant does not request 
an oral hearing, or provides timely notification to the Board and 
en protestor will not be 


ih ener it ete cena ind on ennai 
protestor will be mailed to applicant at the same time it is mailed 
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to the protestor. While the examiner may communicate in writ- 
ing with a protestor having access to the application, the 
examiner will not communicate orally and protestor must refrain 
from oral communications with the examiner except to ask 
purely procedural questions which have no relation to the 
substance of the protest or the merits of the application, unless 
specifically authorized in writing by the Assistant Commis- 
sioner for Patents. 

Where the handling of a protest or the handling of a reissue 
application involved in related litigation requires an inordinately 
larger than normal amount of work on the part of an examiner 
and where otherwise warranted, Supervisory Primary Examin- 
ers may authorize the use of non-examining time for handling 
some or all of the examination. 

The above guidelines are intended to make clearer the 
policies of the Patent and Trademark Office in respect to the 
handling of reissue applications, protests and “fraud” ques- 
tions. The Office is especially interested in seeing that the 
consideration of reissue applications and protests is thorough 
and fair. It is interested in seeing that protestors have an 
opportunity to participate in the proceedings in the Office to 
the extent that such participation is helpful and appropriate in 
each case. It is also greatly interested in the completeness and 
accuracy of the file record, including indications whether or not 
prior art references and information mentioned in the record 
have been reviewed by the examiner. 

The present guidelines which will be incorporated into the 
M.P.E.P. as soon as possible, when considered in conjunction 
with those previously issued and the M.P.E.P., should answer 
many of the questions being raised about the revised rules. 


DONALD W. BANNER, 
Commissioner of Patents 
& Trademarks. 


Nov. 13, 1978. 


(977 OG. 11] 


(117) Expedited Processing of Reissue Applications 
and Applications Having Issues of Fraud or Failure 
to Comply With The Duty of Disclosure 


The Patent and Trademark Office has been experiencing 
increasing delays in the examination of reissue applications and 
other applications in which charges or questions of fraud or 
failure to comply with the duty of disclosure have been raised 
or are apparent on the record. Consideration of these charges 
involves considerable expenditures of resources and time. They 
also tend to.delay prompt consideration on the merits in view 
of the prior art, etc. Considerable duplication of effort and 
expenditures of resources and time also may occur when the 
Office considers applications in circumstances where the same 
issues are concurrently being considered in Court. 


Deferral of Fraud Issues 


Effective immediately, the Office is instituting a policy of 
delaying consideration of issues of fraud or failure to comply 
with the duty of disclosure in any application until all other issues 
are settled. 

Accordingly, under this procedure, applications having 
issues of fraud or failure to comply with the duty of disclosure 
wiil continue to be referred to the Office of the Assistant 
Commissioner for Patents, but will then be promptly returned, 
along with any appropriate examining instructions, to the 
Director of the Examining Group for immediate action by the 
Examiner. Decisions on Petitions to Strike applications pursuant 
to 37 CFR 1.56(d) will be deferred pending resolution of the 
patentability issues before the Examiner. Any such Petitions to 
Strike filed after the Office of the Assistant Commissioner has 
initially reviewed the application and returned it for immediate 
action will be acknowledged by the Examining Group Director 
and action on the Petition will be deferred pending completion 
of the patentability issues before the Examiner. Examiners will 
note in their Office actions the existence of issues of fraud or 
failure to comply with the duty of disclosure without comment- 
ing on the substance of such issues and will indicate that the 
issues will be considered after all other matters have been 
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disposed of. Matters other-than fraud or failure to comply with 
the duty of disclosure raised in a Petition to Strike, e.g., pat- 
entability in light of a reference, will be treated by the Examiner 
or other appropriate official. Petitions relating to procedural 
matters involving the examination of the applications, e.g., 
requests for protestor participation in interviews, will be decided 
by the appropriate Examining Group Director. Applications 
which have been referred to the Office of the Assistant 
Commissioner and which are required to be returned thereto 
before allowance or after abandonment of the application will 
have a notation placed on the face of the application file by the 
Office of the Assistant Commissioner requiring such return. 


Suspension of Action Where There is Concurrent Litigation 


In order to avoid duplication of effort, actions in applications 
in which there is an indication of concurrent litigation will be 


_ Suspended automatically unless and until it is evident to the 


examiner, or the applicant indicates, that: (1) a stay of the 
litigation is in effect; (2) the litigation has been terminated; (3) 
there are no significant overlapping issues between the appli- 
cation and the litigation; or (4) it is applicant’s desire that the 
application be examined at that time. 


Expedited Examination of Reissues 


All reissue applications, except those under suspension 
because of litigation, will be taken up for action ahead of other 
“special” applications; this means that all issues not deferred 
will be treated and responded to immediately. Furthermore, 
reissue applications involved in “stayed litigation” will be taken 
up for action in advance of other reissue applications. 

Insofar as reissue applications for patents in litigation are 
concerned, the Office is presently considering modifications to 
the rules to provide for their examination within the two-month 
waiting period now provided by Section 1.176. Until appropriate 
modifications are made to the rules, the Office will entertain 
petitions under 37 CFR 1.183 to waive the delay period of 37 
CFR 1.176. In addition, the Office is presently considering 
requiring the prompt disclosure of the existence of litigation 
related to a pending application. 

Time monitoring systems are being put into effect which will 
closely monitor the time used by applicants, protestors, and 
examiners in processing reissue applications of patents involved 
in litigation in which the court has stayed further action. 

Applicants in reissue applications involved in litigation 
which has been stayed, dismissed, etc. for consideration by the 
Patent and Trademark Office will normally be given one month 
to respond to Office actions in those situations where the Office 
determines that the reissue applicant can readily prepare a 
response in such time. This one month period may be extended 
upon a showing of clear justification. Of course, up to three 
months may be set for response if the Examiner determines such 
a period is justified. 

Applicants and protestors submitting papers for entry in 
reissue applications of patents involved in litigation are re- 
quested to mark the outside envelope and the top right hand 
portion of the paper with the words “REISSUE LITIGATION”’ 
and with the unit of the PTO in which the reissue application 
is located—e.g., Assistant Commissioner for Patents, Board of 
Appeals or Examining Group. The notations preferably should 
be written in a bright color with a felt point marker. Papers 
marked “REISSUE LITIGATION” will be given special atten- 
tion. Also, the PTO will place a prominent notation on the 
application file to indicate the existence of litigation. 

The purpose of these changes is to reduce the time between 
filing and final action insofar as possible while still giving all 
parties sufficient time to be heard. This notice is supplemental 
to, and in some respects modifies, the earlier published notices 
on this subject and particularly the notice published at 977 O.G. 
11 on December 12, 1978. 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


June 5, 1979. 


[983 O.G. 24] 
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(118) Prior Art Cited by Patent Offices 
in Other Countries 


Section 1.56 of Title 37 of the Code of Federal Regulations 
requires patent applicants and others associated with the - 
cution of a patent application before the U.S. Patent and Trade 
mark Office to call to the Office’attention information which is 
material to examination. Where related or corresponding patent 
applications have been filed in other countries, prior art may 
be cited by the Patent Offices of those other countries in 
connection with the examination of the applications filed there. 
Where prior art is cited by those other Patent Offices while the 
U.S. application is pending, citations which are material to 
examination in this country and known to any of the individuals 
covered by Section 1.56 must be called to the attention of this 
Office. Attorneys and agents are reminded of their obligations 
in this respect. 

It is suggested, of course, that such prior art be cited to the 
U.S. Patent and Trademark Office in a prior art statement which 
complies with the provisions of Section 1.97-1.99 of 37 CFR. 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


Apr. 23, 1979. 


[982 O.G. 36] 


(119) 


Documents Cited in PCT International 
Search Report 


This notice is intended to clarify which documents listed on 
an international search report prepared under the Patent 
Cooperation Treaty (PCT) should during the national stage 
before the Patent and Trademark Office (PTO): 


(1) be listed and copies thereof submitted by the applicant 
to the PTO in an information disclosure statement filed under 
37 CFR §§ 1.97-1.99, 

(2) be supplied to the applicant with an Office action, and 

(3) be listed by the examiner for printing on the front page 
of any resulting patent. 


If the United States is designated in an international (PCT) 
application a copy of the search report will be mailed to the 
United States as a Designated Office by the International Bureau 
about 19 months after the priority date. This search report, 
without copies of the cited documents is placed in the national 
stage application file. 

Accordingly, examiners in the PTO who are examining a 
national stage application will have a copy of the listing of 
documents cited in the International Search Report but they may 
not have copies of the documents cited therein and/or they may 
not have any available English translations of the cited docu- 
ments. While the PTO is presently receiving copies of docu- 
ments cited in PCT search reports of the European Patent Office 
and the Japanese Patent Office in a temporary trial program, 
the program may be discontinued at any time and applicants 
cannot rely upon this program to provide the examiner with 
copies of references or with any available English translation. 


Citation of International Search Report Documents in 
Information Disclosure Statements 


Applicants and/or applicant’s attorney in PCT national stage 
applications, to ensure compliance with 37 CFR 1.56, should 
cite and supply copies of the documents cited in the PCT 
International Search Report which are “material” as defined 
in 37 CFR 1.56, preferably by an information disclosure state- 
Se 

A primary concern of the Patent and Trademark Office and 
the applicant should be that prior art cited in the PCT Interna- 
tional Search Report which is material to the examination of 
the United States national stage application be fully considered 
during the examination of the United States national stage 
application. The best manner of ensuring such consideration is 
through a cooperative effort by all of the persons involved in 
the prosecution and examination of the United States national 
stage application. The applicant and his or her foreign patent 
attorney or agent obviously have access to, and presumably 
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Ee. Oo ee ee 
With rare exceptions, the International Search Reort is 

prior to the time at which enters the United 
national stage under 35 U.S.C. 371. Thus, _ applicant and his or 


Report and call 


.U present 
Iry , Ine. v. Lambert Bros., Inc., 216 
U.S.P.Q. 976 (S.D. N.Y. 1982), foreign patent attorneys rep- 
saath: deans coupes tn ian ae teneienne 
patent attorneys are held to the same standards 
of conduct which apply to their United States counterparts. Since 
fi 


37 CFR §§ 1.97-1.99. 

This will ensure that material citations contained in the PCT 
International Search Reort are considered by the examiner 
during the exmination of the United States national stage 
application. To the extent that the examiner does review | 
citations without an information disclosure statement 
been submitted, the foreign will obviously 
therefrom. However, the foreign applicant and applicant’ 
pee on gage foe re ag or pm i 

conducted so as to relieve them of their dury to 
disclose material prior art. 


Copies of Documents Supplied With Office Actions 


the examiner will be provided to applicant except where the 
documents: 


(1) are cited at allowance 
(2) have been referred to in applicant's disclosure statement, 
and 


(3) where the documents are cited and have been provided 
to applicant by the PTO in a parent national or international 
application. 


Listing of Documents Cited in PCT International Search Reports 
by Examiners for Printing on Patents 


The examiner should review all copies of documents cited 
Search 


whether to take the necessary steps to obtain the copy 
and/or translation. 
Where an information disclosure statement has been filed 


Procedure (MPEP), the examiner must list all citations on form 
PTO— 892 as part of the next regular Office action following 
receipt thereof unless such citations are listed by applicant on 
form PTO-1449. 
ae on a. eee 
of all of the documents cited in a PCT International Search 
Report is concerned where 37 CFR 1.98 has not been followed, 
it is not seen to be appropriate for the examiner to automatically 
cite, in the national stage each document listed in 
the PCT international search report. It has been the experience 
of the PTO that many documents listed on the PCT international 
search report are not relevant to the claims in the U.S. national 
eS eae 


May 23, 1986. 


[1067 OG 32] 
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(120) Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 1 and 10 
Docket No. 90135-9035 
Duty of Disclosure and Practitioner Misconduct 


Agency: Patent and Trademark Office, Commerce 

Action: Proposed Rule 

Summary: The Patent and Tradmark Office (Office) proposes to 
amend the rules of practice in patent cases (1) to clarify the duty 
of disclosure standard for information required to be submitted 
to the Office; (2) to make information disclosure statements 
mandatory for complying with the duty of disclosure; (3) to 
provide specific deadlines for submitting such statements in- 
cluding the requirement of a fee in some cases if the statement 
is filed after the first deadline; (4) to eliminate consideration of 
duty of disclosure issues by the Office except in disciplinary 
proceedings, and under limited circumstances in the examina- 
tion of reissue applications; and (5) to eliminate the striking of 
patent applications which are improperly executed. The Office 
further proposes to amend the rules governing practice before it 
by registered attorneys and agents to define acts of misconduct 
which conform to a failure to comply with the proposed rules on 
duty of disclosure. 

These proposed changes are considered desirable in view of 
the large amount of resources that are being devoted to duty of 
disclosure issues both within and outside the Office without 
significantly contributing to the reliability of the patents being 
issued. The proposed rules are intended: (1) to reduce the burden 
on patent applicants and those associated with the filing and 
prosecution of patent applications in complying with the duty of 
disclosure to the Office; (2) to minimize the risk that valuable 
patent rights will be lost by providing procedures and mandatory 
deadlines for submitting information to the Office in pending 
patent applications; (3) to ensure consideration of relevant 
information by the Office before a final decision on patentability 
is made by the patent examiner; and (4) to permit some of the 
Office resources now devoted to a consideration of duty of 
disclosure issues to be directed to the reduction in the backlog 
of pending patent applications. 

Dates: Comments must be submitted on or before June 20, 1989. 
A public hearing will be held on June 22, 1989, beginning at 9:30 
a.m. Requests to present oral testimony should be received on 
or before June 20, 1989. 

Addresses: Address written comments and requests to present 
oral testimony to Box 8, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231, marked to the attention of 
Charles E. Van Horn. The hearing will be held at the U.S. Patent 
and Trademark Office in Room 912 of Bldg. 2, Crystal Park, 
located at 2121 Crystal Dr., Arlington, Va. Written comments 
and a transcript of the public hearing will be available for public 
inspection in Room 5C15 of Bldg. 2, Crystal Piz. 

For Further Information: Charles E. Van Horn or John H. 
Raubitschek by telephone at (703) 557-4035 or by mail ad- 
dressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


Supplementary Information: 


The goal of any patent examination system is to provide for 
the grant of reliable patents to protect the patent owner and those 
who must often expend considerable resources in developing 
the invention. The grant of reliable patents is dependent, in large 
part, on the examiner making a decision on patentability after a 
thorough consideration of the scope and content of the prior art. 
Any intentional withholding from the Office of information 
which directly affects the determination of patentability of an 
invention may undermine the reliability of the resulting patent. 

This proposed rule change is designed to ensure that the 
examiner considers the pertinent prior art before making a final 
decision on patentability and to allow for the reallocation of 
Office resources regarding the duty of disclosure in the prosecu- 
tion of patent applications before the Office. It has long been 
recognized that by reason of the nature of an application for 
patent, those representing a patent applicant before the Office 
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are required to act in a manner consistent with the highest degree 
of candor and good faith. Kingsland v. Dorsey , 338 U.S. 318, 
83 USPQ 330 (1949), reh,q denied, 338 U.S. 939 (1950). 

There have been several attempts to define the duty to disclose 
information to the Office in 37 CFR 1.56. In addition, an 
evolving body of case law on fraud and inequitable conduct in 
the Office has reflected, at times, a lack of cohesive direction. 
This has led to some uncertainty about the duty of disclosure and 
to the unproductive use of considerable resources by the Office, 
the patent bar, patent applicants, and patent owners in address- 
ing issues relating to this duty. See 16 AIPLA Quarterly Journal 
Nos. 1 and 2 (1988). 

The determination of inequitable conduct in the Office as it 
relates to the nondisclosure of information affecting the patenta- 
bility of an invention has involved a factual dutermination of two 
elements: (1) materiality of the information; and (2) intent to 
mislead the Office on the part of the individual who did not bring 
the information to the attention of the Office. After the withheld 
information and conduct of the individual are determined to 
meet the threshold levels of materiality and intent, courts 
balance the findings relating to materiality and intent in order to 
evaluate whether inequitable conduct has occurred. J. P. 
Stevens & Co. v. Lex Tex, Ltd., 747 F.2d 1553, 223 USPQ 1089 
(Fed. Cir. 1984), cert. denied , 474 U.S. 822 (1985). 

The Office standard for materiality in § 1.56 is considered by 
the courts to be an appropriate starting point for analysis since 
it appears to be the broadest, thus encompassing other standards, 
and because {g49 1.56 governs how one ought to conduct 
business with the Office. American Hoist & DerrickCo.v. Sowa 
& Sons, Inc., 725 F.2d 1350, 220 USPQ 763 (Fed. Cir.), cert. 
denied, 469 U.S. 821 (1984). However, the Office believes that 
an appropriate standard of materiality should take into consid- 
eration whether or not the examiner was influenced by the 
withholding of the information to avoid the harsh effects of A. 
B. Dick Co. v. Burroughs Corp., 798 F.2d 1392, 230 USPQ 849 
(Fed. Cir. 1986), where a patent was held to be unenforceable 
even though the examiner was aware of and applied the withheld 
prior art. In addition, there may be a question of the need for 
applying the concept of materiality to claims which have been 
canceled or modified in order to find inequitable conduct. See 
Driscoll v. Cebalo, 731 F.2d 878, 221 USPQ 745 (Fed. Cir. 
1984). 

Some court decisions have held that intent to mislead may be 
inferred from the materiality of the withheld reference(s). Argus 
Chemical Corp. v. Fibre Glass-Evercoat Co.,Inc.,759 F.2d 10, 
225 USPQ 1100 (Fed. Cir.), cert. denied, 474 U.S. 903 (1985). 
Other decisions require consideration of the attorney’s or 
agent’s good faith or lack thereof. Allen Archery, Inc. v. 
Browning Mfg. Co. , 819 F.2d 1087, 2 USPQ 2d 1490 (Fed. Cir. 
1987). However, recently the Federal Circuit has required that 
in order to prove inequitable conduct, there must be evidence of 
intent to mislead the Office beyond the materiality of the 
withheld references. FMC Corp. v. Manitowoc, Co. Inc. , 835 
F.2d 1411, 5 USPQ 2d 1112 (Fed. Cir. 1987) and Burlington 
Industries, Inc. vy. Dayco Corp. ,849 F.2d 1418, 7 USPQ 2d 1158 
(Fed. Cir. 1988). See also Kingsdown Medical Consultants, Ltd. 
v. Hollister Inc. ,863 F.2d 867, 9 USPQ 2d 1384 (Fed. Cir. 1988) 
(en banc). 

The requirement for evidence on intent to mislead the Office 
was also applied to the Office in making a rejection under § 1.56. 
In re Harita , 847 F.2d 801, 6 USPQ 2d 1930 (Fed. Cir. 1988). 
The recent emphasis by the courts on the element of intent has 
led the Office to re-examine its policy with respect to § 1.56 
because of the difficulty in obtaining probative evidence on 
intent. The Office makes its decision on the record and does not 
take live testimony where the demeanor of the witnesses, who 
are subject to cross-examination, can be observed. For the 
Office to conduct hearings is not considered to be an effective 
utilization of resources. Further, the examination procedure is 
essentially ex parte and so the evidence on intent would have 
to be developed primarily by the Office. 

On the other hand, courts hear testimony, have subpoena 
power, and can easily fashion an equitable remedy to fit the 
precise facts in those cases where inequitable conduct is estab- 
lished. In addition, a court proceeding generally involves at least 
two participating adverse parties to develop the evidence. Thus, 
it seems more iate for inequitable conduct issues to be 
handled by the courts rather than by an administrative body, 
especially since inequitable conduct is not a statutory criterion 
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for patentability but rather results from a judicial application of 
the doctrine of unclean hands. 

The proposed changes to the rules relating to the duty of 
disclosure retain the responsibilities of candor and good faith in 
dealing with the Office and are intended to promote the reliabil- 
ity of issued patents while minimizing the risks that patent rights 
may be unnecessarily compromised in the examination of patent 
applications. The Office believes that these can be 
accomplished by specifying the threshold level of materiality to 
conform with an objective “but for’’ standard, and by ensuring 
that an information disclosure statement will be considered in an 
application at a point in time before a final determination of 
patentability is made. The “but for’’ standard of materiality 
should result in a more predictable duty of disclosure because it 
is based on a statutory standard of patentability. Although 
submission of an information disclosure statement might be 
acceptable a short time after final action by the examiner with an 
additional fee to cover the increased costs of examination, the 
Office considers the establishment of final action as a specific 
deadline to be a more effective way to ensure that pertinent 
information will be thoroughly considered by the examiner 
before the patent issues and to discourage intentional delays in 
the submission of information disclosure statements. 

Under the proposed changes to the rules, the Office will no 
longer +investigate violations of the duty to disclose, e 
with respect to a charge of misconduct under § 10.131, nor will 
it reject claims for such violations. Similarly, the Office will not 
comment upon duty of disclosure issues which are brought to the 
attention of the examiner except to note in the application file, 
when appropriate, that such issues are no longer considered by 
the Office during its examination of patent applications. 

Examination of lack of deceptive intent in reissue applica- 
tions will continue, but without any independent investigation of 
inequitable conduct issues. The reissue applicant's statement of 
lack of deceptive intent will be accepted as dispositive €xcept in 
special circumstances, such as a judicial determination of fraud 
or inequitable conduct or an admission of facts which would 
conclusively establish fraud or inequitable conduct without any 
investigation. In those cases, the claims will be rejected under 
35 U.S.C. 251 for failing to satisfy the statutory requirement of 
a lack of “deceptive intent.” See In re Clark , 522 F.2d 623, 187 
USPQ 209 (CCPA 1975). Accordingly, reissue will not be 
available to cure a prior judicial determination of inequitable 
conduct. 

It is anticipated that under the proposed change in practice, 
information pertinent to a determination of patentability will be 
brought to the attention of the Office in a timely manner. An 
applicant’s desire to minimize the prospect of facing an inequi- 
table conduct charge or decision in any later litigation as well as 
to assure the greatest benefit of the presumption of validity under 
35 U.S.C. 282, should provide sufficient incentive to furnish the 
necessary information to the Office. By filing information 
disclosure statements which include close art or information 
even though it is not considered to render any claim unpatent- 
able, an applicant may thereby avoid inequitable conduct issues 
or charges and develop a strong defense in the event of such a 
charge. The practice of citing close art may be helpful in those 
cases where the art is combinable with other art subsequently 
found and cited by the examiner especially since a court may 
find that the withheld information does, in fact, affect patenta- 
bility. 

It should be noted that patentees may have to show later in 

litigation that there was no “intent” to withhold information or 
deceive the Office. Thus, until the proposed change by the 
Office is adopted by the Office and the courts, an applicant and 
those others who owe a duty to the Office should comply also 
with the duty as applied by the courts which may find inequitable 
conduct or fraud with respect to one or more claims, thereby 
rendering a patent unenforceable or invalid. See Kingsdown 
Medical Consultants, Ltd. v. Hollister Inc., supra , at 20. 
The proposed change is very unlikely to have a significant 
impact on the workload of the Federal courts since the duty of 
disclosure issue was raised in less than 0.3% of the pending 
applications over the past two fiscal years and patent suits were 
filed at a rate of about 0.83% of all patents granted in the same 
time period. Further, enforcement by the Office of the duty of 
disclosure has rarely avoided the necessity of consideration of 
this issue by the courts. 

Practitioners found to have participated in inequitable con- 
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The proposed rules would substantially conform the rules to 
the policy announced in the Official Gazette: “Patent and 
Trademark Office ion of 37 CFR 1.56,” 1095 
Official Gazette 16 (Oct. 11, 1988), “Further Clarification on 
Patent and Trademark Office ion of 37 CFR 1.56,” 
1096 Official Gazette 19 (Nov. 8, 1988), and “Patent and 
Trademark Office ion of 37 CFR 1.28(d) and 
1.56(c), (f) and (g),” 1098 Official Gazette 502 (Jan. 3, 1989). 


DISCUSSION OF SPECIFIC RULE CHANGE PROPOSALS: 


Section 1.17, if amended as proposed, would add a fee defined 
in paragraph (p) to be $200.00, which is due upon filing of an 
information disclosure statement more than three months after 
the filing date of the application as described in 
§ 1.97(f) and (g) or more than two months after the date of the 
pete Mere m8 forth in proposed § 1.555(b). Two 

from this fee requirement are provided in §§ 1.97(g) 
and 1.555(b). The information disclosure statement will not be 
considered to have been filed until the fee is paid in full. 

Prior to the changes in the duty of disclosure proposed herein, 
an applicant assumed the risk of violating the duty if anexaminer 
cited a reference before it was brought to the attention of the 
Office. Under the proposed rules, which are more flexible in 
allowing information to be brought to the attention of the Office, 
the duty would not be violated until a patent issued. Therefore, 
the proposed fee is being charged to cover a new service as well 
as to compensate the Office for the extra work caused the 
examiner who may have to redo part or all of the examination. 

Section 1.28(d)(2) is proposed to be amended to remove the 
references to § 1.56(d) (proposed to be deleted) and to § 1.555 
of this part. This proposal retains the identification of a fraud 

or attempted on the Office, but removes the reference 
to those sections of this part which provide for rejections based 
on such fraud. 

Section 1 52(c) is proposed to be amended to remove the 
reference to § 1.56(c), which is proposed to be deleted. As noted 
below, the Office proposes that it will no longer take steps to 
strike an application for the reasons defined in § 1.56(c). 

Section 1.56 is proposed to be deleted in its entirety to provide 
a clear demarcation with past practice in the Office and to 
facilitate future citation and application of the new rule 
and the principles it embodies. Thus, a legal search of § 1.57 will 
reveal only cases decided under the new practice, but a search 
of § 1.56 will be limited to cases decided under the old practice. 

Proposed § 1.57 defines the new duty to disclose information 
to the Office and the limited circumstances in which the Office 
will take action when it is determined that a violation has 
occurred. Proposed § 1.57 defines various aspects of Office 
practice, procedure and policy as follows: 


(a) who has the duty to disclose; 

(b) what information is required to be disclosed; 
(c) circumstances for action by the Office; and 
(d) misconduct - lack of candor and good faith. 


Section 1.57(a), as proposed, defines the class of individuals 
who owe a duty of candor and good faith to the Office. The 
purpose of § 1.57(a) is to define the same class of individuals 
included in § 1.56. Thus, the duty is owed by four groups of 
individuals that are not necessarily mutually exclusive: (1) any 
named inventor as defined in paragraph (a)(1); (2) any non- 
inventor as defined in paragraph (a)(2); (3) each registered 
attorney or agent as defined in paragraph (a)(3); and (4) any 
other individual who is both substantively involved in the 
preparation or prosecution of the application and who is associ- 
ated with at least one of the entities defined in 
(a)(4)(II). The latter group of individuals would include foreign 
patent attorneys 5 ain icant for a U.S. patent 
through a local correspondent firm. See /n re Harita, supra , and 
Gemveto Jewelry Co., Inc. v. Lambert Bros., Inc. , 542 F. Supp. 
933, 216 USPQ 976 (S.D.N.Y. 1982). It would also include a 
person acting as liaison between the inventor and the attorney or 
agent handling the prosecution of an Se 
Office and who is involved in the preparation or prosecution of 
the application in a manner that would make a reasonable 
representative aware of the substantive aspects of the patent 
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application. The person does not have to be a member of a law 
firm or corporate patent department employed by the assignee 
of the patent application. On the other hand, merely because the 
individual worked on related cases for the same assignee would 
not, without further knowledge of the content and claims of the 
application being considered, create a duty of disclosure for that 
individual, nor would there be a duty to inquire of that individual 
as to whether he or she knew of relevant information. 

Section 1.57(b), as proposed, represents a significant depar- 
ture from the standard defined under § 1.56. It adopts an 
objective “but for” standard of materiality, which requires a 
conclusion that a pending claim would not have been permitted 
to issue in a patent grant “but for” the misrepresentation, 
concealment, or otherwise culpable conduct with respect to any 
fact. That is, the “but for” standard of materiality requires a 
conclusion that a pending claim is (1) patentable in the absence 
of a given fact which is the subject of misrepresentation, 
concealment or otherwise culpable conduct; and (2) unpatent- 
able in the presence of such fact. In deciding the question of 
materiality under the “but for” standard, a decision maker 
would first look to the patentability of the claim based on the 
record and the facts known to the individuals designated in § 
1.57(a) without the fact which was misrepresented, concealed, 
or otherwise subject to culpable conduct, i.e., as though the fact 
did not exist. Having determined that the claim is patentable 
without the fact which was misrepresented, concealed, or other- 
wise subject to culpable conduct, the decision maker would then 
determine if the claim is unpatentable assuming the fact does 
exist. If the claim is determined to be unpatentable, the fact 
would meet the “but for” test standard of materiality proposed 
in these rules. 

Whether or not information meets the “but for” standard of 
materiality is not dependent upon what the examiner would do 
with the misrepresented or concealed information if the true 
facts were known to the examiner, but rather whether or not the 
information would make a difference in the patentability of the 
claims if the information had been properly disclosed and not 
misrepresented nor concealed. 

Thus, the determination of patentability under this standard is 
not based on the subjective determination of any particular 
examiner or other Office personnel, nor on the subjective 
determination of any of the individuals defined in proposed 
§ 1.57(a), but consists of an objective legal conclusion as to the 
patentability of one or more claims under relevant sections of 
Title 35 and applicable judicial precedent. A person would not 
be considered by the Office to have violated the duty of 
disclosure under § 1.57 until a patent issued and it is determined 
that at least one patent claim is unpatentable based at least in part 
on information withheld from the Office. 

The duty to disclose under proposed § 1.57(b) does not apply 
to information which is of record in an application. In other 
words, there would be no violation of the duty if the examiner 
independently finds the withheld prior art and makes it of record 
in the application file prior to the issuance of a patent. Further, 
information and documents cited in international search reports 
from the European Patent Office (EPO) and the Japanese Patent 
Office (JPO) will be considered to be of record under certain 
circumstances in the corresponding PCT-based national stage 
application filed under 35 U.S.C. 371. Those circumstances 
include the current agreement among the three patent offices 
(EPO, JPO, USPTO) that international search reports prepared 
by any of the three offices and designating another office will 
include a copy of each document cited and an indication of the 
relevance of such document. This ative arrangement has 
been working informally for about five years and became a 
formal continuing program recently. Thus, the duty to disclose 
does not apply to documents cited in an international search 
report prepared by any of the three offices because they will be 
considered by the Office to be of record in the national stage 
application filed in the United States under 35 U.S.C. 371. 

The information which is misrepresented or concealed need 
not anticipate a pending claim to fall within the “but for” 
standard of materiality, but must, when added to other facts of 
record in the application and known to the individuals desig- 
nated in proposed § 1.57(a) preclude the allowance of at least 
one pending claim in a patent. Allowance may be precluded 
under appropriate sections of Title 35 in addition to any judi- 
cially created doctrine such as double patenting of the obvious- 
ness type. 
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A pending claim within the meaning of proposed § 1.57(b) is 
a claim which is presented for examination and has not been 
canceled. No duty of disclosure would exist as to a claim that is 
canceled in a preliminary amendment submitted with the appli- 
cation papers. Similarly, no duty of disclosure would exist as 
to a claim that has been canceled at the time a person defined in 
proposed § 1.57(a) becomes aware of a publication that would 
render that claim unpatentable, either by itself or in combination 
with other evidence of record or known to such a person. On the 
other hand, a duty of disclosure would exist as to a claim that has 
been withdrawn from consideration by the examiner - for 
example, as the result of a restriction requirement - but has not 
been canceled. Nevertheless, a violation of that duty would not 
occur unless and until a patent issued with such a claim. 

The duty of disclosure arises at the point in time when an 
individual becomes aware of information not of record in the 
application that would render unpatentable any claim then pend- 
ing. Actual knowledge of the pertinent information and its 
materiality is not required by this proposed paragraph if the 
individual should have known of the information and __ its 
materiality. See FMC Corp. v.Manitowoc Co., supra and FMC 
Corp. v. Hennessy Industries, Inc. , 836 F.2d 521,5 USPQ 2d 
1272 (Fed. Cir. 1987). The duty of disclosure continues until that 
claim is canceled. If a claim is modified during prosecution in 
the Office, the scope of the amended claim determines the duty 
of disclosure. But, as mentioned above, there would be no 
violation of that duty unless a patent issues with a claim which 
would be unpatentable over information which includes the 
withheld prior art or information. 

Proposed § 1.57(b) makes mandatory the procedures set forth 
in proposed §§ 1.97 and 1.98 for disclosing to the Office infor- 
mation that meets the “but for” standard of materiality. The 
general practice of filing information disclosure statements as a 
method of complying with the duty of disclosure would no 
longer be optional. 

Finally, proposed § 1.57(b) indicates that an individual des- 


ignated in proposed § 1.57(a)(4) can satisfy the duty of disclo- 


sure by disclosing information to an individual designated in any 
of proposed § 1.57(a)(1)-(3). This provision relates only to the 
determination of possible misconduct on the part of the individ- 
ual designated in proposed § 1.57(a)(4), and does not otherwise 
satisfy the duty of disclosure owed to the Office. 

Proposed § 1.57(c) emphasizes that responsibility for compli- 
ance with the duty defined in paragraph (b) rests with the 
individuals identified in paragraph (a), and that generally no 
evaluation will be made by the Office in any proceeding as to 
compliance with (b). The only circumstances in 
which the Office will consider compliance with this section 
under the proposed rules are either with reference to a discipli- 
nary proceeding under 37 CFR Part 10 or in limited situations 
with a reissue application, as where there is a judicial determi- 
nation of fraud or inequitable conduct or an admission of facts 
which would conclusively establish fraud or inequitable con- 
duct without any investigation. 

Proposed § 1.57(d) would provide a cross reference to the 
rules relating to the representation of others before the Office in 
37 CFR Part 10 and indicate that the failure of a registered rep- 
resentative to comply with the duty of candor and good faith 
required by proposed § 1.57 may be cause for instituting disci- 
plinary action under § 10.131 for misconduct. 

The provisions of § 1.56(c), (f) and (g) are proposed to be 
eliminated because an application may be filed in the Office 
without an oath or declaration pursuant to § 1.53(d). Further, the 
defects in executing a patent application listed in § 1.56(c) would 
have to be cured by filing a supplemental oath or declaration 
pursuant to proposed § 1.67(c). Accordingly, the Office will not 
consider striking an application for these defects under the 
proposed rules and will not entertain a petition directed to such 
matters. However, the conduct of any practitioner permitting a 
material alteration of the application papers after the oath or 
declaration has been signed, which is prohibited by § 1.52(c), 
is not condoned by the Office and remains subject to a discipli- 
nary proceeding. See § 10.23(c)(11). 

Similarly, since the Office will not comment on duty of 
disclosure issues which are brought to its attention in original or 
reissue applications except in very limited circumstances related 
to deceptive intent in a reissue application, the provisions of 
§ 1.56(d), (e), (h) and (i) are proposed to be eliminated. The 
provision in § 1.56(j) that a time period would be set by the 
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Office for the applicant to provide copies of documents omitted 

from an information disclosure statement is to be deleted 

because time may be given only in very limited circumstances in 

order to complete an information disclosure statement under 
§ 1.97. 

Section 1.63(a)(1) is proposed to be revised to require that an 
oath or declaration be dated when it is signed. Thus, the Office 
will be able to determine if there has been an unusual of 
time between the date of execution of the oath or declaration and 
the filing date of the application. Also, across reference to § 1.64 
is added because that section contanns several execution re- 
quirements. 

Section 1.63(b)(3) and (d) are proposed to be revised to reflect 
that § 1.56 is being replaced by new § 1.57. The oath or 
declaration filed with an application would need to acknowl- 
edge a duty to disclose information as required by proposed 
§ 1.57. Any oath or declaration, which acknowledges a duty to 
disclose information material to the examination of the applica- 
tion in accordance with the present § 1.56(a), would be accept- 
able under the proposed rules since the proposed standard of ma- 
teriality is included within the standard previously applied by the 
Office (i.e., if an individual complied with the former standard, 
that individual would comply with the proposed standard). 

Section 1.67 is proposed to be revised to add new paragraph 
(c) requiring that a new oath or declaration be filed if a prior one 
contained any of the defects previously listed in § 1.56(c). The 
new oath or declaration may be sought by the Office or the 
applicant may voluntarily submit one. 

The provisions of present § 1.97 are proposed to be revised to 
require the submission of a statement re; ing information 
which an individual designated in proposed § 1.57(a) has a duty 
to disclose under proposed § 1.57(b), to define the time periods 
for filing an information disclosure statement, and to continue 
the option to file a statement directed to information which the 
applicant would like the Office to consider even though the 
information may not meet the “but for” level of materiality. 

Under proposed § 1.97(a), an information disclosure state- 
ment would be required to be filed in each national application 
or Patent Cooperation Treaty (PCT)-based national stage appli- 
cation where an individual designated in proposed § 1.57(a) 
knows or should have known of information which meets the 
objective “but for” test of proposed § 1.57(b). An individual is 
not obligated to conduct a prior art search nor furnish a negative 
information disclosure statement. The filing of an information 
disclosure statement in a reexamination proceeding is addressed 
in the proposed revision of § 1.555. 

Under proposed § 1.97(b), an information disclosure state- 
ment may be filed to contain information which an applicant 
would like the Office to consider in the examination of an 
application. There is no duty or requirement to disclose informa- 
tion to the Office unless it meets the threshold materiality and 
knowledge requirements set forth in proposed § 1.57. 

Section 1.97(c), as proposed, would make mandatory the time 
periods for filing an information disclosure statement. This 
provision differs from current practice which only encouraged 
the filing of an information disclosure statement within a short 
period of time after the application is filed. By requiring a 
Statement to be filed within the times specified, the Office seeks 
to promote the efficiency of the examination and to help 
avoid duty of disclosure issues. Specifically, the statement shall 
be filed in a national application within three months of 
the filing date of the application. For a PCT-based national stage 
application, the statement shall be filed within three months of 
entry of the national stage application as set forth in § 1.491. In 
each type of application, an information disclosure statement 
may be filed after the three-month period, but this would nor- 
mally require a fee. The purpose of the fee for information 
submitted after the three-month period is to compensate the 
Office for the extra work caused the examiner who may have to 
redo part or all of the examination because of the late submission. 

The time periods for filing a statement are not subject to an 
extension of time under § 1.136. However, the examiner may 
allow an additional time period to permit an applicant to provide 
any information required by § 1.98, which was inadvertently 
omitted. The here is the same as that applied 
under § 1.135(c). Otherwise, if the a eee 
ment an incomplete statement after the three-month period has 
expired, the additional information would have to be filed as part 
of aseparate statement under § 1.97(f), which may require a fee. 
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An information disclosure statement timely filed within the 
three months of the filing date pursuant to $ 1.97(c) 
will be considered by the examiner, even if the mailing 
of an examiner's final action or a notice of sliowence, which 
rare instances may occur within three months of the filing date. 
For the of this proposed section, the statement will be 
considered to be filed on the day it is received in the Office, or 
the date of mailing on a ly executed certificate of maili 
pursuant to $1.8 or Express Mail certificate pursuant to § 1.10, 
whichever is earlier. 


Proposed §1.97(d) would continue the present practice of 
permitting an applicant to file an information disclosure state- 
ment either as a paper or submission separate from the specifi- 
cation or by incorporeting the information disclosure statement 
in the ication of the application. 

Proposed § 1.97(e) would stipulate that the mere filing of an 
information disclosure statement shall not constitute an admis- 
sion that any information disclosed in that statement renders 


that the filing of an information disclosure Statement will not be 
Se patentability search has 


"See 1.97(f) would expand and revise the existing 
practice of filing information disclosure state- 
ments under § 1.99. Tact aa 
may satisfy the duty of disclosure requirement by a 
statement after the three-month period in paragraph (c) 
expired In addition, a statement would be required to bring to 
the attention of the Office any information not in the record nor 
contained in an information disclosure statement filed under 
proposed paragraph (c), which meets the standard of materiality 
in proposed § 1.57. Asin paragraph (c), a statement filed under 
paragraph (f) may nome Ar eS ae 
would like the Office to consider in examining the application. 
Thus, such a statement may be used to supplement one filed 
under paragraph (c). 

It should be noted that the standard of materiality applies to 
claims pending in the application and relates to information of 
record in the application being examined in addition to the 
information known or which should have been known by an 
individual designated in proposed §1.57(a). Thus, a document 
known to such an individual which was not required to be 
Stennis 
Er ge pe mane age me in a statement under proposed 
§ 1.97(f) due to intervening events. 

Fore: . the scope of the claims may be changed to make 
adocument fall within the standard of materiality even 

the document was not relevant to the patentability of the 
claims as originally As an additional example, an 
ne = bape gy mem ye 
render a claim unpatentable However, the examiner may find 


a foreign patent office or because of the i 
by the inventor during the examination process of a 


by filing an antedating affidavit containing 
cldenesipductmeaieneaat t. 131. Itis permissible for an 


applicant to rely on such evidence in whether or not 
to disclose certain information to the Office even if the evidence 
is not submitted to the Office for evaluation Therefore, there 
would be no violation of the duty of disclosure if, prior to the 

is or becomes aware of such 


violation of the duty to the Office because the patent would not 
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have issued but for the withholding of information. 

A statement under paragraph (f) must be filed no later than the 
business day prior to the mailing date of the final action or the 
notice of allowance, whichever occurs first This will enable the 
examiner to consider carefully the statement without disrupting 
the normal processing of applications within the Office. In the 
event that a final Office action is withdrawn or a notice of 
allowance is rescinded, any information disclosure statement 
that had not been filed in a timely manner would be acceptable 
if timely resubmitted and otherwise proper in form and content 
The application would then be treated as if no final action or 
notice of allowance had been mailed up to the point that such an 
action is withdrawn or rescinded. No extensions of time are 
permitted under § 1.136 although the examiner may set an 
additional time period to permit an applicant to provide any 
information required by § 1.98, which was inadvertently omit- 
ted. 

As noted above, a statement that was untimely when filed 
under paragraph (f) could be considered timely by the occur- 
rence of subsequent events If one of those events occurs, the 
information contained in the statement would be considered by 
the examiner if the information disclosure statement is timely 
resubmitted. In the absence of any of those events, such that the 
statement remains untimely, the information contained in the 
statement would be considered only if the application in which 
it is filed is abandoned and the information is disclosed in a 
continuing application in the manner prescribed in proposed 
§ § 1.97 and 1.98. This will require that copies of documents 
cited in the information disclosure statement be resubmitted in 
the continuing application. 

Proposed § 1.97(g) would require that a fee in the amount set 
forth in proposed § 1.17(p) accompany an information disclo- 
sure statement filed under paragraph (f) unless the statement 
certifies that all of the information disclosed in such a statement 
was, within three months prior to the date the statement is filed 
in the Office, either first cited by a foreign patent office in a 
counterpart foreign patent application or first came to the atten- 
tion of any person charged with the duty of disclosure in 
§ 1.57(a). The date on the action by the foreign patent office 
begins the three-month period in the same manner as the mailing 
of an Office action starts a three-month shortened statutory 
period for response. Likewise, the filing date of the statement is 
the date the statement is received in the Office, or the date of 
mailing if accompanied by a properly executed certificate of 
mailing under § 1.8, or certificate of Express Mail under § 1.10, 
whichever occurs earlier. 

The term “counterpart foreign patent application” means that 
aclaim for priority has been made in either the U.S. application 
or a foreign application based on the other, or that the disclosures 
of the U.S. and foreign patent application are substantively 
identical. Although paragraph (g) does not require a fee if the 
information disclosure statement is submitted within certain 
time periods, this is not intended to modify the requirement in 
paragraph (f) of this section that a statement must be filed before 
the final action or notice of allowance is mailed. 

Certification by a registered practitioner that the statement 
was filed within the three-month period of either first citation by 
a foreign patent office or first discovery of the information (not 
the materiality of the information) will be accepted as dispositive 
of compliance with this provision in the absence of evidence to 
the contrary. A statement on information and belief normally 
will not be sufficient. Although it is recognized that an individ- 
ual actually becomes aware of the information in the communi- 
cation from the foreign patent office sometime after it was 
mailed, the mailing date of such a communication, if it occurs 
prior to the first awareness of the same information, would 
determine the date for filing of an information disclosure 
Statement without a fee. The Office is willing to absorb any 
additional cost in considering such information submitted three 
months after filing the application only when it is clear that an 
applicant is diligent in providing the information to the Office. 

Under proposed § 1.97(h), an information disclosure state- 
ment would not be considered to be filed until all component 
parts of a complete statement under proposed § 1.98 are filed 
with the Office, except for inadvertent omissions. Thus, the 
filing of a statement identifying relevant documents but inten- 
tionally failing to supply available copies of all the cited 
documents will not be accepted until such copies are supplied. 
Paragraph (h) also sets forth the consequences and procedures 
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for processing an information disclosure statement that is either 
not complete and/or not filed in a timely manner. Such a 
statement will not be deemed to satisfy any applicable duty of 
disclosure owed to the Office by an individual designated in 
proposed §1.57(a) but will be returned to the applicant and not 
considered by the Office in that application. If the required fee 
was submitted, it will be refunded. The Office will note in the 
record of the application that an information disclosure state- 
ment was returned to the applicant. It is expected that an 
applicant will file a continuing application to have the Office 
consider pertinent prior art which comes to his or her attention 
after final action or notice of allowance has been mailed if the 
prior art affects the patentability of any claim. 

Under the proposed revision of § 1.98, the administrative 
details of supplying information to the Office are defined. For the 
most part, these details remain unchanged from current practice, 
but the format and wording has been modified to provide greater 
clarity. Under proposed § 1.98(a), the information disclosure 
statement must include a listing of the information required to be 
disclosed by § 1.97, preferably in or on a form which is suitable 
for inclusion in the record without requiring the examiner to 
reproduce the same information on a form acceptable to the 
printer so that the documents will be listed on the patent. Those 
submitting an information disclosure statement are encouraged 
to use form PTO-1449, “Information Disclosure Citation.” In 
addition to the listing, the statement must include an explanation 
of the reason each item of information is listed. Typically, the 
reason would include a concise explanation of the relevance of 
each item to the claimed invention, but may further contain an 
explanation of why the claimed invention should be considered 
patentable over the item of information. 

Proposed § 1.98(b) would continue the present practice and 
policy of requiring an individual to submit a legible copy of the 
document or other information cited in the information disclo- 
sure statement either in its entirety or at least that portion of each 
item of information which caused the individual submitting the 
information to list that item in the information disclosure 
statement. If a copy of the document or item of information is 
not in the possession, custody, control or is not otherwise readily 
available to any individual designated in proposed §1.57(a), the 
individual submitting the statement must submit a statement to 
that effect at the time of presenting the statement to the Office. 
It is not expected that the latter situation will arise very often, but 
because of the time deadlines involved in filing an information 
disclosure statement, it is considered appropriate to provide this 
flexibility for individuals charged with the duty to bring infor- 
mation to the attention of the Office. The Office will not, 
however, assume the responsibility of obtaining a copy of that 
item of information before making a final determination of 
patentability. 

Copies of pending U.S. patent applications cited in the infor- 
mation disclosure statement should not be submitted to the 
Office as set forth in proposed § 1.98(b)(1)(III) because this may 
result in the unnecessary disclosure of the contents of such 
patent applications when the application in which it was cited 
matures into a patent. 

Proposed § 1.98(c) continues the present practice and policy 
regarding the identifying information to be listed for each docu- 
ment typically cited in an information disclosure statement. 
Listing of the patentees or authors in a patent or publication may 
be limited to the last name of the first listed inventor followed by 
wa@::” 

Proposed § 1.98(d) continues the present practice and policy 
relative to citing and supplying information which is cumulative 
and relative to supplying a translation of information that is not 
in the English language. Under this proposed section, if any of 
the information required to be disclosed is substantially cumu- 
lative in terms of its content relative to the patentability of the 
claims, the statement need be accompanied by only a single copy 
of adocument containing the essential information provided that 
the omission of the copies of the cumulative information is 
explained. 

In addition, an English language translation of a foreign 
language document or the relevant portion thereof need only be 
submitted when it is in the possession, custody or control of, or 
readily available to any individual designated in proposed 
§ 1.57(a). This does not mean that such an individual must 
purchase a translation in each case, even though a translating 
service is readily available. But if the individual has the ability to 
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translate the foreign language into English and has done so for 
the purposes of reviewing the information relative to the claimed 
invention, the translation would be considered “readily avail- 
able” to the individual. 

Section 1.175(a)(7) is proposed to be revised to reflect that 
$1.56 is being replaced by § 1.57. Any reissue oath acknowl- 
edging a duty to disclose information, which is material to the 
examination of the application in accordance with the present 
§ 1.56(a), would be acceptable under the rules as 
explained in connection with the proposed change to § 1.63(b) 
and (d). 

Section 1.193(c) is proposed to be deleted and reserved, 
reflecting the intention of the Office not to comment on duty of 
disclosure issues in an original or reissue application except in 
very limited circumstances related to deceptive intent in a 
reissue application. 

Section 1.291(a) is proposed to be revised to eliminate consid- 
eration in a protest of an allegation about duty of disclosure 
issues. Since the Office will not be investigating these issues, 
such a protest will merely be placed in the application file 
without comment. Further, protests which do not adequately 
identify a pending application will be disposed of because the 
Office cannot act on such protests. 

Section 1.291(c) is proposed to be revised to remove the 
reference to § 1.56. As explained above, there would be no need 
to require information in a protest with respect to an issue of duty 
of disclosure. 

Section 1.313(b) is proposed to be revised to include, as a 
reason for withdrawing an application from issue after the issue 
fee has been paid, a request by an applicant to consider informa- 
tion which has not been filed in a timely manner. Accordingly, 
since the Office will not consider information which is untimely 
filed in an application, it is necessary to provide a mechanism to 
permit an applicant to withdraw an application from issue in the 
event that it is desired to have the Office consider information 
that has come to the attention of an individual specified in 
proposed §1.57(a) after the mailing of the final Office action or 
the notice of allowance. This mechanism is also available to 
those who belatedly decide to bring the information to the 
attention of the Office before the patent issues. The Office 
wishes to provide every reasonable oppertunity for an individ- 
ual to avoid the consequences of misconduct in the Office. 

Section 1.555.is proposed to be revised to conform with the 
duty of disclosure contained in new § 1.57 and to require that an 
information disclosure statement be filed within certain time 
periods Under proposed § 1.555(a), there would be no fee if the 
statement is filed within two months of the date of the order for 
reexamination pursuant to § 1.525. An information disclosure 
statement limited to information not of record as of the date of the 
order for reexamination will not be considered to be a patent 
owner’s statement pursuant to § 1.530. 

Under proposed § 1.555(b), a statement may be filed after the 


two months if accompanied by a fee in certain circumstances and © 


if filed prior to the mailing of a notice of intent to issue a 
reexamination certificate. A fee would be due unless it is 


certified that all of the information disclosed in such a statement’ 


was, within two months prior to the date thestatement is filed in 
the Office, either first cited by a foreign patent office in a 
counterpart foreign patent application or first came to the 
attention of ony gunen Guana ai Gndaty etiadionnat in 
§ 1.57(a) if the same information was not earlier cited by a 
foreign patent office in a counterpart foreign application. 
As stated with respect to proposed § 1.97(g), the date on the 
action by the foreign office begins the two-month period 
and the filing date of the statement is the date the statement is 
received in the Office, or the date of mailing if accompanied by 
a properly executed certificate of mailing under § 1.8, or 
certificate of Express Mail under § 1.10, whichever is earlier. 
Extensions of time to file an information disclosure statement 
under either paragraph will not be permitted because 35 U.S.C. 
305 requires that reexamination proceedings be conducted with 
special dispatch and because such a provision would defeat the 
purpose of the fee to pay for the added costs of examination. 
The duty of disclosure is not violated in a reexamination pro- 
ceeding unless a claim either confirmed or allowed in a reexami- 
nation certificate would be rendered unpatentable by withheld 
information known at the time of the mailing of the notice of 
intent to issue a reexamination certificate. 
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Relevant prior art discovered after the mailing of the notice of 
intent would not be considered in the pending reexamination 
proceeding. Therefore, the owner may wish to file anew 
request for reexamination under 35 U S C. to have the new 
information considered on the merits. An information disclosure 
statement filed in a reexamination proceeding must be made in 
accordance with the form and content specified in proposed 
§ 1.98. 

Subparagraph 10 of § 10.23(c) is proposed to be revised to 

reflect that § 1.56 is proposed to be replaced by proposed § 1.57 
and to add a reference to the duty of disclosure requirement in 
a reexamination set forth in § 1.555. The proposed change in 
the duty of disclosure will, of course, have an impact on any 
disciplinary action charging a practitioner with a violation of 
that duty. 
Subparagraph 11 of § 10.23(c) is proposed to be revised to 
reflect the change that § 1.56(c) is proposed to be deleted. 
Although applications having defects in their execution will no 
longer be stricken, the Office desires to continue to discourage 
practitioners from permitting alterations in the application pa- 
pers after the oath or declaration is signed as prohibited by 
§ 1.52(c), especially if such alterations are material. 

Mere editing, such as correcting misspellings, would not be 
considered to involve material changes. Nor would the insertion 
of filing or patent information of a parent or related application. 
However, adding to or deleting from the application matters of 
substance, such as a working example or a claim, would be 
considered to be a material change. 


OTHER CONSIDERATIONS: 


The proposed rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act, 5 U.S.C. 601 ef seq. , 
Executive Orders 12291 and 12612, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)) because the proposed rules do not require 
individuals to submit information that they are not already under 
an obligation to provide to the Office. The proposed rules further 

the efficiency of the examination process by requiring 
a timely submission GentdhanainnGiedeesanennatal 


The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less than $100 
million. There will be no major increase in costs or prices for 
consumers, individual industries, federal, state or local govern- 
ment agencies, or regions. There will be no signifi- 
cant adverse effects on investment, 
productivity, innovation, or on the ‘ability of the United States- 
ym en perms with foreign-based enterprises in 
domestic or export markets. 
The Patent and Trademark Office has also determined that this 


- This proposed rule contains a collection of information re- 


quirement subject to the Paperwork Reduction Act, which has 

Budget under Control No. 0651-0011, Each information disclo 

udget under Control No. 0651-001 1. Each information disclo- 
take 


to the Patent and Trademark Office, Office of 

ye my pet at of Information and jatory 
airs, Office of Management and Budget, Washington 

20503. (Attention Paper Reduction Project 0651-0011) 

List of Subjects 

37 CFR Part | 
Administrative practice and procedure, Inventions and 


ents, Reporting and record keeping requirements, Small 
nesses. 
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37 CFR Part 10 


Administrative practice and procedure, Inventions and pat- 
ents, Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1 and 
10 are proposed to be amended as follows: 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for Part 1 continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. In § 1.17, paragraph (p) is proposed to be added to read as 
follows: 


§ 1.17 Patent Application Processing Fees. 


*e#e* 


(p) For filing an information disclosure statement under 
§§ 1.97(f) and (g) and 1.555(b). 200.00 


3. Section 1.28(d)(2) is proposed to be revised to read as 
follows: 


§ .28 Effect on fees of failure to establish status, or change status, 
as a small entity. 


(d)(l) * ** 


(2) Improperly and through gross negligence (i) establishing 
status as a small entity or (ii) paying fees as a small entity shall 
be considered as a fraud practiced or attempted on the Office. 


4. Section 1.52(c) is proposed to be revised to read as follows: 
$1.52 Language, paper, writing margins. 


ee ee * 


(c) Any interlineation, erasure, cancellation or other alteration 
of the application papers filed must be made before the signing 
of any accompanying oath or declaration pursuant to § 1.63 
referring to those application papers and should be dated and 
initialed or signed by the applicant on the same sheet of paper. 
No such alterations in the application papers are permissible 
after the signing of an oath or declaration referring to those 
application papers. After the signing of the oath or declaration 
referring to the application papers, amendments may only be 
made in the manner provided by §§ 1.121 and 1.123 through 
1.125. 


eee 


5. Section 1.56 is proposed to be removed and reserved § 1.56 
[Reserved] 


6. Section 1.57 is proposed to be added to read as follows: 
$1.57 Duty of disclosure. 


(a) A duty of candor and good faith toward the Office resis on 
the following individuals: 


(1) any named inventor who signs the oath required by 35 U.S.C. 
117 and 35 U.S.C. 118; 

(2) any non-inventor who signs the oath required by the last 
sentence of 35 U.S.C. 115 in an application filed under 35 
U.S.C. 117 and 35 U.S.C. 118; 

(3) each registered attorney or agent who prepares or prosecutes 
the application; and 

(4) every other individual who is: 


(i) substantively involved in the preparation or prosecution of 
the application; and 
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(ii) associated with the inventor, an assignee, or any entity to 
whom there is an obligation to assign the application or any 
patent issuing thereon. 


(b) Any individual designated in paragraph (a) of this section 
has a duty to disclose to the Office all information not considered 
by the Office to be of record in an application, which that 
individual knows or should have known would render unpatent- 
able any pending claim. This duty continues with respect to the 
pending claim until it is canceled or the application becomes 
abandoned at which time the duty ceases. Thus, the duty is 
violated only if a patent issues with a claim which would be 
rendered unpatentable by the withheld information when all the 
facts of record in the patent file and known to the individuals 
designated in paragraph (a) of this section at the time the patent 
issues are considered. The manner for submitting the required 
information to the Office is provided in §§ 1.97 and 1.98. 
Disclosure to a person designated in paragraphs (a)(1),(a)(2), or 
(a)(3) of this section by an individual designated in paragraph 
(a)(4) of this section shall satisfy the duty as to that individual. 

(c) No evaluation as to compliance with this section will be 
made by the Office except as provided below: 


(1) in a reissue application where the Office is presented with 
clear and convincing evidence of deceptive intent in obtain- 
ing a patent, such as a judicial determination of fraud or 
inequitable conduct or an admission of facts conclusively 
establishing fraud or inequitable conduct without conducting 
an investigation; or 

(2) in a disciplinary proceeding against a practitioner under Part 
10. 


(d) Failure of a registered patent attorney or agent to comply 
with the duty of candor and good faith may be cause for 
instituting disciplinary action under § 10.131 for misconduct. 
See also § 10.23(c)(10). 


7. Section 1.63 is proposed to be revised to read as follows: 


§ 1.63 Oath or declaration. 
(a) **#* 


(1) Be signed, dated and executed in accordance with §§ 1.64 
and 1.66 or 1.68; 


(o) *** 


(3) Acknowledges the duty to disclose information in accor- 
dance with § 1.57. 


*e* ee * 


(d) In any continuation-in-part application filed under the 
conditions specified in 35 U.S.C. 120 which discloses and claims 
subject matter in addition to that disclosed in the prior copending 
application, the oath or declaration must also state that the 
person making the oath or declaration acknowledges the duty to 
disclose information in accordance with § 1.57 which occurred 
between the filing date of the prior application and the national 
or PCT international filing date of the continuation-in-part 
application. 


8. Section 1.67 is proposed to be revised to add paragraph (c) 
to read as follows: 


$1.67 Supplemental oath or declaration. 


*e ee 


(c) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must also be filed if the application was altered 
after the oath or declaration was signed or if the oath or declara- 
tion was signed: 


(1) in blank; 
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(2) without review thereof by the person making the oath or 
declaration; or 

(3) without review of the specification, including the claims, as 
required by § 1.63(b). 


9. Section 1.97 is proposed to be revised to read as follows: 
$1.97 Filing of information disclosure statement. 


(a) An information disclosure statement shall be filed within 
the time periods set forth in this section in each: 


(1) national patent application; and 

(2) PCT-based national stage application to disclose all informa- 
tion which any individual charged with the duty of disclosure 
in § 1.57(a) knows or should have known renders unpatent- 
able any claim pending in the application at the time the 
information disclosure statement is filed. If there is no such 
information, an information disclosure statement is not re- 
quired. 


(b) An information disclosure statement may also disclose 


other information which an applicant would like the Office to . 


consider in examining the application. 

(c) An information disclosure statement may be filed without 
a fee in a national patent application within three months of the 
filing date of the application. In a PCT-based national stage 
application, the statement may be filed without a fee within three 
months of entry of the national stage application under § 1.491. 
No extensions of time are permitted under § 1.136 except that if 
a bona fide attempt has been made to comply with § 1.98 but part 
of the required information was inadvertently omitted, addi- 
tional time may be given to enable full compliance. 

(d) Any information disclosure statement filed under this 
section may be: 


(1) filed in a paper separate from the specification of the appli- 
cation; or 
(2) incorporated in the specification. 


(e) Unless an information disclosure statement contains an 
admission within the meaning of § 1.106(c), the filing of an 
information disclosure statement shall not constitute an admis- 
sion that any information disclosed renders unpatentable any 
claim pending in the application. Nor shall the mere filing be 
construed as a representation that a patentability search has been 
made. 

(f) If, after the time for submitting an information disclosure 
statement under paragraph (c) of this section has expired, there 
is information not of record which is required to be disclosed 
under §1.57(b), a statement shall be timely filed in the form 
required by § 1.98. The statement may also include other 
information which the applicant would like to have considered. 
Any statement filed under this paragraph will be deemed timely 
only if it is filed prior to the mailing of an examiner’s final action 
under § 1.113 or of a notice of allowance under § 1.311, 
whichever occurs first. No extensions of time.are permitted 
under § 1.136 except that if a bona fide attempt has been made 
to comply with § 1.98 but part of the required information was 
inadvertently omitted, additional time may be given to enable 
full compliance. 

(g) The information disclosure statement under paragraph (f) 
of this section shall be accompanied by the fee set forth in 
§ 1.17(p) unless the statement certifies that, within three months 
prior to the date the statement is filed in the Office, the date of 
either one of the following events occurred: 


* (1) the mailing of a communication from a foreign patent office 
in a counterpart foreign patent application first citing all the 
patents, publications, and other material disclosed in the 
statement, or 

(2) the first knowledge by any person charged with the duty of 
disclosure in § 1.57(a) of all the patents, publications, and 
other material disclosed in the statement if they were not cited 
earlier by a foreign patent office in a counterpart foreign patent 
application. 


(h) Any information disclosure statement which does not 
comply with § 1.98 except for inadvertent omissions considered 
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under paragraphs (c) and (f) of this section or any statement 

which is not timeiy filed as required by this section, will be: 

(1) deemed not to satisfy any applicable duty of disclosure owed 
under § 1.57 if a patent subsequently issues; 

(2) returned to the applicant; and 

(3) considered only if: 


(i) {dn the application is abandoned, and 
(ii) (dn the information is disclosed in an information disclo- 
sure statement timely filed in a continuing application. 


10. Section 1.98 is proposed to be revised to read as follows: 


§ 1.98 Content of information disclosure statement. 
(a) The information disclosure statement shall include: 


(1) {dn a list of all the patents, publications, or other material 
required or permitted to be disclosed under § 1.97(a), (b) and 
(f); and 

(2) a concise explanation of why each patent, publication, or 
other material is listed. 


(b) The information disclosure statement shall be accompa- 
nied by: 


(1) a legible copy of: 


(i) each U.S. Patent; 

(ii) each publication or foreign patent or that portion of which 
caused it to be listed; and 

(iii) {dn all other material, except patent application files, or 
that portion of which caused it to be listed; or 


(2) a statement that a copy is not in the possession, custody, or 
control or is not readily available to any individual designated 
in § 1.57(a). 


(c) Each U.S. patent listed in an information disclosure 
statement shall be identified by patentee(s), patent number and 
issue date. Any foreign patent or published foreign patent appli- 
cation shall be identified by the country or patent office which 
et @ 96 «eS eS ae 
document number, and a publication date indicated on the ws 
or published application. Each publication shall be identified by 
author(s), if any, title of publication, relevant pages of the 
publication, date and place of publication. 

(d) When the disclosures of two or more patents or publica- 
tions required-to be reported in an information disclosure 
statement are substantively cumulative, a single copy of one 
patent or publication may be submitted and the other patents or 
publications merely listed in the statement that an 
explanation is included about the omission of the copies of the 
cumulative information. If an English language translation of a 
foreign language document, or thereof, is within the 
possession, custody or control of, or is readily available to any 
individual designated in § 1.57(a), a copy of the translation shall 
accompany the statement. [OMB Control No. 0651-0011] 


11. Section 1.99 is proposed to be removed and reserved. 
§ 1.99 [Reserved] 


12. Section 1.175(a)(7) is- proposed to be revised to read as 
follows: 


§ 1.175 Reissue oath or declaration. 
(a) **?* 


(7) Acknowledging a duty to disclose information in accor- 
dance with § 1.57. 


** +8 
13. Section 1.193(c) is proposed to be removed and reserved: 
§ 1.193 Examiner's Answer. 


esse 
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(c) [Reserved] 


14. Section 1.291(a) and (c) are proposed to be revised to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending 
applications will be referred to the examiner having charge of 
the subject matter involved. A protest specifically identifying 
the application to which the protest is directed will be entered in 
the application file if (1) the protest is timely submitted; and (2) 
the protest is either served upon the applicant in accordance with 
§ 1.248, or filed with the Office in duplicate in the event service 
is not possible. Protests raising duty of disclosure issues will be 
placed in the application file without comment on these issues. 
Further, protests which do not adequately identify a pending 
patent application will not be considered by the Office but will be 
disposed of. 


*e# ee * 


(c) An acknowledgment of the entry of a protest under 
paragraph (a) of this section in a reissue application file will be 
sent to the member of the public filing the protest. A member of 
the public filing a protest under paragraph (a) of this section in 
an application for an original patent will not receive any 
communications from the Office relating to the protest, other 
than the return of a self-addressed postcard which the member 
of the public may include with the protest in order to receive an 
acknowledgment by the Office that the protest has been re- 
ceived. The Office will communicate with the applicant regard- 
ing any protest entered in the application file and may require the 
applicant to supply information, including responses to specific 
questions raised by the protest, in order for the Office to decide 
any issues raised by the protest. The active participation of the 
member of the public filing a protest pursuant to paragraph (a) 
of this section ends with the filing of the protest and no further 
submission on behalf of the protestor will be acknowledged or 
considered unless such submission raises new issues which 
could not have been earlier presented, and thereby constitutes a 
new protest. 


15. Section 1.313(b) is proposed to be revised to read as 
follows: 


§ 1.313 Withdrawal from issue. 


*e# ee * 


(b) When the issue fee has been paid, and the patent to be 
issued has received its issue date and patent number, the appli- 
cation will not be withdrawn from issue for any reason except (1) 
a mistake on the part of the Office; (2) an illegality in the 
application; (3) unpatentability of one or more claims; or (4) 
consideration of identified information under § 1.57 in a con- 
tinuing application. 


16. Section 1.555 is proposed to be revised to read as follows: 
§ 1.555 Duty of disclosure in reexamination proceedings. 


(a) The duty of candor and good faith owed to the Office in 
a reexamination proceeding is the same as that provided in 
§ 1.57, but the duty is not violated unless a claim either con- 
firmed or allowed in a reexamination certificate would be ren- 
dered unpatentable by the withheld information known at the 
time a notice of intent to issue a reexamination certificate under 
§ 1.570 is mailed. Any information disclosure statement bring- 
ing patents or printed publications to the attention of the Office 
shall be in the form required by §1.98 and may be filed without 
a fee within two months of the date of the order for reexamina- 
tion under § 1.525. An information disclosure statement limited 
to information not of record as of the date of the order for 
reexamination will not be considered to be a patent owner’s 
s*atement pursuant to § 1.530. 

(b) Upon payment of the fee set forth in § 1.17(p), an 
information disclosure statement may be filed after two months 
from the date of the order for reexamination but no later than the 
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mailing of the intent to issue a reexamination certificate. The fee 
in § 1.17(p) will not be required if the statement certifies that, 
within two months prior to the date the statement is filed in the 
Office, the date of either one of the following events occurred: 


(1) the mailing of a communication from a foreign patent office 
in a counterpart foreign patent application first citing all the 
patents, publications, and other material disclosed in the 
statement; or 

(2) the first knowledge by any person charged with the duty of 
disclosure in §1.57(a) of all the patents, publications, and 
other material disclosed in the statement if they were not cited 
earlier by a foreign patent office in a counterpart foreign 
patent application. 


(c) Noextensions of time are permitted under either paragraph 
(a) or (b) of this section except that, if a bona fide attempt has 
been made to comply with § 1.98 but part of the required 
information was inadvertently omitted, additional time may be 
given to enable full compliance. 


Part 10 - Representation of Others Before the Patent and 
Trademark Office 


17. The authority citation for Part 10 continues to read as 
follows: 


Authority : 5 U.S.C. 500; 15 U.S.C. 1123; 35 US.C.6,31, 32, 
41. 


18. Section 10.23(c), paragraphs (10) and (11) are proposed 
to be revised to read as follows: 


$10.23 Misconduct. 


(c) ed 


(10) Violating the duty of candor or good faith requirements 
of §1.57(a) and (b) and § 1.555(a) of this subchapter. 

(11) Knowingly filing, or causing to be filed, an application 
containing any material alteration made in the application 
papers after the signing of the accompanying oath or declara- 
tion. 


DONALD J. QUIGG, 

Assistant Secretary and 

Commissioner of Patents 
and Trademarks 


Feb. 2, 1989. 


{1101 OG 12] 


Extensions of Time 
in Reexamination Proceedings 


(121) 


This notice is intended to clarify extension of time practice 
as it relates to reexamination proceedings, and supplement the 
provisions of Section 2265 of the Manual of Patent Examining 
Procedure (MPEP). 

The provisions of 37 CFR 1.136(a) and (b) are NOT appli- 
cable to reexamination proceedings under any circumstances. 
Public Law 97-247 amended 35 U.S.C. 41 to authorize the 
Commissioner to charge fees for extensions of time to take action 
in an “application”. A reexamination proceeding does not 
involve an “application”. 37 CFR 1.136 authorizes extensions 
of the time period only in an application in which an applicant 
must respond or take action. There is neither an “application”, 
nor an “applicant” involved in a reexamination proceeding. 

Requests for an extension of time to file a patent owner’s 
statement under 37 CFR 1.530 or respond to any Office action 
in a reexamination proceeding must be filed under 37 CFR 
1.550(c). These requests for an extension of time will be granted 
only for sufficient cause and must be filed on or before the day 
on which action by the patent owner is due. In no case will mere 
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filing of a request for extension of time automatically effect any 
extension. Although the appeal provisions of 37 CFR 1.192(a), 
1.197(b), and 1.304(a) set time periods applicable to reexami- 
nation as well as application proceedings, they also include a 
further proviso making these time periods subject to the exten- 
sion provisions of 37 CFR 1.136. However, for the reasons set 
forth above, the extension provisions of 37 CFR 1.136 are 
limited to application proceedings and do not apply to reexami- 
nation proceedings. Therefore, any request for an extension of 
time in a reexamination proceeding to file a brief or reply brief, 
a request for reconsideration or rehearing, or a notice and reasons 
of appeal to the U.S. Court of Appeals for the Federal Circuit 
or for commencing a civil action, will be considered under the 
provisions of 37 CFR 1.550(c). The regulations setting a time 
period in which any of these actions must be taken set a time 
for reply within the meaning of 37 CFR 1.550(b), which time 
can be extended under 37 CFR 1.550(c). 

The extension-of-time practice in reexamination proceed- 
ings in which a final Office action has been mailed continues 
to be reflected in MPEP Section 2265. That is, the after-final 
practice in reexamination proceedings did not change Oct. 1, 
1982, and the automatic extension of time policy for 
to a final rejection and associated practice are still in effect in 
reexamination proceedings. 

Extensions of time for a requester of a reexamination, who 
is not the patent owner, are available only in rare circumstances. 
A request for an extension of the time period to file a petition 
from the denial of a request for reexamination can only be 
entertained by filing a petition under 37 CFR 1.183 with 
appropriate fee to waive the time provisions of 37 CFR 1.515(c). 
No extensions will be permitted to the two-month time for filing 
a reply by the requester under 37 CFR 1.535. This two-month 
period is set by statute (35 U.S.C. 304) and cannot be extended. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks 


Feb. 17, 1983. 
[1028 OG 18] 


(122)Less of Patent Rights Due to Failure to Timely 
Respond During Reexamination 


This notice is intended to remind patent owners and patent 
practitioners that patent rights can be, and have been, lost as 
a result of the failure to timely respond to an Office action, or 
meet a time deadline, in a reexamination proceeding. Failure 
to timely respond, meet a time deadline, or timely request an 
extension of time results in termination of a reexamination 
proceeding under 37 CFR 1.550(d) and issuance of a reexami- 
nation certificate under 37 CFR 1.570 in accordance with the 
last action of the Office. Neither the statute nor the rules provide 
for reviving the terminated proceeding. A certificate must issue. 

Practitioners are reminded that requests for an extension of 
time in a reexamination proceeding must be filed under 37 CFR 
1.550(c) with an appropriate justification and not by payment 
of an extension of time fee under 37 CFR 1.136(a). Further, such 
requests must be filed on or before the day on which the response 
is due. 

The statute requires that reexamination be conducted with 
special dispatch. Accordingly, such proceedings are treated 
“special” throughout the PTO including the setting of two 
month shortened statutory periods for response to Office actions 
wherein extensions of time are controlled by the Office under 
$1 .550(c) and not by the patent owner under § 1.136(a). Further, 
special monitoring of reexamination is regularly conducted 
throughout the Office to insure timeliness. Applications are 
separately tracked and monitored in the PTO’s PALM (Patent 
Application Locating and Monitoring) system. Particularly 
attention is given to newly filed requests to insure that the 
determination on whether or not to order reexamination is mailed 
within the three month statutory deadline. The reexamination 
file wrapper is quickly compiled and forwarded to the examining 
group within one month of the filing of the request for reex- 
amination by a special Reexamination Preprocessing Unit 
located in the Application Branch. For ease of identification, 
reexamination files have a special and unique “control number” 
identification numbering system separate and apart from the 
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regular “serial number” series used for regular patent appli- 
cations. The reexamination files are bright orange in color to 
insure that they are not “lost in the crowd” of regular application 
files. The reexamination files are stored in each 
examining group separate and apart from regular applications. 
A special printing cycle for accelerated publication of the 
reexamination certificate is utilized. 

It has become apparent that many practitioners have not read 
the rules or if they have read the rules they have been unwilling 
p> parent e rere ete Bey a 
of the statute and the intent of the regulations 1 
special dispatch. As noted above, rules have ee 
drafted and extraordinary steps have been taken within the PTO 
to implement the special dispatch requirement. In contrast, as 
evidenced by recent petitions in reexamination proceedings, it 
appears that some practitioners have not adopted 
and necessary special docketing and operating procedures to 
insure proper and timely compliance with the special dispatch 
requirement and the regulations adopted for its implementation. 
It is expected that practitioners will take the steps necessary to 
provide appropriate in-house special docketing and operating 
procedures which earmark reexamination cases as different and 
apart from regular applications. These steps should be taken to 
insure timely response in reexamination proceedings and i 
prevent the loss of patent rights. The existence or non-existence 
of such steps and the manner in which any steps are implemented 
will be a significant consideration in reviewing any petition 

requesting a waiver of the rules to accept a late response in a 

reexamination proceeding. 

The public is hereby put on notice that the rules relating to 
timely response and extension of time practice in reexamination 
proceedings will be strictly enforced in the future. 


DONALD J. QUIGG, 
Commissioner of Patents 
and Trademarks. 


July 10, 1987 


[1081 OG 5] 


Clarification of Reexamination Practice 
and Change in Reexamination Certificate Wording 


(123) 


1. Clarification of Reexamination Practice. 
This notice is intended to clarify the options open to the patent 
owner in a reexamination proceeding when an allowable 
dependent claim depends from a rejected or cancelled patent 
claim. 

A. Leave dependent claim in dependent form. 
It is unnecessary in a reexamination proceeding to rewrite an 
allowable dependent patent claim in independent form when 
the dependent patent claim depends from a rejected or cancelled 
patent claim. The allowable dependent patent claim may remain 
in the printed format as it appears in the patent even though 
the patent claim upon which it is dependent is cancelled. Since 
the original patent claim numbers are not changed in a reex- 
amination proceeding the content of the cancelled base patent 
claim would remain in the printed patent and would be available 
o> Go uabas ott of Oo aed depatetieen ah 
If anew claim (aclaim other than a claim appearing in the patent) 
has been later cancelled, a claim which thereon will 
be rejected as incomplete and must be rewritten. New claims 
which depend from a rejected or cancelled patent claim do not 
have to be rewritten. 
If the patent owner elects to leave a dependent claim (original 
or new) in dependent form when the independent claim 
is rejected or cancelled, the reexamination would 
indicate (1) that the patentability of an allowed unamended 
dependent patent claim “is confirmed” or (2) that a new 
dependent claim is “determined to be . The inde- 
pendent patent claim (cancelled or rejected at the time of the 
issuance of the reexamination certificate) would be indicated 
as “cancelled”. Note that if the dependent patent claim which 
is left in dependent form is amended (e.g., correction of a 
misspelled word) the certificate would indicate the claim “to 


claim even though the independent claim is cancelled from the 
patent by the certificate. 
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B. Combine claims into independent claim. 
It is also permissible for the patent owner to amend either the 
dependent or independent patent claim to incorporate the subject 
matter of the other. If the patent owner elects to rewrite one of 
the dependent or independent claims to include the subject 
matter of the other and cancel the other claim, the rewritten claim 
would be indicated on the certificate as being “patentable as 
amended”. The other claim which was cancelled would be 
indicated on the certificate as “cancelled”. 

C. Present new claim and cancel patent claims. 
It is also permissible for the patent owner to present a new claim 
incorporating the subject matter of the independent and depend- 
ent patent claims and cancel the independent and dependent 
patent claims. In this case the certificate would indicate “new 
claim is added and determined to be patentable”. The cancelled 

mt and dependent patent claims would be indicated 

as “cancelled”. 


NOTE: This Practice Applies Only to Reexamination and Does 
Not Change Current Practice Relating to Original and 
Reissue Applications 


Il. Change in Reexamination Certificate Wording. 
The Office is also modifying the language of reexamination 
certificates directed to claims that are cancelled (for any reason) 
by dropping the language “having been finally determined to 
be unpatentable” since the existing language may not be 
accurate in all cases and since the patent and reexamination files 
pad ne to the public and the record speaks for itself. The 
certificate will merely state such a claim “is cancelled”. This 
change will be effective with the July 17, 1984, Official Gazette 
issue. 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patent and Trademarks. 


June 14, 1984. 


[1044 O.G. 11] 


(124) 


Reexamination Litigation Policy 


This notice is intended to set forth the PTO’s. current policy 
and guidelines relating to reexaminatiorr practice when the 
patent undergoing reexamination has been or. concurrently is 
involved in litigation. This policy results from the decision of the 


U.S. Court of Appeals for the Federal Circuit in Ethicon v. Quigg 
849 F.2d 1142, 7 USPQ 2d 1152 (Fed. Cir. 1988). The Court’s 
decision sets forth the principle that the “special dispatch” 
provision of the reexamination statute requires the PTO to 

. continue its examination of claims in reexamination proceedings 
without stays even if there is court litigation involving allega- 
tions of invalidity of the patent under reexamination. More 
particularly, the Court held that the only circumstances under 
which the PTO may discontinue a reexamination are when a 
district court fines the claims under reexamination to be invalid 
and that decision is either upheld on appeal or not appealed, i.e., 
“final.” Accordingly, the following policy and guidelines will 
be followed in order to implement the principles set forth in the 
Ethicon decision where reexamination and related litigation are 
present. 


I. Stay of Reexamination 


The Court held that the PTO’s previous policy, set forth in 37 
CFR $1.565(b) and MPEP 2286, of staying a reexamination 
proceeding when a trial on the merits starts in related litigation 
conflicts with the statutory requirement for “special dispatch.” 
35 U.S.C. $305. Accordingly, the previous policy of the Office 
of sua sponte staying a reexamination proceeding upon the start 
of the trial in related litigation has been rescinded. The rexami- 
nation -will continue concurrently with the pending litigation 
notwithstanding the stage of the litigation. 


Il. Issuance of Court Decision During Reexamination 
A non-final district court decision concerning a patent under 


reexamination shall have no binding effect on a reexamination 


proceeding. 
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The issuance of a final district court decision upholding 
validity during a reexamination also will have no binding effect 
on the examination of the reexamination. This is because the 
Court states in Ethicon that the PTO is not bound by a courts’s 
holding of patent validity and should continue the reexamina- 
tion. The Court notes that district courts and the PTO use 
different standaards of proof in determining invalidity and thus 
on the same evidence could quite correctly come to different 
conclusions. Specifically, invalidity in a district court must be 
shown by “clear and convincing” evidence, whereas in the PTO 
it is sufficient to show nonpatentablility by a “preponderance” 
of evidence. Since the “clear and convincing” standard is 
harder to satisfy than the “preponderance standard,” deference 
will ordinarily be accorded to the factual findings of the court 
where the evidence before the PTO and the court is the same. If 
the sufficient reasons are present, claims held valid by the court 
may be rejected in reexamination. 

On the other hand, the Court states that a final holding of 
invalidity is binding on the PTO and the reexamination may be 
discontinued. Upon the issuance of a holding of claim invalidity 
or unenforceability by a district court, reexamination of those 
claims will continue in the PTO until the court’s decision 
becomes final. Upon the issuance of a final holding of invalidity 
or unenforceability, the claims held invalid or unenforceable will 
be withdrawn from consideration in the reexamination. The 
reexamination will continue as to any remaining claims. If all of 
the claims are finally held invalid or unenforceable, the reexami- 
nation will be vacated as no longer containg a substantial new 
question of patentability. 


Ill. Initial Determination of a Substantial New Question of 
Patentability 


When the initial question as to whether the prior art raises a 
substantial new question of patentability as to a patent claim is 
under consideration, the existence of a final court decision of 
claim validity in view of the same or different prior art does not 
necessarily mean that no new question is present, in view of the 
different standards of proof employed by the district courts and 
the PTO. Thus, while the PTO may accord deference to factual 
fimdings made by the court, -the determination of whether a 
substantial new question of patentablilty exists will be made 
independently of the court’s decision on. vaildity as it is not 
controlling on the PTO. A non-final holding of claim invalidity 
or unenforceability will not be controlling on the question of 
whether a substantial new question of patentability is present. A 
final holding of claim invalidity or unenforceability, however, is 
controlling on the PTO. In such cases a substantial new question 
of patentability would not be present as to the claims held invalid 
or unenforceable. 


Identification of Current Stays 


The PTO is currently attempting to identify all reeexamination 
proceedings which are currently stayed pursuant to concurrent 
litigation in order to lift the stays. To assist the PTO, the patent 
owner in any such stayed reexamination proceeding should alert 
the PTO of the stayed proceeding and request that the stay be 
lifted. Any third party requester may alert the PTO of a stayed 
proceeding in a notice of litigation under 37 CFR 1.565(a). 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 

and Trademarks 


Jan. 18, 1989 


[1099 OG 16] 


(125) Priority Claims Based on Inventors Certificates 
Pursuant to the provisions of 35 U.S.C. 119, last paragraph 
(as amended July 28, 1972), 37 CFR 1.55(c) requires that when 
an applicant wishes to claim a right of priority on the basis of 
an application for an inventor’s certificate, “. . . the applicant 
or his attorney or agent, when submitting a claim for such right 
.. Shall include an affidavit or declaration including a specific 
statement that, upon an investigation, he has satisfied himself 
that to the best of his knowledge the applicant, when filing his 
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application for the inventor’s certificate, had the option to file 
an application either for a patent or for an inventor's certificate 
as to the subject matter of the identified claim or claims forming 
the basis for the claim of priority.” 

As such, it has been and remains the position of the Patent 
and Trademark Office that, in accordance with 35 U.S.C. 119, 
application for inventors’ certificates shall give rise to a right 
of priority only when the country in which they are filed gives 
to applicanis, at their discretion, the right to apply, on the same 
invention, either for a patent or for an inventor's certificate. The 
affidavit or declaration specified under 37 CFR 1.55(c) is only 
required for the purpose of ascertaining whether, in the country 
where the application for an inventor's certificate originated, 
this option generally existed for applicants with respect to the 
particular subject matter of the invention involved. The require- 
ments of 35 U.S.C. 119 and 37 CFR 1.55(c) are not intended, 
however, to probe into the — of the particular applicant 
to exercise the option in the particular priority application 
involved. 

It is recognized that certain countries that grant inventors’ 
certificates also provide by law that their own nationals who 
are employed in state enterprises may only receive inventors’ 
certificates and not patents on inventions made in connection 
with their employment. This will not impair their right to be 
granted priority in the United States based on the filing of the 
inventor's certificate. 

Accordingly, affidavits or declarations filed pursuant to 37 
CFR 1.55(c) need only show that in the country in which the 
original inventor’s certificate was filed, applicants generally 
have the right to apply at their own option either for a patent 
or an inventor’s certificate as to the particular subject matter 
of the invention. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks 


Aug. 17, 1977. 
(962 OG. 14] 


(126) Requirements for Priority Documents, 
Priority Based on Application for 
Industrial Design 


In the Federal Republic of Germany, an application for 
protection of an industrial design may be accompanied by either 
a model or a drawing. It is understood that German residents 
file such applications with their local judicial authority 
(“Amtsgericht”) rather than with the German Patent Office in 
Munich. 

Questions have been raised in this connection as to: 


(1) What sort of priority document under 35 U.S.C. 119 is 
required when the original filing has comprised a model 
rather than a drawing, and 

(2) Whether it is necessary where the original filing was with 
a local judicial authority to obtain also a certificate from 
the national patent office. 


As to the first question, the Patent and Trademark Office will 
receive under 35 U.S.C. 119, as evidence of an earlier filed 
design application which included the deposit of a model, 
drawings or acceptable photographs of the deposited model 
faithfully reproducing the design embodied therein together 
with other required information, certified by an official of the 
court or office with which the application was originally filed. 

No additional certification by the national patent office will 
be required. Article 4D(3) of the Paris Convention refers to 
certification “. . . by the authority which received such appli- 
cation . . .” so the reference in 35 U.S.C. 119 to “patent office” 
will be construed to extend also to the authority in charge of 
the design register. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Aug. 15, 1977. 


[962 O.G. 14] 
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(127) as Whats OS U.S.C. 119) Based on a 
Foreign Application Filed Under a Bilateral 
or Multilateral Treaty 


Under Article 4A of the Paris Convention for the Protection 
of Industrial Property (21 UST 1583; 24 UST 2140; TIAS 6923, 
7727, 852 O.G. 511) a right of priority may be based either 
on an application filed under the national law of a foreign country 
adhering to the Convention or on a foreign application filed 
under a bilateral or multilateral treaty concluded between two 
or more such countries. Examples of such treaties are the Hague 
t Concerning the International Deposit of Industrial 
Designs, the Benelux Designs Convention, and the Libreville 
Agreement of September 13, 1962, relating to the creation of an 
African and Malagasy Industrial Property Office. The Conven- 
tion on the Grant of European Patents and the Patent Cooperation 
Treaty will be further examples of such treaties once they enter 
into force. 


The Priority Claim 


In claiming priority of a foreign application previously filed 
under such a treaty, certain information must be supplied to the 
Patent and Trademark Office. In addition to the application 
number and the date of the filing of the application, the following 
information is required: (1) the name of the treaty under which 
the application was filed, (2) the name of at least one country 
other than the United States in which the application has the 
effect of, or is equivalent to, a regular national application, and 
(3) the name and location of the national or intergovernmental 
authority which received such application. 


Certification of the Priority Papers 


Section 119 of Title 35 of the United States Code requires the 
applicant to furnish a certified copy of priority papers. Certifica- 
tion by the authority empowered under a bilateral or multilateral 
treaty to receive applications which give rise to a right of priority 
under Article 4A(2) of the Paris Convention will be deemed to 
satisfy the certification requirement. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Aug. 9, 1977. 


[962 OG. 2] 


(128) Using Certificate of Correction to Perfect 


Claim for Priority Under 35 USC 119 


Under 35 USC 119, an applicant may assert a right of priority 
and claim the benefit of an earlier filing date in a foreign country. 
In this regard, 35 USC 119 states: 


_No application for patent shall be entitled to this right or 
priority unless a claim therefor and a certified copy of the 
original foreign application, specification and drawings 
ae ar nn tee + p mene enn 7 
Office before the patent is granted. . 


The failure to perfect a claim to foreign priority benefits prior 
to issuance of the patent may be cured by filing a reissue 
application; Brenner v. State of Israel,158 USPQ 584 (CA DC 
1968). 

However, under certain conditions, this failure may also be 
cured by filing a Certificate of Correction request under 35 USC 
955 and 37 CFR 1.323. For example, in the case of In re Van 
Esdonk, 187 USPQ 671 (Comr. 1975), the Commissioner 
granted a request to issue a Certificate of Correction in order to 
perfect a claim to foreign priority benefits. In that case, a claim 
to foreign priority benefits had not been filed in the 
prior to issuance of the patent. However, the application was a 
continuation of an earlier application in which the requirements 
of 35 USC 119 had been satisfied. Accordingly, the Commis- 
sioner held that the “applicants’ perfection of a priority claim 
under 35 USC 119 in the parent application will satisfy the statute 
with respect to their continuation application.” 
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Although /n re Van Esdonk involved the patent of a con- 
tinuation application filed under 37 CFR 1.60, it is proper to 
apply the holding of that case in similar factual circumstances 
to any patented application having benefits under 35 USC 120. 
This is primarily because a claim to foreign priority benefits 
in a continuing application, where the claim has been perfected 
in the parent application, constitutes in essence a mere affirma- 
tion of the applicant’s previously expressed desire to receive 
benefits under 35 USC 119 for subject matter common to the 
foreign, parent, and continuing applications. 

In si 
and 37 CFR 1.323 may be requested and issued in order to perfect 
a claim to foreign priority benefits in a patented continuing 
application if the requirements of 35 USC 119 had been satisfied 
in the parent eS prior to issuance of the patent and the 
requirements of 37 CFR 1.55(a) are met. 

However, a claim to foreign priority benefits cannot be 
perfected via a Certificate of Correction if the requirements of 
35 USC 119 had not been satisfied in the patented application, 
or its parent, prior to issuance and the requirements 37 CFR 
155(a) are not met. In this latter circumstance, the claim to 
foreign priority benefits can be perfected only by way of a reissue 
application in accordance with the rationale set forth in Brenner 
v. State of Israel, supra. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 
[1069 OG 38] » 


Abstract of the Disclosure 


July 25, 1986. 


(129) 


This notice is intended to announce a change in the examining 
practice concerning review of the abstract for compliance with 
the guidelines set forth in MPEP 608.01(b). 

At present, the examiner is instructed to review the abstract 
for compliance with the guidelines when passing the case to 
issue, making any necessary revisions by examiner’s amend- 
ment. This policy has led to the necessity for many changes by 
the examiner which could have and should have been made at 
an earlier point in the prosecution. For example, abstracts in 
excess of the 250 word limit require cancellation and/or 
rewriting of portions thereof. This 250 word limit is strictly 
enforced since it represents a requirement of the printing process 
and the printed patent format designed to present a maximum 
amount of information concerning a patent on a single page. 

Effective immediately, examiners are to require correction 
of the abstract at the earliest point in the prosecution that non- 
compliance with the guidelines is detected. Applicants are 
expected to observe the guidelines in drafting the abstract and 
correct any defect that is identified in an Office action. Appli- 
cants are encouraged to make the necessary corrections not only 
to relieve the examiner of this burden, but also to help avoid 
any potential conflict with respect to altering the scope of the 
enabling disclosure. In this regard, it should be noted that the 
abstract of the disclosure has been interpreted to be a part of 
the specification for the purposes of compliance with paragraph 
1 of 35 USC 112. In re Armbruster, 512 F2d 676, 185 USPQ 
152 (CCPA 1975). However, although it is preferable for 
applicant to make any necessary changes, the examiner will 
retain the authority and responsibility for reviewing, editing and 
revising the abstract of the disclosure at the time of allowance 
of the application to assure compliance with the guidelines. 

Section 608.01(b) of the Manual of Patent Examining 
Procedures will be amended appropriately. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Dec. 30, 1977. 


(967 O.G. 2] 


(130) Supplemental Guidelines for The 
Implementation of 37 CFR 1.109— 


Reasons for Allowance 


OFFICIAL GAZETTE 


ummary, a Certificate of Correction under 35 USC 255 
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A recent review of recorded statements of reasons for allow- 
ance indicates the need for a better understanding regarding 
implementation of new Rule 109 (37 CFR 1.109). 

These guidelines are supplemental to those published in the 
Official Gazette at 957 O.G. 11 on April 12, 1977 and amplified 
in Section 1302.14 MPEP, Rev. 52, April 1977. 

In determining whether reasons for allowance should be 
recorded the primary consideration lies in the first sentence of 
the Rule. 


“If the examiner believes that the record of the prosecution 
as a whole does not make clear his reasons for allowing a claim 
or claims, the examiner may set forth such reasoning.” 
(Emphasis added.) 


In most cases the examiner’s actions and the applicant’s 
response make evident the reasons for allowance, satisfying the 
“record as a whole” proviso of the rule. This is particularly 
true when applicant fully complies with 37 CFR 1.111(b) and 
(c), 37 CFR 1.119 and 37 CFR 1.133(b). Thus where the 
examiner’s actions clearly point out the reasons for rejection 
and the applicant’s response explicitly represents reasons why 
claims are patentable over the reference, the reasons for ailow- 
ance are in all probability evident from the record and no 
statement should be necessary. Conversely, where the record 
is not explicit as to reasons, but allowance is in order, then a 
logical extension of 37 CFR 1.111, 1.119 and 1.133 would 
dictate that the examiner should make reasons of record and 
such reasons should be specific. 

Where specific reasons are recorded by the examiner, care 
must be taken to insure that such reasons are accurate, precise 
and do not place unwarranted interpretations, whether broad or 
narrow, upon the claims. The examiner should keep in mind 
the possible misinterpretations of his statement that may be made 
and its possible estoppel effects. Each statement should include 
at least: (1) the major difference in the claims not found in the 
prior art of record, and (2) the reasons why that difference is 
considered to define patentably over the prior art if either of 
these reasons for allowance is not clear in the record. The 
statement is not intended to necessarily state all the reasons for 
allowance or all the details why claims are allowed and should 
not be written to specifically or impliedly state that all the reasons 
for allowance are set forth. 

Under the rule, the examiner must make a judgement of the 
individual record to determine whether or not reasons for 
allowance should be set out in that record. These guidelines, 
then, are intended to aid the examiner in making that judgement. 
They comprise illustrative examples as to applicability and 
appropriate content. They are not intended to be exhaustive. 


Examples of When it Is Likely That a Statement Should Be 
Added to the Record 


1. Claims are allowed on the basis of one (or some) of anumber 
of arguments and/or affidavits presented and a statement 
is necessary to identify which of these were persuasive, 
for example: 


a. When the arguments are presented in an appeal brief. 
b. When the arguments are presented in an ordinary 
response with or without amendment of claims. 
c. When both an affidavit under 37 CFR 1.131 and argu- 
ments under 102 and 103 are presented. 
. First action issue: 


a. Of non-continuing application wherein claims are very 
close to cited prior art and differences have not been 
discussed elsev. here. 

b. Of continuing applications wherein reasons for allow- 
ance are not apparent from the record in the parent case 
or clear from preliminary filled matters. 

3. Withdrawal of a rejection for reasons not suggested by 
applicant, for example: 


a. As a result of an appeal conference. 

b. When applicant’s arguments have been misdirected or 
are not persuasive alone and the Examiner comes to 
realize that more cogent argument is available. 

c. When claims are amended to avoid a rejection under 
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35 USC 102 but arguments (if any) fail to address the 
question of obviousness. 


. Allowance after remand from the Board of Appeals. 

. Allowance coincident with the citation of newly found 
references that are very close to the claims, but claims are 
considered patentable thereover: 


a. When reference is found and cited (but not argued) by 


applicant. 
b. When reference is found and cited by Examiner. 


. Where the reasons for allowance are of record but in the 
Examiner’s judgement, are unclear (e.g. spread throughout 
the file history) so that an unreasonable effort would be 
required to collect them. 

. Allowance based on claim interpretation which might 
not be readily apparent, for example: 


a. Article claims in which method limitations impart pat- 
entability. 

b. Method claims in which article limitations impart 
patentability. 

c. Claim is so drafted that 
applicable. 

d. Preamble or functional language “breathes life” into 
claim. 


“non-analogous” art is not 


Examples of Statements of Suitable Content 


, 

. The primary reason for allowance of the claims is the 

inclusion of .03 to .05 percent nickel in all the claims. 
Applicant’s second affidavit, in example 5 shows unex- 
pected results from this restricted range. 

. During two telephonic interviews with applicant's attorney, 
Mr.—on 5/6 and 5/10/77, the Examiner stated that Appli- 
cant’s remarks about the placement of the primary teach- 
ing’s grid member were persuasive, but he pointed out that 
applicant did not claim the member as being within the 
reactor. Thus, an amendment doing such was agreed to. 

. The instant application is deemed to be directed to an 
unobvious improvement over the invention patented in Pat. 
No. 3,953.224. The improvement ises baffle means 
12 whose effective length in the extraction tower may be 
varied so as to optimize and to control the extraction 
process. 

. Upon reconsideration, this application has been awarded 
the effective filing date of S.N. 

Thus the rejection under 35 USC 102(d) and 103 over 
Belgian Patent No. 757,246 is withdrawn. 

. The specific limitation as to the pressure used during 
compression was agreed to during the interview 
with applicant’s attorney. During said interview, it was 
noted that applicants contended in their amendment that 
a process of the combined applied teachings could not 
result in a successful article within the amended pressure 
range. The Examiner agreed to rely on this statement (see 
page 3, bottom, of applicant’s amendment), and the case 
was allowed. 

. In the Examiner’s opinion, it would not be obvious to a 
person of ordinary skill in the art first to eliminate one of 
top members 4, second to eliminate plate 3, third to attach 
remaining member 4 directly to tube 2 and finally to 
substitute this modified handle for the handle 20 of Nania 
(see Fig. 1) especially in view of applicant's use of term 
“consisting.” 


Examples of Statements That Are Not Suitable 
as to Content 


. The 3 roll press couple has an upper roll 36 which is 
swingably adjustable to vary the pressure selectively 
— either of the two lower rolls. (Note: The significance 
of this statement may not be clear if no further explanation 

is given.) 
The main reasons for allowance of these claims are 


" applicant's remarks in the SSS Sare 
reached in the appeals erence. 


. The instant composition is a precursor in the manufacture 
of melamine resins. A thorough search of the prior art did 


U.S. PATENT AND TRADEMARK OFFICE 


1110 TMOG 213 
(131) 


eet epoca: te mentesisdnnaaeiaal 
Examiner in the art also did not 
know of any art which could be weed against the instant 


composition 
4. Claims 1-6 have been allowed because they are believed 
to be both novel and unobvious. 


The examiner should not include in his statement any matter 
which does not relate directly to the reasons for allowance. For 
example: 


5. Claims | and 2 are allowed because they are patentable 
over the art. If applicants are aware of better art than 
that which has been cited, they are required to call such 
to the attention of the Examiner. 

6. The reference Jones discloses and claims an invention 
similar to applicant's. However, a comparison of the 
claims, as set forth below, demonstrates the conclusion that 
the inventions are non-interfering. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Jan. 24, 1978. 
[968 O.G. 6] 


(131)  Practice/Re: New Grounds of 
A 


fter Appeal Brief Has Been 


A new practice has been implemented in the Patent Exam- 
ining Corps to promote uniformity and adherence to 
in situations where a new ground of rejection is made in an Office 
preredmt y heee ney pe te ey na ae 
Supervisory Patent Examiner approv 
ground of rejection made after the f filing 


[970 O.G. 94 (5-23-78)] 


(132) Commercial Success and Other 


Bearing on Obviousness 


In order to clarify Office practice relative to considerations 
of commercial success and other items bearing on obviousness, 
os pare ah npr 


5. subsection 4, change the sub-title and first 
paragraph to read as follows: 


4. Commercial Success and Other 
Considerations Bearing on Obviousness 


Affidavits or declarations submi 


evidence of commer- 
cial success, long-felt but unsolved i 


patented. As indicia of obviousness or unobviousness, such 

ancy, Graham v. John Deere Co., 383 
US. 1, US. 1. 148 USPO 459 (1960); In re Palmer. 172 USPQ 126, 
451 F.2d 1100 (CCPA 1971) ; "In re Fielder and Underwood, 
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176 USPQ 300, 471 F.2d 640 (CCPA 1973). The Graham v. 
John Deere pronouncements on the relevance of commercial 
success, etc. to a determination of obviousness were not negated 
in Sakraida v. Ag Pro,425 U.S. 273, 189 USPQ 449 (1976) or 
Andersons Black Rock, Inc. v. Pavement Salvage Co., Inc., 396 
U.S. 57, 163 USPQ 673 (1969), where reliance was placed upon 
A & P Tea Co. v. Supermarket Corp., 340 U.S. 147 87 USPQ 
303 (1950). See Dann v. Johnston, 425 U.S. 219, 189 USPQ 
257 (1976), at 261, footnote 4. 

The weight attached to evidence of commercial success, etc. 
by the Examiner will depend upon its materiality to the issue 
of obviousness and the amount and nature of the evidence. Note 
the great reliance apparently placed on this type of evidence 
by the Supreme Court in upholding the patent in United States 
v. Adams, 383 U.S. 39, 148 USPQ 479 (1966). 

Evidence of commercial success, etc. must be commensurate 
in scope with the scope of the claims [/n re Tiffin, 448 F.2d. 
791. 171 USPQ 294 (1971)]. Further in considering evidence 
of commercial success, care should be taken to evaluate to the 
extent possible from the evidence submitted, whether the 
commercial success alleged is directly derived from the inven- 
tion claimed, in a marketplace where the consumer is free to 
choose on the basis of objective principles, and that such success 
is not the result of heavy promotion or advertising, shift in 
advertising consumption by purchasers normally tied to appli- 
cant or assignee, or other business events extraneous to the 
merits of the claimed invention, etc. [Jn re Mageli, et al. 176 
USPQ 305, (CCPA 1973)}; [Jn re Noznick, et al, 178 USPQ 43, 
(CCPA 1973)). 

Similarly in considering evidence of longfelt but unsolved 
needs and failure of others, care should be taken to determine 
whether such failures were due to lack of interest or appreciation 
of an invention’s potential or marketability rather than want of 
technical know-how [Scully Signal Co. v. Electronics Corp. of 
America, 196 USPQ 657 (ist Cir. 1977)]. 

In section 716, subsection 4, add the following as the last 
paragraph: 


If, after evaluating the evidence, the examiner is still not 
convinced that the claimed invention is patentable, his action 
should include a simple statement to that effect, identifying the 
reason(s) (e.g., evidence of commercial success not convincing, 
the commercial success not related to the technology, etc.). 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


July 10, 1978. 


[973 O.G. 34] 


Handling of Dependent Claims 
by the Examiner 


(133) 


Effective immediately, the following practice will be fol- 
lowed by patent examiners when making reference to a depend- 
ent claim—either singular or multiple. The new practice is 
intended to simplify and streamline our current practice (MPEP 
608.01(n), Revision 55, January 1978) which experience 
indicates was unnecessarily burdensome in many cases. 

1. When identifying a singular dependent claim which does 
not include a reference to a multiple dependent claim, 
either directly or indirectly, reference should be made only 
to the number of the dependent claim. 

. When identifying the embodiments included within a 
multiple dependent claim, or a singular dependent claim 
which includes a reference to a multiple dependent claim, 
either directly or indirectly, each embodiment should be 
identified by using the number of the claims involved, 
starting with the highest, to the extent necessary to 
specifically identify each embodiment. 

3. When all embodiments included within a multiple depend- 
ent claim or a singular dependent claim which includes 
a reference to a multiple dependent claim, either directly 
or indirectly, are subject to a common rejection, objection 
or requirement, reference may be made only to the number 
of the dependent claim. 

The following table illustrates the intended differences 

between current and the revised practice where each embodi- 
ment of each claim must be treated on an individual basis: 
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Claim Revised 


1 

1 

4/2 
4/3 

5 

6/2 
6/3 
6/5 
7/6/2 
7/6/3 
7/6/5 


7/6/3/2/i 
7/6/S/3/2/\ 


When all embodiments in a multiple dependent claim situ- 
ation (claims 4, 6 and 7 above) are subject to acommon rejection, 
objection or requirement, reference may be made only to the 
number of the individual dependent claim. For example, if 4/ 
2 and 4/3 were subject to a common ground of rejection, 
reference should be made only to claim 4 in the statement of 
that rejection. 

The provisions of 35 USC 132 require that each Office action 
make it explicitly clear what rejection, objection and/or require- 
ment is applied to each claim embodiment. 


WILLIAM FELDMAN, 


Oct. 17, 1978. Deputy Assistant Commissioner. 


[976 O.G. 128] 


(134) Microorganisms—Patentable Subject Matter 


The decision of the Supreme Court in Diamond v. Chakra- 
barty (206 U.S.P.Q. 193) held that microorganisms produced 
by genetic engineering are not excluded from patent protection 
by 35 U.S.C. § 101. It is clear from the Supreme Court decision 
that the question of whether or not an invention embraces living 
matter is irrelevant to the issue of patentability. 

Accordingly, the Patent and Trademark Office is now 
examining patent applications including claims to microorgan- 
isms which had been under suspension. Assuming that the 
products involved were the result of human intervention and 
were not products of nature, such claims will not be rejected 
under 35 U.S.C. § 101 as directed to unpatentable subject matter. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


July 29, 1980. 


[997 O.G. 24] 


(135) Department of Commerce 


Patent and Trademark Office 


Designation of International Depository Authorities 
under the Budapest Treaty 


The Budapest Treaty and the International Recognition of 
the Deposit of Microorganisms for the Purposes of Patent 
Procedure came into force on Aug. 19, 1980 with respect to 
the United States, Bulgaria, France, Hungary, and Japan. A copy 
of the Treaty was published in the Official Gazette on Aug. 23, 
1977 (961 O.G. 21-26). 

This Treaty authorizes each State for which the Treaty is in 
effect to designate a depository on its territory to serve as an 
international depository authority. More than one depository 
may be designated. Each such depository will be authorized to 
receive and store deposits, and dispense samples thereof, in 
compliance with the Treaty and the patent laws of each State 
adhering thereto. The Treaty is open for adherence by any 
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member State of the Paris Union for the Protection of Industrial 


The Commissioner of Patents and Trademarks hereby solicits 
requests from private and public depositories located in the 
United States to serve as international depository authorities. 
Requests should be addressed to: Sidney A. Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231. 
Each request must explain and, to the extent practicable, provide 
evidence of the depository’s capacity to meet the obligations 
of the Treaty. Such request must also include an offer by the 
depository to assume the cost of transferring deposits made 
under the Treaty to another international depository authority 
in the event of default of any of its Treaty obligations. The 
availability of funds for such transfer, if needed, must be 
available through a bond, special reserve fund, escrow or other 
means judged suitable by the Commissioner. 

Requests will be Ss evaluated by the Commissioner 
of Patents and Trademarks, and each requesting depository 
promptly notified of the decision reached. Questions or inquiries 
concerning this notice may be addressed to the Office of 
Legislation and International Affairs, at the following address: 
Box 4, Commissioner of Patents and Trademarks, Washington, 
D.C. 20231. The telephone number of the Office of Legislation 
and International Affairs is (703) 557-3065. 

The World Intellectual Property Organization, in Geneva, 
Switzerland, the Secretariat for the Paris Union, has ided 
a memorandum explaining the role and obligations of interna- 
tional depository authorities. This memorandum is 
below for the guidance of depositories in requesting recognition 
as an international depository authority. 


MEMORANDUM 


For the purposes of prospective international depositary 
authorities under the Budapest Treaty 


Introduction 


1. This memorandum contains informations for the benefit 
of any depositary institutions (culture collections) that may wish 
to become “international depositary authorities” under the 
Budapest Treaty on the International Recognition of the Deposit 
pps me may for the Purposes of Patent Procedure (done 

at Budapest on Apr. 28, 1977). Its brevity is such that it cannot 
be exhaustive. Any interested person requiring full information 
should refer to the relevant provisions of the Budapest Treaty 
and the Regulations under it (any reference hereinafter to an 
“Article” or to a “Rule” is a reference to an Article of the 
Budapest Treaty or to a Rule of the Regulations under it). 


Objectives of the Budapest Treaty 


2. Disclosure of the invention is a generally recognized 
requirement for the grant of patents (for the purposes of this 
memorandum, the word “patent” also covers other titles of 
protection, such as inventors’ certificates). Normally, an inven- 
tion is disclosed by means of a written description. Where an 
invention involves the use of a mi ism that is not 
available to the public, such a description is not sufficient for 
disclosure, since the invention could not be used by a person 
skilled in the art. That is why in the patent of an 
increasing number of countries it is necessary not only to file 
SO ee ae eee 
institution, a sample of the microorganism. When protection for 
the invention is sought in several countries, the complex and 
costly the deposit of the microorganism might 
have to be repeated in each of those countries. The objective 
of the Budapest Treaty is precisely to obviate such 
deposits: under the Treaty a single deposit with one = 
tional depositary authority” is sufficient for the rs 
patent procedure before the industrial property 
Contracting States, and of inter-governmental organizations 
Se ee eee 
nize the effects of the Treaty (Articles 3(1)(a) and 9(1)(a)). 


General Remarks on International Depositary Authorities 


3. “International depositary authorities” are depositary 
institutions that have acquired the status of international deposi- 
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tary authorities. To obtain this status, a depositary institution 
has to be located on the territory of a Contracting State or of 
a member State of one of the organizations referred to in the 

and has to benefit from “assurances” 


comply wi 
referred to in paragraph 5 below (Article 6(1)). 
Se clan ts aaaaaaitane a sien the State or 
organization concerned (Article 7 and Rule 3). is nothing 
to prevent it from making more than one institution 
acquire such status: its evefawe posclate for hase bo sovenal 
authorities located on the territory of 

one and the same State. 
4. An international depositary authority can lose its status 
either entirely (in which case “termination of status” is spoken 
of) or partly, in other words in respect of certain types of 


nition of the effects of the Treaty (in which case the loss of status 
can only be total), or if the State or organization withdraws its 
the international 


organization (Articles 8, 9(4) and 17(4); Rule 4). 


Requirements Which Have to be Met by International 
Depositary Authorities 


5. The requirements referred to in paragraph 3 above which 
a depositary institution has to meet in order to become a 
depositary authority are the following (Article 6(2) and Rule 
2): 


(a) The institution has to have a continuous existence. It has 
to be impartial and ive—which means among other things 
ne ee 
liable to prejudice the disinterested performance of its func- 
tions—and it has to be available, for the deposit of microorgan- 
isms, to any depositor under the same conditions. These require- 
ee 
public in general and depositors in particular fundamental 
ee ee he me a 

the other hand, the legal status of the institution is irrelevant: 
it may be either public or private. 

(b) The institution has to have the necessary staff and facilities 
pa yey = lar naam ea 
among other things in: 

(i) accepting for deposit any or certain kinds of microorgan- 
isms; 

(ii) examining the viability of the 
with it and issuing a receipt to the depositor and 


deposited 

any required 
gy Lae nee et + nether Sct 

iii) storing the deposited microorganism for at least 30 years 

Guo th Namht de osten aun da anon. 

taminated; 


(iv) providing for sufficient safety measures to minimize the 
risk of losing the deposited microorganisms, F 

(v) lying with respect to the microorganisms deposited 
under the Treaty with the requirement of secrecy which means 
C8 2 ee ne 
microorganism has been thus deposited and giving no infor- 
mation to anyone (except to a person who is entitled to a sample— 
— >. eS 
(Rule 9(2)); 

(vi) furnishing, appropriate manner, 

of the deposited microorganisms to all those who are 

entitled to such samples (see paragraph 10 below). 


Handling of Microorganism Deposits by the International 
Depositary Authority 
6. Reception of the microorganism. The international deposi- 
the 


y and in an 


by a feces cosabliched by toe authority. In such a case, the said 
authority has to communicate its requirements (and any 
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amendments to them) to the International Bureau in order that 
the latter may communicate them to all the depositors concerned 
(Rules 6.3 and 13.2(b)(v)). When it receives the microorganism, 
the international depository authority notes the date of receipt 
of the deposit and gives it an accession number (Rule 7.3(ili) 
and (v)). It issues a receipt to the depositor attesting the receipt 
and acceptance of the deposit (Rule 7). The model of the 
international form for the receipt, the use of which will be 
mandatory, will be established by the Director General of WIPO 
and communicated to all international depositary authorities. 

7. Viability test. The international depositary authority 
promptly tests the viability of the microorganism; it also 
undertakes viability tests at reasonable intervals, depending on 
the kind of microorganism and its possible storage conditions, 
or at any time, if necessary for technical reasons or at the request 
of the depositor (Rule 10.1). 

8. Viability statement. The international depositary authority 
issues a statement concerning the viability of the microorganism 
to the depositor or to any person receiving a sample of the 
microorganism (see paragraph 10 below) (Rule 10.2). The 
model of the international form for the viability statement, the 
use of which is mandatory, will be established by the Director 
General of WIPO and communicated to all international 
depositary authorities. 

9. Storage of the microorganism. The international deposi- 
tary authority stores the microorganism for a period of at least 
30 years after the date of its deposit, or until five years have 
elapsed without its having received a request for a sample, the 
period expiring later being applicable (Rule 9.1). It complies 
with the requirement of secrecy at all times (see paragraph 5(v) 
above). Where it cannot furnish samples of the deposited 
microorganism for any reason, it notifies the depositor of the 
fact, indicating the reason and informing him that he is entitled 
to make a new deposit (Article 4). 

10. Furnishing of samples. The Regulations contain detailed 
provisions specifying who is entitled to receive samples of the 
microorganism, and when (Rule 11). The depositor himself is 
entitled to receive a sample at any time. He may authorize third 
parties to have samples furnished to them, whereupon thethird 
parties receive a sample on presentation of their authorizations. 
Any industrial property office to which the Treaty applies may 
receive a sample on request if it needs the microorganism for 
the purposes of a patent procedure. Any other person may obtain 
a sample on request if an industrial property office to which 
the Treaty applies certifies that, under the applicable law, that 
person has a right to a sample of the microorganism concerned; 
the Regulations specify in detail the certification procedure. The 
use of a form (whose contents will be established by the 
Assembly and communicated by the International Bureau to all 
international depositary authorities) is mandatory for the request 
and certification. There is an alternative procedure wherey the 
industrial property office from time to time communicates to 
international depositary authorities lists of the accession 
numbers given to the deposit of the microorganisms referred 
to in the patents granted and published by it; the effect of this 
communication is to authorize those authorities to furnish 
samples of the microorganisms to anyone. It should be stressed 
that it follows from the foregoing that the international deposi- 
tary never has to decide itself whether it has the right to furnish 
a sample since it only does so if it has the authorization of the 
depositor or of an industrial property office. The international 
depositary authority furnishes the sample in a container marked 
with the accession number given to the deposit and accompanied 
by a copy of the receipt for the deposit. It notifies the depositor 
of the furnishing of the sample. 

11. Communication of the scientific description and/or 
proposed taxonomic designation. If the depositor has indicated 
ascientific description and/or proposed a taxonomic designation 
of the deposited microorganism, the international depositary 
authority must communicate it, on request, to any person entitled 
to receive a sample of the said microorganism (Rule 7.6). 

12. Fees. For the procedure under the Treaty and the 
Regulations, the international depositary authority has the right 
to charge a fee in certain cases (specified in Rule 12.1). The 
two main fees are the fee for the storage of the microorganism 
(which is a single fee for the entire period of storage) and the 
fee for the furnishing of a sample (the furnishing of samples 
to industrial property offices is free of charge, however). The 
international depositary authority fixes the amounts of fees at 
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its discretion, but they must not vary on account of the nationality 
or residence of the persons who have to pay them. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


July 14, 1978. 
(999 O.G. 2] 


(136) Entry Into Force of the Budapest Treaty 

The Patent and Trademark Office announces the entry into 
force on Aug. 19, 1980 of the Budapest Treaty on the Inter- 
national Recognition of the Deposit of Microorganisms for the 
Purposes of Patent Procedure with respect to the United States, 
Hungary, Bulgaria, France and Japan. A copy of the Treaty was 
published in the Official Gazette on Aug. 23, 1977 (961 O.G. 
21-36). 

Following entry into force of the Treaty, each state adhering 
or acceding thereto will be authorized to nominate depositories 
on its territory to serve as international depository authorities. 
Upon compliance with certain procedural steps set forth in the 
Treaty, each such depository will be designated an international 
depository authority. 

No depository in the United States or elsewhere has yet been 
nominated or designated to serve as an international depository 
authority. It is expected, however, that some depositories will 
shortly be designated both in the United States and other States 
adhering to the Treaty. Public notice will be provided of the 
designation of each international depository authority and its 
requirements for patent deposits. 

An application for a patent in any adhering States involving 
the action of a microorganism, for which a deposit is required, 
may make the required deposit in any international depository 
authority. The fact and date of making the deposit will be 
recognized for all patent purposes in each State adhering to the 
Treaty. No further deposit will be required for national patent 
processing or enforcement, provided a deposit is properly made 
under the provisions of the Treaty. 

An application for a United States patent will not be required 
to proceed under the provisions of the Budapest Treaty, 
however. Such an applicant may rely instead on a deposit made 
in any depository meeting the requirements set forth in Jn re 
Argoudelis, et al., 168 USPQ 99 (CCPA, 1970) and reprinted 
in section 608.01(p), Manual of Patent Examining Procedure. 

Questions or information regarding the Budapest Treaty may 
be directed to the Office of Legislation and International Affairs, 
at the following address: Box 4, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. The telephone number 
of the Office of Legislation and International Affairs is (703) 
557-3065. 


SIDNEY A. DIAMOND, 
Commissioner of Patents and 
Trademarks. 


July 14, 1980. 


JORDAN J. BARUCH, 
Assistant Secretary for 
Productivity, Technology and Innovation. 


July 16, 1980. 


[997 O.G. 10] 


(137) Department of Commerce 
Patent and Trademark Office 
Recognition of United States Depository as 
an International Authority Under 


Depository 
the Budapest Treaty 


As provided in Article 7 of the Budapest Treaty on the 
International Recognition of the Deposit of Microorganisms for 
the Purposes of Patent Procedure, the United States announces 
recognition of the American Type Culture Collection, Rockville, 
Md., as an international depository authority. The communica- 
tion of the Director General of the World Intellectual Property 
Organization according this recognition as of Jan. 31, 1981 
follows: 
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SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks 


Dec. 30, 1980. 


BUDAPEST Notification No. 11 


BUDAPEST TREATY ON THE INTERNATIONAL 
RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE PURPOSES 
OF PATENT PROCEDURE 


Communication of the United States of America 
Relating to the Acquisition of the Status 
of International Depositary Authority by the 
American Type Culture Collection 


The Director General of the World Intellectual Property 
Organization (WIPO) presents his compliments to the Minister 
for Foreign Affairs and has the honor to notify him of the receipt, 
on Nov. 17, 1980, of a written communication from the 
Government of the United States of America, relating to the 
American Type Culture Collection, indicating that the said 
depositary institution is located on the territory of the United 
States of America and including a declaration of assurances to 
the effect that the said institution complies and will continue 
to comply with the requirements concerning the acquisition of 
the status of international depositary authority as specified in 
Article 6(2) of the Budapest Treaty on the International Rec- 
ognition of the Deposit of Microorganisms for the Purposes of 
Patent Procedure, done at Budapest on Apr. 28, 1977. 

The American Type Culture Collection will acquire the status 
of international depositary authority under the said Treaty as 
from Jan. 31, 1981, the date of publication of the said commu- 
nication in the Jan. 1981 issue of /ndustrial Property/La 
Propriete industrielle (see Article 7(2) of the said Treaty). 


Dec. 3, 1980. 
{1002 O.G. 116] 


(138) 


Recognition of United States Depository as 
an International Depository Authority Under 
the Budapest Treaty 


As provided in Article 7 of the Budapest Treaty on the 
International Recognition of the Deposit of Microorganisms for 
the Purposes of Patent Procedure, the United States announces 
recognition of the Agricultural Research Culture Collection, 
Peoria, Ill., as an international depository authority. The 
communication of the Director General of the World Intellectual 
Property Organization according this recognition as of Jan. 31, 
1981 follows: 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Tradmarks. 


Dec. 30, 1980. 


BUDAPEST Notification No. 12 


BUDAPEST TREATY ON THE INTERNATIONAL 
RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE 
PURPOSES OF PATENT PROCEDURE 


Communication of the United States of America 
Relating to the Acquisition of the Status 
of International Depositary Authority by the 
Agricultural Research Culture Collection 


The Director General of the World Intellectual Property 
Organization (WIPO) presents his compliments to the Minister 
for Foreign Affairs and has the honor to notify him of the receipt, 
on Dec. 2, 1980, of a written communication from the Gov- 
ernment of the United States of America, relating to the 
Agricultural Research Culture Collection, indicating that the 
said depositary institution is located on the territory of the United 
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States of America and including a declaration of assurances to 
Doe ee 8 SS ee 
to comply with the requirements concerning the acquisition of 
the status of international depositary authority as specified in 
Article 6(2) of the Budapest Treaty on the International Rec- 
ognition of the Deposit of Microorganisms for the of 
Patent Procedure, done at Budapest on Apr. 28, 1 

The Agricultural Research Culture Collection will acquire 
the status of international depositary authority under the said 
Treaty as from Jan. 31, 1981, the date of publication of the said 
communication in the Jan. 1981 issue of Industrial Property/ 
La Propriete industrielle (see Article 7(2) of the said Treaty). 


Dec. 8, 1980. 
[1002 O.G. 116} 


(139) Request for Certification of Deposits 


Made Under the Budapest Treaty 


Deposits of microorganisms made in International 

tary Authorities are subject to the regulations of the Budapest 
Treaty on the International Recognition of the Deposit of 
Microorganisms for the Purposes of Patent Procedure. Rule 
11.3(a) of the Treaty regulations establishes a procedure by 
which an industrial property office shall assure the depositary 
that release of a sample is proper. Pursuant to the Treaty, the 
United States Patent and Trademark Office receives requests 
for certification that release of a sample of a ited micro- 
organism is proper under United States law. Effective imme- 
diately, all such requests for certification shall be directed to 
the Director, Patent Examining Group 120, United States Patent 
and Trademark Office, who has been dele the authority 
to act on requests for certification under Rule 11.3(a) of the 
Budapest Treaty regulations. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Sept. 4, 1987. 


[1083 OG 5] 


DEPARTMENT OF COMMERCE 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is amend- 
ing its rules of practice in patent cases to define procedures to 
govern the deposit of biological materials for patent purposes 

Vere an invention is or sclies oa a biological material which 
cannot be described in writing alone, and access te the 

ones S See 2 ey Oo eee 
es under 35 U.S.C. 112, these rules 

procedures and sonthienn Gar cuubtegotemede arellentele 
these requirements. These rules also prescribe examining proce- 
dures that will be used to address deposit issues, and the proce- 
dures pertaining to access to a deposit once a patent is granted. 
Effective Date: January 1, 1990. 

For Further Information Contact: Charlies E. Van Horn or Harris 
A. Pitlick by telephone at [703] a eo 
his attention and addressed to Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Supplementary Information: 

Every patent must contain a written description of the inven- 
tion sufficient to enable a person skilled in the art to which the 
invention pertains to make and use the invention. Where the 
invention involves a biological material and words alone cannot 
sufficiently describe how to make and use the invention in a 
reproducible or repeatable manner, access to the biological 
material is necessary for the satisfaction of the statutory require- 
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ments for patentability under 35 U.S.C. 112. The rules set forth 
examining procedures and conditions of deposit which must be 
satisfied in the event a deposit is required to provide the neces- 
sary access. The rules do not address the substantive issue of 
whether a deposit is required under any particular set of facts. 

These rules will be effective for all applications filed on or 
after January 1, 1990, and for all reexamination proceedings in 
which the request for reexamination was filed on or after January 
1, 1990, except that deposits made prior to the effective date 
which are acceptable under current practice will be acceptable in 
such applications and proceedings. Since most of the provisions 
reflect existing policy and practice, little change to existing prac- 
tice or burden on applicants for patent and patent owners relying 
on the deposit of biological material is anticipated. Applicants 
and patent owners are encouraged to comply with these rules 
prior to the effective date. 

The final rules on the deposit of biological materials for patent 
purposes have evolved over several years of actual experience in 
administering the guidelines set forth in Section 608.01 (p) of the 
Manual of Patent Examining Procedure, including several 
administrative and judicial decisions, and interaction with inter- 
ested public, bar and industry groups. A draft policy statement on 
the deposit of biological materials was circulated among inter- 
ested bar and industry groups and published in the BNA-Patent, 
Trademark and Copyright Journal on May 22, 1986. An advance 
notice of rulemaking setting forth rules being consid- 
ered for deposits of biological material was published in the 
Federal Register, 52 FR 34080 (September 9, 1987), and in the 
Official Gazette, 1082 0.G. 47 (September 29, 1987). Finally, a 
notice of proposed rulemaking relating to the deposit of biologi- 
cal materials for patent purposes was published in the Federal 
Registar 53 FR 39420 (October 6, 1988), and in the Official 
Gazette, 1095 O.G. 47 (October 25, 1988). 

In this notice of final rulemaking, a description of the changes 
in the text of the proposed rules is provided along with an 
explanation of the reasons supporting the changes. In addition, 
comments received in response to the notice of proposed rule- 


making are analyzed. Finally, an explanation of the content of 
the final rules is provided, together with acompilation of relevant 
comments and responses that have been made during the rule- 
making process. This explanation and compilation of previous 
comments and responses will serve as a set of guidelines that will 
be reproduced in the Manual of Patent Examining Procedure in 
due course. 


Changes in Text of Proposed Rules 


Several changes have been made in the text of the final rules 
from the text of the proposed rules which were published for 
comment in the notice of proposed rulemaking. Those changes 
are discussed below. 


Section 1.200 as has been renumbered as § 1.801 as 


adopted and the term “patent purposes” as proposed has been ‘ 


replaced with the term “purposes of patents for inventions under 
35 U.S.C. 101” as adopted to clarify that the regulations pertain- 
ing to the deposit of biological material do not apply for purposes 

“other than patents for inventions. Thus, these regulations are not 
applicable to applications for plant patents under 35 U.S.C. 161- 
164. 


Section 1.201 as proposed has been renumbered as § 1.802 as 
adopted.and the term “or Opportunity” in the heading thereof 
has been inserted after “Need” to reflect the permissive nature 
of-a deposit when not necessary to satisfy 35 U.S.C. 112. 

Paragraph (a) thereof as proposed provided that where a 
claimed invention is or relies on a biological material, the disclo- 
sure may. include a deposit of the biological material deposited 
in a depository and under conditions complying with these 
regulations, provided a precondition was satisfied. The precon- 
dition was that the biological material not be known and readily 
available to the public and not be describable in writing alone. 
Paragraph (a) as adopted eliminates this precondition, does not 
require that the biological material be, or bé used for, a claimed 
invention, does not require that the deposit be made in a deposi- 
tory and under conditions complying with these regulations, and 
more accurately states that the disclosure may include reference 
to a deposit, since the deposit is not physically part of the 
disclosure. Paragraph (a) as adopted merely provides that where 
an invention is, or relies on, a biological material, the disclosure 
may include reference to a deposit of such biological material. 
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Paragraph (b) of § 1.802 prescribes that biological material 
need not be deposited unless access to the material is necessary 
to satisfy 35 U.S.C. 112. If a deposit is necessary, it shall be 
acceptable if made in accordance with these regulations. Pro- 
posed paragraph (b) made no reference to 35 U.S.C. 112. Situ- 
ations where a biological material is known and readily available 
to the public or can be made or isolated without undue experi- 
mentation are now listed as some, but not an exhaustive set, of the 
circumstances where deposit need not be made. The term “from 
known and readily available material” has been dropped from 
the end of the term “can be made or isolated without undue 
experimentation” as redundant. Paragraph (b) as adopted also 
prescribes that once deposited in a depository complying with 
these regulations, a biological material will be considered to be 
readily available even though some requirement of law or regu- 
lation permits access only under conditions imposed for safety, 
public health or similar reasons. Proposed paragraph (b) did not 
include the condition of deposit in a depository complying with 
these regulations. 

Proposed paragraph (c) thereof was limited to reference to a 
specific organism or other biological material in a specification 
disclosure as not creating a presumption that the material was 
necessary to satisfy 35 U.S.C. 112 or that a deposit thereof is 
required. Paragraph (c) as adopted eliminates the term “specific 
organism or other” as redundant and also includes the act of 
deposit by an applicant or patent owner as not creating a pre- 
sumption that the deposit is or was required. 

Section 1.202 as proposed has been renumbered as § 1.803 as 
adopted. 

Paragraph (a) thereof as proposed prescribed that a deposit 
shall be made in any International Depositary Authority (IDA) or 
any other depository recognized as suitable by the Office. Para- 
graph (a) as adopted now specifies that such deposits shall be 
recognized for the purpose of these regulations so as not to 
preclude deposits made for other reasons such as a gratuitous 
disclosure. Paragraph (a)(2) as adopted eliminates the require- 
ment in the proposed tule that impartial consultants be from the 
biotechnology industry or governmental agencies. Paragraph 
(a)(2) as adopted also contains new sub-subparagraph (vii) as a 


. requirement which a suitable depository must meet, viz., that it 


promptly notify depositors of its inability to furnish samples, and 
the reasons why. This requirement appeared, in essence, in 
proposed § 1.204(a). 

Proposed paragraph (b) thereof has not been adopted. Re- 
placement of deposits is governed solely by $ 1.805, infra. 

paragraph (c) thereof has been adopted as paragraph 

(b). In subparagraph (2) thereof, “(b)” has been changed to 
“(a)(2)” to correct an inadvertent error in the proposed rule. 

Proposed paragraph (d) thereof has been adopted as para- 
graph (c) except that the reference to paragraph (a) has been 
changed to paragraph (a)(2) to more clearly delineate which 
category of depository is intended to be covered by this para- 
graph of § 1.803 and all references to other whose 
designations have been changed by adoption of these rules have 
been changed accordingly. 

eo ee ee eee 


« oan 1.203 as proposed has been renumbered as § 1.804 as 


(a) thereof prescribed that an original deposit of a 
biological material may be made before filing an application for 
patent or, pursuant to a requirement that will be made by the 
examiner no later than the date the Notice of Allowance and 
Issue Fee Due is mailed, during pendency of the application for 
patent. Paragraph (a) as adopted adds a precondition to making 
an original deposit that the biological material be specifically 
identified in the application as filed. Since paragraph 
(a) did not address original deposits made during the pendency 
of an application that were not made pursuant to a requirement 
of an examiner, the rule as adopted states that original deposits 
may be made during pendency of an application for patent, 
subject to § 1.809, 09, infra, which prescribes, inter alia, when 
during the pendency of an application for patent a deposit shall 
be made when made pursuant to a requirement by the examiner. 

Paragraph (b) thereof as proposed required a statement that, 
for an original deposit made after ~~ -- filing date of an 
application for patent, the biological material deposited was the 
same biological material described in the application as filed. 
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Paragraph (b) as adopted substitutes the word “a” for the word 
“the” since more than one biological material may be referred 
to in the application as filed, drops the word “same” and 
requires the statement that the biological material deposited is a 
biological material specifically identified in the application as 
filed. 

Section 1.204 as proposed has been renumbered as § 1.805 as 
adopted and a reference to supplemental deposits has been added 
to the heading thereof. Paragraphs (a) and (b) of the section as 
proposed have been substantially rewritten as paragraphs (a), (b) 
and (c). New elements have been added and some eliminated, 
although some elements of the rule on replacement 
deposits have been adopted, either with similar language or 
different language. 

Elements of the proposed rule on replacement deposits which 
have not been adopted include a requirement that replacement 
deposits be made or be made within a specific time limit. 
Ramifications in Office proceedings from not making a replace- 
ment deposit, or in the case of a patent, not diligently making a 
replacement deposit, are stated. 

A requirement in the proposed section that depositories 
promptly notify depositors of an inability to furnish samples has 
been adopted as § 1.803(a)(2)(vii), supra. 

Paragraph (a) of § 1.805 requires a depositor, after receiving 
notice during the pendency of an application for patent, applica- 
tion for reissue patent or reexamination proceeding, that the 
depository possessing a deposit either cannot furnish samples 
thereof or can furnish samples thereof but the deposit has 
become contaminated or has lost its capability to function as 
dscribed in the specification, to notify the Office in writing, in 
each application for patent or patent affected. In such a case, or 
where the Office otherwise learns, during the pendency of an 
application for patent, application for reissue patent or reexami- 
nation proceeding, that the depository possessing a deposit 
either cannot furnish samples thereof or can furnish samples 
thereof but the deposit has become contaminated or has lost its 
capability to function as described in the specification, the need 
for making a replacement or supplemental deposit will be gov- 
erned by the same considerations governing the need for making 
an original deposit under the provisions set forth in § 1.802(b). 
A replacement or supplemental deposit made during the pen- 
dency of an application for patent shall not be accepted unless it 
meets the requirements: for making: an original deposit under 
these regulations, including the requirement set forth under § 
1.804(b). A replacement or supplemental deposit made in con- 
nection with a patent, whether or not made during the pendency 
of an application for reissue patent or a reexamination proceed- 
ing or both, shall not be recognized by the Office unless a 
certificate of correction under § 1.323 is requested by the patent 
owner which meets the terms of paragraphs (b) and (c) of this 
section. The proposed rules did not provide for certificates of 
correction relating to replacement or supplemental deposits. 

Paragraph (b) of § 1.805 prescribes that a request for certifi- 
cate of correction under this section shall not be granted unless 
the certificate identifies the accession number for the replace- 
ment or supplemental deposit; the date of the deposit; and the 
name and address of the depository. 

Paragraph (c) of § 1.805 prescribes that-a certificate of correc- 
tion under this section shall not be granted unless the request 
therefor is made promptly after the replacement or supplemental 
deposit has been made and includes a verified statement of the 
reason for making the replacement or supplemental deposit; a 
verified statement from a person in a position to corroborate the 
fact, and shall state, that the replacement or supplemental deposit 
is of a biological material which is identical to that originally 
deposited; a verified showing that the patent owner acted dili- 
gently - in the case of a replacement deposit, in making the 
deposit after receiving notice that samples could no longer be 
furnished from an earlier deposit, or in the case of a supplemental 
deposit, in making the deposit after receiving notice that the 
earlier deposit had become contaminated or had lost its capabil- 
ity to function as described in the specification; a verified 
Statement that the term of the replacement or supplemental 
deposit expires no earlier than the term of the deposit being 
replaced or supplemented; and otherwise establishes compli- 
ance with these regulations, except that if the person making one 
or more of the required statements or showing is an attorney or 
agent registered to practice before the Office, that statement or 
showing need not be verified. 
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Paragraph (d) of § 1.805 prescribes that a depositor’s failure 
to replace a deposit, or in the case of a patent, to diligently replace 
a deposit and promptly thereafter request a certificate of correc- 
tion which meets the terms of paragraphs (b) and (c) of this 
section, after being notified that the depository possessing the 
deposit cannot furnish thereof, shall cause the applica- 
tion or patent involved to be treated in any Office proceeding as 
if no deposit were made. 

Paragraph (e) as adopted is identical to proposed paragraph 
(d) except that the word “the” before “patent” has been re- 
placed with “a” because the term “the patent” had no antece- 
dent basis, and the term “according to these regulations” has 
been inserted after the word “replaced” to make it clear that the 
rebuttable presumption according to this paragraph applies only 
where the replacement deposit has been made according to these 
regulations. 

Paragraph (f) as adopted is substantially similar to proposed 
paragraph (e) with respect to an applicant's ability to make a 
replacement for any reason during the pendency of an i 
tion for patent. (f) extends such applicant's ability to 
supplemental deposits as well. The first two sentences of pro- 
posed paragraph (e) prescribing when a deposit 
shall be made while an application is still pending and that an 
applicant notify the Office when a replacement deposit is 
necessary have been adopted in § 1.805(a), 
supra. 

Paragraph (g) as adopted is identical to proposed paragraph (f) 
except that supplemental deposits are also included and the 
reference to another section therein has been changed to reflect 
its renumbering. 

Paragraph (h) as adopted is substantially similar to proposed 
paragraph (g) except for two changes. One is that the word “the” 
before “biological material” has been changed to “a” because 
the term “the biological material” had no antecedent basis. The 
other change is replacement of the term “viable deposit is in the 
depository” with the term “depository can furnish samples 
thereof”. The term “in the depository” was not clear. The word 
“viable” before “deposit” would have excluded biological 
materials not capable of reproduction either directly or indi- 
rectly. For biological materials which are so capable of reproduc- 
tion, samples of viable deposits thereof which become non- 
viable cannot be furnished by the depository. 

Paragraph (i) as adopted modifies paragraph (h) as proposed. 
Whereas the proposed rule proscribed a patentee from replacing 
a viable deposit where the depository can. furnish samples, the 
rule as adopted states that the Office will not recognize in any 
Office proceeding a replacement deposit of a biological material 
made by a patent owner where the depository could furnish 
samples of the deposit being replaced. 

Section 1.205 as proposed has been renumbered as § 1.806 as 
adopted. The proposed rule had set the term of deposit as, inter 
alia, at ieast thirty years after the date of a viable deposit. The rule 
as adopted sets the thirty-year term to begin after a deposit, 
before or during pendency of an application for patent, is made. 
The term of a deposit made by a patent owner is not prescribed. 
However, § 1.805(a), supra. prescribes that a replacement or 
supplemental deposit made in connection with a patent will not 
be recognized in any Office ing unless a certificate of 
correction under § 1.323 is requested by the patent owner which 
meets the terms of paragraphs (b) and (c) of § 1.805, one of which 
terms is a verified statement by the patent owner that the term of 
the new deposit expires no earlier than the term of the deposit 
being replaced or supplemented. An additional change in the 
tule as adopted is the replacement of the term “deposited 
biological material” with the word “deposit” since the former 
term had no antecedent basis. 

Section 1.206 as proposed has been renumbered as § 1.807 as 
adopted. The rule as adopted is identical to the rule as proposed 
except for the reference to a rule which has been renumbered. 

Section 1.207 as proposed has been renumbered as § 1.808 as 


In paragraph (a) thereof, first word, “The” as proposed has 
been replaced with “A” because “The” had no antecedent 
basis. 

In view of the non-adoption of proposed § 1.207(c), infra, 
paragraph (a)(2) as adopted refers to only paragraph (b), not 
paragraphs (b) and (c). 

Paragraph (b)( 1) as proposed permitted a depositor to require, 
inter alia, that a depository furnish samples only if a request for 
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a sample is in writing and signed. 

(b) as adopted permits a depositor to require a 
request to be in writing or other tangible form. The signing 
requirement, however, has not been adopted. 


Paragraph (b)(3) as proposed permitted a depositor to require, 


inter alia, that a depository furnish the depositor with a copy of 
the request. This requirement has not been adopted. 

Paragraph (c) as proposed has not been adopted. 

Paragraph (d) as proposed, with one change, has been adopted 
as paragraph (c). The change is the insertion of the term “made 
to the Office” after the term “Upon request” to make it clear that 
certification imposes no burden on a depository. 

Section 1.208 as proposed has been renumbered as § 1.809 as 
adopted. 

The term “required” when referring io “deposit” in pro- 
posed paragraphs (a), (b) and (c) thereof has been changed to 
“needed” as adopted for purposes of consistency with 
§ 1.802. The term “in case one has not been made, or” as 
proposed in paragraph (a) has been replaced with “and if 
needed,” as adopted for purposes of clarification. The statement 
as proposed that a deposit accepted in any acceptable depository 
under § 1.202(a) shall be accepted for patent purposes if made 
under conditions complying with § 1.207(a) has not been 
adopted. The statement is redundant in view of the provision in 
§ 1.802(b) as adopted that a deposit necessary for the satisfaction 
of 35 U.S.C. 112 shall be acceptable if made in accordance with 
these regulations. Since the question of deposits may come up in 
reissue applications and reexamination proceedings as well as in 
applications for patents, paragraph (a) as adopted covers exami- 
nation of all such applications and proceedings. Paragraph (a) as 
adopted also refers to supplemental deposits since issues of the 
need for a supplemental deposit may arise where a deposit has 
lost its capability to function as described in the specification. 
Paragraph (a) as proposed prescribed that affected claims would 
be rejected in an Office action. Paragraph (a) as adopted drops 
“in an Office action” and instead prescribes that the claims 
would be rejected “where appropriate.” 

(b)(1) as proposed was limited to applicants. Para- 
graph (b)(1) as adopted covers applicants for patents and patent 
owners involved in specified Office proceedings. The provision 
for applicants for patents in paragraph (b)(1) as adopted is 
identical to the provision for applicants in paragraph (b)(1) as 
proposed except for the additional adoption of a reference to 
supplemental deposits. Paragraph (b)( 1) as adopted additionally 
provides for patent owners responding to a rejection under 
paragraph (a) of this section by requesting a certificate of correc- 
tion of the patent which meets the terms of paragraphs (b) and (c) 
of § 1.805. 

Paragraph (b)(2) as proposed has not been adopted. Subpara- 
graph (3) has therefore been renumbered as (2) and the reference 
therein to paragraph (b)(2) has been eliminated. Two additions 
have been made. One, since the question of deposit may come up 
in connection with a reissue application or reexamination pro- 
ceeding, the. term “or patent” has been inserted after “applica- 
tion” in the first sentence. Two, since paragraph (a) provides for 
a rejection under 35 U.S.C. 112 when a deposit actually made 
cannot be accepted, it is considered an appropriate response that 
a deposit actually made should be accepted: Thus, the term “and/ 
or why a deposit actually made should be accepted” has been 
inserted at the end of the first sentence of paragraph (b)(2) as 


adopted. 

Paragraph (c) as proposed has been adopted except that the 
term “for patent” has been inserted after “application” in the 
first sentence to make it clear that this paragraph does not apply 
to other applications, such as applications for reissues. Addition- 
ally, the word “the” before the proposed term “required de- 
posit” has been changed to “a” because the term “the required 
deposit” had no antecedent basis. Finally, the term “37 CFR” 
preceding “1.136” in the proposed rule has been replaced with 
“§" as adopted to be consistent with standard nomenclature. 

Paragraph (d)(3) as proposed required a taxonomic descrip- 
tion of the deposit. Paragraph (d)(3) as adopted requires a 
description of the deposited biological material sufficient to 
specifically identify it and to permit examination. Paragraphs 
(d)(1), (d)(2), (43) and (d)(4) have otherwise been adopted 
exce’pt for the addition of prefatory articles “The” or “A”. 
Response to and Analysis of Comments 

Written comments from sixteen (16) sources were received in 
response to the notice of proposed rulemaking. Some sugges- 
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tions made in comments have been adopted as presented or in 
modified form and others have not been adopted. A detailed 
analysis of the comments follows. 

Comment: The proposed rule numbers, except § 1.200, are the 
same as those of the old interference rules, and it appears to be 
Office practice to normally avoid using rule numbers which end 
in “OO,” especially for a rule, viz., § 1.200, which is the first of 
a group of rules. The rules, if adopted, should have different 
numbers. 

Response: The suggestion has been adopted. Proposed 
§§ 1.200 through 1.208 have been renumbered as §§ 1.801 
through 1.809 as adopted, respectively. 

Comment: Two comments ask whether the rules will apply 
retroactively. One comment suggests that they should and fur- 
ther, that the benefits provided for depositors in proposed §§ 
1.207(b) and (c) take effect immediately so that those patent 
applicants who would benefit from them will be encouraged not 
to delay in filing or obtaining a patent until a final rule takes 
effect. 

Response: To the extent the rules codify existing Office 
practice, they are already effective. Otherwise, the rules will be 
effective in applications for patent or for reissue of pater’ filed on 
or after January 1, 1990, and in reexamination proceedings in 
which the request for reexamination was filed on or after January 
1, 1990, except that deposits made prior to the effective date 
which are acceptable under current practice will be acceptable in 
such applications and proceedings. Applicants and patent own- 
ers are encouraged to comply now with those requirements of the 
rules not required by existing Office practice. 

Comment: A sentence should be added at the end of proposed 
§ 1.200 to clarify that the rule does not preclude the possibility 
of depositing other biological materials for patent purposes, such 
as plants per se, even though not within the scope of the term 
“biological materia!” as defined by the rule. Adding such a 
sentence would be consistent with previous concerns expressed 
to the Office over the possible requirement for deposits with 
respect to plant patents. With the added sentence, the rule would 
not address any kind of requirement for deposit in plant patents. 

Response: In a response to a comment in the notice of pro- 
posed rulemaking, it was stated that the Office did not intend to 
propose rules on deposits under the Plant Patent Act (35 U.S.C. 
161-164) at this time, nor will the Office take the position that a 
deposit is required under the present provisions of 35 U.S.C. 162. 
The text of the rule adopted in § 1.801 is the same as proposed in 
§ 1.200 except that the rule now explicitly states that the regula- 
tions are for purposes of patents for inventions under 35 U.S.C. 
101. Thus, these regulations do not and arernot intended to 
address the question. of deposits in plant patent applications. 

Comment: One comment suggests that the language in 
§ 1.200 should be expanded to make it clear that other biological 
materials, such as plants per se, are not precluded from being 
deposited. Another comment assumes that the Office intends to 
limit the scope of “biological material” as defined by this rule. 
The rules and commentary should indicate that the scope and 
effect of the rules are limited to biological materials as defined in 
the rules. This rule is acceptable provided it simply defines what 
constitutes biological material. 

Response: None of the suggestions have been adopted. In a 
response to a comment in the notice of proposed rulemaking, it 
was stated that biological material is defined in the proposed rule 
in terms of a non-exhaustive list of what it includes and that no 
materials were explicitly excluded. The response also stated that 
the Office does not contemplate that there would be many 
situations where a material that is not capable of self-replication 
either directly or indirectly would be acceptable as a deposit 
under these regulations but that an applicant was not precluded 
in any given case from attempting to show why such a material 
should be acceptable. Plants per se are an example of such 
materials. 

Comment: The proposed rules do not, but should, address a 
problem associated with marine sponges and other marine 
macroorganisms. These materials and their natural location can 
be adequately described so that one skilled in the art could obtain 
them using the necessary equipment. But their taxonomy is in a 
developmental stage and scientific names are subject to revision. 
Deposit and maintenance of these materials in viable form is not 
practical. They can and have been deposited in non-viable form, 
preserved or fixated in a suitable non-destructive medium, 
where their shelf life is expected to be at least 30 years. 
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Response: See the response to the previous comment. As 

stated in a response to a comment in the advance notice of 
rulemaking, the PTO Board of Patent Appeals and 

Interferences held that a description of the precise 
location of marine tunicates used in a claimed invention was 
adequate to satisfy the enablement requirement of 35 U.S.C. 112. 
Ex Parte Rinehart, 10 USPQ2d 1719 (PTO Bd. Pat. App. & Int. 
1985). It was also stated in that response that the term “readily” 
as used in the term “known and readily available” appearing in 
the proposed rules is considered appropriate to define that 
degree of availability which would be reasonable under the 
circumstances. Since the comment states that the subject mate- 
rials and their natural location can be adequately described so 
that one skilled in the art could obtain them using the necessary 
equipment, the disclosure would appear to be sufficient to meet 
the enablement requirements of 35 U.S.C. 112 without a deposit 
so long as their degree of availability is reasonable under the 
circumstances. 

Comment: In a response to a comment in the notice of pro- 
posed rulemaking which was in response to a solicitation for 
comments in the advance notice of proposed rulemaking on the 
setting of an appropriate minimum number of seeds to ensure 
availability of the seed through the enforceable life of the patent, 
it was stated that the Office does not intend to propose rules 
quantifying a minimum number of seeds but that the Office will 
consider 2500 to be a minimum number in the normal case and 
will provide an applicant an opportunity to provide justification 
why a lesser number would be suitable under the circumstances 
of a particular case. One comment suggests that 2500 may 
present problems where the normal yield of a plant is only a few 
seeds. A more reasonable minimum is 1250. Another comment 
suggests that there be no minimum number but an obligation on 
the part of the depositor to replace a seed each time one is 
requested. 

Response: Since the Office has stated that an applicant will be 
provided an opportunity to show why a lesser amount than 2500 
seeds would be appropriate in a particular case, the policy of 
requiring minimum number of 2500 is adhered to. An obligation 
on the part of the depositor to replace a seed each time one is 
requested is simply impractical. 

Comment: The title of proposed § 1.201 should be changed 
from “Need to make a deposit” to “Opportunity to make a 
deposit” since the provision states that “the disclosure may 
include a deposit of a biological material 

Response: The suggestion has been adopted i in part. Since § 
1.802 applies to situations both when a deposit may be made 
(optional) and when a deposit is neoessary, the heading of the 
rule states both need and opportunity in the alternative. 

Comment: Proposed § 1.201(a) should state that the disclosure 
may include reference to a deposit, rather than that the disclosure 
may include a deposit. 

Response: The suggestion has been adopted in § 1.802(a). 

Comment: Proposed § 1.201(a) does not clearly permit depos- 
its where conditions enumerated therein do not apply. The 
proposed rule should be revised by eliminating the requirement 
that the biological material not be known and readily available to 
the public before a deposit may be made. The proposed revision 
would make clear that an applicant has a universal and uncondi- 
aye ahem peel atte ap mae. whenever 
the biological material cannot be described in writing alone, 
regardless of whether the material is known and readily avail- 
able. The rule as proposed is not consistent with the permissive 
use of deposits where they might not be mandated. The 
revision would dispel any implication that the legal 
standard 


suggestion or 
> aha epee ns 
cal material be neither known nor readily available ° 


such materials even if unknown and not readily available might 
be enabled solely through a written description, rendering de- 
posit unnecessary. 
Response: The suggestion has been adopted in § 1.802(a). In 
addition, the rule as adopted permits deposits even where the 
biological material can be described in writing alone and even 
where the claimed invention is not, or does not rely on, the 
biological material. Section 1.802(a) as adopted permits refer- 
ence in the disclosure to a deposit of a biological material, the 
<sy grncendiien tring Gas on Gentian © or afiee on Se 
material. The requirement in the proposed rule that the biological 
material not be known and readily available to the public and not 
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be describable in writing alone, and that the material be, or be 
used for, the claimed invention, has not been 

Comment: Two comments suggest that § 1.201(a) refer to. 35 
U.S.C. 112. Ee ee eee 
some reference to 35 U.S.C. 112 for completeness. Another 
comment suggests that proposed § 1.201(a) contains no standard 
and should thus make reference to 35 U.S.C. 112, ——_ 
by inserting words to the effect that the biological material 
cannot be described in writing alone to satisfy the requirements 
of 35 U.S.C. 112. 

Response: The suggestions have not been adopted. But see the 
response to the next comment. 

eS ea eae 
that biological material need not be deposited unless necessary 
for the satisfaction of the requirements of 35 U.S.C. 
112. Thus, the rule would state that the ultimate reason for a 
requirement for a deposit would be to satisfy 35 U.S.C. 112. 
Further, the rule should state one circumstance, among 
where a biological material need not be deposited, viz., where it 
is known and readily available to the public or can be made or 
isolated without undue experimentation. The last sentence of 
eu web .201(b) should state a precondition that a deposit of 

the biological material be made in a depository complying with 
these regulations. 

Response: The suggestions have been adopted in § 1.802(b). 

Comment: Proposed § 1.201(c) should be revised by stating 
that the actual deposit of a biological material referred to in a 
specification disclosure also does not create a ion that 
the material is necessary to satisfy 35 U.S.C. 112 or that the 
deposit is or was required. The revision would recog- 
nize that the act of deposit does not and should not constitute an 
admission by the applicant that the it was made because it 
was necessary to satisfy 35 U.S.C. 112. For example, 
may be necessary in the United States prior to the time a patent 
application is filed in order for an applicant to be entitled to assert 
a priority right under patent laws of a foreign country based on 
a United States application which makes reference to such 
deposit. Additionally, applicants ought to be encouraged to 
make deposits in questionable cases without such act being 
construed as an admission of any sort. 

Response: The has been adopted in § 1.802(c). 

Comment. The term “or other biological material” in pro- 
posed § 1.201(c) should be changed to “or any other biologial 
material” to make sure that all biological materials that would 
normally be considered for deposits are included. 

Response: The comment is not understood. Nevertheless, it is 
moot. The term “specific organism or other biological mate- 
rial” in proposed § 1.201(c) has been changed to “biological 
material” in § 1.802(c) as adopted. 


Comment: Two comments su 


the Office to those in the biotec 
agencies. Views from academia may be wanted. One of the 
comments suggests, therefore, that the term “from the biotech- 
—— be deleted from § 
a)(2) 

Response: The suggestions have been adopted in 
§ 1.803(a\(2). 

Comment: Proposed § 1.202(a) should be revised to state that 
a deposit shall be recognized for the purposes of these regula- 

ton weed dow fet aeeobeie, 


these regulations. 

Response: The suggestion has been adopted in § 1.803(a). 
Simply put, the rules do not ibit deposits made under any 
conceivable conditions. The will treat a deposit not made 
Se as if no deposit had 
been 


Comment: The provision set forth in proposed § 1.202(cX3), 
ie., that a depository seeking status under paragraph (a)(2) 
indicate that it intends to be available, for the purposes of deposit. 


to any should also be 


Response: The suggestion adopted. The require- 
ment in proposed § 1.202(aX2)(v), and § 1.803(aX2)(v) as 





1110 TMOG 222 
(140) 


adopted, that the depository be impartial and objective, is inclu- 
sive of a requirement that it be available, for purposes of deposit, 
to any depositor under these same conditions. 

Comment: One comment suggests that the proposed rules do 
not adequately define the term “depositor”. It could be the 
inventor, the assignee, one to whom the inventor has an obliga- 
tion to assign, or the individual who signs the deposit form. In the 
case of joint inventors with different institutional ties, who is the 
depositor ? Assuming that where the inventor is a university 
professor, the depositor is the university, deposit in that univer- 
sity’s depository would be precluded by proposed § 
1.202(aX(2){ii) and possibly § 1.202(a)(2)(v). An exception 
should be made for non-profit organizations. They should be 
allowed to “self-deposit” since it is highly improbable that they 
would refuse to provide samples to third parties. The availability 
of a strain from a university was found to satisfy 35 U.S.C. 112 
in Merck and Co., Inc. v. Chase Chemical Co., 273 F.Supp. 68, 
77, 92, 155 USPQ 139, 146, 159 (D.N.J. 1967). Another com- 
ment suggests that it is not clear, where the depositor is a 
separate, independent division of a particular entity and the 
depository is another separate, independent division of the same 
entity, whether this arrangement meets the terms of proposed § 
1.202(a)(2)(ii). 

Response: None of the suggestions have been adopted. In § 
1.803(a)(2)(ii) as adopted, a depository recognized to be suitable 
by the Office and not otherwise an IDA must exist independent 
of the control of the depositor. In a response to a comment in the 
notice of proposed rulemaking, it was stated that the term 
“depositor” is intended to include the party on whose behalf the 
deposit is made. It was further stated in that response that the 
rationale of the Office in requiring that a depository, if not an 
IDA, be independent of the depositor was adequately discussed 
in the advance notice of proposed rulemaking. The advance 
notice stated: 

The concept of an independent depository or an IDA as an 
acceptable depository is based on the need and desire to ensure 
the safe and reliable storage of a deposited biological material 
under circumstances that are free of the opportunity for inten- 
tional or negligent handling of the deposited material. The use 
of an independent depository or an internationally recognized 
depository will tend to preserve the integrity of the deposit 
process against those that may accidentally alter the deposited 
material, may wish to tamper with the deposited material or may 
wish to resume control of its availability when the patent is no 
longer enforceable, and to preserve the interest of the public in 
the free access to the biological material for any purpose once 
the term of the patent expires. Further, while the PTO is 
constrained to approve independent depositories other than an 
IDA, the PTO has neither the resources nor capability to assess 
the individual capability of any party that wishes to act as its own 
depository. The rules under consideration are intended to mini- 
mize depositories that will be found acceptable. 

The above discussion applies to non-profit organizations as 
well as for-profit organizations. Moreover, it is clear from the 
discussion above that the scope of the term “depositor” is 
limited only by the requirement that the depositor have no 
control over the depository. Such a relationship is not necessar- 
ily inconsistent with one where there is some legal relationship 
between depositor and depository. The Merck case cited above 
does not stand for the proposition that a university is necessarily 
an acceptable depository because it makes available samples of 
a biological material. In Merck, the availability of the biological 
material from the university was evidence that the biological 
material was known and readily available. While a deposit by an 
applicant in a depository under the applicant’s control will not be 
recognized by the Office as a deposit under these regulations, an 
applicant is not precluded from showing that the deposited 
material, by virtue of conditions of public knowledge of unre- 
stricted availability of samples of the deposit, is known and 
readily available to the public. However, depositors should be 
aware that relying on such a showing rather than making a 
deposit according to these regulations involves a risk that the 
biological material might in the future not be readily available. 
The university relied on in the Merck case, for example, eventu- 
ally ceased its practice of making biological materials readily 
available. 

Comment: Proposed § 1.202(b) is intended to apply in the 
event that a depository ceases to enjoy the status of a i 
depository. The manner of making a substitute deposit in such a 
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situation would not seem to be fully explained by a reference to 
proposed § 1.204. For example, if a depository were to cease 
operation, it might not be able to, in the words of proposed § 
1.204(a), “promptly after having noted its inability to furnish 
samples, notify the depositor of such inability”. Second, the rule 
as proposed is difficult to follow. For example, it indicates that a 
substitute deposit “must be viable if the biological material is of 
a kind capable of self-replication”. The implication that certain 
deposits might be non-viable is at best confusing in the absence 
of a definition for viability. 

Response: Proposed § 1.202(b) has not been adopted. Section 
1.805, the rule as adopted on replacement deposits, puts the 
burden exclusively on the applicant or patent owner, whatever 
the case may be, to both make a replacement deposit and make 
the necessary showing that such a deposit complies with these 
regulations. Viability is dealt with exclusively by § 1.807 as 
adopted. 

Comment: Three comments suggest that it be a requirement of 
the rules that the biological material have been in existence at the 
time of filing the patent application. One comment suggests that 
a sentence be added to proposed § 1.208(a) to require that the 
application as filed state that the biological material is in exis- 
tence. The other comments suggest that proposed § 1.203 require 
an averment that the deposited biological material was in exis- 
tence at the time the application was filed. 

Response: None of the suggestions have been adopted. Patent 
law does not require an actual reduction to practice as a condition 
precedent to filing a patent application. While few, if any, 
situations can be imagined where the description requirement of 
35 U.S.C. 112 can be satisfied where the biological material was 
not in existence at the time of filing, the rules do not preclude 
such a situation. But see the response to the next comment. 

Comment: Proposed § 1.203(a) should require that a biologi- 
cal material may be deposited only if an adequate antecedent 
basis exists in the specification as filed, i.e., the biological 
material to be deposited must be specifically identified therein. 

Response: The suggestion has been adopted in § 1.804(a). It 
must be clear from the application as filed that the invention 
claimed and described in the specification “was fully capable of 
being reduced to practice (i.e., no technological problems, the 
resolution of which would require more than ordinary skill and 
reasonable time, remained in order to obtain an operative, useful 
process).” Feldman v. Aunstrup 517 F.2d 1351, 1355, 186 
USpQ 108, 113(CCPA 1975), cert. denied, 424 U.S. 912 (1976). 
Accord, In re Lundak, 773 F.2d 1216, 1221, 227 USPQ 90, 94 
(Fed. Cir. 1985). 

Comment: Two comments suggest that proposed § 1.203(a) 
be revised so that it addresses the permissible situation where a 
deposit is made during the pendency of an application for patent 
not pursuant to a requirement made by an exam- 
iner. 

Response: The suggestion has been substantially adopted in § 
1.804(a). An original deposit may be made, subject to § 1.809, 
during pendency of the application for patent. Where § 1.809 
does not apply, i.e., where a deposit is ultimately not required, a 
deposit may be made at any time during pendency. 

Comment: The Office should discuss in the commentary 
accompanying the notice of proposed § 1.203(b) as a final rule 
the meaning and intent behind the requirement that the deposited 
biological material be the “same” as the material described in 
the specification. Fer example, does the Office contemplate that 
the statement constitute a representation that the deposited 
material is in essentially the same form as was in existence at the 
time of the filing of the patent specification, and, accordingly as 
specifically described therein ? 

Response: Proposed § 1.203(b) has been adopted as 
§ 1.804(b) but with the word “same” deleted and the term 
“described” replaced with “specifically identified.” Under § 
1.804(b), the biological material deposited must be a biological 
material specifically identified in the application as filed. 

Comment: One comment asks whether a patent which is 
defective because of the lack of a deposit can be rectified by 
making the deposit in connection with a reissue application. 
Another comment points out that the issue of post-grant original 
deposits is not addressed by these regulations and the Office is 
urged to comment to this effect in the final promulgation of the 
rules. 

Response: It is assumed from the comment that a deposit was 
necessary at the time the patent issued. A patent defective 
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because of lack of a necessary deposit is necessarily fatally 
defective for failure to comply with the first paragraph of 35 
U.S.C. 112. Reissue is not available in such cases. See In re Hay, 
534 F.24917, 189 USPQ 790(CCPA), cert. denied, 429 U.S.977 
(1976). Whether reissue is available where a biological material 
necessary for compliance with 35 U.S.C. 112 was known and 
readily available at the time of issuance of the patent and 
subsequently ceased to be readily available is not addressed by 
this response. Nor do the rules address the question of post-issue 
original deposits, whether necessary or not to comply with the 
patent statutes. 

Comment: Many comments were received regarding pro- 
posed § 1.204 and the subject of replacement deposits. One 
comment suggests that the time limits in proposed § 1.204(a) for 
making replacement deposits, specifically as they apply post- 
grant, are totally arbitrary. For example, a replacement deposit 
made four months after notice from the depository, without a 
suitable petition for extension of time, could not be relied on. A 
number of comments suggest that in proposed § 1.204(a), it is not 
clear who is required to petition whom in order to obtain an 
extension of time’ in which to make a replacement deposit. A 
depository is not equipped to deal with the legalities of such 
matters. If the petition is filed with the Office, there will be 
administrative burdens. Another comment suggests that instead 
of specified time limits and petitions for extensions of time, the 
rule should state that where a patentee makes a 
deposit, the patentee shall promptly request a certificate of 
correction identifying the particulars of the replacement deposit 
and that no such certificate of correction shall be granted unless 
the request includes, inter alia, a verified showing that the 
patentee acted diligently in making the replacement deposit. A 
certificate of correction in providing the particulars of the new 
deposit (depository and accession number) would provide the 
simplest and most straightforward vehicle under which the 
patentee could assure continuing public notice (and accordingly 
public access) to particular biological materials described in the 
specification. Corrections to the issued patent would be made 
subject to all conditions of these deposit regulations and an 
additional specific requirement that the deposit be 
made diligently after the notification is received that comptes 
cannot be furnished from the deposit. This generalized require 
ment of diligence is preferable to the more rigid and cumbersome 
procedures set forth in the rules as 

Response: The provisions of a three-month time limit for 
making a replacement deposit and petitioning for extensions of 
time t extend the limit in proposed § 1.204(a) applied by their 
terms only to patentees or patent owners. These peovisions have 
not been adopted. Except in reexamination and reissue 
tions, it is beyond the rulemaking authority of the to 
regulate issued patents. Thus, instead of requiring patent owners 
to make replacement, or , deposits and to make 
them within a specified time, or to req han co§ 0Sa 
certificates of correction, paragraphs (a), ee $1 
adopted specify that a replacement or 
made in connection wn wenn Be 
pendency of an application for reissue patent or a reexamination 

or oS shall not be recognized in any Office 

t owner requests a certificate of 

eae 132 provided certain specified conditions 

are met, including that the patent owner acted diligently in 

making the replacement or supplemental deposit and promptly 
thereafter requested the certificate of correction. 

Comment: The rules should indicate that replacement deposits 
made during the pendency of an application will be treated in 
exactly the same way as any other deposit made after the filing 
date. 

Response: The suggestion has been cosentiaily adopted in § 
1.805(a) which states, inter alia, that a replacement or 
mental deposit made in connection with an application for patent 
shall be accepted if it meets the requirements for making an 
original deposit under these regulations, including the require- 
ment set forth under § 1.804(b). 

Comment: The rules should address a situation where the 
deposit is of a non-viable biological material, such as a marine 

or other marine macroorganism. Filling for 
samples can ultimately consume the entire deposit. Two other 
comments suggest that a depositor be permitted to charge the 
requesting party a fee sufficient to cover the cost of replacing the 
deposit. A competitor could “drain off” the store of deposit and 
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the depositor. 

Response: Where the biological material deposited is capable 
of self-replication either directly or indirectly, exhaustion of the 
yee af Malaga eunedeh dobotied her Regardless of the 

of biological material deposited, however, the depositor 
was qnube das densest be enliete tenant tay 
pyc et eee 

Comment: Nothing in the regulations which define the suita- 
bility of a depository requires that the depository itself must 
puovide notion to dopesitens in the ovent of on inchiitny te fata 
samples yet proposed § 1.204(a) does. 

Response. The suggestion has been adopted in 
Ra. 

Comment: A number of comments suggest that the legal 
ramifications of an additional deposit made pursuant to pro- 
posed § 1.204(h), i.e., made where an earlier deposit has become 
contaminated or has lost its capability to function as described in 
the specification, are not clear. Some of the same comments 
Oe ae 1 204(h) be 

than an “additional” 


ae ere legal effect as the 
earlier deposit provided the patent holder provides a verified 
statement that it is identical to the earlier deposit, and that it have 
the same accession number as the earlier deposit, perhaps with a 
suffix modification. One cocnment suggests that the rules require 
prompt head gran, on mr a gy yt he spe 
sion number but with an appropriate suffix. 
mentator asks that where a deposit under 0) made, 
which deposit — the earlier or the later one — 
available to the public. cali. at dived abaes ¢ 
requesting party that there are two deposits. 

Response: The of replacing the term “additional” 
with the term “ ” has been adopted but in a some- 
what different setting. Whereas proposed § 1.204(h) stated that 
Se ere patentee 

from making an additional deposit, paragraphs (a), (b), (c), (f) 
and (g) of § 1.805 as adopted provide for well 
making 


Comuas ~ covpopsed | 20regules  fes 
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proposed § 1.204(h) has been replaced in § 1.805(i) as adopted 
with the provision that the Ofice will not recognize in any Office 
proceeding a replacement deposit made by a patent owner where 
the depository could furnish samples of the deposit being re- 
placed. 

Comment: One comment suggests that the term of deposit in 
proposed § 1.205 is excessive. The term should be through the 
expiration of the patent plus 10 years. Another comment sug- 
gests that § 1.205 be adopted except that the last sentence should 
be deleted and the term “viable” before “deposit” be dropped. 
The term “viable” should be deleted as viability is dealt with 
elsewhere, e.g., proposed § 1.206. The last sentence should be 
deleted because, while the Office may set what it considers 
adequate terms of deposit on or before patent grant, it has no 
statutory authority or mechanism for supervising the term of the 
agreement of the deposit. The last sentence is also highly indefi- 
nite in failing to indicate how far beyond the enforceable life of 
a patent the deposit must be maintained. 

Response: The suggestions have been adopted in part. Pro- 
posed § 1.205, including the last sentence, has been adopted as 
§ 1.806 except that the thirty-year term applies to any deposit 
made before or during pendency of an application for patent. No 
requirement of viability is stated in the rule. The Office agrees 
that once a patent issues, it has no authority or mechanism for 
supervising the term of the agreement of the deposit. But the 

does have the authority to set the term of deposit while an 
application is still pending. That is all § 1.806 does. In almost all 
cases, the term of deposit as set forth in the first sentence of § 
1.806 will extend beyond the enforceable life of the patent for 
which a deposit was made. The last sentence of § 1.806 is 
intended to cover those rare circumstances where extended 
prosecution in the Office results in expiration of the term of 
deposit as set forth in the first sentence while the patent is still 
enforceable. At this time, there to be no need to specify 


any finite time period beyond the enforceable life of a patent. If 
experience demonstrates that the public interest is not being 
served by the present provisions, an appropriate amendment will 


be ! 

Comment: A depository commentator suggests that the re- 
quirement in proposed § 1.207(b)(1) that a request for a sample 
of the deposited material be signed poses an administrative 
burden on depositories which accept telephone, telex and elec- 
tronic mail requests for samples. Requiring that a request be 
signed can and will delay the receipt of samples by many days. 
The signing requirement should not be adopted. 

Response: The suggestion has been adopted in § 1.808(b)(1). 

Comment: A depository commentator suggests that the re- 
quirement in proposed § 1.207(b)(3) that a copy of the request be 
provided to the depositor poses a problem since most requests 
also include a request for samples of many other deposited 
biological materials. For such a request, it would be necessary to 
send a copy to each depositor, blanking out the other deposits not 
made by that depositor. It should be sufficient that the depositor 
is notified to whom and the date a sample was provided. The cost 
will be much greater if a copy has to be supplied. 

Response: The suggestion has been adopted in § 1.808(b)(3). 

Comment: A depository commentator suggests that in pro- 
posed § 1.207(b), it is not clear, after the term of the patent, 
whether the deposit is again restricted as it was before the patent 
was granted, i.e., not furnished unless the requesting party has 
the proper authorization from the depositor or the Commis- 
sioner, or whether the deposit is no longer subject to subparagra- 
phs (1), (2) and (3) thereof and can be furnished without any 
specific identification or notification. It is suggested that either a 
statement be added as to what happens after the term of the patent 
or the term “during the term of the patent” be deleted. 

Response: The suggestions have not been adopted. Section 
1.808(a)(2) requires that subject to paragraph (b) thereof, all 
restrictions imposed by the depositor on the availability to the 
public of the deposited material will be irrevocably removed 
upon the granting of the patent. Paragraph (b), by its terms, is 
limited to the term of the patent. A contract between a itor 
and a depository according to paragraph (b) but which extends 
beyond the term of the patent would violate paragraph (a)(2). It 
should be self-evident that for deposits in compliance with these 
regulations, samples of the deposit may be furnished without any 
specific identification or notification for requests made after the 
term of the patent. 
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Comment: While many comments suggest adoption of a rule 
restricting the transfer of a sample of a deposited material to a 
third party without the depositor’s permission, such as proposed 
§ 1.207(c), as well as the adoption of a rule requiring other 
restrictions on access to deposited material, two comments 
suggest that such rules not be adopted. The rationale is that if a 
deposit is basically a replacement for that which could not be 
adequately written in the patent specification itself, no specific 
statutory authority exists for restricting access to the deposited 
material any more than the patent law would countenance re- 
strictions on access to the written description itself. If abuses 
exist by virtue of the absence of limitations on access to depos- 
ited materials, then the remedy for patent infringement is as 
applicable to deposited material as it is to infringers acting from 
knowledge of the written description itself. Accordingly, unre- 
stricted access to deposits should be allowed. One of the com- 
ments suggests further that if there are to be some restrictions to 
access, proposed § 1.207(c) is otherwise problematic and inef- 
fective. For example, the limitation on access applies to “de- 
rived” materials which could include wholly noninfringing 
derivatives which might themselves constitute a patentable 
invention of a third party requester. The proposed rule would 
deny the third party requester the right to what ought to be an 
unrestricted right to sell or otherwise dispose of this derivative 
material to third parties. Moreover, the proposed rule is remedi- 
less since the Office neither has continuing jurisdicton over the 
patentee nor a third party requester. Two depository commenta- 
tors expressed we gy proposed § 1.207(c). One 
suggests that the first sentence therein is in direct contradiction 
to the long-standing policies of both NRRL and ATCC. Most 
depositories no longer require this type of guarantee from re- 
questing parties as they find it almost impossible to enforce. The 
other suggests that the administrative burden to the depository in 
handling agreements made pursuant to the proposed rule will be 
great and the cost will be borne by the depositor. At $10 an 
agreement and 300 requests a year for a particular deposit, the 
cost to the depositor would be $3,000 a year. If § 1.207(c) is 
adopted, there should be some mention that if a depository 
charges a fee for this service, the fee must be paid or the 
depository will not be obligated to provide the service. In the 
European Patent Office (EPO), which has a similar provision, the 
EPO, not the depository, obtains the agreement and advises the 
depository to make the sample available. The comment asks if 
the Office is prepared to do this. Additional comments ask what 
rules govern a new deposit for patent purposes of the same or 
derived biological material by a requesting party if the substance 
of proposed § 1.207(c) is adopted. Some comments were in 
response to a solicitation in the notice of proposed rulemaking 
for alternative approaches and suggestions for an appropriate 
definition of “essential characteristics” with respect to derived 
material in proposed § 1.207(c). 

Response: The Office has decided not to adopt a rule permit- 
ting a depositor to require that a sample of a deposited biological 
material shall be furnished only if the requesting party has 
agreed not to make the material or a derivative thereof available 
to a third party without the depositor’s permission. Thus, pro- 
posed § 1.207(c) has not been adopted. The Office agrees with 
many of the comments about shortcomings in the proposed rule. 
Fundamentally, however, the proposed rule has not been 
adopted in view of the rationale stated in the comment that no 
greater restriction on access to a deposit should be permitted than 
is permitted on access to the written description itself, even 
considering that the practical value of access to a deposit may be 
substantially greater than access to the written description and 
that infringement may be more difficult to police. While it might 
be argued that the adoption of proposed § 1.207(b) with revisions 
as § 1.808(b) is inconsistent with this rationale, the Office 
believes that permitting the depositor to require a requesting 
party, in essence, to identify itself is not unreasonable under the 
circumstances and is consistent with international practice as 
embodied in the Budapest Treaty. 

Comment: Many comments which suggest the adoption of the 
substance of proposed § 1.207(c) also suggest the adoption of 
rules incorporating the recommendations made in the April 8, 
1987 World Intellectual Property Organization (WIPO) report 
on the Industrial Property Protection of Biotechnological Inven- 
tions (1) to use the biological material only for experimental 

S concerning the invention, and (2) not to export the 
biological material except to a country for which a relevant 
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patent has been granted. The reasons generally given were that 
it is necessary to protect the patentee and enhance the patentee’s 
ability to enforce a patent relying a material. “e 
comment suggests that inc 

experimental use would clarify what is vot ow law. inthe 
Notice of Proposed Rulemaking, 53 Fed. Reg. at 39423-24, the 
Office described the difficulties in drafting a regulation incorpo- 
rating these ons and requested specific sugges- 
deus cotohow toduthacngtation vbdahbetenenatihaite 
intended and is not inconsistent with law. No specific 
suggestions were received, although one comment suggests that 
where a deposited material is covered by an unexpired U.S. 
patent, a rule be adopted permitting the depositor to require the 
requesting party to agree to comply with the provisions of 35 
U.S.C. 271. Another comment suggests that legislation is neces- 
sary to deal with the problems addressed by the WIPO recom- 
mendations. A restriction against exports could be considered to 
be violative of 35 U.S.C. 112 since foreign requesters would be 
denied access to deposits where a patentee had never sought 
foreign patent protection. A restriction to experimental purposes 
only, while more justifiable, raises two problems. One is that 
“experimental purposes” have not been defined and the term 
has been open to several interpretations. The other is that the 
proper redress for non-experimental use is a suit for patent 
infringement, not a suit based on the requester’s promise to the 
depository. The comment suggests that a rule be adopted permit- 
ting the depositor to require that a requesting party acknowledge 
that the furnishing of a sample of the deposited biological 
material does not constitute a license, express or implied, to use 
that sample for any purpose. 

Response: None of the suggestions have been adopted for 
essentially the same rationale discussed in the response to the 
previous comment. None suggest how to draft a regulation 
which both accomplishes the intended and is not incon- 
sistent with law, and which provides a compelling justification 
ea ne UR TN Lo NN em + yee The 

tion that a requesting party agree to comply with 35 
USC. 271 as a condition precedent to obtaining a sample of 
deposited biological material is interpreted as an agreement not 
to infringe a corresponding valid patent, something which a 
requesting party is already bound not to do under law. The 
suggestion that a depositor be permitted to require a requesting 
party to acknowledge that there is no express or implied license 
pats ot for any purpose exceeds the rulemaking author- 
ity of the Office since certain unlicensed uses of patented subject 
matter have been found by the courts to be permissible. 

Comment: Many of the comments suggesting adoption of the 
substance of § 1.207(c) and/or the WIPO recommendations on 
experimental use and export also suggest adoption of rules 
permitting additional restrictions. One comment suggests re- 
quiring the recipient of biological material to report, at least 
annually, to the patent holder, on the research and other results 
obtained by use of the biological material. The same commenta- 
tor suggests that even after patent expiration, an unlicensed 
recipient should not be permitted to use the biological material 
for other than experimental absent from the 
depositor. The commentator would prohibit commercial use of 
the biological material without permission of the depositor. 
Another comment suggests that the policy consideration for 
a en oe ai tet emai eae 
practiced after patent expiration. Requiring a requesting party to 
enter into an it with the itor defining the terms and 
conditions under which a sample of the deposited material would 
be used, making an accounting of such use, and proof of compli- 
ance, is neither unreasonable nor contrary to law. It would not 
place an administrative burden on the Office since the depository 
could be permitted to release samples only if the requesting party 
signs a license. Any attempt by the depositor to impose an 
unlawful restriction and withhold release would be a matter for 
the courts, not the Office. Another comment suggests various 
additional restrictions be adopted. These are (1) that the request- 

ing party have residence in the U.S. or in the country where the 
depository is located, oa Cee 
the option to restrict furnishing of 
qupetaui borden Gusedianelitaepenansaed Cbtaptaedenestt 
be released only if the depositor expressly consents (in the 
absence of which validity of the patent must be resolved without 
recourse to the deposit). Restriction (1) should be adopted so that 
the deposit cannot be legally exported to a country where the 
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patent owner has no enforceable rights. Restriction (2) should be 
a ma per mgr tape rw er 
ts adoption should be coupled with a statement that 
2 dat Uae non een a as being 
available to the public. Restriction (3) should be adopted as an 
extension to the description in proposed § 1.201 that the disclo- 
sure “may include a deposit.” In other words, the patentee at any 
time during the patent term should be able to rely on the written 
description alone for satisfying 35 U.S.C. 112, such as where the 
reasons for requiring a deposit originally no longer exist. 

Response: None of the suggestions have been adopted for 
essentially the same reasons discussed in the responses to the 
previous two comments. 

Comment: A itory commentator suggests that proposed 
§ 1.207(d) needs further deliberation. Now, publication in a U.S. 
patent of a deposit and accession number is sufficient for that 
depository (ATCC) to make samples available. The Office 
should be prepared to receive several thousand requests for 
certification under § 1.207(d) if adopted. If the Office is going to 
certify the availability of deposits, it should certify the avai 
ity of all deposits. Easier than the proposed rule would be t 
include a statement in the patent that there is a deposit, its 
accession number and where it is deposited, and that it has been 
made under the condition that it is available upon publication of 
the issued patent. 

Response: The suggestion has not been adopted. The com- 
ment appears to be interpreting the term “Upon request” at the 
beginning of proposed § 1.207(d) to mean “Upon request to a 
depository for a sample of a deposited material”, or in other 
words, the commentator appears to have interpreted the pro- 
posed language as requiring the depository to request certifica- 
tion from the Office each time a request for a sample of a deposit 
is made. It was not intended to impose such a burden on 
depositories. Rather, it was intended that the term “Upon re- 
quest” refer to a request made to the Office. Therefore, proposed 
§1 a ee eee “made to the Office” 

been adopted as 


ggests 

reason for the use of the different words “ 
“[a}rguing”, tagpepened gampughe G5CR ons OHI tips 
tively. of § 1.208 stace the samme meaning is intended by cach 
Either word alone should be used in both subparagraphs (2) and 
(3). The same comment goes on to su that the reference to 
paragraph (b)(2) in the last sentence of proposed § 1.208(b)(3) is 
ny nn pee ey er 
not required where the applicant has established that the in- 
volved biological material is known and readily available to the 
public. A comment along the same lines suggests that 
(b){2) is unnecessary. As a purely logical matter, an icani 
ought to be entitled to reply to a rejection either by making an 
acceptable deposit or arguing why a deposit is not required under 
the circumstances. Proposed § 1.208(b)(2) is merely one possi- 
Sr panne Sena 

Response: The have been adopted. 
1.208(b)(2) has not been adopted and proposed § |. 


§ 
3) 
has been substantially adopted as § 1.809(b)(2). In addition, § 
1.809(b)(2) provides for examination with respect to a patent, 
since deposit issues may arise in connection with a reissue 


application and/or a reexamination proceeding, and 
also for an argument that a deposit actually made should be 
accepted. 


Comment: A number of comments that the term 
“taxonomic description” in proposed § 1.208(d\3) is unclear 
aid i in some cases. Une comment suggests that it 
is not clear how a description is required. If construed 
in its broadest sense, it could have the undesirable effect of 


extent to which a taxonomic description is required will depend 
on the facts of the case yet the proposed rule states that the 
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specification shall contain such a description. The response 
states that the taxonomic description must be sufficient for 
purposes of 35 U.S.C. 112 yet the requirement of a deposit 
presupposes that a written description alone will not satisfy the 
statute. The need to verify that the deposited biological material 
is that disclosed in the specification arises only when the deposit 
is made after the filing date. That situation can be dealt with by 
deleting the taxonomic description requirement from § 1.208(d) 
and adding a new subparagraph (e) which would provide that in 
cases where a deposit is made after the filing date and where the 
nature of the material permits, a taxonomic description is re- 
quired in addition to the items specified in subparagraph (d). 
Another comment suggests that the term “taxonomic” be de- 
leted since it is irrelevant to many types of deposits and would 
provide greater clarity to the rules. Another comment suggests 
that the current language in proposed § 1.208(d)(3) be replaced 
with “Fully identify and describe the deposited material”. 

Response: The suggestions have been adopted in part. Section 
1.809(d)(3) as adopted requires a description of the deposited 
biological material sufficient to specifically identify it and to 
permit examination. While the rule does not by its terms require 
a taxonomic description, such a description should satisfy the 
rule as adopted in cases where the biological material deposited 
admits of a taxonomic description. 

Comment: The Office should petition the Budapest Assembly 
to address the same issues dealt with in the proposed rules so that 
they apply to both U.S. and foreign filings. Uniformity in the 
rules is important, especially for U.S. inventors who file here and 
abroad. 

Response: While uniformity in both U.S. and foreign rules is 
desirable, this is not deemed to be the appropriate forum in which 
to address the suggestion. 


Discussion of Specific Sections 
BIOLOGICAL MATERIAL [§ 1.801): 


The section indicates that the rules pertaining to deposits for 
purposes of patents for inventions under 35 U.S.C. 101 are 
intended to relate to biological material. For the purposes of these 
rules, the term “biological material” is defined in terms of a non- 
exhaustive list of representative materials which can be depos- 
ited in accordance with the procedures defined in these rules. 
Since these rules are intended to address procedural matters in 
the deposit of biological material for patent purposes, and are not 
designed to decide such substantive issues such as whether a 
deposit of a particular organism or material would be recognized 
or needed to be made for the purposes of satisfying the statutory 
requirements for patentability under 35 U.S.C. 112, the defini- 
tion provided in this section is intended to be permissive - 
specifically defining materials which can be deposited. 

Biological material includes material that is capable of self- 
replication either directly or indirectly. Direct self-replication 
includes those situations where the biological material repro- 
duces by itself. Representative examples of materials capable of 
self-replication are defined in the rule. Indirect self-replication is 
meant to include those situations where the biological material is 
only capable of replication when another self-replicating bio- 
logical material is present. Self-replication after insertion in a 
host is one example of indirect self-replication. Examples of 
indirect replicating biological materials include viruses, phages, 
plasmids, symbionts, and replication defective cells. The list of 
representative examples of each type of replicating material 
includes viruses to demonstrate that the lists are not intended to 
be mutually exclusive. 

Although plant material is included within the scope of the 
definition of biological material for purposes of patents for 
inventions under 35 U.S.C. 101, these rules on deposits are not 
applicable to applications filed under the Plant Patent Act (35 
U.S.C. 161-164). The Office is of the view that a it is not 
required under the present provisions of 35 U.S.C. 162. Thus, no 
plant patent granted under the provisions of 35 U.S.C. 161-164 
need be supported by a deposit. As with other biological material 
deposited for purposes of patents for inventions under 35 U.S.C. 
101, the deposit of plant material together with the written 
specification must enable those skilled in the art to make and use 
the claimed invention. 

As with some types of reproducible biological material, seeds 
can be reproduced only after a growing season which may be 
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relatively long. Although the rules do not specify a specific 
number of seeds to be deposited to meet the requirements of 
these rules, the Office will consider 2500 to be a minimum 
number in the normal case, but will give an applicant the 
opportunity to provide justification why a lesser number would 
be suitable under the circumstances of a particular case. The 
Department of Agriculture requires a deposit of 2500 seeds for 
the grant of a Plant Variety Protection Certificate. As the repro- 
duction of seeds will often take a substantial period of time, the 
Office will require, at a minimum, a number of seeds that is likely 
to satisfy demand for samples once the patent is granted. 

Section 1.801 does not attempt to identify what biological 
material either needs to be or may be deposited to comply with 
the requirements of 35 U.S.C. 112. For the most part, this issue 
must be addressed on a case-by-case basis. Thus, while the 
Office does not presently contemplate that there would be any 
situations where a material that is not capable of self-replication 
either directly or indirectly would be acceptable as a deposit, an 
applicant is clearly not precluded in any given application, by 
these rules, from attempting to show why the deposit of such a 
material should be acceptable to satisfy the requirements of 35 
U.S.C. 112. 


NEED OR OPPORTUNITY TO MAKE A DEPOSIT [§ 1.802] 


This section permits a deposit of a biological material to be 
referenced in a patent application where an invention is, or relies 
on, a biological material. The invention may rely on a biological 
material for the purposes of making or using the invention, either 
as a preferred mode or an alternative mode of operation. It is not 
necessary, for the purposes of paragraph (a), that a deposit be 
required to satisfy the requirements of 35 U.S.C. 112 before a 
reference to a deposit is permitted in the specification. 

There is no necessary implication or presumption that can or 
should be made about the need for a deposit simply because 
reference to a deposit is made in an application disclosure. As 
noted in paragraph (b), biological material need not be deposited 
unless access to such material is necessary for the satisfaction of 
the statutory requirements for patentability under 35 U.S.C. 112 
and that access is not otherwise available in the absence of a 
deposit. Where a deposit is required to provide the necessary 
access, a deposit is acceptable for patent purposes only where it 
is made in accordance with these regulations. Even where access 
to biological material is required to satisfy these statutory re- 
quirements, a deposit may not be necessary if access sufficient to 
satisfy these requirements is otherwise available. 

For example, applicant could show that the biological material 
is known and readily available to the public. The concepts of 
“known and readily available” are considered to reflect a level 
of public accessibility to a necessary component of an invention 
disclosure that is consistent with an ability to make and use the 
invention. To avoid the need for a deposit on this basis, the 
biological material must be both known and readily available - 
neither concept alone is sufficient. A material may be known in 
the sense that its existence has been published, but is not avail- 
able to those who wish to obtain that particular known biological 
material. Likewise, a biological material may be available in the 
sense that those having possession of it would make it available 
upon request, but no one has been informed of its existence. 

By showing that a biological material is known and readily 
available or by making a deposit in accordance with these rules, 
applicant does not guarantee that such biological material will be 
available forever. Public access during the term of the patent may 
affect the enforceability of the patent. Although there is a public 
interest in the availability of a deposited biological material 
during and after the period of enforceability of the patent, the 
examiner need not be unduly concerned about continued access 
to the public. Unless there is a reasonable basis to believe that the 
biological material will cease to be available during the life of the 
patent, the examiner should accept current availability as satis- 
fying the requirement. The incentives provided by the patent 
system should not be constrained by the mere possibility that a 
disclosure that was once enabling would become non-enabling 
over a period of time through no fault of the patentee. Jn re 
Metcalfe, 410 F.2d 1378, 161 USPQ 789 (CCPA 1969). 

There are many factors that may be used as indicia that a 
biological material is known and readily available to the public. 
Relevant factors include commercial availability, references to 
the biological material in printed publications, declarations of 
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accessibility by those working in the field, evidence of predict- 
able isolation techniques, or an existing deposit made in accor- 
dance with these rules. Each factor may or may not be sufficient 
alone to demonstrate that the biological material is known and 
readily available. Those applicants that rely on evidence of 
accessibility other than a deposit take the risk that the patent may 
no longer be enforceable if the biological material necessary to 
satisfy the requirements of 35 U.S.C. 112 ceases to become 
accessible. 

The Office will accept commercial availability as evidence 
that a biological material is known and readily available only 
when the evidence is clear and convincing that the public has 
access to the material. A product could be commercially avail- 
able but only at a price that effectively eliminates accessibility to 
those desiring to obtain a sample. The relationship between an 
applicant relying on a biological material and the commercial 
supplier relied upon is one factor that would be considered in 
determining whether the biological material was known and 
readily available. However, the mere fact that the biological 
material was available only through the patent holder or the 
patent holder’s agents or assigns shall not, by itself, justify a 
finding that the necessary material is not readily available, absent 
reason to believe that access to the biological material would 
later be improperly restricted. 

The mere reference to a deposit or the biological material itself 
in any document or publication does not necessarily mean that 
the deposited biological material is readily available. Even a 
deposit made under the Budapest Treaty and referenced in a 
United States or foreign patent document would not necessarily 
meet the test for known and readily available unless the deposit 
was made under conditions which are consistent with those 
specified in these rules, including the one that requires, with one 
possible exception, that all restrictions on the accessibility will 
be irrevocably removed upon the granting of the patent. 

Applicant may show that a deposit is not necessary even 
though specific biological materials are required to practice the 
invention if those biological materials can be made or isolated 
without undue experimentation. Deposits may be required to 
support the claims if an isolation procedure requires undue 
experimentation to obtain the desired ical material. Ex 
Parte Jackson, 217 USPQ 804 (PTO Bd. Pat. App. 1982) No 
deposit is required, however, where the required biological 
materials can be obtained from publicly available material with 
only routine experimentation and a reliable screening test. 
Tabuchi v. Nubel, 559 F.2d 1183, 194 USPQ 521 (CCPA 1977); 
Ex Parte Hata,6 USPQ 2d 1652 (PTO Bd. Pat. App. & Int. 1987). 

Once a deposit is made in a depository complying with these 
rules, and under conditions complying with these rules, a bio- 
logical material will be considered to be readily available even 
though some requirement of law or regulation in the United 
States or in the country where the depository institution is located 
permits access to the material only under conditions imposed for 
health, safety or similar reasons. This ision is consistent with 
the Budapest Treaty (Article 5) and is designed to permit the 
patenting of inventions involving materials having restricted 
distribution, where the restrictions are imposed for the public, as 
opposed to the private, welfare. 

Paragraph (c) specifically provides that the mere reference to 
a deposit of biological material in the specification disclosure or 
the actual deposit of such material does not create any presump- 
tion that such referenced or deposited material is necessary to 
satisfy 35 U.S.C. 112, or that a deposit in accordance with these 
regulations is or was required. Since reference to a biological 
pe re rT a nm 

lication without risking the prohibited introduction of new 
mater (35 U.S.C. 132), applicants must be permitted to address 
the need to make a deposit in accordance with these regulations 
without jeopardizing a filing date. Thus, the examiner has the 
burden of showing that a deposit is required to satisfy 35 U.S.C. 
112, and cannot rely on whether a deposit has been made or has 
been referenced in the specification disclosure to establish a 
prima facie case that the disclosure does not comply with 35 
U.S.C. 112 without deposit. 


ACCEPTABLE DEPOSITORY [§ 1.803] 
This section indicates that a depository wili be recognized as 


acceptable for the purposes of these regulations if it is either an 
International Depositary Authority (IDA) established under the 
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Budapest Treaty, or if it is a depository recognized as suitable by 
the Commissioner. After the effective date of these 
a deposit of biological material which is made in a 
nadine omensuneieaint meneiinaaieanieaenne 
not be considered as satisfying the requirements of 35 U.S.C. 
112. On the other hand, if a it is not required to satisfy the 
requirements of 35 U.S.C. 112, it is permissible to make refer- 
ence to such a deposit even though it may not be in a 
or made under the conditions which are acceptable these 
regulations. As new depositories are accepted under the 
Budapest Treaty or are recognized as suitable by the Commis- 
sioner, their identity will be announced in the Official Gazette. 
An may be as suitable by the Office 
if the procedure and conditions apenas one a 
and (b) are followed. Generally, it is not the intention of the 
Office to recognize as suitable any where the need 
for a suitable depository for is bei 


and information obtained from other sources that may be con- 
sulted. 

While there is a desire to provide flexibility to a patent 
applicant in selecting an appropriate itory, these rules are 
not intended to permit each patent applicant to become its own 
depository since both the patent owner and the public have an 
interest in the continued availability and accessibility of the 
deposit during the enforceable life of the patent, and the public 
Se ee eee 
longer enforceable. The concept of a depository independent of 
the control of the depositor or an IDA as an 
is based on the need and desire to ensure the safe and reliable 
storage of a deposited bi ical material under circumstances 
that are substantially free of the opportunity for intentional or 
negligent handling of the deposited material. The use of an 
independent depository or internationally recognized deposi- 
SE ee eee 
against those that may accidentally alter the deposited material, 
may wish to tamper with the deposited material or may wish to 
resume control of its availability when the patent is no longer 
enforceable, and to preserve the interest of the public in the 
access to the biological material once the term of the patent 
expires. 

PS: having status under pomone® GX of 
this regulation seeks to change the kinds of biologicai material: 
qui eth escqnendantaieteGegunemndlieatin,© 
communication requesting such a change should be directed to 
the Commissioner containing the information requested in para- 
graph (b). Map ap nny eet ep ply wy 

should ide a complete list of the kinds of 


is recognized as suitable for the 

defaulted or discontinued its lormance under this section, 
blished in the Official Gazette of the 

Patent and Trademark Office. A current list of IDAs recognized 

under the Budapest Treaty is as follows: 


Agricultural Research Culture Collection (NRRL) - USA 
American Type Culture Collection (ATCC) - USA 
Australian Government Analytical Laboratories (AGAL) - 
Australia 

Centraalbureau Voor Schimmelicultures (CBS) - Netherlands 
Collection — De Culture De Micro-organismes 
(CNCM) - France 

Commonwealth Agriculturial Bureau (CAB), International - 
Mycological Institute - United 

Culture Collection of Algae and Protozoa (CCAP) - United 
Kingdom 


Deutsche Sammlung Von Mikroorganismen (DSM) - Federal 
Republic of Germany 

European Collection of Animal Cell Cultures (ECACC) - 
United Kingdom 
Fermentation Research Institute (FRI) - Japan 
Institute of Micro-organism Biochemistry and Physiology of 
the USSR Academy of Science (IBFM) - Soviet Union 

In Vitro International, inc. (IVI) - USA 

Mezogazdasagi Es Ipari Mikroorganizmusok Magyar 
Nemzeti Gyujtemenye (MIMNG) - Hungary 
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National Bank for Industrial Microorganisms and Cell Cul- 
tures (NBIMCC) - Bulgaria 

National Collection of Industrial Bacteria (NCIB) - United 
Kingdom 

National Collection of Type Cultures (NCTC) - United King- 
dom 

National Collection of Yeast Cultures (NCYC) - United King- 
dom 


USSR Research Institute for Antibiotics of the USSR Ministry 
of the Medical and Microbiological Industry (VNIIAA) - 
Soviet Union 

USSR Research Institute for Genetics and Industrial Microor- 
ganism Breeding of the USSR Ministry of the Medical and 
Microbiological Industry (VNII Genetika) Soviet 

Union 


TIME OF MAKING AN ORIGINAL DEPOSIT [§ 1.804] 

This section specifies the time for making an original deposit 
to fulfill the requirements of 35 U.S.C. 112. Paragraph (a) 
specifies not only a permissible time frame for making an 
original deposit, but also specifies that the biological material 
deposited must be specifically identified in the application for 
patent as filed. The requirement for a specific identification is 
consistent with the description requirement of the first paragraph 
of 35 U.S.C. 112, and to provide an antecedent basis for the 
biological material which either has been or will be deposited 
before the patent is granted. 

The description in the Lundak application as filed (now patent 
4,594,325) provides a suitable illustration of the specific identi- 
fication and description which is required in an application for 
patent as filed. In that application, an immortal B-cell line was 
disclosed and claimed. The cell line was referred to in the 
application as filed as WI-L2-729 HF2. The methods of obtain- 
ing and using this cell line were also described in the application 
as filed. A deposit of the cell line was made with the American 
Type Culture Collection (ATCC) about a week after the applica- 
tion was filed in the United States. The United States Court of 
Appeals for the Federal Circuit held that the requirements of 
access by the Office to a sample of the cell line during pendency, 
and public access after grant, were met by Lundak’s procedures. 
The Court further held that the addition of information designat- 
ing the depository, accession number, and deposit date of the 
deposited cell line in ATCC after the filing date did not violate the 
prohibition against new matter in 35 U.S.C. 132. In re Lundak, 
773 F.2d 1216, 227 USPQ 90 (Fed Cir. 1985). It must be clear 
from the application as filed that the invention claimed and 
described in the specification “was fully capable of being 
reduced to practice (i.e., no technological problems, the resolu- 
tion of which would require more than ordinary skill and reason- 
able time, remained in order to obtain an operative, useful 
process).” Feldman v. Aunstrup, 517 F.2d 1351, 1355, 186 
USPQ 108, 113(CCPA 1975), cert. denied,424 U.S. 912 (1976). 

When the original deposit is made after the effective filing date 
of an application for patent, applicant is required to promptly 
submit a verified statement from a person in a position to 
corroborate that the biological material which is deposited is a 
biological material specifically identified in the application (the 
filing date of which is relied upon) as filed. The nature of this 
corroboration will depend on the circumstances in the particular 
application under consideration, including the length of time 
between the application filing date and the date of deposit. While 
few, if any, situations can be imagined where the description 
— of 35 U.S.C. 112 can be satisfied where the biologi- 

cal material was not in existence at the time of filing, the rules do 
not preclude such a situation. There is no requirement in the 
patent law that an actual reduction to practice occur as a condi- 
tion precedent to filing a patent application. The requirement for 
a verified statement is not necessary under paragraph (b) of this 
section if the person making the statement is an attorney or agent 
registered to practice before the Office. 

For the purposes of complying with the requirements of 35 
U.S.C. 112, adeposit of a biological material may be made at any 
time before filing the application for patent or during the pen- 
dency of the application subject to the conditions of § 1.809. 
Where the deposit is needed to satisfy the requirement of 35 
U.S.C. 112 and is made duriag the pendency of the application, 
it must be made no later than the time period set by the examiner 
at the time the Notice of Allowance and Issue Fee Due is mailed. 
A necessary deposit need not be made by applicant until the 
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application is in condition for allowance so long as applicant 
provides a written assurance that an acceptable deposit will be 
made on or before the payment of the issue fee. This written 
assurance must provide sufficiently detailed information to 
convince the examiner that there is no outstanding issue regard- 
ing deposits that needs to be resolved. 

Those applicants intending to file patent applications in a 
country foreign to the United States relying upon biological 
material that must be deposited to satisfy the requirements of 35 
U.S.C. 112 when the application is filed in the United States are 
cautioned that in many countries the deposit must be made 
before the filing date of the priority application in order to obtain 
foreign priority rights. Thus, while the deposit of a biological 
material subsequent to the effective filing date of a United States 
application is sufficient to comply with 35 U.S.C. 112, an 
applicant may not be able to rely on the filing date of such a U.S. 
application if a patent is sought in a country foreign to the United 
States. 


REPLACEMENT OR SUPPLEMENT OF DEPOSIT [§ 1.805] 


This section relates to the deposit of a biological material to 
replace or supplement a previous deposit. The term “replace- 
ment” is directed to those situations where one deposit is being 
substituted for another. An applicant may have greater latitude in 
replacing a deposit during the pendency of an application than 
after the patent is granted. Replacement will typically take place 
where the earlier deposit is no longer viable. The term “supple- 
ment” is directed to those situations where the earlier deposit is 
still viable in the sense that it is alive and capable of replication 
either directly or indirectly, but has lost a quality (e.g., purity, 
functionality) it allegedly possessed at the time the application 
was filed. The procedures in these rules contemplate that only the 
original depositor would have a right to replace or supplement 
the original deposit. 

Paragraph (a) relates to the procedure for replacing or supple- 
menting a deposit with respect to a pending application or a 
patent. An applicant for patent or patent owner whose patent is 
the subject of a reissue application or reexamination proceeding 
is required to notify the Office when it obtains information that 
the depository possessing a deposit either cannot furnish 
samples thereof or can furnish samples thereof but the deposit 
has become contaminated or has lost its capability to function as 
described in the specification. When the Office is so notified or 
otherwise becomes aware of such information, the need for 
making a replacement or supplemental deposit will be deter- 
mined by the same considerations used to determine the need for 
an original deposit under § 1.802(b). 

A replacement or supplemental deposit made in connection 
with a pending application for patent will be accepted if it meets 
all the requirements for making an original deposit. It should be 
noted that for a pending application for patent, applicant need not 
replace or supplement the identical material previously depos- 
ited, but may make an original deposit of a biological material 
which is specifically identified and described in the application 
as filed. Whether this alternative deposit will meet the require- 
ments of 35 U.S.C. 112 with respect to the claimed subject matter 
must be resolved by the examiner on a case-by-case basis. 

A replacement or supplemental deposit made in connection 
with a patent, whether or not it is the subject of a pending reissue 
application or reexamination proceeding, shall not be recog- 
nized in any Office proceeding unless a certificate of correction 
under § 1.323 is requested by the patent owner which meets the 
terms of paragraphs (b) and (c) of this section. These 
specify the procedures that a patent owner must follow to ensure 
both that a replacement or supplemental deposit will be recog- 
nized in any Office proceeding and that a certificate of correction 
under this section containing “up to date” information about a 
deposited biological material will be granted. The term “recog- 
nized in any Office proceeding” as used in this section includes 
the proceeding in which a request for certificate of correction 
under this section is acted upon. Paragraph (b) describes the 
information which must be contained in the certificate of correc- 
tion, whereas paragraph (c) describes when the request must be 
made and the information which must be provided in the cagpest 
to make the correction. The rules require, inter alia, that 
ment or supplement of a deposit be made diligently, followed by 
prompt request thereafter for a certificate of correction, as con- 
ditions ouatens to being recognized in any Office proceeding. 
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Thus, for example, if a patent owner learns early during the term 
of the patent that the depository cannot furnish of a 
deposit described in the patent and the patent owner fails to both 
diligently make a deposit and ss thereafter 
request a certificate of correction under these rules, a replace- 

ment deposit made years later when the patent becomes the 
subject of a reissue application or reexamination proceeding will 
not be recognized by the Office nor will any request for certifi- 
cate of correction in connection with that deposit be granted. 

Where a proper request for certificate of correction is made 
and has been granted, any correction made to the original patent 
will be automatically incorporated into any reissued or reexam- 
ined patent unless changes are made during examination of the 
reissue application or reexamination proceeding. 

Paragraph (d) of § 1.805 sets forth the Office position that the 
failure to make a replacement deposit or, in the case of a patent, 
diligently make a replacement deposit and promptly thereafter 
request a certificate of correction which meets the terms of 
paragraphs (b) and (c) of this section, after notification that 
samples of an earlier deposit cannot be furnished, shall cause the 
application or patent involved to be treated in any Office pro- 
ceeding as if no deposit were made. 

Paragraph (e) thereof indicates that the Office will apply a 
rebuttable presumption of an identity between the replacement 
deposit and an original deposit where a patent making reference 
to the deposit is relied on during any Office proceeding. This 
means that where a replacement deposit is permitted and made, 
the examiner will assume that the same material as described in 
the patent is accessible from the identified depository unless 
evidence to the contrary comes to the attention of the Office. 

An applicant for patent may make a replacement or supple- 
mental deposit during the pendency of the application for any 
reason. The provisions of paragraph (f) of § 1. eee pe 
since an original deposit may be made of the 
—— subject to the conditions of § | py a replacement or 

supplemental deposit logically cannot be held to any higher 
standard or any further requirements. Likewise, the provisions of 
paragraph (g) indicate that neither a replacement nor a supple- 
mental deposit need be made where, at the point in time when 
replacement or supplement would otherwise be necessary, ac- 
cess to the necessary biological material was otherwise avail- 
able. For example, a replacement or supplemental deposit would 
not be required under the circumstances where access to the 
necessary biological material was established through commer- 
cial suppliers. 

The provisions of paragraph (h) of § 1.805 indicate that a 
replacement deposit is not required even though the depository 
cannot furnish samples, under certain conditions, to those re- 
questing a sample outside of the jurisdiction where the deposi- 
tory is located. The conditions are specified in this paragraph as 
being limited to national security, health or environmental safety 
reasons. 

Finally, paragraph (i) of this section indicates that the Office 
will not recognize in any Office proceeding a replacement 
deposit made by the patent owner where the depository could 
furnish samples of the deposit being replaced. The best evidence 
of what was originally deposited should not be lost through 
destruction or replacement if made in association with an exist- 
ing patent. A supplemental deposit may be accepted in an Office 
proceeding, however, depending on the circumstances in each 
case. 


TERM OF DEPOSIT [§ 1.806] 


The term of deposit must satisfy the requirements of the 
Budapest Treaty which sets a term of at least 30 years from the 
date of deposit and at least five (5) years after the most recent 
request for the furnishing of a sample of the deposit was received 
by the depository. In the event that the 30-year term covers the 
17-year term of the patent plus six (6) years to include the Statute 
of Limitations, no further requirement is necessary. The mere 
possibility of patent term extension or extended litigation in- 
volving the patent should not be considered in this analysis. 

In the event that the 30-year term of deposit measured from the 
date of deposit would necessarily terminate within the period of 
enforceability of the patent (normally the 17-year term plus six 
(6) years), samples must be stored under agreements that would 
make them available beyond the enforceable life of the patent for 
which the deposit was made. No requirement should be made as 
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to any particular period of time beyond the enforceable life of the 

patent. The purpose of the requirement is to insure that a depos- 

ited material necessary for the practice of a patented 

invention would be available to the public after expiration of the 

patent for which the deposit was made. The term of the deposit 
i of 


whether or not the deposit is made under the Budapest Treaty. A 
specific statement that the deposit complies with the second 
sentence of this section is required only where the 30-year term 
would terminate within the enforceable life of the patent. 


VIABILITY OF DEPOSITS [§ 1.807] 


This section requires that the deposit of biological material 
that is capable of self-replication either directly or indirectly 
must be viable at the time of and during the term of 
— This requirement for viability ee ee at ma 

that the deposited material is capable of reproduction. For 


rial is capable or has the ability to perform any function described 
in the patent application. However, as with any other issue of 
description or enablement, if the examiner has evidence or 
reason to question the objective statements made in the patent 
application, applicants may be required to demonstrate that the 
— = biological material will perform in the manner de- 


“Geter Os Rete Call there is a requirement that the 
deposit be tested for viability before it is accepted. Thus, a mere 
statement by applicant, an authorized representative of applicant 
the nae that the deposit has been accepted under the 
udapest Treaty would satisfy § 1.807. 

 Peendidpeubiinienitedentedte Budapest Treaty, 
a viability statement must be filed in the patent and 
contain the information listed in paragraph (b) of this section. 
Under paragraph (c), the examiner will accept the conclusion set 
forth in a viability statement which is issued by a depository 
recognized under § 1.803(a). If the viability test indicates that the 
deposit is not viable upon receipt, or the examiner cannot for 
scientific or other valid reasons accept the statement of viability 
received from the applicant, the examiner shall so notify the 
applicant stating the reasons for not acepting the statement and 
See eee 


FURNISHING OF SAMPLES [§ 1.808) 


This section requires that the deposit of biological material be 
made under two (2) conditions: 

(1) access to the deposit will be available during pendency of 

oko ater reference to the deposit to one 

the Commissioner to be entitled thereto under 
$14 and 14 and 35 U.S.C. 122, and 

(2) with one exception, that all restrictions imposed by the 

depositor on the availability to the public of the deposited 

material will be irrevocably removed upon the 
granting of the patent. 

The one exception that is permitted is specified in paragraph 
(b) of this section which permits the depositor to contract with the 
depository to require that samples of a deposited biological 
material shall be furnished only if a request for a sample. during 
the term of the patent meets any one or all of the three conditions 
specified in this paragraph. These conditions are: 

(1) the request is in writing or other tangible form and dated: 

and/or 


Sena ee 
party and the accession number of the deposit; and/or 

(3) the request is communicated in writing by the depository 
oandundurduaclhtn genenwianeniteen 
furnished and the name and address of the party to whom the 


was furnished. 
it should be noted that this exception to the general rule thet all 
restrictions will be removed must be strictly followed and that no 


variations of this explicit e 


on will be accepted as meeting 
is consistent with 


regulations (Rule 11.4). 
seu Gvaunedreniptenetotnetspentiaiyeeet 
in a patent specification is not necessarily an indication 
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requirement for deposit was made or that a deposit which 
complies with these rules has been made, accessibility to a 
deposited material referenced in a patent may depend on the 
satisfaction of conditions not apparent on the face of the patent. 
For these reasons, and upon request made to the Patent and 
Trademark Office, the Office will certify whether a deposit has 
been stated to have been made under conditions which would 
make it available to the public as of the issue date of the patent 
grant provided the request is made to the Director of Patent 
Examining Group 180, and contains the following information: 

(1) the name and address of the depository 

(2) the accession number given to the deposit 

(3) the patent number and issue date of the patent referring to 

the deposit and 

(4) the name and address of the requesting party. 

For those deposits made pursuant to the Budapest Treaty, the 
World Intellectual Property Organization provides a form (Form 
BP-12) for requesting a certification of the availability of 
samples of deposited microorganisms pursuant to Rule 11.3(a) 
of the regulations under the Budapest Treaty. Copies of this form 
are available from the Director of Patent Examining Group 180. 


EXAMINATION PROCEDURES [§ 1.809] 


This section sets forth procedures that will be used by the 
examiner to address a deposit issue. Deposit issues may arise in 
the examination of claims in applications for patent and for 
reissue of a patent, and in the examination of new or amended 
claims in a reexamination proceeding. The burden is initially on 
the Office to establish that access to a biological material is 
necessary for the satisfaction of the statutory requirements for 
patentability under 35 U.S.C. 112. Once the Office has met this 
burden, the burden shifts to the applicant or patent owner to 
demonstrate that access to such biological material either is not 
necessary or is already available, or that a deposit of such 
material is being or will be made, replaced or supplemented in 
accordance with these regulations. 

Under paragraph (a) of this section, once the examiner has 
determined that access to a biological material is necessary, and 
that access is not presently available in accordance with these 
regulations, the examiner should make an appropriate rejection 
under 35 U.S.C. 112. 

The applicant or patent owner may respond, pursuant to 
paragraph (b)(2) of this section, to a rejection made under 
paragraph (a) thereof by arguing why a deposit is not needed 
under the circumstances and/or why a deposit actually made 
should be acceptable. Other prescribed responses which are 
available to such a rejection depend upon whether the rejection 
is made in an application for patent, on the one hand, or 
in a proceeding involving a patent, i.e., an application for reis- 
sue patent or reexamination proceeding, on the other 
hand. 

In an application for patent, applicant may respond, pursuant 
to paragraph (b)(1) of this section, by either making an accept- 
able origina!, replacement or supplemental deposit in accor- 
dance with these regulations, or assuring the Office in writing 
that an acceptable deposit will be made on or before the date of 
payment of the issue fee. In a proceeding involving a patent, the 
patent owner may respond, pursuant to paragraph (b)(1) of this 
section, by requesting a certificate of correction of the patent 
which meets the terms of paragraphs (b) and (c) of § 1.805. In all 
cases, any other response shall be considered non-responsive. 
The rejection will be repeated and made final until the require- 
ments of paragraph (b)(1) of this section are satisfied or the 
examiner is convinced that a deposit. is not required for the 
claimed subject matter. 

As set forth in paragraph (c) of this section, in the event that an 
application for patent is otherwise in condition for allowance 
except for a needed deposit and the Office has received a written 
assurance that an acceptable deposit will be made, the Office will 
mail to the applicant a requirement that the needed deposit be 
made within three (3) months together with the Notice of Allow- 
ance and Issue Fee Due. Although the period for paying the issue 
fee cannot be extended under the provisions of § 1.136, the 
period for satisfying the requirement to make an acceptable 
deposit may be extended under the provisions of that section. 
Failure to make the needed deposit in accordance with this 
requirement may be considered a failure to prosecute the appli- 
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cation under 35 U.S.C. 133 and result in abandonment of the 
application. 

The type of written assurance which will be considered ac- 
ceptable by the Office that an acceptabie deposit will be made 
within the required time must include sufficient information to 
conclude that there is no outstanding issue with regard to the 
deposit of an appropriate biological material under conditions 
which satisfy these rules. 

In a proceeding involving a patent, it may not be possible to 
request a certificate of correction of the patent which meets the 
terms of paragraphs (b) and (c) of § 1.805. For example, if the 
patent owner is on notice that samples of an original deposit can 
no longer be furnished by the depository, failure to diligently 
make a replacement deposit will preclude grant of a certificate of 
correction. A replacement deposit subsequently made will not be 
recognized by the Office nor will a request for certificate of 
correction, even if made promptly thereafter, be granted. It 
would also not be possible to request a certificate of correction 
of the patent which meets the terms of paragraphs (b) and (c) of 
§ 1.805 where no original deposit was made before or during the 
pendency of the application which matured into the patent. 

A patent defective because of lack of a necessary deposit is 
necessarily fatally defective for failure to comply with the first 
paragraph of 35 U.S.C. 112. Reissue is not available in such 
cases. See Inre Hay, 534 F.2d917, 189 USPQ 790(CCPA 1976). 
Whether reissue is available where a biological material neces- 
sary for compliance with 35 U.S.C. 112 was known and readily 
available at the time of issuance of the patent and subsequently 
ceased to be readily available is problematic. Nevertheless, the 
rules do not provide for post-issue original deposits. 

Where an applicant for patent has any doubt whether access to 
a biological material specifically identified in the specification is 
necessary to satisfy 35 U.S.C. 112 or whether such a material, 
while presently freely available, may become unavailable in the 
future, the applicant would be well-advised to make a deposit 
thereof before any patent issues. Similarly, where a patent owner 
has any doubt whether a deposit referred to in the specification 
is of a biological material necessary to satisfy 35 U.S.C. 112 and, 
if the material is necessary, whether it is otherwise known and 
readily available, the patent owner would be well-advised to 
follow the procedures set forth in paragraphs (b) and (c) of § 
1.805 after receiving the notice specified in those paragraphs. 

Paragraph (d) of this section sets forth the requirements for the 
content of the specification with respect to a deposited biological 
material. Specifically, the specification shall contain the acces- 
sion number for the deposit, the date of the deposit, the name and 
address of the depository, and a description of the deposited 
biological material sufficient to specifically identify it and to 
permit examination. The description must be sufficient to permit 
verification that the deposited biologica! material is in fact that 
disclosed. Once the patent issues, the description must be suffi- 
cient to aid in the resolution of questions of infringement. As a 
general rule, the more information that is provided about a 
particular deposited biological material, the better the examiner 
will be able to compare the identity and characteristics of the 
deposited biological material with the prior art. 


OTHER CONSIDERATIONS 


The rules are in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 

The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration, that this rule change 
is not expected to have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). The deposit practice will not impose extra 
work on patent applicants (whether small or large businesses or 
individuals). 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increases in costs or prices for consumers, 
individual industries, Federal, State or local government agen- 
cies, or geographic regions. There will be no adverse effects on 
competition, employment, investment, productivity, innova- 
tion, or on the ability of United States based ert-rprises to 
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compete with foreign-based enterprises in domestic or export 
markets. 

The Patent and Trademark Office has also determined that this 
notice has no Federalism implications affecting the relationship 
between the National Government and the States as outlined in 
Executive Order 12612. 

These rules contain a collection of information requirement 
subject to the Paperwork Reduction Act which has been ap- 
proved by the Office of Management and Budget under Control 
No. 0651-0022. Public reporting burden for this collection of 
information is estimated to average one hour per response, 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed to make 
a deposit or request a sample, and completing and reviewing the 
collection of information. It is further estimated that a 
depository would spend about five hours collecting and submit- 
ting the necessary information to be recognized as a suitable 
depository by the Office. Send comments regarding this burden 
estimate or any other aspect of this collection of information, 
including suggestions for reducing this burden, to the Office of 
Management and Organization, Patent and Trademark Office, 
Washington, D.C. 20231, and to the Office of Information and 
Regulatory Affairs, Office of Management and Budget, Wash- 
ington, D.C. 20503 (Paperwork Reduction Project 0651-0022). 
No comments regarding this burden estimate or any other aspect 
of this collection of infomation, including suggestions for reduc- 
ing this burden, were received in response to the notice of 
proposed rulemaking. 


LIST OF SUBJECTS IN 37 CFR PART I 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeep- 
ing requirements, Small business. 


For the reasons set out in the preamble, 37 CFR Part | is being 
amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would 
continue to read as follows: 
Authority: 35 U.S.C. 6 unless otherwise noted. 


2. A new Subpart G - Biotechnology Invention Disclosures, 
consisting of centered heading - Deposit of Biological Materials 
- and new §§ 1.801 to 1.809 are added to read as follows: 


Subpart G - Biotechnology Invention Disclosures 
Deposit of Biological Material 
Sec 


1.801 Biological material. 

Need or Opportunity to make a deposit. 
Acceptable depository. 

Time of making an original deposit. 
Replacement or supplement of deposit. 
Term of deposit. 

Viability of deposit. 

Furnishing of samples. 

Examination procedures. 


SESESEEE 


Subpart G - Biotechnology Invention Disclosures 
Authority: 35 U.S.C. 6 


Deposit of Biological Material 
§ 1.801 Biological material. 


For the purposes of these regulations ont to the deposit 


of biological material for purposes o s for inventions 
under 35 U.S.C. 101, the term od mem material shall include 
material that is capable of self-replication either directly or 
indirectly. Representative examples include bacteria, fungi in- 
cluding yeast, algae, protozoa, eukaryotic cells, cell lines, hybr- 
idomas, plasmids, viruses, plant tissue cells, lichens and seeds. 
Viruses, vectors, cell organelles and other non-living material 
existing in and reproducible from a living cell may be deposited 
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by deposit of the host cell capabie of reproducing the non-living 
material. 


§ 1.802 Need or Opportunity to make a deposit. 


(a) Where an invention is, or relies on, a biological material, 
the disclosure may include reference to a deposit of such biologi- 
cal material. 

(b) Biological material need not be deposited unless access to 
such material is necessary for the satisfaction of the statutory 
requirements for patentability under 35 U.S.C. 112. If a deposit 
pene ng eee pen ee py em 
these regulations. Bi ical material need not be deposited, 
inter alia, if it is known and readily available to the public or can 
be made or isolated without undue experimentation. Once de- 
posited in a depository complying with these lations, a 
biological material will be considered to be readily available 
even though some requirement of law or regulation of the United 
States or of the country in which the depository institution is 
located permits access to the material only under conditions 
imposed for safety, public health or similar reasons. 

(c) The reference to a biological material in a specification 
disclosure or the actual deposit of such material by an applicant 
or patent owner does not create any presumption that such 
material is necessary to satisfy 35 U.S.C. 112 or that deposit in 
accordance with these regulations is or was required. 


§ 1.803 Acceptable depository. 


(a) A deposit shall be recognized for the purposes of these 
regulations if made in 

(1) any International Depositary Authority (IDA) as estab- 
lished under the Budapest Treaty on the International 
tion of the Deposit of Microorganisms for the Purposes of Patent 
Procedure, or 

(2) any other depository recognized to be suitable by the 
Office. Suitability will be determined by the Commissioner on 
the basis of the administrative and technical competence, and 
agreement of the depository to comply with the terms and 
conditions applicable to deposits for patent purposes. The 
Commissioner may seek the advice of impartial consultants on 
the suitability of a depository. The depository must: 

(i) Have a continuous existence; 

(ii) Exist independent of the control of the depositor, 

(iii) Possess the staff and facilities sufficient to examine the 
viability of a deposit and store the deposit in a manner which 
ensures that it ts kept viable and uncontaminated; 

(iv) Provide for sufficient safety measures to minimize the risk 
of losing biological material deposited with it 

(v) Be impartial and objective; 

(vi) Furnish samples of the deposited material in an expedi- 
tious and proper manner, and 

(vii) Promptly notify depositors of its inability to furnish 
samples, and the reasons why. 

(b) A depository seeking status under paragraph (a)(2) of this 
section must direct a communication to the Commissioner which 
shall: 

(1) Indicate the name and address of the depository to which 
the communication relates; 

(2) Contain detailed information as to the capacity of the 
depository to comply with the requirements of paragraph (a)(2) 
of this section, including information on its legal status, scientific 
standing, staff and facilities; 

(3) Indicate that the depository intends to be available, for the 
purposes of deposit, to any depositor under these same condi- 
tions; 

(4) Where the depository intends to accept for deposit only 
certain kinds of biological material, specify such kinds; 

(5) Indicate the amount of any fees that the depository will, 

acquiring the status of suitable depository under 
(a)(2) of this section, charge for storage, viability statements and 
furnishings of samples of the deposit. 

(c) A depository having status under paragraph (a)(2) of this 
section limited to certain kinds of biological material may extend 
such status to additional kinds of biological material by 
a communication to the Commissioner in accordance with para- 
graph (b) of this section. If a previous communication under 
paragraph (b) of this section is of record, items in common with 
the previous communication may be incorporated by reference. 
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(d) Once a depository is recognized to be suitable by the 
Commissioner or has defaulted or discontinued its performance 
under this section, notice thereof will be published in the Official 
Gazette of the Patent and Trademark Office. 


§ 1.804 Time of making an original deposit. 


(a) Whenever a biological material is specifically identified in 
an application for patent as filed, an original deposit thereof may 
be made at any time before filing the application for patent or, 
subject to § 1.809, during pendency of the application for patent. 

(b) When the original deposit is made after the effective filing 
date of an application for patent, the applicant shall promptly 
submit a verified statement from a person in a position to 
corroborate the fact, and shall state, that the biological material 
which is deposited is a biological material specifically identified 
in the application as filed, except if the person is an attorney or 
agent registered to practice before the Office, in which case the 
statement need not be verified. 


§ 1.805 Replacement or supplement of deposit. 


(a) A depositor, after receiving notice during the pendency of 
an application for patent, application for reissue patent or reex- 
amination proceeding, that the depository possessing a deposit 
either cannot furnish samples thereof or can furnish samples 
thereof but the deposit has become contaminated or has lost its 
capability to function as described in the specification, shall 
notify the Office in writing, in each application for patent or 
patent affected. In such a case, or where the Office otherwise 
learns, during the pendency of an application for patent, applica- 
tion for reissue patent or reexamination proceeding, that the 
depository possessing a deposit either cannot furnish samples 
thereof or can furnish samples thereof but the deposit has 
become contaminated or has lost its capability to function as 
described in the specification, the need for making a replacement 
or supplemental deposit will be governed by the same considera- 
tions governing the need for making an original deposit under 
the provisions set forth in § 1.802(b). A replacement or supple- 
mental deposit made during the pendency of an application for 
patent shall not be accepted unless it meets the requirements for 
making an original deposit under these regulations, including the 
requirement set forth under § 1.804(b). A replacement or supple- 
mental deposit made in connection with a patent, whether or not 
made during the pendency of an application for reissue patent or 
a reexamination proceeding or both, shall not be accepted unless 
acertificate of correction under § 1.323 is requested by the patent 
owner which meets the terms of paragraphs (b) and (c) of this 
section. 

(b) A request for certificate of correction under this section 
shall not be granted unless the certificate identifies: 

(1) The accession numter for the replacement or supplemental 
deposit; 

(2) The date of the deposit; and 

(3) The name and address of the depository. 

(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after the 
replacement or supplemental deposit has been made and: 

(1) Includes a verified statement of the reason for making the 
replacement or supplemental deposit; 

(2) Includes a verified statement from a person in a position to 
corroborate the fact, and shall state, that the replacement or 
supplemental deposit is of a biological material which is identi- 
cal to that originally deposited; 

(3) Includes a verified showing that the patent owner acted 


_—_ 

(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit, or 

(ii) In the case of a supplemental deposit, in making the deposit 
after receiving notice that the earlier deposit had become con- 
taminated or had lost its capability to function as described in the 
specification; 

(4) Includes a verified statement that the term of the replace- 
ment or supplemental deposit expires no earlier than the term of 
the deposit being replaced or supplemented; and 

(5) Otherwise establishes compliance with these regulations, 
except that if the person making one or more of the required 
Statements or showing is an attorney or agent registered to 
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practice before the Office, that statement or showing need not be 
verified. 

(d) A depositor’s failure to replace a deposit, or in the case of 
a patent, to diligently replace a deposit and promptly thereafter 
request a certificate of correction which meets the terms of 
paragraphs (b) and (c) of this section, after being notified that the 
depository possessing the deposit cannot furnish samples 
thereof, shall cause the application or patent involved to be 
treaied in any Office proceeding as if no deposit were made. 
- (e) In the event a deposit is replaced according to these 
regulations, the Office will apply a rebuttable presumption of 
identity between the original and the replacement deposit where 
a patent making reference to the deposit is relied upon during any 
Office proceeding. 

(f) A replacement or supplemental deposit made during the 
——s of an application for patent may be made for any 


(g) “@) in no case is a replacement or supplemental deposit of a 
biological material necessary where the biological material, in 
accordance with § 1.802(b), need not be deposited. 

(h) No replacement deposit of a biological material is neces- 
sary where a depository can furnish samples thereof but the 
depository for national security, health or environmental safety 
reasons is unable to provide samples to requesters outside of the 
jurisdiction where the depository is located. 

(i) The Office will not recognize in any Office proceeding a 
replacement deposit of a biological material made by a patent 
owner where the depository could furnish samples of the deposit 
being replaced. 


§ 1.806 Term of deposit. 


A deposit made before or during pendency of an application 
for patent shall be made for a term of at least thirty (30) years and 
at least five (5) years after the most recent request for the 
furnishing of a sample of the deposit was received by the 
depository. In any case, samples must be stored under agree- 
ments that would make them available beyond the enforceable 
life of the patent for which the deposit was made. 


§ 1.807 Viability of deposit. 


(a) A deposit of biological material that is capable of self- 
replication either directly or indirectly must be viable at the time 
of deposit and during the term of deposit. Viability may be tested 
by the depository. The test must conclude only that the deposited 
material is capable of reproduction. No evidence is necessarily 
required regarding the ability of the deposited material to per- 
form any function described in the patent application. 

(b) A viability statement for each deposit of a biological 
material defined in paragraph (a) of this section not made under 
the Budapest Treaty on the International Recognition of the 
Deposit of Microorganisms for the Purposes of Patent Procedure 
must be filed in the application and must contain: 

(1) The name and address of the depository; 

(2) The name and address of the depositor; 

(3) The date of deposit; 

(4) The identity of the deposit and the accession number given 
by the depository; 

(5) The date of the viability test; 

(6) The procedures used to obtain a sample if the test is not 
done by the depository; and 

(7) A statement that the deposit is capable of reproduction. 

(c) If a viability test indicates that the deposit is not viable upon 
receipt, or the examiner cannot, for scientific or other valid 
reasons, accept the statement of viability received from the 
applicant, the examiner shall proceed as if no deposit has been 
made. The examiner will accept the conclusion set forth in a 
viability statement issued by a depository recognized under § 
1.803(a). 


§ 1.808 Furnishing of samples. 


(a) A deposit must be made under conditions that assure that: 

(1) Access to the deposit will be available during pendency of 
the patent application making reference to the deposit to one 
determined by the Commissioner to be entitled thereto under § 
1.14 and 35 U.S.C. 122, and 
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(2) Subject to paragraph (b) of this section, all restrictions 
imposed by the depositor on the availability to the public of the 
deposited material will be irrevocably removed upon the grant- 
ing of the patent. 

(b) The depositor may contract with the depository to require 
that samples of a deposited biological material shall be furnished 
only if a request for a sample, during the term of the patent: 

(1) Is in writing or other tangible form and dated; 

(2) Contains the name and address of the requesting party and 
the accession number of the deposit; and 

(3) Is communicated in writing by the depository to the 
depositor along with the date on which the sample was furnished 
and the name and address of the party to whom the sample was 
furnished. 

(c) Upon request made to the Office, the Office will certify 
whether a deposit has been stated to have been made under 
conditions which make it available to the public as of 
the issue date of the patent grant provided the request con- 
tains: 

(1) The name and address of the depository; 

(2) The accession number given to the deposit; 

(3) The patent number and issue date of the patent referring to 
the deposit; and 

(4) The name and address of the requesting party. 


§ 1.809 Examination procedures. 


(a) The examiner shall determine pursuant to § 1.104 in each 
application for patent, application for reissue patent or reexami- 
nation proceeding if a deposit is needed, and if needed, if a 
deposit actually made is acceptable for patent purposes. If a 
deposit is needed and has not been made or replaced or supple- 
mented in accordance with these regulations, the examiner, 
where appropriate, shall reject the affected claims under the ap- 
propriate provision of 35 U.S.C. 112, explaining why a deposit 
is needed and/or why a deposit actually made cannot be ac- 


cepted. 

(b) The applicant for patent or patent owner shall respond to 
a rejection under paragraph (a) of this section by 

(1) In the case of an applicant for patent, making an acceptable 
original or replacement or supplemental deposit or assuring the 


Office in writing that an acceptable deposit will be made on or 
before the date of payment of the issue fee, or, in the case of a 
patent owner, requesting a certificate of correction of the 
which meets the terms of paragraphs (b) and (c) of § 1. 

(2) Arguing why a deposit is not needed under the circum- 
stances of the application or patent considered and/or why a 
deposit actually made should be accepted. Other replies to the 
examiner's action shall be considered non-responsive. The re- 
jection will be repeated until either paragraph (b)(1) of this 
section is satisfied or the examiner is convinced that a deposit is 
not needed. 

(c) If an application for patent is otherwise in condition for 
allowance except for a needed deposit and the Office has re- 
ceived a written assurance that an acceptable it will be 
made on or before payment of the issue fee, the will mail 
to the applicant a Notice of Allowance and Issue Fee Due 
together with a requirement that the needed deposit be made 
within three months. The period for satisfying this requirement 
is extendable under § 1.136. Failure to make the needed deposit 
in accordance with this requirement will result in abandonment 
of the application for failure to prosecute. 

(d) For each deposit made pursuant to these regulations, the 
specification shall contain: 

(1) The accession number for the deposit; 

(2) The date of the deposit; 

(3) A description of the deposited biological material suffi- 
cient to specifically identify it and to permit examination; and 

(4) The name and address of the depository. 


Dated: July 21, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
[1106 OG 37] 
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(141) Plant Life—Patentable Subject Matter 
The decision by the Board of Patent Appeals and Interfer- 
ences in Ex Parte Hibberd (Sept. 18, 1985) held that the Plant 
Patent Act (35 USC 161-164) and the Plant Variety 
Act (7 USC 2321 et seq.) do not represent the exclusive forms 
of protection for plant life covered by these acts, and that there 
is no irreconcilable conflict between these plant-specific statutes 
and 35 USC 101. It is clear from the Board decision that 
life is not excluded from patent protection under 35 USC 101. 
_ Accordingly, the Patent and Trademark Office is now exam- 
ee eee 
se, sote, plant pars. To the extent that the claimcd subject 
matter is directed to a “ 
composition of matter — a of human i 
mond v. Chakrabarty, 447 U.S. 303 (1980)), such claims will 
not be rejected under 35 USC 101 as being directed to unpat- 
entable subject matter. 


DONALD J. 
Commissioner of Patents and 
Trademarks—Designate. 


[1060 OG 4] 


Oct. 8, 1985. 


(142) Petitioning to Make Applications Relating 
to Biotechnology Special 
This notice is intended to highlight the procedures which are 
available to applicants and, in particular, to applicants 
biotechnology 


of prosecution in the Patent and Trademark Office. 
ee ene peel aite aa ae 
granting petitions to make special on a number of 
grounds include, for example, poem ee 
invention, actual infringement of the invention, that the inven- 
tion will materially enhance the quality of the environment and 
for inventions relating to safety of research in the field of 
recombinant DNA. Se (MPEP) scction 708-02 for details. 
Examining 


Applicants seeking patents relating 
rg may petivon sed on ay ofthe above grounds they 
criteria. 

“laa (one which has not received any exami- 
ndharty df ae ond aol status under 
the accelerated examination program. As set forth in MPEP 
708.02, applicants are not subject to any of the above-mentioned 
criteria under this but merely must 1) submit a written 
petition and the fee set forth in 37 CFR 1.17(i) which presently 
is $72.00; 2) present all claims directed to a single invention; 
3) submit a statement that a pre-examination search was made, 

by whom the search was made and listing the field 

of search; 4) submit one copy of each of the references deemed 

most closely related to the subject matter by the 

claims, and 5) submit a detailed discussion of references 

out how the claimed subject matter is distinguishable 

over the references. 2 8 ee 
this special status does not meet all wed meme ee ing 

above, applicant will be notified of the Snes ombeguen 
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including an explanation of the basis for making the statement. 
This newly established interim procedure will remain in effect 
until further notice in the Official Gazette. It is intended that 
o notice discontinuing this procedure will be published as the 

pendency approaches the 18 month goal in this area. 
If the number of requests for making applications special under 
this procedure is too great, the procedure may have to be limited 
or discontinued. 

The Office is continuing to work to reduce the pendency time 
for all applications. Special efforts are being made to reduce 
the pendency of biotechnology applications where filings are 
increasing rapidly and an already large backlog exists. Mean- 
while, applicants who so desire can petition to have their 
applications made special as noted above. Questions concerning 
petitions to make special should be directed as follows: 


1) to the Office of the Assistant Commissioner for Patents for 
petitions based on the grounds of prospective manufacture 


or infringement; 
2) to the Board of Patent Appeals and Interferences for 
petitions on applications within the jurisdiction of the 
Board; or 


3) to the appropriate Examining Group for petitions to make 
special on all other grounds. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


June 22, 1988 


[1092 OG 55] 


37 CFR Part 1 
[Docket No. 21001-201] 


File Wrapper Continuing Application Procedure 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 
Summary: The Patent and Trademark Office is amending the 
rules of practice in patent cases to provide a new procedure for 
filing continuation, continuation-in-part, and divisional patent 
applications. This procedure is being provided to simplify filing 
and processing of continuation, continuation-in-part and divi- 
sional patent applications which have heretofore required a new 
set of application papers. By using the application which is to 
be abandoned, the procedure will eliminate many of the prob- 
lems currently involved in preparing and processsing such 
continuing patent application b 
Effective Date: Feb. 27, 1983. 
For Further Information Contact: Mr. Louis O. Maassel by 
telephone at (703) 557-3070, or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
Information: The Patent and Trademark 
is amending the rules of practice for patent cases to permit 
an applicant to file a continuation or division of a pending patent 
application by simply filing a request therefor and paying the 
application filing fee. To file a continuation-in-part 
application, an amendment adding the additional subject matter 
and an oath or declaration relating thereto is also required. 
The “file wrapper continuing” (FWC) procedure is incor- 
porated in the rules by adding a new (g49 1.62. Under this 
simplified procedure, any continuing application such as a 
continuation, continuation-in-part, or divisional application 
vo Rtg? Ay SA RE FL 
app! which —— on will become automatically 
expressly abandoned. Under the FWC procedure, a new serial 
number is assigned and the specification, drawings and other 
papers in the parent application file wrapper are used as the 
papers in the continuing application. Changes in inventorship 
may be made. The “file wrapper continuing” (FWC) procedure 
is available for utility, design, plant, and reissue applications 
to the full extent that continuing applications can now be filed 
in such applications. Use of the FWC procedure will automati- 
cally result in express abandonment of the prior application as 
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of the date that the continuation, continuation-in-part, or divi- 
sional application is filed. 

The FWC procedure could be used for any continuation, 
continuation-in-part or divisional application provided the 
applicant wishes the copending prior application to become 
abandoned. If a divisional application is desired without aban- 
donment of the parent application, the procedure, under {249 
1.60 should be used. Applicant also has the option of filing new 
application papers with a reexecuted oath or declaration. 


Background 


The notice of proposed rulemaking was published in the 
Federal Register on Nov. 7, 1980 at 45 FR 73965 and in the 
Official Gazette on Dec. 9, 1980 at 1003 O.G. 9. An oral hearing 
was held on Feb. 4, 1981. 


Discussion of Major Issue Involved 


A continuation or divisional application is an application in 
which the disclosure is identical to an earlier application. 
However, the claims may be changed. Continuation applications 
are often filed in situations where the applicant feels that the 
issue of patentability has not been satisfactorily resolved before 
the examiner and the application is not in condition for an appeal 
from the final rejection to the Board of Appeals. Divisional 
applications are filed voluntarily or as a result of a requirement 
for restriction by the examiner in a prior application. Continu- 
ation-in-part applications are filed where additional subject 
matter is added and claimed in the application. Under 35 U.S.C. 
120 of the patent law, a continuation, continuation-in-part or 
divisional application may be filed during the pendency of the 
prior application and the benefit of the filing date of the prior 
application for the subject matter disclosed therein may be 
obtained. 

The practice under § 1.60 has resulted in a number of 
problems, especially difficulties in obtaining good-quality 
copies of prior applications. In addition, the practice involves 
unnecessary handling and processing delays. 

Under new § 1.62, the specification, claims and drawings, 
and any amendments in the prior application are made available 
for use in the continuation, continuation-in-part, or divisional 
application. A new filing fee is required in accordance with 35 
U.S.C. 41 and 37 CFR 1.16. The only other statutory requirement 
under 35 U.S.C. 111 is a signed oath or declaration. Since a 
continuation or divisional application cannot contain new 
matter, the oath or declaration filed in the prior application would 
supply all the information required under the statute and rules 
to have a complete application and to obtain a filing date. 
Accordingly, the previously-filed oath or declaration will be 
considered to be the oath or declaration of the § 1.62 continuation 
or division. However, if a continuation-in-part application is 
being filed, or a correction of inventorship is being made, then 
a new oath or declaration must be signed and filed by the 
applicant. 

The original disclosure of an application filed under § 1.62 
will be the original t ication as executed by the 
inventor(s). However, the filing fee will be based on the claims 
in the § 1.62 application after entry of any unentered amend- 
ments under § 1.116 in the prior application and any preliminary 
amendment which may accompany the FWC request and fili 
fee. The Certificate of Mailing Procedure under 37 CFR 1.8 will 
not apply to filing a request for a “File Wrapper Continuing” 
application since the filing of such a request is considered to 
be a filing of application sc for the purpose of obtaining 
an application filing date (37 CFR 1.8(a)(i)). 

The applicant may file a signed FWC request and the regular 
es 1.16 and other necessary papers with the Patent 

and Trademark Office, either by mail addressed to “Box FWC” 
or in person with the mail room. An individual check or deposit 
account authorization should accompany each FWC applica- 
tion, since combined checks delay processing. 

The and Mail Division will sort out all “Box 
FWC” “aed. upon receipt and deliver them to a reader for 
2 a handling. The reader would apply the “Mail 

date stamp ne mark the categories of the fees. The 
cami application would be assigned a regular 
national serial number and be placed in a “Jumbo” size file 
wrapper. The Special Handling Branch will review the FWC 
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request for accuracy and completeness and assign the filing date 
if everything appears to be in order. Problems will be handled, 
insofar as possible, by calling the applicant or attorney by 
telephone. There will be no need for any processing of the FWC 
application by the Classification or Examination Branches of 
Application Division since there are no papers to be examined 
and the FWC application will be routed to the group assigned 
the prior application. When the FWC application file wrapper 
is received in the — group, the parent application will 
be promptly obtained and by aclerical staff member. 
All of the correspondence from the Office in a FWC appli- 
cation will refer to the FWC application serial number and 
filing date and will be processed in the same manner as any 
other continuation, continuation-in-part or divisional i 
tion. The first action final rejection 
706.07(b) of the Manual of Patent Examining 
also apply to FWC applications filed under § 1.62. 

The PALM III system will supply information to authorized 
persons as to the location of the parent application file wrapper 
and will tie the parent application number to the FWC application 
number. 

The provisions of § 1.62 provide that if any application in 
the file wrapper is available to the public that all applications 
in the file wrapper wiil be available to the public. 

Some of the anticipated benefits of the new § 1.62 procedure 
are the following: 


For the Applicant 


1. Formal requirements will be minimal. 

2. A more prompt first action in the continuing a 
should be received in view of reduced ing time 
Application Division can process promptly all § 1.62 o- 
tions with minimal effort. In the examining groups, the appli- 
cations will be given high priority for processing purposes. 

3. Amendments made to the specification, drawings and 
claims of the prior application will carry over into the § 1.62 
continuing application and will not need to be resubmitted in 
the continuing application. 


For the Public 


$. ae 
since the time delay before examination and issuance of a 
continuing application filed under the § 1.62 procedure would 
be reduced. 

2. The entire record of prosecution could be in one file 
wrapper under the § 1.62 , even if several continu- 
ing applications are filed. This will result in easier access by 
the public to a series of applications if a patent is later issued. 


For the Patent and Trademark Office 


1. The workload of reviewing and processing new applica- 
tion papers in the Application Division will be reduced. 

2. The examining group clerks will not be required to again 
enter amendments made in the prior application. 

3. Less space will be required under § 1.62 since there 
will be fewer papers to store. 

4. The prior file history and references cited 
therein will be readily available to the examiner under § 1.62 
and will not need to be ordered from abandoned files. 

5. The Office will not be required to prepare a copy of the 
prior application file under the § 1.62 procedure. 


Discussion of Comments Received 
soak &> quapueed Captiaen akoian 4 tie oes 
pn A total of 23 comment letters were received. Six of 


these letters were received from patent 
presented oral comments at the hearing. The comments 


an applicant could pay a fee to have a final rejection withdrawn 
so that prosecution could be extended in an rather 
than filing a continuing application. This suggestion was not 
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adopted for several reasons. Such a procedure could not be used 
for filing of continuation-in-part applications, the average 
pendency of applications in the Office would be extended, and 
significant problems in internal record systems would be 
created. 

A number of comments were received which presented 
specific suggestions to § 1.62. Four letters commented 
that the requirement of proposed § 1.62(a)4 to supply informa- 
tion as to title, address, etc. in order 
to file under § 1.62 could easily lead to filing errors. 

In final § 1.62(a)(3) only the serial number, filing date and 
applicant’s name of the prior are required. The filing 
of information relating to the title, "$s name, etc. is 
however in paragraph (ec) of final § 1.62 and is needed 
to prepare Office records and the filing receipt. 

One comment letter was received which indicated that a 
specific reference should be made to unentered amendments 
filed under 37 CFR 1.116. Such a reference has been added to 
paragraph (a)(2) of § 1.62. 

Two letters o bjected t o t he r equirement i n 
§ 1.62(a)(2) that a new set of claims be 
ment has been deleted from final § 1.62. 

Po map pte cert ee me 
t$1.62. One comment argued that the proposed practice 


. This require- 


the file wrapper may arise. It is felt, however, that access 
Ce a ee 6 eS ee 
arama pn ctenng ab The current PALM Ill 


computer record system is capable of indicating the location 
of both the prior and continuing applications. 

One comment was received relating to proposed § 1.138 
which indicated that the reference to § 1.60 was confusing. The 
reference to § 1.60 has been deleted in final § 1.138. 

New § 1.62 sets forth the requirements of the file wrapper 


continuing 

Section § 1.138 is amended so that a registered attorney 
agent could, without being of record, flea § 1.62 aplication 
and expressly abandon a pending prior application. Such 
cation would unt oilees eactionsl’s Vieiue to aay oma eames 
since the prior application would only be expressly abandoned 
if a filing date was granted to a continuing application. 


Other Considerations 


Environmental, Energy, and Other Considerations: The rule 
change will not have a significant impact on the quality of the 
human eS ee 

This rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980(44 U.S.C. 
3501 et seq.). 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities because it adds 
no burdens and does simplify filing procedures 
Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and 
patents, Lawyers. 
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(Text of adopted rules appears in 37 CFR, revised July 1, 
1983.) 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Sept. 30, 1982. 


{FR Doc. 82-29283 Filed 10-23-82: 8:45 am] 
BILLING CODE 3510-16-M 


[1024 O.G. 59] 


(144) t of Commerce 
Patent and Trademark Office 


37 CFR Part 1 


Reissue, Reexamination, Protest and Examination 
Procedures in Patent Cases 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent cases (1) to eliminate consideration 
of the so-called “no defect” reissue applications, (2) to limit 
the participation by protestors during the examination of patent 
applications, (3) to reject and permit appeal to the Board of 
Appeals for failure to comply with the duty of disclosure rather 
than striking applications without appeal rights, and (4) to clarify 
the interface between patent application examination and patent 
reexamination in certain areas. These changes are intended to 
(1) reduce the prosecution costs of patent applicants, and (2) 
permit some of the Patent and Trademark Office resources now 
devoted to consideration of the so-called “no defect” reissue 
applications, and to extensive participation by protestors during 
application examination, to be directed toward reduction of the 
backlog of pending patent applications. The changes are also 
intended to provide for review by the Board of Appeals of duty 
of disclosure issues which arise during patent application 
examination. The rule changes are further intended to clarify 
the interface between the duty of disclosure during patent 
application examination and the duty of disclosure during patent 
reexamination, as well as the treatment of concurrent reissue 
and reexamination proceedings on the same patent. 
Effective Date: July 1, 1982. 

For Further Information Contact: Mr. R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks. 
Washington, D.C. 20231. 


Supplementary Information: 


Background 


A notice of proposed rulemaking was published in the 
Federal Register on Nov. 10, 1981, at 46 FR 55666-55672 and 
in the Official Gazette on Dec. 8, 1981, at 1013 O.G. 19-25. 
An oral hearing was held on Feb. 4, 1982. Forty-two written 
letters and statements were submitted. Fourteen persons testified 
at the oral hearing which resulted in 113 pages of testimony. 
Consideration was also given to the comments presented at the 
oral hearing on Apr. 16, 1981, relating to the proposed rules 
for implementing patent reexamination. 


Objectives of Rule Change 


The rule change is designed to adopt and implement sug- 
gestions from members of the public for changes in patent 
examination practice considered desirable in light of the 
implementation of statutory patent reexamination, contained 
in Public Law 96-517. Many of the persons who commented 
in writing and at the hearing held on Apr. 16, 1981, on the 

rules for implementing patent reexamination favored 
modification of patent examination rules as amended herein. 
This rule change is designed to implement the suggestions 
received and, in particular, to reduce the prosecution costs of 
patent applicants by limiting the amount of participation by 
protestors during the patent application examination process. 
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The rule change also seeks to reduce the amount of time 
required by the Patent and Trademark Office to examine 
protested applications by limiting protestor participation. The 
technical expertise of the Patent and Trademark Office will 
continue to be available to make determinations of patentability 
on the basis of prior art and related facts on an ex parte basis. 
However, the patent examiners in the Office are not trained as 
hearing examirers and have no substantial experience in 
handling inter partes matters. Under the rule change, protestor 
participation will be limited to the filing of papers in opposition 
to the grant of a patent with no Office communications to the 
protestor resulting therefrom beyond an acknowledgment of 
receipt of a protest or petition to strike in reissue applications. 
The opportunity to comment on Office actions and applicants’ 
responses is eliminated. The rule change also intends to accom- 
plish these purposes by eliminating the considerazion of reissue 
applications not initially presented to correct defects pursuant 
to 35 U.S.C. 251. 

The rule change is also designed to provide for review by 
the Board of Appeals of duty of disclosure issues which arise 
during patent application examination. This is accomplished by 
amending § 1.56(d) to provide that the claims in an applica- 
tion be rejected if upon examination pursuant to 35 U.S.C. 131 
and 132 it is found that applicant is not “entitled to a patent 
under the law” because of fraud or a violation of the duty of 
disclosure. The rejection would be made under the same 
conditions and circumstances previously used to strike an 
application, i.e., “clear and convincing evidence” of fraud or 
any violation of the duty of disclosure through bad faith or gross 
negligence. The statute, 35 U.S.C. 131, provides forexamination 
of an application “and if on such examination it appears that 
the applicant is entitled to a patent under the law, the Commis- 
sioner shall issue a patent * * *” Section 132 of Title 35, United 
States Code, makes provision for the rejection of a claim for 
a patent as a result of the examination directed by 35 U.S.C. 
131. While questions of fraud and violations of the duty of 
disclosure have historically been dealt with by the Commis- 
sioner through the mechanism of striking the affected applica- 
tion, there is no statutory requirement that the Commissioner 
act in that manner. Clearly the Commissioner can choose how, 
and by whom, the examination directed by 35 U.S.C. 131 can 
be made. 35 U.S.C. 132 authorizes a rejection in those circum- 
stances where applicant is not “entitled to a patent under the 
law.” The rule change simply modifies the mechanism and 
procedures which the Commissioner will use where the appli- 
cant is not “entitled to a patent under the law” because of failures 
to comply with § 1.56(d). 

The rule change is also designed to clarify the interface 
between patent application examination and patent reexamina- 
tion in certain areas. The two areas involved are duty of dis- 
closure and concurrent proceedings involving a patent under 
reexamination and for which a reissue application has been filed. 

Sections 1.56, 1.106, 1.175, 1.193, 1.291, 1.555, 1.565, and 
1.570 are amended to accomplish the purpose indicated above. 


Discussion of Specific Rules 
Access and Publication of Reissue Applications 


The changes proposed in § 1.11 are not being adopted since 
only one of the twenty-two comments favored the changes. 

The publication of notices of the filing of reissues and 
provisions for public access to reissues will therefore continue 
as at present. Such publication eliminates the need for interested 
members of the public to periodically monitor the patent files 
to determine if a reissue application has been filed. 


Amendments to § 1.56 


A large majority of the comments supported the amendments 
to § 1.56. A number of comments questioned the advisability 
of having relatively inexperienced or non-attorney examiners 
handle questions of fraud or violation of the duty of disclosure. 
In response thereto, the amendments to the rule do not require 
that such questions be handled by the examiner who examines 
the —— for questions of obviousness, enablement, etc. 
The ice presently plans to have questions of possible fraud 
or violation of the duty of disclosure examined by examiners 
with legal training assigned to the Office of the Assistant 
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Commissioner for Patents. Several comments suggested that the 
provisions for striking an application pursuant to existing 
paragraph (c) of § 1.56 are inconsistent with the rejection for 
fraud or violation of the duty of disclosure contemplated in the 
amendment to paragraph (d). In response thereto, it is pointed 
out that paragraph (c) of § 1.56 makes striking of the application 
discretionary with the Commissioner. It is thus more appropriate 
to retain this authority to strike the application in appropriate 
circumstances rather than to make it subject to a rejection. No 
inconsistency is seen between the different routes under para- 
graphs (c) and (d) of { g49 1.56. Several comments were received 
indicating concern about the possible delay of a decision by the 
Board of Appeals pending consideration of a fraud or duty of 
disclosure question. In response to these concerns, it is pointed 
out that less time overall will be required by having the Board 
of Appeals consider the matter once rather than in a series of 
separate decisions. Further, expense to the applicant will be 
minimized by one appeal rather than two. The amendments to 
§ 1.56 are adopted as proposed except for some clarifying 
changes in paragraph (g). 

Section 1.56 is amended by revising the title and paragraph 
(d), and by adding new paragraphs (e) through (i). The revision 
to the title and paragraph (d) provides for the rejection of claims 
upon examination pursuant to 35 U.S.C. 131 and 132 on the 
ground that applicant is not entitled to a patent under the law 
if it is established by clear and convincing evidence (1) that any 
fraud was practiced or attempted on the Office in connection 
with the application, or in connection with any previous 
application upon which the application relies, or (2) that there 
was any violation of the duty of disclosure through bad faith 
or gross negligence in connection with the application, or in 
connection with any previous application upon which the 
application relies. Under amended (d), any rejection 
which would be made would include all the claims in the 
application. 

The standards to be used in rejecting the claims under 
paragraph (d) as amended, would be the same as those utilized 
by the Commissioner in striking applications pursuant to present 
paragraph (d), i.e., clear and convincing evidence of fraud or 
any violation of the duty of disclosure through bad faith or gross 
negligence. Consistent with present practice, the revision of 
paragraph (d) looks to fraud or a violation of the duty of 
disclosure through bad faith or gross negligence with relation 
to the application under consideration or any previous appli- 
cation upon which the application relies. 

The phrase “in connection with the application” is construed 
in the same manner as in the present unamended paragraph (d). 
For purposes of this section, a reexamination proceeding on a 
patent would be considered as being “in connection with the 
application” insofar as consideration of any subsequent reissue 
application is concerned. The phrase also includes within its 
scope the mere refiling of the subject matter of an application 
in another application without relying in the second application 
upon the first application. Thus, an appropriate rejection upon 
examination pursuant to 35 U.S.C. 131 and 132 based on 
conduct or actions proscribed by § 1.56(d) could not be avoided 
merely by refiling the subject matter of the application in a 
second or subsequent application which did not rely upon the 
earlier application. The phrase “in connection with any previous 
application upon which the application relies” is intended to 
include all applications upon which the application under 
consideration relies, either directly or indirectly. For example, 
an application to reissue a patent obviously relies upon the 
application which resulted in the patent sought to be reissued. 
Likewise, continuation applications, continuation-in-part appli- 
cations, and divisional applications also rely upon one or more 
parent applications. 

New paragraph (e) of § 1.56 normally delays the examina- 
tion of an application for compliance with paragraph (d) of § 
1.56 until such time as (1) all other matters are resolved, or (2) 
appellant’s reply brief pursuant to §:1.193(b) has been received 
and the application is otherwise ready for consideration by the 
Board of Appeals, at which time the appeal will be su: 
for examination pursuant to paragraph (d) of this section. 
plans are to have this examination on the question of fraud or 
violation of the duty of disclosure conducted by examiners with 
legal training assigned to the Office of the Assistant Commis- 
sioner for Patents. (e), as added, would thus permit 
the resolution of issues arising under § 1.56(d) to be delayed 
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until consideration of such issues is 


uti eter issues have been eolvedm favor of applicant. Unde 
—— ee aa would be suspended for exami- 
(d) of § 1.56 once 


nation pursuant to 
appellant’ ssuply telof porsuant 0061. 193(b) has been received 


pursuant 

§ 1.56 including any appeal pursuant to § 1.191. New 

(e) also indicates that where an appeal has already 

based on a rejection on other grounds, any further rejection under 
amended paragraph (d) will be treated in accordance with 
amended § 1.193(c). 

New (f) continues the present long standing 
practice whereby any member of the public can file a petition 
to strike an from the files pursuant to paragraph (c) 
of § 1.56. Such petitions are currently being filed without 
specific mention in § 1.56. Under revised § 1°56 potidens to 
strike an application for a violation of § 1.56 are limited to 
violations of paragraph (c), 6 eee 
(d) being subject matter for rejection under paragraph (d). New 
ES ee ee 
of paragraph (c) which is entered in the file must 
(1) Be timely filed, (2) specifically identify the application to 
which the petition is directed, and (3) be served on the applicant 
or be filed with the Office in duplicate in the event service is 
not possible. New paragraph (f) does not specifically limit a 
“timely petition” to any particular point in the examination of 
the application. Such petitions will generally be considered 
“timely” if they are filed before final rejection or allowance 
of the ication by the examiner. Whether or not a petition 
filed after final rejection or allowance of the application by the 
examiner is considered “timely” will depend upon the circum- 
stances and the point in the prosecution at which the petition 
is submitted. 

New paragraph (f) requires that the petition specifically 

directed. While 


identification must include enough specificity that the Office 

cundantdavetiieuainptamadindctasaeeeetiiion 
is directed. Paragraph (f) requires service of the petition on the 
applicant, or a duplicate copy in the event service is not possible, 
before the petition will be entered. While the Office might, in 
some circumstances, and serve a petition on the 
applicant, a member of the public would have no assurance that 
this would be done and, under paragraph (f), could not rely upon 
the Office doing so. pay peer ge ry | 
filed by an attorney ee a 

Semana 1.56 assures a member of the public 
that a petition to strike an application for violation of 
6 eee 
be considered by the Office. way <r ~ 
conform to additional language in § 1. eh The Office wil 
send petitioner an acknowledgment of the entry of 
to strike in a reissue application file. However, the will 
not communicate with the member of the public filing such a 
petition in non-reissue applications, except for the return of any 
self-addressed postcard which was enclosed which merely 
acknowledges receipt of the petition. The member of the public 
filing the petition will not be permitted to contact the Office 
as to the disposition, or status, of the petinon, or to participate 
in any Office proceedings relating to the petition. No further 
quptes Gill bo adhanutetend or cunsidensé entets Gap elles 
new issues which could not have been earlier presented and 
thereby constitute a new proper petition. Mere arguments 
relating to the Office’s decision on the petition or applicant's 
response to the petition would not qualify as a new proper 
petition. The disposition of the peiition, once one has been filed, 
will, under paragraph (g), be an ex parte matter between the 
Office and the applicant. Paragraph (g) provides for commu- 
nication by the Office with the applicant regarding a petition 
to strike the epplication whi-i has been entered in the application 
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file. Under new paragraph (g) the applicant could be required 
by the Office to respond to the petition. Any such response would 
be ex parte and would not be served on the member of the public 
filing the petition. 

New paragraph (h) of § 1.56 provides that any member of 
the public may seek to have the claims in an application rejected 
pursuant to the amended paragraph (d) of § 1.56 by filing a timely 
protest in accordance with § 1.291. New paragraph (h) also 
requires that any such protest filed by an attorney or agent 
seeking a rejection of claims pursuant to amended paragraph 
(d) of § 1.56 must be in compliance with § 1.346. One comment 
suggested that the last sentence of paragraph (h) is redundant 
since § 1.346 applies without any specific mention. After careful 
consideration of the comment the sentence is being retained in 
order to emphasize and remind attorneys and agents of the 
obligations imposed by § 1.346. 

New paragraph (i) provides for the Office requiring the 
applicant to supply information pursuant to paragraph (a) of § 
1.56 in order for the Office to decide any issues relating to 
paragraphs (c) and (d) of § 1.56, whether or not such issues 
arise as a result of a petition or a protest, or arise from other 
sources, e.g., an examiner discovering the issue while studying 
the application file. Any requirements for information under new 
paragraph (i) will be ex parte in nature between the Office and 
the applicant. The ex parte nature of the requirements for 
information under new paragraph (i) differs from past practice 
under which information was required, or requested, from 
applicant and one or more petitioners or protestors in some cases. 


Rejection of Claims 


Five comments were submitted relating to new paragraph 
(c) of § 1.106. Two of the comments favored the paragraph as 
written and three recommended modification or clarification of 
the paragraph to ensure that it is not inconsistent with Jn re Ruff, 
et al., 45 CCPA 1037, 118 USPQ 340 (CCPA 1958), and 
subsequent decisions. No modification or clarification of the 
paragraph is considered necessary since the intent of the 
paragraph was not to change current practice, but was merely 
to emphasize the importance placed on admissions and to make 
{g49 1.106 more closely reflect current practice, which includes 
practice following Jn re Ruff, et al., and subsequent decisions. 
The amendments to § 1.106 are adopted as proposed. 

Section 1.106 is amended to include a new paragraph (c) 
which emphasizes the importance placed on admissions by the 
applicant or the patent owner in a reexamination proceeding 
insofar as matters affecting patentability are concerned. Para- 
graph (c) includes a reference to the use of rejections based upon 
facts within the knowledge of the examiner as provided in § 
1.107. Paragraph (c) does not constitute a change in practice, 
but does result in § 1.106 more closely reflecting current 
practice. 


Reissue Oath or Declaration 


Ten persons commented on § 1.175. Four comments were 
received in support of the proposed change. Three of these 
favorable comments were from patent law groups. Of the six 
comments received opposing the change, two were from patent 
law groups. Eleven comments received at the Apr. 16, 1981, 
hearing on reexamination argued for retraction of the “Dann 
Amendments” which included § 1.175(a)(4). Four comments 
at the Apr. 16, 1981, hearing favored retaining the “Dann 
Amendments”. The arguments supporting the change were 
generally that paragraph (a)(4) was not necessary in view of 
the new reexamination procedure. The arguments opposing the 
deletion were generally that an inter partes practice before the 
Office is desirable from the standpoint of the judiciary and for 
a complete resolution of issues. After careful consideration of 
all of the arguments and the resources available in the Patent 
and Trademark Office, it is felt that the practice under 
(a)(4) of § 1.175 should be discontinued and paragraph (a)(4) 
should be cancelled. 

The numbering of paragraphs (a)(5) and (6) is not being 
changed. Proposed paragraph 1.175(a)(6) is being adopted as 
new paragraph 1.175(a}(7). The proposed wording is otherwise 
being adopted without change. 

Amended § 1.175 eliminates »aragraph (a)(4). Under para- 
graph (a)(4), the Office gave ad\.sory opinions en patentabil- 
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ity over additional prior art without any changes in the patent 
claims. The courts have generally refused to give preclusive 
effect to these advisory opinions. See PIC, Inc. v. Prescon 
Corp., 485 F. Supp. 1302, 205 USPQ 228 (D. Del. 1980), and 
Rohm and Haas Co. v. Mobil Oil Corp., 525 F. Supp. 1298, 
212 USPQ 354 (D. Del. 1981). Accordingly, in view of the 
implementation of patent reexamination pursuant to Pub. L. 
96{g14517 it is appropriate to disconiinue the advisory opinions 
provided pursuant to § 1.175(a)(4). Under amended § 1.175 
an applicant for reissue of a patent will be required to file with 
the reissue application a statement under oath or declaration 
specifically averring a defect in the patent, e.g., “a defective 
specification or drawing,” or an excess or insufficiency in the 
claims. Amended {g49 1.175 also requires, in paragraphs (a)(5) 
and (a)(6), that applicant specify “errors” as opposed to “what 
might be deemed to be errors.” Amended § 1.175 effectively 
eliminates Office consideration of the merits of “no defect” 
reissue applications since any such “no defect” reissue appli- 
cations filed after July 1, 1982, the effective date of the changes 
to § 1.175, will not be examined as to questions of patentabil- 
ity. In addition, § 1.175(a)(7) has been added to parallel the 
provisions in § 1.65 requiring the same acknowledgment of the 
duty of disclosure in the oath or declaration of reissue appli- 
cations as in the case of non-reissue applications. 


Delay in Examination of Reissue Applications 


Six comments were received relative to the proposed changes 
in § 1.176. One comment supported, and five comments 
opposed, deleting the two month waiting period before action 
could be taken by an examiner in a reissue application. The 
opposing comments favored retaining the two month period to 
provide an opportunity for interested parties to submit infor- 
mation relating to the examination of a reissue application after 
notice of the filing thereof has been published in the Official 
Gazette. Since the notices under § 1.11 will continue to be 
published, no need is seen to change § 1.176. The proposed 
change is therefore not adopted. 


Examiner's Answer 

Only one comment was made relating to the proposed 
addition of paragraph (c) to § 1.193. It suggested including a 
minimum time period for response in the rule. This suggestion 
was not adopted because in some circumstances it may be 
appropriate to set a shorter or a longer period for the reply brief. 
The amendments to § 1.193 are adopted as proposed. 

Paragraph (c) adds to § 1.193 a provision that any decision 
rejecting claims pursuant to § 1.56(d) in an application already 
on appeal from a rejection based on other grounds shall 
constitute a supplemental examiner’s answer introducing a new 
ground of rejection and removing the suspension of the appeal 
introduced pursuant to § 1.56(e). Prior to entering any such 
supplemental examiner’s answer under paragaph (c), the Office 
may require information from applicant pursuant to paragraph 
(i) of § 1.56. Under paragraph (c) of § 1.193, the appellant may 
file a reply to the supplemental examiner’s answer. P: 
(c) provides that the appellant’s reply to the supplemental 
examiner’s answer will be considered and responded to as 
necessary with appellant being provided with an additional 
month, or such other time as may be set, within which to reply 
to any such response from the Office. After introduction of a 
supplemental examiner’s answer pursuant to paragraph (c) and 
any replies and response thereto, the application will be for- 
warded to the Board of Appeals for consideration. 


Protests by the Public Against Pending Applications 


Fifteen persons commented on the amendment of 
§ 1.291. Two persons suggested that protests be acknowledged 
by more than the return of a self-addressed postcard. The 
suggestion has been adopted to the extent of providing for an 
acknowledgment of the entry of a protest in a reissue application 
file to be sent to the member of the public filing the protest. 
The suggestion has not been adopted insofar as original appli- 
cations are concerned since these applications are generally 
required to be kept in confidence under 35 U.S.C. 122. Further, 
the use of return postcards is an established method of receiving 
acknowledgment from the Office that a paper has been filed. 
By merely returning the postcard to a protestor in an application 
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for an original patent and directing Office initiated communi- 
cations solely to applicant, the amount of Office resources 
required will be minimized. 

Several persons commented that the protest proceeding 
should be more inter partes. The weight of the comments 
received at the hearings held on Apr. 16, 1981, and Feb. 4, 1982, 
and in writing, favored ex parte proceedings. To ensure that the 
proceedings are essentially ex parte, a sentence is being added 
to paragraph (c) of § 1.291, indicating that active participation 
by a member of public ends with the filing of the protest. To 
retain the inter partes nature of the protest would be contrary 
to the majority of the comments received and to one of the 
major purposes of the rule change, i.e., to reduce the amount 
of time spent by the Office in examining protested applications. 
The amendments to paragraphs (a) and (b) of § 1.291 are adopted 
as proposed and paragraph (c) is being revised as indicated 
above. 

Amended § 1.291 continues to permit protests by the public 
against pending original and reissue applications. The protest 
may include any grounds which the member of the public filing 
the protest believes to be applicable. 

Amended paragraph (a) of § 1.291 provides for entry of a 
protest in the application file if the protest specifically identifies 
the application, is timely submitted, and is either served upon 
the applicant in accordance with § 1.248, or filed with the Office 
in duplicate, in the event service is not possible. The comments 
made above in the discussion of new paragraph (f) of § 1.56 
regarding the timeliness of the filing or submission, specific 
identi-fication of the application, and service on the applicant, 
are also applicable to the amendments of paragraph (a) of § 
1.291. The requirement that the Office acknowledge the filing 
of a protest is deleted from paragraph (a), but is covered in 
paragraph (c). 

New paragraph (b) of § 1.291 assures members of the public 
that a protest will be considered by the Office if (1) it specifically 
identifies the application to which it is directed; (2) it is timely 
submitted; (3) it is properly served upon the applicant in 
accordance with § 1.248, or is filed with the Office the duplicate 
in the event service is not possible; (4) it includes a listing of 
the patents, publications or other information relied upon and 
a concise explanation of the relevance of each listed item; (5) 
it includes a copy of each listed patent or publication or other 
item of information in written form, or at least the pertinent 
portions thereof; and (6) it includes an English language trans- 
lation of all the necessary and pertinent parts of any non-English 
language document relied upon. It is considered desirable that 
§ 1.291 advise members of the public as to the contents which 
should be included in any protest since there will be no Office 
communications directed to the member of the public submitting 
the protest under paragraph (c). Thus, under paragraph (c) 
members of the public will not be given an opportunity to 
complete any protest which is incomplete. Amended 
(c) provides for the acknowledgment of the entry of a protest 
in a reissue application file. 

Amended paragraph (c) of §1.291 provides that a member 
of the public filing a protest in an application for an original 
patent will not receive any communications from the Office 
relating to the protest, other than the return of a self-addressed 
postcard acknowledging receipt of the protest. Amended para- 
graph (c) of § 1.291 does not permit the member of the public 
filing the protest, or any other member of the public, to contact 
the Office as to the disposition, or status, of the protest or to 
participate in any Office proceedings relating to the protest. The 
disposition of the protest, once it has been filed will, under 
paragraph (c), be an ex parte matter between the Office and the 
applicant. However, applications which are open to the public 
may be inspected pursuant to § 1.11. 

Amended paragraph (c) provides for the Office to commu- 
nicate with the applicant regarding any protest entered in the 
application file. Under paragraph (c), the applicant could be 
required by the Office to respond to the protest. Any response 
would be ex parte and would not be served on the member of 
the public filing the protest. Paragraph (c) provides for the Office 
to require applicant to supply information pursuant to pargraph 
(a) of § 1.56 in order for the Office to decide any issues raised 
by the protest. Requirements for information under paragraph 
(c) will be ex parte in nature between the Office and the applicant. 
The ex parte nature of the requirements for information under 
paragraph (c) differs from past practice under which information 
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could be ired, or from applicant and one or more 
protestors. Under amended (c), the active participa- 

Hon ofthe protesior ends with he fling of the protest and no 
further submission on behalf of the protestor will be 

edged or considered unless such submission raises new issues 
which could not have been earlier presented, and thereby 
constitutes a new protest. Mere arguments ing to an Office 
action or an applicant’s response would not ify as a new 
protest. 


Duty of Disclosure in Reexamination Proceedings 


Only two comments were received relative to proposed § 
1.555. One comment argued that the Office should never ignore 
a violation of the duty of disclosure or leave it hanging. In 
response thereto, neither the statute nor the presently existing 
reexamination rules provide for reexamination on grounds other 
than those based on patents or printed publications. The second 
comment questioned whether a patent owner has a duty to cite 
new prior art after a request but prior to an order to reexamine. 
No further clarification of the section is necessary since § 
1.555(a) specifics when the patent owner should file a prior art 
statement in a reexamination proceeding. The amendments to 
§ 1.555 are as proposed. 

Amended § 1.555 makes the duty of disclosure in reexami- 
nation proceedings more consistent with the duty of disclosure 
in patent applications. Paragraph (a) of § 1.555 specifies that 
a duty of candor and good faith toward the Patent and Trademark 
Office rests on the patent owner or involved employees of the 
patent owner, on each attorney or agent who represents the 
patent owner, and on every other individual who is substantively 
involved on behalf of the patent owner in a reexamination 
proceeding. This rule is consistent with the duty set forth in § 
1.56(a) insofar as patent applications are concerned, except that 
in paragraph (a) of § 1.555 the patent owner is specified rather 
than the inventor as set forth in paragraph (a) of § 1.56. This 
does not, however, impose the responsibility for compliance 
with the duty of disclosure on a corporate entity or organization 
but leaves the responsibility with involved individuals in the 
corporation or other organization. Paragraph (a) of § 1.555 
places a requirement on the individuals identified to bring to 
the attention of the Office patents or printed publications 
material to the reexamination which have not been previously 
made of record in the patent file and specifies how that should 
be accomplished. 

Amended (b) of § 1.555 essentially parallels 
existing paragraph (b) of § 1.56 and makes similar pro-visions 
applicable to disclosures in reexamination 

Amended paragraph (c) of § 1.555 provides that the duties 
of candor, good faith, and disclosure required in paragraph (a) 
of § 1.555 have not been ied with if any fraud was 
practiced or attempted on the Office or there was any violation 
of the duty of disclosure through bad faith or gross negligence 
by. or on behalf of, the patent owner in the reexamination 
proceeding. The language of paragraph (c) refers to fraud or 
violation of the duty of disclosure in the reexamination proceed- 
ing since such conduct during the pendency of applications is 
covered by § 1.56. 

Amended paragraph (d) of § 1.555 affirms that the respon- 
sibility for compliance with § 1.555 rests upon the individu- 
als identified in paragraph (a). Paragraph (d) also provides that 
no evaluation will be made in the reexamination proceeding by 
the Office as to compliance with {g49 1.555. Paragraph (d) of 
§ 1.555 also provides that questions of compliance with § 1.555 
which are discovered during a reexamination proceeding will 
be noted as unresolved questions in accordance with present 
§ 1.552(c). Paragraph (d) will not preclude the patent owner 
from filing a reissue application to have questions of candor, 
good faith, and duty of disclosure considered and resolved, 
including such questions which arise a reexamination 
proceeding, so long as the requirements of 35 U.S.C. 251 have 
been met. pom An whey Ey. pl 
disbarment proceedings under present § 1 based upon 
conduct during a reexamination 


Concurrent Office Proceedings 


Four comments were received on § 1.565. One comment 


proposed adding a sentence at the end of paragraph (b) of § 
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1.565 reflecting that reexamination would only be stayed in ex- 
traordinary situations. This suggestion has not been adopted 
since it is considered inappropriate to attempt to further define 
by rule the circumstances under which a stay of the reexami- 
nation may be appropriate. Two comments were received raising 
questions as to the treatment, during a merged reissue and 
reexamination proceeding, of broader claims which are present 
therein because of a reissue application which contained 
broadened claims. No clarification or change is necessary since 
the broadened claims are properly in the merged proceeding 
during the period it is merged. Such broader claims which are 
present in both the reissue and reexamination files during the 
pendency of the merged proceeding will be treated in accor- 
dance with the reissue statute and case law during the pendency 
of the ing. If the merged proceeding ceases to 
exist because of the abandonment of the reissue application, the 
claims in the reexamination file, including any broadened 
claims, will be examined in accordance with the reexamination 
Statute and rules. Finally, one comment did not agree with 
merging reissue and reexamination proceedings because the 
merger is not seen to produce cost savings or other salutary 
results. One of the reasons for the merged proceedings is to 
ensure that claims of differing scope and inconsistent responses 
are not presented at the same time in different proceedings in 
the same patent. Moreover, since the proceedings are concurrent 
rather than sequential, a significant savigs in resources and 
overall pendency time may be realized by merging in many 
cases. 

The amendment to § 1.565 clarifies the proposed language 
of paragraph (b), eliminates from paragraph (b) the last two 
sentences relating to the treatment of concurrent reexamination 
and reissue proceedings, and adds a new paragraph (d) relating 
to this subject. The clarification in paragraph (b) is intended to 
avoid misinterpretations relating to stay determinations where 
concurrent litigation or reissue applications are involved. 

Under new paragraph (d), which is consistent with the 
practice presently in effect under paragraph (b), if a reissue 
application and a reexamination g on which an order 
pursuant to present § 1.525 has been mailed are pending con- 
currently on a patent, a decision will normally be made to merge 
the two proceedings or to stay one of the proceedings. New 
paragraph (d) also provides that where merger of a reissue 
application and a reexamination proceeding is ordered, the 
merged examination will be conducted in accordance with 
present §§ 1.171-1.179. The examiner, in examining the merged 
proceeding, will apply the reissue statute and case law, in 
addition to applicable provisions of §§ 1.171-1.179, to the 
merged proceeding. This is appropriate in view of the fact that 
the statutory provisions for reissue applications and reissue ap- 
plication examination include, inter alia, provisions equiva- 
lent to 35 U.S.C. 305 relating to the conduct of reexamination 
proceedings. New paragraph (d) of § 1.565 makes clear that 
the patent owner must place and maintain the same claims in 
the reissue application and the reexamination proceeding during 
the pendency of the merged proceeding. Under new paragraph 
(d) of § 1.565 the examiner’s actions and any responses by the 
patent owner in a merged proceeding will apply to both the 
reissue application and the reexamination proceeding and will 
be physically entered into both files. New paragraph (d) also 
provides that any reexamination proceeding merged with a 
reissue application shall be terminated by the grant of the 
reissued patent. The amendments to § 1.565 are adopted with 
the changes or clarification indicated in paragraph (b). 


Reexamination Certificate 


Section 1.570, as amended, revises paragraph (e) to refer to 
new paragraph (d) of § 1.565 rather than paragraph (b) in order 
to reflect the changes in § 1.565. 

No comments were received concerning the section and it 
is adopted without change. 


Interim Procedures on Applications Pending on Effective Date 


On July 1, 1982, the revised procedures of §§ 1.56(d) and 
1.193(c) will apply to any applications then pending which have 
not been the subject of a final Office decision on questions of 
fraud or violation of the duty of disclosure. Any petition to strike 
an application from the files or any protest against a pending 
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application filed prior to July 1, 1982, will be governed by the 
rules in effect prior to that date. Any applications filed under 
§ 1.175(a)(4) prior to July 1, 1982, will be examined until the 
application is amended and a reissue patent issues thereon or 
the application becomes abandoned. For a discussion of the 
interim practice in effect prior to July 1, 1982, see 1013 O.G. 
18-19. 

Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Lawyers. 


Amendment of Regulations 


(Text of adopted rules appear in 37 CFR, revised July 1, 
1983.) 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks 


Apr. 6, 1982. 


{FR Doc. 82-13613 Filed 5-18-82; 8:45 am) 
BILLING CODE 3510-16-M 


[1019 O.G. 37] 


(145) Interim Reissue, Reexamination, Protest, And 
Examination Procedures In Patent Cases Pending 
Proposed Revision of 37 CFR §$§ 1.11, 1.56, 1.106, 

1.175, 1.176, 1.193, 1.291, 1.555, 1.565, and 1.570. 


This notice sets forth, in general, the practice the Office 
intends to follow pending a final determination on the “Notice 
of proposed rulemaking” published in the Federal Register on 
November 10, 1981, at 46 F.R. 55666-55672. The “Notice of 
proposed rulemaking” is also being published in this issue of 
the Official Gazette. 


Practice Relating To § 1.11 


Any reissue application which is presently open to inspection 
by the general public pursuant to present § 1.11(b), and any 
reissue application filed before the effective date of a change 
in the rule, will continue to be open to inspection by the general 
public. No restriction of access to those reissue applications is 
contemplated at this time, either during their pendency before 
the Office, or after an abandonment of the reissue application. 
The filing of reissue applications will continue to be announced 
in the Official Gazette pending revision of § 1.11(b). 


Practice Relating To § 1.56 


Any issues arising under § 1.56(d) prior to the effective date 
of a change in paragraph (d) will continue to be handled in 
accordance with paragraph (d) as it presently exists. If paragraph 
(d) is amended as proposed, the Office presently intends to apply 
the revised procedures to any applications then pending which 
have not been the subject of a final Office decision on questions 
of “fraud” or violation of the duty of disclosure. 

Any petitions to strike applications from the files which have 
been filed prior to the date of publication of this Notice in the 
Official Gazette will continue to be treated in accordance with 
the practices in effect prior to this Official Gazette Notice via 
the appropriate sections of the Manual of Patent Examining 
Procedure. 

Any petition to strike an application from the files which is 
filed after the date of publication of this Notice will be considered 
in accordance with the procedure set forth in the “Notice of 
proposed rulemaking” insofar as participation by the petitioner 
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is concerned. Since the provisions of 37 CFR 1.56 now in effect 
do not guarantee a member of the public the right to participate 
fully in Office consideration of petitions to strike applications, 
it is considered appropriate and proper to restrict participation 
on behalf of a petitioner as set forth in the “Notice of proposed 
rulemaking” while such proposed rulemaking is pending. At 
this time the degree of participation is solely at the discretion 
of the Commissioner and the Commissioner is hereby = 
in his discretion to restrict such partici . Accordingly, 
petition to strike an application from the files which is filed sfter 
the date of publication of this Notice must include a self- 
addressed postcard specifically identifying the petition and the 
application to which the petition is directed if an acknowledge- 
ment of the filing of the petition is desired. A member of the 
public filing a petition to strike an application after the date of 
publication of this Notice will not receive any communications 
from the Office relating to the petition, other than the return 
of a self-addressed postcard which the Office will stamp and 
return in order to acknowledge receipt of the petition. All Office 
communications will be conducted with the applicant in accor- 
dance with the procedures set forth in the proposed rulemaking, 
which procedures are those currently in effect. 


Practice Relating To § 1.106 


No interim practice is necessary regarding this proposed 
revision since it would not constitute a change in practice, but 
would merely make § 1.106 more closely reflect current practice. 


Practice Relating To § 1.175 


Any applications filed under § 1.175(a)(4) prior to the 
effective date of any change in the rule will be examined until 
the application is amended and a reissue patent issues thereon 
or the application becomes abandoned. 


Practice Relating To § 1.176 


The examination of any applications filed prior to the effec- 
tive date of any change in the rule will continue to be delayed 
for two months after the announcement of the filing in the 
Official Gazette, except where the delay period is waived by 
a decision on a petition under 37 CFR 1.183. 


Practice Relating To § 1.193(c) 


No interim practice is necessary regarding this proposed 
revision since the practice of rejecting claims pursuant to § 
1.56(d) will not be adopted prior to the effective date of a change 
in paragraph (d). 


Practice Relating To § 1.291 


Any protest against a pending application which is filed after 
the date of publication of this Notice in the Official Gazette will 
be treated essentially in accordance with the procedures set forth 
in the “Notice of proposed rulemaking.” Any protests which 
have been filed prior to the date of publication of this Notice 
in the Official Gazette will continue to be treated in accordance 
with the practices in effect prior to this Official Gazette Notice 
via the appropriate sections of the Manual of Patent Examining 
Procedure. Since the provisions of 37 CFR 1.291 now in effect 
do not guarantee a member of the public the right to participate 
fully in Office consideration of protests filed under § 1.291, it 
is considered appropriate and proper to restrict participation on 
behalf of a protestor essentially as set forth in the “Notice of 
proposed rulemaking” while such proposed rulemaking is 
pending. At this time the degree of participation is solely at the 
discretion of the Commissioner and the Commissioner is hereby 
acting in his discretion to restrict such participation. Accord- 
ingly, any protest filed after the date of publication of this Notice 
will be acknowledged as set forth in present § 1.291 on a self- 
addressed postcard which protestor is hereby advised to include 
with the protest. The self-addressed postcard must specifically 
identify the protest and the application to which the protest is 
directed, to the extent such identifying data for the application 
is known. A member of the public filing a protest against a 
pending application after the date of publication of this Notice 
will receive no communication from the Office relating to the 


U.S. PATENT AND TRADEMARK OFFICE 


1110 TMOG 241 


(146) 
protest, other than the self-addressed postcard which the Office 
will stamp and return in order to acknow receipt of the 
protest as set forth in present § 1.291(a). All Office commu- 
nications will be conducted with the applicant in accordance 
with the procedures set forth in the proposed rulemaking, which 
procedures are those currently in effect. Pending adoption of 
the proposed rulemaking the Office will consider protests which 
comply with present §1.291(a) even though the protest does not 
include all the items enumerated in proposed new paragraph 
(b) of § 1.291. 


Practice Relating To § 1.555 


No interim practice is necessary regarding this proposed 
revision since it merely makes § 1.555 more closely parallel 


§ 1.56 and more specifically defines the responsibility of a patent 
owner in a reexamination proceeding. 


Practice Relating To § 1.56 


No interim practice is necessary regarding this proposed 
revision since it merely clarifies, but does not change, present 
practice. 
Practice Relating To § 1.570 
No interim practice is necessary since this revision 
merely reflects the paragraph change proposed in (249 1.565. 
CONCLUSION 


The present interim procedures will be in effect until further 
notice and pending a final determination on the proposed 
rulemaking. 


DONALD J. QUIGG, 


Deputy Commissioner 
of Patents & Trademarks. 


Nov. 16, 1981. 


{1013 O.G. 18} 


(146) Patent and Trademark Office 


Implementation of 37 CFR 1.56 


The Patent and Trademark Office has been reviewing, and 
discussing in conjunction with various private sector groups, 
its implementation of 37 CFR 1.56 which deals with the duty 
of disclosure and inequitable conduct. Determination of inequi- 
table conduct issues requires an evaluation of the intent of the 
party involved. While some court decisions have held that intent 
may be inferred in some circumstances, consideration of the 
good faith of the party, or lack thereof, is often required. In 
several recent court decisions, a high level of proof of intent 
to mislead the Office was in order to prove i itable 
conduct under 37 CFR 1.56. See Jn re Harito, 847 F.2d 801, 
6 USPQ 2d 1930 (Fed. Cir. 1988) and FMC Corp. v. Manitowoc 
Co. inc., 835 F.2d 1411, 5 USPQ 2d 1112 (Fed. Cir. 1988). 

The Office is not the best forum in which to determine 
whether there was an “intent to mislead”, such intent is best 
determined when the trier of facts can observe demeanor of 
witnesses subjected to cross-examination. The Office is not 
presently equipped to handle live testimony. Modifying Office 
procedures to do so would not be an effective utilization of 
resources. A court, with subpoena power, is presently the best 
forum to consider duty of disclosure issues under the present 
evidentiary standard for finding an “intent to mislead”. The 
court proceeding involves two participating adverse parties. 
This is not the case in the Office, ee ee parties 
Se . Aise, it is the 
courts and not the ee ee aa 
an equitable remedy to fit the precise facts in those cases where 
inequitable conduct is established. Furthermore, i 
conduct is not set by statute as a criteria for patentability but 
rather is a judicial application of the doctrine of unclean hands 
which is appropriate to be handled by the courts rather than 
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by an administrative body. Because of the lack of tools in the 
Office to deal with this issue and because of its sensitive nature 
and potential impact on a patent, Office determinations gen- 
erally will not deter subseguent litigation of the same issue in 
the courts on appeal or in separate litigation. Office determi- 
nations significantly add to the expense and time involved in 
obtaining a patent with little or no benefit to the patent owner 
or any other parties with an interest. 

Accordingly, the Office will no longer investigate and reject 
original or reissue applications under 37 CFR 1.56 and to the 
extent 37 CFR 1.56 now requires the Office to do so, it is hereby 
waived. Likewise, the Office will not comment upon duty of 
disclosure issues which are brought to the attention of the Office 
in original or reissue applications except to note in the appli- 
cation, in appropriate circumstances, that such issues are no 
longer considered by the Office during its examination of patent 
applications. Examination of lack of deceptive intent in reissue 
applications will continue but without any investigation of 
inequitable conduct issues. Applicant’s statement of lack of 
deceptive intent normally will be accepted as dispositive except 
in special circumstances such as an admission or judicial 
determination of fraud or inequitable conduct. 

The duty of disclosure requirements set forth in 37 CFR 
1.56(a) will remain in effect pending modification by rulemaking 
procedure. The Office plans to propose a change in the standard 
of the duty of disclosure with respect to information to be 
submitted which an individual knows or should have known 
would render unpatentable any pending claim in an application. 
This would replace the present requirement to submit infor- 
mation which there is a substantial likelihood a reasonable 
examiner would consider important in deciding whether to 
allow an application to issue as a patent. The Office also plans 
to propose that 37 CFR  1.97-1.99 concerning information 
disclosure statements be modified to clarify the manner and 
time for submission of information to the Office for consid- 
eration in an application. Further, the Office has already 
indicated its support for legislation proposed by Congressman 
Kastenmeier in H.R. 4086 with certain clarifying changes. 

This change in practice will not reduce incentives to disclose 
information to the Office promptly. A judicial finding of 
inequitable conduct or fraud will still render a patent unenforce- 
able or invalid. Therefore, applicants will still be encouraged 
to comply with the Rule, as applied by the courts. Practitioners 
found to have participated in inequitable conduct or fraud shall 
be subject to disciplinary proceedings. 37 CFR Part 10. 

Any response due to an outstanding requirement for infor- 
mation regarding the duty of disclosure or rejection under 37 
CFR 1.55 may merely make reference to the change in practice 
set forth in this Notice. Such a response will be considered 
complete if timely filed. A paper will then be mailed and placed 
of record merely noting that the Office no longer examines 
patent applications for compliance with 37 CFR 1.56. 

Applications in which there is no outstanding requirement 
for information regarding the duty of disclosure or outstanding 
rejection under 37 CFR 1.56, but in which a duty of disclosure 
issue has been noted on the record, will have a paper placed 
in the record and mailed to the applicant terminating consid- 
eration of the duty of disclosure issue and noting that the Office 
no longer examines patent applications for compliance with 
37 CFR 1.56. Thereafter, no further action will be undertaken 
by the Office regarding the duty of disclosure issue. 

The Board of Patent Appeals and Interferences will hence- 
forth not review any rejection under 37 CFR 1.56 but will treat 
the rejection as withdrawn and merely note that the Office no 
longer examines patent applications for compliance with 37 
CFR 1.56. 

Questions regarding this change of practice may be directed 
to the Special Program Examination Unit at (703) 557-8384. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Sept. 8, 1988 


[1095 OG 16] 
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This notice is intended to provide further clarification to the 
O.G. Notice titled “Patent and Trademark Office Implemen- 
tation of 37 CFR 1.56”, published on Oct. 11, 1988 at 1095 
OG. 16. 

As indicated in the previous notice, for a number of reasons, 

the Patent and Trademark Office will no longer investigate and 
reject original or reissue applications under 37 CFR 1.56 and 
will not comment upon duty of disclosure issues, which are 
brought to the attention of the Office, except to note in the 
application, in appropriate circumstances, that such issues are 
no longer considered by the Office during its examination of 
patent applications. 
Further, the Office will also not consider duty of disclosure 
issues in interferences declared pursuant to 35 U.S.C. 135. Duty 
of disclosure issues which are raised by the parties in an inter- 
ference will not be commented upon by the Examiner-in-Chief 
except to note that such issues are no longer considered by the 
Office. The policy is considered proper for the same reasons 
previously set forth regarding ex parte cases. Even though 
interferences are inter partes proceedings, the Office does not 
take live testimony where the demeanor of witnesses subjected 
to cross-examination can be observed. 

Duty of disclosure issues which exist in pending interfer- 
ences will not be decided but it merely will be noted that the 
Office no longer considers such issues. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Oct. 17, 1988 


[1096 OG 19] 


(148) Patent and Trademark Office Implementation 


of 37 CFR 1.28(d) and 1.56(c), (f) and (g) 


This notice supplements the Official Gazette Notices relating 
to the implementation of 37 CFR 1.56 published at 1095 Official 
Gazette 16 (Oct. 11, 1988) and 1096 Official Gazette 19 (Nov. 
8, 1988) which announced that the Office wili no longer 
investigate and reject original or reissue applications under 37 
CFR 1.56. 

With regard to 37 CFR 1.28(d), it will still be considered as 
fraud attempted or practiced on the Office either to attempt to 
fraudulently (1) establish status as a small entity or (2) pay fees 
as a small entity or to improperly and through gross negligence 
(1) establish status as a small entity or (2) pay fees as a small 
entity. The rule, however, makes reference to 37 CFR 1.56(d) 
but the Office no longer investigates or rejects original or reissue 
applications under 37 CFR 1.56(d). Therefore, the Office will 
accept payment of fee deficiencies under 37 CFR 1.28 but will 
just note in such cases that the Office no longer investigates 
and rejects applications under 37 CFR 1.56. 

With regard to 37 CFR 1.56(c), (f) and (g), after further review 
of Office practice, it has been determined that the same reasons 
set forth in the Official Gazette Notices cited above also apply 
to the investigating and striking of applications for defects in 
the manner in which the application was executed by the signing 
of an oath or declaration pursuant to 37 CFR 1.63. It is no longer 
considered appropriate for the Office to expend the resources 
required to investigate such issues and to consider striking the 
applications involved. The resolution of such issues involves 
the difficult process of determining the intent of the parties and 
the facts surrounding the execution of the applications. Since 
Feb. 27, 1983, an application may be filed without an executed 
oath or deciaration and still be granted a filing date as to the 
subject matter disclosed and claimed. Therefore, while the 
defects in execution described in 37 CFR 1.56(c) are not 
condoned, it is appropriate to allow the filing of a new oath or 
declaration pursuant to 37 CFR 1.63 and the payment of the 
surcharge under 37 CFR 1.16(e) for filing and oath or declaration 
later than the filing date of the application without action under 
37 CFR 1.56(c), (f) or (g) by the Office. 

Accordingly, the Patent and Trademark Office will not 
consider striking an application for the type of conduct described 
in 37 CFR 1.56(c) and will noi entertain a petition directed io 
such matter submitted pursuant to 37 CFR 1.56(f) and (g). Any 
such petition submitted will merely be placed in the application 
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file and will not be commented upon by the Patent and Trade- 
mark Office. The provision of 37 CFR 1.56(c), (f) and (g) are 
hereby waived. The regulation will be modified through the 
rulemaking procedure. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Dec. 8, 1988 
[1098 OG 502] 


(149) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 5 


[Docket No. 40227-18] 
Revision of Foreign Filing License Procedure 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent cases, Parts | and 5 of 37 CFR, to 
establish a streamlined procedure for granting licenses for 
foreign filing. The changes simplify the obtaining of licenses 
for filing foreign patent applications and for filing amendments, 
modifications, and supplements in foreign patent applications. 
Under the revised rules (1) the export, but not actual filing, of 
technical data to a foreign country for purposes related to the 
filing and prosecution of a patent application may be done either 
under appropriate export agencies’ rules or by a license issued 
by the Commissioner of Patents and Trademarks, (2) certain 
licenses issued by the Commissioner for filing foreign patent 
applications include a license to file amendments, modifications, 
and supplements, containing additional matter in foreign 
applications, (3) specific contents of a petition for retroactive 
license are established and (4) fees are set for expedited handling 
of requests for foreign filing licenses and for certain petitions. 
These changes will result in reduced work for both patent 
applicants and the Patent and Trademark Office and at the same 
time strengthen national security protections. 

Effective Date: June 1, 1984. 

For Further Information Contact: Kenneth L. Cage by tele- 
phone at (703) 557-2877 or by mail marked to his attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed 
primarily to simplify and expedite the granting of licenses under 
35 U.S.C. 184. It contains a number of changes in practice 
designed to benefit both the Patent and Trademark Office in 
its handling of its mission and the public the Office serves. Notice 
of proposed rulemaking was published May 23, 1983, at 48 FR 
23144 and corrected June 7, 1983, at 48 FR 26319 


Discussion of Specific Rules 


Secton 5.11(a) has been substantially restructured and 
modified from the proposal. Under § 5.11(a), a license from the 
Commissioner of Patents and Trademarks is always needed for 
the act of filing a patent application in a foreign patent office 
unless the six-month period has passed or the invention was 
not made in the United States. 

Amended § 5.11 (b) and (c) would clarify in the regulations 
that the export of technical data to a foreign country may be 
done under appropriate export agencies’ rules controlling the 
export of technical data—Department of State (22 CFR Parts 121- 
130); Department of Commerce, International Trade Admini- 
stration Office (15 CFR Part 379); or the Department of Energy 
(10 CFR Part 810)—or by license from the Commissioner. 
Compliance with the appropriate export agencies’ rules or the 
license from the Commissioner is required before exporting 
technical data in the form of a patent application or data in any 
form if related to preparing, filing, and prosecuting a patent 
application in a foreign country, if the United States application 
has not been on file for six months at the time of export, or no 
application has been filed in the United States. It is optional from 
whom approval for export is obtained. In fact, for certain 
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technical data being exported to certain countries, a specific 
request for a license or approval from any of the export agencies 
would not be necessary. However, a single license from the 
Commissioner would cover both export and filing and avoid 
any question whether a specific license or approval is required 
from any of the export agencies. Approval from the appropriate 
export agencies for export would require a separate additional 


license from the Commissioner for the filing of the foreign patent 
application. The rule changes will make the rules more closely 
conform with the regulations of other agencies which deal with 
the export of technical data to a foreign country. 

The definition of export in these regulations will be controlled 


by the definition of export in the appropriate of the 
export agencies having jurisdiction over the export of technical 
data related to the patent application. (15 CFR 379.1, 22 CFR 
125.03 and 10 CFR 810.7). 

The requirement of complying with the rules of the export 
agencies or the Commissioner before exporting an application 
to a foreign country is not intended to change long-standing 
Patent and Trademark Office i of 35 U.S.C. 184 
or in any way interpret the language in 35 U.S.C. 184 “file or 
cause or authorize to be filed” as requiring a license before 
technical data related to the filing or prosecution of an appli- 
cation is exported to a foreign country, such as to a foreign 
attorney or agent or corporation for review or revision for later 
filing. It does, however, reflect the delegations the Commis- 
sioner has received from other agencies and which are refer- 
enced in §§ 5.18, 5.19 and new § 5.20 and clarifies that a patent 
applicant must be licensed for export of technical data abroad 
for purposes related to the preparation, filing or possible filing 
and prosecution of a foreign patent application either by 

iate export agencies or by the Commission. The lan- 
guage “related to the preparation, filing or possible filing and 
prosecution of a foreign patent application” in § 5.1 1(b) is used 
rather than “support a application” as used in § 5.18 
or “foreign filing” as used in § 5.19 to make clearer that the 
latter two phrases include the export of technical data in the form 
of explanations or possible claim language or the like sent to 
a foreign agent or other person in relation to a foreign patent 
application. However, a license from the Commissioner would 
not substitute for approvals required by appropriate export 
agencies if technical data is exported for purposes not related 
to the filing or possible filing and prosecution of a foreign patent 
application. For example, a license from the Commissioner 
would not cover export of technical data in a U.S. patent 
application to a foreign research laboratory to support a research 
pro 

Proather, the rule is intended to reflect that every exportation 
of technical data reiated to filing or possible filing or prosecution 
within six months of a United States filing without a license 
from the Commissioner is prohibited unless the applicant 
complies with the rules of the appropriate export agencies. For 
example, where an application has been exported to a foreign 
agent with an authorization to file a foreign patent application, 
the export of the application may be under a general license 
from the International Trade Administration of the Department 
of Commerce. A license from the Commissioner is always 
necessary for the actual filing of the foreign patent application. 
In another example, where a validated license is needed under 
15 CFR Part 379 to export technical data in the form of a patent 
application, applicants will need to obtain an International Trade 
Administration license or obtain a Commissioner’ license prior 
to the act of export. Under either example, a license from the 
Commissioner is required before the application is filed in a 
_ patent office. In the latter example, a single license from 

Commissioner will permit both export and filing of the 


This rale is promulgated under the authority of 3S U.S.C. 
6 and delegations to the Commissioner by regulation (15 CFR 
370.10({sf,1 j), 22 CFR 125.04, and 10 CFR 810.7) or otherwise 
under the Export Administration Act of 1979, as amended, the 
Arms Export Control Act, as amended, the Atomic Energy Act 
of 1954, as amended, and the Nuclear Non-Proliferation Act 
of 1978. Authority for this rule also exists under 35 U.S.C. 188. 

The amended rule assures ion of sensitive 
material under Title 35, United States Code and provides 
regulatory consistency with the Arms Export Control Act, as 
amended, the Export Administration Act, as amended, the 
Atomic Energy Act of 1954, as amended, the Nuclear Non- 
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Proliferation Act of 1978, and their implementing regulations. 
The sanctions which apply for failure to obtain a license from 
either the Commissioner or the appropriate export agencies prior 
to export are the sanctions specified in the export acts. The 
sanctions which apply for failure to obtain a license from the 
Commissioner prior to the filing of a foreign application are the 
sanctions specified in Title 35, United States Code. 

Section 5.11(d), proposed as § 5.11(b), states that applica- 
tions under secrecy order under § 5.2 cannot be exported to an 
international agency or filed in a foreign country except in 
accordance with § 5.5. 

Section 5.11(e), proposed as § 5.11(c), states that a license 
pursuant to paragraph (a) is not required where the invention 
was not made in the United States, or the United States appli- 
cation was on file for six months without a secrecy order being 
issued 

Section 5.11(f), proposed as § 5.11(d), states that a license 
for foreign filing may be revoked at any time upon written notice. 
Similarly, an authorization for foreign filing resulting from the 
passage of six months from the filing of a United States patent 
application may be revoked by the imposition of a secrecy order. 
The revocation is effective as of the date of the notice and is 
not intended to be applicable to any prior acts by applicants 
relying in good faith on the grant of a license. 

The language of §§ 5.12(b), 5.13, and 5.14 have been 
clarified from the proposal to reflect that the § 1.17(h) require- 
ment for a fee is for the expedited handling of a license. No 
fee is required for a routine, non-expedited request for a foreign 
filing license. 

Section 5.15 has been changed from the form proposed. 
Amended § 5.15 defines licenses for foreign export and filing 
of two different scopes. The § 5.15(a) scope license, the grant 
of which is indicated on the filing receipt in accordance with 
§ 5.12(a) published at 48 FR 2696. (Jan. 20, 1983) and 1027 
OG 9 (Feb. 1, 1983), permits the subsequent export and filing 
of technical data for purposes related to the preparation, filing 
or possible filing and prosecution of the foreign application and 
of any amendments or modifications to the application in a 
foreign country, even if “additional subject matter” were 
introduced; provided the additional subject matter does not 
change the general nature of the subject matter disclosed and 
does not pertain to certain categories of potentially sensitive 
material which are set forth in § 5.15(a)(4). 

The phrase “change the general nature of the subject matter 
disclosed” is intended to cover situations where the additional 
subject matter so alters the character of the disclosure that 
national security review is appropriate. This phrase is intended 
to permit a broad range of amendments, modifications and 
supplements, including additional subject matter. The following 
examples are intended to further clarify the meaning of the 
Es “general nature of the subject matter disclosed” in 

-15(a): 


Example 1—The physical data on a named compound. lf a 
licensed disclosure gives the name and structure of a compound, 
the general nature of the subject matter disclosed includes 
physical data such as boiling point, melting point or specific 
gravity of the compound. If a name of a compound is disclosed, 
the structure of the compound is also within the general nature. 
If the licensed disclosure deals with the hardness of a claimed 
alloy, the disclosure of tensile strength is within the general 
nature. 

Example 2—A known specie of a known genus. If the genus 
“lower alkyl” is disclosed, the inclusion of the species 
“methyl” is within the general nature, as would be homologs 
and isomers of that genus. 

Example 3--Comparison data of the disclosed compound to 
data on prior art compounds. If the licensed disclosure contains 
a disclosure of the compounds of a pesticide invention, and 
pesticidal activities, the comparison of pesticidal data of aknown 
compound representing the closest prior art is within the general 
nature. 


Example 4—A specific optimum temperature within a speci- 
fied temperature range. If a licensed disclosure has.a range of 
0{g94 C to 120{ 294 C, the disclosure of an optimum tempera- 
ture of 100{g94 C is within the general nature. 

Example 5—Activity data on compounds of the invention. 
If activity data on 30 of 50 named compounds is disclosed, the 
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disclosure of activity data on other named compounds of the 
invention is within the general nature. 

Example 6—Additional subject matter and utilities. If a 
licensed disclosure describes a chemical herbicide for weed 
control, the disclosure of chemical warfare uses or human toxic 
properties (other than to demonstrate safety or absence of such 
toxicity) is not within the general nature. If a licensed disclosure 
describes an analog computer for microwave telephone trans- 
mission, the addition of a cryptographic encoding or decoding 
device and utility is not within the general nature. If a licensed 
disclosure describes a battery power source for a satellite, the 
addition or substitution of a nuclear isotopic power source is 
within the general nature, but would be within the control of 
§ 5.15(a)(4)(ii). 


A § 5.15(b) scope license is limited to the original subject 
matter disclosed at the time the license was granted and does 
not cover “additional subject matter” as the phrase is currently 
interpreted (/n re Gaertner, 202 USPQ 714 (CCPA 1979)). 

Under § 5.15(c), a license with the scope of § 5.15(a) could 
also be granted pursuant to a § 5.13 or § 5.14 petition. If granted, 
the § 5.15(a) scope of license will be indicated on the license 
grant. For instance, under § 5.15(c) an applicant who filed a 
United States patent application before Feb. 27, 1983, when the 
filing receipt license practice became effective could request 
a § 5.15(a) scor. license which, if granted, will cover the 
subsequent filing of amendments, modifications or supple- 
ments, including additional matter in a corresponding foreign 
patent application. The licenses under §§ 5.12(b), 5.13, and 5.14 
are normally limited in scope to the original subject matter 
disclosed at the time the license was granted unless a license 
of the § 5.15(a) scope is indicated on the license grant. If a 
petition for a license under § 5.12(b) is granted prior to the grant 
of the § 5.12(a) filing receipt license, the former would merge 
into the latter and would be considered a § 5.12(a) license for 
the purpose of § 5.15. 

A new § 5.20, not included in the proposal, sets forth the 
specific authority of the Commissioner to license foreign filing, 
possible filing or prosecution of a patent application in a foreign 
country under 35 U.S.C. 184 regarding unclassified activities 
in foreign atomic energy programs. This change only reflects 
the existing relationship between 37 CFR 5.11 and 10 CFR § 
810.7 and alerts patent applicants in this technology to the Com- 
missioner’s authority. The term “sensitive nuclear technology” 
used in paragraph (b) of § 5.20 is defined in 10 CFR § 810.3(q). 

A new § 5.25, proposed initially as § 5.20 and modified, sets 
forth in the regulations the requirements to be met for the 
granting of a retroactive license. The requirements include (1) 
a list of the foreign countries in which the patent application 
material was filed; (2) the date(s) of filing of the foreign 
application(s); (3) an oath or declaration which (i) states that 
the subject matter filed is not subject to a secrecy order under 
35 U.S.C. 181, (ii) makes a showing of diligence in attempting 
to obtain the license upon discovery of the error, and (iii) makes 
a showing of facts which support a conclusion of inadvertence; 
and (4) includes the required fee. The section also provides in 
paragraph (b) for review from a denial of a petition for a 
retroactive license. The section further provides in 
(c) that the granting of a retroactive license pursuant to § 5.25 
does not excuse any violation of regulations of the export 
agencies which may have occurred because of the failure to 
obtain an appropriate license prior to export. 

Sections 5.21, 5.22 and 5.23 have been redesignated to 
become §§ 5.31, 5.32 and 5.33, respectively. 


Significant Differences Between Proposed and Final Rules 
Section 1.17 


Section 1.17(h) is amended to include a specific reference 
to § 5.25 petitions for retroactive licenses for which the petition 
fee is charged, rather than having the present retroactive license 
fee under § 1.182 petitions. The fee for § 5.12(b) licenses is 
new and applies only where expedited handling of these license 
requests is sought. This fee for expedited handling is also 
referred to in §§ 5.13 and 5.14. Section 5.15(c) provides for 
a fee for changing the scope of a license. 


Section 5.1 
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The proposed amendment to § 5.1 is not being adopted and 
is withdrawn. 


Section 5.11 


Section 5.11 is amended to control the export of technical 
data in the form of an application or data in any form if related 
to preparing, filing, or prosecuting a patent application in a 
foreign country, if the United States pn has not been 
on file for at least six months prior to the date of transmittal, 
or if no application has been filed in the United States. Export 
approvals, 2 re a ee by appropriate export 
agencies— tate; Department of Commerce, 
International my Fe Sow of Energy— 
or by the Commissioner. This will enable the Patent and 
Trademark Office and the export ies to better reflect and 
exercise the export control functions set forth in the Arms Export 
Control Act, as amended, the Export Administration Act of 
1979, as amended, the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, respectively. 

Under these Acts, the export of technical data is the activity 
to be controlled. The final rule differs from the proposed rule 
in that the Patent and Trademark Office will not be the sole export 
Se ye ee 
cation, or data in any form, if related to preparing, filing, or 
prosecuting a patent application. Applications will have the 
option to obtain necessary export approvals either (1) from 
appropriate export agencies or (2) from the Commissioner. The 
Commissioner will continue to be the sole licensing authority 
for the act of filing an application in a foreign patent office. 

Paragraphs (a), (b), and (c) of § 5.11 control export activity 
by requiring either an export agency approval or a Commis- 
sioner’s license for export of technical data in connection with 
foreign filing of an application and to that extent implement the 
Arms Export Control Act, the Export Administration Act, the 
Atomic Energy Act and the Nuclear Non-Proliferation Act. If 
a license is obtained from the Commissioner under § 5.12, § 
5.13 or § 5.14, no separate approval for the export of technical 
data to a foreign country in connection with a patent application 
is required from the export agencies 

Itis emphasized that the scope of the Commissioner’ s license 
is limited to exporting and filing technical data in the form of 
an application, or in any form, if related to preparing, fili 
prosecuting a patent application or for consideration of the filing 
of a patent application in a foreign country. A Commissioner’s 
license does not authorize selling or using technical data in a 
foreign country or exporting data for other purposes. These latter 
acts continue to require separate approvals from the appropriate 
export agencies. 

Also, the export of technical data in ~ form to a foreign 
country for purposes other than related to voted by tae 3¢ 
the filing of a patent application is not controlled itle 35 
U.S.C. or the regulations in Part 5. The exportation a data to 
a foreign country in such cases would be subject only to other 
laws and regulations such as the export and arms control 
regulations. Approval for the export of such technical data for 
purposes related to filing, possible filing, or supporting the filing 
of a patent application will be available from the appropriate 
export agencies or the Commissioner. On the other hand, the 
Commissioner will be the sole licensing authority for the act 
of filing the application in a foreign patent office. 

Section 5.11(d), proposed as § 5.11(b), states that an appli- 
cation cannot be exported to a foreign country when the 
corresponding United States application is under secrecy order 
except under § 5.5 

Section 5.11(e), proposed as § 5.11(c), states that no license 
is required if the invention was not made in the United States, 
or the application was on file in the United States at least six 
months and is not under a secrecy order issued under § 5.2 

Section 5.11(f), proposed as § 5.1 1(d), states that any license 
for foreign filing may be revoked at any time by written 
notification. It has been amended to further clarify that revo- 
cation also applies to authorizations resulting from the passage 
of six months from the filing date of a United States patent 
application when a secrecy order is imposed. 


Section 5.12 


atin 8 0) Dean eens 


the fee is for expedited handling of a petition undes'§ 1.t7h) ). 
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Section 5.13 


Section 5.13 is clarified from the proposal to specify that the 
fee is for expedited handling of a petition under § 1.17(h). 


Section 5.14 


Section 5.14(a) is clarified from the to specify that 
the fee is for expedited handling of a petition under § 1.17(h). 

The other changes in § 5.14 make grammatical corrections 
and do not alter the intent of the section. 


Section 5.15 


Section 5.15(a) broadens the scope of licenses granted under 


§ 5.12(a). Section 5.15(a), ap quapneed, ts Goan toeediiy 
the scope of a § 5.15(a) license and delete certain of the 
exclusions originall 


wnibieed 
changes in § tye 
supra, by providing a license scope which covers the type of 
activity involved in that case. 

Amended paragraph (b) of § 5.15 is the same as proposed 
ee ae for consistency. 

Amended paragraph (c) of wey yt pete # 
proposed by including a reference to § 5.14 and specifically 
Tees aie & olin to cee 
of a license. 

ess. 15 is similar to proposed paragraph 
(d) with only changes for consistency. 
Se 15 is similar to proposed paragraph 
(e) with only changes for consistency. 
Paragraph (f) of § 5.15 is similar to proposed paragraph (f) 
with only changes for consistency. 
Paragraph (g) is adopted essentially as proposed. 


Section 5.17 


Section 5.17 is similar to proposed § 5.17 with only con- 
sistency changes. 


Section 5.20 


Section 5.20, not included in the proposal, is new and clarifies 
the existing authority of the Commissioner under the unclas- 
sified activities in foreign atomic energy programs. Under 10 
CFR 810.7, the license of the Commissioner under 37 CFR 5.11 
pursuant to 35 U.S.C. 184 constitutes information available to 
the public and generally authorized activity. 


Section 5.25 


Section 5.25, proposed initially as § 5.20, is new and sets 
forth the requirements for petitioning for a retroactive license. 


Section 5.31 and 5.32 


Sections 5.21 and 5.22 are redesignated as §§ 5.31 and 5.32, 
respectively. 


Section 5.33 
Section 5.23 is redesignated as § 5.33 and adopted as 
proposed. 
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Responses to Comments on the Rules 


Specific comments were received on a number of the 
sections. All of the comments, including the written comments 
and the oral testimony were considered. 

Twenty-one letters presenting written comments were re- 
ceived and nine persons testified at the public hearing on July 
20, 1983. Comments appear below along with the responses. 
Comment: 

One comment objected to the amendment of § 5.1 to include 
“transmittal for” filing. 

Reply: 

This comment has been adopted by deleting the phrase from 
the final rule. 
Comment: 

Three comments requested an explanation of the conditions 
when a license may be revoked under § 5.11(d) be clearly set 
forth and asked whether, if revocation occurs, past acts are valid 
and whether there will be compensation for damages. 
Reply: 

The section has been revised to further clarify the conditions 
under which a license may be revoked. The power to revoke 
licenses has been expressly included in all issued licenses for 
a number of years. Section 5.11(d) as proposed, merely recog- 
nizes in the rule the fact that licenses can be revoked. With the 
advent of the filing of a U.S. application becoming a request 
for a foreign filing license under § 5.12(a), a regulatory pro- 
cedure clarifying the revocation practice was appropriate. 
Revocation will be effective only as of the date of revocation 
and prior acts predicated on the license would be in compliance 
with 37 CFR Part 5. The rule as proposed has been clarified 
to indicate that revocation may apply either to a license spe- 
cifically granted by the Commissioner or to an authorization 
to file a foreign application resulting from the passage of six 
months from the filing of a United States patent application. No 
compensation is available for revocation of a license. 
Comment: 

Eighteen comments requested the amendment of § 5.11 to 
eliminate the license requirement for “transmittal for filing” 
and substitute the requirement for “filing” only. 

Reply: 

The proposal has been adopted by eliminating the require- 
ment for a license from the Commissioner prior to transmitting 
or exporting an application abroad. The regulations have been 
clarified to emphasize the requirements for the export of tech- 
nical data in the form of an application. An applicant has a choice 
of exporting such applications under authority of either (1) the 
appropriate export agencies controlling the export of technical 
data—Department of State; Department of Commerce, Interna- 
tional Trade Administration; or Department of Energy or (2) 
a license from the Commissioner. While a license from the 
Commissioner is required only for filing an application abroad, 
the provisions of §§ 5.18, 5.19 and 5.20 reflect the Commis- 
sioner’s authority to license the export of technical data in the 
form of an application for purposes related to filing in addition 
to the foreign filing of the application in a foreign country. 
Comment: 

Six person objected to the transmittal license requirement 
and argued that the Patent and Trademark Office lacks authority 
under 35 U.S.C. 184 to require pre-filing (transmitting) licenses. 
It was also argued that foreign filing licensing is not the conduct 
of proceedings under 35 U.S.C. 6. 

Reply: 

The final rules do not require a license from the Commis- 
sioner for export (or transmittal). The export provisions of § 
5.i1 are issued under 35 U.S.C. 6 and pursuant to delegations 
under the regulations of the export agencies. 

Comment: 

One comment that the constitutional right of freedom 
of speech would be impaired by requiring a license for published 
material 


Reply: 

A constitutional argument of prior restraint by export licens- 
ing of the International Traffic in Arms Regulations was 
reviewed by the Ninth Circuit in the case of United States v. 
Edler, 579 F. 2d 516 (9th Cir. 1978) cert. denied 449 U.S. 1084 
(1981). No prior restraint within first amendment protection was 
found by the Court. 
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Comment: 

One comment stated that the $120 petition license fee under 
§ 5.12(b) is too high, and a $60 fee would be more zeasonable. 
Reply: P 

The license fee under § 5.12(b), § 5.13 and § 5.14 is not 
applicable to routine licensing requests. It is only applicable to 
expedited processing of license requests which require special 
efforts by the Patent and Trademark Office. The $120 petition 
fee better reflects the costs to the Patent and ‘Trademark Office 
for providing expedited h@ndling. 

Comment: pa — 
One comment proposed the deletion of the last sentence of 
§ 5.14(a) since under § 5.12(a) only those cases 
having interest from a security standpoint are refused a license. 
Reply: 

This suggestion has not been adopted because the provision 
may apply to petitions filed prior to receipt of a filing receipt 
license where expedited handling is requested. 

Comment: 

One comment stated that § 5.15(d) appears to be redundant 
since it applies only to cases on file for six months and on which 
no secrecy order has been imposed. 

Reply: 

Under § 5.15(d), a license is not needed for cases in this 
category if no additional subject matter is added. This section 
complements § 5.15(b) where a license of narrow scope is 
granted. 

Comment: 

One comment raised the question whether § 5.15(a) as to 
amendments, supplements, and modifications includes continu- 
ation-in-part applications. 

Reply: 

Continuation-in-part applications are included within the 
term “amendments, supplements, and modifications.” Beck- 
man Instruments, Inc. v. Coleman Instruments, 143 USPQ 278 
(7th Cir. 1964). 

Comment: 

Two comments requested that the express language in § 
5.15(a)(3) be amended to state that “Technical Data” relating 
to articles, materials and supplies be limited to the validated 
license requirements of §§ 379.4(c) and 379.4(d) of the Export 
Administration Regulations and no other sections, or alterna- 
tively, that paragraph (a)(3) be deleted in its entirety. 

Reply: 

The final rules do not include § 5.15(a)(3) as proposed. 
Comment: 

Two comments that the two-tier licensing structure 
of § 5.15(a) and § 5.15(b) be amended to reflect a broad one- 
tier system based on § 5.15(a). 

Reply: 

The two-tier system reflects different treatment for applica- 
tions within the inspection scope of 35 U.S.C. 181 and those 
outside of its inspection scope. Security review occurs on all 
applications with inspection cases having a narrow license grant, 
and noninspection cases having a broad license grant. This 
inspection case treatment is necessary for the Patent and 
Trademark Office to meet its responsibilities under 35 U.S.C. 
184 and particularly 37 CFR 5.18, 5.19, and 5.20 where the State, 
Commerce and Energy Departments accept the Commissioner’s 
licenses in lieu of their own export approval. 

Comment: 

One comment indicated that proposed § 5.15(a)(3) was of 
such wide scope that licenses will always be needed. The 
example cited was that this section would require licenses for 
all amendments filed in North Korea and Cuba. 

Reply: 

The comment is correct and the provisions of § 5.15(a)(3) 
have been deleted. The country of destination restrictions did 
not provide a workable mechanism for technology review under 
the provisions of 35 U.S.C. 181. 

Comment: 

Three comments recommended making a § 5.15(a) scope 
license available pursuant to a § 5.14 petition where an appli- 
cation was filed prior to Feb. 27, 1983, or where an initial 
automatic § 5.12(a) petition was not granted after Feb. 27, 1983 
or where the nature of the invention changed but is 
still outside of the provisions of § 5.15(a)(4). 
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Reply: 

This provision has been adopted to allow the Commissioner 
to issue licenses uj a § 5.14 petition in the above 
circumstances. New § 5.15(c) allows the Commissioner to 
convert the scope of a license from § 5.15(b) to a § 5.15(a) 
license. 

Comment: 


Two comments proposed the extension of a § 5.15(a) license * 


upon petition after one or more years after the United States 
filing date or after grant of a § 5.15(b) license. 
Reply: 

This suggestion has been adopted in § 5.15(c) which will 
provide the mechanism by petition at any time to convert the 
scope of a license. This is promulgated since errors may occur 
in the denial of a § 5.15(a) license. Also, the initial determi- 
nation of the sensitive nature of technology may be altered by 
changes in the security classification guidelines. Procedurally, 
such petitions will be referred to the iate defense 
agencies for their review of the technology prior to the grant 
of any license. 

Comment: 

One comment requested clarification on how and under what 
circumstances a § 5.12(b) license granted under § 5.15(c) has 
the same scope as a license granted under § 5.12(a). 

Reply: 

Licenses granted under § 5. 12(a) will have the § 5.15(a) scope 
because the applications are not within the inspection scope of 
a 35 U.SA. 181 referred to the defense agencies for security 
review. Under § 5.15(c), applications which are not referred to 
defense agencies pursuant to petitions under §§ 5.12, 5.13 and 
5.14 will have a license of the scope of § 5.15(a). 
Comment: 

Three comments suggested an amendment to proposed § 
5.20(4) to delete the “inadvertence” standard and substitute 
“through error without deceptive intent.” 

Reply: 

Inadvertence is a statutory standard which cannot be altered 
by rulemaking. Further, judge-made law has determined the 
metes and bounds of this term which further proscribes the 
rulemaking authority of the Commissioner. In Barr Rubber 
Prhuneto. v. Sun Rubber Co., 149 USPQ 204, 209 (S.D.N.Y., 
1966) inadvertence was defined as “lack of care or attentive- 
ness: inattention” or “an effect of inattention: a result of 
carelessness; an oversight, mistake, or fault from negligence.” 

Inadvertence signifies want of attention, and an action which 
is deliberately taken with full knowledge of the law and facts 
is not inadvertent. /n re Application of Nov. 22, 1952, 153 USPQ 
410, 411 (Asst. Commr. 1967). 


Implementation of Patent Procedure Revisions 


The various sections will be implemented by the Commis- 
sioner on the effective date of the rules by the acceptance of 
petitions under the various sections. The broadened license 
scope of § 5.15(a) will bly as of the effective date of these 
rules to all cases having receipt licenses under § 5.12(a) 
which became effective on . 27, 1983. The provisions of 
this broad license do not apply to acts of export or filing which 
occurred prior to the effective date of these rules. No other action 
will be required by an applicant to receive the benefits of this 
change. 


Other Considerations 


Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The Acting General Counsel of the Department of Commerce 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
a substantial number of small entities pot eee Flexibility 
Act, Pub. L. 96-354) for several reasons. U: this rulemaking, 
sash auites qutid te die anata elena 
pr np ava a In general, the rule change will also 

Ditwiuimantia 
simplifying exi procedures where possible. 

Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
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There will be no major increases in cost or prices for consumers, 
individual industries, Federal, State, or local government 


agencies, or reins. There wil be o significant 
adverse effects on 


competition, employment, investment, 
pene Ay enarelen, Senay ranean 


requirement of this rule is included in a PTO request for approval 


Donkb, we wit eabts Upon assignment of a control number 
we will publish an appropriate amendment of the 
» A. rules. 


List of Subjects 
37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Lawyers, Small businesses. 


37 CFR Part § 
Classified information, Foreign relations, Inventions and 


patents. 

Notice is hereby given that, pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6, 41 and 181-188 and by delegations to the Commissioner by 
regulation (15 CFR 370.10(j), 22 CFR 125.04, and a 
810.7) or otherwise under the Export Administration Act 
57h co Onan toe hanttanees Coames heated, 
the Atomic Energy Act of 1954, as amended, and the Nuclear 
Non-Proliferation Act of 1978, the Patent and Trademark Office 
is amending Parts 1 and 5 of Title 37 of the Code of Federal 
Regulations as set forth below: 


PART 1—{AMENDED] 


1. Section 1.17 is amended by revising paragraph (h) to read 
as follows: 


§ 1.17 Patent application processing fees. 


CO ns ae ee Cee oe 
of Part 1 or 5 listed below which refers to this 
00 
@§ 1.47—for filing by other than all the inventors or a person 
not the inventor 
—§ 1.48—for correction of inv 
—$1. ay acne eg ee a I 
for 
—4 1.183—to suspend the rules 
—4 1.268—for late filing of interference 


—$§ 5.12, 5.13 & 5.14—for expedited handling of foreign filing 
license 

—§ 5.15—for changing the scope of a license 

—§ 5.25—for retroactive license 


2. The table of contents and heading for Part 5 are revised 
to read as follows: 


PART 5—SECRECY OF CERTAIN 


INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


eens 

Defense inspection of certain applications. 

Secrecy order. 

Prosecution of application under secrecy orders, with- 


# 


patent. 

Petition for rescission of secrecy order. 

Permit to disclose or modification of secrecy order. 
General and group permits. 


Compensation. 
Appeal to Secretary. 


ALAA A 
ecSxrnaus wn 
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Licenses for Foreign Exporting and Filing 
5.11 License for filing in a foreign country an application on 
an invention made in the United States or for transmitting 
international application. 

Petition for license. 

Petition for license; no corresponding application. 
Petition for license; corresponding U.S. application. 
Scope of license. 

Effect of secrecy order. 

Who may use license. 

Arms, ammunition, and implements of war. 

Export of technical data. 

Export of technical data relating to sensitive nuclear 
technology. 

Petition for retroactive license. 


LALA A ann 
i — eee a ae ae ae ee 
CeO~AIDAUSLWNH 


ww 
Ny 6Y 
vA & 


Gereral 


5.31 Effect of modification, rescission or license. 
5.32 Papers in English language. 
5.33 Correspondence. 


Authority: 35 U.S.C. 6, 41, 181-188 and the Export 
Administration Act of 1979, as amended, the Arms Export 
Control Act, as amended, the Atomic Energy Act of 1954, as 
amended, and the Nuclear Non-Proliferation Act of 1978, and 
the delegations in the regulations under these acts to the 
Commissioner (15 CFR 370. 10(j), 22 CFR 125.04, and 10 CFR 
810.7). 

3. The center heading preceding § 5.11 and the text of § 5.11 
are revised to read as follows: 


Licenses for Foreign Exporting and Filing 


§ 5.11 License for filing in a foreign country an application 
on an invention made in the United States or for transmitting 
an international application. 


(a) A license from the Commissioner of Patents and Trade- 
marks under 35 U.S.C. 184 is required before filing any 
application for patent or for the registration of a utility model, 
industrial design, or model, in a foreign patent office or any 
foreign patent agency or any international agency other than 
the United States Receiving Office, if: 


(1) An application on the invention has been on file in the 
United States less than six months prior to the date on which 
the application is to be filed, or 

(2) No application on the invention has been filed in the 
United States. 


(b) The license from the Commissioner of Patents and 
Trademarks referred to in paragraph (a) would also authorize 
the export of technical data abroad for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application without ly complying with the 
regulations contained in 22 CFR Parts 121-130 (International 
Traffic in Arms Regulations of the Department of State), 15 CFR 
Part 379 (Regulations of the Office of Export Administration, 
Department of Commerce) and 10 CFR Part 810 (Foreign 
Atomic Energy Programs of the Department of Energy). 

(c) Where technical data in the form of a patent application, 
or in any form is being exported for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application, without the license from the Commissioner 
of Patents and Trademarks referred to in paragraphs (a) or (b) 
of this section, or on an invention not made in the United States, 
the export regulations contained in 22 CFR Parts 121-130 
(International Traffic in Arms Regulations of the Department 
of State), 15 CFR Part 379 (Regulations of Office of Export 
Administration, International Trade Administration, Depart- 
ment of Commerce) and 10 CFR Part 810 (Foreign Atomic 
Energy Programs of the Department of Energy) must be 
complied with unless a license is not required because a United 
States application was on file at the time of export for at least 
six months without a secrecy order under § 5.2 being placed 
thereon. The term “exported” means export as it is defined in 
22 CFR Parts 121-130, 15 CFR Part 379 and 10 CFR Part 810. 
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(d) If a secrecy order has been issued under § 5.2, an ap- 
plication cannot be exported to, or filed in, a foreign country 
(including an international agency in a foreign country), except 
in accordance with § 5.5. 

(e) No license pursuant to paragraph (a) of this section is 
required if: 


(1) The invention was not made in the United States, or 

(2) The United States application is not subject to a secrecy 
order under § 5.2, and was filed at least six months prior to the 
date on which the application is filed in a foreign country. 


(f) A license pursuant to paragraph (a) of this section can 
be revoked at any time upon written notification by the Patent 
and Trademark Office. An authorization to file a foreign patent 
application resulting from the passage of six months from the 
date of filing of a United States patent application may be 
revoked by the imposition of a secrecy order. 

4. Section 5.12 is amended by revising paragraph (b) to read 
as follows: 


§ 5.12 Petition for license. 


s**48 


(b) Petitions for license should be presented in letter form 
and must include the required fee (§ 1.17(h)), if expedited 
handling of the petition is also sought, the petitioner’s address, 
and full instructions for delivery of the requested license when 
it is to be delivered to other than the petitioner. 

5. Section 5.13 is revised to read as follows: 


§5.13 Petition for license; no corresponding application. 


If no corresponding national or international application has 
been filed in the United States, the petition for license under 
§ 5.12(b) must be accompanied by the required fee (§ 1.17(h)), 
if expedited handling of the petition is also sought, and a legible 
copy of the material upon which a license is desired. This copy 
will be retained as a measure of the license granted. For assis- 
tance in the identification of the subject matter of each license 
so issued, it is suggested that the petition be submitted in 
duplicate and provide a title and other description of the material. 
The duplicate copy of the petition will be returned with the 
license or other action on the petition. 

6. Section 5.14 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States application 
on file, a petition for license under § 5.12(b) must include the 
required fee (§ 1.17(h)), if expedited handling of the petition 
is also sought, and must identify this application by serial 
number, filing date, inventor, and title, but a copy of the material 
upon which the license is desired is not required. The subject 
matter licensed will be measured by the disclosure of the United 
States application. Where the title is not descriptive, and the 
subject matter is clearly of no interest from a security standpoint, 
time may be saved by a short statement in the petition as to the 
nature of the invention. 


eee 


(c) When the application to be filed or exported abroad 
contains matter not disclosed in the United States application 
or applications, including the case where the combining of two 
or more United States applications introduces subject matter not 
disclosed in any of them, a copy of the application as it is to 
be filed in the foreign country or international application 
which is to be transmitted to a foreign international or national 
agency for filing in the Receiving . must be furnished with 
the petition. If however, all new matter in the foreign or interna- 
tional application to be filed is readily identifiable, the new mat- 
php et sy inte estan es aes 
the pertinent United States application or 
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7. Section 5.15 is revised to read as follows: 
§ 5.15 Scope of license. 


(a) Grant of a license under § 5.12(a) authorizes the export 
and filing of an application in a foreign country or the trans- 
mitting of an international application to any foreign patent 
agency or international patent agency when the subject matter 
of the foreign or international application corresponds to that 
of the domestic application. This license includes authority: 


(1) To export and file all duplicate and formal papers to the 
foreign country or international agencies; 

(2) To make amendments, modifications and supplements, 
including divisions, changes or supporting matter consisting of 
the illustration, exemplification, comparison, or explanation of 
subject matter disclosed in the application; 

(3) To take any action in the prosecution of the foreign or 
international application; and 

(4) To add subject matter or take any action under paragraphs 
(a) (1)-(3) of this section which does not change the general 
nature of the subject matter disclosed at the time of filing, unless 
the subject matter added involves technical data pertaining to: 


(i) Defense services or articles designated in the United States 
Munitions List applicable at the time of foreign filing, the 
unlicensed exportation of which is prohibited pursuant to the 
Arms Export Control Act, as amended, and 22 CFR Parts 121- 
130; or 

(ii) Restricted Data, sensitive nuclear technology or technol- 
ogy useful in the production or utilization of special nuclear 
material or atomic energy, the dissemination of which is subject 
to restrictions of the Atomic Euergy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 
Energy Programs, 10 CFR Part 810, in effect at the time of 
foreign filing. 


(b) Grant of a license under § 5.12(b) authorizes the export 
and filing of an application in a foreign country or the trans- 
mitting of an international oo to any foreign patent 
agency or international patent ag Further, this license 
includes authority to forward all d a ae and formal papers 
to the foreign patent agency or international patent agency and 
to make amendments, modifications or supplements to and take 
any action in the prosecution of the foreign or international 
application, provided subject matter additional to that covered 
by the license is not involved. 

(c) A license granted under § 5.12(b) pursuant to § 5.13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accom- 
panied by the required fee (§ 1.17(h)), may also be filed to 
change a license having the scope indicated in paragraph (b) 
of this section to a license having the scope indicated in 
paragraph (a) of this section. The change in the scope of a license 
will be as of the date of the grant of the change in scope. 

(d) In those cases in which no license is required to file the 
foreign application or transmit the international application, no 
license is required to file papers in connection with the prose- 
cution of the foreign or international application not involving 
the disclosure of additional subject matter. 

(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing or which involves the 
disclosure of subject matter listed in paragraphs (a)(4) (i) or (ii) 
of this section must be separately licensed in the same manner 
as a foreign or international application. Further, if no license 
has been granted under § 5.12(a) on filing the corresponding 
United States application, any paper filed abroad or with an 
international patent agency which involves the disclosure of 
additional subject matter must be licensed in the same manner 
as a foreign or international application. 

(f) Licenses separately granted in connection with two or 
more United States applications may be exercised by combining 
or dividing the disclosures, as desired, provided: 


(1) Subject matter which changes the general nature of the 
subject matter disclosed at the time of filing or which involves 
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subject matter listed in paragraphs (a)(4) (i) or (ii) of this section 
is not introduced and, 

(2) In the case where at least one of the licenses was obtained 
under § 5.12(b), additional subject matter is not introduced. 


(g) A license does not apply to acts done before the license 
was granted. See § 5.25 for petitions for retroactive licenses. 
8. Section 5.17 is revised to read as follows: 


§ 5.17 Who may use license: 


Licenses may be used by anyone interested in the export, 
foreign filing, or international transmittal for or on behalf of the 
inventor or the inventor's assigns. 

9. A new § 5.20 is added to read as follows: 


§ 5.20 Export of technical data relating to sensitive nuclear 
technology. 


(a) Under regulations (10 CFR ey established by the 
United States Department of ication filed in 
accordance with the regulations (37 CFR -11-5.33) of the 
United States Patent and Trademark Office and eligible for 
foreign filing under 35 U.S.C. 184, is considered to be infor- 
mation available to the public in published form and a generally 
authorized activity for the purposes of the Department of Energy 
regulations. 

(b) Inquiries concerning the export of sensitive nuclear 
technology other than related to the filing or prosecution of a 
foreign patent application should be made to the Attention: 
Secretary, United States Department of . Office of 
International Security Affairs, Washington, D.C. 20858. 


§ 5.21 [Redesignated as § 5.31] 
10. Section 5.21 is redesignated as § 5.31. 


§ 5.22 [Redesignated as 5.32] 


11. Section 5.22 is redesignated as § 5.32. 
12. A new § 5.25 is added to read as follows: 


§ 5.25 Petition for retroactive license. 


(a) A petition of retroactive license under 35 U.S.C. 184 shall 
be presented in accordance with § 5.13 or § 5.14, and shall 
include: 


(1) A listing of the foreign countries in which the patent 
application material was filed, 

(2) The dates on which the material was filed, 

(3) A verified statement containing: 


(i) An averment that the subject matter in question was not 
under a secrecy order at the time it was filed abroad, and that 
it is not currently under a secrecy order. 

(ii) A showing that the license has been diligently sought 
after discovery of the proscribed foreign filing, and 

(iii) An explanation of why the material was inadvertently 
filed abroad without the required license under § 5.11 first 
having been obtained, and 


(4) The required fee (§ 1.17(h)). 

The above explanation must include a showing of facts rather 
than a mere allegation of inadvertence. The showing of facts 
should include statements by those persons having personal 
knowledge of the acts regarding filing in a foreign country and 
should be accompanied by copies of any necessary supporting 
documents such as letters of transmittal or instructions for filing. 
The acts which are alleged to constitute inadvertence should 
cover the period from the time of filing until actual filing of 
the petition under this section. 


(b) If a petition for a retroactive license is denied, a time 
period of not less than thirty days shall be set, during which 
the petition may be renewed. Failure to renew the petition within 
the set time period will result in a final denial of the petition. 
A final denial of a petition stands unless a petition is filed under 
§ 1.181 within two months of the date of the denial. If the petition 
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for a retroactive license is denied with respect to the invention 
of a pending applicatiofl and no petition under § 1.181 has been 
filed, a final rejection of the application under 35 U.S.C. § 185 
will be made. 

(c) The granting of a retroactive license does not excuse any 
violation of the export regulations contained in 22 CFR Parts 
121— 130 (International Traffic in Arms Regulations of the 
Department of State), 15 CFR Part 379 (Regulations of Office 
of Export Administration, International Trade Administration, 
Department of Commerce) and 10 CFR Part 810 (Foreign 
Atomic Energy Programs of the Department of Energy) which 
may have occurred because of the failure to obtain an appro- 
priate license prior to export. 

13. Section 5.23 is redesignated as § 5.33 and revised to 
read as follows: 


§ 5.33 Correspondence. 


All correspondence in connection with this part, including 
petitions, should be addressed to “Commissioner of Patents and 
Trademarks (Attention Licensing and Review), Washington, 
D.C. 20231.” 


GERALD J. MOSSINGHOFF, 
Commissioner of 
Patents and Trademarks. 


Feb. 24, 1984. 


[FR Doc. 84-8884 Filed 4-3-84; 8:45 am] 
BILLING CODE 3510-16-M] 


[1042 O.G 3] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 5 
[Docket No. 40227-18] 


Revision of Foreign Filing License Procedure 


Agency: Patent and Trademark Office, Commerce 

Action: Final rule: Change of effective date 

Summary: The Patent and Trademark Office amended the rules 
of practice in patent cases, Parts 1 and 5 of 37 CFR, to establish 
a streamlined procedure for granting licenses for foreign filing 
by publishing a notice in theS Federal Register on Apr. 4, 1984, 
at 49 Fed. Reg. 13456-13463. The notice set an effective date 
of June 1, 1984. However, title 35, United States Code, section 
41(g) provides that “No fee established by the Commissioner 
under this section will take effect prior to sixty days following 
notice in the Federal Register.” Since these rules establish fees 
and the effective date of the rules was slightly less than 60 days 
after the publication of the final rule change in the Federal 
Register, it is necessary to set a later effective date. 

Date: The effective date of the rule change published at 49 Fed. 
Reg. 13456-13463 is changed to June 4, 1984. 

For further information contact: Kenneth L. Cage by tele- 
phone at (703) 557 { g14 2877 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


(150) 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


[1042 0.G. 58] 


Apr. 30, 1984. 


(151) Office of Patents and Trademarks 
Revision of the Scope of the Secrecy Order 


for Defense Agency Use 


The Patent and Trademark Office (PTO) is revising the scope 
and format of the Secrecy Orders issued under the Invention 
Secrecy Act of 1951, 35 U.S.C. 181 et seq., 37 CFR Part 5. The 
present forms of Secrecy Orders are very restrictively worded 
to control disclosure or use of an invention under Secrecy Order. 
The PTO previously would only authorize disclosure or use of 
a Secrecy Order invention by the grant of a special permit. 
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Permits authorize limited disclosure and permissible use of the 
invention depending upon the nature of the technical data and 
national security controls. To receive a permit, a patent applicant 
had to petition the Commissioner, or te defense agency spon- 
soring the Secrecy Order would issue or could have sua sponte 
issued a permit with the Order. ‘ ° 

The revised Secrecy Orders will permit disclosure and use 
consistent with the national security controls needed on the 
technical data in a patent application. The features of existing 
permits are incorporated into the Orders which will eliminate 
the need, in many cases, for the applicant to separately petition 
for a permit to authorize various degrees of disclosure or use. 

These revisions to the scope and format of a Secrecy Order 
are intended to place essentially the same national security 
controls on the technical data in patent applications as those on 
other types of technical data. With respect to publication or 
disclosure of information which would, in the opinion of the 
sponsoring Agency, be detrimental to the national security, the 
revised Secrecy Orders will be consistent with existing national 
security and export control procedures. The revised Secrecy 
Orders will also clarify the procedures for handling and custody 
of applications subject to a Secrecy Order. 

The three new Secrecy Order formats to be used by the 
defense agencies of the Department of Defense are as follows: 


(1) Secrecy Order and Permit for Foreign Filing in Certain 
Countries 


This Secrecy Order will be used for those patent applications 
that contain technical data whose export is controlled by the 
guidelines contained in DOD Directive 5230.25, dated Nov. 6, 
1984, (codified as 32 CFR Part 250) which relates to export 
control under 10 U.S.C. 140(c) and the Militarily Critical 
Technologies List (MCTL). See 50 U.S.C. App. 2404(d). 

This Secrecy Order is intended to permit widest utilization 
of the technical data while still controlling any publication or 
disclosure which would result in an unlawful exportation. This 
type of Secrecy Order sets forth the applicable export controls 
for technical data in either the Commodity Control List (CCL) 
15 CFR Parts 379, 399.1 or the Munitions List of the Interna- 
tional Traffic in Arms Regulation (ITAR), 22 CFR Part 121. 

The countries where corresponding patent applications may 
be filed will be identified in the Order. The Order specially 
authorizes use of the invention for legitimate business purposes. 
The definition of this term in the Order is identical to that found 
in DOD Directive 5230.25, 32 CFR Part 250. The level of 
security control requires that the subject matter must be safe- 
guarded under conditions that provide adequate protection and 
prevent access by unauthorized persons. Additional modifica- 
tions or permits to the Secrecy Order under 37 CFR 5.1 et seq. 
will only be needed where the level of disclosure is beyond that 
specified in the Order. 

Following is a sample copy of this type of Secrecy Order. 


Serial No.: 

Filed: 

Applicant: 

Title: 

Sponsoring Agency & Address: 


ECCN' Reference 


Goods Accompanied by Sophisticated Know-How 
Keystone Equipment or Materials 


ITAR’ Reference 
Goods Accompanied by Sophisticated Know-How 


Secrecy Order and Permit for Foreign Filing in Certain 
Countries 


(Title 35, United States Code, Sections 181-188 (1952)) 


‘Export Control commodity Number (ECCN) on the Commodity Control 
List (Supplement No. | to 15 CFR 399.1). 
? International Traffic in Arms Regulations (ITAR), 22 CFR 120-130. 





JANUARY 2, 1990 


NOTICE: To the applicant(s) above named; his, her, or their 
heirs; and any and all of the assignees, licensees, attorneys and 
agents, hereinafter designated principals: 

You are hereby notified that the above-identified patent ap- 
plication has been found to contain subject matter which 
discloses critical technology with military or space application. 
The unauthorized disclosure of such subject matter would be 
detrimental to the national security, and you are ordered to keep 
the subject matter secret (as required by 35 U.S.C. 181) and you 
are further ordered NOT TO PUBLISH OR DISCLOSE the 
subject matter to any person except as specifically authorized 
herein. 


Any other patent application already filed or hereafter filed 
in the U.S. or any foreign country which contains any significant 
part of the subject matter of the above-identified application falls 
within the scope of this Order. If such other patent application 
is not under Secrecy Order imposed by the U.S. Patent and 
Trademark Office, it and the common subject matter need to 
be brought to the attention of the Director, Group 220, Attn: 
Licensing and Review, U.S. Patent and Trademark Office, 
Washington, D.C. 20231 as soon as possible. 

Publication or disclosure of the subject matter of the above- 
identified patent application, except as authorized herein or 
subsequently by the Commissioner of Patents and Trademarks, 
may subject the person publishing or disclosing the subject 
matter to the penalties of 35 U.S.C. 182, 185 and 186 (1952). 

The principals may disclose, for legitimate business pur- 
poses,’ the subject matter of the above-identified application 
to a U.S. citizen or to a person who is both admitted lawfully 
into the United States for permanent residence and is located 
in the United States provided the U.S. citizen or person is 
furnished with a copy of this Secrecy Order and is informed 
that this Secrecy Order is applicable to the subject matter 
disclosed. 

Legitimate business purposes include both selling or produc- 
ing products for the commercial domestic marketplace or for 
the commercial foreign marketplace, providing that any re- 
quired expert license is obtained. Legitimate business purposes 
also include selling or otherwise disclosing technical data to 
foreign contractors or governments overseas after receiving the 
required export license or approval by the U.S. Government. 

The principals shall notify the Commissioner of Patents and 
Trademarks if a validated license is obtained from the Office 
of Export Administration or a license is obtained from the 
Director, Office of Munitions Control under regulations gov- 
eming the export of technical data (15 CFR 379 of the Export 
Administration Regulations or 22 CFR 125 of the International 
Traffic in Arms Regulations). 

The subject matter of the above-identified application has 
been determined not to be encompassed by E.O. 10865, entitled 
“Safeguarding of Classified Information Within Industry” or 
E.O. 12356, entitled “National Security Information” and thus 
is not subject to the “Industrial Security Manual for Safeguard- 
ing Classified Information.” However, since the disclosure of 
the subject matter would be detrimental to the national security, 
the subject matter must be safeguarded under conditions that 
will provide adequate protection and prevent access by un- 
authorized persons. When copies of the subject matter are no 
longer needed, they should be destroyed by any method that 
will prevent disclosure of the contents or reconstruction of the 
document. 

The principals are permitted, subject to the conditions stated 
hereinafter, to file and prosecute a corresponding application 
for patent in each of the following countries: Australia, Belgium, 
Canada, Denmark, France, Federal Republic of Germany, 
Greece, Italy, Luxembourg, Netherlands, Norway, Portugal, 
Sweden, Turkey and the United Kingdom. The papers for each 
foreign application and its prosecution shall be transmitted to 
the sponsoring agency, identified herein, for forwarding through 
diplomatic channels for filing in the foreign country either 
directly by the principals or through the principals’ foreign 
patent attorney or agent if authorized by the foreign government. 


* The term legitimate business purposes is to interpreted consistent with DOD 
Directive 5230.25 entitled “Withholding of Unclassified Technical Data From 
Public Disclosure,” issued by the Secretary of Defense on Nov. 6, 1984, 32 CFR Part 
250, 49 FR 484040 (Dec. 10, 1984). 
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Correspondence exclusively relating to payments of taxes and 
fees need not be sent the sponsoring agency and 
diplomatic channels provided that such correspondence con- 
tains no information pertaining to the subject matter of the 
above-identified application. 

International reciprocal agreements providing for the filing 
of patent applications under a Secrecy Order in the above- 
identified countries require the principals to furnish to the 
sponsoring agency identified herein (in addition to the papers 
to be filed in the foreign patent office) a copy of the specification 
(including any drawings annexed thereto, any resume and the 
claims included in the patent application) filed in the patent 
office of the foreign country. This copy will be furnished to 
theappropriate defense agency of the foreign government for 
information only and without prejudice to any rights of the 
principals. The filing date and serial number of the patent 
application should also be furnished to the sponsoring agency. 

The principals shall request the foreign patent office to place 
in secrecy the foreign patent applications to the 
above-identified application and shall furnish a copy of this 
Secrecy Order and permit with the first papers to be filed in 
the foreign patent office. 

The foreign government may require a waiver in writing of 
any claim to compensation for loss or damage due solely to the 
imposition of secrecy on the invention. Belgium, France, the 
Federal Republic of Germany, the Netherlands, Turkey and the 
United Kingdom normally require such a waiver in writing. 

This Order should not be construed in any way to mean that 
the Government has adopted or adoption of the 
invention disclosed in this application and it is not any indication 
of the value of such invention. 


Director, Special Laws Administration. 


(2) Secrecy Order and Permit for Disclosing Classified Infor- 
mation 


This Secrecy Order will be used for those patent applications 
which contain technical data that is either classified under 
Executive Order 12356, National Security Information, 47 FR 
14874, Aug. 6, 1982, or properly classifiable under a security 
guideline where the patent application owner has a current DOD 
Security Agreement, DOD form 441. This Agreement requires 
the protection of classified technical data as prescribed in the 
Industrial Security Manual (ISM), DOD 5220.22-M. 

The intent of this Secrecy Order is to treat classified technical 
data in a patent application in the same manner as any other 
classified material under the Industrial Security Manual (ISM). 
Accordingly, this Secrecy Order will include a notification of 
the classification level of the technical data in the application, 
and provided a level of protection at that classification level. 
The Order will apply to owners of patent applications who have 
a current DOD Security agreement (DD Form 441) under the 
ISM. Additional modifications or permits to the Secrecy Order 
under 37 CFR 5.1 et seq. will only be needed where the level 
of disclosure is beyond that specified in the order. 

The following is a copy of this second type of Secrecy Order: 


Serial No: 

Filed: 

Applicant: 

Title: 

To be protected at Classification Level of: 
Top Secret, Secret, Confidential, or Special 
Instructions 

Sponsoring Agency & Address: 


Secrecy Order and Permit for Disclosing Classified Information 
(Title 35, United States Code, sections 181-188 (1952)) 


NOTICE: To the applicant(s) above named, his, her, or their 
heirs; and any and all of the assignees, licensees, attorneys and 
agents, hereinafter designated principals: 


You are hereby notified that the above-identified patent 
application has been found to contain subject matter which 
discloses classifiable information. The unauhorized disclosure 
of such matter would be detrimental to the national security, 
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and you are ordered to keep the subject matter secret (as required 
by 35 U.S.C. 181) and you are further ordered NOT TO 
PUBLISH OR DISCLOSE the subject matter to any person 
except as specifically authorized herein. 

Any other patent application already filed or hereafter filed 
in the U.S. or any foreign country which contains any significant 
part of the subject matter of the above-identified patent appli- 
cation falls within the scope of this Order. If such other patent 
application is not under a Secrecy Order imposed by the U.S. 
Patent and Trademark Office, it and the common subject matter 
need to be brought to the attention of the Director, Group 220, 
Attn: Licensing and Review, U.S. Patent and Trademark Office, 
Washington, D.C. 20231 as soon as possible. 

Publication or disclosure of the subject matter of the above- 
identified patent application, except as authorized herein or 
subsequently by the Commissioner of Patent and Trademarks, 
may subject the person publishing or disclosing the subject 
matter to the penalties of 35 U.S.C. 182, and 186 (1951). 

The subject matter of the above-identified application has 
been determined to be encompassed by E.O. 19865, entitled 
“Safeguarding of Classified Information Within Industry” or 
E.O. 12356, entitled “National Security Information” and thus 
is subject to the “Industrial Security Manual for Safeguarding 
Classified Information.” 

The principals shall protect the subject matter as required 
by the Industrial Security Manual for Safeguarding Classified 
Information and may disclose the subject matter of the above- 
identified application to other persons having the requisite 
clearance on a “need-to-know basis” provided the person to 
whom the subject matter is disclosed is furnished with a copy 
of this Secrecy Order and is informed that this Secrecy Order 
is applicable to the subject matter disclosed. The declassifica- 
tion, in whole or in part, of the subject matter of the above- 
identified application does not modify this Secrecy Ordcr. The 
requirements of this Secrecy Order remain in effect until the 
Secrecy Order is rescinded or modified by the Commissioner 
of Patent and Trademarks. The fact that the subject matter as 
a whole is declassified should be brought to the attention of the 
sponsoring agency. 

This permission to disclose does not authorize the disclosure 
of the-subject matter of the above-identified application through 
(1) the filing of any foreign application without specific per- 
mission of the Patent and Trademark Office, or (2) the export 
of any item or data without any export license which may be 
required. 

This Order should not be construed in any way to mean that 
the Government has adopted or contemplates adoption of the 
invention disclosed in this application and it is not any indication 
of the value of such invention. 


Director, Special Laws Administration. 
(3) Secrecy Order 


This Secrecy Order will be used for those patent applications 
that contain properly classifiable technical data under a security 
guideline where the patent application owner does not have a 
DOD Security Agreement under the ISM. 

This Secrecy Order is substantially the same as the Secrecy 
Order in use up to now, and will be used where the other types 
of Orders do not apply. This Order may be issued by direction 
of agencies other than the Department of Defense. Unless issued 
with the initial Order, modifications to the Secrecy Order and/ 
or permits under 37 CFR 5.1 et seq. will be needed for additional 
disclosure. 

The following is a copy of this third type of Secrecy Order: 
Serial No: 

Filed: 

Application: 

Title: 

Sponsoring Agency & Address: 


Secrecy Order 
(Title 35, United States Code, sections 181-188 (1952)) 
NOTICE: To the applicant(s) above named; his, her or their 


heirs; and any and all of the assignees, licensees, attorneys and 
agents, hereinafter designated principals: 
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You are hereby notified that the above-identified patent 
application has been found to contain subject matter the 
unauthorized disclosure of which would be detrimental to the 
national security, and you areordered to keep the subject matter 
secret (as required by 35 U.S.C. 181) and you are further ordered 
NOT TO PUBLISH OR DISCLOSE the subject matter to any 
person except as specifically authorized by the Commissioner 
of Patents and Trademarks. 

Any other patent application already filed or hereafter filed 
in thé U.S. or any foreign country which contains any significant 
part of the subject matter of the above-identified patent appli- 
cation falls within the scope of this Order. If such other patent 
application is not under a Secrecy Order imposed by the U.S. 
Patent and Trademark office, it and the common subject matter 
need to be brought to the attention of the Director, Group 220, 
Attn: Licensing and Review, U.S. Patent and Trademark Office, 
Washington, D.C. 20231 as soon as possible. 

Publication or disclosure of the subject matter of the above- 
identified patent application, except as authorized herein or 
subsequently by the Commissioner of Patents and Trademarks, 
may subject the person publishing or disclosing the subject 
matter to the penalties of 35 U.S.C. 182, 185 and 186 (1952). 

Since the disclosure of the subject matter of the above- 
identified application would be detrimental to the national 
security, the subject matter must be safeguarded under condi- 
tions that will provide adequate protection and prevent access 
by unauthorized persons. When copies of the subject matter are 
no longer needed, they should be destroyed by any method that 
will prevent disclosure of the contents or reconstruction of the 
document. 

This Order should not be construed in any way to mean that 
the Government has adopted or contemplates adoption of the 
invention disclosed in this application and it is not any indication 
of the value of such invention. 


Director, Special Laws Administration. 


Each Secrecy Order forbids the publication or disclosure of 
the invention except as specially authorized. By revising these 
Secrecy Orders to conform with existing export and classifi- 
cation authority, the burden on patent applicants to seek 
additional permits for disclosure and/or foreign filing under 37 
CFR Part 5 will be reduced. The new Secrecy Orders reflect 
the level of secrecy required by law and regulation for various 
technologies and will place National Security and export 
controls on the patent application in harmony with other 
applicable export and classification controls. Also, this change 
will reduce the risk of disclosure of the subject matter of the 
invention by providing greater guidance on the safeguarding 
of the subject matter invention. 

Information regarding the new Secrecy Orders may be 
obtained by calling Mr. Kenneth L. Cage, Director, Special Laws 
Administration Group, at (703) 557{g14 2877 or by mail 
directed to Mr. Kenneth L. Cage, Director, Special Laws 
Administration, Group 220, Washington, D.C. 20231. 


DONALD W. PETERSON, 
Deputy Commissioner of 
Patents and Trademarks. 


Sept. 9, 1986. 


[FR Doc. 86-21023 Filed 9-16-86; 8:45 am] 
BILLING CODE 3510-16-M 


[1071 OG 31] 


(152) Foreign Filing of Secrecy Order 
Inventions In Japan 


37 CFR Part 5 


Under the provisions of 37 CFR Part 5—Secrecy of Certain 
Invention and Licenses to File Applications in Foreign Countries 
— the Patent and Trademark Office may, with the approval of 
the defense agency sponsoring the secrecy order, permit the 
filing of secrecy order applications under 37 CFR 5.5 in 
designated foreign countries. The designated countries are those 
where the Government of the United States of America has 
entered into reciprocal patent secrecy arrangements. 
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Such arrangements between the United States of America 
and Japan include the transfer of technology and the national 
security provisions of the Mutual Defense Assistance Agree- 
ment, signed at Tokyo on Mar. 8, 1954, and the Agreement 
between the Government of the United States of America and 
the Government of Japan to Facilitate Interchange of Patent 
Rights and Technical Information for Purposes of Defense, 

became 


signed at Tokyo on Mar. 22, 1956. These agreements 
effective for the filing in Japan of patent applications under 
secrecy order in the United States of America as of Apr. 12, 
1988, through an exchange of notes between the Government 
of the United States of America and the Government of Japan 
on Apr. 12, 1988. With the exchange of notes, the United States 
of America may permit transfer to Japan and Japan will protect 
certain defense-related technical information in patent i 
cations in Japan disclosing inventions which are the subject 
of patent applications held in secrecy in the United States of 
America. Japan will accord patent protection to these appli- 
cations consistent with Japanese patent law. 

The 1956 Agreement recognizes that privately owned 
technology should, to the greatest extent practicable, be 
exchanged through commercial agreements between owners 
and users. It also stipulates that rights of private owners of 
patents and technical information should be fully recognized 
and protected in accordance with laws applicable to such rights. 
Other provisions are intended to assure fair treatment of private 
owners when they deal directly with a foreign government and 
to prevent private information that is communicated through 
government channels from being used or disclosed without 
authorization. 

The 1956 Agreement also provides for the establishment of 
a Technical Property Committee to be composed of represen- 
tatives from each government. The Technical 
Committee is charged with general responsibility for making 
recommendations to the two governments on any matters 
relating to the Agreement which are brought before the 
Committee by either government, either on its own behalf or 
on behalf of its nationals. One of the specific functions of the 
Committee is to make recommendations to the governments 
concerning disparities in the laws of both countries affecting 
the compensation of owners of patents and technical informa- 
tion. 

Policy guidance for the United States of America represen- 
tatives on the Technical Property Committee is provided by 
the Department of Commerce, the Department of Defense, and 
the Department of State. 

The Patent and Trademark Office is providing for the 
addition of Japan as a country that is available for foreign filing 
of secrecy order applications in the following manner: 


Type 1 secrecy orders entitled “Secrecy Order and Permit 
for Foreign Filing in Certain Countries” 51 Federal Reg- 
ister 32938, (Sept. 17, 1986), 1071 Official Gazette 31, 
(Oct. 21, 1986), list all available countries where foreign 
filing is authorized. The countries are: Australia, Belgium, 
Canada, Denmark, France, Federal Republic of Germany, 
Greece, Italy, Luxembourg, Netherlands, Norway, Portu- 
gal, Sweden, Turkey and United Kingdom. 


As of Apr. 12, 1988, Japan will be included in all type 1 

secrecy orders as one of the authorized countries for foreign 

filing. All type 1 secrecy orders issued prior to Apr. 12, 1988, 

will > modified by the Patent and Trademark Office within 

30 days of this notice to include Japan as an authorized country. 

A sample copy of this new type | secrecy order appears in 
x L 


Under ali other Patent and Trademark Office secrecy orders, 
foreign filing in Japan will be considered on a case-by-case 
basis under 37 CFR 5.5. All principals as defined in 37 CFR 
5.2 to be the applicant’s successors, assignees and legal 
representatives who requested, but were denied, Japan as a 
country for foreign filing under 37 CFR 5.5(c) since Jan. 1, 
1982, will have their petitions automatically reviewed within 
90 days of the eae 
be Se ee ee > 
Japan was requested, these principals will not have to file any 
petition under 37 CFR 5.5(c) before the Patent and Trademark 
Office in order to receive this review. If permission for filing 
in Japan is granted, the principals will be notified by the Patent 
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and Trademark Office, including the identification of appro- 

Priately designated attorneys. A sample copy of this special 

permit for foreign filing in Japan appears in Appendix II 
presently having a - 


De ana enn eee at 

hoes should file a petition under 37 35 coins Rapes 
a designated country. 

To the extent possible, principals should designate whether 
the invention described in the patent application is or has been 
uuncioenad in d tuapes eerie patent application to Japan 
under the Mutual Defense Assistance Agreement between the 
United States of America and Japan, signed in Tokyo on Mar. 
8, 1954. This information will be ey Seer aes 
Oot ee security controls 
as rovided for in the specific Mutual Defense Assistance 
Agreement wili be utilized. 

For further information contact, Kenneth L. Cage, Director 
of Group 220, mar pata ey cog 2877 or by mail marked 
to his attention and addressed to the Commissioner of Patents 
and Trademarks, Washington D.C. 20231. 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Apr. 12, 1988. 


+444 


Appendix I 
Serial No: Filed: 
Applicant: 
Title: 
Sponsoring Agency & Address: 


ECCN' ITAR? 
REFERENCE 


Goods Accompanied Keystone Goods Accompanied 
by Sophisticated Equipment he —- 
Know-How or Materials 


SECRECY ORDER AND PERMIT FOR FOREIGN FILING 
IN CERTAIN COUNTRIES 
(Title 35, United States Code, Sections 181-188 (1952) 


NOTICE: To the applicant(s) above named, his, her, or their 
heirs; ee licensees, attorneys and 
agents, hereinafter designated principals: 


You are hereby notified that the above-identified patent 


except as specifically authorized herein 


Any other patent application already filed or hereafter filed 
in the U.S. or any foreign country which contains any significant 
part of the subject matter of the above-identified application 
falls within the scope of this Order. If such other patent 
application is not under a Secrecy Order imposed by the U.S. 


Publication or disclosure of the subject matter ofthe above- 


identified patent application, except as authorized herein 
subsequently by the Comminsione of Patents and Traemars 


ae ny ot 182, 18S and 186 186 (1982). 


master to the penities of 35 U.S. 

"Export Control commodity Number (ECCN) on the Commodity Control List 
(Supplement No. | to 15 CFR 399.1). 

? International Traffic in Arms Regulations (ITAR), 22 CFR 120-130. 
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The principals may disclose, for legitimate business pur- 
poses,’ the subject matter of the above-identified application 
to a U.S. citizen or to a person who is both admitted lawfully 
into the United States for permanent residence and is located 
in the United States provided the U.S. citizen or person is 
furnished with a copy of this Secrecy Order and is informed 
that this Secrecy Order is applicable to the subject matter 
disclosed. 

Legitimate business purposes include selling or producing 
products for the commercial domestic marketplace, or for the 
commercial foreign marketplace providing that any required 
export license is obtained. Legitimate business purposes also 
include selling or otherwise disclosing technical data to foreign 
contractors or foreign governments after receiving the 
required export license or approval by the U.S. Government. 

The principals shall notify the Commissioner of Patents and 
Trademarks if a validated license is obtained from the Office 
of Export Administration or a license is obtained from the 
Director, Office of Munitions Control under regulations gov- 
erning the export of technical data (15 CFR 379 of the Export 
Administration Regulations or 22 CFR 125 of the International 
Traffic in Arms Regulations). 

The subject matter of the above-identified application has 
been determined not to be encompassed by E.O. 10865, entitled 
“Safeguarding of Classified Information Within Industry” or 
E.O. 12356, entitled “National Security Information” and thus 
is not subject to the “Industrial Security Manual for Safeguard- 
ing Classified Information.” However, since the disclosure of 
the subject matter would be detrimental to the national security, 
the subject matter must be safeguarded under conditions that 
will provide adequate protection and prevent access by un- 
authorized persons. When copies of the subject matter are no 
longer needed, they should be destroyed by any method that 
will prevent disclosure of the contents or reconstruction of the 
document. 


The principals are permitted, subject to the conditions stated 


hereinafter, to file and prosecute a corresponding application 
for patent in each of the following countries: Australia, Belgium, 
Canada, Denmark, France, Federal Republic of Germany, 


Greece, Italy, Japan, Luxembourg, Netherlands, Norway, 
Portugal, Sweden, Turkey and United Kingdom. The papers 
for each foreign application and its prosecution shall be 
transmitted to the sponsoring agency, identified herein, for 
forwarding through diplomatic channels for filing in the foreign 
country either directly by the principals or through the prin- 
cipals’ foreign patent attorney or agent if authorized by the 
foreign government. Correspondence exclusively relating to 
payments of taxes and fees need not be sent through the 
sponsoring agency and diplomatic channels provided that such 
correspondence contains no information pertaining to the 
subject matter of the above-identified application. 

International reciprocal agreements providing for the filing 
of patent applications under a Secrecy Order in the above- 
identified countries require the principals to furnish to the 
sponsoring agency identified herein (in addition to the papers 
to be filed in the foreign patent office) a copy of the specification 
(including any drawings annexed thereto, any resume and the 
claims included in the patent application) filed in the patent 
office of the foreign country. This copy will be furnished to the 

iate defense agency of the foreign government for 
information only and without prejudice to any rights of the 
principals. The filing date and serial number of the patent 
application should also be furnished to the sponsoring agency. 

The principals shall request the foreign patent office to place 
in secrecy the foreign patent applications corresponding to the 
above-identified application and shall furnish a copy of this 
Secrecy Order and Permit with the first papers to be filed in 
the foreign patent office. 

The use of this permit shall constitute a waiver, unless 
otherwise required by the international agreements, of any claim 
to compensation for loss or damage due solely to the imposition 
of secrecy or similar treatment of the invention. Belgium, 
France, Federal Republic of Germany, Netherlands, Norway, 


* The term legitimate business purposes is to interpreted consistent with DOD 
Directive 5230.25 entitled “Withholding of Unclassified Technical Data From 
Public Disclosure,” issued by the Secretary of Defense on Nov. 6, 1984, 32 CFR Part 
250, 49 FR 484040 (Dec. 10, 1984). 
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Turkey and United Kingdom normally require a separate 
document confirming such a_ waiver. 

In the case of Japan, the applicant shall ensure in its contract 
with its patent attorney that the patent attorney shall submit 
to the Japanese Patent Office a certified copy of this Secrecy 
Order and Permit. The submission of this permit to the Japanese 
Patent Office is considered notification to the Government of 
Japan and the Secrecy Order status of the above-mentioned 
application and a corresponding Japanese application will be 
considered an Agreement Application referred to in 3(a) of the 
Protocol to the 1956 United States-Japan Agreement. 

This Order should not be construed in any way to mean that 
the U.S. Government has adopted or contemplates adoption 
of the invention disclosed in this application and it is not any 
indication of the value of such invention. 


Director, Special Laws Administration 


**e# *#* * 


Appendix II 


PERMIT FOR FOREIGN FILING IN JAPAN 
(35 USC 182) 


Permit Docket 
U.S.Serial No. 
Applicant: 

Title: - 
INITIATING AGENCY 
Address: 


Petition 
Filed 


The order of secrecy in the above-identified application is 
modified to permit filing of a corresponding application for 
patent in Japan on condition that: 


(1) the papers for application in Japan be transmitted in a 
manner approved for information assigned protection at 
a classification level of 1,25,0.5 to the Initiating Agency 
for forwarding for filing in Japan; (Questions with respect 
to the handling of such information should be directed to 
the Initiating Agency); 
at the time the papers for the application in Japan are 
transmitted to the Initiating Agency for forwarding for 
filing in Japan, an extra copy of the application be included, 
this extra copy to be transmitted by the Initiating Agency 
to the authorities of the government of Japan for defense 
purposes, 
the applicant submit to the Initiating Agency as soon as 
possible the Application Number and filing date of the 
application in the Japanese Patent Office; 
the applicant take all reasonable steps to safeguard the 
information in the application in the Japanese Patent Office; 
and 
the applicant ensure in its contract with its patent attorney 
in Japan that the patent attorney shall submit a certified 
copy of this permit to the Japanese Patent Office with the 
whole set of documents for the application. 


The use of this permit shall constitute a waiver by the 
applicant of any right to compensation for damage which might 
arise under the laws of Japan by virtue of the mere fact that 
the invention is being handled pursuant to 3(a) of the Protocol 
to the Agreement between the Government of the United States 
of America and the Government of Japan to Facilitate Inter- 
change of Patent Rights and Technical Information for Purposes 
of Defense, signed at Tokyo on March 22, 1956 (hereinafter 
referred to as the 1956 Agreement), or for unauthorized 
disclosure of the invention, but reserving a right of compen- 
sation under Article IV of the 1956 Agreement. 

This permit does not lessen the responsibility of the applicant 
to comply with the provisions of any applicable government 
contract which may require that approval to disclose infor- 
mation in Japan be obtained from the contracting officer. 

This permit constitutes the notification to the ernment 
of Japan, which the Government of the United States of America 
undertakes to make pursuant to 4(a) of the Protocol to the 1956 
agreement, that the patent application mentioned in this permit 
is held in secrecy in the United States of America. 
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is permit identifies an application to be filed in 

the Japanese Patent Office, which corresponds to the patent 

ion mentioned in the Permit For Foreign Filing, as 

an Agreement Application referred to in 3(a) of the Protocol 
to the 1956 Agreement. 

This permit may be altered or revoked, in whole or in part, 
by appropriate notice. 


Director, Special Laws Administration 
[1090 OG 9-17] 


(153) Foreign Filing of Secrecy Order Inventions 
In Designated Countries 
37 CFR Part 5 


Under the provisions of 37 CFR Part 5, of Certain 
Inventions and Licenses to File Applications in 
Foreign Countries — the Patent and Trademark Office may, with 
the een of the defense agency sponsoring the 
secrecy order, permit the filing of secrecy order applications 
under 37 CFR 5.5 in designated foreign countries with which 
the Government of the United States of America has entered 
into reciprocal patent secrecy arrangements. 

The United States of America has detailed arrangements with 
17 countries, most of whom are members of the 
Committee Multilateral Export Controls (COCOM). These 

provide protection for classified and other 
sensitive —t = when heid 


patent applications are being 
in secret. These countries are as follows: Australia, Belgium, 
Canada, Denmark, France, Federal Republic of Germany, 
Greece, Italy, Japan, Luxembourg, Netherlands, Norway, 


ormation 
phone at (703) 557-2877 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Sept. 29, 1988. 


[1095 OG 63) 


(154) Foreign Filing of Secrecy Order 
Inventions In Spain 


37 CFR Part 5 


Under the provisions of 37 CFR Part 5 — Secrecy of Certain 
Invention and Licenses to File Applications in Foreign 
Countries — the Patent and Trademark Office may, a 
approval of the defense agency sponsoring the — 
permit the filing of secrecy order 7 CFR 
5.5 in designated foreign countries. designated countries 
are those where the Government of the United States of America 
has entered into reciprocal patent secrecy arrangements. 

S include the North Atlantic Treaty 

(NATO) Agreement for the Mutual 
qd icchuey al tnnteal ltiien totale ook a0 
Siveascoaeed her eee ax ta 
), which was signed at Paris, France on 
entered into force for the United States on Jan. | 


pain acceded to this NATO Agreement on Aug. 10, 1987. 
On July 28, 1988, Spain notified the General of NATO 
that the implementing procedures shall be applicable to Spain 
as of that date. 

The other NATO countries which adhere to this agreement 
are Belgium, Canada, 

Germany, Greece, Italy, 


eco separate agreement 
Ge Laplomenation of the NATO procedases, the 
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United States of America may permit transfer to Spain and Spain 
will protect certain defense-related technical information in 
patent in Spain disclosing inventions which are the 
subject of patent applications held in secrecy in the United States 
of America. Pa Span will accord patent protection to those 

The Patent and T Office is providing for the 
SS ee ae 
of secrecy order applications in the following manner: 


Type 1 secrecy orders entitled “Secrecy Order and Permit 
for Forei in Certain Countries” 51 Federal Register 
32938, ( , 1986), 1071 Official Gazette 31, (Oct. 
21, 1986), revised 1090 Official Gazette 9, (May 3, 1988), 


As of the date of this notice, Spain will be included in all 
type 1 ee ee Ss eS See SS 
foreign filing. All type 1 secrecy orders 
in force will be modified by the Patent and Trademark Office 
upon their renewal anniversary to include Spain as an authorized 
SS eae ee 


Underal ober Patent and Trademark Office secrecy orders 
be considered on a case-by-case 


ir petiti reviewed 
50 days of the gavel eaapts Gomes Phetenaimany 
be foreign filed in Spain. In those instances where filing in 
Spain was these will not have to file any 
petition under 37 CFR 5.5(c) before the Patent and Trademark 


Advisory 
5611 Columbia Pike, Room 332-A, Falls Church, Va. 22041- 
— (703) ee eee ee ee 
and agents or other ee 
Government of Spain to have access to such secrecy order 


For further information contact, Kenneth L . Cage, Director 
of Group 220, by telephone at (703) 357-2877 or by mail marked 
to his attention and the Commissioner of Patents 
and Trademarts, Washington D.C. 20231. 


DONALD J. QUIGG, 

Assistant Secretary and 

Commissioner of Patents 
and Ti 


Sept. 29, 1988. 


' Export Control Commodity Number (BCCN) on the Commodity Control List 
(Supplement No. | to 15 CFR 399.1). 
"International Traffic in Arms Regulation (ITAR), 22 CFR §§ 120-130. 
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SECRECY ORDER AND PERMIT FOR FOREIGN FILING 
IN CERTAIN COUNTRIES 
(Title 35, United States Code, Sections 181-188 (1952) 


NOTICE: To the applicant(s) above named, his, her, or their 
heirs; and any and all of the assignees, licensees, attorneys and 
agents, hereinafter designated principals: 


You are hereby notified that the above-identified patent 
application has been found to contain subject matter which 
discloses critical technology with military or space applica- 
tion. The unauthorized disclosure of such _ subject matter 
would be detrimental to the national security, and you are 
ordered to keep the subject matter secret (as required by 35 
U.S.C. 181) and you are further ordered NOT TO PUBLISH 
OR DISCLOSE the subject matter to any person except as 
specifically authorized herein. 


Any other patent application already filed or hereafter filed 
in the U.S. or any foreign country which contains any significant 
part of the subject matter of the above-identified application falls 
within the scope of this Order. If such other patent application 
is not under a Secrecy Order imposed by the U.S. Patent and 
Trademark Office, it and the common subject matter immedi- 
ately must be brought to the attention of the Director, Group 
220, Attn: Licensing and Review, U.S. Patent and Trademark 
Office, Washington, D.C. 20231. 

Publication or disclosure of the subject matter of the above- 
identified patent application, except as authorized herein or 
subsequently by the Commissioner of Patents and Trademarks, 
may subject the person publishing or disclosing the subject 
matter to the penalties of 35 U.S.C. 182, 185 and 186 (1952). 

The principals may disclose, for legitimate business pur- 
poses,’ the subject matter of the above-identified application to 
a U.S. citizen or to a person who is both admitted lawfully into 
the United States for permanent residence and is located in the 
United States provided the U.S. citizen or person is furnished 
with a copy of this Secrecy Order and is informed that this 
Secrecy Order is applicable to the subject matter disclosed. 

Legitimate business purposes include selling or producing 
products for the commercial domestic marketplace, or for the 
commercial foreign marketplace providing that any required 
export license is obtained. Legitimate business purposes also 
include selling or otherwise disclosing technical data to foreign 
contractors or foreign governments after receiving the required 
export license or approval by the U.S. Government. 

The principals shall notify the Commissioner of Patents and 
Trademarks if a validated license is obtained from the Office 
of Export Administration or a license is obtained from the 
Director, Office of Munitions Control under regulations gov- 
erning the export of iechnical data (15 CFR 379 of the 
Export Administration Regulations or 22 CFR 125 of the 
International Traffic in Arms Regulations). 

The subject matter of the above-identified application has 
been determined not to be encompassed by E.O. 10865, entitled 
“Safeguarding of Classified Information Within Industry” or 
E.O. 12356, entitled “National Security Information” 
and thus is not subject to the “Industrial Security Manual for 
Safeguarding Classified Information.” However, since the 
disclosure of the subject matter would be detrimental to the 
national security, the subject matter must be safeguarded under 
conditions that will provide adequate protection and prevent 
access by unauthorized . When copies of the subject 
matter are no longer needed, they should be destroyed by any 
method that will prevent disclosure of the contents or recon- 
struction of the document. 

The principals are permitted, subject to the conditions stated 
hereinafter, to file and prosecute a corresponding application 
for patent in each of the following countries: Australia, Belgium, 
Canada, Denmark, France, Federal Republic of Germany, 
Greece, Italy, Japan, Luxembourg, Netherlands, Norway, 
Portugal, Sweden, Spain, Turkey and United Kingdom. The 
papers for each foreign application and its prosecution shall 
be transmitted to the sponsoring agency, identified herein, for 


> The term legitimate business purposes is to be interpreted consistent with DOD 
Directive 5230.25 entitled “Withholding of Unclassified Technical Data From 
Public Disclosure,” issued by the Secretary of Defense on Nov. 6, 1984, 32 CFR Part 
250, 49 FR 484040 (Dec. 10, 1984). 
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forwarding through diplomatic channels for filing in the foreign 
country either directly by the principals or through the prin- 
cipals’ foreign patent attorney or agent if authorized by the 
foreign government. Correspondence exclusively relating to 
payments of taxes and fees need not be sent through the 
sponsoring agency and diplomatic channels provided that such 
correspondence contains no information pertaining to the 
subject matter of the above-identified application. 

International reciprocal agreements providing for the filing of 
patent applications under a Secrecy Order in the above-iden- 
tified countries require the principals to furnish to the sponsoring 
agency identified herein (in addition to the papers to be filed 
in the foreign patent office) a copy of the specification 
(including any drawings annexed thereto, any resume and the 
claims included in the patent application) filed in the patent 
office of the foreign country. This copy will be furnished to 
the appropriate defense agency of the foreign government for 
information only and without prejudice to any rights of the 
principals. The filing date and serial number of the patent 
application should also be furnished to the sponsoring agency. 

The principals shall request the foreign patent office to place 
in secrecy the foreign patent applications corresponding to the 
above-identified application and shall furnish a copy of this 
Secrecy Order and Permit with the first papers to be filed in 
the foreign patent office. 

The use of this permit shall constitute a waiver, unless 
otherwise required by the international agreements, of any claim 
to compensation for loss or damage due solely to the imposition 
of secrecy or similar treatment of the invention. Belgium, 
France, Federal Republic of Germany, Japan, Netherlands, 
Turkey and United Kingdom normally require a separate 
document confirming such a waiver. 

In the case of Japan, the applicant shall ensure in its contract 
with its patent attorney that the patent attorney shall submit 
to the Japanese Patent Office a certified copy of this Secrecy 
Order and Permit. The submission of this permit to the Japanese 
Patent Office is considered notification to the Government of 
Japan and the Secrecy Order status of the above-mentioned 
application and a corresponding Japanese application will be 
considered an Agreement Application referred to in 3(a) of the 
Protocol to the 1956 United States-Japan Agreement. 

This Order should not be construed in any way to mean that 
the U.S. Government has adopted or contemplates adoption 
of the invention disclosed in this application and it is not any 
indication of the value of such invention. 


Director, Special Laws Administration 
[1095 OG 63) 


(155) Guidelines for Extension of Patent Term 


Under 35 U.S.C. 156 


This notice is intended to establish initial guidelines for patent 
owners who are seeking extensions of patent terms pursuant to 
newly enacted 35 U.S.C. 156. These guidelines will be effective 
until further notice. Section 156 of Title 35, United States Code, 
provides that a patent owner seeking an extension of the term 
of a patent pursuant to its provisions must submit an application 
to the Commissioner of Patents and Trademarks (hereinafter 
Commissioner) within a certain defined period of time. Section 
156 specifies certain components the application is to contain, 
including “such patent or other information as the Commis- 
sioner may require.” See 35 U.S.C. 156(d) (1) (E). Section 
156(d) (4) also provides that “[a] n application for the extension 
of the term of a patent is subject to the disclosure requirements 
prescribed by the Commissioner.” Section 156(h) provides that 
the “Commissioner may establish such fees as the Commis- 
sioner determines appropriate to cover the costs to the Office 
of receiving and acting upon applications under this section.” 
The purpose of this notice is to provide the guidelines which 
a patent owner or its agent should use in deciding whether to 
submit an application for the extension of the term of a patent 
to the Patent and Trademark Office and in actually making the 
submission of such an application. This notice is divided into 
a number of sections set forth below which treat various 
determinations which have to be made by a patent owner or 
its agent prior to submission of an application and further 
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includes guidelines as to the actual content of an application 
for extension of the term of a patent. 

A patent owner or its agent should use the guidelines in the 
various sections set forth below in ining whether a patent 
is subject to, and meets the conditions for, extension of its term. 
If so, the patent owner or its agent should also use the guidelines 
set forth below in preparing and filing an ication for 
extension of the patent term. If any application for extension 
of the term of a patent is filed in accordance with 35 U.S.C. 
156 before the date on which this notice is published in the 
Official Gazette and is not in compliance with the requirements 
of this notice, applicant will be notified of the deficiencies in 
the application and will be given a period of time within which 
to correct the deficiencies. 

Guidelines 
§ A. Patents subject to extension of the patent term. 


(a) Any patent which claims a product as defined in paragraph 
(b) of this section, or a method of using such a product, or a 
method of manufacturing such a product, is subject to being 
extended in accordance with 35 U.S.C. 156. 

(b) The term “product” referred to in paragraph (a) of this 
section means (1) a human drug product or (2) any medical 
device, food additive, or color additive subject to 
under the Federal Food, Drug, and Cosmetic Act. term 
“human drug product” means the active ingredient of a new 
drug, antibiotic drug, or human biological product (as those 
terms are used in the Federal Food, Drug, and Cosmetic Act 
and the Public Health Service Act) including any salt or ester 
of the active ingredient, as a single entity or in combination with 
another active ingredient. 

§ B. Conditions for extension of term of a patent. 


The term of a patent may be extended if: 

(a) the patent claims a product or a method of using or 
manufacturing a product as defined in § A of this notice; 

(b) the term of the patent has never been previously extended 
except for any interim extension issued pursuant to 35 
U.S.C. 156(e) (2); 

(c) an application for extension is submitted pursuant to § D 
of this notice; 
the product has been subject to a regulatory review period 
as defined in 35 U.S.C. 156(g) and by the Secretary of 
Health and Human Services before its commercial mar- 
keting or use; 
the product has received permission for commercial 
marketing or use and (i) the application is submitted within 
the sixty day period beginning on the date the product first 
received permission for commercial marketing or used 
under the provision of law under which the 
regulatory review period occurred, or (ii) in the case of a 
patent claiming a method of manufacturing the product 
which primarily ep te ee DNA technology in the 
manufacture of the the application for — 
is submitted within the sixty day period beginning on the 
date of the first permitted commercial or use of 
a product manufactured under the process claimed in the 


patent; 

(f) the term of the patent has not expired before the submission 
of an application pursuant to § D of this notice; and 

(g) no other patent has been extended for the same regulatory 

review period for the product. 


§ C. Applicant for extension of patent term. 


Any application for extension of a patent term must be 
submitted by the owner of record of the patent or its agent and 
must comply with the requirements of § D of this notice. 


§ D. Application for extension of the term of a patent. 


(a) ee SF ee a ae 
be made in writing to the Commissioner of and 
Trademarks. The filing date of an application for extension 
of the term of a patent is the date on which the complete 

for extension and a duplicate of the papers 
thereof, certified as such, are received in the Patent and 
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ba yn a pethrent pr pp yy pee yey ol 
CFR 1.10. The provisions of 37 CFR 1 
used to file an application for the extension of the term 
of a patent. 
(b) a nie ee 


(1) ete identification of the 
(2) 


(3) 


to such activities; 
a statement that in the opinion of the applicant the patent 
a 


applicant during 
Shncacninattenliisitacmeiten 
applicable 
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(d) If any application for extension of the term of a patent 
submitted pursuant to this section is held to be incom- 
plete, applicant may seek to have that holding reviewed 
by filing a petition pursuant to 37 CFR 1.182 within such 
time as may be set, or if no time is set, within one month 
of the date on which the application was held incomplete. 


§ E. Interim extension of the term of a patent. 


An applicant who has filed an application for extension 
pursuant to § D of this notice may request one or more interim 
extensions for periods of up to one year pending a final deter- 
mination on the application. Any such request should be filed 
at least three months prior to the expiration date of the patent. 
The Commissioner may issue interim extensions for periods of 
up to one year until a final determination is made without a 
request by the applicant. In no event will the interim extensions 
granted under this section be longer than the maximum period 
of extension to which the applicant would be eligible. 


§ F. Fee for receiving and acting on an application for extension 
of the term of a patent. 


Pursuant to 35 U.S.C. 156(h) the Commissioner has deter- 
mined that a fee of $750.00 is appropriate to cover the costs 
to the Patent and Trademark Office of receiving and acting upon 
applications for extension of the term of a patent filed pursuant 
to 35 U.S.C. 156. The fee should accompany the application 
when filed. If a fee in a different amount is adopted in Title 
37 of the Code of Federal Regulations, applicant will be refunded 
any excess or required to submit any deficiency. 


§ G. Address for application for extension of the term of a patent 
and communications relating thereto. 


All applications for extension of the term of a patent and 
any communcations relating thereto intended for the Patent and 
Trademark Office should be addressed to the Commissioner of 
Patents and Trademarks, Box Patent Ext., Washington, D.C. 
20231. When appropriate, the communication should also be 
marked to the attention of a particular individual. 


§ H. For further information contact: 


R. Franklin Burnett by telephone at (703) 557 3054 or by 
mail marked to his attention and addressed to the Commissioner 
of Patents and Trademarks, Washington, D.C. 20231. 


Summary 


The initial guidelines set forth above are considered to be 
appropriate and authorized by 35 U.S.C. 156. They will provide 
appropriate guidance to patent owners and their agents pending 
appropriate changes which will be made in Title 37 of the Code 
of Federal Regulations. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[1047 O.G. 16] 


Sept. 25, 1984. 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 60594-7007} 


Rules for Extension of Patent Term 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases, Part 1 of Title 37, Code 
of Federal Regulations, to provide the rules and procedures 
under which extensions in the terms of patents may be sought 
pursuant to the isions of 35 U.S.C. 156 which was enacted 
on Sept. 24, 1984 in Title II of Pub. L. 98 417, the “Drug Price 
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Competition and Patent Term Restoration Act of 1984.” The 
new 35 U.S.C. 156 provides that, upon application to the 
Commissioner of Patents and Trademarks, the term of a par- 
ticular patent, which claims a product or a method of using or 
manufacturing a product as defined in the Public Law, may be 
extended under certain circumstances and conditions where the 
product has been subject to a regulatory review as defined in 
Pub. L. 98 417 and by the Secretary of Health and Human 
Services, before its commercial marketing or use. The rule 
changes amending Part | of Title 37 would provide specific 
procedures for the submission of such applications to the Patent 
and Trademark Office and for the determination and issuance 
of certificates of patent term extension (PTE) by the Patent and 
Trademark Office on the applications submitted. 

Effective Date: May 26, 1987. 

For Further Information Contact: Charles E. Van Horn by 
telephone at (703) 557-3637 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: A notice of proposed rulemaking 
was published in the Federal Register on July 30, 1986, at 51 
FR 27205 27215 and in the Official Gazette on Aug. 19, 1986, 
at 1069 O.G. 25 34. An oral hearing was held on Sept. 15, 1986. 
Sixteen written letters and statements were submitted. Two (2) 
persons testified at the oral hearing which resulted in ten (10) 
pages of testimony. 


Objectives of the Rule Change 


The rule change makes some clarifications and additions to 
the initial operating guidelines which were published as 
“Guidelines for Extension of Patent Term under 35 U.S.C. 156” 
in the Official Gazette of the PTO on Oct. 9, 1984. Several of 
the changes are designed to adopt and implement suggestions 
from members of the public. 


Discussion of Specific Rules 


Section 1.1 is amended to indicate that applications for 
extension of patent terms and any communications relating 
thereto intended for the Patent and Trademark Office should 
be directed to “Box Patent Ext.” 

The filing of an application for an extension of the term of 
a patent would be considered timely if received in the Patent 
and Trademark Office on or before the statutory deadline, or 
if the application is deposited with the U.S. Postal Service in 
accordance with the provisions of § 1.8 or § 1.10 of this part 
before the statutory deadline. The filing of an application for 
an extension of the term of a patent would be treated in the same 
manner as the filing of any paper required to be filed in the Patent 
and Trademark Office within a set period of time and not subject 
to the exceptions enumerated in 37 CFR 1.8(a). 

Section 1.20 is amended to add paragraph (n) to establish 
a fee of $550.00 for filing an application for extension of the 
term of a patent pursuant to § 1.740. This amount is set to cover 
the costs to the Patent and Trademark Office of receiving and 
acting upon applications for extension of patent term as provided 
in 35 U.S.C. 156(h) based upon PTO experience in processing 
applications for patent term extension during the first two years 
of implementation. 

Comment: 

The reduction in the fee for filing an application for patent 
term extension from $750.00 to $550.00 has raised the question 
of how to obtain refunds for those applications filed under the 
initial operating guidelines. 

Reply: 

When the final rules are approved, refunds will be made to 
those who paid the higher fee without any request being filed. 
Although the final rules do not take effect until 60 days from 
publication in the Federal Register, the fee of $550.00 should 
be paid with any application filed after the date of this publication 
of the final rules. 

Comment: 

It has been suggested that a lower fee be set for the filing 
of a patent term extension application which would be applicable 
to small entities. 

Reply: 

This suggestion has not been adopted since there is no 

statutory provision for such a fee structure. 
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A new “Subpart F Extension of Patent Term” is added to 
Part 1 to include §§ 1.710 through 1.785. 

Section 1.710 defines the patents subject to extension of the 
patent term. Paragraph (a) of § 1.710 defines the patents subject 
to extension in terms of the subject matter being claimed therein. 
Under paragraph (a) of § PY epee fel wed 
a method of using a product, (3) or a method of manufacturing 
a product can be extended as long as the product meets the 
definition contained in paragraph (b) of § 1.710, and as long 
as the other conditions and requirements for extension of patent 
term are met. Paragraph (b) of § 1.710 follows the language 
of 35 U.S.C. 156 and defines a “product” as meaning (1) a 
human drug product or (2) any medical device, food additive, 
or color additive subject to regulation under the Federal Food, 
Drug, and Cosmetic Act. The term “human drug product” as 
defined in paragraph (b) of § 1.710 means the active ingredi- 
ent of a new drug, antibiotic drug, or human biological 
(as those terms are used in the Federal Food, Drug, and Cosmetic 
Act and the Public Health Service Act) including any salt or 
ester of the active ingredient, as a single entity or in combination 
with another active ingredient. 

Comment: 

It has been proposed that § 1.710 be modified to specifically 

acknowledge that patents claiming tical composi- 
tions or formulations of the “product” are eligible for extension 
or alternatively to modify the term “product” to include such 
compositions or formulations. 

Reply: 

“Product” is specifically defined in 35 U.S.C. 156(f) as 
follows. For a human drug the term means “the active 
ingredient of a new drug, antibiotic drug or human biological 
product (as those terms are used in the Federal Food, Drug and 
Cosmetic Act and the Public Health Service Act) including any 
shone: 5) Se Se ee or in 
combination with another active ingredient.” A patent is 
considered to claim the product where it claims the active 
ingredient per se, or claims a composition or formulation which 
contains the active ingredient(s) and reads on the composition 
or formulation approved for commercial marketing or use. 
Comment: 

It has been suggested that the language of § 1.710(b) be 
modified to read “(1) a human drug product (i.c., the active 
ingredient of a new drug, antibiotic drug or human bi 
product, as those terms are used in the Federal Food, Drug, and 
Cosmetic Act and/or the Public Health Service Act)”, with a 
similar modification at the bottom of the paragraph. 

Reply: 

Since the language used in this section of the rule tracks the 
statutory language on which it is based and to avoid possible 
confusion or unnecessary ambiguity, the proposed modification 
has not been adopted. 

Comment: 

It has been suggested that the definition of the term 
“product” be broadened to specifically refer to product-by- 
process claimed products. 

Reply: 

The term “product” as defined in the statute and rules is 
considered to encompass any means of defining a product. 
Product-by-process claims are only an alternative form available 
to claim a product. Neither the proposed rules nor statute limit 
the manner of claiming a product. 

Section 1.720 defines the conditions under which the term 
of a patent may be extended. The conditions for extension are: 


(1) The patent must claim a product or a method of using 
or manufacturing a product as defined in § 1.710, 

(2) The term of the patent must never have been previously 
Ky except for any interim extension issued pursuant to 
§1 

(3) An application for extension must be submitted in 
compliance with § 1.740; 

(4) The product must have been subject to a regulatory review 
period as defined in 35 U.S.C. 156(g) before its commercial 

or use; 
(5) The product must have received permission for commer- 
Ss «ee ee 
cial marketing or use of the product must be the first received 
permission for commercial or use under the provision 
of law under which the applicable regulatory review occurred, 
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an Carte hel meee 
the product which ee ee ee 
in the manufacture of the product, the permission for 
commercial marketing or use must be the first received permis- 
sion for the commercial marketing or use of a product manu- 
factured under the process claimed in the patent; 

Fn ne nee 
period beginning on the date the product first received permis- 
oo ee eee aoe ee 
law under which the applicable review period 
occurred, or in the case of a patent claiming a method of 
manufacturing the product which primarily uses recombinant 
DNA technology in the manufacture of the product, the appli- 
cation for extension must be submitted within the sixty day 
period on the date of the first permitted commercial 
marketing or use of the product manufactured under the process 
claimed in the patent; 

(7) The term of the patent must not have expired before the 
submission of an application in compliance with § 1.741; and 

(8) No other patent term must have been extended for the 
same regulatory review period for the product. 


Comment: 

It has been suggested that § 1.720(e) be modified to avoid 
ee eee eee 
pelea ped. nema by menp te bd 

or use and (2) that the application be 
scaled aiadnge char ty day period beginning on the date the 
igh ae anette, 5 a commercial marketing or 


Reply: 

The section has been modified to be more consistent with 
the underlying statutory language. In addition, subsection (ei) 
has been changed to (f), the term (ii) has been cancelled and 
subsections (f) and (g) have been relettered as (g) and (h) 
respectively. Thus, each statutory requirement is 
provided for as suggested. 

Comment: 

The rule appears to distinguish between the date when 
commercial marketing or use is “first permitted” for products 
made by DNA method inventions, versus the date a product first 
“received permission” for commercial or use. Since 
this distinction is not required by the statute which uses the 
language “first permitted commercial marketing or use” in each 
case, is there some other policy reason for the apparent distinc- 
tion? 

Reply: 

No distinction was intended, simply a different combination 
of words used to describe the same date—i.c. the date of “first 
permitted commercial marketing or use.” 

Comment: 

It has been suggested that patent term extension should not 
be available for a patent in which a terminal disclaimer has been 
filed and where such a terminal disclaimer was 
necessary to avoid double patenting. 

Reply: 
The suggestion has not been adopted since there is no 


owner. 
Comment: 

It has been suggested that § 1.730 be deleted as being 
redundant with §§ 1.720(c) and 1.740(b). 


This suggestion has not been adopted. Section 1.730 repeats 
the statutory requirement as to those eligible to file the appli- 





1110 TMOG 260 
(156) 


cation for patent term extension. Sections 1.720(c) and 1.740(b) 
reflect the Commissioner’s rule making authority as to what is 
necessary to demonstrate that the statutory requirement has been 
ee ee 
accompanies an application for patent term extension and (2) 
the contents of the oath and declaration. Thus the sections are 
not redundant. 
i 1.740 establishes the contents and requirements of 
ion for extension of patent term. Paragraph (a) of 
$1. 40 requires that the application be made in writing to the 
Commissioner of Patents and Trademarks. The certified dupli- 
cate of the application papers will serve as the copy to be 
submitted by the Commissioner to the Secretary of Health and 
Human Services in order that the Secretary may determine the 
regulatory review period as required by Pub. L. 98 


a. (a) of § 1.740 further specifies the contents of a 

ormal application for extension of patent. If the application does 

= meet all formal requirements when submitted, the applicant 

will be notified of the informalities and may seek to have that 

holding reviewed under § 1.740(c). In accordance with para- 

graph (a) of § 1.740, a formal application for the extension of 
the term of a patent shall include: 


(1) A complete identification of the approved product as by 
appropriate chemical and generic name, physical structure or 
characteristics that would permit the Commissioner to make a 
determination of whether the patent claims the approved 

or a method of making or using the approved product; 

(2) Acomplete identification of the Federal statute including 
the applicable provision of law under which the regulatory 
review occ : 

(3) An identification of the date on which the product 
received permission for commercial marketing or use under the 
provision of law under which the applicable regulatory review 


occurred; 

(4) In the case of a human drug product, an identification 
of each active ingredient in the product and as to the product 
and each active ingredient, a statement that they have not been 
serra | d approved for commercial marketing or use under the 

Food Drug and Cosmetic Act, or a statement of when 
the active ingredient was approved for commercial marketing 
or use (either alone or in combination with other active ingre- 
dients) and the provision of law under which it was approved; 

(5) A statement that the application is being submitted within 
the sixty day period permitted for submission pursuant to 
proposed § 1.720(f) and an identification of the date of the last 
day on which the application could be submitted; 

(6) A complete identification of the patent for which an 
extension is being sought by the name of the inventor, the patent 
number, the date of issue, and the date of expiration; 

(7) A copy of the patent for which an extension is being 
sought, including the entire specification (including claims) and 
dra 


wings; 

(8) A copy of any disclaimer, certificate of correction, receipt 
or statement of maintenance fee payment, or reexamination 
certificate issued in the patent; 


(9) A statement beginning on a new page that the patent 
claims the approved product or a method of using or manufac- 
turing the approved product, and a showing which lists each 
applicable patent claim and demonstrates the manner in which 

patent claim reads on the approved product or 
a method of using or manufacturing the approved product; 

(10) A statement be; of the relevant 
dates and information pursuant to 35 U.S.C. 156(g) in order to 
Paap ny Tamanee 5 enlpeaeacamaeees 
the le regulatory review period. 

(i) a human drug product, this information will include 
the effective date of the investi new drug (IND) appli- 
cation and the IND number; date on which a new drug 
application (NDA) was initially submitted and the NDA number, 
and the date on which the NDA was ed; 

(ii) For a food or color additive, this information will include 
the date a major health or environmental effects test on the 
opty peapered penta Crag segtne sane en eran 
date; the date on which a petition for product al under 
the Federal Food, Drug and Cosmetic Act was initially submitted 
and the petition number; and the date on which the application 
was approved; 
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(iii) For a medical device, this information will include the 
effective date of the investigational device exemption (IDE) and 
the IDE number, if applicable, or the date on which the applicant 
began the first clinical investigation involving the device if no 
IDE was submitted and any available substantiation of that date; 
the date on which an application for product approval under 
section 515 of the Federal Food, Drug and Cosmetic Act was 
initially submitted and the number of the application; and the 
date on which the application was approved. 

In the cases where there is no regulatory event to reflect the 
commencement of the testing or approval phase of the regulatory 
review period, applicants should include in the application the 
dates that they claim initiate either the approval or the testing 
phases and an explanation of their reasonable basis for why they 
conclude that these dates are the relevant dates. For instance, 
when the clinical trials are conducted outside the United States, 
the testing phase for a medical device begins on the date the 
clinical investigation involving the device was begun. An 
applicant should include an explanation as to why the date 
claimed is the date on which such clinical investigations had 
commenced. If the applicant had any means of substantiating 
that date, that information should be included in the application. 

Finally, on this separate page in the application there should 
be a statement as to the length of the regulatory review period 
claimed including an explanation of how the applicant deter- 
mined the length of the regulatory review period. It should be 
noted in the application that this particular calculation is made 
solely with respect to section 156(G)(1) thru (3) of Title 35 of 
the United States Code and does not take into account any other 
limitations or restrictions on the length of possible patent 
extension. 

(11) A brief description beginning on a new page of the 
significant activities undertaken by the marketing applicant 
during the applicable regulatory review period with respect to 
the approved product and the significant dates applicable to such 
activities. This description should include an identification of 
significant communications of substance with the Food and 
Drug Administration (FDA) and the dates related to such 
communications. For example, these activities would include 
the dates of the submission of new data to the FDA, commu- 
nications between FDA and the applicant with respect to the 
appropriate protocols for testing the product, and communica- 
tions between FDA and the applicant that are attempts to define 
the particular requirements for premarketing approval of this 
particular product. 

(12) A statement beginning on a new page that in the opinion 
of the applicant the patent is eligible for the extension and a 
statement as to the length of extension claimed, including how 
the length of extension was determined and whether the 14 year 
limit of 35 U.S.C. 156(c)(3), the five year limit of 35 U.S.C. 
156(g)(4)(A) or (B) or the two year limit of 35 U.S.C. 
156(g)(4)(C) applies. 

(13) A statement that applicant acknowledges a duty to 
disclose to the Commissioner of Patents and Trademarks and 
the Secretary of Health and Human Services any information 
which is material to the determination of entitlement to the 
extension sought (see § 1.765); 

(14) The prescribed fee for receiving and acting upon the 
application for extension (see § 1.20(n); 

(15) The name, address, and telephone number of the person 
to whom contacts and correspondence relating to the application 
for patent term extension are to be directed; 

(16) A duplicate of the application papers, certified as such; 


(17) An oath or declaration as set forth in paragraph (b) of 
this section. 

Paragraph (b) of § 1.740 requires that an oath or declara- 
tion signed by the owner of record of the patent or its agent 
accompany the application as a part thereof. An application for 
extension filed without an oath or declaration is not a formal 
applicaion. The oath or declaration filed as a part of the 
application must specifically identify the application papers and 
the patent for which an extension is sought and include aver- 
ments that the person signing the oath or declaration: 


FS her pe an official of a corporate owner authorized 
Or a patent attorney or author- 
the Patent and Trademark and who 
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has general authority from the owner to act on behalf of the 
owner in patent matters. 

(2) Has reviewed and understands the contents of the 
application being submitted pursuant to § 1.740; 

(3) Believes the patent is subject to extension pursuant to 
§ 1.710; 

(4) Believes an extension of the length claimed is fully 
justified under 35 U.S.C. 156 and the. applicable regulations; 
and 


(5) Believes the patent for which the extension is being sought 
meets the conditions for extension of the term of a patent as 
set forth in § 1.720. 


In signing the oath or declaration referred to in paragraph 
(b) of § 1.740 an official of a corporate owner or an attorney 
or agent acting on behalf of the owner is representing that he 
or she is the agent of the owner and has authority to act on behalf 
of the owner in filing the application for patent term extension. 
Note also § 1.730. 

Paragraph (c) of § 1.740 provides for review of a holding 
that an application for patent term extension is informal by the 
filing of a petition with any appropriate fee, if necessary, 
pursuant to §§ 1.181, 1.182 or 1.183 of this title. Should an 
applicant disagree with the holding of informality and wish to 
have the holding reviewed, a petition under 37 CFR 1.181 would 
be appropriate. If applicant chooses to provide additional 
information to correct the informality, a petition under 37 CFR 
1.182, accompanied by the required fee, should accompany such 
a filing. 

The failure to timely comply with any requirement of these 
regulations which is not an explicit requirement of the statute 
may be waived under the appropriate circumstances in accor- 
dance with 37 CFR 1.183. While timely action is expected, relief 
under 37 CFR 1.183 may be appropriate in view of the tight 
time deadlines and other circumstances involved in filing an 
application for extension of the patent term. Any such petition 
must be filed with the required fee within such time as may be 
set, or if no time is set, within one month of the holding. 
Comment: 

It has been suggested that § 1.740 be modified in order to 
permit the obtaining of a filing date for an application should 
it be found not to meet all of the requirements of § 1.740(a). 
The suggestion arises from a concern that an application which 
was filed within the 60 day filing period provided by statute 
and which was subsequently found to be informal within the 
meaning of the rules, might lose the filing date for failing to 
meet all requirements of the rules at the time of filing. Since 
the period for filing an application for patent term extension 
is limited by statute, it might not be possible for an applicant 
to correct such informalities within the statutory period of 60 
days and could result in the loss of rights to an extension. In 
this regard it has also been su that the rules be modified 
to allow a filing date for a “substantially application” 
which might have been determined by the Patent and Trademark 
Office to be incomplete or informal. 

Reply: 

This suggestion has been essentially adopted by providing 
a new section designated 1.741 which specifically defines the 
requirements which must be met in order for an application to 
be entitled to a filing date. These requirements are those set forth 
in 35 U.S.C. 156(d)(1). Section 1.740(b) has been relettered as 
(a) and defines what constitutes a “formal application”. 
Subparagraph (c) now provides for notice to in the 
event that the application as filed is found to be informal as well 
as applicant’s recourse to such a holding. If the requirements 
of § 1.741 are met, the filing date will have been established 
as provided therein even if the application is held to be informal 
under § 1.740. 

Comment: 

Clarification of the requirements of §§ 1.740 (a)(1) and 1.740 
(a)(4) has been requested with regard to products or methods 
of making or using them so as not to require the submission 
of trade secret information unless necessary for a determination 
of eligibility for patent term extension or at least enable the PTO 
“~~ ; the information of this type as a trade secret. 

epty: 

There is no provision in the statute or proposed rules for 
withholding from the public any information that is submitted 
to the PTO or FDA relating to an application for patent term 
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a determination of eli; gibility or any other PTO responsibility 
under 35 U.S.C. 156, it will be made public at the time the 
certificate is issued. Otherwise, the trade secret information will 
be expunged from the file and returned to the patent term 
extension applicant, if the information regard as a trade secret 
is specifically identified. 

Comment: 

Section 1.740(a)(4) is confusing because it is unclear whether 
an applicant for a patented formulation that combines two active 
agents must submit information as to the review 
periods for each active i ient separately, the combined 
active agents, or all of the above. 

Reply: 

All of the above is correct, so that a determination can be 
made under 35 U.S.C. 156(a)(5). 

Comment: 

Section 1.740(a)(4) should be modified to include a statement 
that the applicant is not prejudiced by the rule requirements in 
obtaining a patent term extension where some, but not all, active 
ingredients have been approved by the FDA for commercial 
marketing or use prior to approval of the new chemical entity 
(NCE) claimed in the patent for which a PTE application has 
been filed. 

Reply: 

The basic issue presented by this comment is whether a patent 
claiming an approved product containing an old active ingre- 
dient (approved by FDA in a prior regulatory review) and a new 


is involved as an active ingredient, 
the balance of the formulation approved by the FDA. 
Comment: 
It has been suggested that § 1.740(a)(4) be deleted as 
redundant with $§ 1.740(a)(1) and ep na te Kp wing 
as requiring information not authorized by statute. 
Reply: 


Section 1.740(a)(4) requires a statement, by 
ee ae 
been previ approved for commercial marketing 
This {s a diffesem requirement from either § 1.740(aX1) or 
§ 1.740(a)\(3) which require an indentification of the approved 

identification of the date on which the product 
received permission for commercial or use. This 
information is 1 to a determination of eligibility under 
35 U.S.C. 156(a)(5). As to the of information author- 
ized by statute, 35 U.S.C. 156(d)(1)(E) permits the Commis- 
sioner to request any such information required. 
Comment: 

It has been suggested that § 1.740(a)(6) be modified to 
include a requirement that the application, in identifying the 
patent for which extension is sought, include the date of 
expiration and such information should take into account any 
terminal disclaimer. 

Reply: 

Section 1.740(a)(6) has been modified to require a statement 
of the expiration date. 
Comment: 

It was observed that the proposed rules no longer require 
a “reissue style” cut-up copy of the original patent. 
Reply: 

"sft observation it accurate since the PTO has found that 

copy has not been required and only adds unnecessary 
ry + the applicant and bulk to the application. 
Comment: 

S Se teen erggeaed Gn © LTS be aoe 
adding the ng wowed pide - 
of competent jurisdiction, which decision is 
validity of the patent. 

Reply: 

This has not been patent 

owner or agent has a duty of disclosure under § 1.765 which 
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would reasonably include the obligation to bring such a decision 
to the attention of the Office. 
Comment: 

It has been suggested that the comments in the proposed 
preamble regarding § 1.740(a)(10) be revised to reflect that this 
subsection does not require a statement of the length of the 
regulatory review period and how it was determined. 

Reply: 

This observation concerning the requirements of 
§ 1.740(a)(10) was correct since there was no requirement that 
a description be provided as to how the regulatory review period 
is determined. However, since it would be helpful to the FDA 
in confirming its own calculation to have a statement concerning 
the length of the regulatory review period, including how the 
length was determined, these requirements have been made a 
part of § 1.740(a)(10). 

Comment: 

It is suggested that the language of § 1.740(a)(11) which 
calls for a description of the activities carried out by the 
“applicant” is too restrictive since other parties may be involved 
in or sponsoring the FDA approval work. 

Reply: 

The provisions of § 1.740(a)(11) have been modified to point 
out that a description of the activities of the marketing applicant 
before the FDA is requried. 

Comment: 


It has been suggested that § 1.740(a)(11) should be modified 
to require a description of “significant” or “material” activities 
undertaken by the marketing applicant during the applicable 
review period. It is argued that the section taken in combination 
with the related discussion in the proposed preamble places too 
great a burden on an applicant, i.e. submission of summaries 
of all communications and all dates of any activities regarding 
the FDA approval process. 

Reply: 

The section has been modified so as to require a brief 
description of the significant activities undertaken by the 
marketing applicant during the applicable regulatory review 
period and the significant dates applicable thereto. Thus the 
requirements of this section may be met by an identification 
of significant communications of substance with the FDA during 
the regulatory review period and the dates related to such 
communications. There is no intent on the part of the PTO to 
broaden the burden of the statute, in regard to the description 
of the activities to which this section pertains, by requiring 
submission of insignificant details. The PTO does not read the 
statute to require an applicant to establish the existence of due 
diligence during the regulatory review period in order to have 
a complete application. It is recognized that the regulatory 
review process may be continuous and protracted. Not all 
communications are material to that process but certainly all 
of those which are significant to the regulatory review process 
should be identified. It is sufficient that the description of the 
activities briefly identify those significant activities undertaken 
by the marketing applicant in order to identify significant events 
in the effort directed toward regulatory approval of the product. 
Comment: 

It has been suggested that the requirement of § 1.740(b)(1) 
that the person signing or declaring other than either the patent 
owner or corporate owner with the authority to obligate the 
corporation must have “specific” written authority to sign the 
oath or declaration was confusing and might well work a 
hardship on applicants since the rule is unclear as to just what 
type of authorization is required. 

Reply: 

This section has been modified to include an attorney or agent 
who has general authority to take action on behalf of the patent 
owner with respect to patent matters so long as that person is 
registered to practice before the Patent and Trademark Office. 
Comment: 

It has been suggested that § 1.740(c), which permits an 
applicant whose application has been found to be informal to 
file a petition with the required fee pursuant to §§ 1.181, 1.182 
or 1.183, is unduely burdensome for minor informalities. It has 
been suggested, therefore, that an applicant be given a period 
in which to resubmit the application in corrected form together 
with a fee and avoid the filing of the described petition. 
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Reply: 

This suggestion has not been adopted since the PTO expects 
that the application will be complete and formal as filed. A 
petition, with the appropriate fee, as necessary is a well recog- 
nized mechanism for reviewing a holding that a defect exists 
or curing a defect in papers that have been submitted and 
providing an opportunity for applicant to explain how the defect 
occurred. 

Section 1.741 provides that the filing date of an application 
for patent term extension will be the date on which an application 
is received in the Patent and Trademark Office or filed pursuant 
to the “Certificate of Mailing” provisions of 37 CFR 1.8 or 
“Express Mail” provisions of 37 CFR 1.10 and which includes 
all of the following: 


(1) An identification of the approved product; 

(2) An identification of the Federal statute under which 
regulatory review occurred; 

(3) An identification of the patent for which an extension 
is being sought; 

(4) An identification of each claim of the patent which claims 
the approved product or a method of using or manufacturing 
the approved product; 

(5) Sufficient information to enable the Commissioner to 
determine under 35 U.S.C. 156 subsection (a) and (b) the 
eligibility of a patent for extension and the rights that will be 
derived from the extension and information to enable the 
Commissioner and the Secretary of Health and Human Services 
to determine the period of the extension; and 

(6) A brief description of the activities undertaken by the 
marketing applicant during the applicable regulatory review 
period with respect to the approved product and the significant 
dates applicable to such activities. 


Section 1.741(b) provides that if an application submitted 
pursuant to this section is held to be incomplete, applicant may 
seek to have this holding reviewed under {g49 1.181. 

Section 1.741 has been provided in response to concerns 
presented in many of the written comments received as to the 
limited statutory time period for filing an application for patent 
term extension and the possibility of not obtaining a filing date 
within the 60 day period during which the statute requires such 
an application to be filed. The rule now provides that the filing 
date will be that date on which the application is filed with the 
PTO and meets those requirements specifically set forth. These 
requirements are those specifically required by the statutory 
language of 35 U.S.C. 156(d)(1). The PTO will consider each 
of these statutory requirements to be satisfied in an application 
which provides sufficient information, directed to each require- 
ment, to act on the application, even though further information 
may be desired by the PTO or Secretary before a final deter- 
mination of eligibility and length of patent term extension is 
made. 

Section 1.750 covers the determination of eligibility for 
extension of the term of a patent which will be made by the 
Patent and Trademark Office on the application for extension. 
As provided for by Pub. L. 98-417, and as set forth in this section, 
it is intended that the determination as to whether a patent is 
eligible for an extension can be made solely on the represen- 
tations contained in the application for extension filed in 
compliance with § 1.740 of this part. Section 1.750 does, 
however, provide that further information may be required of 
applicant by the Commissioner or other officials or the 
Commissioner or other officials may make such independent 
inquiries as desired before a final determination is made on 
whether a patent is eligible for extension. In circumstances 
where further information is required by the Office, the applicant 
will be given a time period within which to respond. The failure 
to file a response within the period provided may result in a 
final determination adverse to the granting of an extension of 
patent term unless the response period is extended. An extension 
of time to respond may be requested under the provisions of 
37 CFR 1.136. Under appropriate circumstances, a request for 
information may contain a statement that the provisions of 37 
CFR 1.136(a) are not available. The intentional failure to provide 
the information requested also will result in a final adverse 
determination. 

A final determination may be made at any time after an 
application is filed, but no later than when a certificate of 
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extension is issued. Section 1.750 provides that a si 

for reconsideration of a final determination may be filed within 
one month or within such other time period set in the final 
determination. Section 1.750 also provides that the determina- 
tion may be delegated to Patent and Trademark 
Office officials. A.notice will be mailed to applicant containing 
the determination as to eligibility of the patent for extension and 
the period of time of the extension of the term, if any. This notice 
shall constitute the final determination as to eligibility and any 
period of extension of the patent term. If no response to the notice 
of final determination is received, the certificate of patent term 
extension will be issued in due course. 

Comment: 

It has been suggested that § 1.750 be modified to expressly 

recognize that the rules being simultaneously promulgated 
the FDA (Subpart B) provide for the FDA to give the 
assistance in making eligibility determinations under the statute 
and that the PTO may seek such assistance and make such 
independent inquiries as it deems desirable in determining 
eligibility. 

Reply: 

The § 1.750 has been modified by adding, immediately 
following the term “information”, the phrase “or make such 
independent inquiries as desired”. 

Comment: 

It has been suggested that § 1.750 be modified to permit 
applicant to respond to a request for information or a notice under 
this section under the provisions of 37 CFR 1.136(a) upon 
payment of the appropriate fee. Applicant could thus extend the 
time for the required response without meeting the requirements 
of 37 CFR 1.136(b). 

Reply: 

Sections 1.740(c) and 1.750 have been modified to permit 
extensions under 37 CFR 1.136. However, if time is of the 
essence for a particular reason, applicant should anticipate that 
a requirement made by the PTO would include a statement that 
extensions under 37 CFR 1.136(a) were not available. 
Comment: 

It has been suggested that § 1.750 should be modified to 
provide notice to applicant, 30 days prior to final determi 
nation of eligibility for extension of the identity of all patents 
or claims eligible for extension in order to permit time to choose 
which patent to extend and which to withdraw prior to the 
issuance of the certificate. 

Reply: 
This proposal has not been adopted since applicant will be 
"7. etna mmr ae, 
See § 1.770. 
Comment: 

It has been su that the identification of a final route 
en 1.750. 

eply: 

This has not been adopted since no —* is 
provided for by the legislation and the PTO does not determine 
the jurisdiction of the Federal Courts. 

Section 1.760 provides for one or more interim extensions 
for periods of up to one year each where a complete application 
in compliance with § 1.741 has been filed by an and 
a final determination pursuant to § 1.750 has not made 
on the application. Section § 1.760 provides that the Commis- 
sioner may issue an interim extension with or without a request 
by the applicant. The section also provides that if an interim 
extension is granted, a notice will be issued to the applicant for 
the extension of the patent term, the notice would be recorded 
in the official file of the patent and will be considered as part 
of the original patent. Notification of the issuance of the interim 
extension will be published in the Official Gazette of the Patent 
and Trademark Office. In order for an interim extension to be 
granted, the application in compliance with § 1.741 must have 
been filed prior to the expiration date of the patent even though 
the interim extensions may not actually be granted until after 
the original expiration date of the In no event will interim 
extensions be granted under § 1.760 for a period of patent term 
yaa geese ae, sae 

‘omment: 

ieee ane Le een eae 
the one year limitation appearing therein applies to each such 
extension or all such extensions added together could only be 
for a period of up to one year. 
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Reply: 

The section has been modified by adding the term “each” 
following the term “year”, to make it clear that multiple 
extensions of up to one year each can be granted under appro- 
Comment: 

It has been suggested that § 1.760 be modified to require 
a. shorter filing period than the present 3-months prior to 
expiration of the patent where appropriate. 

Reply: 

While § 1. 760 provides that a request for an interim extension 
eT ee oes 
patent, this time frame is not mandatory. Note 
Commissioner may issue such an interim extension without the 
filing of a request. Any request filed within a shorter period of 
time will be considered, y where it is not possible to 
make an earlier request. provisions of the rule state a highly 
desirable time frame for making a request but not a mandatory 
time limit. 

Comment: 

It has been suggested that § 1.760 be modified to provide 
that on issuance of an interim extension that the PTO will notify 
the patent holder, make the decision a part of the official record 
of the patent and ish the determination in the Federal 
Register and the Official Gazette of the PTO. 

Reply: 

The section has been modified as suggested. 
Comment: 

phy tytn genet breebege pe oso 
for a single request for reconsideration of a PTO decision 
denying a request for an interim extension and that the patent 
would be granted an interim extension during the time required 
for reconsideration and any subsequent appeal. 

Reply: 

While a request for reconsideration which was timely filed 
would be considered, a determination that an interim extension 
eee Ne ee 


not convinced that the subject patent is eligible for extension 
under 35 U.S.C. 156. Therefore, an interim extension while 


Prsection 1.765 defines the dut 
aaa ) of § 1765 thecifies the 
a 
Fen chan te 405 inset Go anus et inde. 


se Such disclosures would be able to be made 


an attorney or agent. 
Paragraph (c) of § 1.765 precludes a determination of eli- 
gibility for an extension or the issuance of a certificate if clear 
convincing fraud on the 


final determination to — on a cone term 
nipre oem. vn a arate 
is expected to 
Paragraph (d) of § 1,765 precludes submissions tothe Patent 
and Trademark Office by or on behalf of third 
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Reply: 

"Although Congress specifically provided for public input 
into the determination of the length of the regulatory review 
period, no such provision was made for proceedings before the 
PTO. Since applicant already has a duty of disclosure to both 
the PTO and FDA, and Congress expected that it would be an 
administratively simple proceeding, no input from third parties 
is considered appropriate. 

Comment: 

It has been suggested that the definition of the phrase “patent 
term extension proceeding” should be spelled out. 
Reply: 

Since the phrase clearly encompasses all phases of the 
proceeding between the filing of an application for the extension 
of the term of a patent until either the issuance of an extension 
certificate or a final denial of eligibility no longer subject to 
petition, request for reconsideration or appeal, defining the 
phrase is not deemed a necessary part of the rules. 
Comment: 

It has been suggested that the phrase “information material 
to the” in line_12 of § 1.765(a) be changed to material 
adverse toa _, in order to avoid unnecessary submission of 
evidence or information which has no bearing on the proceed- 
ings. 

Reply: 

This suggestion has been adopted since it is not intended to 
require information or evidence which has either no bearing on 
the proceeding or is material to a favorable determination by 
the Office of the Secretary. 

Comment: 

It has been suggested that § 1.765 is unclear in that it applies 
the duty of disclosure relating to the patent term extension 
application to “each attorney or agent who represents the patent 
owner.” There was concern of the effect of this broad duty of 
disclosure, for example, in 
a large corporation. 

Reply: 

The language in this section specifically limits the duty of 
disclosure to those who are substantively involved on behalf 
of the patent owner in a patent term extension proceeding. 
Comment: 

It has been suggested that § 1.765 should be clarified as to 
whether the duty of disclosure extends to prior art discovered 
since issuance of the patent. 

Reply: 

Section 1.765(b) specifically states that an attorney, agent 
or patent owner has no duty to transmit information which is 
not material to the determination of entitlement to the extension 
sought. 

Section 1.770 provides for the express withdrawal of an 
application for extension of the term of a patent if the written 
declaration of withdrawal signed by the owner of record or its 
agent is filed in the Office, in duplicate, before a determination 
is made pursuant to § 1.750. Under § 1.770, an application for 
extension of the term of a patent may not be expressly withdrawn 
after the date permitted for response to the final determination 
pursuant to § 1.750. Section 1.770 also provides that an express 
withdrawal is effective when acknowledged in writing by the 
Office and that the filing and acceptance of an express with- 
drawal does not entitle applicant to a refund of the filing fee 
for the application for patent term extension or any portion 
thereof. 

Comment: 

It has been suggested that § 1.770 be modified to set forth 
reasons for withdrawal of an application for patent term exten- 
sion. 

Reply: 

Section 1.770 permits the withdrawal of an application for 
patent term extension for any reason prior to the date itted 
for response to the final determination pursuant to § 1.750. Since 
reasons may arise at a later date for the withdrawal of such an 
application for patent term extension which are not contem- 
plated at this time, it is preferable not to limit the reasons for 
withdrawal of the application under this section, but to deal with 
each reason on a case-by-case basis. 

Comment: 

It has been suggested that § 1.770 be modified to permit the 
withdrawal of a patent term extension application within the 30 
day period for response provided for in § 1.750. 
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Reply: 

This proposal has been adopted. 

Section 1.775 provides the procedure for calculating the 
length of patent term extension for a human drug product. 

Paragraph (a) of § 1.775 specifies that the extension will run 
from the original expiration date of the patent or any earlier date 
set by terminal disclaimer. 

Paragraph (b) of § 1.775 provides that the patent term would 
be extended by the length of the regulatory review period for 
the product as determined by the Secretary of Health and Human 
Services but reduced, where appropriate, by the time periods 
provided in paragraph (d). 

Paragraph (c) defines the length of the regulatory review 
period which is determined by the Secretary of Health and 
Human Services. 

For a human drug product, the regulatory review period is 
defined in 35 U.S.C. 156(g)(1)(B) as the sum of: 


(1) The number of days in the period beginning on the date 
an exemption under section 505 or 507 of the Federal Food, 
Drug, and Cosmetic Act became effective for the approved 
human drug product and ending on the date an application was 
initially submitted for the drug product under section 505 or 
507 above or under section 351 of the Public Health Service 
Act; and 

(2) The number of days in the period beginning on the date 
the application was initially submitted for the approved human 
drug product under section 351 of the Public Health Service 
Act or subsection (b) of section 505 or 507 of the Federal Food, 
Drug, and Cosmetic Act and ending on the date the application 
was approved under the section. 


This period is then reduced, where appropriate, by the time 
periods described in para (d). 

Paragraph (d) of § 1.775, defines the term of the patent 
extension by indicating that 

(1) The time period determined from paragraph (c) would 
be reduced, where appropriate by 

(i) The number of days in the periods of paragraph (c)(1) 
and (c)(2) of § 1.775 which were on and before the date on which 
the patent issued 

(ii) The number of days from paragraphs (c)(1) and (c)(2) 
of § 1.775 during which it is determined under 35 U.S.C. 
156(d)(2)(B) by the Secretary of Health and Human Services 
that applicant did not act with due diligence; and 

(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) after the period has been reduced 
in accordance with paragraphs (d)(1)(i) and (d)(1)(ii) of § 1.775. 
Half days will be ignored for purposes of subtraction. 

(2) Adding the number of days determined in paragraph 
(d)(1) to the original term of the patent as shortened by any 
terminal disclaimer; 

(3) Adding 14 years to the date of approval of the application 
under section 351 of the Public Health Service Act, or subsection 
(b) of section 505 or section 507 of the Federal Food, Drug, 
and Cosmetic Act; 

(4) Comparing the dates for the ends of the periods obtained 
from (d)(2) and (d)(3) with each other and selecting the earlier 
date; 


(5) If the original patent issued after Sept. 24, 1984, (i) by 
adding 5 years to the original expiration date of the patent or 
any earlier date set by terminal disclaimer; and 

(ii) By comparing the dates obtained in paragraphs (d)(4) 
and (d)(5)(i) with each other and selecting the earlier date. 

(6) If the original patent was issued before Sept. 24, 1984 

(i) If no request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 507 
of the Federal Food, Drug, and Cosmetic Act before Sept. 24, 
1984, by (A) adding 5 years to the original expiration date of 
the patent or any earlier date set by terminal disclaimer and (B) 
by comparing the dates obtained in paragraphs (d)(4) and 
(d)(6)(i(A) with each other and selecting the earlier date; 

(ii) If a request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 507 
of the Federal Food, Drug and Cosmetic Act, before Sept. 24, 
1984 and the commercial marketing or use of the product was 
not approved before Sept. 24, 1984, by (A) adding 2 years to 
the original expiration date of the patent or any earlier date set 
by terminal disclaimer, and (B) by comparing the dates obtained 





JANUARY 2, 1990 


in paragraph (d)(4) and (d)(6)(ii)(A) with each other and se- 
lecting the earlier date. 
Comment: 

It has been suggested that the PTO publish a form for the 
use by patent term extension applicants in the calculation of the 
extension under §§ 1.775, 1.776 and 1.777. 

Reply: 

This suggestion has been adopted. Suitable forms will be 
available from the PTO. 
Comment: 

It has been suggested that §§ 1.775(d)(1 (ii); 1.776(d)(1)(ii) 
and 1.777(d)(1)(ii) be modified so as to avoid the double 
subtraction of any period for which an applicant has been found 
to have acted without due diligence where such period occurred 
prior to the issuance of the patent. This double subtraction would 
occur since both the period of regulatory review prior to the 
issuance of the patent and the total period of time in which 
applicant has been determined to have acted without due 
diligence is subtracted from the length of the reguiatory review 
period on which the calculation of the period of extension of 
the t is based. 

Reply: 

This suggestion has not been adopted since the statute makes 
clear that any part of the regulatory review period which occurs 
before the patent was granted should not be counted toward 
patent term extension, and makes equally clear that any period 
in which the marketing applicant failed to exercise due diligence 
thereby unnecessarily adding to the length of the 

review period after the patent issued, should not be considered 
in determining the length of the extension period. 

Comment: 

It has been suggested — = language “half days will be 
ignored for the purposes 0 ” which appears in 
§§ 1.775(d)(1 (iii), 1. Then ie and 1.777(d)(1)(ili) should 
be clarified. 


Reply: 

The language in question appears in the sections which 
describe how the length of extension of the patent term to which 
an applicant is entitled is to be determined. Specifically the above 
listed sections are directed to the subtraction of one-half of the 
number of days in the period defined by subsection (c)(1), of 
the same section, after that period has been reduced in accor- 
dance with subsections aint) and (d)(1 (ii) from the regu- 
latory review period as previously Since one-half 
of an odd number of days will result in a fraction or one-half 
day, the above language, which appears in all three sections, 
indicates that the one half-day will be ignored and thus will not 
be subtracted from the regulatory review period. 

Section 1.776 provides the procedure for calculating the 
patent term extension for a food additive or color additive. The 
paragraphs c to those of § 1.775. 

Section a ae Conte Ss ae 
patent term extension for a medical device. The 
correspond to those of § 1.775 with the major difference being 
in the calculation of the regulatory review period. 

Comment: 
It has been suggested that subsection (c) of § 1.777 be 
in order for the definition of the “date a clinical 
investigation on humans involving the device was begun” to 
be consistent with the definition provided by FDA(21 CFR 
60.22(c)(1). 
Reply: 

This suggestion has not been adopted since the PTO has used 

the language of the statute and has left to FDA the determination 


of the length of the period. 
Saas 500 aeudlies Gat amit Ieatadnasten to diets 


pursuant to § 1.750 that a patent is eligible for extension, a 
certificate of extension, under seal, will be issued to the i 
for the extension of the term of the patent. Section 1.780 also 
provides that the certificate will be recorded in the official file 
ogenens noe eee ee. 
Section 1.780 also provides for notification of the issuance of 
the certificate of extension to be in the Official Gazette 
of the Patent and Trademark 

Nocertificate or extension willbe issued ifthe erm of a patent 
cannot be extended, even though the patent is otherwise deter 
mined to be eligible for extension. In such situations the final 
determination made pursuant to § 1.750 would indicate that no 
certificate will issue. 
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Comment: 

It has been suggested that § 1.780 be modified to clarify the 
situations where a patent be eligible for 
extension but the cannot be extended. If the only possible 


exceptions are those of §§ 1.765 and 1.785, the rule should 
so state this fact. 


eply: 
It is difficult to contemplate all the situations that might arise, 
but situations have occurred where the patent and 


Section 1.785 specifies the to be followed where 
Itiple applications are filed for extension of the same patent 
for the same regulatory review period 
L. 98-417 and § 1.785 provide that only 
one patent may be extended for a regulatory review period for 
any product. Under § 1.785, if more than one application for 
extension of the same patent is filed, the certificate of extension 
of the term of the patent, if appropriate, would be issued based 
upon the first filed application for extension of patent term. If 
applications are filed by a single applicant for extensions of the 
terms of different patents based upon the same regulatory review 
period for a product, the certificate of extension will be issued 
on the for extension of the patent having the earliest 
date of issuance of those for which extension is sought unless 
all but a ication for the extension of one patent term 
ahem 7 
If applications are filed by different applicants for extension 
of the terms of different patents based upon the same regulatory 


and exclusive authorization from the holder of the 

approval to rely upon the regulatory review period as the basis 
for the application for extension. If the holder of the regulatory 
approval is not an applicant and has not given a prior express 
and exclusive authorization to seek extension based on the 
regulatory review period, the certificate of extension will be 
issued on the for extension of the patent having the 
eee 

for extension will be considered 


formal ‘Cooter it contains te identification of ie tae 


The rule change is in conformity requirements 

Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. 


not commercialized 
Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
fe ee ee ee ag ye pen 


individual industries, Federal, State, or local government 
agencies, or geographic regions a ee 
adverse effects on competition, employment, investment, 
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productivity, innovation, or on the ability of United States-based 
enterprises to compete with foreign-based enterprises in 
domestic or export markets. 
The information collection requirement contained in this 
rule has been submitted by OMB for review under 
section 3504(h) of the Paperwork Reduction Act. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Conflict of interest, Courts, 
Inventions and patents, Lawyers. 


Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6 and Pub. L. 98-417, the Patent and Trademark Office is 
amending Title 37 of the Code of Federal Regulations as set 
forth below. 


PART 1—{AMENDED] 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is amended by adding a new paragraph (f) 
before the note to read as follows: 


§ 1.1 All communications to be addressed to the Commis- 
sioner of Patents and Trademarks. 


(f) All applications for extension of patent term and any 
communications relating thereto intended for the Patent and 
Trademark Office should be additionaliy marked “Box Patent 
Ext.” When iate, the communication should also be 
marked to the attention of a particular individual, as where a 
decision has been rendered. 


3. Section 1.20 is amended by adding a new paragraph (n) 
to read as follows: 


§ 1.20 Post-issuance fees. 


esee*#e8 


(n) For filing an application for extension of the term of a patent 


4. A new Subpart F—Extension of Patent Term, consisting 
of §§ 1.710 through 1.785 is added to read as follows: 


Subpart F—Extension of Patent Term 


Sec. 

1.710 
1.720 
1.730 
1.740 
1.741 
1.750 


Patents subject to extension of the patent term. 
Conditions for extension of patent term. 

Applicant for extension of patent term. 
Application for extension of patent term. 

Filing date of application. 

Determination of eligibility for extension of patent 
term. 

Interim extension of patent term. 

Duty of disclosure in patent term extension proceed 
ings. 

Express withdrawal of application for extension of 
patent term. 

Calculation of patent term extension for a human drug 
product. 

Calculation of patent term extension for a food 
additive or color additive. 

Calculation of patent term extension for a medical 
device. 

Certificate of extension of patent term. 


1.760 
1.765 


1.770 
1.775 
1.776 
1.777 
1.780 
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1.785 Multiple applications for extension of term of the same 
patent or of different patents for the same regulatory 


review period for a product. 
Subpart F—Extension of Patent Term 
Authority: 35 U.S.C. 6 and 156. 
§ 1.710 Patents subject to extension of the patent term. 


(a) A patent is eligible for extension of the patent term if 
the patent claims a product as defined in paragraph (b) of this 
section, or a method of using such a product, or a method of 
manufacturing such a product, and meets all other conditions 
and requirements of this subpart. 

(b) The term “product” referred to in paragraph (a) of this 
section means— 


(1) A human drug product which means the active ingredient 
of a new drug, antibiotic drug, or human biological product (as 
those terms are used in the Federal Food, Drug, and Cosmetic 
Act and the Public Health Service Act) including any salt or 
ester of the active ingredient, as a single entity or in combination 
with another active ingredient; or 

(2) Any medical device, food additive, or color additive 
subject to regulation under the Federal Food, Drug, and 
Cosmetic Act. 


§ 1.720 Conditions for extension of patent term. 


The term of a patent may be extended if: 

(a) The patent claims a product or a method of using or 
manufacturing a product as defined in § 1.710; 

(b) The term of the patent has never been previously exte- 
nded except for any interim extension issued pursuant to 
§ 1.760; 

(c) An application for extension is submitted in compliance 
with § 1.740; 

(d) The product has been subject to a regulatory review period 
as defined in 35 U.S.C. 156(g) before its commercial marketing 
or use; 

(e) The product has received permission for commercial 
marketing or use and 


(i) The permission for the commercial marketing or use of the 
product is the first received permission for commercial market- 
ing or use under the provision of law under which the applicable 
regulatory review occurred, or 

(ii) In the case of a patent claiming a method of manufactur- 
ing the product which primarily uses recombinant DNA technol- 
ogy in the manufacture of the product, the permission for the 
commercial marketing or use is the first received permission for 
the commercial marketing or use of a product manufactured 
under the process claimed in the patent; 


(f) The application is submitted within the sixty day period 
beginning on the date the product first received permission for 
commercial marketing or use under the provisions of law under 
which the applicable regulatory review period occurred, or in the 
case of a patent claiming a method of manufacturing the product 
which primarily uses recombinant DNA technology in the 
manufacture of the product, the application for extension is 
submitted within the sixty day period beginning on the date of the 
first permitted commercial marketing or use of a product manu- 
factured under the process claimed in the patent; 

(g) The term of the patent has not expired before the submis- 
sion of an application in compliance with § 1.741; and 

(h) No other patent term has been extended for the same 
regulatory review period for the product. 


§ 1.730 Applicant for extension of patent term . 


Any application for extension of a patent term must be 
submitted by the owner of record of the patent or its agent and 
must comply with the requirements of § 1.740. 


§ 1.740 Application for extension of patent term . 
(a) An application for extension of patent term must be made 


in writing to the Commissioner of Patents andTrademarks. A 
formal application for the extension of patent term shall include: 
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(a) An application for extension of patent term must be made 
in writing to the Commissioner of Patents andTrademarks. A 
formal application for the extension of patent term shall include: 


(1) A complete identification of the approved product as by 
appropriate chemical and generic name, physical structure or 
characteristics; 

(2) Acomplete identification of the Federal statute including 

applicable provision of law under which the regulatory 
review occurred; 

(3) An identification of the date on which the product re- 
ceived permission for commercial or use under the 
provision of law under which the applicable regulatory review 
period occurred; 

(4) In the case of a human drug product, an identification 
of each active ingredient in the product and as to each active 
ingredient, ar mega arte Tg 
for commercial marketing or use under the Federal Food, Drug 
and Cosmetic Act, or a statement of when the active i 
was approved for commercial marketing or use (either alone 
or in combination es ae Se eee 
vision of law under which it was 

(5) A statement that the application is being submitted within 
the sixty day period permitted for submission pursuant to 
§ 1.720(f) and an identification of the date of the last day on 
which the application could be submitted; 

(6) A complete identification of the patent for which an 
extension is being sought by the name of the inventor, the patent 
number, the date of issue, and the date of expiration; 

(7) A copy of the patent for which an extension is being 
sought, including the entire specification (including claims) and 
drawings; 

(8) A copy of any disclaimer, certificate of correction, receipt 
of maintenance fee payment, or reexamination certificate issued 
in the patent; 

(9) A statement beginning on a new page that the patent 
claims the approved product or a method of using or manufac- 
turing the approved product, and a showing which lists each 

patent claim and demonstrates the manner in which 
each applicable patent claim reads on the approved product or 
a method of using or manufacturing the approved product; 

(10) A statement beginning on a new page of the relevant 
éuinn ont Geena amanes 2 OSE 156(g) in order to 
enable the Secretary of Health and Human Services to determine 
the applicable regulatory review period as follows: 


Rn ee 
date of the investigational new drug (IND) application and the 
IND number, the date on which a new drug application (NDA) 
was initially submitted and the NDA number, and the date on 
which the NDA was approved; 

(ii) For a patent that claims a food or color additive, the date 
a major health or environmental effects test on the additive was 
initiated and any available substantiation of that date; the date 
on which a petition for product approval under the Federal Food, 
Drug and Cosmetic Act was initially submitted and the petition 
number; and the date on which the FDA published a Federal 
Register notice listing the additive for use; 

(iii) For a patent that claims a medical device, the effective 
date of the investigational device exemption (IDE) and the IDE 
number, if applicable, or the date on which the applicant 
the first clinical investigation involving the device if no 
was submitted and any available substantiation of that date; the 
date on which an ication for product approval under section 
515 of the Federal Deng end Cosmetic Act was initially 
Se Se ne ee oe 
which the application was approved. 


(11) A brief description beginning on a new page of the 
significant activities undertaken by the marketing 


applicant 

during the applicable regulatory review period with respect to 

the approved product and the significant dates applicable to such 
activities; 

(12) A statement on a new page that in the opinion 

of the applicant the patent is eligible claims extension and a 


Sn Se & 


applicant 
disclose to the Commissioner of Patents and Trademarks and 
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Oo ey ee en irne 
which is material to the determination of 
extension sought (see § 1.765); 

(14) The prescribed fee for receiving and acting upon the 

for extension (see § 1.20(n)); 

(15) The name, address, and telephone number of the person 
Sn Semin 
tion for patent term extension are to be directed; 
ee ae certified as such; 


(17) An oath or declaration as set forth in paragraph (b) of 
this section. 


information 
to the 


(b) Any oath or declaration submitted in compliance with 
paragraph (a) of this section must be signed by the owner of 
record of the patent or its agent, specifically identify the papers 
and the patent for which an extension is sought and aver that 
the person signing the oath or declaration: 


(1) Is the owner, te 
taod wo pectin mdemars Office and whe 
ized to practice before the Patent and Tontomans and who 
has general authority from the owner to act on behalf of the 
owner in patent matters. 

(2) Has reviewed and understands the contents of the 

being submitted pursuant to this section; 

(3) Believes the patent is subject to extension pursuant to 
§ 1.710; 

0 eS a 
under 35 U.S.C. 156 and the regulations; and 

(5) Believes the patent for which the extension is being sought 
meets the conditions for extension of the term of a patent as 
set forth in § 1.720. 


(c) If any application for extension of patent term submitted 
to this section is held to be informal, 


pape pty pe 37 
§ 1.741 Filing date of application 


(a) The filing date of an application for extension of patent 
term is the date on which a 
ee ee ee or filed pursuant 
Mai provisions of 3 provisions of 37 CFR 1.8 or “Express 
7 CFR 1.10. 
application shall include: 


(1) An identification of the approved product; 

(2) An identification of the Federal statute under which 

regulatory review occurred; 

(3) An identification of the patent for which an extension 
is being sought; 

(4) An identification of each claim of the patent which claims 
the approved product or a method of using or manufacturing 
the approved product; 

(5) Sufficient information to enable the Commissioner to 
determine under 35 U.S.C. 156 subsections (a) and (b) the 
a ie ee ee aaa ae 

and information to enable the 


(b) If any application submitted pursuant i jon i 
aa 
reviewed under § 1.181. 
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§ 1.750 Determination of eligibility for extension of patent 
term 


A determination as to whether a patent is eligible for exten- 
sion may be made by the Commissioner solely on the basis of 
the representations contained in the application for extension 
filed in compliance with § 1.740. This determination may be 
delegated to appropriate Patent and Trademark Office officials 
and may be made at any time before the certificate of extension 
is issued. The Commissioner or other appropriate officials may 
require from applicant further information or make such inde- 
pendent inquiries as desired before a final determination is made 
on whether a patent is eligible for extension. A notice will be 
mailed to applicant c the determination as to the 
eligibility of the {pom for extension and the period of time of 
the extension, if any. This notice shall constitute the final 

ion as to the eligibility and any period of extension 
of the patent. A single request for reconsideration of a final 
determination may be made iffiled by the applicant within such 
time as may be set in the notice of final determination or, if 
no time is set, within one month from the date of the final 
determination. The time periods set forth herein are subject to 
the provisions of 37 CFR 1.136. 


§ 1.760 Interim extension of patent term 


An applicant who has filed a formal application for extension 
in compliance with § 1.740 may request one or more interim 
extensions for periods of up to one year each pending a final 
determination on the application pursuant to § 1.750. Any such 
request should be filed at least three months prior to the 
expiration date of the patent. The Commissioner may issue 
interim extensions, without a request by the applicant, for 
periods of up to one year each until a final determination is made. 
The patent owner or agent will be notified when an interim 
extension is granted and notice of the extension will be published 
in the Official Gazette of the Patent and Trademark Office. The 
notice will be recorded in the official file of the patent and will 
be considered as part of the original patent. In no event will 
the interim extensions granted under this section be longer than 
the maximum period of extension to which the applicant would 
be eligible. 


§ 1.765 Duty of disclosure in patent term extension proceed- 


aw A duty of — and good faith toward the Patent and 
Office and the Secretary of Health and Human 

inte rests on the patent owner or its agent, on each attorney 
or agent who represents the patent owner and on every other 
individual who is substantively involved on behalf of the patent 
owner in a patent term extension proceeding. All such individu- 
als who are aware, or become aware, of material information 
adverse to a determination of entitlement to the extension 
sought, which has not been previously made of record in the 
patent term extension proceeding must bring such information 
to the attention of the Office or the , aS appropriate, 
in accordance with (b) of this section, as soon as it 
eae lag te natn nie 7 par ae nae be 

‘ormation. Information is material where there is a substantial 
likelihood that the Office or the Secretary would consider it 
important in determinations to be made in the patent term 
extension proceeding. 

(b) Disclosures pursuant to this section must be accompanied 
by a copy of each written document which is being disclosed. 
The disclosure must be made to the Office or the Secretary, as 
appropriate, unless the disclosure is material to determinations 
to be made by both the Office and the Secretary, in which case 
duplicate copies, certified as such, must be filed in the Office 
and with the . Disclosures pursuant to this section may 
be made to the Office or the Secretary, as appropriate, through 
an attorney or agent having responsibility on behalf of the patent 
owner or its agent for the patent term extension proceeding or 
through a patent owner acting on his or her own behalf. 
Disclosure to such an attorney, agent or patent owner shall 
satisfy the duty of any other individual. Such an attorney, agent 
or patent owner has no duty to transmit information which is 
ee 
sought. 
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(c) No patent will be determined eligible for extension and 
no extension will be issued if it is determined that fraud on the 
Office or the Secretary was practiced or attempted or the duty 
of disclosure was violated through bad faith or gross negligence 
in connection with the patent term extension proceeding. If it 
is established by clear and convincing evidence that any fraud 
was practiced or attempted on the Office or the Secretary in 
connection with the patent term extension proceeding or that 
there was any violation of the duty of disclosure through bad 
faith or gross negligence in connection with the patent term 
extension proceeding, a final determination will be made 
pursuant to § 1.750 that the patent is not eligible for extension. 

(d) The duty of disclosure pursuant to this section rests on 
the individuals identified in paragraph (a) of this section and 
no submission on behalf of third parties, in the form of protests 
or otherwise, will be considered by the Office. Any such 
submissions by third parties to the Office will be returned to 
the party making the submission, or otherwise disposed of, 
without consideration by the Office. 


§ 1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to § 1.750 
by filing in the Office, in duplicate, a written declaration of 
withdrawal signed by the owner of record of the patent or its 
agent. An application may not be expressly withdrawn after the 
date permitted for response to the final determination on the 
——. An express withdrawal pursuant to this section is 

ective when acknowledged in writing by the Office. The filing 
of an express withdrawal pursuant to this section and its 
acceptance by the Office does not entitle applicant to a refund 
of the filing fee (§ 1.20(n)) or any portion thereof. 


§ 1.775 Calculation of patent term extension for a human 
drug product. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for a human drug product is eligible for extension, the term shall 
be extended by the time as calculated in days in the manner 
indicated by this section. The patent term extension will run from 
the original expiration date of the patent or any earlier date set 
by terminal disclaimer (§ 1.321). 

(b) The term of the patent for a human drug product will 
be extended by the length of the regulatory review period for 
the product as determined by the Secretary of Health and Human 
Services, reduced as appropriate pursuant to paragraphs (d)(1) 
through (d)(6) of this section. 

(c) The length of the regulatory review period for a human 
drug product will be determined by the Secretary of Health and 
Human Services. Under 35 U.S. red 156(g)(1)(B), it is the sum 
of- 


(1) The number of days in the period beginning on the date 
an exemption under subsection (i) of section 505 or subsection 
(d) of section 507 of the Federal Food, Drug, and Cosmetic Act 
became effective for the approved human drug product and 
ending on the date an application was initially submitted for 
such drug product under those sections or under section 351 
of the Public Health Service Act; and 

(2) The number of days in the period beginning on the date 
the application was initially submitted for the approved human 
drug product under section 351 of the Public Health Service 
Act, subsection (b) of section 505 or section 507 of the Federal 
Food, Drug, and Cosmetic Act and ending on the date such 
application was approved under such section. 


(d) The term of the patent as extended for a human drug 
product will be determined by— 


(1) Subtracting from the number of days determined by the 
Secretary of Health and Human Services to be in the regulatory 
review period: 


(i) The number of days in the veriods of 
and (c)(2) of this section which were on and 
on which the patent issued; 


(cX1) 
ore the date 
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(ii) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section which it is determined under 
35 U.S.C. 156(d)(2)(B) by the of Health and Human 
Services that applicant did not act with due diligence; 

(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) of this section after that period is 
Ee ne ee 
section; half days will be ignored for purposes of subtraction; 


(2) By adding the number of days determined in paragraph 
(d)(1) of this section to the original term of the patent as 
shortened by any terminal disclaimer; 

(3) By adding 14 years to the date of approval of the 
aplication under section 351 of the Public Health Service Act, 
or subsection (b) of section 505 or section 507 of the Federal 
Food, Drug, and Cosmetic Act; 

(4) By comparing the dates for the ends of the 
obtained yn nr np ee a this section 
with each other and selecting the ier date; 

(5) If the original patent was toned 4 afer Sept. 24, 1984, 


(i) By adding 5 years to the original expiration date of the 
patent or any earlier date set by terminal disclaimer, and 
(ii) By comparing the dates obtained pursuant to 
(d)(4) and vga of this section with each other and se’ 
the ier 


(6) If the original patent was issued before Sept. 24, 1984, 
and 


(i) If no request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 507 
of the Federal Food, Drug, and Cosmetic Act before Sept. 24, 
1984, by- 


(A) Adding 5 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer, and 

(B) By g the dates obtained pursuant to paragraphs 
(d)(4) wa (d)(6)(iM(A) of this section be each other and 
selecting the earlier date; or 


(ii) If a request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 507 
of the Federal Food, Drug, and Cosmetic Act before Sept. 24, 
1984 and the commercial marketing or use of the product was 
not approved before Sept. 24, 1984, by- 


(A) Adding 2 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer, and 

(B) By comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(iiMA) of this section with each other and 
selecting the earlier date. 


§ 1.776 Calculation of patent term extension for a food 
additive or color additive. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for a food additive or color additive is eligible for extension, 
the term shall be extended by the time as calculated in days in 
the manner indicated by this section. The patent term extension 
will run from the original expiration date of the patent or earlier 
date set by terminal disclaimer (§ 1.321). 

(b) The term of the patent for a food additive or color additive 
will be extended by the length of the regulatory review period 
for the product as determined by the Secretary of Health and 
Human Services, reduced as appropriate pursuant to paragraphs 
(d)(1) through (d)(6) of this section. 

(c) The of the review 
additive or color additive will be i 
of Health and Human Services. Under 35 U.S: 
it is the sum of- 


for a food 
the Secretary 
. 156(g 2B), 


(1) The number of days in the beginning on the date 
a major health or environmental e test on the additive was 
Ee ee 
with respect to the approved product under the Federal Food, 
Drug, and Cosmetic Act requesting the issuance of a regulation 
for use of the product; and 
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(2) The number of days in the period 
——— submitted with 


(d) The term of the patent as extended for a food additive 
or color additive will be determined by 


(1) Subtracting from the number of days determined by the 
Secretary of Health and Human Services to be in the regulatory 
review period: 


(i) The number of days in the periods of 
and (c)\(2) of this section which were on and 
on which the patent issued; 

(ii) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section which it is determined under 
35 U.S.C. a of Health and Human 
Services that applicant did not act with due di 

(iii) The number of days to one-half the number of 

pen mg gee 

is reduced in accordance with para- 

(DAI) andi f this secton: hal das wil be igor 
or purposes of subtraction; 


ray 


(2) By adding the number of days determined in paragraph 
(d)(1) of this section to the original term of the patent as 
shortened by any terminal disclaimer, 

(3) By adding 14 years to the date a regulation for use of 


1S By computing Go dates tor Gs cate of Gen Gutiats 
obtained 


pursuant to paragraphs (d)(2) and (d)(3) of this section 
with each other and selecting the earlier date; 


(5) If the original patent was issued after Sept. 24, 1984, 


(i) By adding 5 years to the original expiration date of the 
patent or earlier date set by terminal disclaimer; and 

(ii) By ing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(5)\(i) of this section with each other and selecting 
the earlier date; 


(6) If the original patent was issued before Sept. 24, 1984, 
and 


OF apes oe ae 
initiated and ne petition for a for 
24 1988, by 


registration was submitted before 

ie a ck ny eee ne a 
or earlier date set by terminal disclaimer, and 

(B) By the dates obtained pursuant to paragraphs 
(d)(4) oa (d(6)G)(A) of this section with each other and 
selecting the earlier date; or 


Petit fs regulation or appiaion for resraon wa 
ition for a omelets nes aye 
cabcained ty Sep. , 1984, commercial marketing or 

sn efastelsapananmnsaaes ae 1984, by 


Aes ae ye een 
=o terminal disclaimer, and 


or earlier date 

(B) By comparing the dates obtained pursuant to paragraphs 
(d)(4) = (d)(6\iiMA) of this section with each other and 
selecting the earlier date. 
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§ 1.777 Calculation of patent term extension for a medical 
device. 


Len 5 tara a nap wne 1.750 that a patent 
for a medical device is eligible for extension, the term shall be 
extended by the time as calculated in days in the manner 
indicated by this section. The patent term extension will run from 
the original expiration date of the patent or earlier date as set 
by terminal disclaimer (§ 1.321). 

(b) The term of the patent for a medical device will be 
extended by the _length of the regulatory review period for 
the product as determined by the Secretary of Health and Human 
Services, reduced as appropriate pursuant to paragraphs (d)(1) 
through (d)(6) of this section. 

(c) The length of the regulatory review period for a medical 
device will be determined by the Secretary of Health and Human 


by 
Services. Under 35 U.S.C. 156(g) (3)(B), it is the sum of 


(1) The number of days in the period beginning on the date 
a clinical investigation on humans involving the device was 
begun and ending on the date an application was initially 
submitted with respect to the device under section 515 of the 
Federal Food, Drug, and Cosmetic Act; and 

(2) The number of days in the period beginning on the date 
the application was initially submitted with respect to the device 
under section 515 of the Federal Food, Drug, and Cosmetic Act, 
and ending on the date such application was approved under 
such Act or the _ period beginning on the date a notice of 
completion of a product development protocol was initially 
submitted under section 515(f)(5) of the Act and ending on the 
date the 1 was declared completed under section 
515(f{sf,1 )(6) of the Act. 


(d) The term of the patent as extended for a medical device 
will be determined by— 


(1) Subtracting from the number of days determined by the 
Secretary of Health and Human Services to be in the regulatory 
review period pursuant to paragraph (c) of this section: 


(i) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section which were on and before the date 
on which the patent issued; 

(ii) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section during which it is determined under 
35 U.S.C. Pern eel Span ger by Se ae atemng 
Services that did not act with due diligence; 

a, One-half the number of days remaining in the period 

ined by paragraph (c)(1) of this section after that period is 
perme er gre ag dae pp nga lae pe » hoo 
section; half days will be ignored for purposes of subtraction; 

(2) By adding the number of days determined in paragraph 
(d)(1) of this section to the original term of the patent as 
shortened by any terminal disclaimer, 

ee Soe Soe ee Se aes 
Coane under section 515 of the Federal Food, Drug, and 
Act or the date a product development protocol was 

under section 515(f)(6) of the Act; 
ap ferdileates Ge aos eens of Oe periods 
obtained pursuant to paragraphs (82) and 3) of this section 
with each other and selecting the earlier date; 

Gun it ten eelgiaaiieetons es taveed ater Beye. 24, 1984, (i) 
By adding 5 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer; and 


(ii) By comparing the dates obtained pursuant to paragraphs 
(x8) and (39) of this section with each other and selecting 


ns” If the original patent was issued before Sept. 24, 1984, 


(i) If no clinical investigation on humans involving the device 

was begun or no product development protocol was submitted 

under section 515(f)(5) of the Federal Food, Drug, and Cosmetic 
Act before Sept. 24, 1984, by 
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(A) Adding 5 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer and 

(B) By comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(iXA) of this section with each other and 
selecting the earlier date; or 


(ii) If a clinical investigation on humans involving the device 
was begun or a product development protocol was submitted 
under section 515(f)(5S) of the Federal Food, Drug, and Cosmetic 
Act before Sept. 24, 1984 and the commercial marketing or use 
of the product was not approved before Sept. 24, 1984, by 


(A) Adding 2 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer, and 

(B) By g the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(ii)(A) of this section with each other and 
selecting the earlier date. 


§ 1.780 Certificate of extension of patent term. 


If a determination is made pursuant to § 1.750 that a patent 
is eligible for extension and that the term of the patent is to be 
extended, a certificate of extension, under seal, will be issued 
to the applicant for the extension of the patent term. Such 
certificate will be recorded in the official file of the patent and 
will be considered as part of the original patent. Notification 
of the issuance of the certificate of extension will be published 
in the Official Gazette of the Patent and Trademark Office. No 
certificate of extensio will be issued if the term of the patent 
cannot be extended, even though the patent is otherwise deter- 
mined to be eligible for extension. In such situations the final 
determination made pursuant to § 1.750 will indicate that no 
certificate will issue. 


§ 1.785 Multiple tions for extension of term of the 
same patent or of different patents for the same regulatory 


review period for a product. 


(a) Only one patent may be extended for a regulatory review 
period for any product (§ 1.720(g)). If more than one application 
for extension of the same patent is filed, the certificate of 
extension of patent term, if appropriate, will be issued based 
upon the first filed application for extension. 

(b) If more than one application for extension is filed by a 
single applicant which seeks the extension of the term of two 
or more patents based upon the same regulatory review period, 
and the applications are otherwise eligible for extension pur- 
suant to the requirement of this subpart, the certificate of 
extension of patent term, if appropriate, will be issued upon the 
application for extension of the patent having the earliest date 
of issuance of those patents for which extension is sought. 

(c) If an application for extension is filed which seeks the 
extension of the term of a patent based upon the same regulatory 
review period as that relied upon in one or more applications 
for extension pursuant to the requirements of this subpart, the 
certificate of extension of patent term will be issued on the 
application only if- 


(1) The applicant for extension is the holder of the regulatory 
approval granted with respect to the regulatory review period, 
or 


(2) The holder of the regulatory approval granted with respect 
to the regulatory review period is not an applicant and the 
applicant for extension holds express and exclusive authoriza- 
tion from the holder of the regulatory oe to rely upon the 
regulatory review period as the basis for the application for 
extension, or 

(3) The holder of the regulatory approval granted with respect 
to the regulatory review period is not an applicant and no 
applicant for extension holds an express and exclusive authori- 
zation from the holder of the regulatory approval to rely upon 
the regulatory review period as the basis for the application for 
extension and the application is for extension of the patent 
having the earliest date of issuance of those patents for which 
extension is sought based upon the same regulatory review 
period. 


(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification 
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of the holder of the regulatory approval granted with respect 
to the regulatory review period or express and exclusive au- 
thorization from the holder of the regulatory — to rely 
on the regulatory review period for extension. i 
cation contains such information, or is amended to contain such 
information, it will be considered in determining whether an 
application is eligible for an extension under this section. A 
request may be made of any applicant to supply such information 
within a non-extendable period of not less than one (1) month 
whenever multiple applications for extension of more than one 
patent are received and rely upon the same ——- review 
period. Failure to provide such information within the 
for response set shall be regarded as conclusively establishing 
that the applicant is not the holder of the regulatory approval 
and is not expressly and exclusively authorized by the holder 
of the regulatory approval to seek the extension being sought. 
(e) Determinations made under this section shall be included 
in the notice of final determination of eligibility for extension 
of the patent term pursuant to § 1.750 and shall be regarded 
as part of that determination. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Jan. 9, 1987. 


{FR Doc. 87-6045 Filed 3-23-87; 8:45 am] 
BILLING CODE 3510-16-M 


[1079 OG 52] 


(157) Guidelines for Extension of Patent Term for 
New Animal or Veterinary Biological 
Products Under 35 U.S.C. 156 as Amended 

This notice establishes initial guidelines for patent owners 
seeking extensions of patent terms for new~ animal or 
veterinary biological products pursuant to 35 U.S.C. § 156 as 
amended. See Pub. L. No. 100-670 enacted Nov. 16, 1988. These 
guidelines are effective until further notice. This notice does not 
affect the procedures in place for extensions of patent terms for 
human drug products, food additives, color additives, or medical 
devices as described in 52 Federal Register 9386 (Mar. 24, 1987) 
and 1079 Official Gazette 52 (June 23, 1987); this notice relates 
solely to procedures for <y biological of patent terms for new 
animal drugs and wen . In time, the 
pertinent regulations (3 F.R. ea. 5, Subpart F) will be 
changed to encompass all items for which patent term extension 
is authorized. 

A patent owner or its agent should use the guidelines in the 
various sections below in determining whether a patent is subject 
to, and meets the conditions for, extension of its term for a new 
animal drug or a veterinary biological product. If so, the patent 
owner or its agent should also use the guidelines below in 
preparing and filing an application for extension of the patent 
term. If any application for extension of the term of a patent for 
a new animal or a veterinary biological product is filed in 
accordance with 35 U.S.C. § 156 as amended before the date on 
which this notice is published in the Official Gazette and the 
application is not in jance with the requirements of this 
notice, applicant will be notified of the deficiencies in the 
application and will be given a period of time within which to 
correct those deficiencies. 


Guidelines 
§ A. Patents subject to extension of the patent term 


(a) pS pee epee ee a 
this section, or a method of using such a 

cakaselemmnaedinmabe is now subject to 
being extended under 35 U.S.C. § 156 as amended. 

(b) The term “product” referred to in paragraph (a) of this 
section means a new animal drug or veterinary 
product (as those terms are used in the Federal Food, 
and Cosmetic Act and the Virus-Serum-Toxin Act) that is 
not primarily manufactured using recombinant DNA, re- 
combinant RNA, hybridoma technology, or other processes 
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involving site specific genetic manipulation techniques, 
ptatiebayetherenchabeuieaetiaaenes 
entity or in combination with another active ingredient. 


§ B. Conditions for extension of a term of a patent 

The term of a patent may be extended if: 

(a) the patent claims a product or a method of using or manufac- 
turing a product as defined in § A of this notice; 

(b) Gnaieat he penemt han qenrhoctaneienanctemntnts 

(c) an application for extension is submitted pursuant to § D of 


this notice; 
(d) the has been subject to a regulatory review period as 


defined in 35 U.S.C. § 1 ay me ee ee ae 
and Human Services or the Secretary of — 
appropriate, before its commerical marketing or 

the product hes received permission for commerical mnrket- 


occurred; 
(f) the term of the patent has not expired before the submission 
of the application pursuant to § D of this notice; and 
(g) So hat pandas varhanmaliell ter Gaactintepianeey 
review period for the product. 


§ C. Applicant for extension of patent term 


Any application for extension of a patent term must be 
submitted by the owner of record of the patent or its agent as 
defined in 37 C.F.R. § 1.740(b)(1) and must comply with the 
requirements of § D of this notice. 


§ D. Application for extension of the term of a patent 


(a) An application for extension of the term of a patent must be 
. made in writing to the Commissioner of Patents and Trade- 
marks. The filing date of an application for an extension of 
the term of a patent is the date on which the 
application for extension and a of the papers, 
certified as such, are received in the and Trademark 
Office or filed pursuant to the provisions of 37 C.F.R. 
$§ 1.8 or 1.10. 

Acomplete application for the extension of the term of a pat- 
ent comprises: 


(ly a pa mre gener pl 
chemical and generic name, physical structure 


auteadeien 
(2) wcomplete identification of the Federal statute includ- 
ee eae 


(3) on identiliestion of Ge Gat on Which tro grates 
received permission for commerical marketing or use 
eee ae 


pay ee coy EE, 


-uct and as teach active ingredient, a statement Ghat it 


commerical pn age cb A a or 
bination with other active ingredients), the use for 
which it was approved, and the provision of law under 
which it was approved; 


a statement that the application is 


permitted for submission 
aap 2a dy pd eat or amon 
Ss lant dey cn which the be submitted; 


application may 

a complete identification of the patent for which an 
extension is being sought by the name of the 
inventor(s), the patent number, the date of issue, and 
the date of expiration; 

a copy of the patent (ur which an extension is being 
sought, including the entire specification (including 
claims) and drawings; 
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(8) a copy of any disclaimer, certificate of correction, 
receipt of maintenance fee payment, or reexamination 
certificate issued in the patent; 

a statement beginning on a new page that the patent 

claims the product or a method of using or manufactur- 

ing the product, and a showing that lists each applicable 
patent claim and demonstrates the manner in which 

each applicable patent claim reads on the product or a 

method of using or manufacturing the product; 

(10) a statement beginning on a new of the relevant 
dates and information pursuant to 35 U.S.C. § 156(g) to 
enable the Secretary of Health and Human Services or 
the Secretary of Agriculture, as appropriate, to deter- 
mine the applicable regulatory review period as fol- 
lows: 


(9) 


(i) for a patent claiming an animal drug product, (a) the 
date a major health or environmental effects test on 
the drug was initiated and any available substantia- 
tion of that date or the date of an exemption under 
subsection (j) of section 512 of the Federal Food, 
Drug, and Cosmetic Act became effective for such 
animal drug product, (b) the date on which a new 
drug application was initially submitted, (c) the 
number of the application, and (d) the date on which 
the application was approved; and 

(ii) for a patent claiming a veterinary biological product, 
(a) the date the authority to prepare an experimental 
biological product under the Virus-Serum-Toxin Act 
became effective, (b) the date an application for a 
license was submitted under the Virus-Serum-Toxin 
Act, and (c) the date the license issued; 


(11) a brief description beginning on a new page of the 
significant activities undertaken by the marketing 
applicant during the applicable regulatory review pe- 
riod with respect to the product and the significant 
dates applicable to such activities; 

(12) a statement beginning on a new page that in the opinion 
of the applicant the patent is eligible for the extension 
and a statement as to the length of the extension 
claimed, including how the length of the extension was 
determined; 

(13) a statement that applicant acknowledges a duty to 
disclose to the Commissioner of Patents and Trade- 
marks and the Secretary of Health and Human Services 
or the Secretary of Agriculture, as appropriate, any 
information that is material to the determination of 
entitlement to the extension sought; 

(14) the prescribed fee for receiving and acting upon the 
application for extension (see § F of this notice) and an 
oath or declaration as set forth in paragraph (c) of this 
section; and 

(15) the name, address, and telephone number of the person 
to whom inquiries and correspondence relating to the 
application for patent term extension are to be directed. 


Any «pplication for extension of the term of a patent submit- 
ted pursuant to paragraphs (a) and (b) of this section must 
include an oath or declaration signed by the owner of record 
of the patent or its agent that specifically identifies the 
application papers and the patent for which an extension is 
sought and avers that the person signing the oath or declara- 
tion: 


(1) is the owner, an official of a corporate owner author- 
ized to obligate the corporation, or a patent attorney or 
agent authorized to practice before the Patent and 
Trademark Office and wh= has general authority from 
the owner to act on behalf of the owner in patent 
matters; 
has reviewed and understands the contents of the 
application being submitted pursuant to this section; 
believes the patent is subject to extension pursuant to § 
A of this notice; 
believes an extension of the length claimed is justified 
under 35 U.S.C. § 156 as amended; and 
believes the patent for which the extension is being 
sought meets the conditions for extension of the term of 
a patent as set forth in § B of this notice. 
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(d) If any application for extension of term of the patent submit- 
ted pursuant to this section is held to be incomplete, appli- 
cant may seek to have that holding reviewed by filing a 
petition pursuant to 37 C.F.R. § 1.182 within such time as 
may be set, or if no time is set, within one month of the date 
on which the application was held incomplete. Compliance 
with the provisions of these guidelines that are not required 
by statute may be waived in appropriate circumstances. 37 
C.F.R. § 1.183. 


§ E. Interim extension of the term of a patent 


An applicant who has filed an application for extension 
pursuant to § D of this notice may request one or more interim 
extensions for periods of up to one year pending a final determi- 
nation on the application. Any such request should be filed at 
least three months prior to the expiration date of the patent. The 
Commissioner may issue interim extensions for periods up to 
one year until a final determination is made without a request by 
the applicant. In no event will the interim extensions granted 
under this section be longer than the maximum period of exten- 
sion to which the applicant would be eligible. 


§ F. Fee for receiving and acting on an application for extension 
of the term of a patent 


Pursuant to 35 U.S.C. § 156(h), the Commissioner has deter- 
mined that a fee as set forth in 37 C.F.R. § 1.20(n) (presently 
$550.00) is appropriate to cover the costs to the Patent and 
Trademark Office of receiving and acting upon the applications 
for extension of the term of a patent filed pursuant to 35 U.S.C. 
§ 156 as amended. The fee should accompany the application 
when filed. If a fee in a different amount is adopted in Title 37 of 
the Code of Federal Regulations, applicant will be refunded any 
excess of the fee or will be required to submit any deficiency in 
the fee. 


§ G. Address for application for extension of the term of a patent 
and communications relating thereto 


All applications for extension of the term of a patent and any 
communications relating thereto intended for the Patent and 
Trademark Office should be addressed to Box Patent Ext., 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 


§ H. For further information, contact: 


Charles E. Van Horn by telephone at (703) 557-4035 or by 
mail marked to his attention and addressed to Box 8, Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231. 


Summary 


The initial guidelines set forth above are considered to be 
appropriate and authorized by 35 U.S.C. {g49 156 as amended. 
They will provide appropriate guidance to patent owners and 
their agents pending appropriate changes that will be made in 
Title 37 of the Code of Federal Regulations. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 29, 1988 
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Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases directed to the extension of 
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patent term. These amendments implement the rats 
restoration provisions of Pub. L. No. 00-670, 102 Stat. 3971 
(November 16, 1988) which permits owners of patents relating 
to new animal drugs or veterinary biological products that are not 
biotechnology-generated to apply for extension of the terms of 
such patents in the same manner as owners of patents relating to 
human drugs, medical devices, food additives, or color additives 
are permitted to do under 35 U.S.C. 156. 

Effective Date: August 22, 1989 

For Further Information Contact: Charles E. Van Horn by 
telephone at [703] 557-4035 or by mail marked to his attention 
and addressed to Box 8, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 

Supplementary Information: Pub. L. No. 100-670 has made it 
possible for owners of patents directed to new animal drugs and 
to veterinary biological products that are not biotechnology- 
generated to apply for extension of the term of such patents in a 
manner similar to the owners of patents directed to human drugs, 
food additives, color additives, and medical devices. A new 
animal drug or veterinary biological product is biotechnology- 
generated if it is primarily manufactured using recombinant 
DNA, recombinant RNA, hybridoma technology, or other proc- 
esses including site specific genetic manipulation techniques. 
The primary purpose of this rule change is to revise the present 
regulations contained in 37 CFR Part 1, Subpart F, to include the 
two additional categories of subject matter that can now form the 
basis of patent term extension. These regulations set forth proce- 
dures that govern the content and submission of applications for 
the extension of a patent term to the PTO, and 

governing the extension determination and issuance of patent 
term extension certificates by the PTO. 

Initial guidelines directed to the preparation and filing of 
applications for patent term extension as authorized by Pub. L. 
No. 100-670 were published as “Guidelines For Extension of 
Patent Term For New Animal Drugs or Veterinary Bi ical 
Products Under 35 U.S.C. 156 as Amended” in the Official 
Gazette. 1097 Official Gazette 63 (December 27, 1988). A notice 
of proposed rulemaking was published in the Federal Register 
on March 7, 1989, at 54 FR 9507 and in the Official Gazette. 1100 
Official Gazette 128 (March 28, 1989). No oral hearing was 
conducted on these proposed rules. One written comment was 
received. 

The only written comment received was directed to the 

amendment to § 1.710(a). The proposed amendment 
indicated that a patent is eligible for extension of the patent term 
if the patent claims a product either alone or in combination with 
other ingredients that read on a composition that received per- 
mission for commercial marketing or use. The proposed modi- 
fication was objected to because of the implication that patent 
term extension would not be available for composition patents 
where the claimed compositions do not read on the composition 
(new drug) approved by the FDA. Such an interpretation, it was 
argued, would unfairly and narrowly interpret the statute. The 
comment noted that where a marketing applicant seeks approval 
for multiple dosage forms or compositions of a new drug, the 
right to obtain patent term extension is triggered at the time the 
first new drug application is approved. In a typical situation, an 
injectable dosage form to be used for acute indications will 
a SR ce etn ae 
than the oral dosage form of the same active ingredient intended 
for chronic administration. It was represented in the comment 
that justification for the drug development program might hinge 
on the expectation of an extension of an oral composition patent. 
If there were patents on both the injectable dosage form and the 
oral administration form containing the same active ingredient, 
which were mutually exclusive for the purposes of this illustra- 
tion, the new drug holder, it is argued, should have a choice of 
which patent term to extend based on the first approval of a new 
chemical entity (NCE) drug. Finally, the comment suggested 
that the proposed amendment to § 1.710(a) with respect to 
composition patents stands in marked contrast to the situation 
which applies in the case of method of use patents. It is alleged, 
in the comment, that the rule in effect allows an extension of a 
method of use patent whenever the claimed method of use 
embraces the use of the active ingredient. According to the 
comment, where an NCE drug is first approved for the treatment 
of arthritis, a patent limited to an analgesic use of the NCE drug 
may be extended. (Note the requirement in § 1 ee to 
identify the use for which the product was 
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These remarks made in this comment raise a substantive issue 
relating to the eligibility of patents for patent term extension 
under 35 U.S.C. 156 that is not addressed in the rules. The 
ee oe 
U.S.C. 6 and 156 can neither enlarge nor reduce the 
nt Cag Ss ae ae 3. 

156. Secondl the proposed amendment to § 1.710(a) is clearly 
couched in terms which are permissive without either 

cha arma gee The proposed 

ment was made in to many inquiries received over the 
years since enactment of 35 USC 156 as to whether a formulation 
or composition claim in a patent could form a basis for eligibility 
for patent term extension. Finally, the PTO has a long-standing 
policy of not addressing an issue in advance of receiving an 
application presenting the issue for determination. The issue of 
whether a patent is eligible for patent term extension that could 
not be enforced in either the original or extended term against the 
approved formulation or use that allegedly would give rise to 
eligibility has not been addressed yet by the PTO. 

PTO experience to date did involve consideration of two 
ee hae Be cae 
product OCUFEN Ophthalmic Solution, which contains the 
active ingredient Flurbiprofen [2-(2-fluoro-4-biphenyly!) propi- 
onic acid]. Relevant claims from the two patents that were the 
subject of the applications for patent term extension were as 
follows: 


I. Patent 3,755,427 (issued August 28, 1973) 
Claim 2. 2-(2-fluoro-4-biphenylyl) propionic 
acid. 

Il. Patent 3,793,457 (issued February 19, 1974) 


; compound 
group consisting of 2-(2-fluoro-4- 
biphenylyl) propionic acid, 2-(2'-fluoro-4- 
biphenylyl) propionic acid, and 2-(2,2'-difluoro- 
pe rk et ew 


pa tmey ape pete 
of said compound compound pre 
being an amount effective 
said conditions. 


Claim 2 of the earlier issued patent is directed to the active 
ingredient per se, whereas claim | of Patent No. 3,793,457 is 
directed to a formulation which can contain Flurbiprofen in an 
amount which was effective in the treatment of pain, inflamma- 
tion, and pyretic conditions. 

However, since the approved indication for Ocufen was for 
the inhibition of intraoperative miosis, it was not immediately 
apparent to the PTO whether the ‘457 ote 
within the meaning of 35 U.S.C. 156. 
fab custeeehed OchemtbepGaatiinanataanonmmnenat 
the enforceable term of an appropriate patent of their choice 
which was lost due to Government required regulatory review 
for the product covered by the patent prior to the commercial 
ee age ee Mpeg om oop If the patent 
could not be enforced against an infringer who was making, 
pe ee a mee a 
for the treatment of intraoperative miosis, it was questioned how 
the restoration of the lost patent term due to the 
process for the approved product is appropriate under the statute. 

In this case, the applicant for patent term extension submitted 
evidence that in an amount of 0.0004% to 0.1%, 
has anti-inflammatory activity in the eye when topically admini- 

showed that Ocufen contained 0.03% 


st pcan comand 30% oy cepuet some 
Se a eae of 


the invention. of the active ingredient for 
indicated use clearly 


overlapped the schatvodinapespeaiies 
in the functional claim 1 of the ‘457 patent. On the 
basis of this evidence, the PTO concluded that the later issued 


patent claimed the product. As both patents were determined to 
be eligible for patent term extension, applicant was permitted to 
choose the single patent term to be extended. 35 U.S.C. 
156(c)(4). 
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Discussion of Specific Rules 


Section 1.710(a) specifically sets forth the existing policy and 
practice relating to eligibility of patents claiming a composition 
or formulation that includes the active ingredient. A patent is 
considered to claim the product at least in those situations where 
the patent claims the active ingredient per se, or claims a compo- 
sition or formulation which contains the active ingredient(s) and 
reads on the composition or formulation approved for commer- 


cial or use. 

Section 1.710(b) revises the definition of human drug prod- 
uct in paragraph (b)(1) to make the definition conform to Pub. L. 
No. 100-670. A new paragraph (b)(2) is added to expand the 
definition of “product” in § 1.710(a) to include a new animal 
drug and a veterinary biological product, but not one that is 
primarily manufactured using recombinant DNA, recombinant 
RNA, — technology, or other processes including site 
specific tic manipulation techniques. Present paragraph 
(b)(2) is redesignated as paragraph (b)(3). It should be under- 
stood that the discussionhere of new animal drugsand veterinary 
biological products is limited to the animal drugs and products 
defined in Pub. L. No. 100-670. 

Paragraph (e)(2) of section 1.720 is revised to indicate that the 
conditions given therein concem a patent for a product other than 
one recited in section 1.710(b)(2), due to the exclusion of 
biotechnology-generated new animal drugs and veterinary bio- 
logical products in Pub. L. No. 100-670. A new paragraph (e)(3) 
is added to Section 1.720 directed to the provision in 35 U.S.C. 
156(a)(5)(C), which permits the term of a patent directed to anew 
animal drug or veterinary biological product to be extended 
based on a second or subsequent approval of the active ingredi- 
ent provided all the following conditions exist: (a) the patent 
claims the drug or pom (b) the ons or product is not covered 
by the claims in any other patent that has been extended 
(“covered by the claims” means that the drug or product would 
infringe a claim in the other patent), (c) the patent term was not 
extended on the basis of the regulatory review period for use in 
non-food-producing animals, and (d) the second or subsequent 
approval was the first permitted commercial marketing or use of 
the drug or product for administration to a food-producing 
animal. A new pertion is added to f) directed to the 
case where eligibility is to be based on 35 U.S.C. 156 (a(5)(C). 
In this latter case, the application must be filed within 60 days of 
the first approval for administration to a food-producing animal. 

Paragraph-4a)(4) of § 1.740(a) is amended to (1) eliminate 
“human” as a modifier for “product,” (2) add the Public Health 
Service Act and the Virus-Serum-Toxin Act to the list of appro- 
priate statutes, and (3) add a requirement to indicate the use for 
which the product was approved. The first two amendments are 
necessary to comply with terms of 35 U.S.C. 156 as amended, 
and the third amendment is to a determination of 
eligibility where, for example, the application is based on a 
second or subsequent approval of an active ingredient, but the 
first approval for administration to a food- -producing animal. 
Paragraph (a)(9) is amended to eliminate the requirement to set 
forth the statement, on a new page, that the patent for 
which patent term extension is sought claims the approved 
product ora method of using or making same, and the required 
showing listing each applicable claim of the patent and demon- 
strating the manner in which each applicable claim reads on the 
approved product or a method of using or making same. This 
change is made because the information required by this para- 
graph is within the province of PTO review and there is no need 
to have such information recited in a readily segregable section 
ye application. Paragraph (a)(10) is amended to indicate that, 

, the Secretary of Health and Human Services or 
the of Agriculture will determine the applicable regu- 
latory review period. Paragraph (a)(10)(i) is amended to recite 
that a Product License Application is a type of application that 
may be recited in an application for term extension of a patent 
claiming a human bi product. New paragraphs 
QU) and (a)(10)(iii) are added to set forth the type of tests 

pet ications that are to be considered for determination of the 
app! regulatory review period for patents — anew 
animal drug or a ve biological product. Present para- 
graphs (a)(10)(ii) and (a)(10)(iii) are redesignated as paragraphs 
(a)(10)(iv) and (a)(10)(v), re Paragraph (a)(10)(v) has 
been amended to reflect that approval of a medical device could 

be made through the use of a product development protocol. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


Paragraph (a)( 13) is amended to indicate that the duty to disclose 
any information material to the determination of entitlement to 
the extension sought applies also to the Secretary of Agriculture 
where the regulatory review was conducted by the USDA. 

Section 1.741(a)(2) is amended to acknowledge that regula- 
tory review may take place under more than one Federal statute 
and that each appropriate statute should be listed. This amend- 
ment is intended to apply to a situation where a human biological 
product is tested under an investigational new drug (IND) appli- 
cation pursuant to the Federal Food, Drug, and Cosmetic Act, but 
is approved under the Public Health Service Act. The amend- 
ment is not intended to include a situation where approval is 
sought for use of a particular medical device with a specific drug 
product which may require approval under more than a single 
provision of law. The product that forms the basis of an applica- 
tion for patent term extension must be either a medical device or 
a drug product; it cannot be a combination of those separate 
products. See the file history of U.S. Patent No. 4,428,744 for an 
example of the application of this principle. 

Section 1.741(a)(5) is amended to recognize that the Secre- 
tary of Agriculture may determine the length of the regulatory 
review period where the regulatory review of the product takes 
place at the USDA. The section is further modified to point out 
that a determination of the length of the regulatory review period 
is made under 35 U.S.C. 156(g), and not the length of the patent 
term extension that is made by the PTO under 35 U.S.C. 156(c). 

Section 1.765(a) is amended to recite that a duty of candor and 
good faith is owed to the Secretary of Agriculture in patent term 
extension proceedings wherein the USDA is involved. 

The title of § 1.775 is amended to reflect that the section is 
directed to calculating patent term extension for human drug, 
antibiotic drug, and human biological products. Paragraphs (a), 
(b), (c), and (d) are amended to indicate that the determinations 
are being made for any of a human drug, an antibiotic drug, or a 
human biological product. Sections (c)(1) and (c)(2) are 
amended to refer merely to a “product” rather than to a “human 
drug product” or a “drug product” in order to make the sections 
clearer. 

Section 1.778 is added to set forth the manner of calculation 


~ of the patent term extension for an animal drug product. 


Paragraph (a) specifies that the extension will run from the 
original expiration date of the patent as shortened by any termi- 
nal disclaimer. 

Paragraph (b) of § 1.778 provides that the patent term will be 
extended by the regulatory review period for the product but 
reduced, where appropriate, by the time periods provided in 
paragraph (d). 

Paragraph (c) defines how the regulatory review period is to 
be calculated. The period is determined by counting 

(1) the number of days in the period beginning on the earlier 

of the dates a major health or environmental effects test was 

initiated on the drug or an exemption under subsection (j) of 

section 512 of the Federal Food, Drug, and Cosmetic Act 

became effective for the drug and ending on the date an 

application was initially submitted for the drug under sec- 

tion 512 of the Federal Food, Drug, and Cosmetic Act; and 

(2) the number of days in the period beginning on the date 

the application was initially submitted for the approved 

drug under subsection (b) of section 512 of the Federal 

Food, Drug, and Cosmetic Act and ending on the date the 
application was approved under the section. 

The added total of the days determined in subparagraphs 

(c)(1) and (c)(2) constitutes the regulatory review period, which 

is then reduced, —— by the time periods described 


in paragraph (d) 
Paragraph (d) of § 1.778 modifies the term of the patent 
extension by indicating that 
(1) the time period determined from paragraph (c) would be 
reduced, where appropriate, by— 
(i) the number of days in the period of paragraphs (c)(1) 
and (c)(2) of section 1.778:that were before the date on 
which the patent issued; 
(ii) the number of days in paragraphs (c)(1) and Arr 4 
section 1 "778 during which itis determined under 
Ne) that applicant did not act with due es 


= the number of days equal to one-half the number of 
days remaining in paragraph (c)(1) after the paragraph 
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(c)(1) determination has been reduced in accordance with 
parapraphs XG) and (d)(1)(ii) of section 1.778 (half 
days to be ignored for subtraction purposes); 
(2) adding the number of days determined in paragraph (d)(1) 
to the original expiration date of the patent as shortened by any 
terminal disclaimer; 
(3) adding 14 years to the date of approval of the ication 
under section 512 of the Federal Food, Drug, and i 
Act; 
(4) comparing the dates obtained from paragraphs (4)(2) and 
(d)(3) with each other and selecting the earlier date 
(5) if the original patent issued after November 16, 1988, by— 
pana apes rn em ra ee 
as shortened by any terminal disclaimer, 
(ii) comparing the dates obtained from paragraphs (d)(4) 
and (d)(5)(i) with each other and selecting the earlier date; 
(6) if the original patent issued before November 16, 1988, 
and 
(i) if no major health or environmental effects test on the 
drug was initiated and no request was submitted for an 
exemption under subsection (j) of section 512 of the Fed- 
eral Food, Drug, and Cosmetic Act before November 16, 
1988, by— 
(A) adding 5 years to the original expiration date of the 
patent as shortened by any terminal disclaimer; and 
(B) comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(i)(A) with each other and selecting the 
earlier date; or 
(ii) if a major health or environmental effects test was 
ae 
of section 512 of the Federal Food, Drug, and Cosmetic Act 
was submitted before November 16, 1988, and the applica- 
tion for commercial marketing or use of the drug was not 
approved before November 16, 1988, by— 
(A) adding 3 years to the original expiration date of the 


A petemeted with each other and selecting the earlier 


Section 1.779 is added to set forth the manner of calculation 
of the patent term extension for a veterinary biological product. 
Paragraph (a) specifies that the extension runs from the 
original expiration date of the patent as shortened by any termi- 
nal disclaimer. 
extended ty the elton review perio forthe prod! but 

the 1 iod for the 


ee. 
Secaeagh ed dothigo haw tocupstatary unten pustadints 
be calculated. The period is determined by counting 

(1) the number of days in the period beginning on the date the 
authority to prepare an experimental product 
the Virus-Serum-Toxin Act became effective and ending on 
the date an application for a license was submitted under the 
Virus-Serum-Toxin Act; and 
(2) the number of days in the period beginning on the date an 
application for a license was initially submitted under the 
Virus-Serum- Toxin Act and ending on the date a license was 
issued. 
The added total of the days determined in paragraphs (c)(1) 
and (c)(2) constitutes the regulatory review period, which is then 
reduced, ees by the time periods described in 


Feeeuch Ge of 1.779 Giftens Os tam of Go pamtt 
extension by indicating that 
(1) the time period determined from paragraph (c) would be 
reduced, where appropriate, by— 
(i) ee 
and (c)(2) that were on and before the date on which 


patent issued; 

(ii) the number of days in the periods of (cX1) 
and (c)(2) during which it is determined under 35 U.S.C. 
156(d)(2)(B) that the applicant did not act with due dili- 


gence; and 

Se eae Oo ee ys remaining in the period 
defined by paragraph (c\(1) after that period is redeced in 

accordance with paragraphs cig 9 and (d)(1)(ii) (half 

days being ignored for purposes of subtraction); 
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CZ) ating tee suates of Gage Getsnmtnnd tepamapegh OOK!) 
ao. ea by any terminal 


(3) adding 14 years to the date of the issuance of a license 
under the Virus-Serum-Toxim Act; 
(4) comparing the dates for the ends of the periods obtained 


peg paragraphs (d)(2) and (d)(3) and selecting the 


(5) if the patent was issued after November 16, 1988, by— 
(i) adding 5 years to the original expiration date of the patent 
as shortened by > terminal disclaimer, and 
to paragraphs 


(ii) comparing the dates obtained pursuant 
(4)(4) amd (4)(3)i) with each other and selecting the earlier 
date; 

eS an ee 16, 1988, 


“ if no request for the authority to prepare an experimental 

under the Virus-Serum-Toxin Act was 
submitted before November 16, 1988, by-— 

(A) adding 5 years to the original expiration date of the 


(d)(4) and (d)(6)(i(A) with each other and selecting the 
earlier date; or 
(ii) if a request for the authority to prepare an ¢: 
biological under the Virus-Serum-Toxin Act was 
submitted before November 16, 1988, and the 
marketing or use of the product was not approved before 
November 16, 1988, by— 
ope, ak pee 
ee ee disclaimer, and 
(B) comparing the dates obtained pursuant to 
(d)(4) and (d)(6)(ii A) and selecting the earlier date. 


Section 1.785(b) is amended to indicate that, in those in- 


stances where an applicant is seeking patent term extension for 
two or more based the same 


earliest date of issuance. 
Other Considerations 


The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. No. 96-354), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 
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and reviewing the collection of information. Send comments 
regarding this burden estimate or any other aspect of this collec- 
tion of information, including suggestions for reducing this 
burden to the Office of and Organization, Patent 
and Trademark Office, Washington, D.C. 20231, and to the 
Office of Information and Regulatory Affairs, Office of Manage- 
ment and Budget, Washi D.C. 20503. (Paperwork Reduc- 
tion Project 0651-0020) No comments regarding this burden 
estimate or any other aspect of this collection of information 
were received in response to the notice of proposed rulemaking. 


List of Subjects in 37 CFR Part 1. Subpart F 


Administrative practice and procedure, Authority delegations 
(Government agencies), Conflict of interest, Courts, Inventions 
and patents, Lawyers. 

For the reasons given in the preamble and pursuant to the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 156, the PTO is amending Title 37 of 
the Code of Federal Regulations as set forth below. 


Subpart F—Extension of Patent Term 


1. The authority citation for 37 CFR Part 1, Subpart F, con- 
tinues to read as follows: 


Authority: 35 U.S.C. 6 and 156. 
2. Section 1.710 is revised to read as follows: 
§ 1.710 Patents subject to extension of the patent term. 


(a) A patent is eligible for extension of the patent term if the 
patent claims a product as defined in paragraph (b) of this 
section, either alone or in combination with other ingredients 
that read on a composition that received permission for com- 
mercial marketing or use, or a method of using such a product, 
or a method of manufacturing such a product, and meets all 
other conditions and requirements of this subpart. 
(b) The term “product” referred to in paragraph (a) of this 
section means— 
(1) The active ingredient of a new human drug, antibiotic 
drug, or human biological product (as those terms are used 
in the Federal Food, Drug, and Cosmetic Act and the Public 
Health Service Act) including any salt or ester of the active 
ingredient, as a single entity or in combination with another 
active ingredient; or 
(2) The active ingredient of a new animal drug or veterinary 
biological product (as those terms are used in the Federal 
Food, Drug, and Cosmetic Act and the Virus-Serum-Toxin 
Act) that is not primarily manufactured using recombinant 
DNA, recombinant RNA, hybridoma technology, or other 
processes including site specific genetic manipulation 
techniques, including any salt or ester of the active ingredi- 
ent, as a single entity or in combination with another active 
ingredient; or 
(3) Any medical device, food additive, or color additive 
subject to regulation under the Federal Food, Drug, and 
Cosmetic Act. 


3. Section 1.720 is amended by revising paragraphs (e)(2) 
and (f) and adding paragraph (e)(3) to read as follows: 


§1.720 Conditions for extension of patent term. 


eeeee 


(e) The product has received permission for commercial 
marketing or use and— 


*eeeee 


(2) In the case of a patent other than one directed to subject 
matter within § 1.710(b)(2) claiming a method of manufac- 
turing the product that primarily uses recombinant DNA 
technology in the manufacture of the product, the permis- 
sion for the commercial marketing or use is the first re- 
ceived permission for the commercial marketing or use of 
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a product manufactured under the process claimed in the 
patent, or 
(3) In the case of a patent claiming a new animal drug or a 
veterinary biological product that is not covered by the 
claims in any other patent that has been extended, and has 
received permission for the commercial marketing or use 
in non-food-producing animals and in food-producing 
animals, and was not extended on the basis of the regulatory 
review period for use in non-food-producing animals, the 
permission for the commercial marketing or use of the drug 
or product after the regulatory review period for use in 
food-producing animals is the first permitted commercial 
marketing or use of the drug or product for administration 
to a food-producing animal. 
(f) The application is submitted within the sixty-day period 
beginning on the date the product first received permission for 
commercial marketing or use under the provisions of law 
under which the applicable regulatory review period oc- 
curred; or in the case of a patent claiming a method of 
manufacturing the product which primarily uses recombinant 
DNA technology in the manufacture of the product, the 
application for extension is submitted within the sixty-day 
period beginning on the date of the first permitted commercial 
marketing or use of a product manufactured under the process 
claimed in the patent; or in the case of a patent that claims a 
new animal drug or a veterinary biological product that is not 
covered by the claims in any other patent that has been 
extended, and said drug or product has received permission 
for the commercial marketing or use in non-food-producing 
animals, the application for extension is submitted within the 
sixty-day period beginning on the date of the first permitted 
commercial marketing or use of the drug or product for 
administration to a food-producing animal; 


*e 44% 


4. Section 1.740 is amended by revising paragraphs (a)(4), 
(a)(9), (a)(10)(i) and (a)(13), adding paragraphs (a)(10)(ii) 
and (a)(10)(iii), and redesignating present paragraphs 
(a)(10)ii) and (a)(10)(iii) as (a)(10)(iv) and (a)(10){v), 
respectively, to read as follows: 


§ 1.740 Application for extension of patent term. 


(a) An application for extension of patent term must be made 
in writing to the Commissioner of Patents and Trademarks. A 
formal application for the extension of patent term shall 
include: 


**# 44% 


(4) In the case of a drug product, an identification of each 
active ingredient in the product and as to each active 
ingredient, a statement that it has not been previously 
approved for commercial marketing or use under the Fed- 
eral Food, Drug, and Cosmetic Act, the Public Health 
Service Act, or the Virus-Serum-Toxin Act, or a statement 
of when the active ingredient was approved for commercial 
marketing or use (either alone or in combination with other 
active ingredients), the use for which it was approved, and 
the provision of law under which it was approved. 


*ekeeS 


(9) A statement that the — claims the approved product 
or a method of using or manufacturing the approved product, and 
a showing which lists each applicable patent claim and demon- 
strates the manner in which each applicable patent claim reads on 
the approved i or method of using or manufacturing the 
approved 

(pk aeemeet, beginning on a new , of the relevant 
dates and information pursuant to 35 U.S.C. 156(g) in order to 
enable the Secretary of Health and Human Services or the 
Secretary of Agriculture, as iate, to determine the appli- 
cable regulatory review period as follows: 

(i) For a patent claiming a human drug, antibiotic, or 
human biological product, the effective date of the investiga- 
tional new drug (IND) application and the IND number; the date 
on which a new drug application (NDA) or a Product License 
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Application (PLA) was initially submitted and the NDA or PLA 
number and the date on which the NDA was approved or the 
Product License issued; 

(ii) For a patent claiming a new animal drug, the date a 
major health or environmental effects test on the drug was 
initiated and any available substantiation of the date or the date 
of an exemption under subsection (j) of section 512 of the 
Federal Food, Drug, and Cosmetic Act became effective for such 
nlinal doug; tho dete on which © a0 agent Guts eqdtieation 
(NADA) was initially submitted and the NADA number; and the 
date on which the NADA was approved; 

(iii) For a patent claiming a veterinary biological product, 
the date the authority to prepare an experimental 
product under the Virus-Serum-Toxin Act became effective; the 
date an application for a license was submitted under the Virus- 
Serum-Toxin Act; and the date the license issued; 

(iv) For a patent claiming a food or color additive, the 
date a major health or environmental effects test on the additive 
was initiated and any available substantiation of that date; the 
date on which a petition for product approval under the Federal 
Food, Drug, and Cosmetic Act was initially submitted and the 
petition number; and the date on which the FDA published the 
Federal Register notice listing the additive for use; 

(v) For a patent claiming a medical device, the effective 
date of the investigational device exemption (IDE) and the IDE 
number, if applicable, or the date on which the applicant began 
the first clinical investigation involving the device if no IDE was 
submitted and any available substantiation of that date; the date 
on which the application for approval or notice of 
completion of a product development protocol under section 
515 of the Federal Food, Drug, and Cosmetic Act was initially 
submitted and the number of the application or protocol; and the 
date on which the application was approved or the protocol 
declared to be completed. 


**#ee% 


(13) A statement that applicant acknowledges a > to 
disclose to the Commissioner of Patents and Trademarks and 
Secretary of Health and Human Services or the Secretary of 
Agriculture any information which is material to the determina- 
tion of entitlement to the extension sought (see § 1.765); 


e+e ee% 


5. Section 1.741 is amended by revising paragraphs 
(a)(2) and (a)(5) to read as follows: 


§ 1.741 Filing date of the application. 


(a) **#* 
(2) An identification of each Federal statute under which 
regulatory review occurred. 


*eee% 


(5) Sufficient information to enable the Commissioner to 
determine under 35 U.S.C. 156 subsections (a) and (b) the 
eligibility of a patent for extension and the rights that will be 
derived from the extension and information to enable the Com- 
missioner and the Secretary of Health and Human Services or the 
Secretary of Agriculture to determine the length of the regulatory 
review period; and 


**ee* 


6. Section 1.765 is amended by revising paragraph (a) to 
read as follows: 


— en ee ee 


faith toward the Patent and 

of Health and Human 
Services or the Secretary of Agriculture rests on the patent owner 
or its agent, on each attorney or agent who represents the patent 
owner and on every other individual who is substantively in- 
volved on behalf of the patent owner in a patent term extension 
proceeding. All such individuals who are aware, or become 


(a) A duty of candor and 
Trademark Office and the 
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aware, of material information adverse to a determination of 


made in the patent term extension 


. 
e**#*#4% 


7. Section 1.775 is amended by revising the title and 


paragraphs (a), (b), (c), and (d) introductory text to read as 
follows: 


§ 1.775 Calculation of patent term extension for a human 
drug, antibiotic drug or human biological product. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for a human drug, antibiotic drug or human product is 
eligible for extension, the term shall be by the time as 
calculated in days in the manner indicated by this section. The 
Fee an oun edict iaounte clas aan 
of the patent or any earlier date set by terminal 
1.321). 

(b) The term of the patent for a human drug, antibiotic drug or 
human biological product will be extended by the length of the 
regulatory review period for the product as determined by the 
Secretary of Health and Human Services, reduced as appropriate 
pursuant to paragraphs (d)(1) through (d)(6) of this section. 

(c) The length of the regulatory review period for a human 
i product will be deter- 

juman Services. Under 35 


Secretary 
U.S.C. 156(g\1)(B), it is the sum of — 
(1) The number of days in the period beginning on the date 
under subsection (i) of section 505 or subsection 
(d) of section 507 of the Federal Food, Drug, and Cosmetic Act 


an ¢ 


became effective for the approved product and ending on the 
date the application was initially submitted for such product 
under those sections or under section 351 of the Public Health 
Service Act; and 
(2) The number of days in the period beginning on the date 
the application was initially submitted for the approved product 
under section 351 of the Public Health Service Act, subsection 
(b) of section 505 or section 507 of the Federal Food, Drug, and 
Cosmetic Act and ending on the date such application was 
under such section. 
(d) The term of the patent as extended for a human drug, 
antibiotic drug or human biological product will be determined 
by— 


**e+e% 


8. Section 1.778 is added to read as follows: 


§ 1.778 Calculation of patent term extension for an animal 
drug product. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for an animal drug is eligible for extension, the term shall be 
extended by the time as calculated in days in the manner 
indicated by this section. The patent term extension will run 
from the expiration date of the patent or any earlier 
date set by terminal disclaimer (§ 1.321). 
(b) The term of the patent for an animal drug will be extended 
SE nen 
determined by the Secretary of Health and Human Services, 
reduced as appropriate pursuant to paragraphs (d)(1) through 
(d)(6) of this section. 
he bee aeres aan een eee 
drug will be determined by the Secretary of Health and Human 
Services. Under 35 U.S.C. 156(g\(4)(B), it is the sum of — 
(1) The number of days in the period beginning on the 
earlier of the date a major health or environmental effects 
test on the drug was initiated or the date an exemption under 
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subsection (j) of section 512 of the Federal Food, Drug, and 
Cosmetic Act became effective for the approved animal 
drug and ending on the date an application was initially 
submitted for such animal drug under section 512 of the 
Federal Food, Drug, and Cosmetic Act; and 

(2) The number of days in the period beginning on the date 
the application was initially submitted for the ed 
animal drug under subsection (b) of section 512 of the 
Federal Food, Drug, and Cosmetic Act and ending on the 
date such application was approved under such section. 
(d) The term of the patent as extended for an animal drug will 


be determined 


by— 
(1) Subtracting from the number of days determined by the 
Secretary of Health and Human Services to be in the 
regulatory review period: 
(i) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section that were on and before the date 
on which the patent issued; 
(ii) The number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section during which it is deter- 
mined under 35 U.S.C. 156(d)(2)(B) by the Secretary of 
Health and Human Services that applicant did not act 
with due diligence; 
(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) of this section after that 
period is reduced in accordance with paragraphs (d)(1)(i) 
and (ii) of this section; half days will be ignored for 
purposes of subtraction; 
(2) By adding the number of days determined in 
(d)(1) of this section to the original term of the patent as 
shortened by any terminal disclaimer; 
& By sos» 14 years to the date of approval of the 
application under section 512 of the Federal Food, Drug, 
and Cosmetic Act; 
(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this 
section with each other and selecting the earlier date; 
(5) If the original patent was issued after November 16, 
1988, by— 
(i) Adding 5 years to the original expiration date of the 
patent or any earlier date set by terminal disclaimer; and 
(ii) Comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(5)(i) of this section with each other and 
selecting the earlier date; 
(6) If the original patent was issued before November 16, 
988, and 
(i) If no major health or environmental effects test on the 
drug was initiated and no request was submitted for an 
exemption under subsection (j) of section 512 of the 
Federal Food, Drug, and Cosmetic Act before November 
16, 1988, by— 
(A) Adding 5 years to the original expiration date of 
the patent or earlier date set by terminal disclaimer; 
and 
(B) Comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6)(i)(A) of this section with 
h other and selecting the earlier date; or 
(ii) Ifa a major health or environmental effects test was 
initiated or a request for an exemption under subsection 
(j) of section 512 of the Federal Food, Drug, and Cos- 
metic Act was submitted before November 16, 1988, and 
the application for commercial marketing or use of the 
animal drug was not approved before November 16, 
1988, by— 
(A) Adding 3 years to the original expiration date of 
the patent or earlier date set by terminal disclaimer, 


and 

(B) Comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6)(ii(A) of this section with 
each other and selecting the earlier date. 
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term shall be extended by the time as calculated in days in the 
manner indicated by this section. The patent term extension 
will run from the original expiration date of the patent or any 
earlier date set by terminal disclaimer (§ 1.321). 
(b) The term of the patent for a veterinary biological product 
will be extended by the length of the regulatory review period 
for the product as determined by the Secretary of Agriculture, 
reduced as appropriate pursuant to paragraphs (d)(1) through 
(d)(6) of this section. 
(c) The length of the regulatory review period for a veterinary 
biological product will be determined by the Secretary of 
Agriculture. Under 35 U.S.C. 156(g)(5)(B), it is the sum of— 
(1) The number of days in the period beginning on the date 
the authority to prepare an experimental biological product 
under the Virus-Serum-Toxin Act became effective and 
ending on the date an application for a license was submit- 
ted under the Virus-Serum-Toxin Act; and 
(2) The number of days in the period beginning on the date 
an application for a license was initially submitted for 
approval under the Virus-Serum-Toxin Act and ending on 
the date such license was issued. 
(d) The term of the patent as extended for a veterinary biologi- 
cal product will be determined by— 
(1) Subtracting from the number of days determined by the 
ae of Agriculture to be in the regulatory review 
period 
(i) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section that were on and before the date 
on which the patent issued; 
(ii) The number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section during which it is deter- 
mined under 35 U.S.C. 156(d)(2)(B) by the Secretary of 
Agriculture that applicant did not act with due diligence; 
(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) of this section after that 
period is reduced in accordance with paragraphs (d)(1)(i) 
and (ii) of this section; half days will be ignored for 
purposes of subtraction; 
(2) By adding the number of days determined in 
(d)(1) of this section to the original term of the patent as 
shortened by any terminal disclaimer; 
(3) By adding 14 years to the date of the issuance of a license 
under the Virus-Serum-Toxin Act; 
(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this 
section with each other and selecting the earlier date; 
(5) If the original patent was issued after November 16, 
1988, by— 
(i) Adding 5 years to the original expiration date of the 
patent or any earlier date set by terminal disclaimer; and 
(ii) Comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(5)(i) of this section with each other and 
selecting the earlier date; 
(6) If the original patent was issued before November 16, 
1988, and 
(i) Ifno request for the authority to prepare an experimen- 
tal biological product under the Virus-Serum-Toxin Act 
was submitted before November 16, 1988, by— 
(A) Adding 5 years to the original expiration date of 
a set by terminal disclaimer; 


(B) Comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6)(i)(A) of this section with 
each other and selecting the earlier date; or 
es for the authority to prepare an experimen- 
biological product under the Virus-Serum-Toxin Act 
- submitted before Novemver 16, 1988, and the 
commercial marketing or use of the product was not 
approved before November 16, 1988, by— 
(A) Adding 3 years tothe original expiration date of 


9. Section 1.779 is added to read as follows: a disclaimer, 


(B) Comparing the dates obtained pursuant to para- 
§ 1.779 Calculation of patent term extension for a veterinary graphs (d)(4) and (d)(6)(ii(A) of this section with 
biological product. each other and selecting the earlier date. 


(a) If a determination is made pursuant to § 1.750 that a patent 10. Section 1.785 is amended to revise paragraph (b) to read 
for a veterinary biological product is eligible for extension, the as follows: 
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§ 1.785 Multiple for extension of terms of the 
same patent or of different patents for the same regulatory 
suddbquied ter eguededs 


**#e*#e% 


(b) If more than one application for extension is filed by a 
single applicant which seeks the extension of the term of two 
or more patents based upon the same regulatory review pe- 
riod, and the applications are otherwise eligible for extension 
pursuant to the requirement of this subpart, in the absence of 
an election by applicant, the certificate of extension of patent 
term, if appropriate, will be issued upon the application for 
extension of the patent term having the earliest date of issu- 
ance of those patents for which extension is sought. 


May 31, 1989 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 
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(159) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 150 


[Docket No. 71038-8108] 


uests for Presidential Proclamations 
uctor Chip Protection Act of 1984, 
17 U.S.C. 902(a)(2) 


Under oe 


Agency:Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary:The Patent and Trademark Office (PTO) is adding a 

new Subchapter C, Part 150 to its rules to implement the 
Semiconductor 


Presidential proclamation provisions of the 

Chip Protection Act of 1984, 17 U.S.C. 902(a)(2). The rules 
establish procedures for the evaluation of requests by foreign 
governments for the issuance of Presidential proclamations 
granting protection in the United States to mask works of foreign 
origin. The rules also permit the Commissioner of Patents and 
Trademarks independently to initiate an evaluation. The effect 
of the rules will be to establish a regime of protection for foreign 
mask works in the United States, provided mask works of U.S. 
origin are adequately protected in the country requesting a 
Presidential proc!amation. 

Effective Date: August 1, 1988 

For Further Information Contact: Michael K. Kirk, Assistant 
Commissioner for External Affairs, by telephone at (703)557- 
3065, or by mail marked to his attention and addressed to 
Commissioner of 
Patents and Trademarks, Box 4, Washington, D.C. 20231. 
Supplementary Information: The Semiconductor Chip Protec- 
tion Act of 1984 (SCPA) established a new form of intellectual 
property protection for mask works that are fixed in semicon- 
ductor chips. Mask works are defined as a “series of related 
images, however fixed or encoded,” that represent the three- 
oe ep pn NaN ee pe . Thus, 
the subject matter of protection under the SCPA are the layout 
designs of semiconductor chips, known in some countries as 
“integrated circuit layout designs” or as “semiconductor 
topographies.” The SCPA provides a ten-year term of protec- 
tion for original mask works measured from their date of 
registration or first commercial exploitation anywhere in the 
world. To maintain protection, mask works must be registered 
in the United States Copyright Office within two years of first 
commercial exploitation. 

Protection for foreign mask works may be granted under both 
section 902 and section 914 of the SCPA. Section 902 sets out 
three different ways that foreign mask works may become 
eligible for protection in the United States. First, on the date 
the work is registered or is first commercially exploited any- 
where in the world, the mask work is protectible if its owner 
is a national, domiciliary or sovereign authority of a foreign 
nation that is a party to a treaty that provides protection of mask 
works and to which the Unised Stetes is sleo a , orifa 
Stateless person, wherever domiciled. oreign mask 
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works may be when they are first commercially 
exploited in the United States. The third way, set forth in section 
902(a)(2), is where the i ithi 


protection (1) on substantially the same basis as that on which 
the foreign nation extends protection to mask works of its own 
nationals and domiciliaries and mask works first 


sOFR 4849 4849 (Feb. 4, "1983 ee ne 
eee ae be presented to the President by the 


Sra. 68 tas lentuted te Gn dite eo ccnsamen 
provision, intended by 


coverage to mask works. Section 914 gives the Secretary of 
Commerce authority to issue orders extending interim protec- 
tion to foreign mask work owners upon the satisfaction of certain 
conditions. First, the Secretary must find that the foreign nation 
is making good faith efforts and reasonable progress toward 
entering into a treaty with the United States, or toward enacting 
legislation that will protect U.S. mask works on the same basis 


international comity with respect to the protection of mask 
works 


By Amendment | lto 


Order 10-14, 
issued Dec. 3,1 


10-14, issued Sept. 28, 1987, expanded the earlier 

to include responsibility for ——a for the 
presentation to the President of er. 
lamations under 


section 902. 

The Commissioner has issued orders granting interim 
protection an hy nyt E> 
Australia, Belgium, Canada, Denmark, Finland, France, the 
Federal Republic of Germany, Greece, oe Japan, 
Luxembourg, the Netherlands, Spain, Sweden, 
Switzerland, and the United Kingdom. All of the interim 
protection orders were recently extended until May 31, 1989. 
See Extension of Previously-Granted Interim Orders Under the 
Semiconductor Chip Protection Act of 1984, 53 FR 16308 (May 
6, 1988). 

This proceeding was initiated by a Notice of Proposed 
Ru published at 53 FR 5588-90 (Feb. 25, 1988). The 
notice set forth 


Discussion of Specific Rules 


Section 150.1 of the new rules sets forth relevant definitions. 
Section 150.2 specifies the conditions under which an evaluation 
of : ~— - 


proc! 

. Section 150.2(a) provides that the Commis- 
Sp cs tasunse of cocuten S00 pacheiabenenennnpe? 
~ the issuance of a section 902 proc’ 


fom foreign government. Secon 130.20) gives 
he rear the discretion 1 nae independent an eval 


Fepduntith ertntnamattydetieetaOaiiane 
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Section 150.3(a) states that requests for the issuance of a 
section 902 Presidential proclamation shall be made by “foreign 
governments.” The definition of “foreign government” in 
section 150.1 of the rules makes clear that international inter- 
governmental organizations may request Presidential proclama- 
tions on behalf of their member states. 

Section 150.3(b) lists the documentation that must accom- 
pany requests for issuance of a proclamation. The laws, legal 
rulings, re , and administrative orders submitted must 
be in unedited, full-text form. Where —— the materials 
submitted should be reproduced from the original document, 
e.g., from court reports or statutory instruments. Abstracts, 
summaries and commentaries are not acceptable. If the docu- 
ments are not in English, a certified English translation must 


accompany them. =) ; 
Section 150.4 sets out the procedure the Commissioner will 
follow after a request for issuance of a proclamation has been 
submitted, or following a decision independently to initiate an 
evaluation. If a foreign government requests a section 902 
proclamation before a section 914 proceeding has taken place, 
under section 150.4(a) the Commissioner may initiate such a 


where appropriate, to provide interim protection in the United 
States while the section 902 request is pending. Section 150.4(b) 
provides that the information obtained during a section 914 
if one has been held, will be considered by the 
Commissioner in determining whether to recommend the issu- 
ance of a Presidential proclamation. 
Section 150.4(c) provides that requests for Presidential 
aa. and notices of the Commissioner’s determina- 
tion independently to initiate section 902 evaluations, will be 
published in the Federal Register. Written comments will be 
requested. Section 150.4(d) requires the Commissioner to notify 
the Register of Copyrights and the Committees on the Judiciary 
of the and the House of Representatives of the initiation 
of an evaluation. Under section 150.4(e), a hearing may be 
scheduled if the written comments raise issues that cannot be 
resolved through informal contacts Section 150.4(f) provides 
that the record to be considered by the Commissioner in 
determining whether to recommend a Presidential proclamation 
will be the request from a foreign government, if any, written 
comments received, the record of any section 914 
and the information obtained in a hearing, if one is held. 
Sections 150.4(g) and (h) provide that the Commissioner will 
forward the draft recommendation to the Secretary, who will 
then forward a recommendation ig issuance of a proc- 
lamation to the President. Section 150.5(a) makes clear that the 
recommendation for issuance of a proclamation may include 
terms and conditions regarding the duration of the proclamation. 
Section 150.5(b) provides that interested parties may request 
the revision, suspension or revocation of Presidential procla- 
mations. 


Comments on the Proposed Rules 


Comments on the proposed rules were submitted by the 
Commission of the Communities and the U.S. 
Semiconductor Industry Association (SIA). The Commission 
of the European Communities noted that any request for a 
ee pepe pee produced in the Member 

tates will be made by the Commission. The Commission 

requested a clarification that the term “foreign governments” 
as used in section 150.3(a) includes international intergovern- 
mental organizations which have been empowered by their 
member states to request Presidential proclamations granting 
U.S. protection to mask works produced in such states. 

The PTO adopts the Commission’s suggestion. The rules are 
not intended to preclude foreign governments from having 
nce tees a ae em a 

an or regional intergovernmental organization. 
Accordingly, a definition of “foreign government” is added 
as section 150.I(b) of the rules, making clear that international 


y interested party 
begun. As proposed, pea 150. Heol) gives the Commis- 


sioner discretion to hold a hearing to gather additional infor- 
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mation if material issues raised in written comments cannot be 
resolved less formally. SIA also requested that section 150.4(f) 
be amended to include information obtained in public hearings 
in the list of materials to be evaluated by the Commissioner. 
SIA suggested that section 150.4(c) specify a time period of 
thirty (30) days after publication of a request for comments 
in the Federal Register during which written comments and 
requests for a hearing may be submitted. 

The. PTO does not agree that the Commissioner should be 
required to hold a hearing as part of every section 902 evaluation 
whenever requested. Section 150.4(b) provides that information 
obtained during section 914 proceedings will be used in 
evaluating requests for Presidential proclamations. Moreover, 
under section 150.4(a) the Commissioner may institute section 
914 proceedings if an interim order has not been issued in favor 
of mask works from such a requesting nation. Given the 
thoroughness with which section 914 proceedings are generally 
conducted, the Commissioner is expected to have available a 
substantial record concerning the degree of protection for U.S. 
mask works in the subject country. A separate hearing might 
only serve to cause delay in such cases. 

Moreover, effective public participation in the section 902 
evaluation process is not dependent on whether the Commis- 
sioner holds a hearing. The rules proceed from the assumption 
that any material issues relating to protection of U.S. mask works 
in a requesting foreign country can be raised in written 
comments, and that these issues can be resolved flexibly through 
informal inter partes contacts. Where issues cannot be resolved 
through such informal contacts, section 150.4(e)(ii) gives the 
Commissioner discretion to hold a hearing to obtain additional 
views and to assist in resolving the issues. It is not evident that 
a mandatory hearing upon request of interested parties would 
provide an opportunity for exchange of views or information 
that is not otherwise available under section 150.4(e). 

The PTO agrees that, if the Commissioner elects to hold a 
hearing, the information obtained should be included in the 
record. Accordingly, section 150.4(f) is amended to make this 
clarification. It is also proper that the rules specify a time period 
for the submission of comments following publication in the 
Federal Register of the request for a proclamation or the 
Commissioner’s determination to initiate independently a 
section 902 evaluation. Thus, to ensure that all interested parties 
have sufficient time to investigate and prepare complete written 
comments, section 150.4(c) is amended to specify that com- 
ments must be submitted within sixty (60) days of Federal 
Register publication. 


Discussion of Principal Changes 


A new section 150.1(b) has been added to the rules as 
proposed to clarify that international or regional intergovern- 
mental organizations may request Presidential proclamations 
on behalf of their member states, provided the member states 
have empowered the organization to make such requests. 
Proposed sections 150.l(c)-(g) have been redesignated as 
sections 150.1(d)-(h). The definition of “mask work” in section 
150.1(d) (proposed section 150.1(c)) has been modified slightly 
to conform to the language in section 90I(a)(2) of the SCPA. 
The definition of “Presidential proclamation” in section 
150.l(e) (proposed section 150.1(d)) has been changed slightly 
by substituting the words “applying for” for the word 
“making” before the word “registrations.” The purpose of this 
change is_to conform the language of the rule to section 908 
of the SCPA, which relates to mask work registration. The 
definition of “request” in section 150.1(f) ( section 
150.1(e)) has been changed to indicate that the ioner 
is not required to treat requests for the revision, suspension or 
revocation of a Presidential proclamation in the same way as 
requests for issuance of such proclamations (see discussion of 
section 150.5(b), infra). 

Section 150.2(a) has been expanded to make clear that the 
Commissioner may initiate independently an evaluation of 
mee rm pe the revision, suspension, or revocation of a 

as well as an evaluation of recom- 


Chip Protection Act Extension of 1987, which clarifies that the 
President has the authority to revise, suspend or revoke, as well 
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as issue, proclamations extending protection to foreign mask 
works. 

Section 150.3(b) has been changed to state that requests for 
issuance of a Presidential proclamation must be accompanied 
by “a copy” of laws, legal rulings, regulations or administrative 
orders, rather than “an official copy” of such materials, as was 
proposed. This change is made to avoid confusion arising from 
the fact that the meaning of “official copy” may vary from 
country to country. Section 150.3(b)(5) has been redesi 
as section 150.3(b)(6), and a new section 150.3(b)(5) has been 
added to specify that the copies submitted to the PTO must be 
in full text, unedited, and where possible, be reproduced from 
the original document. 

Section 150.4(c) has also been changed. The proposed rule 
stated that notices of requests by foreign governments for the 
issuance of Presidential proclamations will be published in the 
Federal Register. Language has been added to make clear that 
notices of the Commissioner’s determination independently to 
initiate evaluations will also be published in the Federal Reg- 
ister. Section 150.4(c) has also been changed to provide that 
comments shall be submitted to the Commissioner within sixty 
(60) days of publication of the Federal Register notice. Section 
150.4(f) has been modified to include information obtained in 
a public hearing held pursuant to section 150.4(e)ii), if such 
a hearing is held, in the list of materials to be evaluated by 
the Commissioner. 

Section 150.5(° ) has been changed to reflect the amendment 
to section 902(a)(2) made by the Semiconductor Chip Protection 
Act Extension of 1987. The first sentence provides that any 
interested party may request the “revision, suspension or 
revocation” of a proclamation. The second sentence has been 
modified to provide that “requests for revision, suspension or 
revocation of a proclamation will be considered in substantially 
the same manner as requests for the issuance of a section 902 
proclamation.” The word “substantially” has been added to 
indicate that the Commissioner need not initiate a formal 
evaluation in every case where a request is made for the revision, 
suspension or revocation of a Presidential proclamation, in 
contrast to situations where a foreign government requests the 
issuance of such a proclamation. While good faith requests for 
the revision, suspension or revocation of a proclamation will 
be accorded fair treatment, it is proper that the 
Commissioner have flexibility at the outset to consider such 
requests on a case-by-case basis as experience is gained under 
these rules. If necessary, the PTO may amend the rules at a 
later time to provide additional procedures for consideration 
of requests for revision, suspension or revocation of Presidential 
proclamations. 

Stylistic changes have also been made in sections 150.2(a), 
150.3(b)(6) (proposed section 150.3(b)(5)) and 150.5(a), but 
these changes are for purposes of clarity and are not substantive 
in nature. 


Other Considerations 


This rule does not have a significant impact on the quality 
of the human environment or the conservation of natural 
resources. This rule is in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980,44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the proposed 
rule will not have a significant adverse economic impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 601 et seq.) The economic impact of a Presidential 
proclamation on small entities will be beneficial, since such 
proclamations may be issued only upon a finding that a foreign 
nation extends ee © SS ae ee. 

The Patent and Trademark Office has determined that this 
Tule is not a major rule under Executive Order 12291. The annual 
effect on the economy will be less that $100 million. There 
will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. By e: pe he 
mask work owners, the ability of United 
prises to compete wats fomuiae Gated dlioapaeed tacaieate 
or export markets will be enhanced. 
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The Patent and Trademark Office has also determined that 
this notice has no federalism implications affecting the rela- 
tionship between the national government and the states as 
outlined in Executive Order 12612. 

The rule will not i a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3510 et seq., since no record- 

ithin 


List of Subjects in 37 CFR Subchapter C 


Sener aie oe eee Authority delega- 
tions, Semiconductor chips, Mask works 
Chapter | of Title 


For the reasons set out in the preamble, 
37 CFR is amended by adding a new Subchapter C, Part 150, 


as follows: 


Subchapter C - PROTECTION OF FOREIGN MASK WORKS 
Part 150 - 


REQUESTS FOR PRESIDENTIAL PROCLAMA- 
TIONS PURSUANT TO 17 U.S.C. 902(a\(2) 


Sec. 

150.1 Definitions. 

150.2 Initiation of Evaluation. 
150.3 Submission of Requests. 


Authority: 35 U.S.C. 6; E.O. 12504, 50 FR 4849, 3 CFR, 1985 
Comp., p. 335. 


Section 150.1 Definitions. 


(a) “Commissioner” means Assistant Secretary and Com- 
missioner of Patents and Trademarks. 

(b) “Foreign government” means the duly-constituted ex- 
ecutive of a foreign nation, or an international or regional 
intergovernmental organization which has been empow- 
ered by its member states to request issuance of Presiden- 
tial proclamations on their behalf under this part. 
“Interim order” means an order issued by the Secretary 
of Commerce under 17 U.S.C. 914. 


Privilege i 
pe ter gee f mtn US: 


(f) “Request” means a request by a foreign government for 
the issuance of a Presidential lamation. 

(g) “Proceeding” means a proceeding : » hes 
order extending to fi nationals, domicili 
—— sovereign authorities under 17 U.S.C. Chapter 


(h) iseuat waite Gn Reality of Cations, 
Section 150.2 Initiation of Evaluation. 


(a) The Commissioner independently or as directed by the 
Secretary, may initiate an evaluation of the propriety of 


ee ee See ee 
revocation a jon 902 proclamation. 
() —. - 


propriety of recommending the issuance of a section 902 
proclamation upon receipt of a request from a foreign 
government. 





1110 TMOG 282 
(161) 


Section 150.3 Submission of Requests. 


(a) Requests for the issuance of a section 902 proclamation 
shall be submitted by foreign governments for review by 
the Commissioner. 

(b) Requests for issuance of a proclamation shall include: 


(1) Acopy of the foreign law or legal rulings that provide 
protection for U.S. mask works which provide a basis 
for the request. 

(2) Acopy of any regulations or administrative orders 
implementing the protection. 

(3) A copy of any laws, regulations or administrative 
orders establishing or regulating the registration (if 
any) of mask works. 

(4) Any other relevant laws, regulations or administra- 
tive orders. 

(5) All copies of laws, legal rulings, regulations or 

- administrative orders submitted must be in unedited, 
full-text form, and if possible, must be reproduced 
from the original document. 

(6) All material submitted must be in the original 
language, and if not in English, must be accompanied 
by a certified English translation. 


Section 150.4 Evaluation. 


(a) Upon submission of a request by a foreign government 
for the issuance of a section 902 proclamation, if an interim 
order .under section 914 has not been issued, the 
Commissioner may initiate a section 914 proceeding if 
additional information is required. 

If an interim order under section 914 has been issued, the 
information obtained during the section 914 proceeding 
will be used in evaluating the request for a section 902 
proclamation. 
After the Commissioner receives the request of a foreign 
government for a section 902 proclamation, or after a 
determination is made by the Commissioner to initiate 
independently an evaluation pursuant to section 150.2(a) 
of this part, a notice will be published in the Federal 
Register to request relevant and material comments on the 
adequacy and effectiveness of the protection afforded U.S. 
mask works under the system of law described in the 
notice. Comments should include detailed explanations 
of any alleged deficiencies in the foreign law or any alleged 
deficiencies in its implementation. If the alleged deficien- 
cies include problems in administration such as registra- 
tion, the respondent should include as specifically as 
possible full detailed explanations, including dates for and 
the nature of any alleged problems. Comments shall be 
submitted to the Commissioner within sixty (60) days of 
publication of the Federal Register notice. 
The Commissioner shall notify the Register of Copyrights 
and the Committees on the Judiciary of the Senate and 
the House of Representatives of the initiation of an 
evaluation under these regulations. 
If the written comments submitted by any party present 
relevant and material reasons why a proclamation should 
not issue, the Commissioner will: 
(1) Contact the party raising the issue for verification 
and any needed additional information; 
(2) Contact the requesting foreign government to deter- 
mine if the issues raised by the party can be resolved; 
and, 


(i) If the issues are resolved, continue with the 
evaluation; or, 

(ii) If the issues cannot be resolved on this basis, 
hold a public hearing to gather additional in- 
formation. 


The comments, the section 902 request, information 
obtained from a section 914 proceeding, if any, and 
information obtained in a hearing held pursuant to sub- 
section (e)(ii) of this section, if any, will be evaluated by 
the Commissioner. 

The Commissioner will forward the information to the 
Secretary, together with an evaluation and a draft recom- 
mendation. 
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(h) The Secretary will forward a recommendation regarding 
the issuance of a section 902 proclamation to the Presi- 
dent. 


Section 150.5 Duration of Proclamation. 


(a) The recommendation for the issuance of a proclamation 

may include terms and conditions regarding the duration 
* of the proclamation. 

(b) Requests for the revision, suspension or revocation of a 
proclamation may be submitted by any interested party. 
Requests for revision, suspension or revocation of a 
proclamation will be considered in substantially the same 
manner as requests for the issuance of a section 902 
proclamation. 


Section 150.6 Mailing Address. 


Requests and all correspondence submitted pursuant to these 
guidelines shall be addressed to: 


Commissioner of Patents and Trademarks 
Box 4 
Washington, D.C. 20231 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


June 23, 1988 


[1092 OG 52] 


(160) Errors in Notice of Allowance 

The purpose of this notice is to clarify existing Office practice 
with respect to providing a new issue fee due date. Sometimes 
errors appear on the Notice of Allowance, such as an incorrect 
number of claims, the misspelling of an inventor’s name, an 
incorrect inventorship, or an incorrect title. A duplicate Notice 
of Allowance correcting the errors may be requested from the 
Group that mailed the Notice. However, a new issue fee due 
date will not be provided if the information on the original Notice 
of Allowance is sufficient to allow a reasonable practitioner to 
timely file a proper issue fee in the correct application. Spe- 
cifically, the mere filing of a request for a corrected or duplicate 
Notice of Allowance will not act to stay the period for paying 
the issue fee. 


JAMES E. DENNY, 
Deputy Assistant Commissioner 
for Patents. 


June 12, 1985. 


[1056 OG 35] 


(161) Initial Guidelines Implementing C 


in 35 U.S.C. 103, 116, and 120 


The Patent and Trademark Office has established initial 
guidelines for patent examiners to use in implementing the 
changes made in 35 U.S.C. 103, 116, and 120 by Public Law 
98-622, the Patent Law Amendments Act of 1984. As a service 
to the public, those guidelines are published below. A copy of 
Public Law 98-622 is also being published concurrently here- 
with. Some of the procedural aspects of matters contained in 
the guidelines will be i into Title 37 of the Code 
of Federal Regulation through the rule-making process. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Dec. 11, 1984. 


Initial Guidelines As To Implementation Of 35 U.S.C. 103 


Public Law 98-622 added a new sentence to 35 U.S.C. 103 
which reads as follows: 





JANUARY 2, 1990 


U.S. PATENT AND TRADEMARK OFFICE 


1110 TMOG 283 
(161) 


“Subject matter developed by another person, which quali- 
fies as prior art only under subsection (f) or (g) of section 
102 of this title, shall not preclude ility under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person.” 

The significant features resulting from this amendment to 
103 are the following: 


to the extent that it does not authorize a double patenting 
where different inventive entities are 


li 6g 
are not protected from a§ 102(0) /103 or § 102{gy103 
rejection. 


Implementation Steps As To Amended 35 U.S.C. 103 


; Re Te P ii A. Applications To Be Considered 

(1) The only prior art which is disqualified is prior art under (1) Amended § 103 does not “affect any final decision 
§ 102(f) or (g) where the subject matter, i.e., the prior art, made by the court or the Patent and Trademark Office 
and the invention “were, at the time the invention was tates the Ga qeanines Dramas 5, Oe 
made, owned by the same person or subject to an obligation 
of assignment to the same person.” (Person includes 
organization.) 
If the subject matter (prior art) qualifies as prior art under 
any other section, e.g., § 102(a), (b), or (e), it is still prior 
art and can be used. 
Amendment applies only to subject matter which qualifies 
as prior art under § 103; it does not affect subject matter 
which qualifies as prior art under § 102, i.e., anticipatory 
prior art. 
Term “another person” means any inventive entity other 
than the inventor and includes the inventor and any other 
person 
Term “developed” is to be read broadly and is not limited 
to any particular manner of deve 
Subject matter derived from another under § 102(f) is prior 
art under § 103 unless the derived subject matter and the 
claimed invention are owned by, or subject to an obligation 
of assignment to, the same person at the time the claimed 
invention was made. 
The disclosure of an earlier filed patent application which 
issues as a patent continues to be prior art under § 102(e) 
against a later invented and filed application of another 


inventor even though the patent and the later application 
are owned by, or subject to an obligation of assignment 
to, the same 

Commonly owned applications, ie., owned 
oy dn caudgnman eipanediientimemmmnn 
to avoid one or more of them becoming prior art against 
another under §§ 102(e) and 103. 
The phrase “ bare pea ned requires that the 
same person, persons, or organization own 100% of the 
eee 


The phrase “subject to an obligation of assignment to the 
same person” requires that a legal obligation of assign- 
ment exist and not merely a moral or unenforceable 
obligation. 

As long as the same person owns the subject matter and 
the invention at the time the claimed invention was made, 


contains allowed claims on or after November 
8, 1984, the allowed claims are subject 
amended § 103. 


The amendment to § 103 will be applied to 
(a) which is i 
in which 


HE 
ar 


a 
By: 


rr 


in 


the merits by the examiner. 


a license to another may be made without the subject matter 
becoming prior art. 

Amended § 103 requires actual ownership (or obligation 
to assign) be in existence at the time the claimed invention 
epee teeny eo Hn ome 

art; acquiring one or the other later is not sufficient. 

Burden of establishing that subject matter is disqualified 
as prior art is placed on patent applicant and not on the 
patent examiner once the examiner establishes a prima 
facie case of obviousness based on the prior art. 
Double patenting rejections may now be made in appli- 
cations based on commonly owned patents of different 
inventive entities and double patenting rejections of the 
ee a 


B. Conflicting Co-pending 


A double patenting rejection may also be made in later 
filed application where the 
rejection is based and the later filed 


wJinteriien enbanaalie ei eeaains 
by terminal disclaimer in view of the lack of common 


ownership. 
(16) The Commissioner's Notice of January 9, 1967, “Double 
Patenting”, 834 O.G. 1615 (Jan. 31, 1967) is withdrawn 
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C. Conflicting Co-pending Applications Of Different Inventive 
Entities Which Are Commonly Owned 


(1) Co-pending applications will be considered by the 
examiner to be owned by, or subject to an obligation 
of assignment to, the same person if (a) the appli- 
cation files refer to assi ts recorded in the PTO 
in accordance with 37 1.331 which convey the 
entire rights in the applications to the same person(s) 
or organization(s); or (b) copies of unrecorded 
assignments which convey the entire rights in the 
applications to the same person(s) or organization(s) 
are filed in each of the applications; or (c) an affidavit 
or declaration by the common owner is filed which 
states that there is common ownership and explains 
why the affiant believes there is common ownership; 
or (d) other evidence is submitted which establishes 
common ownership of the applications in question, 
€.g., a court decision determining the owner. In 
circumstances where the common owner is a cor- 
poration or other organization an affidavit or dec- 
laration averring common ownership may be signed 
by an official of the corporation or organization 
empowered to act on behalf of the corporation or 
organization. 

If the application files establish that they are owned 
by, or subject to an obligation of assignment to, the 
same person, the examiner will: 


(a) examine the applications as to all grounds 
except §§ 102(f) and (g) as they apply through 
§ 103 if the application files establish common 
ownership at the time the later invention was 
made; 
examine the applications for double patenting, 
including double patenting of the obviousness 
type, and make a provisional rejection, if 

appropriate, (see In re Mott, 190 USPQ 536 
(CCPA 1976), 
examine the later filed application under § 
102(e) as it applies through § 103 and make 
a provisional rejection under § 102(e)/103 in 
the later filed application, if iate; 
permit applicant of the later filed application 
to file an affidavit under 37 CFR 1.131 to over- 
come the provisional or actual § 102(e)/103 
rejection, if appropriate, and a terminal dis- 
claimer to overcome the provisional or actual 

*- rejection on double patenting of the obvious- 
ness type. 


Initial Guidelines As To Implementation Of 35 
U.S.C. 116 


Public Law 98-622 amended 35 U.S.C. 116 to clarify that 


each inventor need not “sign the application” in addition to 
making the required oath and to add a new sentence which reads 
as follows: 


“Inventors may apply for a patent jointly even though 
(1) they did not physically work together or at the same 
time, (2) each did not make the same type or amount 
of contribution, or (3) each did not make a contribution 
to the subject matter of every claim of the patent.” 


The significant features resulting from these amendments to 


§ 116 are the following: 


(1) 


(2) 


* did not work together or at the 


The joint inventors do not have to separately “sign the 
application,” but only need apply for the patent jointly 
and make the required oath by signing the same; this is 
a clarification, but not a change in current practice. 

Inventors may apply for a patent jointly even though “they 


same time,” thereby 
clarifying (a) that it is not necessary that the inventors 
physically work together on a project, and (b) that one 
inventor may “take a step at one time, the other an 
LE yp rag ” (Monsanto Co. v. Kamp, 154 
USPQ 259 (D.D.C. 1967)). 


(3) 
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Inventors may apply for a patent jointly even though “each 
did not make the same type or amount of contribution,” 
thereby clarifying the “fact that each of the inventors plays 
a different role and that the contribution of one may not 
be as great as that of another does not detract from the 
fact that the invention is joint, if each makes some original 
contribution, though partial, to the final solution of the 
problem.” Monsanto, supra. 

Inventors may apply for a patent jointly even though “each 
did not make a contribution to the subject matter of every 
claim of the patent.” 

Inventors may apply for a patent jointly as long as each 
inventor made a contribution, i.e., was an inventor or joint 
inventor, of the subject matter of at least one claim of the 
patent; there is no requirement that all the inventors be 
joint inventors of the subject matter of any one claim. 
If an application by joint inventors includes more than one 
independent and distinct invention, restriction may be 
required with the possible result of a necessity to change 
the inventorship named in the application if the elected 
invention was not the invention of all the originally named 
inventors. 

The amendment to § 116 increases the likelihood that 
different claims of an application or patent may have 
different dates of invention; when necessary the Office or 
court may inquire of the patent applicant or owner 
concerning the inventors and the invention dates for the 
subject matter of the various claims. 


Implementation Steps As To Amended 35 U.S.C. 116 


See items (1) to (4) above under “Applications To Be 
Considered” for applications to be considered under 
amended § 116. 

Pending applications will be permitted to be amended by 
complying with 37 CFR 1.48 to add claims to inventions 
by inventors not named when the application was filed 


- as long as such inventions were disclosed in the application 


as filed since 37 CFR 1.48 permits correction of inven- 
torship where the “correct inventor or inventors are not 
named in an application for patent through error without 
any deceptive: intention on the part of the actual inventor 
or inventors. 

Under amended § 1 16 an examiner will reject claims under 
§ 102(f) only in circumstances where a named inventor 
is not theinventor of at least one claim in the application; 
no rejection under § 102(f) is appropriate if a named 
inventor made a contribution to the invention defined in 
any claim of the application. 

Under amended § 116 considered in conjunction with 
amended § 103, a rejection may be appropriate under 
§ 102(f)/103 where the subject matter, i.e., prior art, and 
‘the claimed invention were not owned by, or subject to 
an.obligation of assignment to, the same person at the time 
the invention was made. 

Applicants are responsible for correcting, and will be 
required to correct, the inventorship in compliance with 
37 CFR 1.48 when the application is amended to change 
the claims so that one (or more) of the named inventors 
is no longer an inventor of the subject matter of a claim 
remaining in the application. 

In requiring restriction in an application filed by joint 
inventors the examiner will remind applicants of the 
necessity to correct the inventorship pursuant to 37 CFR 
1.48 if an invention is elected and the claims to the 
invention of one or more inventors are cancelled. 

The examiner will not inquire of the patent applicant 

ing the inventors and the invention dates for the 

subject matter of the various claims until it becomes 
necessary to do so in order to properly examine the 


ttn application is filed with joint inventors, the examiner 
will assume that the subject matter of the various claims 
was commonly owned at the time the inventions covered 
therein were made, unless there is evidence to the contrary. 
If inventors of subject matter, epee he en 
time of the later invention, file a joint a 

cants have an obligation pursuant to 37 1 
out the inventor and invention dates of each claim and the 
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was made in order that the examiner may consider the 
applicability of § 102(f)/103 or § 102(g)/103. The exam- 
iner will assume, unless there is evidence to the 

that applicants are complying with their duty of disclosure. 


Initial Guidelines As To Implementation Of 
35 US.C. 120 


Public Law 98-622 amended 35 U.S.C. 120 by striking out 
“by the same inventor” and inserting in its place “which is 
filed by an inventor or inventors named in the previously filed 
application.” 

The amended first paragraph of 35 U.S.C. 120 (the bracketed 
portion was deleted and the underlined portion added) reads as 
follows: 


$120. Benefit of earlier filing date in the United States 


An application for patent for an invention disclosed in the 
manner provided by the first paragraph of section 112 of this 
title in an application previously filed in the United States, or 
as provided by section 363 of this title, [by the same inventor] 
which is filed by an inventor or inventors named in the previously 
filed application shall have the same effect, as though filed on 
the date of the prior application, if filed before the patenting 
or abandonment of or termination of on the first 
application or on an application similarly entitled to the benefit 
of the filing date of the first application and if it contains or 
is amended to contain a specific reference to the earlier filed 
application.” 

The significant features of these amendments to § 120 are 
the following: 


(1) A later filed application by an inventor or inventors of a 
previously filed co-pending application may claim the 
benefit of the previously filed co-pending 
under § 120 even though the later filed application does 
not name all of the same inventors as the previously filed 
application. 

(2) In order for the later filed application to be entitled to claim 
the benefit of the earlier filed co-pending application under 
§ 120 the earlier filed co-pending application must 
(a) have at least one inventor in common with the later 

filed application; 

(b) disclose the common inventor’s invention in the 
manner provided by the first paragraph of 35 U.S.C. 
112, i.e., fully disclose and support at least one of 
the common inventor's claims found in the later 

the Patent and Trademark Office or a 
court may inquire of the patent applicant or owner as to 
who invented, and the date of invention of, the subject 
matter being claimed in any claims in the later filed 


application. 
Se 
applications and patents 


or not the are commonly owned 
as long as the applications/ patent(s) have at least one 
inventor in common. 
pe gy mae Ce mpage sey 
rejection of the applications on the grounds of double 
ee 
claimer as long as the identical invention is not being 
claimed. See Jn re Robeson, 141 USPQ 485 (CCPA 1964), 
and In re Kaye, 141 USPQ 829 (CCPA 1964). 
If the applications and patents are not owned, 
the double patenting rejection is entered in the later filed 
and cannot be overcome by a terminal dis- 
since the ownership of the subject matter being 
Gaadiaiaacenme cher aavaecnaare ae 
later application. 


Implementation Steps As To Amended 35 U.S.C. 120 


(1) See items (1) to (4) above under “Applications To Be 
Considered” for applications to be considered under 
amended § 120. 
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(2) The examiner will examine any earlier filed 
y mmr: my laamaaal a inci tas 120 to 


(a) py SE has at least 
one inventor in cokapan Oak Ge tome id Soh 


cation; 

(b) the other requirements for claiming benefit under 
§ 120 are met; and 

(c) me eee 


As longs the fomal requirement for lim benefit 
120 are met, the examiner will permit claim 
to be made without examining the earlier filed 
application for disclosure and support of at least one claim 
of the later filed application under the first paragraph of 
§ 112 unless it becomes necessary to do so, e.g. because 
of an interference or an i reference. 

The examiner will not inquire of the patent applicant as 
to who invented, and the date of invention of. the 

pn ne pe in any claims in the later 
application until it becomes necessary to do so in order 
to properly examine the application. 

The examiner will examine the earlier and later filed 


inventors 
and Y as now possible under § 116 as amended by Public Law 
98-622. 


Situation 1. 
The claims to X and Y are not patentably distinct. 
ae 
If otherwise patentable over the prior art—allows application. 


Situation 2. 
The claims to X and Y are patentably distinct. 


Examiner's Action: 

Require restriction and election of claims to either X or Y. 
The applicant, after election, must correct the inventorship of 
the application to ist only the inventor of the elected invention; 
for example, inventor A if claims to invention X were elected. 
A divisional i Nery arpa eee mae hy | 
claim benefit of the originally filed application under 35 U.S 
120 as amended by Public Law 98-622. 


Situation 3. 


The application contains a Markush-type claim to X and Y 
atanlie atte din eta’ 


Examiner’s Action: 
(a) Examine the to determine if the inventions X 
cd ao enaltdae Wen thectienencianmniattain 
X (assume X is elected by applicants) and the X portion 
of the Markush claim to X and Y are examined. 
(i) ifthe claim to X is allowable, the entire Markush claim 
and the species claim to Y must also be examined. 
(ii) if the claim to X is not allowable, no further action 
ee es 


The inventocthip of Ge application atthe tans of slowence 
must be corrected, if necessary, to correspond to the inventions 
covered by the claims allowed. 


ct, Metis tects tat Some wi 
obligation to assign all their inventions to E, inventions 
la ae of A’s 
seer a is oe pines bon 
pm rR by Company E. 
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Situation 1. 
The claims to X and Y are not patentably distinct. 


Examiner’s Action: 

(a) Examine the applications as to all grounds except § 102(f) 
and (g) as they apply through § 103; 

(b) Make a provisional rejection of the later filed application 
on the grounds of double patenting of the obviousness 
type, if iate. If a terminal disclaimer is filed in 
accordance with § 1.321(b), the provisional double pat- 
enting rejection of the obviousness type will be overcome; 
Examine the later filed application under § 102(e)/103 and 
make a provisional rejection based on § 102(e)/103, if 
appropriate. An affidavit under § 1.131 can be filed to 
overcome the rejection based on § 102(e)/103. 


Situation 2. 

After receiving the examiner’s action in situation 1, A and 
B filed a continuation-in-part application with inventor C and 
claim A’s invention, B’s invention and an improvement they 
jointly developed with C. A and B abandon their prior appli- 
cations. 


Examiner’s Action: 
Examine the application in the normal manner; no double 
patenting and § 102(e)/103 problems now exist. 


Example 3 - Two copending applications with no indication in 
the record of common ownership 

Inventor A files an application with claims to invention X. 
Another copending application is filed by inventor B claiming 
invention Y. There is no indication of common ownership. 


Situation 1. 
The claims in the two applications are directed to patentably 
distinct inventions. 


Examiner’s Action: 
If the claims are otherwise allowable, the applications are 
both allowed. 


Situation 2. 
The claims in the two applications are not patentably distinct. 


Examiner’s Action: 

The applications are prosecuted until one application is allow- 
able. If the time difference between the two applications is too 
large to declare an interference, action on the later filed appli- 
cation is suspended until the earlier filed application issues as 
a patent. At that time the later filed application is rejected over 
the earlier filed application under § 102(e)/103. 

If the filing dates of the applications are sufficiently close 
to declare an interference, claims for an interference should 
be suggested. If the applications are commonly owned, the 
common owner must make the ownership known. When such 
common ownership is made known, a provisional double 
patenting rejection should be made in the later filed application. 
If the double patenting rejection is of the obviousness type, a 
terminal disclaimer under 37 CFR 1.321(b) may be filed. The 
later filed application should be examined under § 102(e)/103 
and a provisional rejection based on § 102(e)/103 should be 
made in the later filed application, if appropriate. An affidavit 
under § 1.131 can be filed to overcome a rejection based on 
§ 102(e)/103. 


Example 4 - Claims in single application by different inventors. 

An application for patent is filed in the Patent and Trademark 
Office in which the owner E sets forth the following information. 

“The subject matter of claim 1 was invented by inventor A- 
The subject matter of claim 2 was invented by inventor B. 
Inventor B knew of the invention of inventor A at the time he 
made his invention. Both A and B made their inventions while 
eal for owner E with a duty to assign”. The inventions 
are different but not patentably distinct. 


Examiner’s Action: 


If the claims are patentable over the prior art, the application 
should be allowed. 
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Public Law 98—622 
Signed November 8, 1984 


Ninety-eighth Congress of the United States of America 
AT THE SECOND SESSION 


Begun and held at the City of Washington on Monday, the 
twenty-third dayof January, one thousand nine hundred and 
eighty-four 


An Act 


To amend title 35, United States Code, to increase the effec- 
tiveness ofthe patent laws, and for other purposes. 


Be it enacted by the Senate and House of Representatives of 
the United 


States of America in Congress assembled, 
SHORT TITLE 


SECTION 1. This Act may be cited as the “Patent Law 
Amendments Act of 1984”. 


TITLE i—PATENT IMPROVEMENT PROVISIONS 
USE OF PATENTED INVENTIONS OUTSIDE 
THE UNITED STATES 


SEC. 101.(a) Section 271 of title 35, United States Code, is 
amended by adding at the end thereof the following new 
subsection: 

“(f)(1) Whoever without authority supplies or causes to be 
supplied in or from the United States all or a substantial portion 
of the components of a patented invention, where such com- 
ponents are uncombined in whole or in part, in such manner 
as to actively induce the combination of such components 
outside of the United States in a manner that would infringe 
the patent if such combination occurred within the United States, 
shall be liable as an infringer. 

“(2) Whoever without authority supplies or causes to be 
supplied in or from the United States any component of a 
patented invention that is especially made or especially adapted 
for use in the invention and not a staple article or commodity 
of commerce suitable for substantial noninfringing use, where 
such component is uncombined in whole or in part, knowing 
that such component is so made or and intending that 
such component will be combined outside of the United States 
in a manner that would infringe the patent if such combination 
occurred within the United States, shall be liable as an in- 
fringer.” 


STATUTORY INVENTION REGISTRATION 


SEC. 102.(a) Chapter 14 of title 35, United States Code, is 
amended by adding at the end thereof the following new section: 


§ 157. Statutory invention registration 


“(a) Notwithstanding any other provision of this title, the 
Commissioner is authorized to publish a statutory invention 
registration containing the specification and drawings of a 
regularly filed application for a patent without examination if 
the applicant: 


“(1) meets the requirements of section 112 of this title; 

“(2) has complied with the requirements for printing, as 
set forth in regulations of the Commissioner; 

“(3) waives the right to receive a patent on the invention 
within such period as may be prescribed by the Commis- 
sioner; and 

“(4) pays application, publication, and other processing 

fees established by the Commissioner. 
If an interference is declared with respect to such an application, 
a statutory invention registration may not be published unless 
the issue of priority of invention is finally determined in favor 
of the applicant. 
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“(b) The waiver under subsection (a)(3) of this section by 
an applicant shall take effect upon publication of the statutory 
invention registration. 

“(c) A statutory invention registration published pursuant 
to this section shall have all of the attributes specified for patents 
in this title except those ified in section 183 and sections 
271 through 289 of this title. A statutory invention registration 
shall not have any of the attributes specified for patents in any 
other provision of law other than this title. A statutory invention 
registration published pursuant to this section shall give appro- 
priate notice to the public, pursuant to which the 
Commissioner shall issue, of the preceding provisions of this 
subsection. The invention with respect to which a statutory 
invention certificate is published is not a patented invention for 

s of section 292 of this title. 

“(d) The Secretary of Commerce shall report to the 
annually on the use of statutory invention registrations. Such 
report shall include an assessment of the degree to which 
agencies of the Federal Government are making use of the 
statutory invention registration system, the degree to which it 
aids the management of federally developed technology, and 
an assessment of the cost savings to the Federal Government 
of the use of such procedures.”. 

(b) The table of sections at the beginning of chapter 14 of 
title 35, United States Code, is amended by adding at the end 
thereof the following: 


“157. Statutory invention registration.”. 


(c) The amendments made by this section shall take effect 
six months after the date of the enactment of this Act. 


PRIOR ART 


SEC. 103. Section 103 of title 35, United States Code, is 
amended by adding at the end thereof the following: 

“Subject matter developed by another person, which quali- 
fies as prior art only under subsection (fjor @ of of section 102 
of this title, shall not preclude patentability under this section 
where the subject matter and the claimed invention were, at the 
time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person.” 


JOINT INVENTORS 


SEC. 104. (a) Section 116 of title 35, United States Code, is 
amended by amending the first paragraph to read as 
follows: 


“When an invention is made by two or more persons jointly, 
they shall apply for patent jointly and each make the required 
oath, except as otherwise provided in this title. Inveators may 
apply for a patent jointly even though (1) they did not physically 
work together or at the same time, (2) each did not make the 
same type or amount of contribution, or (3) each did not make 
a contribution to the subject matter of every claim of the 
patent.”. 


(b) Section 120 of title 35, United States Code, is amended 
by striking out “by the same inventor” and inserting in lieu 
thereof “which is filed by an inventor or inventors named in 
the previously filed application”. 


ARBITRATION OF INTERFERENCES 


SEC. 105. Section 135 of title 35, United States Code, is 
amended by adding at the end thereof the following new 
subsection: 


Pa neater within such time as may 
be specified by the Commissioner by regulation, may determine 
such contest or any aspect thereof by arbitration. Such arbitration 
shall be governed by the provisions of title 9 to the extent such 
title is not inconsistent with this section. The parties shall give 
notice of any arbitration award to the Commissioner, and such 
award shall, as between the parties to the arbitration, be dis- 
positive of the issues to which it relates. The arbitration award 
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this subesction shall preclude the Comeniseiar from dotortia- 
ing patentability of 


SEC. 106. D agen 0 pena ya CA. ied 
this section, the amendments made by this Act shall 
all United States granted before, on, or after 


‘ate 
of enactment of this Act, and to all 


applications for United States 


licati 
and the time for filing an 
(c) Section 271(f) of title 35, United 


Se a eee 
patented invention after the date of enactment of this Act. 
(d) No United States patent 


Soutaed ty hation 80B-0 tDhatibie Acsendeppenatianan, 
SS ne eee 
such invalidity or unenforceability. If a person reasonably relied 

on such invalidity or unenforceability, the court before which 


of this Act, and it may also provide for the continued practice 
of any process practiced, or for the practice of which substantial 
preparation was made, prior to the date of enactment, to the 
extent and under such terms as the court deems equitable for 
the protection of investments made or business 

before the date of enactment. 

(e) The amendments made by this Act shall not affect the 
right of any party in any case pending in court on the date of 
enactment to have their rights determined on the basis of the 
substantive law in effect prior to the date of enactment. 


TITLE II—PATENT AND TRADEMARK OFFICE 
PROCEDURES 


BOARD OF PATENT APPEALS AND 
INTERFERENCES 


SEC. 201. (a) Section 7 of title 35, United States Code, is 
amended to read as follows: 


"§ 7. Board of Patent Appeals and Interferences 


“(a) The examiners-in-chief shall be persons of competent 
legal knowledge and scientific ability, who shall be 
to the competitive service. The Commissioner, the 
Commissioner, the Assistant i and the examin- 
ers-in-chief shall constitute the Board of Patent Appeals and 
Interferences. 

“(b) The Board of Patent Appeals and Interferences shall, 


Appeals and Interferences, who shall be designated by the 
Commissioner. Only the Board of Patent Appeals and Interfer- 
ant tee Med ne ey 


“(c) Whenever the Commissioner considers it necessary, in 
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exceeding six months each. An examiner so designated shall 
be qualified to act as a member of the Board of Patent Appeals 
and Interferences. Not more than one of the members of the 
Board of Patent Appeals and Interferences hearing an appeal 
or determining an interference may be an examiner so desig- 
nated. The Secretary of Commerce is authorized to fix the pay 
of each designated examiner-in-chief in the Patent and Trade- 
mark Office at not to exceed the maximum rate of basic pay 
payable for grade GS 16 of the General Schedule under section 
5332 of title 5. The rate of basic pay of each individual des- 
ignated examiner-in-chief shall be adjusted, at the close of the 
period for which that individual was designated to act as 
examiner-in-chief, to the rate of basic pay which that individual 
would have been receiving at the close of such period if such 
designation had not been made.” 

(b) The item relating to section 7 in the table of sections at 
the beginning of chapter 1 of title 35, United States Code, is 
amended by striking out “Appeals” and inserting in lieu thereof 
“Patent Appeals and Interferences”. 


INTERFERENCES 


SEC. 202. Section 135(a) of title 35, United States Code, is 
amended to read as follows: 

“(a) Whenever an application is made for a patent which, 
in the opinion of the Commissioner, would interfere with any 
pending application, or with any unexpired patent, an interfer- 
ence may be declared and the Commissioner shall give notice 
of such declaration to the applicants, or applicant and patentee, 
as the case may be. The Board of Patent Appeals and Interfer- 
ences shall determine questions of priority of the inventions and 
may determine questions of patentability. Any final decision, 
if adverse to the claim of an applicant, shall constitute the final 
refusal by the Patent and Trademark Office of the claims 
involved, and the Commissioner may issue a patent to the 
applicant who is adjudged the prior inventor. A final judgment 
adverse to a patentee from which no appeal or other review has 
been or can be taken or had shall constitute cancellation of the 
claims involved in the patent, and notice of such cancellation 
shall be endorsed on copies of the patent distributed after such 
cancellation by the Patent and Trademark Office.”. 


APPEALS AND CIVIL ACTIONS 


SEC. 203. (a) Section 141 of title 35, United States Code, 
is amended— 
(1) in the first sentence— 

(A) by striking out “of the Board of Patent Appeals 
may appeal” and inserting in lieu thereof “in an appeal 
to the Board of Patent Appeals and Interferences under 
section 134 of this title may appeal the decision”; and 

(B) by striking out “, thereby waiving his right” and 
inserting in lieu thereof “. By filing such an appeal the 
applicant waives his or her right”; 
in the second sentence— 

(A) by striking out “board of patent interferences on 
the question of priority may appeal” and inserting in 
lieu thereof “Board of Patent Appeals and Interferences 
on the interference may appeal the decision”; 

(B) by striking out “according rs and inserting in 
lieu thereof “in accordance with”; 

(C) by striking out “he” and inecting in lieu thereof 
“the party”; and 

(3) by amending the last sentence to read as follows: “If 
the appellant does not, within thirty days after the filing of such 
notice by the adverse party, file a civil action under section 146, 
the decision appealed from shall govern the further proceedings 
in the case.” 

(b) Section 145 of title 35, United States Code, is amended— 

(1) in the first sentence by striking out “Appeals may” and 
— in lieu thereof “Patent Appeals and Interferences in 

under section 134 of this title may,”and 

"Oo in the second sentence by striking out “Appeals” and 

inserting in lieu thereof “Patent Appeals and Interferences”. 

(c) ee oe 146 of title 35, United States Code, is amended 
by striking out “board of patent intereferences on the question 
of priority” and inserting in lieu thereof “Board of Patent 
Appeals and Interferences on the interference”. 
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TECHNICAL AND CONFORMING 
AMENDMENTS 


SEC. 204. (a) Section 41(a)(6) of title 35, United States Code, 
is amended— 

(1) by striking out “Appeals” each place it appears and 
inserting in lieu thereof “Patent Appeals and Interfer- 
ences”; and 

(2) by inserting “in the appeal” after oral hearing”. 

(b)(1) Section 134 of title 35, United States Code, is 
ame’ 

(A) in the section caption by striking out “APPEALS” and 
inserting in lieu thereof “PATENT APPEALS AND INTER- 
FERENCES”; and 

(B) by striking out “Appeals” and inserting in lieu thereof 
“Patent Appeals and Interferences”. 

(2) The item relating to section 134 in the table of sections 
at the beginning of chapter 12 of title 35, United States 
Code, is amended by striking out “Appeals” and 
inserting in lieu thereof “Patent Appeals and Interfer- 
ences”. 

(c) Section 305 of title 35, United States Code, is amended 
by striking out “Appeals” and inserting in lieu thereof 
“Patent Appeals and Interferences”. 


AMENDMENTS TO OTHER PROVISIONS 
OF LAW 


SEC. 205. (a) Section 1295(a)(4)(A) of title 28, United States 
code, is amended by striking out “Appeals or the Board of 
Patent” and inserting in lieu thereof “Patent Appeals and”. 

(b) Section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 
2182) is amended in the third 

(1) by striking out “Board of Patent Interferences” and 
inserting in lieu thereof “the Board of Patent Appeals 
and Interferences”; 

(2) by striking out “the Board of Patent Interferences” and 
inserting in lieu thereof “the Board of Patent Appeals 
and Interferences”. 

(c)(1) Section 305(d) of the National Aeronautics and Space 
Act of 1958 (42 U.S.C. 2457(d)) is amended— 

(A) by striking out “a Board of Patent Interferences” 
and inserting in lieu thereof “the Board of Patent 
Appeals and Interferences”; and 

(B) by striking out “the Board of Patent Interfer- 
ences” and inserting in lieu thereof “the Board of Patent 
Appeals and Interferences”. 

(2) Section 305(e) of the National Aeronautics and Space 
Act of 1958 (42 U.S.C. 2457(e)) is amended by striking out “a 
Board of Patent Interferences” and inserting in lieu thereof “the 
Board of Patent Appeals and Interferences”. 


SAVINGS PROVISION 


SEC. 206. Any individual who, on the effective date of this 
title, is an examiner-in-chief of the Board of Patent Appeals of 
the Patent and Trademark Office or an examiner of interferences 
of the Board of Patent Interferences of such office shall be 
entitled to continue in office as a member of the Board of Patent 

and Interferences of the Patent and Trademark Office 
as of such effective date. 


EFFECTIVE DATE 


SEC. 207. Section 206 of this Act and the amendments made 
by this title shall take effect three months after the date of the 
enactment of this Act. 


TITLE ItI— NATIONAL COMMISSION ON INNO- 
VATION AND PRODUCTIVITY 


ESTABLISHMENT 
SEC. 301. There is hereby established a National Commis- 


sion on Innovation and Productivity (hereinafter in this title 
referred to as the “Commission”). 
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MEMBERSHIP OF COMMISSION 
SEC. 302. (a) The Commission shall be composed of 


(1) three Members of the Senate appointed by the President 
of the Senate; 

(2) three Members of the House of Representatives 
- ee by the Speaker of the House of Representatives; 


9 SE SE 2 ae 
_~ one of whom the President shall designate as Chair- 


Of the members appointed by the President, one member should 
be an appropriate officer or employee of the United States, one 
nS es ee a a eee 
one member should be an 

dp ddentnehelimaniantineimeagiaedainss 
ee (2), or (3) of subsection (a) be persons who 
are members of the same political party. 

(c) Any vacancy in the Commision shell not affects powers 
but shall be filled in the same manner in which the original 

it was made, and subject to the limimtation set forth 

ah yg apa keg ght ee pm 

(d) Six members of the Commission shall constitute a 
quorum, but a lesser number may conduct hearings. 


DUTIES OF THE COMMISSION 

SEC. 303. The Commission shall make a full and complete 
review and study of the level of innovation and producitivity 
of employed inventors. Such study shall include an analysis of 
the various methods available to inspire or stimulate individual 
and innovation and productivity, including an assess- 
ment of the techniques used in other countries to achieve this 
objective. Such study may include an assessment of those 


SS ee eee eee ee 
or stimulate such innovation and productivity. The 


will better foster innovation and productivity. 


COMPENSATION OF MEMBERS OF THE COMMISSION 
SEC. 304. (a) Amember of the Commission who is a Member 


dance with subchapter I of chapter 57 of title 5, United States 
Code. 


DIRECTOR AND STAFF 
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GOVERNMENT AGENCY COOPERATION 
SEC. 306. The Commission is authorized to request from 


(d) The Chairman of the Commission may 
end ietanudhtent cortiebe unter esetien S000 
States Code. 


essary to carry out its ee under this title. Each such 
department, agency, and instrumentality is authorized to coop- 
ene with Gp Cumetinien ant, to@nenteatguatinetigton, 
to furnish such information and assistance to the Commission. 


REPORT OF THE COMMISSION; TERMINATION 


SEC. 307. The Commission shall submit interim reports on 
its activities to the President and the Congress at such times as 
the Commission considers appropriate, except that at least one 
such report shall be so submitted within one year after the date 
of the enactment of this Act. The Commission shall submit its 
final report on its activities to the President and the Congress 
within two years after such date of enactment. The Commission 
shall cease to exist sixty days after the date of the submission 
of its final report. 


ADMINISTRATIVE SERVICES 
SEC. 308. The General Services Administration shall provide 
services for the Commission on a reimbursable 
basis. 
AUTHORIZATION OF APPROPRIATIONS 


SEC. 309. There is authorized to be appropriated $250,000 
to carry out this title. 
EFFECTIVE DATE 


SEC. 310. This title shall take effect on January 21, 1985. 
TITLE IV... MISCELLANEOUS PROVISIONS 


INTERNATIONAL STAGE 


SEC. 401. (a) Section 361(d) of title 35, United States Code, 
is amended in the first sentence by inserting “or within one 
month after the date of such filing” after “ 

(b) Section 366 of title 35, United States Code, is amended... 


ane py 
sr Vieinod ‘Sunce, fied tatoos Ot dun of oxck ott 


drawal”; and 
Se a after 
“such 


NATIONAL STAGE 
SEC. 402. (a) Section 371(a) of title 35, United States Code, 
(1) ee ee 


@) by auiking out” , except those filed in the Patent Office”. 

(b) Section 37 1(b) of title 35, United States Code, is amended 
to read as follows: 

ibe enters Se 
stage shall commence with the expiration of the ¢ applicable ume 
limit under article 22(1) or (2) of the treaty.” 

(c) Section 371(c\(2) of tithe 35, United States Code, is 
amended. . 


(1) by striking out “received from” and inserting in lieu 
thereof “communicated by”; and 
(2) by out “verified” before “translation”. 
(d) Section 37 1( of title 35, United States Code. is amended 
to read as follows: 
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“(d) The requirements with to the national fee 
referred to in subsection (c)(1), the translation referred to in 
subsection (c)(2), and the oath or declaration referred to in 
subsection (c)(4) of this section shall be complied with by the 
date of the commencement of the national stage or by such later 
time as may be fixed by the Commissioner. The copy of the 
international application referred to in subsection (c)(2) shall 
be submitted by the date of the commencement of the national 
stage. Failure to comply with these requirements shall be 
regarded as abandonment of the ication by the parties 
thereof, unless it be shown to the satisfaction of the Commis- 
sioner that such failure to comply was unavoidable. The payment 
of a surcharge may be required as a condition of accepting the 
national fee referred to in subsection (c)(1) or the oath or 
declaration referred to in subsection (c)(4) of this section if these 
requirements are not met by the date of the commencement of 
the national stage. The requirements of subsection (c)(3) of this 
section shall be complied with by the date of the commencement 
of the national stage, and failure to do so shall be regarded as 
a cancellation of the amendments to the claims in the interna- 
tional — made under article 19 of the treaty.”. 

(e) 372(b) of title 35, United States Code, is 


(1) Se eg eae sees Soenk tenes 
and inserting in lieu thereof “; and 
(2) by adding at the end thereof the hell 


"(3) the Commissioner may require a verification of the 
translation of the international application or any other docu- 
ment pertaining to the application if the application or other 
document was filed in a language other than English.”. 

(f) Section 372 of title 35, United States Code, is amended 

striking out subsection (c). 

(g) Section 376(a) of title 35, United States Code, is amended 
by striking “Y (5) and redesignating paragraph (6) 


TECHNICAL AMENDMENTS 


SEC. 403. Se Title 35, United States Code, is amended by 
striking out “Patent Office” each place it appears and inserting 
in lieu thereof “Patent and Trademark Office 

(b) The tabie of parts at the beginning of title 35, United States 
Code, is amended by adding at the end thereof the following: 


“TV. Patent Cooperation Treaty 
PATENT FEES 


SEC. 404. (a) Notwithstanding section 41 of title 35, United 
States Code, as in effect before the enactment of Public Law 
pe (96 Stat. 317), no fee shall be collected for maintaining 

my t in force. 

lotwithstanding section 41(c) of title 35, United States 
Cose as in effect before the enactment of Public Law 97-247 
(96 Stat. 317), the Commissioner of Patents and Trademarks 
may accept, after the six-month grace period referred to in such 
section 41(c), the payment of any maintenance fee due on any 
patent based on an application filed in the Patent and Trademark 
Office on or after December 12, 1980, and before August 27, 
1982, to the same extent as in the case of patents based on 
applications filed in the Patent and Trademark Office on or after 
August 27, 1982. 


TRADEMARK TRIAL AND APPEAL BOARD 


SEC. 405. Section 3 of title 35, United States Code, is 
amended by adding at the end thereof the following: 


“(e) The members of the Trademark Trial and Appeal Board 
of the Patent and Trademark Office shall each be paid at a rate 
not to exceed the maximum rate of basic pay payable for GS- 
16 of the General Schedule under section 5332 of title 5.” 


EFFECTIVE DATE 
SEC. 406. (a) Section 404 of this Act and the amendments 


made by section 403 of this Act shall take effect on the date 
of the enactment of this Act. 
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(b) The amendments made by sections 401, 402, and of this 
Act shall take effect six months after the date of the enactment 
of this Act. 
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(162) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket no. 41269-5018] 
Final Rules for Miscellaneous Patent Provisions 


: Patent and Trademark Office, Commerce 
Action: Notice of final rulemaking 
Summary : The Patent and Trademark Office is amending the 
tules of practice in patent cases, Part I of Title 37, Code of Federal 
Regulations, to provide rules and procedures for the miscella- 
neous patent oe enacted into law by Public Laws 98- 
620 and 98-622, on Nov. 8, 1984, in which statutory invention 
registrations, changes in appeals to the courts, prior art and joint 
inventor provisions and PCT international application filing and 
processing procedures were established or amended. The rule- 
making provides specific rules and procedures for the new and 
amended provisions. 
Effective : May 8, 1985 
For Further Information Contact : R. Franklin Burnett by 
— at ee 557-3054 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 


Washington, D.C. 20231. 
Supplementary Information : This rule change is designed 
primarily to establish a set of rules and procedures for the various 
requirements of Public Laws 98-620 and 98-622 concerning 
appeals to the courts, statutory invention registrations, rejections 
based on prior art and double patenting, and filing of interna- 
tional applications under the Patent Cooperation Treaty. The 
proposed rules were published on Jan. 25, 1985 in Volume 50 
of the Federal Register, pages 3712 through 3725. A public 
hearing was held on the proposed rule changes on Feb. 8, 1985. 
Information : 


Most of the rule changes contained herein are necessary as a 
result of Public Laws 98-620 or 98-622, both of which were 
signed by President Reagan on Nov. 8, 1984. The following 
is a summary of the purposes of the various statutory amend- 
ments. 
Amended 35 U.S.C. 103 - Unpublished knowledge of prior art. 
Public Law 98-622 changes a complex body of case law 
which ——_ communication among members of research 
teams in corporations, universities or other organiza- 
tions. It amended 35 U.S.C. section 103 by adding a new 
sentence which provides that subject matter developed by 
another which qualifies as “prior art” only under subsections 
102(f) or (g) of 35 U.S.C. is not to be considered when deter- 
mining whether an invention sought to be patented is obvious 
under 35 U.S.C. 103, provided the subject matter and the claimed 
invention were commonly owned at the time the invention was 
made 


“Prior art” is the existing body of technical information 
against which the patentability of an invention is judged. 
Publicly known information is always considered in determin- 
ing whether an invention would have been obvious. However, 
under In re Bass, 474 F. 2d 1276, 177 USPQ 178 (CCPA 1973), 
and In re Clemens, 622 F.2d 1029, 206 USPQ 289 (CCPA 1980), 
an earlier invention which is not public could have been treated 
under 35 U.S.C. 102(g), and possibly under 102(f), as prior art 
with respect to a later invention made by another employee of 
the same organization. 

New technology often is developed by using background 
scientific or technical information known within an organization 
but unknown to the public. Public Law 98 622, by disqualifying 
such background information from prior art, encourages 
communication among members of research teams, and leads 
to more public dissemination through patents of the results of 
team research. 

The subject matter that is disqualified as prior art under 35 
U.S.C. 103 is strictly limited to subject matter that qualifies as 
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eed, ats 3 ES 102(f) or 102(g). If the subject 

qualifies as prior art under any other subsection—e.g., 
ieee 102(a), 102(b) or 102(e)}— it will not be disqualified 
as prior art under the amendment to section 103. 

The contents of a patent of the same or different ownership 
as an continues to be available as prior art against 
the application under section 103 by virtue of section 102(e) 
as of the application filing date of the patent. If subject matter 
becomes potential prior art under section 102 (e) because a 

patent application is filed on such subject matter before a 
Seman cumackbandbmdianonaiyen eimai 
of a later application the two applications may be combined 
(under amended §§ 116 and 120) into a single application and 
such subject matter (with the abandonment of the two appli- 
cations) would no longer constitute potential prior art under 
section 102(e) or under section 103 since it would not be 
“described in a patent granted on an application for patent by 
another.” 

It is important to recognize that the amendment to the law 
applies only to consideration of prior art for purposes of section 
103. It does not apply to or affect subject matter which qualifies 
as prior art under section 102. A patent applicant urging that 
subject matter is disqualified has the burden of establishing that 
it was commonly owned at the time the claimed invention was 
made 


Public Law 98-622 was not intended to permit anyone other 
than the inventors to be named in a patent application or patent. 
Also, the amendment was not intended to enable appropriation 
of the invention of another. 

The Patent and Trademark Office has withdrawn the 
Commissioner’s Notice of Jan. 9, 1967, “Double Patenting”, 
834 O.G. 1615 (Jan. 31, 1967), to the extent that it does not 
authorize a double patenting rejection where different inventive 
entities are present. See the Commissioner’s Notice of Dec. 11, 
1984, “Initial Guidelines Implementing Changes in 35 U.S.C. 
103 116, and 120”, 1050 O.G. 316 (Jan. 8, 1985). The Office 
is reinstituting, in appropriate circumstances, the practice of 
rejecting claims in commonly owned applications of different 
inventive entities on the of double patenting. See 130 
Cong. Rec. H 10527, column 3 (daily ed. Oct. 1, 1984) (statement 
of Rep. Kastenmeier); Jn re Rogers, 394 F.2d 566, 567 n. 4, 
157 USPQ 569, 570 n. 4 (CCPA 1964). This is in 
with existing case law and prevents an organization from 

two or more patents with different expiration dates 
cov nearly identical subject matter. See In re Zickendraht, 
319 F.2d 225, 138 USPQ 22 (CCPA 1963) (“The doctrine is 
well established that claims in different applications need be 
more than merely different in form or content; and that patent- 
able distinction must exist to entitle applicants to a second 
patent”) and Jn re Christensen, 330 F.2d 652, 141 USPQ 295 
(CCPA 1964) (“. . . the correct procedure for double patenting 
cases is to analyze the claims to determine the inventions defined 
therein, and then decide whether such inventions, as claimed 
are patentably distinct and therefore qualified to be claimed in 
separate patents”). In accordance with established patent law 
doctrines, double patenting rejections can be overcome in 
certain circumstances by disclaiming, pursuant to the existing 
provisions of 37 CFR 1.321, the terminal portion of the term 
of the later patent and including in the disclaimer a provision 
that the patent shall be enforceable only for and during the period 
the patent is commonly owned with the application or patent 
which formed the basis for the rejection, thereby eliminating 
the problem of extending patent life. 

Information learned from or transmitted to persons outside 
the organization is not disqualified as prior art. 

The term “subject matter” will be construed broadly, 

Pome Samael ny albedo nt oy 10 
The term “another” as used in § 103 means any inventive entity 
other than the inventor and would include the inventor and any 
other persons. The term “developed” is to be read broadly and 
is not limited by the manner in which the development occurred. 
The term “commonly owned” means wholly owned by the 
same person, persons, or organization at the time the invention 
was made. 


Amended 35 U.S.C. 116 - Joint inventor filing 


35 U.S.C. 116 as amended by Public Law 98-622 recognizes 
the realities of modern team research. A research project may 
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tions made by individuals who are not i in other, related 
inventions. 

Amended 35 U.S.C. ee 
jointly even though (i) they did not physically work together 
or at the same time, (ii) each did not make the same type or 
amount of contribution, or (iii) each did not make a contribution 
to the subject matter of every claim of the patent. Items (i) and 
(ii) adopt the rationale stated in decisions such as Monsanto 
v. Kamp, 269 F. Supp. 818, 154 USPQ 259 (D.D.C. 1967). Item 
(iii) adopts the rationale of cases such as SAB Industries AB v. 


Bendix pps 199 USPQ 95 (E.D. Va. 1978). 
Like other patent applications, jointly-filed applications are 
subject to the requirements of 35 U.S.C. 121 that an application 
If 


inventions. In such “di application complying 
with 35 U.S.C. 120 would be entitled to the benefit of the earlier 
filing date of the original application. 

> bene ions Gamal toaniereatien ae tien 
Sy aay Gn etnias 

one independent and distinct invention within the 

caning ef 35 USE 121. When necessary, the Patent and 
Trademark Office or acourt may inquire of the patent application 
or owner the inventors and the invention dates for 
the subject matter of the various claims. 


Amended 35 U.S.C. 120 - Benefit of prior U.S. application 


35 U.S.C. 120 was amended by Public Law 98-622 to provide 

that an application can obtain the benefit of the filing date of 
an earlier application when not all inventors named in the joint 
application are the same as those named in the earlier appli- 
cation. This amendment permits greater latitude in filing “di- 
visional” applications. For example, if the previously filed 
application named inventors A oe a later 
application by either A or B could be filed during 
of the previously filed application and claim it of the 
previously filed application. In order for a claim to be entitled 
to the benefit of an earlier pending application, the matter 
See 
in the earlier application. 
Similarly, if inventor A filed an application on an invention 
and during the pendency of that application made an improve- 
ment on the subject matter of the ication as a joint inven- 
tor with inventor B, the joint ication filed on behalf of 
inventors A and B could claim the benefit of A’s previously 
filed sole application to the extent that the later filed joint 
application contained claims directed solely to A’s subject 
matter which was disclosed in the earlier filed pending appli- 
cation in the manner ided by the first paragraph of section 
112 of title 35, Use. 

Likewise, an application filed by inventors A and C could 
dain too tomate’ a enlier 0d conten eahanion of 
inventors A and B, to the extent that the requirements of section 
120 could be met. 

Like other patent applications, jointly-filed ions will 
continue to be subject to the requirement of 35 U.S.C. 121 that 
an application be directed to only a single invention. If more 
than one invention is included in the the Patent and 
Trademark Office may require the application to be somtricted 
to one of the inventions. In such a case, a “divisional” 
cation would be entitled to the benefit of the earlier filing 
of the original application. 


New 35 U.S.C. 157 - Statutory Invention Registration (SIR) 
This section which is effective on May 8, 1985, establishes 


to prevent others from patenting the invention. 
not permit the holder to exclude others from making, using or 
selling the invention. 
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Due to the fact that a SIR does not grant an exclusive right 
to an inventor, it is not necessary to subject a SIR to the lengthy 
examination process required for the granting of a patent. Such 


an examination is necessary if the SIR is subject to an inter-- 


ference proceeding to determine priority of invention. In all 
other instances, the Patent and Trademark Office will 
en printing and fee 
payment requirements and to ensure that the requirements of 
35 U.S.C. 112 are satisfied. 

An applicant desiring to have a SIR published will be required 
to file a regular complete application for a patent and to execute 
a request including a waiver of enforcement of patent rights. 
This waiver of the claimed invention will be effective at the time 
of publication. The original application can be abandoned in 
favor of a ——— application for a patent, claiming the filing 
date of the earlier filed application, by filing an express aban- 
donment of the original application and a timely request or 
petition to withdraw the request for a SIR prior to publication 
of the SIR, thereby providing the applicant with flexibility 
during the pendency period of the application. Until the SIR 
is published the application remains an application for a patent. 
However, the holder of a SIR will not be able to file a reissue 

to recapture the rights to exclusive use that were 
waived by the initial publication of the SIR. 

The waiver of the right to receive a patent, required of all 
applicants electing to receive a SIR, applies to those remedies 
provided for the enforcement of a patent under section 183 and 
sections 271 through 289 of title 35, United States Code. The 
waiver also applies to remedies under other titles of the United 
States Code including sections 1337 and 1337a of title 19, 
section 2356 of title 22, and section 1498 of title 28. This waiver 
of enforcement applies only to the claimed subject matter of 
the SIR and not to any foreign patent arising from an application 
which might have served as the basis of a priority claim under 
the Paris Convention for the Protection of Industrial 
Likewise, the waiver does not prevent the holder of a SIR from 

any defenses provided in sections 271 through 289 
of title 35, U.S.C. with respect to a charge of infringement of 
any other patent. 

The Commissioner of Patents and Trademarks can refuse to 
accept the waiver in certain cases. For example, the waiver could 
not be accepted if the waiver is not a waiver of all the previously 
mentioned rights. The Commissioner also has discretion, which 
has not been exercised at this time, to set time limits on the 
waiver. This would allow the Commissioner to limit the ability 
of an inventor to keep inventions secret through a series of 
continuing patent applications followed by a conversion to a 
SIR. 

The waiver of patent rights in the SIR to the subject matter 
claimed therein may affect the patentability of a claim in other 
related applications, particularly divisional applications, since 
the waiver of patent rights would be effective for all inventions 
claimed in the SIR and would be effective as a waiver of the 
right of the inventor to obtain a patent on the invention claimed 
in the same application or any other application, but not in any 
patent issued before the date the SIR is published. Where an 
application containing generic claims is published as a SIR, the 
waiver in that application applies to any other related applica- 
tions, including divisions, continuations, and continuations-in- 
part, to the extent that the same invention claimed in the SIR 
is also claimed in the other related application. 

The Patent and Trademark Office will apply standards similar 
to those which it applies in making determinations of “ ‘same 
invention” double patenting for purposes of determining 

or not a waiver by an inventor to claims in a SIR 


precludes patenting by the same inventor to subject matter in 
any other related application. 

Therefore, the waiver would preclude patenting of an 
invention claimed by an inventor in a related application which 
is the same as the invention claimed by the same inventor in 
the SIR. When making this determination it is the claimed subject 


matter of the related application. Where the subject matter 
claimed in the related application is the same as the subject 
matter waived in the SIR, i.e., the “same invention” in the 
double patenting sense, the claims of the related application will 
be rejected as eS eee oe 
cannot be overcome by a terminal disclaimer. The limitation 
of the scope of the waiver to the claimed invention would not 
affect the application of existing § 1.658(c) should the SIR 
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become involved in an interference. If a divisional application 
is filed and published as a SIR claiming only a method, 
publication thereof will not normally effect a waiver on an 
application for a patent claiming only an apparatus. The waiver 
in a SIR would not affect any rights in a patent which issued 
prior to the date of publication of the SIR, but would preclude 
an already issued patent from being broadened by reissue if the 
rights to the subject matter to which broadened claims relate 
have been waived by publication of the SIR. The waiver applies 
to any rights of the same inventor in any application pending 
when the SIR is published even if the inventor is a joint applicant 
in the pending application and was a sole applicant in the 
application published as a SIR. The waiver would not affect the 
rights of any other inventor even though those rights are 
commonly owned by the same person. 

The holder of a SIR containing the required waiver will be 
left without the offensive rights associated with a patent. In other 
respects a SIR will be the same as a patent, including the 
application which is published as a SIR serving as the basis for 
a priority claim in a foreign application under the Paris Con- 
vention. A SIR will be treated the same as a U.S. patent for all 
defensive purposes. The application, and the SIR published 
therefrom, could become involved in an interference; the SIR 
would be a “constructive reduction to practice” under 35 U.S.C. 
102(g); it will be “prior art” under all applicable sections of 
35 U.S.C. 102 including section 102(e); and it will be classified, 
cross-referenced and placed in the search files, disseminated to 
foreign patent offices, stored in the Patent and Trademark Office 
computer tapes, made available in commercial data bases, and 
announced in the Official Gazette of the Patent and Trademark 
Office. A published SIR is intended to be a fully viable 
publication for defensive purposes, usable as a reference as of 
its filing date in the same manner as a patent. A SIR will also 
wit as a basis to initiate or participate in an interference or 

ty proceeding under 35 U.S.C. 291 in a manner similar 
i cuties cdl aus bo ened un a Gihmase tn Gdioes of on 
infringement suit. 

A SIR is based on a regularly filed application for a patent. 
Therefore, the filing date of the application will be a sufficient 
basis for a priority claim in a foreign application. Article 4, 
section A(3) of the Paris Convention states: 


“By a regular national filing is meant any filing that 
is adequate to establish the date on which the application 
was filed in the country concerned, whatever may be 
the subsequent fate of the application.” 


After a SIR is published, markings such as “patent pending” 
are improper under section 292 of title 35 of the United States 
Code. 

The SIR will serve as a replacement for the current “defen- 
sive publi program” which was established by regulation 
under 37 CFR 1.139. Although publication under the “defensive 
publication ”” was intended to provide rights similar to 
those of the SIR, publication under that program has been held 
not to be available as evidence of prior knowledge as of its 
filing date under section 102(a) of title 35, U.S.C. (Ex parte 
Osmond,191 USPQ 334 (P.T.O. Bd. App. 1976)). The use of 
a “defensive publication” as a reference to prevent a patent 
from issuing on a subsequent application is therefore limited. 
A SIR, on the other hand, will have a clear statutory basis in 
title 35, U.S.C. The SIR will be “prior art” and a “constructive 
reduction to practice” under section 102(a) and section 102(g), 
respectively, as of the filing date of the application on which 
it is based. 

A SIR will not be subject to reexamination under sections 
302 to 307 of title 35, United States Code. 

The Commissioner is authorized to issue SIRs for defensive 
purposes, but is not required to do so. The Commissioner 
discretion in determining whether or not a SIR should be issued 
on a particular application. In circumstances where the subject 
matter is obviously not an invention, is too informal to print, 
and so forth, the Commissioner has the right to refuse to publish 
the SIR. 

SIRs will be published sooner than patents because no 
substantive examination will normally be required for SIRs. To 
the extent that examination is required, it will be conducted in 
ap en Py a one Maintenance 
fees will not be charged for S 
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Since the fees set by the Commissioner for the new SIR 
procedure under section 157 of title 35, U.S.C. are not estab- 
lished under section 41(a) or (b) of that title, they are not subject 
to reduction if the applicant has small entity status. 

If the fee for requesting publication is not paid at the time 
of filing of the waiver of the right to receive a patent, the 
Commissioner may set a period within which the fee must be 
paid to prevent abandonment of the application. Such a 
would be subject to petitions and fees for extensions of time. 
If abandonment should occur, the application may be revived. 

In the final analysis, the SIR procedures set forth in the law 
should give inventors defensive protection more cheaply than 
ee! See ee 

the government and the private sector to make inventions 
knowledge. Last, the SIR would be particularly useful to those 
with limited resources such as universities and small businesses, 
who have a new, less expensive alternative to the traditional 
patenting of inventions. 


Amended 35 U.S.C. 361 , 366, 371, 372 and 376 - Miscellaneous 
provisions relating to the applications under the Patent Coop- 
eration Treaty. 


Section 361(d) of title 35, United States Code, was amended 
effective May 8, 1985, to provide a one-month grace period from 
the date of filing an international application for payment of 
the basic international fee and the transmittal and search fees. 

Section 366 of title 35, United States Code, was amended, 
effective May 8, 1985, to clarify the effect of withdrawal of an 
international application on claims for the benefit of its filing 
date. The withdrawal of an international application designating 
the United States will not deprive an applicant of the right to 
claim the benefit of the filing date of such an international 
application in a later filed application, provided the claim for 
benefit is made before that international is with- 
drawn. Stated otherwise, this clarifies that withdrawing the 
designation of the United States in an international application 
is comparable to abandoning a national application as far as a 
claim for an earlier filing date is concerned. 


National Stage 


As a general proposition, the amendments made to 35 U.S.C. 
371 set forth a legislative scheme, effective May 8, 1985, to 
provide greater flexibility in the Patent and Trademark Office 
for the handling of international applications. In addition, by 
relaxing the requirements which international must 
satisfy by the commencement of the national . the amend- 
ments give international applicants benefits similar to those 
given national applications by section 111, 35 U.S.C. as 
amended by Public Law 97-247 with respect to the time for filing 
the national fee and oath or declaration. 

Section 372(b) of title 35, United States Code, is amended, 
effective May 8, 1985, to authorize the Commissioner to require 
a verification of the translation of an international application 
or any other document pertaining thereto if the or 
NS ee ee An 
authorization for the Commissioner to verification in 


require 
appropriate cases is necessary since subsection (c)(2) of section 
371 was amendedto remove the requirement that the translation 
be verified in all cases. 

Section 372(c) of title 35, United States Code, was deleted 
thereby discontinuing the requirement for payment of a special 
fee to maintain claims in an international application which 


place i 
Saas aianl augh en Go une alla @ guuy Gaia 


Section 376(a) of title 35, United States Code, was also 
amended by Public Law 98-622 to delete mention of the special 
fee in order to conform with the amendment of section 372(c). 


Discussion of Specific Rules 


Section 1.11 is amended as proposed to add a reference to 
Se ee ee 
indicate that they are available to the public. The portion 
gunman § 100 wads dette wits aciioounate to Gameoed 
to a new (e) and rewritten. 
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The amendment to paragraph (b) deletes reference to § 1.139, 
ee ee 
the public publications 
published under § 1.139 as well as other applications laid open 
to the public such as the previously published abstracts and 
abbreviatures. 
a a, 8 Sans a0 GEES GRMN EY ae 
“general” before public as unnecessary. 
atte 11 is added to cover the availability 
woth pb al mers including those which involved 
Sveuten cataaion. Te to 
phe be declared under the new rules which 
effective on Feb. 11, 1985, 49 F.R. 48416, (Dec. 12, 1984) as 


Section 1. 17 is amended to add new paragraphs (n) and (0) 
to establish fees for requesting publication of statutory invention 
1 (n) establishes a $400.00 fee for re- 


of a statutory invention where 

Steet coamlncr’s ection peu on $1,308 been issued 

in the The amount paid for basic filing fees under 

§ 1.16(a), (f) or will be credited against this amount. For 

. .00 filing fee was paid, only $100.00 addi- 

tional would be required for requesting publication of a statutory 
invention registration. 

Le wll pr ab gn gs pede §. 1.17 is similar to the 
<a establishes a fee for requesting 
pore ae applications, which have received any examiner's 

action pursuant to § 1.104, as a statutory invention 


cations filed prior to Aug. 27, 1982, in accordance with Public 
Law 98-622. 

Public Law 98-622 provides that no maintenance fees are 
charged for plant patents, regardless of when filed. Without this 
provision that no maintenance fees be charged for patents, 
plant patent owners whose applications were between the 
dates of enactment of Public Law 96-517 and Public Law 97- 
pi at an 12, 1980 to Aug. 27, 1982) would be subject to 
payment of maintenance fees, while piat patent owners whose 
applications were filed outside those dates would not be subject 
to such fees. Public Law 98-622 eliminates that i i . 

Section 1.45 is amended as proposed to reflect the 
sistas pumieallie Goliad onaeneaaee ! 
cae war ewe RS USC 116 116 

to 
New paragraph (c) indicates that 
must have made a 


as 
is no longer being claimed in the application. Such a situation 
would arise where claims have been amended or deleted because 
they are unpatentable or as a result of a requirement for restric- 
tion of the application to one invention, or for other reasons. 





1110 TMOG 294 
(162) 


Public Law 98-622 and § 1.48(b) change the result reached in 
Ex parte Lyon, 146 USPQ 222, 1965 Dec. Comm’r. Pat. 362 
(Bd. App. 1964). The final rule has fewer requirements than 
the proposed rule for correction of inventorship in this situation. 
The proposed rule would have required, in addition to the 
requirements of the final rule, an oath or declaration by each 
actual inventor or inventors as required by § 1.63 and the written 
consent of any assignee. The final rule requires only a petition 
and fee with the petition including a statement identifying each 
named inventor who is being deleted and acknowledging that 
the inventor's invention is no longer being claimed in the 
——. The amendment would hiave to be diligently made 


under paragraph (b). 

The final rule adds a paragraph (c) in response to a comment 
to provide for the situation where an application discloses 
unclaimed subject matter by an inventor or inventors not named 
in the application as filed. In such a situation, the application 
may be amended pursuant to paragraph (a) of § 1.48 to add 
claims to the subject matter and also to name the correct 
inventors for the application. The claims would be added by 
an amendment and, in addition, an amendment pursuant to 
paragraph (a) of § 1.48 would be required to correct the inventors 
named in the application. Any claims added to the application 
must be supported by the disclosure as filed and cannot add 
new matter. 

Section 1.60 is amended to include wording which would 
permit an application to be filed under this section only if it 
named as inventors the same or less than all the inventors who 
were named and signed the oath or declaration in the prior 
application. This addition is in view of the new 
provisions of 35 U.S.C. 120, as amended by Public Law 98- 
622, which permit continuing applications to be filed by dif- 
ferent inventors. Under § 1.60 additional inventors are not 
permittec’ to be named since the oath or declaration from the 
prior application is relied upon. 

Section 1.61 is amended as proposed to incorporate the 
ability to file the translation, oath or declaration, and national 
fee after the 20 month deadline set forth in PCT Article 22(1) 
for entering the national phase in the United States Patent and 
Trademark Office. 

Public Law 98-622 amended 35 U.S.C. 371(a) to provide 
greater flexibility for the PTO handling international applica- 
tions. Also, 35 U.S.C. 371(a), by relaxing the requirements 
which international applicants must satisfy by the commence- 
ment of the national stage, gives international applicants benefits 
similar to those given national applicants under 35 U.S.C. 111 
by P.L. 97-247 with respect to the time for filing the national 
fee and oath or declaration. 

Paragraph (b) of § 1.61 is amended to delete the 2 month 
time period to conform with the decision concerning PCT Article 
22(2) adopted by the Assembly of the Intern~tional Patent 
Cooperation Union (PCT Union) on Feb. 3, 1984. The amend- 
ment to the Article took effect on Jan. 1, 1985. 

PCT Article 22(2) as amended, reads as follows: 


“Where the International Searching Authority makes a 
declaration, under Article 17(2)(a), that no international 
search report will be established, the time limit for 
performing the acts referred to in paragraph (1) of this 
Article shall be the same as that provided in paragraph 
(1).” 


The additional wording to paragraph (b) of § 1.61 sets forth 
the ability to comply with the requirements for entering the 
national phase before the Patent and Trademark Office as a 
Designated Office within 22 months of the priority date. If the 
national fee or oath or declaration is submitted later than 20 
months after the priority date, a surcharge as set in § 1.445(a) 
(5) is required to be paid. If a required English translation of 
the international application is filed later than 20 months after 
the priority date, a processing fee as set in § 1.445(a) (6) is 
required to be paid. 

New paragraph (c) of § 1.61 provides that any amendments 
under PCT Article 19 which are not received along with any 
necessary English translation by the end of 20 months from the 
priority date will be considered as cancelled. This change is 
required in view of amended § 371(d) of 35 U.S.C. 

(d) is added as to § 1.61 in view of 
§ 372(b) of title 35, United States Code, as amended by Public 
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Law 98-622, which authorizes the Commissioner to require a 
verification of the translation of an international application or 
any other document pertaining thereto if the application or other 
document was filed in a language other than English. An 
authorization for the Commissioner to require verification in 
appropriate cases was necessary since subsection (c) (2) of 35 
U.S.C. 371 was amended to remove the requirement that the 
translation beverified in all cases. 

Section 1.62 is amended by revising paragraphs (a), (c), and 
(h) to include wording which would permit a continuing 
application to be filed under this section by the same or less 
than all the same inventors who filed and signed the oath or 
delcaration in the prior application. This addition is necessary 
in view of the new provisions of 35 U.S.C. 120, as amended 
by Public Law 98-622, which permit continuing applications 
to be filed by different inventors. Under § 1.62, additional 
inventors may be added only in applications in which a new 
oath or declaration is required because additional subject matter 
is being claimed. Paragraph (h) has been amended to also request 
applicants to furnish the title of the invention and the names 
of the applicants in the continuing application to permit the 
Office to enter this information in its records in the Application 
Branch. 

Section 1.78 is amended to provide in paragraph (a) that the 
inventorship in the continuing application may be different from 
the inventorship in the prior copending application and that the 
prior application must disclose the invention claimed in at least 
one claim of the later filed application in the manner provided 
by the first paragraph of 35 U.S.C. 112. The requirement that 
at least one claim be fully supported in the prior application to 
be entitled to priority benefit is not new, but is included to serve 
as a reminder that information such as foreign patenting, 
publication, or public use or sale in the United States which 
occurred more than one year prior to the filing date of the later 
application is available as prior art where the claims of the 
continuation-in-part application are not fully supported by the 
disclosure of the parent application so as to be entitled to an 
earlier effective filing date under 35 U.S.C. 120. See In re 
Ruscetta, 255 F. 2d 687, 118 USPQ 101 (CCPA 1958); In re 
van Langenhoven, 458 F. 2d 132, 173 USPQ 426 (CCPA 1972), 
and Chromalloy American Corp. v. Alloy Surfaces Inc., 339 
F. Suppl. 859, 173 USPQ 295 (D. Del. 1972). 

Paragraph (c) as amended provides for the reply to an 
examiner’s inquiry as to first inventor of conflicting claims in 
commonly owned applications or an application and a patent 
to be either (1) a statement that the inventions were both 
commonly owned at the time the later invention was made or 
(2) an indication of the first inventor. Paragraph (c) has been 
changed from that proposed in response to comments to clarify 
that common ownership or an obligation of assignment to the 
same person has to exist at the time the later invention was made. 
New paragraph (d) provides for making a double patenting 
rejection where an application claims an invention which is not 
patentably distinct from an invention claimed in a commonly- 
owned patent with the same or different inventive entities. An 
obviousness-type double patenting rejection could be overcome 
by the assignee by submitting a terminal disclaimer complying 
with § 1.321(b). 

Section 1.101 is amended as to delete reference 
to applications filed under § 1.139 since this section is being 
removed. 

Section 1.103 is amended as proposed to refer in paragraph 
(d) to a request “for a defensive publication” rather than a 
request “filed under § 1.139” since § 1.139 is being removed. 
Paragraph (d) is amended as proposed to also refer to “patent 
interference proceedings under Subpart E” rather than to 
“proceedings under § 1.201(b)” since § 1.201(b) has been 
removed. 


Section 1.104 is amended as proposed to add anew paragraph 
(e) to specify the nature of the showing necessary before the 
examiner would consider co-pending applications to be owned 


by, or subject to an obligation of assi; it to, the same person 

for purposes of 35 U.S.C. 102(f)/103, 102(g)/103, phar a naner 
(d) of § 1.106. The rule permits the necessary showing to be 
made in different alternative ways. The necessary showing will 
be considered by the examiner to be present if the application 
files refer to assignments which are recorded in the Patent and 
Trademark Office in accordance with § 1.331 as long as the 
assignments conveyed the entire rights in the applications to 
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permits an affidavit or declaration to be filed by the common 
owner stating that there is common ownership and stating facts 
which explain why the affiant or declarant believes there is 
common ownership. Under this alternative, sufficient facts will 
have to be presented in order to enable the examiner to conclude 
that a prima facie case of common ownership exists. The fourth 
alternative permits other evidence to be used which would 


scestentubdiieSikeentpenianee 

of caenay 60 pussueste'o gute Gqglieton ll a Gah as 
individual an official of the corporation or organization or 
empower the individesl to act on behalf of the corporation or 


organization. 

The wording of § 1.106(d) amends the rule to reflect the 
change in 35 U.S.C. 103 and refers to the “entire” rights to 
the subject matter and the claimed invention to make it clear 
that the term “commonly owned” means wholly owned by the 


person, persons, or organization 
percent of the subject matter which would otherwise be prior 
art to the claimed invention, or less than 100 percent of the 
ee 
Common ownership requires that the person, persons, 
own 100 percent of the subject matter and 100 
principal 


percent of the claimed invention. As long as 

rights to either the subject matter or the claimed invention reside 
in different persons or common ownership does 
not exist. A license of the claimed invention to another by the 
owner where basic ownership rights are retained would not 
defeat ownership. The requirement for common ownership at 
the time the claimed invention was made is intended to preclude 
obtaining ownership of subject matter after the claimed inven- 
tion was made in order to disqualify that subject matter as prior 
art against the claimed invention. The question of whether 
common ownership exists at the time the claimed invention was 


of the subject matter and the claimed invention by the same 
individual or organization or a legal obligation to assign both 
the subject matter and the claimed invention to the same 
individual or organization must be in existence at the time the 
claimed invention was made in order for the subject matter to 
be disqualified as prior art. A moral or unenforceable obligation 
would not evidence common ownership. 
The burden of establishing that subject matter is disqualified 
eis tau erie natn tees Glee 
the person or a SS 
drequalified. fer cusaiie tia 


examiner would normally make 
what appears to be a proper 35 U.S.C. 102(f)/103 or 102(g)/ 
103 rejection and the burden would be on the patent applicant 
to establish that subject matter is disqualified as prior art because 
it was commonly owned at the time the claimed invention was 
made. To place the burden upon the patent examiner would not 
be appropriate since evidence as to common ownership at the 
time the claimed invention was made might not be available 
to the patent examiner, but such evidence, if it exists, should 
0 ee eee eee 
The invention is made for purposes of the amendment to 
§ 103 when the conception is complete as defined in Mergen- 
thaler v. Scudder, 11 App. D.C. 264, 1897 C.D. 724(C.A.D.C. 
1897), and in In re Tansel, 117 USPQ 188 (CCPA 1958). 


“The conception of the invention consists in the 
complete performance of the mental part of the inventive 
act. All that remains to be in order to 
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perfect the act or instrument to the 
of construction, not invention. It is, oe nge 
formation in the mind of the inventor of a definite and 


as it is thereafter to be applied in practice 
an av ilabh - ithin the A met 
aw.” 


Mergenthaler v. Scudder, supra, at page 731. 


sane © & 5 1S tne tn oie ees 
comment that the rulemaking should leave no doubt as to the 
standard to be applied in determining the effect of a statutory 


invention application on a related 
application. Paragraph (e) of § 1.106 peovides that the claims 


in any original naming an inventor will be rejected 
as being prec wg wat. ye mye 2 invention 
registration naming that inventor ithe same subject mate 
claimed in the application and the statutory invention registra- 
tion. Paragraph (e) of § 1.106 also provides that the claims in 
any reissue application naming an inventor will be rejected as 
being precluded by a waiver in a statutory invention 
registration naming that inventor if the reissue application seeks 
to claim subject matter which was not covered by claims issued 
in the patent prior to the date of publication of the statutory 
invention and which was the same subject matter 
waived in the statutory invention registration. 

Se ee 
to filing a request under § 1.139. which is being removed, and 
insert in its place a reference to a defensive 

A new section 1.110 is added as proposed to allow the 
examiner or other Office official to make inquiry as to the 
invention date, inventors and ip at the time the invention 
was made when necessary for purposes of an Office 

Section 1.131 is amended to require that affidavits to 
overcome a rejection of a claim on a cited patent or 
be by the inventor or inventors of the subject matter of that claim. 
Section 1.131 has also been amended in response to a comment 
to permit the person qualified under §§ 1.42, 1.43, or 1.47 to 
make the required oath or declaration in appropriate circum- 
stances. 


Section 1. cre gages eg ae ke oc om 
invention registration. The proposed rules made clear the intent 
to remove this section which established the defensive publi- 
cation program although the section per se was not published 
as being removed. The defensive publication program is being 
replaced by the ability to obtain a statutory invention registra- 
tion. 


Section 1.193 is amended as proposed to change from twenty 
days to one month the time for filing a reply brief in response 
to an examiner's answer which raises new points of argument. 
This amendment is intended to simplify the of this 
for requesting an oral hearing in § 1.194(b). 

Section 1.293 is added to provide who may file a request 
erp yn war gy gy 
of such a request in accordance with 35 U.S.C. 157 added by 
Public Law 98-622. el eee, haehdatedienenie 
request for publication of a statutory invention registration in 

qutent agglieation Sor andcieinel peinantnetr 


_acomplete pending patent 
be filed and be signed by the applicant, and any pare 
application. 


sosagl, or Sbamnuen or Gadel of dand ta Ge 

ae 20 Se Oe NERS oS 

Statutory invention registration. Such a must include: 

0 i Se 
waiver will become effective upon the date of publication. 
Therefore, it will be possible to petition to withdraw a 
request for publication of a statutory invention registration 
until such time that can not be terminated; 

(2) payment of the fee for requesting publication of a statutory 
invention as set forth in § 1.17(n) or (0). The 
fee is set at two levels to reflect the amount of resources 
used by the Patent and Trademark Office; 

(3) a statement that the meets the disclosure re- 
quirements of 35 U.S.C. 112. This provision is considered 
desirable in order to prevent publication of defective and 
insufficient disclosures; and 


(4) a statement that the complies with the formal 
requirements of the oT paakamatie wo ¢daaen 
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This provision is required in order to provide the printer 
with drawings and specification which are suitable for 
printing in substantially the same format as a patent. 


A suggested format for use in filing a request for a statutory 
invention registration is as follows: 


Request for Statutory Invention Registration 


Application Serial No. or[] Attached hereto 
Filed: 

Titled: 

Applicanis: 


A. In the above identified patent application, I hereby 

1. request and authorize the Commissioner of Patents and 
Trademarks to publish the above identified regularly filed 
patent application as a Statutory Invention Registration. (35 
U.S.C. 157) 
waive the right to receive a United States patent on the same 
invention claimed in the above identified patent applica- 
tion. These rights, which are waived, include those specified 
in 35 U.S.C. § 183 and §§ 271 through 289 as well as all 
attributes specified for patents in any other provision of law 
other than title 35 United States Code. The waiver includes, 
but is not limited to, the remedies under 19 U.S.C. 1337 
and 1337a, 22 U.S.C. 2356 and 28 U.S.C. 1498. (35 U.S.C. 
157(c)) 
understand that the above waiver will be effective pursuant 
to 37 CFR 1.293 upon publication of the Statutory Invention 
Registration to waive the inventor’s right to receive a United 
States patent on the invention claimed in the Statutory 
Invention Registration. (37 CFR 1.293(b) (1)) 
state that, in my opinion, the disclosure and claims of the 
above identified patent application meet the requirements 
of 35 U.S.C. 112. (37 CFR 1.293(b) (3)) 
state that, in my opinion, the above identified application 
complies with the requirements for printing as set forth in 
the Rules of Practice for Patent Cases, 37 CFR Part 1. (37 
CFR 1.293(b) (4)) 
enclose the fee set forth in 37 CFR 1.17(n) or (0) for 
requesting publication of a Statutory Invention Registra- 
tion 


[| ] A first examiner’s action has not been mailed in the 
above application, 37 CFR 1.17(n)... $400.00 or 

[ ] A first examiner’s action has been mailed in the above 
— 37 CFR 1.17(0) ... $800.00 


Minus Basic Filing Fee, if previously paid 
Small entity Large entity 


Basic filing fee for utility 
patent application set 
forth in 37 CFR 1.16(a) 
Basic filing fee for design 
t application set 
forth in 37 CFR 1.16(f) 
Basic filing fee for plant 
patent application set 
forth in 37 CFR 1.16(g) 


[} $150.00 [] $300.00 


[] $62.50 [] $125.00 


$200.00 


{} $100.00 [] 
MINUS:$ 
AmountDue$ 


{ ] Amount enclosed by check or money order 


[ ] Please charge Deposit Account No._____in 
the amount of 

{ ] If payment of any additional fee is required for publication 
of the Statutory Invention Registration, charge such pay- 
ment to Deposit ac STE 

B. For printing on the Statutory Invention Registration front 
page list below the name(s) of not more than 3 registered 
patent attorneys or agents OR alternatively, the name of the 
firm having as a member a registered patent attorney or 
agent. If no name is listed below, no name will be printed. 
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C. Name cf assignee, if any, for printing on the Statutory 
Invention Registration, 


Address (City and State or Country) 
State of incorporation, if assignee is a corporation 


signature(s) (37 CFR 1.293(a)) 
[ ] applicant(s) and any assignee 
[ ] attorney or agent of record 


Paragraph (c) of § 1.293 is added to define the effects of 
a waiver filed with a request for a statutory invention registration. 
The waiver is effective, upon publication of the SIR, to waive 
the inventor’s right to receive a patent on the invention claimed 
in the SIR in any application for an original patent which is 
pending on, or filed after, the date of publication of the SIR. 
The waiver will affect pending or later applications the inventor 
filed as a joint inventor with others, but will not affect an 
application of another person, even if the application and the 
SIR were commonly owned. The waiver will affect a reissue 
application of an earlier patent of the inventor only to the extent 
that the reissue application seeks to enlarge the scope of the 
claims. Paragraph (c) of § 1.293 has been modified from the 
proposal by inclusion of a reference to § 1.106(e). 

Section 1.294 is added as proposed to provide in paragraph 
(a) for a review of the request for publication of a statutory 
invention registration and the patent application to which it is 
directed. The request will be examined to determine if the 
requirements of § 1.293 have been met. The application to which 
the request is directed will be examined to determine (1) if the 
subject matter of the application is appropriate for publication, 
(2) if the requirements for publication are met, and (3) if the 
requirements of 35 U.S.C. 112 and § 1.293 are met. Under 35 
U.S.C. 157, the Commissioner is authorized to publish a statu- 
tory invention registration, but is not required to do so. Thus, 
the Commissioner has discretion in determining whether or not 
a statutory invention registration should be issued on a particular 
patent. In circumstances where the subject matter was obviously 
not a patentable invention, was too informal to print, and so forth, 
the request to publish the statutory invention registration will 
be refused. 

Paragraph (b) of § 1.294 provides for notifying applicant of 
the results of the examination of the request for publication of 
the statutory invention registration. Paragraph (c) of § 1.294 
provides for the issuance of a notice of the intent to publish a 
statutory invention registration once the request has been 
examined and approved. 

Section 1.295 is added to provide for the review of a final 
refusal to publish a statutory invention registration. The review 
would be by petition to the Commissioner for matters other than 
those arising from a rejection pursuant to 35 U.S.C. 112 and 
by appeal fora rejection pursuant to 35 U.S.C. 112. The language 
of the final rule is slightly different from the: proposed to 
emphasize that the Board either affirms or reverses decisions 
rather than rejections. Paragraph (a) also differs from the 
proposal by including, in response to a comment, a provision 
for requesting return of the petition fee if the necessity for the 
petition resulted from an error by the Patent and Trademark 
Office. 

Section 1.296 has been modified from the proposal to provide 
a specific period during which a request for a statutory invention 
registration may be withdrawn. Under § 1.296, as modified, a 
request for a statutory invention registration may be withdrawn, 
at applicant’s option, prior to the date of the notice of intent 
to publish a statutory invention registraiton issued pursuant to 
§ 1.294(c) by filing a request to withdraw the request for pub- 
lication of a statutory inventicn registration. An applicant filing 
such a request to withdraw may also, under § 1.296, request 
a refund of any amount paid in excess of the application filing 
fee and a handling fee of $100.00 which»will be retained by 
the Office. Any request to withdraw the request for publication 
of a statutory invention registration filed on or after the date 
of the notice of intent to publish pursuant to § 1.294(c) must 
be in the form of a petition pursuant to § 1.183 accompanied 
by the fee set forth in § 1.17(h). 

Section 1.297 is added to provide for the publication of the 
statutory invention registration and of the notice of its publi- 
cation in the Official Gazette. In response to a comment, 
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§ 1.297 has been modified so that the statement on the statutory 
invention registration will specifically state that the statutory 
invention registration is not a patent. 

Sections 1.301, 1.302 and 1.304 are amended as proposed 
to delete the requirement to give reasons for appeal when filing 
an appeal to the Court of for the Federal Circuit in 
accordance with § 414(a) of Public Law 98-620 which amended 
35 U.S.C. 142, 143 and 144. 

Section 1.378 is amended as proposed to delete from para- 
$0 eee 
Aug. 27, 1982 may have the maintenance fee accepted after 
expiration of the patent. This change follows the change made 
by § 404(b) of Public Law 98-622 

Section 1.431 is amended as proposed to provide for the later 

payment directly to the Receiving Office of the basic fee portion 
of the international fee and the transmittal and search fees within 
one month of the filing of an international application. The rule 
follows § 361(d) of title 35 U.S.C. as amended by Public Law 
98-622, to provide a one-month grace period from the date of 
Shanitesuamnateashanutieetientertnpagmnnatteade 
international fee and the transmittal and search fees. 

It should be noted that the designation fees continue to be 
required by 12 months after the priority date and that no 
subsequent grace period is provided in the Receiving Office for 
designation fees. 

New paragraphs 1.431(d) and (e) incorporate into the 
regulations the provisions of PCT Rule 16 bis. Under these 
provisions the Receiving Office will charge any unpaid or 
insufficient fees to a deposit account maintained by the Inter- 
national Bureau. The applicant will then be notified by the 
International Bureau and be given one month to reimburse the 
amount charged plus a surcharge of 50%. The surcharge would 
not be less than 248 Swiss francs or more than 624 Swiss francs 
under the current fee schedule. 

Section 1.445 is amended as proposed to clarify paragraph 
(a) (4) to clearly indicate that the national fee is credited by an 
amount of $250 only one time where a $500 search fee has been 
paid to the Patent and Trademark Office to act as an international 
searching authority. This is consistent with current practice. The 
special fee provisions in paragraph (a) (5) are being deleted in 
view of § 402(g) of Public Law 98-622 which deleted the fee 
in 35 U.S.C. 376(a)(5). The wording of § 1.445(a) (5) sets forth 
the surcharge required for filing of a national fee or oath or 
declaration later than 20 months from the priority date. Para- 
ee SS ee eee 

ing an English translation of an international application later 
than 20 months after the priority date. This makes the practice 
in international applications consistent with that in national 
applications where a fee of $20.00 is charged under § 1.17(k) 
for processing an application filed with a specification in a non- 
English language. 

Section 1.446 is amended as proposed to clarify the refund 
of a portion of the $500 search fee toward payment of the 
national fee. 

Section 1.451 is amended as proposed to correct a rule 
citation in paragraph (b) and to amend paragraph (c) to provide 
for supplying a copy of the priority document to the Receiving 
Office in conformance with revised PCT Rule 17.1. 

Section 1.461 is amended as proposed to delete provisions 
which relate to the applicant transmitting the record copy to the 
International Bureau. Provisions for such alternative transmittal 
were deleted from PCT Rule 22, effective Jan. 1, 1985. Accord- 
ingly, since the PCT rules no longer provide for such transmittal, 
the provisions therefor in the U.S. rules are also being deleted. 


Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Six letters submitting written comments 
were received. Oral testimony was presented by four persons 
at the public hearing conducted on Feb. 8, 1985 and the oral 
testimony of two of these persons (representing the American 
Intellectual Property Law Association and Intellectual Property 


‘ ; hificati 
to the proposed rules appear below with responses thereto. 
Comment: 
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+ § 1.17(h) for review of a refusal to publish a 
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One Comment suggested that 37 CFR 1.11 be amended to 
create a waiver of secrecy of an application as of the date of 
filing ofa notice ofapeal othe Court of Appeal forthe Federal 

Circuit. The comment suggests that secrecy could be maintained 
ee 


The change was not published in the 


include a request for secrecy 
Comment: 
that the $120.00 petition fee under 
Statutory invention 
ial ts eae & Meanhe Ge ecoanad AY Gane an 
lish is found to have occurred only through an 
standelibes cna: fas Ue. 


Reply: 

This suggestion has been adopted by an additional sentence 
being added to § 1.295(a). 

Comment. 

Three comments suggested that the proposed fees for a 
statutory invention registration were too high. One comment 
Mag adits. Kos 
R 

Although lower fees would certainly be 
public, the Office must recover its costs 


Office action mailed to pay a minimum amount while those filing 
ee 
the average additional costs. The amounts proposed are the 
current estimates of expected costs and cannot be reduced. This 
will become apparent when it is realized that about $250.00 of 
the $400.00 fee which has been established for 
publication of a statutory invention registration prior to the 
vidios ef doin camdir conten pemune L.ieewde 
cost of printing the statutory invention registration and does not 
include in-house publication staff costs. The remainder of the 
ee 
examination which is required to be given pursuant to 
38 USC. 157. The higher foc’of $800.00 whick hes been 
established is necessary to cover the additional costs to the Office 


registrations. ; 
the fees be set as low as possible, but not below the level 
necessary to recover costs. 


statutory invention registrations to reduce the costs and thereby 
lower the fees. 
Reply: 

pe mere ene ee a 
tape, the subject matter of the registrations would not be easily 
searchable in paper form and would not be fully available for 


registration 
AicalheasdsOntengemneliins auatieaieien 
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and Trademark Office computer tapes, made available in 
commercial data bases, and announced in the Official Gazette 
of the PTO.” (130 Cong. Rec. H 10526 (1984), column 3). These 
uses of the statutory invention registrations preclude use of any 
informal method of printing which would be different from the 
method used for the printing of patents. 

Comment: 

A number of comments were received concerning § 1.48(b). 
The comments related to (1) the propriety of the fee required, 
(2) the incorporation of paragraph (b) into current § 1.48, (3) 
the inclusion in the rules of a fixed and definite time period to 
correct inventorship, (4) the inclusion in the rules of a provision 
to add inventors claiming previously disclosed but unclaimed 
subject matter, and (5) a suggestion that the change in inven- 
torship be simplified and possibly effected by a statement by 
applicant’s attorney. 

Reply: 

Each comment will be treated separately in order. (1) The 
fee of $120.00 to accompany a petition for correction of 
inventorship is considered appropriate since the consideration 
of such a petition and correction of Office records takes 
additional resources. Such a fee should also act as a discour- 
agement to grouping marginal inventions and loosely related 
inventions into the same application. (2) Whether paragraph (b) 
is made part of § 1.48 or established as a separate rule does 
not appear to be a substantive matter. Paragraph (b) is being 
made part of § 1.48 to place all rules relating to correction of 
inventorship in applications in a single rule. (3) No specific time 
period for correction of inventorship was indicated in the 

rules, The rule requires that the correction must be 
made diligently. Since the examiner will not normally be aware 
of when inventorship correction is required, the responsibility 
of making such a correction diligently must rest with the 
applicant. The time of the correction will vary from case to case. 
(4) The addition of claims to previously disclosed but unclaimed 
subject matter of additional inventors is considered to be an error 
in the application and is therefore corrected under § 1.48(a). 
A new paragraph (c) has been added to § 1.48 to make this clear. 
Such a correction must always include a new oath or declaration. 
(5) The correction of inventorship has been simplified from that 
proposed. Final § 1.48(b) does not require a new oath or dec- 
laration of each actual inventor or written consent of any 
assignee as originally proposed. The final rule requires a petition 
including a statement identifying each named inventor who is 
being deleted and acknowledging that the inventor’s invention 
is no longer being claimed in the application, and the fee set 
forth in § 1.17(h). The petition could be signed by applicant’s 
attorney who would then take full responsibility for ensuring 
that the inventor is not being improperly deleted from the 
application. 
Comment: 

One comment suggested that proposed §§ 1.60 and 1.62 
should be modified to permit the filing of such continuing 
applications with different inventive entities from the prior 
application. 

Reply: 

The procedures under §§ 1.60 and 1.62 were developed to 
allow continuing applications to be filed without the necessity 
of again obtaining an inventor’s signature to a declaration. The 
proposed rule wording has been modified in the final rule to 
permit inventors to be deleted in the continuing application. The 
addition of inventors is now permitted where a new oath or 
declaration would be required because of claims in the continu- 
ing application being drawn to additional subject matter. 
Comment: 

One comment suggested that §§ 1.77 and 1.78 be modified 
to change the placement in a patent application of the infor- 
mation regarding cross-reference to related applications. It was 
suggested to require this information to be placed immediately 
after the Abstract, following the claims, so that the cross-ref- 
erence information could be easily removed when filing the 
application outside the United States. 

Reply: 

These changes were not included in the proposed rulemaking 
and therefore the public has not had an opportunity to comment 
wh the suggestion. Accordingly, the suggestion has not been 

pted. 
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One comment suggested that proposed § 1.78(c) be modified 
to permit a statement that the claimed inventions were subject 
to an obligation of assignment to the same person at the time 
the inventions were made. 

Reply: 

The suggestion has been adopted. 
Comment: 

One comrent suggested that the application of double 
patenting rejections to applications of different inventive entities 
which are commonly owned as set out in proposed § 1.78(d) 
not be made until the effective date of this rulemaking. 
Reply: 

The Commissioner’s Notice of Dec. 11, 1984, “Initial 
Guidelines Implementing Changes in 35 U.S.C. 103, 116, and 
120”, 1050 O.G. 316 (Jan. 8, 1985), changed the practice in 
accordance with the intention of Congress in enacting Public 
Law 98-622. See 130 Cong. Rec. H 10527, column 3 (daily ed. 
Oct. 1, 1984) (statement of Rep. Kastenmeier) wherein the 
following statement appears: 


“The Committee expects that the Patent and Trademark 
Office will reinstitute in appropriate circumstances the 
practice of rejecting claims in commonly owned appli- 
cations of different inventive entities on the ground of 
double patenting. This will be necessary in order to 
prevent an organization from obtaining two or more 
patents with different expiration dates covering nearly 
identical subject matter. In accordance with established 
patent law doctrines, double patenting rejections can be 
overcome in certain circumstances by disclaiming the 
terminal portion of the term of the later patent, thereby 
eliminating the problem of extending patent life.” 


Since the provisions of Public Law 98-622 became effective 
on Nov. 8, 1984, it was not appropriate to delay the change in 
practice. 

Comment: 

One comment suggested that the policy of rejecting com- 
monly-owned applications of different inventive entities on the 
grounds of double patenting, as set forth in proposed § 1.78(d), 
was unnecessary in view of 35 U.S.C. 102(e). 

Reply: 

The provisions of 35 U.S.C. 102(e) will not be effective to 
preclude double patenting in situations where the applicants of 
the later filed application can use the provisions of 
37 CFR 1.131 to antedate the filing date of the earlier filed 
application or patent. Accordingly, the application of the 
prohibitions against double patenting is necessary in order to 
prevent an organization from obtaining two or more patents with 
different expiration dates covering nearly identical subject 
matter. See 130 Cong. Rec. H 10527, supra. 

Comment: 

One comment suggested that proposed § 1.78(c) was broader 
than required by statute and capable of being construed to 
conflict with proposed § 1.106(d) by referring to common 
ownership at “the time the inventions were made” rather than 
at the time the later invention was made. 

Reply: 

The wording of § 1.78(c) has been revised from the proposal 
to clarify the problem spoken to in the comment. 
Comment: 

One comment suggested that the proposed amendment to 
§ 1.131 not be made so that the “applicant” can make affidavits 
or declarations to overcome rejections. The comment suggested 
that the proposed rule provides no remedy in situations where 
the inventor is dead, insane, legally incapacitated, cannot be 
reached or refuses to join in the application. 

Reply: 

The final rule has been changed in response to the comment 
to permit the person qualified under §§ 1.42, 1.43, or 1.47 to 
make the required oath or declaration in appropriate circum- 
stances. 

Comment: 

Two comments suggested that the scope of the waiver in a 
Statutory invention registration be limited to the subject matter 
of the claims of the statutory invention registration and not to 
any obvious modifications thereof. Another comment suggested 
that the statutory invention registration applicant should be able 
to waive the right to a patent on all of the subject matter disclosed 
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in the application if he wishes to do so. One comment suggested 
that the rulemaking —_should leave no doubt as to the standard 
to be applied in determining the effect of a statutory invention 
registration waiver in one application on a related application. 
Reply: 

A new paragraph (e) has been added to § 1.106 to clarify 
tw petra mpeg pe te oe | 
invention registration waiver. The suggestion that the scope of 
ee 
statutory invention registration and not to any obvious modi- 
fications thereof has been adopted. 

Comment: 

Three comments suggested that since a statutory invention 
registration is prior art as of its effective filing date, the time 
permitted between the effective filing date and the publication 
of the statutory invention registration should be limited. Several 
different approaches were suggested. One comment suggested 
that there was no problem in this regard. Another comment 
a a 
have recommendations in several months 
Reply: 

bear Fae pepe ns evel cne n en 
required to publish a statutory invention registration in 
to a request therefor. The case-by-case consideration of requests 
for publication of a statutory invention re; should 
safeguard the public without unduly placing limits on patent 
applicants. The Office will await further recommendations on 
this question and will observe actual experience prior to placing 
any time limitations on the use of statutory invention registra- 
tions. 

Comment: 

Two comments suggested that § 1.293 be modified to elimi- 
nate the requirement for a statement in the request for publication 
of a statutory invention registration that the application meets 
the requirements of 35 U.S.C. 112. One of these comments also 
suggested the elimination of the statement that the application 
meets formal requirements for printing. One comment 
suggested that if there is a requirement for a statement in the 
request for publication of a statutory invention registration that 
the application meets the requirements of 35 U.S.C. 112, there 
will not be a great necessity for the Office to spend a lot of time 
examining the application, although there has to be some 
examination. 

Reply: 

The reason for the statements in § 1.293 regarding compli- 
ance with 35 U.S.C. 112 and the formal requirements for 
as a patent was to reduce the cost of statutory invention reg- 
istrations to the applicants and to the Office. The level of fees 
which have been established assumes that applicants will 
include the statements required by § 1.293 in their requests and 
that the statements will accurately reflect the condition of the 
applications to which the requests are directed. 

Comment: 

One comment suggested that the rules should include a fixed 
and definite time period in which an authorized party can 
withdraw a statutory invention registration after its approval and 
before its publication. 

Reply: 

The suggestion has been adopted. Section 1.296 has been 
modified to permit a request to withdraw the request for 
publication of a statutory invention registration to be filed at 
ee ee ee 
statutory invention registration. After the date of the notice of 
intent to publish the statutory invention any request 
to withdraw the request for publication of the invention 
registration must be in the form of a petition to § 1.183 
accompanied by the fee set forth in § 1.17(h). 

Comment: 

One comment suggested that the statement to be printed on 
statutory invention registrations as set out in proposed § 1.297(b) 
be modified to be easily understood by lay people. 

Reply: 

The statement has been modified to specifically state that 
the statutory invention registration is not a patent. 
Environmental, Energy, and Other Considerations: The final 
tule change will not have a significant impact on the quality 
of the human environment or conservation of energy resources. 

The rule change is in conformity with the requirements of 
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yer meme ge yr 
12291, and the Paperwork Reduction Actof 1980, 44 U.S.C. 
301 et seq. 


Cong. Rec. H 1057 (1984), column 1): 


“Last, the SIR would be particularly useful to those with 

resources such as universities and small busi- 
nesses, who have a new less expensive alternative to 
the traditional patenting of inventions.” 


These rules, therefore, will have no significant adverse 
economic impact on small entities. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 


enterprises in domestic or export 
The information collection contained in these 
tules were submitted to the Office of ae 
(OMB) at the time of the proposed rulemaking 
review under Section 3504(h) of the Paperwork Reduction Act. 
OMB has approved the information collection 
has assigned OMB control number 0651... 


List of Subjects in 37 CFR Part 1 


_ Administrative practice and procedure, Authority delega- 
tions agencies), Conflict of interests, Courts, 
Inventions and patents, 

Notice is hereby given that pursuant tothe granted 
to the Comtanion’ af Pemae and Totem tr 5 U.S.C. 
6, Pub. L. 98...620 and 98...622, the Patent and Trademark 
a Sees eee ee 


requirements 
0018 thereto. 


read as 
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(e) The file of any interference involving a patent, a statutory 
invention registration, or an application on which a patent 
ee ee ee ee ey 

invention registration, is open to inspection by the public, 
and copies may me whee mn dy ey 
if: (1) the interference has terminated, or (2) an award of 
ee 


2. derties U58 & erected Oh Witting peng @ w teed 
as follows: 


§ 1.14 Patent applications preserved in secrecy. 


(b) Except as provided in § 1.11(b) abandoned applications are 
likewise not open to public inspection, except that if an 
referred to in a U.S. patent, or in an applica- 

tion in which the applicant has filed an authorization to 
open the complete application to the public, is abandoned 
and is available, it may be inspected or obtained 


copies 
by any person on written request, without notice to the 
applicant. 


3. Section 1.17 is amended by revising paragraphs (h) and by 
ciding thu paquets G) tal Gh to wend & feone: 


§ 1.17 Patent application processing fees. 


see 


(h) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 


. for filing by other than all the inventors or a 
person not the inventor 
.-- for correction of inventorship 
. for decision on questions not specifically pro- 
vided for 
.-. to suspend the rules 
. for review of refusal to publish a statutory in- 
vention registration 
. for review of decision refusing to accept and 
record payment of a maintenance fee filed prior 
to expiration of patent 
for reconsideration of decision on petition re- 
fusing to accept delayed payment of mainte- 
nance fee in expired patent 
§ 1.644(e) ... for petition in an interference 
§ 1.644(f) ... for request for reconsideration of a decision on 
ition in an interference 
. for late filing of interference settlement agree- 
ment 


§ 1.378(e) ... 


... for expedited handling of foreign filing license 
... for changing the scope of a license 
. for retroactive license 


(n) For requesting publication of a 
statutory invention registration 
prior to the mailing of the first 
iner’ acton pursuant 
$400.00 reduced by the 
amount of the application 
basic filing fee paid 


(0) For requesting publication of a 
statutory invention registration 
after the mailing of the first 


basic filing fee paid 
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4. Section 1.19 is amended by revising paragraphs (a) and (e) 
to read as follows: 


§ 1.19 Document supply fees. 


The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated: 


(a) Uncertified copies of Office documents: 


(1) Printed copy of a patent, including a design patent, 
statutory invention registration, or defensive publica- 
tion document, except color plant patent 


(e) List of patents in subclass: 


(1) For list of all United States patents and statutory 

invention registrations in a subclass, per 100 numbers 

or fraction thereof 2.00 

(2) For list of United States patents and statutory invention 

registrations in a subclass limited by date or — 

per 50 numbers or fraction thereof 2.00 

5. Section 1.20 is amended by revising paragraphs (e), (f), (g) 
and (m) to read as follows: 


§ 1.20 Post-issuance fees. 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980 and before August 27, 1982, in force 
beyond 4 years; the fee is due by three years and six months 
after the original $200.00 

(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980 and before August 27, 1982, in force 
beyond 8 years; the fee is due by seven years and six months 
after the original 400.00 

(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980 and before August 27, 1982, in force 
— 12 years; the fee is due by eleven years and six 

months after the original grant 600.00 


(m) a for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee 
where the delay in payment is shown to the satisfaction of 
the Commissioner to have been unavoidable 500.00 

6. Section 1.45 is revised by labeling the existing paragraph as 
ee we 

ollows: 


§ 1.45 Joint inventors. 


(a)****8 


(b) Inventors may apply for a patent jointly even though 
(1) — did not physically work together or at the same 


dam temmmihdes edn teeme ep eel 
of contribution, or 

(3) each inventor did not make a contribution to the subject 
matter of every claim of the application. 

(c) If multiple inventors are named in an application, each named 
inventor must have made a contribution, individually or 
jointly, to the subject matter of at least one claim of the 
application and the application will be considered to be a 
joint application under 35 U.S.C. 116. 

7. Section 1.48 is amended by labeling the current paragraph 
as paragraph (a) and by adding new paragraphs (b) and (c) 
to read as follows: 
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§ 1.48 Correction of inventorship. 


(a)***** 


(b) If the correct inventors are named in the application when 


8. 


filed and the prosecution of the results in the 
amendment or cancellation of claims so that less than all 
of the originally named inventors are the actual inventors 
of the invention being claimed in the application, an 
amendment shall be filed deleting the names of the person 
or persons who are not inventors of the invention being 
claimed. The amendment must be diligently made and shall 
be accompanied by: 


a petition including a statement identifying each named 
inventor who is being deleted and acknowledging that the 
inventor's invention is no longer being claimed in the 


application, and 
the fee set forth in § 1.17(h). 


If an application discloses unclaimed subject matter by an 
inventor or inventors not named in the application, the 
eee 
this section to add claims to the subject matter and name 
the correct inventors for the application. [OMB Control No. 
0651-0018}. 

Section 1.60 is revised to read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed application. 


in a prior 


(a) A continuation or divisional application (filed under the 


conditions specified in 35 U.S.C. 120 or 121 and § 1.78(a)), 
naming as inventors the same or less than all the inventors 
named in a prior application and which discloses and claims 
only subject matter disclosed in the prior application may 
ee 

termination of proceedings on the prior 
application. 


An applicant may omit signing of the oath or declaration 
in a continuation or divisional application if (1) the prior 
application was a application as set forth in {249 
1.51(a), (2) applicant files a true copy of the prior 
application as filed including the specification (including 
claims), drawings, oath or declaration showing the signa- 
ture or an indication it was signed, and any amendments 
referred to in the oath or declaration filed to complete the 
prior application, and (3) the inventors named in the 
continuation or divisional application are the same or less 
than all the inventors named in the prior application. The 
copy ef te gitar seatentebanah bo ensalipanted te 0 
statement that the application papers filed are a true copy 
of the prior application and that no amendments referred 
to in the oath or declaration filed to complete the prior 
application introduced new matter therein. Such statement 
must be by the applicant or applicant’s attorney or agent 
Ee oe ee ae ee 
registered to practice before the Patent and Trademark 
Office. Only amendments reducing the number of claims 
or adding a reference to the prior application (§ 1.78(a)) 
will be entered before calculating the filing fee and granting 
the filing date. If the continuation or divisional application 
is filed by less than all the inventors named in the prior 
application a statement must accompany the application 
when filed requesting deletion of the names of the person 
or persons who are not inventors of the invention being 
claimed in the continuation or divisional 

Section 1.61 is amended by revising the section 


a) and @) nd ade puesta) and 


-and paragraphs 
(d) to read as follows: 


§ 1.61 Filing of 


in the United States of America 


as a Designated 


(a) Guuin an cunataahen os toto gusataiihy af eo tava 


tion in the United States, the 
U.S. Patent and Trademark 
expiration of 20 months from the priority date: (1) a copy 


10. 


by the International i 
in the U.S. Patent and Trademark Office; (2) a i 
of the international ication and a translation 
amendments under Article 19 into the i 
guage, if originally filed in another language; (3) the 
national fee (see § 1.445(a)(4)), and (4) an oath or decla- 
of the inventor (see § 1.70). 
ans 


mets wl est abandonment ofthe aplication The 
provisions of § 1.136 do not apply to the 22 month period 
of this section. 

If a copy of the amendments under PCT Article 19 is not 
communicated by 


ee eee (c) and 
(h) to read as follow: 


§ 1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional applica- 


« tion, which uses the specification, drawings and oath or 
declaration from a prior complete application (§ 1.51(a)) 
which is to be abandoned, may be filed before the payment 
of the issue fee, abandonment of, or termination of proceed- 
ings on the prior application. The filing date of an appli- 
cation filed under this section is the date on which a request 
is filed for an application under this section 
identification of the Serial Number, filing date, and 
cant’s name of the prior complete application. 
continuation, continuation-in-part, or divisional 

i fied by tne ae ell Gpaesmtom amend ie te ple 
application a statement must accompany the 

when filed requesting deletion of the names of the person 
or persons who are not inventors of the invention 
claimed in the continuation, continuation-in-part, or divi- 
sional application. 


In the case of a continuation-in-part application which adds 
and claims additional disclosure by amendment, an oath or 
declaration as required by § 1.63 must also be filed. In those 
situations where a new oath or declaration is required due 
iti subject matter being claimed, additional 
inventors may be named in the inui i 
continuing 978 


a continuation or divisional 


must name as inventors the same or less than 


the i fees died bs aa 


The applicant is urged to furnish the following informa- 
tion reiating to the prior and continuing applications to the 
best of his or her ability: 
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(5) The title of the invention and names of the applicants 
to be named in the continuing application. 


11. Section 1.78 is amended by revising paragraphs (a) and (c) 
and by adding a new paragraph (d) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a) An application may claim an invention disclosed in a prior 
filed copending national application or international appli- 
cation designating the United States of America. In order 
for an application to claim the benefit of a prior filed 
copending national application, the prior application must 
name as an inventor at least one inventor named in the later 
filed application and dislcose the named inventor’s inven- 
tion claimed in at least one claim of the later filed application 
in the manner provided by the first paragraph of 35 U.S.C. 
112. In addition, the prior application must be (1) complete 
as set forth in § 1.51, or (2) entitled to a filing date as set 
forth in § 1.53(b) and include the basic filing fee set forth 
in § 1.16; or (3) entitled to a filing date as set forth in 
§ 1.53(b) and have paid therein the processing and retention 
fee set forth in § 1.21(1) within the time period set forth 
in § 1.53(d). Any application claiming the benefit of a prior 
filed copending national or international application must 
contain or be amended to contain in the first sentence of 
the specification following the title a reference to such prior 
application, identifying it by serial number and filing date 
or international application number and international filing 
date and indicating the relationship of the applications. 
Cross-references to other related applications may be made 
when appropriate. (See § 1.14(b)). 


Where two or more applications, or an application and a 
patent naming different inventors and owned by the same 
party contain conflicting claims, and there is no statement 
of record indicating that the claimed inventions were 
commonly owned or subject to an obligation of assignment 
to the same person at the time the later invention was made, 
the assignee may be called upon to state whether the claimed 
inventions were commonly owned or subject to an obliga- 
tion of assignment to the same person at the time the later 
invention was made, and if not, indicate which named 
inventor is the prior inventor. In addition to making said 
statement, the assignee may also explain why an interfer- 
ence should or should not be declared. 
Where an application claims an invention which is not 
patentably distinct from an invention claimed in a com- 
monly owned patent with the same or a different inventive 
entity, a double patenting rejection will be made in the 
application. An obviousness-type double patenting rejec- 
tion may be obviated by filing a terminal disclaimer in 
accordance with § 1.321(b). 

12. Section 1.101 is amended by revising paragraph (a) to read 
as follows: 


$ 1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Office and 
accepted as complete applications are assigned for exami- 
nation to the respective examining groups having the classes 
of inventions to which the applications relate. Applications 
shall be taken up for examination by the examiner to whom 
they have been assigned in the order in which they have 
been filed except for those ications in which exami- 
nation has been advanced pursuant to § 1.102. International 
applications which have complied with the re-quirements 
of 35 U.S.C. 371(c) will be taken up for action based on 
the date on which such requirements were met. However, 
unless a request has been filed under 35 U.S.C. 371(f), no 
action may be taken prior to 21 months from the priority 
date. 
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13. Section 1.103 is amended by revising paragraph (d) to read 
as follows: 


§ 1.103 Suspension of action. 


eseee8 


(d) Action on applications in which the Office has accepted 
a request to publish a defensive publication will be sus- 
pended for the entire pendency of these applications except 
for purposes relating to patent interference proceedings 
under Subpart E. 

. Section 1.104 is amended by adding a new paragraph (e) 
immediately following the Note to paragraph (d) to read 
as follows: 


§ 1.104 Nature of examination; examiner’s action. 


(e) Co-pending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment 
to, the same person if (1) the application files refer to 
assignments recorded in the Patent and Trademark Office 
in accordance with § 1.331 which convey the entire rights 
in the applications to the same person or organization; or 
(2) copies of unrecorded assignments which convey the 
entire rights in the applications to the same person or 
organization are filed in each of the applications; or (3) an 
affidavit or declaration by the common owner is filed which 
states that there is common ownership and states facts which 
explain why the affiant or declarant believes there is 
common ownership; or (4) other evidence is submitted 
which establishes common ownership of the applications. 
In circumstances where the common owner is a corporation 
or other organization an affidavit or declaration may be 
signed by an official of the corporation or organization 
empowered to act on behalf of the corporation or organi- 
zation. 

15. Section 1.106 is amended by adding new paragraphs (d) 
and (e) to read as follows: 


§ 1.106 Rejection of claims. 


(d) Subject matter which is developed by another person which 

qualifies as prior art only under 35 U.S.C. 102 (f) or (g) 
may be used as prior art under 35 U.S.C. 103 against a 
claimed invention unless the entire rights to the subject 
matter and the claimed invention were commonly owned 
by the same person or organization or subject to an obli- 
gation of assignment to the same person or organization 
at the time the claimed invention was made. 
The claims in any original application naming an inventor 
will be rejected as being precluded by a waiver in a 
published statutory invention registration naming that 
inventor if the same subject matter is claimed in the 
application and the statutory invention registration. The 
claims in any reissue application naming an inventor will 
be rejected as being precluded by a waiver in a published 
statutory invention registration ing that inventor if the 
reissue application seeks to claim subject matter (1) which 
was not covered by claims issued in the patent prior to the 
date of publication of the statutory invention registration 
and (2) which was the same subject matter waived in the 
statutory invention registration. 

16. Section 1.108 is revised to read as follows: 

§ 1.108 Abandoned applications not cited. 


Abandoned applications as such will not be cited as refer- 


ences except those which have been opened to inspection by 
the public following a defensive publication. 
17. Section 1.110 is added to read as follows: 


§ 1.110 Inventorship and date of invention of the 
subject matter of individual claims. 


When more than one inventor is named in an application or 
patent, the Patent and Trademark Office, when necessary 
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18. 


for purposes of an Office proceeding, may require an 

applicant, patentee, or owner to identify the inventive entity 

Se et en ee eee 
, the invention dates of the subject 

iss cfesshalinandGcoumeniiped Gnedkjocnapater 

on the date of invention may be of the 

patentee or owner. See also §§ 1.78(c) and (d). [OMB 

Control No. 0651-0018}. 

Section 1.131 is amended by revising paragraph (a) to read 

as follows: 


§ 1.131 Affidavit or declaration of prior invention to over- 


(a) 


come cited patent or publication. 


When any claim of an application or a patent under reex- 
amination is rejected on reference to a domestic patent 
which substantially shows or describes but does not claim 
the rejected invention, or on reference to a foreign patent 
or to a printed publication, and the inventor of the subject 
eS ee the owner of the under 
feexamination, or the person qualified under §§ 1.42, 1.43 
pod me saath exo cli or Gocigution os to tare Ganedag 
wc epee wee er 
dst ot tn eggticatinn en Wich @n Gamediireiteeniomneds 
or before the date of the foreign patent, or before the date 
of the printed , ublication, then the patent or publication 
cited shall not bar the grant of a patent to the inventor or 
the confirmation of the patentability of the claims of the 
patent, unless the date of such patent or printed publication 
is more than one year prior to the date on which the 
inventor’s or patent owner’s application was filed in this 
country. 


§ 1.139 [removed] 


19. 
20. 


Section 1.139 is removed. 
Section 1.193 is amended by revising paragraph (b) to read 
as follows: 


§ 1.193 Examiner’s answer. 


s*e88 


(b) The appellant may file a reply brief directed only to such 


21. 


new points of argument as may be raised in the examiner’s 
answer, within one month from the date of such answer. 
However, if the examiner’s answer states a new ground of 
— appellant may file a reply thereto within two 

months from the date of such answer; such reply may 
include any amendment or material appropriate to the new 
ground. 


see88 


A new section 1.293 is added to read as follows: 


§ 1.293 Statutory invention registration. 


(a) 


An applicant for an original patent may request, at any time 
during the ee my of - areal S pending complete 
application, that the specification and drawings be pub- 
lished as a statutory invention registration. Any such request 
must be signed by (1) the applicant and any assignee of 
eaten 
Any request for publication of wae invention reg- 
istration must include the following parts: 


(1) a waiver of the "s right to receive a patent on 
oat invention claimed effective wet dt tH the date of 
blication of 


statutory invention 
(2 te equed fee for fling request for publication o 
invention registration as provided for in 
§ 1.17(m) or (0); 


(3) a statement that, in the of the , the 
Se an paaeenae 
requirements of 35 U.S.C. 112; and 
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(4) a statement that, in the opinion of the requester, ows 
complies with 


cation to which the request is directed 
the formal requirements of this part for printing as a 
patent. 


(c) A waiver filed with a request 


§ 1.294 Examination of request for publication of a statu- 
invention 


tory registration and patent applica- 
tion to which the request is directed. 


registration will be 

to determine if the Zo eepusemant of§ 1299 tare 

boon met, The to which the request is directed 
will be examined to determine (1) if the subject matter of 
———— for (2) if the 
requirements for publication are met, and (3) if the require- 
ments of 35 U.S.C. 112 and § 1.293 of this part are met. 


If the 
meet the requirements of 35 U.S.C. 11 
to applicant will include a rejection under 
provisions of 35 U.S.C. 112. The periods for response 


al. If the requirements 

of 35 U.S.C. 112 are not met, the rejection pursuant to 35 
U.S.C. 112 will be made final. 

If the examination pursuant to this section results in 

F 2 gpm bry mre perp rte ee en 

the applicant will be notified of the intent to publish a 


23. A aoe esac 300 to added to cand os Oiietlt 
§ 1.295 Review of decision finally refusing to publish a 
registration. 


statutory invention 


invention registration for reasons other 

with 35 U.S.C. 112 may obtain review of 

erful pub ey eee 
the Commissioner by the 


pap ty aya y 1.17(h) within one month or such other 

time as is set in the decision refusing publication. Any such 

ao prs Nope ~~~ 
include a request that the petition fee 

rota if toe fal sfecel to pebligh a stateary invention 

for reasons other than with 35 


(a) Any requester who is dissatisfied with the final refusal to 
publish a 


registration 
U.S.C. 112s determined to result from an error by the Patent 
and Trademark Office. 


oe is dissatisfied with a decision finally 
nay mt LF ee 


rejecting claims 
review of the decision by filing an to the of 
Patent Appeals and pursuant to § 1.191. If the 
decision rejecting claims pursuant to 35 U.S.C. 112 is 





1110 TMOG 304 
(162) 


reversed, the request for a statutory invention registration 
will be approved and the registration published if all of 
the other provisions of § 1.293 and this section are met. 
[OMB Control No. 0651-0018]. 

24. A new section 1.296 is added to read as follows: 


§ 1.296 Withdrawal of request for publication of statutory 
invention registration. 


A request for a statutory invention registration, which has 
been filed, may be withdrawn prior to the date of the notice of 
the intent to publish a statutory invention registration issued 
pursuant to § 1.294(c) by filing a request to withdraw the request 
for publication of a statutory invention registration. The request 
to withdraw may also include a request for a refund of any 
amount paid in excess of the application filing fee and a handling 
fee of $100 which will be retained. Any request to withdraw 
the request for publication of a statutory invention registration 
filed on or after the date of the notice of intent to publish issued 
pursuant to § 1.294(c) must be in the form of a petition pursuant 
to § 1.183 accompanied by the fee set forth in § 1.17(h). [OMB 
Control No. 0651- 0018). 

25. A new section 1.297 is added to read as follows: 


§ 1.297 Publication of statutory invention registration. 


(a) If the request for a statutory invention registration is 
approved the statutory invention registration will be 
published. The statutory invention registration will be 
mailed to the requester at the correspondence address as 
provided for in § 1.33(a). A notice of the publication of 
each statutory invention registration will be published in 
the Official Gazette. 

Each statutory invention registration published will include 
a statement relating to the attributes of a statutory invention 
registration. The statement will read as follows: 


A statutory invention registration published pursuant to 35 
U.S.C. 157 is not a patent but it has all of the attributes 
specified for patents in title 35, United States Code, except 
those specified in 35 U.S.C. 183 and sections 271 through 
289. A statutory invention registration does not have any 
of the attributes specified for patents in any other provision 
of law other than title 35, United States Code. The invention 
with respect to which a statutory invention registration is 
published is not a patented invention for purposes of the 
marking provisions of 35 U.S.C. 292. 


26. Section 1.301 is revised to read as follows: 


§ 1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in a 
reexamination proceeding dissatisfied with the decision of the 
Board of Patent Appeals and Interferences, and any party to an 
interference dissatisfied with the decision of the Board of Patent 
Appeals and Interferences, may appeal to the U.S. Court of 
Appeals for the Federal Circuit. The appellant must take the 
following steps in such an appeal: (a) In the Patent and Trade- 
mark Office file a written notice of directed to the 
Commissioner (see §§ 1.302 and 1.304); and (b) in the Court, 
file a copy of the notice of appeal and pay the fee for appeal, 
as provided by the rules of the Court. The certified list of 
documents and any original or certified copies of such docu- 
ments required by the Court will be transmitted to the Court 
by the Patent and Trademark Office. 

27. Section 1.302 is revised to read as follows: 


§ 1.302 Notice of appeal. 


(a) When an appeal is taken to the U.S. Court of Appeals for 
the Federal Circuit, the appellant shall give notice thereof 
to the Commissioner within the time specified in § 1.304. 

(b) In interferences, the notice must be served as provided in 
§ 1.646. 

28. Section 1.304 is amended by revising paragraph (a) to read 
as follows: 
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§ 1.304 Time for appeal or civil action. 


(a) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for com- 
mencing a civil action (§ 1.303) is sixty days from the date 
of the decision of the Board of Patent Appeals and Inter- 
ferences. If a request for reconsideration or modification 
of the decision is filed within the time provided under 
§ 1.197(b) or § 1.658(b), the time for filing an appeal or 
commencing a civil action shall expire at the end of the 
sixty-day period or thirty days after action on the request, 
whichever is later. Except for an appeal from or commenc- 
ing a civil action after a decision of the Board of Patent 
Appeals and Interferences in a reexamination proceeding 
or an interference proceeding, the time periods set forth 
herein are subject to the provisions of § 1.136. See § 1.550(c) 
for extensions of time to appeal or commence a civil action 
in a reexamination proceeding. See § 1.645(a) for exten- 
sions of time to appeal or commence a civil action in an 
interference. An examiner-in-chief, upon a showing of 
excusable neglect, may extend the time for seeking judicial 
review of a decision of the Board of Patent Appeals and 
Interferences in an interference case when a request is 
untimely filed after expiration of the time prescribed by this 
section. 


29. Section 1.378 is amended by revising the section heading 
and paragraph (a) to read as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


(a) The Commissioner may accept the payment of any main- 
tenance fee dve on a patent after expiration of the patent 
if, upon petition, the delay in payment of the maintenance 
fee is shown to the satisfaction of the Commissioner to have 
been unavoidable and if the surcharge required by § 1.20(m) 
is paid as a condition of accepting payment of the main- 
tenance fee. If the Commissioner accepts payment of the 
maintenance fee upon petition, the patent shall be consid- 
ered as not having expired, but will be subject to the 
conditions set forth in 35 U.S.C. 41(c)(2). 


. Section 1.431 is amended by revising paragraphs (b)(3)(iii) 
and (c) and by adding new paragraphs (d) and (e) to read 
as follows: 


§ 1.431 International application requirements. 


e*e*#2% 
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(iii) The name of the applicant, as prescribed (note §§ 1.421- 
1.424); 

(c) Payment of the basic portion of the international fee (PCT 
Rule 15.2) and the transmittal and search fees (§ 1.445) 
may be made in full at the time international application 
papers required by paragraph (b) of this section are depos- 
ited or within one month thereafter. Failure to make full 
payment within one month of the deposit of the international 
application papers required by paragraph (b) of this section 
will result in the fees being charged to the International 
Bureau under the provisions of paragraph (d) of this section 
and PCT Rule 16 bis. 

The United States Receiving Office will charge to the 
International Bureau in accordance with PCT Rule 16 bis 
and will consider as having been timely paid: 


(1) the transmittal fee, the basic fee portion of the interna- 
tional fee, or the search fee where these fees have not 
been fully paid by the applicant within one month of 
the date of deposit of the international application, and 

(2) the destination fee, or the amount necessary to cover 
all the designations made in the request which have 
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(e) The International Bureau will notify applicant of 
amount charged under paragraph (d) of this section and 


mented 
provided the surcharge will not be less and will not.be more, 
than the amounts indicated in the Schedule of Fees ap- 
pended to the PCT Rules. If the payment needed to cover 
the transmittal fees, the basic fee, the search fee, one 
designation fee and the surcharge is not timely made to the 
International Bureau, the International Bureau will notify 
the Receiving Office which will declare the international 
application withdrawn under PCT Article 14(3)(a). If the 
applicant makes timely payment of the fees referred to in 
the previous sentence, but the amount paid is not sufficient 
to cover all the designation fees, the Receiving Office will 
declare any designations not paid withdrawn under PCT 
Article 14(3)(b) in accordance with PCT Rule 16 bis. 2(c). 
31. Section 1.445 is amended by revising paragraphs (a)(4) and 
(5) and adding paragraph (a)(6) to read as follows: 


§ 1.445 International application filing and processing fees. 


(a) ***s 

(4) The national fee, that is, the amount set forth as the filing 
fee under § 1.16(a) through (d) credited one time only 
by an amount of $250 where an international search fee 
of $500.00 has been paid on the corresponding inter- 
national application to the United States Patent and 
Trademark Office as an International Searching Author- 
ity. Where the amount of the credit is in excess of that 
required for the national fee, a request for a refund of 
the excess under § 1.446(b) may be filed at the time 
of paying the national fee. Only one such credit is 
permitted based on a single $500.00 international search 
fee. 

(5) Surcharge for filing the national fee or oath or decla- 
ration later than 20 months from the priority date 
$100.00 

(6) For filing an English translation of an international 
application later than 20 months after the Ts date 
(§ 1.61(b)) $20 


32. Section 1.446 is amended by revising the section heading 
and paragraph (b) to read as follows: 


§ 1.446 Refund of international application filing and 
processing fees. 


(b) Refund of a portion of the search fee toward payment of 
the national fee may be made one time to the extent set forth 
in § 1.445(a)(4) if requested at the time of paying the 
national fee provided that a $500 search fee has been paid. 


33. Section 1.451 is amended by revising paragraphs (b) and 
(c) to read as follows: 


§ 1.451 The priority claim and priority document in an 
international application. 
esee88 


(b) Whenever the priority of an earlier United States national 
application is claimed in an international application, the 
applicant may request in a letter of transmittal accompa- 
nying the international upon filing with the 
United States Receiving or in a separate letter filed 
in the Receiving Office not later than 16 months after the 
priority date, that the Patent and Trademark Office prepare 
a certified copy of the national application for transmittal 
to the International Bureau (PCT Article 8 and PCT Rule 
17). The fee for ing a certified copy is stated in 
§ 1.19(a)(3) and (b)(1). 
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(c) If a certified 
together with with the 


Scunattaenmiciaen en tiaenae it 
the priority application was filed in the United States and 
cation on filing or are not filed within 16 months of the 
priority date, ee 
must be furnished by the applicant to the International 


Bureau or to the United States Receiving Office within the 
time limit specified in PCT Rule 17.1(a). 


34. Section 1.461 is amended by deleting paragraph (b) and 
by revising paragraph (a) to read as follows: 


§ 1.461 Procedures for transmittal of record copy to the 
International Bureau. 


(a) Transmittal of the record copy of the international appli- 
cation to the International Bureau shall be made by the 
United States Receiving Office. 

(b) (reserved) 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[1053 OG 10} 


Feb. 14, 1985. 


(163) Establishing Common Ownership of Patent 
ee 


preempt gp me nem age 
ing common ownership of patent applications and/or patents 
in circumstances where the common owner is a Corporation or 
other . Under 37 CFR 1.104(e), in order to establish 
common ownership “[i}]n circumstances where the common 
owner is a corporation or other an affidavit or 
declaration may be signed by an ial of the corporation or 
empowered to act on behalf of the corporation or 
organization.” A mere power of attorney to prosecute a patent 
application does not make an individual an official of a cor- 
poration or organization or empower the individual to act on 
ee ee 
or declaration averring to common ownership. However, such 
an affidavit could be made by a patent attorney, patent agent, 
or other individual if the attorney, agent, or other individual has 
been appointed in writing by the corporation or organization 
corporation or organization specifically 
to make affidavits or declarations on its behalf 
averring to common ownership. In circumstances where such 
a written appointment has been given to a patent attorney, patent 
agent, or other individual, that person could then make affidavits 
or declarations averring to common ownership as long as the 
affidavit or declaration referred tc =n attached copy of the written 
appointment and averred that the authority is still in effect. Under 
this practice the original signed copy of the written appointment 
would be retained by the affiant or declarant unless the Patent 
and Trademark Office specifically required it to be filed. Unless 
some question arose as to the authority of the individual to make 
the averment as to common ownership, the Patent and Trade- 


corporations and other 
wainun cnundannaeas toalier chamantiemeemnnentnanea Ts 
a position to know that common ownership does in fact exist 


Se en eee 
that effect to the Patent and Trademark Office. 


DONALD J. QUIGG, 
Assistant Secretary 


and Commissioner of 
Patent and Trademarks. 


[1067 OG 11) 


May 12, 1986. 
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(164) U.S. Department of Commerce 


Patent and Trademark Office 


Status for Patent Applications 
Relating to Superconductivity 


In his Remarks of July 28, 1987, to the Federal Conference 
On Commercial Applications of Superconductivity, the Presi- 
dent stated that “We need to strengthen patent laws to increase 
protection for manufacturing processes and speed up the patent 
process so that it can keep pace with the fast-paced world of 
high technology.” The President also noted that “to most of 
us laymen, superconductivity was a completely new term, but 
it wasn’t long before we learned of the great promise it held 
out to alter our world for the better — a quantum leap in energy 
efficiency that would bring with it a host of benefits, not least 
among them a reduced dependence on foreign oil, a cleaner 
environment, and a stronger national economy.” The Presi- 
dent’s Superconductivity Initiative of even date included, as 
a major administrative component, a proposal “Directing the 
Patent and Trademark Office to accelerate the processing of 
patent applications and adjudication of disputes involving 
superconductivity technologies when requested by the appli- 
cants to do so.” 

In accordance with the President’s proposal, the Patent and 
Trademark Office will, on request, accord “special” status to 
all patent applications for inventions involving superconduc- 
tive materials. Examples of such inventions would include those 
directed to the superconductive materials themselves as well as 
to their manufacture and application. In order that the Patent 
and Trademark Office may implement this procedure, we invite 
all applicants desiring to participate in this program to request 
that their applications be accorded “special” status. Such 
requests should be in writing, should identify the application 
by serial number and filing date, and should be accompanied 
by a statement under 37 CFR 1.102 that the invention involves 
superconductive materials. No fee is required. The statement 


must be verified if made by a person not registered to practice 
before the Patent and Trademark Office. Decisions whether to 
accord “special” status on the basis of a request will be made 
by the appropriate Group Director. 

Requests should be addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 


DONALD J. QUIGG, 

Assistant Secretary of 

Commerce and Commissioner 
of Patents and Trademarks. 


Aug. 5, 1987. 


{1082 TMOG 7] 


(165) Preparation for Processing High Temperature 
Superconductor Technology 


In response to the President’s Superconductivity Initiative 
announced on July 28, 1987 and with the expectation of the 
filing of increasing numbers of patent applications relating to 
higher temperature superconductors, the U.S. Patent and Trade- 
mark Office has taken a number of steps to prepare for the 
effective handling of applications on this subject matter. 

These actions include (1) establishing a special Task Force 
to prepare for the processing of patent applications for higher 
temperature superconductor technology; (2) making patent 
applications relating to this technology special on request of the 
applicant and (3) renewing support for legislation providing for 
an expanded scope of protection for process patents to cover 
products made by the patented process. 

The responsibilities of the Task Force are to (1) coordinate 
the development of a Patent and Trademark Office capability 
to examine the expected large number of patent applications 
in this area and (2) provide an information resource and 
sounding board for legal and practice questions and policy 
development in this area. The Task Force has been assigned 
a number of specific tasks, such as developing a complete search 
file on superconductivity technology for the use of Examiners 
and the public, establishing a training program for examiners 
on the technology and assuring a uniform and consistent 
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application of the patent law to the technology in the U.S. Patent 
and Trademark Office. 


RENE D. TEGTMEYER, for 
DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Sept. 16, 1987. 


[1083 OG 16] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 5 
[Docket No. 70754-8056] 


Miscellaneous Amendments of Patent Rules 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending its 
rules of practice in patent cases, Parts 1 and 5 of Title 37, Code 
of Federal Regulations, (1) to bring the rule relating to swearing 
back of a reference into conformity with current interference 
practice; (2) to require that the appellant’s brief in an ex parte 
appeal contain certain specific items; (3) to reset the time period 
for requesting an oral hearing in ex parte appeals where the 
examiner's answer states a new ground of rejection; (4) toclarify 
the procedure following a rejection after a remand to the 
examiner under § 1.196(b)(1); (5) to give the examiner-in-chief 
the authority to decide certain requests for access by an inter- 
ference party; (6) to clarify the rule relating to access to pending 
or abandoned applications; (7) to modify the rules concerning 
requests for interference with an application or patent; (8) to 
amplify the rule concerning the requirements of a motion to 
declare an additional interference; (9) to make more compre- 
hensive the rule concerning the filing of a reissue application 
by a patentee involved in an interference; and (10) to conform 
the rule concerning applications under secrecy order to current 
interference tice. 

Effective Date : Sept. 12, 1988. Amended Sections 1.191, 1.192 
and 1.193 apply to ex parte appeals in which the notice of appeal 
under § 1.191 was filed on or after Sept. 12, 1988. 

For Further Information Contact: Saul 1. Serota by telephone 
at (703) 557-4072 or Ian A. Calvert by telephone at (703) 557- 
4000 or by mail marked to the attention of either and addressed 
to Box Interference, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


Supplementary Information: 


Background 


A notice of proposed rulemaking was published in the 
Federal Register at 52 Fed. Reg. 36736-36743 (Sept. 30, 1987) 
and at 1083 Official Gazette 19-26 (Oct. 13, 1987). 

An oral hearing was held on Dec. 9, 1987. Twenty-nine 
written comments were received, and four persons testified at 
the oral hearing. Responses to these comments are incorporated 
in the following discussion of specific rules. 


Discussion of Specific Rules 
(1) Swearing Back of a Reference 


The Patent and Trademark Office published the final rule 
amending the rules of practice in patent interference cases in 
the Federal Register at 49 Fed. Reg. 48416-48471 (Dec. 12, 
1984) and at 1050 Official Gazette 385-440 (Jan. 29, 1985). 
Included in the rules adopted was § 1.60l(n), which defines 
“same table invention.” 

Section 1.13I(a), as amended, inserts “the same patentable 
invention, as defined in § 1.601(n), as” before the phrase “the 
rejected invention.” The amendment does not change the 
present practice where the inventor of the rejected claim, the 
owner of a patent under reexamination, or the person qualified 
under §§ 1.42, 1.43 or 1.47 can swear behind a domestic patent 
which discloses but does not claim the same invention as the 
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rejected invention, a foreign patent or a printed publication. 
Rather, the amendment is necessary to define precisely the term 
“does not claim the rejected invention.” See Jn re Eickmeyer, 
602 F.2d 974, 979, 202 USPQ 655, 661 (CCPA 1979) where 
the Court stated: 


. . . we conclude that the phrase “does not claim the 
rejected invention” should be construed favorably to 
an applicant, if possible, so that unless the applicant 
is clearly claiming the same invention as the U.S. patent 
reference, he will not lose his rights under Rule 131. 
[Emphasis added. ] 


and also expressed its dissatisfaction with the PTO for 


. . leaving an applicant in a position where he cannot 
overcome the reference claims by a 131 affidavit 
because the PTO has decided that the reference claims 
his invention, while at the same time, he is denied an 
interference because the PTO has decided that the claims 
of his application and those of the reference are not for 
substantially the same invention. 


Possibly because of this decision, some patent practitioners 

may have been of the opinion that an affidavit under 37 CFR 
1.131 can be used to overcome a rejection on a domestic patent 
so long as there is no verbatim correspondence between the 
claims of the application or the patent under reexamination 
rejected on that domesiic patent and the claims of the domestic 
patent. 
Such an opinion would not be in accord with the law expressed 
in cases such as Jn re Clark, 457 F.2d 1004, 173 USPQ 359 
(CCPA 1972); In re Hidy, 303 F.2d 954, 133 USPQ 650 (CCPA 
1962); Inre Teague, 254 F.2d 145, 117 USPQ284(CCPA 1958); 
and In re Ward, 236 F.2d 428, 111 USPQ 101 (CCPA 1956). 
In In re Hidy, supra, 303 F.2d at 957, 133 USPQ at 652, the 
Court stated: 


A Rule 131 affidavit is ineffective to overcome a United States 
patent, not only where there is a verbatim correspondence 
between claims of the application and of the patent, but also 
where there is no patentable distinction between the respective 
claims. In re Wagenhorst, 20 CCPA 829, 62 F.2d 831, 16 USPQ 
126; In re Teague, 45 CCPA 877, 254 F.2d 145, 117 USPQ 284. 


If the application (or patent under reexamination) and the 
domestic patent contain claims which are identical, or which 
are not patentably distinct, then the application and patent are 
claiming the “same patentable invention,” defined by § 1.601(n) 
as follows: 


Invention “A” is the “same table invention” 
as an invention “B” when invention “A” is the same 
as (35 U.S.C. 102) or is obvious (35 U.S.C. 103) in view 
of invention “B” assuming invention “B” is prior art 
with respect to invention “A”. 


As provided in § 1.601(i), an interference may be declared 
whenever an examiner is of the opinion that an application and 
a —_— contain claims for the “same invention.” 

The purpose of the amendment to § 1.131(a) is to insure that 
an applicant who is claiming an invention which is identical 
to, or obvious in view of, i.e., the same patentable invention 
as claimed in a domestic patent, cannot employ an affidavit 
under § 1.131 as a means for avoiding an interference with 
the patent. To allow an applicant to do so would result in the 
issuance of two patents to the same invention. 

Two commenters suggested that § 1.131 be amended to 
require that an interference be declared if an affidavit or 
declaration under the rule cannot be used; another 
that the examiner be required to consider the § 1.131 
S diciuaiientt cn kntanman bak diaaes taedear 
tions are not being . As discussed above, an affidavit 
or declaration under § 1.131 may be used whenever the inven- 
came Seat ty Soin es Se 

the application would not interfere. However, the rule could not 
properly be amended to require that an interference always be 
declared if the patent and application claims interfere, because 
even if the claims interfere an interference will not be declared 
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Sate ae tee nt eaeee epinmeaat 50 Se 
1.608(a) or (b). Section 1.608(b) requires an applicant whose 
showing is based on Priority of invention to file affidavits by 
“one or more c witnesses,” whereas § 1.131 does 
not. Compare Kistler v. Weber, 412 F.2d 280, 162 USPQ 214 
(CCPA 1969). 

One commenter asserted that an applicant should be able to 
“pursue the swearing back of a reference while not restricting 
the PTO in declaring an interference.” However, the PTO is 
not restricted from declaring an interference if an affidavit or 
declaration under § 1.131 is filed. The purpose of the rule change 
is to more clearly define when such an affidavit or declaration 
can be used. 

Section 1.131(b), as amended, inserts in the first sentence 


makes clear that the showing of facts under 
§ 1.131(b) must establish due diligence from a date prior to the 
effective date of the reference to affiant’s subsequent reduction 
to practice or to the filing of his ication as set forth in Jn 
re Mulder, 716 F.2d 1542, 219 USPQ 189 (Fed. Cir. 1983). 


(2) Appellant's Brief and Reply Brief 


A. Limitation on 

The proposed limitations on briefs and reply briefs to 30 and 
15 pages, respectively, together with the that non- 
complying briefs and reply briefs be returned to the appellant, 
are not being adopted, in view of the overwhe 
of the majority of the commenters. While the is still 
concerned about the filing of excessively lengthy briefs, it is 
hoped that the effect of the proposed rules in focusing the 
attention of the patent bar on this issue, together with the newly- 
adopted requirements of § 1.192(c), will help to alleviate the 


B. Contents of the Main Brief 

Section 1.192, as amended, adds (c) and (d). 
Paragraph (c) remains as proposed, except that item (5) has been 
revised and the title of item (7) has been changed. The first 
sentence of proposed paragraph (d) has been rewritten in 
response to numerous comments to the effect that dismissal of 
the appeal for failure to include any of the items required by 
paragraph (c), in the order specified in paragraph (c), would be 
too harsh a penalty. 

Paragraph (c) requires that the brief contain, in order, seven 
specific items. This requirement arose from the recommenda- 
tions of a committee which was 1 by the Commissioner 
of Patents and Trademarks in 1986 to study and report on 
alternatives for reducing the backlog of ex parte appeals at the 
Board of Patent Appeals and Interferences (Board). One of the 
committee's recommendations was that § 1.192 be amended 
to require that the appellant’s brief include certain items. Items 
CG), @. (5) and (6) of § 1.192(c) are based upon the commit- 

s recommendations. The committee indicated that the 
indinsiondtaaoiemetades brief would crystallize the issues 
involved in the appeal. By eliminating i briefs, the 
Board will not need to engage in what might be called “de novo” 
examination of a patent application, but rather can confine its 
activities to review of the appealed rejections. 

The committee also recommended that certain items be 
required to be included in the examiner’s answer. The Manual 
of Patent Examining Procedure will be amended to require that 
pe epey = ter yay >= 7 lagers met 


Futhehed at 1078 Official Gasente 22 (May 19, 
The specific items required by § 1.192(c) are: 


(1) A-statement of the status of all the claims in the i 
or patent under reexamination, i.c., for each claim in the 
case, appellant should state whether it is cancelled, al- 

lowed, rejected, etc. Each claim on appeal must be 


identified. 

A statement of the status of any amendment filed subse- 
quent to final rejection, i.e., whether or not the amendment 
has been acted upon by the examiner, and if so, 
whether it was entered, denied entry, or entered in part. 
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In response to one comment, it is noted that this statement 
will of course be of the status of the amendment as 
understood by the appellant. 


Items (1) and (2) are included in § 1.192(c) because in the 
past confusion has sometimes arisen as to which claims are on 
appeal, and the precise wording of those claims, particularly 
where the appellant has sought to amend claims after final 
rejection. The inclusion of items (1) and (2) in the brief 
will advise the examiner of what the appellant considers the 
status of the claims and post-final rejection amendments to be, 
allowing any disagreement on these questions to be resolved 
before the appeal is taken up for decision by the Board. 


(3) A concise explanation of the invention defined in the 
claims involved in the appeal. This explanation is required 
to refer to the specification by page and line number, and, 
if there is adrawing, to the drawing by reference characters. 
Where applicable, it would be preferable to read the 
appealed claims on the specification and any drawing. 


Two commenters felt that the requirement that the speci- 
fication be referred to by page and line should be _ optional; 
another, that referring to the specification and drawings might 
limit the claims; and others, that reference _to page and line 
of the specification would make the explanation less concise. 
Nevertheless, while reference to page and line of the speci- 
fication may require somewhat more detail than simply 
summarizing the invention, it is considered important to enable 
the Board to more quickly determine where the claimed subject 
matter is described in the application. Since the claims are read 
in light of the disclosure, it is not apparent how compliance 
with this requirement would limit the claims. 


(4) A concise statement of the issues presented for review. 
Each stated issue should correspond to a separate ground 
of rejection which appellant wishes the Board to review. 
While the statement of the issues must be concise, it should 
not be so concise as to omit the basis of each issue. For 
example, the statement of an issue as “Whether claims | 
and 2 are un table” would not comply with 
§ 1.192(c)(4). Rather, the basis of the alleged unpatenta- 
bility must be stated, e.g., “Whether claims | and 2 are 
unpatentable under 35 U.S.C. 103 over Smith in view 
of Jones,” or “Whether claims 1 and 2 are unpatentable 
under 35 U.S.C. 112, first paragraph, as being based on 
a non-enabling disclosure.” The statement should be 
limited to the issues presented, and should not include any 
argument concerning the merits of those issues. 


Two commenters Suggested that the term “issues” in 
§ 1.192 (c)(4) be replaced by “rejections,” as being more in 
agreement with the explanation in the preceding paragraph. 
However, the term “issues” is considered preferable, because 
some rejections may encompass multiple issues. For example, 
a rejection for failure to comply with 35 U.S.C. 112, first 
paragraph, might include the issues of no written description, 
nonenabling disclosure, and lack of best mode. Specifying each 
of these as a issue would be more informative than 
including them all in a single statement of the rejection. 


(5) If an appealed ground of rejection applies to more than 
one claim and appellant considers the rejected claims to 
be separately patentable, § 1.192(c)(5) requires appellant 
to state that the claims do not stand or fall together, and 
to present in the appropriate part or parts of the argument 
under § 1.192(c)(6) the reasons why they are considered 
separately patentable. The absence of such a statement will 
be taken by the PTO as a concession by the appellant that, 
if the ground of rejection is sustained as to any one of the 
rejected claims, it will be equally applicable to all of them. 
Section 1.192(c)(5) continues the current practice of the 
Board, and is consistent with the practice of the Court of 
— for the Federal Circuit indicated in such cases 
as In re Sernaker, 702 F.2d 989, 217 USPQ 1 (Fed. Cir. 
pag = Inre King, 801 F.2d 1324, 231 USPQ 136 (Fed. 

ir. ). 


One commenter recommended that this provision be deleted, 
because the grouping of claims would be “redundant 
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in view of the arguments presented in the Brief and/or prior 
prosecution,” and such grouping may estop the patentee in 
subsequent litigation from showing the patentable distinctness 
of claims within a group. Another commenter suggested that 
the rule be modified to state that appellant can waive arguments 
for patentability as to claims solely for the purpose of sim- 
plifying issues for appeal, without giving rise to any permanent 
inference therefrom. These recommendations are not adopted. 
One reason for incorporating § 1.192(c)(5) is that it is often 
not clear whether or not appellant is urging that certain rejected 
claims are separately patentable. It is not apparent why any 
estoppel which may result from requiring a clear statement of 
appellant’s position should or would differ from that which may 
presently result from a failure to argue that claims are separately 
patentable. 

Another commenter asserted that § 1.192(c)(5) elevates form 
over substance, and improperly tries to resolve the patentability 
of claims on formal grounds, rather than on the merits of the 
individual claims. What this comment seems to say is that the 
patentability of each claim should be determined separately, 
even if not argued separately. This is, however, not the current 
practice, as discussed above. 

Two commenters suggested either that the requirement for 
“reasons” be deleted from § 1.192(c)(5), or that the 
subsection be deleted entirely. They contended that any such 
“reasons” should appear in the “Argument” section 
(§ 1.192(c)(6)), and their repetition in § 1.192(c)(5) is redun- 
dant. These suggestions have been adopted in part. Proposed 
§ 1.192(c)(5) required the inclusion of “reasons” in order to 
avoid unsupported assertions of separate patentability. The 
requirement of “reasons” has therefore been retained, but 
§ 1.192(c)(5) now specifies that they be included in the appro- 
priate portion of the “Argument” section of the brief. . For 
example, if claims 1 to 4 are rejected under 35 U.S.C. 102 and 
appellant considers claim 4 to be separately patentable from 
claims 1 to 3, he should so state in the “Grouping of claims” 
section of the brief, and then give the reasons for separate 
patentability in the 35 U.S.C. 102 portion of the “Argument” 
section (i.e., under § 1.192(c)(6)(iii)). 


(6) The appellant’s contentions with respect to each of the 
issues presented for review in § 1.192(c)(4), and the basis 
for those contentions, including citations of authorities, 
statutes, and parts of the record relied on. Included in this 
paragraph are five subparagraphs, (i) to (v). Subparagraphs 
(i) to (iv) concern the grounds of rejection most commonly 
involved in ex parte appeals, namely, 35 U.S.C. 112, first 
and second paragraphs, 35 U.S.C. 102, and 35 U.S.C. 103. 
Subparagraph (v) is a general provision concerning 
grounds of rejection not covered by subparagraphs (i) to 
(iv). 


The purpose of subparagraphs (i) to (iv) is to insure that 
the appellant’s argument concerning each appealed = ground 
of rejection will include a discussion of the questions relevant 
to that ground. It is believed that compliance with the require- 
ments of the particular subparagraphs which are pertinent to 
the grounds of rejection involved in an appeal will be beneficial 
both to the PTO and to appellants. It will not only facilitate 
a decision by the Board by enabling the Board to determine 
more quickly and precisely the appellant’s position on the 
relevant issues, but also will help appellants to focus their 
arguments on those issues. 

For each rejection not falling under subparagraphs (i) to (iv), 
subparagraph (v) provides that the argument should specify 
the specific limitations in the rejected claims, if appropriate, 
or other reasons, which cause the rejection to be in error. This 
language recognizes that for some grounds of rejection, it may 
not be necessary to specify particular claim limitations; for 

example, arejectton unser 33 S.C. S.C. 101, as in Ex parte Hibberd, 
227 USPQ 443 (BPAI 1985), or a rejection for violation of the 
duty of disclosure under 37 CFR 1.56(d), as in Ex parte Harita, 
I USPQ2d 1887 (BPAI 1986). 

een nana Go enaee of parts(i) to 
(iv) should be optional, rather than mandatory. The PTO does 
not agree. One of the primary purposes of the present amend- 
ment of the rules is to require appellants to come to grips with 
the fundamental questions involved in patentability 
under 35 U.S.C. 102, 103 and 112. To make these provisions 
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optional would defeat that purpose. Although parts (i) to © 
may, in the words of another commenter, “in essence mere! 
parrot the relevant section of Title 35,” experience of the PTO 
suggests that including them in the requirements for ex _ 
briefs is not “completely unnecessary.” For similar reasons, the 
PTO does not favor the adoption of portions of Rule 
13 of the United States Court of for the Federal Circuit 
and Rule 28 of the Federal Rules of Appellate Procedure, as this 
commenter proposed. 

The latter commenter proposed as an alternative that parts (i) 
to (v) should be amended to, in effect, provide that the appellant 
must either specify the errors in the rejection or explain how the 
claims comply with the relevant section of the statute, rather than 
doing both, which may be eS 
unnecessary prosecution _ history estoppel” by requiring a 
discussion of issues not raised by the examiner. This proposal 
has not been adopted. Giving an appellant the option of not 
explaining how the claims comply with the statute would per- 
petuate one of the problems the rule is designed to solve. 

One commenter contended that § 1.192(c)(6)(i) and (ii) 
improperly place on an appellant the burden of showing how the 
rejected claims comply with 35 U.S.C. 112. It should be remem- 
bered, however, that in the rejection from which the appeal is 
taken the examiner has already stated why the claims are consid- 
ered unpatentable. Once this has been done, the appellant must 
demonstrate to the Board that the rejection is erroneous. The 
requirements of § 1.192(c)(6)(i) and (ii) are therefore not 
improper or unreasonable. 

Another commenter suggested that item (B) of § 1. _— 
(6)(i) should be divided into two parts: “how-to-make” 
“how-to-use.” This is not considered necessary. § 1. “1920) 
(6)(i) states that the argument include, “as appropriate,” items 
(A), (B) and (C). If the rejection were for failure of the disclosure 
to enable one skilled in the art to make the claimed subject matter, 
then the argument would not have to specify how the disclosure 
enabled use of the subject matter, and vice versa. 

A commenter suggested that the language of the first sen- 
tence of § 1.192(c)(6)(iv) is misleading, and that the second and 
third sentences should be deleted. The commenter asserts that 
for a valid rejection the subject matter of the invention as a whole 
must be rendered obvious, in accordance with the test set forth 
in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
= suggests that § 1.192(c)(6)(iv) be modified to require that 

iat ee onan follow the analysis method of the Graham deci- 
sion s have not been we eg heey me or 
§ 1. bad —w ay is based on the statute. Nothing therein 
Saiaenpmenitantnseans ton tlanaalinie flant from 
basing arguments on the case law the language 
is to attempt to focus the caginest on he aguailie issues of the 
particular case at hand, and to avoid arguments based catirely on 
broad generalities. The third sentence is included because it has 
been observed that in a number of cases appellants ignore the 
secondary references applied by the examiner, and argue a 
rejection under 35 U.S.C. 103 as though it were arejection under 
35 U.S.C. 102. 


(7) An appendix containing a copy of the claims involved in the 
appeal. 


Pursuant to one comment, the title of § 1.192(c)(7) has been 
changed to “Appendix.” 

One commenter urged that the rule should not require that the 
copy of the claims be located at any particular place in the brief. 
This proposal is not adopted, as it is considered desirable that the 
examiner and the Board be able to locate the copy of the claims 
quickly by placing it in a common position in all briefs. 

Two commenters expressed the concern that § 1.192(c) does 
not permit the inclusion in a brief of any items other than the 
seven items specified. Other commenters su; that other 
items be included, such as a list of the re . table of 
contents, table of cases, etc. It should be emphasized that 
§ 1.192(c) merely specifies the minimum requirements for a 
brief, and does not prohibit the inclusion of any other material 
which an appellant may consider necessary or desirable. A brief 
is in compliance with § 1.192(c) as long as it includes items (1) 
— order set forth (with the appendix, item (7), at the 


Paragraph (d) provides that if a brief is filed which does not 
comply with all the requirements of paragraph (c), the appellant 
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will be notified of the reasons for and given a 


non-compliance 
period of one month within which to file an amended brief. The 


brief which does not overcome all the reasons for non-compli- 
ance of which he or she was notified. 

Several commenters that the Board, ratherthan the 
examiner, should be the arbiter of whether a brief complies with 
§ 1.192(c). These proposals have not been adopted. The 
pe eee nee ag ge nae a 

the jurisdiction of the examiner. Moreover, of these 
proposals would require the application file to be sent to the 
Board to review the brief, then returned to the examiner for the 
examiner’s answer. Such a procedure would not only cause 
unnecessary delays, but would contravene one of the purposes 
of § 1.192(c) by increasing the workload of the Board. Under § 
1.192(d), as adopted, the appellant may file an amended brief to 
correct any deficiencies in the original. gee ana 
Giengnss eth Go euumiaes’s of non-compliance, a 
petition under 37 CFR 1.181 may be 

Paragraph (d) also adds the following sentence: 


Any arguments or authorities not included in the brief 


which an appellant wishes the Board to consider should be 
included in the brief. It should be noted that arguments not 
presented in the brief and made for the first time at oral 

are not normally entitled to consideration. In re Chiddix, 
USPQ 78 (Comr. 1980); Rosenblum v. Hiroshima, 220 USPQ 
383 (Comr. 1983). A number of commenters were concerned 


until after the brief was filed, or where a particular 
authority was not applicable to any of the grounds 
in the final rejection, but was relevant to a new point of argument 
raised in the examiner’s answer. 
C. Contents of Reply Brief 


raised in the examiner’s answer, the examiner 
may refuse entry of the reply brief and will so notify the 
appellant. 


Since the reply brief must be limited to any new points of 


ration of the reply brief by appellant and consideration of the 

reply brief by the PTO. The reply brief is appropriately limited 

to new points of raised in the examiner’s answer 

because appellants have an obligation to present arguments 

supporting their positions in their opening briefs. 

an argument advanced for the first time in a reply brief would not 

only delay the proceeding, but also would entail the risk of an 
846, 190 USPQ 

. Whirlpool 1 
528, 534 4 on Cir. 1976). 


The final sentence of § 1.193(b), as amended, provides that 
the reply may be accompanied by, rather than include, any 
amen“ment or pe ee er ge Le 
tion. This change in the makes clear that the amendment or 
other material must be presented in a separate paper, rather than 
in the reply itself. 

A of commenters proposed that the Board, not the 
examiner, should determine whether or not the reply brief is 
directed only to new points raised in the examiner's answer. In 
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essence they feel that the examiner is not in a position to fairly 
with the rule. These 


CFR 1.181. This ib conontially no erent than the procedure 
currently followed (see Manual of Patent 
§ 1208.01, p. 1200-9, Sth Ed., Rev. 7 (Dec. _— 

One commenter su that the examiner’s answer be 
eliminated; another, that the examiner should have to file the 
examiner’s answer first. These are both beyond the scope of the 
present proposal, and have not been adopted. 


(3) Time Period for Requesting an Oral Hearing 


Section 1.194(b), as amended, adds the following sentence 
after the first sentence: 


If the examiner’s answer states anew ground of _rejec- 
tion and if appellant files a reply as provided by § 
1.193(b), then the written request must be made within 
three months after the date of the filing of the reply. 


The present rule does not provide the appellant with an 
additional time period for requesting an oral hearing in the event 
that the examiner’s answer states a new ground of rejection. If 
the answer states a new ground of rejection, § 1.193(b) 
provides that appellant’s reply may also include any 

or material appropriate to the new of rejection. However, 
under § 1.194(b) appellant must file the request for oral hearing 
within one month after the date of the answer whereas the reply 
thereto must be filed within two snouties from the date of the 
answer. Consequently, appellant must file a request for oral 
hearing before having the benefit of the examiner’s views, if 
any, with respect to the reply. 

Although the examiner does not normally issue a supplemen- 
tal answer in response to a reply, see Manual of Patent Examin- 
ing Procedure, supra, § 1208.01, the amendment to 
1.194(b) permits the appellant to postpone filing a request for an 
oral hearing until three months after the date the reply is filed. 
This will give the appellant time to receive the examiner’s 
response, if any, to the reply before the appellant has to decide 
whether to request an oral hearing. 

One commenter suggested that whenever the examiner 
makes a new ground of rejection in the examiner’s answer and 
appellant files a reply brief, a supplemental examiner’s answer 
should be required, and appellant then be permitted to file a 
supplemental reply thereto. This suggestion has not been 
adopted. Under present practice (see Manual of Patent Examin- 
ing Procedure, supra) the examiner includes a new ground of 
rejection in the examiner’s answer, rather than reopening ex 
parte prosecution, only under circumstances where the PTO has 
determined that the appellant will not be unfairly prejudiced, 
e.g., Where the reference is not basic and materially better in 
6 oe and the requirements for making an 

are met. This sufficiently protects the rights of the 
appellant, while at the same time preventing the addition of a 
further round of papers to the file. 


g) Procedure Following Final Rejection, Remand Under 
1.196(b) 


Section 1.196(b)(1), as amended, adds the following sentence 
as the penultimate sentence of the section: 


Should the examiner repeat the rejection the applicant 
may again appeal to the Board of Patent Appeals and 
Interferences. 


Under § 1.196(b), the Board may, in its decision on an ex parte 

, make a new rejection of one or more claims, in 

which case the appellant has the option of (1) submitting an 
laims a showing 


treating the 
decision a ial dein ithe appli elects option (the 
case is remanded to the examiner for consideration. If 
examiner does not santieditibateatiiesendie dine 
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of facts overcome the rejection, he or she will again reject the 
claims; if appropriate, the rejection will be made final. 

An applicant in whose application such a final rejection has 
been made by the examiner may mistakenly believe that he or 
she is entitled to review by the Board of the rejection by virtue of 
the fact that the application was previously on appeal. The 
amendment corrects this belief by making clear that after such 
arejection, an applicant who desires further review of the matter 
must file a new to the Board. The of the 

t is similar to the fourth sentence of § 1.196(d). 

The proposed amendment to § 1.196(b)(1) began “Should 
the examiner make the rejection final,” but as one commenter 
pointed out, 35 U.S.C 134 permits an appeal to the Board of 
claims which have been twice rejected. Since the claims referred 
to in § 1.196(b)(1) would have been twice rejected (once by the 
Board and once by the examiner), the examiner’s rejection could 
be appealed even if not made final. The beginning of the 
amendment has therefore been changed to “Should the exam- 
iner again reject the application.” 

This commenter also asserted that § 1.196(b)(1) is ambigu- 
ous, in that it implies that a separate fee would be due for the 
subsequent appeal, “an interpretation contrary to 35 U.S.C. 
134.” The PTO considers that the statute requires a separate fee 
for such an appeal. In the § 1.196(b) situation, the appellant has 
already filed an appeal, paid the fee, and received a decision 
thereon by the Board. Any rejection under § 1.196(b) included 
in the Board’s decision would be, according to the rule, on “any 
grounds not involved in the appeal.” Thus, an appeal from the 
subsequent rejection by the examiner would be an entirely new 
appeal involving a different ground and would require a new 
notice of appeal and the payment of another fee. 


(5) Request for Access by Interference Party 


Section 1.612(a), as amended, adds the following sentence as 
the last sentence of the section: 


A party seeking access to any abandoned or pending 
application referred to in the opposing party’s involved 
application or access to any pending application referred 
to in the opposing party’s patent must file a motion under 
§ 1.635. The amendment requires an interference party 
seeking access either to a pending or abandoned applica- 
tion referred to in an opposing party’s involved applica- 
tion or to a pending application referred to in an opposing 
party’s involved patent to file a motion under 37 CFR 
1.635. Such a motion is decided by an examiner-in-chief 
(§ 1.640(b)). 


Under the present practice, access can only be obtained by 
filing an ex parte petition to the Commissioner accompanied by 
the petition fee set forth in § 1.17(i) and normally no decision 
preys nie pn ape ya the opposing party has had 

an opportunity to respond to the petition. The amendment 
expedites the interference proceeding by eliminating the delays 
inherent ir: the petition process. By iring the party seeking 
access to file a motion under § 1.635, that party will first have 
toconfer with the opposing party in an effort to resolve the issue 
of access as required by § 1.637(b). The examiner-in-chief will 
not have to decide the issue unless it cannot be resolved by the 
parties. 

(6) Access to Applications 

Section 1.14(e), as amended, deletes the word “of” from the 

phrase “or of any papers relating thereto” and adds a reference 


to § 1.612(a) by adding the following sentence as_ the last 
sentence thereof: 


See § 1.612(a) for access by an interference party to a 
pending or an abandoned application. 


Section 1.14(e) as presently worded appears to limit a request 
by a member of the public to copies of, but not access to, Pe 
papers relating to any pending or abandoned application. Any 
such limitation was unintentional. The amended language will 
permit a member of the public to request both access to and 
copies of those papers. 





JANUARY 2, 1990 


(7) Request for Interference with an Application or Patent 


Sections 1.604(a) and 1.607(a), as amended, provide for the 
situation in which a patent applicant requests an interference 
with another application or patent, respectively, on the basis of 
one or more claims which are already present in his or her 
application. The present rules require that when an applicant 
seeks an interference with another application or an unexpired 


already in the application, and the applicant identifies them as 
such. 


(8) Motion to Declare Additional Interference 


Section 1.637(e)(1)(vi), as amended, that a motion 
to declare an additional interference under 37 CFR 1.633(e)(1) 
between an additional application not involved in the interfer- 
ence and owned by a party and an opponent's application or 
patent involved in the interference either (1) designate the 
claims of the opponent’s application or patent which define the 
same patentable invention defined by the proposed count, or (2), 
if the opponent’s application does not contain any such claim, 
prctnwcme t a claim to be added to the 
opponent's app ation. The present § en ne 
supdnanentt, Sened only intiecs ae alternative requirement (2). The 
amended section specifically includes both requirements. 


(9) Filing of Reissue Application During Interference 


Section 1.662(b), as amended, inserts a comma after 
“§ 1.633(h)” and adds the language “or would not be appropri- 
ate” at the end of the last sentence. The present rule contem- 
plates that a reissue application may be filed by —_a patentee 
involved in an interference only for one of two reasons: either for 
the purpose of avoiding the interference, or for some other 
purpose relating to the interference, e.g., to add claims corre- 
sponding to a proposed new count. In the first case, judgment 

against the patentee, and in the second case, a 
motion under § 1.633(h) to add the reissue application to the 
interference would be appropriate. 

However, it has been found that a patentee involved in an 
interference may file a reissue application for some other reason 
not contemplated by the rule, and for which the entry of 
judgment or a motion under § 1.633(h) would not be appropri- 
ate. For example, the patentee might file a reissue application for 
the purpose of amending claims of the patent which are directed 
to an invention which is patentably distinct from the issue of the 
interference and which is not disclosed by the opposing party. In 
such a situation, addition of the reissue application to the 
interference would be unnecessary. The amendment of § 
1.662(b) accommodates this third possibility by providing that, 
instead of filing a motion under § pec erat nema 
application to the interference, a patentee can show good cause 
Sadeatealiatiodenaeaiaeine 
circumstances involved. 


(10) Applications Under Secrecy Order 


Section 5.3(b), as amended, deletes the language “under 
secrecy order copies claims from an issued patent” and inserts 
in its place the language “is under secrecy order seeks to 
provoke an interference with an issued ” to make the 
section’s language consistent with that of § 1.607(d). In addi- 
tion, the reference to “§ 1.205(c)66 is corrected to read “§ 
1.607(d)”. 


Postponement of Amendment of Interference Estoppel Rule 


The notice of included 


of Commenters Sor fortes time'to smaty to effect of - 
proposed amendments, the proposal will not be i 

this time. A proposed amendment of§ 1 58() willbe published 
later, in the meantime, interested parties are invited to 

their comments and 


suggestions. 
Accordingly, present § 1.658(c) remains in effect. 
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Environmental, Energy and Other Considerations 


This rule change will not have a significant impact on the 
quality of the human environment or conservation of energy 
resources. 

is in conformity with the 


The rule requirements 

the Regulatory Act, 5 U.S.C. 601 et seq., nes 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce certi- 
fied to the Small Business Administration that the rule change 
will not have a significant adverse economic on a 
substantial number of small entities 
Act, 5 U.S.C. 605(b)), because it is intended to expedite the 
eS at eae 
amplification certain of the rules 
interference. The 


Ne ee 

amplification of ee 
reduce the costs associated with involvement in an interference. 
The Patent and Trademark Office has determined that this 
tule is not a jor rule under Executive Order 
12291. The annual effect on the economy will be less than $100 
million. There will be no major increase in costs or prices for 

industries, 


and Trademark Office has also determined that 
this notice has no Federalism i 
between the national 
in ive Order 12612. 
This rule does not contain a collection of information subject 
to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. 


List of Subjects in 37 CFR Parts 1 and 5 


wate anigeman Lope. “ 


the C — 
'S.C. 6, Parts Land 5of Title 37 


Pursuant to the 
Patents and Trademarks by 35 
Federal are amended as set forth 


of the Code of 
below. 


Part I—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.14 is amended by revising paragraph (e) to read 
as follows: § 1.14 Patent applications preserved in secrecy. 


(e) Any request by a member of the public seeking access to, 
or copies of, any or abandoned application preserved ia 
secrecy pursuant to paragraphs (a) and (b) of this section, or any 
papers relating thereto, must (1) be in the form of a petition and 
be accompanied by the petition fee set forth in § 1. eee 
include written authority granting the member of 


1.612(a) for access by an interference party to a pending or 
abandoned application. 


3. Section 1.131 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.131 Affidavit or declaration of prior invention to 
overcome cited patent or 


(a) When any claim of an 


or a patent under reex- 
amination is rejected on 


to a domestic patent 
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which substantially shows or describes but does not claim the 
same patentable invention, as defined in § 1.601(n), as the 
rejected invention, or on reference to a foreign patent or to a 
printed publication, and the inventor of the subject matter of the 
rejected claim, the owner of the patent under reexamination, or 
the person qualified under §§ 1.42, 1.43 or 1.47, shall make oath 
or declaration as to facts showing a completion of the invention 
in this country before the filing date of the application on which 
the domestic patent issued, or before the date of the foreign 
patent, or before the date of the printed publication, then the 
patent or publication cited shall not bar the grant of a patent to 
the inventor or the confirmation of the patentability of the claims 
of the patent, unless the date of such patent or printed publication 
is more than one year prior to the date on which the inventor’s 
or patent owner’s application was filed in this country. 

(b) The showing of facts shall be such, in character and 
weight, as to establish reduction to practice prior to the effective 
date of the reference, or conception of the invention prior to the 
effective date of the reference coupled with due diligence from 
prior to said date to a subsequent reduction to practice or to the 
filing of the application. Original exhibits of drawings or 
records, or photocopies thereof, must accompany and form part 
of the affidavit or declaration or their 
absence satisfactorily explained. 

4. Section 1.192 is amended by revising paragraph (a) and 
adding new paragraphs (c) and (d) to read as follows: 


§1.192 Appellant’s brief. 

(a) The appellant shall, within 2 months from the date of the 
notice of appeal under § 1.191 in an application, reissue appli- 
cation, or patent under reexamination, or within the time allowed 
for response to the action appealed from, if such time is later, file 
a brief in triplicate. The brief must be accompanied by the 
requisite fee set forth in § 1.17(f) and must set forth the 
authorities and arguments on which the appellant will rely to 
maintain the appeal. 


e+e 


(c) The brief shall contain the following items under appro- 
priate headings and in the order here indicated: 

(1) Status of Claims. A statement of the status of all the 
claims, pending or cancelled, and identifying the claims ap- 


(2) Status of Amendments. A statement of the status of any 
amendment filed subsequent to final rejection. 

(3) Summary of Invention. A concise explanation of the 
invention defined in the claims involved in the appeal, which 
shall refer to the specification by page and line number, and to 
the drawing if any, by reference characters. 

(4) Issues. A concise statement of the issues presented for 
review. 

(5) Grouping of Claims. For each ground of rejection which 
appellant contests and which applies to more than one claim, it 
will be presumed that the rejected claims stand or fall together 
unless a statement is included that the rejected claims do not 
stand or fall together, and in the appropriate part or parts of the 
argument under subparagraph (c)(6) of this section appellant 

presents reasons as to why appellant considers the rejected 
Tieee to be separately patentable. 

(6) Argument. The A mae of the appellant with respect 
to each of the issues presented for review in subparagraph (c)(4) 
of this section, and the basis therefor, with citations of the 
authorities, statutes, and parts of the record relied on. Each issue 
should be treated under a separate heading. 


(i) For each rejection under 35 U.S.C. 112 first para- 
graph, the argument shall specify the errors in the rejec- 
tion and how the first paragraph of 35 U.S.C. 112 is 
complied with, including, as appropriate, how the speci- 
fication and drawings, if any, (A) describe the subject 
matter defined by each of the rejected claims, (B) enable 
any person skilled in the art to make and use the subject 
matter defined by each of the z<yected claims, and (C) set 
forth the best mode contemplated by the inventor of 

out his or her invention. 

(ii) gutiedn dalled ne 112, second 

paragraph, the argument shall specify the errors in the 
rejection and how the claims particularly point out and 
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distinctly claim the subject matter which applicant re- 
gards as the invention. 

(iii) For each rejection under 35 U.S.C. 102, the 
argument shall specify the errors in the rejection and why 
the rejected claims are patentable under 35 U.S.C. 102, 
including any specific limitations in the rejected claims 
which are not described in the prior art relied upon in the 
rejection. 

(iv) For each rejection under 35 U.S.C. 103, the 
argument shall specify the errors in the rejection and, if 
appropriate, the specific limitations in the rejected 
claims which are not described in the prior art relied on 
in the rejection, and shall explain how such limitations 
render the claimed subject matter unobvious over the 
prior art. If the rejection is based upon a combination of 
references, the argument shall explain why the refer- 
ences, taken as a whole, do not suggest the claimed 
subject matter, and shall include, as may be appropriate, 
an explanation of why features disclosed in one refer- 
ence may not properly be combined with features 
disclosed in another reference. A general t that 
all the limitations are not described 
in a single reference does not satisfy the requirements of 
this 

(v) For any rejection other than those referred to in 
paragraphs (i) to (iv) of this section, the argument shall 
specify the errors in the rejection and the specific limi- 
tations in the rejected claims, if appropriate, or other 
reasons, which cause the rejection to be in error. 


(7) Appendix. An appendix containing a copy of the claims 
involved in the 

(d) If a brief is filed which does not comply with all the 
requirements of paragraph (c) of this section, the appellant will 
be notified of the reasons for non-compliance and provided with 
a period of one month within which to file an amended brief. If 
the appellant does not file an amended brief during the one- 
month period, or files an amended brief which does not over- 
come all the reasons for non-compliance stated in the notifica- 
tion, the appeal will be dismissed. Any arguments or authorities 
not included in the brief may be refused consideration by the 
Board of Patent Appeals and Interferences. 

5. Section 1.193 is amended by revising paragraph (b) to read 
as follows: 


§ 1.193 Examiner’s answer. 


*e# ee 


(b) The appellant may file a reply brief directed only to such 
new points of argument as may be raised in the examiner’s 
answer, within one month from the date of such answer. The new 
points of argument shall be specifically identified in the reply 
brief. If the examiner determines that the reply brief is not 
directed only to new points of argument raised in the examiner’s 
answer, the examiner may refuse entry of the reply brief and will 
so notify the appellant. If the examiner’s answer states a new 
ground of rejection appellant may file a reply thereto within two 
months from the date of such answer; such reply may be accom- 
panied by any amendment or material appropriate to the new 

ind. 


ground. 
6. Section 1.194 is amended by revising paragraph (b) to read 
as follows: 


§ 1.194 Oral hearing. 


eee 


(b) If appellant desires an oral hearing, appellant must file a 
written request for such hearing accompanied by the fee set forth 
in § 1.17(g) within one month after the date of the examiner’s 
answer. If the examiner’s answer states a new ground of 
rejection and if appellant files a reply as provided for by § 
1.193(b), then the written request must be made within three 
months after the date of the filing of the reply. If appellant 

an oral hearing and submits therewith the fee set forth 
ing 11 1.17(g), an oral argument may be presented by, or on behalf 
of, the primary examiner if considered desirable by either the 
primary examiner or the Board. 
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*s*#e#e*% 
7. Section 1.196(b)(1) is revised to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Interfer- 
ences. 


**#*#**% 


(b) * * * 

(1) The appellant may submit an appropriate amendment of 
the claims so rejected or a showing of facts, or both, and have the 
matter reconsidered by the examiner in which event the applica- 
tion will be remanded to the examiner and the decision of the 
Board of Patent Appeals and Interferences shall not be consid- 
ered final for the purpose of judicial review. The statement shall 
be binding upon the examiner unless an amendment or showing 
of facts not previously of record be made which, in the opinion 
of the examiner, overcomes the new ground for rejection stated 
in the decision. Should the eee ae ee yee 
the applicant may again appeal to the Board of Patent 
and Interferences. When , upon conclusion — 
ceedings on remand before the examiner, the Board of Patent 
Appeals and Interferences may enter an order otherwise making 
its decision final. 


*** 


*e*e#e* 


8. Section 1.604(a) is revised to read as follows: § 1.604 
Request for interference between applications by an applicant. 
(a) An applicant may seek to have an interference declared 
with an application of another by (1) suggesting a proposed 
count and presenting at least one claim corresponding to the 
count or identifying at least one claim in his or her 
application that corresponds to the proposed count, (2) identify- 
ing the other application and, if known, a claim in the other 
application which corresponds to the proposed count, and (3) 
explaining why an interference should be declared. 


*se#e4% 


9. Section 1.607(a) is revised to read as follows: 
§ 1.607 Request by applicant for interference with patent. 


(a) An applicant may seek to have an interference declared 
between an application and an unexpired patent by (1) identify- 
ing the patent, (2) presenting a proposed count, (3) es 
at least one claim in the patent corresponding to the proposed 
count, (4) presenting at _ least one claim corresponding to the 
proposed count or identifying 
at least one claim already pending in his or her application that 
corresponds to the proposed count, and, if any claim of the patent 
or application identified as corresponding to the proposed count 
does not correspond exactly to the proposed count, explaining 
why each such claim corresponds to the proposed count, and (5) 
applying the terms of any application claim (i) identified as 
corresponding to the count and (ii) not previously in the appli- 
cation to the disclosure of the application. 


ese*ee* 


10. Section 1.612(a) is revised to read as follows: 
§ 1.612 Access to applications. 


(a) After an interference is declared, each party shall have 
access to and may obtain copies of the files of any application set 
out in the notice declaring the interference, pee a 
filed under § 1.131 and any evidence and explanation under 
1.608 filed separate from an amendment. Apeyegenes 
to any abandoned or ation referred to in the 
opposing party’s involved ication or access to any pending 
application referred to in the opposing party’s patent must file a 
motion under 1.635. 
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11. Paragraph (vi) of § 1.637(e)(1) is revised to read as 
follows: 


§ 1.637 Content of motions. 
s*#*4% 
(e)*** 


(1)*** 


Oe es 8 ae 
which should be designated to correspond to each 
pea tele oye = application does not contain any 
claim, the motion shall propose a claim to be added to 
opponent’s application. 


s=*#*+4% 
12. Paragraph (b) of § 1.662 is revised to read as follows: 


§ 1.662 Request for entry of adverse judgment; reissue filed by 
patentee. 


e+e 


_ (b) If a patentee involved in an interference files an applica- 


. A patentee 
reissue other than for the purpose of avoiding 
shall timely file a preliminary motion under § 1.633(h), or show 
good cause why the motion could not have been timely filed or 
would not be appropriate. 


e+e 


Part S—SECRECY OF CERTAIN INVENTIONS AND LI- 
CENSES TO EXPORT AND FILE APPLICATIONS IN FOR- 
EIGN COUNTRIES 


13. The authority citation for 37 CFR Part 5 is revised to read 
as follows: 


Authority: 35 U.S.C. 6,41, 181- Hy the Export Administra- 
tion Act of 1979, as amended, 50 U.S.C.App. 2401 et seq., the 
Arms Export Control Act, as amended, 22 U.S.C. 2751 et seq., 
the Atomic Energy Act of 1954, as amended, 42 U.S.C. 2011 et 

oo of 1978,22U.S.C. 


and the delegations in the regulations under these 
Sasi sony. and tp Getegetions 370.10(j), 22 CFR 125.04, and 
10 CFR 810.7). 


14. Paragraph (b) of § 5.3 is revised to read as follows: 

§ 5.3 Prosecution of application under secrecy orders; withhold- 
ing patent. 
**#*+*% 

(b) An interference will not be declared involving national 
applications under secrecy order. However, if an applicant 
whose application is under secrecy order seeks to an 
interference with an issued a notice of that fact will be 
placed in the file wrapper of the patent. (See § 1.607(d)). 
ee 

APPENDIX A 
Requirements for Examiner’ s Answer 

Chapter 1200 of the Manual of Patent Examining Procedure 
will be amended to require that the examiner's answer include, 
in the order indicated, the following items: 


(1) Status of claims. A statement of whether the examiner 
disagrees with the statement of the status of claims con- 
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tained in the brief and a correct statement of the status of 
all the claims pending or cancelled, if necessary. 

Status of Amendments. A statement of whether the exam- 
iner disagrees with the statement of the status of amend- 
ments contained in the brief, and an explanation of any dis- 
agreement. 

Summary of invention. A statement of whether the exam- 
iner disagrees with the summary of invention contained in 
the brief, an explanation of why the examiner disagrees, 
and a correct of invention, if necessary. 

Issues. A statement of whether the examiner disagrees 
with the statement of the issues in the brief and an 
explanation of why the examiner disagrees, including: 


(i) Identification of any issues which are petitionable 
rather than appealable, and 

(ii) Identification of any issues or grounds of rejection 
on appeal which the examiner no longer considers 
applicable. 


Grouping of Claims. A statement of whether the examiner 
disagrees with any statement in the brief that certain claims 
do not stand or fall together, and, if the examiner disagrees, 
an explanation as to why those claims are not separately 


Claims appealed. A statement of whether the copy of the 
appealed claims contained in the appendix to the brief is 
correct and if not, a correct copy of any incorrect claim. 
References of record. A listing of the references of record 
relied on, and in the case of non-patent references, the 
relevant page or pages. 

New references. A statement of whether or not any new 
reference is being applied and a listing of each such 
reference being cited for a new ground of rejection in the 
examiner’s answer, and in the case of non-patent refer- 
ences, the relevant page or pages. 

Grounds of rejection. For each ground of rejection appli- 
cable to the appealed claims, an explanation of the ground 
of rejection, or reference to a final rejection or other single 
prior action for a clear exposition of the rejection. 


(i) For each rejection under 35 U.S.C. 112, first para- 
graph, the examiner’s answer, or the single prior 
action, shall explain how the first paragraph of 35 
U.S.C. 112 is not complied with, including, as appro- 
priate, how the specification and drawings, if any, (a) 
do not describe the subject matter defined by each of 
the rejected claims, (b)} would not enable any person 
skilled in the art to make and use the subject matter 
defined by each of the rejected claims, and (c) do not 
set forth the best mode contemplated by the appellant 
of carrying out his or her invention. 

For each rejection under 35 U.S.C. 112, second 
paragraph, the examiner’s answer, or single prior 
action, shall explain how the claims do not particu- 
larly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
For each rejection under 35 U.S.C. 102, the exam- 
iner’s answer, or single prior action, shall explain 
why the rejected claims are anticipated or not patent- 

able under 35 U.S.C. 102, pointing out where all of 
the specific limitations recited in the rejected claims 
are found in the prior art relied upon in the rejection. 
For each rejection under 35 U.S.C. 103, the exam- 
iner’s answer, or single prior action, shall state the 
ground of rejection and point out where each of the 
specific limitations recited in the rejected claims is 
found in the prior art relied on in the rejection, shall 
identify any difference between the rejected claims 
and the prior art relied on and shall explain how the 
claimed subject matter is rendered unpatentable over 
the prior art. If the rejection is based upon a combi- 
nation of references, the examiner’s answer, or single 
prior action, shall explain the rationale for making 
the combination. 

For each rejection under 35 U.S.C. 102 or 103 where 

there may be questions as to how limitations in the 

claims correspond to features in the prior art, the 

examiner, in addition to the requirements of (9)(iii) 
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and (iv) above, should compare at least one of the 
rejected claims feature by feature with the prior art 
relied on in the rejection. The ison shall align 
the language of the claim side by side with a reference 
to the specific page, line number, drawing reference 
number and quotation from the prior art, as appro- 


priate. 

For each rejection, other than those referred to in 
paragraphs (i) to (v) of this section, the examiner’s 
answer, or single prior action, shall specifically 
explain the basis for the particular rejection. 


New qround of rejection. A statement of whether or not any 
new ground of rejection is being made in the examiner’s 
answer and a complete statement and explanation of any 
such new ground. The requirements of paragraph (9) shall 
be complied with for any new ground of rejection. 
Response to arqument. A statement of whether the exam- 
iner disagrees with each of the contentions of appellant in 
the brief with respect to the issues presented and an 
explanation of the reasons for disagreement with any such 
contention. If any ground of rejection is not argued and 
responded to by appellant, the response shall point out each 
claim affected. 

Period of response to new ground of rejection. A statement 
setting the period for appellant to file a reply to any new 
ground of rejection, if necessary. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and trademarks. 


May 3, 1988 


[Billing Code 3510-16] 


[1092 OG 26] 


(167) Treatment of Objected-to Claims After Appeal 


This notice sets out the policy of the U.S. Patent and Trade- 
mark Office (PTO) with respect to the treatment of dependent 
claims that are not subject to rejection in an application in which 
an appeal to the Board of Patent Appeals and Interferences 
(Board) has been filed. 37 C.F.R. 1.191. 


37 C.F.R. 1.197(c) reads: 


Proceedings are considered terminated by the dismissal 
of an appeal or the failure to timely file an appeal to the 
court or a civil action (37 C.F.R. 1.304) except: (1) 
Where claims stand allowed in an application, or (2) 
where the nature of the decision requires further action 
by the examiner. In such cases, the date of termination of 
proceedings is the date on which the appeal is dismissed 
or the date on which the time for appeal to the court or 
review by civil action (37 C.F.R. 1.304) expires. If an 
appeal to the court or a civil action has been filed, 
proceedings are similarly considered terminated when 
the appeal or civil action is terminated. 
1. When an Appeal Brief is not filed 


Upon failure to file an appeal brief, applications containing 
both, allowed claims and claims subject to rejection will have the 
appeal dismissed. The rejected claims will be cancelled and the 
application will issue with the allowed claims only. 

Applicants should note that dependent claims which have 
been objected to by the examiner as being allowable except for 


their from rejected claims are not claims which 
stand allowed. Accordingly, applicants must take affirmative 
action to overcome the objection and make the objected-to 
claims allowed claims. This may be done by filing an amend- 
ment rewriting objected-to dependent claims into independent 
form prior to termination of proceedings under 37 C.F.R. 
1.197(c). 

Upon termination of proceedings, the PTO will hold an appli- 
cation abandoned for failure to take appropriate action if the 
application contains only rejected and/or objected-to claims. 
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2. After a Board or Court decision 


The approach outlined in (1) above will also apply to appli- 
cations following an affirmance by the Board or a court of law. 

An exception to the approach outlined in (1) above exists 
when the Board or court affirms a rejection against an independ- 
ent claim and reverses all sputien epaatadie ene 
thereon. This type of decision requires further action by the 
examiner; 37 C.F.R. 1.197(c). Accordingly, upon termination of 
the time for appeal, the examiner will proceed in one of two 
ways: 


a. Convert the dependent claim into independent form by 

examiner’s amendment, cancel all claims in which the 
rejection was affirmed, and issue the application; or, 
Set a one-month time period in which applicant may rewrite 
the dependent claim in independent form. Extension of time 
requests to this time period under 37 C.F.R. 1.136(a) will not 
be permitted. Failure to take timely action will result in 
abandonment under 35 U.S.C. 133 unless allowed claims 
are present in the application. If allowed claims are present, 
the examiner will cancel all rejected and objected-to 
claims and issue the application with the allowed claims 
only. 


JAMES E. DENNY, 
Deputy Assistant 
Commissioner for Patents. 


Sept. 21, 1988 


(168) Revised Ex Parte Appeal Requirements 


New format and content requirements for appeal briefs in ex 
parte appeals are now in effect for cases where the notice of 
appeal was filed on or after Sept. 12, 1988. The new require- 
ments were set forth in amended 37 CFR 1.192 which was 
published in the Official Gazette at 1092 O.G. 26 on July 12, 
1988 and reprinted on Jan. 3, 1989 in the Consolidated Listing 
of Official Gazette Notices as item number 162. The changes 
are also set forth in chapter 1200 of the Manual of Patent 
Examining Procedure as revised in revision number 9, dated 
Sept, 1988. 

Appellant’s brief is required by 37 CFR 1.192(c) to contain, 
under appropriate headings, (1) the status of all the claims, (2) 
the status of any amendment filed to final rejection, 
(3) a summary of the invention, (4) a concise statement of the 
issues presented for review, (5) a statement that claims rejected 
under a rejection do not stand or fall together and the reasons 
why (if no statements is filed it will be presumed that the rejected 
Clans stand or fall together), Se eee 
with respect to each issue presented for review, and (7) and 
appendix containing a copy of the claims involved in the appeal. 
The rule further sets out requirements for arguments 
against rejections based on 35 U.S.C. 102, 103, ry mg 
grounds. | ym answer to the brief will follow a 


me fr 1.192(d), if a brief is filed which does 
Pr ry mgr ptt ym we Fs me 
ee rh ca aw ae ange ee or 
and provided with a period of one month within 
edich 0s Moanenbetedteuiet. The one-month period will not 
be extended. If appellant does not file a brief overcoming the 
reasons for non-compliance within the one-month period, the 
appeal will be dismissed. 
The new requirements for the brief will aid in the 
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Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 
pee Ny pe pc reer tenant yp 
the rules of in patent and trademark cases, Parts | and 
of Title 37, of Federal Regulations, relating to (1) decisions 
of the Board of Patent Appeals and Interferences (BPAI), (2) 
requests for reconsideration of decisions of the BPAI and the 
ns Seens Sete See (3) extensions of 
time in after a decision by the BPAI under §§ 1.196 
and 1.197, (4) practices concerning judicial review of final deci- 
sions of the BPAI and TTAB, (5) extensions of time for seeking 
judicial review of BPAI and TTAB decisions and (6) miscellane- 
ous changes in the practice before the BPAI and housekeeping 
amendments. 


Two recent decisions of the U.S. Court of for the 
Federal Circuit have held that even though the BPAI includes a 
new ground for rejection in its decision under 37 CFR § 
1.196(b)(3), appellants may appeal directly to the Federal Circuit 
without first seeking reconsideration at the BPAL Where judicial 
review is sought without requesting reconsideration, the argu- 
ee ee eee 
first time during court proceedings. The amendments require 
that appellants seek reconsideration of the new ground of rejec- 
tion prior to appeal or commencement of a civil action. 

under the previous rules relating to judicial re- 


Sons of time for secking Jodi review maybe obtained. The 
rules eliminate any confusion as to when judicial review must be 
sought and standardize the manner of obtaining extensions of 
time to seek judicial review. 

The mane Se Sep aaa ee eS a 


For Further Information Contact: Richard E. Schafer by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: 


Background 


A notice of proposed rulemaking was published in the Fed- 
eral Register at 54 Fed. Reg. 11009 (March 16, 1989) andat 1101 
Official Gazette 6 (April 4, 1989). No oral hearing was held and 

ived. 


no written comments were recei 
Discussion of Specific Rules 


1) Decisions of the BPAI and requests for reconsid- 
eration . BPAI and TTAB decisions 


Only final decisions of the BPAI and TTAB are 
judicial review. 35 U.S.C. §§ 141, 145; U.S.C. § 1 28 
U.S.C.§ 1295 (aX4)(A) and (B). 

Section 1.196(b) provides that if the BPAI has knowledge of 
any grounds, not involved in the appeal, for rejecting any 
ee ee 

The statement then constitutes a new rejection of the 


appealable. line A A 1.196(b)(3) (1988). Therefore, when an 
proceeded under 


this option, arguments against the 
new rejection were presented for the first time to the reviewing 
court. 
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Arecent decision by the U.S. Court of Appeals for the Federal 
Circuit rejected the Commissioner’s argument that an appellant 
should not be permitted to contest the BPAI’s new ground for 
rejection because it had not requested reconsideration of that 

by the BPAI. In re Evanega, 829 F.2d 1110, 1113, 4 
USPQ 2d 1249, 1252 (Fed. Cir. 1987). See also Inre Nielson, 816 
F.2d 1567, 1570, 2 USPQ 2d 1525, 1527 (Fed. Cir. 1987). In 
Evanega, the Commissioner urged that requiring appellants to 
request reconsideration, where the BPAI adopts a new ground 
for rejection, would provide the BPAI with an opportunity to 
consider pee way and correct any errors while the 
case was still in the . This conserves judicial resources, and 
in any event, obtains the benefit of the BPAI’s view should 
judicial review ultimately be sought. The court held, however, 
that in view of PTO regulations (37 CFR § 1.196(b)(3)) which 
“expressly provide that the board’s decision, even if based on a 
new ground, is a final determination and thus may be appealed 
without seeking reconsideration,” appellant could not be re- 
quired to request reconsideration by the BPAI. /d. 

The new rule changes eliminate 37 CFR § 1.196(b)(3). By 
removing § 1.196(b)(3), appellants no longer have the option of 
treating a new ground of rejection as final and immediately 
appealable. Appellants’ options are limited to requesting remand 
to the examiner or requesting reconsideration by the BPAI as set 
forth in §§ 1.196(b)(1) and 1.196(b)(2). The preamble of § 
1.196(b) has been amended to specifically recite that a new 
ground of rejection shall not be considered a final decision for 
judicial review. 

Appellants still may elect further prosecution before the 
examiner under 37 CFR § 1.196(b)(1) or request reconsideration 
under § 1.196(b)(2). The option of § 1.196(b)(2) requires that 
any request for reconsideration address the new ground of 
rejection and specifically state the reasons why the new ground 


was in error. Section 1.196(b)(2) also provides that the BPAI will 
reconsider the new rejection and, if necessary, render a new 
decision. The decision on reconsideration will be deemed to 
incorporate the earlier decision except for any portions of the 


earlier decision specifically withdrawn. 

Reconsideration or remand need not be requested if appellant 
does not contest the new ground. Appellants may seek judicial 
review as to claims not subject to the new ground. , 

Section 1.196(a) expressly provides for remands to the exam- 
iner for further consideration. The BPAI has inherent authority, 
as part of its role in reviewing standards of patentability applied 
in the PTO, to remand applications to the examiner for further 
consideration. Cf. Manual of Patent Examining Procedure 
(MPEP) §§ 1211 and 1212. The change merely makes express 
that which is inherent. 

The amendments also delete the portion of former § 1.196(d) 
which provides (1) that any decision which includes a remand 
shall not be a final decision for the purposes of judicial review 
and (2) that upon conclusion of the proceedings on remand the 
BPAI may enter an order making its decision final. Those 
provisions have been included as new § 1.196(e). Under this 

, decisions pursuant to § 1.196(b) would not be final as 
to the claims subject to a new rejection. 

The last sentence of former § 1.196(b)(1) has been deleted 
and placed in new § 1.196(e). 


(2) Requests for reconsideration of BPAI and TTAB decisions 


Section 1.197(b) provides that any request for reconsidera- 
tion must specifically state the points believed to have been 
misapprehended or overlooked in the BPAI’s decision. Experi- 
ence has shown that many requests for reconsideration are 
nothing more than reargument of appellant’s position on appeal. 
The provision, as adopted, limits requests to the points of law or 

* fact which appellant feels were overlooked or misapprehended 
by the BPAI. 

The amendments also clarify the exception found in the first 
sentence of § 1.197(b) by including specific references to the 
“original decision” and the “decision on reconsideration.” 
Some confusion had been noted with respect to the meaning of 
the current language. 

In order to simplify calculation of times for requesting reco- 
sideration of the decisions of the boards, §§ 1.658(b), 2.129(c), 
and 2.144 specify a period of one month rather than the periods 
expressed in days. Section 1.197(a) already specified a one- 
month period. 
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(3) Extensions of time after a decision by the BPAI to 
take action under §$§1.196 and 1.197 


Appellants in patent cases may no longer use fee extensions 
under § 1.136(a) to extend the time for making an election under 
§ 1.196(b) or seeking reconsideration under § 1.197. 

Under previous rules appellants could request reconsidera- 
tion of a BPAI decision up to five months after a decision or file 
a response to a new ground of rejection up to six months after the 
decision. This inordinately delayed final disposition of appeals. 
Section 1.136(a) provides that fee extensions are not available to 
file responses to a BPAI decision pursuant to §§ 1.196, 1.197 or 
1.304. One month is deemed to be ample time to submit a request 
for reconsideration. Note that Fed. R. Civ. P. 59 provides 10 days 
and Fed. R. App. P. 40 provides 14 days for similar requests. 
Extensions under § 1.136(b) will be available to extend the time 
to file a response under §§ 1.196 and 1.197. Section 1.304(a) 
exclusively governs extensions of time to file a notice of appeal 
to the U.S. Court of Appeals for the Federal Circuit or to 
commence a civil action. See further discussion below. 

Section 1.136(a) specifically refers to § 1.136(b) for exten- 
sions of time to file responses under §§ 1.196 and 1.197 and 
refers to § 1.304 for extensions of time to initiate judicial review. 
Sections 1.196(f) and 1.197(b) correlatively reference § 
1.136(b) for extensions of time. 

Fee extensions are not available to extend the time for elect- 
ing further prosecution before the examiner under § 1.196(b)(1). 
Where an appellant elects further prosecution before the exam- 
iner, fee extensions under § 1.136(a) remain available to respond 
to the primary examiner’s Office actions. 


(4) Time for seeking judicial review of decisions of the 
BPAI and TTAB 


Under previous rules, judicial review of final decisions of the 
BPAI or TTAB had to be sought within sixty days of the decision 
or thirty days after a decision on reconsideration. However, 
where a decision on reconsideration was, in effect, a new deci- 
sion, it was not always clear whether the time for was 
thirty or sixty days. Sections 1.304(a) and 2.146(d)(1) provide a 
two-month period to appeal from either the date of the decision 
or the decision on a timely filed request for reconsideration. 

Some problems have been noted with respect to the time for 
seeking judicial review in days. Miscalculations of the statutory 
sixty-day time period have resulted in filing untimely requests 
for judicial review. In order to simplify calculation of the time for 
seeking judicial review, §§ 1.304(a) and 2.145(d)(1) specify two 
months. The two-month period meets the sixty-day requirement 
of 35 U.S.C. §§ 142, 145 and 146 and 15 U.S.C. §§ 1071(a)(2) 
and (b)(1) except for time periods which include February 28. In 
order to comply with the sixty-day requirement, §§ 1.304(b) and 
2.145(d)(2)-provide that an additional day shall be added to any 
two-month period for initiating judicial review which includes 
February 28. Appeals will always be timely if the judicial review 
is initiated within two months of the final decision. 

Previously, the rules did not specify a time period for filing a 
cross-appeal or cross-action in inter partes cases. The absence of 
such a time period made it difficult for parties and their attorneys 
to make appropriate plans for judicial review. For example, in an 
interference where there has been a split judgment, one of the 
parties may be satisfied with the judgment but may desire to 
appeal the adverse judgment only if an appeal is noted by the 
other party. Where the appeal is filed on the last possible day, a 
cross-appeal is precluded. Sections 1.304(a) and 2.145(d)(1) 
specify that the time for filing a cross-appeal or commencing a 
cross-action expires (1) fourteen days after service of the notice 
of appeal or the summons and complaint or (2) two months after 
the decision to be reviewed, whichever is later. 

Similarly, no provision for filing a cross-action was provided 
where an appellee elects to have further ings conducted 
in the district court pursuant to 35 U.S.C. § 146 or 15 U.S.C. § 
1071(a)(1). Section 1.304(c) and 2.145(d)(3) provide that the 
time for filing a cross-action expires 14 days after service of the 
summons and complaint. The district court will determine 
whether any cross-action was timely filed since neither the 
complaint nor cross-action is filed in the PTO. 


(5) Extensions of time to seek judicial review 
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In the past, standards for granting requests for extensions of 
time to take an appeal or commence a civil action varied depend- 
ing upon which board was involved and upon the particular type 
proceeding before the board. For example, extensions relating to 
patent applications could be obtained by paying the a 
fee under § 1.136(a). However, in reexamination 
when judicial review was sought from a decision of the AB. 
the requester must demonstrate sufficient cause under § 1.550(c) 
or § 2.145(d)(1). The rules standardize the manner in which an 
extension of time to initiate judicial review may be obtained. The 
PTO has adopted a standard which is similar to the standard used 
in the Federal courts for granting extensions. Under the rules the 
Commissioner may extend the time (1) for good cause if re- 
quested before the expiration of the time provided for initiating 
judicial review or (2) upon a showing of excusable neglect in 
failing to initiate judicial review if requested after the expiration 
of the time period. This standard will be applicable in both 
trademark and patent proceedings (§§ 1.304(a) and 2.145(e)) 
once the “last” decision, i.e., either the decision (in circum- 
stances where no timely reconsideration is sought) or the deci- 
sion on reconsideration, of either board has been entered. In 
patent cases, extensions of time under § 1.136(b) and § 1.550(c) 
and fee extensions under 37 CFR § 1.136(a) are no longer 
available to extend the time for the purpose of judicial review 
once a decision or a decision on reconsideration has been 
entered. Section 1.304(a) states that the provisions of §§ 1.136 
and 1.550(c) are not available to extend the time to initiate 
judicial review. Sections 1.136(a), 1.136(b), 1.191(d), 1.550(c), 
1.645(a) and(b) refer to § 1.304 for extensions of time for seeking 
judicial review after a decision has been entered. Section 
1.645(a) has been amended by (1) adding the introductory 
phrase “Except to extend the time for filing a notice of appeal to 
the U.S. Court of Appeals for the Federal Circuit or for com- 
mencing a civil action,” to the first sentence and (2) deleting the 
references to filing a notice of appeal or commencing, a civil 
action in the second sentence. 

In view of the amendments to §§ 1.197 and 1.304, relating to 
extensions of time to seek reconsideration or initiate judi-cial 
review, § 1.191(d) does not refer to §§ 1.196 and 
1.197. 


(6) Miscellaneous amendments 


In the past, appellants could use fee extensions to delay the 
time for requesting an oral hearing at the BPAI. This delays final 
disposition of the and causes administrative 
and duplication of effort due to the transfer of the to the 
hearing docket. Section 1.!91(d) no longer refers to § 1.194. Fee 
extensions are no longer available to extend the time for request- 
ing an oral hearing. Extensions under § 1.136(b) are available to 
extend the time to request an oral hearing. 

Section 1.191(b) has been rewritten as one sentence without 
any change in substance. 

Some confusion has resulted as to who has jurisdiction ov 
a patent application after a notice of appeal to the BPAI has been 
filed. Problems arose, for example, as to the PTO 
official to decide certain petitions and other matters after an 
appeal has been filed. MPEP § 1210 indicates that jurisdiction 
over the application normally passes at one of five possible times 
listed therein. Section 1.191 includes a new section (e) which 
provides that jurisdiction transfers to the BPAI when the appli- 
cation or reexamination file including all briefs and examiner’s 
answers is transmitted to the BPAI. Thus, jurisdiction transfers to 
the BPAI when all written submissions by the applicant and the 
examiner have been entered and the application papers have 
been forwarded to the BPAI. 

New paragraph 1.191(e) also includes a provision that the 
Commissioner, prior to the time the BPAI renders its decision, 
ay St ee ee Oe be remanded to the 
examiner for further consideration. This provision merely makes 
explicit the inherent authority of the Commissioner to direct and 
supervise the examination of patent applications. 


Se a See eee 
pane ty: Ney pepe tee see - 
under 35 U.S.C. § 145 has expired. The language “In such 
ma ae sentence of former § 1.197(c) has been 
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eliminated since it was superfluous and may have been confus- 


ing. 

The rules delete the phrase “that he or she elects” and 
substitutes “electing” therefor in §§ 1.304(c) and 2.145(c\(3), 
as amended. The amendment merely without 
any change in substance. 

Section 1.196(b) changes the verb “make” to “makes” to 
conform the verb to the singular subject of the sentence. 

Sections 1.301, 1.303, 2.145(a)(2) and 2. Poe patentee od 
refer to transmittal of the certified list and certified copies of 
notice of election to the U.S. Court of for the Federal 
Circuit under 35 U.S.C. § 141 or 15 U.S: . § 1071(aX(1). These 

or Court 
oe. 

Sections 1.304(a), 1.304(c), 2.145(c\(3) and 2.145(d)\(1) 
include a statement that the certificate of mailing provisions of § 
1.8 are not applicable. No substantive is involved since 
the inapplicability of § 1.8 is already stated in §§ 1.8(a)(2)(viii) 
and (ix). 

Se aa “Federal holiday in 
the District of Columbia” rather than “legal holiday.” These 
changes merely conform the of these sections with the 
language of 35 U.S.C. § 21(b) and 37 CFR § 1.7. 

Section 2.145(c\(2) and (3) include changes in wording 
without any change in substance. 


Other Considerations 


These rules will not have a significant impact on the quality 
of the human environment or the conservation of energy re- 
sources. 

The rule change is in conformity with the 

) Eaevetive Orders 


Flexibility Act (Pub. L. 96-354 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 


U.S.C. abe ate y 
The General Counsel of the Department of Commerce has 

certified to the Chief Counsel for Advocacy, Small Business 
Administration that the rule change will not have a significant 
adverse economic _— on a substantial number of small 
entities [Regulatory Flexibility Act, Pub. L. 96-354]. The rule 
change requiring appellants to reconsideration under the 
specific circumstances set forth is not expected to result in an 
increase of fees charged by attorneys and agents to entities, 
including small entities, since the rule change is intended to 
eliminate erroneous grounds for rejection prior to appeal and in 
ee ot ae 

The Patent and i 
rule is not a major rule under Executive Order 12291. The 
annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, — << 
cies, or geographic regions. ee ee 
effects on competition, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
SS eS ae 


ys PUDte. deo Gnamntntlientieentstesntidies: 
ism implications affecting the relationship between the national 
and the states as outlined in Executive Order 12612. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting within the coverage of 
the Act are placed upon the public. 


List of Subjects in 37 CFR, Part 1: 


Administrative practice and procedure, Courts, Freedom of 
a rey aes nl a re 
ing requirements, Small businesses. 


List of Subjects in 37 CFR, Part 2: 


Trademarks. 

Se ee Sees Oe ee eae 
authority the Commissioner of Patents and Trade- 
rer 5 U.S.C. v4.6, Parts | and 2 of Tithe 37 of the Code of 
Federal Regulations are amended as set forth below. 
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PART 1—RULES OF PRACTICE IN PATENT 
CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.136 is revised to read as follows: 


§ 1.136 Filing of timely responses with 
extension of time and extensions of 


and fee for 
ime for cause. 


(a) If an applicant is required to respond within a non- 
statutory or shortened statutory time period, applicant may 
respond up to four months after the time period set if a petition 
for an extension of time and the fee set in § 1.17 are filed prior to 
or with the response, unless (1) applicant is notified otherwise in 
an Office action, (2) the application is involved in an interference 
declared pursuant to § 1.611 or (3) the response is to a decision 
by the Board of Patent Appeals and Interferences pursuant to §§ 
1.196, 1.197 or 1.304. The date on which the response, the 
petition, and the fee have been filed is the date of the response and 
also the date for purposes of determining the period of extension 
and the corresponding amount of the fee. The expiration of the 
time period is determined by the amount of the fee paid. In no 
case may an applicant respond later than the maximum time 
period set by statute, or be granted an extension of time under 
paragraph (b) of this section when the provisions of this para- 
graph are available. See § 1.136(b) for extensions of time relating 
to proceedings pursuant to §§ 1.196 or 1.197, § 1.304 for 
extension of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action, § 1.645 for 
extension of time in interference proceedings and § 1.550(c) for 
extension of time in reexamination proceedings. 

(b) When a response with petition and fee for extension of 
time cannot be filed pursuant to paragraph (a) of this section, the 
time for response will be extended only for sufficient cause, and 
for a reasonable time specified. Any request for such extension 
must be filed on or before the day on which action by the 
applicant is due, but in no case will the mere filing of the request 
effect any extension. In no case can any extension carry the date 
on which response to an Office action is due beyond the maxi- 
mum time period set by statute or be granted when the provisions 
of paragraph (a) of this section are available. See § 1.304 for 
extension of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action, § 1.645 for 
extension of time in interference proceedings and § 1.550(c) for 
extension of time in reexamination proceedings. 


3. Section 1.191 is amended by revising paragraphs (b) and 
_ (d) and adding paragraph (e) to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interferences 


*eseee% 


(b) The appeal in an application or reexamination proceeding 
must identify the rejected claim or claims appealed, and must be 
signed by the applicant, patent owner or duly authorized attorney 
or agent. 


*e# ee 


(d) The time periods set forth in §§ 1.191 through 1.193 are 
subject to the provisions of § 1.136 for patent applications or § 
1.550(c) for reexamination proceedings. See §1.304(a) for ex- 
tensions of time for a notice of appeal to the U.S. Court of 
Appeals for the Federal Circuit or for commencing a civil action. 

(e) Jurisdiction over the application or patent under reexami- 
nation passes to the Board of Patent Appeals and Interferences 
upon transmittal of the file, including all briefs and examiner’s 
answers, to the Board. Prior to the entry of a decision on the 
appeal, the Commissioner may sua sponte order the application 
remanded to the examiner. 


4. Section 1.196 is amended by rev paragraphs (a), (b) 
didbanhcttngammsemauaheinenttaanteettnee 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


$1.196 Decision by the Board of Patent Appeals and 
Interferences 


(a) The Board of Patent Appeals and Interferences, in its de- 
cision, may affirm or reverse the decision of the examiner in 
whole or in part on the grounds and on the claims specified by the 
pe eg ne a thre caer ma 
consideration. The affirmance of the rejection of a claim on any 
of the grounds specified constitutes a general affirmance of the 
decision of the examiner on that claim, except as to any ground 
specifically reversed. 

(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any appealed claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement shall constitute a new rejection of the claims. A new 
rejection shall not be considered final for the purpose of judicial 
review. When the Board of Patent Appeals and Interferences 
makes a new rejection of an appealed claim, the appellant may 
exercise either of the following two options with respect to the 
new ground: 

(1) The appellant may submit an appropriate amendment 
of the claims so rejected or a showing of facts, or both, and have 
the matter reconsidered by the examiner in which event the 
application will be remanded to the examiner. The statement 
shall be binding upon the examiner unless an amendment or 
showing of facts not previously of record be made which, in the 
opinion of the examiner, overcomes the new ground for rejection 
stated in the decision. Should the examiner again reject the 
application the ——— may again appeal to the Board of Patent 
Appeals and Interferences. 

(2) The appellant may have the case reconsidered under 
§ 1.197(b) by the Board of Patent Appeals and Interferences 
upon the same record. The request for reconsideration shall 
address the new ground for rejection and state with particularity 
the points believed to have been misapprehended or overlooked 
in rendering the decision and also state all other grounds upon 
which reconsideration is sought. Where request for such recon- 
sideration is made the Board of Patent Appeals and Interferences 
shall reconsider the new ground for rejection and, if necessary, 
render a new decision which shall include all grounds upon 
which a patent is refused. The decision on reconsideration is 
deemed to i the earlier decision, except for those 
ions specifically withdrawn on reconsideration, and is final 

for the purpose of judicial review. 


**+*4% 


(d) Although the Board of Patent Appeals and Interferences 
normally will confine its decision to a review of rejections made 
by the examiner, should it have knowledge of any grounds for 
rejecting any allowed claim it may include in its decision a 
recommended rejection of the claim and remand the case to the 
examiner. In such event, the Board shall set a period, not less than 
one month, within which the appellant may submit to the exam- 
iner an appropriate amendment, a showing of facts or reasons, or 
both, in order to avoid the grounds set forth in the recommenda- 
tion of the Board of Patent Appeals and Interferences. The 
examiner shall be bound by the recommendation and shall enter 
and maintain the recommended rejection unless an amendment 

of facts not previously of fee ar emme! me in the 
opinion of the examiner, overcomes the recommended re 
Should the examiner make the recommended rejection 
coptieans aaw tail eaaddh to Go hesad aes herein ans 
Interferences. 


(e) Whenever a decision of the Board of Patent Appeals and 
Interferences includes or allows a remand, that decision shall not 
be considered a final decision. When appropriate, upon conclu- 
sion of on remand before the examiner, the Board of 
Patent Appeals and Interferences may enter an order otherwise 

ing its decision final. 

(f) § 1.136(b) for extensions of time to take action under 
this section. 


5. Section 1.197 is amended by revising paragraphs (b) and 
(c) to read as follows: 


§ 1.197 Action following decision 
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(b) A single request for reconsideration or modification of the 
decision may be made if filed within one month from the date of 
the original decision, unless the original decision is so modified 
by the decision on reconsideration as to become, in effect, a new 
decision, and the Board of Patent Appeals and Interferences so 
states. The request for reconsideration shall state with particular- 
ity the points believed to have been misapprehended or over- 
looked in rendering the decision and also state all other 
upon which reconsideration is sought. See 37 CFR § 1. 136(b) for 
extensions of time yo bene, my em 

(c) Termination cf are considered 
terminated by the dismissal of an or the failure to timely 
file an appeal to the court or a civil action (§ 1.304) except: (1) 
where claims stand allowed in an application or (2) where the 
nature of the decision requires further action by the examiner. 
The date of termination of proceedings is the date on which the 
appeal is dismissed or the date on which the time for appeal to the 
court or review by civil action (§ 1.304) expires. If an appeal to 
the court or a civil action has been filed, are consid- 
ered terminated when the or civil action is terminated. An 
appeal to the U.S. Court of Appeals for the Federal Circuit is 
Se et oe ae ase A civil 
action is terminated when the time to appeal the judgment 
expires. 


6. Section 1.301 is revised to read as follows: 


§ 1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


ee nar nym Bt ee eee et on 
dissatisfied with the decision of the Board of 


nation 
Patent Appeals and Interferences, and any to an interfer- 


cad interferences, may appeal to the U.S. Coust of Agpecbs for 
for 


and Interferences, may appeal to the U.S. Court of 

the Federal Circuit. The appellant must take the following steps 
in such an appeal: (a) In the Patent and Trademark Office file a 
written notice of appeal directed to the Commissioner (see §§ 
1.302 and 1.304); and (b) in the Court, file a copy of the notice 
of appeal and pay the fee for appeal, as provided by the rules of 
the Court. 


7. Section 1.303 is amended by revising paragraph (c) to read 
as follows: 


§ 1.303 Civil Action under 35 U.S.C. 145, 146, 306. 


a ee Court 

ior the Federal Circuit by a defeated party in an 

= ty files notice with the Commissioner 

within twenty days after the filing of the defeated party’s notice 

of appeal to the court (§ 1.302), that he or she elects to have all 

further epee pertmeen aey MP 146. The 
notice of election must be served as provided in § 1.646 


8. Section 1.304 is revised to read as follows: 
$1.304 Time for appeal or civil action. 


(a) The time for filing the notice of to the U.S. Court of 
Appeals for the Circuit (§ 1.302) or for commencing a 
SS 
of the Board of Patent A SS ee 
reconsideration or of the decision is filed within the 
time provided under § 1.1970) or § 1.38 the time for fling a 
5 ee expire two months 
after action on the request. In interferences, the time for filing a 

ee 


and Interferences, whichever is later. The time periods 

in this section are not . ones eee Sa 

pee <2 Ampeg Commissioner may extend the 
time for filing an appeal or commencing a civil action (1) for 
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good cause shown if requested in writing before the a of 
the period for filing an appeal or commencing a action, or 
Ghat an aapedier commendianeliinanino apemanenal 
filing an or commencing a 
Sate ile wat emdeiitonn 
aire act wa elt of ecndiet The 


days. The times specified herein in months are calendar months 
except that one day shall be added to any two-month period 
which includes February 28. If the last day of the time specified 


is extended to the next day which is neither a Saturday, Sunday 
nor a Federal holiday. 

(c) If a defeated party to an interference has taken an 
to the U.S. Court of Appeals for the Federal Circuit 
adverse party has filed notice under 35 U.S.C. 141 electing to 
have all further under 35 U.S.C. 146 (§ 
1.303(c)), the time for filing a civil action thereafter is specified 
in 35 U.S.C. 141. The time for filing a cross-action expires 14 
days after service of the summons and int. The certificate 
of mailing practice of § 1.8 is not available for filing a notice of 
appeal of cross-appeal. See § 1.8(a)(2)(viii). 


9. Section 1.550 is amended by revising paragraph (c) to read 
as follows: 


§ 1.550 Conduct of reexamination proceedings 


(c) The time for taking any action 
reexamination proceeding w 


the patent owner is due, but in no case will the mere 

request effect any extension. See § hy mapa helped 
time for a notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit or for commencing a civil action. 


10. Section 1.645 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.645 Extension of time, late papers, stay of proceedings 
(a) Except to extend the time for filing a notice of appeal to the 


11. Section 1.658 is amended by revising paragraph (b) to 
read as follows: 





1110 TMOG 320 
(170) 


§ 1.658 Final Decision 


ee#ee% 


uest for reconsideration of a decision under 
paragraph (a) of this section shall be filed within one month after 
the date of the decision. The request for reconsideration shall 
specify with particularity the points believed to have been 
misapprehended or overlooked in rendering the decision. Any 
my uest for reconsideration shall be filed within 14 days 
the date of service of the request for reconsideration. Where 
Saeae possible, service of the request for reconsideration 
shall be omb that delivery is accomplished by hand or “Express 
Mail.” The Board shall enter a decision on the request for 
reconsideration. If the Board shall be of the opinion that the 
decision on the request for reconsideration significantly modi- 
fies its original decision under (a) of this section, the 
Board may designate the decision on the request for reconsidera- 
tion as a new decision. 


eeee% 


PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


12. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


13. Section 2.129 is amended by revising paragraph (c) to 
read as follows: 


§ 2.129 Oral argument; reconsideration 


eee 


(c) Any request for rehearing or reconsideration or modifica- 
tion of a decision issued after final hearing must be filed within 
one month from the date of the decision. A brief in response must 
be filed within fifteen days from the date of service of the request. 
The times specified may be extended by order of the Trademark 
Trial and Appeal Board on motion for good cause. 


14. Section 2.144 is revised to read as follows: 
§ 2.144 Reconsideration of decision on ex parte appeal 


Any request for rehearing or reconsideration, or modification 
of the decision, must be filed within one month from the date of 
the decision. Such time may be extended by the Trademark Trial 
and Appeal Board upon a showing of sufficient cause. 


15. Section 2.145 is amended by revising paragraphs (a), 
(c)(2), (c(3), (d)(1), (d)(2) and (d)(3) and adding new paragraph 
(e) to read as follows: 


§ 2.145 Appeal to court and civil action. 


(a) Appeal to U.S. Court of Appeals for the Federal Circuit. 
An applicant for registration, or any party to an interference, 
opposition, or cancellation proceeding or any party to an appli- 
cornet ees cage aye hereinafter referred to as 

ter partes proceedings, who is dissatisfied with the decision of 

Gos Toatemnask Teial sod Agpocl Boned ond ang mgietnnt who 
has filed an affidavit or declaration under section 8 of the Act or 
who has filed'an application for renewal and is dissatisfied with 
the decision of the issioner (§§ 2.165, 2.184), may appeal 
to the U.S. Court of Appeals for the Federal Circuit. The appel- 
lant must take the following saQnars 

(1) In the Patent and Trademark give written 
notice of appeal to the Commissioner (see paragraphs (b) and (d) 
of this section); 

(2) In the court, file a copy of the notice of appeal and pay 
the fee for appeal, as provided by the rules of the Court. 


@ecee eeeee 
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(2) Any applicant or registrant in an ex parte case who 
takes an appeal to the U.S. Court of Appeals for the Federal 
Circuit waives any right to proceed under section 21(b) of the 
Act. 

(3) Any adverse party to an appeal taken to the U.S. 
Courtof Appeals for the Federal Circuit by a defeated party in an 
inter partes proceeding may file a notice with the Commissioner 
within twenty days after the filing of the defeated party’s notice 
of appeal to the court (paragraph (b) of this section), electing to 
have all further proceedings conducted as provided in section 
21(b) of the Act. The notice of election must be served as 
provided in § 2.119. The certificate of mailing practice of § 1.8 
isnot available for filing a notice of election. See § 1.8(a)(2)(viii). 

(d) Time for appeal or civil action. (1) The time for filing the 
notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit (paragraph (b) of this section), or for commencing a civil 
action (paragraph (c) of this section), is two months from the date 
of the decision of the Trademark Trial and Appeal Board or the 
Commissioner, as the case may be. If a request for rehearing or 
reconsideration or modification of the decision is filed within the 
time specified in §§ 2.127(b), 2.129(c) or 2.144, or within any 
extension of time granted thereunder, the time for filing an 
appeal or commencing a civil action shall expire two months 
after action on the request. In inter partes cases, the time for filing 
a cross-action or a notice of a cross-appeal expires (1) 14 days 
after service of the notice of appeal or the summons and com- 
plaint or (2) two months from the date of the decision of the 

Trademark Trial and Appeal Board or the Commissioner, which- 
ever is later. The certificate of mailing practice of § 1.8 is not 
available for filing a notice of appeal or cross-appeal. See § 
1.8(a)(2)(ix). 

(2) The times specified in this section in days are calen- 
dar days. The times specified herein in months are calendar 
months except that one day shall be added to any two-month 
period which includes February 28. If the last day of time 
specified for an appeal, or commencing a civil action falls on a 
Saturday, Sunday or Federal holiday in the District of Columbia, 
the time is extended to the next day which is neither a Saturday, 
Sunday nor a Federal holiday. 

(3) If a party to an inter partes proceeding has taken an 
appeal to the U.S. Court of Appeals for the Federal Circuit and an 
adverse party has filed notice under section 21(a)(1) of the Act 
electing to have all further proceedings conducted under section 
21(b) of the Act, the time for filing a civil action thereafter is 
specified in section 21(a)(1) of the Act. The time for filing a 
cross-action expires 14 days after service of the summons and 
complaint. 

(e) Extensions of time to commence judicial review. The 
Commissioner may extend the time for filing an appeal or 
commencing a civil action (1) for good cause shown if requested 
in writing before the expiration of the period for filing an appeal 
or commencing a civil action, or (2) upon written request after 
the expiration of the period for filing an appeal or commencing 
acivil action upon a showing that the failure to act was the result 
of excusable neglect. 
June 21, 1989 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 
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(170) Hearings Before the Board of Appeals 
In recent years the backlog of cases awaiting decision by the 
Board of Appeals has grown substantially. The average time 
elapsing between filing of the examiner’s answer and final 
——— is now roughly 17 months. Intensive effort by the 
and greater use of acting examiners-in-chief have been 
pe | pw ce Lan fe ym rt but at the same 
time the number of appeals continues to grow. Thus in the first 
six months of 1974, the Board disposed of 1,193 appeals but 
received 1,915; in the last half of the year the Board disposed of 
1,993 appeals but received 2,179. 
In this connection it will be helpful if applicants and attorneys 
will dispense with oral hearings except where unusual circum- 
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stances are present which make a hearing important to the 
decision. Appeals submitted on brief receive just as careful 
consideration as those in which oral argument is presented, nor 
are any implications drawn as to the merits of the appeal from 
failure to request a hearing. It has been the Board’s experience 
that in the ordinary case the hearing is not of great value in 
arriving at the ultimate decision. 

Appellants are also encouraged to review cases where a 
hearing has already been requested, with a view to withdrawing 
the request if it is not necessary. It is particularly important that 
the Board be given timely notice whenever circumstances pre- 
vent the applicant or his representative from the appearing at a 
scheduled hearing. 

Rule 194 Gr CFR 1.194) limits oral argument to thirty 
minutes unless otherwise ordered by the Board. It has been the 
Board’s experience, however, that effective arguments can be 
presented in less than thirty minutes in most cases. Effective 
immediately the Board will be informing appellants in the 
notices of hearing mailed to them that oral argument will be 
limited to twenty minutes unless otherwise ordered before the 
hearing begins. ee f 

The assistance of the public will be appreciated. 

C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Mar. 20, 1975. 
[933 O.G. 1010) 


Hearings Before the Board of Patent 
Appeals and Interferences 


(171) 


During the past twelve months there has been an increase in 
the number of ex parte appeals pending before the Board of 
Patent Appeals and Interferences. In order to address the grow- 
ing backlog of pending . it is necessary to make the most 
effective use of the time -in-Chief hearing appeals. 
Significant amounts of time are spent by Examiners-in-Chief 
preparing for the hearings. In an effort to conserve the time spent 
in the preparation for hearing by Examiners-in-Chief, notice is 
hereby given that subsequent to the confirmation of attendance 
at oral hearing, requests for postponement of the hearing will not 
be granted in the absence of a showing of dramatically unusual 
circumstances. 


SAUL L. SEROTA, 
Acting Chairman 
Board of Patent Appeals 
and Interferences. 


June 6, 1985. 


[1056 OG 44] 
(172) Hearings Before the Board of Patent Appeals 
and Interferences 


Rule 1.3 (37 CFR 1.3) provides that: 


“[a)pplicants and their attorneys or agents are required 
to conduct their business with the Patent and Trademark 
Office with decorum and courtesy.” 


Notice is hereby given that persons attending hearings 
before the Board of Patent Appeals and Interferences are advised 
that the above provision also applies to dress. If an attendee at a 
hearing is not appropriately dressed, the attendee may be re- 
quested to leave the hearing room. 


SAUL L. SEROTA, 
Acting Chairman 
Board of Patent Appeals 
and Interferences. 


June 6, 1985. 


[1056 OG 45} 


(173) Access to Interference Settlement 
Agreements by Government Agencies 


253-576 TMOG-90-11 - QL3 
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Under the provisions of 35 U.S.C. § 135(c), a party to an 
interference filing a copy of a settlement may request 
that the copy be separate from the file of the interference, 
and made available only to Government agencies on written 
request, or to any person on a showing of good cause. 
ea ma a mer ap om 
of such agreements by Government agencies, a representative of 
an agency will henceforth be required to present a written 
request, similar to the following, for each interference in which 
the inspection and/or copying of the agreement(s) is desired: 


Date: 
To: Clerk, Board of Patent Interferences 
mmm artme ieee S.C. me 
the bearer(s) 


inspection 
and/or copying will be kept in confidence and will not be 
disclosed to any other person except for official investi- 
gative or law enforcement purposes. 


The request will be placed in the folder containing the copy 

of the agreement, where it may be inspected by the parties or their 
authorized representatives. 

This procedure will be applicable only to inspection or copy- 

Government agencies, since no 


which is kept separate from the interfer- 

except by way of a petition for access thereto, see 

M.P.E.P. § 1002.02(k), item 2, and the parties to the interference 
are normally provided with copies of any such petition. 


LUTRELLE F. PARKER, 
Acting Commissioner of Patents 
and Trademarks. 


June 5, 1978. 
[972 OG. 2] 


(174) es 
and Orders Issued by the Board 
of Patent Interferences 
A number of inquiries have been received from the patent bar 
other interested persons relating to discovery practice under 
37 C.F.R. § 1.287 before the Board of Patent Interferences. The 
indicate a need for making available to the public non- 


non-final opi 
wade avelldhie to the public [SUSC. $55 = }, in order to 
satisfy the need, copies of non-final opinions issued 
ne eee 
Patent and Trademark Office (Crystal Plaza, Building 
— Room 1116, Afingson, Virginia). Opinions ithe ile 

during normal business hours 

@: YAM. 10 5:00PM). atte 


public on ee 

tokens at a cost of $0.15 pe page oF copes 

cost of $0.30 per page [37 C.F.R. 1.21(b)}. 
In view of the provisions of 35 U.S.C. § 122 and 37 CF.R. § 

1.11(a), ee ene nee 


may be ordered at a 


> — aye - 
according to specific topics. Copies of the index will be updated 
from time to time as the need occurs. Specific questions relating 
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to the index and file may be directed to the Patent Interference 
Examiners. 
The initial index is as follows: 


Index 


1.00 Discovery in general [37 C.F.R. § 1.287] 

1.10 Requests and service under § 1.287(a) 

1.20 Requests under § 1.287(b) 

1.30 Motions for additional discovery under § 1.287(c) 
1.31 Related to derivation 
1.32 Related to abandonment, suppression, and conceal- 

ment 

1.33 Related to inequitable conduct 
1.34 Other 

1.40 Motions under § 1.287(d)(1) 

1.50 Action under § 1.287(d)(2) 

1.60 Agreements under § 1.287(e) 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Mar. 5, 1976 
[944 O.G. 2098] 


ae Petitions in Interference Cases From Decisions 
of The Board on Motions for Additional Discovery 
Under 37 CFR 1.287(c) 


Notwithstanding the clear statement in the last sentence of 37 
CFR 1.287(c), parties in interference cases continue to seek 
review by the Commissioner of decisions of the Board of Patent 
Interferences on motions for additional discovery under 37 CFR 
1.287(c). Review of such a decision can be had along with 
judicial review of a decision on the question of priority. Cochran 
v. Kresock, 530 F.2d 385, 188 USPQ 553 (CCPA 1976); Com- 
stock v. Kroekel, 200 USPQ 548 (Comm’r. Pat. 1978). Accord- 
ingly, parties in interference cases are reminded that a petition to 
the Commissioner should not be filed for the purpose of seeking 
review of an interlocutory decision of the Board granting or 
denying a motion for additional discovery under 37 
1.287(c). See also Fenstermacher v. Daugherty, 189 USPQ 536 
(Comm’r. Pat. 1975) and Sheehan v. Doyle, 202 USPQ 783 
(Comm’r. Pat. 1978). The filing of such a petition only serves to 
delay the ultimate disposition of interferences on the merits. The 
filing of a paper for the mere purpose of delay is not permitted by 
the rules. 37 CFR 1.346. The Board of Patent Interferences will 
no longer grant a stay of proceedings pending disposition of a 
petition to the Commissioner seeking review of a decision of the 
Board on a motion for additional discovery under 37 CFR 
1.287(c). 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


Apr. 17, 1980. 


[994 O.G. 28] 


(176) Commissioner’s Notice 


Practice under 37 CFR § 1.225(b) 


When a junior party to an interference is placed under an 
order to show cause why judgment should not be entered pursu- 
ant to 37 CFR § 1.225 and requests final hearing to contest an 
ancillary matter, either the junior or senior party may file a 
motion for permission to take testimony uant to 37 CFR § 
1.225(b) and the last sentence of 37 CFR § 1.251(b). However, 
some uncertainty has arisen as to when the motion must be filed 
and what it must contain. 


Motion by the Junior Party 


When a junior party is placed under an order to show cause 
and the junior party desired a testimony period, the motion for 
permission to take testimony should be filed preferably before 
the time set for to the order to show cause. The 
motion will be considered timely, however, if filed no later than 
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twenty (20) days after the Board of Patent Interferences enters an 
order setting final hearing. 

There are instances where the requested testimony relates to 
priority. Forexample, the junior party may occasionally desire to 
take testimony to establish prior inventive acts alleged in a 
preliminary statement even though those acts are subsequent to 
the senior party’s effective filing date. This situation arises when 
(1) the junior party’s preliminary statement dates fall between 
the filing date of the senior party’s involved application and the 
filing date of a prior application accorded to the senior party, (2) 
the junior party has unsuccessfully contended in a motion under 
37 CR § 1.231 that the senior party should not be accorded 
benefit of the prior application, and (3) the junior party has 
requested final hearing to review the examiner’s adverse deci- 
sion on the motion. 

When the requested testimony includes priority testimony, 
the motion to take testimony may be pro forma, viz., a simple 
request that a testimony period be set to obtain priority evidence. 
Normally, however, when a junior party seeks to take testimony 
under 37 CFR § 1.225(b), the proposed testimony relates solely 
to ancillary matters. When the requested testimony relates solely 
to ancillary matters, the motion must comply with the provisions 
of 37 CFR § 1.225(b){g13 a showing of good cause must be 
submitted and a pro forma request would not be sufficient. See 
generally Rivise & Caesar, Interference Law and Practice, Vol. 
Ill, §§ 376-377 (1947). 


Motion by the Senior Party 


There are occasions when a senior party may desire a testi- 
mony period even if the junior party does not request a testimony 
period. See e.g., Lorenian v. Winstead, 127 USPQ 501 (Bd.Int. 
1959). When a senior party desires a testimony period, the 
motion for permission to take testimony should be filed 
promptly after the Board of Patent Interferences enters an order 
setting final hearing, but in no event later than twenty (20) days 
after entry of such order. A senior party should take into account 
the fact that a junior party will begin preparation of a brief for 
final hearing after receiving notice of the briefing schedule. 
Therefore, a senior party should not be permitted to let a junior 
party expend unnecessary energy preparing a brief for final 
hearing if the senior party plans to move to take testimony. 

As in the case of a junior party, a request to take testimony 
relating to priority may be pro forma. A request to take testimony 
limited to ancillary matters must comply with 37 CFR § 1.225(b). 
See 37 CFR 1.251(b), last sentence. 


RENE D. TEGTMEYER, 
Acting Commissioner of 
Patents and Trademarks. 


[1008 O.G. 9] 


June 15, 1981. 


(177) Interference Practice: to 


Order to Show Cause Under 37 CFR 1.640 


37 CFR 1.640(e) provides that when an order to show cause 
under 37 CFR 1.640(d) is issued against an interference party, 
the Board of Patent Appeals and Interferences will enter judg- 
ment against that party “unless, within 20 days after the date of 
the order, the party against whom the order issued files a paper 
which shows good cause why judgment should not be entered in 
accordance with the order.” In the application of this rule, some 
confusion has arisen as to the nature of the “paper” which the 
party must file when the basis of the order is 37 CFR 1 .640(d)(1), 

i.e., where “[a] decision on a motion is entered which is disposi- 
tive of the interference against the party on any count.” 

Normally, the “paper” filed in response to such an order to 
show cause should be a simple request that final hearing (see 37 
CFR 1.654) be set to review the decision on the motion which 
was dispositive of the interference t the party, as well as 
any other decision on motion which the party may wish to have 
reviewed by the Board.* When such a response is filed, the 
er te eee tert eat Db 
under 37 CFR 1.656. The response should be accompanied by a 

motion requesting a testimony period, if the party desires to take 
testimony. See 37 CFR 1.640(¢), last sentence. Also, an oppos- 
ing party may request * testimony period, even if the party 
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responding to the order to show cause does not. Such a request 
should be filed promptly after the Examiner-in-Chief enters an 
order setting the brief times, but in no event more than twenty 
(20) days after entry of such order. Cf. the Commissioner’s 
Notice of June 15, 1981, 1008 O.G. 9 (July 14, 1981). 

ape aah get me en prem naa erage | 
under order to show cause may file a paper containing a full 
discussion of the reasons why judgment should not be entered. 
However, before deciding to file such a paper, the following 
should be taken into consideration: 

(1) Such paper will be construed as a request for final hearing 
if a testimony period is requested; 

(2) Such paper will be deemed a waiver of ees opportunity to 
present oral argument concerning the matters di: 

Side etme oak tn dutted ty Ge teed Ged gee 
content of the paper and any response thereto; 

(3) An opposing party may still request final and/or 
a testimony period within twenty (20) days of the date of service 
of the paper, and if either request is granted it will be necessary 
for the parties te file briefs under 37 CFR 1.656. 

It is the policy of the Board of Patent Appeals and Interfer- 
ences that when final hearing is set pursuant to a request therefor 
following an order to show cause issued as a result of a decision 
on preliminary motions under 37 CFR 1.633 or 1.634, the parties 
must raise at that hearing for consideration by the Board all 
maiters specified in 37 CFR 1.655(b) which were decided on the 
merits by the Examiner-in-Chief and which they wish to have 
considered. In other words, once the brief times are set for such 
a final hearing, every matter which was decided by an Examiner- 
in-Chief in connection with a motion under 37 CFR 1.633 or 
1.634 must be raised in the parties’ main briefs if the parties wish 
to have those matters considered by the Board. A party cannot 
wait to see what the Board’s decision on one such matter will be 
and then, if the decision is unfavorable to the party and the case 
continues, raise that matter or any other such matter at a subse- 
quent final hearing. 


DONALD W. PETERSON, 
Deputy Commissioner 
of Patents 
and Trademarks. 


Dec. 8, 1986. 


[1074 OG 4] 


(178) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 


1 
Docket No. 40104-4151 
Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule. 
Summary: The Patent and Trademark Office is ing its 
rules of practice in patent interference cases. The Patent Law 
Amendments Act of 1984, Public Law 98-622, §§ 201-202, 
abolished the Board of Appeals and Board of Patent Interfer- 
ences and created in their place a Board of Patent Appeals and 
Interferences which will decide ex parte appeals from adverse 
decisions of patent examiners and interference cases. The Patent 
and Ti Office, through this amendment of its rules, 
intends to provide guidance on the procedures the Office will be 
following in conducting interference cases before the Board of 
Patent Appeals and Interferences. 
Date: The effective date of these rules is: Feb. 11, 1985. 
For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4025 (if no answer, message may be left at 
703-557-4103) or by mail marked to his attention and addressed 
to Box 8, Commissioner of Patents and Trademarks, Washing- 
ton, D.C. 20231. 
Supplementary Information: The Patent and Trademark Of- 


“It should be recognized that the decision of the Board following the final hearing may 
Not terminate the interference. For example, if the order to show cause resulted from 
an Examiner-in-chief’s grant of a motion for judgment, and the Board after final 
hearing reversed the Examiner-in-chief’s decision, the case might then proceed to the 
taking of priority testimony. The Board's decision would however be final with regard 
to the basis of the motion for judgment. 
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fice (PTO) conducts interference proceedings to determine who 
as between two or more applicants for patent or one or more 
applicants and one or more patentees is the first inventor of a 

invention. Heretofore, the determination was made 
by a Board of Patent Interferences. The Patent Law Amendments 
Act of 1984, Public Law 98-622, §§ 201-202 combines the 


the Board to consider priority and patentability in 
interference cases. 

In view of the discretion given the Board under 35 U.S.C. § 
135(a), as amended by Public Law 98-622 (“The Board . . | 
determine questions of patentability . . ..”), these new rules 
apply to all interferences declared on or after Feb. 11, 1985, 
except in special circumstances, such as: (1) interferences which 
are declared as a result of a motion made in another interference 
which was pending before the Board before Feb. 11, 1985, (e.g., 
an interference declared as a result of a motion under 3 7 CFR § 
1.231 to declare an additional interference); (2) an interference 
papeyp tn he eer vee 11, 1985 
(e.g ee of using a compound 
where an interference involving the same parties and the com- 
pound was declared prior to Feb. 11, 1985); and (3) an interfer- 

ence reinstituted after having been dissolved under the old rules 
(37 CFR §§ 1.201- 1.288)(e.g., an interference reinstituted after 
having Se pene penne ap pa ap en 
1.231 to dissolve on the grounds of unpatentability where the 
has obtained allowance of the claims held unpatent- 

able in the decision on motions). 


In order to obtain maximum input from the public apy 
formally proposing revisions to the rules, on Aug. 1, 1983, the 
PTO published in the Federal Register an advance notice of 
proposed rulemaking for interference rules. 48 F.R. 34836- 
34855. The advance notice was not published in the Official 
Gazette. Twenty-one written comments were received. All 
comments are available for ic inspection in Rm. 10C01, 
Crystal Gateway II, 1225 Davis Hwy., Arlington, Va. 

On Jan. 30, 1984, the PTO published in the Federal Regi 
a notice of ing. 49 F.R. 3768-3802. The notice 
was also published in the Official Gazette on Feb. 14, 1984. 1039 
O.G. 11; 1039 TMOG 11.The notice also in the Bureau 
of National Affairs’ Patent, Trademark Journal, 
Vol. 27, pp. 312-346 (Feb. 2, 1984), hereinafter “BNA.” Eight- 

received in response to the notice of 


- heari - bli : 
10C01, Cryetel Getaway IL, 1225 Jeficteon Devi Hey Adie: 
ton, Va. 

The new rules for interferences are set forth herein in §§ 1.601 


through 1.688. The new rules replace the present inter- 
ference rules (37 CFR §§ 1.201 1.288). A “six 
hundred” number series is used for the new rules. The use of a 
six hundred number series for the new rules will permit inter- 
ested individuals to research published decisions (e.g., F.2d, 
USPQ) or computerized legal research services (¢.g., LEXIS) 


citing the new rules. 
i of §§ 1.601-1.688 and a table 


An index of the 
conciating 37 CPR $$ 1. 1 through 1.288 (old rules) to §§ 


dhe bests fs single conat dofiaing ens 
interferences involving patents as 
pyle Jy fe ——* - 
distinct. 
When an interference is declared, an examiner-in-chief is 
assigned to handle the interlocutory stages of the interference. 
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An examiner having full signatory authority determines when 
one or more applications or one or more applications and a patent 
claim the same patentable invention. When the examiner makes 
such determination, the examiner will forward any involved 
applications or patents to the Board. The examiner will desig- 
nate, at the time the involved applications or patents are sent to 
the Board, the claims of any application and patent which 
correspond to each count. The examiner-in-chief can subse- 
quently designate additional claims to correspond to a count. The 
examiner-in-chief assigned to handle the interference will issue 
a notice to the parties declaring the interference. 

The object of the interference will be to resolve all controver- 
sies as to all interfering subject matter defined by one or more 
counts. A final decision in the interference will determine who, 
if anyone, is entitled to claims which correspond to a count. Any 
decision adverse to an applicant by the Board will constitute a 
final refusal by the PTO to that applicant of the claims involved. 
Any decision adverse to a patentee constitutes cancellation from 
the patent of the claims involved. 

Any decision by the Board on any issue is binding on the 
examiner and would govern further proceedings in the PTO. 

The designation of a single examiner-in-chief to handle the 
interlocutory phases of an interference will permit better man- 
agement of, and control over, interference proceedings. The 
rules provide that times be set and the examiner-in-chief exercise 
control over proceedings in the interference such that pendency 
of the interference before the Board from declaration to final 
decision will not normally exceed 24 months. The examiner-in- 
chief should be familiar with the history of the interference and 
will be accessible to counsel for the parties. For example, an 
examiner-in-chief, where appropriate, may conduct telephone 
conference calls to obtain agreement of the parties on the setting 
of schedules. The rules also permit the examiner-in-chief to hold 
hearings in the PTO or by conference telephone call in order to 
expedite or settle interlocutory issues in interferences. Any 
hearing can be transcribed by a court reporter under such condi- 
tions as an examiner-in-chief or the Board deems appropriate. 
The examiner-in-chief, where appropriate, will be available by 
phone to rule on the admissibility of evidence in the event parties 
encounter unusual problems during the taking of depositions. 
The examiner-in-chief will also be available to rule on requests 
for production of documents which take place during cross- 
examination. Oral orders given by phone will be followed by 
written orders. 

At the time an interference is declared, the examiner-in-chief 
will set a time for filing preliminary motions. The preliminary 
motions can include: 


(1) A motion for judgment on the ground that a claim corre- 
sponding to the count is not patentable to an opponent under 35 
U.S.C. §§ 102, 103, 112, or any other provision of law. 

(2) A motion for judgment on the ground that there is no 
interference-in-fact between the claims of the opponents in the 
interference. 

(3) A motion to add or to substitute new counts, to amend a 
claim corresponding to a count, to designate an application or 
patent claim to correspond to a count, to designate an application 
or patent claim as not corresponding to a count, or to require an 
applicant to present a claim to be designated to correspond to a 
count. 

(4) A motion to substitute another application for the applica- 
tion involved in the interference or to add an application for 
reissue to the interference. 

(5) A motion to declare another interference. 

(6) A motion to be accorded the benefit of an earlier applica- 
tion or to attack the benefit of an earlier application which has 
been accorded to an opponent. 

Other motions are permitted as necessary, such as a motion to 
amend the count and/or a claim corresponding to the count in 
response to a preliminary motion for judgment. 

Oppositions to motions are permitted if filed within a time set 
by the examiner-in-chief. Replies are also authorized. Papers 
which are not authorized by the rules or requested by the 
examiner-in-chief can be returned unfiled. 

A preliminary statement will be filed prior to or concurrently 
with the preliminary motions outlined above. 

Motions will be decided by an examiner-in-chief, who may 
consult with an examiner on questions of patentability which 
have not previously been decided by the examiner. The exam- 
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iner-in-chief may grant a motion, deny a motion, defer consid- 
eration on the merits of a motion to final hearing, or take such 
other action with respect to a motion as may be appropriate, e.g., 
dismiss an entirely inappropriate motion. 

At the time preliminary motions are decided, the preliminary 
statements will be opened. If a decision on a motion or inspection 
of the preliminary statement results in entry of an order to show 
cause why a judgment should not be entered, the party against 
whom judgment might be entered can request a hearing before 
the examiner-in-chief and two additional examiners-in-chief. 
The decision will govern further proceedings. If adverse, the 
decision will constitute a final agency action. If favorable, the 
interference will proceed before the examiner-in-chief. 

After preliminary motions are decided and assuming judg- 
ment does not result, a period may be set for the parties to file 
motions for additional discovery. The scope of the additional 
discovery would be the same as under current practice. 

When atime period is set for filing discovery motions, or after 
discovery has closed, the examiner-in-chief will set a period for 
taking testimony. Any party wishing to take the testimony of a 
witness can elect to have the testimony of the witness taken by 
deposition or presented by affidavit. A transcript of an ex parte 
deposition can be used as an affidavit. If an affidavit is presented, 
the opposing party may then cross-examine on oral deposition. 
Any redirect will take place at the deposition. The parcy calling 
the witness is responsible for securing a court reporter and filing 
the transcript and record associated with cross-examination of its 
witness. 

In the event a party needs testimony from a third-party who 
will not appear unless a subpoena is issued, including a hostile 
witness, direct and cross-examination testimony may be taken 
on oral deposition. The rules provide that prior authorization of 
an examiner-in-chief is required before a party can take testi- 
mony by issuance of a subpoena under 35 U.S.C. {g49 24. The 
rule thus adopts the policy of Sheehan v. Doyle, 513 F.2d 895, 
898, 185 USPQ 489, 492 (Ist Cir.), cert. denied, 423 U.S. 874 
(1975), and Sheehan v. Doyle, 529 F.2d 38, 40, 188 USPQ 545, 
546 (Ist Cir.), cert. denied, 429 U.S. 870 (1976), rehearing 
denied, 429 U.S. 987 (1976), and rejects the policy announced in 
Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95, 101-102 
(Sth Cir. 1979). Testimony obtained in other proceedings, e.g., 
another interference or an infringement action, may be used if 
otherwise admissible. 

Under the rules, the Federal Rules of Evidence are made 
applicable to interferences, except for those portions which 
relate to criminal actions, juries, and other matters not relevant to 
interferences. Those portions include: 


(1) Rule 103(c). 
(2) Rule 104(c), (d), and (e). 
(3) The language in Rule 105 which reads “and instruct the 


jury accordingly.” 


(4) Rule 201(g). 

(5) The language in Rule 403 which reads “or misleading the 
jury.” 
(6) Rule 404(a)(1) and (2). 

(7) The word “charge” in Rule 405(b). 

(8) The language “or criminal” and proviso (ii) in Rule 410. 

(9) Rule 412. 

(10) Rule 606. 

(11) The language “whether by an accused” and “other” in 
the last sentence of Rule 607. 

(12) The provisions of the first sentence of Rule 611 (c) 
relating to leading questions on direct examination do not apply 
to statements made in an affidavit authorized to be filed under the 
rules. 

(13) The language “Except as otherwise provided in criminal 
proceedings by section 3500 of title 18, United States Code” and 
“except that in criminal cases when the prosecution elects not to 
comply, the order shall be one striking the testimony or, if the 
court in its discretion determines that the interests of justice so 
require, declaring a mistrial” in Rule 612. 

(14) Rule 614. 

(15) Rule 706. 

(16) The language “excluding, however, in criminal cases 
matters observed by police officers and other law enforcement 
personnel” and “and against the Government in criminal 
cases” in Rule 803(8). 
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(17) The language “but not incl , when offered by the 
Government i nina rosea or purposes other than 
judgments against persons other than the sec- 

” in Rule "8032). 

gt “prosecution for homicide or in a” in Rule 
804(b)(2). 

(19) The language “A statement tending to expose the declar- 
ant to criminal liability and offered to exculpate the accused is 
not admissible unless circumstances clearly indi- 
cate the trustworthiness of the statement” in Rule 804(b)(3). 

(20) Rule 1101(a), (b), (d)(2), (d)(3), and (e). 


The examiner-in-chief will set a period for filing the record 
and briefs. Oral hearings normally will be held before a panel 
consisting of the examiner-in-chief assigned to the interference 
and two other examiners-in-chief. The panel will render a final 
decision in the interference. Requests for reconsideration are 
permitted. 

In rendering its decision, the Board will consider only that 
evidence which can be made available to the public under {249 
1.11(a). Accordingly, the Board will not consider evidence 
which is submitted under a protective order issued by a court if 
release of that evidence under § 1.11(a) would be inconsistent 
with the terms of the court’s order. 

A final decision of the Board is reviewable in the U.S. Court 
of Appeals for the Federal Circuit or an appropriate U. S. district 
court. Any reviewing court can review all aspects of the decision 
including patentability, priority, and all relevant interlocutory 
orders, such as denials of discovery. 

Except as noted above, these new rules are applicable to all 
interferences declared on or after Feb. 11, 1985. Interferences 
declared prior to Feb. 11, 1985, continue to be governed by the 
prior rules (37 CFR §§ 1.201-1.288 (July 1, 1984)) and will be 
decided by personnel of the Board of Patent Appeals and Inter- 
ferences. Actions presently taken by a patent interference exam- 
iner or examiners of interferences will be taken by an examiner- 
in-chief. 

An anticipated time schedule for a two-party interference 
follows. 

Sections 1.601 through 1.688 would introduce new concepts 
in interference practice. Some of the more significant aspects of 
the rules, as well as some of the new concepts, include the 
following. 

Section 1.1 codifies a practice announced in a Commis- 
sioner’s Notice of Nov. 28, 1983, “Mailing of Papers to the PTO 
in Patent Interference Proceedings,” 1037 Official Gazette 25 
(Dec. 27, 1983) and authorizes a party in an interference to direct 
mail to the PTO intended for the interference to a special box in 
the Mail Room for interference papers. Amendments copying 
claims which are filed prior to the time an interference is declared 
would continue to be addressed in accordance with § 1.5(a). 

Section 1.5 provides that when a paper filed in the PTO 
concems an interference which has been declared, it should state 
the names of the parties (e.g., Smith v. Jones) and the number of 
the interference. The name of the examiner-in-chief assigned to 
the interference (§ 1.610) and the name of the filing the 
paper should also appear conspicuously on the first page of the 
paper. Identification of the examiner-in-chief assigned to the 
interference and the name of the party filing the paper will greatly 
assist the Board in its administration of interference cases. 

Section 1.8 excludes from the certificate of mailing practice 
any paper in an interference which an examiner-in-chief orders 
filed by hand or “Express Mail.” Papers filed by “Express 
Mail” in an interference case would be addressed as set forth in 
§ 1.1(e). 

Section 1.11 sets forth when the interference file would 
become available to the public without a petition for access. 

Section 1.48 provides that when a request is filed to correct 
inventorship of an application involved in an interference, the 
request shall comply with the requirements of § 1.48 and shall be 

ied by a motion under § 1.634. The will be 
placed in the file of the application and the motion will be placed 
in the file of the interference. The request will be decided as part 
of the interference. 

Section 1.138 permits an attorney or agent to sign and file a 
paper abandoning an involved in an i 

Section 1. 196 more clearly sets forth the options open to an 

i when the Board makes a new ground of rejection under 
§ 1.196(b). The last sentence of paragraph (b)(1) is intended to 
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clarify practice in certain situations. One situation involves a 


case where (1) the Board affirms an examiner's rejection of a 
“first” claim and makes a new ground of re} under § 


jn ae en eee ee ee 

further proceedings before the examiner on the new ground of 
rejection on the second claim, and (3) those proceedings do not 
result in a further appeal (i.e., the second claim is allowed or is 
cancelled). The last sentence of § 1. 196(b)( 1) permits the Board 
to make its decision final on the first claim. By making its 
decision final on the first claim, the time period under § 1.304 for 


seeking judicial review begins. Another situation involves acase 
poem eet gy yy np mp, ne 
over reference A, (2) the Board also enters a new ground of 
rejection of the claim over reference B, (3) the applicant elects to 
have further proceedings Srtese Gocamminares thease gpenas 
of rejection, and (4) those result in applicant over 
coming the new ground based on reference B. The 
San caeae aft LitGneCD eames ho Ganndeo tae te 
decision final as to its affirmance of the rejection over reference 
A. Entry of an order making its decision final would start the 
period under § 1.304 for seeking judicial review. Thus, an 
applicant does not forego possible judicial review by electing 
further prosecution before the examiner when a new ground of 
rejection is made by the Board. Under (d), a recom- 
mendation by the Board that an allowed claim be rejected is 
binding on the examiner (rather than being a mere recommenda- 
tion as was previously the case) in the absence of (1) an amend- 
ment, (2) showing of facts by affidavit or other 
evidence, or (3) both. The last sentence of 
ee ee decision in 
certain circumstances. When the Board affirms an examiner's 
rejection of a “first” claim and makes a recommendation under 
paragraph (d) as to a “second” ands decision affirming the 
manded to the examiner and the Board’s decision 
rejection of the first claim is not a final decision. If 
before the examiner on pape ae me 
(i.e., the second claim is allowed or is cancelled), the Board may 
then make its decision final as to the first claim. By making its 
decision final as to the first claim, the time period under § 1.304 
for seeking judicial review starts. Thus, an does not 
po ct cama en phy widoee fg aga 
remand 


(d) is 


and 1.251 through 1.288) are removed, but will continue to 
interferences declared prior to Feb. 11, 1985. Section 
1.248 is retained and governs service of papers in all patent cases 
except interference proceedings. Section 1.646 governs service 
of papers in interference 
Under § 1.292, it is intended to modify public use proceed- 
ings only to the extent that public use and on sale issues which 
arise during an interference shall be raised by a preliminary 
motion under § 1.633(a). There is no fee for filing the motion ia 
the interference, but a fee would continue to be necessary when 
a petition is filed for institution of a public use proceeding apart 
from an interference. ae 
apart from an interference, the Commissioner will designate an 
official to conduct the proceeding including the 
setting of times for taking testimony under $§ 1.671 
through 1.685. There will continue to be no “additional discov- 
ery” ee Oe Oe ne ee ee 
Section 1.304 makes clear that the provisions of § 1.136 do 


proceeding or (2) an interference. An extension of time to seek 
judicial review of a decision of the Board in a reexamination 
proceeding may be obtained under § 1.550(c). An extension of 
time to seek judicial review of a decision of the Board in an 
interference may be obtained under § 1.645. 
Section 1.304 also establishes an “excusable ” standard 
ing judicial review in interference cases when a notice of 
appeal is untimely filed or a civil action is not timely com- 
ee ee ae 
same as the standard under Rule 4(a)(5) of the Federal Rules of 
Procedure. 


Section 1.322 that when a request for a certificate of 
correction under 5 U. S.C. Le capt = ney pn 


shall comply with the requirements of § ‘ be 
accompanied by a motion under § 1.635. The request will be 
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placed in the file of the patent and the motion will be placed in the 
file of the interference. The request will be decided as part of the 
interference. 

Section 1.323 provides that when a request for a certificate of 
correction under 35 U.S.C. § 255 (patentee’s mistake) is filed to 
make a correction of a patent involved in an interference, the 
request shall comply with the requirements of § 1.323 and shall 
be accompanied by a motion under § 1.635. The request will be 
placed in the file of the patent and the motion will be placed in the 
file of the interference. The request will be decided as part of the 
interference. 

Section 1.324 provides that when a request is filed to correct 
inventorship of a patent involved in an interference, the request 
shall comply with the requirements of § 1.324 and shall be 
accompanied by a motion under proposed § 1.634. The request 
will be placed in the file of the patent and the motion will be 
placed in the file of the interference. The request will be decided 
as part of the interference. 

Section 1.565 provides that when a patent is involved in an 
interference proceeding and a reexamination proceeding, both 
the interference proceeding and the reexamination proceeding 
will continue unless one of the proceedings is stayed. A stay of 
a reexamination proceeding will be made by the Commissioner. 
A stay of an interference proceeding will be made by an exam- 
iner-in-chief, subject to review by the Commissioner. Section 
1.565 continues the present practice of the Commissioner deter- 
mining in every instance whether to stay a reexamination pro- 
ceeding when the patent involved in the reexamination proceed- 
ing is sought to be reissued or becomes involved in litigation. 

Under § 1.601, the rules shall be construed to secure the just, 
speedy, and inexpensive determination of interferences. Section 
1.601 defines various terms used in Subpart E including “addi- 
tional discovery,” “affidavit,” “case-in-chief,” “case-in-re- 
buttal,” “count,” “effective filing date,” “filing date,” “inter- 
ference,” “interference-in-fact,” “junior party,” “lead” attor- 
ney, “party,” “phantom count,” “same patentable invention,” 
“separate patentable invention,” “senior party,” “sworn,” and 
“United States.” “Affidavits” include declarations under 35 
U.S.C. § 25 and 37 CFR § 1.68 as well as statutory declarations 
under 28 U.S.C. § 1746. The definition of “United States” is the 
same as the definition of United States in 35 U.S.C. § 100(c). 

The definition of “interference” permits an interference 
between one or more applications and one or more patents. Thus, 
these new rules follow the policy of Wilson v. Yakel, 1876 Dec. 
Comm’r. Pat. 245 (Comm’r.Pat. 1876) and, to the extent incon- 
sistent therewith, do not follow the policy announced in Touval 
v. Newcombe, 194 USPQ 509 (Comm’r.Pat. 1976). However, in 
view of the statutory requirement for the presence of at least one 
application in an interference, if an applicant were to concede 
priority or otherwise be terminated from an interference involv- 
ing only one application and more than one patent, the interfer- 
ence would have to be terminated for lack of subject matter 
jurisdiction unless one or more of the patentees filed an applica- 
tion for reissue which could be added to the interference under 
§ 1.633(h). A “count” defines interfering subject matter. An 
interference may have two counts only if the second count 
defines a “separate patentable invention” from the first count. 
The reason the second count must define a separate patentable 
invention is to permit the PTO to lawfully issue separate patents 
to different parties in an interference when a single party does not 


prevail as to all counts. A “separate patentable invention’ is - 


defined in§ 1.601(n): 


Invention (A) is a “separate patentable invention” with 
respect to invention (B) when invention (A) is new (35 
U.S.C. § 102) and non-obvious (35 U.S.C. § 103) in view 
of invention (B) assuming invention (B) is prior art with 
respect to invention (A). 


Section 1.602(a) continues the present PTO practice (37 CFR 
§ 1.201(c)) of not declaring or continuing an interference be- 
tween (1) two or more applications owned by the same party or 
(2) an application and a patent owned by a single party unless 
good cause is shown. A corporation and its wholly-owned 
subsidiary are considered a “single party” within the meaning 
of § 1.602(a). Under prior rules, when a patent and an application 
involved in an interference became commonly owned, the inter- 
ference was not “dissolved.” Rather, the PTO required that the 
interference be terminated with a judgment. Chillas v. Weisberg, 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


1928 Dec. Comm’r. Pat. 24 (Comm’r.Pat. 1928); Malone v. 
Toth, 202 USPQ 397 (Comm’r.Pat. 1978); and Morehouse v. 
Armbruster, 209 USPQ 514 (Comm’r.Pat. 1980). Under these 
new rules, all interferences, including those involving only 
applications, will be terminated with a judgment. As noted in 
Chillas v. Weisberg, supra at 25 “the common owner can allow 
a judgment against the junior party to be rendered by default or 
it can file a concession of priority from one party to the other.” 
Paragraphs (b) and (c) of § 1.602 continue the present PTO 
practice (37 CFR § 1.201(c)) of requiring a party to notify the 
PTO of any real party in interest not apparent on the face of the 
notice declaring the interference (see § 1.611) or of any change 
in the real party in interest after the interference is declared. The 
PTO needs to know the identity of any real party in interest to 
properly enforce § 1.602(a) and to enable an examiner-in-chief 
to determine whether recusal is necessary or appropriate. A new 
requirement in paragraphs (b) and (c), not present in 37 CFR § 
1.201(c), is a 20-day time period for advising the PTO of the 
identity of, or any change in, the real party in interest. 

Under §§ 1.601(f), 1.603, and 1.606, the interfering subject 
matter would be defined by one or more counts. All the claims in 
an application or a patent which define the same patentable 
invention as a count would be designated to correspond to the 
count. An interference would have two counts only if one count 
defines a separate patentable invention from another count. 
Under § 1.606, at the time an interference is declared between a 
patent and an application, acount would not be narrower in scope 
than any patent claim which corresponds to the count. Thus, a 
patent claim would be presumed, subject to a motion under § 
1.633(c), not to embrace “separate patentable inventions.” 
Some examples illustrate how the PTO would formulate counts 
and designate patent and application claims to correspond to 
counts. 

Example 1: Application A contains patentable claim 1 (en- 
gine). Application B contains patentable claim 8 (engine). If an 
interference is declared, there would be one count (engine). 
Claim 1 of application A and claim 8 of application B would be 
designated to correspond to the count. 

Example 2: Application C contains patentable claims 1 
(engine) and 2 (6-cylinder engine). Application D contains 
patentable claim 8 (engine). An engine and a 6-cylinder engine 
define the same patentable invention. If an interference is de- 
clared, there would be one count (engine). Claims 1 and 2 of 
application C and claim 8 of application D would be designated 
to correspond to the count. 

Example 3: Application E contains patentable claims 1 
(engine), 2 (6-cylinder engine), and 3 (engine with a platinum 
piston). Application F contains patentable claims 11 (engine) 
and 12 (8-cylinder engine). Claims 1 and 2 of application E and 
claims 11 and 12 of application F define the same patentable 
invention. Claim 3 of application E defines a separate patentable 
invention from claims | and 2 of application E and claims | 1 and 
12 of appiication F. If an interference is declared, there would be 
one count (engine). Claims 1 and 2 of application E and claims 
11 and 12 of application F would be designated to correspond to 
the count. Claim 3 of application E would not be designated to 
correspond to the count. 

Example 4: Application G contains patentable claims 1 
(engine), 2 (6-cylinder engine), and 3 (engine with a platinum 
piston). Application H contains patentable claims 11 (engine) 
and 15 (engine with a platinum’ piston). Claims 1 and 2 of 
application G and claim 11 of application H define the same 
patentable invention. Claim 3 of application G and claim 15 of 
application H define a separate patentable invention from claims 
1 and 2 of application G and claim 11 of application H. If an 
interference is declared, there would be two counts: Count 1 
(engine) and Count 2 (engine with a platinum piston). Claims 1 
and 2 of application G and claim 11 of application H would be 
designated to correspond to Count 1. Claim 3 of application G 
and claim 15 of application H would be designated to correspond 
to Count 2. 

Example 5: Application J contains patentable claims 1 (en- 
gine), 2 (combination of an engine and a carburetor) and 3 
(combination of an engine, a carburetor, and a catalytic con- 
verter). Application K contains patentable claims 31 (engine), 32 
(combination of an engine and a carburetor), and 33 (combina- 


_tion of an engine, a carburetor, and an air filter). The engine, 


combination of an engine and carburetor, and combination of an 
engine, carburetor, and air filter define the same patentable 
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invention. The combination of an engine, carburetor, and cata- 
lytic converter define a separate patentable invention from 
engine. If an interference is declared, there would be one count 
(engine). Claims | and 2 of application J and claims 31, 32, and 
33 of application K would be designated to correspond to the 
count. Claim 3 of application J would not be designated as 
corresponding to the count. 

Example 6: The PTO will continue to follow Waldeck v. 
Lewis, 120 USPQ 88 (Comm’r.Pat. 1955). Application L con- 
tains patentable claims | (Markush group of benzene or toluene), 
2 (benzene), and 3 (toluene). Application M contains patentable 
claim 1 1 (benzene). Benzene and toluene define the same pateni- 
able invention. If an interference is declared, there would be one 
count (Markush group of benzene or toluene). Claims 1, 2, and 
3 of application L and claim 11 of application M would be 
designated to correspond to the count. 

Example 7: Application N contains patentable claim 1 (ben- 
zene). Application P contains patentable claim 11 (xylene). 
Benzene and xylene define the same invention. If an 
interference is declared, there would be one count (benzene or 
xylene). Claim 1 of application N and claim 11 of application P 
would be designated to correspond to the count. 

Example 8: Application Q contains patentable claims 1 
(Markush group of benzene or chloroform), 2 — 
(chloroform). Application R contains patentable claim 33 (ben- 
zene). If benzene and chloroform define the same patentable 
invention and an interference is declared, there would be one 
count (Markush group of benzene or chloroform). Claims 1, 2, 
and 3 of application Q and claim 33 of ication R would be 
designated to correspond to the count. If chloroform defines a 
separate patentable invention from benzene and an interference 
is declared, there would be one count (benzene). Claims | and 
2 of application Q and claim 33 of application R would be 
designated to correspond to the count. Claim 3 of application Q 
would not be designated to correspond to the count. 

Example 9: Application S contains patentable claims 1 
(Markush group of benzene or chloroform), 2 (benzene), and 3 
(chloroform). Application T contains patentable claims 11 
(Markush group of benzene or chloroform), 12 (benzene), and 
13 (chloroform). If benzene and chloroform define the same 
patentable invention and an interference is declared, there would 
be one count (Markush group of benzene or chloroform). Claims 
1, 2, and 3 of application S and claims 11, 12, and 13 of 
application T would be designated to correspond to the count. 
The PTO will continue to adhere to Becker v. Patrick, 47 USPQ 
314 (Comm’r.Pat. 1939). An interference can have two counts 
only if one count defines a separate patentable invention from 
another count. If chloroform defines a separate patentable inven- 
tion from benzene and an interference is declared, there would be 
two counts: Count 1 (benzene) and Count 2 (chloroform). 
Claims 1 and 2 of application S and claims 11 and 12 of 
application T would be designated to correspond to Count 1. 
Claims 1 and 3 of application S and claims 11 and 13 of 
application T would be designated to correspond to Count 2. 

Example 10: Patent A contains claim 1 (engine). Application 
U contains patentable claim 11 (engine). If an interference is 
declared, there would be one count (engine). Claim 1 of patent A 
and claim | | of application U would be designated to correspond 
to the count. 

Example 11: Patent B contains claims 1 pee ee hy 
cylinder engine). V contains patentable claim 8 
(engine). An engine and a 6-cylinder engine define the same 
patentable invention. If an interference is declared, there would 
be one count (engine). Claims | and 2 of patent B and claim 8 of 

V would be designated to correspond to the count. 

Example 12: Patent C contains claims 1 (engine), 2 (6- 
cylinder engine), and 3 (engine with a platinum piston). Appli- 
cation W contains claims 11 (engine) and 12 (8 
cylinder engine). Claims 1 and 2 of patent C and claims 11 and 
12 of application W define the same patentable invention. Claim 
3 of patent C defines a separate invention from claims 
1 and 2 of patent C and claims 11 and 12 of application W. If an 
interference is declared, there would be one count (engine). 
Claims 1 and 2 of patent C and claims 11 and 12 of 

correspond to the count. 3 of 
patent C would not be designated to at no 4 

Example 13: oe meee pee ee ee me 

eee piston). 
contains patentable claims 11 (engine) and 1S eine with 8 
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een tad, Sie bent ot eee aS 
X define the invention. Claim 3 of 
Patent D and claim 15 of application X define a separate patent- 
abl- invention from claims | and 2 of patent D and claim 11 of 
application X. If an interference is declared, there would be two 
counts: Count | (engine) and Count 2 (engine with a platinum 
gee tt hee inns pe mle icati 
would be designated to to Count 1. 3 of 
patent D ee a ee 
correspond to Count 2. 
14: Patent E contains claims | (Markush group of 
— 2 (benzene), and 3 (toluene). cameo ye seated 
contains patentable claim 11 (benzene). Benzene and toluene 
define the same patentable invention. If an interference is de- 
clared, there would be one count (Markush group of benzene or 
toluene). Claims 1, 2, and 3 of patent E and claim 11 of applica- 
tion Y would be designated to correspond to the count. 
Example 15: In this example, pate ek ny pth 
E contains 
claims 11 


poe mre ete 4—(Markush group of benzene or 
toluene). Se ee 12, and 13 of 
application Y would be designated to correspond to the count. 
Example 16: The PTO will ccntinue to follow cases such as 
Case v. CPC International, Inc., 730 F.2d 745, 221 USPQ 196 
(Fed. Cir. 1984); cert. denied, 105 S.Ct. 233 (1984); Aelony v. 
Ami, 547 F.2d 566, 192 USPQ 486 (CCPA 1977); and Nitz v. 
Ehrenriech, 537 F.2d 539, 190 USPQ 413 a 1976), and 
declare interferences where interfering patent and 1 
claims are mutually exclusive 
same patentable inventicn. Patent F contains claim | (benzene). 
Z contains patentable claim 11 (xylene). Benzene 
and xylene define the same patentable invention. If an interfer- 
ence is declared, there would be one count (benzene or xylene). 
Claim 1 of patent F and claim 11 of application Z would be 
desi to correspond to the count. 
17: It will be the practice of the PTO under § 1.606 
to initially declare interferences with counts which are identical 
NS ee 
A single patent claim would be presumed, subject to a motion 
under § 1.633(c), not to define inventions. 


tener motion under § 1.633(c), that 
define the same patentable invention. 
pee Ae = pr tae he YY tn ,2,and 3 of 
eee ae pet | penree = would be designated to 
a en ne believes benzene and chloro- 
form inventions, that party could file 
came 3(c) to redefine the count and the claims 
Eaample 18: Pate H cos 

Example 18: Patent H contains claims | (Markush group of 
benzene or chloroform), 2, (benzene), and 3 (chloroform). 


). 


initially would ) 
pm TT mt es 
tion, because they are recited as a Markush group in a single 
ee ee ee te 
count (Markush benzene or chloroform). Claims 1, 2, 
sof ptt fan hme 113 12, and 13 of application AB 
to correspond 


by 
benzene and 
There 


Dec.Comm'r.Pat. 383 (Comm’r. 

claim 1 (method of mixing, grinding, and heating). 

AC contains pesntable cles 8 (method of mixing and heating) 
and does not disclose or claim a step. In the context of 
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would be said that “grinding” is an “immaterial” limitation in 
claim 1 of patent J. Under § 1.606, the fact application AC does 
not disclose grinding would not preclude an interference. If an 
interference is declared, there would be one count (method of 
mixing and heating). Claim 1 of patent J and claim 8 of applica- 
tion AC would be designated to correspond to the count. 

Under § 1.605, timely filing of an amendment presenting a 
claim suggested by the examiner for purposes of an interference 
would stay ex parte proceedings in the application in which the 
claim is presented pending a determination by the examiner of 
whether an interference will be declared. Also under 
§ 1.605(a), when an examiner suggests a claim, the applicant will 
be required to copy verbatim the suggested claim. At the time the 
suggested claim is copied, however, the applicant may also (1) 
call the examiner’s attention to other claims already in the 
application or which are presented with the copied claim and (2) 
explain why the other claims would be more appropriate to be 
included in any interference which may be declared. 

Under § 1.607(b), when an applicant seeks an interference 
with a patent, e.g., by copying claims from the patent, examina- 
tion of the application including any appeal would be handled 
with special dispatch within the PTO. “Special dispatch” would 
be construed to be the same as special dispatch in a reexamina- 
tion proceeding. See 35 U.S.C. § 305. 

Under § 1.608, the PTO will continue current practice (37 
CFR § 1.204(c)) of requiring an applicant seeking to provoke an 
interference with a patent to submit evidence which demon- 
strates that the applicant is prima facie entitled to a judgment 
relative to the patentee. Evidence would be submitted only when 
the earlier of the filing date or effective filing date of the 
application is more than three months after the earlier of the filing 
date or effective filing date under 35 U.S.C. {g49 120 of the 
patent. The evidence may relate to patentability and need not be 
restricted to priority. When the evidence (1) consists of prior 
printed publications and patents and (2) shows that the claims of 
the application are not patentable, the claims in the application 
would be rejected and the applicant could file a request for 
reexamination of the patent. 

Section 1.609 sets forth what an examiner shall forward to the 
Board when an interference is declared. For the most part, § 
1.609 continues current practice. However, under § 
1.609(b)(3), the examiner would identify all claims in an appli- 
cation which the examiner believes are patentable over the 
proposed counts. Thus, a claim in an application would either 
correspond to a count or would be indicated as being patentable 
over the count. For instance, in Example 3, supra, the examiner 
would indicate that (1) claims 1 and 2 of application E and claims 
11 and 12 of application F correspond to the count and (2) claim 
3 of application E defines a separate patentable invention from 
the count. 

Under § 1.610, each interference will be declared by an 
examiner-in-chief. The examiner-in-chief enters all interlocu- 
tory orders in the interference. As necessary, another examiner- 
in-chief may act in place of the examiner-in-chief assigned to the 
interference. At the discretion of the examiner-in-chief assigned 
to the interference, a panel of two or more examiners-in-chief 
may enter an interlocutory order. The examiner-in-chief will set 
times and control proceedings such that pendency of the interfer- 
ence normally will not exceed 24 months. Under 
1.610(d), the examiner-in-chief is authorized to hold confer- 
ences. Any conference can be by a telephone conference call. 
Under § 1.610(e), an examiner-in-chief is authorized to deter- 
mine a proper course of conduct for any situation not specifically 
covered by the rules. 

Under § 1.61 1(a), the PTO will normally notify each party at 
its correspondence address (37 CFR § 1.33(a)) that an interfer- 
ence is declared. This practice will save the PTO the administra- 
tive burden of sending multiple notices as is required by the 
present rules. Under § 1.61 1(a), the PTO could, in an appropriate 
circumstance, also send a notice to a patentee or an assignee. An 
appropriate circumstance for sending an additional notice would 
be a situation where a patent was issued on the basis of an 
application filed under 37 CFR § 1.47. The matters to be i 
fied in a notice declaring an interference are set out in § 1.61 1(c). 
One item to be set out is the “order of the parties,” meaning the 
order in which the parties will take testimony. If Jones is the 
junior party and Smith is the senior party, the order of the parties 
is: Jones v. Smith. The order of the parties may change as a result 
of the granting of a motion under § 1.633(d), (f), or (g). Under § 
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1.611(d), the notice declaring the interference may also set dates 
for filing preliminary statements, notices that preliminary state- 
ments have been filed, motions under § 1.633, oppositions to 
those motions, and replies to the oppositions. Alternatively, an 
examiner-in-chief may set those times in a separate order before 
or after consultation with counsel for the parties. Under § 
1.61 1(e), the PTO may place a notice in the Official Gazette each 
time an interference is declared involving a patent. The notice 
would make it easier for patent practitioners throughout the 
country to determine whether a given patent is: or has been 
involved in an interference. 

Under § 1.612, except for affidavits under § 1.131 and any 
evidence and explanation under § 1.608(b) filed separate from 
an amendment, each party shall have access to the file of every 
other party after an interference is declared. The files of applica- 
tions and patents involved in an interference will be maintained 
if the Service Branch of the Board of Patent Appeals and 
Interferences for inspection and copying. Any explanation 
which is filed as part of an amendment or an amendment which 
discusses details contained in an affidavit under § 1.131 would 
not be sealed under § 1.612(a). Thus, § 1.612(a) continues the 
practice discussed in Moorman v. Martin, 103 USPQ 273 
(Comm’r.Pat. 1950) and Calvert, An Overview of Interference 
Practice, 62 J. Pat. Off. Soc’y. 290, 293 (1980). Under § 
1.612(b), each party will have access to an opponent’s affidavit 
under § 1.131 or an opponent’s evidence and explanation under 
§ 1.608(b) when a decision is rendered on motions under § 1.633. 
Under § 1.612(c), a party would be required to serve any 
evidence and explanation under § 1.608(b) if an order to show 
cause is issued under § 1.617(a) and the party responds to the 
order under § 1.617(b). Under § 1.612(d), the parties may agree 
to exchange copies of their respective files. 

Under § 1.613(a), when a party has appointed more than one 
attorney or agent of record, the party may be required to desig- 
nate a “lead” attorney or agent. A lead attorney or agent would 
be a registered attorney or agent of record who is primarily 
responsible for prosecuting an interference on behalf of a party 
and is the individual whom an examiner-in-chief can contact to 
set times and take other action in the interference. Section 
1.613(b) continues the practice of not permitting the same 
attorney or agent to represent two or more parties in an interfer- 
ence except as permitted by Chapter 1, see e.g., § 1.344. Under 
§ 1.613(c), an examiner-in-chief can make an iate in- 
quiry to determine whether an attorney or agent should be 
disqualified from representing a party. A final decision to 
disqualify an attorney or agent is made by the Commissioner 
under 35 U.S.C. § 32. 

Section 1.614 specifies when the Board gains jurisdiction 
over an interference. The section also indicates when an interfer- 
ence becomes a contested case within the meaning of 35 U.S.C. 
§ 24. A remand to the examiner is authorized and may be useful 
in certain situations, such as, when a party moves under § 
1.633(c) to add a proposed count which is broader than any count 
in an interference. Alternatively, an examiner-in-chief would be 
able to obtain informal opinions from examiners during the 
course of an interference. Nothing in the rules, however, is 
intended to authorize informal conferences between an exam- 
iner-in-chief and an examiner with respect to the merits of an 
application before the Board in an ex parte appeal from an 
adverse decision of the examiner. 

Section 1.616 permits an examiner-in-chief or the Board to 
impose appropriate sanctions against a party who fails to comply 
with the rules or with an order entered in the interference. 
Paragraphs (a) through (e) set forth some of the possible sanc- 
tions which can be entered. The particular sanction to be entered 
would depend on the facts of a given case and ordinarily would 
not be entered prior to giving the affected party an opportunity 
to present its views. An individual examiner-in-chief could not 
impose a sanction granting judgment inasmuch as entry of a 
judgment requires action by the Board. See § 1.610(a). A party 
desiring sanctions imposed against an opponent could move 
under § 1.635 for entry of an order imposing sanctions. 

Section 1.617 retains summary judgment in 
those cases where a junior party sane ia pant © @ 
ied and an explanation under § 1.608(b). To avoid sum- 

t, the junior party applicant must establish that it 
pan ba ‘acie entitled to judgment relative to the senior party 
patentee. For the most part, practice under § 1.617 will be the 
same as the current practice under 37 CFR § 1.228. The major 
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changes would be the following: (1) A prima facie case could be 
based on patentability as well as priority. (2) A stricter standard 
would be imposed for presenting additional evidence after entry 
of an order to show cause. Under current practice (37 CFR § 
1.228), additional evidence may be submitted with a response to 
an order to show cause “when a showing in excuse of . . . [its] 
omission from the original” showing is made. The “good 
cause” showing required by § 1.617(b) imposes a stricter stan- 
dard than was required under the prior rules. The stricter standard 
is necessary to encourage applicants copying claims from a 
patent to better prepare their initial showings under proposed § 
1.608(b). Under current practice, the Board of Patent Interfer- 
ences has found that substantial time is lost in issuing orders to 
show cause based on an inadequate initial showing only to have 
an adequate showing made with the response to the order to show 
cause. Under the “good cause” standard, ignorance by a party 
or counsel of the provisions of the rules or the substantive re- 
quirements of the law would not constitute good cause. (3) When 
an interference involves more than two parties, all opponents 
would be permitted to participate in summary judgment pro- 

. Thus, the new rules overrule Chan v. Akiba v. Cannon. 
189 USPQ 621 (Comm’r.Pat. 1975). (4) Currently, an Hn 
must file two copies of its initial showing under 37 CFR § 
1.204(c). Under § 1.608(b), a party would file only one copy of 
the showing. However, any party to an order to show 
cause would be required to serve a copy of its initial showing 
under § 1.608(b) with any response to the order to show cause. 
(5) A single examiner-in-chief may order an interference to 
proceed after issuance of an order to show cause under § 
1.608(b) and the filing of a response by an applicant under § 
1.617(b). Only the Board, however, may enter a summary 
judgment. See § 1.617(b). 

Under § 1.618, the PTO has authority to retum to a party any 
Paper presented in an interference which is not by, or 
is not in compliance with the requirements of, Subpart E. When 
an improper paper is filed, a party may be given an opportunity 
to file a proper paper under such conditions as an examiner-in- 
chief may deem appropriate. Two examples of improper papers 
are: (1) replies to replies which are not authorized by the rules 
and (2) papers presented which have attached thereto a paper 
previously filed in the interference. 

Sections 1.621 through 1.629 govern preliminary statements 
which continue to be required in interference cases. 

Under § 1.621, a preliminary statement can be signed by any 
individual having knowledge of the facts (e.g., the inventor) or 
by an attorney or agent of record. an attorney or agent 
of record to sign a preliminary statement eliminates unnecessary 
mailing of papers between parties and their attorney or agent. 

Under § 1.622, the preliminary statement would identify the 
inventor who made the invention defined by each count. If the 
inventor identified in the preliminary statement is not an inventor 
named in the application or patent involved in the interference, 
a motion under § 1.634 must be diligently filed to correct 
inventorship. 

Sections 1.623, 1.624, and 1.625 respectively set out the 
allegations which should be made in, and the attachments which 
should accompany, a preliminary statement when (1) the inven- 
tion was made in the United States, (2) the invention was made 
abroad and was introduced into the United States, and (3) 
derivation by an opponent from a party is to be an issue. 

Section 1.626 permits a party to file a preliminary statement 
Se ae 
of an earlier United States or foreign Ordinarily, a 
junior party who fails to file a preliminary statement is not 
Pe eg meaty pee pen ee arg 
1.631(b)). Section 1.626 would permit a junior party who only 

application to have access to any 


liminary 
1.628 sets out how an error in a preliminary statement 
egltchnaen 
Section 1.629 sets out the effect of a preliminary statement. A 
party who fails to file a statement will not be 
Permitted to prove (1) thatthe pa made the invention defined 
sFalimumeietaseale date or (2) that an opponent 
derived the invention 
Under § 1.631, preliminary statements normally will be 
opened for inspection when an examiner-in-chief decides 
liminary motions filed under § 1.633. A junior party who 
not file a preliminary statement is not entitled to access to a 
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preliminary statement of any other party. When an interference 
is terminated before statements are opened, any 
aon — which has been filed will be parm 
who submitted the statement. 
“"Gader$ 1632 a notice must be filed by a party who intends 
to argue that an 


opponent sbendoned, seppressed, o or concealed 

an actual reduction to practice. 35 U.S.C. § 102(g). A party will 

not be permitted to brief (§ eS ae 
abandoned, suppressed, or 


(§ 1.654) that an opponent 
cosmdendartetioeiiaataaiotaamaaaraeA 
preety Ne 
testimony-in-chief period of eee 
burden of proving that an opponent abandoned, 
concealed, the burden may be discharged on the of the 
Sra s evidence alone. Shindelar v. Holdeman, 628 F.2d 
207 USPQ 112(CCPA 1980). See also Correge v. Murphy, 
705 F.2d 1326, 217 USPQ 753 (Fed. Cir. 1983); Horwath v. Lee, 
564 F.2d 948, 195 USPQ701 (CCPA 1977), and Peeler v. Miller, 
535 F.2d 647, 190 USPQ 117 (CCPA 1976). Under current 
eee 
0 SS ee 
concealment is an issue when the party a opponent 
brief at final hearing. See Klug v. Wood. 312 USPO 76 T7i a. 
2 (Bd.Pat.Int. 1981). At that point, it is often too late to reopen 
in the interference. The purpose of requiring the 
scdeo ender § 1.630 ie to andthe the paiies and Gee Baesd omar 
Se eee 
ment, suppression, or concealment may be an issue in the 
interference. ye pape arr te nee a a 


set appropriate testimony periods for a 
suppression, 


party moving to reopen the testimony period. Klug v. Wood, 
supra. 
Under § 1.633, a party may file preliminary motions for 
redefine the interference. 


benefit previously 

application to the interference. The motions are called 

nary motions” Laskpasdideenth Gn-aedeastninates 
motions which might be filed during the course of an interfer- 
ence. The 

ms yb 


ee ae 
Saucon GSUSC § 112, first 
indefinitences of claims (35 U.S.C. § 112, second a 
patenting, 


fence, ba abit to he moving Pe 

02(g) in Sutter Products Co. v. Ph gga pe emerge ‘8 
F.2d 639, 166 USPQ 100 (7th Cir. 1970), 
SE ee ay eo 
by an opponent from an individual not involved 
ence could also be raised under § 1.633(a). 

Under § 1.633(b), a party could move for a j when 
the believes there is no interference-in-fact. . motion for 


2 nae 
a plant application and plant patent, or (3) when no claim of a 
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party which corresponds to a count is identical to any claim of an 
which corresponds to that count. An example illus- 
trates when a motion under § 1.636(b) is proper. 

Example 20: Application AD contains patentable claim | (6- 
cylinder engine). Application AE contains patentable claim 3 (8- 
cylinder engine). An interference is declared with a single count 
(6 or 8-cylinder engine). Claim 1 of application AD and claim 3 
of application AE are designated to correspond to the count. 
Applicant AD believes that a 6-cylinder engine is a “ separate 
patentable invention” (see § 1.601(n)) from an 8-cylinder en- 
e~. Applicant AD would file a motion under § 1.633(b) 

a judgment on the ground of no interference-in-fact stating 
why gre is patentably distinct from an 8-cylinder 
engine. If the Board ultimately agrees with applicant AD, a 
patent could issue to AD containing claim 1 of application AD 
and a second patent could issue to AE containing claim 3 of ap- 

ion AE. 

Under § 1.633(c), a party may move to redefine interfering 
subject matter. One way to redefine interfering subject matter 
would be to add or substitute a count. When a party seeks to add 
a count, the party is required to demonstrate that the 
count to be added is directed to a “separate patentable inven- 
tion” from every other count in the interference. 

ee eee which 

has already been designated to correspond to a count. See 

§ 1.633(c)(2). Such a motion might be filed when a party believes 
an application claim designated to correspond to a count is un- 
patentable and the amended claim is believed to be patentable. 

An applicant may move to add a claim to the applicant’s 
application and to desi the claim to be added to 
to a count. See § 1.633(c)(2). Such a motion may be filed when 
the applicant discloses specific subject matter which is not 
claimed, would like to claim the subject matter, and wants the 
subject matter involved in the interference. 

Another way to redefine interfering —— matter would - 
to designate a claim as corresponding or not corresponding to 
count. See § 1 SCO) and (c)(4). Examples 21 and 22 illus. 
trate this latter 

Example 21: Aestinsien AF contains patentable claim 1 
(engine). Patent K contains claims 3 (engine) and 5 (6-cylinder 
engine). Claim 1 of application AF and claim 3 of patent K are 
Sovinder to correspond to the count. Applicant AF believes a 

is the “same patentable invention” (see § 
1 Ol (n)) as engine. Applicant AF would file a motion under § 
1.633(c)(3) to designate claim 5 of patent K as corresponding to 
the count. If the motion is granted and applicant AF prevails in 
the interference, judgment would be entered against patentee K 
and both claims 3 and 5 of patent K would be cancelled under 35 
U.S.C. § 135(a). 

Example 22: Application AG contains patentable claim | 
(engine). Patent L contains claims 3 (engine) and 5 (8-cylinder 
engine). An interference is declared with one count (engine). 
Claim 1 of application AG and claims 3 and 5 of patent L are 
designated to correspond to the count. Patentee L believes that an 
8-cylinder engine defines a “separate patentable invention” 
(see § 1.601(n)) from engine. Patentee L should file a motion 
under § 1.633(c)(4) to designate claim 5 of patent L as “not 

ing” to the count. If the motion is granted and an 

adverse judgment is entered against patentee L, only claim 3 

. 13 be cancelled from the patent pursuant to 35 U.S.C. 
135(a). 

A motion to redefine the interfering subject matter may also 
request that an opponent who is an applicant be required to add 
aclaim to the opponent’s application and to designate the claim 
to correspond to a count. See § 1.633(c)(5). Such a motion might 
be filed when a party sees that the opponent discloses, but does 
not claim, subject matter which the party believes should be 
involved in the interference. 

Section 1.633(i) would continue present practice (37 CFR § 
1.231) of allowing a party to move to redefine the subject matter 

of the interference or substitute a different application when an 
opponent moves for judgment (see § 1.633(a) and (b)) or to 
attack benefit (see § 1.633(g)). 

Paragraph (j) of § 1.633 will permit an opponent to move for 
benefit when a party moves to add or substitute a count. Thus, 
when a motion to add a count is filed by a party and an opponent 
pe emer hanes in the event the motion to 
should file a motion under § 1.633(j) 


pac ne a it. The mere fact that the opponent had been 
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accorded benefit of an earlier application when the interference 
was declared does not mean the gpponent will be accorded 
benefit as to some other count which may be added on motion of 
some other party. 

Section 1.634 authorizes a motion to correct inventorship in 
an application (see § 1.48) or a patent (see § 1.324) involved in 
an interference. 

Section 1.635 authorizes the filing of motions other than 
those specified in §§ 1.633 or 1.634. Motions filed under § 1.635 
would be referred to as “miscellaneous motions” to distinguish 
from “preliminary motions” under § 1.633. Instances where a 
miscellaneous motion would be filed include motions to correct 
an error in a preliminary statement, to extend time for taking 
action or to seek judicial review, to obtain permission to proceed 
under 35 U.S.C. § 24, or to obtain additional discovery. 

Section 1.636 sets out the times within which a motion would 
be filed. 

Section 1.637 sets out the content of motions. In prior inter- 
ference practice, parties and their counsel have had difficulty 
meeting all the “unwritten” requirements for motions under 37 
CFR § 1.231. Section 1.637 is quite specific in setting out the 
requirements for each type of motion, particularly the prelimi- 
nary motions. By setting out with specificity the requirements for 
each type of motion, it is intended to minimize disposition of 
motions on technicalities. A vast majority of the comments in 
response to the advanced notice published in the Federal Regis- 
ter on Aug. 1, 1983, commenting on then proposed § 1.637 were 
in favor of the requirements for motions being specifically set out 
in the regulations. 

Section 1.638 authorizes oppositions to motions. Any 
cpposition would have to identify any material fact in dispute. A 
reply to an opposition would be authorized for all motions. A 
reply to a reply is not authorized. 

Section 1.639 sets forth the evidence which may acc: y 
a motion, opposition, or reply. Every material fact alleged in a 
motion, opposition, or an reply would have to be supported by 
proof. Section 1.639(b) authorizes affidavits to be used as proof 
for any motion. The affidavit may later be used by a party during 
the testimony period (see §§ 1.671(e) and 1.672(b)). When a 
party believes that testimony is necessary to decide a motion 
under § 1.633 or § 1.634, the party would have to describe the 
nature of the testimony needed. If an examiner-in-chief agrees 
that testimony is needed, iate interlocutory relief would 
be granted and testimony would be ordered. 

Example 23: An interference is declared with one count 
between application AH and application AJ. Applicant AH files 
a preliminary motion under § 1.633(c)(1) to redefine the interfer- 
ence by adding a second count. In order to succeed, applicant AH 
must show that the proposed count to be added is directed to a 
7 patentable invention” (see § 1.601(n)) from the count 
already in the interference. In the motion, applicant AH sets forth 
in detail the testimony which would be required to prove that the 
subject matter of the count is to a separate patentable 
invention from the subject matter of the count in the interference. 
Applicant AJ opposes the motion on the ground that the pro- 

and present counts define the “same patentable inven- 
tion” (see § 1.601(n)). An examiner-in-chief determines that a 
material fact is in dispute and that applicant AH has established 
testimony is needed to properly rule on the motion. Under the 
circumstances, the motion would be deferred to final hearing and 
a testimony period would be ordered. The questions of (1) 
whether the and present counts define the same patent- 
able invention and (2) priority would be decided at final hearing. 

Under § 1.640, an examiner-in-chief would decide all mo- 
tions. A hearing could be held on a motion in the discretion of an 
examiner-in-chief. Where appropriate, an examiner-in-chief 
could consult with an examiner on a question of patentability 
which arises in the first instance in the interference. Consultation 
would not be necessary where the examiner had already ruled on 
the patentability question which comes before the examiner-in- 
chief or the Board. Moreover, nothing in § 1.640 au- 
thorizes conferences between examiners-in-chief and examin- 
ers in ex parte appeals under 35 U.S.C. § 134 from an adverse 
decision of an examiner. A party is entitled to request reconsid- 
eration of a decision on a motion by a single examiner-in-chief. 
An opposition to a request for reconsideration could not be filed 
unless ordered by an examiner-in-chief or the Board, but the 
decision by the single examiner-in-chief would not normally be 
modified unless an opposition has been requested. The request 
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for reconsideration would be acted on by a panel of the Board 
consisting of at least three examiners-in-chief, one of whom 
would normally be the examiner-in-chief who decided the 
motion. Several comments were received in response to the 
advance notice questioning why the examiner-in-chief who 
decided the motion would form part of the panel deciding the 
request for reconsideration. The decision to propose, and now 
adopt, a regulation which would permit the examiner-in-chief 
who decided the motion to participate in the decision on recon- 
sideration was made after careful balancing of all the factors 
involved. It could have been proposed to permit the examiner-in- 
chief to individually decide the request for reconsideration. 
However, it is believed that parties in interference cases would 
feel that their requests for reconsideration are being more fully 
considered if more than one person considers their request. The 
two additional examiners-in-chief would be able to consult with 
the examiner-in-chief most familiar with the case, but would be 
able to control the decision on reconsideration by a majority 
vote. Use of the examiner-in-chief who decided the motion and 
two additional examiners-in-chief would (1) minimize delay 
which would occur if three new examiners-in-chief were used 
who were unfamiliar with the record and (2) minimize the 
possibility that reversible error occurred if only the examiner-in- 
chief who decided the motion also individually decided the 
request for reconsideration. 

Under § 1.644, petitions to the Commissioner are authorized 
in interference cases under certain restricted conditions. Peti- 
tions in interferences have been the source of substantial delay. 
Section 1.644 attempts to minimize those delays. Section 1.644 
authorizes a petition to the Commissioner from a decision of an 
examiner-in-chief or a panel when the examiner-in-chief or the 
panel shall be of the opinion (1) that the decision involves a 
controlling question of procedure or an interpretation of a rule as 
to which there is a substantial ground for a difference of opinion 
and (2) that an immediate decision on petition would materially 
advance the ultimate termination of the interference. The stan- 
dard is intended to be analogous to that of a district court 

ing a question to a court of appeals under 28 U.S.C. § 
1292(b). A petition could be filed seeking to invoke the supervi- 
sory authority of the Commissioner. However, the petition could 
not be filed prior to entry of judgment and could not relate to the 
merits of priority or patentability or the admissibility of evidence 
under the Federal Rules of Evidence. A petition could also be 
filed seeking waiver of a rule. A fee of $120 would be charged 
for each petition and for each request for reconsideration of a 
decision on petition. Any petition would be decided on the 
record made before the examiner-in-chief or the Board and 
additional evidence could not be submitted with the petition. An 
opposition could not be filed unless ordered by the Commis- 
sioner. Where reasonably possible, service of a petition would 
have to be such that delivery is accomplished within one day. 
Service by hand or “Express Mail” would comply with this 
requirement. 

Section 1.645 permits a party to file a motion to seek an 
extension of time to take action in an interference or to seek 
judicial review. The motion would have to be filed within 
sufficient time to actually reach an examiner-in-chief prior to 
expiration of the time for taking action. Under § 1.645, a moving 
party would not be able to assume that a motion for an extension 
of time would be granted. Under § 1.610(d)(6), oe 
extension of time could be made orally and an appropriate order 
would then be entered thus eli considerable paper work. 
The order would be the written record of the request and deci- 
sion. See § 1.2. Extensions of time have caused numerous delays 
in interference cases. Under present interference practice, some 
delays are caused because attorneys and agents on many occa- 
sions unexpectedly receive orders setting times. Under the new 
Practice, attorneys and agents can expect times to be set for filing 
preliminary statements, preliminary motions, motions for addi- 
tional discovery, testimony, and briefs after a conference call. It 
is expected that use of conference calls will permit an examiner- 
in-chief and attorneys or agents for parties to set a time schedule 
which is mutually satisfactory. A motion to extend time would 
not be granted unless a party shows good cause. The use of 
conference calls would allow schedules to be sei before orders 
setting time are entered and therefore the press of other business 
which arises after the examiner-in-chief and attorneys and 
agents agree to times would not normally be considered good 
cause. 
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Under § 1.647, when a party relies on a document in a foreign 


51, after a decision is entered on preliminary 
651, a is on 

iner-in-chief would set times for filing motions 
for additional discovery and for taking testimony. Any motion 
for additional discovery would be to obtain answers to terroga- 
tories, requests for admissions, and documents and things neces- 
sary for a party to prepare its case-in-chief. 

Section 1.653 sets out what shall be in the record to be 
considered by the Board at final The record would 
“ino, Assets een treme tas Pad open 

iles an affidavit, the party 
should use 8- by 11 inches paper for the affidavit. 


would be charged for appearing at oral argument at final hearing 
in an interference. 

Section 1.655 specifies the matters which can be considered 
in a final decision. Patentability is an issue which may 
be raised. Board can also consider whether any interlocutory 
order was manifestly erroneous or an abuse of discretion, al- 
though any interlocutory order would be presumed to be correct 
and Gunton of chewing caver dual bo on Ge panty aidan Ge 
order. This last procedural provision permits the Board to correct 
any manifest error before a party seeks judicial review of an 
interlocutory order along with judicial review of the Board’s 
final decision. 


Section 1.656 sets forth the for briefs for final 

a measure, | Lae fdloen tee aeptndemeal 

of the Rules of Appellate Procedure. An original 
and three copies of a brief is required. Under § 1.656(h), if a party 
wants the Board in rendering its final decision to rule that any 
evidence is inadmissible, the party must file with its opening 
brief an original and three copies of a motion to suppress the 
evidence. Any previous objection to the admissibility of evi- 
dems ta:aiead extend Gio toatien canta tadied. te 
procedural provision makes clear that an objection to the admis- 
sibility of evidence must be renewed at final hearing and will be 
considered by the Board in its final decision. When a 
junior party fails to file a brief, an order can be issued requiring 
the junior party to show cause why failure to file the brief should 
not be taken as a concession of priority. 

Under § 1.658 the Board would enter a final decision. The 
decision can (1) enter judgment, in whole or in part, (2) remand 
the interference to an examiner-in-chief, or (3) take further 
action not inconsistent with law. A judgment as to a count shall 
NS eee 
claims which correspond to the count. When judgment is entered 
as to all counts, the decision of the Board is considered final for 
the purpose of judicial review. Section 1.658(c) defines the 
doctrine of interference estoppel as it is to be applied in the PTO 


many 
1.658(c) creates an estoppel both as to senior and junior parties 
unlike the present practice (37 CFR § 1.257) which limits 
estoppel in some instances to junior parties. An estoppel would 
correspond, 


te ff a a oa me or which 
ly could have corresponded, to a count as to which the 
party » awarded a favorable judgment. A few examples 
illustrate how estoppel would be applied. 
Example 24: Junior party applicant AL and senior party 
AK both disclose separate patentable inventions “A” 
and “B” and claim only invention A in their respective 
tions. ee 
A. Neither party files a preliminary motion (see § 
1.633(c)(1)) to add a count to invention B. Judgment as to all of 


not be estopped to obtain a patent containing claims to invention 
B. 
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Example 25: In this example, the facts are the same as in 

ne SS ees oe ee 

laims corresponding to the count to senior party applicant AK. 
lanier party applicant AL would bo entagped to obthin & gutent 
containing claims to invention B in the interference. Senior party 
applicant AK would not be estopped to obtain a patent contain- 
ing claims to invention B. 

Example 26: Junior party applicant AM and senior party 
applicant AP both disclose patentable inventions “C”’, 
“D”, and “E” and claim inventions C and D in their respective 

ications. An interference is declared with two counts. Count 
1 is to invention C and Count 2 is to invention D. Neither party 
files a preliminary motion to add a proposed Count 3 to invention 
E. Judgment as to all AM’s claims c ing to Counts | and 
2 is awarded to junior party applicant AM. Senior party applicant 
AP would be es! to thereafter obtain a t containing 
claims to invention E, because applicant AP failed to move to add 
a count to invention E in the interference. Junior party applicant 
AM would not be estopped to obtain a patent containing claim to 
invention E. 

Example 27: In this example, the facts are the same as in 
Example 26 except that judgment is awarded as to all AP’s 
claims corresponding to Counts | and 2 to senior party applicant 
AP. Junior party applicant AM would be estopped to obtain a 
patent containing claims to invention E, because applicant AM 
failed to move to add a count to invention E in the interference. 
Senior party applicant AP would not be estopped to obtain a 
patent containing claims to invention E. 

Example 28: In this example, the facts are the same as in 
Example 26 except that judgment is awarded on all of AM’s 
claims corresponding to Count | to junior party applicant AM 
and judgment is awarded on all AP’s claims corresponding to 
Count 2 to senior party applicant AP. Both parties would be 
estopped to obtain a patent containing claims to invention E, 
because neither moved to add a count to invention E during the 
interference. Assume that junior party AM could have properly 
moved under § 1.633(f) to be accorded the benefit of an earlier 
application, but did not do so during the interference. Junior 
party AM would not be estopped in subsequent ex parte prose- 
cution from asking for benefit of the earlier application as to the 
invention defined by Count 1. Accordingly, if the examiner were 
toreject junior party AM’s claim corresponding to Count | on the 

basis of some newly discovered prior art, junior party AM could 
properly antedate the prior art by seeking the benefit under 35 
U.S.C. § 120 of the earlier application. Thus, even though junior 
party AM was a “losing party” as to Count 2 (an adverse 
judgment as to junior party AM’s claims corresponding to Count 
2 having been entered), junior party AM was awarded a favor- 
able judgment (§ 1.658(c)) as to Count 1. Junior party AM would 
be estopped in subsequent ex parte prosecution from attempting 
to be accorded the benefit of the earlier application as to the 
invention of Count 2. 

Example 29: Applicant AQ discloses and claims invention 
“F.” Applicant AR discloses and claims separate patentable 
inventions “F” and “G.” The assignee ef applicant AQ also 
owns an application AS which discloses and claims invention 
“G.” An interference is declared between applicant AQ and 
applicant AR. The sole count is directed to invention F. No 
motion is filed by applicant AQ or its assignee to declare an 
additional interference between applicant AR and applicant AS 
with a count to invention G. A judgment as to all of AR’s claims 
corresponding to the sole count is awarded to applicant AR. 
Applicant AS and the assignee would be estopped to obtain a 
patent containing claims to invention G, because applicant AR 
and the assignee failed to move to declare an additional interfer- 
ence with a count to invention G. 

Example 30: The facts in this example are the same as the facts 
re Le agen ec ee tate my 
corresponding the 


applicant AQ was not a “losing party” (§ 1.658(c)).. 

Example 31: Applicant AT discloses a generic invention to 
“solvent” and a to “benzene. ion AT contains 
a patentable claim | (solvent) and no other claims. Applicant AU 
discloses the generic invention to “solvent” and species to 
“benzene” and “toluene.” Application AU contains 
claim 3 (solvent) and no other claims. An interference is declared 
with a single count (solvent). Claims 1 of application AT and 
claim 3 cf applicaticn AU are designated to correspond to the 
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count. No preliminary motions are filed. A judgment is entered 
in favor of applicant AT on the claim to the sole 
count. Applicant AU would be estopped to obtain a patent 
containing a claim to benzene, because applicant AU failed to 
file a preliminary motion under § 1.633(c)(1) seeking to add a 
count to benzene and benzene was disclosed in winning party 
AT’s application. Applicant AU would also be estopped to 
obtain a patent containing a claim to toluene, unless “toluene” 
defines a “separate patentable invention” from “solvent .” A 
basis for interference estoppel (§ 1.658(c)) exists if “toluene” 
and “solvent” define the “same patentable invention,” because 
a claim to “toluene” could properly have been added and 
designated to correspond to the count. See 
§ 1.633(c)(2). 

Under § 1.659, the Board would be able to make recommen- 
dations to examiners and the Commissioner, including recom- 
mendations that application claims not involved in the interfer- 
ence be rejected and that a patent be reexamined as to patent 
claims not involved in the interference. 

Under § 1.660, a party would be required to notify the Board 
when the party’s patent or application becomes involved in other 
PTO proceedings (reexamination, reissue, or protest) or litiga- 
tion. 

Section 1.661 sets forth when an interference is considered 
terminated after a judgment is entered in the interference. For the 
purpose of filing copies of settlement agreements, an interfer- 
ence is considered terminated when the time for all appeals has 
expired. Tallent v. Lemoine, 204 USPQ 1058 (Comm’r.Pat. 
1979). See also Nelson v. Bowler, 212 USPQ 760 (Comm’r.Pat. 
1981). 

Section 1.662 provides that a party may request that an 
adverse judgment be entered. The section also provides that 
when a written disclaimer (not a statutory disclaimer), conces- 
sion of priority or unpatentability, abandonment of the inven- 
tion, abandonment of an application, or abandonment of the 
contest is filed, the disclaimer, concession, or abandonment 
would be treated as a request for entry of an adverse judgment. 
Section 1.662(b) provides that when a patentee files a reissue 
application and omits all claims of a patent corresponding to the 
counts of an interference for the purpose of avoiding the interfer- 
ence, judgment would be entered against the patentee. Under § 
1.662(c), the — of a statutory disclaimer would not be treated 
as a request for entry of an adverse judgment unless all patent 

claims corresponding to a count are disclaimed. Under § 
1.662(d), if after entry of a judgment or after filing of a statutory 
disclaimer no interference exists, the interference would be 
terminated as to any party against whom judgment has not been 
entered and any further prosecution of any application involved 
in the interference would be ex parte before the examiner. 

Section 1.666 sets out the procedure for filing settlement 

ts in interference cases. The PTC is merely a repository 
for copies of agreements filed under 35 U.S.C. § 135(c) and does 
ee nan 
of any particular agreement be filed. Nelson v. Bowler, 212 
USPQ 760 (Comm’r.Pat. 1981). 

Section 1.671 sets out what would be considered 
The Federal Rules of Evidence, with certain ex 
made applicable to interference cases. Under § 1.671(e), a party 
cannot rely on a previously filed affidavit unless the affidavit is 
served and notice is given that the party intends to rely on the 
affidavit. The purpose for the notice is to permit an opponent to 
determine whether a deposition for cross-examination is neces- 
sary (see §§ 1.672(b) and 1.673(e)). 

Section 1.67 1(e) is intended to overrule prior construction of 
PTO rules in Holmes v. Kelly, 586 F.2d 234, 237 n. 7, 199 USPQ 
778, 782 n. 7 (CCPA 1978) and Brecker v. Jennings, 204 USPQ 
663 (Bd.Pat.Int. 1978), which considered a Rule 132 affidavit in 
the file of an involved application to be part of the “record” in 
an interference. Under § 1.671(e), a party intending to rely on 
such an affidavit must give notice and serve a copy of the 
affidavit on the 

Under § 1.671(f), the significance of documentary and other 
exhibits must be discussed wi ity by a witness during 
coal Gopocitan erin an alidavte Section 1.671(f) sets out in the 


regulations an evidentiary yon sey ayn 
See Popoff v. Orchin, 144 USPQ 762 Int. 1963) (unex 
plained experimental data should not be considered); Chandler 
v. Mock, 150 F.2d 563, 66 USPQ 209 (CCPA 1945) (records 
standing alone were held to be meaningless), and Smith v. 
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Bousquet, 111 F.2d 157, 45 USPQ 347 (CCPA 1940) (unex- 
plained tests in stipulated testimony are entitled to little weight). 
See also In re Borkowski, 505 F.2d 713, 184 USPQ 29 ( A 
1974) and Triplett v. Steinmayer, 129 F.2d 869, 54 USPQ 409 
(CCPA 1942). Under § 1.671(g), a party is required to obtain 
permission from an examiner-in-chief prior to proceeding under 
35 U.S.C. § 24. This requirement insures that a subpoena is 
necessary (e.g., a subpoena ordinarily should not be necessary 
where testimony of an opponent is sought) and that testimony 
sought through a § 24 subpoena is relevant before a subpoena is 
issued. The motion seeking permission to proceed under § 24, 
any opposition thereto, and the order of an examiner-in-chief 
authorizing the moving party to proceed under § 24 will be of 
assistance to a federal court in the event a party is required to 
resort to a court to enforce the subpoena or to compel answers to 
questions propounded at any deposition where a witness is 
appearing pursuant to a su . See Sheehan v. Doyle, 529 
F.2d 38, 188 USPQ 545 (ist Cir.), cert. denied, 429 U.S. 870 
(1976), rehearing denied, 429 U.S. 987 (1976). 

Under § 1.671(h), any evidence which is not taken or sought 
and filed in accordance with the regulations will not admissible. 

Section 1.672 sets forth the manner in which testimony shall 
be taken. Testimony can be taken by ———— or affidavit at the 
election of the party presenting the testimony. A party presenting 
testimony by affidavit must file and serve the affidavit. If the 
party presents testimony by affidavit and an opponent elects to 
cross-examine the affiant, the party is required to notice a 
deposition for the purpose of cross-examination. Re-direct and 
re-cross will take place at the deposition. Where the parties agree, 
testimony can be presented by affidavit without opportunity for 
cross-examination (see § 1.672(e)) or by an agreed statement of 
facts (see § 1.672(f)). 

Section 1.673 sets out how a deposition must be noticed. A 
deposition can be noticed for any reasonable place in the United 
States. The extent to which parties, witnesses, and attorneys or 
agents have to travel may be considered in determining whether 
a place is reasonable. Prior to serving a notice for a deposition, 
a party is required to take two procedural steps. Under § 1.673(b), 
a party would be required to serve a copy of the documents and 
a list of the things in its possession, custody, and control upon 
which it intended to rely. Under § 1.673(g), the party is required 
to have an oral conference (in person or by telephone) with all 
opponents to attempt to agree on a mutually time and 
place for taking the deposition. An examiner-in-chief may set the 
time and place if agreement is not reached. A single notice listing 
all the witnesses and thegeneral nature of their expected testi- 
mony is then served. Under § 1.673(c) and except as provided, 
a party can not rely on any witness not mentioned in the notice, 
any document not served, or any thing not listed. Under § 
1.673(h), a copy of any notice must be attached to the certified 
transcript of each deposition filed. 

Section 1.674 sets out the persons before whom depositions 
can be taken. 

Section 1.675 sets out how a deposition is to be taken. 

Section 1.676 sets out how a court reporter should prepare 
and file a certified transcript of a deposition. Section 1.676(d) 
sets out how exhibits are to be marked for identification, used at 
depositions, and filed. Provisions similar to those of Rule 30(f) 
(1)(A) and (B) of the Federal Rules of Civil Procedure are 
applicable to interferences. 

Section 1.677 sets out the form of a transcript of a deposition. 

Under § 1.678, a transcript of a deposition must be filed in the 
PTO within 45 days of the date of the deposition. 

Section 1.682 sets out how a party may introduce in evidence, 
if otherwise admissible, official records or printed publications. 
When a notice is served, a party is also required to serve (but not 
file) copies of the official records and printed publications. Any 
objection to the notice or to the admissibility of any official 
record or publication must be filed within 15 days of the date of 
service of the notice. 

Section 1.683 sets out how a party may use testimony from 
another interference or proceeding. 

Section 1.684 sets out how a party may take testimony in a 
foreign country. 

Section 1.685 sets out how objections during the taking of 
depositions must be raised. Under § 1.685(a), an error in a notice 
of deposition is waived unless a motion to quash the notice is 
filed as soon as the error is, or could have been, discovered. 
Under § 1.685(b), any objection to the qualifications of an officer 
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is waived unless (1) the objection is noted on the record of the 
deposition before a witness begins to testify or (2) if discovered 
after the deposition, a motion to suppress is filed as soon as the 
objection is, or could have been, discovered. Under § 1.685(c), 
any error in the manner in which testimony is transcribed, the 
Ss Oe 
otherwise handled by the court reporter is waived unless a 
motion to suppress is filed as soon as the error is, or could have 
been, discovered. Under § 1.685(d), any objection on the merits 
to the admissibility of evidence (e.g., under the Federal Rules of 
Evidence is waived unless an 


Section 1.687 sets out how a party could seek and obtain 
additional discovery. “Additional discovery” is defined in 
§ 1.601(a). Section 1.687 does not change the standard (“interest 
of justice”) for obtaining discovery. 

Section 1.688 sets out how a party can introduce into evi- 
dence admissions and answers to interrogatories obtained as a 
result of additional discovery. 


Changes in Text 


Several changes have been made to the text of the proposed 
rules published in the Federal Register on Jan. 30, 1984. The 
changes are discussed below. Additional rationale for the 
changes are further discussed under the heading “Analysis of 
Comments.” 

All references to the “Board of Appeals and Interferences” 
have been changed to “Board of Patent Appeals and Interfer- 
ences” in view of Public Law 98-622. 

In § 1.11(a) the language “or after termination of an interfer- 
ence without an award of judgment” has been deleted. This 
change has been made in view cf changes made in paragraphs (c) 
and (d) of § 1.662. 

In response to a comment, the fee required for a petition in an 
interference under § 1.644(e) and a request fcr reconsideration of 
a decision on petition in an interference under § 1.644(f) have 
been set out as separate items. 

Section 1.136 was changed to refer to § 1.611 rather than § 
1.610(a). 

The following sentence was inadvertently omitted as the 
third sentence of § 1.138 in the notice of proposed rulemaking: 
“A registered attorney or agent acting under the provision of § 
1.34(a), or of record, may also expressly abandon a prior appli- 
cation as of the filing date granted to a continuing 
when filing such a continuing application.” This sentence pres- 
ently appears in § 1.138. 

In § 1.196(d), second sentence, “thirty days” has been 
c to “one month”. 

In § 1.197(b), “thirty days” has been changed to “one 
month”. 

In the last sentence of § 1.304, “The 


This change is made to limit the “excusable neglect” 
to interference cases only. 

In § 1.601(j), the language “all the claims of a party which 
correspond” has been ci to read “at least one claim of a 
party which corresponds”. language “all the claims of an 

which correspond” has been changed to read “at least 
one claim of an opponent which corresponds”. 

Section 1.605(a) has been changed by deleting from the third 
sentence the “a claim which is the same or substan- 
tially the same as” and by adding the following sentence as the 
fourth sentence: “At the time the suggested claim is presented, 
the applicant may also (1) call the examiner’s attention to other 
claims already in the or which are presented with the 
eae ) explain why the other claims would be 
more to be included in any interference which may 

.” In the second sentence, “30 days” has been 
changed to “one month”. 

In the last sentence of § 1.606, the language “to define one 
patentable invention” ——— yoo “not to contain 
separate patentable inventions 
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The word “and” has been inserted in § 1.607(a) before 
“(3)”. The word “must” in the first sentence of § 1.607(c) has 
been changed to “shall” in response to a suggestion in a 
comment. 

Pursuant to two separate suggestions, the following is being 
added after the first sentence in § 1.608(b): “Where the basis 
upon which an applicant is entitled to judgment relative to a 
patentee is priority of invention, the evidence shall include 
affidavits by the applicant, if possible, and one or more corrobo- 
rating witnesses, supported by documentary evidence, if avail- 
able, each setting out a factual description of acts and circum- 
stances performed or observed by the affiant, which collectively 
would prima facie entitle the applicant to judgment on priority 
with respect to the earlier of the filing date or effective filing date 
of the patent. To facilitate preparation of a record (§ 1.653(g) and 
(h)) for final hearing, an applicant should file affidavits on paper 
which is 8-1/2 by 11 inches (21.8 by 27.9 cm.).” 

In § 1.609(b)(1), the language “count or counts” has been 
changed to “proposed count or counts”. In § 1.609(b)(2), each 
occurrence of “the count” has been changed to “each count”. 

In § 1.613(a), “§ 1.344” has been changed to “this Chap- 
ter.” This change is being made to obviate the need to again 
amend § 1.613 in the event new rules relating to practice before 
the PTO are issued. See the notice of proposed rulemaking 
published in the Federal Register on Aug. 24, 1984. 49 F.R. 
33790, proposed §§ 10.62 and 10.66. The language “or mem- 
bers of the same firm of attorneys or agents” has been added after 
“agent” in § 1.613(b). 

In § 1.615(a), second sentence, “which are” has been deleted 
and “in the interference” has been added after “will not be 
entered or considered”. 

Several changes have been made in § 1.617. In § 1.617(a), the 
language “the interference shall proceed before the examiner- 
in-chief” has been changed to read: “the interference shall 
proceed in the normal manner under the regulations of this part”. 
The second sentence of § 1.617(b) (“A response may include a 
request by the applicant for a hearing before the Board.”) has 
been changed to read: “Any request by the applicant for a 
hearing before the Board shall be made in the response.” This 
change was made to clarify when and how a hearing must be 
requested by the applicant. The second sentence of § 1.617(d) 
has been changed to read: “The statement may set forth views as 
to why summary judgment should be granted against the appli- 
cant, but the statement shall be limited to discussing why all the 
evidence presented by the applicant does not overcome the 
reasons given by the examiner-in-chief for issuing the order to 
show cause.” Section 1.617(e) has been re-written as follows: 
“Within a time authorized by the examiner-in-chief, an appli- 
cant may file a reply to any statement filed by any opponent.” 
The language “examiner-in-chief or the” has been added after 
“by the applicant is timely filed, the” in the first sentence of § 
1.617(g). The language “Board decides that” has been deleted 
from the second sentence of § 1.617(g). The language “If the 
Board decides otherwise” has been replaced with “Otherwise” 
in the third sentence of § 1.617(g). The language “before the 
examiner-in-chief” in the third sentence of § 1.617(g) has been 
changed to read: “in the normal manner under the regulations of 
this part.” These changes will authorize either an examiner-in- 
chief or a Board to authorize an interference to proceed under § 
1.617(g). It will continue to be necessary for the Board to enter 
an order granting summary judgment. In the last sentence of § 
1.617(h), “patentee” has been changed to “any opponent”. 

The language “the name of” has been deleted from the first 
sentence of § 1.622(a). The second sentence of § 1.622(a) in the 
notice of proposed rulemaking (“When an inventor identified in 
the preliminary statement is not identical to the inventor named 
in the party’s application or patent, the party shall file a motion 
...~”) has been changed to read: “When an inventor identified 
in the preliminary statement is not an inventor named in the 
party’s application or patent, the party shall file a motion . . . .” 
This change is being made in view of § 105(a) of Public Law 98- 
622 which amended 35 U.S.C. § 116 to permit joint inventors to 
be named “even though . . . (3) each did not make-a contribution 
to the subject matter of every claim... .” 

The following changes have been made in § 1.623(c). In the 
first sentence, “copy of the drawing” has been changed to 
“copy of the first drawing”. In the second sentence, “copy of 
the written description” has been changed to “copy of the first 
written description”. In the third sentence, “when a drawing or 
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written description” has been changed to “when a copy of the 
first drawing or first written description”. 

Several changes have been made to § 1.624. The following 
has been added as a second sentence in § 1.624(a)(5): “If an 
actual reduction to practice of the invention was not introduced 
into the United States, the preliminary statement shall so state.” 
The following changes have been made in § 1.624(c). Each 
occurrence of “was made” has been changed to “was intro- 
duced into the United States.” In the first sentence, “copy of the 
drawing” has been changed to “copy of that drawing”. in the 
second sentence, “copy of the written description” has been 
changed to “copy of that written description”. In the third 
sentence, “a drawing or written description” has been changed 
to “a copy of the first drawing or first written description 
introduced in the United States”. 

The following changes have been made in § 1.625(c). In the 
first sentence, “copy of the drawing’’ has been changed to 
“copy of the first drawing”. In the second sentence, “copy of 
the written description” has been changed to “copy of the first 
written description”. In the third sentence, “a drawing or written 
description’’ has been changed to “a first drawing or first written 
description”. 

The language of § 1.628(b) which read: “because the draw- 
ing or written description is not in the party’s possession, cus- 
tody, or control, the party may file a motion . . . to amend its 
preliminary statement promptly after it secures possession, 
custody, or control of a copy of the drawing or written descrip- 
tion” has been changed to read as follows: “the party (1) shall 
show good cause and explain in the preliminary statement why 
a copy of the drawing or written description cannot be attached 
to the preliminary statement and (2) shall attach to the prelimi- 
nary statement the earliest drawing or written description made 
in or introduced into the United States which is available. The 
party shall file a motion . . . to amend its preliminary statement 
promptly after the first drawing, first written description or 
drawing or written description first introduced into the United 
States becomes available.” 

The first sentence (“A preliminary statement should be 
carefully prepared.”) has been deleted from § 1.629(a). 

In § 1.629(b), the language “no earlier than” has been 
changed to “as early as”. 

In § 1.629(d), the following has been added after “allegation: 
“unless the party complies with § 1.628(b).” 

Anew § 1.632 has been added to require a party to give timely 
notice of the party’s intent to argue that an opponent has aban- 
doned, suppressed, or concealed an actual reduction to practice. 
A companion change has been made to § 1.654. 

Two changes have been made to § 1.633(c). Paragraph (c)(2) 
has been changed by adding thereto the following language: “or 
adding a claim in the moving party’s application to be designated 
to correspond to a count”. In addition, in § 1.633(c), the “or” 
before “(4)” has been deleted and the foliowing has been added 
to the end of the first sentence: “, or (5) requiring an opponent 
who is an applicant to add a claim and to designate the claim to 
correspond.to a count.” 

Paragraph (j) has been added to § 1.633. 

In § 1.636(b), “(i)” has been changed to “(i) or (j)” in view 
of the addition of paragraph (j) to § 1.633: The language “filed 
as soon as practical” in § 1.636(c) has been changed to “dili- 
gently filed” in order to conform § 1.636 to § 1.48. A party must 
exercise diligence in correcting inventorship. Van Otteren v. 
Hafner, 278 F.2d 738, 126 USPQ 151 (CCPA 1960). 

Several changes have been made to § 1.637. The language 
“Where jate,” has been deleted from the following 

of § 1.637: (c)(1)(vi); (ch 2iv); (ch 3)\iii); (44); 
(e)(1)(viii); (e(2)( vii); and (h)(4). The following has been added 
in § 1.637(c)(2) before “shall”: “or adding a claim to be 
designated to correspond to a count”. The language “amended 
claim” in § 1.637(c)(2)(i) has been changed to read: “amended 
or added claim”. The language “Apply the terms of each 
proposed claim to the disclosure of the application” in 
§ 1.637(c)(2)(ii) has been changed to read: “Show that the 
proposed or added claim defines the same patentable invention 
as the count.” The language “proposed amended claim” in 
§ 1.637(c)(2)iii) has been changed to read “amended or added 
claim.” The language “adding the proposed claim’’ in 
§ 1.637(c)(2)iii) has been changed to read: “making the 
amended or added claim”. 
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The word “ “interferences” in § 1.637(c)(4)(ii) has been cor- 
rected to read: “interference”. 

Subparagraph (c)(5) has been added to § 1.637. 

The following has been added as the last sentence to 
§ 1.637(f)(2): “If the earlier application filed abroad is not in 
— the requirements of § 1.647 must also be met.” 

In paragraph § 1.637(f)(3), the language “discloses an 
embodiment with the scope” has been changed to read: “consti- 
tutes a constructive reduction to practice”. 

The first sentence, originally proposed in § 1.638(b) (“A 
reply to an opposition shall not be filed unless authorized by this 
su or an examiner-in-chief or the motion was filed under §§ 
1.633 or 1.634”), has been deleted. The language “any author- 
ized reply” in § 1.638(b) has been changed to “a reply”. 

The language “or a motion to correct inventorship under 
§ 1.634” has been added to the first sentence of § 1.639(c) after 
“preliminary motion under § 1.633.” 

The following has been added after the first sentence of 
§ 1.640(b)(1): “Failure or refusal of a party to timely present an 
amendment required by an examiner-in-chief shall be taken 
without further action as a disclaimer by that party of the 
invention involved.” The fourth sentence of § 1.640(c) (“A 
request for reconsideration will ordinarily not be granted unless 
an opposition has been requested by an examiner-in-chief or the 
Board”) has been changed to read: “A decision of a single 
examiner-in-chief will not ordinarily be modified unless an 
opposition has been requested by an examiner-in-chief or the 
Board.” In the last sentence of § 1.640(c), the language “shall be 
decided by a panel” has been changed to read: “shall be acted 
on by a panel”. 

The word “application” in the paragraph heading and text of 
§ 1.642 has been changed to read: “application or patent”. 

Three changes have been made in § 1.644. The following 
language has been added after “Commissioner” in 
§ 1.644(a)(2): “and is not filed prior to the decision of the Board 
awarding judgment and does not relate to (i) the merits of priority 
of invention or patentability or (ii) the admissibility of evidence 
under the Federal Rules of Evidence”. The following language 
has been deleted from the second sentence of § 1.644(b): “and 
shall not relate to (1) the merits of priority of invention or 
patentability or (2) the admissibility of evidence under rhe 
Federal Rules cf Evidence”. The language “A request for 
reconsideration will ordinarily not be granted unless” in the 
second sentence of § 1.644(f) has been changed to read: “The 
decision will not ordinarily be modified unless such”. 

Two changes have been made in § 1.645. The word “to” has 
been added before “file a notice of appeal” and “commence a 
civil action” in the first sentence of paragraph (a). The language 
“, accompanied by an affidavit,” has been deleted from para- 
graph (b). 

Three changes have been made to § 1.646. The word “serv- 
ice” has been added after “additional” in the third sentence of 
paragraph (b). The language py aa he te «oe 
by this. part,” has been added after “otherwise ordered by an 


“paper 
shall be made”. The word “time” has been changed to “date” 
in the last sentence of paragraph (e). 

A new paragraph (c) has been added to § 1.654 to require that 
a party give timely notice of the party’s intent to argue that an 
opponent has abandoned, suppressed, or concealed an actual 
reduction to practice. Section 1.632 specifies the time within 
which the notice shall be filed. 

Three changes have been made in § 1.658. The 5 
“paragraph (a) of the section” in the last sentence of § 1 
has been changed to Bry ty letronn . The “(i)” 
in the first sentence of § 1.658(c) has been changed to “(j)” in 
view of the addition of § 1.633(j). In the notice of 
rulemaking, the second sentence of § 1.658(c) read: “A party, 
other than a party awarded a favorable j as to all counts, 
who could have properly moved, but failed to move, under 
§§ 1.633 or 1.634, shall be estopped to take ex parte or inter 
partes action in the Patent and Trademark Office after the 
interference which is inconsistent with the party’s failure to 
properly move.” This sentence has been to read: “A 
losing who could have properly moved, but failed to move, 

under $§ 1 1.633 or 1.634, shall be estopped to take ex parte or 
Siedcosamhenneeleieeumaes and Trademark Office after the 
interference which is inconsistent with that party’s failure to 
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properly move, except that a losing party shall not be estopped 
with respect to any claims which correspond, or properly could 
have corresponded, to a count as to which that party was awarded 
a favorable j 
Several changes have been made in § 1.662. mg om 
word “construed” has been changed to “treated”. The 
sentence of § 1.662(c) in the notice of proposed remaking 
read: “The filing of a statutory disclaimer under 35 U.S.C. § 25. 
by a patentee will not be treated as a request for entry of an 
pe cer mer ap en pe ey ny ay Se 
torily disclaimed claims from being involved in the interfer- 
ence.” That first sentence has been to read: “The filing 

of a statutory disclaimer under 35 U.S.C. § 253 by a patentee will 
delete any statutorily disclaimed claims from involved in 
the interference.” The second sentence of § 1. 
notice of proposed rulemaking read: “A statutory disclaimer 
any claim involved in an interference shall in subsequent pro- 
ceedings have the same effect with respect to the patentee as an 
adverse judgment.” That second sentence has been changed to 
read: “A statutory disclaimer will not be treated as a request for 
entry of an adverse judgment against the patentee unless it results 
in the deletion of all patent claims ing to acount.” In 
ee ee 
unnecessary, and a change has also been made in § 1.11(a) to 
delete any reference to a termination of an interference by any 
means other than j 

The last sentence of § 1.671(g) has been changed from “The 
motion shall describe the general nature and show the admissi- 
bility in the interference of the testimony, document, or 
to: “The motion shall describe the general nature and the rele- 
vance of the testimony, document, or 

Three changes have been made to § 1.672(b). In the second 
sentence after “witness by affidavit shall” the following has 
been added: “, prior to the close of the party’s relevant testimony 
period”. The “file an affidavit” has been changed to 
“file and serve an vit”. The following has been added after 
the third sentence: “A party shall not be entitled to rely on any 
document referred to in the affidavit unless a copy of the 
document is filed with the affidavit. A party shall not be entitled 
to rely on any thing mentioned in the affidavit unless the oppo- 
nent is given reasonable access to the thing. A thing is something 
other than a document.” 

Several changes have been made in § 1.673(b). The introduc- 


by 
paragraph (g) of this section, a party shall serve, but not file, the 
following:”) has been changed to read: “Unless the parties 
agree otherwise, a party shall serve, but not file, at least three days 
prior to the conference required by paragraph (g) of this section, 
if service is made by hand or “Express Mail,” or at least ten days 
prior to the conference if service is made by any other means, the 
following:” in §1.673(0X1) the word “< “copy” has been 
changed to “list and copy 

Inthe last sentence of § 1.675(d), the language “signed by the 
witness in the presence of any notary” has been changed to read 
“signed by the witness in the form of (1) an affidavit in the 
presence of any notary or (2) a declaration”. This change 
er ee hee 
has been added prior 


In § 1.682(a)(4), “, where appropriate,” 
accompanied” and “(§ 1.671(d))” has been added after 


to “be 

publication”. 

The word “admissible” in § 1.684(a)(4) has been changed to 
“relevant”. 

The following sentence has been deleted from § 1.687(b): “If 
the witness refuses to produce a ome ee eee 
or dae geno ne ‘a ae additional discovery under 
Section 18 this section.” 

Section 1.688 has been revised to more clearly describe how 

May introduce in evidence an answer to a request for 

or an answer to a written interrogatory. 


Analysis of Comments 

Eighteen written comments were received. Three individuals 
testified at a hearing held on May 15, 1984. The following is an 
analysis of the written comments and the oral comments made at 
the hearing. 


d that § 1.8 not be amended to exclude 
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which an examiner-in-chief orders to be filed by hand or 
“Express Mail.” The comment argues that “[s]ome parties 
might not have an attorney in the Washington area or they may 
live in an area not serviced by Express Mail.” The suggestion is 
not being adopted. Experience has shown that there are situ- 
ations in interferences where it is desirable to have and the parties 
need a prompt ruling on a written motion. It is difficult for an 
examiner-in-chief to render a prompt ruling if the motion and 
any opposition are not promptly served and filed. In those 
situations where a party has no Washington, D.C. metropolitan 
area attorney or where a party resides in an area not served by 
“Express Mail,” it may not be possible to hand-file or use 
“Express Mail.” The examiner-in-chief would then exercise 
discretion by not invoking the exception of new subparagraph 
(xii) of § 1.8(a). 

One comment suggested that it would be clearer if the fee for 
a petition in an interference and the fee for a request for recon- 
sideration of a decision on petition in an interference were set out 
in § 1.17(h) as separate items. This suggestion has been adopted 
and the two fees have been set out in § 1.17(h) as separate items. 

A suggestion was made that a reference be made in § 1.136 to 
§ 1.611 rather than § 1.610(a). The suggestion is being adopted, 
because a reference to § 1.611 is believed to be more appropriate. 
Once an interference is declared involving an application, ex 
parte prosecution of the application is suspended and the appli- 
cant need not respond to any PTO action outstanding as of the 
date the interference is declared. 

One comment made the following remark concerning 
§ 1.196: “I do not understand the need or desire of the PTO to 
start the time to appeal to a Court from a PTO final decision on 
one claim, while PTO action is continuing on a second claim.” 
As explained in the notice of proposed rulemaking (49 F.R. 
3770, columns 2-3; 1039 0.G. 20-21; 1039 TMOG 20-21), when 
there are further proceedings before the examiner following a 
decision by the Board of Patent Appeals and Interferences, 
judicial review is not appropriate. Hence, under § 1.196, the PTO 
will not start a time for seeking judicial review of a PTO decision 
on one claim while PTO action is continuing on another claim. 
The last sentences of § 1.196(b)(1) and § 1.196(d) authorize the 
Board to enter an order making its decision final as to one claim 
when remand proceedings as to another claim result in a favor- 
able decision for the applicant. Section 1.196 is intended to 
eliminate piecemeal appeals. 

With respect to § 1.292(c), one commentator said: “[a] party 
should be able to raise public use and [on] sale issues at any stage 
[of an interference proceeding] provided the issue is raised in a 
timely manner after learning of the use or sale.” Public use and 
on sale issues are to be raised in interferences by way of a 
preliminary motion under § 1.633(a). If a motion under § 
1.633(a) cannot be timely filed, a belated motion may be filed 
provided the moving party complies with the provisions of 
§ 1.645(b). Whether or not a belated motion will be accepted 
where a public use or sale is discovered after the time for filing 
§ 1.633(a) motions which has passed will manifestly depend on 
the facts of a given case. 

One comment suggested that the language “speedy, and 
inexpensive” be deleted from the second sentence of the pre- 
amble of § 1.601. This suggestion is not being adopted. The 
second sentence of the preamble of § 1.601 provides that the 
rules “shall be construed to secure the just, speedy, and inexpen- 
sive determination of every interference.” The provision is 
modeled in part after the second sentence of Rule | of the Federal 
Rules of Civil Procedure which states that the Federal Rules 
“shall be construed to secure the just, speedy, and inexpensive 
determination of every action.” The “just, speedy, and inexpen- 
sive determination” provision of § 1.601 will prove useful in 
construing other provisions in the rules. 

Two comments were received which suggested a change in 
language in § 1.601(j). One comment correctly noted that “[i] f 
even one claim of each party defines the same patentable inven- 
tion, there is an interference-in-fact.” The comment went on to 
correctly note that “[t] he remaining claims can be disposed of 
by a motion under § 1.633(c)(4).” A second comment noted that 
under the definition proposed, all the claims of both parties 
corresponding to a count must define the same patentable inven- 
tion. The comment went on to correctly note the intent of the PTO 
is, however, that an interference-in-fact exists if at least one of the 
claims of a party corresponding to a count defines the same 
patentable invention as one of the corresponding claims of an 
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opponent. In view of the suggestions made in the two comments, 
§ 1.601(j) has been changed to state that an interference-in-fact 
exists when at least one claim of a party which corresponds to a 
count and at least one claim of an opponent which corresponds 
to the count defines the same patentable invention. 

Two comments were received which suggested that the 
language “earliest filing date” in § 1.601(m) be changed to read 
“earliest effective filing date.” The suggestion is not being 
adopted. Section 1.601(m) defines “senior party.” The defini- 
tion of “senior party” in § 1.601(m) is consistent with current 
practice and is intended to codify current practice. In an interfer- 
ence where there are no benefit applications, the “senior party” 
is the party with the earliest “filing date.” There are interfer- 
ences where a party may be “senior” with respect to a first count 
based on the filing dates of the applications involved in the 
interference and “junior” with respect to a second count be- 
cause the opponent is entitled to benefit of an earlier application 
as to the second count only. Under these circumstances in the 
past, the PTO has designated the party who is “senior” based on 
the filing dates of the applications involved as the “senior 
party.” The designation of the party as “senior party” is for 
procedural purposes only, i.e., setting who takes testimony first, 
and does not affect which party has the burden of proof. Section 
1.601(m) preserves this past practice. 

Comments were received regarding § 1.601(n) which defines 
“same patentable invention” and “separate patentable inven- 
tion.” One written comment suggested that § 1.601(n) be de- 
leted. The commentator appeared at the hearing and also urged 
orally that § 1.601(n) be deleted. The suggestion is not being 
adopted. In view of the nature of the comment and the impor- 
tance of the definitions in § 1.601(n), the written comment is 
reproduced in its entirety: 


Comment: The paragraph to be deleted contains an explicit 
definition of both “same patentable invention” and “separate 
patentable invention”. It requires application of a two-prong test 
for determining “sameness” or “separateness”. Two inven- 
tions are considered to be the “same patentable invention” 
when they are the same under 35 USC 102 or obvious variants 
under 35 USC 103 when one is considered as “prior art” with 
respect to the other. Application of this standard may lead to 
results which are anomalous or in conflict with statutory require- 
ments if, as the proposed rules apparently assume, the award of 
priority as to counts embodying “separate patentable inven- 
tions” will inherently and finally resolve the question of entitle- 
ment to a patent as between the parties on involved claims 
corresponding to those counts. Three specific problems with the 
definition of Rule 601(n) have been identified as follows: 


(1) If the standard of separate patentability as between two 
counts is applied on a mutual bzsis (i.e., Invention A must be 
separately patentable from Invention B considered as prior art 
and Invention B must be separately patentable from Invention A 
considered as prior art), then the conduct of interferences with 
separate counis directed to both a generic invention and an 
included specific embodiment thereof (i.e., a species) are frus- 
trated. If, however, such mutuality is not applied (i.e., if Inven- 
tion A is the existing count, then a count directed to Invention B 
is proper so long as Invention B would be considered patentable 
over Invention A as prior art), then a number of irreconcilable 
anomalies in count modification through preliminary motions 
practice will be manifest. 

(2) “Separate patentability” as a non-obviousness issue is in 
every context except interference practice before the PTO deter- 
mined with finality only when an affirmative determination has 
been reached or the applicant elects to discontinue further 
prosecution of any applications embodying the invention or to 
admit obviousness. Because in the ex parte context an applicant 
may continue to marshall additional evidence supportive of non- 
obviousness until separate patentability over a prior art inven- 
tion has been established, “separate patentability” is always a 
fluid concept where ultimate resolution can neither be predicted 
nor foreclosed. On certain cases interference proceedings under 
the proposed rules will be conducted and judgment rendered on 
the assumption of a lack of “separate patentability”, which 
would ordinarily be subject to change or rebuttal as additional 
argument, evidence or other supportive activity of non-obvious- 
ness were marshalled. Thus, simply determining a proposed 
count is not yet “separately patentable” for the purposes of 
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count formation ought not to foreclose post-interference recon- 
sideration of separate patentability questions when the party 
proposing the count would not have been foreclosed on priority 
grounds. 

(3) The underlying assumption that “separate patentability” 
is to be established under the proposed rules for one invention 
when a second invention is considered as “prior art” does not 
have any necessary correspondence to the effect of an adverse 
judgment in an interference on the question of priority. While a 
lostcountin _ interference is not patentable to the loser, the lost 
count will be considered as “prior art” against the losing party 
only if the status of prior art for the purposes of 35 USC 103 is 
established by the record in the interference, (i.c., by represent- 
ing a prior invention of another made in the United States, not 
abandoned, suppressed or concealed under 35 USC 102). A 
party entitled to priority for a count under the benefit provisions 
of 35 USC 119 creates no “prior art” under 35 USC 102(g)/103 
against his opponent. Separate counts ought not to be created or 
denied in an interference on the basis of a rule which fails to 
account for whether the interference record will confirm the 
assumption in the definition that a lost count will become “prior 
art”. 

The following examples are provided as indicative of per- 
ceived difficulties in the application of the definition embodied 
in Rule 601(n): 


Example A: Rule 601(n) is applied in a mutuality sense to an 
interference where the existing count (Invention A) is a broad 
genus over organic compounds. Both parties disclose a species 
(Invention B) which one of the parties alleges represents a 
“selection invention”, i.e., is neither anticipated by the genus 
nor obvious therefrom. The party proposing to add a species 
count to Invention B must demonstrate that the genus was 
neither the same as nor obvious in view of the species, an 
impossibility since disclosure of the species anticipates the 
genus under 35 USC 102. Ineffect, no party could ever propose 
sub-generic or species counts included within broader generic 
counts. Since all potential patentability and priority questions 
with respect to possible sub-generic and species claims are 
intended to be resolved in the unified patentability/priority 
proceedings, loss of such a broad generic count might be con- 
strued as estopping the losing party from arguing entitlement to 
a patent for species and sub-genera within the lost count. Since 
proof of a single species is dispositive of the question of priority 
as to a genus, no matter how large, this is a more severe result 
than would appear to be proper or intended. 

Example B: Under the facts of Example A, if the standard 
under which the propriety for including a second sub-generic or 
species count is merely that the proposed count must be non- 
obvious over the existing count considered as prior art, _ then, 
an interference could conceivably proceed with both the generic 
and the species count in the interference. The usual criteria for 
“selection inventions” could be employed. However, when an 
interference is declared with a species count embodying Inven- 
tion A, then utilization of a test requiring that a proposed count 
be non-obvious over the existing count as prior art leads literally 
to the conclusion that a proposed count to a generic Invention B 
is anticipated by the existing species count and therefore may 
not be added to the interference. This artificial distinction can 
certainly not have been intended, and yet the rules provide no 
clear indication of which result is the “correct” one or whether 
another test will be employed, e.g., the narrower count need only 
be non-obvious over the broader count. 

Example C: A party moves to substitute two sub-generic 
counts to allegedly separately patentable inventions, Invention 
A and Invention B, in place of a broad generic count to the 
“Markush” group of Invention A and Invention B. The party 
alleges Invention B has surprising and unexpected properties 
over Invention A and is separately patentable thereover. Be- 
cause, however, a consideration of Invention B as “prior art” 
suggests Invention A would not be non-obvious thereover, the 
motion is denied. The moving party establishes priority as to 
Invention B, but loses the sole count of the interference to an 
opponent who filed a foreign application disclosing a single 
species from Invention A. The result is that the moving party 
with clear evidence of priority apparently loses the right to patent 
an invention on the technicality of “count formation” in inter- 
ference. The result is substantially more severe than had he been 
simply faced with a statutory bar! 
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Example D: The senior party, a foreign applicant, relies on a 
priority application disclosing Embodiment A. Subsequently 
the junior party files a United States application directed to an 
Embodiment B. Thereafter both parties file applications in the 
United States disclosing a generic invention including both 
Embodiments A and B. An interference is declared on the 
generic invention and the junior party moves to substitute two 
counts, one count to Embodiment A and a second count to 
Embodiment B on the ground that they represent separate 
patentable inventions. Since the junior party's invention date for 
Embodiment B is after the senior party’s priority date, the junior 
party will be obliged to concede priority on the sole count in the 
interference unless his motion to substitute counts is granted. 

Accordingly, the junior party undertakes laboratory tests 
which indicate that both Embodiments A and B achieve substan- 
tially the same result in substantially the same manner without 
any significant differences in effectiveness. Without evidence of 
separate patentability to support the motion to substitute, the 
junior party is unsuccessful and priority is awarded to the senior 
party. 

The junior party abandons his claim to the generic invention 
of the lost count, but persists in his assertion he is entitled to a 
patent on Embodiment B since the interference record indicates 
no actual priority for this embodiment in favor of the senior 
party. Ultimately, the junior party obtains evidence that Embodi- 
ment B is unexpectedly more useful than anticipated in a com- 
mercial setting, while Embodiment A is substantially unsuitable 
for any practical use in a commercial setting. 

Is the junior party entitled to a patent notwithstanding the 
disposition of the issue of its separate patentability in an inter 
partes proceeding? If indeed, the junior party would be entitled 
to such a patent, must a second interference now be declared with 
the senior party to again litigate the issue of priority? Had the 
junior party failed to have made the motion to substitute counts 
in view of his utter lack of evidence of 
patentability, would the estoppel under 37 CFR 1.658(c) have 
applied? Finally, would the ends of justice be better served by a 
standard for count formation which could be finally determined 
contemporaneously with the filing of the preliminary motions 
themselves? All of these questions suggest that the utilization of 
a fluid concept such as non-obviousness as the basis for count 
formation will give unintended and unsupportable results in 
situations where the lack of separate patentability is prematurely 
assumed. 

Example E: In the scenario of Example D, the non-entitle- 
ment to contest Embodiment B as a separate count was premised 
on a failure to demonstrate that Embodiment B was non-obvious 
over Embodiment A considered as prior art. However, an award 
of priority to the senior party based on the disclosure of Embodi- 
ment A ina foreign priority application does not render Embodi- 
ment A as available prior art (35 USC 102(g)/103) inasmuch as 
Embodiment A would not have been a prior invention of another 
made in the United States which had not been abandoned, 
suppressed or concealed. The junior party's entitlement to a 
patent on Embodiment B should depend, therefore, solely on his 
entitlement to priority with respect to Embodiment B. Priority is 
a necessary condition for entitlement to a patent since both 
parties disclose the embodiment and a sufficient condition since 
regardless of the party entitled to priority on Embodiment A, it 
should not become obviousness- prior art. Therefore, 
any standard or count formation which fails to reach the result of 
the junior party is entitled to contest priority and a patent on 
Embodiment B is contrary to current statutory requirements for 
entitlement to a patent. 

The proposed rules attempt to rationally define counts in an 
interference so that the judgment in the interference settles all 
questions of entitlement to a patent. This not only cannot be done 
prospectively, but should not be done at all. Judgment should be 
made on claims, not counts and unpatentability determinations 
made against a party subject to thegiormal ex parte standard that 
additional evidence of non-obviousness, or other evidence of 
patentability wholly independent of priority itself, could compel 

a reconsideration of the judgment of unpatentability. 

With respect to paragraph (1) of the comment, the standard of 
patentability will not be applied “on a mutual basis.” Thus, if a 
species is patentable over a genus, the species is a a a8 

invention” from the genus. Compare /n re T. 
F.2d 556, 146 USPQ 384 (CCPA 196 1965) (fluorine species might 
be patentable over genus of Markush group of hydrogen and 
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halogen). A first count to a genus and a second count to a species 
which is patentable over the genus may properly appear in an 
interference. See e.g., Example 4. The comment suggests that if 
“such mutuality is not applied . . . then a number of irreconcil- 
able anomalies . . . will be manifest.” The urged “irreconcilable 
anomalies” are not readily apparent to the PTO. 

The PTO disagrees with the concept expressed in paragraph 
(2) of the comment that there should be “post-interference 
reconsideration of separate patentability.” One of the principal 
objects of Public Law 98-622 and these new rules is to encourage 
complete determination of all rights between parties in an inter- 
ference and to avoid post-interference reconsideration in an ex 
parte environment of issues which were or could have been 
raised inter partes in an interference. 

The commentator remarks in paragraph (3) of the comment 
that “[a] party entitled to priority for a count under the benefit of 
35 USC 119 creates no ‘prior art’ under 35 USC 102(g)/103 

inst his nt.” In re McKellin, 529 F.2d 1324, 188 
USPQ 428 (CCPA 1976), arguable provides support for the 
commentator’s remark. It should be noted, however, that in 
defining “same patentable invention” and “separate patentable 
invention” in § 1.601(n), the PTO is not establishing a new 
definition of “prior art.” Rather, the PTO is providing defini- 
tions which will determine—both initially and ultimately in an 
interference—how claims in an application or patent will be 
designated to to counts. See §§ 1.603 and 1.606. 
Examples 1-19 illustrate how the PTO proposes to initially 
designate claims to correspond to counts. The designation of 
claims to correspond (or not correspond) to a count is significant 
because, as noted by the plurality opinion in McKellin, 529 F.2d 
at 1327, 188 USPQ at 43: “[a] napplicant [or patentee] who has 
lost an interference is not entitled to claims which correspond to 
the subject matter of the counts of the interference.” Section 
1.658(c) estops a party from obtaining a claim which could have 
been added and which would have been designated to corre- 
spond to the lost count. The definitions of “same patentable 
invention” and “separate patentable invention” in § 1 a 


the availability das motions to designate or not designate claims 

as corresponding to a count under § 1.633(c), and the estoppel 
provisions of § 1.658(c) provide the basis for accomplishing the 
PTO’s objective of resolving inter partes in a single proceeding 
all issues which are or could have been raised between parties in 
an interference. 


Examples illustrate how §§ 1.601(n), 1.633(c) and 1.658(c) 
accomplish the PTO’s objective. 


Example 32: Application AV discloses engines in general 
and in particular a 6-cylinder engine. Application AV contains 
only claim | (engine). Application AW discloses engines in 
general, but does not specifically disclose a 6-cylinder engine. 

ication AW contains only a single claim 3 (engine). The 

U.S. “filing date” (§ 1.601(h)) of the AV application is prior to 
the U. S. filing date of the AW application, but the AW applica- 
tion claims a foreign priority date under 35 U.S.C. 119 based on 
an application filed in a foreign country prior to the filing date of 
the.AV application. An interference is declared. The sole count 
of the interference is to “an engine.” Claim 1 of the AV 
application and claim 3 of the AW application are designated to 
to the count. During the interference, applicant AV 

does not move under § 1.633(c)(2) to add a claim to a 6-cylinder 
engine and to designate the claim to correspond to the count. 
Applicant AW is awarded a judgment in the interference based 
on the earlier filing date of the foreign patent application. After 
the interference, applicant AV adds claim 2 (6-cylinder engine) 
to the AV application. Whether AV would be entitled to a patent 
containing a claim to a 6-cylinder engine will depend solely on 
whether a 6-cylinder engine is a “ patentable inven- 
tion” from “engine”—the subject matter of the count. If a 6- 
cylinder engine is a “ patentable invention” within the 
meaning of § 1.601(n), applicant AV could not have success- 
fully moved under § 1.633(c)(2) to add claim 2 and to designate 
it to correspond to the count. Therefore applicant AV could 
obtain a patent containing claim 2. If, on the other hand, a 6- 
cylinder engine is not a “ invention,” claim 

2 of the AV application would be rejected on the basis of 
interference estoppel because claim 2 could have been added by 
- cans 1.633(c)(2). See § 1.658(c). See also Example 
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Example 33: This example is basically the same as Example 
32, except that application AV initially contains claim 1 (engine) 
and claim 2 (6-cylinder engine). When the interference is de- 
clared, both claims 1 and 2 of application AV are designated to 
correspond to the count. During the interference, applicant AV 
does not move under § 1.633(c)(4) to designate claim 2 as not 
corresponding to the count. A judgment in the interference is 
entered for applicant AW based on the earlier filing date of the 
foreign patent application. After the interference, applicant AV 
would not be able to obtain a patent containing claim 2, because 
that claim was designated to correspond to a count and entry of 
the judgment constitutes a final decision by the PTO refusing to 
grant applicant AV a patent containing claim 2. 

In the written comment, Examples A through E were set out 
to illustrate what the commentator believed were “perceived 
difficulties.” These examples are set out above and are analyzed 
below. 


Analysis of Commentator’ s Example A 


Example A does not describe any practice under these rules, 
because “same patentable invention” and “separate patentable 
invention” under § 1.601(n) are not intended to be “applied in 
a mutuality sense.” Where a first count is to a genus and a second 
count is to a species within the scope of the genus, there may be 
two counts if the species is separately patentable from the genus. 
The species is “invention A” referred to in § 1.601(n); 
the genus is “invention B” referred to in § 1.601(n). 


Analysis of Commentator’ s Example B 


Commentator’s Example B suggests—incorrectly—that if an 
interference is declared with a count to a species that no motion 
under § 1.633(c)(1) to add a count to a genus can ever be granted. 
If the species (“invention A” referred to in § 1.601(n)) is not 
anticipated by or obvious in view of the genus (“invention B” 
referred to in § 1.601(n)), a motion to add a separate count to the 
genus may be proper. The commentator uses the language 
“selection inventions” in both Examples A and B. Insofar as the 
PTO is aware, the language is not a term of art in the patent law. 
The PTO has not ascribed any particular meaning to the language 
in analyzing Examples A or B. 


Analysis of Commentator’ s Example C 


The result suggested in commentator’s Example C can come 
to pass only if the moving party accepts as final the denial of the 
motion to substitute two “sub-generic counts” for the “broad 
generic count.” Unlike practice under the rules which have been 
in effect, under these new rules a decision denying a motion to 
substitute a count is reviewable by the Board (see § 1.640(c) and 
§ 1.655(a), second sentence). Additionally, the could seek 
judicial review (35 U.S.C. §§ 141, 146) of any decision by 
the Board. However, if the accepts as final the PTO’s 
determination that inventions A and B are the “same patentable 
invention,” the party would be precluded from obtaining a 
patent to invention B. After the interference is terminated, the 
ee ee 

a patent containing claims to invention B would be to first 
successfully move to reopen the interference for the purpose of 
presenting additional evidence. If the motion to reopen is granted 
(and it would be expected that such a motion will rarely be 
granted), the moving party would then have to successfully 
establish that invention A and invention B are not the same 
patentable invention. The PTO will continue to follow the gen- 
eral guidelines of 4 Rivise & Caesar, Interference Law and 
Practice, § 821 et seq. (Michie Co. 1948), in determining mo- 
ee ee 
be additionally noted that interferences in which a judgment has 
been entered by a district court in an action brought under 35 
pee 146 or a mandate has been entered by the U. S. Court of 

for the Federal Circuit (35 U.S.C. = 141 or 28 U.S.C. § 

S(a(4(C)) will not be re aoe the district court 
aan its and/or the Federal Circuit withdraws its 
mandate. 


Analvsis of Commentator’ s Example D 


Several questions asked in the commentator’s Example Dcan 
be answered as follows: 
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Question: Is the junior party entitled to a patent notwithstand- 
ing the disposition of the issue of its separate patentability in an 
inter partes proceeding? Answer: No. The junior party should 
have presented the “evidence that Embodiment B is unexpect- 
edly more useful than in a commercial setting” 
during the interference. The expects to resolve issues inter 
partes in the interference. If the PTO was to permit the evidence 
to be presented after the interference is terminated and after ex 
parte prosecution resumes, a principal purpose of the overall 
change to interference practice would be defeated. It may be 
unfortunate that the evidence was not known to the junior party. 
However, it may also be true that the winning party—had the 
evidence been presented in the interference—could have pro- 
duced probative counter-evidence. Why should the winning 
party be put to the expense of a second interference? 

Question: If indeed, the junior party would be entitled to such 
a patent, must a second interference now be declared with the 
senior party to again litigate the issue of priority? Answer: The 
premise in the question is not correct. The junior party is not 
entitled to a patent to Embodiment B and therefore there will not 
be a second interference. 

Question: Had the junior party failed to have made the motion 
to substitute counts in view of his utter lack of 
evidence of ility, would the estoppel under 37 
CFR 1.658(c) have applied? Answer: Yes, unless the junior party 
can successfully move to reopen the interference. 

Question: Would the ends of justice be better served by a 
standard for count formation which could be finally determined 

contemporaneously with the filing of the preliminary motions 
themselves? Answer: While the question is not fully understood, 
it should be recognized that counts will initially be formed when 
an interference is declared and are subject to by 
a motion (§ 1 ae 1.640(c) and § 1.655, 
second sentence). The correctness of the PTO’s ultimate deci- 
sion on what counts should be is subject to judicial review (35 
U.S.C. §§ 141, 146). 


Analysis of Commentator’ s Example E 


The PTO, eee se Se 
commentator’s statements in E, disagrees with any 
ultimate conclusion that the junior party is entitled to a patent on 
Embodiment B and that such a result “is contrary to current 
statutory requirements for entitlement to a patent.” Interference 
estoppel precludes granting a patent claiming Embodiment B to 
the junior party even if Embodiment A is not prior art with 
respect to Embodiment B. 

One comment asked whether “invention A” and “invention 
B” mentioned in § 1.601(n) “refer to the entire scope of subject 
matter recited in a claim or to the disclosed embodiment(s) 
supporting the claim (a la/n re Vogel, [422 F.2d 438,] 164 USPQ 
619 (CCPA 1970))?” The question is somewhat difficult, if not 
impossible, to answer in the abstract. Whether “invention A” 
refers to the entire scope or to the embodiments which support a 
claim is not controlling under these new rules. One fundamental 
change being made under the new rules is that judgments will be 
in the form of whether an applicant or patentee is or is not entitled 
to a claim. In the past, the Board of Patent Interferences has 
entered an “award of priority.” The use of an “award of 
priority” does not always accurately express the “j 
entered in many interferences. See e.g., Applegate v. Scherer, 
332 F.2d 571, 573 n. 1, 141 USPQ 796. 798 n. 1 (CCPA 1964). 
Whether an applicant or patentee is or is not entitled to a 
particular claim in any given interference will on many 
factors, some of which include the scope of the claim, the scope 
of the opponent's claim, and the prior art. An example illustrates 


point. 

Example 34: <peteese AS Cotes en sen Sate 
fastening means. ape ar mpc way mene 
cant AY discloses a similar apparatus having fastening means. 
The specific means disclosed ae nut and bot. The prior a 
reveals that items have been fastened with numerous fastening 


apparatus disclosed by AX, the apparatus disclosed by 
AY, the fact that both AX and A Gatatnn acct tema 
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means” broadly, and the prior art which shows rivets and nuts 
and bolts to be known fastening means. 

One comment suggested that the last sentence of § 1.604(b) 
and the last sentence of § 1.607(c) be deleted in view of a 
—_ (§ 10.23(cX(7), 49 F.R. 10028; 49 F.R. 33809) 
which defines “misconduct” as including “{k] nowingly 
withholding from the Office information identifying a patent or 
application of another from which one or more claims have been 
copied.” The tule is still being considered. In any 
Se ee 
tions to examiners whereas proposed 37 8 
10.247) defies misconduct for those repistred to pace 
before the PTO. Another comment deletion of 
§ 1.604(b) because “existing rules [37 
Se eee 
nation.” There is no inconsistency between 
the duty of disclosure and § 1.604. The comment also suggested 
that by identifying another application, an applicant “might be 
construed as having admitted that the claims’’ of the other 
application are directed to the same patentable invention as the 
claims in the applicant’s application. The filing of such a paper 
ao Te eee 
“known to the to define the same 
tion” (emphasis added). of an eggtlenss oldie naa ani@es 

to the attention of an examiner and the applicant 

believes that the other does not claim the same 

patentable invention, but nevertheless may be relevant within 

po damn thin rod bee the applicant may identify the 

other and at the same time state why the invention 

is not the same patentable 

invention as the invention claimed in the applicant's application. 

For the reasons given, the suggestions made in the twocomments 
are not being adopted. 

ns 1.605 were received. One 
comment su that the language “or substantially the same 
a the suggested claim” be deleted from the third sentence of § 
1.605. The is being adopted to the extent that the 
language “a claim which is the same or the same 
as” is being deleted. Under § 1.605, when the examiner requests 
an applicant to copy a suggested claim, the applicant will be 
required to copy verbatim the claim suggested by the examiner. 
A second comment suggested that the second and third sen- 
tences of § 1.605 be changed to read as follows: 


etn See 


the suggested claim. 


A third comment that the second and third sen- 
tences of § 1.605 fail to take into account the case where an 
applicant is already claiming the invention. The third comment 


in the second and third comments are not 


However, the fi sentence is being as the fourth 
sentence of § 1.605: “At the time the suggested claim is pre- 
sented, the applicant may also (1) call the examiner's attention to 
other claims already in the ion or which are presented 
with the suggested claim and (2) explain why the other claims 


which may be declared.” A major 
made in the second and third 
PTO to efficiently and effectively handle situations where the 
oot tae euppresed claim ox (2) pola 00 the same 
suggested claim or (2) points to a claim already in the 
ened tes the examiner is of the opinion that the claim is 
aie Ecanvensnenliichenndien tadieineniiaampaa, 
the examiner could not properly declare an interference. Accord- 
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ingly, the applicant will be required to present verbatim the 
suggested claim. The applicant may, however, aiso present any 
ee oe eee 
Alternatively, the in-addition to presenting verbatim 
the suggested claim, may also call the examiner's attention to a 
Stray a er pr eg 
more appropriate for interference purposes. In either case, the 
ee ee ee eee 

the suggested claim is more appropriate for inclusion in the 
interference. Upon consideration of the suggested claim and the 
applicant’s alternative claims and any explanation, the examiner 
is in a position to forward the to the Board for 
declaration of an interference. If the applicant is dissatisfied with 
the claims of the application designated to correspond to the 
count, the applicant may file an appropriate motion under § 
1.633(c). 

Two comments were received which suggested that the last 
sentence of § 1.606 is not entirely clear. One comment suggested 
that the language in the last sentence which reads: “to define one 
patentable invention” be changed to read: “not to contain 
separate patentable invention.” This suggestion is. being 
adopted. The use of the language “one patentable invention” 
was unfortunate and rendered the actual intent of the rule un- 
clear. Under §: 1.606, at the time an interference is declared a 
rebuttable presumption will exist that any patent claim desig- 
nated to correspond to a count does not embrace separate 
patentable inventions. Moreover, at the time the interference is 
declared, no count will be narrower in scope than the broadest 
patent claim designated to to that count. The pre- 
sumption is rebuttable and may be challenged and overcome by 
amotion under § 1.633(c). Examples 17 and 18 illustrate practice 
under § 1.606. 

Two comments were received discussing § 1.607. A first 
comment suggested that the word “must” in the first sentence of 
§ 1.607(c) be changed to “shall”. The suggestion is being 
adopted. Use of “shall” makes § 1.607(c) consistent with 
§ 1.604(b). A second comment asked the following question: 


“If the examiner determines that the applicant’s claim is 
patentable but that there is no interfering subject matter, 
and the examiner accordingly allows the claim but re- 
fuses to declare an interference, is that determination 

[to the Board of Appeals and Interferences 
under 35 U.S.C. § 1.134]?” 


The commentator suggests that “such a determination” is 
SS ee ee 
tion appears in Gholz, Board of Appeals Jurisdiction Over 
Appeals from Decisions by Primary Examiners Refusing to 
Institute Interferences on Modified or Phantom Counts, 64 J. Pat. 
Off. Soc’y 651 (1982). At the hearing, the commentator orally 
urged that the rules be amended to permit an appeal to the Board 
when an examiner allows a claim, but refuses to declare an 
interference involving the allowed claim. The suggestion is not 
being adopted. A decision by an examiner to allow a claim, but 
not to declare an interference involving the allowed claim, is 
petitionable and not appealable. See Gholz, supra, at 652 n. 13. 
The rule being suggested would enlarge the jurisdiction of the 
Board. Action by Congress would be necessary to accomplish 
what is embodied in the suggestion. 

Several written comments and one oral presentation at the 
hearing were made concerning § 1.608. One comment suggested 
that § 1.608 be expanded to provide for summary judgment in 
interferences involving applications where the earlier of the 
filing date or effective filing date of one application was three 
months earlier than the date of the other application. This sugges- 
tion is not being adopted. Ordinarily, interferences are not 
declared between applications having effective dates more than 
three months — Moreover, expanding summary judgment 

to application-application uhemen would re- 
sult in delay in resolving interferences. Currently in application- 
patent summary judgment proceedings under 37 CFR § 
1.204(c), very few summary judgments are entered against 
applicants who are junior to a patentee by more than three 
months. There is no reason to expect that a significant number of 
summary judgments would be entered in seam sam 

Gan teneedeonanes. As noted in the notice of proposed rulemak 
ing, the PTO has already declined to expand summary judgment 
proceedings to cases where a patentee is junior to an applicant by 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


more than three months. See 49 F.R. 3775 ( bridging 
columns | and 2); 1039 0.G. 34; 1039 TMOG 34; 27 BNA 319. 
Two written comments were received which suggested that § 
1.608(b) should be more specific in indicating the kind of 
evidence which shou ld be submitted when an applicant attempts 
to make out a prima facie case based on priority of invention. The 
suggestions in the comments are being adopted. The following 
sentence has been added to § 1.608(b): 


Where the basis upon which an applicant is entitled to 
judgment relative to a patentee is priority of invention, 
the evidence shall include affidavits by the applicant, if 
possible, and one or more corroborating witnesses, 
supported by documentary evidence, if available, each 
setting out a factual description of acts and circum- 
stances performed or observed by the affiant, which 
collectively would prima facie entitle the applicant to 
judgment on priority with respect to the earlier of the 
filing date or effective filing date of the patent. 


Similar language appears in the current rule: 37 CFR § 1.204(c). 
The PTO agrees entirely with the following discussion made by 
one commentator: 


The material added to Rule 608(b) currently appears in 
existing 37 CFR § 1.204(c). Acomparison of the existing 
language of 37 CFR § 1.204(c) with the proposed rule 
might be construed as suggesting that the allegations 
which are now expressly required where priority is an 
issue will be changed, specifically relaxed in some 
manner. Since under proposed Rule 617 this clearly is 
not the case, the proposed addition to Rule 608(b) should 
assist the practitioner in understanding the intent of the 
PTO. 


The commentator has accurately pointed out that the PTO 
intends to apply a stricter standard for filing additional evidence 
in summary judgment proceedings after an order to show cause 
has been issued. See the notice of rulemaking. 49 F.R. 
3775 (column 1); 1039 0.G. 34; 1039 TMOG 1039; 27 BNA 319 
(column 1). 

At the hearing, it was suggested that § 1.608 should encour- 
age the use of 8-1/2 by 11 inch paper for affidavits. This 
suggestion is being adopted and the following sentence has been 
added to § 1.608(b): “To facilitate preparation of a record 
(§ 1.653(g) and (h)) for final hearing, an applicant should file 
affidavits on paper which is 8-1/2 x 11 inches (21.8 by 27.9 
cm.).” The commentator at the hearing suggested that “many 
people submitting a Rule 608(b) showing are going to want to 
rely upon that showing under Rule 672(b)” in those cases where 
an interference is allowed to proceed. Use of 8-1/2 by 11 inch 
paper will facilitate preparation of the ultimate record. 

Two comments were received with respect to § 1.609. The 
first comment suggested that the language “count or counts” in 
§ 1.609(b)(1) be changed to “ count or counts” and 
that each occurrence of “the count” in § 1.609(b)(2) be changed 
to “each count”. The suggestion is being adopted. These 
changes are editorial in nature and are designed to enhance the 
clarity of the rule. A second comment indicated that it was not 
clear to the commentator why it was necessary under 
§ 1.609(b)(3) for the examiner to identify the claims in an 
application or patent which are deemed to be patentable over any 
count. The commentator went on to say that the examiner “could 
probably readily identify claims which would clearly be unpat- 
entable over a count and perhaps this would be all that is needed. 
If the examiner simply said all claims are considered unpatent- 
able over the count, what recourse does the applicant have if he 
disagrees?” The purpose of having the examiner identify all 
claims which are patentable over the count or counts is to place 
the parties on notice that those claims are allowable notwith- 
standing any decision in the interference. Thus, in an interfer- 
ence between Jones and Smith if the examiner indicates that 
claim 8 of Jones is patentable over the proposed count or counts, 
Smith will know that Jones may receive a patent containing 
claim 8 even if Smith wins the interference. This will permit 
Smith to move under § 1.633(c) to add claim 8 as corresponding 
to a count if Smith believes claim 8 defines the same patentable 
invention as one of the counts. Contrary to the suggestion in the 
comment, an examiner will not indicate that a claim is unpatent- 
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able over a count; rather, the examiner will designate the claim 
to correspond to a count. Each claim in a patent or application 
which is directed to the same patentable invention as a count will 
be designated to to the count. Under the new practice, 
aia examiner will no longer have occasion to indicate that a claim 
will be rejected over a lost count. To fully answer the commen- 
tator’s question, if a claim is designated to correspond to a count 
and the applicant believes the claim does not define the same 
patentable invention as the count, the applicant may move under 
§ 1.633(c) to designate the claim as not corresponding to the 
count. If the motion is granted, the examiner would be authorized 
to issue the applicant ——, containing the claim even if the 
applicant loses the in 

Several comments were received which discuss § 1.611. One 
comment suggested addition of a paragraph (f) to permit ex- 
panded summary judgment proceedings in application-applica 
tion interferences. Since expanded summary judgment proceed- 
ings are not contemplated, Go tunepatients ant betan aheeted. 
See the discussion above under analysis of comments of § 
1.608(b). Two comments —— that § 1 S1NENS). which 
provides that a notice declaring the interference shall specify 
among other things the “order of the parties,” fails to take into 
account the fact one party may be “ senior” as to one count and 
“junior” as to another count. As explained above in connection 
the analysis of the comments concerning § 1.601(m), 
the “order of the parties” is a procedural tool. It indicates the 
“style” of the case—which practitioners are encouraged to use. 
If there are two counts and one party is “senior” as to one count 
and “junior” as to another count, the party has the burden of 
proof as to that count to which the party is ” See § 1.657. 
Apprapriate testimony periods will be set (4 1.45100) to accom. 
modate differing burdens of proof in cases where a party is 
“senior” on one count and “junior” on another count. The 
suggestions to change the meaning of “order of the parties” are 
not being adopted. Another comment suggested that § 1.61 1(e) 
be changed to indicate that notice “shall” (as opposed to 
“may”) be given in the Official Gazette when an interference 
has been declared involving a patent. No useful purpose would 
be served by changing “may” to “shall” inasmuch as the rights 
of parties involved in an interference are not affected by publi- 
cation or non-publication of the fact that a patent is involved in 
the interference. By § 1.611 the PTO intends to exercise discre- 
tion to publish in the Official Gazette an identification of 
which become involved in interferences; however, the does 
not intend to undertake an absolute obligation to do so. The use 
of “may” better expresses the PTO’s intent behind § 1.61 1(e). 

No written comments were received relating to § 1.612. 
However, at the hearing two suggestions were made orally. The 
first suggestion was that where a ” has obtained a copy of 
his “opponent's” affidavit under § 1.131 or § 1.608(b) (see § 
ee ae 
A to the su , if the then intends to rely 
on the affidavit (§ 1.671(e)), the opponent would have to “re- 
serve” the affidavit on the party. This suggestion is not being 
adopted. When the party gains access to the affidavit under 
~ 1. peas war “et doen dn om Antenne Se On 

the other hand, the opponent knows exactly those portions of the 
affidavit upon which the opponent intends to rely. After careful 
consideration, the PTO believes on balance that it is better for the 
opponent to serve a copy of the evidence upon which the 
opponent intends to rely. Service avoids issues as to whether the 
i aedikdeameaee, 
of the evidence upon which the opponent intends 

The second suggestion concerning § 1.612 made orally athe 
we ee as Se Oe ne ae 
“predecessor application, even though the application may at 
be relied upon for 35 USC, Section 120 benefit.” According 1 
the suggestion, access to a “predecessor application” ma’ 
needed to uncover relevant evidence, tacludieg violations cf 37 
CFR § 1.56. Specifically, the commentator called attention to 
Driscoll v. Cebalo, 731 F.2d 878, 221 USPQ 745 (Fed. Cir. 
1984), rehearing denied mem., (Fed. Cir. July 25, 1984). The 
suggestion is not being adopted. The Patent Statute (35 U.S.C. § 
122) provides that applications for patent will be preserved in 
secrecy by the PTO unless special circumstances are shown. 
Section 1.687(c) a for “additional discovery” when 
required in the interest of justice. Additional discovery is 
believed to provide the necessary procedural vehicle for obtain- 
ing access to an opponent's “predecessor application.” 
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One comment was received which suggested that the lan- 
Ons aur “ape nb tale te 
added “agent” in § 1.613(b) suggestion is being 
because it is believed to make the rule clearer. 
comment was received which said the following with 
mete le “Sanctions should not be left to the Examiner- 
in-Chief (EIC) or BAI [Board of Patent Appeals and Interfer- 
ences] - This Rule is unnecessary and should be deleted. An 
alternative would be to give sanction power only to the BAL” 
The suggestion to delete 1.6168 not bring adopted. Thee are 
cases sanctions are warranted. See ¢.g., Woods v. 
Teuchiya, 20 207 USPQ 228 (Comm'r. Pat. 1979) and Tezel v 
Bellantoni, 188 USPQ 688 (Bd.Pat.Int. 1975). The PTO contin- 
ues to believe that imposition of a sanction (except judgment) by 
a single examiner-in-chief is . In any event, a party 


out prejudice to the right of any other party to attack the suffi- 
ciency of the Rule 608(b) showing when offered as Rule 672 
testimony.” The ion is not being adopted. While no 
explicit statement to that effect will be in § 1.617(a), i 


scsuanail Sadubouee eoceadieagtecaste tan inal i 
i indice tea 
Breuer v. DeMar- 
inis, 558 od 22 28 28, 194 USC USPQ 308, 313 (CCPA 1977) and 
Schwab v. Pittman, 451 F.2d 637,640, 172 USPQ 69, 71(CCPA 
wes 


Several comments suggested that 
permitted as a matter of right to file a reply 
by any opponent under § 1.617(d). The suggestion that a reply 
permitted is SS § fama na 
changed to read: “[w] ithin a time authorized by the examiner- 


in-chief, an may file a reply to any statement filed by 
any opponent.” Some of the comments indicated that the appli- 
en ee Te 
another opponent. The language “any 

Goulaa, Ue ee a Os Ua ce we stionar 

The change in the last sentence of § 1.617 

+ eared to “any opponent” ts tasaind anti cert 
parties may appear at a hearing if the applicant requests a 


One comment suggested that the patentee (and presumably 
pe Argel ig = mers Foie seme ge we Bee al 
during summary judgment 
Scinnudestedl Klamapinthe eof LIE) 
intended 


, intends to be rather strict in permitting the 
pe a A peer After the applicant (with or 
ithout additional evidence), any opponent may file a statement. 
in the statement, the pe ape tony 


opponent 
the evidence (original and ee 
pty ty mr 481 F.2d 1327, 1 SPO 103 


(CCPA — Under ban te bey erent art te 
rationale for summary judgment which does not appear in 
order to show cause issued by the the examiner-in-chief. However, 
it is not the PTO’s intent to interpret § 1.617(d) in the narrow 
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manner the Court of Customs and Patent Appeals interpreted 37 
CFR § 1.204(c) in Kahl v. Scoville, 609 F.2d 991, 995-996, 203 
USPQ 652, 656 [headnote 6} (CCPA 1979). An example will 
illustrate how the PTO intends to interpret § 1.617(d). 
Example 35: An applicant copies claims from a patent and is 
required to submit a showing under § 1.608(b). Upon review of 
the showing under § 1.608(b), the examiner-in-chief concludes 
that the showing fails to make out a prima facie case of priority, 
because applicant has failed to show an actual reduction to 
practice. Applicant files a response and includes additional 
evidence which purports to show an actual reduction to practice. 
The patentee then files a statement in which two arguments are 
made. First, patentee argues that the additional evidence has not 
been properly authenticated. Second, patentee argues that even 
if applicant has shown an actual reduction to practice, summary 
judgment is nevertheless appropriate because applicant sup- 
pressed and concealed after the actual reduction to practice. The 
first argument is proper, but the second argument is not. A 
patentee may comment on the sufficiency of the applicant’s 
evidence. Fairness, however, dictates that summary judgment be 
granted only after fair notice in the order to show cause. Accord- 
ingly, summary judgment will not be based on a rationale raised 
by a patentee in a statement which does not correspond to the 
— used by the examiner-in-chief in the order to show 


"Adinsitabenneatein’ 1.617(a) and § 1.617(g) to make 
clear that once summary a proceedings have — 
an interference will the normal manner.” 
c is intended to codify the decisions! in Walsh v. Sakai, 167 
USPQ 465 (Comm’r.Pat. 1967) and Jng v. Chiou, 207 USPQ 321 
(Comm’r.Pat. 1979). This change is further discussed in 
the discussion of the comments received with respect to § 
1.635. 

One comment was received which indicated that § 1.618: 


“needs qualification. It may to resubmit 


be appropriate 
certain papers (See also § 1 .644(d) last sentence).” 


The precise “qualification” needed was not set forth in the 
comment. Likewise, no example of “certain ” was set 
forth. Under the circumstances, the PTO declines to make any 
change in § 1.618. 

Several comments were received which discussed the rules 
relating to preliminary statements. 

Three comments were received which suggested that 
§ 1.622(a) be amended to “take into account several court 
decisions holding that joint inventors need not be joint inventors 
of [the subject matter of] all claims.” Changes have been made 
in § 1.622(a) consistent with the amendment to 35 U.S.C. § 116 
made by Public Law 98-622. 

One comment was critical of §§ 1.623(c); 1.624(¢); and 
1.625(c), because § 1.628(b) does not cover the possibility that 
a drawing might not be available, e.g., a drawing destroyed in “a 
fire.” Section 1.628(b) has been amended to permit a party to 
allege a date when a first drawing or first written description was 
made in those circumstances where the first drawing or first 
written description is not available. The party will be required (1) 
to show good cause and explain in the preliminary statement why 
a copy of the drawing or written description cannot be attached 
to the preliminary statement and (2) attach to the preliminary 
statement the ear]iest drawing or written description made in or 
introduced into the United States which is available. The party 
ae a oy Sr cages mag rane mor 

statement promptly after the drawing or written description 
becomes available. It is the PTO’s intent by the amendment to 
§ 1.628(b) to overrule the holding of headnote [1] of Reddy v. 
Davis, 187 USPQ 386, 388 (Comm’r.Pat. 1975) 

Another comment was critical of the language “conceiv 
in § 1.623(a)(4). The caret rues dont request allge 
a conception; rather, they require one to allege the date of the 
certain acts which, if proved, would establish conception. See 37 
pr pos 1 .216(a)(4). According to the commentator, an allegation 

of conception is “unprovable and meaningless.” The use of 

“conception” in § een oe beige we 

permit a party to “plead” the earliest date on which it believes 
conception occurred. Contrary to the suggestion in the comment, 
and may be proved during the 

the testimony See Gould v. Schawlow, 363 F.2d 908, 150 
USPQ 634 (COPA 1966); Meitzner v. Corte, 410 F.2d 433, 161 
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USPQ 599 (CCPA 1969); and Mergenthaler v. Scudder, 11 
App.D.C. 264, 1897 C.D. 724 (D.C.Cir. 1897). There is no need 
to prove “conception” in the preliminary statement. 

A preliminary statement serves several useful purposes in an 
interference: (1) it serves to limit a party’s proofs as to time, (2) 
it serves as a vehicle for permitting the examiner-in-chief or the 
Board to issue orders to show cause in those cases where it would 
be futile to take testimony, and (3) it serves as notice to an 
opponent of the case which is alleged by a party. Under the rules 
being announced herein, the issues which will be raised and 
decided by the Board at final hearing are made known during the 
interlocutory stage through (a) the preliminary statement, (b) 
motions under § 1.633 and decisions thereon, and (c) notices 
under § 1.632 of a party’s intent to argue abandonment, suppres- 
sion, or concealment. Section 1.632(a)(4) requires a party to 
allege a date of conception—it does not require proof of concep- 
tion. The allegation puts the opponent on notice that the party 
intends to prove conception as of a date no earlier than the date 
alleged in the preliminary statement. 

One comment suggested that the rules relating to preliminary 
statements are deficient because they do not permit one to allege 
allegations concerning tapes. Specifically, the commentator 
said: “What about a taped transcript of an invention, a practice 
being followed in a number of research departments of corpora- 
tions?” If making a tape is the last act of conception, a party may 
allege the date the tape was made as the conception date under § 
1.623(a)(4). 

Several comments were received which suggested that a 
party should not have to allege derivation in a preliminary 
statement because the party may not know derivation occurred 
until the testimony period. Section 1.625 requires a party to file 
a preliminary statement when derivation is an issue. If derivation 
is not known or discovered prior to the date the preliminary 
statement is due, a party may move to amend the preliminary 
statement and allege derivation promptly after existence of 
derivation is discovered. 

Several comments discussing § 1.624 were received. One 
comment suggested that § 1.624(a)(5) should require a party to 
State, meee og pa , that no actual reduction to practice of an 
invention a foreign country was introduced into the 
United States. This suggestion is being and a second 
sentence has been added to § 1.624(a)(5) which provides: “If an 
actual reduction to practice of the invention was not introduced 
into the United States, the preliminary statement shall so state.” 
This sentence conforms § 1.624(a)(5) to the allegation required 
in the second sentence of § 1.623(a)(5). Another comment 
suggested that the language “in the United States” be inserted 
after “reasonable diligence” in § 1.624(a)(6) and that all occur- 
rences of the language “was made” in § 1.624(c) be changed to 
“was introduced into the United States”. This suggestion is 
being adopted. As noted in the comment, “[t] he changes . . . are 
necessary to clarify that for an invention made abroad the only 
relevantactivities are those which occur in the United States.” 
See 35 U.S.C. § 104. 

One comment asked “how does one introduce ‘an actual 
reduction to practice of the invention’ in the United States?” 
Breuerv.DeMarinis, 558 F.2d 22, 194 USPQ 308 (CCPA 1971), 
illustrates a case where an actual reduction to practice abroad 
was introduced into the United States. 

One comment suggested that § 1.627(a) be changed to re- 
quire preliminary statements “be enclosed in an outer envelope 
addressed to the Commissioner of Patents and Trademarks and 
be additionally marked Box Interference—Preliminary State- 
ment.” According to the comment, the confidentiality of pre- 
liminary statements “envisioned under the proposed rules 
would be further enhanced . . . .” The suggestion is not being 
adopted. The PTO believes it is sufficient if —— state- 
ments are enclosed in a sealed envelope as specified in 
§ 1.627(a). The Board will not permit access to preliminary 
0” flees pean ea: seca ele mane 
in-chief. 

Several comments discussing § 1.629 were received. One 
comment suggested that the first sentence (“A preliminary 
statement should be carefully prepared.”) should not in 
ee eee agrees 
with the commentator that the sentence: 


“no longer appears necessary or appropriate in the 
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context of rulemaking. The remainder of the paragraph 
makes the admonition redundant at best.” 


Two comments were received which su that the word 
“normally” be deleted from the last sentence of § 1.629(d). The 
ee 
pleading. The Board does not evaluate or consider the content of 
a drawing or written description prior to final hearing. At final 
hearing, in fact, the Board will only consider the drawing or 
written description if a party places the drawing or written 
description in evidence. The word “normally” first in 
37 CFR § 1.223(c), last sentence, in 1978 (see e.g., 973 TMOG 
19 (Aug. 1, 1978)). The last sentence of 37 CFR § 1.223(c) was 
intended to codify headnote [2] of Reddy v. Davis, 187 USPQ 
386 (Comm’r.Pat. 1975). The word “normally” appears in the 
rule to permit the Board to exercise discretion to evaluate or 
consider the content of a drawing or written description in some 
unusual and presently unforeseen circumstance. 

One comment suggested that “no earlier than” in § 1.629(b) 
be changed to “as early as”. The suggestion is being adopted 
inasmuch as it is believed to more clearly state the intent of the 
rule. 

One comment suggested that § 1.629(d) “is improper be- 
cause it fails to take into account testimony which can show that 

a drawing and/or written description were actually made even 
though the drawing and/or written description are not now 
available.” A change to § 1.628(d) and addition of “unless the 

complies with § 1.628(b)” to the first sentence of 
§ 1.629(d) eliminates the raised by the commentator. 

One comment discussing § 1.631(a) was received which 
expressed the view that a junior party should be required to send 
a copy of its preliminary statement to the senior party even if the 
senior party does not file a preliminary statement. According to 
the commentator, the senior party is prima facie the first inventor 
and at some time it will have to know the earliest dates alleged by 
the junior party. The rules require all parties to file a preliminary 
statement. If a junior party does not file a preliminary statement, 
it will be denied access to any other preliminary statement which 
is filed. A senior party, however, is always entitled to access to 
any preliminary statement filed by a junior party. See e.g., § 
1.631(b). However, a junior party will only be required to serve 
a senior party who files a statement. 

Numerous comments were received on § 1.633. 

One commentator asked: “What sort of a judgment is in order 
if a count is not patentable over the prior art to an 
Section 1.633(a) authorizes a party to bring a motion for judg- 
ment on the ground that the opponent’s claim 
a count is not patentable. Br bs tapactans 00 aot Gat tao sullen 
raises the patentability of the t’s claim not the count. 
Accordingly, by a motion under § 1.633(a), a party seeks entry 
of a judgment that the opponent is not entitled to a patent 
containing a claim corresponding to a count. 

Two comments questioned the nature of the j 
a motion under § 1.633(b) is granted. Section 1.633(b) author- 
izes the filing of a motion for judgment on the that there 
is no interference-in-fact. If a motion under § 1.633(b) is granted, 
the judgment would provide that each party is entitled to a patent 
containing that party’ s claims corresponding to the count. Judg- 
ments in interferences under these rules will determine a party’s 
entitlement or lack of entitlement to claims corresponding to a 
count. 

One comment expressed the hope that “third inventor- 
ship” would not be made an issue in interferences. to 
the hope expressed by the commentator, “third inventor- 
ship” can be made the subject of a motion under § 1.633(a). Any 
ground of unpatentability may be made the subject of a motion 
under § 1.633(a) except (1) priority of invention of the subject 
matter of a count by the moving party as against any opponent or 
(2) derivation of the subject matter of a count by an opponent 
mchonh wy Tay 2 It should be noted that under past 
practice, third party inventorship has not been considered 
“ancillary” to priority. Sheffner v. Gallo, 515 F.2d 1169, 185 
USPQ 726 (CCPA 1975). However, under these rules, the 
question of whether an issue is “ancillary” no longer arises. See 
130 Cong. Rec. H10528 (daily ed. Oct. 1, 1984)(statement by 
Rep. Kastenmeier). Public Law 98-622 eave 
to consider priority and patentability. Fass weer 
involves a question of patentability. 35 U.S: § 102(f). 
One comment pointed out that § 1.633(e) adopts the estoppel 


when 
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rule approved by the Court of Customs and Patent in 
Avery v. Chase, 101 F.2d 205, 40 USPQ 343 (CCPA 1939), cert. 
denied, 307 U.S. 638 (1939), while rejecting the rule announced 
by the U. S. Court of Appeals for the District of Columbia Circuit 
in International Cellucotton Products Co. v. Coe, 35 F.2d 869, 
30 USPQ 366 (D.C. Cir. 1936). See also American C yanamidCo. 
v. Coe, 106 F.2d 851, 42 USPQ 302 (D.C. Cir. 1939). The 

ee 


commentator is 

po ere A Chase. The fi comment 

in In re Shimer, 69 F.2d 556, 558,21 Usre 
the intent of 


isi 163 « ‘A 1934), accurately expresses 
PTO in promulgating §§ 1.633(e) and 1 od 1 658(c): 


It may be stated that this rule works no ip to him 
who is diligent in pursuit of his rights. When an interfer- 
ence is declared, the files of his contestants are open to 
him. He has full cognizance of their disclosures and 
claims. Sn ney eR tg 

every claim he has. [Rule 1.633(e)] . . 


lied in 
cases, results in the better conduct of the business of the 
Patent [and Trademark] Office and in the public good. 


One comment suggested that the following be added to the 
end of § 1.633(c): 


A motion to add or substitute a count shall be construed 
as an automatic request for the benefit of any earlier 
— [filing] wee a pontine 


as encompassed by a contemporaneous motion 
cnder$ 1.633 0) unless indicated otherwise. Any 
opposition thereto must be raised in a motion opposition 
pursuant to § 1.638. 


The suggestion is not being specific 
§ 1.637(c) appears in § 1.633(c). Provisions of $ 1.637(c) 
spell out in detail the which a moving party must take in 
filing a motion under § 1.633(c). One of those steps requires the 
benefit of any earlier application. The 
thas been accorded for a “first” count does 
not establish that benefit should be accorded for a “second” 
count. The PTO believes the burden should be on the moving 
Party to point out where an earlier application supports a count 
rather than placing the burden on an opponent in the first instance 
to point out where an earlier application fails to support particu- 
lar subject matter. There is no compelling reason to force the 
opponent “to a negative.” It should be noted that the 
language appropriate,” has been deleted in every 
instance from § 1.637 to make clear that the burden lies on the 
ing party to request benefit when that party files a motion 
under § 1.633. 
At the hearing, one individual commented that § 1.633(a) is 
not clear as to whether a motion for judgment based on “fraud 
lent 


reference to 


party’s i by ivath 
1.633(a(2) excludes both “innocent” derivation (e. 

a third party and unknown to either party in an i 
eS 8. See 
the invention from an opponent). In either event if derivation by 
an opponent of a party's invention is proved, the party will be 
awarded j 

One comment made the following statement: 


An opponent faced with a motion for judgment on the 
ground that a count is may not be able to 
prove in the short time periods. Provision 
should be made for extensions of time in such cases. 


Provisions for extensions of time are made in § 1.645. 
addressed | 
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opponent of the motion. The commentator’s 
Actually, the motion should be deferred to hearing and a 
testimony period would be set. In ruling on motions under § 
1.633, it will not always be possible for the examiner-in-chief to 
grant or deny outright a motion. When testimony is needed to 
iodnsinlindangtantrcnmmmbeigatentiteddheaieislen 
on the motion to final hearing and permit testimony. See § 
1.639(c). The moving party retains the burden. If testimony is 
taken on patentability, the parties would also have to take 
testimony on priority. With all testimony at its disposal, the 
Board would then be in a position to rule on all issues and award 
a judgment. 

One comment asked how the claims of the parties would be 
designated to correspond to the counts if in Example 18 a motion 
to substitute Count 2 (benzene) and add Count 3 (chloroform) 
was granted. The following Example 36 answers the commenta- 
tor’s question. 

Example 36: The facts in this example are the same as 
Example 18. Assume that applicant AB believes that benzene 
and chloroform define table inventions. Applicant 
AB would file a motion under § 1.633(c)(1) to substitute Count 
2 (benzene) for Count 1 (Markush group of benzene or chloro- 
form) and add Count 3 (chloroform). If the examiner-in-chief 
grants the motion, the interference would be redeclared by 
deleting Count 1 and substituting in its place Counts 2 and 3. 
Claims 1 and 2 of the patent H and claims 11 and 12 of 
application AB would be designated to to Count 2. 
Claims 1 and 3 of patent H and claims 11 and 13 of application 
AB would be designated to to Count 3. If one party 
proves priority with respect to both benzene and chloroform, that 
party would be entitled to all claims in its application or patent 
corresponding to Counts 2 and 3. The other party would not be 
entitled to a patent containing any claim corresponding to 
Counts 2 and 3. If patentee H proves priority with respect to 
benzene and applicant AB proves priority with respect to chlo- 
roform (assuming there was no issue raised at final hearing with 
respect to the patentable distinctness of benzene and chloro- 
form), the judgment would provide that patentee H is not entitled 
to a patent with claims | and 3, but is entitled to a patent with 
claim 2 and that applicant AB is not entitled to a patent with 
claims 11 and 12, but is entitled to a patent with claim 13. If an 
issue is properly raised at final hearing as to whether benzene and 
chloroform are the same patentable invention and the Board 
holds that they are the same patentable invention, the party 
proving the earliest priority as to either benzene or chloroform 
would prevail as to all claims. Thus, if patentee H invented 
benzene before applicant AB invented benzene or chloroform, 
patentee H would be entitled to a patent containing claims | 
through 3 even if applicant AB invented chloroform before 
patentee H invented chloroform. Applicant AB would not be 
entitled to a patent with claims 11 through 13. 

An oral comment was received by telephone which raised the 
question of whether a party is, or could be, required to present in 
the party’s application every claim which the party may ever 
seek to obtain in a patent based on the party’s application. 
According to the commentator, such a requirement would pre- 
vent the party from proceeding ex parte after the interference on 
any claim on which a favorable judgment was not entered. It is 
not the PTO’s intent to require a party who is an applicant to 
present at the outset all claims which the party may ever seek to 
obtain in a patent based on his application. Parties in interference 
cases should recognize, however, that the interference estoppel 
provisions of § 1.658(c) have been expanded with the view to 
eliminating much of the ex parte maneuvering which has taken 
place in the past after an interference is terminated. Accordingly, 
a party who fails to move to place a matter in issue runs a 
considerable risk that the party will not be able to raise the issue 
ex ou after an interference is terminated. Nevertheless, the 
PTO has determined that it will not, at this time, adopt the 
requirement suggested by the commentator. The commentator 
also su contingent on his earlier suggestion ~ 
jected, that the rules provide that a party be authorized to 
motion to iaestesqnegpunent whe ban cgetieuswmediodsin 
to the opponent's application and to designate the claim as 

to a count. This suggestion is being adopted by 
addition of § 1.633(c)(5). 5 (c)(S) authorizes the filing 
of a motion to redefine the eee he Seapets fre eo 
an opponent who is an icant to add ac and to designate 
dn dip damage te Genel. A cotagain alten af 


int is well taken. 
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(c)(5) to § 1.637 sets out the requirements of a motion 
under § 1.633(c)(5). Those requirements are: the moving party 
must (1) propose a claim to be added to the opponent’s applica- 
tion, (2) show the patentability of the claim to the opponent and 
apply the terms of the claim to the disclosure of the opponent’s 
application, (3) identify the count to which the proposed claim 
shall be designated to correspond, and (4) show that the proposed 
claim defines the same patentable invention as the count to 
which it will be designated to correspond. The following ex- 
ample illustrates how practice under §§ 1.633(c)(5) and 
1.637(c)(5) is expected to occur. 

Example 37: In this example, some of the facts set out in 
Example 32 will be used. Application AV discloses engines and 
in particular a 6-cylinder engine. Application AV contains only 
claim 1 (engine). Application AW discloses engines in general, 
but does not specifically disclose a 6-cylinder engine. Applica- 
tion AW contains only a single claim 3 (engine). Seeing that 
application AV specifically discloses a 6-cylinder engine and 
believing that a 6-cylinder engine is the same patentable inven- 
tion as “engine,” AW could move under § 1.633(c)(5) to require 
applicant AV to add a claim (6-cylinder engine) and to have the 
claim designated to correspond to the count (engine). Applicant 
AV could oppose on the ground that a 6-cylinder engine is not the 
“same patentable invention” as “engine.” If the motion is 
granted, applicant AV would be required to add a claim to 6- 
cylinder engine and the claim would be designated to correspond 
to the count. If applicant AV loses the interference, the judgment 
would preclude applicant AV from obtaining a patent with 
claims to “engine” or “6-cylinder engine.” If the motion is 
denied on the basis that a 6-cylinder engine is not the same 
patentable invention, applicant AV would not be required to 
present a claim to 6-cylinder engine and would be able to pursue 
such aclaim ex parte even if applicant AV loses the interference. 

If an applicant is ordered by an examiner-in-chief to file an 
amendment to present a claim and the applicant fails or refuses 
to timely present the amendment, the failure or refusal will be 
taken without further action as a disclaimer by the applicant of 
the subject matter of the claim. See the second sentence of 
§ 1.640(b)(1). 

At the hearing, one commentator indicated that it is not clear 
whether § 1.635 “would permit a motion for judgment in a 
situation where a junior party’s case-in-chief fails as a matter of 
law to overcome a senior party’s effective filing date.” Under the 
tules, it is not the intent of the PTO to allow a senior party to test 
the sufficiency of the case-in-chief of a junior party prior to final 
hearing. Thus, a “motion for a directed verdict” (see Rule 50(a) 
of the Federal Rules of Civil Procedure) at the conclusion of the 


junior party’s case-in-chief and prior to a senior party’s case-in- 


chief is not authorized under the rules. If a senior party believes 
the case-in-chief of the junior party is insufficient as a matter of 
law, the senior party may elect to proceed i ly to final 
hearing. If the senior party is incorrect, however, the senior party 
will have waived any right to present any case-in-chief or 
rebuttal. See e.g., Comstock v. Kroekel, 200 USPQ 548, 550 n. 4 
(Comm’r.Pat. 1978); Lorenian v. Winstead, 127 USPQ 501, 508 
(Bd.Pat.Int. 1959); and, more recently, Burson v. Carmichael, 
731 F.2d 849, 221 USPQ 664 (Fed. Cir. 1984) (“There is no 
support in law for repeated bites at the apple”). This would be 
true even if the only evidence relied upon by the junior party is 
a showing under 1.608(b). In this respect, the rules codify the 
decision in Walsh v. Sakai, 167 USPQ 465 (Comm’r.Pat. 1970). 

Two comments were received which suggested that the 

twenty-day period in § 1.636(b) is too short. It was suggested that 

a longer time period be set and one comment suggested thirty 
(30) days. The suggestions are not being . The time 
period set for filing oppositions will normally be set during a 
telephone conference call between the examiner-in-chief and 
the attorneys for the parties. The twenty-day period appears in 
the rule in the event a specific time for filing oppositions is not 
set by an examiner-in-chief. The twenty-day period is deemed to 
be sufficient in most cases. T days are currently allowed to 
respond to a motion. See 37 CFR § 1.231(b). It should be noted 
that the twenty-day period is longer than the minimum period 
allowed by the Federal Rules of Civil Procedure for responding 
to motions. See Rule 6(d) and (e). 

Two comments were received which discussed § 1.637. Both 
comments suggested that a sentence be added to § 1.637(f) (2) to 
require a translation to be filed when a party moves for benefit of 
an earlier foreign application which is not in English. The 
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suggestions are being adopted and the following has been added 
as the last sentence of § 1.637(f) (2): “If the earlier 

filed abroad is not in English, the requirements of § 1.647 must 
also be met.” Section 1.647 requires a translation whenever a 
party relies on a document in a lan; other than lish. One 
comment suggested that the language of § 1.637(f)(3) (“Show 
that the earlier application discloses an embodiment within the 
scope of the each count.”) may be “contrary to past decisions of 
the CCPA which have held a disclosure can be good without a 
specific embodiment.” The critical issue in each benefit situ- 
ation is whether the earlier application constitutes a constructive 
reduction to practice of the invention defined by the count. The 
issue is necessarily resolved on a case-by-case basis and the 
presence or absence of an embodiment is only one factor to be 
considered. Accordingly, the language of § 1.647(f)(2) has been 
changed to read: “Show that the earlier application constitutes a 
constructive reduction to practice of each count.” The 

also criticized the use of the word “each” in § 1.647(f)(2). The 
term “each” is used to make clear that when there are two or 
more counts, the moving party must show that the earlier appli- 
cation constitutes a constructive reduction to practice for each 
count. There are cases where a disclosure in an earlier applica- 
tion would constitute a constructive reduction to practice for one 
count but not for another count. 

Several changes have been made to § 1.637 which were not 
made as a result of a comment submitted from the public. Each 
occurrence of the language “Where appropriate,” in § 1.637 has 
been deleted as being unnecessary and possibly confusing. 
Whenever a party wants or believes that it is entitled to benefit of 
an earlier application, the party must file a motion under § 
1.633(f) for benefit. The language “Where appropriate” may 
have given parties the mistaken impression that a motion was not 
necessary where benefit of the earlier application had been 
accorded in the papers declaring the interference. See the discus- 
sion above of the suggested change to § 1.633(c) which was 
rejected. 

The language “or adding a claim to be desi to corre- 
spond to a count” has been added to § 1.637(c)(2). The change 
supplements a change made in § 1.633(c)(2). Section 
1.637(c)(2) sets out the requirements for a preliminary motion io 
redefine the interfering subject matter by adding a claim in the 
moving party's application and to designate the claim to corre- 

spond to a count. 

In § 1.637(c)(2)(ii), the language “Apply the oye of each 
proposed claim to the disclosure of the application” has been 
changed to “Show that the proposed or added claim defines the 
same patentable invention as the count”. This change was made 
to add the requirement of showing that the new claim defines the 
same patentable invention as the count and to eliminate a re- 
quirement already contained in § 1.637(c)(2){iii). 

Section 1.637(c)(2)(iii) was changed to refer to an “amended 
or added claim” and thereby conform the language of the section 
to the language of § 1.633(c)(2). 

Paragraph (c)(5) was added to set out the requirements of a 
motion under § 1.633(c)(5) which permits a party to move to 
require an t who is an applicant to add a claim to the 
application and to designate the claim to correspond to a count. 
See Example 37. 

Two comments were made concerning § 1.638. One com- 
ment suggested that the twenty-day periods of paragraphs (a) 
and (b) were too short. The PTO has evaluated the time periods 
of paragraphs (a) and (b) and has decided that no change will be 
made to those periods. Attention is directed to the discussion 
above of the comments concerning § 1.636(b) which also con- 
tains a twenty-day period. 

ap mene pep apt ye enh | 
to an opposition to a motion should be permitted as a matter of 
course. Upon consideration of the comment, it has been decided 
to authorize the filing of replies to opposition to all motions. 
Presently, replies are permitting as a matter of course only for 
oppositions to motions under 37 CFR § 1.231. Section 1.638(b), 
as changed, would permit the reply eeney lames The PTO 
over the years has received complaints 
of aparty to file replies. The change being made made inf 1.6380 wl 
be reviewed sometime in the future to determine whether 
tng replies helpful to the Board anor whether undue delay 
in resolving interference occurs because replies are filed. More- 
over, the PTO will make a judgment on whether “new issues” 
are being raised as a matter of course in replies. It can thus be seen 
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that the change in authorizing replies may be considered experi- 
mental and could be changed in the future if found to be counter- 
productive or inconsistent with the objective of resolving inter- 
ferences in a relatively prompt manner. 

One comment discussing § 1.639 was received. The com- 
ment states: 


The requirement that proofs of alleged material facts 
must be filed may be difficult or impossible to meet in 
view of the shortened times. [The] rule should make 
provisions for timely submission of proofs within rea- 
sonable times. 


To the extent that the comment suggests setting specific times 
in the rules, the suggestion is not being adopted. It should be 
noted that if affidavits cannot be timely prepared to be filed with 
a motion, the moving party may wish to take advantage of 
paragraph (c) which requires a party to specify any testimony 
needed to resolve a motion. 

One change was made in § 1.639(c) to make clear that a 
moving party or an opponent may describe any testimony 
needed to resolve a motion under either § 1 633 or § 1 634. Often, 
testimony is needed to resolve inv disputes. Accord- 
ingly, a party may describe testimony needed to resolve motions 
to correct inventorship under § 1.634. It should be noted that if 
a party relies solely on affidavits in support of a motion (under § 
1.633 or § 1.634) and the issue raised in the motion is to be 
considered at final hearing, the party must comply with 
§ 1.671(e). 

Several comments were received which discussed § 1.640. 
One comment asked: “When the final sentence speaks of a panel 
deciding the request for reconsideration, does this mean that the 
panel decides whether to reconsider or whether to modify the 
decision?” It was the PTO’s intent that the panel make a decision 
on whether to modify the decision made by the single examiner- 
in-chief. Accordingly, the language “shall be decided by a 
panel” in the last sentence of § 1.640(c) has been changed to 
read: “shall be acted on by a panel”. Another in lan- 
greeny pale tee pe 
clear that a decision of a single examiner-in-chief will not 
ordinarily be modified by a panel without an opportunity to file 
an opposition. 

Another comment suggested that § 1.640(a) be changed to 


suggested that 
eee Sens oo 
suggestion is not beingadopted. The comment fails to explain 
why the language should be deleted. It is obvious that a motion 
cannot always be granted or denied; other action is offen appro- 
—_ °6. deferring consideration of a motion to final hearing. 
1.640(b) gives the examiner-in-chief discretion to take 


mination providés 
iner-in-chief may follow in those cases where granting or deny- 

ing a motion is not appropriate. 
One comment was received which suggested that § 1.640 be 
ee in-chief hold a hearing to 
determine whether an interference should proceed in those cases 
where a junior party fails to allege a date prior to the senior party 
and remains in an interference only because the junior party is 


examine n-ne equi 0 onal wih an examiner pre 
to deciding a preliminary motion for judgment under 
based on patentability. The oral comment po am peta Ann 
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(1) The examiner-in-chief will normally obtain a patentabil- 
ity report when deciding motions involving a question of pat- 
entability. 

(2) The examiner-in-chief will consult with a primary exam- 
iner prior to deciding a motion raising an issue of patentability. 


The suggestion of the oral comment is not being adopted. An 
examiner-in-chief is a person having “competent legal knowl- 
edge and scientific ability.” 35 U.S.C. § 7. Examiners-in-chief 
review decisions of examiners on questions of patentability: 
Accordingly, there is no reason to require an examiner-in-chief 
to consult with an examiner on a question of patentability. The 
PTO recognizes that many examiners possess special expertise 
in particular arts. It is for this reason that § 1.640(b) provides that 
“[a] n examiner-in-chief may consult with an examiner in 
deciding motions involving a question of patentability” (em- 
phasis added). Thus, an examiner-in-chief is authorized to con- 
sult with an examiner on a question of patentability where the 
examiner-in-chief believes consultation will be beneficial. 

One comment suggested that § 1.642 be changed to permit an 
examiner-in-chief to add a newly discovered patent, as well as 
newly discovered applications, to an interference. Inasmuch as 
35 U.S.C. § 135(a) authorizes interferences between applica- 
tions and patents, the suggestion is being adopted. The language 
“application” in § 1.642 has been changed to read: “application 
or patent”. 

Several comments discussing § 1.644 were received. One 
commentator made four suggestions, none of which are being 
adopted. First, the commentator suggested that there should be 
no fee for a petition under § 1.644(a)(1). This suggestion is not 
being adopted. A decision on a petition is a service performed by 
the PTO on behalf of a petitioner. The Commissioner is author- 
ized to charge fees for services performed. 35 U.S.C. § 41(d). 
Second, the commentator suggested that the last sentence of § 
1.644(d) be deleted. This suggestion is not being adopted. In the 
past when parties have filed petitions, copies of documents 
already in the interference file have been attached to the petition 
The copies tend to increase unnecessarily the size of the file of an 
interference. Inasmuch as the document submitted with the 
petition is already in the interference, there is no need to file a 
“second” copy of the document. Parties can expect that peti- 
tions will be returned ({ § 1.618) if the petition is accompanied by 
documents which are already in the interference file. Third, the 
commentator argued that the “requirement of service within one 
(1) day is too onerous and should be deleted” from § 1.644(g). 
Norationale was given in support of the argument. Petitions have 
caused considerable delay in interference cases in the past. To 
avoid unnecessary delay and surprise on the part of the oppo- 
nent, the PTO has decided to require that service of a petition be 
such that delivery to the opponent is within one (1) working day. 
Service within one day should not ordinarily be difficult in view 
of “Express Mail” and numerous commercial one-day delivery 
services available. Lastly, the commentator suggested that § 
1.644(i) be changed to provide that decision on a petition would 
not be delegated to the examiner-in-chief handling the interfer- 
ence. The suggestion to change § 1.644(i) is not being adopted. 
However, when a PTO employee is granted authority to decide 
a petition in an interference case, the employee would not be the 
examiner-in-chief handling the interference or an employee on 
a panel of the Board deciding the petition. It would be expected 
that an employee deciding a petition by delegation of authority 
would be one who could exercise independent judgment on the 
petition bearing in mind that a petition will be decided on the 
record made before the examiner-in-chief or the panel. In con- 
nection with this latter point, findings of fact by an examiner-in- 
chief or the Board will be presumed to be correct unless shown 
to be clearly erroneous. Discretionary action by an examiner-in- 
chief or the Board will not be overturned unless it is shown that 
an abuse of discretion occurred. 

commentator asked the following: “Is § 1.644(g) in- 
tended to apply only to ‘oppositions’ to § 1.644 petitions, or is it 
also applicable to § 1.638 oppositions?” The provisions of § 
1.644(g) apply only to petitions filed under § 1.644; those 
provisions do not apply to oppositions under § 1.638. 

Two comments suggested that § 1.644(a)(2) be changed to 
include an express statement that a petition under paragraph 
(a)(2) could not be filed until after the Board has entered judg- 
ment and that the petition could not relate to the merits of priority 
of invention or patentability or a question of whether evidence is 
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admissible under the Federal Rules of Evidence. The sugges- 
tions are being and iate language has been 
added to § 1.644(a)(2) after the word “Commissioner”. The 
change was suggested by the commentators so that no reason- 
able person could possibly overlook the fact that a petition to 
exercise supervisory authority can be filed only after entry of 
judgment. It should be noted that the language “and shall not 
relate to (1) the merits of priority of invention or patentability or 
(2) the admissibility of evidence under the Federal Rules of 
Evidence” has been deleted from § 1.644(b) in view of the 
change to § 1.644(a)(2). 

One comment suggested that the last sentence of § 1.644(f) be 
changed to make clear that a decision would not ordinarily be 
modified until the Commissioner had requested an opposition to 
a request for reconsideration. This suggestion has been 
and an appropriate change has been made to the last sentence of 
§ 1.644(g). 

One comment suggested that the word “shall” in the last 
sentence of § 1.644(b) precludes the filing of an opposition 
beyond the 15-day period specified in the rules. According to the 
commentator, the opposition should also be considered timely if 
filed within “any appropriate extension.” A party may move to 
extend the time for filing an opposition. See § 1.645. 

One comment argued that § 1.644(a)(1) cannot “be squared 
with the statute as interpreted in Myers [v. Feigelman, 455 F.2d 
596, 172 USPQ 580 (CCPA 1972)].” The rationale in support of 
the comment is the following: 


I presume that the limitation in subparagraph (b) that 
a petition under subparagraph (a)(2) “shall not relate to 
. . the merits of priority of invention or patentability or 
... the admissibility of evidence” is intended to avoid 
conflict with Myers v. Feigelman, 172 USPQ 580 
(CCPA 1972), and its progeny. However, I read Myers as 
saying that, if the board has statutory authority to make 
a decision (including all the myriad of ancillary deci- 
sions that the panels and/or the single examiner-in-chief 
will be making under the new procedure), then the 
Commissioner does not have authority to review the 
board’s or the single examiner-in-chief’s decision. Or, to 
put it the other way around, if the Commissioner reviews 
an examiner-in-chief’s decision, he is stepping into the 
shoes of the examiner-in-chief, and the Commissioner’s 
decision is in turn reviewable by the panel (which is, of 
course, the only entity authorized to exercise the statu- 
tory jurisdiction of the board—see Knickerbacker Toy 
Co. v. Faultless Starch Co., 175 USPQ 417 n.8 (CCPA 
1972)). Thus, I don’t see how proposed section 
1.644(a)(1) can possibly be squared with the statute as 
interpreted in Myers. 


It is true that the CCPA has stated that, “in performing his 
duties, the Commissioner cannot usurp the functions or impinge 
upon the jurisdiction of the Board .. . established by 35 U.S.C. 
135.” In re Dickinson, 299 F.2d 954, 958, 133 USPQ 39, 43 
(CCPA 1962). See also Myers v. Feigelman, supra, 455 F.2d at 
599 n. 8; 172 USPQ at 583 n. 8. However, it is also true that the 
Commissioner “shall superintend or perform all duties required 
by law respecting the granting and issuing of patents . . .” 35 
U.S.C. § 6; Kingsland v. Carter Carburetor Corp., 83 
U.S.App.D.C. 266, 168 F.2d 565,77 USPQ 499 (D.C.Cir. 1948); 
Inre Staeger, 189 USPQ 284, 285 n. 2 (Comm’r.Pat. 1974). The 
Commissioner, subject to approval of the Secretary of Com- 
merce, establishes the procedure by which the examiners-in- 
chief and the Board will consider interference cases. 35 U.S.C. § 
6. See also 35 U.S.C. § 23 relating to affidavits and depositions. 

Under the rules, the Commissioner will not determine on 
petition either “priority of invention” or “patentability.” See § 
1.644(b). Likewise, the Commissioner will not consider whether 
evidence should have been admitted or excluded under the 
Federal Rules of Evidence. The PTO believes that the federal 
courts, which routinely rule on admissibility under the Federal 
Rules, are in a better position to determine whether the Board 
properly interpreted the Federal Rules of Evidence. 

While the Commissioner will not decide “priority of inven- 
tion” or “patentability” under 35 U.S.C. § 135(a), it does not 
follow that the Commissioner is precluded from interpreting 
PTO rules on matters, including procedural matters 


procedural 
related to the admissibility of evidence on some basis other than 
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the Federal Rules of Evidence, hae a party has complied 
with a PTO rule such as § 1.671(e)(procedure for relying on 
affidavits) or § 1.671(g)(permission required for obtaining evi- 
dence by subpoena). 

Full consideration has been given to the comment. The PTO 
nevertheless believes that § 1.644(a)(1) is not inconsistent with 
law. Several comments concerning § 1.645 were received. One 
comment suggested that “to” be inserted in the first sentence of 
paragraph (a) before “file a notice of ” and “commence 
a civil action”. According to the comment, “[t] he use of parallel 
infinitive verb forms provides greater clarity to the rule.” The 
suggestion has been 

Another commentator said the following: 


“No good reason is seen to require a notarized oath from 
an attorney merely to explain why a paper was filed late, 
if there is no claim of substantive prejudice by other 
parties. Attorneys and examiners-in-chief should not be 
spending time and effort on merely proce- 
dural formalities. That is contrary to the intent of the new 
rules.” 


The PTO agrees with the commentator and has deleted the 
language “accompanied by an affidavit” from § 1.645(b). 

One comment suggested that a reference to § 1.610(d)(6) 
which provides for oral requests should be inserted into § 1.645 
to reflect intent stated in the comments [of the notice of proposed 
rulemaking] on proposed § 1.645.” This suggestion is not being 
adopted. As the commentator notes, § 1.610(d) authorizes an 
examiner-in-chief to hold a conference call to resolve issues and 
to enter an appropriate order following the conference call. A 
conference call may be used to obtain an extension of time. If the 
examiner-in-chief grants the request, an order may be entered— 
in which case a written motion is not necessary. The order 
provides the written record required by 37 CFR § 1.2. However, 
it would unduly lengthen the rules to insert a reference to § 
1.610(d) in each rule to which it ~ be applicable. Section 
1.645(a) specifies the procedure to be used when a written 
motion is filed. It should be noted that an examiner- —? 
require a written motion notwithstanding a conference call 

One comment stated that “[t] he ‘other business’ may be 
more pressing than the Interference. In order to serve the ends of 
justice, the PTO should be considerate in this matter.” The PTO 
intends to evaluate each request for an extension of time on a 
case-by-case basis. However, extensions of time in interference 
cases have become “routine.” A recent survey of a file in one 
interference revealed the following. The interference was de- 
clared on Mar. 30, 1976. Preliminary statements were filed on 
May 5, 1979. A decision on motions was entered on June 28, 
1982. Testimony was filed on Jan. 3, 1984. During the period 
between declaration and filing of testimony, sixty-four (64) 
requests or stipulations for extension of time were filed. 

When counsel and an examiner-in-chief agree to a schedule 
and times are set, the parties wiil be expected to adhere to the 
schedule unless there are unusual circumstances. Apart from 
work that counsel may have in an interference, an examiner-in- 
chief will have a docket and must manage not only the interfer- 
ence oe counsel, but numerous other interferences. The 
U. S. Court of Appeals for the Federal Circuit recently said the 
following in Rosemount, Inc. v. Beckman Instruments, Inc., 727 
F.2d 1540, 1549-1550, 221 USPQ 1, 10 (Fed. Cir. 1984): 


The conduct of a trial, granting of continuances and the 
like, is not, however, solely or entirely a matter of 
balancing conveniences of the parties. The Federal 
Rules of Civil Procedure recognize another considera- 
tion—the need for the exercise of discretion by the trial 
court in carrying out its duty of managing the judicial 
process, the business of the court, and the administration 
of justice. 


Likewise, these rules also recognize the need for the exercise 
Cy eae 
duty of managing the interference (§ 1.610), the business of the 
PTO (§ 1.610), eabepemene car ee! yen ey 

eral comments were received which discussed § 1. 
One comment su; that it would be clearer if “service” 
rus innavted ater adidoee” tn tee act onsnemen al § 1.65000) 
This suggestion has been adopted. 
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expedite matters or to avoid unnecessary delay. 
argued that delivery by hand may be prohibitive. 


jeer dle is [not] possible.” The use of § 1.646(d) is 
discretionary on the part of an examiner-in-chief. If delivery by 
hand, i.e., personal delivery or delivery by commercial courier, 
or by “Express Mail” is impossible, it would be expected that 
the examiner-in-chief would exercise discretion and permit 
service by first class mail. 

One comment su; that the language case,” 
which was said to appear in § 1.651(b)(1) and 65 l(c), be 
changed to “prepare case.” The suggestion is not 
because the language “present case” fons amemearet LAO. 
In any event, a testimony period is set for a party to present its 
SS -in-chief or case-in-rebuttal. 

One comment was received which made two suggestions 
regarding § 1.652. First, the comment suggested that a period 
ee Soe 0 oe te oe Se ee oe 
answering an order to show cause. This suggestion is not being 
adopted. The fifteen-day period is believed to be adequate in 
most cases. If more time is needed, a party may file a motion 
under § 1.645. Second, the comment suggested that the 
placed under an order to show cause should be i asa 
matter of course to file a “reply” brief. This suggestion is not 

. In those instances where the Board believes a 


being 
“reply” brief is desirable it may authorize the filing of a “re- 
ply.” 

One comment argued that § 1 .653(i) “fails to make provision 
for exhibits which are too big to file or are too dangerous to file.” 
If an “exhibit” nee een a ee Pt 


A party will have to rely on testimony and/or pictures or sketches 
for “exhibits” (e.g., a large machine in a factory) which are too 
large or too dangerous to be filed in the PTO. 

While no comments were received concerning § 1.654, it 
ee Se 
paragraph (c) as set out in the notice of proposed rulemaking has 
been redesignated as paragraph (d). —————— 
that a party shall not be entitled to argue that 
abandoned, suppressed, or concealed an actual reduction to 
practice unless a notice under § 1.632 was timely filed. 

Two comments discussing § 1.655 were received. The first 
comment made the following statement regarding § 1.655(a): 


Last orders are reviewed only 
for ‘manifest error’ etc. It is not clear whether this 
includes show cause orders under § 1.640 resulting from 
unpatentability determined under § 1.633(a). However, 
if so, it precludes proper review of the patentability 
‘ Fie 


Patentability will initially be determined by a single exam- 
iner-in-chief. See §§ 1.610(a) and 1.640(b). If the examiner-in- 
chief determines that a claim of a ty 1s unpatentable to that 
party, an order to show cause should not be 
pee Pree wh: Tome E redivw bw ma See § 1 — 
If a response to the order to show cause is filed, a decision will 
be entered by the Board. See §§ 1.610(a) and 1.640(e). If the 
Board determines that the claim is not patentable to the party, a 
final decision and judgment will be entered holding the claim to 
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be unpatentable. Review of the final decision and judgment is by 
judicial review under 35 U.S.C. §§ 141 or 146. It should be noted, 
however, that if there are other claims in the party’s application 
or patent which are deemed to be patentable, an interlocutory 
order would be entered holding only that certain claims are 

le. A final order holding those claims unpatentable 
would be entered after final hearing on other issues. Such a 
practice will avoid piecemeal judicial review. 

Another comment su that § 1.655 be changed to 
preclude consideration of patentability at final hearing. Public 
Law 98-622 authorizes consideration of patentability assuming 
patentability is properly raised by a party during the interlocu- 
tory phase of an interference. 

Two comments discussing § 1.656 were received. One 
comment suggested that “[b] riefs should be letter size for 
consistency.” The PTO has no preference for the size of briefs. 
Briefs may be filed on letter or legal-size paper. Inasmuch as the 
federal courts now require letter-size paper, parties who intend to 
use a PTO brief as an exhibit in a federal court should use letter- 
size paper. 

Another comment suggested that § 1.656 be amended to 
preclude a single examiner-in-chief from ruling on admissibility 
of evidence. The introductory remarks to the notice of proposed 
rulemaking (and this notice) state that “[t] he examiner-in-chief, 
where appropriate, will be available by phone to rule on the 
admissibility of evidence in the event parties encounter unusual 
problems during the taking of depositions” (emphasis added). 
The commentator states: 


If an examiner-in-chief has ruled certain evidence inad- 
missible, that evidence would presumably not be before 
the Board at final hearing. Proposed Rule 1.656(h) pro- 
vides a means for a party to obtain suppression of 
evidence to which-he has made timely objection, but the 
Rule does not provide for any means for a party whose 
proffered evidence has been held inadmissible by the 
examiner-in-chief, to have that holding considered by 
the Board. 


The change suggested by the comment will not be adopted. 
However, a brief explanation of how practice is expected to work 
is in order. The introductory remarks indicate that a single 
examiner-in-chief may rule on admissibility of evidence “where 
appropriate” and in “unusual” circumstances. There are times 
during interferences where a motion in limine can be helpful. For 
example, a junior party during its case-in-chief may wish to 
examine a witness on a document which was not served as 
required by § 1.673(b)(1). The senior party objecis and realizes 

~ that if the junior party is permitted to examine the witness cn the 
document, extensive cross-examination using numerous docu- 
ments would be necessary. In order to avoid wasting consider- 
able time, the parties could contact the examiner-in-chief by 
phone for a determination in limine on whether the junior party 
should be able to examine the witness on the document. Under 
the circumstances outlined the examiner-in-chief in his or her 
discretion could enter an order excluding the document from 
evidence. The order would be subject to a request for reconsid- 
eration. See § 1.640(c). Ordinarily, however, it would be ex- 
pected that parties would present evidence subject to objection. 
See § 1.675(c), last sentence. It is not envisioned that a single 
examiner-in-chief will routinely rule on the admissibility of 
evidence. 

Several comments discussing § 1.658 were received. One 
comment suggested that the 14-day time period in § 1.658(b) is 
too short. Section 1.658(b) provides that a party may file a 
request for reconsideration with 14 days of a final decision by the 
Board. The 14-day time period is the same period authorized for 
filing requests for reconsideration by the U. S. Court of Appeals 
for the Federal Circuit. See Rule 40(a) of the Federal Rules of 
Appellate Procedure. 

Several individuals suggested that a less restricted “interfer- 
ence estoppel” be set out in § 1.658(c). While full consideration 
has been given to the suggestions, it has been decided to retain 
in these rules the interference meee — of § 1.658(c) 
essentially as proposed. “ toppel” under § 
1.658(c) is designed to implement the PTO" s some to have as 
marty issues resolved as possible in a single inter partes proceed- 
ing. Numerous examples in this notice illustrate how practice is 
expected to take place under § 1.658(c). 
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The language in the second sentence of § 1.658(c) has been 
changed to more clearly state the nature of the estoppel and the 
exception to 1. The word “counts” in the second sen- 
tence of § 1.658(c) means the counts as they exist at the time a 
final decision is entered. 

One comment was received concerning § 1.658(c) which 
requires a specific answer. The comment made the following 
statement: 


You state that an estoppel would not apply against a 
party awarded a favorable judgment as to all counts. 
However, it seems to me that there will be occasion when 
it would not be appropriate to have estoppel where there 
was a split decision. For instance, consider an interfer- 
ence between applicants A and B in which A was 
awarded priority as to count | and B was awarded 

priority as to count 2. If I understand you correctly, A 
would be estopped in post-interference ex parte practice 
to present an additional claim X which was patentably 
indistinct from his claim corresponding to count | if B 
had support for claim X. I think this result would be 
unfortunate, and that A should be permitted to further 
refine his claim structure after the interference — that is, 
after he has been assured that he is entitled to claims to 
the basic invention recited in count 1. Under the circum- 
stances described by the commentator, inventor A 
would not be estopped to present a claim to X because X 
is “patentably indistinct” (the proper terminology un- 
der the rules would be to say X is the “same patentable 
invention” as the subject matter of count 1) from the 
subject matter of count 1. Inventor A would be entitled 
to claim any disclosed invention which is directed to the 
“same patentable invention” as count 1. The change in 
the second sentence of {g49 1.658(c) more clearly re- 
flects the PTO’s intent in this regard. Inventor A would 
not be entitled to claim any invention which is the “same 
patentable invention” as the subject matter of lost count 
2. See Examples 26, 27, and 28 for illustrations of 
interference estoppel practice when a “split” judgment 
is entered. 


Two comments were received discussing § 1.659. One 
comment suggested that the first sentence of § 1.659(b) should 
“reflect” that a reexamination may be based only on patents and 
printed publications. The suggestion is not being adopted. The 
basis upon which a reexamination may be instituted are set out 
elsewhere in the statute and rules. 35 U.S.C. 301-306; 37 CFR 
1.501-1.570. There is no further need to set that basis out again 
in § 1.659(b). Another comment suggested that the language 
“not involved in the judgment of the interference” be deleted 
from § 1.659(b). The rationale in support of the comment was as 
follows: 


Besides introducing a potential ambiguity as to what 
claims were ‘involved in the judgment,’ there does not 
appear to be any good reasons to draw this distinction, 
particularly unless itis made more specific. Why should 
the Board be prevented from rec reexamina- 

tion of some (less relevant) patent claims and not other 
patent claims which are potentially even more relevant 
to the public, unless a// of the same art has already been 
fully evaluated against the same claims in the Board’s 
decision? (emphasis in original). 


When a patent is involved in an interference, each claim of the 
patent will be designated to (1) correspond to a count or (2) not 
correspond to a count. All claims which are ultimately deter- 
mined to correspond to a count will be “involved in the judgment 
of the inierference.” Inasmuch as they are involved in the 
judgment of the interference, there is no need to recommend 
reexamination of those claims. The claims involved in the 
interference are either patentable or unpatentable based on the 
final decision of the Board. Section 1.659(b) merely authorizes 
the Board to recommmend reexamination of patent claims which 
(1) are not involved in the judgment and (2) for one reason or 
another neither party saw fit to move to designate as correspond- 
ing to a count. 

One comment was received which suggested that the require- 
ments of § 1.660 are unnecessary. The PTO disagrees. The 
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requirements of § 1.660 are designed to keep the PTO and a 
party’s opponent informed of activity which is relevant to an 
interference. These rules attempt, to the extent possible, to 
eliminate procedural surprise. Inasmuch as mail delays occur 
and the PTO cannot react instantaneously to every paper filed in 
connection with every ncn gene 
1.660 are believed helpful in preventing surprise on the of 
opponent’s and unnecessary work by examiners-in-chief or the 
Board due to a lack of knowledge of relevant activity which may 
be taking place in the PTO. 

One comment suggested that at the end of § 1.661 the follow- 
ing be added: “and the time for any such available appeal or 
review has expired.” The suggestion is not being adopted. 
Section 1.661 already provides for finality when “no appeal . . 
. can be taken . . . .” The language finds antecedent basis in 35 
U.S.C. § 135(a). 

Several comments discussing § 1.662 were received. Two 
comments suggested a change be made to provide that when a 
patentee files a statutory disclaimer under 35 U.S.C. § 253 and 
deletes all claims ing to acount, the disclaimer will be 
treated as a request for judgment. As one of the comments 
pointed out, “[s] ince . . . [the filing of a statutory disclaimer 
disclaiming all claims corresponding to a count] by the patentee 
could have no other conceivable effect, the proposed rule should 
be changed to require judgment when all on claims 
are disclaimed.” The su ion has been adopted — a 
priate changes have been made to § 1 e626) ie In view 
changes, the following language in § 1.662(c), as proposed, is 
not necessary: “A statutory disclaimer of any claim involved in 
an interference shall in subsequent have the same 
effect with respect to the patentee as an adverse judgment.” 
When a patentee disclaims less than all claims corresponding to 
a count; the claims which remain in the patent continue to be 
involved in the interference and any patentability or priority 
issues involving those remaining claims will be involved in the 
judgment on the merits in the interference. 

a eS “dissolved” in § 
1.662(d) be changed to “terminated”. This suggestion is being 
adopted, because § 1.662(d) has been deleted. However, all 
interferences will be terminated with a “judgment.” A change 
has been made in the language of § 1.11(a) to delete any 
reference to terminating an interference other than by j 

One comment suggested that the word “ in § 
1.662(a) be changed to “treated”. This suggestion has been 
adopted and more clearly states the intent of the PTO. The 
rhe army ate a gem he 
will result in certain action by the The word “treated” 
more appropriately describes the ns od of filing such 
Papers. 


One comment suggested that § 1.662(a) “is too sweeping.” 
According to the commentator, a patentee may file a disclaimer 
because it has “become aware of a statutory bar or can not afford 
the expense of an interference.” If the patentee becomes aware 
of a statutory bar, the patentee should call the “bar” to the 
attention of the PTO or file an appropriate motion under § 
1.633(a) for judgment if the “bar” applies to the opponent. If a 
junior party patentee decides than an interference is too expen- 
sive and for that’ reason files a disclaimer, there is no reason why 
judgment should not be entered in favor of the opponent. The 
comment also suggested that § 1.662(c) “needs revision” be- 
cause a patentee may disclaim one claim corresponding to a 
count, but not another. Section 1.662(c), as revised, takes into 
account the possibility that less than all claims corresponding to 
a count may be disclaimed. When some of the patent claims 


One comment made the following statement regarding the 
third sentence of § 1.662(a): 


What of abandonment in favor of a CIP [continuation-in- 
part — 

to enter [an] adverse judgment? 

procedural moves of substituting CIP for abandoned 
application anfer Gniasing enw txtesfosease. 


The third sentence of § 1.662(a) does not apply to an applica- 
tion which is not involved in an interference. If an applicant files 
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a continuation-in-part 
ae ae te are ey mer ete the 
tion involved in the interference, abandonment of the 


comment 
“claims which could have been counts 
of record.” Unless a motion (§ 1 


Fe 


suggestion is not being adopted. The language “same 
in § 1.665 is intended to cover a party and any assignee. 
suggested language “then owned” would narrow the 
the rule in a manner not intended by the PTO. 

An oral comment at the hearing 
changed so that a party would not +e" 
affidavits relied upon under § 1.608(b) in 
Opponent had already obtained copies ofthe Rule 608(0)affida 
vits. This suggestion is not being 
above answering comments related to § 1.612(b). 
comment made at the hearing noted that the PTO is “ 
the Federal Rules of Evidence. The Federal Rules inc 
“shop book” rule—Rule 803(b)(6). The commentator expressed 
the view that adopting of a “shop book” rule might make an 

change in evidence which is admissible in interfer- 

that “it would be helpful if the Patent and 
would publicly comment on this extremely 
important evidentiary rule . . . “ The PTO believes that adoption 
of Rule 803(b)(6) of the Federal Rules of Evidence does not 
constitute a change in the admissibility of “shop book” evi- 
dence in interference cases. Rule 803(b)(6) is very similar to the 
former Federal Shop Book Rule (28 U.S.C. § 1732) which it 
replaced. The courts have articulated a rule of law which the PTO 
will continue to apply in determining admissibility of laboratory 
note books under the “shop book”’ Rule 803(b)(6) of the Federal 
Rules of Evidence. See e.g., Alpert v. Slatin, 305 F.2d 891, 134 
USPQ 296 (CCPA 1962) and Elliott v. Barker, {ro 481 F.2d 
1337, 179 USPQ 100 (CCPA 1973). 

One comment suggested that § 1.671(f) be eliminated on the 
eauitasmeanpaien on teen GA and 


The ad- 
dressed by § OTIC is signif aaa problem 
documentary evidence 


in the rules that 
aunboentiaedee hopes to save 
both parties and the Board considerable difficulty in presenting 
and evaluating 


evidence. 
One comment suggested that § | Se 


i 


Baez 3 


| ‘tit 


ences and 
Trademark 


is suggestion is being adopted change 
been made to § 1.671(g) to require a moving party to “describe 
St ae ee 


© Sntedemmampeeinmetveoutbhuiabeintermente 
sion to issue a subpoena would be needed in the event a party 
seeks to call a witness under the control of an opponent. Ordinar- 
ily, the examiner-in-chief can order a party to produce an indi- 


pointed 
affidavits appears to be optional. The commentator is correct in 
pointing out that the use is optional. whe eels hy 11 inch 
, however, a party will save considerable time when filing 


a record (§ 1.653). 
SUaaan UD canES et Gp weed pan ine gees 
in 
OF Goll nsetee anliielesedy on eng teuanar lean 
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mentioned in one or more of the affidavits . . .” Specifically, one 

commentator stated: 
It is the scope of the words “the party” which leave 
doubt as to the meaning of the passage. If “the party” 
adele ane ‘ering the affidavit testimony, 

is fair since such party had the oppor- 

sicnpteaiywheimmndedementeisdeemabiweniew 
its position. But if “the party” also encompasses the 
opponent, i.e., the cross-examining party not proffering 
the affidavit testimony, then the passage Sones 
restricts the scope of cross-examination. Surely, the 
Proponent party cannot, simply by confining the affida- 
vit to favorable documents, insulate the witness from 
cross-examination on unfavorable documents. 


Section 1.672(b) refers to a “ ” and an “opponent.” 
The “party” is the party filing the idavit and not an opponent 
of that party. Any “opponent” conducting cross-examination of 
an affiant may properly rely on documents and things not 
referred to in the affidavit. 

One comment suggested that the lan, “a witness whose 
testimony will not be compelled under 35 U.S.C. 24” should be 
deleted or revised. According to the commentator: 


This is often not determinable in advance. Even a 
“voluntary” witness may develop cold feet and require 
a subpoena, or demand one for his own protection. Nor 
will all witnesses agreeable to affidavits be agreeable to 
depositions. 


The suggestion is not being adopted. An affidavit may be 
used only when a witness agrees to sign the affidavit. If an 
individual refuses to sign an affidavit or voluntarily appear at a 
deposition, the party calling the witness will have to compel 
attendance at a deposition by a subpoena under 35 U.S.C. § 24 
a permission from an examiner-in-chief. 


comment asked why there is “no express provision . 
[in the rules} for simply taking appropriate testimony of an 
adverse party by notice . . . rather than requiring a subpoena?” 
In many cases, notice will be sufficient inasmuch as an exam- 
iner-in-chief or the Board may generally order an adverse party 
to appear and give testimony. Thus, in many cases a subpoena is 
not needed to require attendance at a deposition of an adverse 


Two comments suggested that a time be set out in the rules by 
which an affidavit should be filed. The suggestion is being 
adopted and the second sentence of § 1.672(b) has been changed 
to provide that affidavits shall be filed prior to the close of the 
party’s relevant testimony period. The two comments also sug- 

that the rules specify that documents relied upon in an 
affidavit be filed with the affidavit. This suggestion is also being 
adopted by an appropriate change to § 1.672(b) which will 
provide that a party cannot rely on any document referred to in 
an affidavit unless a copy of the document is filed with the 
affidavit. Any document filed with an affidavit must also be 
served (§ 1.646). Section 1.672(b) will also provide that a party 
may not rely on any “thing” mentioned in an affidavit unless the 


custody, or control of the party submitting the affidavit. This 
suggestion is not being adopted. If a “thing” is not under the 
possession, custody, or control of a party, the party should resort 
the use of a deposition and compel production of the “thing” by 
as ee apg § 24. 

Four comments were received discussing § 1.673. It was 

that the time for service under § 1.673(b) be three days 
if service is accomplished by hand or “Express Mail” and ten 
days if service is accomplished by any other means. This sugges- 
tion is being adopted. An has been made in 
the i sentence of § 1.673(b). It was also suggested 
that the word “copy” in § 1.673(b)(1) be changed to read “list 
and copy”. In support of the suggestion, one commentator 
states: 


In connection with the service of documents, the amend- 
ment to the proposed rule would require that a listing of 
documents accompany the documents themselves. Thi 
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would permit cross-checking between lists and docu- 
ments to ascertain whether or not discrepancies exist and 
reduce the possibility for later controversy. 


The suggestion is being adopted. Under § 1.673(b)(1) alist of 
the documents would have to accompany the documents. One 
comment suggested that documents served should be “Bates 
numbered.” While this suggestion is not being adopted in the 
sense of changing the language of a rule, it must be remembered 
that the party serving documents may be required to later prove 
exactly what was served. Using “Bates” numbers or an equiva- 
lent scheme may prove invaluable in later stages of an interfer- 
ence 


One comment discussing § 1.682 suggested that the language 
“not identified on the record during the taking of testimony of a 
witness” be deleted. This suggestion is not being adopted. If an 
official record or printed publication is made an exhibit during a 
deposition or in an affidavit, it need not be submitted under § 
1.682. Section 1.682 permits a party to make an official record or 
printed publication part of the evidence being considered at final 
hearing without calling a witness. The official record or printed 
publication must, however, be self-authenticating. On the other 
hand, a party may present the official record or printed publica- 
tion as an exhibit during testimony. When this latter course is 
followed, there is no need to take advantage of the provisions of 
§ 1.682. The comment also suggested that a change be made in 
§ 1.682(a)(4) because the requirement therein for a “certified” 

copy appeared to be inconsistent with § 1.671(d) which provides 
thu: a record of the PTO need not be certified. The suggestion is 
being adopted by adding “where appropriate” at the beginning 
of § 1.682(a)(4) and a reference to § 1.671(d) at the end of § 
1.682(a)(4). If the official record is not a record of the PTO, it will 
be necessary to submit a certified copy of the official record. 

Comments were received discussing § 1.684. One comment 
suggested that language be inserted in § 1.684(a) to make clear 
that the testimony authorized is for a case-in-chief or a case-in- 
rebuttal. The suggestion is not being adopted. The testimony 
authorized by § 1.684(a) is necessarily testimony for a case-in- 
chief or a case-in-rebuttal. The commentator correctly notes that 
the use of written interrogatories under § 1.684 “for cross- 
examination would seem neither appropriate or justified.” Sec- 
tion 1.684 does not apply to cross-examination. If a party 
submits an affidavit under § 1.672(b) or intends to rely on an 
affidavit under § 1.617(e), the party must make the affiant 
available for cross-examination at a deposition. See § 1.673(e). 
A deposition may be noticed only “for a reasonable time and 
place in the United States.” See § 1.673(a). Accordingly, it is not 
expected that § 1.684(a) will be used to cross-examine affiants 
residing in foreign countries. The party filing the affidavit will be 
required to make the affiant available for cross-examination in 
the United States. 

One comment suggested that the provisions of § 1.685(d) are 
“harsher” than the corresponding provisions of 37 CFR § 
1.285(c). The comment is not fully understood. Section 1.685(d) 
requires an objection to be stated on the record. An objection to 
the admissibility of evidence must be stated on the record and a 
motion under § 1.656(h) renewing the objection at final hearing 
must be filed. No longer will a party be permitted to attend a 
deposition and fail to enter an objection only to raise the objec- 
tion at final hearing. The current practice permits a party to delay 
the objection until it is often too late to permit an opponent to 
correct the evidentiary basis on which the objection is bottomed. 

One comment suggested that the second sentence of § 
1.687(b) (“If the witness refuses to produce a docu- 
ment or thing, the party may file a motion (§ 1.635) for additional 
discovery under paragraph (c) of this section.”) be deleted. This 
a The PTO agrees with the following 

remark by the commentator: “[o}mission of the sentence is 
recommended since it is clear from pe (c) pd §1 687) 
that such a motion could be made in 

One comment at the hearing suggested that the PTO’ s s inabil- 
ity to enter protective orders makes discovery unduly compli- 
cated. The commentator suggested that under § 1.687(c), as set 
out in the notice of proposed rulemaking, it is possible to obtain 
appropriate protective orders. The commentator correctly con- 
cedes that the maximum sanction which the PTO can enter upon 

ees eee 
See § 1.616. The commentator however, that 
ed ente redline dice tater Oh a 
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subpoena duces tecum under 35 U.S.C. § 24. Upon issuance of 
the subpoena, the commentator stated that the could 
move the district court for entry of a protective order. If a party 
violates a protective order entered by a district court, the party 
would be subject to such sanctions as the district court might 
deem appropriate as well as a sanction by the PTO, including 
entry of judgment against the party. The PTO, unlike the district 
court, would not be able to apply a sanction after an interference 
is terminated. 

The commentator’s suggestion is believed to be sound. No 
eee ee 
inasmuch as paragraph (b) authorizes the PTO to “specify the 
terms of conditions of such additional discovery.” One of those 
terms could be requiring a party to issue a subpoena under 35 
U.S.C. § 24. By a party proceed in the first instance in the 
PTO, appropriate orders may be entered suggesting the 
scope of any protective order and stating the underlying basis for 
requiring a party to produce documents. The order could be of 
assistance to the district court in subsequent enforcement or 
contempt proceedings. 

Additional discovery obtained under a protective order is- 
sued by either the PTO or a district court will not be admitted in 
evidence in the PTO in determining the interference. All evi- 
dence submitted in an interference must be made available to the 
public under the provisions of § 1.11(a). Accordingly, any 
protective orders have to be vacated before a document could be 
admitted in evidence in the PTO which is subject to a protective 
order. 

Example 38 illustrates how the practice would work. 


Example 38: An interference involves party X and party Y. 
During the interference, party X files a motion for additional 


Event in Interference 
Interference declared (1.611) 


Filing of preliminary statements (1.621) and prelimi- 
nary motions (1.633) 


Filing oppositions to preliminary motions (1.638(a)) 
Filing replies to oppositions (1.638(b)) 

Decision on preliminary motions (1.640(b)(1)), open 
preliminary statements (1.631), set times for filing mo- 
tions for discovery (1.687(c) and testimony (1.651(a)) 


Filing of motions for discovery (1.635, 1.651(a), 
1.687(c)) 


Filing of opposition to motion for discovery 
(1.638(a)) 


Filing reply to opposition to motion for discovery 
(1.638(b)) 


Decision on motion for discovery 

Time for compliance with any discovery 

Junior party testimony (case-in-chief; 1.672(b)): 
Testimony 
Senior party cross-examination of affiants if needed 


Senior party testimony (case-in-chief and case-in-rebut- 
tal, 1.672(b)): 


Testimony 
Junior party cross-examination of affiants if needed 


Junior party testimony (case-in-rebuttal): 


1110 TMOG 351 
(178) 


discovery under § 1.687(c) that party Y be required to 
produce certain documents. = pe rte dpe 
that the documents contain trade secret and 

mation. Party Y indicates that it has no objection to producing the 
documents for inspection by counsel for party X, but insists that 
party X not be a Accordingly, 
pes Rehan tene inr mene atm to authorize the 
subject to entry of a protective order. faarY enaml 


however, 
that the sanctions of'§ 1.616 are not sufficient in the event of 4 


‘or party X. If the protective order of the 
examiner-in-chief is violated, an appropriate sanction up to and 
including judgment may be entered by the Board. In addition, 
party Y would be in a position to seek contempt or other 
sanctions in the district court. The documents produced for 
inspection by counsel for party X could not be admitted in 
evidence in the interference (until the protective order is va- 
cated), because those documents are not documents which can 
be made available to the public under § 1.11(a). 

The following is an anticipated time schedule for a two-party 
interference: 


Time from last event 
in the interference 
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Testimony 


Senior party cross-examination of affiant? if needed 


Filing of record (1.653(c)) 


Brief for junior party (1.656) 


Brief for senior party (1.656) 


Reply brief for junior party (1.656) 
Final hearing (1.654) 


Decision (1.658) 


The following is an index for §§ 1.601 through 1.688: 


§ 1.601 
§ 1.602 


§ 1.603 
§ 1.604 


§ 1.605 
§ 1.606 


§ 1.607 
§ 1.608 


Rule Index 


Scope of rules, definitions 
Interest in applications and patents involved 
in interference 
Interference between applications; subject 
matter of the interference 
Request for interference between applications 
by an applicant 
Suggestion of claim to applicant by examiner 
Interference between an application and a pa- 
tent; subject matter of the interference 
Request by applicant for interference with 
patent 
Interference between an application and a pa- 
tent; prima facie showing by applicant 
Preparation of interference papers by examiner 
Assignment of interference to examiner-in- 
chief, time period for completing interference 
Declaration of interference 
Access to applications 
Lead attorney, same attorney representing 
different parties in an interference, withdraw- 
al of attorney or agent 
Jurisdiction over interference 
Suspension of ex parte prosecution 
Sanctions for failure to comply with rules or 
order 
Summary judgment against applicant 
Return of unau' papers 
Preliminary statement, time for filing, notice 
of filing 


§ 1.622 Preliminary statement, who made invention, 


where invention made 


§ 1.623 Preliminary statement; invention made in 


United States 


§ 1.624 Preliminary statement; invention made 
abroad 


§ 1.625 Preliminary statement; derivation by an op- 


ponent 
§ 1.626 Preliminary statement; earlier 


lication 


§ 1.627 Preliminary statement, sealing before filing, 


of statement 


.628 Preliminary statement, correction of error 
.629 Effect of preliminary —— 

.630 Reliance on earlier 

.631 Access to age ara statement, service of 


Opposition and reply, time for filing opposi- 
tion and reply 
Evidence in support of motion, opposition, 


or reply ; 
Motions, hearing and decision, redeclaration 
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2/3 month 
2/3 wnat 
1-1/3 months 
1 month 

1 month 

2/3 month 

1 month 


2 months 


16 months 
16-2/3 months 
18 months 
19 months 
20 months 
20-2/3 months 
21-2/3 months 
23-2/3 months 


DAAADR AAA A ADE Dare 
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a) 
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= Secs 
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of interference, order to show cause 
Unpatentability discovered by examiner-in- 
chief 

Addition of application or patent to interfer- 
ence 

Prosecution of interference by assignee 
Petitions in interference 

Extension of time, late papers, stay of pro- 
ceedings 

Service of papers, proof of service 
Translation of document in foreign language 
Setting times for discovery and taking testi- 
mony, parties entitled to take testimony 
Judgment for failure to take testimony or file 


record 
Record and exhibits 
Final hearing 
Matters considered in rendering a final deci- 


sion 
Briefs for final hearing 
Burden of proof as to date of invention 
Final decision 
Recommendation 
Notice of reexamination, reissue, protest or 
litigation 
Termination of interference after judgment 
Request for entry of adverse judgment; reis- 
sue filed by patentee 
Status of claim of defeated applicant after in- 
terference 
Action after interference 
Second interference 
Filing of interference settlement agreements 
Evidence must comply with rules 
Manner of taking testimony 
Notice of examination of witness 
Persons before whom depositions may be 
taken 
Examination of witness, reading and signing 
transcript of deposition 
Certification and filing by officer, marking 
exhibits 
Form of a transcript of deposition 
Transcript of deposition must be filed 

ion of transcript 

cial records and printed publications 
Testimony in another interference, proceed- 
ing, or action 
Testimony in a foreign country 
Errors and irregularities in depositions 
Additional Discovery 
Use of discovery 
present rules 
§ 1.288) to the rules (37 CFR 
through 1, 
Rule Correlation Table 
New 


1.601(a) 
1.601(b), (c) 
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1.201(c) 
1.202 
1.203(a) 


1.203(d) 
1.204(a) 
1.204(b) 
1.204(c) 


1.207(a) 


new 
1.207(b) 
1.208 
1.211 
1.212 


new 
1.228 

new 

1.215(a) 
1.215(b) 
1.215(c) 
1.216(a) 
1.216(a)(1)-(6) 
1.216(b) 


1.216(c) 
1.217(a) 
1.217(b) 
1.218 
1.219 
1.222 
1.223 
1.224 
1.225 


1.226 
1.227 
new 

1.231 
1.237 
1.238 
1.242 
1.243 


1.244 
1.245 
1.246 
1.247 
1.248 
new 
1.251 
1.252 
1.253 
1.254 
1.255 
1.256 
1.257(a) 
1.257(b) 
1.258 
1.259 
new 
1.262 
1.263 
1.264 
new 
1.265 
1.266 
1.267 
1.268 
1.271 
new 
1.272(a) 
1.272(b) 


253-576 TMOG-90-12 - QL 3 


1.602 


none 
1.603(a), (b) 
1.605(a) 
1.605(b) 
1.604(a) 
1.604(b) 


none 
1.608(b) 
1.608(c) 
1.606(a), (b) 
1.607(a), (c) 
1.607(d) 
1.608(a) 
1.607(b) 
1.609 

1.610 

1.611 

1.613 

1.614 

1.615 

1.616 

1.617 

1.618 
1.621(a) 
1.621(b) 


230), 1.624(b), 
.625(b) 


1 666 
1.624(a), 1.625(a) 
6 


1.623(a) 

1.621(a) 

1.627 

1.628 

1.629 

1.630 

1.640(d), (e), and 
1.651(c)(4) 


wNes 


BEES 


8(c), (d) 


BRBARRARRAS 
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1.272(c) 1.672(d), (e) 
1.273(a) 1.67%a), (c), (d), 
new 1.67Xe) 

1.673(f) 

1.674 

1.675 

1.676 

1.677 

1.678 


287(a}(1i),(ii) 
1.287(aX 1 iii) 
1.287(a(2),(3) 
1.287(b) 
1.287(c) 
1.287(d\(1) 
1.287(d\(2) 
1.287(e) 
1.288 


Other Considerations: These rules do not have a significant 
impact on the quality of the human environment or the conser- 
vation of energy resources. 
The rules are in conformity with the requirements of the (1) 
a hn L. 96-354), (2) Executive Order 
1, and (3) the Paperwork Reduction Act of 1980, 44 U.S.C. 
pee 
Th General Counsel of tho Department of Commerce has 
certified to the Small Business Administration that these rules 
a on a sub- 
stantial number of small entities (Regulatory ility Act; 
Public Law 96-354). The rules govern the conduct of interfer- 
ence cases which arise in the Patent and Trademark Office. In 
fiscal 1983, the Patent and Trademark Office received 105,704 
patent applications. During the same period, 180 interferences 
were declared. It is expected that the overall cost will be reduced 


discussion of H. R. 6286 on the floor of the House in which the 
following statement appears (130 Cong. Rec. H10528, columns 
2 and 3): 


it is expected that interferences will become si 

more and less costly. Under the 

issues of patentability and pciatley hich aiee ts an 
interference can be decided in a single proceeding rather 
than in a series of complicated inter partes and ex parte 
Proceedings. 


These rules, therefore, will have no significant economic 
impact on small entities. 

The Patent and Trademark Office has determined that this 
rule is not a major rule under Executive Order 12291. The annual 
effect on the economy would be less than $100 million. There 
would be no major increase in costs or prices for consumers, 


SS ee 


a EE the Paperwork Reduc- 
tion Act of 1980,44 U.S.C. 3501 et seq., since no record keeping 
Or reporting requirements within the coverage of the Act are 
placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and —— er | ie 
tions, Conflict of interests, 
Lawyers. 
PART 1 — RULES OF PRACTICE IN PATENT CASES 
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Re mee rep ee yey ey | 
the Commissioner of Patents and Trademarks by 35 
SC. 6, = 41, and 135, Part 1 of Title CFR is amended as set 
forth be! 
1 Section 1.1 is amended by adding a new paragraph (e) to 
read as follows: 


§ 1.1 All communications to be addressed to Commissioner of 
Patents and Trademarks. 


(e) Communications relating to interferences and applica- 
tions or patents involved in an interference should be addition- 
ally marked “BOX INTERFERENCE.” 

2. Section 1.4 is amended by revising paragraph (a)(2) and 


reprinting the introductory text of paragraph (a) to read as 
follows: 


§ 1.4 Nature of correspondence. 
(a) Correspondence with the Patent and Trademark Office 


ey Nagy aig ae sr application 

See particularly the rules 

filing, processi ae eee ee 

Solctiens is tee. § "1.31 to 1.352; of international 
applications in Subpart C, §§ 1.401 to 1.482; of reexamination of 


we in Subpart D, §§ 1.501 to 1.570; of interferences in 
ubpart E, §§ 1.601 to 1.688; and of trademark applications §§ 
2.11 to 2.189. 


3. Section 1.5 is amended by adding a new paragraph (e) to 
read as follows: 
§ 1.5 Identification of application, patent or registration 

eee 

(e) When a paper concerns an interference, it should state the 
names of the parties and the number of the interference. The 
name of the examiner-in-chief assigned to the interference (§ 
1.610) and the name of the party filing the paper should appear 
conspicuously on the first page of the paper. 

amended 


4. Section 1.8 is - 9 
subparagraph (xii) to read as follows: 


§ 1.8 Certificate of mailing. 


seee8 


(xii) The filing of a paper in an interference which an 
examiner-in-chief orders to be filed by hand or “Express Mail.” 


5. Section 1.9 is amended by adding a new paragraph (g) to 
read as follows: 


§ 1.9 Definitions. 


(g) For definitions in interferences see § 1.601. 
6. Section 1.11 is amended by revising paragraph (a) to read 


as follows: 
§ 1.11 Files open to the public. 


(a) After a patent has been issued, the specification, drawings 
and all papers relating to the case in the file of the patent are open 
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to inspection by the general public, and copies may be obtained 
upon paying the fee therefor. After entry of a judgment in an 
interference by the Board of Patent Appeals and Interferences as 
to all parties, the file of any interference which involved a patent, 
or an application on which a patent has issued, is similarly open 
to public inspection and procurement of copies. See § 2.27 for 
trademark files. 


7. Section 1.14 is amended by removing from paragraph (d) 
the words “Board of Patent Appeals or the Board of Patent 
Interferences” and inserting, in their place, the words “Board of 
Patent Appeals and Interferences.” 

8. Section 1.17 is amended by revising paragraphs (e), (g), 
(h), and (1) to read as follows: 


§ 1.17 Patent application processing fees. 


see 


(e) For filing a notice of appeal from the examiner to the 
Board of Patent Appeals and Interferences: 


By asmall entity (§ 1.9(f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in appeal under 35 U.S.C. § 
134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 
(h) For filing a suldien to the Commissioner 
under a section of this part listed below which 
refers to this paragraph. . 
— 1.47 —for filing by other than all the inventors or a person 
not the inventor 
—§ 1.48 —for correction of inventorship 
‘ —4 1.1 —for decision on questions not specifically provided 
or 
—§ 1.183—to suspend the rules 
—§ 1.377—for review of decision refusing to accept and 
record payment of a maintenance fee filed prior to expiration of 
t 


—4 1.37(e)—for reconsideration of decision on petition re- 
fusing to accept delayed payment of maintenance fee in expired 
it 


— 1.644(e)—for petition in an interference 

—$1 omy a = for reconsideration of a decision on 
petition in an interf 

—$§1 '666(c)—for late filing of interference settlement agree- 
ment. 

—§§ 5.12, 5.13 & 5.14—for expedited handling of foreign 
filing license 

—4 5.15—for changing the scope of a license 

—4 5.25@—for retroactive license 

(i) For filing a petition to the Commissioner 
under a section of this part listed below which 
refers to this paragraph. 

—$ 1. 12—for access to an assignment record 


—$1. :177— for divisional —— 

—§l Per nape iad ge et fee 
—§ 1.313—to withdraw an application from issue 

—4 1.314—1o defer issuance of a patent 

—4 1.334—for patent to issue to assignee, assignment 
recorded late 


—4 1.666(b)—for access to interference settlement agree- 
ment 
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9. Section 1.36 is revised as follows: 


$1.36 Revocation of power of attorney or authorization; with- 
drawai of attorney or agent. 


SE ne 
at any stage in the of acase, and an attorney or agent 
may withdraw, upon application to and approval by the Commis- 
sioner. An attorney or agent, except an associate attorney or 
agent whose address is the same as that of the principal attorney 
or agent, will be notified of the revocation of the power of 
attorney or authorization, and the i or patent owner will 
be notified of the withdrawal of the attorney or An 
assignment will not of itself operate as a revocation of a power 
or authorization previously given, but the assignee of the entire 
interest may revoke previous and be represented by an 
attorney or agent of the assignee’s own selection. See § 1.613(d) 
for withdrawal of an attorney or agent of record in an interfer- 
ence. 

10. Section 1.48 is revised as follows: 


§ 1.48 Correction of inventorship. 


If the correct inventor or inventors are not named in an 
application for patent through error without any — inten- 
eantantenetGnesnadimeevesiantan the application 
may be amended to name only the actual inventor or inventors. 
Such amendment must be diligently made and must be accom- 
eee pl er eae ae ee ca 

original named inventor or inventors establishing when the 
ss without deceptive intention was discovered and how it 
occurred; (b) an oath or declaration by each actual inventor or 
inventors as required by § 1.63; (c) the fee set forth in § 1. 17(h); 
and (d) the written consent of any assignee. When the 
is involved in an interference, the petition shall comply with the 
requirements of this section and shall be accompanied by a 
motion under § 1.634. 

il. Se ee 
“1.224” and inserting, in its place, “1.6. 

12. Section 1.59 is revised as follows: 


§ 1.59 Papers of application with filing date not to be re- 
turned. 


in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost of any in which 
either the basic filing fee (§ 1.16) or the and 
retention fee Ayreon naan gy er acon mam 
unauthorized and improper papers in interferences. 

13. Section 1.68 is revised as follows: 


{g49 1.68 Declaration in lieu of oath. 


Any document to be filed in the Patent and Trademark Office 
and which is required by any law, rule, or other regulation 
under oath may be subscribed to by a written declaration. Such 
declaration may be used in lieu of the oath otherwise required, if, 


and only if, the declarant is on the same document, warned that 
willful false statements and the like are punishable by fine or 
SS Se 1001) and may jeopardize the 

ity of the application or any patent issuing thereon. The 
declarant must set forth in the body of the declaration that all 
statements made of the declarant’s own knowledge are true and 
that all statements made on information and belief are believed 
to be true. 


14. Section 1.103 is amended by revising paragraph (d) as 
follows: 


§ 1.163 Suspension of action. 


(d) Action on applications in which the Office has accepted 

a ee eee 

of these except for purposes relating to 
interference under §§ 1.601 through 1.688. 


U.S. PATENT AND TRADEMARK OFFICE 


1110 TMOG 355 
(178) 


i Sesteh 1.625 & eanaded ty snting geapape a) 


§ 1.122 Entry and consideration of amendments. 


£0 Setnty & asindtem gripes & oes 
while the application is open to amendment are entered and 


17. Section 1. 138 is revised as follows: 
§ 1.138 Express Abandonment. 


An application may sponge, Gata ae 
Patent and Trademark Office a written declaration of abandon- 


application. An application 
pm we ae app hem veto Fo who 
ment signed by the attorney or agent of record. A registered 
cuelian ap cqyes acing ales Gacebaden ee 1.34a) or of 
record, may also expressly abandon a prior application as of the 


See 
date of 

18. Section 1.181 is amended by revising paragraph (a) as 
follows: 


§ 1.181 Petition to the Commissioner. 


(a) Petition may be taken to the Commissioner: (1) from any 
action or requirement of any examiner in the ex parte prosecu- 
pr tener a pe ee ne cong 
of Patent Appeals and Interferences or to the court; (2) in cases 
in which a statute or the rules that the matter is to be 
determined Commissioner, 


19. The center heading § 1.191 is revised to read 
“APPEAL TO THE BO, OF PATENT APPEALS AND 

20. Section 1.191 is amended by revising the section heading 
and paragraphs (a) and (c) as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interferences. 


Shea neme See 
every owner of a patent under reexamination, any of 

of wich eve bean tnten eujecmnd Grate bas tovngirune nad 
rejection (§ 1.113), may, Eee of the fee set forth in 
ot 17(e), appeal from the the examiner to the Board 
aaa 


Ohne i 
claims under rejection which the applicant or patent owner 
proposes to contest. Questions relating to matters not affecting 
the merits of the invention may be required to be settled before 
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22. Section 1.196 is revised as follows: 


$1.196 Decision by the Board of Patent Appeals and Interfer- 
ences. 


(a) The Board of Patent Appeals and Interferences, in its 
decision, may affirm or reverse the decision of the examiner in 
a en ae iter te epg, A 
examiner. The affirmance of the rejection of aclaim on any of the 
grounds specified constitutes a general affirmance of the deci- 
sion of the examiner on that claim, except as to any ground 
specifically reversed. 

(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any appealed claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement shall constitute a new rejection of the claims. When the 
Board of Patent Appeals and Interferences makes a new rejection 
of an appealed claim, the appellant may exercise any one of the 
following three options: 


(1) The appellant may submit an appropriate amendment of 
the claims so rejected or a showing of facts, or both, and have the 
matter reconsidered by the examiner in which event the applica- 
tion will be remanded to the examiner and the decision of the 
Board of Patent Appeals and Interferences shall not be consid- 
ered final for the purpose of judicial review. The statement shall 
be binding upon the examiner unless an amendment or showing 
of facts not previously of record be made which, in the opinion 
of the examiner, overcomes the new ground for rejection stated 
in the decision. When appropriate, upon conclusion of proceed- 
ings on remand before the examiner, the Board of Patent Appeals 
and Interferences may enter an order otherwise making its 
decision final. 

(2) The appellant may have the case reconsidered under § 
1.197(b) by the Board of Patent Appeals and Interferences upon 
the same record. Where request for such reconsideration is made 
the Board of Patent Appeals and Interferences shall, if necessary, 


render a new decision which shall include all grounds upon 
which a patent is refused. 
(3) The appellant may treat the decision, including the new 
— for rejection given by the Board of Patent Appeals and 
. as a final decision in the case. 


(c) Should the decision of the Board of Patent Appeals and 
Interferences include an explicit statement that a claim may be 
allowed in amended form, appellant shall have the right to amend 
in conformity with such statement which shall be binding on the 
examiner in the absence of new references or grounds of rejec- 
tion. 

(d) Although the Board of Patent Appeals and Interferences 
normally will confine its decision to a review of rejections made 
by the examiner, should it have knowledge of any grounds for 
rejecting any allowed claim it may include in its decision a 
recommended rejection of the claim and remand the case to the 
examiner. In such event, the Board shall set a period, not less than 
one month, within which the appellant may submit to the exam- 
iner an appropriate amendment, a showing of facts or reasons, or 
both, in order to avoid the grounds set forth in the recommenda- 
tion of the Board of Patent Appeals and Interferences. The 
examiner shall be bound by the recommendation and shall enter 
and maintain the recommended rejection unless an amendment 
or showing of facts not previously of record is filed which, in the 
opinion of the examiner, overcomes the recommended rejection. 
Should the examiner make the recommended rejection final the 
applicant may again appeal to the Board of Patent Appeals and 
Interferences. Whenever a decision of the Board of Patent 
Appeals and Interferences includes a remand, that decision shall 
not be considered a final decision. When appropriate, upon 
conclusion of proceedings on remand before the examiner, the 
Board of Patent Appeals and Interferences may enter an order 
otherwise making its decision final. 

23. Section 1.197 is amended by revising paragraphs (a) and 
(b) as follows: 


§ 1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and Inter- 
ferences, the case shall be returned to the examiner, subject to the 
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appellant’s right of appeal or other review, for such further action 
by the appellant or by the examiner, as the condition of the case 
may require, to carry into effect the decision. 

(b) A single request for reconsideration or modification of the 
decision may be made if filed within one month from the date of 
the original decision, unless that decision is so modified as to 
become, in effect, a new decision, and the Board of Patent 
Appeals and Interferences so states. 


24. Section 1.198 is amended by removing the words “Board 
of Appeals” and inserting, in their place, the words “Board of 
Patent Appeals and Interferences.” 

25. The center heading preceding § 1.201 is removed. 

26. Sections 1.201 through 1.212 are removed. 

27. The center heading preceding § 1.215 is removed. 

28. Sections 1.215 through 1.228 are removed. 

29. The center heading preceding § 1.231 is removed. 

30. Sections 1.231 through 1.238 are removed. 

31. The center heading preceding § 1.242 is removed. 

32. Sections 1.242 through 1.247 are removed. 

33. A center heading preceding § 1.248 is added which reads 
“MISCELLANEOUS PROVISIONS”. 

34. Section 1.248 is amended by adding paragraph (c) and 
revising the section heading as follows: 


§ 1.248 Service of Papers; manner of service; proof of service 
in cases other than interferences. 


(c) See § 1.646 for service of papers in interferences. 

35. The center heading preceding § 1.251 is removed. 

36. Sections 1.251 through 1.259 are removed. 

37. The center heading preceding § 1.261 is removed. 

38. Sections 1.261 through 1.268 are removed. 

39. The center heading preceding § 1.271 is removed. 

40. Sections 1.271 rat are 1.288 are removed. 

41. Section 1.292 is amended by revising paragraph (a) and 
adding paragraph (c) as follows: 


§ 1.292 Public use proceedings. 


(a) When a petition for the institution of public use proceed- 
ings, su by affidavits or declarations and the fee set forth 
in § 1.17(j) is filed by one having information of the pendency of 
an application and is found, on reference to the examiner, to 
make a prima facie showing that the invention claimed in an 
application believed to be on file had been in public use or on sale 
more than one year before the filing of the application, a hearing 
may be had before the Commissioner to determine whether a 
public use proceeding should be instituted. If instituted, the 
Commissioner may designate an appropriate official to conduct 
the public use proceeding, including the setting of times for 
taking testimony, which shall be taken as provided by §§ 1.671 
through 1.685. The petitioner will be heard in the proceedings 
but after decision therein will not be heard further in the prose- 
cution of the application for patent. 


(c) A petition for institution of public use proceedings shall 
not be filed by a party to an interference as to an application 
involved in the interference. Public use and on sale issues in an 
ao shall be raised by a preliminary motion under § 
1.633(a). 

42. Section 1.301 is amended by removing the words “Board 
of Appeals” and the words “Board of Patent Interferences” and 
inserting, in each of their places, the words “Board of Patent 
Appeals and Interferences.” 

43. Section 1.302 is amended by removing from paragraph 
(b) “1.248” and inserting, in its place, “1.646” and by remov- 
ing “and other contested cases”. 

44. Section 1.303 is amended by removing from paragraph 
(a) the words “Board of Appeals” and the words “Board of 
Patent Interferences” and inserting, in each of their places, the 
words “Board of Patent Appeals and Interferences” and by 
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removing from paragraph (c) “1.248” and inserting, in its 
place, “1.646”. 

45. Section 1.304 is amended by revising paragraph (a) as 
follows: 


§ 1.304 Time for appeal or civil action. 


(a) The time for filing the notice and reasons of appeal to the 
U.S. Court of Appeals for the Federal Circuit (§ 1.302) or for 
commencing a civil action (§ 1.303) is sixty days from the date 
of the decision of the Board of Patent Appeals and Interferences. 
If a request for reconsideration or modification of the decision is 
filed within the time provided under § 1.197(b) or § 1.658(b), the 
time for filing an appeal or commencing a civil action shall 
expire at the end of the sixty-day period or thirty days after action 
on the request, whichever is later. Except for an appeal from or 
commencing a civil action after a decision of the Board of Patent 
Appeals and Interferences in a reexamination proceeding or an 
interference proceeding, the time periods set forth herein are 
subject to the provisions of § 1.136. See § 1.550(c) for exten- 
sions of time to appeal or commence a civil action in a reexami- 
nation proceeding. See § 1.645(a) for extensions of time to 
appeal or commence a civil action in an interference. An exam- 
iner-in-chief, upon a showing of excusable neglect, may extend 
the time for seeking judicial review of a decision of the Board of 
Patent Appeals and Interferences in an interference case when a 
request is untimely filed after expiration of the time prescribed 
by this section. 


46. Section 1.322 is amended by revising paragraph (a) as 
follows: 


§ 1.322 Certificate of correction of Office mistake. 


(a) A certificate of correction under 35 U.S.C. 254 may be 
issued at the request of the patentee or the patentee’s assignee. 
Such certificate will not be issued at the request or suggestion of 
anyone not owning an interest in the patent, nor on motion of the 
Office, without first notifying the patentee (including any as- 
signee of record) and affording the patentee an opportunity to be 
heard. When the request relates to a patent involved in an 
interference, the request shall comply with the requirements of 
this section and shall be accompanied by a motion under § 1.6 35. 


47. Section 1.323 is revised as follows: 


§ 1.323 Certificate of correction of applicant’s mistake. 


Whenever a mistake of a clerical or typographical nature or of 
ee appears in 
and a showing is made that such mistake occurred in 
god faith, the Commissioner may, ee 
forth in § 1.20(a), issue a certificate, if the correction does not 
Se Se SS eS 
matter or would require reexamination. for acertificate 
aaa er erence shall comply 
with the requirements of this section and shall be accompanied 
by a motion under § 1.635. 
48. Section 1.324 is revised as follows: 


§ 1.324 Correction of inventorship in pateut. 


Whenever a patent is issued and it appears that the correct 
inventor or inventors were not named through error without 
ive intention on the part of the actual inventor or inventors, 
the joner may, on petition of all the parties and the 
assignees and satisfactory proof of the facts and payment of the 
fee set forth in § 1.20(b), or on order of a court before which such 
matter is called in question, issue a certificate naming only the 
actual inventor or inventors. A request to correct i of 
patent involved in an interference shall comply with the require- 
a ee ee 
under § 1.634. 
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49. Section 1550 is amended by removing from (a) 
“Board of ” and inserting, in its place, “Board of 


56° Section 1.565 is amended by revising paragraph (b) and 
adding paragraph (e) as follows: 


§ 1.565 Concurrent office proceedings. 


(b) If a patent in the process of reexamination is or becomes 
involved in litigation or a reissue ication for the patent is 
filed or pending, the Commissioner ine whether or 
not to stay the reexamination or reissue proceeding. 


(e) If a patent in the process of reexamination is or becomes 


sider a request to stay an interference unless a motion (§ 1.635) 
to stay the interference has been presented to, and denied by, an 
examiner-in-chief and the request is filed within ten (10) days of 
a decision by an examiner-in-chief denying the motion for a stay 
or such other time as the examiner-in-chief may set. 

51. A new subpart entitled “Subpart E—interferences” is 
added which reads as follows: 


SUBPART E—INTERFERENCES 


Sec. 
1.601 
1.602 


Scope of rules, definitions 


1.603 
1.604 


1.605 
1.606 


1.607 
1.608 
1.609 
1.610 
1.611 


1.612 
1.613 


1.614 
1.615 
1.616 
1.617 
1.618 
1.621 
1.622 
1.623 
1.624 
1.625 


1.626 
1.627 


1.628 
1.629 
1.630 
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preliminary statement 

Notice of intent to argue abandonment, sup- 
pression, or concealment by opponent Pre- 
liminary motions 

Motion to correct inventorship 
Miscellaneous motions 

Motions, time for filing 

Content of motions 

Opposition and reply, time for filing opposi- 
tion and reply 

Evidence in support of motion, opposition, 
or reply 

Motions, hearing and decision, redeclaration 
of interference, order to show cause 
Unpatentability discovered by examiner-in- 
chief 

Addition of application or patent to interfer- 
ence 

Prosecution of interference by assignee 
Petitions in interference 

Extension of time, late papers, stay of pro- 
ceedings 

Service of papers, proof of service 
Translation of document in foreign language 
Setting times for discovery and taking testi- 
mony, parties entitled to take testimony 
Judgment for failure to take testimony or file 
record 

Record and exhibits 

Final hearing 

Matters considered in rendering a final deci- 
sion 

Briefs for final hearing 

Burden of proof as to date of invention 
Final decision 

Recommendation 

Notice of reexamination, reissue, protest, or 
litigation 

Termination of interference after judgment 
Request for entry of adverse judgment; reis- 
sue filed by patentee 

Status of claim of defeated applicant after in- 
terference 

Action after interference 

Second interference 

Filing of interference settlement agreements 
Evidence must comply with rules 

Manner of taking testimony 

Notice of examination of witness 

Persons before whom depositions may be 
taken 

Examination of witness, reading and signing 
transcript of deposition 

Certification and filing by officer, marking 
exhibits 

Form of a transcript of deposition 
Transcript of deposition must be filed 


1.632 


1.634 
1.635 
1.636 
1.637 
1.638 


1.639 
1.640 
1.641 
1.642 


1.643 
1.644 
1.645 


1.646 
1.647 
1.651 


1.652 


1.653 
1.654 
1.655 


1.656 
1.657 
1.658 
1.659 
1.660 


1.661 
1.662 


1.663 


1.664 
1.665 
1.666 
1.671 
1.672 
1.673 
1.674 


1.675 
1.676 


1.677 
1.678 
1.679 
1.682 


warp of transcrii 
icial records and printed publications 
1.683 


Testimony in another interference, proceed- 
ing, or action 
Testimony in a foreign country 
Errors and irregularities in depositions 
1.687 Additional Discovery 
1.688 Use of discovery 

Authority: 35 USC 6, 23, 41, and 135 


1.684 
1.685 


SUBPART E—Interferences 
§ 1.601 Scope of rules, definitions. 


This subpart governs the procedure in patent interferences in 
the Patent and Trademark Office. This subpart shall be construed 
to secure the just, speedy, and inexpensive determination of 
every interference. For the meaning of terms in the Federal Rules 
of Evidence as applied to interferences, see § 1.671(c). Unless 
otherwise clear from the context, the following definitions apply 
to this subpart: 
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(a) “Additional discovery” is discovery to which a party may 
be entitled under § 1.687 in addition to discovery to which the 
party is entitled as a matter of right under § 1.673(a) and (b). 

(b) “Affidavit” means affidavit, declaration under § 1.68, or 
statutory declaration under 28 U.S.C. § 1746. A transcript of an 
ex parte deposition may be used as an affidavit. 

(c) “Board” means the Board of Patent Appeals and Interfer- 
ences. 

(d) “Case-in-chief” means that portion of a party’s case 
where the party has the burden of going forward with evidence. 

(e)”Case-in-rebuttal” means that portion of a party’s case 
where the party presents evidence in rebuttal to the case-in-chief 
of another 1 

(f) A”count” defines the interfering subject matter between 
(1) two or more applications or (2) one or more applications and 
one or more patents. When there is more than one count, each 
count shall define a separate patentable invention. Any claim of 
an application or patent which corresponds to a count is a claim 
involved in the interference within the meaning of 35 U.S.C. § 
135(a). A claim of a patent or application which is identical to a 
count is said to “correspond exactly” to the count. A claim of a 
patent or application which is not identical to a count, but which 
defines the same patentable invention as the count, is said to 
“correspond substantially” to the count. When a count is 
broader in scope than all claims which correspond to the count, 
the count is a “phantom count.” A phantom count is not 
patentable to any party. 

(g) The “effective filing date” of an application or a patent is 
the filing date of an earlier application accorded to the applica- 
tion or patent under 35 U.S.C. §§ 119, 120, or 365. 

(h) In the case of an application, “filing date” means the 
filing date assigned to the application. In the case of a patent, 
“filing date” means the filing date assigned to the application 
which issued as the patent. 

(i) An “interference” is a proceeding instituted in the Patent 
and Trademark Office before the Board to determine any ques- 
tion of patentability and priority of invention between two or 
more parties claiming the same patentable invention. An inter- 
ference may be declared between two or more pending applica- 
tions naming different inventors when, in the opinion of an 
examiner, the applications contain claims for the same patent- 
able invention. An interference may be declared between one or 
more pending applications and one or more unexpired patents 
naming different inventors when, in the opinion of an examiner, 
any application and any unexpired patents contain claims for the 
same patentable invention. 

(j) An “interference-in-fact” exists when at least one claim of 
a party which corresponds to a count and at least one-claim of an 
opponent which corresponds to the count define the same patent- 
able invention. 

(k) A “lead” attorney or agent is a registered attorney or 
agent of record who is primarily responsible for prosecuting an 
interference on behalf of a party and is the attorney or agent 
whom an examiner-in-chief may contact to set times and take 
other action in the interference. 

(1) A “party” is (1) an applicant or patentee involved in the 
interference or (2) a legal representative or an assignee of an 
applicant or patentee involved in an interference. Where acts of 
a party are normally performed by an attorney or agent, “party” 
may be construed to mean the attorney or agent. An “inventor” 
is the individual named as inventor in an application involved in 
an interference or the individual named as inventor in a patent 
involved in an interference. 

(m) A “senior party” is the party with earliest effective filing 
date as to all counts or, if there is no party with the earliest 
effective filing date as to all counts, the party with the earliest 
filing date. A “junior party” is any other party. 

(n) Invention “A” is the “same patentable invention” as a 
invention “B” when invention “A” is the same as (35 U.S.C. § 
102) or is obvious (35 U.S.C. § 103) in view of invention “B” 

ing invention “B” is prior art with respect to invention 
“A”. Invention “A” is a “separate patentable invention” with 
respect to invention “B” when invention “A” is new (35 U.S.C. 
§ 102) and nonobvious (35 U.S.C. § 103) in view of invention 
“B” assuming invention “B” is prior art with respect to inven- 
tion “A”. 

(0) “Sworn” means sworn or affirmed. 

(p) “United States” the United States of America, its 
territories and possessions. 
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§ 1.602 Interest in applications and patents involved in an 
interference. 


(a) Unless good cause is shown, an interference shall not be 
declared or continued between (1) applications owned by a 
single party or (2) applications and an unexpired patent owned 
by a single party. 

(b) The parties, within 20 days after an interference is de- 
clared, shall notify the Board of any and all right, title, and 
interest in any application or patent involved or relied upon in the 
interference unless the right, title, and interest is set forth in the 
notice declaring the interference. 

(c) If a change of any right, title, and interest in any applica- 
tion or patent involved or relied upon in the interference occurs 
after notice is given declaring the interference and before the 
time expires for seeking judicial review of a final decision of the 
Board, the parties shall notify the Board of the change within 20 
days of the change. 


§ 1.603 Interference between applications; subject matter of 
the interference. 


Before an interference is declared between two or more 
applications, the examiner must be of the opinion that there is 
interfering subject matter claimed in the applications which is 
patentable to each applicant subject to a judgment in the interfer- 
ence. The interfering subject matter shall be defined by one or 
more counts. Each count shall define a separate patentable 
invention. Each application must contain, or be amended to 
contain, at least one claim which corresponds to each count. All 
claims in the applications which define the same 
invention as a count shall be designated to correspond to the 
count. 


§ 1.604 Request for interference between applications by an 
applicant. 


(a) An applicant may seek to have an interference declared 
ee ee ane ee 
count and presenting a claim c 
count, (2) identifying the other application and, if tt aclaim 
in the other lication which corre: to the 
count, and (3) explaining why an interference should be de- 
clared. 

(b) When an applicant presents a claim known to the applicant 
to define the same patentable invention claimed in a pending 
application of another, the applicant shall identify that pending 
application, unless the claim is presented in response to a sugges- 
tion by the examiner. The examiner shall notify the Commis- 
sioner of any instance where it appears an applicant may have 
failed to comply with the provisions of this paragraph. 


§ 1.605 Suggestion of claim to applicant by examiner. 


(a) The examiner may suggest that an applicant present a 
claim in an application for the purpose of an interference with 
another application or a patent. The applicant to whom the claim 
is suggested shall amend the application by presenting the 
suggested claim within a time specified by the examiner, not less 
than one month. Failure or refusal of an applicant to timely 
present the suggested claim shall be taken without further action 
as a disclaimer by the applicant of the invention defined by the 
suggested claim. At the time the suggested claim is presented, the 
applicant may also (1) call the examiner’s attention to other 
claims already sed eutancty@oontdanadite 
suggested claim and (2) explain why the other claims would be 
more appropriate to be included in any interference which may 
be declared. 

(b) The suggestion of a claim by the examiner for the purpose 
of an interference will not stay the period for response to any 
outstanding Office action. When a suggested claim is timely 
presented, ex parte proceedings in the application will be stayed 
pending a determination of whether an interference will be 
declared. 


§ 1.606 Interference between an application and a patent; 
subject matter of the interference. 


Before an interference is declared between an application and 
an unexpired patent, an examiner must determine that there is 
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g subject matter claimed in the 


y application must 

peeerw Alreer nape Baer Sender Slr 
count. All claims in the application and patent which define the 
same invention as a count shall be designated to 

to the count. At the time an interference is initially 
declared (§ 1.611), a count shall not be narrower in scope than 
any patent claim which corresponds to the count and any single 
patent claim will be presumed, subject to a motion under § 
1.633(c), not to contain separate patentable inventions. 


§ 1.607 Request by applicant for interference with patent. 


(a) An applicant may seek to have an interference declared 
ee 
ing a proposed count and a claim corresponding to the proposed 
count and, if any claim of the patent or application does not 
correspond exactly to the proposed count, explaining why an 
interference should be declared, (2) identifying the patent and 

which claim in the application and which claim or 
claims of the patent to the proposed count, and (3) 
applying the terms of the application claim corresponding to the 
count to the disclosure of the application. 

(b) When an applicant seeks an interference with a patent, 
examination of the application, including any appeal to the 
Board, shall be conducted with special dispatch within the Patent 
and Trademark Office. The examiner shall determine whether 
there is interfering subject matter claimed in the application and 


there is any interfering subject matter, an interference will be 
declared. If the examiner determines that there is no interfering 
subject matter, the examiner shall state the reasons why an 
interference is not being declared and otherwise act on the 

(c) When an applicant presents a claim which 
exactly or substantially to a claim of a patent, the applicant shall 
identify the patent and the number of the patent claim, unless the 
claim is in response to a suggestion by the examiner. 
The examiner shall notify the Commissioner of any instance 
where an applicant fails to identify the patent. 

+ & ides Gut 02 Guten & eis © ot oke an 
imerference with a patent wil be placed in the ile of the patent 
and a copy of the notice will be sent to the patentee. The identity 
of the applicant will not be disclosed unless an interference is 
declared. If a final decision is made not to declare an interference, 
a notice to that effect will be placed in the patent file and will be 
sent to the patentee. 


§ 1.608 Interference between an application and a patent; 
prima facie showing by applicant. 


(a) When the earlier of the filing date or effective filing date 
of an application is three months or less after the earlier of the 
filing date or effective filing date of a patent, the before 
an interference will be declared, shall file an it alleging 
that there is a basis upon which applicant is entitled to a judgment 
relative to the patentee. 

(b) When the earlier of the filing date or the effective filing 
date of an application is more than three months after the earlier 
of the filing date or the effective filing date under 35 U.S.C. § 120 
of a patent, before an interference will be declared, 

Sh ny ae ee ea 
eS ee 
demonstrate that applicant is prima facie ame ye pe 
patentee and (2) an explanation stating —_ 
paticulanty the basis upon which he applicant is (it prime facie 
{ro entitled to the judgment. Where the basis upon which an 
applicant is entitled to judgment relative to a is priority 
of invention, the evidence shall include 


relative to the 


supported by ume 

out a factual 

observed by the 

entitle the applicant to 

carlier of the ling dane or effective cndfaenaan te 
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facilitate pap me of a record (§ 1.653(g) and (h)) for final 

an applicant should file affidavits on paper which is 8- 
1/2x11 inches (21 8 by 27.9cm.). The significance of any printed 
publication or other document which is self-authenticating 
within the meaning of Rule 902 of the Federal Rules of Evidence 
or§ 1 .671(d) and any patent shall be discussed in an affidavit or 
the explanation. Any publication or other document 
which is not self-authenticating shall be authenticated and dis- 
cussed with particularity in an affidavit. Upon a showing of 
sufficient cause, an affidavit may be based on information and 
belief. If a examiner finds an application to be in condition for 
declaration of an interference, the examiner will consider the 
evidence and explanation only to the extent of determining 
whether a basis upon which the applicant would be entitled to a 
judgment relative to the patentee is alleged and, if a basis is 
alleged, an interference may be declared. 


§1.609 Preparation of interference papers by examiner. 


When the examiner determines that an interference should be - 


declared, the examiner shall forward to the Board: 


(a) All relevant application and patent files and 
(b) A statement identifying: 

(1) The proposed count or counts; 

(2) The claims of any application or patent which corre- 
spond to each count, stating whether the claims correspond 
exactly or substantially to each count; 

(3) The claims in any application which are deemed by the 
examiner to be patentable over any count; and 

(4) Whether an applicant or patentee is entitled to the 
benefit of the filing date of an earlier application and, if so, 
sufficient information to identify the earlier application. 


§ 1.610 Assignment of interference to examiner-in-chief, 
time period for completing interference. 


(a) Each interference will be declared by an examiner-in- 
chief who may enter all interlocutory orders in the interference, 
except that only a panel consisting of at least three members of 
the Board shall (1) hear oral argument at final hearing, (2) enter 
a decision under §§ 1.617, 1.640(c) or (e), 1.652, 1.656(i) or 
1.658 or (3) enter any other order which terminates the interfer- 
ence. 

(b) As necessary, another examiner-in-chief may act in place 
of the one who declared the interference. Unless otherwise 
provided in this section, at the discretion of the examiner-in- 
chief assigned to the interference, a panel consisting of two or 
more members of the Board may enter interlocutory orders. 

(c) Unless otherwise provided in this subpart, times for taking 
action by a party in the interference will be set on a case-by-case 
basis by the examiner-in-chief assigned to the interference. 
Times for taking action shall be set and the examiner-in-chief 
shall exercise control over the interference such that the pen- 
dency of the interference before the Board does not normally 
exceed two years. 

(d) An examiner-in-chief may hold a conference with the 
parties to consider: (1) simplification of any issues, (2) the 
necessity or desirability of amendments to counts, (3) the possi- 
bility of obtaining admissions of fact and genuineness of docu- 
ments which will avoid unnecessary proof, (4) any limitations on 
the number of expert witnesses, (5) the time and place for 
conducting a deposition (§ 1.673(g)), and (6) any other matter as 
may aid in the disposition of the interference. After a conference, 
the examiner-in-chief may enter any order which may be appro- 


(e) The examiner-in-chief may determine a proper course of 
conduct in an interference for any situation not specifically 
covered by this part. 


§ 1.611 Declaration of interference. 
(a) Notice of declaration of an interference will be sent to each 


(b) When a notice of declaration is returned to the Patent and 
Trademark Office undelivered, or in any other circumstance 
where appropriate, an examiner-in-chief may (1) send a copy of 
the notice to a patentee named in a patent involved in an 
interference or the patentee’s assignee of record in the Patent and 
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Trademark Office or (2) order publication of an appropriate 
notice in the Official Gazette. 
(c) The notice of declaration shall specify: 


(1) the name and residence of each party involved in the 
interference; 

(2) the name and address of record of any attorney or agent 
of record in any application or patent involved in the interfer- 
ence; 

(3) the name of any assignee of record in the Patent and 
Trademark Office; 

(4) the identity of any application or patent involved in the 
interference; 

(5) where a party is accorded the benefit of the filing date of an 
earlier application, the identity of the earlier application; 

(6) the count or counts; 

(7) the claim or claims of any application or any patent which 
correspond to each count; and 

(8) the order of the parties. 


(d) The notice of declaration may also specify the time for: (1) 
filing a preliminary statement as provided in § 1.621(a); (2) 
serving notice that a preliminary statement has been filed as 
provided § 1.621(b); and (3) filing preliminary motions author- 
ized by § 1.633, oppositions to the motions, and replies to the 
oppositions. 

(e) Notice may be given in the Official Gazette that an 
interference has been declared involving a patent. 


§ 1.612 Access to applications. 


(a) After an interference is declared, each party shall have 
access to and may obtain copies of the files of any application set 
out in the notice declaring the interference, except for affidavits 
filed under § 1.131 and any evidence and explanation under § 
1.608(b) filed separate from an amendment. 

(b) After preliminary motions under § 1.633 are decided (§ 
1.640(b)), each party shall have access to and may obtain copies 
of any affidavit filed under § 1.131 and any evidence and 
explanation filed under § 1.608(b) in any application set out in 
the notice declaring the interference. 

(c) Any evidence and explanation filed under § 1.608(b) in 
the file of any application identified in the notice declaring the 
interference shall be served when required by § 1.617(b). 

(d) The parties at any time may agree to exchange copies of 
papers in the files of any application identified in the notice 
declaring the interference. 


§ 1.613 Lead attorney, same attorney representing different 
parties in an interference, withdrawal of attorney or agent. 


(a) Each party may be required to designate one attorney or 
agent of record as the lead attorney or agent. 

(b) The same attorney or agent or members of the same firm 
of attorneys or agents may not represent two or more parties in 
an interference except as may be permitted under this Chapter. 

(c) An examiner-in-chief may make necessary inquiry to 
determine whether an attorney or agent should be disqualified 
from representing a party in an interference. If an examiner-in- 
chief is of the opinion that an attorney or agent should be 
disqualified, the examiner-in-chief shall refer the matter to the 
Commissioner. The Commissioner will make a final decision as 
to whether any attorney or agent should be disqualified. 

(d) No attorney or agent of record in an interference may 
withdraw as attorney or agent of record except with the approval 
ofan examiner-in-chief and after reasonable notice to the party 
on whose behalf the attorney or agent has appeared. A request to 
withdraw as attorney or agent of record in an interference shall 
be made by motion (§ 1.635). 


§ 1.614 Jurisdiction over interference. 


(a) The Board shall assume jurisdiction over an interference 
when the interference is declared under § 1.611. 

(b) When the interference is declared the interference is a 
contested case within the meaning of 35 U.S.C. § 24. 

(c) The examiner shall have jurisdiction over any pending 
application until the interference is declared. An examiner-in- 
chief, where appropriate, may for a limited purpose restore 





JANUARY 2, 1990 


jurisdiction to the examiner over any application involved in the 
interference. 


§ 1.615 Suspension of ex parte prosecution. 


(a) When an interference is declared, ex parte prosecution of 
an application involved in the interference is suspended. 
Amendments and other papers related to the application re- 
ceived during pendency of the interference to be entered or 
considered in the interference without the consent of an exam- 
iner-in-chief. 

(b) Ex parte ution as to specified matters may be 
continued concurrently with the interference with the consent of 
the examiner-in-chief. 


§ 1.616 Sanctions for failure to comply with rules or order. 


An examiner-in-chief or the Board may impose an appropri- 
ate sanction against a party who fails to comply with the regula- 
tions of this part or any order entered by an examiner-in-chief or 
the Board. An appropriate sanction may include among others 
entry of an order: 

(a) holding certain facts to have been established in the 
interference; 

(b) precluding a party from filing a motion or a preliminary 
tatement; 


si 
ee ra ti an eT Seer: pe 
issue; 
(d) precluding a party from requesting, obtaining, or oppos- 
ing discovery; or 
(e) granting judgment in the interference. 


§ 1.617 Summary judgment against applicant 


(a) An examiner-in-chief shall review any evidence filed by 
an applicant under § 1.608(b) to determine if the applicant is 
prima facie entitled to nee relative to the patentee. If the 
examiner-in-chief determines that the evidence shows the appli- 
cantis prima facie entitled to a judgment relative to the patentee, 
the interference shall in the normal manner under the 
regulations of this part. If in the opinion of the examiner-in-chief 
the evidence fails to show that the applicant is prima facie 
entitled to a judgment relative to the patentee, the examiner-in- 
chief shall, concurrently with the notice declaring the interfer- 
ence, enter an order stating the reasons for the opinion and 
directing the applicant, within a time set in the order, to show 
cause why summary judgment should not be entered against the 

licant. 

(b) The applicant may file a response to the order and state any 
reasons why summary judgment should not be entered. Any 
request by the applicant for a hearing before the Board shall be 
made in the response. Additional evidence shall not be presented 
by the applicant or considered by the Board unless the applicant 
shows good cause why any additional evidence was not initially 
SS SS ee At the time 
an applicant files a response, the applicant shall serve a copy of 
any evidence filed under § 1.608(b) and this paragraph. 

(c) If a response is not timely filed by the applicant, the Board 
shall enter a final decision granting summary judgment against 
the applicant. 

(d) If a response is timely filed by the applicant, all opponents 
may file a statement within a time set by the examiner-in-chief. 
The statement may set forth views as to why summary judgment 
should be granted against the applicant, but the statement shall be 
limited to discussing why all the evidence presented by the 
applicant does not overcome the reasons given by the examiner- 
in-chief for issuing the order to show cause. Evidence shall not 
be filed by any opponent. An opponent may not request an oral 
hearing. 


(e) Within a time authorized by the examiner-in-chief, an 
applicant may file a reply to any statement filed by any opponent. 

(f) When more than two parties are involved in an interfer- 
ae me epee te ai: heen emcee 
ings under this section. 


(g) If aresponse by the ses caperee ea Aegean pene 9 
in-chief or the Board shall decide whether the evidence submit- 
ted under § 1.608(b) and any additional evidence properly 
submitted under paragraph (b) of this section shows that the 
applicant is prima facie entitled to a judgment relative to the 
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patentee. If the applicant is not prima facie entitled to aj 
relative to the patentee, the Board shall enter a 
inst the 


interference 
to proceed in the normal manner under the regulations of this 


part. 
(h) Only an applicant who filed evidence under § 1.608(b) 
may request a hearing. If that applicant requests a hearing, the 
eeed anny bald 0 teins gulag tn eahey of a decision under 
(g) of this section. The examiner-in-chief shall set a 
date and time for the hearing. Unless otherwise ordered by the 
examiner-in-chief or the Board, the applicant and any opponent 
will each be entitled to no more than Sutemeschenhepment 
at the hearing. 


§ 1.618 Return of unauthorized papers. 


(a) The Patent and Trademark Office shall return to a party 
pe eh a age a he of the paper is 

not authorized by, or is not in with the requirements 
of, this subpart. Any paper returned will not thereafter be consid- 
ered by the Patent and Trademark Office in the interference. A 
party may be permitted to file a corrected paper under such 
conditions as may be deemed appropriate by an examiner-in- 


(b) When presenting a paper in an interference, a party shall 
not submit with the paper a copy of a paper previously filed in the 
interference. 


§ 1.621 Preliminary statement, time for filing, notice of filing. 


(a) Within the time set for filing preliminary motions under § 
1.633, each party may file a preliminary statement. The prelimi- 
nary statement may be signed by any individual having know!l- 
cdgoei ten tattanndind Gentine Ghatatenyeseqembateneth 
(b) When a party files a preliminary statement the party shall 
also simultaneously file and serve on all opponents in the 
a notice stating that a preliminary statement has 
been filed. A copy of the preliminary statement need not be 
served until ordered by an examiner-in-chief. 


§ 1.622 Preliminary statement, who made invention, where 
invention made. 


(a) A party's preliminary statement must identify the inventor 
who 


behalf of the inventor the facts required by 
1.623, 1.624, and 1.625 as may be appropriate. an inventor 
identified in the preliminary statement is not an inventor named 
in the party’s or patent, the party shall file a motion 
waar A ape nna 

(b) The preliminary statement shall state whether the inven- 
tion was made in the United States or abroad. If made abroad, the 
preliminary statement shall state whether the party is entitled to 
the benefit of the second sentence of 35 U.S.C. § 104. 


§ 1.623 Preliminary statement; invention made in United 


(a) When the invention was made in the United States or a 
party is entitled to the benefit of the second sentence of 35 U.S.C. 
§ 104, the preliminary statement must state the following facts as 
to the invention defined by each count: 


(1) The date on which the first drawing of the invention was 
made 


(2) The date on which the first written description of the 

(3) The date on which the invention was first disclosed by 
the inventor to another person. 

(4) The date on which the invention was first conceived by 
the inventor. 


(5) The date on which the invention was first actually 
reduced to . If the invention was not actually reduced 
to practice by or on behalf of the inventor prior to tne party's 

date, the statement shall so state. 


pre 
(6) The date after the inventor's conception of the inven- 
reasonable 


tion when active exercise of 


diligence toward 
reducing the invention to practice began. 





1110 TMOG 362 
(178) 


(b) If a party intends to prove derivation, the preliminary 
statement must also comply with § 1.625. 

(c) When a party alleges under paragraph (a)(1) of this section 
that a drawing was made, acopy of the first drawing shall be filed 
with and identified in the preliminary statement. When a party 
alleges under paragraph (a)(2) of this section that a written 
description of the invention was made, a copy of the first written 
description shall be filed with and identified in the preliminary 
statement. See § 1.628(b) when a copy of the first drawing or 
written description cannot be filed with the preliminary state- 
ment. 


§ 1.624 Preliminary statement; invention made abroad. 


(a) When the invention was made abroad and a party intends 
to rely on introduction of the invention into the United States, the 
preliminary statement must state the following facts as to the 
invention defined by each count: 


(1) The date on which a drawing of the invention was first 
introduced into the United States. 

(2) The date on which a written description of the invention 
was first introduced into the United States. 

(3) The date on which the invention was first disclosed to 
another person in the United States. 

(4) The date on which the inventor’s conception of the 
invention was first introduced into the United States. 

(5) The date on which an actual reduction to practice of the 
invention was first introduced into the United States. If an 
actual reduction to practice of the invention was not intro- 
duced into the United States, the preliminary statement shall 
So state. 

(6) The date after introduction of the inventor’s conception 
into the United States when active exercise of reasonable 
diligence in the United States toward reducing the invention 
to practice began. 


(b) If a party intends to prove derivation, the preliminary 
statement must also comply with § 1.625. 

(c) When a party alleges under (a)(1) of this section 
that a drawing was introduced into the United States a copy of 
that drawing shall be filed with and identified in the preli 
statement. When a party alleges under paragraph (a)(2) of this 
section that a written description of the invention was introduced 
into the United States a copy of that written description shall be 
filed with and identified in the preliminary statement. See § 
1.628(b) when a copy of the first drawing or first written descrip- 
tion introduced in the United States cannot be filed with the 
preliminary statement. 


§ 1.625 Preliminary statement; derivation by an opponent. 


(a) When the invention was made in the United States or 
abroad and a party intends to prove derivation by an opponent 
from the party, the preliminary statement must state the follow- 
ing as to the invention defined by each count: 


(1) The name of the opponent. 

(2) The date on which the first drawing of the invention was 

(3) The date on which the first written description of the 
invention was made. 

(4) The date on which the invention was first disclosed by 
the inventor to another person. 

(5) The date on which the invention was first conceived by 
the inventor. 

(6) The date on which the invention was first communi- 
cated to the opponent. 


(b) If a party intends to prove priori ) apa spl 

matamedeemmty wit Lasers La 

PD ne me aren rn a 
a per yr peep the first 

with and identified in the Sein eneumeat Ghaeaaeeer 
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description of the invention was made, a copy of the first written 
iption shall be filed with and identified in the prelimi 

statement. See § 1.628(b) when a first drawing or 

description cannot be filed with the preliminary statement. 
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§ 1.626 Preliminary statement; earlier application. 


When a party does not intend to present evidence to prove a 
conception or an actual reduction to practice and the party 
intends to rely solely on the filing date of an earlier application 
filed in the United States or abroad to prove a constructive 
reduction to practice, the preliminary statement may so state and 
identify the earlier application with particularity. 


§ 1.627 Preliminary statement, sealing before filing, opening 
of statement. 


(a) The preliminary statement and copies of any drawing or 
written description shall be filed in a sealed envelope bearing 
only the name of the party filing the statement and the style (e.g., 
Jones v. and number of the interference. The sealed envelope 
should contain only the preliminary statement and copies of any 
drawing or written description. If the preliminary statement is 
filed through the mail, the sealed envelope should be enclosed in 
an outer envelope addressed to the Commissioner of Patents and 
Trademarks in accordance with § 1.1(e). 

(b) A preliminary statement may be opened only at the 
direction of an examiner-in-chief. 


§ 1.628 Preliminary statement, correction of error. 


(a) A material error arising through inadvertence or mistake 
in connection with (1) a preliminary statement or (2) drawings or 
a written description submitted therewith or omitted therefrom, 
may be corrected by a motion (§ 1.635) for leave to file a 
corrected statement. The motion shall be supported by an affida- 
vit and shall show that the correction is essential to the ends of 
justice and shall be accompanied by the corrected statement. The 
ee 


wT) When a party cannot atach a copy of a drawing ora 
written description to the 8 preliminary statement as re- 
quired by §§ 1.623(c), 1.624(c), or 1.625(c), the party (1) shall 
show good cause and explain in the preliminary statement why 
a copy of the drawing or written description cannot be attached 
to the preliminary statement and (2) shall attach to the prelimi- 
nary statement the earliest drawing or written description made 
in or introduced into the United States which is available. The 
party shall file a motion (§ 1.635) to amend its preliminary 
statement promptly after the first drawing, first written descrip- 
tion, or drawing or written description first introduced into the 
United States becomes available. A copy of the drawing or 
written description may be obtained, where appropriate, by a 
motion (§ 1.635) for additional discovery under § 1.687 or 
during a testimony period. 


§ 1.629 Effect of preliminary statement. 


(a) A party shall be strictly held to any date alleged in the 
statement. Doubts as to (1) definiteness or suffi- 


filing restricting the party to the earlier of 
its filing date or effective filing date or to the latest date of a 
period alleged in the preliminary statement as may be appropri- 
ate. a. 
provided by § 

Gp eddies ethich chews Gintunest diieged in Go gadis 
nary statement occurred prior to the date alleged in the statement 
shall establish only that the act occurred as early as the date 
alleged in the statement. 

(c) If a party does not file a preliminary statement, the party: 


Se eeneny s filing date 
or effective filing date and 
(2) will not be permitted to prove that: 
(i) the party made the invention prior to the party's filing date 
or 
(ii) any opponent derived the invention from the party. 


(d) If a party files a preliminary statement which contains an 
of a date of first drawing or first written 

and the does not file a copy of the first drawing or written 

description with the preliminary statement as required by § 
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1.623(c), § 1.624(c), or § 1.625(c), the party will be restricted to 
the earlier of the party’s filing date or effective date as to 
that allegation unless the party complies with § 1. ). The 
content of any drawing or written description submitted with a 
preliminary statement will not normally] be evaluated or consid- 
ered by the Board. 

Fe | iminary statement shall not be used as evidence on 
the party filing the statement. 


§ 1.630 Reliance on earlier application. 


A party shall not be entitled to rely on the filing date of an erlier 
application filed in the United States or abroad unless (a) the 
earlier application is identified § 1.611(c)(5)) im the notice 
declaring the interference or (b) the party files a preliminary 
motion under § 1.633 seeking the benefit of the filing date of the 
earlier application. 


§ 1.631 Access to preliminary statement, service of prelimi- 
nary statement. 


(a) Unless otherwise ordered by an examiner-in-chief, con- 
currently with entry of a decision by the examiner-in-chief on 
preliminary motions filed under § 1.633, any preliminary state- 
ment filed under § 1.621(a) shall be opened to inspection by the 
senior party and any junior party who filed a preliminary state- 
ment. Within a time set by the examiner-in-chief, a party shall 
serve copies of its preliminary statement on every opponent who 
served a notice under § 1.621(b). 

(b) A junior party who does not file a preliminary statement 
shall not have access to the preliminary statement of any other 


party. 

(c) If an interference > ne ee Se oe 
statements have been opened, the preliminary statements will 
remain sealed and will be returned to the respective parties who 
submitted the statements. 


§ 1.632 Notice of intent to argue abandonment, suppression 
or concealment by opponent. 


A notice hall be filed by a party who intends to argue that an 
opponent has abandoned, or concealed an ac:ual 
reduction to practice (35 U.S.C. § 102(g)). A party will not be 
permitted to argue suppression, or concealment 
by an opponent unless the notice is timely filed. Unless author- 
ized otherwise by an examiner-in-chief, a notice is timely when 
filed within ten (10) days of the close of the testimony-in-chief 
of the opponent. 


§ 1.633 Preliminary Motions. 


A party may file the following preliminary motions: 

(a) A motion for judgment on the ground that an opponent's 
claim to a count is not patentable to the 
In determining a motion filed under this aclaim may 
be construed by reference to the prior art of record. A motion 
under this shall not be based on: (1) priority of 
invention o' cs. yee ea ew te 
Se ee ee Ts a 
count by an opponent from pea ty a 

(b) A motion for judgment on the ground that there is no 
interference-in-fact. A motion under this paragraph is proper 
only if: Poem = np involves a — or 
patent or a ication or patent or (2) no c a party 

which corresponds to a count is identical to any claim of an 
which corresponds to that count. See § 1.637(a) 

(c) A motion to redefine the interfering subject matter by (1) 
adding or substituting acount, (2) amending an —~- 
corresponding to a count or adding a claim in the 
pre at en es rien 
iapenayplloclane pupeschintbesumepensapaasann ) 
designating an Sennen 
to acount, or (5) requiring an opponent who is an applicant to add 
a claim and to designate the claim to correspond to a count. See 
§ 1.637(a) and (c). 

rn Se 
party for — involved in the interference. 
1.637(a) and (4) 
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owned by a party 8 application or patent 
involved in the interference or (2) when an interference involves 
three or more parties, between less than all ions and any 
involved in the interference. See § 1.637(a) and (e). 
(f) A motion to be accorded the benefit of the filing date of an 
earlier application filed in the United States or abroad. See § 
1.637(a) and (f). 


(g) A motion to attack the benefit accorded an opponent in the 

notice declaring the interference of the filing date of an earlier 

a the United States or abroad. See § 1.637(a) 
(g) 


eee ee ee a 

Se eee 

1.171, a motion to add the application for reissue to the interfer- 
ence. See § 1.637(a) and (h). 


ee ee DS ae ee 


es the motion, may file 
pe —- — eee this section as to the 
count to be added or substituted. 


§ 1.634 Motion to correct inventorship. 


A party may file a motion to (a) amend its application 
involved in an interference to correct inventorship 

by § 1.48 or (b) correct inventorship of its patent i 
interference as provided in § 1.324. See § 1.637(a). 


§ 1.635 Miscellaneous motions. 


A party seeking entry of an order relating to any matter other 
than a matter which may be raised under §§ 1.633 or 1.634 may 
file a motion requesting entry of the order. See § 1.637(a) and (b). 


§ 1.636 Motions, time for filing. 


(a) A preliminary motion under § ae Cae ae 
be filed within a time period set by an examiner-in-chief 

(b)A motion under § 1.6334) or Gj) shall be fled 
within 20 days of the service of the preliminary motion under § 
1.633(a), (b), or (g) unless otherwise ordered by an examiner-in- 


(c) A motion under § 1.634 shall be diligently filed after an 
discovered in the i 


-in-chief. 
(2) Amarin under § 1635 shal be filed as specified inthis 
subpart or when appropriate unless otherwise ordered ~~" 
examiner-in-chief. 


§$ 1.637 Content of motions. 


(a) Every motion shall include (1) a statement of the precise 
relief requested, (2) a statement of the material facts in support of 
the motion, and (3) a full statement of the reasons why the relief 


should be granted. 
(b) A motion under § 1.635 shall contain a certificate by the 
moving party stating that the moving has conferred with all 
opposing parties in an effort in oe 


($1 )). 

ne ee: al 
inaadae redefined. 

GD A preliminary motion scking to add or sabatinne 4 


to 
to be added to, the party's af ) 
each Count and apply the ens of the lms 
the disclosure of the party's application; when necessary a 
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moving party applicant shall file with the motion an 
amendment adding any proposed claim to the application. 

(iii) Identify all claims in an opponent's application 
which should be designated to correspond to each pro- 
posed count; if an opponent’s applicaticn does not contain 
such a claim, the moving party shall propose a claim to be 
added to the opponent's application. The moving party 
shall show the patentability of any proposed claims to the 
opponent and apply the terms of the claims to the disclo- 
sure of the opponent’s application. 

(iv) Designate the claims of any patent involved in the 
interference which define the same patentable invention as 
each count. 

(v) Show that each proposed count defines a separate 
patentable invention from every other count in the interfer- 
ence. 

(vi) Be accompanied by a motion under § 1.633(f) re- 
questing the benefit of the filing date of any earlier appli- 
cation filed in the United States or abroad. 

(2) A preliminary motion seeking to amend an application 
claim corresponding to a count or adding a claim to be desig- 
nated to correspond to a count shall: 

(i) Propose an amended or added claim. 

(ii) Show that the proposed or added claim defines the 
same patentable invention as the count. 

(iii) Show the patentability to the applicant of each 
amended or added claim and apply the terms of the 
amended or added claim to the disclosure of the applica- 
tion; when necessary a moving party applicant shall file 
with the motion an amendment making the amended or 
added claim to the application. 

(iv) Be acc ied by a motion under § 1.633(f) 
requesting the benefit of the filing date of any earlier 
application filed in the United States or abroad. 

(3) A preliminary motion seeking to designate an applica- 
tion or patent claim to correspond to a count shall: 

(i) Identify the claim and the count. 

(ii) Show the claim defines the same patentable inven- 
tion as the count. 

(iii) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of any earlier 
application filed in the United States or abroad. 

(4) A preliminary motion seeking to designate an applica- 
tion or patent claim as not corresponding to a count shall: 

(i) Identify the claim and the count. 

(ii) Show the claim does not define the same patentable 
invention as any other claim designated in the notice 
declaring the interference as corresponding to the count, 
(5) A preliminary motion seeking to require an opponent 

who is an applicant to add a claim and designate the claim as 
corresponding to a count shall: 

(1) Propose a claim to be added by the opponent. 

(ii) Show the patentability to the opponent of the claim 
and apply the terms of the claim to the disclosure of the 

it’s application. 

(iii) Identify the count to which the claim shall be 
designated to correspond. 

(iv) Show the claim defines the same patentable inven- 
tion as the count to which it will be designated to corre- 


spond. 
(d) A preliminary motion under § 1.633(d) to substitute a 


different application shall: 


(1) Identify the different application. 

(2) Certify that a complete copy of the file of the different 
application, except for documents filed under § 1.131 or § 
1.608(b), has been served on all opponents. 

(3) Show the patentability to the applicant of all claims in, 
or proposed to be added to, the different application which 
correspond to each count and apply the terms of the claims to 
the disclosure of the different application; when necessary 
the applicant shall file with the motion an amendment adding 
a claim to the different application. 

(4) Be accompanied by a motion under § 1.633(f) request- 
ing the benefit of the filing date of an earlier application filed 
in the United States or abroad. 

(e) A preliminary motion to declare an additional interference 


under § 1.633(e) shall explain why an additional interference is 
necessary: 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


(1) When the preliminary motion seeks an additional inter- 
ference under § 1.633(e)(1), the motion shall: 

(i) Identify the additional application. 

(ii) Certify that a complete copy of the file of the 
additional application, except for documents filed under 
§§ 1.131 or 1.608(b), has been served on all opponents. 

(iii) Propose a count for the additional interference. 

(iv) Show the patentability to the applicant of all claims 
in, or proposed to be added to, the additional application 
which correspond to each proposed count for the addi- 
tional interference and apply the terms of the claims to the 
disclosure of the additional application; when necessary 
the applicant shall file with the motion an amendment 
adding a claim to the additional application. 

(v) When the opponent is an applicant, show the patenta- 
bility to the opponent of any claims in, or proposed to be 
added to, the opponent’s application which correspond to 
the proposed count and apply the terms of the claims to the 
disclosure of the opponent’s application. 

(vi) When the opponent is a patentee, designate the 
claims of the patent which define the same patentable 
invention defined by the proposed count. 

(vii) Show that each proposed count for the additional 
interference defines a separate patentable invention from 
all counts of the interference in which the motion is filed. 

(viii) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of an earlier appli- 
cation filed in the United States or abroad. 

(2) When the preliminary motion seeks an additional inter- 
ference under § 1.633(e)(2), the motion shall: 

(i) Identify any application or patent to be involved in the 
additional interference. 

(ii) Propose a count for the additional interference. 

(iii) When the moving party is an applicant, show the 
patentability to the applicant of all claims in, or proposed 
to be added to the party’s application which correspond to 

each count and apply the terms of the claims to 

the disclosure of the party’s application; when necessary a 

moving party applicant shall file with the motion an 

amendment adding any proposed claim to the application. 

(iv) Identify all claims in any opponent’s application 
which should be designated to correspond to each pro- 
posed count; if an opponent’s application does not contain 
such a claim, the moving party shall propose a claim to be 
added to the opponent’s application. The moving party 
shall show the patentability of any proposed claims to the 
opponent and apply the terms of the claims to the disclo- 
sure of the opponent’s application. 

(v) Designate the claims of any patent involved in the 
interference which define the same patentable invention as 
each proposed count. 

(vi) Show that each proposed count for the additional 
interference defines a separate patentable invention from 
all counts in the interference in which the motion is filed. 

(vii) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of an earlier appli- 
cation filed in the United States or abroad. 

(f) A preliminary motion for benefit under § 1.633(f) shall: 
(1) Identify the earlier application. 

(2) When the earlier application is an application filed in 
the United States, certify that acomplete copy of the file of the 
earlier application, except for documents filed under 
1.131 or § 1.608(b), has been served on all opponents. When 
the earlier application is an application filed abroad, certify 
that a copy of the application filed abroad has been served on 
all opponents. If the earlier application filed abroad is not in 

ish, the requirements of § 1.647 must also be met. 

(3) Show that the earlier application constitutes a construc- 
tive reduction to practice of each count. 

(g) A preliminary motion to attack benefit under paJ —- 


shall explain, as to each count, why an opponent should not be 
accorded the benefit of the filing date of the earlier application. 


(h) A preliminary motion to add an application for reissue 


under § 1.633(h) shall: 


(1) Identify the application for reissue. 

(2) Certify that a complete copy of the file ~ the application 
for reissue has been served on all 

(3) Show the patentability of all claims i in, or proposed to 
be added to, the application for reissue which correspond to 
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each count and apply the terms of the claims to the disclosure 
of the application for reissue; when necessary a moving 
applicant for reissue shall file with the motion an amendment 
adding a claim to the application for reissue. 

panied by a motion under § 1.633(f) request- 
ing the benefit of the filing date of an earlier application filed 
in the United States or abroad. 


— Opposition and reply, time for filing opposition and 


(a) Unless otherwise ordered by an examiner-in-chief, any 
opposition to any motion shall be filed within 20 days after 
service of the motion. An opposition shall (1) identify any 
material fact set forth in the motion which is in dispute and (2) 
include an argument why the relief requested in the motion 
should be denied. 

(b) Unless otherwise ordered by an examiner-in-chief, a 
reply shall be filed within 15 days after service of the opposition. 
A reply shall be directed only to new points raised in the 
Opposition. 


§ 1.639 Evidence in support of motion, opposition, or reply. 


(a) Proof of any material fact alleged in a motion, opposition, 
or reply must be filed and served with the motion, opposition, or 
reply unless the proof relied upon is part of the interference file 
or the file of any patent or application involved in the interfer- 
ence or any earlier application filed in the United States of which 
a party has been accorded or seeks to be accorded benefit. 

(b) Proof may be in the form of patents, printed publications, 
and affidavits. 

(c) When a party believes that testimony is necessary to 
support or oppose a preliminary motion under § 1.633 or a 
motion to correct inventorship under § 1.634, the party shall 
describe the nature of the testimony needed. If the examiner-in- 
chief finds that testimony is needed to decide the motion, the ex- 
aminer-in-chief may grant appropriate interlocutory relief and 
enter an order authorizing the taking of testimony and deferring 
a decision on the motion to final hearing. 


§ 1.640 Motions, hearing and decision, redeciaration of inter- 
ference, order to show cause. 


(a) A hearing on a motion may be held in the discretion of the 
examiner-in-chief. The examiner-in-chief shall set the date and 
i hearing. The length of oral argument at a hearing on 
a motion is a matter within the discretion of the examiner-in- 
chief. An examiner-in-chief may direct that a hearing take place 


by telephone. 

(b) Motions will be decided by an examiner-in-chief. An 
examiner-in-chief may consult with an examiner in deciding 
motions involving a question of patentability. An examiner-in- 


chief may grant or deny any motion or take such other action © 


which will secure the just, speedy, and inexpensive determina- 
tion of the interference. 
Se ae ee 
a canine ana necessary, set a time for 
involved in the 
intertosence and fer filing 0 supplemental geuflaninary stato- 
ment as to any new counts involved in the interference. 
pe ee ee ee aa 
required by an examiner-in-chief ‘shall be taken without 
Sdiies aedes as oudhinent Genaameatteenainn 
involved. A preliminary statement shall meet 
the requirements specified in §§ 1.623, 1.624, 1.625, or 
1.626, but need not be filed if a party states that it intends to 
rely on a preliminary statement previously filed under § 
1.621(a). After the time expires for any amendment and 
preliminary statement, the examiner-in-chief 
will, if necessary, redeclare the i 
(2) After a decision is entered on preliminary motions filed 
under § 1.633, eS ee — 
considered except as provided by § 1.65 
(c) When a docitina ch any unetioa vader $6 1.633, 1.634, or 
1.635 is entered which does not result in the issuance of an order 
peter mete en ye 
a request for reconsideration within’ 14 days after the date of the 
decision. The filing of a request for reconsideration will not stay 
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ee ee Se ee 
tion shall specify wih particularity the casing Oeapeaen 


consisting 
chief, one of whom will normally be the examiner- in-chief who 
decided the motion. 
(d) An examiner-in-chief may issue an order to show cause 
should not be entered against a party when: 
(1) A decision on a motion is entered which is dispositive 
of the interference against the party as to all counts; 
(2) The party is a junior party who fails to file a preliminary 


Statement, or 
bape my pene = my preliminary statement 

fails to overcome the of the filing date or effective 

filing date of another party. 

(e) When an order to show cause is issued under paragraph (d) 
ee ee in accordance 
with the order unless, within 20 days the date of the order, 
the party against whom the order issued files a paper which 
shows good cause why j should not be entered in 
accordance with the order. Any other party may file a response 
to the paper within 20 days of the date of service of the paper. If 
the party against whom the order was issued fails to show good 
cause, the Board shall enter judgment against the party. If a 
party wishes to take testimony in response to an order . 
show cause, the s should be accompanied 


S response 
motion (§ 1.635) requesting the testimony period. 
§ 1.651(c)(4). 


§ 1.641 Unpatentability discovered by examiner-in-chief. 


During the pendency of an interference, if the examiner-in- 
chief becomes aware of a reason why a claim corresponding to 
acount may not be patentable, the examiner-in-chief may notify 
Gngutien dd do cuien endotadenethinullinaa 
may present its views. After considering any timely filed views, 
the examiner-in-chief shall decide how the interference shall 
proceed. 


§ 1.642 Addition of application or patent to interference. 


During the pendency of an interference, if the examiner-in- 
chief becomes aware of an application or a patent not involved 
in the interference which claims the same patentable invention as 
a count in the interference, the examiner-in-chief may add the 
application or patent to the interference on such terms as may be 
fair to all parties. 


§ 1.643 Prosecution of interference by assignee. 
(a) An assignee of record in the Patent and Trademark Office 


(b) An assignee of a part interest in an application or patent 
ae eee 
of an order it to the interference. The 
ren sh ah inability or refusal of the inventor to 
prosecute the interference or (2) other cause why the ends of 
amet atone emt, en ey ee en 
prosecute the interference. -in-chief may allow the 
assignee of a part interest to prosecute the interference upon such 
terms as may be appropriate. 


§ 1.644 Petitions in interferences. 


consider a petition in an interference unless: 


(1) The petition is from a decision of an examiner-in-chief 
or a panel and the examiner-in-chief or the panel shall be of 
the opinion (i) that the decision involves a controlling ques- .. 
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tion of procedure or an interpretation of a rule as to which 

there is a substantial ground for a difference of opinion and 

(ii) that an immediate decision on petition by the Commis- 

sioner may materially advance the ultimate termination of the 

interference; 

(2) The petition seeks to invoke the supervisory authority 
of the Commissioner and is not filed prior to the decision of 
the Board awarding judgment and does not relate to (i) the 
merits of priority of invention or patentability or (ii) the 
admissibility of evidence under the Federal Rules of Evi- 
dence; or 

(3) The petition seeks relief under § 1.183. 

(b) A petition under paragraph (a)( 1) of this section filed more 
than 15 days after the date of the decision of the examiner-in- 
chief or the panel may be dismissed as untimely. A petition under 
paragraph (a)(2) of this section shall not be filed prior to decision 
by the Board awarding judgment. Any petition under paragraph 
(a)(3) of this section shall be timely if it is made as of, or 
simultaneously with, a proper motion under §§ 1.633, 1.634, or 
1.635. Any opposition to a petition shall be filed within 15 days 
of the date of service of the petition. 

(c) The filing of a petition shall not stay the proceeding unless 
a stay is granted in the discretion of the examiner-in-chief, the 
panel, or the Commissioner. 

(d) Any petition must contain a statement of the facts in- 
volved and the point or points to be reviewed and the action 
requested. Briefs or memoranda, if any, in support of the petition 
or opposition shall accompany or be embodied therein. The 
petition will be decided on the basis of the record made before the 
examiner-in-chief or the panel and no new evidence will be 
considered by the Commissioner in deciding the petition. Copies 
of documents already of record in the interference shall not be 
submitted with the petition or opposition. 

(e) Any petition under paragraph (a) of this section shall be 
accompanied by the petition fee set forth in § 1.17(h). 

(f) Any request for reconsideration of a decision by the 
Commissioner shall be filed within 15 days of the decision of the 
Commissioner and must be accompanied by the fee set forth in 
§ 1.17(h). No opposition to a request for reconsideration shall be 
filed unless requested by the Commissioner. The decision will 
not ordinarily be modified unless such an opposition has been 
requested by the Commissioner. 

(g) Where reasonably possible, service of any petition, oppo- 
sition, or request for reconsideration shall be such that delivery 
is accomplished within one working day. Service by hand or 
“Express Mail” complies with this paragraph. 

(h) An oral hearing on the petition will not be granted except 
when considered necessary by the Commissioner. 

(i) The Commissioner may delegate to appropriate Patent and 
Trademark Office employees the determination of petitions 
under this section. 


§ 1.645 Extension of time, late papers, stay of proceedings. 


(a) A party may file a motion (§ 1.635) seeking an extension 
of time to take action in an interference, to file a notice of 
(§§ 1.302, 1.304), or to commence a civil action (§§ 1.303, 
1.304). The motion shall be filed within sufficient time to 
actually reach the examiner-in-chief before expiration of the 
time for taking action, filing the notice, or commencing the civil 
action. A moving party should not assume that the motion will be 
granted even if there is no objection by any other party. The 
motion will be denied unless the moving party shows good cause 
why an extension should be granted. The press of other business 
arising after an examiner-in-chief sets a time for taking action 
will not normally constitute good cause. A motion seeking 
additional time to take testimony because a party has not been 
able to procure the testimony of a witness shall set forth the name 
of the witness, any steps taken to procure the testimony of the 
witness, the dates on which the steps were taken, and the facts 
expected to be proved through the witness. 

(b) Any paper belatedly filed will not be considered except 
upon motion (§ 1.635) which shows sufficient cause why the 
paper was not timely filed. 

(c) The provisions of § 1.136 do not apply to time periods in 
interferences. 

(d) In an appropriate circumstance, an examiner-in-chief may 
stay proceedings in an interference. 
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§ 1.646 Service of papers, proof of service. 


(a) A copy of every paper filed in the Patent and Trademark 
Office in an interference or an application or patent involved in 
the interference shall be served upon all other parties except: 


(1) Preliminary statements when filed under § 1.621; pre- 
liminary statements shall be served when service is ordered 
by an examiner-in-chief. 

(2) Certified transcripts and exhibits which accompany the 
transcripts filed under §§ 1.676 or 1.684; copies of transcripts 
shall be served as part of a party’s record under § 1.653(c). 


(b) Service shall be on an attorney or agent for a party. If there 
is no attorney or agent for the party, service shall be on the party. 
An examiner-in-chief may order additional service or waive 
service where appropriate. 

(c) Unless otherwise ordered by an examiner-in-chief, or 
except as otherwise provided by this part, service of a paper shall 
be made as follows: 


(1) By handing a copy of the paper to the person served. 

(2) By leaving a copy of the paper with someone employed 
by the person at the person’s usual place of business. 

(3) When the person served has no usual place of business, 
by leaving a copy of the paper at the person’s residence with 
someone of suitable age and discretion then residing therein. 

(4) By mailing a copy of the paper by first class mail; when 
service is by mail the date of mailing is regarded as the date 
of service. 

(5) When it is shown to the satisfaction of an examiner-in- 
chief that none of the above methods of obtaining or serving 
the copy of the paper was successful, the examiner-in-chief 
may order service by publication of an appropriate notice in 
the Official Gazette. 

(d) An examiner-in-chief may order that a paper be served by 
hand or “Express Mail”. 

(e) Proof of service must be made before a paper will be 
considered in an interference. Proof of service may appear on or 
be affixed to the paper. Proof of service shall include the date and 
manner of service. In the case of personal service under para- 
graphs (c)(1) through (c)(3) of this section, proof of service shall 
include the names of any person served and the person who made 
the service. Proof of service may be made by an acknowledg- 
ment of service by or on behalf of the person served or a 
statement signed by the party or the party’s attorney or agent 
containing the information required by this section. A statement 
of an attorney or agent attached to, or appearing in, the paper 
stating the date and manner of service will be accepted as prima 
facie proof of service. 


§ 1.647 Translation of document in foreign language. 


When a party relies on a document in a language other than 
English, a translation of the document into English and an 
affidavit attesting to the accuracy of the translation shall be filed 
with the document. 


§ 1.651 Setting times for discovery and taking testimony, 
parties entitled to take testimony. 


(a) At an appropriate stage in an interference, an examiner-in- 
chief shall set (1) a time for filing motions (§ 1.635) for 
additional discovery under § 1.687(c) and (2) testimony periods 
for taking any necessary testimony. 

(b) Where appropriate, testimony periods will be set to permit 
a party to: 

(1) present its case-in-chief and/or case-in-rebuttal and/or 

(2) cross-examine an opponent’s case-in-chief and/or a 
case-in-rebuttal. 

(c) A party is not entitled to take testimony to present a case- 
in-chief unless: 

(1) the examiner-in-chief orders the taking of testimony 
under § 1.639(c); 

(2) the party alleges in its preliminary statement a date of 
invention prior to the earlier of the filing date or effective 
filing date of the senior party; 

(3) a testimony period has been set to permit an opponent 
to prove a date of invention prior to the earlier of the filing date 





JANUARY 2, 1990 


or effective filing date of the party and the party has filed a 
preliminary statement alleging a date of invention prior to that 
date; or 
(4) a motion (§ 1.635) is filed showing good cause why a 
testimony period should be set. 
(d) Testimony shall be taken during the testimony periods set 
under paragraph (a) of this section. 


§ 1.652 Judgment for failure to take testimony or file record. 


If a junior party fails to timely take testimony authorized 
under § 1.651, or file a record under § 1.653(c), an examiner-in- 
chief, with or without a motion (§ 1.635) by another party, may 
issue an order to show cause why judgment should not be entered 
against the junior party. When an order is issued under this 
section, the Board shall enter j in accordance with the 
order unless, within 15 days after the date of the order, the junior 
party files a paper which shows good cause why judgment 
should not be entered in accordance with the order. Any other 
party may file a response to the paper within 15 days of the date 
of service of the . If the party against whom the order was 
issued fails to show good cause, the Board shall enter judgment 
against the party. 


§ 1.653 Record and exhibits. 


(a) Testimony shall consist of affidavits under § 1.672(b) and 
(e), transcripts of depositions under §§ 1.672(b) and (c), agreed 
statements of fact under § 1.672(f), and transcripts of interroga- 
tories, cross-interrogatories, and recorded answers under 
§ 1.684(c). 

(b) An affidavit shall be filed as set forth in § 1.672(b) or (e). 
A certified transcript of a deposition including a deposition 
cross-examining an affiant, shall be filed as set forth in § 
1.676. An ori ginal agreed statement shall be filed as set forth in 
§ 1.672(f). A transcript of interrogatories, cross-interrogatories, 
and recorded answers shall be filed as set forth under 8 
1.684(c). 

(c) In addition to the items specified in paragraph (b) of this 
section and within a time set by an examiner-in-chief each party 
shall file three copies and serve one copy of a record consisting 
of: 

(1) An index of the names of each witness giving the pages 
of the record where the direct testimony and cross-examina- 
tion of each witness begins. 

(2) An index of exhibits briefly describing the nature of 
each exhibit and giving the page of the record where each 
exhibit is first identified and offered into evidence. 

(3) The count or counts. 

(4) Each (i) affidavit, (ii) transcript, including transcripts of 
cross-examination of any affiant, (iii) agreed statement relied 
upon by the party, and (iv) transcript of interrogatories, cross- 
interrogatories, and recorded answers filed under paragraph 
(b) of this section. 

(5) Each notice, official record, and publication reled upon 
by the party and filed under § 1.682(a). 

(6) Any evidence from another interference, proceeding, 
or action relied upon by the party under § 1.683. . 

(7) Each request for an admission and the admission and 
each written interrogatory and the answer upon which a party 
intends to rely under § 1.688. 

(d) The pages of the record shall be consecutively numbered. 

(e) The name of each witness shall appear at the top of each 
page of each affidavit or transcript. 

(f) The record may be typewritten or printed. 

(g) When the record is printed, it may be produced by 
standard typographical printing or by any process capable of 
producing a clear black permanent image. All printed matter 
except on covers must appear in at least 1 1 point type on opaque, 

paper. Margins must be justified. Footnotes may not be 
printed in type smaller than 9 point. The page size shall be 8-1/ 
2 by 11 inches (21.8 by 27.9 cm.) with type matter 6-1/2 by 9-1/ 
2 inches (16.5 by 24.1 cm.). The.record shall be bound to lie flat 
when 
(a) When the record is typewritten, it must be clearly legible 
me. - , unglazed, durable paper approximately 8-1/2 by 11 
inches (21.8 by 27.9 cm.) in size (letter size). Typing shall be 
rer pment rote eg eae ee or 
type with a margin of 1-1/2 inches (3.8 cm.) on the left- ide 
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of the page. The pages of the record shail be bound with covers 
at their left edges in such manner to lie flat when open in one or 
more volumes of convenient size ( i 100 pages per 
volume is suggested). Multi or otherwise 

copies conforming to the standards specified in this paragraph 
may be accepted. 

(i) Each party shall file its exhibits with the record specified 
in paragraph (c) of this section. One copy of each documentary 
exhibit shall be served. exhibits shall be filed in an 
envelope or folder and shall not be bound as part of the record. 
Physical exhibits, if not filed by an officer under § 1.676(d), shall 
be filed with the record. Each exhibit shall contain a label which 
identifies the party submitting the exhibit and an exhibit number, 
the style of the interference (e.g., Jones v. Smith), and the 
interference number. Where possible, the label! should appear at 
the bottom right-hand comer of each documentary exhibit. Upon 
termination of an interference, an examiner-in-chief may return 
an exhibit to the party filing the exhibit. When any exhibit is 


(j) Any testimony, record, or exhibit which does not comply 
with this section may be returned under § 1.618(a). 


§ 1.654 Final hearing. 


(a) At an appropriate stage of the interference, the parties will 
be given an opportunity to appear before the Board to present 
oral at a final hearing. An examiner-in-chief shall set 
a date and time for final ing. Unless otherwise ordered by an 
examiner-in-chief or the Board, each party will be entitled to no 
more than 60 minutes of oral argument at final hearing. 

(b) The opening argument of a junior party shall include a fair 
statement of the junior party’s case and the junior party's 
position with respect to the case presented on behalf of any other 
party. A junior party may reserve a portion of its time for rebuttal. 

6 ee en ee ee 

or concealed an actual reduction to 
wulons a notice ender § 1.632 wes tiensty fled. 

om Alsi tas bande, Go tatthenneschanie enmnenter 
advisement by the Board. No further paper shail be filed except 
under § 1.658(b) or as authorized by an examiner-in-chief or the 
Board. No additional oral argument shall be had unless ordered 
by the Board. 


§ 1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may consider any 
geaputly salad deeee instading (i) pilethy of tavadiinn, Gh 
derivation by an opponent from a party who filed a preliminary 
statement under § 1.625, (3) patentability of the invention, (4) 
admissibility of evidence, (5) any interlocutory matter deferred 
to final ing, and (6) any other matter necessary to resolve the 
interference. Board may also consider whether any inter- 
locutory order was manifestly erroneous or an abuse of discre- 
tion. All interlocutory orders shall be presumed to have been 
correct and the burden of ing manifest error or an abuse of 
discretion shall be on the party the order. 

(b) A party shall not be entitled to raise for consideration at 
final hearing a matter which properly could have been raised by 
a motion under §§ 1.633 or 1.634 unless (1) the motion was 
properly filed, (2) the matter was raised by a inan 
Opposition to a motion under §§ 1.633 or 1.634 and the motion 
was granted over the cee ge 
cause why the issue was not timely raised by motion or opposi- 
tion. 

(c) To prevent manifest injustice, the Board may consider an 
issue even though it would not otherwise be entitled to consid- 
eration under this section. 


§ 1.656 Briefs for final hearing. 


Chey eee eee 
The examiner-in-chief shall determine the briefs needed and 
shall set the time and order for filing briefs. 

(b) The opening brief of a junior party shall contain under 
appropriate headings and in the order indicated: 


(1) A table of contents, with page references, and a table of 
cases (alphabetically arranged), statutes, and other authori- 
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ties cited, with references to the pages of the brief where they 
are cited. 

(2) A statement of the issues presented for decision in the 
interference. 

(3) A statement of the facts relevant to the issues presented 
for decision with appropriate references to the record. 

(4) An argument, which may be preceded by a summary, 
which shail contain the contentions of the party with respect 
to the issues to be decided, and the reasons therefor, with 
citations to the cases, statutes, other authorities, and parts of 
the record relied on. 

(5) A short conclusion stating the precise relief requested. 

(6) An appendix containing a copy of the counts. 


(c) The opening brief of the senior party shall conform to the 
requirements of paragraph (b) of this section except: 


(1) a statement of the issues and of the facts need not be 
made unless the party is dissatisfied with the statement in the 
opening brief of the junior party and 

(2) an appendix containing a copy of the counts need not be 
included if the copy of the counts in the opening brief of the 
junior party is correct. 


(d) Briefs may be printed or typewritten. If typewritten, legal- 
size paper may be used. The opening brief of each party in excess 
of 50 legal-size double-spaced typewritten pages or any other 
brief in excess of 25 legal-size double-space typewritten pages 
shall be printed unless a satisfactory reason be given why the 
brief should not be printed. Any printed brief shall comply with 
the requirements of § 1.653(g). Any typewritten brief shall 
comply with the requirements of § 1.653(h), except legal-size 
paper may be used and the binding and covers specified are not 
required. 

(e) An original and three copies of each brief must be filed. 

(f) Any brief which does not comply with the requirements of 
this section may be returned under § 1.618(a). 

(g) Any party, separate from its opening brief, but filed 
concurrently therewith, may file an original and three copies of 
concise proposed findings of fact and conclusions of law. Any 
proposed findings of fact shall be supported by specific refer- 
ences to the record. Any proposed conclusions of law shall be 
supported by citation of cases, statutes, or other authority. Any 
opposing party, separate from its opening or reply brief, but filed 
concurrently therewith, may file a paper accepting or objecting 
to any proposed findings of fact or conclusions of law; when 
objecting, a reason must be given. The Board may adopt the 
proposed findings of fact and conclusions of law in whole or in 


part. 

(h) If a party wants the Board in rendering its final decision to 
tule on the admissibility of any evidence, the party shall file with 
its opening brief an original and three copies of a motion (§ 
1.635) to suppress the evidence. The provisions of § 1.637(b) do 
not apply to a motion to suppress under this paragraph. Any 
objection previously made to the admissibility of an opponent's 
evidence is waived unless the motion required by this paragraph 
is filed. An original and three copies of an opposition to the 
motion may be filed with an opponent’s opening brief or reply 
brief as may be appropriate. 

(i) When a junior party fails to timely file an opening brief, an 
order may issue requiring the junior party to show cause why the 
Board should not treat failure to file the brief as a concession of 
priority. If the junior party fails to respond within a time period 
set in the order, judgment may be entered against the junior party. 


§ 1.657 Burden of proof as to date of invention. 


A rebuttable presumption shall exist that, as to each count, the 
inventors made their invention in the chronological order of the 
earlier of their filing dates or effective filing dates. The burden of 
proof shall be upon a party who contends otherwise. 


§ 1.658 Final decision. 


(a) After final hearing, the Board shall enter a decision 
resolving the issues raised at final hearing. The decision may (1) 
enter judgment, in whole or in part, (2) remand the interference 
to an examiner-in-chief for further proceedings, or (3) take 
further action not inconsistent with law. A judgment as to acount 
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shall state whether or not each party is entitled to a patent 
containing the claims in the party’s patent or application which 
correspond to the count. When the Board enters a decision 
awarding judgment as to all counts, the decision shall be re- 
garded as a final decision. 

(b) Any request for reconsideration of a decision under 
paragraph (a) of this section shall be filed within 14 days after the 
date of the decision. The request for reconsideration shall specify 
with particularity the points believed to have been misappre- 
hended or overlooked in rendering the decision. Any reply to a 
request for reconsideration shall be filed within 14 days of the 
date of service of the request for reconsideration. Where rea- 
sonably possible, service of the request for reconsideration shall 
be such that delivery is accomplished by hand or “Express 
Mail.” The Board shall enter a decision on the request for 
reconsideration. If the Board shall be of the opinion that the 
decision on the request for reconsideration significantly modi- 
fies its original decision under paragraph (a) of this section, the 
Board may designate the decision on the request for reconsidera- 
tion as a new decision. 

(c) A judgment in an interference settles all issues which (1) 
were raised and decided in the interference, (2) could have been 
properly raised and decided in the interference by a motion under 
§ 1.633 (a) through (d) and (f) through (j) or § 1.634 and (3) could 
have been properly raised and decided in an additional interfer- 
ence with a motion under § 1.633(e). A losing party who could 
have properly moved, but failed to move, under §§ 1.633 or 
1.634, shall be estopped to take ex parte or inter partes action in 
the Patent and Trademark Office after the interference which is 
inconsistent with that party’s failure to properly move, except 
that a losing party shall not be estopped with respect to any 
claims which correspond, or properly could have corresponded, 
to a count as to which that party was awarded a favorable 
judgment. 


§ 1.659 Recommendation. 


(a) Should the Board have knowledge of any ground for 
rejecting any application claim not involved in the judgment of 
the interference, it may include in its decision a recommended 
rejection of the claim. Upon resumption of ex parte prosecution 
of the application, the examiner shall be bound by the recom- 
mendation and shall enter and maintain the recommended rejec- 
tion unless an amendment or showing of facts not previously of 
record is filed which, in the opinion of the examiner, overcomes 
the recommended rejection. 

(b) Should the Board have knowledge of any ground for 
reexamination of a patent involved in the interference as to a 
patent claim not involved in the judgment of the interference, it 
may include in its decision a recommendation to the Commis- 
sioner that the patent be reexamined. The Commissioner will 
determine whether reexamination will be ordered. 

(c) The Board may make any other recommendation to the 
examiner or the Commissioner as may be appropriate. 


§ 1.660 Notice of reexamination, reissue, protest, or litiga- 
tion. 


(a) When a request for reexamination of a patent involved in 
an interference is filed, the patent owner shall notify the Board 
within 10 days of receiving notice that the request was filed. 

(b) When an application for reissue is filed by a patentee 
involved in an interference, the patentee shall notify the Board 
within 10 days of the day the application for reissue is filed. 

(c) When a protest under § 1.291 is filed against an applica- 
tion involved in an interference, the applicant shall notify the 
Board within 10 days of receiving notice that the protest was 
filed. 

(d) A party in an interference shall notify the Board promptly 
of any litigation related to any patent or application involved in 
an interference, including any civil action commenced under 35 
U.S.C. § 146. 


§ 1.661 Termination of interference after judgment. 

After a final decision is entered by the Board, an After a final 
decision is entered by the Board, an interference is considered 
terminated when no appeal (35 U.S.C. § 141) or other review (35 
U.S.C. § 146) has been or can be taken or had. 
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§ 1.662 Request for entry of adverse judgment; reissue filed 
by patentee. 


(a) A party may, at any time during an interference, request 
and agree to entry of an adverse judgment. The filing by an 
applicant or patentee of a written disclaimer of the invention 
defined by a count, concession of priority or unpatentability of 
the subject matter of a count, abandonment of the invention 
defined by a count, or abandonment of the contest as to a count 
will be treated as a request for entry of an adverse judgment 
against the applicant or patentee as to all claims which corre- 
spond to the count. Abandonment of an application by an 
applicant, other than an applicant for reissue having a claim of 
the patent sought to be reissued involved in the interference, will 
be treated as a request for entry of an adverse judgment against 
the applicant as to all claims corresponding to all counts. Upon 
the filing by a party of a request for entry of an adverse judgment, 
the Board may enter judgment against the party. 

(b) If a patentee involved in an interference files an applica- 
tion for reissue during the interference and omits all claims of the 
patent corresponding to the counts of the interference for the 
purpose of avoiding the interference, judgment may be entered 
against the patentee. A patentee who files an application for 
reissue other than for the purpose of avoiding the interference 
shall timely file a preliminary motion under § 1.633(h) or show 
good cause why the motion could not have been timely filed. 

(c) The filing of a statutory disclaimer under 35 U.S.C. 
§ 253 by a patentee will delete any statutorily disclaimed claims 
from being involved in the interference. A statutory disclaimer 
will not be treated as a request for entry of an adverse judgment 
against the patentee unless it results in the deletion of all patent 
claims corresponding to a count. 


§ 1.663 Status of claim of defeated applicant after interfer- 
ence. 


Whenever an adverse judgment is entered as to a count 
against an applicant from which no appeal (35 U.S.C. § 141) or 
other review (35 U.S.C. § 146) has been or can be taken or had, 
the claims of the application corresponding to the count stand 
finally disposed of without further action by the examiner. Such 
claims are not open to further ex parte prosecution. 


§ 1.664 Action after interference. 


(a) After termination of an interference, the examiner will 
promptly take such action in any application previously in- 
volved in the interference as may be necessary. Unless entered 
by order of an examiner-in-chief, amendments presented during 
the interference shall not be entered, but may be subsequently 
presented by the applicant subject to the provisions of this part 
provided prosecution of the application is not otherwise closed. 

(b) After judgment, the application of any party may be held 
subject to further examination, including an interference with 
another application. 


§ 1.665 Second interference. 


A second interference between the same parties will not be 
declared upon an application not involved in an earlier interfer- 
ence for an invention defined by a count of the earlier interfer- 
ence. See § 1.658(c). 


§ 1.666 Filing of interference settlement agreements. 


(a) Any agreement or understanding between parties to an 
interference, including any collateral agreements referred to 
therein, made in connection with or in contemplation of the 
termination of the interference, must be in writing and a true copy 
thereof must be filed before the termination of the interference (§ 
1.661) as between the parties to the agreement or understanding. 

(b) If any party filing the agreement or under 
Ee Gee Lo the copy will be kept 
separate from the file of the interference, and made available 
only to Government agencies on written request, or to any 
upon petition accompanied by the fee set forth in § 1.17(i) and on 
a showing of good cause. 

(c) Failure to file the copy of the agreement or understanding 
under paragraph (a) of this section will render permanently 
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unenforceable such agreement or understanding and any patent 
of the parties involved in the interference or any patent subse- 
geet med ny eptction of te pero vv The 

may, however, upon petition accompanied by the 
fee set forth in § 1. 170h) and on 0 dhowing of quod causs for 
failure to file within the time permit the filing of the 
agreement or understanding the six month peried subse- 
p nerrme ethene ee > an dimer 2 meron 
to the agreement or understanding. 


§ 1.671 Evidence must comply with rules. 


(a) Evidence consists of testimony and exhibits, official 
records and publications filed under § 1.682, evidence from 
another interference, proceeding, or action filed under § 1.683, 
and discovery relied upon under § 1.688, and the specification 
(inch claims) and drawings of any application or patent: 

(1) Involved in the interference. 

(2) To which a party has been accorded benefit in the notice 
declaring the interference or by a preliminary motion granted 
under § 1.633. 

(3) For which a party has sought, but has been denied, 
benefit by a preliminary motion under § 1.633. 

(4) For which benefit was rescinded by a preliminary 
motion granted under § 1.633. 

(b) Except as otherwise provided in this part, the Federal 
Rules of Evidence shall apply to interference proceedings. 
Those portions of the Federal Rules of Evidence relating to 
criminal actions, juries, and other matters not relevant to interfer- 
ences shall not apply. 

(c) Unless the context is otherwise clear, the following terms 
of the Federal Rules of Evidence shall be construed as follows: 

(1) “Courts of the United States,” “U.S. Magistrate,” 

“court,” “trial court,” or “trier of fact” means examiner-in- 

chief or Board as may be appropriate. 

(2) “Judge” means examiner-in-chief. 

(3) “Judicial notice” means official notice. 

(4) “Civil action,” “civil proceeding,” “action,” or 
“trial,” mean interference. 

(5) “Appellate court” means United States Court of 
Appeals for the Federal Circuit or a United States district 
court when judicial review is under 35 U.S.C. § 146. 

(6) “Before the hearing” in Rule 703 means before giving 
testimony by oral deposition or affidavit. 

(7) “The trial or hearing” in Rules 803(24) and 804(5) 
means the taking of testimony by oral deposition. 

(d) Certification is not necessary as a condition to admissibil- 
ity when the record is a record of the Patent and Trademark 
Office to which all parties have access. 

(e) A party may not rely on an affidavit filed by that party 
during ex parte ion of an application, an affidavit under 
§ 1.608(b), or an affidavit under § 1.639(b) unless (1) a of 
the affidavit is or has been served and (2) a written notice is filed 
prior to the close of the party’s relevant testimony period stating 
that the party intends to rely on the affidavit. When proper notice 
is given under this the affidavit shall be deemed filed 
under § 1.672(b). A copy of the affidavit shall be included in the 
record (§ 1.653). 

(f) The significance of documentary and other exhibits shall 
be discussed with particularity by a witness during oral deposi- 
tion or in an affidavit. 

(g) A party must file a motion (§ 1.635) seeking permission 
from an examiner-in-chief to taking testimony or seeking 
documents or things under 35 U.S.C. § 24. The motion shall 
describe the general nature and the relevance of the testimony, 
document, or thing. 

(h) Evidence which is not taken or sought and filed in 
accordance with this subpart shall not be admissible. 


§ 1.672 Manner of taking testimony. 


(a) Testimony of a witness may be taken by oral deposition or 
affidavit in accordance with this 

(b) A party wishing to take the testimony of a witness whose 
testimony will not be compelled under 35 U.S.C. § 24 may elect 
to present the testimony of the witness by affidavit or deposition. 
A party electing to present testimony of a witness by affidavit 
shall, prior to the close of the party's relevant testimony period, 
file and serve an affidavit of the witness or, where appropriate, a 
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notice under § 1.671(e). To facilitate of the record (§ 
) and (h)), a party should file an affidavit on paper which 
by 11 inches (21.8 by 27.9 cm). A party shall not be 
entitled to rely on any document referred to in the affidavit unless 
a copy of the document is filed with the affidavit. A party shall 
not be entitled to rely on any thing mentioned in the affidavit 
unless the opponent is given reasonable access to the thing. A 
pom a em eget After the affidavit is 
filed and within a time set by an examiner-in-chief, any opponent 
may file a request to cross-examine the witness on oral deposi- 
tion. If any opponent requests cross-examination of an affiant, 
the party shall notice a deposition under § 1.673(e) for the 
purpose of cross-examination by any opponent. Any redirect 
and recross shall take place at the deposition. At any deposition 
for the purpose of cross-examination of a witness whose testi- 
mony is presented by affidavit, the party shall not be entitled to 
rely on any document or thing not mentioned in one or more of 
the affidavits filed under this paragraph, except to the extent 
necessary to conduct proper redirect. A party electing to present 
testimony of a witness by deposition shall notice a deposition of 
the witness under § 1.673(a). The party who gives notice of a 
deposition shall be responsible for obtaining a court reporter and 
for filing a certified transcript of the deposition as required by § 
1.676. 
(c) A party wishing to take the testimony of a witness whose 
testimony will be compelled under 35 U.S.C. § 24 must first 
obtain permission from an examiner-in-chief under § 1.671(g). 
If permission is granted, the party shall notice a deposition of the 
witness under § 1.673 and may proceed under 35 U.S.C. § 24. 
The testimony of the witness shall be taken on oral deposition. 

(d) Notwithstanding the provisions of this subpart, if the 
Parties agree in writing, a deposition may be taken before any 
person authorized to administer oaths, at any place, upon any 
notice, and in any manner, and when so taken may be used like 
other depositions. 

(e) If the parties agree in writing, the testimony of any witness 
may be submitted in the form of an affidavit without opportunity 
for cross-examination. The affidavit of the witness shall be filed 
in the Patent and Trademark Office. 

(f) If the parties agree in writing, testimony may be submitted 
in the form of an agreed statement setting forth (1) how a 
particular witness would testify if called or (2) the facts in the 
case of one or more of the parties. The agreed statement shall be 
filed in the Patent and Trademark Office. See § 1.653(a). 


§ 1.673 Notice of examination of witness. 


(a) A party electing to take testimony of a witness by deposi- 
tion shall, after complying with paragraphs (b) and (g) of this 
section, file and serve a single notice of deposition stating the 
time and place of each deposition to be taken. Depositions may 
be noticed for a reasonable time and place in the United States. 
Unless the parties agree in writing, a deposition may not be 
noticed for any other place without approval of an examiner-in- 
chief (see § 1.684). The notice shall specify the name and address 
of each witness and the general nature of the testimony to be 
given by the witness. If the name of a witness is not known, a 
general description sufficient to identify the witness or a particu- 
lar class or group to which the witness belongs may be given 
instead. 

(b) Unless the parties agree otherwise, a party shall serve, but 
not file, at least three days prior to the conference required by 

(g) of this section, if service is made by hand or 
“Express Mail,” or at least ten days prior to the conference if 
service is made by any other means, the following: 


(1) A list and copy of each document in the party’s posses- 
sion, custody, or control and upon which the party intends to 
rely at any deposition and 

(2) A list of and a proffer of reasonable access to things in 
the party’s possession, custody, or contrel and upon which 
the party intends to rely at any deposition. 


(c) A party shall not be permitted to rely at any deposition on 
any witness not listed in the notice, or any document not served 
or any thing not listed as required by paragraph (b) of this section, 
(1) unless all opponents agree in writing or on the record to 
permit the party to rely on the witness, document, or thing or (2) 
except upon a motion (§ 1.635) promptly filed which is accom- 
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panied by any proposed notice, additional documents, or lists 
and which shows sufficient cause why the notice, documents, or 
lists were not served in accordance with this section. 

(d) Each opposing party shall have a full opportunity to attend 
a deposition and cross-examine. If an opposing party attends a 
deposition of a witness not named in a notice and cross-examines 
the witness or fails to object to the taking of the deposition, the 
opposing party shall be deemed to have waived any right to 
object to the taking of the deposition for lack of proper notice. 

(e) A party electing to present testimony by affidavit and who 
is required to notice depositions for the purpose of cross-exami- 
nation under § 1.672(b), shall, after complying with paragraph 
(g) of this section, file. and serve a single notice of deposition 
stating the time and place of each cross-examination deposition 
to be taken. 

(f) The parties shall nor take depositions in more than one 
place at the same time or so nearly at the same time that 
reasonable opportunity to travel from one place of deposition to 
another cannot be had. 

(g) Before serving a notice of deposition and after complying 
with paragraph (b) of this section, a party shall have an oral 
conference with all opponents to attempt to agree on a mutually 
acceptable time and place for conducting the deposition. A 
certificate shall appear in the notice stating that the oral confer- 
ence took place or explaining why the conference could not be 
had. If the parties cannot agree to a mutually acceptable place 
and time for conducting the deposition at the conference, the 
parties shall contact an examiner-in-chief who shall then desig- 
nate the time and place for conducting the deposition. 

(h) A copy of the notice of deposition shall be attached to the 
certified transcript of the deposition filed under § 1.676(a). 


§ 1.674 Persons before whom depositions may be taken. 


(a) Within the United States or a territory or insular possession 
of the United States a deposition shall be taken before an officer 
authorized to administer oaths by the laws of the United States or 
of the place where the examination is held. 

(b) Unless the parties agree in writing, the following persons 
shall not be competent to serve as an officer: (1) a relative or 
employee of a party, (2) a relative or employee of an attorney or 
agent of a party, or (3) a person interested, directly or indirectly, 
in the interference either as counsel, attorney, agent, or other- 
wise. 


§ 1.675 Examination of witness, reading and signing tran- 
script of deposition. 


(a) Each witness before giving an oral deposition shall be duly 
sworn according to law by the officer before whom the deposi- 
tion is to be taken. 

(b) The testimony shall be taken in answer to interrogatories 
with any questions and answers recorded in their regular order by 
the officer or by some other person, who shall be subject to the 
provisions of § 1.674(b), in the presence of the officer unless the 
presence of the officer is waived on the record by agreement of 
all parties. 

(c) All objections made at the time of the deposition to the 
qualifications of the officer taking the deposition, the manner of 
taking it, the evidence presented, the conduct of any party, or any 
other objection to the proceeding shall be noted on the record by 
the officer. Evidence objected to shall be taken subject to any 
objection. 

(d) Unless the parties agree in writing or waive reading and 
signature by the witness on the record at the deposition, when the 
testimony has been transcribed a transcript of the deposition 
shail be read by the witness and then signed by the witness in the 
form of (1) an affidavit in the presence of any notary or (2) a 
declaration. 


§ 1.676 Certification and filing by officer, marking exhibits. 


(a) The officer shall prepare a certified transcript of the 
deposition by attaching to a transcript of the deposition a copy of 
the notice of deposition, any exhibits to be annexed to the 
certified transcript, and a certificate signed and sealed by the 
officer and showing: 


(1) The witness was duly sworn by the officer before 
commencement of testimony by the witness. 
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(2) The transcript is a true record of the testimony given by 
the witness. 

(3) The name of the person by whom the testimony was 
recorded and, if not recorded by the officer, whether the 
testimony was recorded in the presence of the officer. 

(4) The presence or absence of any opposing party. 

(5) The place where the deposition was taken and the day 
and hour when the deposition began and ended. 

(6) The officer is not disqualified under § 1.674. 


(b) If the parties waived any of the requirements of paragraph 
(a) of this section, the certificate shall so state. 

(c) The officer shall note on the certificate the circumstances 
under which a witness refuses to sign a transcript. 

(d) Unless the parties agree otherwise in writing or on the 
record at the deposition, the officer shall securely seal the 
certified transcript in an envelope endorsed with the style of the 
interference (e.g., Smith v. Jones), the interference number, the 
name of the witness, and the date of sealing and shall promptly 
forward the envelope to BOX INTERFERENCE, Commissioner 
of Patents and Trademarks, Washington, D.C. 20231. Docu- 
ments and things produced for inspection during the examina- 
tion of a witness, shall, upon request of a party, be marked for 
identification and annexed to the certified transcript, and may be 
inspected and copied by any party, except that if the person 
producing the documents and things desires to retain them, the 
person may (1) offer copies to be marked for identification and 
annexed to the certified transcript and to serve thereafter as 
originals if the person affords to all parties fair opportunity to 
verify the copies by comparison with the originals or (2) offerthe 
originals to be marked for identification, after giving to each 
party an opportunity to inspect and copy them, in which event the 
documents and things may be used in the same manner as if 
annexed to the certified transcript. The exhibits shall then be filed 
as specified in § 1.653(i). If the weight or bulk of a document or 
thing shall reasonably prevent the document or thing from being 
annexed to the certified transcript, it shall, unless waived on the 
record at the deposition by all parties, be authenticated by the 
officer and forwarded to the Commissioner in a separate package 
marked and addressed as provided in this paragraph. 


§ 1.677 Form of a transcript of deposition. 


(a) A transcript of a deposition must be typewritten on 

unglazed, durable paper approximately 8-1/2 by i inches (21 § . 
by 27.9 cm. ) in size (letter size). Typing shall be double-spaced 
on one side of the in not smaller than pica-type with a 
margin of 1-1/2 inches (3.8 cm.) on the left-hand side of the page. 
The pages must be consecutively numbered throughout the 
entire record of each party (§ 1.653(d)) and the name of the 
witness must be typed at the top of each page (§ 1.653(e)). 
The questions to each witness must be consecu- 
tively numbered unless paper with numbered lines is used and 
each question must be followed by its answer. 

(b) Exhibits must be numbered consecutively and each must 

be marked as required by {g49 1.653(i). 


§ 1.678 Transcript of deposition must be filed. 


Unless otherwise ordered by an examiner-in-chief, a certified 
transcript of a deposition must be filed in the Patent and Trade- 
mark Office within 45 days from the date of the deposition. If a 
party refuses to file a certified transcript, the examiner-in-chief 
or the Board may take iate action under § 1.616. If aparty 
refuses to file a certified transcript, any opponent may move for 
leave to file the certified transcript and include a copy of the 
transcript as part of the opponent’s record. 


§ 1.679 Inspection of transcript. 


A certified transcript filed in the Patent and Trademark Office 
may be inspected by any party. The certified transcript may not 
be removed from the Patent and Trademark Office for printing (§ 
1.653(g)) unless authorized by an examiner-in-chief upon such 
terms as may be appropriate. 


§ 1.682 Official records and printed publications. 


(a) A party may introduce into evidence, if otherwise admis- 
sible, any official record or printed publication not identified on 
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the record during the taking of testimony of a witness, by filing 
a notice offering the official record or publication into evidence. 
If the evidence relates to the party’s case-in-chief, the notice shall 
be filed prior to close of testimony of the party’s case-in-chief. If 
the evidence relates to rebuttal, the notice shall be filed prior to 
the close of testimony of the party’s case-in-rebuttal. The notice 
Se ee ee ee 
identify the portion thereof to be introduced in evidence, (3) 
indicate generally the relevance of the portion sought to be 
introduced in evidence, and (4), where appropriate, be accompa- 
nied by a certified copy of the official record or a copy of the 
publication (§ 1.671(d)). 

(b) A copy of the notice, official record, 
be served. 

(c) Unless otherwise ordered by an examiner-in-chief, any 
written Objection to the notice or to the efmietibillty of Ge 
official record or printed publication shall be filed within 15 days 
of service of the notice. See also § 1.656(h). 


§ 1.683 Testimony in another interference, proceeding, or 
action. 


(a) Prior to close of a party’s appropriate testimony period or 
within such time as may be set by an examiner-in-chief, a party 
may file a motion (§ 1.635) for leave to use in an interference 
testimony of a witness from another interference, proceeding, or 
action involving the same parties, subject to such conditions as 
may be deemed appropriate by an examiner-in-chief. The mo- 
a oe 
used and shall demonstrate its relevance. 

(b) Any objection to the admissibility of the testimony of the 
witness shall be made in an opposition to the motion. See also § 
1.656(h). 


§ 1.684 Testimony in a foreign country. 


(a) An examiner-in-chief pe my ye of a wit- 
ness to be taken in a foreign country. A party to take 
testimony in a foreign country shall, prior to the close of the 
Party's appropriate testimony or within such time as may 
be set by an examiner-in-chief, file a motion( § 1.635): 


(1) Naming the witness. 

(2) Describing the particular facts to which it is expected 
that the witness will testify. 

(3) Stating the grounds on which the moving party believes 
that the witness will so testify. 

(4) Demonstrating that the expected testimony is relevant. 

(5) Demonstrating that the testimony cannot be taken in 
this country at all or cannot be taken in this country without 
hardship to the moving party greatly exceeding the hardship 
to which all opposing parties will be exposed by the taking of 
the testimony in a foreign country. 

(6) Accompanied by an affidavit stating that the motion is 
La ee 


(Accompanied by writen interrogatories oe asked of 
the witness. 


(b) Any opposition under § 1.638(a) shall state any objection 
interrogatories 


to the written and shall include any cross-inter- 
rogatories to be asked of the witness. A reply under § 1.638(b) 
may be filed and shall be limited to stating any to any 

cross-interrogatories proposed in the 
(c) If the motion is granted, the moving party shall be respon- 
sible for obtaining answers to the interrogatories and cross- 
interrogatories before an officer to administer oaths in 
under the laws of the United States or the 


yan en issi 
ents and Trademarks, Washington, D.C. 20231, with acertificate 
signed and sealed by the officer and showing: 


pened anetin swom by the officer before 
answering the interrogatories and cross-i 

(2) The recorded answers are a true record the answers 
given by the witness to the interrogatories and cross-inter- 
rogatories. 
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(3) The name of the person by whom the answers were 
recorded and, if not recorded by the officer, whether the 
answers were recorded in the presence of the officer. 

(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were re- 
corded 


ean ene cman sansa ty ete ae 

witness before the witness signed the recorded answers and 

that the witness signed the recorded answers in the presence 

of the officer. The officer shall state the circumstances under 

which a witness refuses to read or sign recorded answers. 
(7) The officer is not disqualified under § 1.674. 


(d) If the parties agree in writing, the testimony may be taken 
before the officer on oral deposition. 

(e) A party taking testimony in a foreign country shall have 
the burden of proving that false swearing in the giving of 
testimony is punishable as perjury under the laws of the foreign 
country. Unless false swearing in the giving of testimony before 
the officer shall be punishable as perjury under the laws of the 
foreign country where testimony is taken, the testimony shall not 
be entitled to the same weight as testimony taken in the United 
States. The weight of the testimony shall be determined in each 
case. 


§ 1.685 Errors and irregularities in depositions. 


(a) Anerror ina notice for taking a deposition is waived unless 
a motion (§ 1.635) to quash the notice is filed as soon as the error 
is, or could have been, discovered. 

(b) An objection to a qualification of an officer taking a 
deposition is waived unless: 


(1) The objection is made on the record of the deposition 
before a witness begins to testify. 

(2) If discovered after the deposition, a motion (§ 1.635) to 
suppress the deposition is filed as soon as the objection is, or 
could have been, discovered. 


(c) An error or irregularity in the manner in which testimony 
is transcribed, a certified transcript is signed by a witness, or a 
certified transcript is prepared, signed, certified, sealed, in- 
dorsed, forwarded, filed, or otherwise handled by the officer is 
waived unless a motion (§ 1.635) to suppress the deposition is 
filed as soon as the error or irregularity is, or could have been, 
discovered. 

(d) An objection to the competency of a witness, admissibility 
of evidence, manner of taking the deposition, the form of ques- 
tions and answers, any oath or affirmation, or conduct of any 
party at the deposition is waived unless an objection is made on 
the record at the deposition stating the specific ground of objec- 
tion. Any objection which a party wishes considered by the 
Board at final hearing shall be included in a motion to suppress 
under § 1.656(h). 

(e) Nothing in this section precludes taking notice of plain 
errors affecting substantial rights although they were not brought 
to the attention of an examiner-in-chief or the Board. 


§ 1.687 Additional Discovery. 


(a) A party is not entitled to discovery except as authorized in 
this su 


(b) appropriate, a party may obtain production of 
documents and things during cross-examination of an oppo- 
nent’s witness or during the testimony period of the party’s case- 
in-rebuttal. 

(c) Upon a motion (§ 1.635) brought by a party within the time 
set by an examiner-in-chief under § 1.651 or thereafter as 
authorized by § 1.645 and upon a showing that the interest of 
justice so requires, an examiner-in-chief may order additional 
discovery, as to matters under the control of a party within the 
scope of the Federal Rules of Civil Procedure, specifying the 
terms and conditions of such additional discovery. 

(d) The parties may agree to discovery among themselves at 
a. In the absence of an a motion for additional 


not be filed except as authorized by this subpart. 
$ 1.688 Use of dlocerery: 


(a) If otherwise admissible a party may introduce into evi- 
dence, an answer to a written request for an admission or an 
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answer to a written interrogatory obtained by discovery under § 
1.687 by filing a copy of the request for admission or the written 
interrogatory and the answer. If the answer relates to a party’s 
case-in-chief, the answer shall be filed prior to the close of 
testimony of the party’s case-in-chief. If the answer relates to the 
party’s rebuttal, the admission or answer shall be filed prior to the 
close of testimony of the party’s case-in-rebuttal. Unless other- 
wise ordered by an examiner-in-chief, any written objection to 
the admissibility of an answer shall be filed within 15 days of 
service of the answer. 

(b) A party may not rely upon any other matter obtained by 
discovery unless it is introduced into evidence under this sub- 
part. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[1050 OG 385] 
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[Docket No. 40104-4151] 
Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule; correction. 
Summary: This document corrects clerical errors and adds 
material to the Analysis of Comments in the notice of final rule 
amending the Patent and Trademark rules of practice in patent 
interference cases, which were published in the Official Gazette 
of Jan. 29, 1985 (1050 OG 385 through 440). 
For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box Interference, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 
Supplementary Information: Clerical Correction to the Pre- 
amble 

The following corrections are made to the Official Gazette 
issue of Jan. 29, 1985: 


Page 386 


1. In the second column, line 32 (the fifth full paragraph, the 
second sentence) the word “an” is inserted after the word “or” 


Page 387 


2. In the second column, line 48 (the fifth full paragraph), after 
the word “agent”, the following words “of record” are inserted. 


Page 388 


3. In the first column, line 29 (the first full paragraph, the third 
sentence), the words “of an interference” are removed and the 
words “in an interference” are inserted in their place; in line 39 
(the first full , the last sentence), the words “Federal 
Rule” are removed and the words “Federal Rules” are inserted 
in their place; in line 41 (the second full the first 
sentence), the word “provide” is removed and the word “pro- 
vides” is inserted in its place. 

4. In the second column, line 29 (the second full paragraph, 
the second sentence), the word “defined” is removed and the 
word “defines” is inserted in its place; in line 45 (the second full 
paragraph, the last sentence), the spelling of the word “in” is 
corrected; in line 48 (the last the first sentence), the 
words “one of” are removed and the words “one or” are 
inserted in their place. 


Page 391 

5. In the second column, line 59 (the paragraph bridging the 
third column, the second sentence), quotation marks are placed 
around the word “lead”. 

6. In the third column, line 44 (the second full the 
fourth sentence), the article “a” is inserted before the word 
“sanction”. 
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Page 392 


7. In the first ee line 12 (the second full sentence from 
the top of the page), the word “proposed” is removed; in line 30 
(the seventh full sentence from the top of the page) the words 
“and applicant” are removed and the words “an icant” are 
inserted in their place; in line 55 (the first full paragraph, the 
second sentence), the colon appearing after the word “appropri- 
ate” is deleted and a period is inserted in its place. 

8. In the third column, line 5, the first letter of the word 
“while” is capitalized. 


Page 394 


9. In the second column, line 13 (the first full paragraph, the 
fourth sentence), the spelling of the word “Consultation” is 
corrected. 


Page 395 


10. In the first column, line 44 (the second full paragraph, the 
last sentence), the spelling of the word “necessary” is corrected; 
in line 59 (the last paragraph, the first sentence), the spelling of 
the word “specifies” is corrected. 

11. In the second column, line 1, the word “the” is inserted 
after the word “and”; in line 14 (the first full paragraph, the third 
sentence), the words “is required” are removed and the words 

“are required” are inserted in their place. 


Page 396 


12. In the first column, line 5, the word “of” is removed. 

13. In the second column, line 13 (the first full paragraph, the 
fourth sentence), the word “Claims” is removed and the word 
“Claim” inserted in its place. 


Page 397 


14. In the second column, line 2, the words “would be” are 
removed and the word “is” is inserted in its place; in line 6, the 
word “intended” is removed and the word “intends” is inserted 
in its place. 

Page 399 

15. In the second column, line 41 (the fifth full paragraph), the 
word “had” is removed and the word “has” is inserted in its 

lace. 

16. In the third column, line 37 bmg third full paragraph, the 
last sentence), the comma after the word “lan is re- 


moved; in line 38, the comma after the word “ vit” is 
removed 


Page 401 

17. Inthe first column, line 11 SSS ee 
sentence), the words “of sale” are removed and the words “or 
sale” are inserted in their place. 
Page 402 


18. In the first column, line 4, the word “over” is removed 
and the word “of” is inserted in its place. 


Page 403 
19. In the first column, line 


2, the 
“arguably” is come in line 9, the 
“definitions” is corrected. 


spelling of the word 
spelling of the word 


Page 404 


20. In the first column, line 18 (the second full paragraph, the 
fourth sentence), the words “PTO was” are removed and the 
Oe 

21. In the second column, line 26 (the full 


fourth sentence), the spelling of the word ape 
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Page 406 

22. In the third column, line 21 (the first full 
third sentence), a closing quotation mark is 
“opponents’s”. 
Page 407 


the 
after the word 


23. In the first column, line 4 (the first full paragraph, the first 
sentence), the spelling of the word “suggested” is corrected. 


Page 409 


24. In the first column, line 21 (the first full paragraph, the 
third sentence), the words “do not” are inserted after the word 
“rules”. 

25. In the third column, line 33 (the first full paragraph, the 
first sentence), the word “is” is inserted before the word “ex- 
cluded”. 


Page 411 


26. In the third column, line 26 (the third full paragraph, the 
third sentence), the word “permitting” is removed and the word 
“permitted” is inserted in its place. 

Page 413 


27. In the second column, line 47 (the second full 
the second sentence), the reference to “1.644(b)” read 
“1.644(a)(2)”. 

28. In the third column, line 59 (the last paragraph, the first 
sentence), the first letter of the word “Interference” is made 
lower case. 


Page 416 


29. In the first column, line 1, the word “opponent's” is 
removed and the word “opponents” is inserted in its place. 

30. ee eee 
second sentence), the reference to “1662(a)” read 
“1.662(a)”; in line 45 (the first full the third sen- 
tence), the reference to “1633(d)” should read “1.633(d)”. 


Page 417 


31. In the second column, line 49 (the second full paragraph, 
the third sentence from the end), quotation marks are placed 
around the word “things”; in line 55 (the second full 
the last sentence), the word “to” is inserted after the words 

“should resort”. 

32. In the third column, line 1 | (the first full sentence from the 
top of the page), the colon after the word “controversy” is 

removed and a period is inserted in its place; in line 54 (the first 


full paragraph, the penultimate sentence), the spelling of the 
word “appropriate” is corrected. 


Page 418 


33. In the second column, line 16 (the first full paragraph, the 
first sentence), the first letter of the word “Commentator’s” is 
made lower case. 


Page 419 


34. In the table corre! the old rules 37 CFR 1.201 through 
1.288 to the new rules 37 1.601 through 1.688, the follow- 
ing corrections are made to the entries under the section, desig- 
nated as new: 

RULE CORRELATION TABLE 


Old New 
1.601(i) 

1.601(i) 

1.603 

1.608(a) 

1.608(b) 

1.606 
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1.613(b) 
1.623(c), 1.624(c), 1.625(c) 
1.645(a) 


2(d) 
1 672), (f) 
1.645(a) 
1.687(b) 
1. 287(c) 1.687(c) 
Additional Analysis of Comments 
Page 404 


1. In the second column after the last full paragraph, the 
following paragraph is added: 


An oral comment was received by telephone concerning the 
declaration of an interference under §§ 1.603 and 1.606 with 
applicaticns filed under the provisions of 35 U.S.C. 157—-Statu- 
tory Invention Registration (SIR). Under 35 U.S.C. 157(c), a 
published SIR has all of the attributes specified for patents except 
those specified in 35 U.S.C. 183 and 271 to 289. Consequently, 
interferences will be declared between an application and either 

an application containing a request for a SIR (37 CFR 1.293) or 
a published SIR. Until sufficient experience is gained by the 
PTO, the interference will be conducted by procedure estab- 
lished on a case by case basis. 


Page 415 


In the second column, after the first full paragraph, the 
following paragraph is added: 


Oral comments have been received by te concerning 
the doctrine of interference estoppel under 37 1.658(c) with 
respect to a party’s failure to move under 37 CFR 1.633(e) to 
declare an “additional interference” between an additional 
application not involved in the interference and owned by the 
party and an opponent’s application or patent involved in the 
interference on a separate patentable invention. Generally a 
party will be estopped for failure to move when the 
patentable invention (subject matter) which could have been the 
subject of the “additional interference” was claimed (during the 
pendency of the interference) (1) in the opponent’s involved 
application or patent or (2) in a non-involved application owned 
by the party. 


The following illustrates the general applicability of interfer- 
ence | in certain situations where a party fails to move 
under 37 CFR 1.633(e) to declare an “additional interference” 
on a separate patentable invention. 


Opponent’s involved 


Party’s non-involved 
icati application or patent 


1. On page 420 the second column, the amendment to § 1.8, 
amendatory instruction 4 is corrected by changing “paragraph 
(a)(xii) to read “paragraph (a)(2)(xii)”. 

2. On page 421, the second column, in the second sentence of 
§ 1.59, the spelling of the word “required” is corrected and the 
reference to “§ 1.21(1)” is corrected to read “§ 1.21(J)”. 

3. On page 423, the third column, § 1.324 is corrected by 
inserting in the second sentence the article “a” before the word 
“patent”. 

4. On page 424, the first column, in § 1.565, in the first 
— of paragraph (b), “in filed” should have read “is 

iled”. 
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5.On page 425, the first column, the last sentence of § 1.601(i) 
is corrected by removing the last occurrence of the word “pat- 
ents” and inserting, in its place, the word “patent”. 

6. On page 425, the first column, § 1.601(k) is corrected by 
removing the words “and interference” and inserting, in their 
place, the words “an interference”. 

7. On page 425, the second column the second sentence of § 
1.601(n) is corrected by removing the words “a invention” and 
inserting, in their place, the words “an invention”. 

8. On page 427, the first column, § 1.61 1(d)(2) is corrected by 
inserting the word “in” after the word “provided”. 

9. On page 427, the second column, the reference to 
“1.608(b)” in the first sentence of §§ 1.612(a), 1.612(b) and 
1.612(c) is corrected to read “1.608”. 

10. On page 427, the third column, the first sentence of 
§ 1.615(a) is corrected by placing in italics the words “ex parte”. 

11. On page 427, the third column, the second sentence of § 
1.616 is corrected by changing to upper case the first letter of the 
words “holding”, “precluding” and “granting” in paragraphs 
(a) to (e). 

12. On page 428, the first column, the first sentence of 
§ 1.617(b) is corrected by removing the first occurrence of the 
word “any” and inserting, in its place, the word “may”. 

13. On page 428, the first column, the last sentence of 
§ 1.617(b) is corrected by inserting the words “on each oppo- 
nent” after the words “shall serve”. 

14. On page 428, the first column, the last sentence of 
§ 1.617(d) is corrected by removing the words “an oral” and 
inserting, in their place, the article “a” 

15. On page 428, the first mn the last sentence of 
§ 1.617(g) is corrected by removing the word “part” and insert- 
ing, in its place, the word “subpart”. 

16. On page 428, the second column, the second sentence of 
§ 1.621(a) is corrected by inserting the word “by” after the first 
occurrence cf the word “or”. 

17. On page 428, the second column, the first sentence of § 
1.621(b) is corrected by inserting a comma after the first occur- 
rence of word “statement”. 

18. On page 428, the third column, the first sentence of 
§ 1.624(a) is corrected by removing the semicolon appearing 
after the word “count” and inserting, in its place, a colon. 

19. On 430, the first column, the last sentence of 
§ 1.631(a) is corrected by removing the words “a party shall 
serve copies of its preliminary statement on every opponent” 
and inserting, in their place, the words “a party -— serve acopy 
of its preliminary statement on each 

20. On page 430, the first column, the eaten of § 1.633 is 
corrected by changing to lower case the first letter of the word 
“Motions”. 

21. On page 430, the third column, in § 1.636(b) the reference 

to “§ 1.633(a), (b), or (g)” is corrected to read “§ 1 .633(a), (b), 
(c)(1), or (g)”. 

22. On page 431, the second column, in $§ 1.637(d)(2) and 
a the reference to “§ 1.608(b)” is corrected to read 


23. On page 431, the second column, § 1.637(e)(1)(iv) is 
corrected by removing the words “a claim” and inserting, in 
their place, the words “any claim”. 

24. On page 431, the third column, § orp magne is 
corrected by removing the first occurrence of the word 

“party’s” and inserting, in its place, the word “party”. 

25. On page 431, the third column, the second sentence of § 
1.637(e)(2(iv) is corrected by removing the two occurrences of 
the word “claims” and inserting, in their place, the word 
“claim”. 

26. On page 431, the third column, in the first sentence of § 
1 —“ (2), the reference to “§ 1.608(b)” is corrected to read 

a 


27. , the first ne 1 637(h\(3) i is corrected 
by removing the words “a claim” and inserting, in their place, 
the words “any proposed claim”. 

28. On page 432, the second column, § —! is cor- 
rected by removing the words “entered or” and inserting, in 
their place, the words “entered on”. 

29. On page 432, the third column, the penultimate sentence 
of § 1.640(c) is corrected by inserting the article “a” before the 
words “single examiner-in-chief”. 
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30. On page 432, the third column, § 1.640(d)(1) is corrected 
pape no pone aah and inserting, in their place, 

the words “any count”. 

31. On page 432, the third column, the first sentence of 
§ 1.640(e) is corrected by removing the word “filed” and insert- 
ing, in its place, the word “files”. 

32. On page 433, the second column, § 1.644(i) is corrected 
by removing the word “petition” and inserting, in its place, 
“petitions”. 

33. On page 433, the second column, the first sentence of § 
1.645(a) is corrected by inserting the word “or” after “$§ 
1.302,” and after “§§ 1.303,”. 

34. On page 433, the third column, in the first sentence of § 
1.646(a), the spelling of the word “every” is corrected. 

35. On page 433, Se 
removing the word “part” and inserting, in its place, the word 
“subpart”. 

36. On page 434, ae ery en Na sy Sp ne 
by removing the word “ an” and inserting, in its place, the word 
“and”. 

37. On page 434, the third column, the last sentence of 


page 435, the first column, the penultimate sentence 
of § 1.653) is corrected by removing the words “and exhibit” 
and inserting, in their place, the words “an exhibit”. 

39. On page 436, the third column, the second sentence of § 
1.664(a) is corrected by removing the word “part” and insert- 
ing, in its place, the word “su 

40. On page 437, the first column, the last sentence of 
a 

and inserting, in its place, “Commissioner”. 

41. On page 437, the second column, the first sentence of § 
1.671(b) is corrected by removing the word “part” and insert- 
ing, in its place, the word “subpart”. 

42. On page 437, the second column, in the first sentence of 
ee Cee is corrected to read “§ 


43. On page 437, the third column, the third sentence of 
§ 1.672(b) is corrected by removing the words “a party shall 
file” and inserting, in their place, the words “a party should 
file”. 

44. On page 438, the third column, in § 1.676(a), the spelling 
of the third occurrence of the word “transcript” is corrected. 

45. On 440, the first column, the second sentence of § 
1.684(c)(6) is corrected by removing the words “a witness 
refused to read” and inserting, in their place, the words “a 
witness refuses to read”. 

46. On page 440, the second column, § 1.685(c) is corrected 
by inserting the word “or” after the first occurrence of the word 
“error,” and by removing the word “indorsed” and inserting, in 
its place, the word “endorsed”. 

DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[FR Doc. 85-13077 Filed 5-30-85; 8:45 am] 


May 21, 1985. 


Billing Code 3510-16-M 
[1059 OG 27} 


(180) Animals — Patentability 
A decision by the Board of Patent and Interferences 
in Ex parte Allen, 2 USPQ2d 1425 (Bd. App. & Int., Apr. 3, 
1987), held that claimed polyploid nonnaturally 
of matter within the 


occurring manufactures or compositions 

ya me ae 101. The Board relied upon the opinion of 
S08 USO 199 (1d00h we Wied aa Chakrabarty, 447 U.S. 303, 

208 USPQ 193 (1980) as it had done in Ex parte Hibbard, 227 

USPQ 443 (Bd. App. & Int., 1985), as controlling authority that 

Congress intended statutory matter to “include 

under the sun that is made by man.” The Patent and 

eee nes ae non-human mul- 

ticellular living organisms, inc’ ns cummin, 9p pumas 

tena U.S.C. 101. 
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The Board’s decision does not affect the principle and prac- 
patentable subject matter under 3$ U.S.C. 101 andor 102, An 
subject matter under 35 U.S.C. 101 and/or 102. An 

i of 


accordance with existing law. See e. 
Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 76 
USPQ 280 (1948); American Fruit Growers v. Brogdex, 
U.S. 1, 8 USPQ 131 (1931); Ex Parte Grayson, 51 USPQ 413 
(Bd. App. 1941). 
re an lintee Satis hse Coe 
being will not be considered to be subject 


In re Wakefield, 422 F.2d 897, 
164 USPQ 636 (CCPA 1970). 
the Patent and Trademark Office i is now exam- 


Apr. 7, 1987. 


[1077 OG 24} 


(181) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No. 50103-7058] 
Arbitration of Patent Interference Cases 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is its 
pe + Dn rt the 

Patent Law Amendments Act of 1984, Pub. L. 98-622. 

Effective Date: May 27, 1987. 
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contain claims for the same patentable invention. An interfer- 
ence may be declared between one or more pending applications 
and one or more unexpired patents naming different inventors 
when, in the opinion of an examiner, any application and any 
unexpired patent contain claims for the same patentable inven- 
tion. Patent interference cases can be quite expensive. Arbitra- 
tion may prove useful to minimize expenses in interference 
cases. The arbitration rule applies to all pending interferences. 


The PTO published an advance notice of rulemaking in the 
Federal Register of Jan. 16, 1985 (50 FR 2294-2296). The notice 
was also published in the Official Gazette on Feb. 12, 1985 (1051 
O.G. 9-10). The notice also appeared in the Bureau of National 
Affairs’ Patent, Trademark and Copyright Journal, Vol. 29, p. 
310 (Jan. 24, 1985), hereinafter “BNA.” Five written comments 
were received in response to the advance notice. 

A notice of proposed rulemaking was published in the Fed- 
eral Register on Sept. 15, 1986 (51 FR 32756-32762), in the 
Official Gazette on Oct. 21, 1986 (1071 O.G. 25-31), and in 
BNA’s Patent, Trademark and Copyright Journal, Vol. 32, pp. 
552-558 (Sept. 18, 1986). In response to the notice, three com- 
ments, two in writing and one by telephone, were received. 
These comments are discussed herein. 

All written comments are available for public inspection in 
Rm. 10C01, Crystal Gateway 2, 1225 Jefferson Davis Hwy., 
Arlington, Va. 


Discussion of the Rule 


Under § 1.690 the arbitrator can determine issues of patenta- 
bility as between the parties but a determination by him or her 
that the subject matter is patentable would not be binding upon 
the PTO. If the arbitrator’s award holds that a party’s claims 
corresponding to the count are unpatentable over prior art or 
under 35 U.S.C. 112, that determination would be binding on that 
party vis-a-vis the party’s opponent and would result in a judg- 
ment adverse to that party. The judgment, however, would not 
discharge the duty that each party has under 37 CFR 1.56 to bring 
to the attention of the examiner in charge of its respective 
application any prior art and/or reason relied upon by the arbitra- 
tor in the determination of unpatentability. 

It is the longstanding practice of the PTO to favor the settle- 
ment of interferences and the PTO looks with favor on all proper 
efforts in that direction as being conducive to the termination of 
the proceeding. See 4 Revise and Caesar, Interference Law and 
Practice, section 861, p. 2956 (Michie Co. 1948) and the Com- 
missioner’s Notice of Nov. 9, 1976, titled, “Extensions of Time 
and Filing of Papers in Interferences,” 953 Official Gazette 2 
(Dec. 7, 1976). In this regard, the notice states that: 


* * * stipulation or motions for extensions of time under 37 CFR 
1.245 will not henceforth be approved or granted, respectively, unless 
accompanied by a detailed showing of facts sufficient to establish that the 
action for which the extension is sought could not have been or cannot be 
taken or completed during the time previously set therefor, and that the 
entire extension appears necessary for the taking or completion of that 
action. Since the Office favors the amicable settlement of interferences, 
the foregoing requirement wiil be liberally applied in the case of a first 
request for extension of time for the purpose of negotiating settlement. 


Consequently, the examiner-in-chief may give favorable 
consideration to a motion for an extension of time for purposes 
of settlement; however, a further motion for an extension for that 
purpose would not be granted unless it is accompanied by a 
schedule of specific dates showing that the parties will make a 
good faith effort to promptly terminate the proceeding. If pre- 
liminary motions under 37 CFR 1.633 have not been filed, the 
examiner-in-chief would not normally extend the time for their 
filing merely for purposes of settlement. In these circumstances, 
the examiner-in-chief would require that the preliminary mo- 
tions be filed or that their filing be waived. 

If the proceeding is in the testimony stage, the examiner-in- 
chief could grant the parties’ motion to extend all the unexpired 
testimony times to close concurrently on the date the record is 
due provided they file a stipulation that any evidence to be 
submitted will be in one of the forms specified in 37 CFR 
1.672(e) and (f), i.e., affidavit testimony or a stipulation either as 
to what a particular witness would testify to if called or the facts 
in the case of any party. 
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Analogously, the aforesaid practice would apply to arbitra- 
tion. Section 1.690 requires that parties who intend to arbitrate an 
interference notify the examiner-in-chief in writing of their 
intention to arbitrate and file a copy of the arbitration agreement 
within 20 days of its execution. Pursuant to 35 U.S.C. 135(c) an 
agreement to arbitrate is considered to be one “made in connec- 
tion with and in contemplation of the termination of the interfer- 
ence”. The agreement must be in writing a copy filed in the PTO 
within 20 days after its execution. The notification of intention to 
arbitrate must be made in a separate paper. Merely incorporating 
the notification in the agreement is not sufficient to comply with 
§ 1.690(a). The parties also will be required to adhere to a time 
schedule approved by the examiner-in-chief such that the inter- 
ference proceeding can be expeditiously resolved so as to pre- 
vent the unnecessary postponement of the beginning of the 
running of the term of any patent resulting from an application 
involved in the interference. Pritchard v. Loughlin, 361 F.2d 
483, 149 USPQ 841 (CCPA 1966). 

If the parties desire to arbitrate an interference prior to the 
close of the motion period, the examiner-in-chief will not nor- 
mally grant an extension of time for the purpose. The parties will 
be required to file their preliminary motions under 37 CFR 1.633. 
After the motions are filed, the examiner-in-chief could grant an 
extension only upon compliance with 37 CFR 1.645 which 
requires a showing of “good cause.” Such a “good cause” 
showing would normally include a schedule, agreed to by the 
parties, setting forth, inter alia, the dates for (1) executing the 
arbitration agreement, (2) determining priority and (3) terminat- 
ing the interference. 


Section 1.690(a) requires that an arbitration agreement in- 
clude the following: 


(1) The name of the arbitrator or a date certain (not more than 
30 days after the execution of the agreement) for his or her 
selection. 

(2) The issues to be decided by the arbitrator. 

(3) A provisions that the arbitrator’s award is binding on the 
parties and that the Board can enter a judgment based thereon. 


Section 1.690(c) requires that a copy of the arbitration award 
be filed within 20 days from the date of the award or by a date set 
by the examiner-in-chief. 

If the proceeding is in the testimony stage and the parties 
desire to arbitrate, the examiner-in-chief could grant a reason- 
able extension for that purpose. A motion for a further extension 
for that purpose would not be granted unless it were accompa- 
nied by a schedule, agreed to by the parties, setting forth, inter 
alia, the dates for (1) executing the arbitration agreement, (2) de- 
termining priority, and (3) terminating the interference. If the 
parties are to submit the required schedule, a motion for a further 
extension could be granted. If the parties file a copy of the 
arbitration agreement and they agree that any evidence submit- 
ted in the proceeding will be in one of the forms specified by 37 
CFR 1.672(e) or (f), the examiner-in-chief could give favorable 
consideration to the parties’ motion that all the unexpired times 
be extended to close concurrently on the date the record is due. 
By that date, the parties would be required to file the arbitrator’s 
award and their records, if necessary for the resolution of any 
issue not decided by the arbitrator. If the award is not dispositive 
of all the issues in the interference, the examiner-in-chief would 
set brief times so that parties could explain their evidence 
relating to any issues which the arbitrator did not, or was unable 
to decide. For example, the award might be dispositive of the 
issue of priority between the parties and leave for the Board’s 
determination the question of substituting a new count raised in 
a preliminary motion under 37 CFR 1.633. 

The arbitration award, filed by the parties, would be in the 
nature of a final decision and should include the following: 

(1) The style (e.g., Jones v. Smith), the number of the interfer- 
ence and the names of the real parties in interest. 

(2) The subject matter in issue, i.e., the counts and a table of 
counts, if necessary, indicating the relationship of the parties’ 
claims corresponding to each count and those claims not corre- 
s ing thereto 


(3) The issues for decision before the arbitrator. 
(4) The arbitrator’s decision. The decision may also include 
a statement of the grounds and reasoning in support thereof. 
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(5) A summary, if appropriate, indicating, inter alia, that 
judgment should be awarded to one of the parties. 

Any party to the arbitration can attack the award only in the 
manner provided by 9 U.S.C. 10 and 11. 

9 U.S.C. 10 reads as follows: 


In either of the following cases the United States court in and for the 
district wherein the award was made may make an order vacating the 
award upon the application of any party to the arbitration— 

(a) Where the award was procured by corruption, fraud, or undue 
means. 

(b) Where there was evident partiality or corruption in the arbitrators, 
or either of them. 

(c) Where the arbitrators were guilty of misconduct in refusing to 
postpone the hearing, upon sufficient cause shown, or in refusing to hear 
evidence pertinent and material to the controversy; or of any other 
misbehavior by which the rights of any part have been prejudiced. 

(d) Where the arbitrators exceeded their powers, or so imperfectly 
execute them that a mutual, final, and definite award upon the subject 
matter submitted was not made. 

(e) Where an award is vacated and the time within which the agree- 
ment required the award to be made has not expired the court may, in its 
discretion, direct a rehearing by the arbitrators. 


9 U.S.C. 11 reads as follows: 


In either of the following cases, the United States court in and for the 
district wherein the award was made may make an order modifying or 
correcting the award upon the application of any party to the arbitra- 
tion— 

(a) Where there was an evident material miscalculation of figures or 
an evident material mistake in the description of any person, thing, or 
property referred to in the award. 

(b) Where the arbitrators have awarded upon a matter not submitted 
to them, unless it is a matter not affecting the merits of the decision upon 
the matter submitted. 

(c) Where the award is imperfect in matter of form not affecting the 
merits of the controversy. 

The order may modify and correct the award, so as to effect the intent 
thereof and promote justice between the parties. 


See, for example, Fairchild and Co.,Inc.v.Richmond, F .and 
P.R.Co.,516 F.Supp. 1305(D.D.C. 1981). If such an attack were 
to be made by one of the parties while the interference is pending 
before the Board, the Board would not stay the interference. 
Rather, the Board would issue its judgment in accordance with 
the award. So long as the award is in compliance with § 1.690, it 
would carry the presumption that the arbitrator acted correctly in 
making his decision and accordingly, the party designated by the 
award as the prevailing party would be entitled prima facie to a 
judgment in its favor. If the dissatisfied party brings an action in 
an appropriate United States district court and if the court 
vacates, modifies or corrects the award, the Board would take 
action consistent with the court’s findings. No action would lie 
in the PTO to vacate or correct an arbitration award, unless all 
parties agreed in writing. 

The following examples illustrate the practice of the PTO 
concerning arbitration. 


Example 1 
Arbitration Practice—Preliminary Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The parties decide to arbitrate the interference 
in accordance with § 1.690 and file a motion for an extension of 
time so that they can “freely” arbitrate the interference, but do 
not file a waiver of their right to file motions. 

The examiner-in-chief would deny the motion because the 
parties’ intention to arbitrate, in and of itself, does not constitute 
a showing of “good cause” within the meaning of 37 CFR 
1.645(a). Even if the parties file an agreement to arbitrate, the 
PTO would not grant any extension of time to permit the parties 
to “freely” arbitrate an interference prior to the expiration of the 
time for filing preliminary motions. 
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Example 2 
Arbitration Practice—Testimony Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633. The parties 
file preliminary motions; the examiner-in-chief renders a deci- 
sion thereon and sets the testimony times. The parties file a notice 
of intent to arbitrate the interference under § 1.690(a) and a 
motion for a one month extension of the testimony times. The 
examiner-in-chief could grant the motion, but would indicate 
that if the parties file another motion for an extension for that 
purpose, the motion must be ied by a schedule, agreed 
to by the parties, setting forth the dates for (1) executing the 
arbitration agreement, (2) determining priority and (3) terminat- 
ing the interference. 


The parties file a motion for an additional one month exten- 
sion of time to permit the parties to arbitrate the interference. 
Accompanying the motion is a proposed schedule of times and 
acopy of the arbitration agreement which provides, inter alia, (i) 
the name of the arbitrator or a date certain for his selection, (ii) 
that the arbitrator's award will be binding on the parties, (iii) the 
issues to be decided by the arbitrator and (iv) that the award will 
be filed by the date the record is due. The parties also indicate that 
the evidence to be filed in the proceeding will be in one of the 
forms specified by 37 CFR 1.672(e) or (f). The examiner-in- 
chief could grant the motion and indicate that he will give 
favorable consideration to a motion to extend all the unexpired 
times to close concurrently on the date the record is due should 
the parties request such. 

On the date for filing the record, the parties file the arbitrator's 
award and their evidentiary records, if necessary. The award 
states (i) the style and number of the interference and the real 
Parties in interest, (ii) the subject matter in issue and the parties’ 
claims which correspond thereto and which do not 
thereto, (iii) the issues for decision before the arbitrator, (iv) the 
arbitrator's decision (which may include a statement of the 
grounds and reasoning in support thereof) and (v) that judgment 
should be awarded to one of the parties. The examiner-in-chief 
examines the award to ensure that it complies with § 1.690 and 
is dispositive of the issues in the interference which can be 
decided by tne arbitrator. If the award is otherwise acceptable, 
the Board would issue a judgment based on the award. If the 
award is not dispositive of all the issues in the interference, the 
examiner-in-chief would determine how the interference will 
proceed. 


Example 3 


Arbitration Practice—Award Decides Interference-in-Fact Is- 
sue and Junior Party Takes No Testimony 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 

statements. The junior party files a motion for judgment 
under 37 CFR 1.633(b) on the ground that there is no interfer- 
ence-in-fact between his claims ing to the count and 
his opponent's claims corresponding thereto. examiner-in- 
chief denies the motion, examines the preliminary statements 
and sets the testimony times. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intent to arbi- 
trate and file an arbitration agreement which is approved by the 
examiner-in-chief. On the date for filing the record, the junior 
party files the award together with a motion that the 
interference be terminated in view of the award. He does not file 
arecord. In his award the arbitrator holds that no interference-in- 
fact exists between the parties’ claims corresponding to the 
count. 

The motion would be denied because the award decides a 
matter of patentability which would not result in a judgment 
adverse to one of the parties. Consequently, the junior party 
would be under an order to show cause why j 
under 37 epee ee eee 
ee aoe 
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review the examiner-in-chief’s denial of the motion for judg- 
ment and a testimony period to show no interference-in-fact. The 
examiner-in-chief would grant the junior party’s request to the 
extent that final hearing is set and would deny the request for 
testimony because the junior party already had the opportunity 
to take testimony on the matter. 


Example 4 
Arbitration Practice—Cannot Decide Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims correspond- 
ing to the count are unpatentable over prior art. In his decision on 
motions, the examiner-in-chief grants the motion and places 
both parties under an order pursuant to 37 CFR 1.640(d)(1) to 
show cause why judgment should not be entered against them as 
to the count. In response to the order, the senior party files a paper 
in accordance with 37 CFR 1.640(e) purportedly showing good 
cause why judgment should not be entered in accordance with 
the order and a motion requesting permission to arbitrate the 
patentability issue. The examiner-in-chief would deny the mo- 
tion. The arbitrator is without authority to extablish vis-a-vis the 
public that the subject matter of the court is patentable. Thus, the 
arbitration will serve no useful purpose. The Board would 
consider the senior party’s paper and enter an appropriate order. 


Example 5 
Arbitration Practice—Award After Decision on Motions 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims correspond- 
ing to counts | and 2 are unpatentable over prior art. In his 
decision on motions, the examiner-in-chief grants the motion 
with respect to count 1, denies the motion with respect to count 
2 and places both parties under an order pursuant to 37 CFR 
1.640(d)(1) to show cause why judgment should not be entered 
against them as to count 1. The senior party files a paper in 
accordance with 37 CFR 1.640(e); the junior party, a response 
thereto. The Board considers the paper and the response thereto 
and based on the record enters judgment adverse to both parties 
as to count 1. Thereafter, the examiner-in-chief examines the 
preliminary statements and sets dates for taking testimony and 
filing the record. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intent to arbi- 
trate and file an arbitration agreement which is approved by the 
examiner-in-chief. In his award, the arbitrator decides that judg- 
ment should be awarded to the junior party. On the date for filing 
the record, both parties file the award together with a motion 
requesting that the interference be terminated in view of the 
award. No record is filed. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing his 
claims corresponding to count 2. 


Example 6 
Arbitration Practice—Award Decides Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions for judgment under 37 CFR 1.633 
are filed and after the examination of the preliminary statements, 
the examiner-in-chief sets the testimony times. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intent to arbi- 
trate and file an arbitration it which is approved by the 
examiner-in-chief. In his award, the arbitrator finds (1) that the 
evidence is insufficient to establish a prior public use bar under 
35 U.S.C. 102(b) against the junior party, (2) that the claims of 
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the junior party corresponding to the count are patentable under 
35 U.S.C. 103 over the prior art cited by the senior party to the 
junior party, and (3) that judgment on priority should be awarded 
to junior party. On the date for filing together with a motion 
requesting that the interference be terminated in view of the 
award. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing his 
claims corresponding to the count. After the termination of the 
proceeding, each party has the duty under 37 CFR 1.56 to bring 
before the primary examiner the evidence concerning the pur- 
ported public use bar and the prior art cited by the senior party 
and/or considered by the arbitrator. 


Example 7 


a Practice—Award Grants Priority to Junior Party 
- s Upon Granting of Preliminary Motion Under 


r 633 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion under 37 CFR 
1.633(c)(1) to substitute another count. The examiner-in-chief 
denies the motion, examines the preliminary statements and sets 
the testimony times. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intention to 
arbitrate and enter into an arbitration agreement which is ap- 
proved by the examiner-in-chief. The agreement provides that 
any evidence to be submitted by the parties will be in the form of 
a stipulation under 37 CFR 1.672(e) and (f). The parties file a 
motion requesting that all the unexpired testimony times be 
extended to close concurrently on the date the record is due. The 
motion would be granted. 

On the date for filing the record, the junior party files his 
record and the award. The award states, inter alia, that if the 
Board at final hearing should grant the junior party’s motion 
under 37 CFR 1.633(c)(1) to substitute a new count, judgment 
should be awarded to the junior party based on the evidence. 
Otherwise, the award states that judgment should be awarded to 
the senior party. 

The examiner-in-chief sets the brief times and after the filing 
thereof the interference would be set for final hearing so that the 
Board can review the examinter-in-chief’s denial of the junior 
party’s motion under 37 CFR 1.633(c) and issue an appropriate 
judgment based on the award. 


Example 8 
Arbitration Practice—Award Attacked 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No preliminary motions are filed. The exam- 
iner-in-chief examines the preliminary statements and sets the 
testimony times. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intention to 
arbitrate and file an arbitration agreement which is approved by 
the examiner-in-chief. 

On the date fcr filing the record, both parties file their records. 
The junior party files the award which states that judgment 
should be awarded to him and a motion for judgment based on 
that award. The senior party files an opposition to the motion for 
judgment on the grounds (i) that the award contains errors of law, 
(ii) that the award was procured by “ ion, fraud or undue 
means” in violation of 9 U.S.C. 10(a), and (iii) that the arbitrator 
exhibited “evident partiality” in violation of 9 U.S.C. 10(b) and 
was “guilty of misconduct * * * in refusing to hear evidence 
pertinent and material” to the interference, citing 9 U.S.C. 10(c). 

The Board would grant the judgment based on the award, 
holding that the senior party is not entitled to a patent containing 
his claims corresponding to the count. So long as the award is in 
compliance with the provisions of § 1.690, it would carry a 
presumption that the arbitrator acted properly in all respects. 
Consequently, before the PTO the award is binding upon the 
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parties and the junior party is prima facie entitled to a judgment 
in its favor. Thus, no action lies in the PTO as regards the matter 
raised by the senior party. The senior party’s action lies in an 
appropriate United States district court and the PTO would take 
any action consistent with the court’s decision. 


Example 9 


Arbitration Practice—Award Cannot Modify Board’s Final 
Decision 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to arbitrate the 
interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of their intent to arbitrate nor 
do they file a copy of the agreement in the interference. Both 
parties timely file their records and briefs. Both waive oral 
argument. The Board enters a final decision after consideration 
of the evidence in favor of the senior party. 

The junior party requests reconsideration of the Board’s final 
decision, submits a copy of the arbitration award and moves that 
the Board set aside its final decision and enter judgment in his 
favor based on the award. In support of its request, the junior 
party cites 9 U.S.C. 9, which provides that “any party to the 
arbitration may apply to the court so specified for an order 
confirming the award” and 35 U.S.C. 135(d) which provides 
that title 9 applies to interference arbitrations. 

The Board would deny the motion to set aside. The parties did 
not comply with § 1.690(a), i.e., notify the examiner-in-chief in 
writing of their intention to arbitrate and file a copy of the 
arbitration agreement within twenty (20) days of its execution. 
The denial of the motion is an appropriate sanction under 37 CFR 
1.616. Such action by the Board is considered consistent with 
long-standing interference practice. Cf. Humphrey v. Fickert, 
1904 Dec. Comm’r. Pat. 447 (Comm’r. 1904) wherein the 
Board, after it had considered the evidence, refused to set aside 
its award of priority to Fickert and act upon the Fickert’s conces- 
sion of priority in favor of Humphrey, the losing party. 


Example 10 


Arbitration Award Filed With Record—No Notice to Examiner- 
In-Chief 


An interference is declared on or after Feb. i1, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to arbitrate the 
interference and enter into an arbitration Neither 
party notifies the examiner-in-chief of the agreement. The junior 
party timely files its record together with a copy of the arbitration 
award and a motion for judgment based on the award. 

The motion would be denied. Under the provisions of 37 CFR 
1.616, the examiner-in-chief would place both parties under an 
order to show cause why judgment should not be rendered 

inst them for their failure to comply with 1.690(a), i.e., failing 
to notify him of their intent to arbitrate and file a copy of the 
arbitration agreement. 

Discussion of Comments 


One commentor suggested that the expression “An interfer- 
ence or any thereof shall be arbitrated” in part (b) of 
proposed § 1.690 might be construed as going beyond the terms 
of the statute by authorizing an examiner-in-chief to require the 
Parties to arbitrate an interference, and proposed that the quoted 
language be changed to “An arbitration under this 
section shall be conducted.” To eliminate any possible miscon- 
struction of the rule, this proposal has been 

A second commentor by te’ , that a provi- 
sion be added to proposed $ 690 requiring that the arbitrator be 
familiar with United States interference practice, and that United 
States law be applied by the arbitrator in making the determina- 
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tion. He expressed the fear that a foreign arbitrator might reach 
a pre ei ny eee ey 

This suggestion has not been adopted. It is incumbent upon 
the parties to select the arbitrator, and to satisfy themselves as to 
his or her qualifications. Presumably if the arbitrator’s decision 
is contrary to established law, any resulting patent would be 
SSE ATES GRE LY GERD So ae 
itigation. 

Another commentor stated that, with the arbitration rule, the 
PTO was “attempting to apply a band-aid to a system which 
cannot be cured by of a band-aid,” and that the first- 
to-file system should be adopted in place of the first-to-invent 
system. eee 

consideration. The 


ering 
ences provided by section 105 of 


Other Considerations 


feet a ar ane a me 
the human environment or the conservation of natural 

The rule is in conformity with the remens ofthe Regu 
latory Flexibility Act Pub L. 96-354), 

the Paperwork Reduction Act of 1980, a4USC 390: S01 etseq, 

“Tistlendiadidtanineabetned Commerce certi- 
ree nlp ae gman ne nee peepee Smee = 
have a adverse economic impact on a substantial 
number small enies (Regulatory Flexiity Act. Pub L. 96- 
354) because arbitration intended to minimize expenses in inter- 
ference cases. 

The Patent and Trademark Office has determined that this 
rule is not a major rule under Executive Order 12291. The annual 
effects on the economy will be less than $100 million. There will 
be no major increase in costs or prices for consumers, individual 
industries, federal, SS 
graphic regions. There will be no significant adverse effects on 
inv 


—- ae ian lee ct lee 


a-rcPre a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no record 
keeping or reporting requirements within the coverage of the Act 
are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, 4 
tions, Conflicts of interest, Courts, Inventions and 
Lawyers. 


For the reasons set out in the preamble and under the authority 
iven to the Commissioner of Patents and Trademarks by 35 
S.C. 6 and 135, Part 1 of Title 37 CFR is amended as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 
2. New § 1.690 is added to Subpart E to read as follows: 
§ 1.690 Arbitration of Interferences. 


(a) Parties to a patent interference may determine the interfer- 
ence or any aspect thereof by arbitration. Such arbitration shall 
py ay ey ee United States Code. The 
parties must notify the Board in writing of their intention to 
arbitrate. An to arbitrate must be in writing, specify 
the issues to be arbitrated, the name of the arbitrator or a date not 
more than thrity (30) days after the execution of the ~ 
for the selection of the arbitrator, and provide that the 
award shall be binding on the parties and that judgment thereon 
can be entered by the Board. A copy of the agreement must be 
filed within twenty (20) days after its execution. The parties shall 
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be solely a for the selection of the arbitrator and the 

rules for conducting proceedings before the arbitrator. Issues not 

disposed of by arbitration will be resolved in accordance with the 

Se Subpart E of Part 1, as 
determined by the examiner-in-chief. 

(b) An arbitration under this section shall be 
conducted within such time as may be authorized on a case-by- 
case basis by an examiner-in-chief. 

(c) Anarbitration award will be given no consideration unless 
it is binding on the parties, is in writing and states in a clear and 
definite manner (1) the issue or issues «~bitrated and (2) the 
disposition of each issue. The award may also include a state- 
ment es in support thereof. Unless 
otherwise ordered by an examiner-in-chief, the parties shall give 
notice to the Board of an arbitration award by filing within 
twenty (20) days from the date of the award a copy of the award 

i by the arbitrator or arbitrators. When an award is timely 
the award shall, as to the parties to the arbitration, be 
dispositive of the issue or issues to which it relates. 

(d) An arbitration award shall not preclude the Office from 
determining patentability of any invention involved in the inter- 
ference. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Mar. 16, 1987. 


[FR Doc. 87-9373 Filed 4-24-87; 8:45 am] 
BILLING CODE 3510-16-M 


[1080 OG 15] 


(182) Disclosure Document Program 


This notice consolidates and su the notices of Mar. 


persedes 
26, 1969 (862 O.G. 1) and Aug. 11, 1970 (878 O.G. 1) relating 
to the Patent Office Disclosure Document Program. Under this 


program the Patent Office accepts and preserves, for a period of 
two years, papers referred to as “Disclosure Documents.” These 
papers may be used as evidence of the dates of conception of 
inventions. 


The Prograin 


A paper disclosing an invention and signed by the inventor or 
inventors may be forwarded to the Patent Office by the inventor 
(or by any one of the inventors when there are joint inventors), 
by the owner of the invention, or by the attorney or agent of the 
inventor(s) or owner. It will be retained for two years and then be 
destroyed unless it is referred to in a separate letter in a related 
patent application within said two years. 

A Disclosure Document is not a patent application and the 
date of its receipt in the Patent Office will not become the 
effective filing date of any patent application subsequently filed. 
However, like patent applications, these documents will be kept 

inconfidence by the Patent Office. If patent protection is desired, 
a patent application should be filed as soon as possible. 

This program does not diminish the value of conventional 
witnessed and notarized records as evidence of conception of an 
invention, but it should provide a more credible form of evidence 
ne aR hcp 
to oneself or another person by registered mail. The program is 
made available as a service to those persons desiring to use it. 


Content of Disclosure Document 


Although there are no restrictions as to content and claims are 


ordinary knowledge in the field of the invention to make and use 
the invention. When the nature of the invention permits, a draw- 
ing or sketch should be included. The use or utility of the 
invention should be described, especially in chemical inven- 
tions. 
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The Disclosure Document must be limited to written matter or 
drawings on paper or other thin, flexible material, such as linen 
or plastic drafting material, having dimensions or being folded to 
dimensions not to exceed 8 1/2 by 13 inches. also 
are acceptable. Each page should be numbered. Text and draw- 
ings should be sufficiently dark to permit reproduction with 

ly used office copying machines. 

A $10 fee is charged for filing a Disclosure Document. 
Payment must accompany the Disclosure Document when it is 
submitted to the Patent Office. 

In addition to the $10 fee, the Disclosure Document must be 
accompanied by a stamped, self-addressed envelope and a sepa- 
rate paper in duplicate, signed by the inventor, stating that he is 
the inventor and requesting that the material be received for 
processing under the Disclosure Document Program. The papers 
will be stamped by the Patent Office with an identifying number 
and date of receipt, and the duplicate request will be returned in 
the self-addressed envelope together with a warning notice 
indicating that the Disclosure Document may be relied upon 
only as evidence and that a patent application should be dili- 
gently filed if patent protection is desired. The inventor’s request 
may take the following form: 


“The undersigned, being the inventor of the disclosed inven- 
tion, requests that the enclosed papers be accepted under the 
Disclosure Document Program, and that they be preserved for 
a period of two years.” 


Retention 


The Disclosure Document will be preserved in the Patent 
Office for two years after its receipt and will then be destroyed 
unless it is referred to in a separate letter in a related patent 
application filed within the two-year period. The Disclosure 
Document must be referred to in the separate letter by title, 
number, and date of receipt. Acknowledgment of receipt of such 
letters will be made in the next official communication or in 
separate letter from the Patent Office. Unless it is desired to have 
the Patent Office retain the Disclosure Document beyond the 
two-year period, it is not required that it be referred to in a patent 
application. 


Warning as to Limitations 


The two-year retention period should not be considered to be 
a “grace period” during which the inventor can wait to file his 
patent application without possible loss of benefits. It should be 
recognized that in establishing priority of invention an affidavit 
or testimony referring to a Disclosure Document must usually 
also establish diligence in completing the invention or in filing 
the patent application since the filing of the Disclosure Docu- 
ment. 

Inventors are also reminded that any public use or sale in the 
United States, or publication of the invention anywhere in the 
world, more than one year prior to the filing of a patent applica- 
tion on that invention will prohibit the granting of a patent on that 
invention. 

If the inventor is not familiar with what is considered to be 
“diligence in completing the invention” or “reduction to prac- 
tice” under the patent law, or if he has other questions about 
patent matters, the Patent Office advises him to consult an 
attorney or agent registered to practice before the Patent Office. 
Patent attorneys and agents may be found in the telephone 
directories of most major cities. Also, many large cities have 
associations of patent attorneys which may be consulted. 


RICHARD A. WAHL, 
Assistant Commissioner 
of Patents. 


Jan. 4, 1971. 


[883 O.G. 3] 


(183) Suspension of Action Under 37 CFR 1.103 


and Under 37 CFR 1.212 
The purpose of this notice is to clarify existing Office practice 
with respect to suspension of action. “Suspension of action” 
under 37 CFR 1.103 applies only to the situation where action is 
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to be taken by the Examiner. In other words, action cannot be 
—_ in an application which contains an outstanding 
action awaiting by the applicant. 

Under 37 CFR 1.212, upon declaration of an interference, ex 
parte prosecution of an application is suspended and any out- 
NN 
tion of the rule. Ex parte Peterson, USPQ 119 (Commissioner of 
Patents, 1941). Upon termination of the interference, the Exam- 
iner will reinstate the action treated as withdrawn by operation of 
37 CFR 1.212 and set a statutory period for . The 
formats set forth in MPEP 1109.01 and MPEP 1109.02 may be 
followed. 

Careful adherence to the distinction set forth above will 
prevent any question of abandonment from arising in connection 
with cases in which suspension of prosecution has occurred. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Mar. 7, 1978. 
[969 O.G. 8] 


(184) POSTAL SERVICE EMERGENCY 


CONTINGENCY PLAN 


The U.S. Patent and Trademark Office is establishing the 
following contingency plan for — any = or ped oo any 
fee in the Office in the event of caused by any 
major interruption in the mail mie in the United States. Upon 
determination by the Commissioner of Patents and Trademarks 
that such an emergency exists, a notice activating the plan will be 
issued by the Commissioner. activating notice will be 


published in the Wall Street Journal and made available in a 
special recorded telephone message at area code 703, 557-3158. 
Also, certain publications, patent bar groups, and other organi- 
zations closely associated with the patent system, will be noti- 


fied. Termination of the program will be similarly announced. 
Where the postal emergency is not nationwide, the Commis- 
sioner will designate the areas of the United States in which the 
— outlined below will be in effect. 

of Commerce District Offices (formerly 
enue to as Department of Commerce Field Offices) will be 
designated on an emergency basis, as receiving stations for filing 
papers and paying fees in the U.S. Patent and Trademark Office. 

Upon determination that an emergency exists, the fe 
procedures may be followed: All papers and fees should be 
enclosed in a sealed envelope addressed to the Patent and 
Trademark Office and deposited in one of the District Offices. 
Such papers will be considered as received in the U.S. Patent and 
Trademark Office on the day of deposit. The District Office will 
date stamp each envelope and the accompanying receipt card 
which completely identifies the deposited papers. The receipt 
card will be returned to the depositor. Applicants or their repre- 
sentatives should assure the legibility of the date stamp. 

District Office deposits should be limited to checks in pay- 
ment of issue fees, new application papers wherein priority dates 
or statutory bars may be involved, amendments where the six 
month statutory period for response is about to expire, trademark 
oppositions, Section 8 affidavits, trademark renewals, and to 
other papers for which the patent and trademark statutes do not 
provide a remedy for failure to obtain a particular date. 

Where papers originate from overseas, it is suggested that the 
papers be mailed to a registered agent in Canada, with a request 
that the papers be forwarded by courier to the nearest District 
Office in the United States. 

In regard to pending applications, cheer mye 
action or paying any fee expires during the period that 
Commissioner declares to be an emergency, Ee time will be 
extended until one month after the end of the emergency period, 
provided that such extension does not exceed the maximum 
period for response provided for in the statutes 

Since this extension of time will be automatic, there will be no 
record in the individual files to indicate that a response filed 
during the extended period is in fact timely. In order to provide 
acomplete record, applicants or their representatives should file 
a paper referring to this notice in each case in which a response 
is filed during the extended period. 
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The addresses of the Department of Commerce District Of- 
fices, subject to subsequent changes, are as follows: 


ALBUQUERQUE, N.M., 87101, Room 316, U.S. Courthouse 
(505) 766-2386. 

ANCHORAGE, 99501, 632 Sixth Ave., Hill Bidg., Suite 412 
(907) 265-4597. 

ATLANTA, 30309, Suite 523, 1401 Peachtree St., NE. (404) 
526-6000. 

BALTIMORE, 21202, 415 U.S. Customhouse, Gay and Lom- 
bard Sts. (301) 962-3560. 

BIRMINGHAM, ALA., 35205, Suite 200-201, 908 S. 20th St. 
(205) 325-3327. 

BOSTON, 02116, 10th Floor, 441 Stuart St. (617) 223-2312. 

BUFFALO, N.Y., 14202, Room 1312, Federal Bidg., 111 W. 
Huron St. (716) 842-3208. 

CHARLESTON, W. VA., 25301, 3000 New Federal Office 
Bidg., 500 Quarrier St. (304) 343-6181, Ext. 375. 

WYO., 82001, 6022 O’ Mahoney Federal Center, 

2120 Capitol Ave. (307) 788-2151. 

CHICAGO, 60603, Room 1406, Mid-Continental Piaza Bidg., 
55 E. Monroe St. (312) 753-4450. 

CINCINNATI, 45202, 8028 Federal Office Bidg., 550 Main St. 
(515) 684-2944. 

, 44114, Room 600, 666 Euclid Ave. (216) 522- 

4750. COLUMBIA, S.C., 29204, Forest Center, 2611 Forest 
Dr. (803) 765-5345. 

DALLAS, 75202, Room 3E7, 1100 Commerce St. (214) 749- 
1515. 

DENVER, 80202, Room 161, New Custom House, 19th and 
Stout Sts. (303) 837-3246. 

DES MOINES, IOWA, 50309, 609 Federal Bidg., 210 Walnut 
St. (515) 284-4222. 

DETROIT, 48226, 445 Federal Bidg. (313) 226-3650. 

GREENSBORO, N.C., 27402, 203 Federal Bidg., W. Market St., 
P.O. Box 1950. (919) 275-9111, Ext. 345. 

HARTFORD, CONN., 06103, Room 610-B, Federal Office 
Bidg., 450 Main St. (203) 244-3530. 

HONOLULU, 96813, 286 Alexander Young Bidg., 
Bi St. (808) 546-8694. 

HOU: , 77002, 201 Fannin, 1017 Federal Office Bidg. 
(713) 226-4231. 

INDIANAPOLIS, 46204, 355 Federal Office Bidg., 46 E. Ohio 
St. (317) 269-6214. 

KANSAS CITY, MO., 64106, Room 1840,601 E. 12th St. (816) 
374-3142. 

LOS ANGELES, 90024, 11201 Federal Bidg., 11000 Wilshire 
Blvd. (213) 824-7591. 

MEMPHIS, 38103, Room 710, 147 Jefferson Ave. (901) 534- 
3213. 

MIAMI, 33130, Rm. 821, City National Bank Bidg., 25 W. 
Flagler St. (305) 350-5267. 

MILWAUKEE, 53203, Straus Bidg., 238 W. Wisconsin Ave. 
(414) 224-3473. 

MINNEAPOLIS, 55401, 306 Federal Bidg., 110 S. Fourth St. 
(612) 725-2133. 

NEW ORLEANS, 70130, Room 432, International Trade Mart, 
2 Canal St. (504) 589-6546. 

NEW YORK, 10007, 41st Floor, Federal Office Bidg., 26 Fed- 
eral Plaza, Foley Sq. (212) 264-0634. 

NEWARK, N.J., 07102, Gateway Bidg., (4th Floor) (201) 645- 
6214. 
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19106, 9448 Federal Bidg., 600 Arch St. 
(215) 597-2850. 
ARIZ., 85004, 508 Greater Arizona Savings Bidg., 
112 N. Central Ave. (602) 261-3285. 
PITTSBURGH, 15222, 431 Federal Bidg., 1000 Liberty Ave. 
(412) 644-2850. 
PORTLAND, ORE., 97205, 921 SW. Washington St., Suite 521, 
Pittock Block. (503) 221-3001. 
RENO, NEV., 89502, 2028 Federal Bidg., 300 Booth St. (702) 
784-5203. 
RICHMOND, VA., 23240, 8010 Federal Bidg., 400 N. 8th St. 
(804) 782-2246. 
os pede teeta imme emt te 
622-4243. 
SALT LAKE CITY, 84111, 1201 Federal Bidg., 125 S. State St. 
(801) 524-5116. 
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SAN FRANCISCO, 94102, Federal Bidg., Box 36013, 450 
Golden Gate Ave., (415) 556-5860. 

SAN JUAN, P.R., 00902, Room 100, Post Office Bldg., (809) 
723-4640. 

SAVANNAH, 31402, 235 U.S. Courthouse and Post Office 
Bidg., 125-29 Bull St. (912) 232-4204. 

SEA 98109, 706 Lake Union Blidg., 1700 Westlake Ave. 
North (206) 442-5615. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


July 18, 1975. 
(937 O.G. 386] 


(185) 
of the Patent and Trademark 
Office and Production of Documents in Legal Proceedings 

The Patent and Trademark Office (PTO) is adding Parts 15 
and 15a to Title 37 of the Code of Federal Regulations. Part 15 
concerns service of process on the Commsssioner, the Patent 
and Trademark Office, and employees of the Patent and Trade- 
mark Office in their official capacity. Part 15a concerns the tes- 
timony of PTO employees regarding official matters and the 
production of official documents in legal proceedings. Parts 15 
and 15a were effective upon publication in the Federal Register. 
54 FR 3976-8 (Jan. 26, 1989). 

In addition, §§ 1701 and 1701.01 of the Manual of Patent Ex- 
amining Procedure and §§ 1801 and 1801.01 of ju the Trade- 
mark Manual of Examining Procedure are amended, as indi- 
cated below, effective immediately. 

Parts 15 and 15a, §§ 1701 and 1701.01 of the Manual of Patent 
Examining Procedure and §§ 1801 and 1801.01 of the Trade- 
mark Manual of Examining Procedure are published in this 
notice as a convenience to the public. In addition to these 
materials, the Patent and Trademark Office alerts the public to its 
position with respect to Standard Packaging Corp. v. 
Curwood, Inc ., 365 F. Supp. 134, 180 USPQ 234 (N.D. Ill. 
1973). In the past, parties have attempted, based on Standard 
Packaging, to obtain answers to questions which the Patent and 
Trademark Office has regarded to be improper. While the Patent 
and Trademark Office believes Standard Packaging accurately 
states the law, the Office believes that the court misapplied the 
law to the precise questions in issue. Accordingly, the Office 
agrees with the Federal Circuit’s observation in Western Electric 
Co. v. Piezo Technology, Inc. v. Quigg , 860 F.2d 428, 432, 8 
USPQ 2d 1853, 1857 (Fed. Cir. 1988), that there is considerable 
doubt whether Standard Packaging was correctly decided. The 
Patent and Trademark Office will not permit examiners to 
answer questions similar to those which the Standard Packaging 
. court found acceptable. 


Service of Process and Testimony of 
Employees 


Department 
Patent and Trademark Office 
37 CFR Parts 15 and 15a 


[Docket No. 9106-9006] 
Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of 
Documents in Legal Proceedings 

Agency: Patent and Trademark Office. 
Action: Final rule. 
Summary: The Patent and Trademark Office is adding 37 CFR 


Parts 15 and 15a to supplement 15 CFR Parts 15 and 15a. These 
and procedures to be followed with 


These regulations policy 
adit camidae patties for the Office and its 
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employees, outside agencies, and other persons regarding the 
appropriate procedures for service of process, testimony, and 
production of documents. 


Effective date: Jan. 26, 1989. 

For Further Information Contact: Associate Solicitor John W. 
Dewhirst by mail at Box 8, U.S. Patent and Trademark Office, 
Washington, D.C. 20231 and by phone at (703) 557-4035. 
Supplementary Information: These regulations are designed to 
supplement, and be construed consistent with, 15 CFR Parts 15 
and 15a. The regulations in Part 1 Sa state the views of the Office 
with respect to the permissible scope of testimony which may be 
given by Office employees in ———- with their perform- 
ance of quasi-judicial patent and trademark matters. These 
Office views are consistent with United States v. Morgan , 313 
U.S. 409, 422 (1941); Western Electric Co., Inc. v. Piezo Tech- 
nology, Inc. v. Quigg, No. 88-1216, 860 F.2d 428, 8 USPQ 2d 
1853 (Fed. Cir. Nov. 1, 1988); Jn re Mayewsky, 162 USPQ 86, 89 
(E.D. Va. 1969), and Shaffer Tool Works v. Joy Mfg. Co., 167 
USPQ 170 (S.D. Tex. 1970). 

Because these regulations concern agency management and 
personnel, they are not rules or regulations within the meaning of 
section 1(a) of Executive Order 12291, and they are not subject 
to the requirements of that Order. Accordingly, no preliminary 
or final regulatory impact analysis has to be or will be prepared. 

These regulations, relating to agency management and per- 
sonnel, are exempt from all requirements of section 553 of the 
Administrative Procedure Act [5 USC 553] {including a de- 
layed effective date and therefore will be effective immediately 
upon publication in the Federal Register. 

Because a notice of proposed rule making and an opportunity 
for public comments are not required to be given for these 
regulations by section 553 of the APA, or by any other law, no 
regulatory flexibility analysis has to be or will be for 
purposes of the Regulatory Flexibility Act [5 U.S.C. 603(a) and 
604(a)) . 

This final rule does not contain policies with Federalism 
implications sufficient to warrant preparation of a Federalism 
assessment under Executive Order 12612. 

This rule does not contain collections of information for 
purposes of the Paperwork Reduction Act. 


List of subjects in 37 CFR Parts 15 and 15a: Attorneys, Ad- 
ministrative practice and procedure, Courts, Government em- 
ployees. 


For the reasons set forth in the preamble, 37 CFR is amended 
as follows: 
1. Part 15 is added to read as follows: 


Part 15 
Service of Process 


Sec. 

15.1 Scope and 

15.2 Definitions 

15.3 A of service of 

Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, and 
1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 15 
(CFR 15.2(a). 


§ 15.1 Scope and Purpose. 


(a) This part supplements 15 CFR Part 15 and sets forth the 

to be followed when a summons or complaint is 

served on the Office or the Commissioner or an employee of the 

Office in his or her official capacity. This part is to be construed 
consistent with 15 CFR Part 15. 

(b ) This part is intended to ensure the orderly execution of the 
affairs of the Office and not to impede any es 

(c) This part does not apply to su 
qiiitallshanenttaheeme anasentabat ee 
this Title. 

(d) This part does not apply to service of process made on an 
Office personally on matters not related to official 
business of the Office or to the official responsibilities of the 
Office employee. 


§ 15.2 Definitions. 
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For the purpose of this part: 
(a) “Commissioner” means Assistant Secretary and Com- 
before a tribunal 

(c) “Office” means Patent and Trademark Office 
(d) “Office employee” means any officer or employee of the 
“temas business” means the authorized business of the 
OD “tetice” means the chief 


other Office employee to whom 
authority to act under this part. 


officer of the Office or 
Solicitor has delegated 


§ 15.3 Acceptance of service of process 


(a) Any summons or complaint to be served in person or by 
registered or certified mail or as otherwise authorized by law on 
the Office or the Commissioner or an Office employee in his or 
her official capacity, shall be served on the Solicitor or an Office 
employee designated by the Solicitor. 

(b) Any summons or complaint to be served by mail may be 
addressed to Solicitor, P.O. Box 15667, Arlington, Va. 22215. 
Any summons or int to be served by hand may be 
delivered to the Office of the Solicitor. 

(c) Any Office employee served with a summons or complaint 

shall immediately notify and deliver the summons or complaint 
to the Office of the Solicitor. 

(d) Any Office employee ee 
shall note on the summons or complaint the date, hour, and place 
of service and whether service was by personal delivery or by 
mail. 


(e) When a legal proceeding is brought to hold an Office 
yee personally liable in connection with an action taken in 
the conduct of official business, rather than liable in an official 
capacity, the Office employee by law is to be served personally 
with process. Service of process in this case is inadequate when 
made —— the Solicitor or the Solicitor’s designee. Any Office 
employee sued personally for an action taken in the conduct of 
official business shall immediately ve and deliver a copy of 
the summons or complaint to the Office of the Solicitor. 
(9A Office cmpoyee sued personaly in conection with 
official business may be represented by the Department of 
Justice at its discretion. See 28 CFR 50.15 and 50.16 (1987). 
(g) The Solicitor or Office employee by 
Solicitor, when accepting service of process for an Office 
employee in an official capacity, shall endorse on the Marshal’s 


accepted in 
official capacity only.” hase anys placed on the 
form or receipt with a rubber 
(h) Upon acceptance of service or receiving notification of 
service, as provided in this section, the Solicitor shall take 


me steps to protect the rights of the Commissioner or 
employee involved. 
2. Part 15a is added to read as follows: 


Part 15a 
Testimony by Employees and the Production 
of Decumeatsta in Legal Proceedings 


Sec. 

1Sa.1 

1$a.2 itions 

15a.3 Office policy 

0 Tesigony of ties emi documents; general rule 
15a.5 Testimony of employees in proceedings involving 
the United States 
15a.6 Legal between private litigants 

15a.7 Procedures when an Office receives a subpoena 
— 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, and 
1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 15 
CFR 15a.i(e) and 15a.2(f). 


§ 15a.1 Scope 


eaten Se ene prescribes the 
policies and procedures of the Office with respect to the testi- 
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mony of Office employees as witnesses in legal 
a le nares ate pen an ites 
pursuant subpoena. This 
seed pursuant wo 15 CFR 1516) and inte be sutatnnd 
pao ots hee ore 15a. 
(b) part does not apply to any legal proceeding in which 
an Office employee is epee, cttkagatiiee Gamanetats 
or events that are in no way related to the official business of the 
Ph nt impede legal —— 
not to any mee ne 
in no way affects the rights and procedures governing public 
access to records to the Freedom of Information Act or 
the Privacy Act. 15 CFR 15a.4 and 37 CFR 1.15. 


{§ 15a.2 Definitions. 
For the purpose of this part: 


(a) “Commissioner” means Assistant Secretary and Com- 
missioner of Patents and Trademarks. 


request, order, or subpoena for 
proceeding. 


“Demand” means a 


pay en oe Ss 
(ec) “Office” means Patent Trademark Office. 
(f) “Office employee” means any officer or employee of the 


cos), Official business” means the authorized business of the 


(h) “Solicitor” means the chief legal officer of the Office or 
other Office employee to whom the Solicitor has delegated 

to act under this part. 

(i) “Testimony” means a statement given in person before a 
ae ee 
statement given for use before a tribunal in Lore: 
including an affidavit, declaration under 35 U.S.C. 25, or decla- 
ration under 28 U.S.C. 1746. 

(j) “United States” means the Federal Government, its 
departments and agencies, and individuals acting on behalf of 
the Federal Government. 


§ 15a.3 Office policy. 


The Office policy is that its documents will not be voluntarily 
produced and Office employees will not ——s 
ee ee 
for this policy include: 


(a) To conserve the time of Office employees for conducting 
official business. 


(b) To minimize the possibility of i the Office in 
controversial or other issues which are not to the mission 
of the Office. 


(c) To prevent the possibility that the ic will misconstrue 
variances between personal opinions of Office employees and 


(d) ‘avoid spending the time and money of the United States 
for private purposes. 

6 ee administrative process, 
minimize disruption of the decision-making process, and pre- 
vent interference with the Office’s administrative functions. 

§ 1Sa.4 Testimony or production of documents; general rule 

(a) No Office employee shall give testimony concerning the 
official business of the Office or prot any document in any 


a gene gy gene ee gE 
appropriate, an Office employee may be instructed in 
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writing by the Commissioner, Solicitor, or other appropriate 
Office employee not to give testimony or produce a document. 
Without prior approval, no Office employee shall answer inquir- 
ies from a person not employed by the Department of Commerce 
regarding testimony or documents subject to a demand or a 
potential demand under the provisions of this Part. All inquiries 
involving a demand or potential demand on an Office employee 
shall be referred to the Solicitor. Se ts 

(b) A certified copy of a document, not otherwise available 
under Chapter I of this Title, will be provided for use in a legal 
proceeding upon written request and payment of applicable fees 
required by law. 

(c)(1) Request for testimony or document. A request for 
testimony of an Office employee or document shall be mailed or 
hand-delivered to the Office of the Solicitor. The mailing 
address of the Office of the Solicitor is Box 8, Patent and 
Trademark Office, Washington, D.C. 20231. 

(2) Subpoenas. A subpoena for testimony by an Office em- 
ployee or a document shall be served in aecordance with the 
Federal Rules of Civil or Criminal Procedure as appropriate, or 
applicable state procedure, and a copy of the subpoena shall be 
sent to the Solicitor. 

(3) Affidavit. Every request and subpoena shall be accompa- 
nied by an affidavit or declaration under 28 U.S.C. 1746 or, if an 
affidavit or declaration is not feasible, a written statement setting 
forth the title of the legal proceeding, the forum, the requesting 
party’s interest in the legal proceeding, the reasons for the 
request or subpoena, a showing that the desired testimony or 
document is not reasonably available from any other source, and 
if testimony is requested, the intended use of the testimony, a 
general summary of the testimony desired, and a showing that 
no document could be provided and used in lieu of testimony. 
The purpose of this requirement is to permit the Solicitor to make 
an informed decision as to whether testimony or production of a 
document should be authorized. 

(d) Any Office employee who is served with a demand shall 
immediately notify the Office of the Solicitor. 

(e) The Solicitor may consult or negotiate with an attorney for 
a party or the party, if not represented by an attorney, to refine 
or limit a demand so that compliance is less burdensome or 
obtain information necessary to make the determination re- 
quired by paragraph (c) of this section. Failure of the attorney or 
party to cooperate in good faith to enable an informed determi- 
nation to be made under this part may serve as the basis for a 
determination not to comply with the demand. 

(f) A determination under this part to comply or not to comply 
with a demand is not an assertion or waiver of privilege, lack of 
relevance, technical deficiencies or any other ground for non- 
compliance. The Commissioner reserves the right to oppose any 
demand on any legal ground independent of any determination 
under this part. 


§ 15a.5 Testimony of Office employees in proceedings involving 
the United States. 


(a) An Office employee may not testify as an expert or opinion 
witness for any party other than the United States. 

(b) When appropriate, the Solicitor may authorize an Office 
employee to give testimony as an expert or opinion witness on 
behalf of the United States. Expert or opinion testimony on 
behalf of the United States will not be authorized in any legal 
earworm involving the validity or enforceability of a patent or 
registered trademark. 

(c) Whenever, in any legal proceeding involving the United 
States, a request is made by an attorney representing or acting 
under the authority of the United States, the Solicitor will make 
all necessary arrangements for the Office employee to give 
testimony on behalf of the United States. Where iate, the 
Solicitor may require reimbursement to the Office of the ex- 
penses associated with an Office employee giving testimony on 
behalf of the United States. 


§ 15a.6 Legal proceedings between private litigants 


(a) Testimony by an Office employee and production of 
documents in a legal proceeding not involving the United States 
shall be governed by § 15a.4. 

(b) If an Office employee is authorized to give testimony ina 
legal proceeding, the testimony, if otherwise proper, shall be 
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limited to facts within the personal knowledge of the Office 
employee. An Office employee is prohibited from giving expert 
or opinion testimony, answering hypothetical or speculative 
questions, or giving testimony with respect to subject matter 
which is privileged. If an Office employee is authorized to testify 
in connection with the employee’s involvement or assistance in 
a quasi-judicial proceeding which took place before the Office, 
that employee is further prohibited from giving testimony in 
response to questions which seek: 


(1) Information about that employee’s: 


(i) Background. 
(ii) Expertise. 
(iii) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 
(iv) Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice in a 
particular case. 
(v) Consultation with another Office employee. 
(vi) Understanding of: 
(A) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination or 
interference file. 
(B) Prior art. 
(C) Registered subject matter, subject matter sought to 
be registered, or atrademark application, registration, 
opposition, cancellation, interference or concurrent use 
file. 
(D) Any Office manual of practice. 
(E) Office regulations. 
(F) Patent, trademark, or other 
law. 
(G) The responsibilities of another Office employee. 
(vii) Reliance on particular facts or arguments. 


(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing the 
quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in per- 
forming the quasi-judicial function. 


§ 15a.7 Procedures when an Office employee receives a sub- 
poena. 


(a) Any Office employee who receives a subpoena shall 
immediately forward the subpoena to the Office of the Solicitor. 
The Solicitor will determine the extent to which 

an Office employee will comply with the subpoena. 

(b) If the Office employee is not authorized tocomply with the 
subpoena, the Office employee shall appear at the time and place 
stated in the subpoena, produce a copy of Part 15a of Title 15 and 
a copy of this part, and respectfully refuse to provide any 
testimony or produce any document. United States ex rel. Touhy 
v. Ragen . 340 U.S. 462 (1951). 

(c) When necessary or appropriate, the Solicitor will request 
assistance from the Department of Justice or a U.S. Attorney or 
otherwise assure the presence of an attorney to represent the 
interests of the Office or an Office employee. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissiouer of Patents 
and Trademarks. 


Revisions to §§ 1701 and 1701.01 of MPEP 


Dec. 23, 1988. 


§ 1701 Office personnel not to express opinion on validity or 
patentability of patent 


Every patent is presumed to be valid. 35 U.S.C. § 282, first 
sentence. Public policy demands that every employee of the 
Patent and Trademark Office refuse to express to any person any 
opinion as to the validity or invalidity of, or the patentability or 
unpatentability of any claim in any U.S. Patent, except to the 
extent necessary to carry out (a) examination of an = 
seeking to reissue the patent, (b) a reexamination 
reexamine the patent, or (c) an interference involving the a 
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The question of validity or invalidity is otherwise exclusively 
a matter to be determined by a court. Members of the patent 
examining corps are cautioned to be especially wary of any 
inquiry from any person outside the Patent and Trademark 
Office, including an employee of another Government agency, 
the answer to which might indicate that a particular patent should 
not have issued. 

When a field of search for an invention is requested, examin- 
ers should routinely inquire whether the invention has been 
patented in the United States. If the invention has been patented, 
no field of search should be suggested. 

Employees of the Patent and Trademark Office, particularly 
patent examiners who examined an application which matured 
into a patent or a reissued patent or who conducted a reexamina- 
tion proceeding, should not discuss or answer inquiries from any 
person outside the Patent and Trademark Office as to whether or 
not a certain pene peel es oe ep was consid- 
ered during the examination or proceeding and whether or not a 
claim would have been allowed over that reference or other 
evidence had it been considered during the examination or 
proceeding. Likewise, employees are cautioned against answer- 
ing any inquiry concerning any entry in the patent or reexamina- 
tion file, including the extent of the field of search and any entry 
relating thereto. The record of the file of a patent or reexamina- 
tion proceeding must speak for itself. 

Practitioners can be of material assistance in this regard by 
refraining from making improper inquiries of members of the 
patent examining corps. Inquiries from members of the public 
relating to the matters discussed above must of necessity be 
refused and such refusal should not be considered discourteous 
or an expression of opinion as to validity or patentability. 


§ 1701.01 Office personnel not to testify 
[ Reprint: 37 CFR 15a.1 
37 CFR 15a.2 
37 CFR 15a.3 
37 CFR 15a.4 
37 CFR 15a.5 
37 CFR 154.6 
37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that its 
employees, including patent examiners, will not appear as wit- 
pone hak gotten wrt . except under the 
conditions specified in 37 15a. Any employee who 
testifies contrary to this policy will be <n | orremoved. The 
reasons for this policy are set out in 37 CFR 15a.3. 

Whenever an employee of the Patent and Trademark Office, 
including a patent examiner, is asked to testify or receives a 
subpoena, the employee shall immediately notify the Office of 
the Solicitor. Inquiries requesting testimony shall be also_re- 
ferred immediately to the of the Solicitor. 

Patent examiners and other Patent and Trademark Office 
employees performing or assisting in the performance of quasi- 
judicial functions, are forbidden to testify as experts or to express 
SN eee 

Any individual desi: testimony of an employee of the 
Patent and Trademark Office including the testimony of a patent 
examiner or other quasi-judicial employee, must comply with 
the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the + 

Solicitor at least ten working days prior to the date of the 
expected testimony. 

Vancustasends entadend enenity, the employee will be 
limited to testifying about facts within the employee’s 
knowledge. Employees are prohibited from giving expert or 
opinion . Fischer & Porter Co. v. Corning Glass 
Works. 61 F.R.D. 321, 181 USPQ329(E.D. Pa. 1974). —. 
employees are prohibited from ans PO 86,89 (ED. 
— questions. Jn re Mayewsky, 162 US et 

1969) (deposition of an examiner must be 
schsvayp, moms of Sect Oa sous GAAS any topes ot 
—. questions or conclusions based thereon); r 
ool Works v. Joy Mfg. Co., 167 USPQ 170 (S.D. Tex. 1970) 
(deposition of examiner should be limited to matters of fact and 


reasons, mental processes, analyses, or conclusions of the 
examiner in acting upon a patent application). Employees will 
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not be permitted to give testimony with respect to subject matter 
which is privileged. Several court decisions limit testimony with 
—_ to quasi-judicial functions lormed by Sosa, 
Those decisions include United States v. Morgan, 313 U.S. 409 
422 (1941) (improper to inquire into mental processes of quasi- 
judicial officer or to examine the manner and extent to which the 
officer considered an administrative record), Western Electric 
Co. v. Piezo Tec _ Inc. v. Quigg, 860 F.2d 428, 8 USPQ 
2d 1853 (Fed. Cir. 1988) (patent examiner may not be 

to answer questions which probe the examiner's technical 
knowledge of the subject matter of a patent); McCulloch Gas 
Processing Co. v. Department of Energy, 650 F.2d 1216, 1229 


orming governmental functions not permit 
ted); In re Nilssen, 851 F.2d 1401, 7 USPQ 2d 1500 (Fed. Cir. 
1988) (technical or scientific qualifications of examiners-in- 
chief are not legally relevant in appeal under 35 U.S.C. § 134 
since board members need not be skilled in the art to render 
obviousness decision); Lange v. vy weed dT 
166, 176 USPQ 162 (D.D.C. 1972) (technical qualifications of 
examiners-in-chief not relevant in § 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-j proceeding which took place 
before the Patent and Trademark Office, the employee will not 
ee ee ee questions which 


ay 

(A)Background. 

(B)Expertise. 

(C)Qualifications to examine or otherwise consider a 

patent or trademark application. 

Gittead quutien or chahes G2 engiaiee fdluend « 

set out in any Office manual of practice (in- 
cluding the MPEP or TMEP) in a particular case. 

)- pie mere oe maa aaa a 

(F) Understanding of: 

(i) A patented invention, an invention sought to be 
SS ae 
or interference file 

(ii) Prior art. 

ee eee, ee eee 


or concurrent 


(iv) Any Office manual of practice. 

(v) Office regulations. 

(vi) Patent, trademark, or other law. 

(vii) The responsibilities of another Office employee. 


(G) reliance on particular facts or 

(2) To inquire into the manner in 
quasi-judic 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in per- 
forming the quasi-judicial function. 


Any request for testimony addressed or delivered to the Office 
pate prea nH wee ~~ — 
must be in writing . The need for a 
where the request complies with 37 sat) if tee panty 
requesting the testimony further meets the following conditions: 


Oa identifies the civil 


testimony 
pe ta ee re testimony is 
being taken, The identification shal include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 
6S ee 


(2) The party agrees not to ask 
wich specie by 37 CER Ia s60). 
(3) The party shall 
Federal Rules of Civil 


applicable provisions of the 
. including Rule 30, and 
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give ten working days notice to the Office of the Solicitor 
prior to the date a deposition is desired. Fifteen working 
days notice is required for any deposition which is desired 
to be taken between Nov. 15 and Jan. 15. 

(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Con- 
ference Room in the Office of the Solicitor is deemed to be 
a place convenient to the Office. 

(5) party agrees to supply a copy of the transcript of the 

deposition to the Patent and Trademark Office for its 

records. 


Absent a written agreement meeting the conditions specified 
in paragraphs (1) through (5), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a 
subpoena. 


*eee* 


Revisions to §§ 1801 and 1801.01 of TMEP 


§ 1801 Office personnel not to express opinion on validity of 
registered trademark 


A certificate of registration of a trademark on the Principal 
Register is prima facie evidence of the validity of the registration. 
15 U.S.C. {g49 1057(b). Public policy demands that every 
employee of the Patent and Trademark Office refuse to express 
to any person any opinion as to the validity of any registered 
trademark, except to the extent necessary to carry out inter 
partes proceedings at the Trademark Trial and Appeal Board in 
cancellation and similar proceedings authorized by law. 

The question of validity of aregistered trademark is otherwise 
exclusively a matter to be determined by acourt. Members of the 
trademark examining operation are cautioned to be especially 
wary of any inquiry from any person outside the Patent and 
Trademark Office, including an employee of another Govern- 
ment agency, the answer to which might indicate that a particular 
registration should not have been published or issued. 

Employees of the Patent and Trademark Office, particularly 
trademark examining attorneys who examined an application 
should not discuss or answer inquiries from any person outside 
the Patent and Trademark Office as to whether or not a certain 
registration or other particular evidence was considered during 
the examination of the application or whether a trademark would 
have been published or registered if the registration or other 
evidence had been considered during the examination. Like- 
wise, employees are cautioned against answering any inquiry 
concerning any entry in the trademark registration file, including 
the extent of the field of search and any entry relating thereto. The 
record of the file of a trademark registration or inter partes 
proceedings before the Trademark Trial and Appeal Board must 
speak for itself. 

Practitioners can be of material assistance in this regard by 
retraining from making improper inquiries of members of the 
trademark examining operation. Inquiries from members of the 
public relating to the matters discussed above must of necessity 
be refused and such refusal should not be considered discourte- 
ous or an expression of opinion as to validity of any registration. 


§ 1801.01 Office personnel not to testify 
[ Reprint: 37 CFR 15a.1 
37 CFR 15a.2 
37 CFR 15a.3 
37 CFR 15a.4 
37 CFR 15a.5 
37 CFR 15a.6 
37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that its 
employees, including trademark examining attorneys, will not 
appear as witnesses or give testimony in legal proceedings, 
except under the conditions specified in 37 CFR Part 15a. Any 
employee who testifies contrary to this policy wil! be dismissed 
- = . The reasons for this policy are set out in 37 CFR 

a.3. 

Whenever an employee of the Patent and Trademark Office, 
including a trademark examining attorney, is asked to testify or 
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receives a su’ na, the employee shall immediately notify the 
Office of the Solicitor. Inquiries requesting testimony shall be 
also referred immediately to the Office of the Solicitor. 

Trademark examining attorneys and other Patent and Trade- 
mark Office employees performing or assisting in the perform- 
ance of quasi-judicial functions, are forbidden to testify as 
experts or to express opinions as to the validity of any registra- 
tion. 

Any individual desiring the testimony of an employee of the 
Patent and Trademark Office, including the testimony of a 
trademark examining attorney or other quasi-judicial employee, 
must comply with the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the Solicitor 
at least ten working days prior to the date of the expected 
testimony. 

If an employee is authorized to testify, the employee will be 
limited to testifying about facts within the employee’s personal 
knowledge. Employees are prohibited from giving expert or 
opinion testimony. Fischer & Porter Co. v. Corning Glass 
Works , 61 F.R.D. 321, 181 USPQ 329 (E_D. Pa. 1974). Likewise, 
employees are prohibited from answering hypothetical or 
speculative questions. Jn re Mayewsky , 162 USPQ 86, 89 (E.D. 
Va. 1969) (deposition of an examiner must be restricted to 
relevant matters of fact and must avoid any hypothetical or 
speculative questions or conclusions based thereon); Shaffer 
Tool Works v. Joy Mfg. Co. , 167 USPQ 170 (S.D. Tex. 1970) 
(deposition of examiner should be limited to matters of fact and 
must not go into hypothetical or speculative areas or the bases, 
reasons, mental processes, analyses, or conclusions of the exam- 
iner in acting upon an application). Employees will not be 
permitted to give testimony with respect to subject matter which 
is privileged. Several court decisions limit testimony with 
respect to quasi-judicial functions performed by employees. 
Those decisions include United States v. Morgan ,313 U.S. 409, 
422 (1941) (improper to inquire into mental processes of quasi- 
judicial officer or to examine the manner and extent to which the 
officer considered an administrative record); Western Electric 
Co. v. Piezo Technology, Inc. v. Quigg , 860 F.2d 428, 8 USPQ 
2d 1583 (Fed. Cir. 1988) (patent examiner may not be compelled 
to answer questions which probe the examiner’s technical 
knowledge of the subject matter of a patent); McCulloch Gas 
Processing Co. v. Department of Energy , 650 F.2d 1216, 1229 
(Temp. Emer. Ct. App. 1981) (discovery of degree of expertise 
of individuals performing governmental functions not permit- 
ted); In re Nilssen , 851 F.2d 1401, 7 USPQ 2d 1500 (Fed. Cir. 
1988) (technical or scientific qualifications of examiners-in- 
chief are not legally relevant in appeal under 35 U.S.C. {g49 134 
since board members need not be skilled in the art to render 
obviousness decision); Lance v. Commissioner , 352 F. Supp. 
166, 176 USPQ 162 (D.D.C. 1972) (technical qualifications of 
examiners-in-chief not relevant in Sec. 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-judicial proceeding which took place 
before the Patent and Trademark Office, the employee will not 
be permitted to give testimony in response to questions which 
seek: 


(1) Information about that employee’s: 

(A) Background. 

(B) Expertise. 

(C) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 

(D) Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice (in- 
cluding the MPEP or TMEP) in a particular case. 

(E) Consultation with another Office employee. 

(F) Understanding of: 

(i) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination 
or interference file. 

(ii) Prior art. 

(iii) Registered subject matter, subject matter 
sought to be registered, or a trademark application, 
registration, opposition, cancellation, interference or 
concurrent use file. 

(iv) Any Office manual of practice. 

(v) Office regulations 
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(vi) Patent, trademark, or other law. 
(vii) The responsibilities of another Office em- 
ployee. 
(G) Reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing a 
quasi-judicial function. 

(3) {dn To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in per- 
forming the quasi-judicial function. 


Any request for testimony addressed or delivered to the Office 
of the Solicitor shall comply with 37 CFR 15a.4(c). All requests 
must be in writing . The need for a subpoena may be obviated 
where the request complies with 37 CFR 15a.4(c) only if the 
party requesting the testimony further meets the following con- 
ditions: 


(1) The party requesting the testimony identifies the civil 
action or other legal proceeding for which the testimony is 
being taken. The identification shall include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel for 
all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and 
give ten working days notice to the Office of the Solicitor 
prior to the date a deposition is desired. 

Fifteen working days notice is required for any deposition 
which is desired to be taken between Nov. 15 and Jan. 15. 
(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Con- 
ference Room in the Office of the Solicitor is deemed to be 
a place convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of the 
deposition to the Patent and Trademark Office for its rec- 
ords. 


Absent a written it meeting the conditions specified 
in paragraphs (1) through (5), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a sub- 
poena. 


FRED E. McKELVEY, 


Feb. 7, 1989. Solicitor . 
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No Change in Foreign Filing 
License Requirements 


It should be noted that the change to 37 CFR 5.19 deleting the 


cation in a foreign 
sions of 35 U.S.C. 184. 35 U.S.C. 184 requires that a foreign 
filing license be obtained from the Patent and Trademark Office 
before any patent application, based on an invention made in the 
United States, is filed abroad unless a corresponding application 
has been on file in the USPTO for over six months. 

Further inf yr ey by contacting Mr. T. H. 
Tubbesing at 703-557- or Mr. Edward Drazdowsky at 703- 
$57-2167. 


WILLIAM FELDMAN, 
Acting Assistant Commissioner, 
for Patents. 


Nov. 24, 1980. 


[1001 O.G. 28] 
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coor 
United States Adherence to the 
International Union for the Protection of New Varieties 
of Plants (UPOV) 


On Nov. 12, 1980, the United States deposited its instrument 
of acceptance of the 1978 text of the UPOV Convention. The 
United States was the second State to adhere to this text, New 
Zealand having earlier done so. 

The UPOV Convention will take effect with respect to the 
United States and the other adherents to the 1978 text upon a total 
of five adherences, three of which must be by present member 
States (States adhering to the text of the Convention). We expect 
at least three present member States to adhere shortly and the 
1978 text to take effect, therefore, during 1981. 

The United States deposited its instrument of acceptance on 
the basis of the legal offered for asexually reproduced 
plants under the plant patent law (35 U.S.C. 161-164). Accord- 
ingly, the Convention will apply only to asexually reproduced 

protected under this law. Steps are now being taken, 
however, by the Plant Variety Protection Office of the - 
ment of Agriculture to conform the i ion of the 

Variety Protection Act (7 U.S.C. 2321 et seq.) to the Conven- 
tion’s requirements. When this is done, the United States will 
notify the UPOV Secretariat that the Convention is also appli- 
cable in the United States to sexually reproduced plants pro- 


tected under that Act. 

Questions concerning the UPOV Convention may be di- 
rected to the Office of Legislation and International Affairs of the 
Patent and Trademark Office. This Office may be addressed as 
oo Box 4, Commissioner of Patents and Trademarks, 
D.C. 20231. The Office’s telephone number is 
Cros ) 557-3065. 


Dec. 16, 1980. 


[1002 O.G. 102] 


a a nee weer me 
of the Convention for 


the Protection of New Varieties of Plants 


(188) 


The International Convention for the Protection of New 
Varieties of Plants (the UPOV Convention) will take effect in the 
United States on Nov. 8, 1981. en te _ for 
the patenting of plants under the provisions United 
States Code, which are filed on or after Nov. 8, 1981. The actual 
wil apsly toon sgylinaian, ven GueghG@neggin Convention 
will apply to an though the application may be 
walee effective date under section 119 or 120 of 
Title 35, United States Code. 

In addition to the United States, the UPOV Convention will be 
in effect as of Nov. 8, 1981, in the following fourteen States: 


ecaseyied asadhnindlencftotaneSueaghaeien 
as a result of an filed on or after Nov. 8, 
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U.S. Patent and Trademark Office Washington, D.C. 
20231 


Mr. Kirk’s telephone number is (703) 557-3065. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Oct. 15, 1981. 
[1011 O.G. 27} 


om. On hee meee 
to Practice Before 


NE dere otteeamet Oates 


37 CFR 1.341(c) provides in pertinent part, “No person will 
be admitted to practice and registered unless he shall . . .establish 
to the satisfaction of the Commissioner that he is of good moral 
character and good repute and *** possessed of the legal and 
scientific and technical qualifications necessary 
to enable him to render applicants for patents valuable service 
***_ In order that the Commissioner may determine whether the 

*** has the qualifications specified, satisfactory proof of 
good moral character and repute, and of sufficient basic training 
in scientific and technical matters must be submitted ***.” 

All persons requesting application forms are routinely fur- 
nished with a circular entitled “General Requirements For 
Admission To The Examination For Registration To Practice 
Before The Patent and Trademark Office”. The circular contains 
a list of the subjects in which a person must have a bachelor’s 
degree or the equivalency thereof in scientific and technical 
— to meet registration qualifications. It is strongly recom- 

mended that persons who do not have a bachelor’s degree in one 
of those subjects comply with the instructions in the paragraph 
following the list to show their scientific and technical qualifica- 
tions. If it is intended to rely on courses in computer science, no 
more than 3 semester hours of courses i in computer programming 
will be accepted as providing part of the required basic training 
in scientific and technical matters. Computer science courses 
oriented away from the physical sciences or engineering, e.g., 
toward accounting or business, will not be accepted as providing 
any of the requisite basic training in scientific and technical 
matters. 


Many applications for admission to an examination are filed 
on or just prior to the announced closing date for oe so, and 
these applications are frequently disapproved because the per- 
son does not furnish a satisfactory showing of his or her qualifi- 
cations. For instance, persons with a bachelor’s degree in a 
subject other than one of those listed in the circular frequently do 
not follow instructions in the circular and do not furnish both 
their transcripts and official course descriptions. Other persons 
list charges brought against them requiring further showings to 
overcome doubts raised by the charges about their character and 
reputation. Still others who failed one section of the examination 
three times do not furnish a satisfactory showing of sufficient 
additional legal training to pass the examination. 

The Office of Enrollment and Discipline evaluates each 
application for admission to the examination on an individual 
basis as soon as practical after receipt in that office. Thereafter, 
notification is promptly mailed to each person whose application 
has been disapproved 

The Office of Personnel Management (OPM — formerly Civil 
Service Commission), which administers the examination, 
requires that it receive correct data from the Patent and Trade- 
mark Office identifying the locale of the examination and the 

number of to be tested well ahead of the examination 
date. To afford adequate time to present a satisfactory supple- 
mental showing to gain admission to the examination for which 
application is being made, it is recommended that all persons file 
their applications early, preferably at least two months before 
the closing date. 

All supplemental showings of qualifications and all applica- 
tions filed after the announced closing date to apply for admis- 
sion to an examination will be considered only in connection 
with the person’s admission to the next succeeding examination. 
Admission to an examination given on a particular date is 
available only to persons who have filed a completed application 
form, a $75.00 admission fee, and a satisfactory showing of 
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qualifications on or before the closing date for applying for 
admission to the examination. Examinations are given in Apr. 
and Oct. each year, and the respective closing dates for applying 
for admission to the examinations are the preceding Jan. 31 and 
July 31. 


WILLIAM FELDMAN, 
Director of Enrollment 
and Discipline. 


Sept. 18, 1984. 
[1047 O.G. 35] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 2, and 10 
Docket 407 88-4181 


Practice before the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules governing practice before the PTO by attorneys and 
agents. These rules are needed to clarify and modernize the rules 
relating to admission to practice and the conduct of disciplinary 
cases. The rules are also needed to set out in the Code of Federal 
Regulations a PTO Code of Professional Responsibility. By 
amending the rules, the PTO believes the standards for admis- 
sion to practice in patent cases will be more easily understood, 
that those practicing before the PTO will have ready access to a 
code of professional responsibility, and that procedure in disci- 
plinary cases will be more easily understood. The PTO expects 
that the conduct of disciplinary proceedings under these rules 
will be more effective and less costly. 

Dates: The effective date of these rules (except § 1.21(a) (5) and 
(6)) is Mar. 8, 1985. Section 1.21(a) (5) and (6) is effective Apr. 
8, 1985. 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4025 (if no answer, message may be left at 
703-557-4103) or by mail marked to his attention and addressed 
to Box 8, Commissioner of Patents and Trademarks, Washing- 
ton, D.C. 20231. 

Supplementary Information: Attorneys and agents practice 
before the Patent and Trademark Office (PTO) in patent cases. 35 
U.S.C. 31. Attorneys also practice before the PTO in trademark 
and other non-patent cases. 5 U.S.C. 500(b). A few agents also 
practice before the PTO in trademark cases under rules in force 
prior to Jan. 1, 1957. 

A notice of proposed rulemaking for attorney and agent 
conduct and disciplinary procedure was published on Aug. 11, 
1983 in the Federal Register, 48 F.R. 36478, and on Sept. 20, 
1983 in the Official Gazette, 1034 O.G. 39, 1034 TMOG 33. A 
notice extending the comment period and setting a second 
hearing was published on Oct. 5, 1983 in the Federal Register, 
48 F.R. 45424, and on Oct. 18, 1983, in the Official Gazette, 1035 
O.G. 19, 1035 TMOG 17. The PTO decided to withdraw, and not 
adopt, the rules proposed in the Federal Register notice of Aug. 
11, 1983. There were numerous objections to the proposed rules 
and the public indicated that a longer period for study and review 
of a code of conduct and disciplinary procedures was necessary. 

An advance notice of proposed rulemaking setting out re- 
vised rules being considered for standards of conduct and disci- 
plinary proceedings was published on Mar. 16, 1984, in the 
Federal Register, 49 F.R. 10012, and on Apr. 10, 1984, in the 
Official Gazette, 1041 O.G. 15, 1041 TMOG 13. Numerous 
organizations and individuals filed comments in response to the 
advance notice. 

On Aug. 24, 1984, the PTO published in the Federal Register 
a notice of proposed rulemaking. 49 F.R. 33790. On Aug. 28, 
1984, the notice was also published in the Official Gazette. 1045 
0.G. 29; 1045 TMOG 25. The notice also in the Bureau 
of National Affairs, Patents, Trademark & Copyright Journal, 
Vol. 28, No. 694, pp. 485-515 (Aug. 30, 1984). Twenty-two 
written comments were timely received in response to the notice 
of proposed . The comments are analyzed herein. A 
rege ang pee 10, 1984. Five individuals appeared at 

. Oral comments made at the hearing are also ana- 
Sood baal, “Un coanananeticiegaieedbead oomp at 
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the transcript of the hearing are available for 
Room 12B10, Crystal Gateway II, 1225 

i , Va. 

This notice of rulemaking sets out rules in three areas: 


ic inspection in 
erson Davis Hwy., 


(1) Practice of attorneys and agents before the PTO in patent, 
ss and other non-patent cases §§ 10.2 through 10.19); 
) A PTO Cote. of Professional Responsibility (§§ 10.20 
oxen 10.112); and 
oan Rules governing (a) investigation of possible violations of 
the PTO Code of Professional Responsibility and (b) discipli- 
nary proceedings to reprimand, suspend, or exclude (disbar) 
individuals from practicing before the PTO who, after notice and 
opportunity for a hearing, are found to have violated a discipli- 
nary rule of the PTO Code of Professional Responsibility (§§ 
10.130 through 10.170). 


Familiarity with the advance notice and notice of proposed 
rulemaking is assumed. Changes in the text of the rules published 
for comment in the notice of rulemaking are discussed. 
Comments received in response to the notice of proposed rule- 
making are discussed. Comments not timely received in re- 
sponse to the advance notice are also discussed. 

Tables 1, 2, and 3 are included in this notice to assist readers 
in correlating present rules with the new rules and to find the 
principal source for the new rules. etapa tid nn he y 
or 3 that a section is “new” means that a corresponding section 
does not currently appear in Tile 37 of the Code of Federal 
Regulations. 

Table 1 shows the principal sources of the new rules which 
Ne ee eee 
SS other non-patent 


pre shows the principal sures of the ales forth new 
PTO Code of Professional Responsibil 

oy ee eo po 
disciplinary proceedings. 

ee ees a 
rules are discussed in the S Information of 
advance notice, 49 F.R. 10012-10022, ys adiieeaee 
Information of the notice of proposed rulemaking, 49 F.R. 
33790-23803. 

eee, the PTO has made every effort to 

ize preemption of State control over the practice of law. 

Thus, in § 10.1, second sentence, the new rules provide: 


Nothing in . . . [these rules] shall be construed to preempt the 
authority of each State to maintain control over the practice of 
law, except to the extent necessary for the Patent and Trade- 
mark Office to accomplish its federal objectives. 


This provision of § 10.1 is based on in Sperry v. Florida 
ex rel, Florida Bar, 373 U.S. 379, 402 (1963), and makes clear 
the PTO’s intent to regulate only conduct related or relevant 
to practice before the PTO. 

In an effort to ascertain whether the proposed rules would have 
any-adverse impact on the States, copies of both the advance 
notice of Mar. 16, 1984, and the notice of proposed rulemak- 

ing of Aug. 24, 1984, were sent to Bar Counsel in each State. The 

PTO received responses from Bar Counsel in Ala., Conn., Fia., 

Ga., Md., Miss., Nebr., Tex., and Vt. Comments were 

National 


Alaska Bar Counsel, contrary to other bar counsel filing 
comments, suggested that creation of a PTO Code of Profes- 
sional Responsibility would be “i confusing” to any 
attorney practicing in a State and also before the PTO. The new 
rules, however, do not establish for the first time a PTO Code of 
Professional Responsibility. The current PTO code appears in 37 
CFR §§ 1.344 and 2.12. Sections 1.344 and.2.12 merely incor- 
Py we Aa maple hg cg sme | 
the American Bar Association (1970). The new code more 

ly sets out the standards of conduct relevant to the 

practice of law before the PTO. Alaska Bar Counsel also felt that 
it would be more appropriate if the PTO brought alleged ethics 
- violations by attorneys to local state enforcement authorities. 
This view was not shared by other bar counsel who filed com- 
ments. The statute (35 U.S.C. 32) authorizes the Commissioner 
to administer discipline. The PTO has taken disciplinary action 
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in instances where a State has declined to do so. Moreover, there 


a disciplinary matter to be impartial. 
otherwise. 35 U.S.C. 32 and 5 U.S.C. 500(d). 

Comments were received from the Statewide Grievance 
Committee of Connecticut in response to the advance notice. 
ne 

po pe lite tn: ae 


was published. 

The Florida Bar, ee 
filed comments in response to the notice of 
ing. The Florida Bar commented on $§ 10.1(¢) and 10.23(¢) (3). 
The PTO’s response to the comment appears later in this notice 
under a discussion of § 10.1. 

Se ae eee ae 
filed a response to the advance notice. The response stated, 
among other things: “ Although due to the press of business at the 
Present time I am unable to provide 
correspondence, I will 
after having an opportunity to study the enclosed . . 
notice].” i> Gather tepenen Giezanteed. 

Bar counsel for the Attorney Grievance Commission of 
Maryland filed a response to the advance notice. In his response 
Bar Counsel states in part: 


It does not appear to me that any of the proposed Rules would 
on ay difficulty in the administration of discipline 
within 


Complaint Counsel for Miss. responded to the advance no- 
tice. He stated in part: 


I have not reviewed the proposed Code in comparison with 
the Code of Professional a ee Se In 
general however I can state that adoption of the proposed 
Code would not have an adverse effect upon the function of 
this office. 


a ment nrcgr hy ne pent dle me 
the advance notice and did “not perceive that any problem 
would be created by . . . [the proposed rules] in Tex.” The 
General Counsel did express the thought that the PTO"s use of 
the word “practitioner” instead of “lawyer” would not prevent 

discipline in Tex. based on disciplinary action by the 

. The PTO sees no reason for disagreeing with wits the General 
Counsel. The word “practitioner” is used by the PTO to define 
registered attorneys, , and other attorneys au- 
thorized to practice in and other non-patent cases 
before the PTO under 5 U.S.C. 500(b). 

The Chairman of the Professional Board of Vermont 
responded to the advance notice. He states in part: 


rules which would 
ion of discipli 


lems created vis-a-vis the Code of Professional Responsibil- 
ity in this jurisdiction. 


The President of the peer ae = me gee nee 


notified of PTO 
quires a 


a disciplined attorney to notify all bars of which he or she 
is a member and to file a copy of the notice with the Director of 
Enrollment and Discipline of the PTO. Section 10.159%a) re- 
quires the Director to notify known state bars and appropriate bar 


associations of PTO disciplinary action. In addition, as a matter 
of . the PTO intends to notify the National Discipline Data 
Bank of the American Bar Association. 

Comments were filed in response to the advance notice and 
the notice of proposed rulemaking by the Standing Committee 

on Professional Discipline of the American Bar Association. The 
comments filed in response to the advance notice were analyzed 
in the notice of proposed rulemaking and are not re-analyzed in 
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this notice. In its comments responding to the notice of proposed 
rulemaking the Standing Committee made several helpful sug- 
gestions, some of which are being adopted. A full discussion of 
the PTO rationale for adopting or not adopting a particular 
under analysis of comments later in this 
tanding Committee urged adoption of the 1983 
ABA Model Rules. The PTO is not now adopting the Model 
Rules inter alia because most States have not those 
rules. If a significant number of states adopt the Model Rules, the 
PTO will consider further ts to its Code of Profes- 
sional Responsibility. The Standing Committee suggested 
changes to § 10.23(c) (12) which are being adopted in-part. The 
Standing Committee suggested that notice be given to a practi- 
tioner prior to any meeting of the Committee on Discipline. This 
suggestion is not being adopted. In most instances, a practitioner 
will be able to respond to a notice under 5 U.S.C. 558(c). The 
Committee will have the practitioner’s response at the time of its 
deliberation. The Standing Committee urged that hearings in 
disciplinary matters should be open to the public. Others op- 
posed this position. The PTO is not adopting this suggestion in 
view of 35 U.S.C. 122. Further rationale for not adopting the 
Standing Committee’s suggestion appears later in the notice. 
The Standing Committee urged a change in § 10.149 
to make the burden for proving a disciplinary violation one of 
“clear and convincing evidence.” This suggestion is being 
adopted. The Standing Committee urged that more discovery be 
permitted than was authorized by § 10.152 as proposed. This 
suggestion is being adopted as explained further in this notice. 
The Standing Committee also thought § 10.159 should provide 
for notice to the ABA National Discipline Data Bank when the 
PTO administers discipline. While § 10.159 will not specifically 
mention the Data Bank, a change has been made to permit the 
Director to notify appropriate bar associations. The Data Bank is 
an appropriate bar association. 
Changes in Text: Several changes have been made in the text of 
the new rules from the text of the proposed rules which were 
published for comment in the notice of proposed rulemaking. 
Those changes are discussed below. 

In § 1.8, the new subparagraph will be (xiii). Subparagraph 
(xii) was added when the rules relating to patent interference 
proceedings were amended. See 49 F.R. 48451 (Dec. 12, 1984). 

In the first sentence of § 1.31, the term “agent” has been 
changed to “registered agent” to make clear that only registered 
agents are intended. 

Section 1.33(c) is being amended to delete a reference to 
former §§ 1.341 and 1.347 and to now refer to §§ 10.5 and 10.11. 

Section 1.56(f) and (h) is bein; ~ eer er emma 
to former § 1.346 and to now referred to § 10.18 

In the second sentence of § 10.1, “subpart shall” has been 
changed to “part shall” and “maintain control over” has been 

to “regulate.” In the same sentence, “within its bor- 
ders” has been deleted. 

In § 10. .2(b){ sf,4 (1), “maintain the register” has been 
changed to “maintain the register provided for in § 10.5”. 

In the next-to-the-last sentence ne § 10. 7(b), “examining 
corps” has been changed to “ examining corps”. 

The language “an alien” in § 10.9(b) has been changed to 
read “a resident alien” to make clear that aliens registered under 
Pen or Chee 10.6 must be resident aliens. 

In the first sentence of § 10.14(c), “foreigner” has been 
changed to “foreign attorney or agent”, “registered and in good 
standing” has been changed to “registered or in good stand- 
es “applicants” has been changed to “parties” and “trade- 

mark applications” has been changed to “trademark cases”. 

In § 10.18(a) (1), “the paper has been read” has been 
changed to “the paper has been read by the practitioner”. 

Several changes have been made in § 10.23. 

In § 10.23(c) (4) (iii), “improperly” has been added before 

eg wee 

In § 10.23(c) (5), “on ethical grounds” eon 

first occurrence of “attorney or 


agent” and “ 
disbarment as an atomey or agent” (after “10.6(c)") has been 


«ing 1023), “patent” has been added before “applica- 
tion of en gt per py ey 

sentence: “See §§ 1.604(b) and 1.607(c) of this Subchapter.” 
In § 10.23(c) (8), “Failing to forward” has been changed to 
“Fai to inform a client or former client”; “inability to 
, to” has been changed to “inability to notify”; “client 
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correspondence” has been changed to “client of correspon- 
dence”; “is correspondence which” has been changed to “is 
correspondence of which”; and “under the circumstances 
should be forwarded to the client or former client” has been 
changed to “under the circumstances the client or former client 
should be notified.” 

Section 10.23(c) (12) has been changed to read: “Knowingly 
filing, or causing to be filed, a frivolous complaint alleging a 
violation by a practitioner of the Patent and Trademark Office 
Code of Professional Responsibility.” 

In § 10.23(c) (15), “including” has been changed to “mak- 
ing a” and “matter” has been changed to “statement”. 

In § 10.36(b) (3), the language “in the locality” has been 
deleted. 

The following language has been deleted from § 10.40(c): “, 
and may not withdraw in other matters,”. 

In § 10.62(b), the language “contemplated or pending litiga- 
tion or” has been deleted. 

In § 10.63(a), the language “contemplated or pending litiga- 
tion or” has been deleted. Both occurrences of “trial or” have 
been deleted from § 10.63(a). The language “contemplated or 
pending litigation or” has been deleted from § 10.63(b). 

The following sentence has been added to § 10.64(b): 

“A practitioner may, however, advance any fee required to 
prevent or remedy an abandonment of a client’s application by 
reason of an act or omission attributable to the practitioner and 
not to the elient, whether or not the client is ultimately liable for 
such fee.”-1 In § 10.84(a) (3), “§ 10.85” has been changed to 
“this part”. 

The following sentence has been added to § 10.87(a): 

“Tt is not improper, however, for a practitioner to encourage 
a client to meet with an opposing party for settlement discus- 
sions.” 

an (5) of § 10.89(c) as it appeared in the notice of 

lemaking has been deleted. Subparagraph (6) of § 
10. Sieocohemmanits@eueoctgunaeaateadinetes 
been changed to read: “(5) Engage in undignified or discourte- 
ous conduct before the Office (see § 1.3 of this Subchapter).” 
—— (7) of § 10.89(c) has been redesignated as sub- 


In § 10. 120, the language: 

maintained: (1) in the case of a practitioner whose office is 
located in the United States, the State in which the practitio- 
ner’s office is situated or (2) in the case of a practitioner 
having an office in a foreign country or registered under 
§ 10.6(c) in the United States or the foreign country has been 
changed to read: 

maintained in the United States or, in the case of a practitioner 
having an office in a foreign country or registered under 
§ 10.6(c), in the United States or the foreign country. 


In § 10.131(a), the second sentence has been deleted as being 
unnecessary in view of § 10.132(b). The second sentence of § 
10.131(a) in the notice of proposed rulemaking read: “The 
investigation shall be such as to determine whether there is 
probable cause to believe that a violation of a Disciplinary Rule 
by a practitioner has occurred.” 

In the first sentence of § t0.132(a), the language “that there 
is probable cuase to believe” has been deleted. The Committee 
on Discipline, not the Director, shall determine whether there is 
probable cause to believe that a practitioner has violated a 
Disciplinary Rule. See §§ 10.4(b) and 10.132(b). 

Several c have been made in § 10.133. In the first 
sentence of § 10.133(b), the language “§§ 10.132(b) and 
10.134” has been replaced with “§ 10.134”. The reference to § 
10.132(b) is not necessary. The language “his or her resignation 
by filing” in § 10.133(b) has been deleted as unnecessary. The 
second sentence of § 10.133(b) has been modified to become 
new paragraphs (c) and (d). Paragraph (c) indicates the content 
of an affidavit of resignation filed prior to the date set by the 
administrative law judge (ALJ) for hearing. Paragraph (d) indi- 
cates the content of an affidavit of resignation filed on or after the 
date set by the ALJ for . Paragraph (c) has been redesig- 
nated as new paragraph (e). In addition, the language “para- 
graph (b)” therein has been changed to “paragraphs (b) or (c)”. 
Paragraphs (d) and (e) have been redesignated as new para- 

(f) and (g), respectively 

In § 10.135(a) (2) (i), “Committee on Enrollment” has been 

changed to “Director”. 
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In § 10.149, “a preponderance of” has been changed in both 
instances to “clear and convincing”. 


Several changes have been made to § 10.152 to expand 
discovery. Paragraphs (a) and (b) of § 10. seocaeniitinem 
notice of proposed rulemaking have been redesignated as 
graphs (e) and (f), respectively, and new (a) through 
(d) have been added. New paragraph (a) sets forth discovery 
which is authorized. New paragraph (b) sets forth matter which 
cannot be discovered. Paragraph (c) sets forth factors which an 
ALJ can consider in determining whether to discovery. 
Paragraph (d) requires that a motion be filed which addresses 
— and ly each particular request for discovery. 

In paragraph (e) (formerly paragraph (a)), a new subparagraph 
(3) has been added to specify that the ALJ may require the parties 
to set out in a pre ing statement information related to expert 
witnesses. Old subparagraphs (3) and (4) have been redesig- 
nated as new subparagraphs (4) and (5), respectively. 

In § 10. 154(b), anew subparagraph (5) has been added which 
states: “(5) any extenuating circumstances.” 

In § 10.155(a), both occurrences of “on the respondent” 
have been deleted. 

Several changes have been made to § 10.158. In § 10.158(b) 
(1), after “all clients of the practitioner” the following has been 
added “for whom he or she is ing matters before the 
Office”. In § 10.158(b) (2), “client’s active case files” has been 
changed to “client’s active Office case files”. In § 10.158(c), 
changes have been made to make paragraph (c) applicable to 
corporate patent departments and to prohibit a suspended or 
excluded practitioner from meeting in person or in the presence 
of another practitioner with an official of the PTO in connection 
with the prosecution of a patent, trademark, or other case. 

pet mer a, mete a mene 10.159(a): “and 
any appropriate bar associations,” 

Several changes have been made in § 10.160(c). “A practi- 
tioner has been or excluded” has been changed to 
an individual who has resi under § 10.133 or who has 


resigned 
been suspended or excluded”. The language “if the Director is 
satisfied” has been changed to “when the individual makes a 
language “ 


lyzed. ee eee PN pee 
and others have been rejected. A detailed analysis of the timely 
received comments follows. Several comments were not timely 
received by July 9, 1984, in 

proposed rulemaking of 


herein. 
em ae a cnt ee 
rules purport to regulate attorney conduct beyond ey | 
eee ee 
is not, and has never been, the 
conduct except to the extent necessary for the 


to the practice of patent, trademark, or other law before the PTO 
is what the PTO seeks to regulate. The preamble of § 10.1 
indicates that Subpart 10 governs solely the practice of patent, 
trademark, and other law before the PTO. As noted in the 
preamble to § 10.1, Bh ne pe ee te ee te oe 
to preempt the authority of each State to regulate 
law, except to the extent necessary for forthe Patent and rademart. 
Office to accomplish its federal objecti 
Florida ex rel. Florida Bar, 373 U.S. 379, 402 (1963). Stee 
Michigan Canners and Freezers Ass’ n. v. Agricultural Market- 
ing and Bargaining Board, 104 S. Ct. 2518, 2523 (1984) (State 
Law is preempted when it'stands as an obstacle to the accom- 
and execution of the full purposes and objectives of 
Congress) and Fidelity F ederal Savings and Loan Ass'n. v.de la 
Cuesta, 102 S. Ct. 3014, 3022 (1982) ~~ _rmpnamaacs 
less federal statutes 


Florida Bar noted that in the notice of 
PTO indicated “that failure to pay State bar dues is not a basis for 
ae ee 
lationship to the federal objectives which the 
49 F.R. 33795, column 1, third full 
The Florida Bar that “the loss of good 
[should] be of concern to the PTO.” The PTO agrees in 
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the PTO to regulate 
of federal objectives. Thus, only that conduct whichisrelevant - 
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part. Suspension from a State bar for failure to pay dues will not 
be viewed by the PTO as “misconduct.” See § 10.23(c) (5), 
which has been changed to define misconduct as suspension or 
disbarment on ethical grounds. If an attorney is suspended by his 
or her State bar for failure to pay bar dues, and for that reason is 
no longer in good standing before the State bar, that attorney is 
no longer an attorney within the of § 10.1(c). An 

from his or her State bar for failure to pay bar 
dues would no longer be eligible to represent individuals before 
the PTO in trademark and other non-patent cases. 

One commentator that the second sentence of 
§ 10.1 be changed to : “Nothing in this subpart shall be 
construed to preempt the authority of each State to 

ice of law, except to the extent necessary for the 
rademark Office to accomplish its federal objectives.” The 
suggestion is being adopted. The commentator noted that as 


cablelaw 35US.C. 32 and Local Rule 1- of the district court) 
for review on the record made in the PTO. See also 
Camp v. Pitts, {ro 411 U.S. 138 (1973). Hence, there is no 


. The 
Ne ee ee 
See enemies Genes the 
yg ae ce Nt 


occasion e dius disciplinary mates wih fhe SOHOr or 


The following discussion in he Attorney 
on the Administrative Procedure 
re amt Am lh 


to the issues raised 


General’ s Manual 

ase in op 5758 (1947), com- 

S bg is believed 
the comments: 


Assuming that an agency will in many cases wish to consult 
with certain of its staff members, it may in one of two 
ways. It may in a particular case with staff members 
who in fact have not performed investigative or prosecuting 
functions in that or a related case. In the alternative, 
the agency may find it feasible so to organize its staff assign- 
ments that the staff members whom it most frequently desires 
to consult will be free of all investigative and prosecuting 
functions. 
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ese ee * 


[I}f the agency so organizes its staff that the general counsel 
is not responsible for the investigative and prosecuting func- 
tions, he would be regularly available to the agency for 
consultation on the decision of cases.* 


Several commentators suggested that members of the public 
or the PTO bar should be members of the Committee on Disci- 
pline. This suggestion is not being adopted. As noted in the 
notice of proposed rulemaking (49 F.R. 33793, column 2, last 
paragr&Ph), there are two reasons for not adopting the sugges- 
tion. Use of individuals outside the PTO is made difficult by 35 
U.S.C. 122. Administrative delays would take place because it 
would be more difficult to schedule meetings. 

One commentator suggested that the language “at least” in 
the phrase “at least three employees of the Office” should be 
deleted from the second sentence of § 10.4(a). This suggestion 
is not being adopted. The “at least” language will permit the 
Commissioner to appoint alternate members to substitute for a 
member who may be disqualified or who may be unavailable for 
an extended period. 

Section 10.10 provides that only practitioners who are regis- 
tered under § 10.6 or individuals given limited recognition under 
§ 10.9 will be permitted to prosecute patent applications of others 
before the PTO. One comment was received which noted that the 
rules do not address the “status” of (a) “an individual in a 
training program directed to the preparation and prosecution of 
applications for patent” or (b) “a long-time employee working 
within a patent organization in the area of preparation and 
prosecution of applications for patent, but has never become 
registered to practice as either a Patent Agent or Patent Attor- 
ney.” The commentator suggested that the rules should state 
what such individuals or employees may do. The suggestion is 
not being adopted. Only registered practitioners (attorneys and 
agents) may practice patent law before the PTO. The commen- 
tator also suggested that the rules should provide that long-time 
corporate or government employees who have never been reg- 
istered should be given limited recognition by the PTO. This 
suggestion is not being adopted. Limited recognition will be 
given only on a case-by-case basis. See § 10.9. 

One comment suggested that “applicants” and “trademark 
applications” in the first sentence of § 10.14(c) rendered it 
unclear whether an individual authorized to practice before the 
PTO in trademark cases could prosecute post-registration cases, 
such as a cancellation proceeding. The rule has been clarified by 
changing “applicants” to “parties” and “trademark applica- 
tions” to “trademark cases”. An individual authorized to repre- 
sent others under § 10.14 is authorized to appear in any trade- 
mark case. 

Several comments were received discussing § 10.18. One 
comment made at the hearing suggested that the rule should 
specify who should read the paper being signed. The commen- 
tator stated: “I think it would be salutary if what you really mean 
is that the practitioner who signs it has read it.” The suggestion 
is being adopted and the language of § 10.18(a) (1) has been 
changed from “the paper has been read” to “the paper has been 
read by the practitioner”. 


Two individuals commented that requiring the signature of a 
practitioner would eliminate the “custom” of having an associ- 


ate sign the name of a principal attorney on a paper which the 
principal authorizes the associate to file. Section 10.18 requires 
that the practitioner signing the paper sign his or her own name. 
The rule would permit associate attorney John Smith to sign on 
behalf of principal attorney David Jones by signing the paper as 
follows: “David Jones by John Smith.” The rule would not 
permit Smith to merely sign Jones’ name or to sign “David Jones 
by JS.” The rule does not authorize a non-practitioner (e.g., a 
para-legal or secretary) to sign a paper on behalf of a practitioner. 
One comment asked the following: 


Assume an inventor is under Final Rejection and the 

period for proper response is near at hand. The attorney 

is now instructed to “keep the case alive” until a CIP 

"The general counsel's participation in rule making and in court litigation would 

be entirely compatible with his role in advising the agency in the decision of 
adjudicatory cases subject to section 5(c). 
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[continuation-in-part] is prepared and filed. For reasons 
outside the control of the attorney, the CIP cannot be 
filed in time. Assume now the attorney files a Notice of 
Appeal, never intending to prosecute the appeal, intend- 
ing only to buy time until the CIP can be filed. Would the 
filing of the Notice of Appeal violate Rule 10.18 and 
subject the attorney to PTO disciplinary action? 


A notice of appeal is a proper response to a final rejection. 
Accordingly, it would not appear under the circumstances out- 
lined that the notice of appeal was “interposed for delay” within 
the meaning of § 10.18(a) (4). 

Three comments were received discussing § 10.22. One 
comment suggested that modifiers, such as “knowingly” and 
“willfully” be inserted in paragraphs (a) and (b) of § 10.22. The 
suggestion is not being adopted. A “materially false statement,” 
a failure “to disclose a material fact,” or furthering the applica- 
tion of another “known . . . to be unqualified” constitute acts 
which cannot be characterized as innocent. Accordingly, there is 
no need to insert the “modifiers” in the text of the rule. Another 
commentator suggested that the provisions of § 10.22 are not 
relevant to the federal objectives of the PTO. The PTO 
disagrees. Practitioners who (1) fail to tell the truth, (2) fail to 
reveal material information or (3) knowingly further the applica- 
tion of an unqualified individual to a bar, demonstrate that they 
are “disreputable” within the meaning of 35 U.S.C. 32. A third 
commentator suggested that § 10.22(b) is too broad because a 
practitioner could recommend an individual for membership in 
a bar and the individual might fail to pass the bar examination. 
Unless a practitioner has good reason to know that the individual 
will fail to pass a bar examination, it is not apparent how the 
practitioner's recommendation could amount to a violation of 
the PTO Code of Professional Responsibility. 

Numerous comments were received discussing § 10.23. One 
comment suggested that § 10.23(c) (8) be changed to require 
notification of aclient rather than requiring correspondence to be 
forwarded. This suggestion has been adopted by making appro- 
priate changes to § 10.23(c) (8). 

A suggestion was made to delete the reference to $5000 in § 
10.23(c) (17). This suggestion is not being . See the 
discussion in the advance notice, 49 F.R. 10016, column 1. 

A suggestion was made that § 10.23(c) (5) has “a built-in 

inequity as regards different patent attorneys in different states.” 
According to the commentator, a practitioner suspended for an 
act by Ohio might not be suspended for the same act by New 
York. The commentator reasons it would be unfair for the Office 
to suspend the Ohio practitioner, but not the New York practitio- 
ner. The commentator’s concern is not warranted in view of the 
second sentence of § 10.1. 
Another commentator noted that § 10.23(a) (3) “points up the 
difficulty of superimposing . . . [a] set of rules on of the various 
local jurisdictions.” Here again, the commentator’s concern is 
not believed warranted in view of the second sentence of § 10.1. 
Another commentator noted that “moral turpitude” is hard to 
define. It was suggested that possession of marijuana is regarded 
as a crime involving moral turpitude in some states where a 99- 
year sentence may be received. It was suggested that in other 
states possession of marijuana might result in “a slap on the 
wrist.” If a practitioner is incarcerated for a crime in a state, it 
follows that the practitioner is not capable of representing indi- 
viduals before the Office. This is true even if the same practitio- 
ner would not have been incarcerated in another state for the 
same act. 

The Florida Bar raised a question concerning § 10.23(c) (5) 
which is answered under the discussion above of § 10.1. Section 
10.23(c) (5) has been changed to make suspension or disbarment 
“on ethical grounds” a basis for suspension or disbarment by the 
Office. “Ethical grounds” would include incompetence, but 
wouid not include failure to pay State bar dues. 

One comment suggested that “disreputable” and “gross 
misconduct” in § 10.23(a) be defined. The terms “disrepu- 
table” and “gross misconduct” appear in 35 U.S.C. 32 and need 
no further definition in the rules. For a discussion of “disrepu- 
table,” see Poole v. United States, 54 A.F.T.R. 2d (P-H) 84-5536 
(D.D.C. June 29, 1984). 

Several comments suggested that the Model Rules of Profes- 
sional Conduct of the American Bar Association (1983) be 
adopted in place of § 10.23. Adoption of the Model Rules was 
given consideration prior to publication of the advance notice 
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and the notice of proposed rulemaking. The matter has been 
considered again. However, it has not been demonstrated to the 
Office that a large number of states have adopted the Model 
Rules. As noted in the notice of proposed rulemaking, at least Va. 
has rejected the Model Rules. Accordingly, the will not, at 
this time, adopt the Model Rules. If a number of states adopt 
the Model Rules in the future, the would be willing to 
reconsider its position. 

One comment suggested that “before the Office” be inserted 
after the word “conduct” in § 10.23(b) (4), (5), and (6). This 
suggestion is not being adopted in view of the second sentence 
of § 10.1. 

A suggestion was received that “im ly” be inserted at 
the beginning of § 10.23(c) (4) (iii). This suggestion has been 
adopted 


A suggestion was received that the word “patent” be inserted 
before “application” in § 10.23(c) (7). This suggestion has been 
adopted. 


A suggestion was received that § 10. ea 
that a trademark practitioner could present potentially scandal- 
pe pent mye epee apy er 
merits of registrability. See e.g., In re McGinley, 660 F.2d 481, 
211 USPQ 668 (CCPA 1981). Section 10.23(c) (15) has been 
changed to refer only “making a scandalous or indecent state- 
ment in a paper filed in the Office.” 

Several individuals suggested that it may be difficult to 
— the identity of tunder § 10.23(c)(8), particularly in 

patent departments. The PTO will presume that prac- 
danas know the identities of their clients and that information 
conveyed to the client is being conveyed in a manner acceptable 
to the client. 

Section 10.23(c)(12) has been changed in 
ments which suggested that it would be difficult for 
to comply with § 10.23(c)(12) on the one hand and 
10.131 on the other hand. The purpose of 
10.23(c)(12) is to eliminate a frivolous against prac- 
titioners. Accordingly, § 10.23(c)(12) has been eet to 
define as misconduct “ y filing, or causing to be filed, 
a frivolous complaint alleging a violation by a practitioner of the 
Patent and Trademark Office Code of Professional Responsibil- 
ity.” 

Several individuals criticized § 10.24. The isions of 
§ 10.24 are derived from DR 1-103 of the Code of Professional 
Responsibility of the American Bar Association (1970)—the rule 
currently applicable to practitioners. See 37 CFR §§ 1.344 and 
2.13. The PTO is not aware that the current rule causes any 
problems. Accordingly, the numerous suggestions to delete or 
amend § 10.24 are not being adopted. 

One comment was received which suggested that charging 
another person with trademark i ee 
the person withdraw a pending application “ be . 
interpreted as a violation” of § 10.31(a). The PTO disagrees. A 
reasonable interpretation of the rule does not justify the unrea- 
sonable construction by the commentator. 

At the hearing, an individual discussed § 10.32. The individ- 
ual su that three “practices” should be sanctioned under 
any PTO Code of Professional Responsibility and it was sug- 
gested that all three practices might be prohibited by § 10.32. 
First, the individual suggested that “the giving of moderately 
priced presents . te mae Prag occa- 
sions— Christmas, weddings of the: ” should not 
constitute a violation of § 10.32. The PTO agrees. The giving of 
a gift to an “established client” on the occasions suggested is not 
a gift “to a person for the practitioner’s 
services.” Second, the individual suggested that a practitioner 
should not be prohibited from “paying for ordinary client enter- 
tainment.” The PTO agrees. Again the “client” is not “a person 
recommending the practitioner’s services” in return for being 
entertained. Third, the individual argued that the rules should not 
preclude an “exchange of cases with foreign practitioners.” An 

“exchange” was said to occur “[w] here a foreign patent 
practitioner in his country sends cases to an American patent or 
trademark practitioner to prosecute before the PTO, and you 
office, onthe more orless explicit basis that t's something in the 
office, on the more or less explicit basis that it’s 
nature of a trade.” to the individual, the “ 
caiuanclly thee plus sites taowtedgs of Go quatiias’s 
client. The individual expressed the opinion that ~~ + 
without knowledge of the client presently occur routinely 


to com- 

-4 
10.24 and 
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PTO believes that the suggested 
place only when the ease 
exchange. Three witnesses 
view—correctly the PTO 
sential to an ethical alae en 
——s 10.32 is being made. 
was received that “in matters before the Of- 
fice” be inserted after “professional employment” in 
10.33. The suggestion is not being adopted in view of the second 
sentence of § 10.1. Another comment suggested that Rule 7.3 of 
stuo att tank Udo camadinnts ensbeketatons din 


place of § 10.33. Lye mer etn 
10.33 is based partly 73, vat conttias 
language “under circumstances evi 


undue 
intimidation, or ” Section 10.33 is designed to 
prohibit so-called “ambulance ” In Ohralik v. Ohio 
State Bar Ass’ n., 436 U.S. 447 (1978), the Supreme Court held 
that a state could lawfully regulate ambulance chasing. In its 
opinion, the Supreme Court said: 


We need not discuss or evaluate each of these interests in 
detail as appellant has conceded that the State has a legitimate 
and indeed “compelling” interest in preventing those as- 
pects of solicitation that involve fraud, undue influence, 
intimidation, overreaching, and other forms of ‘vexatious 
conduct.” a ee 
ee important state 


Aditional 
influence, 


436 U.S. at 462. The additional poeeee sss 
designed to lands the applicesion of 1 .33 to those situations 
which the PTO has a legitimate interest. See also 35 U.S.C. 32 
and § 10.31(a). 

A suggestion was received that § 10.35(b) should be deleted. 
According to the suggestion, Ba pmprertiie! ene o 
business arrangements should be left to state regulation.” While 


regulation by any . the 
suggested or shown that § 10.35(b) is inconsistent with the policy 
Practitioners 


of any state. should not be free to hold themselves 
out as being associated with a or other organizations 
when an association does not in fact exist. 

One comment that “in the locality” be deleted 
from § 10.36(b\(3). is suggestion is being because 


suggested that 
and (2) from § 10.37(a). This sugges- 
adopted. individual suggested that a client 
need not know that “employment” has been referred to another 
ee ee ae The PTO disagrees and 
so did three other individuals who a view at the 
hearing. Moreover, the PTO believes that when “farming out” 
occurs with the consent of a client, that the fee division should be 
Proportional to the services rendered. Under § 10.37, “farming 
out eee 2 oe vee 
constitute a disciplinary rule violation. 


numerous claims to the effect that brought a 
oe cane ee Or ee ee 


oe ree 10.39 continues existing 
Garces 344 and DR 2-109 of the ABA Code (1970)). 
eeeh ee ote the PTO has not “numerous 

, there is no reason to expect such claims 


Oe 6 A oe oe S 
a practitioner 


under 10.38 
A suggestion was received that the first sentence of § 10.40(a) 
be changed to read: “A practitioner may withdraw from employ- 
ment in a proceeding before the Office without permission from 
05 Cag Ss Cae nS Se 
Sean aiead cal > inet aaa, This 
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senting the “old” corporation or the old corporation should 
revoke any power of attorney. 

One comment suggested that the PTO should be under a 
burden of deciding requests for permission to withdraw within 
thirty (30) days. This suggestion is not being adopted, but it is and 
will continue to be PTO policy to promptly decide requests for 
permission to withdraw. 

One comment su; that “, and may not withdraw in 
other matters,” be deleted from § 10.40(c). This suggestion has 
been adopted. 

One comment asked whether a power of attorney given 
during prosecution of a patent application continues to be viable 
after the patent is issued. The answer is “yes.” Communications 
received during reexamination proceedings are sent to the corre- 
spondence address established during prosecution of the appli- 
cation which matures into the patent being reexamined. See 37 
CFR § 1.525. Notices concerning maintenance fees likewise are 
mailed to the correspondence address. See 37 CFR § 1.363, 49 
F.R. 34725 (Aug. 31, 1984). The commentator also raised a 
question of who is the client when a case is filed on behalf of an 
individual, but the individual’s assignee pays the practitioner’s 
bills. Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes to 
make that fact plain on the record of a patent application, the 
practitioner may file an assignment and a power of attorney 
signed by the assignee. If a dispute should then occur between 
the individual and the assignee, the record would be clear that the 
assignee is the client. 

A comment suggested that § 10.40(a) “would appear to be 
unreasonable” in view of the language “giving due notice to 
another practitioner.” Such language does not appear in 
§ 10.40(a). 

An oral comment was received by phone which questioned 
whether the use of para-legals or apprentices by a practitioner 
constitutes the unauthorized practice of law. If a para-legal or 
apprentice works under the direction of a practitioner and the 
practitioner does not allow the para-legal or apprentice to hold 
themselves out as a practitioner, there is no unauthorized prac- 
tice of law problem within the meaning of § 10.47. 

One comment discussing § 10.49 made the following state- 
ment: 


. if the intent of this section is to prohibit a practitioner 
from forming a partnership with a lawyer who, while in good 
standing with his State bar, does not qualify to practice before 
the Office (either because he has not taken the patent exami- 
nation or is not qualified to handle trademark matters), then it 
should be stricken.” 


As explained in the notice of proposed rulemaking (49 F.R. 
33797, column 3), the PTO does not intend to prohibit formation 
of law firms by members of the Bar of any state. 

One comment suggested that “in matters before the Office” 
should be inserted after “employment” in § 10.62(a). This 
tio. is not being adopted in view of the second sentence 
of § 10.1. 

Another comment suggested that §§ 10.62 and 10.63 be 
replaced with Rule 3.7(b) of the Model Rules of Professional 
Conduct of the ABA (1983). For reasons already discussed, the 
PTO is not adopting the Model Rules. The comment went on to 
suggest that practitioners would not be free testify concerning 
attorney diligence in patent interference cases. The PTO has 
made it plain twice that it disagrees. See the advance notice (49 
F.R. 10016, column 3 (Mar. 16, 1984)) and the notice of pro- 
posed rulemaking (49 F.R. 33797, column 3, last paragraph 
(Aug. 24, 1984)). 

Acomment suggested that language in §§ 10.62 and 10.63 is 
not clear. Specifically, the commentator referred to “solely to an 
uncontested matter” or “solely to a matter of formality.” This 
language occurs in the current rules and has not caused any 
known difficulty. 

Two comments were received which suggested that 
§ 10.64(b) should permit practitioners to pay fees which right- 
fully should be paid by a practitioner. This suggestion is being 
adopted and the following sentence has been added to 


§ 10.64(b): “A practitioner may, however, advance any fee 
required to prevent or remedy an abandonment of a client’s 
application by reason of an act or omission attributable to the 
practitioner and not to the client, whether or not the client is 
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ultimately liable for such fee.” One of the commentators sup- 
plied the following rationale with which the PTO agrees: 


It sometimes happens that payment of a fee is necessitated by 
some act or omission for which the practitioner and not the 
client is responsible. One example is a fee for an extension of 
time to to an Office Action (see 37 C.F.R. § 1.17 and 
§ 1.136), where the delay has resulted from the practitioner’s 
workload for other clients, or from the practitioner’s absence 
from his or her office for purposes unrelated to the client's 
business. Another example is a petition fee for revival of an 
application unintentionally abandoned through some inad- 
vertent oversight on the practitioner’s part. In these circum- 
stances, it would seem unjust to require the client to bear the 
cost of the fee. 


One comment suggested that § 10.65 should be amended to 
indicate that it relates only to matters before the PTO. This 
suggestion is not being adopted in view of the second sentence 
of § 10.1. 

Another comment suggested that § 10.65(a) “may limit a 
practitioner serving on the board of directors of a client.” The 
commentator went on to say that practitioners serving on boards 
of directors is a common practice. Inasmuch as the client con- 
sents to practitioner serving on the board, it is believed that § 
10.65 does not limit a practitioner as suggested by the commen- 
tator. 

One comment was received which suggested that § 10.66(d) 
be changed to exclude corporate patent departments. According 
to the comment, “why should an entire corporate patent depart- 
ment have to withdraw if one of its members has to withdraw for 
disciplinary reasons?” In situations where it would not be 

ropriate for an entire firm or department to withdraw, § 
10.66(d) permits the Commissioner or the Director to so order. 
See e.g., Sunkist Growers, Inc. v. The Benjamin Ansehl Co., 221 
USPQ 1077 (Comm’r.Pat. 1984). Another comment suggested 
that § 10.66 should be amended to indicate that it relates only to 
matters before the PTO. This suggestion is not being adopted in 
view of the second sentence of § 10.1. 

One comment was received which suggested that § 10.67 be 
amended to indicate that it relates only to matters before the PTO. 
This suggestion is not being adopted in view of the second 
sentence of § 10.1. 

A comment was received which suggested that § 10.68(c) 
might be construed to preclude a practitioner from joining a law 
firm where attorneys who are not registered to practice before the 
PTO “are in control,” i.e., are the “senior” partners. The 
definition of practitioner (see § 10.1(r)) precludes such a con- 
struction, because any attorney in good standing in any State is 
a practitioner. Another comment suggested that § 10.68 be 
amended to indicate that it relates only to matters before the PTO. 
This suggestion is not being adopted in view of the second 
sentence of § 10.1. 

One comment was made at the hearing which suggested that 
modifiers, such as “knowingly, willfully, intentionally,” be 
inserted in § 10.77. This suggestion is not being adopted. The 
PTO believes § 10.77 states clearly the prohibited conduct. 

A comment was received which suggested that §§ 10.77, 
10.78, and 10.84 be amended to indicate that they refer only to 
matters before the PTO. This suggestion is not being adopted in 
view of the second sentence of § 10.1. 

One comment suggested that the term “unwarranted” in 
§ 10.85(a) (2) is “too vague as to its limits.” The PTO disagrees. 
Contrary to the suggestion by the commentator, it is believed that 
practitioners can readily determine whether they are advocating 
a position that is unwarranted under existing law. 

Acomment was received which suggested that § 10.85(b) can 
place a difficult burden on patent counsel. In support of his 
position, the commentator gave two examples and commented 
on both examples as follows: 


Example 1: 

A client engages a patent attorney in the preparation of a 
patent application, and the patent attorney goes through the usual 
routine of advising the client of statutory bars, duty to disclose, 
etc. The attorney prepares and files the application, and during 
the course of the prosecution, the client informs the attorney of 
some activities that occurred a couple of years before filing the 
application, which activities might constitute an offer for sale. 
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The attorney advises that this must be disclosed to the Patent 


gages another attorney to complete the prosecution, | 
telling the new attorney of the potentially damaging prior art. 
Comment: 

In accordance with my interpretation of § 10.85(b), the first 
attorney would be required to disclose this situation to the Office, 
unless the term a fraud” as it appears in that rule 
does not include the deliberate failure to disclose relevant prior 
ee ee ee eee eee 

with the client who might not understand the 
ae *s duty of disclosure before the Office. 
Example 2: 

A rather poor inventor has managed to drum ap enough 
money for the filing fee for a patent application and then pro- 
ceeds to prepare and file his own patent application, without the 
assistance of a patent attorney. After a few months, the inventor 
obtains some financing from an investor, and the inventor and 
the investor consult a ee Oe 
continue with the prosecution of the application. The attorney 
reviews the fact pattern and informs both the inventor and the 
investor that there is unquestionably some prior art, in the form 
of an earlier publication by the inventor, which must be disclosed 
before the Office. When the inventor and the investor find that 
the attorney intends to disclose this prior art as soon as he is 
engaged as their attorney, the inventor and the investor tell the 
attorney that they would rather engage the services of some other 
patent attorney, and that they will not tell the second attorney of 
the prior art. 

Comment: 

As I would interpret § 10.85 (b), the first patent attorney 
would be obliged to inform the Office of the relevant prior art. 
The first patent attorney would likely have the serial number and 
filing date of the application, and it would appear to me that the 
patent attorney would have to disclose not only the prior art, but 
also disclose the intent of the inventor and the investor not to 
disclose the same. This is pretty harsh treatment, and I can see 
where the inventor and the investor would have some very hard 
feelings against the patent attorney. 


The PTO agrees that under the circumstances of Example 1, 
a “client . . . might not understand the attorney’s duty of 
disclosure . . . “ Likewise, the PTO can understand “where the 
inventor and the investor [in Example 2] would have some very 
hard feelings against the patent attorney.” Nevertheless, the 
Ee ee 
ner is required to advise the PTO. The practitioner’s 
under § 10.85(b) has not been by the rules and is 
mandated by Kingsland v. Dorsey, 338 U.S. 318 (1949). See also 
Nahstoll, The Lawyer’ s Allegiance : Priorities Regarding Confi- 
dentiality, 41 Wash. & Lee L. Rev. 421 (1984). 

A comment was received which suggested that § 10.85 be 
amended to indicate that it pertains only to matters before the 
PTO. The suggestion is not being adopted in view of the second 
sentence of § 10.1. 

Two comments were received which suggested that 
§ 10.87(a) could be construed to prohibit a practitioner from rec- 
ommending that a client meet with an opposing party for settle~ 
ment discussions. Both comments suggested that § 
10.87(a) be amended to permit a practitioner to recommend that 
aclient engage in settlement discussions directly with an oppos- 
ing party. The suggestion is adopted and the folleving 
sentence has been added to § 10.87(a): “It is not improper, 
however, patty ae ae Ta i se 
opposing party for settlement discuss 

A suggestion was made that § 10.87 be amended to indicate 
that it pertains only to matters before the PTO. The suggestion is 
not being adopted in view of the second sentence of § 10.1. 

One comment suggested that § 10.89(c) (5) be “eliminated 
on the grounds of vagueness” because one cannot “be expected 
sesctian The sattpetion io Uiang adopted Sebpumgeanh tiat 
one Pdr sae + ggestion is being adopted. D8 pet 

c)is ing redesi “in unignified or 
been c to read: “ 
conduct Before tho Office’ tos § 13'el thio Sebchapeerh” 
a (7) has been redesignated as subparagraph (6). 
Another comment discussing § 10.89 asked “since when 
must counsel cite to the Examiner in ex parte proceedings cases 
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known to be directly adverse to the position being advocated?” 
Counsel are expected to advise patent and trademark examiners 
of known authority which is contrary to a position 
being advocated. It is important for counsel to do so in ex parte 
cases because there is no advocate taking a position contrary to 
Se ete Re oe ee ae eee 
Pacific Ti Co. v. Public Utilities Commission of the 
State of Calif, 716 F.2d 1285, 1291 (9th Cir. 1983). 

A commentator contended that § 10.89(a) “makes no sense” 
because a decision of the PTO may have been overruled by the 
Federal Circuit. Section 10.89%) is limited to “a decision of the 

” Practitioners are 
orders entered in PTO proceed- 
ings. Obviously if such an order is ultimately overruled or 
reversed by a court, it no need be followed. The same 
ee ees wna ee 

Specifically, the commentator indicated that practitioners often 
pan a gee yer ye he 
specification and art are evidence, not the “practitioner's 

» ar kavwtoden.” 


One commentator suggested that §§ 10.92 and 10.93 be 
amended to indicate that they relate solely to matters before the 
PTO. This suggestion is not being adopted in view of the second 
sentence of § 10.1. 

A commentator at the hearing suggested that § 10.93 be 
ee discuss procedural matters 
or members of the Board of Patent 
Insorferences or fs Trademark Trial and Board. In view 
of Public Law 98-622, November 8, 1984, the Board of Patent 
a ee 
interference cases will be transfered to the Board of 
Appeals and Interferences and will be assigned to an examiner- 


One sommentator suggested tat 10 101, a 
and 10.111 be amended to indicate that they refer only to 
proceedings in the PTO. The suggestion is not being adopted in 
view of the second sentence of § 10.1. 

One comment suggested that practitioners residing in the 
United States should be able to maintain trust funds in a bank in 
any State. par ene ae wt thee 
been changed to i the suggestion. However, if a State 
bar requires funds to be kept in a bank within the State, a 

iti would be requi ony ae tee a | 
in order to ly with rules. Another comment 
that § 10.112(c)(2) is not practical. According to the commenta- 
tor, “invention samples and invention disclosures and 
are the client’s property, but keeping them in 
Seaton is totally impractical.” Thocnmmeatstetqustoats 
that portion of §10.1126)2) which reads “in a safe deposit box 
or other place of ..” A client may consent to a 
invention 


practitioner 
i anemia 
course, should soe wok thatthe office is maintained with appeo- 
priate security. 
An individual testified at the hearing that § 10.112 is not clear. 
the i 


“memeartaes —— “a bill to the client.” 

,no to § 10.11 is necessary. 

“Guan reed that the PTO rules 
——— 
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specifies that any practitioner shown to be “incompetent” may 
be suspended or excluded. The commentator at the hearing 
referred to an individual “who has a drinking probiem or one 
who is mentally incapable of ing people before the . . 
. Office.” The statute (35 U.S.C. 32) and the rules address such 
an individual. As noted in the advance notice, the PTO has 
declined to adopt the suggestion appearing in Manson, Helping 
Who Need Help (But Won't Ask for It!), 25 Va. Bar News 

27 (June 1977). See 49 F.R. 10017, column 1 (Mar. 16, 1984). If 
an individual is suspended due to a drinking problem, reinstate- 
ment (see § 10.160) may be conditioned on a clear and convinc- 
ing showing that the drinking problem has been overcome. 

One individual testified at the hearing that a “statute of 
limitations” should be inserted in § 10.131. This suggestion is 
not being adopted. As the individual noted during testimony, 
statues of limitations do not apply in disciplinary proceedings. 

A suggestion was received that § 10.132 be changed to 
expressly provide that: 


No disposition adverse to the respondent shall be recom- 
mended by the Director until the respondent shall have been 
afforded the opportunity to be heard. 


This suggestion is not being adopted. Section 10.132(a) 

rg: that, where necessary, the Director shall comply with 5 

S.C. 558(c) prior to calling a aT of the Committee on 
Discipline. The relevant portion of 5 U.S.C. 558(c) provides: 


Except in cases of willfulness or those in which public 
health, interest, or safety required otherwise, the with- 
drawal, s ion, revocation, or annulment of a license is 
lawful only if, before the institution of agency proceedings 
therefor, the license has been given; 


(1) notice by the agency in writing of the facts or conduct 
which may warrant the action; and 
(2) opportunity to demonstrate or achieve compliance 


with all lawful requirements. 


Where appropriate, a notice under § 588(c) will be issued 
prior to the time the Director takes a case to the Committee on 
Discipline. Any reply to the § 558 (c) notice will be reviewed by 
the Director and the Committee on Discipline prior to deciding 
whether a complaint should be filed. 

Another suggestion was received which indicated that 
§ 10.132(c) should be changed so that the “accused practitioner 

. . [would] have the right to select an administrative law judge 
from a panel of such judges, such panel including the names of 
at least two law judges.” This suggestion is not being adopted. 
No rationale was given in support of the suggestion and there is 
no known reason to permit a respondent to select the particular 
administrative law judge (ALJ) to be assigned to hear the prac- 
titioner’s case. 

Several changes have been made in § 10.133 by the PTO 
which are not in res to any comment or suggestion. The 
language “§§ 10.132(b) and 10.134” in the first sentence of § 
10.133(b) has been changed to § 10.134". This change was made 
because a reference to § 10.132(b) is not necessary. The lan- 
guage “his or her resignation by filing” in the first sentence of 
§ 10.133(b) has also been deleted as . The second 
sentence of paragraph (b) of § 10.133 has been replaced by new 
a (c) and (d). New paragraph (c) specifies the content 
of idavit of resignation filed prior to the date set by the ALJ 
for a hearing. New paragraph (d) specifies the content of an 
affidavit of resignation filed on or after the date set by the ALJ for 
a hearing. Old paragraph (c) has been redesignated as new 
paragraph (e) and the language “paragraph (b)” therein has 

been changed to read “paragraphs (b) and (c)”. Old paragraphs 
(d) and (e) have been redesignated as new paragraphs (f) and (g), 
respectively. 

New paragraph (c) of § 10.133 has been added to define the 
conditions under which a practitioner may resign prior to the date 
set by the ALJ for a hearing. Experience has shown that practi- 
tioners do not readily resign prior to hearing if they are required 
to admit the charges against them and/or are required to admit 
that they could not have been defended against the charges or the 
subject of an investigation. Paragraph (c) does rot require a 
practitioner to admit the charges or any lack of defense at the time 
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of resignation. Rather, under § 10.133(c)(5), any admission is 
operative at the time of a request for reinstatement and only for 
the limited purpose of determining the request for reinstatement. 
By deferring the time when the practitioner makes the admis- 
sions, it is believed that settlements are more likely. Once a 
hearing begins, however, there is no reason to permit a resigna- 
tion without admission of the facts and a lack of defense. The 
admissions of paragraph (c)(5) are relevant in determining 
whether reinstatement should be granted and whether sufficient 
time has passed between resignation and any application for 
reinstatement. 

One comment was made at the hearing which suggested that 
“if, in fact there is a real stalemate in a settlement discussion, that 
there be some avenue so that there be, in essence, binding 
arbitration” on the part of the respondent and the Director. This 
suggestion is not being adopted. There is no reason to impose 
binding arbitration in disciplinary matters. While settlements are 
to be encouraged, if the parties (the respondent and the Director) 
cannot reach a mutually agreeable settlement, the proper re- 
course is to proceed with the disciplinary proceeding. 

A suggestion was received that the second sentence of 
§ 10.138 be deleted. The suggestion is not being adopted. The 
second sentence of § 10.138 provides that evidence obtained by 
a subpoena under 35 U.S.C. 24 will not be admitted unless prior 
approval was obtained from the ALJ to proceed under § 
24. This provision is necessary to retain control over the proceed- 
ings in the ALJ. Moreover, an order authorizing a party to 
proceed under § 24 can be helpful to any district court which is 
required to determine whether an individual should be com- 
pelled to answer counsel’s questions. Additional rationale in 
support of the PTO’s decision not to adopt the suggestion 
appears in the advance notice (49 F.R. 10019, columns | and 2) 
and in the notice of proposed rulemaking (49 F.R. 33800, 
column 1). 

Two individuals testified at the hearing concerning § 10.144. 
Section 10.144 provides that hearings in disciplinary cases will 
not be open to the public. One individual suggested that hearings 
in disciplinary matters should be opened to the public. The other 
individual took the opposite position and supported § 10.144 as 
proposed. The suggestion to open hearings to the public is not 
being adopted at this time. The PTO believes that a practitioner 
should not unnecessarily be exposed to charges of alleged 
wrongdoing until the practitioner is found to have violated the 
PTO Code of Professional Responsibility. Unnecessary and 
premature exposure could cause a practitioner’s clients to find 
other counsel based on mere allegations. Additionally, the PTO 
is required to maintain information concerning patent applica- 
tions in secrecy. 35 U.S.C. 122. In most disciplinary cases 
information concerning a patent application is revealed at any 
hearing. Accordingly, the PTO will not provide for public hear- 
ings. However, the PTO intends to further study the possibility of 
hearings open to the public (e.g., in a disciplinary proceeding 
involving only trademark matters) and may, in the future, pro- 
pose to modify § 10.144. 

Numerous comments were received which suggested that the 
burden of proof set forth in § 10.149 should be changed from 

of evidence” to “clear and convincing evi- 
dence.” As announced at the hearing, this suggestion is being 
adopted. The “clear and convincing evidence” standard brings 
§ 10.149 in conformance with § 10.158(d)(1)(ii) which also 
requires proof by clear and convincing evidence. 

The term “clear and convincing evidence” is not succeptable 
to a precise definition. The PTO, therefore, deems it appropriate 
to set forth its views on what constitutes “clear and convincing 
evidence.” “Clear and convincing evidence” falls somewhere 
between proof beyond a reasonable doubt and proof by a prepon- 
derance of evidence. 

A reasonable doubt is a doubt based upon reason and com- 
mon sense—the kind of doubt that would make a reasonable 
person hesitate to act. Proof beyond a reasonable doubt must, 
therefore, be proof of such a convincing character that a person 
would be willing to rely and act upon it unhesitatingly in the most 
important of his or her affairs. Devitt, Federal Jury Practice and 
Instructions § 11.01 (2d ed. 1970). 

To establish a fact by a preponderance of evidence means to 
prove that fact is more likely so than not so. A preponderance of 
evidence means such evidence as, when considered and com- 
pared with that opposed to it, has more convincing force, and 
produces in the mind of the trier of fact a belief that what is sought 
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_ proved is more likely true than not true. Devitt, supra at § 
7.01. 

Clear and convincing evidence is that measure or degree of 
proof which will produce in the mind of the trier of fact a firm 
belief or conviction as-to an allegation sought to be established; 
it is more than a of evidence, but less than that 
required to establish guilt beyond a reasonable doubt. Hobson v. 
Eaton, 399 F.2d 781 (6th Cir. 1968). It does not mean clear and 
unequivocal.” Fred C. Walker Agency, Inc. v. Lucas, 215 Va. 
535, 540-541, 211 S.E.2d 88, 92 (1975). 

Several comments were received which su that 
§ 10.150 be changed to make the Federal Rules of Evidence 
applicable to disciplinary proceedings. The suggestion is not 
being . The PTO has explained, in both the advance 
notice (49 F.R. 10020, column 2) and the notice of proposed 
ee 338001, columns 1 and 2) why it cannot 

the Rules of Evidence in disciplinary cases. The 
“Federal Rules of Evidence . . . do not apply to administrative 
proceedings ” Davis, Administrative Law Treatise, § 14.01 
(Supp. 1970). The controlling law is set out in 5 U.S.C. 556(d) 
which provides in part: “Any oral or doc evidence may 
be received, but the agency as a matter of policy shall provide for 
the exclusion of irrelevant, immaterial, or unduly repetitious 
evidence. A sanction may not be imposed or rule or order issued 
except on consideration of the whole record or those parts 
thereof cited by a party and supported by and in accordance with 
the reliable, probative, and substantial evidence.” It appears to 
be the concern of some of the comments that the Administrative 
Procedure Act does not articulate an appropriate standard of 
evidence and that hearsay may be admitted. Suffice it to say that 
many adjudications occur daily under the Administrative Proce- 
dure Act, including disciplinary proceedings. The following 
language appearing in an opinion of the Eleventh Circuit in 
TRW-United Greenfield Division v. National Labor Relations 
Board, 716 F.2d 1391, 1394 (11th Cir. 1983), may be helpful: 


At the hearing the ALJ refused to allow five additional 
employees to testify that other employees told them that 
such a statement had been made. TRW contends it was 
denied a full and fair hearing by the exclusion of this 
testimony. The general rule is that administrative tribu- 
nals are not bound by the strict rules of evidence govern- 


ing jury trials. Opp Cotton Mills, Inc. v. Administrator of 


Wage & Hour Div., 312 U.S. 126, 155,61 S.Ct. 524, 537, 
85 L.Ed. 624 (1971). Thus, the admission of testimony 
which would be deemed incompetent 

ceedings would not invalidate the administrative order. 
Tagg Bros. & Moorhead v. United States, 280 U.S. 420, 
442, 50 S.Ct. 220, 225, 74 L.Ed. 524 (1930). But this 
assurance of a desirable flexibility in administrative 
procedure does not go so far as to justify orders without 
a basis in evidence having rational probative force. Mere 
uncorroborated hearsay or rumor does not constitute 
substantial evidence. Consolidated Edison Co. v. 
NLR&.B., 305 U.S. 197,230, 59 S.Ct. 206, 217, 83 L.Ed. 
126 (1938). Therefore, the hearsay testimony of other 
employees would not have amounted to substantial 
evidence sufficient to support a finding for the company. 
We find that TRW was not denied a full and fair hearing 
by the judge’s refusal to admit hearsay testimony. 


-Seealso Steadman v. Securities and Exchange Commission, 450 
U.S. 91, 98 n. 17 (1981); Richardson v. Perales, 402 U.S. 389, 
410-411 (1971); Brown v. Gamage, 377 F.2d 154, 158 
(D.C.Cir.), cert. denied, 389 U.S. 858 (1967); Annotation, 
Hearsay Evidence In Proceedings Before Federal Administra- 
tive Agencies, 6 ALR Fed 76 (1971); and Davis, Hearsay in 
Administrative Proceedings, 32 Geo. Wash. L. Rev. 689 (1964). 

A suggestion was received that § 10.151 be changed to make 
the deposition rules of the Federal Rules of Civil Procedure 
applicable to disciplinary 
being . The 
Civil Procedure are not 
cases. 
voluntarily, all rege gy these rules will "a éuiond we 
permission of the ALJ prior permission is to 
insure that the ALJ retains control over the proceeding. By 
Ne 

the deposition will relate to evidence the ALJ deems 


U.S. PATENT AND TRADEMARK OFFICE 


1110 TMOG 397 
(190) 


to be relevant and will afford the ALJ the option of determining 
whether he or she wishes to observe the witness. 

Several comments were received which pat Oe 
§ 10.152 be changed to it more discovery. Some commen- 
the discovery provisions of the Federal 


commentators, 
not urge adoption of the discovery provisions of the Federal 
Rules of Civil Procedure. As one commentator noted: 
Disci proceedings are not in the nature of civil 
actions and full discovery within the scope of the Federal 
Rules of Civil Procedure is probably not needed or 
desirable. 


The PTO agrees that more discovery is 
would hee been axtihstned ents 6 bA4S8 on 
° discovery 


One commentator at the hearing who urged adoption of the 
discovery provisions of the Federal Rules of Civil Procedure, 
correctly recognized the existence of “concerns of the Patent 
[and Trademark ] Office regarding what are alleged to be general 
discovery abuses.” There is basis for the PTO’s concern. 
See ¢.g., Pollack, Discovery—tts Abuse and Correction, 80 
F.R.D. 219 (1979) ( J Pollack 
at the Fifth Circuit J i 1978 at New 
Orleans 


however, that if the ALJ “gets on top of a case and monitors a 
case very actively, then no abuses wi 
they do, they will be dealt with 

Adv of “refi 


abuse: (1) active control by the judge and (2) sanctions. See e.g. 
Second Report of the Committee for the Study of Discov- 
ery Abuse, 92 F.R.D. 137 (1980). Te eee 


will be effective. tc miebebae dissnms kdcees abe 
be commensurate in scope with the Federal Rules of Civil 
Procedure. 


ms ey bh 10.152 will permit limited discovery an 
answer is filed. Discovery is not authorized prior to the filing of 


an answer. A party seeking discovery will have to make out a 
clear and convincing case to the ALJ that discovery is necessary 
enkeee, SS a ne 
tions he or she deems appropriate to accomplish the discovery. 
For example, a ae 
of documents which are required to be produced or the ALJ can 
order a party to mail of the documents to the other 


copies , 
ates senends OES © SS. Seer a imited to a 


pnt gimme epee tern 


ae Se 
aun eiiien See e. g. Local Rae 11 ofthe US 1 of the U.S. Diet 


Court for the Eastern District Ae op ng 
saitete licen cuainde an meeps vee laps 
iss pattem, Ge B90 Cll thee Gutten oui 

limiting the number sidharaay apes Caio 


file. 

Paragraph (b) of § eis ee oe an 
cannot be discovered. Matter which will be used by another party 
pry eam ees 3 ot cross-examination cannot be discov- 

ered. Documents which will be used as part of the Director's 
case-in-chief or the respondent's case-in-rebuttal or affirmative 


defenses are subject oy trae 

abe toa respondent under 35 S.C. §1 

discovery. Matter relating to ym Pag ten a 
menced prior to the effective date of these rules is not available. 


For the most part, the reasons for a particular length of suspen- 
sion or disbarment have not been stated in the past. Accordingly, 
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disciplinary proceedings commenced prior to these rules are not 
particularly relevant. See Poole v. United States, 54 A.F.T.R. 2d 
(P-H) 84-5536 (D.D.C. June 29, 1984). Prior disciplinary pro- 
ceedings which resulted in public discipline being imposed will 
continue to be available in the Office of the Director of Enroll- 
ment and Discipline. Respondents will continue to be free to 
inspect the files of those proceedings. Matters relating to experts, 
except as may be required by the ALJ under § 10.152(e), likewise 
are not subject to discovery. Privileged matter and attorney work 
product are excluded from matter which can be discovered. 

Paragraph (c) sets forth some factors the ALJ can consider in 
determining whether to authorize discovery or to limit discovery 
which is authorized. The factors include delay (which is a major 
consideration in disciplinary matters), burden on the party re- 
quired to produce discovery, availability of the discovery sought 
to the public (in which case, discovery may not be necessary), the 
extent to which the matter sought to be discovered is equally 
available to both parties, and the extent to which discovery is 
available from another source. 

Paragraph (d) of § 10.152 requires a party desiring discovery 
to file a motion which explains, in detail, how each request is 
relevant to an issue raised in the complaint or the answer. 

Paragraph (e) of § 10.152 sets out matter which the ALJ can 
require a party to produce in a pre-hearing statement. Subpara- 
graph (4) states the matter the ALJ can require disclosed related 
to experts. 

The PTO has every reason to believe that the discovery 
authorized by § 10.152 will be useful and that sufficient authority 
has been given to the ALJ to effectively control discovery and 
prevent abuses. The PTO intends to monitor discovery closely in 
the future and will consider amending these rules if abuses occur. 

One comment suggested that § 10. 154(b) be modified by 
adding “any extenuating circumstances” as a matter to be 
considered in imposing a penalty. This suggestion is being 
adopted. Another comment suggested that § 10.154 should 
address “probation.” This suggestion is not being adopted. 
Nevertheless, the PTO has authority to place a practitioner on 
probation for all or a portion of any suspension and to revoke the 
probation upon a showing of a violation. See Jn re Dula, 1030 
Official Gazette 20 (May 17, 1983). 

One comment suggested that § 10. 155 be modified to specify 
that the Director should serve a copy of any “on the 

it or on the attorney for respondent.” This suggestion 

is not being adopted. However, in view of the suggestion the 

e “on the respondent” (both occurrences) in § 10.155(a) 

is being deleted. Section 10.142(a) specifies how service is made 
on a respondent who is represented by an attorney. 

A suggestion was received that § 10.157 be modified to 
provide that a stay would be entered in every case where a 
respondent seeks judicial review of a decision of the Commis- 
sioner. This suggestion was rejected at the time the notice of 
proposed rulemaking was published (49 F.R. 33802) and is not 
being adopted. There are cases where a stay is not appropriate, 
e.g., when the disbarred practitioner is incarcerated. There are 
other times when a stay may be appropriate. Accordingly, stays 
will be granted in the discretion of the Commissioner. 

Several comments were received discussing § 10.158. Some 
commentators suggested that § 10.158 was “too lenient” and 
another suggested that it was “too hard” on suspended and 
excluded practitioners. Section 10.158 is designed to advise 
suspended practitioners as to what they can and cannot do during 
any period of suspension. The PTO believes that. § 10.158 strikes 
a reasonable balance in a difficult area. See-the discussion 
conceming § 10.158 in the advance notice (49 F.R. 10021, 
columns 2 and 3). One comment suggested that § 10.158 should 
be made applicable to ions. This suggestion is being 
adopted by appropriate changes in § 10.158(c) to refer to client- 
employers. Another comment suggested that § 10.158(b)(1) and 
(2) be changed to refer to matters before the PTO. This sugges- 
tion is also being adopted. 

An oral comment was received asking whether the Director 
could conduct an investigation in connection with a determina- 
tion under § 10.158(d). The Director may conduct whatever 
investigation is warranted to determine whether a suspended or 
excluded practitioner seeking reinstatement has complied with 
— relating to suspended and-excluded itioners. 

A comment was received + § 10.159(a) which sug- 
that the Director notify the American Bar Association 
ational Discipline Data Bank when a practitioner is suspended 
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or excluded. This suggestion is not being adopted as such. 
However, § 10.159(a) has been changed to authorize the Direc- 
tor to notify “any appropriate bar association.” The PTO is not 
inclined to mention any particular bar association by name in the 
rules. It will be the practice of the PTO to notify the National 
Discipline. Data Bank, among others, when a practitioner is 
disciplined. Another comment suggested that the entire file of a 
disciplinary proceeding should not be open to the public when 
only some, but not all, charges are sustained. This suggestion is 
not being adopted. In most disciplinary matters, it would be 
highly inconvenient to segregate the relevant from the irrelevant. 
Moreover, once discipline is imposed, the principal rationale for 
keeping the file secret no longer exists. The disciplined practitio- 
ner will suffer whatever public embarassment results from disci- 
pline apart from whether part or all of the file is open to the public. 

With respect to § 10.160, one commentator suggested that the 
burden on the suspended or excluded practitioner for reinstat- 
ment be stated in the rules. This suggestion is being adopted and 
a “clear and convincing showing” requirement has been added 
to § 10.160(c). Section 10.149 sets out the burden on the Director 
for proof of allegations in the complaint and upon the respondent 
for proving affirmative defenses. The showing required by § 
10.158(d)(1) is by “clear and convincing evidence.” One 
commentator suggested that the 5-year period of § 10.160(b) 
should be changed to a 3-year period. This suggestion is noi 
being adopted. According to the commentator, the PTO has 
failed to state why a 5-year period was proposed. The commen- 
tator believes a 3-year period is more appropriate, although no 
reason is given in support of the commentator’s belief. The PTO, 
after considering the matter, has concluded that some period 
must be specified and there is no reason to change the 5-year 
period proposed. A commentator suggested that a practitioner 
suspended for less than six months should “automatically” be 
reinstated. This suggestion is not being adopted, because the 
Director, as a condition to any reinstatement, must find that the 
suspended practitioner complied with § 10.158. Another com- 
mentator questioned whether the rules should provide for appli- 
cation for reinstatement during a period of probation. The PTO 
believes the rules need not make provision for application for 
reinstatement during probation. For example, if a practitioner is 
suspended for a period of three years and it is ordered that the 
practitioner be actually suspended for at least one year and that 
the last two years the practitioner be placed on probation, the 
practitioner would be able to apply for reinstatement after serv- 
ing one year of the three year suspension. 

The PTO with the following comment 


concerning 
§ 10.161(b). “This clause is ex post facto legislation as it seeks 
retroactively an increase of penalties regarding conduct which 
occurred prior to the legislation.” No legislation is involved. 
Section 10.161(b) does not “increase penalties.” 


Table 1 
Principal Source of Sections 10.2 through 10.19 


Sec. 

10.1 (preamble) 35 USC 31; Sperry v. Florida, 373 
U.S. 379, 402 (1963) 

10.1 35 USC 25; 28 USC 1746 

10.1(c) 5 USC 500) 

10.1(q) 1 USC 1 

10.1(aa) 

10.2(a) New 

10.2(b)(1) New, but see 37 CFR 1.341(i) (1983) 

10.2(b)(2) New, but see 37 CFR 1.348(a) (1983) 

10.2(c) New, but see 37 CFR 1.341(i) (1983) 

10.3 37 CFR 1.341(i) (1983) 

10.4(a) New 

10.4(b) New, but see 37 CFR 1.348(a) (1983) 

10.4(c) New 

10.5 37 CFR 1.341 (1983) 

10.6(a) 37 CFR 1.341(a) (1983) 

10.6(b) 37 CFR 1.341(b) (1983) 

10.6(c) 37 CFR 1.341(e) (1983) 

10.6(d) 37 CFR 1.341(f) OD 


10.6(e) 37 CFR 1.341 
37 oP 3 J a1) (1983) 


10.7(a), (b) 
10.7(c) ae 

10.8 37 CFR 1.341(h) (1983) 
10.9(a) 37 CFR 1.342 (1983) 


35 USC 100(c) 
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10.9(b) 
10.10 
10.11 
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New 
37 CFR 1.343 (1983) 
37 CFR 1.347 (1983) 


10.65 
10.66 
10.67 


10.12 [reserved] 10.68 
10.13 [reserved] 10.69 through 
10.14 5 USC 500(b) and 37 CFR 2.12 (1983) 10.75 
10.15 35 USC 32; 5 USC 500(d) (2); 37 CFR 10.76 
1.343 (1983); and 37 CFR 2.12(f) 10.77 
(1983) 10.78 
10.16 [reserved] 10.79 through 
10.17 [reserved] 10.82 
10.18(a) 37.CFR 1.346 (1983) and 37 CFR 2.15 10.83 
(1983), see also Rule 11, FRCP 10.84 
10.18(b) 35 USC 32 & Rule 11, FRCP 10.85 
10.19 [reserved] 10.86 
10.87 -104 (1980) 
10.88 -105 (1980) 
10.89 
10.90 
10.91 
Abbreviations: 10.92 
FRCP means Federal Rules of Civil Procedure 10.93 
MCPR means Model Code of Professional Responsibility of 10.94 through 
the ABA (1980) 10.99 
MRPC means Model Rules of Professional Conduct of the 10.100 
ABA (1983) 10.101(a) 
VCPR means the Virginia Code of Professional Responsibil- 10.101(b) 


7 (1980) 
-101 (1980) 
-102 (1980) 


Table 2 
Principle Source of Sections of 10.20 


10.112, the 
PTO Code of Professional 


MCPR DR 8-101 (1980) 
37 CFR 1.341(f) (1983) and 41 Cp. 


ity (1984) 


Sec. 

10.20 
10.21 
10.22 
10.23(a) 
10.23(b)(1) 


10.23(b)(2)-(6) 
10.23(c(1)-(14) 
10.23(c)(15) 
10.23(c)(16)-(18) 
10.23(d) 


10.24 

10.25 through 
10.29 

10.30 

10.31(a) 

10.31(b) 

10.31(c) 

10.31(d) 

10.32 

10.33 

10.34 

10.35(a) 

10.35(b) 

10.36 

10.37 

10.38 

10.39 

10.40 

10.41 through 
10.45 

10.46 

10.47(a), (c) 

10.47(b) 


10.48 

10.49 

10.50 through 
10.55 

10.56 

10.57 

10.58 through 
10.60 

10.61 

10.62 

10.63 

10.64 


Preamble to MCPR (1980) 
MCPR Canon 1 (1980) 
MCPR DR 1-101 (1980) 
35 U.S.C. 32 


35 U.S.C. 32 and MCPR DR 1-102(A) (1) 


(1980) 
MCPR DR 1-102(A) (2)-(6) (1980) 
created 


PTO 

Rule 11, FRCP 

PTO created 

US. v. Beecroft, 08 F.2d 753 (9th 
Cir. 1979) 

MCPR 1-103 (1980) 


(reserved) 

MCPR Canon 2 (1980) 
35 U.S.C. 32 

5 U.S.C. 501 

37 CFR 1.345(c) (1983) 


746, 355 P.2d 490 (Cal. 1960)) 
MCPR DR 3-102 (1980) 
MCPR DR 3-103 (1980) 


MCPR DR 5-101 (1980) 
MCPR DR 5-102 (1980) 
MCPR DR 5-103 (1980) 


10.102 
10.103 


Att'y Gen. 21 (1949), reprinted in 
1 Dec. Comm’'r Pat. 1 

MCPR DR 8-102 (1980) 

MCPR DR 8-103 (1980) 


(reserved) 

MCPR Canon 9 (1980) 
MCPR DR 9-101 (1980) 
MCPR DR 9-102 (1980) 


Table 3 
Principal Source of Sections 10.130 through 10.161 


Section 
10.130 
10.131(a) 
10.131(b) 
10.131(c) 
10.132(a),(c) 
10.132(b) 
10.133 
10.134 
10.135(aX(1) 
10.135(aX(2) 
10.135(aX(3) 
10.135(b) 
10.135(c) 
10.135(d) 
10.136(a) 
10.136(b) 
10.136(c) 
10.136(d) 
10.136(e) 
10.137 
10.138 
10.139%(a) 
10.139%(b) 
10.139%(c) 
10.139(d) 
10.13%e) 
10.140(a) 
10.140(b) 
10.141 
10.142 
10.143 
10.144 
10.145 
10.146-10.148 
10.149 
10.150(a) 
10.150(b) 
10.150(c) 


e 
S.C. 


Fs 


Sour 
35 


i?) 
w 
is) 


¢ 
z 
i 


37 CFR 1.348(a) 
-103 (1980) 


, but see 37 CFR 1.348(b) (1983) 
1.348(b) (1983) 
1.348(b) (1983) 


gat gh gift 


SOO(f) 
1.348(c) (1983) 


1.348(c) (1983) 
1.348(c) (1983) 


1.348(c) (1983) 


3105 
556(c) 


f39° 


ett gat 
; 


PEPER E) 


1 


d) 
1.348 (d) (3) (1983) 
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10.150(d) 
10.150(e) 
10.151 
10.152 


New 

New 

37 CFR 1.348(d) (3) (1983) 

New, see Silverman v. CFTC, 549 F.2d 
28 (7th Cir. 1977) 

New, but see 5 USC 557(c) 

See 5 USC 557(b) and 35 USC 32 

New 

New 

35 USC 32, Local Rule 1-26 (D.D.C.) 

New 

New 

New 

New 

[reserved] 

New, but see 37 CFR 1.183 


10.153 
10.154 
10.155 
10.156 
10.157 
10.158 
10.159 
10.160 
10.161 
10.162-10.169 
10.170 


Other Considerations: The rules will not have a significant 
impact on the quality of the human environment or the conser- 
vation of energy resources. 

The rules are in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354) and Executive Order 
12291. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rules will 
not have a significant adverse economic impact on a substantial 
number of small entities (Regulatory Flexibility Act, Pub. L. 96- 
354). The rules regulate the conduct of attorneys and agents who 
represent individuals and juristic entities before the Patent and 
Trademark Office and would not be. expected to result in an 
increase of fees charged by attorneys and agents to entities, 
including small entities. 

The Patent and Trademark Office has determined that the 
rules are not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local governmert agen- 
cies, or geographic regions. There will be no significant adverse 


effects on competition, employment, investment, productivity, 
innovation, or on the ability of the United States-based enter- 
prises to compete with foreign-based enterprises in domestic or 
export markets. 

The information reporting requirements contained in the 


rules have been approved by the Office of M t and 
Budget, OMB Control No. 0651-0012 and OMB Control No. 
0651-0017. 


List of Subjects in 37 CFR Parts 1, 2 and 10. 


Administrative practice and procedure, Authority 


Conflict of interests, Courts, Inventions and patents, 
Trademarks, Lawyers. 


For the reasons given in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 5 
U.S.C. 500; 15 U.S.C. 1123; and 35 U.S.C. 6, 31, 32, and 41. Parts 
1, 2, and 10 of Title 37 of the Code of Federal Regulations are 
amended as set forth below: 


Part 1—Rules of Practice in Patent Cases 


1. Section 1.8 is amended by adding to paragraph (a) (12) a 
new subparagraph (xiii) to read as follows: 


§ 1.8 Certificate of mailing. 


(a) *=** 
(2) **** 
(xiii) Papers filed in connection with a disciplinary pro- 
ceeding under Part 10 of this Subchapter. 
2. Section 1.21 is amended by adding to paragraph (a) two 
new subparagraphs (5) and (6) to read as follows: 


§ 1.21 Miscellaneous fees and charges. 
(a)*** 


(5) For review of a decision of the Director of Enrollment 
and Discipline under § 10.2(c) 60.00 
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(6) For requesting regrading of an examination under 
§ 10.7(c) 60.00 


*e# ee 


3. Section 1.31 is revised to read as follows: 


§ 1.31 Applicants may be represented by a registered attor- 
ney or agent. 


An applicant for patent may file and prosecute his or her own 
case, or he or she may be represented by a registered attorney, 
registered agent, or other individual authorized to practice be- 
fore the Patent and Trademark Office in patent cases. See §§ 
10.6 and 10.9 of this Subchapter. The Patent and Trademark 
Office cannot aid in the selection of a registered attorney or 
agent. 

4. Section 1.33 is amended by removing from paragraph (c) 
“1.341 and 1.347” and inserting in its place “10.5 and 10.11”. 

5. Section 1.34 is amended by revising paragraph (a) as 
follows: 


§ 1.34 Recognition for representation. 


(a) When a registered attorney or agent acting in a represen- 
tative capacity appears in person or signs a paper in practice 
before the Patent and Trademark Office in a patent case, his or 
her personal appearance or signature shall constitute a represen- 
tation to the Patent and Trademark Office that under the provi- 
sions of this Subchapter and the law, he or she is authorized to 
represent the particular party in whose behalf he or she acts. In 
filing such a paper, the registered attorney or agent should 
specify his or her registration number with his or her signature. 
Further proof of authority to act in a representative capacity may 
be required. 


*e ee 


6. Section 1.56 is amended by removing from paragraphs (f) 
and (h) “1.346” and inserting in its place “10.18”. 

7. The center heading preceding § 1.341 is removed. 

8. Sections 1.341 through 1.348 are removed. 

9. Section 1.455 is amended by removing from paragraph (a) 
“1.341” and inserting in its place “10.10”. 

Part 2—Rules of Practice in Trademark Cases 

10. Section 2.11 is revised to read as follows: 


§ 2.11 Applicants may be represented by an attorney. 


The owner of a trademark may file and prosecute his or her 
own application for registration of such trademark, or he or she 
may be represented by an attorney or other individual authorized 
to practice in trademark cases under § 10.14 of this Subchapter. 
The Patent and Trademark Office cannot aid in the selection of 
an attorney or other representative. 

11. Sections 2.12 through 2.16 are removed. 

12. Section 2.17 is amended by revising paragraph (a) as 
follows: 


§ 2.17 Recognition for representation. 


(a) When an attorney as defined in § 10.1(c) of this Subchap- 
ter acting in a representative capacity appears in person or signs 
a paper in practice before the Patent and Trademark Office in a 
trademark case, his or her personal appearance or signature shall 
constitute a representation to the Patent and Trademark Office 
that, under the provisions of § 10.14 and the law he or she is 
authorized to represent the particular party in whose behalf he or 
she acts. Further proof of authority to act in a representative 
capacity may be required. 


*eeee 
13. Section 2.19 is revised to read as follows: 


§ 2.19 Revocation of power of attorney or of other authoriza- 
tion to represent, withdrawal. 


(a) Authority to represent an applicant or a party to a proceed- 
ing may be revoked at any stage in the proceedings of acase upon 
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notification to the Commissioner; and when it is so revoked, the 
Office will communicate directly with the applicant or party to 
the proceeding or with such other qualified person as may be 
authorized. The Patent and Trademark Office will notify the 
person affected of the revocation of his or her authorization. 

(b) An individual authorized to represent an applicant or party 
in a trademark case may withdraw upon application to and 
approval by the Commissioner. 

14. The following Part 10 is added: 


Part 10—Representation of others before the Patent and 
Trademark Office 


Sec. 

10.1 Definitions 

10.2 Director of Enrollment and Discipline 
10.3 Committee on Enrollment 

10.4 Committee on Discipline 


Individuals Entitled to Practice Befure the Patent and 
Trademark Office 

10.5 Register of attorneys and agents in 
patent cases 

Registration of attorneys and agents 

Requirements for registration 

Oath and registration fee 

Limited recognition in patent cases 

Individuals not registered or 
recognized to practice in patent 
cases 

Removing names from the register 

[reserved] 

Individuals who may practice before 
the Office in trademark and other 
non-patent cases 

Refusal to recognize a practitioner 

[reserved] 

Signature and certificate of 
practitioner 

[reserved] 


10.6 
10.7 
10.8 
10.9 
10.10 


10.11 
10.12-10.13 
10.14 


10.15 
10.16-10.17 
10.18 


10.19 


Patent and Trademark Office Code of Professional 
Responsibility 
10.20 


10.21 
10.22 


Canons and Disciplinary Rules 

Canon 1 

Maintaining integrity and competence 
of the legal profession 

Misconduct 

Disclosure of information to 

authorities 

[reserved] 

Canon 2 

Communications concerning a 
practitioner's services 

Advertising 

Direct contact with prospective 
clients 

Communication of fields of practice 

Firm names and letterheads 

Fees for legal services 

Division of fees among practitioners 

Agreements restricting the practice 
of a practitioner 

Acceptance of employment 

Withdrawal from employment 

[reserved] 

Canon 3 

Aiding unauthorized practice of law 

Sharing legal fees 

Forming a partnership with a non- 
practitioner 

[reserved] 

Canon 4 

Preservation of confidences and 
secrets of a client 

[reserved] 

Canon 5 


10.23 
10.24 


10.25-10.29 
10.30 
10.31 


10.32 
10.33 


10.34 
10.35 
10.36 
10.37 
10.38 


10.39 
10.40 
10.41-10.45 
10.46 
10.47 
10.48 
10.49 


10.50-10.55 
10.56 
10.57 


10.58-10.60 
10.61 
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Refusing employment when the interest 
of the practitioner may impair the 
Practitioner’s independent 
professional j 

Withdrawal when the practitioner 
becomes a witness 

Avoiding acquisition of interest in 

litigation or proceeding before 

the Office 

Limiting business relations with a 

client 


canalieandl Aohenaens 


an din client may impair the 
independent professional judgment 
of the practitioner 

Settling similar claims of clients 

Avoiding influence by others than the 
client 

[reserved] 

Canon 6 

Failing to act competently 

Limiting liability to client 

[reserved] 

Canon 7 

Representing a client zealously 

Representing a client within the 
bounds of the law 

[reserved] 

Communicating with one of adverse 


10.67 
10.68 


10.69-10.75 
10.76 
10.77 
10.78 
10.79-10.82 
10.83 
10.84 
10.85 


10.86 
10.87 


10.88 

10.89 
10.90-10.91 
10.92 

10.93 
10.94-10.99 
10.100 
10.101 
10.102 
10.103 


Contact with witnesses 

Contact with officials 

[reserved] 

Canon 8 

Action as a public official 

Statements ing officials 

Practitioner candidate for judicial 
office 

[reserved] 

Canon 9 

Avoiding even the appearance of 
impropriety 

Preserving identity of funds and 
property of client 

[reserved] 


10.104-10.109 
10.110 
10.111 


10.112 
10.113-10.129 
Investigations and Disciplinary Procedures 


Reprimand, suspension or exclusion 

Investi 

Initiating a disciplinary proceeding; 
reference to an administrative law 
judge : 

Conference between Director and 


10.140 


10.141 
10.142 
10.143 
10.144 
10.145 


10.146-10.148 
10.149 
10.150 
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10.151 
10.152 
10.153 


Depositions 
Discovery 
Poagnend’ findings and conclusions; 
post-hearing memorandum 
Initial decisions of administrative 
law judge 
Appeal to the Commissioner 
Decision of the Commissioner 
Review of Commissioner’s final 
decision 
Suspended or excluded practitioner 
Notice of suspension or exclusion 
Petition for reinstatement 
Savings clause 
[reserved] 
Suspension of rule 
” Atos 5 U.S.C. 500: 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 


10.154 


10.155 
10.156 
10.157 


10.158 
10.159 
10.160 
10.161 
* —¥ 10.169 


Part 10—Representation of others before the Patent and 
Trademark Office 


§ 10.1 Definitions. 


This a te a and 
other law before the Patent and Trademark Office. Nothing in 
this part shall be construed to preempt the authority of each State 
to regulate the practice of law, except to the extent necessary for 
the Patent and Trademark Office to accomplish its federal objec- 
tives. Unless otherwise clear from the context, the following 
definitions apply to this part: 


- (a) “Affidavit” means affidavit, declaration under 35 U.S.C. 
25 (see § 1.68 and § 2.20 of this Subchapter), or statutory 
declaration under 28 U.S.C. 1746. 

(b) “Application” includes an application for a design, plant, 
or utility patent, an application to reissue any patent, and an 
application to register a trademark. 

(c) “Attorney” or “lawyer” means an individual who is a 
member in good standing of the bar of any United States court or 
the highest court of any State. A “non-lawyer” is a person who 
is not an attorney or lawyer. 

(d) “Canon” is defined in § 10.20(a). 

{e) *Confidence” is defined in § 10.57(a). 

(f) “Differing interests” include every interest that may 
adversely affect either the judgment or the loyalty of a practitio- 
ner to a client, whether it be a conflicting, inconsistent, diverse, 
or other interest. 

(g) “Director” means the Director of Enrollment and Disci- 
pline. 

(h) “Disciplinary Rule” is defined in § 10.20(b). 

(i) “Em ee of a tribunal” includes all cna of 
courts, the Office, and other adjudicatory bodies 

) “Giving information” within the meaning of 
§ 10.23(c)(2) includes making (1).a written statement or repre- 
sentation or (2) an oral statement or representation 

(k) hed firm” includes a professional legal corporation or 
a 

(l) “Legal counsel” means practitioner. 

(m) “Legal profession” includes the individuals who are 
lawfully in practice of patent, trademark, and other law 
before the 

(n “Legal service” means any legal service which may 
lawfully be performed by a suuditanes before the Office. 

(0) “Legal System” includes the Office and courts and 
ee a ee ee 


(p) “Office” means Patent and Trademark Office. 

(q) “Person” includes a corporation, an association, a trust, 
a partnership, and any other organization or legal entity. 

(r) “Peulitbans?” monte (1) an Ghecany enenens registered 
einettvalntentantiiatinamahenmer Gh entaibteat 
authorized under 5 U.S.C. 500(b) or otherwise as provided by 
this Subchapter, to practice before the Office in trademark cases 
or other non-patent cases. A “suspended or excluded practitio- 
ner” is a practitioner who is suspended or excluded under § 
10.156. A “non-practitioner” is an individual who is not a 
practitioner. 
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(s) A “proceeding before the Office” includes an applica- 
tion, a reexamination, a protest, a public use proceeding, a patent 
interference, an inter partes proceeding, or any other 
proceeding which is pending before the Office. 

(t) “Professional legal corporation” means a corporation 
authorized by law to practice law for profit. 

(u) “Registration” means registration to practice before the 
Office in patent cases. 

(v) “Respondent” is defined in § 10.134(a)(1). 

(w) “Secret” is defined in § 10.57(a). 

(x) “Solicit” is defined in § 10.33. 

(y) “State” includes the District of Columbia, Puerto Rico, 
and other federal territories and possessions. 

(z) “Tribunal” includes courts, the Office, and other adjudi- 
catory bodies. 

(aa) “United States” means the United States of America, its 
territories and possessions. 


§ 10.2 Director of Enrollment and Discipline. 


(a) Appointment. The Commissioner shall appoint a Director 
of Enrollment and Discipline. In the event of the absence of the 
Director or a vacancy in the office of the Director, the Commis- 
sioner may designate an employee of the Office to serve as acting 
Director of Enrollment and Discipline. The Director and any 
acting Director shall be an active member in good standing of the 
bar of a State. 

(b) Duties. The Director shall: 


(1) Receive and act upon applications for registration, 
prepare and grade the examination provided for in § 10.7(b), 
maintain the register provided for in § 10.5, and perform such 
other duties in connection with enrollment and recognition of 
attomeys and agents as may be necessary. 

(2) Conduct investigations into possible violations by 
practitioners of Disciplinary Rules, with the consent of the 
Committee on Discipline initiate disciplinary proceedings under 
§ 10.132(b), and perform such other duties in connection with 
investigations and disciplinary proceedings as may be neces- 
sary. 


(c) Review of Director’ s decision. Any final decision of the 
Director refusing to register an individual under § 10.6, recog- 
nize an individual under §§ 10.9 or 10.14(c), or reinstate a 
suspended or excluded petitioner under § 10.160, may be re- 
viewed by petition to the Commissioner upon payment of the fee 
set forth in § 1.21(a)(5). A petition filed more than 30 days after 
the date of the decision of the Director may be dismissed as 
untimely. Any petition shall contain (1) a statement of the facts 
involved and the points to be reviewed and (2) the action 
requested. Briefs or memoranda, if any, in support of the petition 
shall accompany or be embodied therein. The petition will be 
decided on the basis of the record made before the Director and 
no new evidence will be considered by the Commissioner in 
deciding the petition. Copies of documents of record 
before the Director shall not be submitted with the petition. An 
oral hearing on the petition will not be granted except when 
considered necessary by the Commissioner. 

(OMB Control No. 0651-0012). 


§ 10.3 Committee on Enrollment. 


(a) The Commissioner may establish a Committee on Enroll- 
ment composed of one or:‘more employees of the Office. 

(b) The Committee on Enrollment shall, as necessary, advise 

the Director in connection with the Director’s duties under 
. 10.2(b)(1). 


- § 10.4 Committee on Discipline. 


(a) The Commissioner shall appoint a Committee on Disci- 
pline. The Committee on Discipline shall consist of the at least 
three employees of the Office, none of whom reports directly or 
indirectly to the Director or the Solicitor. Each member of the 
Committee on Discipline shall be a member in good standing of 
the bar of a State. 

gee aes ype matt aaa 
the Director and after reviewing evidence presented by the 
Director shall, by majority vote, determine whether there is 
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probable cause to bring charges under § 10.132 against a prac- 
titioner. When charges are brought against a practitioner, no 
member of the Committee on Discipline, employee under the 
direction of the Director, or associate solicitor or assistant solici- 
tor in the Office of the Solicitor shall participate in rendering a 
decision on the charges. 

(c) No discovery shall be authorized of, and no member of the 
Committee on Discipline shall be required to testify about, 
deliberations of the Committee on Discipline. 


Individuals Entitled to Practice 
Before the Patent and Trademark Office 


§ 10.5 Register of attorneys and agents in patent cases. 


A register of attorneys and agents is kept in the Office on 
which are entered the names of all individuals recognized as 
entitled to represent applicants before the Office in the prepara- 
tion and prosecution of applications for patent. Registration in 
the Office under provisions of this part shall only entitle the 
individuals registered to practice before the Office in patent 
cases. 


§ 10.6 Registration of attorneys and agents. 


(a) Attorneys. Any citizen of the United States who is an 
attorney and who fulfills the requirements of this part may be 
registered as a patent attorney to practice before the Office. 
When appropriate, any alien who is an attorney, who lawfully 
resides in the United States, and who fulfills the requirements of 
this part may be registered as a patent attorney to practice before 
the Office, provided: registration is not inconsistent with the 
terms upon which the alien was admitted to, and resides in, the 
United States and further provided: the alien may remain regis- 
tered only (1) if the alien continues to lawfully reside in the 
United States and registation does not become inconsistent with 
the terms upon which the alien continues to lawfully reside in the 
United States or (2) if the alien ceases to reside in the United 
States, the alien is qualified to be registered under paragraph (c) 
of this section. See also § 10.9(b). 

(b) Agents. Any citizen of the United States who is not an 
attorney and who fulfills the requirements of this: part may be 
registered as a patent agent to practice before the Office. When 
appropriate, any alien who is not an attorney, who lawfully 
resides in the United States, and who fulfills the requirements of 
this part may be registered as a patent agent to practice before the 
Office, provided: registration is not inconsistent with the terms 
upon which the alien was admitted to, and resides in, the United 
States, and further provided: the alien may remain registered 
only (1) if the alien continues to lawfully reside in the United 
States and registration does not become inconsistent with the 
terms upon which the alien continues to lawfully reside in the 
United States or (2) if the alien ceases to reside in the United 
States, the alien is qualified to be registered under paragraph (c) 
of this section. See also § 10.9(b). 

Note: All individuals registered prior to Nov. 15, 1938, were 

registered as attorneys, whether they were attorneys or not, 

and such registrations have not been c! 

(c) Foreigners. Any foreigner not a. resident of the United 
States who shall file proof to the satisfaction of the Director that 
he or she is registered and in good a meh ee 
office of the country in which he or she resides and 
who is possessed of the qualifications stated in § 10.7, oon 
registered as a patent agent to practice before the Office for the 
limited purpose of presenting and prosecuting patent applica- 
tions of applicants located in such country, provided: the patent 
office of such country allows substantially far) <r —_ 
to those admitted to practice before the U 
Trademark Office. Registration as a patent agent under this 
paragraph shall continue only during the period that the condi- 
tions specified in this obtain. 

(d) Government employees. Any officer or employee of the 
United States who is disqualified by statute (18 U. S.C. 203, 205) 
from practicing as an attorney or agent in proceedings or other 
matters before Government or agencies, may not be 


from 1 
agent in proceedings and other matters before Government 
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haenanotaniagaasdineanomona 
inactive on the register during the period of any 

the United States. An officer or employee of the rind States 
whose official duties and prosecution of 


require the preparation 
applications for patent and who fulfills the requirements of this 
part may be registered to practice before the Office to the extent 
necessary to carry out his or her official duties. A written 
Statement describing the official duties of the officer or em- 
ployee and signed on behalf of the agency employing the officer 
Director. 


in the Office will be registered after termination of his or her 
services, nor if registered before such service, be reinstated, 
unless he or she signs a written statement indicating that he or she 
has read 18 U.S.C. 207. No individual who has served in the 
patent examining corps of the Office will be registered after 
termination of his or her services, nor if registered before such 
service, be reinstated, unless he or she signs a written undertak- 
ing (1) not to prosecute or aid in any manner in the prosecution 
of any patent application pending in any patent examining group 
during his or her period of service therein and (2) not to prepare 
Or prosecute or to assist in any manner in the preparation or 
eS eS ae 
such group for examination and (ii) filed within two years after 
the date he or she left such group, without written authorization 
of the Director. Associated and related classes in other patent 
examining groups.may be required to be included in the under- 
ey ep ee my me pee ert 


in this paragraph. 
(OMB Control No. 0651-0012) 
§ 10.7 Requirements for registration. 


(a) No individual will be registered to practice before the 
Office unless he or she shall: 


oe ci ep in writing on a form sup- 
by the Director and furnish all requested information and 


and 
(2) establish to the satisfaction of the Director that he or she 


(i) of good moral character and repute: 

Gi penesned of hea lapel, ecient anbeachatedlqnal 

necessary to enable him or her to render applicants for 
patents valuable service; and 

eee assist appli- 
cants for patents in the presentation and prosecution of their 
applications before the Office. 


Ghats ee Of oe a = 
individual seeking to have his or her name placed upon 
snatster han tab edainatens somite inguciaen ehetate 
Ce ee ee 
and of sufficient basic training in scientific and technical matters 
a ee ee ee 
paragraph, each applicant for registration must take and p 
examination which is held from time to time. Each 

for admission to take the examination for > onaienemnte 
accompanied by the fee set forth in § 1.21(a)(1) of this Subchap- 
ter. The of an examination may be waived in the case of 
any indivi who has actively served for at least four years in 
the patent examining corps of the Office. The examination will 
not be administered as a mere academic exercise. 
(c) Within two months from the date an 
that he or she failed an examination, the a 
regrading of the examination upon payment of the fee set 
in § 1.21(a)(6). pa mpeg me pa 
larly point out the errors which the applicant believed occurred 
in the grading of his or her 

(OMB Control No. 0651-0012) 


§ 10.8 Oath and registration fee. 


Before an individual may have his or her name entered on the 
register of attorneys and agents, the individual must, after his or 


is notified 
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her application is approved, subscribe and swear to an oath or 

make a declaration prescribed by the Commissioner and pay the 

registration fee set forth in § 1.21(a)(2) of this Subchapter. 
(OMB Control No. 0651-0012) 


§ 10.9 Limited recognition in patent cases. 


(a) Any individual not registered under § 10.6 may, upon a 
showing of circumstances which render it necessary or justifi- 
able, be given “ee ition by the Director to prosecute as 

application or specified applica- 
tions, but limited dapiien under this paragraph shall not 
extend further than the application or applications specified. 

(b) When registration of a resident alien under paragraphs (a) 
or (b) of § 10.6 is not appropriate, the resident alien may be given 
limited recognition as may be appropriate under paragraph (a) of 
this section. 


§ 10.10 Individuals not registered or recognized to practice in 
patent cases. 


Only practitioners who are registered under § 10.6 or indi- 
viduals given limited recognition under § 10.9 will be permitted 
to prosecute patent applications of others before the Office. 


§ 10.11 Removing names from the register. 


(a) Registered attorneys and agents shall notify the Director 
of any change of address. Any notification to the Director of any 
change of address shall be separate from any notice of change of 
address filed in individual applications. 

(b) A letter may be addressed to any individual on the register, 
at the address of which separate notice was last received by the 
Director, for the purpose of ascertaining whether such individual 
desires to remain on the register. The name of any individual 
failing to reply and give any information requested by the 
Director within a time limit specified will be removed from the 
register and the names of individuals so removed will be 
published in the Official Gazette. The name of any individual so 
removed may be reinstated on the register as may be appropriate 
S upon payment of the fee set forth in § 1.21(a)(3) of this 

ubc! 

(OMB Control No. 0651-0012) 


$§ 10.12-10.13 [reserved] 


§ 10.14 Individuals who may_practice before the Office in 
trademark and other non-patent cases. 


(a) Attorneys. Any individual who is an attorney may repre- 
sent others before the Office in trademark and other non-patent 
cases. An attorney is not required to apply for registration or 
recognition to practice before the Office in and other 
non-patent cases. 

(b) Non-lawyers. Individuals who are not attorneys are not 
recognized to practice before the Office in trademark and other 
non-patent cases, except that individuals not attorneys who were 

to practice. before the Office in trademark cases 
under this chapter prior to Jan. 1, 1957, will be recognized as 
agents to continue practice before the Office in trademark cases. 

(c) Foreigners. Any foreign attorney or agent not a resident 
of the United States who shall prove to the satisfaction of the 
Director that he or she is registered or in good standing before the 
patent or trademark office of the country in which he or she 
resides and practices, may be recognized for the limited purpose 
of representing parties located in such country before the Office 
in the presentation and prosecution of trademark cases, pro- 
eo A patent or —— office of such country allows 
substantially reciprocal privi to those permitted to practice 
in trademark cases before the United States Patent and Trade- 
mark Office. Recognition under this paragraph shall continue 
only during the period that the conditions specified in this 


( ) Recognition of any individual under this section shall not 
be construed as sanctioning or authorizing the performance of 
any act regarded in the jurisdiction where performed as the 
unauthorized practice of law. 

(e) Ce oS poe ema a EEL HN 
(b), and (c) of this section will be permitted to practice before the 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


Office in trademark cases. Any individual may appear in a 
trademark or other non-patent case in his or her own behalf. Any 
individual may appear in a trademark case for (1) a firm of which 
he or she is amember or (2) a corporation or association of which 
he or she is an officer and which he or she is authorized to 
represent, if such firm, corporation, or association is a party to a 
trademark proceeding pending before the Office. 


§ 10.15 Refusal to recognize a practitioner. 


Any practitioner authorized to appear before the Office may 
be suspended or excluded in accordance with the provisions of 
this part. Any practitioner who is suspended or excluded under 
this subpart or removed under § 10.11(b) shall not be entitled to 
practice before the Office. 


§§ 10.16-10.17 [reserved] 


§ 10.18 Signature and certificate of practitioner. 


(a) Every paper filed by a practitioner representing an appli- 
cant or party to a proceeding in the Office must bear the signature 
of, and be personally signed by, such practitioner except those 
papers which are required to be signed by the applicant or party. 
The signature of practitioner to a paper filed by him or her, 
constitutes a certificate that: 


(1) the paper has been read by the practitioner; 

(2) the paper’s filing is authorized; 

(3) to the best of his or her knowledge, information, and 
belief, there is good ground to support the paper, including any 
allegations of improper conduct contained or alleged therein; 
and 


(4) it is not interposed for delay. 


(b) Any practitioner knowingly violating the provisions of 
this section is subject to disciplinary action. See § 10.23(c)(15). 


§ 10.19 [reserved] 


Patent and Trademark Office Code 
of Professional Responsibility 


§ 10.20 Canons and Disciplinary Rules. 


(a) Canons are set out in §§ 10.21, 10.30, 10.46, 10.56. 10.61, 
10.76, 10.83, 10.100, and 10.110. Canons are statements of 
axiomatic norms, expressing in general terms the standards of 
professional conduct expected of practitioners in their relation- 
ships with the public, with the legal system, and with the legal 
profession. 

(b) Disciplinary Rules are set out in §§ 10.22-10.24, 10.31- 
10.40, 10.47-10.57, 10.62-10.68, 10.77, 10.78, 10.84, 10.85, 
10.87-10.89, 10.92, 10.93, 10.101-103, 10.111, and 10.112. 
Disciplinary Rules are mandatory in character and state the 
minimum level of conduct below which no practitioner can fall 
without being subjected to disciplinary action. 


§ 10.21 Canon 1. 


A practitioner should assist in maintaining the integrity and 
competence of the legal profession. 


§ 10.22 Maintaining integrity and competence of the legal 
profession. 


(a) A practitioner is subject to discipline if the practitioner has 
made a materially false statement in, or if the practitioner has 
deliberately failed to disclose a material fact requested in 
connection with, the practitioner’s application for registration or 
membership in the bar of any United States court or any State 
court or his or her authority to otherwise practice before the 
Office in trademark and other non-patent cases. 

(b) A practitioner shall not further the application for registra- 
tion or membership in the bar of any United States court, State 
court, or administrative agency of another person known by the 
practitioner to be unqualified in respect to character, education, 
or other relevant attribute. 
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§ 10.23 Misconduct. 


(a) A practitioner shall not engage in disreputable or gross 
misconduct. 
(b) A practitioner shall not: 


(1) Violate a Disciplinary Rule. 
(2) Circumvent a Disciplinary Rule through actions of 


(3) Engage in illegal conduct involving moral turpitude. 
(4) Engage in conduct involving dishonesty, fraud, deceit, 
or misrepresentation. 
(5) Engage in conduct that is prejudicial to the administra- 
tion of justice. 
(6) Engage i in any other conduct that adversely reflects on 
the practitioner’s fitness to practice before the Office. 


(c) Conduct which constitutes a violation of paragraphs (a) 
and (b) of this section includes, but is not limited to: 


(1) Conviction of a criminal offense involving moral turpi- 
tude, dishonesty, or breach of trust. 

(2) Knowingly giving false or misleading information or 
knowingly participating in a material way in giving false or 
misleading information, to: 

(i) A client in connection with any immediate, prospec- 
tive, or pending business before the Office. 
(ii) The Office or any employee of the Office. 


(3) Misappropriation of, or failure to properly or timely 
remit, funds received by a practitioner or the practitioner’s firm 
from aclient to pay a fee which the client is required by law to pay 
to the Office. 

(4) Directly or indirectly improperly influencing, attempt- 
ing to improperly influence, offering or agreeing to improperly 
influence, or attempting to offer or agree to improperly influence 
an official action of any employee of the Office by: 


(i) use of threats, false accusations, duress, or coercion, 

(ii) an offer of any special inducement or promise of 
advantage, or 

(iii) improperly bestowing of any gift, favor, or thing of 
value. 


(5) Suspension or disbarment from practice as an attorney 
or agent on ethical grounds by any duly constituted authority of 
a State or the United States or, in the case of a practitioner who 
resides in a foreign country or is registered under § 10.6(c), by 
any duly constituted authority of: 


(i) a State, 
(ii) the United States, or 
(iii) the country in which the practitioner resides. 


(6) ae gehmeen gee yo neuen ay 
or excluded from practice before the Office in engaging in 
ee § 10.158. 

(7) Knowingly withholding from the Office information 
identifying a patent or patent application of another from which 
one or more claims have been copied. See §§ 1.604(b) and 
1.607(c) of this Subchapter. 

(8) Failing to inform a client or former client or failing to 
timely notify the Office of an inability to notify to a client or 
former client of correspondence received from the Office or the 


significant effect on a matter pending before the Office, (ii) is 
received by the practitioner on behalf of a client or former client 
and (iii) is of which a reasonable practitioner 
would believe under the circumstances the client or former client 
should be notified. 
(9) Knowingly misusing a certificate of 
§ 1.8 of this Subchapter or a certificate of “Express 
§ 1.10 of this Subchapter. 
(10) Violating the duty 
ments of § 1.56(a) of this S 
(11) Knowingly filing, or causing g to be filed, an 
widits in autguen 0 baing Sotcdon enter § 1.56(c) 
chapter. 


under 
”" under 


Sa oe ew oa 


this Sub- 
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(12) Knowingly filing, or causing to be filed, a frivolous 


prosecuting a patent appli 
an signed under § 10.6(e). 
(14) Knowingly falling 0 abvtas the Disectovin erting of 
ry Are which would preclude continued registration under 


(15) Knowingly signing a paper filed in the Office in 


peep = Aeneon bene report knowledge or 
rhe to the Director contrary to § 10.24 or paragraph (b) of 
(17) Representing before the Office in a patent case either 
a joint venture comprising an inventor and an invention devel- 
oper or an inventor referred to the registered practitioner by an 
invention developer when (i) the registered practitioner knows, 
or has been advised by the Office, ao ee 
Se eee on any violation of any law 
to securities, unfair methods of competition, unfair or 
doaplbe ccaxguetts, mail fraud, or other civil or criminal 
conduct, is pending before a federal or state court or federal or 
State agency, or has been resolved unfavorably by such court or 
agency, against the invention in connection with 
invention deve! services and (ii) the practitio- 
ner fails to fully advise the inventor of the existence of the 
pending complaint or unfavorable resolution thereof prior to 
undertaking or representation of the joint venture or 
inventor. “Invention developer” means any person, and any 
agent, employee, officer, partner, or contractor 
oak clvbann practitioner and who advertises 
invention development services in media of general circulation 
or who enters into contracts for invention development services 
with customers as a result of such advertisement. “Invention 


brokering, 
by an invention developer, including a patent search, 


of a patent application, or any other act done by an invention 
developer for consideration toward the end of procuring or 
attempting to procure a license, buyer, or patent for an invention. 
“Customer” means any individual who has made an invention 
and who enters into a contract for invention development 
services with an invention developer with respect to the inven- 
tion by which the inventor becomes to pay the inven- 
tion developer less than $5,000 (not to include any additional 
sums which the invention developer is to receive as a result of 
successful development of the invention). “Contract for inven- 
tion development services” means a contract for invention de- 
velopment services with an invention developer with respect 
to an invention made by a customer by which the inventor 
becomes obligated to pay the invention developer less than 
$5,000 (not to include any additional sums which the invention 
developer is to receive as a result of successful development of 


invention). 

(18) In the absence of information sufficient to establish a 
reasonable belief that fraud or inequitable conduct has occurred, 
al before a tribunal that anyone has committed a fraud on 
the or engaged in inequitable conduct in a proceeding 
before the Office. 

(d) A practitioner who acts with reckless indifference to 
whether a i oe SS Sa 
knowledge of its falsity. Deceitful statements truths or 
concealment of material facts shall be deemed actual fraud 
within the meaning of this part. 


§ 10.24 Disclosure of information to authorities. 


ae mor such knowledge ie 


(a) A Ora Disciplinary 
violation of 
the 


oe ee 
wh aed ~ I. knowledge or 
evidence eS 


fc, o «nig shal even fl such knownge eine 
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to investi or act upon the conduct of practitioners, employees 
of the , Or judges. 

(OMB Control No. 0651-0017) 

§§ 10.25-10.29 [reserved] 

§ 10.30 Canon 2. 


A practitioner should assist the legal profesion in fulfilling 
its duty to make legal counsel available. 


= Communications concerning a practitioner’s serv- 


(a) No practitioner shall with respect to any prospective 
business before the Office, by word, circular, letter, or advertis- 
ing, with intent to defraud in any manner, deceive, mislead, or 
threaten any prospective applicant or other person having 
immediate or prospective business before the Office. 

(b) A practitioner may not use the name of a Member of either 
House of Congress or of an individual in the service of the United 
States in advertising the practitioner’s practice before the Office. 

(c) Unless authorized under § 10.14(b), a non-lawyer practi- 
tioner shall not hold himself or herself out as authorized to 
practice before the Office in trademark cases. 

(d) Unless a practitioner is an attorney, the practitioner shall 
not hold himself or herself out: 


(1) to be an attorney or lawyer or 
(2) as authorized to practice before the Office in non- 
patent and trademark cases. 


§ 10.32 Advertising. 


(a) Subject to § 10.31, a practitioner may advertise services 
through public media, including a telephone directory, legal 
directory , newspaper, or other periodical, radio, or television, or 
through written communications not involving solicitation as 
defined by § 10.33. 

(b) A practitioner shall not give anything of value to a person 
for recommending the practitioner’s services, except that a 
practitioner may pay the reasonable cost of advertising or written 
communication permitted by this section and may pay the usual 
charges of a not-for-profit lawyer referreal service or other legal 
service organization. 

(c) Any communication made pursuant to this section shall 
include the name of at least one practitioner responsible for its 
content. 


§ 10.33 Direct contact with prospective clients. 


A practitioner may not solicit professional employment from 
a prospective client with whom the practitioner has no family or 
prior professional relationship, by mail, in-person or otherwise, 
when a significant motive for the practitioner’s doing so is the 
practitioner’s pecuniary gain under circumstances evidencing 
undue influence, intimidation, or overreaching. The term “so- 
licit” includes contact in person, by telephone or telegraph, by 
letter or other writing, or by other communication directed to a 
specific recipient, but does not include letters addressed or 
advertising circulars distributed generally to persons not specifi- 
cally known to need legal services of the kind provided by the 
practitioner in a particular matter, but who are so situated that 
they might in general find such services useful. 


§ 10.34 Communication of fields of practice. 


A registered practitioner may state or imply that the practitio- 
ner is a specialist as follows: 


(a) A registered practitioner who is an attorney may use the 
designation “Patents,” “Patent Attorney,” “Patent Lawyer,” 
“Registered Patent Attorney,” or a substantially similar desig- 
nation. 

(b) A registered practitioner who is not an attorney may use 
the designation “Patents,” “Patent Agent,” “Registered Patent 
Agent,” or a substantially similar designation, except that any 
practitioner who was registered prior to November 15, 1938, 
may refer to himself or herself as a “patent attorney.” 
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§ 10.35 Firm names and letterheads. 


(a) A practitioner shall not use a firm name, letterhead, or 
other professional designation that violates § 10.31. A trade 
name may be used by a practitioner in private practice if it does 
not imply acurrent connection with a government agency or with 
a public or charitable legal services organzation and is not 
otherwise in violation of § 10.31. 

(b) Practitioners may state or imply that they practice in a 
partnership or other organization only when that is the fact. 


§ 10.36 Fees for legal services. 


(a) A practitioner shall not enter into an agreement for, 
charge, or collect an illegal or clearly excessive fee. 

(b) A fee is clearly excessive when, after a review of the facts, 
a practitioner of ordinary prudence would be left with a definite 
and firm conviction that the fee is in excess of a reasonable fee. 
Factors to be considered as guides in determining the reasona- 
bleness of a fee include the following: 


(1) The time and labor required, the novelty and difficulty 
of the questions involved, and the skill requisite to perform the 
legal service properly. 

(2) The likelihood, if apparent to the client, that the accep- 
tance of the particular employment will preclude other employ- 
ment by the practitioner. 

(3) The fee customarily charged for similar legal services. 

(4) The amount involved and the results obtained. 

(5) The time limitations imposed by the client or by the 
circumstances. 

(6) The nature and length of the professional relationship 
with the client. 

(7) The experience, reputation, and ability of the practitio- 
ner or practitioners performing the services. 

(8) Whether the fee is fixed or contingent. 


§ 10.37 Division of fees among practitioners. 


(a) A practitioner shall not divide a fee for legal services with 
another practitioner who is not a partner in or associate of the 
practitioner’s law firm or law office, unless: 

(1) The client consents to employment of the other practi- 
tioner after a full disclosure that a division of fees will be made. 

(2) The division is made in proportion to the services 
performed and responsibility assumed by each. 

(3) The total fee of the practitioners does not clearly exceed 
reasonable compensation for all legal services rendered to the 
client. 

(b) This section does not prohibit payment to a former partner 
or associate pursuant to a separation or retirement agreement. 


§ 10.38 Agreements restricting the practice of a 
practitioner. 


(a) A practitioner shall not be a party to or participate in a 
partnership or employment agreement with another practitioner 
that restricts the right of a practitioner to practice before the 
Office after the termination of a relationship created by the 
agreement, except as a condition to payment of retirement 
benefits. 

(b) In connection with the settlement of a controversy or suit, 
a practitioner shall not enter into an agreement that restricts the 
practitioner’s right to practice before the Office. 


§ 10.39 Acceptance of employment. 


A practitioner shall not accept employment on behalf of a 
person if the practitioner knows or it is obvious that such person 
wishes to: 


(a) Bring a legal action, commence a proceeding before the 
Office, conduct a defense, assert a position in any proceeding 
pending before the Office, or otherwise have steps taken for the 
person, merely for the purpose of harassing or maliciously 
injuring any other person. 

(b) Present a claim or defense in litigation or any proceeding 
before the Office that is not warranted under existing law, unless 
it can be supported by good faith argument for an extension, 
modification, or reversal of existing law. 
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§ 10.40 Withdrawal from employment. 


(a) A practitioner shall not withdraw from employment in 
a proceeding before the Office without permission from the 
Office (see §§ 1.36, and 2.19 of this Subchapter). In any event, 
a practitioner shall not withdraw from employment until the 
practitioner has taken reasonable steps to avoid foreseeable 
prejudice to the rights of the client, including giving due notice 
to his or her client, allowing time for employment of another 
practitioner, delivering to the client all papers and property to 
which the client is entitled, and complying with applicable laws 
and rules. A practitioner who withdraws from employment shall 
refund promptly any part of a fee paid in advance that has not 
been earned. 

(b) Mandatory withdrawal. A practitioner representing a 
client before the Office shall withdraw from employment if: 

(1) the practitioner knows or it is obvious that the client 
is bringing a legal action, commencing a proceeding before the 
Office, conducting a defense, or asserting ition in litigation 
or any ing pending before the Office, or is otherwise 
having steps taken for the client, merely for the purpose of 
harassing or maliciously injuring any person; 

(2) the practitioner knows or it is obvious that the prac- 
titioner’s continued employment will result in violation of a Dis- 
ciplinary Rule; 

(3) the practitioner’s mental or physical condition renders 
it unreasonably difficult for the practitioner to carry out the 
employment effectively; or 

(4) the practitioner is discharged by the client. 

(c) Permissive withdrawal. If paragraph (b) of this section 
is not applicable, a practitioner may not request permission to 
withdraw in matters pending before the Office unless such 
request or such withdrawal is because: 

(1) the petitioner’s client: 

(i) insists upon presenting a claim or defense that is not 
warranted under existing law and cannot be supported by good 
faith argument for an extension, modification, or reversal of 
existing law; 

(ii) personally seeks to pursue an illegal course of con- 
duct; 

(iii) insists that the practitioner pursue a course of con- 
duct that is illegal or that is prohibited under a Disciplinary Rule; 

(iv) by other conduct renders it unreasonably difficult 
for the practitioner to carry out the employment effectively; 

(v) insists, in a matter not pending before a tribunal, that 
the practitioner engage in conduct that is contrary to the judg- 
ment and advice of the practitioner but not prohibited under the 
Disciplinary Rule; or 

(vi) has failed to pay one or more bills rendered by the 
practitioner for an unreasonable period of time or has failed to 
honor an agreement to pay a retainer in advance of the perform- 
ance of legal services. 

(2) the practitioner’s continued employment is likely to 
result in a violation of a Disciplinary Rule; 

(3) the practitioner’s inability to work with co-counsel 
indicates that the best interests of the client likely will be served 
by withdrawal; 

(4) the practitioner’s mental or physical condition renders 
it difficult for the practitioner to carry out the employment 
effectively; 

(5) the practitioner’s client ae and freely assents 
to termination of the employment; 

(6) the practitioner believes in ened faith, in a proceed- 
ing pending before the Office, that the Office will find the 
existence of other good cause for withdrawal. 


$§ 10.41-10.45 [reserved] 
§ 10.46 Canon 3. 


A practitioner should assist in preventing the unauthorized 
practice of law. 
§ 10.47 Aiding unauthorized practice of law. 
(a) A practitioner shall not aid a non itioner in the 
unauthorized practice of law before the 


(b) A practitioner shall not aid a suspended or excluded 
practitioner in the practice of law before the Office. 
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(c) A practitioner shall not aid a non-lawyer in the unauthor- 
ized practice of law. 


§ 10.48 Sharing legal fees. 


A practitioner or a firm of practitioners shall not share legal 
fees with a non-practitioner except that: 


(a) An agreement by a practitioner with the practitioner's 
firm, partner, or associate may provide for the payment of 
money, over a reasonable period of time after the practitioncr’s 
death, to the practitioner's estate or to one or more specified 


persons. 

(b) A practitioner who undertakes to complete unfinished 
ee ee 
of the deceased practitioner that proportion of the total com- 
pensation which fairly represents the services rendered by the 
deceased practitioner. 

po beet apne ef died re mpgs Sn at 
practitioner employees in or retirement 
even though the plan is based in whole or in part on a profit 
such plan does not circumvent 


arrangement, 
another Disciplinary Rule. 


§ 10.49 Forming a partnership with a non-practitioner. 


A practitioner shall not form a partnership with a non- 
practitioner if any of the activities of the ip consist of 
the practice of patent, trademark, or other law before the Office. 


$§ 10.50-10.55 [reserved] 
§ 10.56 Canon 4. 


A practitioner should preserve the confidences and secrets 
of a client. 


§ 10.57 Preservation of confidences and secrets of a client. 


(a) “Confidence” refers to information protected by the 
attornery-client or agent-client privilege under applicable law. 
“Secret” refers to other information gained in the professional 
relationship that the client has requested be held inviolate or 
the disclosure of which would be embarrassing or would be 
likely to be detrimental to the client. 


(2) Use a confidence or secret of a client to the disadvan- 
tage of the client. 

(3) Use a confidence or secret of a client for the advantage 
of the practitioner or of a third person, unless the client consents 
after full disclosure. 

(c) A practitioner may reveal: 

(1) Confidences or secrets with the consent of the client 
affected but only after a full disclosure to the client. 

(2) Confidences or secrets when permitted under Disci- 
plinary Rules or required by law or court order. 

(3) The intention of a client to commit a crime and the 

lormation necessary to prevent the crime. 

(4) Confidences or secrets necessary to establish or collect 
the practitioner’s fee or to defend the practitioner or the prac- 
titioner’s employees or associates against an accusation of 

conduct. 

(d) A practitioner shall exercise reasonable care to prevent 
the practitioner's associates, and others whose 
EN ee 
confidences or secrets of a client, except that a practitioner may 
reveal the information allowed by parargraph (c) of this section 
through an employee. 


$§ 10.58-10.60 [reserved] 
§ 10.61 Canon 5. 


A practitioner should exercise independent professional 
judgment on behalf of a client. 
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§ 10.62 Refusing employment when the interest of the prac- 
titioner may impair the practitioner’s independent profes- 
sional judgment. 


(a) Except with the consent of a client after full disclosure, 
a practitioner shall not accept employment if the exercise of the 
practitioner’s professional judgment on behalf of the client will 
be or reasonably may be affected by the practitioner’s own 
financial, business, property, or personal interests. 

(b) A practitioner shall not accept employment in a proceed- 
ing before the Office if the practitioner knows or it is obvious 
that the practitioner or another practitioner in the practitioner’s 
firm ought to sign an affidavit to be filed in the Office or be 
called as a witness, except that the practitioner may undertake 
the employment and the practitioner or another practitioner in 
the practitioner’s firm may testify: 


(1) If the testimony will relate solely to an uncontested 
matter. 

(2) If the testimony will relate solely to a matter of formality 
and there is no reason to believe that substantial evidence will 
be offered in opposition to the testimony. 

(3) If the testimony will relate solely to the nature and value 
of legal services rendered in the case by the practitioner or the 
practitioner’s firm to the client. 

(4) As to any matter, if refusal would work a substantial 
hardship on the client because of the distinctive value of the 
practitioner or the practitioner’s firm as counsel in the particular 
case. 


§ 19.63 Withdrawal when the practitioner becomes a wit- 
ness. 


(a) If, after undertaking employment in a proceeding in the 
Office, a practitioner learns or it is obvious that the practitioner 
or another practitioner in the practitioner’s firm ought to sign 
an affidavit to be filed in the Office or be called as a witness 
on behalf of a practitioner’s client, the practitioner shall with- 
draw from the conduct of the proceeding and the practitioner’s 
firm, if any, shall not continue representation in the proceeding, 
except that the practitioner may continue the representation and 
the practitioner or another practitioner in the practitioner’s firm 
may testify in the circumstances enumerated in paragraphs (1) 
through (4) of § 10.62(b). 

(b) If, after undertaking employment in a proceeding before 
the Office, a practitioner learns or it is obvious that the prac- 
titioner or another practitioner in the practitioner’s firm may be 
asked to sign an affidavit to be filed in the Office or be called 
as a witness other than on behalf of the practitioner’s client, the 
practitioner may continue the representation until it is apparent 
that the practitioner’s affidavit or testimony is or may be 
prejudicial to the practitioner’s client. 


§ 10.64 Avoiding acquisition of interest in litigation or pro- 
ceeding before the Office. 


(a) A practitioner shall not acquire a proprietary interest in 
the subject matter of a proceeding before the Office which the 
practitioner is conducting for a client, except that the practitioner 
may: 


(1) Acquire a lien granted by law to secure the practitio- 
ner’s fee or expenses; or 

(2) Contract with a client for a reasonable contingent fee; 
or 

(3) In a patent case, take an interest in the patent as part 
or all of his or her fee. 

(b) While representing a client in connection with a contem- 

plated or pending proceeding before the Office, a practitioner 
shall not advance or guarantee financial assistance to a client, 


except that a practitioner may advance or guarantee the expenses 


of going forward in a before the Office including 
fees required by law to be paid to the Office, expenses of 
Fa expenses of medical examination, and costs of 

aes evidence, provided the client remains 
ultimately li for such expenses. A practitioner may, 
however, advance any fee required to prevent or remedy an 
shandenment of a clisat's application ty concen of on ox or 
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omission attributable to the practitioner and not to the client, 
whether or not the client is ultimately liable for such fee. 


§ 10.65 Limiting business relations with a client. 


A practitioner shall not enter into a business transaction with 
a client if they have differing interests therein and if the client 
expects the practitioner to exercise professional judgment 
therein for the protection of the client, unless the client has 
consented after full disclosure. 


§ 10.66 Refusing to accept or continue employment if the 
interests of another client may impair the independent 
professional judgment of the practitioner. 


(a) A practitioner shall decline proffered employment if the 
exercise of the practitioner’s independent professional judgment 
in behalf of a client will be or is likely to be adversely affected 
by the acceptance of the proffered employment, or if it would 
be likely to involve the practitioner in representing differing 
interests, except to the extent permitted under paragraph (c) of 
this section. 

(b) A practitioner shall not continue multiple employment 
if the exercise of the practitioner’s i mt professional 
judgment in behalf of a client will be or is likely to be adversely 
affected by the practitioner’s representation of another client, 
or if it would be likely to involve the practitioner in representing 
differing interests, except to the extent permitted under para- 
graph (c) of this section. 

(c) In the situations covered by paragraphs (a) and (b) of 
this section a practitioner may represent multiple clients if it is 
obvious that the practitioner can adequately represent the 
interest of each and if each consents to the representation after 
full disclosure of the possible effect of such representation on 
the exercise of the practitioner’s independent professional 
judgment on behalf of each. 

(d) If a practitioner is required to decline employment or to 
withdraw from employment under a Disciplinary Rule, no 
partner, or associate, or any other practitioner affiliated with the 
practitioner or the practitioner’s firm, may accept or continue 
such employment unless otherwise ordered by the Director or 
Commissioner. 


§ 10.67 Settling similar claims of clients. 


A practitioner who represents two or more clients shall not 
make or participate in the making of an aggregate settlement 
of the claims of or against the practitioner’s clients, unles:s each 
client has consented to the settlement after being advised of the 
existence and nature of all the claims involved in the 
settlement, of the total amount of the settlement, and of the 
participation of each person in the settlement. 


§ 10.68 Avoiding influence by others than the client. 


(a) Except with the consent of the practitioner’s client after 
full disclosure, a practitioner shall not: 


(1) Accept compensation from one other than the prac- 
titioner’s client for the practitioner’s legal services to or for the 
client. 

(2) Accept from one other than the practitioner’s client 
any thing of value related to the practitioner’s representation 
of or the practitioner’s employment by the client. 


(b) A practitioner shall not permit a person who recommends, 
employs, or pays the practitioner to render legal services for 
another, to direct or regulate the practitioner's professional 
judgment in rendering such legal services. 

(c) A practitioner shall not practice with or in the form of 
a professional corporation or association authorized to practice 
law for a profit, if a non-practioner has the right to direct or 
control the professional judgment of a practitioner. 


$§ 10.69-10.75 [reserved] 
§ 10.76 Canon 6. 


A practitioner should represent a client competently. 
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§ 10.77 Failing to act competently. 


A practitioner shall not: 

(a) Handle a legal matter which the practitioner knows or 
should know that the practitioner is not competent to handle, 
without associating with the practitioner another practitioner 
who is competent to handle it. 

(b) Handle a legal matter without preparation adequate in 
the circumstances. 

(c) Neglect a legal matter entrusted to the practitioner. 


§ 10.78 Limiting liability to client. 


A practitioner shall not attempt to exonerate himself or 
herself from, or limit his or her liability to, a client for his or 
her personal malpractice. 


$§ 10.79-10.82 [reserved] 
§ 10.83 Canon 7. 


A practitioner should represent a client zealously within the 
bounds of the law. 


§ 10.84 Representing a client zealously. 
(a) A practitioner shall not intentionally: 


(1) Fail to seek the lawful objectives of a client through 
reasonably available means permitted by law and the Discipli- 
nary Rules, except as provided by paragraph (b) of this section. 
A practitioner does not violate the provisions of this section, 
however, by acceding to reasonable requests of opposing 
counsel which do not prejudice the rights of the client, by being 
punctual in fulfilling all professional commitments, by avoiding 
offensive tactics, or by treating with courtesy and consideration 
all persons involved in the legal process. 

(2) Fail to carry out a contract of employment entered into 
with a client for professional services, but a itioner may 
withdraw as permitted under §§ 10.40, 10.63, and 10.66. 

(3) Prejudice or damage a client during the course of a 
professional relationship, except as required under this part. 


(b) In representation of a client, a practitioner may: 


(1) Where permissible, exercise professional judgment 
to waive or fail to assert a right or position of the client. 

(2) Refuse to aid or participate in conduct that the prac- 
titioner believes to be unlawful, even though there is some 
support for an argument that the conduct is legal. 


§ 10.85 Representing a client within the bounds of the law. 
(a) In representation of a client, a practitioner shall not: 


(1) Initiate or defend any proceeding before the Office, 
assert a position, conduct a defense, delay a trial or 
before the Office, or take other action on behalf of the prac- 
titioner’s client when the practitioner knows or when it is 
obvious that such action would serve merely to harass or 
maliciously injure another. 

(2) Knowingly advance a claim or defense that is unwar- 
ranted under existing law, except that a practitioner may advance 
such claim or defense if it can be supported by good faith 
argument for an extension, modification, or reversal of existing 
law. 

(3) Conceal or knowingly fail to disclose that which the 
practitioner is required by law to reveal. 

(4) Knowingly use perjured testimony or false evidence. 

(5) Knowingly make a false statement of law or fact. 

(6) Participate in the creation or preservation of evidence 
— the practitioner knows or it is obvious that the evidence 
is false. 

(7) Counsel or assist a client in conduct that the practitioner 
knows to be illegal or fraudulent. 

(8) Knowingly engage in other illegal conduct or conduct 
contrary to a Disciplinary Rule 
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(b) A practitioner who receives information clearly estab- 
lishing that: 

(1) A client has, in the course of the representation, 
perpetrated a fraud upon a person or tribunal shall promptly call 
upon the client to rectify the same, and if the client refuses or 
is unable to do so the practitioner shall reveal the fraud to the 
affected person or tribunal. 

(2) A person other than a client has perpetrated a fraud 
upon a tribunal shall promptly reveal the fraud to the tribunal. 


§ 10.86 [reserved] 
§ 10.87 Communicating with one of adverse interest. 


During the course of representation of a client, a practitioner 
shall not: 

(a) Communicate or cause another to communicate on the 
subject of the representation with a party the practitioner knows 
to be represented by another practitioner in that matter unless 
the practitioner has the prior consent of the other iti 
representing such other party or is authorized by law to do so. 
It is not improper, however, for a practitioner to encourage a 
client to meet with an opposing party for settlement discussions. 

(b) Give advice to a person who is not represented by a 
practitioner other than the advice to secure counsel, if the 
interests of such person are or have a reasonable possibility of 
being in conflict with the interests of the practitioner's client. 


§ 10.88 Threatening criminal prosecution. 


A practitioner shall not present, participate in presenting, or 
threaten to present criminal charges solely to obtain an advan- 
tage in any prospective or pending proceeding before the Office. 


§ 10.89 Conduct in proceedings. 


(a) A practitioner shall not disregard or advise a client to 
disregard any provision of this Subchapter or a decision of the 
Office made in the course of a proceeding before the Office, 
but the practitioner may take appropriate steps in good faith to 
test the validity of such provision or decision. 

(b) In presenting a matter to the Office, a practitioner shall 
disclose: 


(1) Controlling legal authority known to the practitioner 
to be directly adverse to the position of the client and which 
is not disclosed by opposing counsel or an employee of the 
Office. 

(2) Unless privileged or irrelevant, the identities of the 
client the practitioner represents and of the persons who 
employed the practitioner. 

(c) In appearing in a professional capacity before a tribunal, 
a practitioner shall not: 

(1) State or allude to any matter that the practitioner has 

no reasonable basis to believe is relevant to the case or that will 


: moapt 
(4) Assert the practitioner’s 

justness of a cause, as to the credibility of a witness, as to the 

a Se oe 


an accused, but the practitioner may argue, on the practitioner's 
analysis of the evidence, for any position or conclusion with 
respect to the matters stated herein. 

(5) Engage in undignified or discourteous conduct before 
the Office (see § 1.3 of the Su’ 

eter: baer eng | violate any provision of this 
Subchapter or established rule of evidence. 


§ 10.90-10.91 [reserved] 
§ 10.92 Contact with witnesses. 


(a) A practitioner shall not suppress any evidence that the 
practitioner or the practitioner's client has a legal obligation to 
reveal or produce. 
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(b) A practitioner shall not advise or cause a person to be 
secreted or to leave the jurisdiction of a tribunal for the purpose 
of making the person unavailable as a witness therein. 

(c) A practitioner shall not pay, offer to pay, or acquiesce 
in the payment of com ion to a witness contingent upon 
the content of the witness’ affidavit, testimony or the outcome 
of the case. But a practitioner may advance, guarantee, or 
acquiesce in the payment of: 


(1) Expenses reasonably incurred by a witness in attend- 
making 


y 
, testifying, or an affidavit. 
(2) Reasonable compensation to a witness for the witness’ 
loss of time in a testifying, or making an affidavit. 
(3) A reasonable fee for the professional services of an 
expert witness. 


§ 10.93 Contact with officials. 


(a). A practitioner shall not give or lend anything of value 
to a judge, official, or employee of a tribunal under circum- 
stances which might give the appearance that the gift or loan 
is made to influence official action. 

(b) In an adversary ing, including any inter partes 
proceeding before the Office, a practitioner shall not commu- 
nicate, or cause another to communicate, as to the merits of the 
cause with a judge, official, or Office employee before whom 
the proceeding is pending, except 


(1) In the course of official proceedings in the cause. 

(2) In writing if the practitioner promptly delivers a copy 
of the writing to opposing counsel or to the adverse party if the 
adverse party is not represented by a practitioner. 

Ay. Orally upon adequate notice to counsel or 
to the adverse party if the adverse party is not represented by 


a practitioner. 
(4) As otherwise authorized by law. 
$§ 10.94-10.99 [reserved] 
§ 10.100 Canon 8. 
A practitioner should assist in improving the legal system. 
§. 10.101 Action as a public official. 
(a) A practitioner. who holds public office shall not: 


(1) Use the practitioner’s public position to obtain, or 
attempt to obtain, a special advantage in legislative matters for 
the practitioner or for a client under circumstances where the 
practitioner knows or it is obvious that such action is not in the 
public interest. 

(2) Use the practitioner’s public position to influence, or 
attempt to influence, a tribunal to act in favor of the practitioner 
or of a client. 

(3) Accept any thing of value from any person when the 
practitioner knows or it is obvious that the offer is for the 
of influencing the practitioner’s action as a public official. 


(b) A practitioner who is an officer or employee of the United 
States shall not practice before the Office in patent cases except 
as provided in § 10.6(d). 


§ 10.102 Statements concerning officials. 


50 A ee ay) een eee 
of fact concerning the of a candidate for election 
or appointment to a judicial office or to a position in the Office. 

a 
ees be. ete adjudicatory officer, or employee of the 


§ 10.103 Practitioner candidate for judicial office. 


A practitioner who is a candidate for judicial office shall 
comply with applicable provisions of law. 


§ 10.104-10.109 [reserved] 
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§ 10.110 Canon 9. 


A practitioner should avoid even the appearance of profes- 
sional impropriety. 


§ 10.111 Avoiding even the appearance of impropriety. 


(a) A practitioner shall not accept private employment in a 
matter upon the merits of which he or she has acted in a judicial 


ity. 

(b) A practitioner shall not accept private employment in a 
matter in which he or she had personal responsibility while a 
public employee. 

(c) A practitioner shall not state or imply that the practitioner 
is able to influence improperly or upon irrelevant grounds any 
tribunal, legislative body, or public official. 


§ 10.112 Preserving identity of funds and property of client. 


(a) All funds of clients paid to a practitioner or a practitioner’s 
firm, other than advances for costs and expenses, shall be 
deposited in one or more identifiable bank accounts maintained 
in the United States or, in the case of a practitioner having an 
office in a foreign country or registered under § 10.6(c), in the 
United States or the foreign country. 

(b) No funds belonging to the practitioner or the practitioner’s 
firm shall be deposited in the bank accounts required by 
paragraph (a) of this section except as follows: 


(1) Funds reasonably sufficient to pay bank charges may 
be deposited therein. 

(2) Funds belonging in part to a client and in part presently 
or potentially to the practitioner or the practitioner’s firm must 
be deposited therein, but the portion belonging to the practitioner 
or the practitioner’s firm may be withdrawn when due unless 
the right of the practitioner or the practitioner’s firm to receive 
it is disputed by the client, in which event the disputed portion 
shall not be withdrawn until the dispute is finally resolved. 


(c) A practitioner shall: 


(1) Promptly notify a client of the receipt of the client’s 

Securities, or other properties. 

(2) Identify and label securities and properties of a client 

promptly upon receipt and place them in a safe deposit box or 
other place of safekeeping as soon as practicable. 

(3) Maintain complete records of all funds, securities, and 
other properties of a client coming into the possession of the 
practitioner and render appropriate accounts to the client 
regarding the funds, securities, or other properties. 

(4) Promptly pay or deliver to the client as requested by 
aclient the funds, securities, or other in the possession 
of the itioner which the client is entitled to receive. 

(OMB Control No. 0651-0017) 


§ 10.113-10.129 [reserved] 
Investigations and Disciplinary Proceedings 
§ 10.130 Reprimand, suspension or exclusion. 


an an 
a hearing, (a)-reprimand or (b) suspend or exclude, either 
ney ly particular case, any individual, attorney, or 
agent shown to be incompetent or disreputable, ar | md 
of gross misconduct, or who violates a Disciplinary R 

(b) Petitions to disqualify a practi ve oa gay ol 
partes cases inthe Office are not governed by §§ 10.130 through 
10.170 and will be handled on a case-by-case basis under such 
conditions as the Commissioner deems appropriate. 


§ 10.131 Investigations. 


(a) The Djrector is authorized to investigate possible viola- 
tions of Disciplinary Rules by practitioners. See § 1¢ 10.2(b) (2). 
(b) Practitioners shall and reveal to the Director any 
poner te ae tenn pe be 5 a 
cooperate with the Director in connection with 
undor parugvaph (a) of this section and with officicie of the 
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in connection with any disciplinary proceeding instituted under 
§ 10.132(b). 

(c) Any non-practitioner possessing knowledge or informa- 
tion concerning a violation of a Disciplinary Rule aw a prac- 
titioner may report the violation to the Director. The Director 


may require that the report be presented in the form of an 
affidavit. 


§ 10.132 Initiating a 


proceeding; reference to 
an administrative law judge. 


(a) If after conducting an investigation under § 10.131(a) the 
are thd Hy ay mee pe engi Ba 
Disciplinary Rule, the Director shall after complying where 
necessary with the provisions of 5 U.S.C. 558(c), call a meeting 
of the Committee on Discipline. The Committee on Discipline 
shall then determine as specified in § 10.4(b) whether a dis- 
ciplinary proceeding shall be instituted under paragraph (b) of 
this section. 

(b) If the Committee on Discipline determines that 
cause exists to believe that a practitioner has violated a Dis- 
ciplinary Rule, the Director shall institute a disciplinary proceed- 
ing by filing a complaint under § 10.134. The complaint shall 
be filed in the Office of the Director. A disciplinary proceeding 
may result in: 


(1) a reprimand or 
(2) suspension or exclusion of a practitioner from practice 
before the Office. 


(c) Upon the filing of a complaint under {g49 10.134, the 
Commissioner will refer the disciplinary proceeding to an 
administrative law judge. 


§ 10.133 Conference between Director and practitioner; 
resignation. 


(a) General. The Director may confer with a practitioner 
concerning possible violations by the practitioner of a Disci- 
plinary Rule whether or not a disciplinary proceeding has been 
instituted. 

— Resignation. Any 


practitioner who is the subject of an 
investigation under § 10.131 or against whom a complaint has 
been filed under § 10.134 may resign from practice before the 
Office only by submitting with the Director an affidavit stating 
his or her desire to resign. 
(c) If filed prior to the date set by the administrative law judge 
for a hearing, the affidavit shall state that: 


(1) the resignation is freely and voluntarily proferred; 

(2) the practitioner is not acting under duress or coersion 
from the Office; 

(3) the practitioner is fully aware of the implications of 
filing the resignation; 

(4) the practitioner is aware (i) of a pending investigation 
or (ii) of charges arising from the complaint alleging that he 
or she is guilty of a violation of the Patent and Trademark Office 
Code of Professional Responsibility, the nature of which shall 
be set forth by the practitioner to the satisfaction of the Director; 

(5) the practitioner acknowledges that, if and when he or 
she applies for reinstatement under § 10.160, the Director will 
conclusively presume, for the limited purpose of determining 
the application for reinstatement, that: 


(i) the facts upon which the complaint is based are true 


(ii) the practitioner could not have successfully de- 
fended himself or herself against (A) charges predicated on the 
violation under investigation or (B) charges set out in the 
complaint filed against the practitioner. 


(d) If filed on or after the date set by the administrative law 
judge for a hearing, the affidavit shall make the statements 


required by subparagraphs (1) 1) Geongh (4) of paragraph (b) of 
this section and shall state 


OS a eS Sa 
the complaint is based are true; and 
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(2) the resignation is being submitted because the practitio- 
ner could not successfully defend himself or herself against (i) 
charges predicated on the violation under investigation or (ii) 
charges set out in the complaint. 


Lae ee! aS cl g Se ee 
is received while an investigation is pending, the Commissioner 
shall enter an order excluding the practitioner “on consent.” 
When an affidavit under paragraphs (b) or (c) of this section 
is received after a complaint under § 10.134 has been filed, the 
Director shall notify the administrative law judge. The admin- 
ee ee eee 
plinary proceeding to the Commissioner and the Commissioner 
shall enter an order excluding the practitioner “on consent.” 

(f) Any practitioner who resigns from practice before the 
Office under this section and who intends to reapply for 
admission to practice before the Office must comply with the 
provisions of § 10.158. 

(g) Settlement. Before or after a complaint is filed under § 
10.134, a settlement conference may occur between the Director 
and a practitioner for the purpose of settling any disciplinary 
matter. If an offer of settlement is made by the Elssctor or the 
practitioner and is not accepted by the other, no reference to 
the offer of settlement or its refusal shall be admissible in 
evidence in the disciplinary proceeding unless both the Director 
and the practitioner agree in writing. 


§ 10.134 Complaint. 
(a) A complaint instituting a disciplinary proceeding shall: 


(1) Name the practitioner, who may then be referred to 
as the “respondent.” 
(2) Give a plain and concise description of the alleged 
violations of the Disciplinary Rules by the 

(3) State the place and time for filing an answer by the 
re 

(4) State that a decision by default may be entered against 

if an answer is not timely filed. 
(5) Be signed by the Director. 


(b) A complaint will be deemed sufficient if it fairly informs 
the of any violation of the Disciplinary Rules which 
form the basis for the disciplinary proceeding so that the 
respondent is able to adequately prepare a defense. 


§ 10.135 Service of complaint. 


(a) A complaint may be served on a respondent in any of 
the following methods: 


(1) By handing a copy of the complaint personally to the 
respondent, in which case the individual handing the complaint 
Se eee Oe eS 2. 
Se ee complaint was handed to the 


(2) By mailing a copy of the complaint by “Express Mail” 
or first-class mail to: 


(i) a registered practitioner at the address for which 

notice was last received by the Director or 

(ii) a non-registered practitioner at the last address for 
the respondent known to the Director. 


(3) By any method mutually agreeable to the Director and 

the respondent. 
$0 © 0 congisiet ened ty at ate eee 
of this section is returned by the U.S. Postal Service, the Director 


shall mail a second copy of the complaint to the respondent. 
cee ee Oe ee ee 


the § 10.11(b) letter within a period of not less than 15 days. 
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An answer to the § 10.11(b) letter shall constitute proof of 
service. If the respondent fails to answer the § 10.11(b) letter, 
his or her name will be removed from the register as provided 
by § 10.11(b). 

(d) If the respondent is represented by an attorney under § 
10.140(a), a copy of the complaint shall also be served on the 
attorney. 


§ 10.136 Answer to complaint. 


(a) Time for answer. An answer to a complaint shall be filed 
within a time set in the complaint which shall be not less than 
thirty days. 

(b) With whom filed. The answer shall be filed in writing with 
the administrative law judge. The time for filing an answer may 
be extended once for a period of no more than thirty days by 
the administrative law judge upon a showing of good cause 
provided a motion requesting an extension of time is filed within 
thirty days after the date the complaint is filed by the Director. 
A copy of the answer shall be served on the Director. 

(c) Content. The respondent shall include in the answer a 
statement of the facts which constitute the grounds of defense 
and shall specifically admit or deny each allegation set forth 
in the complaint. The respondent shall not deny a material 
allegation in the complaint which the respondent knows to be 
true or state that respondent is without sufficient information 
to form a belief as to the truth of an allegation when in fact the 
respondent possesses that information. The respondent shall 
also state affirmatively special matters of defense. 

(d) Failure to deny allegations in complaint. Every allegation 
in the complaint which is not denied by a respondent in the 
answer is deemed to be admitted and may be considered proven. 
No further evidence in respect of that allegation need be received 
by the administrative law judge at any hearing. Failure to timely 
file an answer will constitute an admission of the allegations 
in the complaint. 

(e) Reply by Director. No reply to an answer is required by 
the Director and any affirmative defense in the answer shall be 
deemed to be denied. The Director may, however, file a reply 
if he or she chooses or if ordered by the adminstrative law judge. 


§ 10.137 Supplemental complaint. 


False statements in an answer may be made the basis of a 
supplemental complaint. 


§ 10.138 Contested case. 


Upon the filing of an answer by the respondent, a disciplinary 
proceeding shall be regarded as a contested case within the 
meaning of 35 U.S.C. 24. Evidence obtained by a subpoena 
issued under 35 U.S.C. 24 shall not be admitted into the record 
or considered unless leave to proceed under 35 U.S.C. 24 was 
previously authorized by the administrative law judge. 


§ 10.139 Administrative law judge; appointment; responsi- 
bilities; review of interlocutory orders; stays. 


(a) Appointment. An administrative law judge, appointed 
under 5 U.S.C. 3105, shall conduct disciplinary proceedings as 
provided by this part. 

(b) Responsibilities. The administrative law judge shall have 
authority to: 


(1) Administer oaths and affirmations; 

(2) Make rulings upon motions and other requests; 

(3) Rule upon offers of proof, receive relevant evidence, 
and examine witnesses; 

(4) Authorize the taking of a deposition of a witness in 
lieu of personal appearance of the witness before the admin- 
strative law judge; 

(5) Determine the time and place of any hearing and 
regulate its course and conduct; 

(6) Hold or provide for the holding of conferences to settle 
nn the issues; 
Receive and consider oral or written arguments on facts 


or si 


oni 


(8) Adopt procedures and modify procedures from time 
to time as occasion requires for the orderly disposition of 
Ss; 
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(9) Make initial decisions under § 10.154; and 

(10) Perform acts and take measures as necessary to 
promote the efficient and timely conduct of any disciplinary 
proceeding. 


(c) Time for making initial decision. The administrative law 
judge shall set times and exercise control over a disciplinary 
proceeding such that an initial decision under § 10.154 is 
normally issued within six months of the date a complaint is 
filed. The administrative law judge may, however, issue an initial 
decision more than six months after a complaint is filed if in 
his or her opinion there exist unusual circumstances which 
preclude issuance of an initial decision within six months of 
the filing of the complaint. 

(d) Review of interlocutory orders. An interlocutory order 
of an administrative law judge will not be reviewed by the 
Commissioner except: 


(1) when the administrative law judge shall be of the 
opinion (i) that the interlocutory order involves a controlling 
question of procedure or law as to which there is a substantial 
ground for a difference of opinion and (ii) that an immediate 
decision by the Commissioner may materially advance the 
ultimate termination of the disciplinary proceeding or 

(2) in an extraordinary situation where justice requires 
review. 


(e) Stays pending review of interlocutory order. If the 
Director or a respondent seeks review of an interlocutory order 
of an administrative law judge under paragraph (b)(2) of this 
section, any time period set for taking action by the adminis- 
trative law judge shall not be stayed unless ordered by the 
Commissioner or the administrative law judge. 


§ 10.140 Representative for Director or respondent. 


(a) A respondent may be represented before the Office in 
connection with an investigation or disciplinary proceeding by 
an attorney. The attorney shall file a written declaration that he 
or she is an attorney within the meaning of § 10.1(c) and shall 
state: 


(1) the address to which the attorney wants correspondence 
related to the investigation or disciplinary proceeding sent and 

(2) atelephone number where the attorney may be reached 
during normal business hours. 


(b) The Commissioner shall designate at least two associate 
solicitors in the Office of the Solicitor to act as representatives 
for the Director in disciplinary proceedings. In prosecuting 
disciplinary proceedings, the designated associate solicitors 
shall not involve the Solicitor or the Deputy Solicitor. The 
Solicitor and the Deputy Solicitor shall remain insulated from 
the investigation and prosecution of all disciplinary proceedings 
in order that they shall be available as counsel to the Commis- 
sioner in deciding disciplinary proceedings. 


§ 10.141 Filing of papers. 


(a) The provisions of § 1.8 of this Subchapter do not apply 
to disciplinary gs. 

(b) All papers filed after the complaint and prior to entry of 
an initial decision by the administrative law judge shall be filed 
with the administrative law judge at an address or place des- 
ignated by the administrative law judge. All papers filed after 
entry of an initial decision by the administrative law judge shall 
be filed with the Director. The Director shall promptly forward 
to the Commissioner any paper which requires action under this 
part by the Commissioner. 

(c) The administrative law judge or the Director may provide 
for filing papers and other matter by hand or by “Express Mail.” 


§ 10.142 Service of papers. 


(a) All papers other than a complaint shall be served on a 
respondent represented by an attorney by: 


(1) delivering a copy of the paper to the office of the 
attorney; or 





U.S. PATENT AND TRADEMARK OFFICE 


(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to the attorney at the address provided by the 
attorney under § 10.140(a) (1); or 

(3) any other method mutually agreeable to the attorney 
and a representative for the Director. 


(b) All papers other than a complaint shall be served on a 
respondent who is not represented by an attorney by: 


(1) delivering a copy of the paper to the respondent; or 

(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to the respondent at the address to which a 
complaint may be served or such other address as may be 
designated in writing by the respondent; or 

(3) any other method mutually agreeable to the respondent 
and a representative of the Director. 


(c) A respondent shall serve on the representative for the 
Director one copy of each paper filed with the administrative 
law judge or the Director. A paper may be served on the 
representative for the Director by: 


(1) delivering a copy of the paper to the representative; 
or 
(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to an address designated in writing by the 
mtative; or 
(3) any other method mutually agreeable to the respondent 
and the representative. 


(d) Each paper filed ina disciplinary proceeding shall contain 
therein a certificate of service indicating: 


(1) the date on which service was made and 
(2) the method by which service was made. 


(e) The administrative law judge or the Commissioner may 
require that a paper be served by hand or by “Express Mail.” 

(f) Service by mail is completed when the paper mailed in 
the United States is placed into the custody of the U.S. Postal 
Service. 


§ 10.143 Motions. 


Motions may be filed with the administrative law judge. The 
adminstrative law judge will determine on a case-by-case basis 
the time period for response to a motion and whether replies 
to responses will be authorized. No motion shall be filed with 
the administrative law judge unless such motion is supported 
by a written statement by the moving party that the moving party 
or attorney for the moving party has conferred with the opposing 
party or attorney for the opposing party in an effort in good 
faith to resolve by agreement the issues raised by the motion 
and has been unable to reach agreement. If issues raised by a 
motion are resolved by the parties prior to a decision on the 
motion by the administrative law judge, the parties shall 
promptly notify the administrative law judge. 


§ 10.144 Hearings. 


(a) The administrative law judge ~~ —_ at hearings 
Hearings wil 


eee pr proceedings. be stenographically 
recorded and transcribed and the ace of witnesses will 


be received under oath or affirmation. The administrative law 

judge shall conduct hearings in accordance with 5 U.S.C. 556. 

A copy of the transcript a ema 

Fay pe mays be provided to the Director 
t at the expense of the Office. — 

“(ou os canoe fails to 
appara the hearing afer a node of hearing hasbeen give 
phy tener del pe administrative law judge 
may deem the respondent to have waived the right to a hearing 
, —aaielenaneeinae cen me ia is oe se 


eb A hantebinater Gintaitenebentnenatindieaitins 
Ne ee respondent 
to open his or her hearing to the public and make the record 
of the disciplinary proceeding available for public inspection, 
provided agreement is reached in advance to exclude from 
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renee ee raf mee a Ra em 
eT oe a disciplinary proceed- 
action against a practitioner, and 
mbt 10.159(c), the record of the entire disciplinary 
proceeding, including any settlement agreement, will be avail- 

able for public inspection. 


§ 10.145 Proof; variance; amendment of pleadings. 

In case of a variance between the evidence and the allegations 

ina answer, or reply, if any, the administrative law 
authorize amendment of 


judge may order or pee 
answer, or reply to conform to the evidence. Any 


shall make 
answer, ~~: 


$§ 10.146-10.148 [reserved] 
§ 10.149 Burden of proof. 

In a disciplinary the Director shall have the 
egies aemden te tmttes ts ae cal ae 
evidence and a shall have the burden of providing 
any affirmative defense by clear and convincing evidence. 


§ 10.150 Evidence. 


a calas thas quell Wy Gn el 
amended. 


(a) Rules of evidence. The rules of evidence prevailing in 


disciplinary proceedings. 
fotee shall exclude evidence which is irrelevant, immaterial, 
or unduly repetitious. 
(b) Depositions. Depositions of witnesses taken pursuant to 
§ 10.151 may be admitted as evidence. 
(c) Government documents. Official documents, records, and 
papers of the Office are admissible without extrinsic evidence 


(d) Exhibits. If any document, record, or other paper is 
introduced in evidence as an exhibit, the administrative law 
judge may authorize the withdrawal of the exhibit subject to 
any conditions the administrative law judge deems appropriate. 

ouaicaus py ey pee aye 

the grounds of objection. Objections and rulings on 
cejoianscli boaganef tesneend. Hocnenguentedweding 
is necessary to preserve the rights of the parties. 


§ 10.151 Depositions. 


Depostions may be ken upon orl or wien question, upon 
Depositions may be taken upon oral or written questions, 

not less than ten days written notice to the other ctr pry. thor 

any officer authorized to administer an oath or 

the place where the deposition is to be taken. The sequisement 

sf Ceadgnenteneay te quvelhy Gupatenaantaniten 
may then be taken of a witness and at a time and place mutually 
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to the Director and the t. The deposition 
shall not be filed with the administrative law judge and may 
not be admitted in evidence before the administrative law judge 
unless he or she orders the deposition admitted in evidence. The 
admissibility of the deposition shall lie within the discretion 
of the administrative law judge who may reject the deposition 
on any reasonable basis including the fact that demeanor is 
involved and that the witness should have been called to appear 
personally before the administrative law judge. 


§ 10.152 Discovery. 


Discovery shall not be authorized except as follows: 

(a) After an answer is filed under § 10.136 and when a party 
establishes in a clear and convincing manner that discovery is 
necessary and relevant, the administrative law judge, under such 
conditions as he or she deems appropriate, may order an 
opposing party to: 


(1) answer a reasonable number of written requests for 
admission or interrogatories; 

(2) produce for inspection and copying a reasonable 
number of documents; and 

(3) produce for inspection a reasonable number of things 
other than documents. 


(b) Discovery shall not be authorized under paragraph (a) 
of this section of any matter which: 


(1) will be used by another party solely for impeachment 
or cross-examination; 

(2) is not available to the party under 35 U.S.C. § 122; 

(3) relates to any disciplinary proceeding commenced in 
the Patent and Trademark Office prior to Mar. 8, 1985; 

(4) relates to experts except as the administra-:ive law judge 
may require under paragraph (e* of this section. 

(5) is privileged; or 

(6) relates to mental impressions, conclusions, opinions, 
or legal theories of any attorney or other representative of a party. 


(c) the administrative law judge may deny discovery re- 
quested under paragraph (a) of this section if the discovery 
sought: 


(1) will unduly delay the disciplinary proceeding; 

(2) will place an undue burden on the party required to 
produce the discovery sought; or 

(3) is available (i) generally to the public, (ii) equally to 
the parties; or (iii) to the party seeking the discovery through 
another source. 


(d) Prior to authorizing discovery under paragraph (a) of this 
section, the administrative law judge shall require the party 
seeking discovery to file a motion (§ 10.143) and explain in 
detail for each request made how the discovery sought is 
necessary and relevant to an issue actually raised in the 
complaint or the answer. 

(e) The administrative law judge may require parties to file 
and serve, prior to any hearing, a pre-hearing statement which 
contains 

(1) A list (together with a copy) of all proposed exhibits 
to be used in connection with a party’s case-in-chief, 

(2) a list of proposed witnesses, 

(3) as to each proposed expert witness: 


(i) an identification of the field in which the individual 
will be qualified as an expert; 

(ii) a statement as to the subject matter on which the 
expert is expected to testify; and 

(iii) a statement of the substance of the facts and opinions 
to which the expert is expected to tesify, 


(4) the identity of government employees who have in- 
vestigated the case, and 

(5) copies of memoranda reflecting respondent’s own 
statements to administrative representatives. 


(f) After a witness testifies for a party, if the opposing party 
requests, the party may be required to produce, prior to cross- 
examination, any written statement made by the witness. 
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§§ 10.153 Proposed findings and conclusions; post-hearing 
memorandum. 


Except in cases when the respondent has failed to answer 
the complaint, the administrative law judge, prior to making an 
initial decision, shall afford the parties a reasonable opportunity 
to submit proposed findings and conclusions and a post-hearing 
memorandum in support of the proposed findings and conclu- 
sions. 


§ 10.154 Initial decision of administrative law judge. 


(a) The administrative law judge shall make an initial 
decision in the case. The decision will include (a) a statement 
of findings and conclusions, as well as the reasons or basis 
therefore with appropriate references to the record, upon all the 
material issues of fact, law, or discretion presented on the record, 
and (b) an order of suspension or exclusion from practice, an 
order of reprimand, or an order dismissing the complaint. The 
administrative law judge shall file the decision with the Director 
and shall transmit a copy to the representative of the Director 
and to the respondent. In the absence of an appeal to the 
Commissioner, the decision of the administrative law judge will, 
without further proceedings, become the decision of the 
Commissioner of Patents and Trademarks thirty (30) days from 
the date of the decision of the administrative law judge. 

(b) The initial decision of the administrative law judge shall 
explain the reason for any penalty of reprimand, suspension or 
exclusion. In determining any penalty, the following should 
normally be considered: 


(1) the public interest; 

(2) the seriousness of the violation of the Disciplinary 
Rule; 

(3) the deterrent effects deemed necessary; and 

(4) the integrity of the legal profession; and 

(5) any extenuating circumstances. 


§ 10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial decision 
of the administrative law judge under § 10.154, either party may 
appeal to the Commissioner. An appeal by the respondent will 
be filed with the Director in duplicate and will include exceptions 
to the decisions of the administrative law judge and supporting 
reasons for those exceptions. If the Director files the 
the Director shall serve a copy of the appeal. Within thirty (30) 
days after receipt of an appeal or copy thereof, the other party 
may file a reply brief in duplicate with the Director. If the 
Director files the reply brief, the Director shall serve a copy of 
the reply brief. Upon the filing of an appeal and a reply brief, 
if any, the Director shall transmit the entire record to the 
Commissioner. 

(b) The appeal will be decided by the Commissioner on the 
record made before the administrative law judge. 

(c) The Commissioner may order reopening of a disciplinary 
proceeding in accordance with the principles which govern the 
granting of new trials. Any request to reopen a disciplinary 
proceeding on the basis of newly discovered evidence must 
demonstrate that the newly discovered evidence could not have 
been discovered by due diligence. 


§ 10.156 Decision of the Commissioner. 


(a) An appeal from an initial decision of the administrative 
law judge shall be decided by the Commissioner. The Commis- 
sioner may affirm, reverse, or modify the initial decision or 
remand the matter to the administrative law judge for such 
further proceedings as the Commissioner may deem appropri- 
ate. Entry of a decision by the Commissioner is a final agency 
action in a disciplinary proceeding. In making a final decision, 
the Commissioner shall review the record or those portions of 
the record as may be cited by the parties in order to limit the 
issues. The Comissioner shall tranmit a copy of the final decision 
to the Director and to the respondent. 

(b) A final decision of the Commissioner may dismiss a 
disciplinary proceeding, reprimand a practitioner, or may 
a or exclude the practitioner from practice before the 
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§ 10.157 Review of Commissioner’s final decision. 


(a) Review of the Commissioner’s final decision in a dis- 
ciplinary case may be had by a petition filed in the United States 
District Court for the District of Columbia. See 35 U.S.C. 32 
and Local Rule 1-26 of the United States District Court for the 
District of Columbia. 

(b) The Commissioner may stay a final decision pending 
review of the Commissioner’s final decision. 


§ 10.158 Suspended or excluded practitioner. 


(a) A practitioner who is suspended or excluded from practice 
before the Office under § 10.156(b) shall not engage in unauthor- 
ized practice of patent, trademark and other non-patent law 
before the Office. 

(b) Unless otherwise ordered by the Commissioner, any 
practitioner who is suspended or excluded from practice before 
the Office under § 10.156(b) shall: 


(1) Within 30 days of entry of the order of suspension or 
exclusion, notify all bars of which he or she is a member and 
all clients of the practitioner for whom he or she is handling 
matters before the Office in written communications 
of the suspension or exclusion and shall file a copy of each 
written communication with the Director. 

(2) Within 30 days of entry of the order of suspension or 
exclusion, surrender a client’s active Office case files to (i) the 
client or (ii) another practitioner designated by the client. 

(3) Not hold himself or herself out as authorized to practice 
law before the Office. 

(4) Promptly take any necessary and appropriate steps to 
remove from any telephone, legal, or other directory any 
advertisement, statement, or representation which would rea- 
sonably suggest that the practitioner is authorized to 
patent, trademark or other non-patent law before the Office, and 
within 30 days of taking those steps, file with the Director an 
affidavit describing the precise nature of the steps taken. 

(5) Not advertise the practitioner’s availability or ability 
to perform or render legal services for any person having 
immediate, prospective, or pending business before the Office. 

(6) Not render legal advice or services to any person having 
immediate, prospective, or pending business before the Office 
as to that business. 

(7) Promptly take steps to change any sign identifying a 
practitioner’s or the practitioner’s firm’s office and the prac- 
titioner’s or the practitioner’s firm’s stationary to delete there- 
from any advertisement, statement, or ion which 
would reasonably suggest that the practitioner is authorized to 
practice law before the Office. 

(8) Within 30 days, return to any client any unearned funds, 
including any unearned retainer fee, and any securities and 
property of the client. 


(c) A practitioner who is suspended or excluded from practice 
before the Office and who aides another practitioner in any way 
in the other practitioner’s practice of law before the Office, may, 
under the direct supervision of the other practitioner, act as a 
para-legal for the other practitioner or perform other services 
for the other practitioner which are normally performed by lay- 
persons, provided: 


(1) the practitioner who is suspended or excluded is: 
(i) a salaried employee of: 
(A) the other practitioner; 
(B) the other practitioner’s law firm; or 
(C) a client-employer who employs the other prac- 
titioner as a ied employee; 

(2) the other practitioner assumes full professional respon- 
sibility to any client and the Office for any work performed by 
the su: or excluded practitioner for the other practitioner, 

(3) the suspended or excluded practitioner, in connection 
with any immediate, prospective, or pending business before 
the Office, does not: 


(i) communicate directly in writing, orally, or otherwise 
with a client of the other practitioner; 

(ii) render any legal services to a client of the other prac- 
titioner; or 
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(iii) meet in person or in the presence of the other 
practitioner with: 

(A) any Office official in connection with the prose- 
cution of any patent, trademark, or other case; 

(B) any client of the other practitioner, the other 
practioner’s law firm, or the client-employer of the other 
practitioner, 

(C) any witness or potential witness which the other 
practitioner, the other practitioner's law firm, or the other 
ee eee 

in any proceeding before the Office. The term “witness” 
SE nine nee 
before, or sign an affidavit or any other document to be 
in, the Office. 


(d) When a suspended or excluded practitioner acts as a para- 
a ee ee 
the suspended or excluded practitioner shall not thereafter be 
reinstated to practice before the Office unless: 


bag ae een eespar es ye ete oe 
with the Director an affidavit which (i) explains in detail the 
precise nature of all para-legal or other services performed by 
the suspended or excluded practitioner and (ii) shows by clear 


(2) the other practitioner shall have filed with the Director 
a written statement which (i) shows that the other practitioner 
has read the affidavit required by subparagraph (d) (1) of this 
section and that the other ith believes every statement 
in the affidavit to be true and (ii) states why the other practitioner 
believes that the suspended or excluded practitioner has 
complied with paragraph (c) of this section. 


§ 10.159 Notice of suspension or exclusion. 


(a) Upon issuance of a final decision reprimandihg a prac- 
titioner or er endinding ogunilaess tan ematies 
before the . the Director shall give notice of the final 
decision to appropriate of the Office and to interested 

. agencies, and courts of the United States. The 
Director shail also give notice to appropriate authorities of any 
State in which a practitioner is known to be a member of the 
bar and any bar association. 

(b) The Director shall cause to be published in the Official 


available for public inspection, of every disciplinary proceeding 
where a practitioner is reprimanded, or excluded 
unless the Commissioner orders that the proceeding be 
confidential. 


§ 10.160 Petition for reinstatement. 


(a) A petition for reinstatement of a practitioner suspended 
for a period of less than five years will not be considered until 
the period of suspension has passed. 

(b) A petition for reinstatement of a practitioner excluded 
from ice will not be considered until five years after the 
effective date of the exclusion. 

0 Aa eat Santen enna asin Ses eae 
sumest, Tie Diauass cay ques potiden ip, Gammmenpes rein- 


to reinstatement, the Director may require the individual to: 


(1) meet the requirements of § 10.7, including taking and 
ae nr en oe: 10.7(b) and 
(2) pay all or a portion of the costs and expenses, not to 
exceed $1,500, of the disciplinary proceeding which lead to 
suspension or exclusion. 
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(d) Any suspended or excluded practitioner who has violated 
the provisions of § 10.158 during his or her period of suspen- 
sion or exclusion shall not be entitled to reinstatement until such 
time as the Director is satisfied that a period of suspension equal 
in time to that ordered by the Commissioner or exclusion for 
five years has passed during which the suspended or excluded 
practitioner has complied with the provisions of § 10.158. 

(e) Proceedings on any petition for reinstatement shall be 
open to the public. Before reinstating any suspended or excluded 
practitioner, the Director shall publish in the Official Gazette 
a notice of the suspended or excluded practitioner’s petition for 
reinstatement and shall permit the public a reasonable oppor- 
tunity tocomment or submit evidence with respect to the petition 
for reinstatement. 


§ 10.161 Savings clause. 


(a) A disciplinary proceeding based on conduct engaged in 
prior to the effective date of these regulations may be instituted 
subsequent to such effective date, if such conduct would 
continue to justify suspension or exclusion under the provisions 
of this part. 

(b) No practitioner shall be subject to a disciplinary proceed- 
ing under this part based on conduct engaged in before the 
effective date hereof if such conduct would not have been 
subject to disciplinary action before such effective date. 


§ 10.162-10.169 [reserved] 
§ 10.170 Suspension of rules. 


(a) In an extraordinary situation, when justice requires, any 
requirement of the regulations of this part which is not a 
requirement of the statutes may be suspended or waived by the 
Commissioner or the Commissioner’s designee, sua sponte, or 
on petition of any party, including the Director or the Director’s 


representative, subject to such other requirements as may be 
imposed. 

(b) Any petition under this section will not stay a disciplinary 
proceeding unless ordered by the Commissioner or an admin- 
istrative law judge. 


GERALD J. MOSSINGHOFF 
Commissioner of Patents 
and Trademarks 


Dec. 21, 1984. 
[1052 OG 4] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 10 


[Docket No. 40788-8069] 
Practice Before the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule; correction. 
Summary: On Feb. 6, 1985, final rules regarding the represen- 
tation of others before the Patent and Trademark 
Office were issued. (50 FR 5172, Feb. 6, 1985.) This notice 
makes. a technical correction to the second sentence in {249 
10.157(a) to reflect the Local Rule designation currently used 
by the U.S. District Court for the District of Columbia. 
For Further Information Contact: Nancy C. Slutter by telephone 
at [703] 557-4035 or by mail marked to her attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
Supplementary Information: Part 10-Representation of 
Others Before the Patent and Trademark Office 

1. The authority citation for 37 CFR Part 10 continues to read 
as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 
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2. Section 10.157(a) [Corrected] 
The reference in § 10.157, paragraph (a), the second sen- 
tence, to “1-26” is corrected to read “213”. 


DONALD W. PETERSON, 
Deputy Assistant Secretary 
and Deputy Commissioner of 

Patents and Trademarks. 


Apr. 13, 1988. 


[1090 OG 41] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 10 


[Docket No. 80866-9013} 


Requests for Reconsideration in Patent and Trademark 
Office Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: This final rule sets forth an amendment to 37 CFR 
10.156. The purpose of the amendment is to prescribe a date on 
which the decision of the Commissioner of Patents and Trade- 
marks in a Patent and Trademark (PTO) disciplinary proceeding 
becomes final agency action for purposes of judicial review, and 
to provide for one request for reconsideration or modification of 
such decision by a party. 

Effective Date: Apr. 1, 1989 

For Further Information Contact: Harris A. Pitlick by telephone 
at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: Present rules do not explicitly 
provide for requests for reconsideration or modification of 
Commissioner’s decisions in appeals from initial decisions of 
administrative law judges in PTO disciplinary proceedings. 37 
CFR 10.156 presently provides that such a Commissioner’s 
decision is a final agency action. 

In a recent case, Klein v. Peterson, 6 USPQ 2d 1556 (D.D.C. 
1988), a first decision of the Commissioner was withdrawn and 
ultimately replaced with a second decision. The respondent 
sought judicial review of the first decision under 35 U.S.C. 32 
after its finality had already been withdrawn and then sought 
judicial review of the second decision. The authority of the 
Commissioner to, in effect, reconsider his decision in a discipli- 
nary proceeding was challenged in the cited case. The district 
court held that since there was no express statutory authority 
proscribing the Commissioner from reconsidering the first deci- 
sion, there was implicit authority to do so consistent with long- 
standing precedent in the area of federal administrative law. 

While Klein confirmed that the Commissioner has inherent 

authority to reconsider a decision, at least before an appeal has 
been noted, the PTO believes that a rule explicitly providing for 
a time in which requests for reconsideration may be made by a 
party and a date certain for when Commissioner’s decisions in 
disciplinary proceedings become final will both promote greater 
certainty in this area of disciplinary proceeding practice and 
eliminate the possibility of multiple appeals. The final rule is not 
intended to preclude the Commissioner from sua sponte recon- 
sidering or modifying a decision in a disciplinary proceeding at 
any time where conditions warrant and a respondent’s due 
process rights are not violated, consistent with long-standing 
federal administrative law precedent. 
A notice of proposed rulemaking was published in the Federal 
Register on Oct. 3, 1988 (53 FR 38740) and the Official Gazette 
on Oct. 25, 1988 (1095 O.G. 44). Interested parties were re- 
quested to submit written comments on or before Dec. 1, 1988. 
No comments were received. 


Other Considerations 


The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 
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The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration that the rule change 
is not expected to have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) because in merely codifying the inherent 
right of the PTO to reconsider its decisions sua sponte, the rule 
extends the right to each party in a PTO disciplinary proceeding 
to seek reconsideration. 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increases in costs or prices for consumers, 
individual industries, Federal, State or local government agen- 
cies, or geographic regions. There will be no adverse effects on 
competition, employment, investment, productivity, innova- 
tion, or on the ability of United States based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The Patent and Trademark Office has also determined that this 
notice has no Federalism implications affecting the relationship 
between the National government and the States as outlined in 
Executive Order 12612. 

This rule change does not contain a collection of information 
subject to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq. 


List of Subject in 37 CFR Part 10 


Administrative practice and procedure, Courts, Inventions 
and patents, Lawyers, Trademarks. 


For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, the Patent and Trademark Office amends 37 CFR Part 
10 as follows: 


PART 10 - REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 would continue to 
read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32,41. 


2. Section 10.156 is amended by revising paragraph (a) and 
adding new paragraph (c) to read as follows: 


10.156 Decision of the Commissioner. 


(a) An appeal from an initial decision of the administrative law 
judge shall be decided by the Commissioner. The Commissioner 
may affirm, reverse or modify the initial decision or remand the 
matter to the administrative law judge for such further proceed- 
ings as the Commissioner may deem appropriate. Subject to 
paragraph (c) of this section, a decision by the Commissioner 
does not become a final agency action in a disciplinary proceed- 
ing until 20 days after it is entered. In making a final decision, the 
Commissioner shall review the record of those portions of the 
record as may be cited by the parties in order to limit the issues. 
The Commissioner shall transmit a copy of the final decision to 
the Director and to the respondent. 


eee * 


(c) A single request for reconsideration or modification of the 
Commissioner’s decision may be made by the repondent or the 
Director if filed within 20 days from the date of entry of the 
decision. Such a request shall have the effect of staying the 
effective date of the decision. The decision by the Commissioner 
on the request is a final agency action in a disciplinary proceed- 
ing and is effective on its date of entry. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissior. ‘r of Patents 
and Trademarks 


Jan. 11, 1989. 


[1100 OG 5} 
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37 CFR PART 10 
[Docket No. 80340-8188] 


Practice Before the Patent and Trademark 
Office; Government Employees 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules governing admission of Government ees to 
practice before the PTO in patent cases, Part 10 of Title 37. 
Those rules presently permit officers and employees of the 
Government to be registered only if their official duties include 
preparation and prosecution of patent applications. A recent 
decision of the U.S. District Court for the District of Columbia 
has held that these rules are partially invalid. By these amended 
rules, the PTO has conformed the rules to the court’s decision 
and has eliminated the “inactive” status designation of regis- 
tered attorneys and agents who became employed by the 
Government, but do not engage in the preparation and prose- 
cution of patent applications. 

Effective Date: Nov. 4, 1988 

For Further Information Contact. Nancy C. Shutter by telephone 
at (703) 557-4035 or by mail marked to her attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: Attorneys and agents must be 
admitted to practice before the Patent and Trademark Office 
(PTO) in patent cases. 35 U.S.C. 31; 37 CFR 10.10(a). Part 10 
of Title 37 is being amended to allow Federal employees who 
fulfill the requirements for registration set forth at 37 CFR 10.7 
to have their names placed on the PTO register of attorneys and 
agents. 

In the past, the rules provided that an officer or employee 
of the Government whose official duties include preparation and 
prosecution of patent applications may be registered. 37 CFR 
10.6(d). Under the rule, all other Government employees were 
not to be registered. If a registered practitioner became a 
Government employee, the rule required that the petitioner's 
name be endorsed as “inactive” if the employee's duties did 
not involve the preparation and prosecution of patent applica- 
tions. 

In a recent decision by the U.S. District Court for the District 
of Columbia, portions of 37 CFR 10.6(d) were held to be invalid. 
In that case, an attorney presently employed by a Federal agency 
petitioned the Commissioner, requesting that his name be placed 
(with an inactive designation) on the register of attorneys and 
agents entitled to practice before the PTO in t cases. His 
petition was denied in view of 37 CFR 10.6(d). In re Athridge, 
230 USPQ 470 (Comm’'r Pat. 1986). Following the Commis- 
sioner’s decision, the attorney sought judicial review in the 
U.S. District Court for the District of Columbia. The 
court determined that 37 CFR 10.6(d) was invalid to the 
extent that it precluded registration of an otherwise qualified 
individual solely on the basis of his status as a Government 
employee. Based on its determination, the court held that the 
employee could be registered and Slee 2 as “inactive.” 
Athridge v. Quigg, 655 F. Supp. 779, 3 U 2d 1391 (D.D.C. 
1987). See also Athridge v. Quigg, 4 USPQ O24 1656 (Comm’r 
Pat. 1987). 

Amendments to 37 CFR §§ 10.6, 10.10 and 10.23(c) were 

in a rulemaking notice published in the Federal Regis- 
ter at 53 FR 20871-20872 (June 7, 1988) and at 1091 Official 
Gazette 38 (June 28, 1988). 

Interested parties were requested to submit written comments 
on or before Aug. 9, 1988. Written comments were submitted 
by two individuals and one organization. 

Section 10.6, as amended, removes § 10.6(d). The effect of 
removing § 10.6(d) will permit otherwise qualified Government 
employees to be registered to practice before the PTO in patent 
cases. Registration, however, will not relieve any Government 
employee from otherwise complying with conflict of interest 
requirements, e.g., 18 U.S.C. 203, 205, 207, applicable agency 
regulations and personnel practices, and applicable codes of 
professional responsibility. 
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Section 10.10, as amended, refers to restrictions on practice 
in patent cases imposed on Government employees, Office 
employees, and former Office employees. 

Section 10.23(c), which sets forth specific forms of miscon- 
duct, is amended by revising paragraph 10.23(c)(13) to reflect 
the redesignation of paragraph 10.6(e) as § 10.10(b), and by 
adding new paragraphs (c) and (d), which provide that actions 
contrary to the restrictions on practice in patent cases set forth 
in amended paragraphs 10.10(c) and (d) will be treated as 
misconduct by the Office. 

One commenter expressed concern that under § 10.10(b) as 
proposed, a former member of the patent examining corps could 
be denied registration (or reinstatement) as the result of filing 
an application that is assigned to his or her former examining 
group by the Office even though when filing the application, 
the practitioner sincerely did not believe the application would 
be assigned to that group. It is noted that § 10.10(b) contains 
the same provisions with respect to applications filed by former 
patent examiners as former § 10.6(e). A former member of the 
patent examining corps would not be denied registration for 
filing an application assigned to his or her former group if 
immediate action is taken to withdraw from further prosecution 
of the case when he or she finds out that the application has 
been assigned to his or her former group. Actionable misconduct 
occurs when the individual knowingly acts in violation of the 
undertaking signed under § 10.10(b). See § 10.23(c)(13). 

Two comments were received suggesting an addition to § 
10.66 that would correspond to newly proposed § 10.10(d). 
However, § 10.66 relates to Canon 5 of the Patent and Trademark 
Office Code of Professional Responsibility (A practitioner 
should exercise independent judgment on behalf of a client) and 
is concerned with a practitioner’s relationship with clients 
whereas newly proposed § 10.10(d) is concerned with appli- 
cable conflict of interest laws, regulations or codes of profes- 
sional responsibility as they relate to Government employees. 
Accordingly, it is felt that the suggested addition to § 10.66 
would be inappropriate. 

Two commenters suggested the addition of a new section 
to be designated as § 10.11(c), adapted from a notice in the Official 
Gazette (1064 O.G. 12) “Reinstatement of Patent Attorneys and 
Agents to Practice Before the U.S. Patent and Trademark 
Office.” Such a change is not adopted in this rule package but 
is under consideration for a future rule change. 

Two comments were received concerning the differences in 
the language used in proposed §§ 10.10(b) and 10.23(c)(13) 
and the need to avoid inconsistencies in these two sections. In 
particular, § 10.10(b) (last paragraph) included “providing 
assistance,” whereas § 10.23(c)(13) did not; and § 10.23(c)(13) 
recited “knowingly,” whereas § 10.10(b) did not. This sugges- 
tion is being adopted. Amended § 10.23(c)(13) will include the 
language “providing assistance” as it appears in § 10.10(b) and 
§ 10.10(b) will be changed to include the word “knowingly.” 

It was suggested by two commenters that additional explana- 

commentary be provided with respect to newly proposed 
§§ 10.10(c) and (d). Itis felt that this is unnecessary in connection 
with the rule change. Government employees with questions 
concerning applicable conflict of interest laws, regulations or 
codes of professional responsibility should address these 
questions to their respective Offices of General Counsel. With 
respect to further comment by the Office concerning practice 
by Government employees before the PTO, the last paragraph 
under Supplementary Information in the Notice of proposed 
rulemaking provides sufficient clarity on this issue. 

Two comments were received concerning the status of 
individuals who may be affected by this rule change. These 
individuals should contact the Office of Enrollment and Dis- 
cipline (OED). In addition, the Office will publish a notice in 
the Official Gazette listing all individuals registered as inactive 
and their last known address. 

Two commenters correctly observed that proposed § 
10.10(b) does not require a written statement of official duties 
for an officer or Government employee whose official duties 
require the preparation and prosecution of applications for 
patent. 

The citation to the Commissioner’s decision indicating that 
Mr. Athridge’s name has been entered on the “active” list of 
registered attorneys and agents entitled to practice before the 
PTO in patent cases has been added to the discussion under 
Supplementary Information as suggested. 
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The suggestion that the term “contrary to” be changed to 
“in violation of” in proposed § 10.23(c)(20) has not been 
adopted. The term “contrary to” is considered preferable. 

Two comments were received concerning the continued 
effect of an opinion rendered by the Acting United States 
Attorney General, 41 Op. Att. Gen. 21, 1949 Dec. Comm’ r Pat. 
1 (1949). In response, the Commissioner advises that the PTO 
maintains the import of that decision is unchanged with respect 
to practice before the PTO by Government employees. See In 
re Athridge, 230 USPQ 470 (Comm’r Pat. 1986). 


Other Considerations 


This ruie change will not have a significant impact on the 
quality of the human environment or the conservation of energy 
resource. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic _impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). The rule change allowing Government 
employees who meet the requirements set forth at 37 CFR 10.7 
to have their names placed on the Patent and Trademark Office 
register of attorneys and agents would not be expected to result 
in an increase of fees charged by attorneys and agents to entities, 
including small entities. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The PTO has also determined that this notice has no fed- 
eralism implications affecting the relationship between the 
national government and the state as outlined in Executive Order 
12612. 

The rule change will not impose any additional burden under 
the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. 
Office of Management and Budget approval of the registration 


, information reporting requirements contained in the proposed 


rules was extended until July 31, 1990. [OMB Control No. 0651- 
0012). 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 

Pursuant to the authority granted to the Commissioner of 
Patents and Trademarks by 35 U.S.C. 6 and 31, Part 10 of Title 
37 of the Code of the Federal Regulations is amended as set 
forth below: 


PART 10-REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 continues to read 
as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


2. Section 10.6 is amended by removing paragraph (d) and 
redesignating paragraph (e) as § 10.10(b). 

3. Section 10.10 is amended by revising the title, redesig- 
nating the text as paragraph (a), revising newly redesignated 

ae (b) and adding new paragraphs (c) and (d) to read 
as follows: 


§ 10.10 Restrictions on practice in patent cases. 


(a) Only practitioners who are registered under § 10.6 or 
individuals given limited recognition under § 10.9 will be 
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permitted to prosecute patent applications of others before the 
Office. 

(b) No individual who has served in the patent examining 
corps of the Office may practice before the Office after termi- 
nation of his or her service, unless he or she signs a written 
undertaking (1) not to prosecute or aid in any manner in the 
prosecution of any patent application pending in any patent 
examining group during his or her period of service therein and 
(2) not to prepare or prosecute or to assist in any manner in 
the preparation or prosecution of any patent application of 
another [i] assigned to such group for examination and [ii] filed 
within two years after the date he or she left such group, without 
written authorization of the Director. Associated and related 
classes in other patent examining groups may be required to 
be included in the undertaking or designated classes may be 
excluded from the undertaking. When an application for reg- 
istration is made after resignation from the Office, the applicant 
will not be registered if he or she has prepared or prosecuted 
or assisted in the preparation or prosecution of any patent 
application as indicated in the paragraph. Knowingly preparing 
or prosecuting or providing assistance in the preparation or 
prosecution of any patent application contrary to the provisions 
of this paragraph shall constitute misconduct under § 
10.23(c)(13) of this part. 

(c) A practitioner who is an employee of the Office cannot 
prosecute or aid in any manner in the prosecution of any patent 
application before the Office. 

(d) Practice before the Office by Government employees is 
subject to any applicable conflict of interest laws, regulations 
or codes of professional responsibility. [Approved by the Office 
of Management and Budget under control number 0651-0012] 

4. Section 10.23 is amended by revising paragraph (c)(13) 
and by adding new paragraphs (c)(19) and (c)(20) to read as 
follows: 


§ 10.23 MISCONDUCT 


*e# *£*&* 


(c) * * * 


(13) Knowingly preparing or prosecuting or providing 
assistance in the preparation or prosecution of a patent appli- 
cation in violation of an undertaking signed under § 10.10(b). 


ese ee * 


(19) Action by an employee of the Office contrary to the 
provisions set forth in § 10.10(c). 

(20) Knowing practice by a Government employee contrary 
to applicable Federal conflict of interest laws, or regulations of 
the Department, agency or commission employing said indi- 
vidual. 


*s*e# ee * 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Sept. 15, 1988 


[1095 OG 45] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 100 


[Docket No. 80995-8195] 


Rights Determinations in Government 
Employee Inventions 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: Executive order 10096 as amended by Executive 
Order 10930 sets forth the policies and procedures for deter- 
mining the rights of Government employees and the Govern- 
ment in inventions made by employees. The Delegation of 
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Authority from the Secretary of Commerce, dated Sept. 15, 
1988, transferred administration of these isions from the 
Commissioner of Patents and Trademarks to the Under 
for Economic Affairs in the of Commerce. This final 
rule removes 37 CFR Part 100 in its 
Effective date: This rule is effective Nov. 1, 1988. 
For Further Information Contact: John H. Raubitschek by 
eo ee ee 557-4035 or by mail marked to his attention 
and addressed to Box 8, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 
Supplementary Information: Executive Order 10096, as 
amended by Executive Order 10930, sets forth the policies and 
procedures for determining the rights of Government employees 
and the Government is inventions made by the employees. The 
EE ee ee a ee 
the Secretary of Commerce was delegated by the Secretary to 
the Commissioner of Patents and Trademarks. On Sept. 15, 
—- the delegation to the Under 
airs, who is republishing Part 100 
as new Part 501 in 37 CFR. 


All rights determinations and appeals relating thereto, which 
are pending before the Commissioner at the time 37 CFR Part 
501 becomes effective, will be acted upon by the Commissioner 
under the in 37 CFR Part 1 100. 

The Patent and Trademark Office has determined that this 
notice is not a rule within the meaning of section I(a) of 
Executive Order 12291. Therefore, no Regulatory Impact 
Analysis has to or will be prepared. Because a notice of 
proposed rulemaking and an opportunity for public comment 
are not required to be given by section 553 of the Administrative 
Procedure Act (5 U.S.C. 553), or by any other law, no initial 
or final Regulatory Flexibility Analysis has to or will be 
prepared for the purposes of the Regulatory Flexibility Act (5 
U.S.C. 603(a) and 604(a)). 

This final rule does not contain a policy with Federalism 
implications sufficient to warrant preparation of a Federalism 
assessment under Executive Order 12612. Nor does this rule 
contain a collection of information for purposes of the Paper- 
work Reduction Act of 1980. 

For reasons set forth in the preamble, 37 CFR Part 100 is 
amended as follows: 


PART 100—{REMOVED AND RESERVED] 
1. Part 100 is removed and reserved. 

DONALD J. QUIGG, 
Assistant Secretary and 


Commissioner of Patents 
and Trademarks. 


Oct. 4, 1988 


[FR Doc. 88-23238 Filed 10-7-88; 8:45 am] 
Billing Code 3510-16-M O 


[1096 OG 15] 


(195) Department of Commerce 
Patent and Trademark Office 


37 CFR Part 501 
[Docket No. 80627-8127] 


Uniform Patent Policy for Domestic 
Rights in Inventions Made by 
Government Employees 


Agency: Under Secretary for Economic Affairs, Department of 
Commerce. 

Action: Final rule. 

Summary: Executive Order 10096, as amended by Executive 
Order 10930, sets forth the policies and procedures for deter- 
mining the rights in Federal inventions with 

to the Federal ee and the Government employer. 
Delegation of Authority from the Secretary of Commerce dated, 
Sept. 15, 1988 and effective Nov. 1, 1988, transferred admini- 
stration of the provisions of Executive Order 10096 as amended 
by Executive Order 10930 from the Commission of Patents 
and Trademarks to the Under Secretary for Economic Affairs 
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in the Department of Commerce. This final rule establishes 37 
CFR Part 501 which sets forth this delegation of authority to 
the Under Secretary. In addition, each Government agency is 
authorized to determine whether the results of research, devel- 
opment, or other activity within the agency constitute an 
invention with the purview of Executive Order 10096, as 
amended by Executive Order 10930 and to determine initially 
the rights therein in accordance with the provisions of section 
501.6 and 501.7 herein. By separate notice in today’s Federal 
Register the Patent and Trademark Office is deleting 37 CFR 
Part 100. 

Effective Date: Nov. 1, 1988. 

However, all rights, determinations, and appeals submitted 
to the Commissioner prior to the effective date, will be reviewed 
by the Commissioner under the procedures of 37 CFR Part 100. 
Address: Comments may be sent to Mr. Joseph P. Allen, Acting 
Director, Federal Technology Management Division, Office of 
the Under Secretary for Economic Affairs, United States 
Department of Commerce, Room 4839, Herbert C. Hoover 
bidg., Washington, D.C. 20230. 

For Further Information Contact: Mr. Joseph P. Allen, by 
telephone at (202) 377-8100 or Robert B. Ellert by telephone 
at (202) 377-5394. 

Supplementary Information: Executive Order 10096, as 
amended by Executive Order 10930, sets forth the policies and 
procedures for determining the rights in Federal Employee 
inventions with respect to the Federal employee and the 
Government employer. The Under Secretary for Economic 
Affairs of the Department of Commerce was delegated respon- 
sibility for oversight of the Executive Order on Sept. 15, 1988. 
Functions required by the Executive Order were previously 
performed by the Commissioner of Patents and Trademarks. 
This final rule is substantially the same as the rule set out in 
37 CFR Part 100, except, the Secretary of Commerce is sub- 
stituted for the Commissioner of Patents and Trademarks, and 
advance approval is given to agency heads to make final 
determinations relating to determinations of rights decisions of 
Government employee inventions, subject to employee appeal 
to the Secretary. 

President Reagan in Executive Order 12591, on Apr. 10, 
1987 directed all Government agencies to facilitate the transfer 
of technology developed at federal laboratories to the private 
sector and to promote its commercialization. To accomplish the 
goals of E.O. 12591 it is necessary that rights to inventions made 
by government employees be determined as expeditiously as 
possible. Accordingly, the Secretary has reviewed the existing 
procedures and policies under 37 CFR Part 100 and concluded 
that administration of the functions thereunder could be per- 
formed on a more efficient basis by confining the role of the 
Department of Commerce to appeals by employees from 
disputed agency determinations. Accordingly, under 37 CFR 
Part 501 each Government agency is given the authority to 
determine whether the results of research, development of other 
activities within the agency constitute an invention by an 
employee, and to determine initially the rights relating to 
ownership within the provisions of Executive Order 10096 as 
amended by Executive Order 10930. If no appeal is taken to 
the Secretary by an employee under section 501.8, the initial 
determination of the agency will be final. 

Notwithstanding the fact that this is a final rule, comments 
are requested. 

Because this rule concerns agency management and person- 
nel, it is not a rule or regulation within the meaning of section 
1(a) of Executive Order 12291, and it is not subject to the 
requirements of the Order. Accordingly, no preliminary or final 
regulatory impact analysis has to be or will be prepared. 

Because a notice of proposed rulemaking and an opportunity 
for public comments are not required to be given for this rule 
by section 553 of the Administrative Procedure Act (5 U.S.C. 
553), or by any other law, no regulatory flexibility analysis has 
to be or will be prepared for purposes of the Regulatory 
Flexibility Act (5 U.S.C. 603(a) and 604(a)). 

This final rule does not contain policies with Federalism 
implications sufficient to warrant preparation of a Federalism 
assessment under Executive Order 12612. This rule does not 
contain collections of information for purposes of the Paperwork 
Reduction Act. 


The changes in the process of determining employee rights 
to inventions made by this rule do not have takings implications 
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sufficient to require preparation of a Takings Implications 
Assessment under Executive Order 12630. 


List of Subjects in 37 CFR Part 501 


Uniform patent policy. Domestic Rights in inventions, 
Inventions made by Government employees. 


ROBERT ORTNER, 
Under Secretary for 
Economic Affairs. 


Oct. 3, 1988 


*e# eke 


For the reasons set forth in the preamble 37 CFR is amended 
by adding Chapter V, consisting of Part 501, to read as follows: 


CHAPTER V—-UNDER SECRETARY FOR ECONOMIC 
AFFAIRS, DEPARTMENT OF COMMERCE 


PART 501—UNIFORM PATENT POLICY FOR DOMES- 
TIC RIGHTS IN INVENTIONS MADE BY GOVERN- 
MENT EMPLOYEES 


Sec. 


501.1 Purpose. 

501.2 Scope. 

501.3 Definitions. 

501.4 Determination of Inventions and Rights therein. 

501.5 Agency Liaison Officier. 

501.6 Criteria for The Determination of Rights in and 
to Inventions. 

Agency Determination. 

Appeals by employees. 

Patent protection. 

Dissemination of this part and of implementing 
regulations. 


501.7 
501.8 
501.9 
501.10 


Authority: Sec. 4, E.O. 10096, 3 CFR 1949-1953 Comp., p. 
292, as amended by E. O. 10930, 3 CFR 1959-1963 Comp., 
p. 456; and Delegation of Authority by the Secretary of 
Commerce, Sept. 15, 1988, DOO 10-9. 


§ 501.1 Purpose. 


The purpose of this part is to provide for the administration 
of a uniform patent policy for the Government with respect to 
the domestic rights in inventions made by Government employ- 
ees and to prescribe rules and regulations for implementing and 
effectuating such policy. 


§ 501.2 Scope. 


This part applies to any invention made by a Government 
employee and to any action taken with respect thereto. 


§ 501.3 Definitions. 


(a) The term “Secretary,” as used in this part, means the 
Under Secretary of Commerce for Economic Affairs. 

(b) The term “Government agency” as used in this part, 
means and Executive department or independent establishment 
of the Executive branch of the Government (including any 
independent regulatory commission or board, any corporation 
wholly owned by the United States, and the Smithsonian 
Institution), but does not include the Department of Energy for 
inventions made or conceived under the provisions of 42 U.S.C. 
2182. 

(c) The term “Government employee,” as used in this part, 
means any officer or employee, civilian or military, of any 
Government agency, including any part-time consultant or part- 
time employee except as may otherwise be provided for by 
agency regulation approved by the Secretary. 

(d) The term “invention,” as used in this part, means any 
art, machine, manufacture, design, or composition of matter, 
or any new and useful improvement thereof, or any variety of 
plant, which is or may be patentable under the patent laws of 
the United States. 
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§ 501.4 Determination of Inventions and rights therein. 


Each Government agency has the approval of the Secretary 
to determine whether the results of research, development, or 
other activity in the agency constitute an invention within the 
purview of E.0. 10096, as amended by E.O. 10930 and to 
determine the rights therein in accordance with the provisions 
of § 501.6 and 501.7 herein. 


§ 501.5 Agency Liaison Officer. 


Each Government agency shall designate a liaison officer 
to represent the agency before the Secretary. Provided, however, 
that the Departments of the Army, the Navy, and the Air Force 
may each designate a liaison officer. 


§ 501.6 Criteria for the Determination of Rights In and To 
Inventions. 


(a) The following rules shall be applied in determining the 
respective rights of the Government and of the inventor in and 
to any invention that is subject to the provisions of this part: 


(1) The Government shall obtain, except as herein otherwise 
provided, the entire domestic right, title and interest in and 
to any invention made by any Government employee: 


(i) During working hours, or 

(ii) With a contribution by the Government of facilities, 
equipment, materials, funds or information, or of time 
or services of other Government employees on official 
duty, or 

(iii) Which bears a direct relation to or is made in conse- 
quence of the official duties of the inventor. 


Foreign patent rights are governed by the provisions of 37 
CFR Part 101. 


(2) In any case where the contribution of the Government, as 
measured by any one or more of the criteria set forth in 
paragraph (a)(1) of this section, to the invention is insuf- 
ficient equitably to justify a requirement of assignment to 
the Government of the entire domestic right, title, and 
interest in and to such invention, or in any case where the 
Government has insufficient interest in an invention to 
obtain the entire domestic right, title, and interest therein 
(although the Government could obtain same under para- 
graph (a)(1) of this section), the Government agency 
concerned shall leave title to such invention in the em- 
ployee, subject however, to the reservation to the govern- 
ment of a nonexclusive, irrevocable, royalty-free license in 
the invention with power to grant licenses for all govern- 
mental purposes, such reservation, in the terms thereof, to 
appear, where practicable, in any patent, domestic or 
foreign, which may issue on such invention. Reference is 
made to section 15 of the Federal Technology Transfer Act 
of 1986 (15 U.S.C. 3710d) which requires a Government 
agency to allow the inventor to retain title to any covered 
invention when the agency does not intend to file a patent 
application or otherwise promote commercialization. 

(3) In applying the provisions of paragraphs (a)(1) and (2) of 
this section to the facts-and circumstances relating to the 
making of a particular invention, it shall be presumed that 
an invention made by an employee who is employed or 
assigned: 


(i) To invent or improve or perfect any art. machine, design, 
manufacture, or composition of matter, 
(ii) To conduct or perform research, development work, or 
both, 
(iii) To supervise, direct, coordinate, or review Government 
financed or conducted research, development work, or both, or 
(iv) To act ina liaison capacity among governmental or non- 
governmental agencies or individuals engaged in such research 
or development work, falls within the provisions of paragraph 
(a)(1) of this section, and it shall be presumed that any invention 
made by any other employee falls within the provisions of 
paragraph (a)(2) of this section. Either presumption may be 
rebutted by a showing of the facts and circumstances in the 
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case and shall not preclude a determination that these facts and 
in and to the invention in the Government employee, subject 
to the law. 


(4) In any case wherein the Government neither: 


(i) Obtains the entire domestic right, title and interest in and 
to an invention pursuant to the provisions of paragraph (a)(1) 
of this section nor 

(ii) Reserves a nonexclusive, irrevocable, royalty-free li- 

cense in the invention, with power to grant licenses for 
all governmental purposes, pursuant to the provisions 
of paragraph (a)(2) of this section. 


The Government shall leave the entire right, title and interest 
in and to the invention in the Government employee, subject 
to law. 


§ 501.7 Agency determination. 


(a) If the agency determines that the Government is entitled 
to obtain title pursuant to § 501.6(a)(1) and the employee does 
not appeal, no further review is required. 

(b) In the event that a Government agency determines, 
pursuant to paragraph (a)(2) or (a)(4) of § 501.6, that title to 
an invention will be left with the employee, the agency shall 
notify the employee of this determination. 

(c) In the case of a determination under either paragraph (a) 
or (b) of this section, the agency shall promptly prepare, and 
preserve in appropriate files, accessible to the Secretary, a 
written, signed, and dated statement concerning the invention 
including the following: 


(1) A description of the invention in sufficient detail to identify 
the invention and show its relationship to the employee's 
duties and work 

(2) The name of the employee and employment status, including 
a detailed statement of official duties and responsibilities 
at the time the invention was made; and 

(3) An explanation of the agency determination and reasons 
therefor. The agency shall, subject to considerations of 
national security, or public health, safety, or welfare, submit 
to the Secretary, if an appeal is taken, a copy of this written 
Statement. 


§ 501.8 Appeals by employees. 


(a) Any Government employee who is aggrieved by a 
Government agency determination pursuant to { g49 501.6(a\1) 
or (a)(2), may obtain a review of any agency determination by 
filing, within 30 days (or such longer period as the Secretary 
may, for good cause shown in writing, fix in any case) after 
receiving notice of such determination, two copies of an appeal 
with the Secretary. The Secretary then shall forward one copy 
of the appeal to the Government agency. 

(b) On receipt of a copy of an appeal filed pursuant to 
paragraph (a) of this section, the agency official who made the 
agency determination being appealed shall, subject to consid- 
erations of national security, or public health, safety, or welfare, 
papa separ my yt ee tee amy 
of a report containing the following information about the 
invention involved in the appeal: 


(1) A copy of a statement by the agency containing the infor- 
mation specified in § 501.7, and 

(2) A detailed statement of the points of dispute or controversy, 
together with copies of any statements or written arguments 
filed with the agency, and of any other relevant evidence 
that the agency considered in its determination of 
Government interest. Within 25 days (or such penod 
as the Secretary may, for good cause shown, fix in any 
case) after the transmission of a copy of the agency report 
to the employee, the employee may file a reply thereto with 
the Secretary and file one copy thereof with the appropriate 
agency decision maker. 


(c) After the time for the inventor's reply to the Government 
agency's report has expired and if the inventor has so requested 
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in his or her appeal, a date will be set for hearing of oral 
arguments before the Secretary, by the employee (or by an 
attorney whom he or she designates by written power of attorney 
filed before, or at the hearing) and a representative of the 
Government agency involved. Unless it shall be otherwise 
ordered before the hearing begins, oral arguments will be limited 
to thirty minutes for each side. The employee need not retain 
an attorney or request an oral hearing to secure full consideration 
of the facts and his or her arguments. The employee may 
expedite such consideration by notifying the Secretary when 
he or she does not intend to file a reply to the agency report. 

(d) After a hearing on the appeal, if a hearing was requested, 
or after expiration of the period for the inventor’s reply to the 
agency report if no hearing is set, the Secretary shall issue a 
decision on the matter within 120 days, which decision shall 
be final after a thirty day period for requesting reconsideration 
expires or on the date that a decision on a petition for recon- 
sideration is finally disposed of. Any request for reconsideration 
or modification of the decision must be filed within 30 days 
from the date of the original decision (or within such an 
extension thereof as may be set by the Secretary before the 
original period expires). The decision of the Secretary shall be 
made after consideration of the statements of fact in the 
employee's appeal, the agency’s report, and the employee’s 
reply, but the Secretary at his or her discretion and with due 
respect to the rights and convenience of the inventor and the 
Government agency, may call for further statements on specific 
questions of fact or may request additional evidence in the form 
of affidavits or depositions on specific facts in dispute. 


§ 501.9 Patent protection. 


(a) A Government agency, upon determining that an inven- 
tion coming within the scope of § 501.6(a)(1) or (a)(2) has been 
made, shall thereupon determine whether patent protection will 
be sought in the United States by the agency for such invention. 
A controversy over the respective rights of the Government and 
of the employee in any case shall not delay the taking of the 
actions provided for in this section. In cases coming within the 
scope of § 501.6(a)(2), agency action looking toward such patent 
protection shall be contingent upon the consent of the employee. 

(b) Where there is an appealed dispute as to whether § 
501.6(a)(1) or (a)(2) applies in determining the respective rights 
of the Government and of an employee in and to any invention, 
the agency will determine whether patent protection will be 
sought in the United States pending the Secretary’s decision on 
the dispute and, if it decides that an application for patent should 
be filed, will take such rights as are specified in § 501.6(a)(2), 
but this shall be without prejudice to acquiring the rights 
specified in paragraph (a)(1) of that section should the Secretary 
so decide. 

(c) Where an agency has determined to leave title to an 
invention with anemployee under § 501 .6(a)(2), the agency will, 
upon the filing of an application for patent take the rights 
specified in that paragraph without prejudice to the subsequent 
acquistion by the Government of the rights specified in para- 
graph (a)(1) of that section should the Secretary so decide. 


§ 501.10 Dissemination of this part and of implementing 
regulations. 


Each Government agency shall disseminate to its employees 
the provisions of this part, and any appropriate implementing 
agency regulations and delegations. Copies of any such 
regulations shall be sent to the Secretary. If the Secretary 
identifies an inconsistency between this part and the agency 
regulations or delegations, the agency, upon being informed by 
the Secretary of the inconsistency, shall take prompt action 
to correct it. 


(FR Doc. 88-23239 Filed 10-7-88; 8:45 am] 
Billing Code 3510-EA-M 


(196) Practitioner’s Responsibility to Avoid 
Prejudice to the Rights of a Client/Patent Applicant 


Under 37 CFR Part 10, a practitioner is responsible for taking 
reasonable steps to avoid foreseeable prejudice to the rights of 
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aclient/patent applicant. This responsibility exists in all circum- 
stances including those where the practitioner is operating 
through a corporate liaison or foreign agent and has no direct 
contact with the client/patent applicant, who in most cases is 
the one being represented. 

This notice is intended to clarify the appropriate course of 
action for a practitioner to follow when the practitioner is 
operating through such a corporate liaison or foreign agent. In 
such arrangements, the registered practitioner may rely upon 
the advice of the corporate liaison or the client/patent applicant’s 
foreign agent as to the action to be taken so long as the prac- 
titioner is aware that the client/patent applicant has consented 
after full disclosure to be represented by the liaison or agent. 
It will be assumed by the Patent and Trademark Office that the 
client/patent applicant has an agreement with the liaison or 
agent, arrived at after full disclosure, to be represented by the 
liaison or agent. Registered practitioners, if they wish, however, 
may maintain a copy of the agreement in this regard between 
the client/patent applicant and the liaison or agent in practitio- 
ner’s file of the application or other proceeding before the Office. 
If there is, in fact, no such agreement between the client/patent 
applicant and the liaison or agent, the registered practitioner 
must communicate to the client/patent applicant. 

In circumstances where the practitioner is aware that there 
is an agreement between the client/patent applicant and the 
liaison or agent, the practitioner may fully rely upon the advice 
of the liaison or agent as to the wishes of the client/patent 
applicant. For example, if the registered practitioner is instructed 
by the client/patent applicant’s liaison or agent to allow an 
application to go abandoned rather than to respond to an Office 
action within a set period for response, the practitioner may 
properly do so without any further notice to the client/patent 
applicant. 

It is assumed that withdrawal from employment by a prac- 
titioner will remain a relatively rare occurrence, particularly in 
view of this clarification. This notice should not be taken to 
require or encourage withdrawal. If a practitioner should decide 
to withdraw, however, the practitioner must take reasonable 
steps to avoid foreseeable prejudice to the rights of the client/ 
patent applicant including allowing time for employment of 
another practitioner (37 CFR 10.40). Therefore, at least thirty 
days would be required between the date of approval by the 
Office of the withdrawal and the later of the expiration date of 
the response period or the expiration date of the period which 
can be obtained by a petition for extension of time and fee under 
37 CFR 1.136(a). This is necessary so that the client/patent 
applicant would have sufficient time to obtain other represen- 
tation or to take other action. If a period has been set for response 
and the period may be extended without a showing of cause 
pursuant to 37 CFR 1.136(a) by filing a petition for extension 
of time and fee, the practitioner will not be required to seek such 
extension of time for withdrawal to be approved. In such a 
situation, however, withdrawal will not be approved unless at 
least thirty days would remain between the date of approval and 
the last date on which such a petition for extension of time and 
fee could properly be filed. 
Dec. 10, 1987 DONALD J. QUIGG, 
Assistant Secretary and 

Commissioner of Patents 
and Trademarks. 


[1086 OG 457] 


(197) Responsibilities of Practitioners Representing 
Clients in Proceedings Before 
The Patent and Trademark Office 


This notice is intended to remind practitioners of certain 
aspects of their responsibilities in representing clients in pro- 
ceedings before the Office. The Notice is also intended to 
supplement the discussion set forth in the Official Gazette Notice 
published at 1086 Official Gazette 457 (Jan. 12, 1988) entitled 
“Practitioner’s Responsibility to Avoid Prejudice to the Rights 
of a Client/Patent Applicant” and to amplify and supersede the 
Helpful Hint published at 1084 Official Gazette 34 (Nov. 24, 
1987) titled “Correspondence Address and/or Fee Address of 
Maintenance Fees.” 
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Part 10 of title 37, Code of Federal Regulations, sets forth 
the Patent and Trademark Office (PTO) Code of Professional 
who before the 


apron Each attorney or agent practices 
is subject to the rules set forth in Part 10 and should carefully 


study the rules promulgation originally published at 50 Federal 
Register 5158 (Feb. 6, 1985) and at 1032 Official Gazette 4 (Mar. 
5, 1985) and reproduced as item number 172 in the Consolidated 
Listing of Official Gazette Notices, published at 1086 Trade- 

mark Official Gazette 3 (Jan. 5, 1988). 


Practitioner’ s Client 


During the promulgation of Part 10, 37 CFR, several indi- 
viduals suggested that “it —~ be difficult to determine the 
identity of the ‘client’. . ., particularly in corporate patent 
departments.” eto that suggestion was that “[t}he 
PTO will presume that practitioners know the identities of their 
clients . . ..” 50 Federal Register 5163 (Feb. 6, 1985); 1086 
Trademark Official Gazette 356 (Jan. 5, 1988). For example, 
in a patent application, practitioner’s client is ordinarily the 
inventor who gives practitioner a power of attorney to prosecute 
the application (37 CFR 1.31). A practitioner may represent only 
the assignee of the entire interest in a patent application if the 
assignee has filed a power of attorney and the assignee is 
conducting the prosecution of the application to the exclusion 
of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised 
a question of who is the client when an application is filed on 
behalf of an individual, but the individual’s assignee pays 
practitioner’s bill. The question was answered in the following 
manner: 


“Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes 
to make that fact plain on the record of a patent application, 
the practitioner may file an assignment and a power of 
attorney signed by the assignee. If a dispute should then occur 
between the individual and the assignee, the record would 
be clear that the assi is the client.” 50 Federal Register 
5164 (Feb. 6, 1985); 1086 Trademark Official Gazette 357 
(Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison 
or foreign agent. Such arrangements do not automatically 
change the person whom practitioner represents, e.g., the 
inventor or trademark owner. The fact that a U.S. practitioner 
receives instructions from the inventor or trademark owner 
through a foreign attorney or agent does not change the fact 
that the client is still the inventor or trademark owner rather than 
the foreign attorney or agent. See Strojirenstvi v. Toyoda, 2 
USPQ 2nd 1222 (Comm’r Pat. 1986), which at 1223 cited Yetter 
Manufacturing Co. v. Hiniker Co., 213 USPQ 119, 120 (D. 
Minn. 1981) for the principle that “when attorney served as local 
counsel for a law firm representing Hiniker Co., the attorney 
represented Hiniker and not the law firm” and also cited Toulmin 
v. Becker, 105 USPQ 511 (Ohio Ct. App. 1954) for the principle 
that “foreign patent agents or attorneys were not clients of U.S. 
patent attorney.” The PTO expects practitioners to know the 
identities of their clients and to take reasonable steps to avoid 
foreseeable prejudice to the rights of their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client 
of the U.S. practitioner, to be passed to the U.S. _ practitioner 
through intermediaries, such as corporate liaisons or foreign 
agents. Clearly, a client may choose to use a corporate liaison 
or a foreign agent to convey instructions, etc., to a practitioner. 
In such an arrangement, the practitioner may rely upon instruc- 
tions of, and accept compensation from, the corporate liaison 
or the foreign agent as to the action to be taken in a proceeding 
before the Office so long as the practitioner is aware that the 
client has consented to have instructions conveyed through the 
liaison or agent. See 37 CFR 10.68(a) and (b). An agreement 
between the client and the liaison or agent establishes an agency 
relationship between the liaison or agent and the client such that 
the U.S. practitioner can rely upon the liaison or agent as the 
representative of the client for the purpose of communicating 
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the client’s instructions about the proceeding to the U.S. prac- 
titioner. The PTO will assume that the client has an agreement 
with the liaison or agent to be by the liaison or agent. 
ee ee 
the agency between the client and the liaison or 
agent has ceased to exist and that instructions from the liaison 
or agent should no longer be 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attorney is 
executed. For example, the following language could be inserted 
in an oath, declaration, or power of attorney form: 


as to any action to be taken in the Patent and Trademark Office 
regarding this application without direct communication 
between the U.S. attorney or agent and the undersigned. In 
the event of a change in the persons from whom instructions 
may be taken, the U.S. attorney or agent named herein will 
be so notified by the undersigned.” 


Without an agency relationship between the liaison or 
and the client, a practitioner would be bound by 37 CPR 10.68(b) 
to “not permit a person who recommends, employs, or pays 
the practitioner to render legal services for another, to direct 
or regulate the practitioner’ s professional judgment in rendering 


such legal services.” 


Practitioner’ s Responsibility to a Client After the Client’ s Patent 
Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to 
their responsibilites to a client (patent or trademark applicant) 
after the client’s patent was issued or trademark has been 
registered. In response thereto, it is pointed out that a power 
of attorney given during prosecution of a patent or trademark 

is considered to be viable after the is issued 
or the trademark is registered. See 50 Federal Register 5164 
(Feb. 6, 1985); 1086 Trademark Official Gazette 357 (Jan. 5, 
1988). While the Office considers such a power of attorney to 
be viable for purposes of the itioner taking actions in 
proceedings before the Office if practitioner and the client so 
desire, the existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark does not establish whether prac- 
titioner has a responsibility, and a dutaffirmatively in a proceed- 
ing before the Office on behalf of the client after the patent issues 
or the trademark is registered. 

Practitioner’s responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the 
trademark is registered depends upon whether practitioner still - 
has 0 punctiddener-elieat ettatiendhip with Gee Glens ehtich bas 
continued after the patent issued or trademark is regi The 
mere existence of the power of attorney to file and/or prosecute 
the application through issuance of the patent or registration of 
the trademark would not establish such a practitioner-client 
relationship in the absence of other facts establishing such a 
relationship since the purpose for which the power of attorney 
was originally given has been accomplished. 


Practitioner’ s Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent 
the client in a proceeding before the Office, a practitioner 
nevertheless has certain obligations to a former client. These 
po nett my coe ae pe be der ae 
are necessary for conduct of before the 
Office. park .23(c\(8), practitioners have a duty to 
inform a client or former client or timely notify the Office of 
an inability to notify a client or former client of certain corre- 

received from the Office and also from the client's 
or former client’s opponent in an inter partes proceeding before 
the Office. Practitioners have an obligation whether the client 
is a present client or a former client. Included among the items 
of correspondence of which have the obligation 
to inform clients or former clients are notices regarding main- 
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tenance fees, reexamination proceedings, and institution of inter 
partes patent and trademark proceedings. 


Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings 


Under 37 CFR 1.33(d), a “correspondence address” or a 
change thereto may be filed with the Office during the enforce- 
able life of a patent. This “correspondence address” will be 
used in any correspondence relating to maintenance fees unless 
a separate “fee address” has been specified solely for main- 
tenance fee purposes as provided by 37 CFR 1.363. Practitioners 
who do not wish to receive correspondence relating to main- 
tenance fees must change the correspondence address in the 
patented file or provide the PTO with a fee address to which 
the correspondence should be sent. It is not required that a 
practitioner file a request for permission to withdraw pursuant 
to 37 CFR 1.36 solely for the purpose of changing the corre- 
spondence address in a patent even though a withdrawal of a 
practitioner would change the correspondence address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in 
a reexamination proceeding will be directed to the attorney or 
agent of record in the patent file, a request for permission to 
withdraw pursuant to 37 CFR 1.36 must be filed in the patent 
if the attorney or agent of record does not desire to receive 
correspondence relating to reexamination. For information on 
requests to withdraw, see the discussion in the Jan. 12, 1988 
Official Gazette Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or 
requirements relating to a particular proceeding before the 
Office, those questions should be directed to the particular area 
of the Office responsible for the proceeding. If practitioners 
have questions about their responsibilities to their clients, those 


questions should be directed to the Office of Enrollment and 
Discipline. The telephone number of that Office is (703) 557- 
2012. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


May 25, 1988. 


[1091 OG 26] 


(198) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 10 
[Docket No. 81146-9134] 


RIN: 0651-AA41 


Exhaustion of Administrative Remedies 
in Patent and Trademark Office 
Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: This final rule sets forth amendments to 37 CFR §§ 
10.155 and 10.157. The purpose of the amendments is to clarify 
that a respondent dissatisfied with the initial decision by the 
administrative law judge in a Patent and Trademark Office 
(PTO) disciplinary proceeding must exhaust available adminis- 
trative remedies, i.e., appeal to the Commissioner of Patents and 
Trademarks, before seeking judicial review under 35 U.S.C. 32. 
Effective Date: August 1,1989 

For Further Information Contact: Harris A. Pitlick by telephone 
at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks; 
Washington, D.C. 20231. 

Supplementary Information: It is possible that present rules may 
be interpreted not to explicitly require a respondent dissatisfied 
with the decision of the administrative law judge (initial deci- 
sion) in a PTO disciplinary proceeding to file an appeal with the 
Commissioner of Patents and Trademarks as a condition prece- 
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dent to filing a petition for review in the United States District 
Court for the District of Columbia under 35 U.S.C. 32. 

Under 37 CFR § 10.154(a), in the absence of an appeal to the 
Commissioner, the initial decision, without further proceedings, 
becomes the decision of the Commissioner thirty (30) days 
therefrom. Local Rule 213 of the United States District Court for 
the District of Columbia, 37 CFR § 10.157 and 35 U.S.C. 32, 
together provide for review of the final decision of the Commis- 
sioner by a petition in that court within 30 days of the date of that 
decision. Thus, the rules could be construed to permit a respon- 
dent dissatisfied with the initial decision to bypass review by the 
Commissioner and directly seek judicial review within 60 days 
of the date of the initial decision. 

The purpose of 37 CFR §§ 10.154-10.157 is to outline the 
steps for seeking review of an initial decision in a disciplinary 
proceeding. There is no provision for bypassing a determination 
by the Commissioner unless both parties accept the decision and 
do not desire any further review of the initial decision. Sections 
10.155 and 10.157 have been amended to clarify that a respon- 
dent must exhaust available administrative remedies by appeal 
to the Commissioner before judicial review can be considered 
ripe. 

Subsequent to a notice of proposed rulemaking setting forth 
the proposed amendments now adopted by this Final Rule, an 
amendment to 37 CFR § 10.156 was adopted. See 54 FR 6659 
(February 14, 1989). Section 10.156 now explicitly permits the 
respondent or the Director to make a single request for reconsid- 
eration or modification of the Commissioner’s decision on 
appeal from an initial decision. Nothing in that rule, or in the 
rules adopted by this Final Rule, requires a respondent dissatis- 
fied with the Commissioner’s decision to seek reconsideration 
thereof. Thus, a respondent dissatisfied with the Commis- 
sioner’s decision may directly seek judicial review under 35 
U.S.C. 32. In other words, for purposes of 37 CFR Part 10, ex- 
haustion of administrative remedies is complete upon appeal to 
the Commissioner from the initial decision. 

A notice of proposed rulemaking was published in the Fed- 
eral Register on December 28, 1988 (53 FR 52438) and the 
Official Gazette on January 17,1989 (1098 O.G. 527). Interested 
parties were requested to submit written comments on or before 
February 27, 1989. Comments from two (2) sources were re- 
ceived. None of the suggestions made in the comments have 
been adopted. A detailed analysis of the comments follows: 
Comment: The proposed rules do not go quite far enough in 
order to comply with 5 U.S.C. 704, which specifies that 

agency action otherwise final is final for purposes of this 
section whether or not there has been presented or determined 
an application . . . unless the agency otherwise requires by rule 
and provides that the action meanwhile is inoperative, for an 
appeal to superior agency authority. 
Since no rule specifies that the initial decision of the administra- 
tive law judge shall be inoperative, a sentence should be added 
to the end of 37 CFR § 10.154(a) stating that pending an appeal 
to the Commissioner in accordance with § 10.155 the decision of 
the administrative law judge will be inoperative. This would 
assure compliance with 5 U.S.C. 704 and remove any concern by 
practitioners subject to disciplinary proceedings that the initial 
decision has any binding effect prior to action by the Commis- 
sioner. 
Response: The suggestion has not been adopted since it is not 
necessary. The above-quoted language from 5 U.S.C. 704 first 
appeared as part of section 10(c) of the original Administrative 
Procedure Act, 5 U.S.C. 1009(c) (Act of June 11, 1946, ch. 324, 
§ 10(c), 60 Stat. 243). The meaning of the language in that sec- 
tion is explained in the Attorney General’s Manual on the Ad- 
ministrative Procedure Act (1947) at 101-05. The purpose of the 
language quoted in the comment was to provide for judicial 
review at the time when agency action becomes operative, rather 
than at some later time, such as when further review available in 
the agency became exhausted. Under the regulatory scheme for 
review following an initial decision in a PTO disciplinary pro- 
ceeding, agency action— i.e., imposition of discipline on a prac- 
titioner before the Office — cannot become operative before 20 
days after the date of entry of the Commissioner’s decision under 
37 CFR § 10.156(a) or, if a request for reconsideration has been 
filed within those 20 days, before the date of entry of the decision 
on reconsideration under 37 CFR § 10.156(c). In other words, 
the initial decision cannot become operative until such time that 
judicial review becomes available to the affected practitioner. 
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The suggested change to 37 CFR § 10.154(a) is, hence, unnec- 
essary. 

Comment: The evidence upon which the General Counsel has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that this proposed rule change is not expected to 
have a significant adverse economic impact on a substantial 
number of small entities has not been disclosed to the public for 
review and comment. 

Response: No law requires that such evidence, if any, be dis- 
closed to the public for review and comment. See 5 U.S.C. 
605(b). The basis for the certification was that the proposed rule 
changes would merely make explicit what was implicity in- 
tended by the rules as originally constituted. 

Comment: The proposed rule change will have a significant 
adverse economic impact on a substantial number of small 
entities because it prolongs the time for judicial review for a 
person who has been refused registration to practice before the 
Office. 

Response : Both the proposed rule changes and the rules affected 
thereby relate sclely to practitioners already registered or other- 
wise permitted to practice before the Office and who have been 
subject to a PTO disciplinary proceeding. The rules and rule 
changes have no impact, economic or otherwise, on persons 
refused registration or permission to practice before the Office. 


Other Considerataions 


The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 

The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration that this rule change 
is not expected to have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) because it merely makes explicit what was 
implicitly intended by the rules as originally constituted. Addi- 
tionally, no more than a few small entities in a given year out of 
over 13,000 registered patent attorneys and agents and an un- 
known number of trademark attorneys are expected to be subject 
to an initial decision ina PTO disciplinary proceeding. Whatever 
the number of small entities, however, there would not be 
expected to be a significant impact on them because agency 
action does not take effect until after a final decision is made by 
the Commissioner. 

The Patent and Trademark Office has determined that this 

rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less that $100 
million. There will be no major increases in costs or prices for 
consumers, individual industries, Federal, State or local govern- 
ment agencies, or geographic regions. There will be no adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 


The Patent and Trademark Office has also determined that 
this notice has no federalism implications affecting the relation- 
ship between the National Government and the States as outlined 
in Executive Order 12612. 

This rule change does not contain a collection of information 
subject to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq. 


List of Subjects in 37 CFR Part 10 


Administrative practice and a. Courts, Inventions 
and patents, Lawyers, T 


For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, the Patent and Trademark Office amends 37 CFR Part 
10 as follows: 


PART 10-REPRESENTATION Se — BEFORE THE 
PATENT AND TRADEMARK O} 


1. The authority citation for 37 CFR Part 10 continues to 
read as follows: 
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Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6,31, 32, 
41. 


2. Section 10.155 is amended by adding new paragraph (d) as 
follows: 


§ 10.155 Appeal to the Commissioner. 
**+*#4% 


(d) In the absence of an appeal by the Director, failure by the 

it to appeal under the provisions of this section shall be 

deemed to be both acceptance by the respondent of the initial 

decision and waiver by the respondent of the right to further ad- 
ministrative or judicial review. 


3. Section 10.157 is amended by revising paragraph (a) as 
follows: 


§ 10.157 Review of Commissioner’s final decision 


(a) Review of the Commissioner’ s final decision in a discipli- 
nary case may be had, subject to § 10.155(d), by a petition filed 
in the United States District Court for the District of Columbia. 
See 35 U.S.C. 32 and Local Rule 213 of the United States District 
Court for the District of Columbia. 


++ 


May 26, 1989 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


[1104 OG 20} 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: This final rule sets forth changes that the Patent and 
Trademark Office (PTO) is making to the rules 

requests for records not disclosed to the public as part of the 
regular informational activity of the PTO. The prior rule sets 
out the PTO Freedom of Information Act (FOIA) procedures. 
ee nee ae 
requests will be processed in accordance with 
Commerce regulations contained in Part 4 of 15 Preble 
Information). 

Effective Date: Dec. 30, 1988. 

For Further I ion Contact: Albin F. Drost by telephone 

at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
Supplementary Information: As presently written, 37 CFR 1.15 
describes procedures for ining documents under the Free- 
dom of Information Act that have been The purpose 
of this rule change is to bring the PTO FOIA into 
conformity with the of Commerce rules. The 
final rule directly advises requesters that the PTO will follow 
the Department of Commerce rules for disclosure of information 
under FOIA. 

A notice of proposed rulemaking was published on July 19, 
1988 (53 Fed. Reg. 27 177). Interested parties were 
to submit written comments on or before Sept. 20, 1988. No 
comments were received. 


Other Considerations 


This rule change will not have a significant impact on the 
quality of the human environment or the conservation of energy 
resources. This rule c’ is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96-354), 
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Executive Orders 12291 and 12612, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. § 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
a substantial number of small entities [Regulatory Flexibility 
Act, Pub. L. 96-354] because no increase in fees or paperwork 
should result from this rule change. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12991. 
The annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The PTO has also determined that this notice has no fed- 
eralism implications affecting the relationship between the 
National Government and the states as outlined in Executive 
Order 12612. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. § 3501 et seq., since 
no record keeping or reporting requirement within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Records. 

For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. § 6, the Patent and Trademark Office amends Title 37 
of the Code of Federal Regulations as set forth below: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


AUTHORITY: 35 U.S.C. § 6 unless otherwise noted. 
2. Section 1.15 is revised as follows: 
§ 1.15 Requests for identifiable records. 


(a) Requests for records, not disclosed to the public as part 
of the regular informational activity of the Patent and Trademark 
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Office and which are not otherwise dealt with in the rules in 
this part, shall be made in writing, with the envelope and the 
letter clearly marked “Freedom of Information Request.” Each 
such request, so marked, should be submitted by mail addressed 
to the “Patent and Trademark Office, Freedom of Information 
Request Control Desk, Box 8, Washington, D.C. 20231,” or 
hand delivered to the Office of the Solicitor, Patent and Trade- 
mark Office, Arlington, Virginia. The request will be processed 
in accordance with the procedures set forth in Part 4 of Title 
15, Code of Federal Regulations. 

(b) Any person whose request for records has been initially 
denied in whole or in part, or has not been timely determined, 
may submit a written appeal as provided in § 4.8 of Title 15, 
Code of Federal Regulations. 

(c) Procedures applicable in the event of service of process 
or in connection with testimony of employees on official matters 
and production of official documents of the Patent and Trade- 
mark Office in civil legal proceedings not involving the United 
States shall be those established in parts 15 and 15a of Title 
15, Code of Federal Regulations. 

Nov. 21, 1988 DONALD J. QUIGG, 

Assistant Secretary and 

Commissioner of Patents 
and Trademarks. 


[1097 OG 15] 


(200) Patent Cooperation Treaty Update 

The United States Patent and Trademark Office has received 
notification from the World Itellectual Propety Organization that 
Canada deposited its instrument of ratification to the Patent Co- 
operation Treaty (PCT) on 02 October 1989. Therefore, accord- 
ing to PCT Article 63(2), Canada may be designated in inter- 
national applications filed on and after 02 January 1990. 


The Danish Patent Office has informed the International Bu- 
reeau that the Danish Parliament has approved the law ratifying 
the European Convention (EPC) and that the instrument of 
ratification will be deposited in time for the Convention to enter 
into force for Denmark on January 1, 1990. Consequently, as 
from January 1, 1990, it will be possible to file international 
applications designating Denmark for a national patent or for 
a European patent or for both. 

See listing of PCTmember countries on next page 
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Listing of PCT Member Countries 
or Accession 


(8)Gabon 

(9)United States of America .. 
(10)Germany, Federal Republic “ore* 
(11)Congo* 
(12)Switzerland** 
(13)United Kingdom** 
(14)France** 

(15)Soviet Union 

(16)Brazil 
(17)Luxembourg** 
(18)Sweden** 


(21)Austria** 
(22)Monaco 
(23)Netherlands** .... 


(26)Liechtenstein** 

(28)Hungary 

(29)Democratic People’s Republic of 
Korea (North Korea) 

Gi)Belgium** 

(33)Mauritania* 


(34)Sudan 
(35)Bulgaria 


"Members of African Tnseliecal Propety Organization (OAPI) regional patcat system. Only regional patent protection 
is available for OAPI countries. A designation of any country is an indication that all OAPI countries have been designated. 


designated. 

**Member of European Patent Convention (EPC) regional patent system. Either national or European patents for member 
countries are available through PCT, except for France, Belghem and tealy. for which only European patents are available 
if PCT is used. Note: Only one PCT designation fee is due if European regional patent mn Bed oy Ang —— 
or all EPC member countries under the PCT. 


November 7, 1989 JEFFREY M. SAMUELS 
Actine C. _—- 
of Patents and Trademarks 
[1109 OG 3] 
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(201) Minimum Requirements for A 
of Applications Under 35 U.S.C. 371 


(the National Stage of PCT) 


The Patent and Trademark Office is continuing to receive 
application papers which do not clearly identify whether the 
papers (1) are being submitted to enter the national stage of the 
Patent Cooperation Treaty (PCT) under 35 U.S.C. 371 or (2) 
are being filed as a regular national application under 35 U.S.C. 
111. 

Attention is directed to the notice in the Official Gazette at 
1070 0.G. 11 titled “Unity of Invention Practice in International 

lications and National Phase Applications Entered Under 
35 U.S.C. 371” wherein at item eight it is stated 


“(8) Applicants should clearly indicate on all 
application papers filed for entry under 35 U.S.C. 371 and 
37 CFR 1.61 that the filing is being made under 35 U.S.C. 
371. Otherwise, the application papers will be treated as 
having been filed under 35 U.S.C, 111.” 


To clearly indicate an international application is being filed 
under 35 U.S.C. 371 the applicant should use the “Transmittal 
Letter for United States Designated Office” (Form PTO-1390) 
as the transmittal letter. 

Alternatively, one of the following indications may be used: 


1) the applicant shall clearly state in the transmittal 
or cover letter that he or she is filing under 35 U.S.C. 371 
or entering the national stage under the PCT; or 

2) the applicant clearly identifies in the oath or 
declaration the specification to which it is directed by 
referring to a particular international application by PCT 
Serial Number and International Filing Date and that he 
or she is executing the declaration as, and seeking a U.S. 
Patent as, the inventor of the invention described in the 
identified international application. 


Applicants are cautioned that the identification of the inter- 
national application, in the oath or declaration or otherwise, as 
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a prior filed application for priority purposes is not considered 
to be an indication of an intention to file under 35 U.S.C. 371. 

If there are any conflicting instructions as to which section 
of the statute (371 or 111) is intended the application will be 
accepted under 35 U.S.C. 111. It is strongly recommended that 
applicant use the Form PTO-1390 in all cases where a filing 
under 35 U.S.C. 371 is intended. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Mar. 16, 1987. 
[1077 OG 13] 


(202) Patent Cooperation Treaty: Implementing 
Legislation and Withdrawal of the 


Reservation to Chapter II. 


On Oct. 9, 1986, the U.S. Senate gave its advicc and consent 
to withdrawal by the United States of its declaration not to be 
bound by chapter II of the Patent Cooperation Treaty (PCT). 
Public Law 99-616, that amends title 35, United States Code, 
to implement U.S. adherence to PCT chapter II was enacted on 
Nov. 6, 1986. 

On Apr. 1, 1987, the President notified the Director General 
of the World Intellectual Property Organization of the with- 
drawal of the declaration by the United States. As the withdrawal 
takes effect three months after the date of notification, the United 
States will be bound by the provisions of PCT chapter II on July 
1, 1987. 

A notice of proposed rulemaking concerning PCT chapter 
II was published in the Federal Register on Mar. 4, 1987 (52 
Fed. Reg. 6696) and was reprinted in the Official Gazette on 
Mar. 17, 1987, (1076 OG 29). The text of the President’s 
notification and of Public Law 99-616 are reprinted below. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Apr. 13, 1987. 
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NOTIFICATION 
RONALD REAGAN 
PRESIDENT OF THE UNITED STATES OF 
AMERICA 


TO ALL TO WHOM THESE PRESENTS SHALL COME, GREETING: 
CONSIDERING THAT: 


The Patent Cooperation Treaty, with Regulations, done at Washington June 19, 1970, was 
signed by the United States on that date and ratified by the United States on November 
27, 1973, subject to three declarations, in pursuance of the advice and consent of the Senate; 


The United States deposited its instrument of ratification with the Director General of the 
World Intellectual Property Organization on November 26, 1975, and the Treaty entered 
into force for the United States on January 24, 1978; 


At the request of the President, the Senate of the United States of America by its resolution 
of October 9, 1986, two-thirds of the Senators present concurring therein, gave its advice 
and consent to withdraw one of the declarations made when the United States deposited 
its instrument of ratification, to wit, under Article 64(1)(a), the United States would not 
be bound by the provisions of Chapter II of the Treaty; 


NOW, THEREFORE, I, Ronald Reagan, President of the United States of America, hereby 
give notice and confirm the withdrawal of the declaration by the United States regarding 
Chapter II of the said Treaty. 


IN TESTIMONY WHEREOF, I have signed this instrument withdrawing the said dec- 
laration and caused the seal of the United States of America to be affixed. 


DONE at the city of Washington this twenty-seventh day of March in the year of our 
Lord one thousand nine hundred eighty-seven and of the Independence of the United States 
of America the two hundred eleventh. 
By the President: Ronald Reagan 


George P. Shultz 
Secretary of State 





1110 TMOG 430 OFFICIAL GAZETTE JANUARY 2, 1990 
(202) 


Public Law 99-616 
99th Congress 
An Act 


To amend the patent laws implementing the Patent Cooperation Treaty. Nov. 6, 1 


Be it enacted by the Senate and House of Representatives of the United States of [S.1230] 
America in Congress assembled, That this Act may be cited as the “Act to authorize 35 USC 351 note. 
the United States to participate in chapter II of the Patent Cooperation Treaty”. 
SEC. 2. (a) Section 351(a) of title 35, United States Code, is amended by striking out “, excluding 28 UST 7645 
chapter II thereof”. 
(b) Section 351(b) of title 35, United States Code, is amended by. striking out “excluding part 
C thereof”. 
(c) Section 351(g) of title 35, United States Code, is amended by— 
(1) striking out “term” and inserting in lieu thereof “terms”; 
(2) inserting “and ‘International Preliminary Examining Authority’” after “Authority”; and 
(3) striking out “means” and inserting in lieu thereof “mean”. 
(d) Section 361(d) of title 35, United States Code, is amended to read as follows: 
“(d) The international fee, and the transmittal and search fees prescribed under section 376(a) 
of this part, shall either be paid on filing of an international application or within such later time 
as may be fixed by the Commissioner.”. 
SEC. 3. The item relating to section 362 in the analysis for chapter 36 of title 35, United States 
Code, is amended to read as follows: 


“362. International Searching Authority and International Preliminary Examining Authority.”. 


SEC. 4. Section 362 of title 35, United States Code, is amended to read as follows: 


§ 362. International Searching Authority and International Preliminary Examining Authority 


“(a) The Patent and Trademark Office may act as an International Searching Authority and 
International Preliminary Examining Authority with respect to international applications in accor- 
dance with the terms and conditions of an agreement which may be concluded with the International 
Bureau, and may discharge all duties required of such Authorities, including the collection of handling 
fees and their transmittal to the International Bureau. 

“(b) The handling fee, preliminary examination fee, and any additional fees due for international 
preliminary examination shall be paid within such time as may be fixed by the Commissioner.”. 
SEC. 5. Section 364(a) of title 35, United States Code, is amended by— 

(a) striking out “or”, first occurrence and inserting in lieu thereof “,”; 
(b) inserting “International Preliminary Examining Authority” after “Authority, or”; and 
(c) striking out “both”. 

SEC. 6 Section 368(c) of title 35, United States Code, is amended by— 

(a) striking out the second occurrence of “or” and inserting in lieu thereof “,”, and 
(b) striking out “both” and inserting in lieu thereof “International Preliminary Examining 
Authority”. 

SEC. 7. (a) Section 371(a) of title 35, United States Code, is amended to read as follows: 

“(a) Receipt from the International Bureau of copies of international applications with any 
amendments to the claims, international search reports, and international preliminary examination 
reports including any annexes thereto may be required in the case of international applications 
designating or electing the United States.” 

(b) Section 371(b) of title 35, United States Code, is amended to read as follows: 

“(b) Subject to subsection (f) of this section, the national stage shall commence with the expiration 
of the applicable time limit under article 22 (1) or (2), or under article 39(1)(a) of the treaty”. 

(c) Section 37 1(c)(4) of title 35, United States Code, is amended by striking the “.” and inserting 
in lieu thereof “;”. 

(d) Section 371(c) of title 35, United States Code, is amended by adding at the end thereof the 
following new paragraph (5): 

“(S) a translation into the English language of any annexes to the international preliminary 
examination report, if such annexes were made in another language.”. 

(e) Section 371(d) of title 35, United States Code, is amended by adding at the end thereof the 
following sentence: “The requirement of subsection (c)(5) shall be complied with at such time as 
may be fixed by the Commissioner and failure to do so shall be regarded as cancellation of the 
amendments made under article 34(2)(b) of the treaty” 

(f) Section 371(e) of title 35, United States Code, is amended by inserting “or article 41” after 
“29” 
SEC. 8.(a) Section 376(a) of title 35, United States Code, is amended by— 
(1) inserting “and the handling fee” after the first occurrence of “fee”; 
(2) striking “amount is” and inserting in lieu thereof “amounts are”, 
(3) redesignating paragraph (5) as paragraph (6); and 
(4) inserting the following new paragraph (5): 
“(S) A preliminary examination fee and any additional fees (see section 362(b)).” 

(b) Section 376(b) of title 35, United States Code, is amended by— 

1) inserting “and the handling fee” after the first occurrence of “fee’ in the first sentence; 
an 

(2) inserting “the preliminary examination fee and any additional fees,” after “fee,” in 
the third sentence. 

SEC. 9. Sections 2 through 8 of this Act shall come into force on the same day as 
the effective date of entry into force of chapter II of the Patent Cooperation Treaty 
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with respect to the United States, by virtue of the withdrawal of the declaration under article 64(1)(a) 
international applications 


of the Patent Cooperation Treaty. It shall apply to all 
after its effective date. 


Approved Nov. 6, 1986. 


LEGISLATIVE HISTORY—S. 1230: 


SENATE REPORTS: No. 99-275 (Comm. on the Judiciary). 
CONGRESSIONAL RECORD, Vol. 132 (1986): 

Oct. 16, considered and Senate. 

Oct. 17, considered and passed House. 


pending before or 


[1078 OG 10-13} 


(203) Implementation of Chapter Il 
of the Patent Cooperation Treaty 


This notice is intended to be a summary of various notices 


published to implement Chapter II of the Patent Cooperation 
Treaty (PCT) on July 1, 1987. 


1. Withdrawal of reservation and implementing legislation. 


A copy of the withdrawal of the reservation as to 
Il of the PCT under PCT Article 64(6)(b) and acopyof Public 
Law 99-616 implementing Chapter II of the PCT were published 
in the Official Gazette of May 12, 1987 at 1078 O.G. 10-13. 

The proposed rule change relating to the implementation of 
Chapter II of the PCT was published on Mar. 4, 1987 in the 
Federal Register at 52 F.R. 6696-6707 and on Mar. 17, 1987 
in the Official Gazette at 1076 O.G. 29-40. The final rules were 
published on May 28, 1987 in the Federal Register 52 F.R. 
20038-20052 and on June 16, 1987 in the Official Gazette at 
1076 O.G 32. 

A listing of all current member countries of the PCT was 
published on Mar. 3, 1987 at 1076 O.G. 3. After July 1, 1987 
only Denmark, Norway, Liechtenstein, Switzerland and the 
Republic of Korea (South Korea) retain reservations as to 
Chapter II of the PCT. 

A listing of the level of PCT fees effective July 1, 1987, both 
because of rulemaking and a change in the exchange rate was 
published on June 23, 1987 in the Official Gazette at 1079 O.G. 
50. 


‘Anotice clarifying the requirements for entering the national 
stage in the United States under 35 U.S.C. 371 was published 
on Apr. 14, 1987 at 1077 OG. 13. 


2. International Preliminary Examining Authorities 


The United States has informed the Director General of the 
World Intellectual Property Organization (WIPO) that the 
United States Patent and Trademark Office (USPTO) will serve 
as an International Preliminary Examining Authority for any 
international application filed in the United States Receiving 
Office and for any international application for which the 
USPTO has served as the International Searching Authority. 

Applicants who have filed their international applications in 
the USPTO as a Receiving Office may choose to have the 

Patent Office (EPO) serve as their International 
Preliminary Examining Authority if (1) the EPO has served as 
the International Searching Authority for the international 
application and (2) the demand filed with the EPO is one of 
the first 500 demands filed by applicants who have filed their 
international applications in the United States Receiving Office 
in one of the 3 years beginning July 1, 1987. 

The attention of applicants desiring to use the EPO as an 
International Preliminary ae is also directed 


in the Official Journal of the European Patent Office in volume 
12/1986 at pages 441-445. 


A copy of the “Memorandum of Understanding” to monitor 
SS Ce ne applicants 
between the USPTO and EPO appears 


DONALD J. QUIGG, 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
United States Patent and 
Trademark Office. 


Memorandum of Understanding 


June 11, 1987. 


their international applications with the United States Receiving 
Office. 


Purpose 
purpose of this memorandum is to set forth the proce- 


that PCT Chapter II is in effect as to the United States of America. 
The memorandum also sets forth the processing procedures for 
any demands filed in excess of the agreed to-amount. 
Monitoring of Number of Demands 
It is essential that U.S. applicants be informed as to the 


filed in the EPO is approaching 500. 
In order to provide such numerical information to the U.S. 


aimee, paceman 
persons by both the EPO and USPTO 


Processing of Demands in Excess of 500 
Since the EPO will only accept 500 demands a year from 
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cation serial number so that the USPTO may make immediate 
contact with the applicant. 

The EPO will refund any fees paid by the applicant to the 
EPO and indicate that only the USPTO is competent to receive 
the demand and establish the international preliminary exami- 
nation report, and that the demand is being forwarded to the 
USPTC. The EPO will indicate the date of receipt of the demand 
on the demand and promptly forward it to the USPTO for further 
processing. The EPO will be considered to be the agent of the 
USPTO for purposes of receiving and dating demands. The 
USPTO will correspond with the applicant concerning the 
demand and require the payment of fees to the USPTO under 
PCT Rules 57.4 and 58.2. 

For purposes of this procedure, the contact person in the 
USPTO is Louis O. Maassel (telephone 703-557-3070) and the 
contact person in the EPO is Mr. Colin Philpott (telephone 2399- 
2479) for substantive and organizational matters, or Mrs. M. 
Houyez-Stevens (telephone 2399-2423) for numerical informa- 
tion. 


PAUL BRAENDLI 
President, 
European Patent Office. 


DONALD J. QUIGG, 
Assistant Secretary 

and Commissioner of 

Patents and Trademarks 
United States Patent 
and Trademark Office. 


[1080 OG 2] 


(204) Patent Cooperation Treaty (PCT) Update 

Number of demands received by the IPEA/EP from US ap- 
plicants and Guidelines for use of the European Patent Office 
as International Preliminary Examining Authority. 


Number of demands for International Preliminary Exami- 
nation filed by US applicants with the European Patent Office 
as International Preliminary Examining Authority (IPEA/ 
EP) as of April 29, 1988 


As of April 29, 1988, the European Patent Office acting as 
International Preliminary Examining Authority (IPEA/EP) had 
received 257 demands for International Preliminary Examina- 
tion from US applicants who filed their international applica- 
tions with the United States Receiving Office. 


Guidelines for use of the European Patent Office as Interna- 
tional Preliminary Examining Authority 


The European Patent Office (EPO) has informed the United 
States Patent and Trademark Office of a number of problems 
which have arisen with demands originating from US applicants. 
These problems can cause serious delays in the handling of 
demands and, in some cases, may result in a loss of rights or 
in responses being disregarded. 


In particuiar, attention is drawn to the following points: 


1. When a demand for International Preliminary Examination 
has been properly filed after the expiration of 19 months from 
the earliest priority date (or filing date when no priority is 
claimed), it is nevertheless validly submitted. However, the 
consequence of the late filing of the demand is that the applicant 

has to start the regional/national phase under Article 22 of 
the Treaty before the expiration of 20 months from the 
earliest priority date and will not benefit from the extension 
to 30 months from the earliest priority date for starting the 
regional/national phase under Article 39. 

2. A power of attorney when needed — because of a change 
in the appointment of an agent or common representative 
under PCT Rule 90.3 — must be filed with the /nternational 
Bureau or with the Receiving Office. 

However, it is recommended to file a photocopy thereof 
with the EPO in Munich for Information. 

3. Reply to the first/second opinion (Form PCT/IPEA/408): 


(a) A written reply must contain an original signature (i.e. 
not a photocopy) by an authorized person (PCT Rule 92.1). 
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(b) A reply sent by facsimile/telex/telegram must be con- 
firmed in writing within 14 days from the date of its 
receipt; otherwise, it shall be considered not to have 
been submitted (PCT Rule 92.4(a)). 

(c) A reply filed outside the time limit set may be disre- 
garded. 
Computation of the time limit is effected according to 
PCT Rule 80. 

4. When using facsimile or telex as a means of correspondence, 
the communication should contain the complete appropri- 
ate number (i.e. for the facsimile: State, place, facsimile 
number) to facilitate a possible reply from the EPO. 

5. Withdrawal of the demand for international preliminary 
examination or the election of any State under PCT Article 
37 and Rule 75.1 must be effected by signed notice of the 
applicant to the /nternational Bureau 
However, it is recommended to file a photocopy thereof 
with the EPO in Munich for information. 

6. Any withdrawal of the international application under PCT 
Rule 32.1 must be accomplished by signed notice of the 
applicant to the /nternational Bureau or Receiving Office, 
not to the EPO in Munich. 

However, it is recommended to file a photocopy thereof 
with the EPO in Munich for information. 

7. A notice providing general information for PCT applicants 
concerning the procedure before the EPO as an [PEA under 
PCT Chapter II can be found in the Journal EPO No. 12/ 
1986, pages 441 to 445. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


May 12, 1988 


[1091 OG 2-3] 


Patent Cooperation Treaty (PCT) Update 
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Translation of the International Preliminary Examination 
Report (IPER) into Russian no longer required, Withdrawal by 
Japan of the reservation concerning filing a qatranslation of 
the international application by 20 months and Number of 
Demands received by the IPEA/EP from U.S. applicants. 


Translation of the IPER into Russian no longer required 


The following information was released by the World In- 
tellectual Property Organization (WIPO) on July 17, 1987. 

Pursuant to PCT Rule 72.1 the USSR State Committee for 
Inventions and Discoveries has informed the International 
Bureau of a change in the languages into which it requires a 
translation of the International Preliminary Examination Report 
(IPER) by the International Bureau. 


As from July 8, 1987, a translation of the IPER into Russian 
will no longer be required if the IPER has been established 
in English... . 


Consequently, as of July 8, 1987, the payment of a multiple 
of the handling fee under PCT Rule 57.2(a) for a translation 
into Russian is no longer required if the Soviet Union is elected 
in demand for International Preliminary Examination filed in 
English. Nor will the supplement to the handling fee under PCT 
Rules 57.1(b) and 57.2(b) apply if the Soviet Union is elected 
in a later election under PCT Rule 56 filed with the International 
Bureau on or after July 8, 1987. 


Withdrawal by Japan of the reservation concerning filing a 
translation of the International application by 20 months from 
the priority date 


On Sept. 16, 1987, WIPO announced that on Sept. 8, 1987, 
the Government of Japan notified the withdrawal of the dec- 
laration made by it under PCT Article 64(2)(a) concerning the 
time limit applicable under Chapter II of the PCT for the 
furnishing of a translation of the international application. Thus, 
Japan will become bound by the provisions of PCT Chapter II 
without any reservations on Dec. 8, 1987. 

Pursuant to the said declaration, the translation of an inter- 
national application into Japanese must at present be furnished 
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to the Japanese Patent Office in all cases within 20 months from 
the priority date. 

The withdrawal of the said declaration has the effect that, 
as from Dec. 8, 1987, the provisions of PCT Article 39 (1)(a) 
(under which a translation of the international application into 
Japanese must be furnished within 30 months from the priority 
date) will apply in respect of the Japanese Patent Office as 
elected Office. 

This 30 month time limit applies also to international appli- 
cations which have been filed before Dec. 8, 1987, provided 
that Japan has been elected in a demand for international 
preliminary examination or in a later election prior to the 
expiration of the 19th month from the priority date and that on 
Dec. 8, 1987, 20 months from the priority date have not expired. 


Number of demands for International Preliminary Examination 
filed by U.S. applicants with the European Patent Office as 
International Preliminary Examining Authority (IPEA/EP) as 
of Oct. 31, 1987 


Pursuant to the Memorandum of Understanding between the 
European Patent Office (EPO) and the USPTO concerning 
monitoring Demands submitted to the IPEA/EP by U.S. appli- 
cants, published at 1080 O.G. 2 on July 7, 1987, the number 
of Demands filed by U.S. applicants (who filed their interna- 
tional applications with the United States Receiving Office) with 
the IPEA/EP as of Oct. 31, 1987 was 70. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 17, 1987. 


[1085 OG 30} 


(206) Patent Cooperation Treaty (PCT) Update 
Withdrawal of the Declaration under PCT 
Article 64(1)(a) by Norway and Number 
of Demands Received by the IPEA/EP 
from U.S. Applicants 


Withdrawal of the Declaration under 
PCT Article 64(1)(a) by Norway 
Effective Jan. 1, 1989 


The United States Patent and Trademark Office has received 
notification from the World Intellectual Property Organization 
(WIPO) of their receipt on Oct. 1, 1988 of the notification of 
the withdrawal by Norway of the declaration under PCT Article 
64(1)(a) that it shall not be bound by Chapter II of the PCT. 
Thus, Norway will become bound by Chapter II of the PCT on 
Jan. 1, 1989. 

The withdrawal of the said declaration has the effect that, 
on Jan. 1, 1989: 


(a) Norway may be elected in demands for international pre- 
liminary examination or in later elections submitted in 
request of international applications in which Norway is a 
designated State; 

(b) nationals and residents of Norway may submit demands for 
international preliminary examination of international ap- 
plications filed by them; 
although demands or later elections concerning Norway 
may be submitted only on or after Jan. 1, 1989, they may 
be submitted in respect of international applications irre- 
spective of whether such applications were or will be filed 
before, on or after Jan. 1, 1989. 


Number of Demands for International 
Examination filed by U.S. A with the 
European Patent as International 
Preliminary E Authority 
(IPEA/EP) as of Sept. 30, 1988 


As of Sept. 30, 1988 the European Patent Office acting as 
International Preliminary Examining Authority (IPEA/EP) had 
received 131 demands for International Preliminary Examina- 
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tion since July 1, 1988 from U.S. applicants who filed their 
international applications with the United States Receiving 
Office. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Oct. 26, 1988 


[1096 OG 34] 


Patent Cooperation Treaty (PCT) Update 


Withdrawal of the Declaration 
under PCT Article 641)(a) by 
Denmark Effective Nov. 1, 1988 


(207) 


The United States Patent and Trademark Office has received 
notification from the World Intellectual Organization (WIPO) 
of their receipt on Aug. 1, 1988 of the notification of the 
withdrawal by Denmark of the declaration under PCT Article 
64(1)(a) that it shall not be bound by Chapter II of the PCT. 
Thus, Denmark will become bound by Chapter II of the PCT 
on Nov. 1, 1988. 

The withdrawal of the said declaration has the effect that, 
on Nov. 1, 1988: 


(a) Denmark may be elected in demands for international 
preliminary examination or in later elections submitted in 
respect of international applications in which Denmark is 
a designated State; 
nationals and residents of Denmark may submit demands 
for international preliminary examination of international 
applications filed by them; 
although demands or later elections concerning Denmark 
may be submitted only on or after Nov. 1, 1988, they may 
be submitted in respect of international applications irre- 
spective of whether such applications were or will be filed 
before, on or after Nov. 1, 1988. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademark. 


Sept. 7, 1988 


[1095 OG 2] 


(208) Request for Comments on the Desirability of 
Acceptance of Unintentionally 
Delayed Payment of Maintenance Fees 
and Revival Under 35 USC 111 of 
Unintentionally Abandoned Applications 


The Patent and Trademark Office has received suggestions 
that it would be desirable for unintentionally delayed payment 
of maintenance fees to be accepted and for revival of uninten- 
tionally abandoned applications to be permitted for applications 
abandoned for failure to submit the required fee and/or oath 
within the prescribed period under 35 USC 111. The purpose 
of this notice is to solicit public comment on draft legislation 
permitting acceptance of unintentionally delayed payment of 
maintenance fees and revival of unintentionally abandoned 
applications under 35 USC 111. The draft legislation follows 

At the present, late payment of a maintenance fee under 35 
USC 41(c)(1), and late submission of the filing fee and/or the 
oath under 35 USC 111 can only be accepted if the delay was 
unavoidable. The draft amendments provide for reinstatement 
of a patent to an enforceable status or revival of a patent 
application to a pending status in the cases of unintentional as 
well as unavoidable late payment of a maintenance fee and late 
submission of the filing fee and/or the oath respectively. 

The intent of these draft amendments is to be consistent with 
other sections of Title 35, United States Code, which permit 
revival of unintenticnally or unavoidably abandoned applica- 
tions. Therefore, these draft amendments would permit the 
Commissioner to accept a late response under 35 USC 41(c\(1) 





1110 TMOG 434 
(209) 


and 35 USC 111 ifthe delay in submitting the response is shown 
to be either unavoidable or unintentional. 

Dates: Comments and suggestions should be received by July 
1, 1988. 

Addresses: Address written comments to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231 to the atten- 
tion of Jeffrey V. Nase, Petitions Examiner, Crystal Plaza 3- 
11A09. For further information, contact Jeffrey V. Nase at 
telephone number (703) 557-4282. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Apr. 1, 1988. 


see 2% 


Proposed amendments to sections 41(c)(1) and 111 of Title 
35, United States Code (new language is italic). 


(1) Amend 35 USC 41 (c)(1) to read as follows: 


(c)(1) The Commissioner may accept the payment of any 
maintenance fee required by subsection (b) of this section 
filed after the six-month grace period if the delay is shown 
to the satisfaction of the Commissioner to have been 
unavoidable or unintentional. The Commissioner may 
require the payment of surcharges in different amounts as 
a condition of accepting an unavoidably or unintentionally 
delayed payment of any maintenance fee after the six-month 
grace period. The Commissioner may not accept an unin- 
tentionally delayed payment of a maintenance fee filed later 
than six months after the six-month grace period. If the 
Commissioner accepts payment of a maintenance fee after 
the six-month grace period, the patent shall be considered 
as not having expired at the end of the grace period. 


(2) Amend 35 USC 111 to read as follows: 
§ 111 Application for Patent 


Application for patent shall be made, or authorized to be 
made, by the inventor, except as otherwise provided in this 
title, in writing to the Commissioner. Such application shall 
include (1) a specification as prescribed by section 112 of 
this title; (2) a drawing as prescribed by section 113 of this 
title; and (3) an oath by the applicant as prescribed by section 
115 of this title. The application must be accompanied by 
the fee required by law. The fee and oath may be submitted 
after the specification and any required drawings are 
submitted, within such period and under such conditions, 
including the payment of a surcharge, as may be prescribed 
by the Commissioner. Upon failure to submit the fee and 
oath within such prescribed period, the application shall be 
regarded as abandoned, unless it is shown to the satisfaction 
of the Commissioner that the delay in submitting the fee 
and oath was unavoidable or unintentional. The filing date 
of an application shall be the date on which the specification 
and any required drawing are received in the Patent and 
Trademark Office. 


Purpose of the Amendments to Sections 41 and 111: 


The amendments being proposed to sections 41 and 111 are 
intended to provide for an increased opportunity for revival of 
abandoned applications or reinstatement of expired patents. At 
the present, under the aforementioned sections of Title 35, late 
payment of a maintenance fee or filing fee or late filing of an 
oath can only be accepted by the Commissioner for reasons that 
the delay was unavoidable while other sections of Title 35 permit 
revival of applications for unavoidable as well as unintentional 
reasons. Some members of the public have pointed out that there 
is no sound policy reason for the inconsistency in the discretion 
that the Commissioner may exercise in reviving abandoned 
applications or accepting late payment of a fee in appropriate 
circumstances. The intent of these draft amendments is to 
respond to this criticism by providing consistency between the 
sections of Title 35 regarding the revival of abandoned appli- 
cations and the reinstatement of expired patents. These draft 
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amendments achieve their objectives by providing for reinstate- 
ment of expired patents under 35 USC 41 (c)(1) and revival 
of abandoned applications under 35 USC 111 for unintentional 
reasons. By making the reasons regarding revival of abandoned 
applications and reinstatement of expired patents more consis- 
tent throughout Title 35, these draft amendments will provide 
an increased opportunity for, and make revival of, abandoned 
applications and reinstatement of expired patents less burden- 
some and confusing to the public. 


Section Analysis: 


Section (1) of this bill amends subsection 41(c)(1) of Title 
35, United States Code, to give the Commissioner the authority 
to accept payment of any maintenance fee after the six-month 
grace period if the delay in payment was unintentional and the 
payment was made not later than six months after the end of 
the six-month grace period. It is intended that the Commissioner 
will issue regulations establishing guidelines for acceptance of 
late payment of the maintenance fee on the basis of unintentional 
delay. 

The Commissioner would establish surcharges as a precon- 
dition to acceptance of a late payment of a maintenance fee. 
The surcharge established for acceptance of a late payment of 
a maintenance fee based on unintentional delay would be 
substantially higher than the surcharge established for accep- 
tance of a late payment of a maintenance fee based on unavoid- 
able delay. 

Under this section, a late payment of a maintenance fee would 
not be accepted where the failure to pay the maintenance fee 
was intentional as opposed to being unintentional or unavoid- 
able. This subsection would permit the Commissioner to have 
more discretion than present law to accept late payment of the 
maintenance fee in appropriate circumstances. The intervening 
rights provided in subsection 41(c)(2) of Title 35, United States 
Code, would protect the rights of any person or their successors 
in business who made, purchased or used anything protected 
by the patent after the six-month grace period but prior to the 
acceptance of the maintenance fee based on unintentional delay. 

Section (2) of this bill would amend section 111 of Title 35, 
United States Code, to authorize the Commissioner to revive 
applications unintentionally abandoned under section 111 in the 
same manner as the Commissioner presently revives applica- 
tions unintentionally abandoned under 35 USC 41(a)7. It is 
intended that the fees for filing a petition for the revival of an 
unavoidably or unintentionally abandoned application pursuant 
to section 111 be the same as the fees established by the 
Commissioner for filing a petition for the revival of uninten- 
tionally or unavoidably abandoned application pursuant to 
subsection 41(a)7 of Title 35, United States Code. This amend- 
ment would permit the Commissioner to have more discretion 
than present law to revive applications abandoned pursuant to 
section 111 in appropriate circumstances. 


[1089 OG 55] 


(209) Requests for Comments on the Desirability 
of Permitting More Participation by 
Non-Patent Owner Requesters 
During Reexamination 


The Patent and Trademark Office has received indications 
and suggestions that reexamination requesters who are not the 
patent owner be permitted to participate more fully during 
reexamination proceedings than is now permitted under the 
present statute (35 USC 302-307) and rules (37 CFR 1.510- 
1.570). The purpose of this notice is to solicit public comment 
on draft legislation permitting more participation by non-patent 
owner requesters during reexamination proceedings. The draft 
legislation follows this notice. 

The draft amendments to the reexamination statute permit 
increased requester participation throughout the reexamination 
proceeding including appeal to the Court of Appeals for the 
Federal Circuit and permit rejection of patent claims in reex- 
amination for lack of compliance of the claims or the specifi- 
cation of the patent with the requirements of 35 USC 112. The 
amendments being proposed to sections 303, 305, and 306 are 
intended to increase the value of the reexamination proceeding 
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to the public, and particularly the person requesting reexami- 
nation of another's patent, by providing well-defined, but 
limited, opportunities for the requester to participate in the 
examination process after it has begun. At present, the person 
requesting reexamination, if not the patent owner, is not able 
to participate in, or comment upon, the examination process after 
it has begun. The intent of these draft amendments is to provide 
well-defined, but limited, opportunities for the reexamination 
requester to comment upon, and participate in, each stage of 
the examination after it has begun, but to do so in such a manner 
that the requirement of section 305 of this title that reexamination 
proceedings “be conducted with special dispatch within the 
Office” is met. 

Presently, issues under 35 USC 112 may only be raised 
during reexamination with respect to new claims or the 
amendatory subject matter of original claims. The draft 
amendment provides for the raising of issues under 35 USC 112 
with respect to any claim - new, amended, or original. 

Although not specifically provided for in the draft amend- 
ments to the statute, this increased requester participation 
contemplates the Commissioner, under appropriate guidelines, 
permitting the requester to attend, as an observer, interviews 
between the examiner and the patent owner. For example, the 
requester might not be permitted to participate in any manner. 
The requester might, however, be permitted to file into the 
reexamination record a summary of the interview or comments 
on the patent owners or examiner’s summary. 

The amendment provides a person requesting reexamination, 
who is not the patent owner, with the opportunity, within the 
times and conditions established by the Commissioner, to 
effectively respond to the positions taken by the patent owner 
during the reexamination proceeding. The amendment provides 
that a fee or fees for increased requester participation may be 
established. This could be done, for example, by an increase 
in the initial reexamination filing fee for all reexaminations, by 
requiring an individual fee for the right to further participation 
for each paper filed, or by a combination of such fees. 

The amendment also provides the requester with the oppor- 
tunity, under appropriate conditions, to appeal decisions which 
are favorable to patentability to the Board of Patent Appeals 
and Interferences and to the United States Court of Appeals for 
the Federal Circuit. The amendment is intended to assist the 
public, including patent owners and alleged or potential infring- 
ers, and the Federal courts, by providing a more expeditious 
and less costly alternative to patent litigation to determine 
questions of patentability based on patents and printed publi- 
cations. These amendments will provide the public and the 
Federal courts with the opportunity in jate cases, to 
obtain a decision as to the patentability of subject matter which 
may be given preclusive effect. These amendments therefore 
will make patent litigation less costly and reexamination more 
attractive and effective. 


Dates: Comments and suggestions should be received by March 
1, 1988. A public hearing will be held on March 8, 1988, 
beginning at 9:30 a.m. in Room IICI0 on the llth floor of Building 
3, located at Crystal Plaza, 2021 Jefferson Davis Highway, 
Arlington, Va. Requests to make oral presentations at the hearing 
should be received on or before March 1, 1988. 


Addresses: Address written comments and requests to make 
oral presentation to the Commissioner of Patent and Trade- 
marks, Washington, D.C 20231 to the attention of R. Franklin 
Burnett, Crystal Plaza 3-11A13. For further information contact 
R. Franklin Burnett by telephone at (703) 557-3054. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 17, 1987 


Amendments to Sections 303, 305, and 306 of title 
35, United States Code (New language is italic) 


(1) Amend 35 U.S.C. § 303(c) to read as follows: 
(c) The Commissioner may refund a portion of the reexamina- 


tion fee required under sectiom302 of this title upon a final 
determination that no substantial new question of patenta- 
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bility has been raised unless an appeal under the provisions 
of section 306 of this title is filed. 


(2) Amend 35 U.S.C. § 305 to read as follows: 
§ 305 Conduct of reexamination proceedings 


After the times for filing the statement and reply provided 
for by section 304 of this title have expired, reexamination will 
be conducted according to the procedures established for initial 
examination under the provisions of sections 132 and 133 of 
this title. The examination will include issues under section 112 
of this title relating to the patent undergoing reexamination and 
to proposed amendments to the patent. The person requesting 
reexamination may file a single set of comments on each notice 
of examination pursuant to section 132 of this title or the patent 
owner's response to each notice of examination pursuant to 
section 132 of this title, within such time and conditions, and 
upon payment of such fee or fees, as the Commissioner shall 
establish. The Commissioner may establish the fee or fees as 
a part of the reexamination fee under section 302 of this title 
or require the fee or fees to be paid at another time by the 
requester. In any reexamination proceeding under this chapter, 
the patent owner will be permitted to propose any amendment 
to his patent and a new claim or claims thereto, in order to 
distinguish the invention as claimed from the prior art cited under 
the provisions of section 301 of this title, or in response to a 
decision adverse to the patentability of a claim of a patent. No 
proposed amended or new claim enlarging the scope of a claim 
of the patent will be permitted in a reexamination proceeding 
under this chapter. All reexamination gs under this 
section, including any appeal to the Board of Patent Appeals 
and Interferences will be conducted with special dispatch within 
the Office. 


(3) Amend 35 U.S.C. § 306 to read as follows: 
306 Appeal 


The patent owner involved in a reexamination proceeding 
under this chapter may appeal under the provisions of section 
134 of this title, and under the provisions of sections 141 to 
144 of this title, with respect to any decision adverse to the 
patentability of any original or proposed amended or new claim 
of the patent. Any person requesting reexamination, who is not 
the patent owner, may appeal to the Board of Patent Appeals 
and Interferences within such time and conditions and upon the 
payment of such fee as the Commissioner shall establish, with 
respect to any decision favorable to patentability or a final order 
denying reexamination because no substantial new question of 
patentability has been raised. Any person requesting reexami- 
nation, who is not the patent owner, may appeal, under the 
provisions of sections 141 to 144 of this title, with respect to 
any decision of the Board of Patent Appeals and Interferences 
favorable to patentability, or any decision of the Board of Patent 
Appeals and Interferences upholding a final order denying 
reexamination because no substantial new question of patenta- 
bility has been raised. 


Purpose of the Amendments To 
Sections 303, 305, and 306 


The amendments being proposed to sections 303, 305, and 
306 are intended to increase the value of the reexamination 
proceeding to the public, and particularly to the person request- 
ing reexamination of another’s patent, by providing well- 
defined, but limited, opportunities to participate in the exami- 
nation process after it has begun. At present, the person request- 
ing reexamination, if not the patent owner, is not able to 
participate in, or comment upon, the examination process after 
it has begun. Some members of the public view this total lack 
of the ability to participate in, or comment upon, the examination 
process after it has begun as a serious drawback to the effec- 
tiveness of reexamination. The intent of these amendments is 
to respond to this criticism by providing well-defined, but 
limited, opportunities for the reexamination requester to 
comment upon, and participate in, each stage of the examination 
after it has , but to do so in such a manner that the 
requirement 0’ section 305 of this title that reexamination 
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“be conducted with special dispatch within the 
Office” is met. This amendment achieves its objectives by 
providing a person requesting reexamination, who is not the 
patent owner, with the opportunity, within the times and 
conditions established by the Commissioner, to effectively 
respond to the positions taken by the patent owner during the 
reexamination proceeding. Such a person is also ee with 
the opportunity, under conditions, to 
decisions which are favorable to patentability to the Board of 
Patent and Interferences and to the United States Court 
of Appeals for the Federal Circuit. This amendment is intended 
to assist the public, including patent owners and alleged or 
potential infringers, and the Federal courts, by providing a more 
expeditious and less costly alternative to patent litigation to 
determine questions of patentability based on patents and 
printed publications. These amendments will provide the public 
and the Federal courts with the opportunity in appropriate cases, 
to obtain a decision as to the patentability of subject matter 
which can be given preclusive effect.. These amendments 
therefore will make patent litigation less costly and reexami- 
nation more attractive and effective. 


Section Analysis 


Section (1) of this bill amends paragraph (c) of section 303 
of title 35 to authorize the Commissioner to refund a portion 
of the reexamination fee required under section 302 of title 35 
upon a final determination that no substantial new question of 
patentability has been raised unless an appeal under the pro- 
visions of the amendment to {249 306 is filed. If an appeal to 
the Board of Patent Appeals and Interferences is filed, no refund 
is proper since the additional expense to the Office makes a 
refund inappropriate. Further, the refusal to refund a portion of 
the reexamination fee when an appeal is filed will discourage 
frivolous appeals. 

Section (2) of this bill amends section 305 of title 35, United 
States Code, by adding to the section a new sentence including 
examination under section 112 of this title of all claims in a 
reexamination including those in the patent and those in 
proposed amendments to the patent. This will allow issues under 
section 112 with regard to the patent claims to be resolved in 
the reexamination along with such issues as are now being 
considered as to new claims or amendments to the claims of 
the patent under reexamination. It is not intended to extend 
reexamination to other issues such as whether the invention was 
on public use or sale or whether there was inequitable conduct 
in obtaining the patent. Such issues may be decided in the courts 
in view of the evidence presented after discovery and testimony. 
A new sentence is also added to the section permitting a person 
requesting reexamination to file either comments on each notice 
of examination pursuant to section 132 of this title or a reply 
to the patent owner’s response to each notice of examination 
pursuant to section 132 of this title, within such time and 
conditions, and upon payment of such fee or fees, as the 
Commissioner shall establish. This amendment would permit 
the person requesting reexamination to have one opportunity 
to comment upon each notice of examination pursuant to section 
132 of this title. If the person requesting reexamination is the 
patent owner, the patent owner’s comments under this section 
would be expected to be i into the patent owner’s 
response to each notice of examination and the Commissioner 
could so require. If the person requesting reexamination is not 

. the patent owner, this amendment would permit the requester 
to file a single set of comments on each notice of examination 
under section 132, i.e., each of the patent examiner’s official 
actions, or the patent owner’s response to each of the examiner’s 
actions. Under this amendment, although a requester could file 
a set of comments on an official action by the examiner without 
waiting for the patent owner’s response, it is not anticipated that 
most requesters will do so. A requester would file a set of 
comments on the examiner’s official action, however, in situ- 
ee eS eee S at one. 

The amendment authorizes the Commissioner to establish 

times and conditions for the filing of the comments 
or reply such that the requirement of this section that reexami- 
nation “be conducted with special dispatch within 
the ” will be met. The Commissioner may limit the content 
and/or length of the comments or reply, if appropriate, to ensure 
that the procedure is orderly and conducted with special dis- 
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patch. The Commissioner may also, in the Commissioner’s 
discretion, permit the requester to reply to any petitions or other 
submissions of the patent owner which the Commissioner may 
authorize to be filed during the reexamination proceeding. It 
is contemplated that the Commissioner will set strict times for 
the filing of the comments or reply in order to ensure that the 
reexamination proceedings are conducted expeditiously. 
Further, the Commissioner may, in the Commissioner’s dis- 
cretion, return any unauthorized or untimely comments or 
replies. The requester may be permitted to be present during 
interviews with the patent owner, subject to guidelines estab- 
lished by the Commissioner. 

The amendment authorizes the Commissioner to establish 
a fee or fees for the increased requester participation. The 
Commissioner could do so by establishing the fee or fees as 
part of the reexamination fee under section 302 of this title or 
requiring the fee or fees to be paid at another time, e.g., upon 
filing the first or each comment or reply. 

Section (3) of this bill amends section 306 of title 35, United 
States Code, by providing for an appeal to the Court of Appeals 
for the Federal Circuit by a patent owner from a decision adverse 
to patentability rather than providing alternative routes of review 
under both sections 141 and 145. Section (3) also amends section 
306 to provide that any person requesting reexamination, who 
is not the patent owner, may appeal to the Board of Patent 
Appeals and Interferences within such time and conditions and 
upon the payment of such fee as the Commissioner shall 
establish, with respect to any decision favorable to patentability 
or a final order denying reexamination because no substantial 
new question of patentability has been raised. Section (3) also 
amends section 306 to provide that any person requesting 
reexamination, who is not the patent owner, may appeal to the 
Court of Appeals for the Federal Circuit with respect to any 
decision of the Board of Patent Appeals and Interferences 
favorable to patentability, or any decision of the Board 
of Patent Appeals and Interferences upholding a final order 
denying reexamination because no substantial new question of 
patentability has been raised. 

The amendments to section 306 to require that appeals by 
either the patent owner or the requester, who is not the patent 
owner, be directed to the Court of Appeals for the Federal Circuit 
are designed to eliminate the limited de novo consideration in 
the District Court which does not appear necessary and to 
prevent the anomalous situation which would result if the patent 
owner and the requester, who is not the patent owner, could 
appeal or seek review in different courts. These amendments 
will not adversely affect the rights of either the patent owner 
or the requester, who is not the patent owner, since reexami- 
nation proceedings involve decisions based on patents and 
printed publications or admissions and previous determinations 
on any grounds by the courts or the Patent and Trademark Office 
and are suited for consideration by the Court based on the record 
before the Patent and Trademark Office. 

The amendment to section 306 is intended to permit an appeal 
to the Board of Patent Appeals and Interferences of a final order 
denying reexamination because no substantial new question of 
patentability has been raised only in those circumstances where 
the request is found to contain no substantial new question of 
patentability and an order for reexamination is denied. If the 
reexamination request is granted on any basis, this amendment 
would not permit an appeal on other grounds upon which 
reexamination was not ordered. In such circumstances where 
reexamination has been ordered, any appeal would be on the 
basis that the decision of the examiner was favorable to pat- 
entability and not on the basis of an order denying reexami- 
nation. This amendment to section 306, provides a route of 
appeal to the Court of Appeals for the Federal Circuit for any 
person requesting reexamination, who is not the patent owner, 
of any decision of the Board of Patent Appeals and Interferences 
upholding a final order denying reexamination because no 
substantial new question of patentability has been raised. If 
reexamination of the patent is ordered as a result of the request 
for any reason, this route of appeal does not exist. The amend- 
ment does not provide for participation by the patent owner in 
any appeal of a final order denying reexamination because no 
substantial new question of patentability has been raised since 
the patent owner will fully participate if reexamination is ordered 
as a result of the appeal. In this respect, the amendment is 
consistent with the reexamination procedures in effect prior to 
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the determination on the request for reexami- 
nation. The amendment also contemplates that precluding the 
patent owner from participating in any appeal of a final order 
denying reexamination will be less expensive to the patent 
owner and will simplify and expedite the appeal. The patent 
owner will not lose any rights by not having to participate until 
reexamination is ordered. 
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(210) Patentable Subject Matter 


Mathematical Algorithms and Computer Programs 


The following represents a recent legal analysis done by 
Associate Solicitor Lee E. Barrett, an attorney in the Office of the 
Solicitor of the Patent and Trademark Office, on the subject of 
the patentability of mathematical algorithms and computer pro- 
grams. The analysis is published for the benefit of the public. 
August 9, 1989 FRED E. McKELVEY 

Solicitor 
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7 . machine, manufacture, or composition of matter.” 
See Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 483, 181 
USPQ 673, 679 (1974): 


[N]o patent is available for a discovery, however use- 
ful, novel, and nonobvious, unless it falls within one of 
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express categories of patentable subject matter of 35 
USC Sit § 101. 


Subject matter that does not fall within one of the statutory 
classes of 35 U.S.C. § 101 is said to be “nonstatutory” or to be 
subject matter.” 


The broad broad language ff 101 is intend to ineate a gen- 
eral industrial boundary” of patentable invention. In re Bergy, 
596 F.2d 952, 974 n.11, 201 7 pe mews 372.n.11 (CCPA 1979), 
vacated, 444 U.S. 1028, aff d sub nom., Diamond v. Chakra- 
barty, 447 U.S. 303, 206 USPQ 193 (1980). The first statutory 
class, process, is defined in 35 U.S.C. § 100(b) and refers to acts, 
while the last three classes, machine, manufacture and —— 
tion of matter, refer to physical things ; therefore, the general 
of patna invention consists of cm ats and ne hing 1d 
The classes relevant to this discussion are 
“machine.” A “ is equivalent to a “method.” 

596 F.2d at 965, 201 USPQ at 364. The term “machine” is used 
interchangeably with “apparatus.” In re Prater, 415 F.2d 1393, 
1395 n.11, 162 USPQ 541, 543 n.11 (CCPA 1969). 


(emphasis deleted). Diamond v. Diehr, 450 U.S. 175, 190, 209 
USPQ 1, 9 (1981) (citing Bergy, 596 F.2d at 961, 201 USPQ at 
361). As stated in Parker v. Flook, 437 U.S. 584, 593, 198 USPQ 
193, 198-99 (1978): 


The obligation to determine what type of discovery is 
sought to be patented must precede the determination of 
whether that discovery is, in fact, new [i.e., novel under 
§ 102] or obvious [§ 103]. 


See also In re Sarkar, 588 F.2d 1330, 1333 n.10, 200 USPQ 
132, 137 n.10 (CCPA 1978) (“If the subject matter as claimed 
is subject to patenting, i.c., if it falls within § 101, it must them 
be examined for compliance with §§ 102 and 103”). 

Legislative history indicates that Congress that 
the subject matter provisions be given a broad construction and 
were intended to “include anything under the sun that is made 
by man.” Diamond v. Chakrabarty, 447 U.S. at 309, 206 USPQ 
at 197. Any process, machine, manufacture, a 
ee subject matter unless it within a 
judicially determined to § 101. In re Pardo, 684 F.2d 
$12, 16. 214 USPQ673 677 (CCPA 1982). Exceptions include 
laws of nature, physical ‘phenomena and abstract ideas. Diehr, 
450 U.S. at 185, 209 USPQ at 7, and cases cited therein. This 


A mathematical algorithm is defined as a “procedure for 
solving a given type of mathematical Gottschalk v. 
Benson, 409 U.S. 63, 65, 175 USPQ.673, 674 (1972), Flook, 437 
U.S. at 585 n.1, 198 USPQ at 195 n.1; Diehr,450U.S. — 
USPQ at 8. Mathematical algorithms are nonstatutory because 

they have been determined not to fall within the § 101 statutory 
class of a “process.” Benson. “[A)jn algorithm, or mathematical 
formula, is like a law of nature, which cannot be the subject of a 
patent.” Diehr, 450 U.S. at 186, 209 USPQ at 8. The exception 


afrive at a given resuit. Jn re Walter, 618 F.2d 758, M64 2.4. 205 
USPQ 397, 405 n.4. (CCPA 1980); Pardo, 684 F.2d at 915,214 
USPQ at 676. 


Although mathematical algorithms per se are as 
stated in Diehr, 450 U.S. at 187-88, 209 USPQ at 8-9: 


[A] claim drawn to subject matter otherwise si 
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or process may well be deserving of patent protection. 
As Justice Stone explained four decades ago: 

“While a scientific truth, or the mathematical 
expression of it, is not a patentable invention, a 
novel and useful structure created with the aid of 
knowledge of scientific truth may be.” Mackay 
Radio & Telegraph Co. v. Radio Corp. of America, 
306 U.S. 86, 94 (1939). [Citations omitted.] 


The Supreme Court thus recognizes that mathematical algo- 
rithms are “the basic tools of scientific and technological 
work,” Benson, 409 U.S. at 67, 175 USPQ at 675, and should not 
be the subject of exclusive rights, whereas technological appli- 
cation of scientific principles and mathematical algorithms fur- 
thers the constitutional purpose of ing “the ss of . 
. . Useful arts.” U.S. Const. art. I, § 8. It is also recognized that 
mathematical algorithms may be the most precise way to de- 
scribe the invention. 

Where claims involve mathematical algorithms, as stated in /n 
re Abele, 684 F.2d 902, 907, 214 USPQ 682, 687 (CCPA 1982): 


The goal is to answer the question “What did applicants 
invent?” If the claimed invention is a mathematical 
algorithm, it is improper subject matter for patent protec- 
tion, whereas if the claimed invention is an application of 
the algorithm, § 101 will not bar the grant of a patent. 


The tests for determining whether claims containing mathe- 
matical algorithms are statutory have gradually evolved in the 
courts since the Supreme Court’s decision in Benson in 1972. 


B. Evolution of the two-part test for mathematical 
algorithm-statutory subject matter 


The proper legal analysis of mathematical algorithm-statutory 
subject matter cases is the two-part test of In re Freeman, 573 
F.2d 1237, 197 USPQ 464 (CCPA 1978), as modified by Walter 
and Abele. See In re Meyer, 688 F.2d 789, 796, 215 USPQ 193, 
198 (CCPA 1982) (“A more comprehensive test for cases 
involving mathematical algorithms is set forth in Jn re Abele” ). 
A review of the evolution of the analysis provides some useful 
insights into the application of the test. 

In Benson, the Supreme Court concluded that claims directed 
to a particular algorithm for converting binary coded decimal 
numbers to binary numbers was not statutory subject matter. The 
Supreme Court further concluded that any patent issued on those 
claims “would wholly pre-empt the mathematical formula and 
in practical effect would be a patent on the algorithm itself.” 409 
U.S. at 72, 175 USPQ at 676. These two conclusions formed the 
basis for the two-part analysis of the Court of Customs and Patent 
Appeals (CCPA) in Freeman, 573 F.2d at 1245, 197 USPQ at 
471: 


First, it must be determined whether the claim directly 
or indirectly recites an “algorithm” in the Benson sense 
of that term, for a claim which fails even to recite an 
algorithm clearly cannot wholly preempt an algorithm. 
Second, the claim must be further analyzed to ascertain 
whether in its entirety it wholly preempts that algorithm. 

In 1978, the Supreme Court held in Flook that a claim need 
“not . . . cover every conceivable application of the formula” to 
be nonstatutory. 437 U.S. at 586, 198 USPQ at 196. This decision 
left undefined what constitutes statutory subject matter. In Wal- 
ter, the CCPA modified the second step of Freeman to require a 
more positive approach to determining what is claimed, 618 F.2d 
at 767, 205 USPQ at 407: 


If it appears that the mathematical algorithm is imple- 
mented in a specific manner to define structural relation- 
ships between the physical elements of the claim (in 
apparatus claims) or to refine or limit claim steps (in 
process claims), the claim being otherwise statutory, the 
claim passes muster under § 101. If, however, the mathe- 
matical algorithm is merely presented and solved by the 
claimed invention, as was the case in Benson and Flook, 
and is not applied in any manner to physical elements or 
process steps, no amount of post-solution activity will 
render the claim statutory; nor is it saved by a preamble 
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merely reciting the field of use of the mathematical 
algorithm. 


The CCPA noted that while the second step of Freeman was 
“stated in terms of preemption” it had consistently been applied 
“in the spirit of the foregoing principles.” 618 F.2d at 767, 205 
USPQ at 407. 

In Abele, the CCPA further modified the second part of the test 
to provide a more comprehensive test, 684 F.2d at 906-7, 214 
USPQ at 686: 


Appellants summarize the Walter test as setting forth 
two ends of a spectrum: what is now clearly nonstatu- 
tory, i.e., claims in which an algorithm is merely pre- 
sented and solved by the claimed invention (preemp- 
tion), and what is clearly statutory, i.e., claims in which 
an algorithm is implemented in a specific manner to 
define structural relationships between the physical 
elements of the claim (in an apparatus claim) or to refine 
or limit steps (in a process). Appellants urge that the 
statement of the test in Walter fails to provide a useful 
tool for analyzing claims in the “gray area” which falls 
between the two ends of that spectrum. We agree that the 
board’s understanding and application of the Walter 
analysis justifies appellant’s position. However, the 
Walter analysis quoted above does not limit patentable 
subject matter only to claims in which structural relation- 
ships or process steps are defined, limited or refined by 
the application of the algorithm. 

Rather, Walter should be read as requiring no more 
than that the algorithm be “applied in any manner to 
physical elements or process steps,” provided that its 
application is circumscribed by more than a field of use 
limitation or non-essential post-solution activity. Thus, 
if the claim would be “otherwise statutory,” id., albeit 
inoperative or less useful without the algorithm, the 
claim likewise presents statutory subject matter when 
the algorithm is included. This broad reading of Walter, 
we conclude, is in accord with the Supreme Court deci- 
sions [holding “that a claim drawn to subject matter 
otherwise statutory does not become nonstatutory sim- 
ply because it uses a mathematical formula, computer 
program, or digital computer,” Diamond v. Diehr, 450 
US. at 187, 209 USPQ at 8]. 


The reason for the modification of the test was because, as 
noted in Abele, 684 F.2d at 909, 214 USPQ at 688: 


The algorithm [in Abele] does not necessarily refine or 
limit the earlier steps of production and detection as 
would be required to achieve the status of patentable 
subject matter by the board’s narrow reading of Walter. 


The second test of Abele suggests that the determination of 
whether the algorithm is “applied in any manner to physical 
element or steps” may be made by viewing the claims 
without the algorithm and determining whether what remains is 
“otherwise statutory.” This analysis focuses on identifying the 
statutory process in the claim and is consistent with previous 
cases such as Walter, 618 F.2d at 769, 205 USPQ at 409 (“Ex- 
amination of each claim demonstrates that each has no substance 
apart from the calculations involved”). The technique of view- 
ing the claim without the mathematical algorithm is not inconsis- 
tent with the requirement that claims must be considered “as a 
whole” under § 101. 

The requirement that claims be considered “as a whole” 
arose out of the now rejected “point of novelty” h to 
statutory subject matter. Under the “point of novelty” approach, 
if aclaim considered without the nonstatutory subject matter was 
unpatentable over the prior art (i.e., if the algorithm was at the 
“point of novelty” of the claim), the claims were found to not 
recite statutory subject matter. This h was consistently 
rejected by the CCPA. See In re Chatfield, 545 F.2d 152, 191 
USPQ 730 (CCPA 1976), cert. denied, 434 U.S. 875 (1977); In 
re Deutsch, 553 F.2d 689, 193 USPQ 645 (CCPA 1977); Inre de 
Castelet, 562 F.2d 1236, 195 USPQ 439 (CCPA 1977); Free- 
man; Sarkar; Walter. The point of novelty approach was finally 
put to rest in Diehr, 450 U.S. at 188-89, 209 USPQ at 9: 
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In determining the eligibility of respondents’ claimed 
process for patent protection under § 101, their claims 
must be considered as a whole. It is inappropriate to 
dissect the claims into old and new elements and then to 
ignore the presence of the old elements in the analysis. . 

. The “novelty” of any element or steps in a process, or 
even of the process itself, is of no relevance in determin- 
ing whether the subject matter of a claim falls within the 
§ 101 categories of possibly patentable subject matter. 


Under the second test of Abele, the claims are considered 
without the algorithm to determine whether what remains is 
“otherwise statutory,” not to determine whether what remains is 
novel and nonobvious. 


C. Application of the two-part test 
1. Step 1 - presence of a mathematical algorithm 
a. Mathematical algorithm 


A mathematical ae poring isa —_—_ for or a given 
mathematical 


’ proced ” Walter, 618 
F.2d at 764-65 n.4, 0S USPO at 405 4 “The type of mathe- 
matical computation involved does not determine whether a 
procedure is statutory or nonstatutory.” Jn re Gelnovatch, 595 
F.2d 32, 41, 201 USPQ 136, 145 (CCPA 1979). A “claim for an 
improved method of calculation, even when tied toa ific end 
use, is unpatentable subject matter under § 101.” Flook, 437 U.S. 
at 595 n.18, 198 USPQ at 199 n.18. 
Mathematical algorithms may represent scientific principles, 
laws of nature, or ideas or mental for solving complex 
problems. See Meyer, 688 F.2d at 794-95, 215 USPQ at 197: 


Scientific principles, such as the relationship between 
mass and energy [E = mc’], and laws of nature, such as 
the acceleration of gravity, namely a = 32 ft-/sec.”, can be 
represented in mathematical format. However, some 
mathematical algorithms and formulae do not represent 
scientific principles or laws of nature; they represent 
ideas or mental processes and are simply logical vehicles 
for communicating possible solutions to complex prob- 
lems. 


See also Safe Flight Instrument Corp. v. Sundstrand Data Con- 
trol, Inc., 706 F. Supp. 1146, 10 USPQ2d 1733 (D.Del. 1989) 
(mathematical algorithm representing a natural 
windshear). No distinction is made between mathematical algo- 
rithms invented by man, and mathematical algorithms represent- 
ing discoveries of scientific principles and laws of nature which 
reveal a relationship that has always existed. 

b. “Process” versus “apparatus” claims 


Since mathematical algorithms have been determined not to 
fall within the § 101 statutory class of a “process,” attempts have 
been made to circumvent the nonstatutory subject matter rejec- 
tion by drafting mathematical algorithms as “machine” claims. 
The technique used is to draft the method steps in terms of 
“means for” language permitted by 35 U.S.C. § 112, sixth 

. While such a claim is technically a “machine” or 
“apparatus” claim, the courts have held that form of the claim 
does not control whether the subject matter is statutory. See In re 
Maucorps, 609 F.2d 481, 485, 203 USPQ 812, 815-16 (CCPA 
1979): 


Labels are not determinative in § 101 inquiries. “Ben- 
son applies equally whether an invention is claimed as an 
apparatus or process, because the form of the claim is 
often an exercise in drafting.” Jn re Johnson, 589 F.2d 
1070, 1077, 200 USPQ 199, 206 ({CCPA] 1978). 
“Though a claim expressed in ‘means for’ (functional) 
terms [under 35 U.S.C. § 112, sixth paragraph] is said to 


perf by 
‘means.”” Jn re Freeman, 573 F.2d at 1247, 197 USPQ 
at 472. Moreover, that the claimed computing system 
may be a “machine” within “the ordinary sense of the 
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word,” as appellant argues, is irrelevant. The holding in 
Benson “forecloses a purely literal reading of § 101.” 


The test for determining whether “means for” apparatus 
claims should be treated as method claims is stated in Walter,618 
F.2d at 768, 205 USPQ at 408: 


If the functionally-defined disclosed means and their 


stance since the claim is really to the method or series of 
functions itself . . . . In such cases the burden must be 
placed on the applicant to demonstrate that the claims are 
truly drawn to specific 
capable of performing the identical functions. 

If this burden has not been discharged, the apparatus 
claim will be treated as if it were drawn to the method or 
process which encompasses all of the claimed “means. 
See In re Maucorps, 609 F.2d at 485, 203 USPQ at 815- 
816; In re Johnson, 589 F.2d at 1077, 200 USPQ at 206; 
Inre Freeman, 573 F.2d at 1247, 197 USPQ at 472. The 
statutory nature of the claim under § 101 will then 
depend on whether the corresponding method is statu- 
tory. 


See also Meyer, 688 F.2d at 795 n.3,215 USPQat 198 n.3; Abele, 
684 F.2d at 909, 214 USPQ at 688; Pardo, 684 F.2d at 916 0.6, 
214 USPQ at 677 n.6; Arshal v. United States,621 F.24421,427- 
28, 208 USPQ 397, 404 (Ct. Cl. 1980), cert. denied, 449 U.S. 
1077 (1981), reh’ g denied, 450 U.S. 1050 (1981). In Maucorps, 
the limitation of various “means” in claim 1 to include certain 
“electric circuits” did not prevent the claim from being treated 
as a method. A claim is not presumed to be statutory simply 
because it is in apparatus form. 


c. Form of the mathematical algorithm 


The first step of the analysis is to determine whether the claim 
pre eee ep mt erm A mathe- 
matical ithm can many forms. As stated in Free- 
man, 573 F.2d at 1246, 197 USPQ at 471: 


The manner in which a claim recites a mathematical 


a mathematical 

man, 363 F.2d 1026, 195 SPQ 340 (|OCPA] 1977); In 
re Flook, 559 F.2421, 195 USPQ9({CCPA] 1977), cert. 
granted sub nom., Parker v. Flook, [437 U.S. 584] 
(1978). Other claims may use prose to express a mathe- 
matical computation or to indirectly recite a mathemati- 
cal or formula by means of a prose equivalent 
ym e.g., In re de Castelet, (claims 6 and 
7); In re Waldbaum, 559 F.2d 611, 194 USPQ 465 
({CCPA] 1977). A claim which substitutes, for a mathe- 
matical formula i i 


the same thing,” nonetheless recites an algorithm in the 
Benson sense. In re Richman, supra 563 F.2d at 1030, 
195 USPQ at 344. Indeed, the claims at issue in Benson 


indicate the mathematical . 
706 F. Supp. at 1148, 10 U: Pad at 73 tring Ale 
684 F.2d at 908 n.8, se Ne oe Se 

eS a 


fonction’) Inre Taner, 

710 USP USPQ 678, 681 (CCPA 1982) ( ; In re Johnson, 
589 F.2d 1070, 1079, 200 USPQ 199, (CCPA 1978) 
Bn om connotes the execution of one or a sequence of 
mathematical operations”); Jn re Waldbaum, 559 F.2d 611, 194 


1 F28 787,790. 
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USPQ 465 (CCPA 1977) (method of claim 1 “to count” the 
number of busy lines “solves a mathematical problem, to wit, 
counting a number of busy lines in a tel system,” /n re 
Bradley, 600 F.2d 807, 810 n.4, 202 USPQ 480, 484 n.4 (CCPA 
1979), aff d by an equally divided court sub nom., Diamond v. 
Bradley, 450 U.S. 381, 209 USPQ 97 (1981)). 

It is aot always possible to determine by inspection of the 
claim whether it indirectly recites a mathematical algorithm; in 
such instances the analysis “requires careful interpretation of 
each claim in the light of its supporting disclosure.” Johnson, 
589 F.2d at 1079, 200 USPQ at 208. See also id. at 1078-79, 200 
USPQ at 208 (“the flow diagrams which form part of the 
specification disclose explicit mathematical equations which are 
to be used in conjunction with each of these [claimed] steps [of 
‘determining’ or ‘correlating’]”); Waldbaum, 559 F.2d 611, 194 
USPQ 465 (“series of steps for manipulating binary numbers 
within a procedure for calculating the number of binary 1’s and 
0’s present” was considered a mathematical algorithm, Gelno- 
vatch, 595 F.2d at 39, 201 USPQ at 143); In re Sherwood, 613 
F.2d 809, 818, 204 USPQ 537, 545 (CCPA 1980), cert. denied, 
450 U.S. 994 (1981) (“claims must be said to include the indirect 
recitation of a mathematical equation”); Meyer, 688 F.2d at 795, 
215 USPQ at 198 (claims indirectly “recite a mathematical 
algorithm, which represents a mental process that a neurologist 
should follow”). 


2. Step 2- is the mathematical algorithm "applied 
in any manner to physical elements or process 
steps?” 


The second test is to determine whether the mathematical 
algorithm is “applied in any manner to physical elements or 
process steps.” The guideline for the analysis should be the 
CCPA’s suggestion in Abele to view the claim without the 
mathematical algorithm to determine whether what remains is 
“otherwise statutory”; if it is, it does not become nonstatutory 
simply because it uses a mathematical algorithm. It is recognized 
that “[t]he line between a patentable * ’ and an unpatent- 
able ‘principle’ is not always clear.” Flook, 437 U.S. at 589, 198 
USPQ at 197. There are no definitive “tests for determining 
whether a claim positively recites statutory subject matter.” 
Meyer, 688 F.2d at 796 n.4, 215 USPQ at 198 n.4. Nevertheless, 
some useful guidelines may be synthesized out of the court 
decisions. 


a. Post-solution activity 
If the only limitation aside from the mathematical algorithm is 
insignificant or non-essential “post-solution activity,” the 
claimed subject matter is nonstatutory. Flook, 437 U.S. at 590, 
198 USPQ at 197: 


The notion that post-solution activity . ..can transform 
an unpatentable principle into a patentable process ex- 
alts form over substance. A competent draftsman could 
attach some form of post-solution activity to almost any 
mathematical formula; the Pythagorean theorem would 
not have been patentable, or partially patentable, be- 
cause a patent application contained a final step indicat- 
ing that the formula, when solved, could be usefully 
applied to existing surveying techniques. 


Insignificant post-solution activity by itself is insufficient to 
constitute a statutory process. In Flook, the final step of adjusting 
an alarm limit was not sufficient. See also Safe Flight (final step 
of “means for processing said windshear signal to provide an 
indication nting the magnitude thereof” not sufficient); 
Abele, 684 F.2d at 909, 214 USPQ at 688 (final step of display: 
“that the result is displayed as a shade of gray rather than as 
simply a number provides no greater or better information, 
considering the broad range of applications encompassed by the 
claims”); Walter, 618 F.2d at 770, 205 USPQ at 409 (final step 
in dependent claim of magnetic recording: “If § 101 could be 
Satisfied by the mere recordation of the results of a nonstatutory 
process on some record medium, even the most unskilled patent 
draftsman could provide for such a step”); Gelnovatch, 595 F.2d 
at 41 n.7, 201 USPQ at 145 n.7 (final step of storing outputs: 
“each of the steps of the claimed process, except perhaps the 
final step of equating the process outputs to the values of the last 
set of process inputs, directly or indirectly recites a mathematical 
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computation”); Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 
n.6 (final step of constructing an obstruction at a location deter- 
mined by a mathematical model: “Sarkar no longer relies upon 
bridge of dam construction as post-solution activity steps effec- 
tive to bring his process within § 101”); de Castelet, 562 F.2d at 
1244, 195 USPQ at 446 (final step of transmitting: “That the 
computer is instructed to transmit electrical signals, representing 
the result of its calculations . . . does not transform the claim into 
one for a process merely using an algorithm”). 

The absence of post-solution activity or the fact that any post- 
solution activity may be trivial is only one factor to be consid- 
ered. On one hand, as stated in Walter, 618 F.2d at 767-68, 205 
USPQ at 407: 


if the end-product of a claimed invention is a pure 
number, as in Benson and Flook, the invention is non- 
statutory regardless of any post-solution activity which 
makes it available for use by a person or machine for 
other purposes. 


On the other hand, as stated in Abele, 684 F.2d at 908 n.9, 214 
USPQ at 687 n.9: 


“the fact that [the] equation is the final step is not 
determinative of the section 101 issue.” Jn re Richman, 
563 F.2d at 1030, 195 USPQ at 343. Accord, In re Taner, 
681 F.2d 787 ({CCPA] 1982), overruling In re Chris- 
tensen, 478 F.2d 1392, 178 USPQ 35 ({CCPA] 1973). 


The particular order of the steps should not be determinative 
of the statutory subject matter inquiry. 


b. Field of use limitations 


A mathematical algorithm is not made statutory by “attempt- 
ing to limit the use of the formula to a particular technological 
environment.” Diehr, 450 U.S. at 191, 209 USPQ at 10. Thus, 
“field of use” or “end use” limitations in the claim preamble are 
insufficient to constitute a statutory process. This is consistent 
with the usual treatment of preambles as merely setting forth the 
environment. See Flook (the preamble, while limiting the appli- 
cation of the claimed method to “a process comprising the 
catalytic chemical conversion of hydrocarbons” did not serve to 
render the method statutory); Walter,618 F.2d at 769, 205 USPQ 
at 409 (“Although the claim preambles relate the claimed inven- 
tion to the art of seismic prospecting, the claims themselves are 
not drawn to methods of or apparatus for seismic prospecting”); 
de Castelet, 562 F.2d at 1244 n.6, 195 USPQ at 446 n.6 (“The 
potential for misconstruction of preamble language requires that 
compelling reason exist before that language may be given 
weight”). Compare Waldbaum, 559 F.2d at 616 n.6, 194 USPQ 
469 n.6 (portion of preambles referred to in method portion of 
claims “are necessary for completeness of the claims and are 
proper limitations thereto”). 


c. Data-gathering steps 


If the only limitations in the claims in addition to the mathe- 
matical algorithm are data-gathering steps which “merely deter- 
mine values for the variables used in the mathematical formulae 
used in making the calculations,” such antecedent steps are 
insufficient to change a nonstatutory method of calculation into 
a statutory process. See In re Richman, 563 F.2d at 1030, 195 
USPQ at 343; Sarkar, 588 F.2d at 1335, 200 USPQ at 139 (“If 
the steps of gathering and substituting values were alone suffi- 
cient, every mathematical equation, formula, or algorithm hav- 
ing any practical use would be per se subject to patenting as a 
‘process’ under § 101"); Gelnovatch, 595 F.2d at 41 n.7, 201 
USPQ at 145 n.7 (“claimed step of perturbing the values of a set 
of process inputs (step 3), in addition to being a mathematical 
operation, appears to be a data-gathering step”). Where the 
claim “presents data gathering steps not dictated by the algo- 
rithm but by other limitations which require certain antecedent 
steps” the claim may present statutory subject matter. Abele, 684 
F.2d at 908, 214 USPQ at 687. 


d. Transformation of something physical 


In determining whether the claim recites a statutory process or 
a nonstatutory mathematical algorithm, it is useful to analyze 
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whether there is transformation of something physical into a 
different form. One distinction is made between transformation 
of physical “signals” from one physical state to a different 
physical state, a statutory process in the electrical arts, and mere 
mathematical manipulation of “data” which, by itself, is not a 
statutory process. Compare Taner (conversion of “substantially 
spherical seismic signals” into “a form representing the earth's 
response to cylindrical or plane waves” was statutory process); 
Sherwood, 613 F.2d at 819, 204 USPQ at 546 (conversion of 
amplitude-versus-time seismic traces into amplitude-versus- 
depth seismic traces was statutory process because it “converts 
one physical thing into another physical thing just as any other 
electrical circuitry would do”); and Johnson (technique for 
removing unwanted noise from a seismic trace was statutory 
process); with Walter, 618 F.2d at 768, 770, 205 USPQ at 407, 
409 (if “the claimed invention produces a physical thing . . . the 
fact that it is represented in numerical form does not render the 
claim nonstatutory” but finding that the “signals” claimed 
“may represent either physical quantities or abstract quantities” 
and thus were to the algorithm itself and not a particular 
application); Richman (method of calculating airborne radar 
boresight correction angle from “a plurality of signal sets” not 
statutory); Gelnovatch, 595 F.2d at 42, 201 USPQ at 145 (where 
“the claims solely recite a method whereby a set of numbers is 
computed from a different set of numbers by merely performing 
a series of mathematical computations, the claims donot set forth 
a Statutory process”); and Benson (conversion of binary coded 
decimal numbers into pure binary numbers not statutory). It is 
manifest that the statutory nature of the subject matter does not 
depend on the labels “signals” or “data.” 


e. Structural limitations in process claims 


Another issue is the effect of structural limitations in method 
claims. While structural limitations in method claims are not 
improper, they are usually not entitled to patentable weight 
unless they somehow affect or form an essential part of the 
process. See Benson, 409 U.S. at 73, 175 USPQ at 677 (claim 8 
recited use of a “reentrant shift register”); Waldbaum, 559 F.2d 
at 616, 194 USPQ at 469 (machine limitations in data processor 
method claims); de Castelet, 562 F.2d at 1244, 195 USPQ at 447 
(“Claims to nonstatutory processes do not automatically and 
invariably become patentable upon incorporation of reference to 
apparatus”). The related problem of specific structural language 
in apparatus claims has been treated, supra, in section II.C.1.b. 


D. Examples 
1. Diamond v. Diehr 


The following claim was held to recite statutory subject 
matter. 


1. A method of operating a rubber-molding press for 
precision molded compounds with the aid of a digital 
computer, comprising: 

providing said computer with a data base for said press 
including at least, 

natural logarithm conversion data (in), 

the activation energy constant (C) unique to each batch 
of said compound being molded, and 

a constant (x) dependent upon the geometry of the 
particular mold of the press, 

initiating an interval timer in said computer upon the 
closure of the press for monitoring the elapsed time of said 
closure, 

constantly determining the termperature (Z) of the mold 
at a location closely adjacent to the mold cavity in the press 
during molding, 

constantly providing the computer with the temperature 
(Z), 

repetitively calculating in the computer, at frequent inter- 
vals during each cure, the Arrhenius equation for reaction 
time during the cure, which is 

Inv =CZ+x 

where v is the total required cure time, 

repetitively comparing in the computer at said frequent 
intervals during the cure each said calculation of the total 
required cure time calculated with the Arrhenius equation 
and said elapsed time, and 
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opening the press automatically when a said comparison 
indicates equivalence. 


Step 1 The claim contains an equation for controlling the in- 
mold time: In v = CZ + x. 

Step 2 The claimed subject matter is statutory because it 
recites an “otherwise statutory” process in addition to the 
mathematical algorithm. As stated in Abele, 684 F.2d at 907,214 
USPQ at 686: 


In Diehr, were the claims to be read without the algo- 
rithm, the process would still be a process for curing 
rubber, although it might not work as well since the in- 
mold time would not be as accurately controlled. 


The steps in the process, 450 U.S. at 187, 209 USPQ at 8: 


include installing rubber in a press, closing the mold, 
constantly determining the temperature of the mold, 
constantly recalculating the appropriate cure time 
through the use of the formula and a digital computer, 
and automatically opening the press at the proper time. 


The statutory nature of the claim is not based on the post-solution 
activity of opening the press, but on the application of the 
mathematical algorithm to the whole process. 


2. Parker v. Flook 


The following claim in Flook was held to recite nonstatutory 
subject matter. 


1. A method for updating the value of at least one alarm 
limit on at least one process variable involved in a 
process comprising the catalytic chemical conversion of 
hydrocarbons wherein said alarm limit has a current 
value of 


Bo +K 


wherein Bo is the current alarm base and K is a predeter- 
mined alarm offset which comprises: 
(1) determining the present value of said process 
variable, said present value being defined as PVL; 
(2) determining a new alarm base B1 using the 
following equation: 


B1 = Bo(1.0 - F) + PVL(F) 


where F is a predetermined number greater than zero 
and less than 1.0; 

(3) determining an updated alarm limit which is 
defined as B1 + K; and thereafter 

(4) adjusting said alarm limit to said updated alarm 
limit value. 


Step 1 The claim contains a mathematical algorithm compris- 
ing determining a new alarm base in step (2) and computing an 
“alarm limit” in step (3). 

Step 2 When viewed without the steps of the mathematical 
algorithm, steps (2) and (3), the only limitations remaining are 
the preamble limitation restricting the field of use to “a process 
comprising the catalytic chemical conversion of hydrocar- 
bons”; the data-gathering step of step (1); and the post-solution 
step of step (4). None of these limitations comprises an “other- 
wise statutory” . The claim seeks to protect a method for 
computing an “alarm limit” rather than the application of the 
computation within an otherwise statutory process. 

3. In re Abele 


In Abele, claim 5 was held to recite nonstatutory subject matter 
under § 101 whereas dependent claim 6 was statutory. 


5. A method of displaying data in a field comprising 
the steps of 

calculating the difference between the local value of 
the data at a data point in the field and the average value 
of the data in a region of the field which surrounds said 
point for each point in said field, and 
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displaying the value of said difference as a signed gray 
scale at a point in a picture which corresponds to said data 


point. 

6. The method of claim 5 wherein said data is X-ray 
attenuation data produced in a two dimensional field by 
a computed tomography scanner. 


Step 1 Claim 5 contains a mathematical algorithm, “calculat- 
ing the difference,” which is defined in the specification as a 
Gaussian weighting function. 

Step 2 When claim 5 is viewed without the mathematical 
algorithm, the only remaining limitation is the post-solution 
activity of displaying the result. The display by itself did not 
constitute an “otherwise statutory” . The court held that 
“the algorithm is neither explicitly nor implicitly applied to any 
certain process.” 684 F.2d at 909, 214 USPQ at 688. However, 
when t claim 6 is added to the limitations of claim 5, 
684 F.2d at 908, 214 USPQ at 687-88: 


Were we to view the claim absent the algorithm, the 
production, detection and display steps would still be 
present and would result in a conventional CAT-scan 
process. . . . [W]e view the production, detection, and 
display steps as manifestly statutory subject matter and 
are not swayed from this conclusion by the presence of an 
algorithm in the claimed method. 


Ill. Computer Programs 
A. “Computer programs” versus “computer processes” 


A “process” or “algorithm” is a step-by-step procedure to 
arrive at a given result. In the patent area, a “computer process” 
or “computer algorithm” is a process, i.e., a series of steps, 
which is performed by a computer. A “[computer] program is a 
sequence of coded instructions for a digital computer.” Benson, 
409 U.S. at 65, 175 USPQ at 674. Computer programs are 
equivalently known as “software.” 

Unfortunately for discussion in this area, “[bJoth the series of 
steps performed by a computer, and the software directing those 
steps, have acquired the name ‘computer s."” Gelno- 
vatch, 595 F.2d at 45 n.5, 201 USPQ at 148 n.5 (Markey, C_J., 
dissenting). What is sought to be protected by patent is the 
underlying process. As stated in Gelnovatch, 595 F.2d at 44, 201 
USPQ at 147: 


Confusion may be avoided if it be realized that what is 
at issue is not the “program,” i.e., the software, but the 
process steps which the software directs the computer to 
perform. 


See, e.g., Maucorps, 609 F.2d at 483, 203 USPQ at 814 (“The 
[claimed] invention is implemented via a computer program 
written in FORTRAN IV, either built into the calculating ma- 
chine, or loaded into a general purpose computer”). 


B. Statutory nature of computer processes 
1. The Supreme Court has not ruled on the patentability 
of computer programs. 


The Supreme Court has not ruled on whether computer proc- 
esses are per se statutory or nonstatutory. The decisions in 
Benson, Flook and Diehr all dealt with claims viewed as mathe- 
matical algorithms. In Benson and Diehr, the claims contained 
mathematical algorithms implemented by a computer. In Ben- 
son, the Court held that the claims preempted the use of the 
mathematical algorithm, but did not hold that “any program 
servicing a computer” would be nonstatutory. In Diehr, the 
Court held that the claims otherwise defined a statutory process 
for curing rubber, and that the inclusion of a mathematical 
algorithm or computer program did not make claim nonstatu- 
tory. The claim in Flook did not involve a computer process. 

In Dann v. Johnston, 425 U.S. 219, 189 USPQ 257 (1976), 
rev’ g onother grounds, Inre Johnston, 502 F.2d 765, 183 USPQ 
172 (CCPA 1974), which involved a “machine system for 
automatic record-keeping of bank checks and deposits,” the 
Court declined to discuss the § 101 issue of the general patenta- 
bility of computer programs, 425 U.S. at 220, 189 USPQ at 258: 


We find no need to treat that question in this case, 
however, because we conclude that in any event respon- 
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dent’s system is unpatentable on grounds of obvious- 
ness. 35 U.S.C. § 103. 


In Diamond v. Bradley, an equally divided Supreme Court 
affirmed the CCPA’s decision in Bradley. The claims were 
directed to computer “firmware,” which refers to microin- 
structions permanently embodied in hardware elements, and not 
to a computer application or process. The CCPA found that the 
claims literally recited a machine and that, in applying the two- 
part test of Freeman, the claims did not recite a mathematical 
algorithm. 


2. The CCPA has held that computer processes are 
Statutory unless they fall within a judicially deter 
mined exemption 


In Pardo, the most recent CCPA case on computer 
the CCPA stated that, 684 F.2d at 916, 214 USPQ at 677: 


‘SSES, 


any process, machine, manufacture, or composition of 
matter constitutes statutory subject matter unless it falls 
within a judicially determined exception to section 101. 


The major (and perhaps only) exception in the area of computer 
processes is the mathematical algorithm. Although not binding 
nt on the Federal Circuit, the district court in Paine, 
Webber, Jackson & Curtis, Inc. v. Merrill Lynch, Pierce, Fenner 
& Smith, 564 F. Supp. 1358, 1367, 218 USPQ 212, 218 (D. Del. 
1983) stated: 


The CCPA [has] . . . held that a computer algorithm, as 
opposed to a mathematical algorithm, is patentable 
subject matter. 


If a computer process claim does not contain a mathematical 
algorithm in the Benson sense, the second step of the Freeman- 
Walter-Abele test is not reached, and the claimed subject matter 
will usually be statutory. 

The traditional approach by the CCPA to the PTO’s rejection 
of computer processes as nonstatutory subject matter has been to 
apply the two-part test for mathematical algorithms and to find 
statutory subject matter if the claims do not recite a mathematical 
algorithm. See Pardo, 684 F.2d at 916, 214 USPQ at 676 
(process for converting source program into object program: 
“we are unable to find any mathematical formula, calculation, or 
algorithm either directly or indirectly recited in the claimed steps 
of examining, compiling, storing, and executing”); /n re Toma, 
575 F.2d 872, 877, 197 USPQ 852, 856 (CCPA 1978) (process 
for translating a source natural language, e.g., Russian, toa target 
natural language, e.g:, English: “[we] are unable to find any 
direct or indirect recitation of a procedure for solving a mathe- 
matical problem”); In re Phillips, 608 F.2d 879, 883, 203 USPQ 
971, 975 (CCPA 1979) (process for preparing architectural 
specifications: “Our analysis of the claims on appeal reveals no 
recitation, directly or indirectly, of an algorithm in the Benson 
and Flook sense”); Freeman, 573 F.2d at 1246, 197 USPQ at 471 
(“The method claims here at issue do not recite process steps 
which are themselves mathematical calculations, formulae, or 
equations”); Deutsch, 553 F.2d 689, 692, 193 USPQ 645, 648 
(CCPA 1977) (method of operating a system of manufacturing 
plants: “Nothing in the methods claimed by Deutsch preempts 
a mathematical formula, an algorithm, or any specific computer 
program”); Chatfield, 545 F.2d at 158, 191 USPQ at 736 
(method of reassigning priorities within a computer: “([the] 
independent claims contain neither a mathematical formula nor 
a mathematical algorithm”). 

If the computer process is found to contain a mathematical 
algorithm, it must then pass the second part of the Freeman- 
Walter-Abele test for statutory subject matter. See, e.g., Sher- 
wood; Maucorps; Gelnovatch. 

Arguably, other exceptions such as “methods of doing busi- 
ness” and “mental steps” may be raised if a claim is not a true 
computer process, but merely recites that an otherwise nonstatu- 
tory process is performed on a computer. de Castelet, 562 F.2d 
at 1244, 195 USPQ at 447 (“Claims to nonstatutory processes do 
not automatically and invariable become patentable upon incor- 
poration of reference to apparatus”). These would appear to be 
exceptions with very narrow application to claims which are not 
limited to implementation by a machine. For example, while a 
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“method of doing business” per se is not statutory subject 
matter, “a method of operation on a computer to effectuate a 
business activity” has been held to be statutory subject matter. 
Paine, Webber v. Merrill Lynch, 564 F. Supp. at 1369,218 USPQ 
at 220. See also Deutsch, 553 F.2d at 692 n.5, 193 USPQ at 648 
n.5 (claims were not a method of doing business because “[t}hey 
do not merely facilitate business dealings”); Johnston, rev'd on 
other grounds, Dann v. Johnston (apparatus claims directed to 
system for automatic record-keeping of bank checks and depos- 
its did not cover a method of doing business). Similarly, machine 
or computer implementation of “mental steps” is statutory 
subject matter. Prater; Inre Bernhart,417 F.2d 1395, 163 USPQ 
611 (CCPA 1969); Inre Musgrave, 431 F.2d 882, 167 USPQ 280 
(CCPA 1970). See also Toma (computer implemented method 
for translation of natural languages 1s statutory). 
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b. Notices of Appeal to the United States Court of Appeals for the Federal Circuit 


Notices of appeal to the United States Court of Appeals for the Federal Circuit should be sent to the Solicitor at the address 
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U.S. Patent and Trademark Office 
Washington, D.C. 20231 
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a. Requests for Allowed Patent Application Files 
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If a disclosure statement is to be filed before an Office action, file it when the application is filed. Some Group Art Units have 


greatly reduced the pendency to first action. Hence, many examiners are taking up new applications before an information 
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b. Docket Numbers - Placement 


If use of a docket number is desired, the docket number should be placed in the upper right corner of the transmittal letter 
accompanying newly filed patent applications. This will eliminate a time consuming search of the application papers for the 
docket number or the likelihood of it being overlooked during processing. 
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c. Papers Related to Patent Applications 


When a document concerns a previously filed — for a patent, it must identify on the top page in a conspicuous 
location, either the application number (consisting of the series code and the serial number, e.g. 07/123,456), or the serial number 
and filing date assigned to that application by the Patent and Trademark Office, or the international application number of the 
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trademark applications, change of address and power of attorney are sometimes incorporated in the remarks section or at the 
beginning of papers entitled “Amendment” or “Response”. Please present such items in separate papers, appropriately titled, 
since they are all handled by different personnel [37 CFR 1.4(c)]. 
i. Supplemental or Preliminary Amendments 


Where a suppiemental or preliminary amendment is found necessary in patent or trademark applications, please telephone 
the examiner and request that the examiner delay action for a certain time in order to avoid crossing in the mails of the amendment 
and the Office action. 


j. Transmittal Letters for Deposit Account Charges 


When statutory fees are to be charged to a deposit account, the processing of the application can be facilitated by submitting 
the applicant’s transmittal letter or other correspondence specifying the account to be charged in triplicate. Submission of these 
documents in triplicate will eliminate the need for the Mail Room to photocopy the document and will thereby reduce the 
processing time of incoming mail. 

. ASSIGNMENTS 


a. Assistance 


Customers are encouraged to call the Assignment Branch Quality Control Status Section (703-557-8691) with questions 
regarding procedure, fees or status of assignments. 


b. Delays in Assignments for New Patent Applications 


The automated patent assignment system is dependent upon bibliographic information that is keyboarded to produce filing 
receipts and to create records in the PALM system. When assignments are filed before the filing receipt has been produced, their 
processing is delayed until the bibliographic information is keyed and verified. 


c. Expediting Corrections or Updates 


When requesting correction or updating of a previously recorded patent or trademark assignment document, providing the 
reel and frame number of that document to the Assignment Branch will greatly expedite the recording process. 


d. Foreign Assignees 


When filing an assignment with a foreign assignee, an appointment of domestic representative is required. If more than one 
property is included in the assignment, a separate appointment of domestic representative is required for each property. You 
need only submit one original appointment. Photocopies of the appointment of domestic representative may be filed for the 
additional properties. 
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e. Routing of Assignment Documents 


Many individuals are submitting assignment documents and requests for assignment services, together with application 
prosecution papers, directly to the examiner. Often, these requests get placed in the file and are not forwarded to the assignment 
area for handling. Please send all assignment documents and request through the Mail Room in order that they may be properly 
routed to the assignment area. 

Se eS 
copies of other documents. Certification of assignment documents is not performed by the same individuals as 
other documents. 


. Submission of Assignment Documents 


Only an original document or a certified copy of a document is acceptable for recordation. When signing an original 
Pn be ink other than black should be used so that the signature can clearly be identified as an original one. 

Do not file extra copies of assignment documents. They may be mistaken as documents intended for recordation. 

Be sure to attach a transmittal letter including the firm’s name and address on each assignment document to ensure accurate 
return of the assignment document. Use extra staples to ensure the transmittal letter does not become detached. As a further 
safeguard, include a return address on the assignment document. 


Do check the assignment document to make sure that the name of the assignor and assignee are consistent throughout the 
document. 


g. Trademark Registrations - Ensuring Correct Printing 


To ensure the correct printing of ownership information on a Trademark Registration at issue date, provide the trademark 
examining attorney with the reel and frame number of the appropriate assignment document as soon as you are notified of it. 


5. CERTIFICATES OF CORRECTION 


a. Accurate Requests 


Many requests for “Certificate of Correction” ie ae 
application file, without investigating whether the recitation in the issued patent is correct. In many instances, change to the 
file wrapper has been caused by the examiner prior to printing of the patent in order to make appropriate corrections to the file. 


6. CERTIFICATION SERVICES 
a. Expedited Service for Patent Applications-As-Filed 


If there is a need for special service, for example to meet a priority date within a short period of time, the order must be marked 
“RUSH” with the date/time needed and reason for the need. The order should be hand-delivered to the Manager, Assignment 
and Certification Division, CP2-7D13. Orders may also be mailed to the Commissioner of Patents and Trademarks, Washington, 
D.C. 20231, a enpenemcepetee e r e Certification Branch. However, because mail orders must be initially 
handled by the Mail Room, requesters are cautioned that tumaround time will be several days longer than for hand-delivered 
orders. Every effort will be made to fill all “RUSH” orders timely, to the extent resources are available. 


. Methods of Ordering 
Mail Orders - The address for mail orders is: 


Box 10 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Hand-carried Orders - Hand-carried requests for certification service should be taken to the Public Service Window in the 
North Stacks of the Patent Search Room where they can be placed in the Certification Order Receipt Box or given to the attendant. 
For security reasons, the public is not permitted access to the Certification Branch itself. 


. Processing Time 


The current goal for furnishing certified copies of applications-as-filed is 17 days from receipt in the Mail Room of the Patent 
and Trademark Office to mailing of the completed order by the Certification Branch. The 17 days includes 4 work days for Mail 
Room and Finance processing, 9 work days in the Certification Branch and 4 weekend days that accure over the 13 work days. 

The 17-day goal applied to those orders for which microfiche of applications-as-filed are available in the Certification Branch. 

The microfiche for a small percentage of the total orders for certified copies of applications-as-filed must be retrieved from a 
remote location, or be replaced due to damage or correction. The 17-day goal does not apply to these orders. 


d. PTO vs. Public-Supplied Copies for Certification 


Requests for all certified copies of applications-as-filed and file wrapper/contents of pending patent and trademark 
applications will be filed with PTO supplied copies of original source documents. No public supplied copies will be accepted. 

oe ee ee Registered Trademark Files, Patented and Patents for 
certification by the Certification Branch. 


e. Questions Frequently Asked 
Q. What does “certified” mean? 


A. Authentication of copies by ribbon and seal of the PTO with the signature of an officer authorized by the Commissioner of 
Patent and Trademarks. 
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Q. What does an application consist of? 
A. (1) Written Description (2) Claims (3) Oath ér Declaration (4) Drawings, when necessary, and (5) Filing Fee. 
s 


Q. What does a tile wrapper and contents (file history) consist of? 
A. The original application papers plus all correspondence between the applicant/attorney of record/assignee and the PTO. 


Q. Why are certified copies of applications-as-filed required? 

A. Since the rights granted by a U.S. patent extend only throughout the territory of the U.S. and have noeffect in a foreign country, 
an inventor who wishes patent protection in other countries must submit a certified copy of his or her U.S. application when 
applying for a patent in that country in order to receive the benefit of the U.S. filing date. 


Q. What regulations gover the filing of an U.S. application in a foreign country? 
A. There is a treaty relating to patents which involves 97 countries and is known as the Paris Convention for the Protection of 


Industrial Property. It provides that each country guarantees to the citizens of other countries the same patent rights that it gives 
to its own citizens. 


Q. Can anyone request a copy of a pending application? 
A. No. Pending applications are preserved in secrecy. No information or copies may be obtained without written authority of 
the applicant, attorney of record, or the assignee, if any. Such written consent must accompany the request for copies. 


Q. Can orders for copies by placed by phone? 
A. No. All orders must be in writing. 


Q. May office copies of my application be sent to the PTO for certification? 
A. No. We do not certify copies prepared outside the PTO. 


Q. Will the PTO mail certified copies ordered directly to a foreign country? 
A. No. With respect to the exportation of technical data, the PTO discontinued the practice of forwarding direct to any foreign 
country certified copies of U.S. applications ordered by residents of the United States. 


Q. Are cited references in a file automatically furnished when a file wrapper and contents are requested? 


A. No. Cited references are not included as papers comprising the file history. References cited are furnished only if specifically 
requested. 


Q. Can cited references, when requested, be certified with the file wrapper and contents under one certificate? 
A. No. Each reference must be certified separately. 


Q. Are there instances when references are included in a file wrapper and contents? 


A. Yes. If the references are submitted as attachments to a response from the applicant and if such response is entered and made 
a part of the file. 


Q. Exclusive of applications-as-filed and file wrappers and contents of patented files, what other types of copies may be obtained 
from the Certification Branch? 


A. The following items may be obtained: 


a. Certified copies of issued U.S. patents. 

b. Certified copies of foreign patents. 

c. Certified copies of publications from the Scientific Library. 

d. Certified copies of Office letters. 

e. Certified duplicate filing receipts. 

f. Certified copies of an assignment and application-as-filed, under one certificate. 
g. Copies of disclosure documents. 

h. Copies of the following files: 


Defensive publication files. 
Reexamination files. 

Interference files. 

Trademark files. 

Opposition files. 

Concurrent use proceedings files. 
Statutory Invention Request. 

Certified copies of assignment documents. 
Abstract of title. 


f. Status Requests or Problems 


For status inquiries, call the Input and Records Control Unit of the Certification Branch at 557-1587. For problem situations 
call the Manager of the Certification Branch, at 557-1552. 


7. DRAWINGS FOR PATENT APPLICATIONS 
a. Proper Identification of Formal or Substitute Drawings 


When the Office receives formal or substitute drawings, a cover letter identifying the application by serial number should 
accompany them. It is extremely difficult to associate the drawings with the files when this information is missing. The 
application serial number should be placed on the sheet of drawing in accordance with 37 CFR 1.84(1). 

According to 37 CFR 1.84(1), identifying indicia (such as the attorney’s docket number, inventor’s name, number of sheets, 
etc.) not to exceed 2 3/4 inches may be placed in a centered location between the side edges within three-fourths inch of the top 





JANUARY 2, 1990 U.S. PATENT AND TRADEMARK OFFICE 1110 TMOG 449 
(211) 


edge. Either this marking technique on the front of the drawing or the of this information on the back of the drawing 
is acceptable. However, for identification of the serial number, the prefers that it be placed on the front. 


b. Proper Identification of New Application Drawings 


During pre-examination processing, drawings are ily separated from the rest of the application papers. To facilitate 
the matching of drawings with the application, it would be helpful if the applicant’s name, docket number, and the title of the 
invention were put or: the back of the drawings. This may be done by writing lightly on the drawings or by using gum labels. 


. Submission of Copies of Drawings 


DO NOT SUBMIT ORIGINAL DRAWINGS WITH PATENT APPLICATIONS. DO SUBMIT A HIGH QUALITY COPY. 


can then be submitted after the Notice of Allowability is 


mailed. 
PTO will not release drawings from patent applications filed after Jan. 1, 1989, to applicants, bonded drafting companies, 
or others. 


. Timeliness of Submission of Corrected Drawings in Allowed Cases 


het 7 nme one nm the applicant is required to submit acceptable corrected 
drawings within a three-month shortened statutory aanGns tot anu anid toe Guachadbenaiiomaiee 
review of the correction by the Office. Tocemedetsdasetaie to be unacceptable by the Office, the applicant must arrange 
Oe 6 a ee Ee ee ee 
extension of time and of paying the extension fee. Therefore, the applicant should file corrected 
following the setting of the three-month shortened statutory period. 

Corrected drawings, as well as the issue fee should be addressed to Box Issue Fee. Note that any assignment document should 
be submitted in a separate envelope, addressed to Box 

Each piece of correspondence should carry i i of mailing. For example, drawings should have a certificate 
of mailing and the issue fee should have a certificate of mailing. 


8. EXTENSIONS OF TIME IN PATENT CASES 


a. Appropriateness 


After a final rejection, where applicants’ approval is not needed to amend the claims, no extension of time is required. 
However, if applicants’ approval is required and applicants did not file their response within two months of the Final Rejection, 
the appropriate extension of time must be purchased. 

Also, it should be noted that extensions of time may be requested under 37 CFR 1. wat ty required to 
pay for the request for an oral hearing before the Board of Patent and Interferences. [MPEP §1209(1). The time for a 
request and fee for an oral hearing is one month from the date of the Examiner’s Answer or any supplemental Examiner’s 
Answer. 

Extensions of time by fee payment under 37 CFR 1.136(a) are appropriate for filing of the Brief on Appeal in regular 
applications. No more than four months may be granted under 37 CFR 1.136(a). Beyond those four months, any further request 
cies dow exticheneieen ante TE 136(b), and no additional extension fee is required. 

An extension of time is not required in order to hold an interview with the examiner. However, after the period for response 
has ended, an extension is required for the purpose of filing a follow-up amendment by applicant and/or for the entry of an 
Examiner’s Amendment requiring approval of the applicant. 

Extensions of time are appropriate for the purpose of achieving continuity between parent and applications. A 
caged rae aputen dl cadena ented toonmeuae a copy of that 
request or petition with the papers constituting the filing of the continuing application. 

b. Extensions of Time Under 37 CFR 1.136(a) 


Under 35 U.S.C. 41(a)(8) and 37 CFR 1.136(a), a response filed within a statutory period but outside of the period set for 
response may be rendered timely if accompanied by (1) a petition for an extension of time and (2) the appropriate extension fee. 
Experience indicates that there have been differing opinions as to the extension 
of time petition. This Helpful Hint is intended to clarify the policy of the 
required for such a petition. 

An extension of time under §1.136(a) requires a petition therefor and payment of the appropriate fee. The § 1. 136(a) petition 
ey Ee ee ene ee en ee 
of the Manual of a ee ae eee ey ee ee 
Trademark Office and assure orderly and efficient petition. 

The following tanguage is an aunnigie of d pnetiand sired $1.186(8) seqecet: 


Py ~~~ ~~ gapped ge: probate tebe tertainten sien tena 
__month(s) from, to 


[If paying by check:] 


Submitted herewith is acheck for___to cover the cost of the extension. (Optionally, add: Any ay Se | ee 
should be charged or credited to deposit account number . A duplicate copy of this sheet 


(If paying by charge to deposit account number:! 


Please charge my deposit account number____in the amount of to cover the cost of the extension. 
Any deficiency or overpayment should be charged or credited to this deposit account. 


Applicants are cautioned that, in order to be timely, a must be accompanied by a specific reference to an extension 
of time. A general authorization under 37 CFR 1.25(b) to necessary fees to a deposit account will not be interpreted as 


253-576 TMOG-90-15 — QL3 





1110 TMOG 450 OFFICIAL GAZETTE JANUARY 2, 1990 
(211) 


a petition for an extension of time. For example, a response accompanied by the statement “Please charge any fees necessary 
under 37 CFR 1.17 to my deposit account” would not be acceptable, since the statement does not make specific reference to 
an extension of time. 

As previously indicated, a proper §1.136(a) petition must be in writing. However, when an extension of time is necessary to 
make an Examiner’s Amendment timely, the extension may be obtained by way of a verbal communication. The verbal 
communication must be transcribed as a written part of the official application file record. For example, during a telephone 
interview with an examiner, an attorney for the applicant, in order to render an Examiner’s Amendment timely, may verbally 
request an extension of time under 37 CFR 1.136(a) and authorize a charge of the appropriate fee to his or her deposit account. 
If this verbal request and authorization are transcribed as a written part of the application file record (e.g., via the Examiner’s 
Amendment or an Examiner Interview Summary Record, PTOL-413), the desired extension of time may be obtained. The filing 
date of the $1.136(a) petition and fee will be considered the date of the verbal request and authorization if this date is reflected 
in the written file record. 


. Instances Not Permitted 
An extension of time under 37 CFR 1.136(a) is not permitted in the following instances: 


(1) Where an applicant is so notified in an Office action as, for example, in a Reissue application involving a litigated patent. 

(2) Where the application is involved in an interference declared pursuant to 37 CFR 1.611. See 37 CFR 1.645 for provisions 
governing extensions of time in interference proceedings. 

(3) In reexamination proceedings. See 37 CFR 1.550(c) for extensions of time in reexamination proceedings. 

(4) In PCT international applications. Under PCT Rule 26.2, extensions are permitted for correction of PCT Article 14 defects 
in international applications before the Receiving Office. 


. Insufficient Fees 


Many requests for extension of time are being filed with insufficient fees. In those instances where there is no authorization 
to charge an account, additional fees are necessary to cover the additional time consumed in making up the original deficiency. 
If the maximum, six-month period has expired before the deficiency is noted and corrected, the application is held abandoned. 

Please note that effective October 5, 1985, the extension fees in patent cases are as follows: 


Small Entity Non-Small Entity 


One Month Extension $28 $56 
Two Month Extension 85 170 
Three Month Extension 195 390 
Four Month Extension 305 610 


If applicants have a deposit account, it is recommended that applicants file, in an individual application, a general 
authorization to charge any of the fees set forth in 37 CFR §§ 1.16 to !.18 to a deposit account for the entire pendency of the 
application. 


. Policy 


Where an extension of time is required to file a response in a timely manner, the response is not considered complete until 
the response, fee, and request or petition for an extension of time are received. The fee and request or petition must be filed before 
the expiration of the extended period requested. The fee cannot be paid outside the statutory six-month limit for the period of 
response. 


. Requirement for Request or Petition for Extension 


Submission of the appropriate extension fee under 37 CFR 1.136(a) is to no avail unless a request or petition for extension 
is filed. Frequently, the request is omitted, which then requires an additional extension fee to cover the period to the date of the 
request. Occasionally, the application is held abandoned because the six month maximum statutory period has expired before 
detection of the omission of the request for extension. It is critical that a paper specifically requesting the extension be filed with 
late responses. It is also wise to use the Certificate of Mailing practice under 37 CFR 1.8 when requesting extensions. 


. Response to Final Rejection - Avoiding Extension Fees 


In patent applications wherein a three month Shortened Statutory Period (SSP) is set for response to a Final Rejection, the 
response would best be filed within two months of the date of the Office Action. If filed within two months, any Advisory Action 
mailed after the SSP expires will reset the SSP to expire on the date of the Advisory Action for extension fee purposes, but never 
more than six months from the date of the Final Rejection. 


. Supplemental Amendments 


If atimely and complete response has been filed after a Non-Final Office Action, an extension of time is not required to permit 
filing and/or entry of an additional amendment after expiration of the shortened statutory period. 

If a timely response has been filed after a Final Office Action, an extension of time is required to permit filing and/or entry 
of a Notice of Appeal or filing and/or entry of an additional amendment after expiration of the shortened statutory period unless 
the timely-filed response placed the application in condition for allowance. Of course, if a Notice of Appeal has been filed within 
the shortened statutory period, the period has ceased to run. 


9. FILES 
a. Official Searches 


The PTO has had an unusually large number of official search status letters returned by the Postal Service due to insufficient/ 
incomplete addresses. When requesting an official search for a lost patent or trademark file, please ensure that all pertinent 
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information is completely filled out on the PTO Form 1216. In the case of an individual for a particular firm, the firm's 
name should be included in block number 5 of the form meee ey you have any questions in this 
matter please call the Chief, Support Services Branch on (703) 557-3560. 


b. Requests for Reconstruction 


To request the reconstruction of a file, submit a written request along with a notice from the PTO Official Search unit stating 
that the file cannot be located. 


c. Requests for Trademark Files 


To eliminate unnecessary delays when ordering Trademark files, requestors should complete all required information blocks 
on form PTO-1538 (Order and Charge for Trademark Files). Failure to properly complete the form is the primary reason for 
requests not being quickly processed. Submitting a completed form will reduce the number of requests that have to be returned 
and thus reduce the overall time required to fill the request. 


10. FILING RECEIPTS FOR PATENT APPLICATIONS 
a. Docket Numbers 


Docket numbers must be limited to a maximum of 12 characters to prevent truncation. The Patent Application Location and 
Monitoring (PALM) system data base allows a maximum of 12 characters for the attorney's docket number. Spaces, slashes and 
hyphens will no longer be included in the entered docket number on the official filing receipt. In an application where CASE 


or NAVY-CASE appears before the first character in the docket number, only the characters after CASE or NAVY-CASE will 
be entered on the official filing receipt. 


. License to Foreign File 


Each newly filed patent application is routinely reviewed for security interests during pre-examination processing. A code 
is entered into the data base to indicate the presence or absence of security interests. When no security interest are found, the 
filing receipt will be generated with the notation “Foreign license granted xx/xx/xx.” There is no additional cost for this security 
screening and license notation. 


. Residence of Applicant 


The residence of applicant should be indicated as city and state for United States residents and city and country for residents 
of foreign countries. The Patent Application Location and Monitoring (PALM) System data base allows a maximum of 15 
characters for the city of residence. If the city name is longer than 15 characters, it will be truncated in the data base and appear 


in the shortened form on the filing receipt. However, the entire city name will be taken from the file and printed on any patent 
that issues. 

Please do not call or write the Office for a corrected filing receipt should the printed city name be cut short due to the 15- 
character limit. 

Often applicants who are residents of foreign countries indicate street address, sections of cities, provinces or other 
divisions as part of their cities of residence. This leads to confusion and possible erroneous entries in the data base. the 
foreign city and country should be indicated as the applicant’s residence. 


11. INTERVIEWS WITH PATENT EXAMINERS 


a. Appropriateness 


Prior to filing, no interview is permitted; only search assistance may be given to the attorney, searcher or inventor. 

Prior to first action, an interview is ordinarily granted only in continuing or substitute applications; a request for an interview 
is untimely and will not be granted prior to first action in all other 

After final rejection, an interview will not be denied merely because final Office action has been rendered. Normally, one 
interview after a final rejection is permitted if the examiner is convinced that disposal or clarification for appeal may be 
accomplished with only nominal further consideration. In requesting an interview after final rejection, the intended purpose and 
content of the interview must be presented briefly, either orally or in writing. Interviews merely to restate arguments of record 
or to discuss new limitations which would require more than nominal reconsideration or new search will be denied. 

After acase is sent to issue, it is technically no longer under the jurisdiction of the primary examiner (37 CFR 1.312). Requests 
for interviews on cases already passed to issue should be granted only with specific approval of the Group Director upon a 
showing in writing of extraordinary circumstances. 

The ideal time for personal interviews, during which time an interview is clearly available, is the “Conference Period”, which 
is the time between the filing of applicant’s thorough first response to the examiner's first action on the merits and a concluding 
action by the examiner. 

In reexamination proceedings, an interview with the owner is permitted after first action. Requests that reexamination 
requestors be permitted to participate in or attend interviews will be denied. 

When an interference has been declared, all questions involved are to be determined inter partes and will not be discussed 
ex parte. 

Following the grant of a United States Patent, an examiner must refuse to express any opinion or view as to the validity of 
the patent, except on the record in the course of examining a reissue application or a reexamination Even in the case 
of search assistance on an invention, if an examiner is aware that the invention has been patented in the United the searcher 
will be referred to the prosecution file history, and the examiner will make no comment on the appropriateness of the search 
conducted or the references cited. 

Should any examiner fail to comply with the above guidelines, the matter would best be brought to the attention of the 
examiner’s Group Director. 

Direct questions to: 


Al Lawrence Smith 
Director, Group 350 
(703) 557-3414 
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b. Prohititions 


No interview will be conducted with an attorney who is not registered or who has been suspended or excluded from practice 
regarding an application unless the attorney is the applicant in the application. 

Protestors are not permitted to participate in interviews in applications where the protest was filed after Dec. 8, 1981, and the 
examiner will not communicate in any manner with such protestors. 


12. MAIL 
a. Certificate of Mailing - Separate Certificate for Each Document 


Practitioners and others are reminded of the requirement of MPEP 512(D) which state: “In situations wherein the 
correspondence includes papers for more than one application (e.g., a single envelope containing separate papers responding 
to Office actions in different applications) or papers for various parts of the Office (e.g., a patent issue fee transmittal form PTO- 
85 and an assignment), each paper must have its own certification as a part thereof or attached thereto.” Although form PTOL- 
85b, Issue Fee Transmittal, may contain a Certificate of Mailing thereon, a separate Certificate of Mailing is required for all 
papers included with this form, including formal drawings, since papers are separated and flow to different areas of the Office. 
Checks submitted with papers do not require a Certificate of Mailing. 


. Certificate of Mailing AND Return Postcard 


Use of the Certificate of Mailing Procedure is strongly encouraged. 

37 CFR 1.8(a) provides for the use of a Certificate of Mailing on most correspondence with the PTO, whereby the 
correspondence (and/or fee) will be considered as timely filed if deposited with the U.S. Postal Service within the set time period. 
Consistent use of this procedure is extremely beneficial to practitioners, whether or not the Postcard Receipt provision of MPEP 
503 is used. 

In those instances where the PTO never receives the correspondence, no postcard receipt will be available to evidence the 
filing and/or timeliness of the correspondence. However, in those instances where a Certificate of Mailing is properly used, 37 
CFR 1.8(b) provides relief, even if the correspondence is not received in the PTO at all. Under 37 CFR 1.8(b) the party who 
forwarded the correspondence need only (1) inform the PTO of the previous mailing of the correspondence, (2) supply a copy 
of the previously mailed correspondence and Certificate, and (3) include a declaration which adequately attests to the previous 
timely mailing. 


. Correspondence with Certificate of Mailing Delivered by Commercial Carrier 


The benefits of 37 CFR 1.8 or 1.10 apply only to documents delivered to the PTO by the U.S. Postal Service. 

A number of instances have been uncovered where individuals are certifying that documents were deposited with the U.S. 
Postal Service when, in fact, the documents were hand-carried or delivered to the PTO via commercial mail service, e.g., 
“Federal Express,” “DHL,” “Purolator,” “ Air Borne,” “UPS,” etc. In those instances where documents include a certificate 
of mailing under 37 CFR 1.8 or 1.10, but were delivered to the PTO by other than the U.S. Postal Service, Mail Room personnel 


are placing a notice indicating that fact on the correspondence involved to alert PTO personnel that the benefits of 37 CFR 1.8 
or 1.10 do not apply. 


. Expediting Handling of Trademark Applications 


To facilitate processsing of new trademark applications, place them in a separate envelope apart from all other mail. Identify 
on the outside of the envelope “TRADEMARK APPLICATION ONLY.” More than one new trademark application may be 
placed in the same envelope. Do not place any papers in the envelope other than those related to the new trademark applications. 


. Express Mail 


Due to a failure to follow proper procedures, many applicants are losing the advantage of receiving the date a paper or fee 
was deposited at the Post Office when “Express Mail” is used. According to 37 CFR $ 1.10, any such paper or fee must include 
a certificate of mailing by “Express Mail,” signed by the person mailing the paper or fee. 

To ensure papers and fees sent by “Express Mail” are accorded the proper certificate date, the following suggestions and 
reminders are offered: 


(1) Each document must have a certificate of mailing typed on or affixed to the document. The certificate should be placed 
on the first page of the document or the covering letter to ensure easy accessibility. Often, the certificate is missing, illegible, 
inaccurate, incomplete, or difficult to locate. As a result, the paper or fee is considered to have been filed on the date of 
receipt in the PTO. 

(2) The certificate should be legible. 

(3) The Express Mail number must be placed on the certificate. 

(4) Dates on the certificate must correspond to dates on the Express Mail label. 

The PTO continues to receive correspondence filed under the provisions of 37 CFR 1.10 in which the certificate of mailing 
by “Express Mail” certifies that the correspondence is being mailed on one date while the “Express Mail” label shows 
a “Date-In” on a different date. This usually occurs when the “Express Mail” package is deposited in a remote “Express 
Mail” receptacle or mailbox after the last pickup, and accordingly is not being picked-up and processed by the Postal 
Service until the next business day. The question as to the treatment of such a situation was covered in the final rule making 
— on Jan. 20, 1983, at 48 FR 2696-2714 and on Feb. 10, 1983, at 1027 O.G. 9. The following comments appear 
in. 

“Comment: One person questions what treatment will be accorded a paper placed in an “Express Mail” box receptacle 
after the Box has been cleared for the last time on a given day.” 

“Reply: The paper will be considered to be deposited as of the date of receipt indicated on the “Express Mail” mailing 
label by the Postal Service clerk.” 

It is recommended that where the filing date of a paper or fee is critical, e.g., the filing of a patent application, and particularly 
when the deposit by “Express Mail” is being made late in the business day, the correspondence should be personally 
a a oo Office. There the date of receipt of the “Express Mail” package can be immediately indicated by the 

ice clerk. 
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(5) Each certificate must have an original signature of the person actually mailing the paper or fee; i.c., the person who actually 
deposits the paper or fee with the U.S. Postal Service. 
The PTO has encountered instances in which the certificate of mailing by “Express Mail” was signed by an attorney and 
the deposit was made by the attorney’s secretary or another member of the attorney's staff. This is improper under the 
provisions of 37 CFR 1.10. This section differs in that regard from 37 CFR 1.8. 
The preferred wording and information to be included on the certificate is as follows: 


“Express Mail” Mailing Label No. (insert B no. from Express Mail label) 
Date of Deposit (insert date from Express Mail Label) 


I hereby certify that this paper or fee is being deposited with the United States Postal Service “Express Mail Post Office 
to Addressee” service under 37 CFR 1.10 on the date indicated above and is addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 


(Typed or printed name of person mailing paper or fee) 
(Signature of person mailing paper or fee) 


By following these procedures, problems concerning filing dates should be minimized. 
. Response to Final Rejections In Patent Applications - Expediting Processing and Reply by PTO 


In order to ensure the quickest reply to an amendment or response after Final Rejection in patent applications, the paper must 
be marked in the upper right portion: 


“RESPONSE UNDER 37 CFR 1.116 
EXPEDITED PROCEDURE 
EXAMINING GROUP (Insert Group Number)” 


The marking on the paper preferably should be written in, highlighted by, or encirculed with, a bright color felt-point marker. 
The envelope in which the response is submitted must include only submissions under 37 CFR 1. 116. The envelope must be 
marked “Box AF” in the lower left corner and must be addressed to: 


BOX AF 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


If the paper is being hand-carried to the Examining Group (instead of mailing to Box AF), the envelope, if any, and the 
response should both be marked: 


“RESPONSE UNDER 37 CFR 1.116 
EXPEDITED PROCEDURE 
EXAMINING GROUP (Insert Group Number)” 


* 'se of this procedure should avoid the necessity for extensions of time and the filing of unnecessary notices of appeal in many 
cases. 


. Return Postcard 


If a receipt for any paper filed in the Patent and Trademark Office.is desired, it may be obtained by enclosing with the paper 
a self-addressed postcard identifying the paper. The Patent and Trademark Office will stamp the receipt date on the card and 
place it in the outgoing mail. 

The identifying data on the card should be so complete as to clearly identify the paper for which receipt is requested. For 

example, the card should identify the applicant name(s), serial number, filing date, interference number, etc. Also, the paper(s) 
should be identified by specifying the type thereof, namely affidavit, amendment, appeal, itemized components of applications, 
brief, drawings, fees, motions, supplemental oath or declaration, petition, etc. 

A postcard receipt which itemizes and properly intentifies the papers which are being filed serves as prima facie evidence of 
receipt in the PTO of all the items listed thereon on the date stamped thereon by the PTO unless the postcard receipt has been 
annotated by the PTO to indicate that one or more items were not received. A postcard receipt will not serve as prima facie 
evidence of receipt in the PTO if the papers are not itemized in a detailed manner, e.g., number of pages of specification and 
number of sheets of drawings, or if the postcard receipt has been annotated to indicate that one or more items was not received. 

When papers for more than one document are filed under a single cover, a return addressed postcard should be attached to 
the paper for each document for which a receipt is desired. 


. Secrecy...Related Papers (37 CFR 5) 


All correspondence in connection with 37 CFR 5 should be addressed to: 


Commissioner of Patents and Trademarks 
(Attention Licinensing and Review) 
Washington, D.C. 20231 


Improperly addressing such correspondence may delay delivery and could result in violations of 37 CFR 5. See 37 CFR 5.33 
regarding correspondence. 


i. Special Box...Box AF 


Since the establishment of the special box “Box Non Fee Amendment,” some questions have been received as to which box 
should be used for amendments after final rejections. Continue to use Box AF for amendments after final rejections, even if it 
is a non-fee amendment. Although mail delivery by the Mail Room should be the same in either case, the Patent Examining 
Group will expedite those labeled Box AF. 
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j. Special Box...Box Re-exam 


Requests for re-examination should be clearly marked “Box Reexam” on the outer envelope, and include only requests for 
re-examination. The goal for processing request for re-examination is 30 days from receipt in the Mail Room to delivery to the 
iate examining group. Requests for re-examination which are marked on the outside envelope for Box Re-exam are 
immediately placed in a special box for pick up by re-examination processing clerks twice daily. Properly marked requests for 
re-examination allow us to meet the 30-day goal and allow the examiner adequate time for considering the request. 

If requests for re-examination are included in packages with other mail, the entire package will be placed with the thousands 
of pieces of mail received on that date to be opened in date order. Reexamination requests are, therefore, delayed for several 
days making the 30-day goal nearly impossible to meet, and often reducing the time available for the examiner’s consideration 
of the request. 


. Special Designations for Mail 


Special PTO mail department numbers should be used to allow forwarding of particular types of mail to the appropriate areas 
as quickly as possible. Such mail is forwarded directly to the appropriate area without being opened. Only the specified type 
of document should be placed in an envelope addressed to one of these special departments. If any documents other then the 
specified type identified for each department are addressed to that department, they will be significantly delayed in reaching 
the appropriate area for which they were intended. 

The following special department should be used only for their specified purpose. Address mail as follows: 


Commisssioner of Patents and Trademarks 
Box 
Washington, DC 20231 


Box 3 


Mail for the Office of personel for NFC 
Box 4 


Mail for the Assistant Commissioner for External Affairs and the Office of Legislation and Internal 
Affairs. 

“No Fee” mail related to trademarks. 

Mail for the Office of Procurement 

Reissue applications for patents involved in litigation and subsequently filed related papers. 
All papers for the Office of the Solicitor except communications relating to pending litigation. 
Coupon orders for U.S. patent and trademark copies. 

Orders for certified copies of patent and trademark applications. 

Electronic Ordering Service (EOS). 

Contributions to the Examiner Education Program. 

Mail for the Employee and Labor Relations Division. 

Invoices directed to the Office of Finance. 


Box 5 
Box 6 
Box 7 
Box 8 
Box 9 
Box 10 
Box 11 
Box 12 
Box 13 
Box 14 


Box 171 

Box AF 

Box Assignment 
Box FWC 

Box Interference 
Box Issue Fee 


Box M. Fee 
Box Non-Fee- 
Amendment 
Box OED 
Box Patent 
Application 
Box Trademark 
Application 
Box Pat. Ext. 
Box PCT 

Box Reexam 
Box SN 


Vacancy Announcement Applications. 

Expedited procedure for processing amendments and other responses after final rejection. 

All assignment documents except those filed with new applications. 

Requests for File Wrapper Continuation Applications (under 37 CFR 1.62) 

Communications relating to interferences and applications and patents involved in interference. 

All Communications following the receipt of a PTOL-85. “Notice of Allowance and Issue Fee Due,” 
and prior to the issuance of a patent should be addressed to Box Issue Fee, unless advised to the 
contrary. Assignments should be submitted in a separate envelope and not be sent to Box Issue Fee. 
Correspondence related to a patent that is subject to the payment of a maintenance fee. 


Non-fee amendments to patent applications. (Use Box AF for responses after final rejection). 
Mail for the Office of Enrollment and Discipline 


New patent application and associated papers and fees. 


New trademark application and associated papers and fees. 

Applications for patent term extension. 

Mail related to applications filed under the Patent Cooperation Treaty.a 

Requests for Reexamination for original request papers only. 

For fee and petitions under 37 CFR 1.182 to obtain date received and/or serial number for patent 
applications prior to the Office’s standard notification (return postcard or the official “Filing Receipt,” 
“Notice to File Missing Parts,”.or “Notice of Incomplete Application”). 


13. MAINTENANCE FEES 


a. Address to Which Correspondence is Sent Regarding Patent Maintenance Fees 
Under 37 CFR 1.33(d), a “correspondence address” or change thereto may be filed with the Office during the enforceable 


life of a patent. This “correspondence address” will be used in any correspondence relating to maintenance fees unless a 
separate “fee address” has been specified solely for maintenance fee purposes as provided by CFR 1.363. Practioners who do 
not wish to receive correspondence relating to maintenance fees must change the correspondence address in the patented file 
or provide the PTO with a fee address to which the correspondence should be sent. It is not required that a practitioner file a 
request for permission to withdraw pursuant to 37 CFR 1.36 solely for the purpose of changing the correspondence-address in 
a patent, even though a withdrawal of a practitioner would change the correspondence address. 


. Correspondence Address and/or Fee Address on Maintenance Fees 


Effective Nov. 1, 1984, 37 CFR 1.363 provides for a “fee address” to be entered in the Office patent file records for use in 
all correspondence relating to maintenance fees. The fee address is in addition to the “correspondence address” under 37 CFR 
1.33. The “correspondence address” will continue to be used for all reexamination and interference purposes. If no separate 
fee address is specififed, the correspondence address will also be used for maintenance fee correspondence. A similar reminder 
appears on the Issue Fee Transmittal Form, PTOL-85(b). 
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Practitioners should maintain a current “correspondence address” and, if desired, a separate current “fee address” during 
the enforceable life of the patent in order to ensure receipt of correspondence regarding maintenance fee. 

peasant nme py rea ty Nagemrnenpmene tee rt A 
to notify a client or former client) of any maintenance fee correspondence received from the PTO. See 37 CFR 10.23(c\(8). This 
is similar to the practice with respect to interference and reexamination proceedings. 

asap mp edhe ap apne pape 7 nae nea cg be 2 Aaglew ape odenmone dang A 
address in the patented file or provide the PTO with a “fee address” to which such should be sent. 

It is not required that a practitioner file a request for permission to withdraw pursuant to hin renee. ee ee 
of changing the correspondence address in a patent even though a withdrawal of a practitioner would the correspondence 
address. However, a request for permission to withdraw pursuant to 37. CFR 1.36 must be filed in the patent if the attorney or 
agent of record does not desire to receive correspondence relating to reexamination. 


. Delayed Payment of Maintenance Fees 


Payment of any maintenance fee due on a patent after expiration of the patent may be accepted if the conditions set forth in 
37 CFR 1.378 are satisfied. 

In the past, petitions under 37 CFR 1.378 to accept delayed payment of the maintenance fee in an expired patent have been 
filed which allege, as.a basis for unavoidable delay: (1) lack of knowledge that a maintenance fee was due and/or (2) failure to 
receive a Maintenance Fee Reminder notice from the PTO. 

Practitioners are reminded that a patentee’s lack of knowledge of a requirement to pay a maintenance fee does not constitute 
a showing of-unavoidable delay; see 49 F.R. 34716 at page 34720, and 1046 O.G. 28 at page 32. 

Maintenance Fee Reminder notices are mailed only as a courtesy after the “grace period” has begun; see 37 CFR 1.362(e). 
Patentees are expected to maintain their own docket systems to ensure timely payment of maintenance fees, preferably during 
the “window period”; see 37 CFR 1.362(d). aan SaaS NSO ee 
payment of maintenance fees, proof that a Maintenance Fee Reminder notice was not received from the PTO does not constitute 
a showing of unavoidable delay; see 49 F.R. 34716-34726, and 1046 O.G. 28-37. 

em ele Pe th eR FS te ge tomer pete Nae ee te 
an enumeration of the steps taken to ensure timely payment of the maintenance fee. In this regard, the petition should include 
a detailed enptenation of tho Gaghet eputemenatiaetabanmesuetitaidly gummed. ay pullten Geiietsiesdbendie 
after the expiration of a patent will also be required to show that the failure to timely pay the maintenance fee was due entirely 
to circumstances outside the control of the patentee and those acting on behalf of the patentee. 


. Maintenance Fee Transmittal Form Notice 


Where maintenance fee payments are to be made by authorization to charge a deposit account, the Maintenance Fee 
Transmittal Form, should reflect both the Payor’s Name and signature in the bottom left corner thereof. 


. Mandatory Indentifiers when Submitting Maintenance Fees 


Practitioners are reminded that a patent maintenance fee payment and any surcharge payment submitted must identify the 
patent to which it relates by at least two mandatory identifiers [see 37 CFR 1.366(c)}: 


1. The patent number, and 
2. The serial number of the United States application for the patent on which the maintenance fee is being paid. 


Reissure patent maintenance fee due dates are based on the issue date of the original, rather than the reissue patent. The 
payment must identify the reissue patent by reissue patent number and reissue application serial number as the two mandatory 
identifiers and should also include the original patent number, the original patent issue date and the original United States 
application filing date. See 37 CFR 1.366(d). 

The two mandatory identifiers are required as a minimum to enable a cross-check to be made to avoid errors in crediting 
payment of maintenance fees. 

whether smal enty stats being changed ot led he oun fhe matmenaee fc ara surcharge eng 1/2 year 
fee; whether small entity status is being changed or claimed; the amount of the maintenance fee and any pees 
any assigned payor number, the patent issue date; and the United States application filing date. See 37 CFR 

Failure to provide at least the two above-named mandatory identifiers will likely result in the non-acceptance 


Bnd wd A DL nrens ortivree Fee wee brent ot Pn me ts 
fee payment is credited as being made. 


. Payor Number 


In order to simplify changes in address by patent owners having several patents, and data input by the Patent and Trademark 
Office, a “payor number” will be assigned to each fee address when a fee address is presented to the Office in a patent or earlier 
upon request. A request for a payor number before a maintenance fee is paid or due will permit a patent owner to request that 
the fee address and payor number be recorded in the Office records of the patents owned on which maintenance fees are due 
so that all notices relating to maintenance fees will be sent to the fee address. 

Leaps pn a ey ee ent et Stethee heey ans 
time can be greatly reduced if practitioners cite that “payor number” when submitting a maintenance fee payment. 

The Patent and Trademark Office has established a procedure for assigning a payor number upon er tip te owner 
ora party eaponie or paying maiteanc ee Sach party ma efor example the nace office of ocunlbmeret 

specializing in maintenance fee payments. 

 “Tindor do pevcstians, © patent ooner or other party snap coqutet 0 payer mentor fer a pastiouler foo afties by waiting ts: 


Commissioner of Patents and Trademarks 
Box M. Fee 


Washington, DC 20231 
Each request for a payor number should include the: 


* fee address to be used by the Office, and 
* telephone number of the fee addressee to be used to resolve problems. 
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After receipt of a payor number, it may be used to indicate to the Patent and Trademark Office the fee address to be used in 
particular patents on which maintenance fees will become due and in applications in which issue fees have been or are being 
paid. Any request for entry of a payor number or fee address in the Office records of a patent, however, must be signed by the 
patent owner or his or her attorney or agent of record. 

After a payor number has been assigned, it should be used in ai! future maintenance fee payments and related correspondence. 
However, where a payor number has not been previously entered in the Office records for a particular patent, the mere indication 
of a payor number at the time of payment of the maintenance fee, without the signature of the patent owner or the owner’s 
attorney or agent of record, will not serve to make the payor number of record in the Office for that patent. 

The problems which most often arise in connection with attempts to establish a fee address in a particular patent or group of 
patents is that the request is being signed by an attorney who is not of record in each of the patents. This results in the request 
being entered only in part. 

Also, when the request is signed by an owner of the patent, the records of the Assignment Branch do not always reflect such 
ownership. Where the assignment was recorded prior to Dec. 1980, it would help the Office if the PTO reel and frame number 
of the assignment recordation were presented in the paper requesting that a fee address be entered, and if the person signing the 
request would indicate his or her title. 


. Public Availability of Maintenance Fee Petitions/Decisions 


Maintenance fee petitions and decisions thereon are public records. Copies thereof can be obtained by submitting a written 
request to the Certification Branch. The request should state the patent number and serial number. The charge for the copies is 
currently $.50 per page. 


14. NEW PATENT APPLICATIONS 


a. 


Attorney Docket Number on Incomplete/Missing Parts Notices 


In response to several requests from patent attorneys, the PTO is now entering the attorney docket number on the Notice of 
Incomplete Application and Notice to File Missing Parts of Application. 

The attorney docket number which will be entered on the Notice will be that which was submitted on the transmittal letter 
as filed with a new patent application. The number must be clearly identified as an “attorney docket number.” 

If the Office makes a mistake in recording the attorney docket number on the Notice of Incomplete Application or the Notice 
to File Missing Parts of Application, such mistake is not to be used by the attorney as cause for delay in response. Nor is the 
attomey to request that the Office correct the docket number prior to response to the Notice. The attorney can notify the Office 
in the response, but no change will be made by the Office until the Filing Receipt is issued. 

If the attorney wishes to change the attorney docket number from that which was entered on transmittal letter as filed, the 
request must be submitted through amendment, submitted to the Patent Examining Corp. 


. Continuation or Divisional...Retaining Original Claim 


When filing under Rule 1.60, retain at least one original claim from the parent application to assure a complete application. 
Only amendments reducing the number of claims or adding a reference to the prior application [Rule 1.78(a)] will be entered, 
upon request, before calculating the filing fee and granting the filing date. 

Reminder: Applicant cannot file a CIP (continuation-in-part) under Rule 1.60. 


. Continuation or Divisional...Problems 


d. 


Applications are often filed incorrectly under 37 CFR 1.60. This causes problems not only for applicants but also for the Patent 
and Trademark Office. Filing dates are not granted to applications which do not comply with the rules. As a result, petitions with 
fees are required to be filed in such applications before a filing date will be granted. 

Most often, the problems that arise in this area can be characterized as the following: 


(1) Applicants continue to fail to comply with the requirements of 37 CFR 1.60 with regard to what must be submitted upon 
filing under the rule. This is true even after the clarifying amenJiments (effective Apr. 1, 1984) were made to the rule. 
A true copy of the prior application must be filed including the specification (with claims), drawings, oath or declaration 
showing the applicant’s signature or an indication it was signed, and any amendments referred to in the oath or declaration 
filed to complete the prior application. 

(2) Applicants are using transmittal forms which request filings under 37 CFR 1.62 when it was really desired to file a divisional 
application under 37 CFR 1.60 and not to abandon the parent application. 


File Wrapper Continuation. ..Preliminary Amendment 


Many continuation applications filed under 37 CFR 1.62 contain no preliminary amendment to the claims which were finally 
rejected in the parent application. The result is a first action final rejection of these claims. Applicants should file any desired 
amendments at the time the application if filed under 37 CFR 1.62, since the Office is treating these applications as “Special” 
and an action on the merits will be rendered quite promptly. 

be omy processing under Rule 1.62, make certain that the parent serial number cited in the transmittal letter is the correct 
serial number. 


. File Wrapper Continuation...Problems 


Applications continue to be filed incorrectly under both 37 CFR 1.60 and 37 CFR 1.62. Filing dates are not granted to 
applications which do not comply with the rules. As a result, petitions with fees are required to be filed in such applications before 
a filing date will be granted. 


The problems that most frequently arise in this area can be characterized as the following: 


(1) Applications have been filed with a transmittal form requesting filing under 37 CFR 1.60 when it was intended to file under 
37 CFR 1.62. The confusion in the record of such applications must be clarified by a decision on petition before the 
applications can be processed for examination. 
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(2) Some applicants fail to realize that the pagent application is abandoned by the filing of a continuing application 
under 37 CFR 1.62. Paragragh (g) of 37 CER 1.62 mates: 


“The filing of a request for a continuing application under this section will be considered to be a request to expressly 
abandon the prior application as of the filing date granted the continuing application.” 


Correction after such a mistaken filing under 37 CFR 1.62 usually requires a revival of the parent application under 37 CFR 
1.137(a) or (b) which expends resources of both the applicant and the PTO. 
Some applicants are attempting to file continuing applications under 37 CFR 1 Se Se 
application. Such applications are improper and are not entitled to a filing date. Additionally, such filings will not affect 
the prior application; i.e., the parent application may issue as apatent. Paragraph (a)of 37 CPR 1 ‘62 specifies that continuing 
applications may be filed under 37 CFR 1.62 “before the payment of the issue fee, abandonment of, or termination of 
proceedings on the prior application”. 
Some applicants are attempting to file continuation-in-part applications under 37 CFR 1.62 with a new specification rather 
than with the changes made by amendment to the prior application. As stated in 37 CFR 1.62(a), filings under 37 CFR 1.62 
use the specification of the prior application. 

Paragraph (c) of 37 CFR 1.62 also states: 


“In the case of a continuation-in-part application which adds and claims additional disclosure by amendment, an oath 
or declaration as required by $ 1.63 must also be filed...” (emphasis added) 


(5) The request for a FWC must contain the original signature of the inventor, assignee, attorney or agent of record, or attorney 
or agent filing under representative capacity. [1.34(a)] 


. Information Disclosure Citation...Form PTO 1449 


The Public is encouraged to use Form PTO 1449, “Information Disclosure Citation,” when preparing a statement under 37 
CFR 1.97-1.99 (see MPEP $609). This form provides the Office with a uniform way of listing the citations and a vehicle from 
which the information thereon can be printed on the issued patent. 

Some citations are being presented on various forms prepared by the public rather then on Form PTO 1449. As a result, delays 
are cropping up in the printing process because the printer has difficulty in following the various formats and is having to query 
the examiner each time a non-PTO 1449 form is used. 

pepe ny yeoman ta Por ne pe mp 
by an examiner that any citation on Form PTO 1449 is prior art to claimed subject matter can be rebutted by procedures 
commonly used to rebut the prior art status of an examiner’s citations on Form PTO 1449, “Notice of References Cited”. 

Among the information that should be provided on Form PTO 1449 is the date of publication of the citation. In addition, it 


is helpful if the class and subclass of each citation is provided. It is appreciated that classification information may not be known 
at the time Form PTO 1449 is prepared. When classification information is not known, draw a line in the boxes under the class 
and subclass heading adjacent to the citation for which classification information is not known. 


. Petition for License 


Rule 5.12 states that “filing of an ye ee ce nee eg ay theme ee Theater ener ae 
a petition for license under 35 USC 184 for the subject of the application. The filing receipt will indicate a license is granted.” 
There is no need to request a corrected filing receipt deleting the words “License Granted.” Its intent is to provide the necessary 
acknowledgement for those filing abroad. 


. Processing and Retention Fees for Abandoned Applications 


An application, which has become abandoned pursuant to 37 CFR 1.53(d) for failure to pay the filing fee, will be disposed 
of unless the processing and retention fee set forth in §1.21(1) is paid within the 1-year period referred to in § 1.53(d). Moreover, 
the processing and retention fee must be timely paid in order to obtain certified copies of the application (e.g., for convention 

priority purposes) or to establish in a later filed application the filing date benefit of an earlier copending under 35 
USC 120 and 37 CFR 1.78(a)(3). Therefore, an application which has become abandoned for the reasons set above should 
be immediately reviewed in order to timely determine the advisability of submitting a processing and retention fee payment. 


i. Surcharge for Filing a Patent Application 


Filing dates are accorded to applications filed without the basic filing fee and without the oath or declaration. In such cases, 
a notice is mailed by Application Branch requiring at least the basic filing fee and the oath or declaration, accompanied by a 
surcharge [37 CFR 1.16(e)}. In numerous instances, applicants fail to submit the surcharge causing the application to become 
abandoned. See 37 CFR 1.53(d) and MPEP §506. 


15. PATENT COOPERATION TREATY APPLICATIONS 
a. Responses Filed in International Applications 
The 18 month publication deadline for international applications filed under the Patent Cooperation Treaty (P 

Therefore, it is in applicant's interest to respond timely to an invitation to correct a PCT Article 14 defect. An 
can result in the withdrawal of the international under Article 14 and PCT Rule 26. Saaueianeeate 
needed, call the person who signed the invitation before the expiration of the time limit. The PTO will strictly comply with PCT 
Article 14 and Rule 26 in holding international applications withdrawn when responses are untimely or not filed. 

b. Early Notification of Receipt of PCT Designated Office Cases 


If you would like to have early notification that the PTO has received requirements under 35 U.S.C. 371 Sergeant mem 
Office phase, you should send two self-addressed, stamped postcards with those requirements. The first postcard will be date 
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stamped and returned to you upon receipt of the requirements by the PCT staff. The second postcard will be sent to you when 
the case is released to the Mail Room to join the regular flow of national applications. The second postcard will be stamped with 
the U.S. serial number. If only one postcard is sent, it will be marked with the U.S. serial number but will remain with the 
application until requirements are completed and the case is released. 

When corrections of PCT Rule 91 obvious errors in the description, claims or abstract are submitted together with corrections 
of defects under PCT Article 14, the transmittal letter should clearly note the Rule 91 corrections. This is necessary because, 
under PCT Rule 91.1(e), the Receiving Office can authorize the rectification of obvious errors only in the Request (Form PCT/ 
RO/101), while Searching Authority authorization is needed for obvious errors in the description, claims or abstract. When the 
transmittal letter clearly notes the Rule 91 corrections, Searching Authority authorization of any obvious errors in the 
description, claims or abstract can be expedited. 

Call PCT on 557-2003 if you have questions concerning responses filed during the international stage for international 
applications under the PCT. 


16. PATENT COPIES 
a. Coupon Ordering Service 
Some problems being experienced in successfully filing coupon orders are: 


@ No return address or Box Number 
Incorrect return address or box number 

* Missing name of person(s) ordering copies (although the PTO attempts to send such orders, they are frequently 
returned by the receiving organization). 
Failure to identity whether request is for patent, trademark, or design copy. 
Failure to identity the patent, trademark, or design number being requested. Identification by application serial 
number is not acceptable. 
Inappropriate use of coupon for ordering a foreign patent (Foreign patents are $10.00 per copy and should be 
ordered through the Scientific Library). 
Insufficient payment (any coupons valued less that $1.50 must accompany additional payment either by check, 
money order, or additional coupons). 


Toensure coupon orders can be successfully filled, please include a patent/trademark/design number, complete name, 
return address/box number, and the sufficient fee. 


b. Electronic Ordering Service 


Copies may be ordered electronically through the PTO’s Electronic Ordering Service (EOS) rather than placing orders 
through the mail. With EOS, orders are received the same day they are placed, thereby reducing the turnaround time by about 
seven days. Orders can be placed any day, 24 hours a day. 

To use EOS you need a standard computer terminal and modem. If you have any questions about equipment or the technical 
aspects of EOS, call (202) 377-2535. 

The copy costs are $1.50 for each patent and trademark, and $6.00 for each plant patent. In addition, there will be a 
communication cost. This has been averaging 10 cents per copy; could range up to 25 cents on single orders. 

Our regulations require that we receive payment for services before they are rendered. For this reason, a PTO deposit account 
is a prerequisite for becoming an EOS user. There are two types of PTO deposit accounts. One is an unrestricted account which 
can be used for any service PTO provides. This account requires a minimum balance of $1,000. The second type of account, 
the restricted deposit account, is available only for EOS and for subscriptions for copies of newly issued patents by subject matter 
classification. The restricted account requires a minimum balance of $300. 

If you would like to become an EOS user or if you have questions, call (703) 557-7261. 


. Subscription Services 


When submitting changes to subscription accounts, allow approximately two months from the date mailed to the Patent and 
Trademark Office for changes to become effective. The reason for the two month delay is to allow for changes to be recorded, 
data entered, and the automated system to be updated. 


17. PETITIONS TO REVIVE 
a. Request and Fee for Extension Not Required 


Frequently, a petition to revive an abandoned application is accompanied by an unnecessary request and fee for extension 


of time. Our policy is set forth in MPEP 711.03(c). Specifically, a response does not require a request and fee for extension of 
time as a condition of revival. 


b. Terminal Disclaimer 


A petition to revive an abandoned application is often accompanied by an unnecessary terminal disclaimer. A terminal 
disclaimed is required only when a grantable petition based on unavoidable delay is not filed within six months of the date of 
abandonment [37 CFR 1.137(a) and 1.137(c)]. It follows that a terminal disclaimer should not accompany a petition based on 
unintentional abandonment (37 CFR 1.137(b)]. In these respects, analogous reasoning applies to petitions to accept late 
payment of the issue fee under 37 CFR 1.155 or 1.316. 

When a terminal disclaimer is a necessary component of the petition, the period to be disclaimed must equal the number of 
months between the date of abandonment and the date a grantable petition is filed. The date of abandonment is the date the period 
for response has expired [see MPEP 711.04(a)]. This is normally the end of the three month shortened statutory period. 
Moreover, the terminal disclaimer should employ the format shown in Figure 1. 
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Figure 1—Terminal Disclaimer 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re Application of (NAME) 
Serial No. 

Filed: 

For: 


TERMINAL DISCLAIMER 
TO THE COMMISSIONER OF PATENTS AND TRADEMARKS 


Your petitioner, 8 = residing at__§o === represents that he is the owner of 
the entire interest in the above-identified application (by virture of an assignment recorded at Reel , and 
Frame , filed on the day of ees, 


Your petitioner, , hereby disclaims the terminal months of any patent granted on 
the above-identified application or on any application which is entitled to the benefit of the filing date of this application under 
35 USC 129. This agreement is to run with any patent so granted and to be binding upon the grantee, its successors or assigns. 


IN WITNESS THEREOF, I here unto set my hand and seal this day of 19 


(Signature) 
18. POWER TO INSPECT 


a. Power of Attorney 


The Office receives letters granting power to inspect patent applications. These may only be granted by the attorney of record 
or inventor. Sometimes the person signing the power is not authorized to do so, causing delay until proper authorization is 
received. Copies of completed applications cannot be made during the preexamination process. They can be inspected, but not 
pulled from the work flow to have copies made. 


. Withdrawal of Attorney 


To expedite requests for permission to withdraw as attorney under 37 CFR § 1.36, submit the request in triplicate (original 
and two copies) and indicate thereon the present mailing addresses of the attorney who is withdrawing and of the applicant. The 
examining group number should also appear on all such requests. Because the Office does not recognize law firms, each attorney 
of record must sign the notice of withdrawal, or the notice of withdrawal must contain a clear indication of one attorney signing 
on behalf of another. 

A request to withdraw is effective when approved rather than when received. This is particularly important when such 
are submitted toward the end of the period for response. There should be at least 30 days between approval of withdrawal and 
the expiration date of a time response period so that the applicant will have time to obtain other representation or take other action. 
If less than 30 days remains in a running response period, a request to withdraw is normally disapproved. 

If a period has been set for response and the period may be extended [without a showing of cause pursuant to 37 CFR 1.136(a)] 
by filing a petition for extension of time and fee, it is not necessary to seek such extension of time for withdrawal to be approved. 
In such a situation, however, withdrawal will not be appproved unless at least 30 days would remain between the date of approval 
and the last date on which such a petition for extension of time and fee could properly be filed. 


19. REISSUES 


a. Amendments 


To avoid unnecessary delays in the issuance of reissue applications, applicants and their attorneys are reminded to exercise 
caution and give sufficient attention to 37 CFR 1.121(a) and (e) in presenting reissue amendments. The practices and procedures 
vary somewhat from regular utility application amendments. 

MPEP Sec. 1455 provides guidance for proper entry of amendments and claim numbering. Publication of the reissue 
application(s) may be needlessly postponed while formal irregularities are corrected. 


. Oaths and/or Declarations 


Since standard oath and declaration forms are not used in reissue applications, applicants are commonly neglecting to include 
averments required by 37 CFR 1.63 per 37 CFR 1.175(a). The most frequent omissions involve the “duty of disclosure” 
acknowledgment, and the “reviewed and understands” statement. Such omissions usually necessitate additional handling and 
correspondence, and cause undue time delays, which result in postponement of publication of the reissue patent. 

A frequent problem in reissue practice is the failure of applicants to satisfactorily comply with 37 CFR 1.175 regarding the 
description of all errors of the original patent in the reissue oath or declaration. Applicants are required to specify errors in the 
original reissue oath or declaration at the time of filing the reissue application. They must also specify, in a supplemental oath 
or declaration, any errors brought to their attention during the prosecution, as well as the circumstances surrounding the 
occurrence or discovery of these errors. Every departure from the original patent represents an “error” and must be particularly 
and distinctly specified and supported in the original, or a supplemental, reissue oath or declaration under 37 CFR 1.175. See 


MPEP Sec. 1414 and 1444. Postponement of publication of the reissue patent may result if these requirements are not met at 
the time of allowance. 
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20. SMALL ENTITY STATUS 
a. Small Entity Statements 


Verified statements claiming small entity status, where appropriate, would best be signed and submitted at the time the 
application oath or declaration is signed to permit filing of the statement with the application. This would reduce correspondence 
between attorney and client, reduce paper handling by the PTO support staff and the PTO Finance Branch, and greatly simplify 
the processing of subsequent papers involving fees. If small entity status is being claimed for the first time at the time of payment 
of the issue fee, a verified statement claiming small entity status should be submitted with the fee. See MPEP $509.03. 


21. TRADEMARKS 
a. Application Drawings 


To avoid delays in processing new trademark applications, the drawing should have the following information in the upper 
left hand corner: 


* Drawing title. 

* Applicant’s rame and address. 

* First use date. 

* First use in interstate commerce date. 
* Goods, services or both 


b. File Histories 


When requesting trademark file histories, the “status date” (i.e., date abandoned) must be provided to fill the order if the file 
is abandoned. If not known, this information can be obtained from TRAM. The request will be returned unfilled if this date is 
not provided. 


. Post Registration 


Section 8 Affidavit or Declaration Held Insufficient During Post Registration Examination — The Trademark Act of 1946, 
Section 8(a) was amended Aug. 27, 1982, Public Law 97-247 (96 Stat. 317), toclarify that the continued use required to be shown 
in the sixth year under Section 8(a) be used “in commerce.” 

Subsequently the Trademark Rules were amended on Jan. 28, 1983 (48 Federal Register 3977), to require that all Section 
8(a) affidavits or declarations “state that the registered mark is in use in commerce and specify the nature of such commerce.” 
(37 C.F.R. Section 2.162(e)]. 

The affidavit or declaration must be filed between the fifth and sixth year following the date of registration and it must contain 


a statement that the “mark is in use in commerce,” with evidence thereof. There may be no extensions of time beyond the sixth 
year for submission of this statement and evidence of use of the mark in commerce. However, if the timely-filed affidavit or 
declaration does not set forth the type of commerce, the registrant will be given six months to submit that information even 
though the sixth year may have expired. The rules do not provide for any further extensions of time beyond the six months. 
While the Post Registration Division will allow up to six months to respond to a letter from the office, a supplemental or 
substitute affidavit or declaration required by Section 8(a) will not be considered unless it is received before the expiration of 
the six year anniversary of the registration. It is suggested that registrants file Section 8(a) affidavits as early as possible between 
the fifth and sixth year following registration to allow time to submit an affidavit or declaration which is correct, if required. 
Signatures ...The corporate title of the affiant/declarant is often missing. Occasionally, the affidavit/declaration is unsigned. 
Assignments ...It will speed up the processing of Section 8 affidavits and renewal applications if the affiant/declarant will 
furnish the reel and frame number and the date(s) of recordation with the USPTO Assignment Section of any relevant 
assignment, merger, change of name, or other transfer. 
Fees ...Many of the affidavits and applications for renewal contain insufficient fees. The fee schedule for these transactions 
done in the Post Registration is listed below: 


(1) For filing an application for renewal of a registration, per class 

(2) For filing an affidavit under Section 8 of the Act, per class 

(3) For filing an affidavit under Section 15 of the Act, per class 

(4) For filing a combined affidavit under Sections 8 and 15 of the Act, per class 


If you have any questions, please call (703) 557-3061. 
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TRADEMARK APPLICATION 
EXAMINATION AND CONTENT 


(212) Interviews Involving Trademark Application 


Interviews frequently result in a better understanding of 
issues involved, shorten the prosecution and facilitate Lspoeal 
of applications. 

Interviews for discussion of registrability of the mark of a 
pending application will not be had before the first official Office 
action thereon and ordinarily not before filing the first response. 
Arrangements for an interview should be made in advance so 
that the Examiner may review the case and be familiar with the 
details involved. 

Interviews on Friday will no longer be prohibited as a matter 
of policy but all interviews should be set at a time satisfactory 
to all parties concerned. 

A memorandum summarizing the conclusions reached at the 
interview should be prepared by the Examiner and placed in 
the application file. The memorandum will be retained in the 
application file until the prosecution is completed. Such pro- 
cedure will not, however, relieve the applicant of the respon- 
sibility of complying with the requirements of Trademark Rule 
2.62. 


HORACE B. FAY, JR., 
Assistant Commissioner 
of Patents. 


This supersedes the notice of Feb. 10, 1958. (728 O.G. TM 
) 


July 6, 1964. 


[804 0.G. TM 147] 


———— Examining for Amended 
Oldest Dates of 


Amended Trademark Applications 


Effective immediately, the order in which amendments to 
applications are examined is changed. Previously, 
Examiners have usually acted on amended cases in order of 
filing date of the application which the amendment concerned, 
i.e., amended cases with the oldest filing date were examined 
first. Under the new procedure, amended cases will normally 
be examined in the order in which the amendment or other 
response is received, i.e., amendments that are received first will 
normally be examined first. 

Effective with this issue of the Official Gazette (Trademark 
Section) in order to reflect more accurately the condition of 
division dockets, the column reporting the date of the oldest 
amended application in each division has been changed to 
indicate the date of receipt of the oldest filed amendment. Under 
this new method of reporting the oldest date of receipt of a filed 
amendment upon which no action has been taken by an 
Examiner will be indicated for each division of the Trademark 
Examining Operation. 


RENE D. TEGTMEYER, 
Assistant Commissioner. 


[889 O.G. TM 6] 


July 15, 1971. 


(214) Trademark Office Actions 
Effective immediately Applicants or their attorneys will be 
provided with only one carbon copy of any office action, and 
the mailing of an additional carbon ccpy will be discontinued. 
This change is consistent with the current practice in the 
patent examining operations and should result in greater effi- 
ciency in the preparation and mailing of office actions. 


ROBERT GOTTSCHALK, 
Commissioner of Patents. 


[895 O.G. TM 238] 


Feb. 7, 1972. 
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(215) 


Petition to Make Trademark 
Applications Special 


The practice of expediting the prosecution of new trademark 
applications on request of the applicant (accelerated prosecu- 
tion) was rescinded, effective Aug. 1, 1971 (36 F.R. 13231, July 
16, 1971; 825 O.G. 2). This action was taken after acareful 
of the practice, including a recommendation of the Public 
Advisory Committee for Trademark Affairs that the Patent 
Office terminate accelerated prosecution of trademark i 
tions. The study considered both the effect of the on 
the workload of the Trademark Operations and the broader 
interest of examining trademark r 
is equitable to all applicants. 

_ Since the termination of this practice, the Office has expe- 


In the interest of equitable treatment of all applicants, the 
policy of the Office in granting such petitions will be restricted 
to those cases in which particular and very special circumstances 
cake, seus oo 0 Gumeunnhie peailiity ef tame of eduaete 
rights, rather than circumstances which would be equally 
applicable to a large number of other applicants for trademark 
registration. 


ROBERT GOTTSCHALK, 
Commissioner of Patents. 


[897 O.G. TM 2] 


Mar. 13, 1972. 


(216) Title 37...Patents, Trademarks, 
and Copyrights 


Chapter I...Patent Office, Department of Commerce 
Parts 2 and 6...Rules of Practice in Trademark Cases 
International Trademark Classification 


A proposal was published at 37 F.R. 6404 to revise 


§ 6.1 of the Rules of 
Office 


subject of the “Nice Agreement Concerming 
Classification of Goods Goods and Services for the Purposes of the 
Registration of Marks” of 1957, as revised at Stockholm on 
July 14, 1967) as the primary classification of goods and services 
of trademzrks and service marks. Pursuant to 


hearing was held on June 14, 1972. Full consideration has been 
given to all matter presented, and changes in the text of the 
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ae oe ae It has been 
determined that adoption of the international classification 
system is desirable. 

The Patent Office has studied the international classification 
and, since Mar. 5, 1968, has indicated the appropriate interna- 
tional class in all publications and on all issued registrations and 
renewals as a subsidiary classification. Based on this experience 
and the comments received, it is now believed that adoption 
of the international schedule as the primary classification system 
is desirable. The international system is easier to administer 
because of fewer classes of goods and the availability of an 
alphabetical listing of goods and services. 

The Nice Agreement provides for an International Commit- 
tee of Experts whose objective is to keep the classification 
current. The classification of specific goods and services is set 
forth in the Alphabetical List entitled “International Classifi- 
cation of Goods and Services to Which Trademarks Are 
Applied” (published by the World Intellectual Property 
zation). In addition, the International Trademark Classification 
List contains the names of the classes setting forth the basic 
contents of each class. The Alphabetical List also — 
explanatory notes which serve as guidelines for determining the 
appropriate international class for a specific product or service. 

The alphabetical listing within the International Trademark 
Classification Manual is currently used by the Office as a 
guideline for determining the degree of particularity of iden- 
tification of goods. See “Identification of Goods and Services 
in Trademark Applications,” 36.F.R. 13232; July 16, 1971. 

Applications for registrations filed on or after Sept. 1, 1973, 
and registrations issuing thereon, will be classified according 
to the international classification set forth in the new § 6.1. 
hoeare: , the international classification is adopted under 
Section 30 of the Trademark Act of all purposes under the statute 
and rules; and, therefore, will be the criterion for determining, 
inter alia, fees. 

Applications for the registration of marks filed on or before 
Aug. 31, 1973, es Or petitions to revive or oppositions filed 
in connection with said applications, and affidavits, renewals 
and petitions for cancellation filed in connection with registra- 
tions issuing thereon, will continue to be under the 
classification system existing at the time the mark was registered. 

All applications which are published and registrations which 
are issued will carry both the gs international classi- 
fication and existing U.S. classi ion number. 

An insufficient fee, in connection with an appeal or oppo- 
sition on any application or in connection with an affidavit or 
renewal filed in connection with any registration, will not render 
the same unacceptable, if the proper fee is submitted within a 
time limit set forth in a notification of the defect, providing the 
proper fee for at least one class has been originally submitted 
within the applicable time limit. This will be the case even if 
the full fee is not received within the sixth year in the case of 
an affidavit filed under Section 8 or before the end of the 
twentieth year, including the grace period, in the case of renewal 
applications, or within the six-month statutory response period 
in the case of an appeal, or within the thirty-day opposition 
period, or any extension thereof in the case of the filing of an 
opposition. 

The existing classification system will continue to be used 
for searching registered and pending marks until all documents 
in the search file are organized on the basis of the international 
system of classification. Until this changeover 
is effected, the U.S. class designation will continue to be printed 
on all published applications and registrations issued under the 
existing or the international classification system to facilitate 
searching on the basis of the existing U.S. system of classifi- 
cation. 

Until all applications filed on or before Aug. 31, 1973, have 
been disposeu of, the trademark sections of the Official Gazette, 
which are organized by class, will include two sections: one for 
applications —— or registrations issued on the basis of 
applicati on or before Aug. 31, 1973, organized by class 
according to the U.S. schedule of classes; the other section for 
wreaions ay “opp or registrations issued on the basis of 

on or after Sept. 1, 1973, ee ae 
poner ney to the new international schedule. 
Certification marks and collective membership marks will 
le ees Oe ES ee SO 
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Efforts will be made to have the International Trademark 
Classification List printed by the Government Printing Office 
or otherwise assure the availability of the List from local sources. 
Notification will appear in the Official Gazette when the List 
is available from local sources of the Government Printing 
Office. 

The English edition of the “International Classification of 
Goods and Services to Which Trademarks Are Applied” can 
presently be ordered from: 


Sales Branch, The Patent Office, Block C 
Station Square House, St. Mary Cray 
Orpington, Kent, England 


Certain modifications and additions to the international 
trademark classification have been published as supplements 
and are also available from the British Office. In addition, and 
inasmuch as the World Intellectual Property Organization 
(WIPO) has issued the List in several languages, it is anticipated 
that an English version will be published by that organization. 

We have been advised by the Patent Office of the United 
Kingdom that the only acceptable methods of payment for the 
International Trademark Classification List are by International 
Postal Money Order or by banker’s draft payable in sterling and 
drawn on a bank in the United Kingdom. 


ese eee 


ROBERT GOTTSCHALK, 

May 14, 1973. Commissioner of Patents. 

BETSY ANCKER-JOHNSON, 
Assistant Secretary for 

Science and Technology. 


Published in 38 F.R. 41681, June 4, 1973 
[911 O.G. TM 210] 
(Note: Rule 2.85 (Classification schedules) was revised and 
Rule 6:1 (International schedule of classes of goods and serv- 


ices) was established as of September 1, 1973 by this notice; 
prior U.S. schedule of classes was redesignated as Rule 6.2.) 


(217) Wording In Verification or Declaration of 
Trademark Application 


Applicants and attorneys are requested to use the following 
wording in the part of the verification or declaration of the 
trademark application. which indicates the-signer’s belief that 
the mark applied for does not resemble another person’s mark: 


—that no other person, firm, corporation, or association, 

to the best of his knowledge and belief, has the right 
to use such mark in commerce either in the identical: 
form thereof or in such near resemblance thereto as to 
be likely, when applied to the goods of such other person, 
to cause confusion, or cause mistake, or to deceive: — 


The wording emphasized conforms to the language of both 
Sections 1(a)(1) and 2(d) of the Trademark Act of 1946. 

Some applicants and attorneys, instead of using the wording 
emphasized above, are still using the now obsolete wording “as 
might be calculated to deceive” which was promulgated in the 
forms under the Trademark Act of 1905 and inadvertently 
continued by the Act of 1946 up to October 1962 in Section 
1(a)(1) and in the forms connected with the Act. Section 1(a)(1) 
of the 1946 Act was amended by Act of October 9, 1962 (Public 
Law 772, 87th Congress, 76 Stat. 769) to conform it to the 
1 of Section 2(d) of the 1946 Act, since the 
of ion 2(d) reflects the thinking at the time the 1946 Act 
was written. The wording of the trademark forms for the 1946. 
Act has also been amended appropriately. 

It is desirable that proper wording be used. However, since 
the differences in wording referred to above are considered to 
be differences of form rather than of substance. Examiners will 
not require new verifications or declarations. When the obsolete. 
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wording is observed and a letter is to be written for other reasons, 
Examiners will at that time call attention to the fact that the 
wording is obsolete and should be modified in applications in 
the future. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Trademarks. 


Mar. 25, 1974. 
{921 O.G. TM 186} 


(218) Standardized Disclaimers 

Beginning with the Nov. 9, 1982 issue of the Official Gazette, 
disclaimers in marks published for opposition and in those 
registered on the Supplemental Register will be printed in a 
standardized form, regardless of the text submitted. Certificates 
of registration for marks issued on the Supplemental Register 
will also contain the standardized disclaimer as of that date. 
Certificates of registration for marks issued on the Principal 
Register will contain the uniform statement beginning Feb. 1, 
1983. The disclaimed matter will be taken from the disclaimer 
of record and inserted into a standardized disclaimer for printing 
and data base purposes. The new disclaimer text will take the 
following form: 


No claim is made to the exclusive right to use 
apart from the mark as shown. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Aug. 30, 1982. 
[1022 TMOG 44] 


(219) Trademark “Revivals” and “Reinstatements” 


It would be of great assistance to the Office if the heading 
or caption of “Petitions to Revive” or “Requests for Reinstate- 
ment” of abandoned trademark applications carried the follow- 
ing identifying data: 


1. Address Paper to the Attention of: 
Office of Director, Trademark Examining Operation 
2. Serial Number 
3. Mark 
4. Applicant’s Name 
5. A title indicating the nature of the paper 


Use of this heading for “Petitions to Revive” or “Requests 
for Reinstatement” of abandoned trademark applications will 
help ensure that the papers are promptly routed to the proper 
Office, which will prevent-needless delay in its consideration. 


MARK M. NEWMAN, 
Director, Trademark 
Examining Operation. 


[1046 TMOG 13] 


Aug. 13, 1984. 


(220) T-Search Printouts as Section 2(d) References 
As part of its ongoing automation program, the PTO is 
pleased to announce that on or about July 1, 1986, Trademark 
Examining Attorneys will use the automated Trademark search 
system (T-Search) exclusively for searching word marks. The 
Attorneys will use computer s to advise 
applicants about Section 2(d) references. The will 
include computer-generated facsimiles of the , where 
appropriate. The printouts will be used for word marks, whether 
the word is oO ee 
Photocopies of certificates of registration will continue to be 
used for design marks. 
The Patent and Trademark Office, in consultation with the 
Public Advisory Committee for Trademark Affairs, has estab- 
lished accuracy standards for the computerized data. Data 
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elements which are not essential for examiner searching are 
being systematically checked and corrected. The following data 
elements which are essential for examiner searching purposes 
are essentially complete: 


MARK 

SERIAL NUMBER 
REGISTRATION NUMBER 
FILING DATE 
REGISTRATION DATE 
GOODS AND SERVICES 
INTERNATIONAL CLASS 
U.S. CLASS 


SNPAYVSYPS> 


Seneette Re eens Coals aaa 
information that appears on the certificate of registration with 
one ¢ . If an application for registration was based on 
Section 44, 15 U.S.C. 1126, the will indicate that the 
registration or application was filed under the provisions of 
Section 44 (using the notation “SECT 44”). The printout will 
also show the priority date if the application was filed under 
the provisions of Section 44(d). However, it will not indicate 
the country or certificate number of the foreign registration on 
which the U.S. registration was based. 

The printouts will also contain additional registration infor- 
mation which was not provided under the non-automated 
system, as follows: 


A. 0 eee 
ee ee registration, such as by an 
amendment of the mark or identification of goods/serv- 
ices. The current information will be displayed in the 
printout. 


B. Affidavits—This indicates that a Section 8 affidavit of 
continued 


republished under the provisions of Section 12(c). 


C. Renewals—Applicable renewal information, such as “Ist 
Renewal” or “2nd Renewal” will be shown. 


D. Owner—In addition to listing the original registrant, the 


The following provides an explanation of the terms/symbols 
used in the printout: 


1. Goods or services appearing in double parentheses 
yy” were not included in a Section 15 affidavit. 


' year, month and 
June 20, 1 3 will appear as 1983. 

4. Goods and services will be indicated with the international 
class (IC), the prior U.S. classification (US), the iden- 
a = and date of first use in 


5. Registrants (OWNER) wil be listed showing the owner's 
St Se aoe individual, partnership, 
corporation), cour yam serena 


6. Posed coat —tits exsea ts cxmealy'o teams old td 
has no bearing on the registration information. 

7. Design search code—This is also merely an aid for com- 
puterized searching of design marks, by which a number 
Rp nme 
no bearing on the information. 

8. pe is indicates the of the 

—————— 


1—typed drawing 
2—design only ; 
3—-words, letters and/or numbers and design 4—words, 
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4¢letters and/or number in block form (block 
letters; not typed drawing) 

5—words, letters and/or numbers in a stylized form 
6—sound marks 


stylized word mark follow. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


June 23, 1986. 
An example of a computer printout and a facsimile of a 


Occument 1 of 1 fer £5 1: FD 13517E6/RN,=N 


WORD MAFY. 
TRANELAT ION 


MARK DRAWING CODE 


SERIAL NUMBES 

FILING DATE 

CHANGE IN REGISTRATION 
REGISTRATION NUMSER 
REGISTRATION DATE 
OWNER NAME AND ADDRESS 


SECTION 44 INDICATOR 
FOREIGN PRIOR: TY DATES 
DISCLAIMER 


TYPE OF MARY 
RESISTER 


TNESS 1 


[1068 TMOG 7] 


LINEA ADRIAN® 

THE WOPDS “LINEA ADRIANO* IM THE MARK MAY EE 
TRANSLATED? INTC ENGLIGH AS “LINE HADRIAN" 

1C 025: US 039: S$ & S: ARTICLES OF CLOTHING 
FOS MEN, NAMELY JACHVETS. COATS, SUITS, 
TROUSERS, JUMPERS, SHIRTS AND TICS 

45} WORTS, LETTESS, AND/OS NUNMEESS it! 
STYLIZED FORM 

73-44€250 

1983.49.06 

CHANGE IN REGISTRATION HAS OCCUISRET 

1351766 

1925.07.39 

(REGISTRANT) RITEX AG KLEIDERFABRIK ZOSINGEN 
SORPORATION. SWITZERLAND FUNKENSTRASSE 10 

ZOF INGEN AARGAL! Swi TZERLArID 

SECT 44 

1383.06.29 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


USE “LINEA” APART £SROM THE MARK AS SHOWN 
TRADEMARK 


PRINCIPAL 





JANUARY 2, 1990 


(221) Trademark Drawings 

Effective July 3, 1989, the requirement of Trademark Rule 
2.52(c) (37 CFR {g49 2.52(c)) that drawings in trademark 
en ee a ee ee 
strictly enforced for the purpose of assi a filing 
pursuant to Trademark Rule m. 21(aX3) (37 CFR rr 
2.21(a)(3)). [This notice rescinds the prior notice this 
issue in the Official Gazette of June 30, 1987, at 1079 12.] 

The drawing size limitation is necessary to permit entry of the 
drawing in the au’ trademark search system (T-Search) as 
soon as possible after receipt of the application by the Patent and 
Trademark Office (PTO). Oversized or poor quality drawings 
require additional processing before they can be digitized (cop- 
ied) and entered in T-Search. If the PTO must reduce a drawing. 
not only is there often a loss of detail and overall drawing quality, 
but drawing reduction processing lengthens the time before the 
mark and information about the application are available to the 
public. Furthermore, an oversized drawing that is not reduced by 
the PTO cannot be scanned in its entirety for entry in T-Search, 
resulting in the possible loss of portions of the mark. 

Enforcement of the drawing size limitation rule as'a require- 
ment for receipt of a filing date will permit the PTO to expedite 
application processing and permit the applicant to control the 
reduction process and, thus, control the quality of the represen- 
tation of the mark as it will appear in T-Search, in the Official 
Gazette, and on the registration certificate. 

The Trademark Law Revision Act of 1988 [Title 1 of Pub. L. 
100-667, 102 Stat. 3935 (15 U.S.C. 1051)] will be implemented 
on Nov.16, 1989. Two important provisions of the new law are 
that (1) an application for registration of the Principal Register 
may be filed based upon a bona fide intention to use a mark in 
commerce (15 U.S.C. 1051(b), as amended), and (2) for all 
applications filed on or after Nov. 16, 1989, upon the registration 
of a mark on the Principal Register, the application filing date 
becomes a constructive date of first use of the mark (15 U.S.C. 
1057(c), as amended). Therefore, expedited processing to per- 
mit timely public notification of the filing of an application on the 
Principal Register will be particularly important. 


JEFFERY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Apr. 3, 1989 
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(222) Examination Guide 

The following examination guide concerns the implementa- 
tion of The Trademark Law Revision Act of 1988, Public Law 
100-667, 102 Stat. 3935, and the amended Rules of Practice in 
Trademark Cases, 37 C.F.R. Part 2, which take effect on Novem- 
ber 16, 1989. The guide is to be used in conjuction with Revision 
7 to The Trademark Manual of Examining Procedure. 

The guide presents a comprehensive statement of the revi- 
sions to Office policy and procedure related to the referenced 
amendments to the Trademark Act and rules. To the extent that 
the policies stated in the guide conflict with policies set forth in 
Revision 7, the provisions of the guide are controlling. Those 
policies set forth in Revision 7 which do not conflict with the 
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Preface 


On November 16, 1988, the President signed The Trademark 
Law Revision Act of 1988 into law, Public Law 100-667, 102 
Stat. 3935 (the 1988 amendments). The 1988 amendments, 
which take effect on November 16, 1989, represent the most 
significant reform in United States trademark law since the 
enactment of The Trademark Act of 1946, 15 U.S.C. Section 
1051 et seq. (the Act). The principal purpose of this examination 
guide is to provide a comprehensive statement of revisions to 
Office policy and procedure associated with the 1988 amend- 
ments. 

The Rules of Practice in Trademark Cases, 37 C.F.R. Section 
2.1 et seq., have also been revised effective November 16, 1989, 
principally to incorporate the provisions of the 1988 amend- 
ments. The rules were also revised to update Office policy in 
other respects. These additional revisions bring the rules into 
conformity with current Office practice in several areas and 
reflect changes in practice dictated by decisions such as the 
Trademark Trial and Appeal Board decision in Crocker Na- 
tional Bank v. Canadian Imperial Bank of Commerce, 223 
USPQ 909 (TTAB 1984). This guide will also set forth these 
additional revisions to Office policy and procedure reflected in 
the rules. The revisions discussed here were published in final 
form on September 11, 1989, with the exception of the revisions 
to Trademark Rules 2.42 and 2.186, 37 C.F.R. Sections 2.42 and 
2.186, which were published in final form on August 22, 1989, 
in conjunction with other revisions related to proceedings before 
the Trademark Trial and Appeal Board. All revisions published 
on both dates take effect on November 16, 1989. References in 
this guide to the rules relate to the rules as amended on November 
16, 1989. 

The most significant amendment to the Act is a provision 
permitting the filing of applications to register marks on the 
Principal Register based on a bona fide intention to use a mark in 
commerce, before actual use (intent-to-use applications). The 
examination guide will discuss the administration of this provi- 
sion in detail. However, intent to use and other provisions of the 
1988 amendments required revisions in policies and procedures 
affecting virtually all applications and all aspects of processing. 
Please read the entire guide carefully to become familiar with all 
of the provisions. 

The first major section of the guide presents the requirements, 
policies and procedures related to intent-to-use applications. The 
second major section addresses provisions affecting all applica- 
tions. The next two sections address provisions related to other 
specific types of applications, and the final section addresses 
multiple bases and changes in the basis for re 

The policies set forth in this guide apply to all applications, 
affidavits and renewals filed on or after November 16, 1989, 
unless specifically indicated otherwise. The stated policies also 
apply to any action taken on or after November 16, 1989, with 
respect to applications filed before that date, unless specifically 
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indicated otherwise. To the extent that the = and proce- 
dures set forth in this examination guide conflict with policies or 
procedures set forth in the Trademark Manual of Examining 
Procedure (TMEP) or other statements of Office policy, the 
provisions of this examination guide are controlling. Note 
cially the discussion below concerning the application of the rule 
restricting amendments to the identification of goods and serv- 
ices to pending applications. 


JAMES T. WALSH 
Administrator for Trademark 
Policy and Procedure 


DAVID E. BUCHER 
Director, 
Trademark Examining Operation 


A. INTENT-TO-USE APPLICATIONS 
1. General Overview 
a. Summary of Application Flow 


The 1988 amendments revise Section 1 of the Act to permit 
filing of an application to register a mark on the Principal 
Register based on a statement of a bona fide intention to use the 
mark in commerce. Trademark Act Section 1(b), 15 U.S.C. 
Section 1051(b). The Act, as amended, further requires that such 
an applicant use the mark in commerce before issuance of the 
registration. The Act thus requires that the applicant file either an 
amendment to allege use or a statement of use before, and as a 
precondition to, the issuance of the registration. Trademark Act 
Sections 1(c) and 1(d), 15 U.S.C. Sections 1051(c) and (d). 

The principal difference between the amendment to allege use 
and the statement of use is the time of filing. The amendment to 
allege use may be filed during initial examination, that is, after 
filing of the application but before either approval of the mark for 
publication or the expiration of the riod after issu- 
ance of a final action. Trademark Rule 2.76 (a), 37 C.F.R. 
Section 2.76(a). If the ammendment to allege use is acceptable 
and the application is otherwise in condition for publication, the 
mark will be published for opposition. After publication, the 
application will be processed in the same manner as an applica- 
tion based on use. If the application is not opposed, or if the 
applicant prevails in all oppositions filed, the application will 
proceed to registration. 

If the applicant does not file an acceptable amendment to 
allege use during initial examination or if it is withdrawn, and the 
application is otherwise in condition for publication, the mark 
will be published for opposition. If the application is not 
opposed, or if the applicant prevails in all oppositions filed, the 
Office will issue a notice of allowance under Trademark Act 
Section 13 (b)(2), 15 U.S.C. Section 1063 (b)(2). The applicant 
must file a statement of use within six months of the issuance of 
the notice of allowance or within an extension of time granted for 
filing of the statement of use. Trademark Act Section 1(d), 15 
U.S.C. Section 1051(d). The applicant may not file the statement 
of use before issuance of the notice of allowance. Trademark 
Rule 2.88(a), 37 C.F.R. Section 2.88(a). This. period after ap- 
proval for publication and before issuance of the notice of 
allowance during which the statement of use may not be filed is 
referred to as the blackout period. The statement of use will be 
examined as discussed below. 

The applicant may request extensions of time for filing the 
statement of use under Trademark Act Section 1(d), 15 U.S.C. 
Section 1051(d). The applicant may request one six-month 
extension without a showing of good cause and four additional 
six-month extensions with a ing of good cause. Trademark 
Rule 2.89, 37 C.F.R. Section 2.89. Extensions of time are dis- 
cussed below in detail (A.7.). 

Please note that any reference to “initial examination” refers 
to examination of an intent-to-use ication before approval 
for publication. The examination after filing of the statement of 
use will be referred to.as“examination of the statement of use.” 
Also, please note that the “notice of allowance” refers to a new 
document required under the 1988 amendments. To avoid con- 
fusion, the term “allowance” will be used only in reference to 
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this document and this phase of processing intent-to- use appli- 
cations. Therefore, this will use the term “approval for 
publication” rather than “allowance for publication” to avoid 
any confusion with the notice of allowance. 

As discussed in more detail below, the examining attorney 
must raise and dispose of all possible issues in the 
during the initial examination. During examination of the state- 
ment of use, the examining attorney may not issue requirements 
or refusals which could or should have been presented in the 
initial examination unless the failure to do so initially was aclear 
error as defined below (A.9.b.). 


review all statements of use to determine whether they meet the 
minimum requirements to be forwarded for examination on the 
merits, in the same way that the Application Section reviews the 
initial ee with filing requirements. If the 
statement of use meets the minimum requirements, it will be 
referred to the e: attorney in the law office for examina- 
tion on the merits. The paralegals im the ITU Unit will also review 
and act on all requests for extensions of time to file statements of 
use. 


b. Constructive Use Priority 


Trademark Act Section 7 has also been amended to provide 
that the filing of any application for registration on the Principal 


appl 

into a registration. Trademark Act Section 7(c), 15 '!.S.C. Sec- 
tion 1057(c). Upon registration, filing thus affords the appli 
nationwide priority over others except parties who had used the 
mark before the applicant's filing date, parties who had filed in 
the Office before the applicant or parties who are entitled to an 
earlier priority filing date bascd on the filing of a foreign appli- 
cation under Trademark Act Section 44(d), 15 U.S.C. Section 
1126(d). 

The Office will not amend the filing date of any application 
filed before November 16, 1989, to a date on or after November 
16, 1989, for the purpose of affording the applicant whatever 
benefit the constructive use date may provide. 


c. Application Requirements 


Intent-to-use applications must comply with all of the require- 
ments of the Act and relevant regulations in all respects except 
as specifically noted in this guide. ForesngtaApareidenedl 
Sections 2(e)(1), Ne ne 
cations as well as to other applications. This section of the guide 
will focus on those requirements, policies and procedures related 
to intent-to-use applications which differ from those related to 
the filing and processing of other applications. 


d. Applications Not Accepted Until Effective Date 


The Office will not any intent-to-use applications filed 
before November 16, 1989. If any such application is received 
before that date, the Office will return the application. If an 
Payne manne tay yet A Ae 


reexecute the declaration verifying its statement 
intention to use the mark in commerce if the i 
determines that the delay between execution and 
unreasonable. 


2 bona fide 


attorney 
ing was 


All intent-to-use and Section 44 applicants must file the 
application within a reasonable time after execution to ensure the 
statement of intent is valid at the time of The guidelines 
governing the reasonableness of the lapse of time are the same as 
those which apply to use applicants. 
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e. Good Faith 


The Act specifies that an applicant may file an application 
based on a bona fide intention to use a mark in commerce 
“ under circumstances showing the good faith of such per- 
son.” Trademark Act Section 1(b), 15 U.S.C. Section 1051(b). 
The Office will not evaluate the good faith of an applicant in the 
€x parte examina- tion of applications. The applicant's sworm 
statement of a bona fide intention to use the mark in commerce 
will always be.sufficient evidence of good faith in the ex parte 
context. Consideration of issues reiz:ted to good faith is appropri- 
ate in an inter partes proceeding. 


2. Filing-Date Requirements 


Trademark Rule 2.21, 37 C.F.R. Section 2.21, sets forth the 
minimum requirements for receiving a filing date for an intent- 
to- use application as well as other types of applications. These 
minimum formal requirements do not include all of the require- 
ments which may ultimately apply for registration of the mark, 
but merely those requirements which must be met to receive a 
filing date. Please note the discussion below of those require- 
ments for receiving a filing date which apply to all applications, 
in particular, the requirement that the application include a 
declaration or verification signed by the applicant to receive a 
filing date (B.1.). 

With specific reference to intent-to-use applications, the 
application must include the following elements to receive a 
filing date: the name of the applicant; the name and address to 
which communications can be directed; a drawing of the mark 
substantially meeting all of the requirements of Trademark Rule 
2.52, 37 C.F.R. Section 2.52; an identification of goods or 
services; a claim of a bona fide intention to use the mark in 
commerce; a verification or declaration under Trademark Rule 
2.33(b), 37 C.F.R. Section 2.33(b), signed by the applicant; and 
the required filing fee for at least one class of goods or services. 

In the case of an intent-to-use application, as in the case of all 
applications, if the application lacks any of the elements speci- 
fied as necessary to receive a filing date, the application will be 
denied a filing date and all papers returned to the applicant with 
an explanation as to the deficiency. TMEP section 704. If an 
application which lacks one or more of the elements required for 
receiving a filing date is referred to the law office for examina- 
tion in error, the examining attorney should return the case to the 
Application Section for appropriate handling. If the examining 
attorney discovers that an element was lacking after taking an 
action in the case, the examining attorney should issue a refusal 
on the ground that the application was not eligible to receive a 
filing date. TMEP section 705.02. 

The fee for filing an intent-to-use application is the same as the 
filing fee for any other application, $1 75.00 per class. 


3. Application Requirements - Initial Examination 


In an intent-to-use application, the examining attorney will 
potentially examine both the application and a statement of use. 
After receipt of the application, the Office will perform the initial 
examination of the application to determine whether the mark is 
eligible for registration, but for the lack of use. If it is found to be 
eligible, the mark will be approved for publication and published 
for opposition. If the applicant has not submitted an amendment 
to allege use before publication, and the application is not 
opposed or survives all oppositions filed, the Office will issue a 
notice of allowance. Trademark Act Section 13(b), 15 U.S.C. 
Section 1063(b); Trademark Rule 2.81, 37 C.F.R. Section 2.81. 
In such a case, the applicant must submit a statement of use. 
Trademark Act Section 1(d)(1), 15 U.S.C. Section 1051(d)(1); 
Trademark Rule 2.88, 37 C.F.R. Section 2.88. If an amendment 
to allege use is filed and accepted, the application will be 
processed in the same manner as a use application from that point 
forward. 

This section addresses examination before publication only; a 
later section will discuss the filing and examination of the 
statement of use after issuance of the notice of allowance. 

The examining attorney must examine and act on all possible 
issues inthe initial examination of the application. The intent- to- 
use application is subject to the same requirements and examina- 
tion procedures as all other applications, except as specifically 
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a. Drawings 


The examination of the drawing in initial examination, before 
submission of any amendment to allege use and specimens, will 
focus primarily on the form of the drawing and compliance with 
Trademark Rule 2.52, 37 C.F.R. Section 2.52. The examination 
of the drawing after submission of an amendment to allege use 
is discussed below (A.4.d.iv.). As in any other application, the 
applicant may not amend the mark in a drawing if the amendment 
constitutes a material alteration of the mark. In re The Wine 
Society of America, Inc., Serial No. 662,515 (TTAB, April 6, 
1989). The applicant may not add or delete matter if the amend- 
ment would alter the character of the mark. 

Please note the discussion below concerning the requirement 
in all applications that special-form drawings not exceed four 
inches by four inches to receive a filing date (B.1.b.). 


b. Statutory Averments and -the Identification of Goods and 
Services 


The application must include a statement that the applicant has 
a bona fide intention to use the mark in commerce with respect 
to specific goods and services as well as the other averments 
specified in Trademark Act Section 1(b), 15 U.S.C. Section 
1051(b). Trademark Rule 2.33(b)(2), 37 C.F.R. Section 
2.33(b)(2). If the application does not include the averments, the 
examining attorney must require a new verification including all 
necessary averments. 

The general requirements related to identification of goods 
and services discussed below apply to intent-to-use applications 
as well as to all other applications. Under Trademark Rule 
2.71(b), 37 C.F.R. Section 2.71(b), “the identification of goods 
or services may be amended to clarify or limit the identification, 
but additions will not be permitted.” The policies governing the 
application of this revised rule are discussed in detail below 
(B.6.) with examples and merit special attention. 

Furthermore, under long-standing Office policy, the identifi- 
cation of goods and services must be specific and definite. Cf. Jn 
re Societe Generale des Eaux Minerales de Vittel S.A., 1 
USPQ2d 1296 (TTAB 1986), rev'd on other grounds, 824 F.2d 
957, 3 USPQ2d 1450 (Fed. Cir. 1987). 

As noted above, the Office will not examine the applicant’s 
good faith in relation to the identification of goods or services or 
otherwise. Consideration of this issue is more appropriate in an 
inter partes proceeding. 

In suggesting identifications, examining attorneys should not 
be overly restrictive. See In re Sentry Chemical Company, 230 
USPQ 556 (TTAB 1986). 

Because applicants may only limit or clarify the goods and 
services, the examining attorney should provide appropriate 
cautions to the applicant in requiring amendment to the identifi- 
cation of goods and services. When appropriate, the examining 
attorney should advise the applicant that goods or services 
explicitly deleted by amendment may not be reinserted at a later 
point in prosecution. Examining attorneys should take particular 
attention in the case of pro se applicants to ensure that they are 
aware of the restrictions related to amendments to the identifica- 
tion of goods and services. 


c. Examination for Use as a Trademark or Service Mark 


The Office will not examine the issue of use as a trademark or 
service mark in the initial examination of an intent-to-use appli- 
cation unless the applicant has submitted specimens of use in 
conjunction with an amendment to allege use under Section 1(c). 
However, as noted below (A.4.d.), if the applicant withdraws an 
amendment to allege use, the specimens remain of record, but the 
examining attorney may not consider or act on any such speci- 
mens in relation to the issue of use. 


d. Examination under Sections 1, 2(a), 2(b), 2(c) and 2(e) 


To the fullest extent possible, the examining attorney will 
examine the intent-to-use application for registrability under 
Trademark Act Sections 1, 2(a), 2(b), 2(c) and 2(e), 15 U.S.C. 
Sections 1051, 1052(a), (b), (c) and (e), according to the same 
procedures and standards which apply to any other application. 
The examining attorney should investigate all possible issues 
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agains apaeRy ate See ee Sa. 
able sources. If appropriate, the examining attorney should 
request that the applicant provide literature or explanation con- 
ee eee eee ——- 
Section 2.61(b). The examining attorney should request such 
information relevant to the types of goods or services or the trade, 
in general, or similar general information. The examining attor- 
ney should not request information regarding use of the specific 
mark in relation to the goods or services. 

First and foremost, the examining attorney must develop 
evidence during the initial examination from sources other than 
the applicant. The examining attorney may not make any inquiry 
or request any information premised on use of the mark before 
the applicant files an amendment to allege use. If the applicant 
submits an amendment to allege use during the initial examina- 
tion, the examining attorney may then obtain relevant informa- 
tion from the applicant in the same manner as would apply in any 
application based on use unless the amendment to allege use is 
withdrawn. 

The examining attorney must raise all possible issues under 
these sections in the initial examination of the As 
discussed more fully below (A.9.), eee eee 
issuance of a requirement or refusal examination of the 
statement of use if the issue could or should have been treated in 
the initial examination, unless the failure to do so in initial 
examination constitutes a clear error. “Clear error” means an 
error which, if not would result in issuance of a 

in violation of the Act. The and applica- 
tion of this standard are discussed in detail below (A.9.b.). 


e. Examination under Section 2(d) 


The examining attorney will perform a search and will issue 
refusals, as appropriate, under Trademark Act Section 2(d), 15 
U.S.C. Section 1052(d), in the case of an intent-to-use - 
tion. The determination of likelihood of confusion under 
2(d) in an intent-to-use application does not differ from the 

ion in any other type of application. The examining 
attorney should consider questions concerning the scope of the 
goods and services and related goods and services in determin- 
ing likelihood of confusion under the standards which have 
historically governed in applications based on use or based on a 
foreign application or registration. 

For the purpose of priority among pending appli- 
cations, the intent-to-use application will be wes treated in the same 
manner as any other application. For purposes of publication for 
Opposition, an intent-to-use application will receive priority over 
any application which has an effective filing date later than the 
intent-to-use application. 

For the purpose of determining priority between two applica- 
tions which have the same filing date, the application with the 
earlier date of execution will be accorded priority for of 
publication for opposition. Trademark Rule 2.83(b), 37 C.F.R. 
Section 2.83(b). This would apply whether one or both of the 
applications are intent-to-use app! 

Also, an intent-to-use application, like any other application, 
cannot serve as the basis for a formal refusal under Section 2(d) 
until the application has matured into a registration. 


f. Claims of Acquired Distinctiveness under Section 2(f) 


An intent-to-use applicant may not assert that a nondistinctive 
designation has acquired distinctiveness under Trademark Act 
Section 2(f), 15 U.S.C. C. Section 10520). until the applicant has 
submitted an amendment to allege use or a statement of use. A 
claim of acquired distinctiveness, by definition, requires prior 
use. Section 2(f) is limited by its terms to “a mark used by the 
applicant.” be erp mernemerny epee nee nd 
claim of acquired distinctiveness filed before submission of 
amendment to allege use or statement of use. The 
attorney should consider and act on any claim of 
acquired distinctiveness filed afer such ime inthe same manne 
and according to the same standards which would apply to any 
other application. 
Please note the discussion below of the revision regarding 
five-year claims of acquired distinctiveness (B.7.). 


g. Intent-to-Use Applications and the Supplemental Register 
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An intent-to-use applicant may not seek 
Supplemental until the applicant ha 
mark Rule 2.75(b) CFR. tion 2.75(b). eof oe, Tae 
ino tainendit es Soutien 44, 15 US.C. Section 1126, are 


excepted from the use 
Supplemental Register r frademark Act Section USC 
Shen lie 


If an applicant submits an application for the 
Register based on intent to use, the Office will reject the applica- 
Gantuesnen it wae veld os @iehend Gib aman diaapeeinaes 
applicant with any fees submitted. If any such application 
reaches an examining attorney in error, the examining attorney 
should return the papers to the Application Section for appropri- 
ate action. 

If an intent-to-use applicant does file an acceptable amend- 
ment to allege use or statement of use and an acceptable amend- 
ment to the S . the Office will change the 


effective filing date ofthe application tothe date ofthe filing of 
the amendment to allege use or the statement of use. Trademark 
Rule 2.75(b), 37 C.F.R Section 2.75(b). The examining attorney 
must ensure that the effective filing date has been changed. 
The amendment to allege use or statement of use should be 
examined before any action is taken on an amendment to the 
Supplemental Register. 


4. Amendments to Allege Use under Section 1(c) of the Act 


As stated earlier, an intent-to-use applicant must file either an 
amendment to allege use under Trademark Act Section I(c), 15 
U.S.C. 1051(c), or a statement of use under Trademark Act 
Section ek 15 U.S.C. Section oe 
issuance of the registration. This section will discuss amend- 
ments to allege use only; the statement of use will be discussed 
below (A.8. and 9.). 


a. Form and Permissible Time Period for Filing an Amendment 
to Allege Use under Section 1(c) of the Act 


Any paper which includes an amendment to allege use under 
Section 1(c) of the Act should be entitled “Amendment to Allege 
Use” whether or not it includes other amendments. This title 
should appear at the top of the first . Trademark Rule 
2.76(d), 37 C.F.R. Section 2.76(d). practice is recom- 
scanieh ast snanted’ bp oal sod title ies endo 
processing of papers. The Office will not take any action to 
a 
may file an amendment to allege use under 
Section Itc)of the Avt at any time after filing the and 
approves the mark for 


7 C.F.R. Re Section? 16(8). If the 
period for filing a statement of use, the review and amendment 
clerk will return the amendment to allege use and any fees to the 
applicant. The applicant may resubmit the amendment to allege 
use as a statement of use after issuance of the notice of allowance. 
If the applicant submits a late amendment to use on the 
same paper with other amendments, the review 
Scosutments ant wit advies ae epplisusaatGoatenhanatte 
amendments and will advise the that the amendment to 
allege use is late and must be as a statement of use 
after issuance of the notice of allowance. The review and amend- 
ment clerk will arrange a refund of any fees in conjunction with 
this notification. 
If the amendment to allege use is filed within the time permit- 


tion with a notice of appeal, the Trademark 

Board will institute the appeal, suspend action on the appeal and 
remand the case to the examining attorney to examine the 
amendment to allege use. The examining attorney should con- 
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tinue examination according to standard examining procedures 
until final resolution of all new issues arising in the examination 
of the amendment to allege use. 

If the application becomes abandoned in the course of the 
examination of the amendment to allege use, the examining 
attorney will advise the Trademark Trial and Appeal Board. If 
the application is not abandoned in the course of the examination 
of the amendment to allege use, that is all issues are resolved or 
made the subject of a final action, the examining attorney should 
return the application to the Trademark Trial and Appeal Board 
for resumption of the or other action, as appropriate. 
Trademark Rule 2.142(f)(3), 37 C.F.R. Section 2.142(f)(3). 

The Office will not accept an amendment to allege use during 
the pendency of an ex parte appeal unless the amendment to 
allege use was filed within the six-month response period after 
issuance of the final action from which the appeal was taken. 

The applicant may file the amendment to allege use only after 
the applicant has made use of the mark on or in connection with 
all goods or services for which the applicant will ultimately seek 
registration in the application, unless the applicant specifically 
requests that the application be divided. Trademark Rule 2.76(c), 
37 C.F.R. Section 2.76(c). Trademark Rule 2.87, 37 C.F.R. 
Section 2.87, permits an applicant to divide the application into 
two or more separate applications. While an applicant can 
request division for any reason, the purpose of dividing the 
application in this case would be to effect publication or issuance 
of a registration for goods or services on or in connection with 
which the applicant had already made use while maintaining an 
active application for the remaining goods or services. The 
requirements attendant to submission of a request to divide an 
application are discussed more fully below (B.15.). 

The filing of an amendment to allege use does not relieve the 
applicant of the duty to file a response to an outstanding Office 
action or to take any other action required in the case, including 
the filing of a notice of . As noted, in the case of an appeal, 
the Trademark Trial and Appeal Board will remand the case for 
examination of the amendment to allege use. 


b. Necessary Elements in a Complete Amendment to Allege Use 
under Section 1(c) of the Act 


The amendment to allege use must include the following 
elements: 


i. a verified statement that the applicant is believed to be the 
owner of the mark and that the mark is in use in commerce, 
specifying the date of the applicant's first use of the mark and 
first use of the mark in commerce, the type of commerce, those 
goods or services specified in the application on or in connec- 
tion with which the mark is in use in commerce and the mode 
or manner in which the mark is used; 

ii. three specimens or facsimiles of the mark as used in 
commerce conforming to the requirements of Trademark 
Rules 2.56, 2.57 and 2.58, 37 C.F.R. Sections 2.56, 2.57 and 
2.58; and 

iii. the prescribed fee. 


Trademark Rule 2.76(b), 37 C.F.R. Section 2.76(b). 
The fee for filing an amendment to allege use is $100.00 per 
class. 


c. Minimum Requirements for an Amendment to Allege Use 
under Section 1(c) of the Act 


The amendment to allege use must include the following 
minimum elements to be referred to the examining attorney for 
examination on the merits: 


i. the prescribed fee; 

ii. at least one specimen or facsimile of the mark as used in 
commerce; and 

iii. a verification or declaration signed by the applicant stating 
that the mark is in use in commerce. 


Trademark Rule 2.76(e), 37 C.F.R. Section 2.76(e). 

The review and amendment clerk will conduct a preliminary 
review of the amendment to allege use to determine whether it is 
timely and complies with the minimum requirements. This 
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preliminary review is similar to the review in the Application 
Section for filing-date requirements in a new application. If the 
amendment to allege use is timely and does comply with those 
requirements, the review and amendment clerk will refer the 
application to the responsible examining attorney for examina- 
tion of the amendment to allege use on the merits. 

If the amendment to allege use is untimely, the review and 
amendment clerk will return it to the applicant. If the applicant 
has submitted other amendments on the same paper with an 
untimely amendment to allege use, the review and amendment 
clerk will notify the applicant that the amendment to allege use 
is untimely and will not be considered and wil] process the other 
amendments, as appropriate, without consideration of the 
amendment to allege use. If a fee has been submitted, the review 
and amendment clerk will process the refund of the fee. The 
applicant may resubmit the amendment to allege use as a state- 
ment of use after issuance of the notice of allowance. Trademark 
Rule 2.76(f), 37 C.F.R. Section 2.76(f). 

If the amendment to allege use is timely, but does not comply 
with the minimum requirements specified above, the review and 
amendment clerk will advise the applicant of the deficiency. The 
applicant may correct the deficiencies, provided the applicant 
does so before the mark has been approved for publication or the 
expiration of the response period after issuance of a final refusai. 
Trademark Rule 2.76(a), 37 C.F.R. Section 2.76(a). The review 
and amendment clerk should place the informal amendment to 
allege use in the file with copies of the relevant action advising 
the applicant of the deficiencies. If the applicant does not correct 
the deficiencies before approval of the mark for publication or 
before the expiration of the response period for a final refusal, the 
amendment to allege use will not be examined. In such a case, if 
the applicant has submitted the fee, the fee will not be refunded. 
If the mark is published for opposition, the applicant may file a 
statement of use after issuance of the notice of allowance. 

If the amendment to allege use is not signed, the review and 
amendment clerk will hold it not in compliance with the mini- 
mum requirements and will require that the applicant submit a 
properly signed amendment to allege use. The review and 
amendment clerk will not inquire into the authority of the person 
who signed. The examining attorney will examine this issue if 
and when the amendment to allege use is referred for examina- 
tion on the merits. 

After the review and amendment clerk has taken appropriate 
action with respect to any deficient amendment to allege use, the 
review and amendment clerk will process any other amendments 
filed with the amendment to allege use and will refer the case to 
the responsible examining attorney for appropriate action on 
those other amendments. 

As noted previously, the filing of an amendment to allege use 
does not constitute a response to any outstanding Office action 
in the case. The applicant must respond to any such action within 
the time provided to avoid abandonment of the application. 
Trademark Rule 2.76(g), 37 C.F.R. Section 2.76(g). 

If the review and amendment clerk has issued an action 
holding the proposed amendment to allege use not in compliance 
with the minimum requirements, the examining attorney will act 
on any other amendments in the case without consideration of 
the amendment to allege use. The examining attorney should 
issue requirements or refusals in nonfinal or final form according 
to standard examination procedure without consideration of the 
amendment to allege use. Any specimens submitted, as in the 
case of specimens related to an amendment to allege use which 
is withdrawn, become part of the record and may be relied on in 
relation to issues unrelated to use. 

If the examining attorney determines that the review and 
amendment clerk erred in holding that the amendment to allege 
use did not meet the minimum requirements to be referred for 
examination on the merits, the examing attorney should tele- 
phone to advise the applicant the the amendment to allege use 
will be examined on the merits and to disregard the review and 
amendment clerk’s action citing deficiencies. 


d. Examination of the Amendment to Allege Use by the Exam- 
ining Attorney 


The examing attorney must examine the amendment to allege 
use for compliance with all relevant sections of the Act. If the 
examination of the amendment to allege use raises any issues 
necessitating the issuance of requirements or refusals, the exam- 
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ining attorney must take appropriate action, as discussed below. 
The following sections present examples of issues which should 
be examined in relation to the amendment to allege use. These 
sections do not exhaust all possibilities, but present a general 
framework governing the areas for examination. 


i. Ownership and Proper Execution 


The examing attorney must confirm that the proper party has 
executed the amendment to allege use. The party submitting the 
amendment to allege use must be the same as the applicant or a 
valid assignee under Trademark Act Section 10, 15 U.S.C. 
Section 1060. 

The person who executes the amendment to allege use must be 
entitled to do so on behalf of the applicant. The same persons 
identified as possessing the authority to sign the original appli- 
cation under Trademark Act Section 1, 15 U.S.S. Section 
1051,are the only persons possessing the authority to sign the 
amendment to allege use. That is, only the individual owonercan 
sign for a partnership for an individual applicant, only a general 
partner can sign and only an officer can sign for a corporation or 
association. If the amendment to allege use is not signed by one 
of these persons, the examining attorney must require that the 
applicant submit a substitute amendment to allege use signed by 
a proper person, or that a proper person execute an affidavit or 
declaration verifying the facts as set forth in the amendment to 
allege use. 

The color of authority provision of Trademark Rule 2.71 (c), 
37 C.F.R. Section 2.71 (c), does not apply to amendments to 
allege use. However, the applicant need not demonstrate that the 
person who signed originally had color of authority because the 
applicant may submit a substitute declaration within the re- 
sponse period set in the examining attorney’s action, whether or 
not the person who signed originally had color of authority. The 
specific date on which the applicant submits the amendment to 
allege use does not have the same importsance as the filing date 
for the application or the statement of use, since the amendment 
to allege use can be submitted up to the expiration of the six- 
month response period following a final action, including a final 
action requiring execution by a proper person. 


ii. The Verified Statement and the Identification of Goods and 
Services 


The examining attorney must examine the verified statement 
to ensure that the statement includes the necessary averments, 
that the dates are properly stated, that the type of commerce is 
indicated and that the mode of use is set forth. If the statement is 
defective, the examining attorney must require appropriate 
amendment. 

The examining attorney must also examine the identification 
of goods and services to ensure that it conforms to the goods and 
services specified in the application. The applicant may limit or 
clarify the goods and services, but the applicant cannot add to or 
otherwise expand the identification of goods or services speci- 
fied in the application. 

If goods or services identified in the application are omitted 
from the amendment to allege use, but the applicant has not 
specifically indicated an intention to delete those goods or 
services from the application, the examining attorney should 
confirm that the applicant intends to delete the omitted goods or 
services. The applicant may amend the application to reinsert 
goods or services which have been omitted from the amendment 
to allege use, provided the applicant did not expressly delete the 
goods or services by amendment and provided the applicant 
verifies that it has used the mark in commerce on or in connection 
with the goods or services in an affidavit or declaration under 
Trademark Rule 2.20, 37 C.F.R. Section 2.20. Omission of goods 
or services in an amendment to allege use or statement of use is 
the only instance in which an applicant may reinsert goods or 
services. The general rule is that goods and services once deleted 
by express amendment or omitted from the identification of 
goods and services in a request for an extension of time to file a 
statement of use may not be reinserted in a later amendment. 


iii. The Specimens 


The examining attorney must review the specimens for com- 
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pliance with all relevant requirements. The examining attorney 
must confirm that the designation is used as a mark on the 


whether any issue concerning ownership of the mark is pre- 

The clear-error standard which limits the issues that may be 
raised in examination of the statement of use does not apply to the 
examination of the amendment to allege use. However, the 
examining attorney must raise all possible issues, such as de- 
scriptiveness issues, in the initial examination without regard to 
whether the applicant will file an amendment to allege use or a 
statement of use. The applicant may do either, and the examining 
attorney may be precluded from raising an issue under the clear- 
error standard if the applicant files a statement of use. 

If the applicant submits substitute specimens in conjunction 
with an amendment to allege use, the applicant need not verify 
that the substitute specimens were in use as of any specific date, 
but merely that the substitute specimens were used in commerce 
in connection with the goods or services. 


iv. The Drawing 


Trademark Rule 2.51, 37 C.F.R. Section 2.51, specifies that 
the drawing in an intent-to-use application must be a substan- 
tially exact representation of the mark as intended to be used and 
as actually used upon filing of the amendment to allege use 
before publication or the statement of use after issuance of the 
notice of allowance. Trademark Rule 2.88(j), 37 C.F.R. Section 
2.88(j). An applicant may not amend the mark in a drawing if the 
amendment constitutes a material alteration of the mark. Also, 
the mark in the drawing must agree with the mark as used on the 

s. The same standards which apply to use applications 


the examination of the amendment to allege use. 
Therefore, in an intent-to-use application, the 


call 
tomey must require amendment to the mark or the submission of 
new specimens if the mark in the drawing is not a substantially 


exact of the mark as used on the specimens. 
Trademark Rule 2.72(c), 37 C.F.R. Section 2.72(c). However, if 
amendment of the mark would constitute a material alteration of 
Comet, Coenen ee aa. 
mens only. The same standards applied in use 

densentaing sligthes he equcinens taapan exoel the eagle 
for mark apply to specimens in intent-to-use applications. See 
Examination Guide 2-89. Cf. United Rum Merchants Lid. v. 
Distillers Corp. (S.A.) Lid., 9 USPQ2d 1481 (TTAB 1988). 


e. Issuance of Actions by the Examining Attorney Related to the 
Amendment to Allege Use 


If, upon examination, the examining attorney determines that 
deo sgendiadad te diate om bo ie Gommeaea or that it raises 
new issues in the case, the examining attorney will issue an 
action stating all refusals and requirements arising in the exami- 
nation of the amendment to allege use and incorporating all 
unresolved issues from any ing Office action in the case. 
The action related to the amendment to allege use thus super- 
sedes any outstanding Office action, and the applicant's re- 
sponse on all issues is due six months from the date of the new 
action. The new action will be a nonfinal action since at least 
those issues arising from the examination of the amendment to 
allege use will have been raised for the first time. 

If the amendment to allege use is received before any exami- 
nation of the application, the review and amendment clerk will 
review the amendment to allege use to determine whether it 
complies with the minimum requirements and will take appro- 
priate action. The revicw and amendment clerk will return the 
case to the new case docket after taking appropriate action. When 
the case is reached for examination, the examining attorney will 
examine the ication as a whole, including the amendment to 
allege use, and will issue a first action addressing all issues in the 
case. 

If the review and amendment clerk reviews the amendment to 
allege use and refers it to the examining attorney for examination 
on the merits, the examining attorney should examine the 
amendment to allege use regardless of the status of the applica- 
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tion. If the application is in suspended status, the examining 

attorney should examine the amendment to allege use, and if any 

action is required, the examining attorney should remove the 
icati suspension and take appropriate action. 

If the amendment to allege use is submitted at the same time 
as a response and it is referred for examination on the merits, the 
examining attorney should consider both the response and the 
amendment to allege use. If the examining attorney must take 
any action with respect to the amendment to allege use, the 
examining attorney should issue a nonfinal action incorporating 
any refusals or requirements which remain outstanding after the 
applicant's response. If the amendment to allege use is accept- 
able in all respects, the examining attorney should act on the 
response independent of the amendment to allege use. The 
examining attorney should proceed in the same manner if the 
amendment to allege use reaches the examining attorney when 
the case is in the examining attorney’s amended docket after 
receipt of a response. 


f. Amendment and Withdrawal of the Amendment to Allege Use 


The applicant may amend the amendment to allege use to 
correct deficiencies, to overcome a refusal, to comply with a re- 
quirement or for any other purpose. Cf. Trademark Act Section 
1(d)(3), 15 U.S.C. Section 1051(d)(3). 

The applicant may withdraw the amendment to allege use. The 
applicant or the applicant’s attorney may authorize withdrawal 
in an examiner’s amendment. The applicant may do so at any 
time after submission of the amendment to allege use and before 
approval of the application for publication. The Office will not 
refund the fee for filing the amendment to allege use if it is 
withdrawn by the applicant. 

If the applicant withdraws the amendment to allege use, the 
application will be processed as an intent-to-use application 
subject to publication, issuance of a notice of allowance and 
submission of a statement of use after issuance of the notice of 
allowance. 

If the applicant wishes to request withdrawal of an amendment 
to allege use during an ex parte appeal, the applicant should 
direct the request to the Trademark Trial and Appeal Board for 
a determination by the Board on the request. 

If the applicant withdraws the amendment to allege use, the 
examining attorney will withdraw any requirements or refusals 
specifically related to use of the mark, such as objections related 
to the form of the verified statement itself, objections related to 
the agreement of the mark as used with the drawing or objections 
related to use of the applied-for designation as a trademark or 
service mark on the specimens. The examining attorney should 
also withdraw any requirement or refusal related to the execution 
of the amendment to allege use. The examining attorney should 
maintain any requirement or refusal arising from the amendment 
to allege use not specifically related to the dates of use or use of 
the mark, such as ownership questions or refusals or require- 
ments related to Sections 2(e)(1), 2(e)(2) or 2(e)(3) of the Act. 
The specimens or any other submission related to the amend- 
ment to allege use will remain part of the record for the purpose 
of determinations under these sections. Issues related to use 
include functionality, ornamentation and configuration issues. 

If the applicant withdraws the amendment to allege use after 
issuance of the notice of final acceptance of the amendment to 
allege use, the examining attorney must withdraw the accep- 
tance on the TRAM system. 


g. Final Acceptance of the Amendment to Allege Use After 
Examination 


If the amendment to allege use is acceptable in all respects, the 
Office will notify the applicant of its acceptance. The examining 
attorney will ensure that the computer-generated notice is issued. 
The examining attorney must also sign the file to indicate 
acceptance of the amendment to allege use. As noted above, after 
an amendment to allege use is accepted, the intent-to-use appli- 
cation will be processed in the same manner as a use application 
under Trademark Act Section 1(a), 15 U.S.C. Section 1051(a). 
The notification must be sent regardless of the status of the case, 
whether there is an outstanding Office action or not. Examina- 
tion should continue on other issues in the case after the accep- 
tance of the amendment to allege use. 
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5. Publication for Opposition and Issuance of the Notice of 
Allowance 


In the case of an intent-to-use application, if the examining 
attorney determines that the mark is entitled to registration, but 
for the submission of a statement of use, that is, no amendment 
to allege use has been accepted, the examining attorney will 
approve the mark for publication and the mark will be published 
for opposition. In the case of an intent-to-use application where 
an amendment to allege use has been submitted and accepted, the 
application will be processed thereafter in the same manner as a 
use application. If the application is not opposed or survives all 
oppositions filed, the mark will proceed to registration. 

In the case of an intent-to-use application where no amerd- 
ment to allege use has been filed or where the applicant has 
withdrawn the amendment to allege use, the Office will issue a 
notice of allowance, provided the mark clears the opposition 
period or survives all oppositions. Trademark Act Section 
13(b)(2), 15 U.S.C. Section 1063(b)(2); Trademark Rule 
2.81(b), 37 C.F.R. Section 2.81(b). 

The notice of allowance in an intent-to-use application will 
issue on the same date that a registration would issue in a use 
application. The Office will not publish any notice that a notice 
of allowance has been issued in the Official Gazette. 

The notice of allowance will state the serial number of the 
application, the name of the applicant, the correspondence ad- 
dress, the mark, the identification of goods or services, and the 
date of issuance of the notice of allowance. The notice of 
allowance is a key document because the issuance date estab- 
lishes the due date for submission of the statement of use 
required prior to registration. The information stated on the 
notice of allowance is also important. If the notice of allowance 
includes any errors, the applicant should notify the Office 
immediately. 


6. Amendments between Issuance of the Notice of Allowance 
and Submission of the Statement of Use 


The only amendment permitted between the issuance of the 
notice of allowance and the submission of the statement of use is 
an amendment to delete goods or services. Trademark Rule 2.77, 
37 C.F.R. Section 2.77. “Deletion” means the elimination of an 
existing item in an identification of goods and services in its 
entirety. Deletion is distinct from other types of amendments to 
limit, such as amendments to limit the goods as to types, channels 
of trade or class of purchasers or to restrict an existing item in 
scope by the introduction of some qualifying language or the 
substitution of specific for more general terms. The Office will 
not consider any other amendment to the application during this 
period. If the applicant submits any other amendments during 
this period, the Office will place the amendments in the file for 
consideration at the time of examination of the statement of use. 
The ITU paralegal will advise the applicant of receipt of any such 
amendment and that the amendment will not be considered until 
the examination of the statement of use. 

The Office will process any change of address or change of 
attorney at any time during the prosecution of an application, 
even during the period between issuance of the notice of allow- 
ance and the filing of the statement of use. 


L- Requests for Extensions of Time to File the Statement of 
se 


Trademark Act Section 1(d)(2), 15 U.S.C. Section 1051(d)(2), 
permits the Office to extend the time for filing a statement of use 
upon a written request from the applicant. Trademark Rule 2.89, 
37 C.F.R. Section 2.89, sets forth Office policy and procedure 
governing the filing and processing of such requests. Essentially, 
an applicant may request one six-month extension without a 
showing of good cause and up to four additional six- month 
extensions with a showing of good cause. Thus, the time avail- 
able for filing the statement of use may not be extended beyond 
thirty-six months from the issuance of the notice of allowance. 

The six-month period following issuance of the notice of 
allowance will not be cut short by the grant of an extension. The 
extension will begin to run from the expiration of the six-month 
period following the notice of allowance. Likewise, an applicant 
will receive the full benefit of each extension before a subse- 
quent extension will begin to run. No extension will be granted 
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for more than six months. Trademark Rule 2.89(b), 37 C.F.R. 
Section 2.89(b). 

The only amendment which is permitted in connection with 
the filing of a request for an extension of time is an amendment 
to delete goods or services. If any other amendment is submitted 
in conjunction with a request for an extension of time, the Office 
will place the amendment in the application file for consideration 
at the time of examination of the statement of use. The Office will 
process any change of address or change of attorney at any time 
during the prosecution of an application, even if filed in conjunc- 
tion with a request for an extension of time. 

Any request for an extension of time must be filed by the entity 
which owns the mark at the time the request is filed and must be 
executed by an individual possessing statutory authority to do so 
on behalf of the specific type of applicant entity. The individual 
must sign for an individual applicant, a general partner must sign 
for a partnership and an officer must sign for a corporation or 
association. If the party filing is different from the owner of 
record, the request should include the reel and frame number of 
any relevant assignment recorded in the Assignment Branch of 
the Office or other evidence that the party filing is the owner of 
the application in accordance with Trademark Rule 2.186, 37 
C.F.R. Section 2.186. If the request does not include such 
evidence the ITU Unit will deny the request. The applicant may 
establish ownership within the time provided in the action 
advising the applicant of the denial, even if the time permitted for 
filing the statement of use has expired. However, the applicant 
must file another request for an extension of time before the time 
period related to the request which is under consideration expires 
to avoid abandonment. 

As noted above (A.7.), only those individuals who possess 
statutory authority to sign the original application are permitted 
to sign the request for an extension of time. If the request is signed 
by any other person, the request for an extension of time will be 
denied. Because the request must include a statement of a 
continued bona fide intention to use the mark in commerce, only 
the applicant can execute the request under the Act. In the case 
of a request for an extension of time, the cannot be 
reexecuted by one with proper authority after the expiration of 
the time permitted for filing the statement of use. The “color of 
authority” provision of Trademark Rule 2.71(c), 37 C.F.R. 
Section 2.71(c), does not apply to the filing of requests for 
extensions of time. 


a. Requirements Related to the First Six-Month Extension 


The applicant may request an initial six-month extension of 
time to file the statement of use by filing a request for such an 
extension before the expiration of the six-month period follow- 
ing the issuance of the notice of allowance. The request must 
include the prescribed fee of $100.00 per class and a verified 
statement signed by the applicant that the applicant has a contin- 
ued bona fide intention to use the mark in commerce. The 
statement must specify those goods or services specified in the 
notice of allowance on or in connection with which the applicant 
has a continued bona fide intention to use the mark in commerce. 
Trademark Rule 2.89(a), 37 C.F.R. Section 2.89(a). The appli- 
cant may i the goods and services specified in the 
notice of allowance by reference. 


b. Requirements Related to Extensions Beyond the First Six- 
Month Extension - Good Cause Extensions 


The applicant may request up to a maximum of four six-month 
extensions to file the statement of use in addition to the first six- 
month extension. Each request for such an extension must be 
filed before the expiration of the previously granted extension. 
The request must include the prescribed fee of $100.00 and a 
verified statement signed by the applicant that the applicant has 
acontinued bona fide intention to use the mark in commerce. The 
statement must specify those goods or services specified in the 
notice of allowance on or in connection with which the applicant 
has acontinued bona fide intention to use the mark in commerce. 
In addition, each such request must include a showing of 
cause. Trademark Rule 2.89(b), 37 C.F.R. Section 2.89(b). 

The showing of good cause must include an allegation that the 
applicant has not yet made use of the mark in commerce on or in 
connection with all of the goods or services specified in the 
notice of allowance for which the applicant has a continued bona 
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fide intention to use the mark in commerce. The showing must 
also include a statement of applicant’s ongoing efforts to use the 
mark in commerce on or in connection with the goods or servics 
specified as those for which the applicant has a continued bona 
fide intention to use the mark in commerce. Trademark Rule 
2.89(d), 15 U.S.C. Section 2.89(d). 

Efforts to use the mark in commerce may include “...without 
limitation, product or Service research or development, market 
research, manufacturing activities, promotional activities, steps 
to acquire distributors, steps to obtain required governmental 

val, or other similar activities.” Trademark Rule 
2.89(d)(2), 37 C.F.R. Section 2.89(d)(2). In the alternative, the 
applicant must submit a satisfactory explanation for the failure to 
make such efforts. The applicant’ 8 statement concerning good 
cause need only refer to the appropriate types of activities listed 
in the rule or similar types of activities. The applicant need not 
provide an explanation or evidence providing details as to 
specific activities related to the types delineated. For instance, 
the applicant may simply state that it is engaged in manufactur- 
ing activities and promotional activities. 

Any request for an extension of time, including the showing of 
good cause, will become a part of the permanent Office record 
and open to the public as such. As noted, the showing of good 
cause need only provide general statements ~p a 
of efforts the applicant has undertaken as stated in the rule 
showing need not state specific facts which would disclose 
confidential business information or other proprietary informa- 
tion. The Office will not require any evidence or explanation in 
a showing of good cause. 


c. Identifying the Goods and Services in the Request for an 
Extension of Time 


The goods and services identified in the request for an exten- 
sion of time must conform to the goods and services identified in 
the notice of allowance. If appropriate, the applicant may incor- 
porate the specification of goods and services in the notice of 
allowance by reference. If goods or services are to be deleted, the 
applicant should clearly specify those goods and services to be 
deleted. 

If the applicant lists the goods and services specifically in the 
request for an extension of time, and omits any goods or services 
which were listed in the notice of allowance, the Office will 
delete those goods or services from the application and will not 
grant the request as to the omitted items. Likewise, if the appli- 
cant lists the goods and services specifically, and the wording in 
the listing of the goods and services in the request does not 
conform to the wording of the specification of goods and serv- 
ices in the notice of allowance, the Office will delete from the 
application any wording not expressly included in the request in 


deleted. Trademark Rule 2.89(f), 37 C.F.R. Section 2.8%f). 

The paralegal in the ITU Unit will examine the identification 
of goods and services specified in the extension request to 
determine whether the goods and services specified conform to 
the goods and services specified in the notice of allowance. The 
paralegal will delete any items from the identification of goods 
and services in the application which are not either i 
by reference or specified in the extension request in orming 

As noted above, applicants may incorporate goods and serv- 
ices by reference in the request for an extension of time. It is 
advisable to do so, if . to avoid the possibility that 
goods or services will be deleted unintentionally. Thus, the 
ee ee 
goods or services identified in the notice of allowance” or 
“those goods or services identified in the notice of allowance 
except...” followed by an identification of goods or services to 
be deleted. 

The only amendment i between issuance of the no- 
tice of allowance and filing of the statement of use is an amend- 
ment to delete goods or services. Trademark Rule 2.77, 37 C_F.R. 
Section 2.77. “Deletion” means the elimination of an item from 
the identification of goods and services in its entirety as distinct 
from other types of amendments to limit, such as amendments to 
limit the goods as to types, channels of trade or class of purchas- 
ers or to restrict an existing item in scope by the introduction of 





1110 TMOG 474 
(222) 


some qualifying language or the substitution of specific for more 
general terms. The ITU paralegal will not process any proposed 
amendments filed with the request for an extension of time, other 
than deletions, and will place other amendments in the file for 
consideration at the time of examination of the statement of use. 
The paralegal will act on the extension request, apart from any 
such proposed amendment, as specified above. 


d. Filing a Request for an Extension of Time in Conjunction with 
a Statement of Use 


Anapplicant may file one final request for an extension of time 
at the time of filing the statement of use or during any time 
remaining in the existing six-month period in which a statement 
of use is filed. However, such a request is not permitted if the 
grant of such an extension would extend the time for filing more 
than thirty-six months beyond the issuance of the notice of 
allowance. Trademark Rule 2.89(e), 37 C.F.R. Section 2.89%e). 
The applicant may not request any further extensions of time 
after this request. 

The purpose of such a request would be to secure additional 
time to correct any deficiency in the statement of use which is of 
a type which must be corrected before the expiration of the time 
permitted for filing the statement of use. Because the statement 
of use may not be withdrawn, the applicant must correct any such 
deficiency within the time provided to file the statement of use or 
the application will become abandoned. 

The request must conform to all relevant requirements includ- 
ing payment of the applicable fee. If the request is not the first 
request for an extension of time, and thus a showing of good 
cause is required with the request for an.extension of time filed 
with or after the statement of use, the applicant may satisfy the 
requirement for a showing of good cause by asserting that 
applicant believes that it has made valid use of the mark in 
commerce, as evidenced by the submitted statement of use, but 
that if the statement of use is found to be fatally defective, the 
applicant will need additional time to file a statement of use. 
Trademark Rule 2.89(e)(2), 37 C.F.R. Section 2.89(e)(2). 

If the applicant files a final request for an extension of time in 
conjunction with a statement of use, and the applicant submits 
fees sufficient for one, but not both, the Office will apply the fées 
to the extension of time to avoid abandonment of the application. 


e. Processing of the Request for an Extension of Time 


The Office will notify the applicant of the grant or denial of the 
request for an extension of time. Trademark Rule 2.89(g), 37 
C.F.R. Section 2.89(g). Any denial will specify the reasons for 
the denial. The Office’s failure to notify the applicant of the grant 
or denial of the extension before the expiration of the existing 
period to file the statement of use or before the expiration of the 
period requested does not relieve the applicant of the responsi- 
bility to file the statement of use or a request for an extension of 
time within the relevant period. If the applicant fails to file the 
statement of use or a request for an extension of time within the 
time permitted, the application will become abandoned. Trade- 
mark Act Section 1(d)(4), 15 U.S.C. Section 1051(d)(4). 

If the Office denies the request for an extension of time but 
time remains in the applicant’s existing period for filing the 
statement of use, the applicant may file the statement of use or 
another request for an extension of time to file the statement.of 
use. Otherwise, the applicant’s only recourse after denial of the 
request for an extension of time is a petition to the Commissioner. 
A petition from the denial of a request for an extension must be 
filed within one month from the mailing date of the denial of the 
extension of time. Trademark Rule 2. ), 37 C.F.R. Section 
2.89(g). The ITU Unit will not accept any request to reconsider 
a denial of a request for an extension of time. The ITU Unit will 
be responsible for processing all requests for extensions of time 
to file statements of use. 


~~ rain anees reenimeiecrnatel 
ct 


As noted earlier (A.1.a.), an intent-to-use applicant must 
file either an amendment to allege use under Trademark Act 
Section l(c), 15 U.S.C. 1051(c), or a statement of use under 
Trademark Act Section 1(d), 15 U.S.C. Section 1051(d), as a pre- 
condition to issuance of the registration. This section will discuss 
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statements of use only; the amendment to allege use is discussed 
above (A.4.). 


a. Form and Permissible Time Period for Filing a Statement of 
Use under Section 1(d) of the Act 


The statement of use should be entitled, “Statement of Use 
under Section 2.88.” Trademark Rule 2.88(d), 37 C.F.R. Section 
2.88(d). The title should be placed at the top of the first page. The 
mailing address should specify “Box ITU” also. Proper identi- 
fication of the statement of use will expedite handling, but the 
Office will not take any action for failure to comply with these 
recommendations. The applicant may submit other amendments 
related to the application with the statement of use. 

The statement of use must be filed within six months of the 
issuance date of the notice of allowance or within an extension 
of time for filing the statement of use granted under Trademark 
Rule 2.89, 37 C.F.R. Section 2.89. For purposes of establishing 
a date of receipt, the statement of use is not subject to the 
certificate-of-mailing procedure under Rule 1.8, 37 C.F.R. Sec- 
tion 1.8. The statement of use will be considered received on the 
date it is actually received or on the Express-Mail date under 
Rule 1.10, 37 C.F.R. Section 1.10. 

Any statement of use filed before mailing of the notice of 
allowance is premature and will not be considered. In such a 
case, the ITU Unit will return the statement of use and refund the 
fee to the applicant. Trademark Rule 2.88(a), 37 C.F.R. Section 
2.88(a). If the statement of use is not filed or is filed later than 
required, the application will be considered abandoned. Trade- 
mark Act Section 1(d)(4), 15 U.S.C. Section 1051(d)(4); Trade- 
mark Rule 2.88(h), 37 C.F.R. Section 2.88(h). A late statement of 
use will not be considered. The ITU Unit will return the late 
statement of use to the applicant with any fees paid. 

The applicant may file the statement of use only after the 
applicant has made use of the mark on or in connection with all 
goods or services for which the applicant will ultimately seek 
registration in the application, unless the applicant specifically 
requests that the application be divided. Trademark Rule 2.88(c), 
37 C.F.R. Section 2.88(c). Trademark Rule 2.87, 37 C.F.R. 
Section 2.87, permits an applicant to divide the application as 
filed into two or more separate applications. The purpose of 
filing a request to divide an application in conjunction with the 
filing of a statement of use would be to effect issuance of a 
registration for goods or services on or in connection with which 
the applicant has already made use while maintaining an active 
application for the remaining goods or services. After the divi- 
sion all applications retain the original filing date. The require- 
ments attendant to submission of a request to divide an applica- 
tion are discussed below (B.15.). 


b. Necessary Elements in a Complete Statement of Use under 
Section 1(d) of the Act 


The statement of use must include the following elements: 


i. a verified statement that the applicant is believed to be the 
owner of the mark and that the mark is in use in commerce, 
specifying the date of the applicant,s first use of the mark and 
first use of the mark in commerce, the type of commerce, those 
goods or services specified in the notice of allowance on or in 
connection with which the mark is in use in commerce and the 
mode or manner in which the mark is used; 

ii. three specimens or facsimiles of the mark as used in 
commerce; and 

iii. the prescribed fee. 


Trademark Rule 2.88(b), 37 C.F.R. Section 2.88(b). 
The filing fee for a statement of use is $100.00 per class. 


c. Minimum Requirements for a Statement of Use under Section 
1(d) of the Act 


The statement of use must include the following minimum 
elements to be referred to the examining attorney for examina- 
tion on the merits: 

i. the prescribed fee; 

ii. at least one specimen or facsimile of the mark as used in 

commerce; and 
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iii. a verification or declaration signed by the applicant stating 
that the mark is in use in commerce. 


Trademark Rule 2.88(e), 37 C.F.R. Section 2.88(e). 

The ITU Unit will review the statement of use to determine 
whether it is timely and whether it complies with the minimum 
requirements. As noted above (A.8.a.), if the statement of use is 
untimely, either because it is premature or late, the ITU Unit will 
return the statement of use with any fees to the applicant. 

If the statement of use is timely, but does not comply with one 
or more of the minimum requirements, the ITU Unit will advise 
the applicant of the deficiency. The applicant may correct _ 
deficiency provided the time permitted for filing the statement o! 
use has not expired. Trademark Ruie 2.88(g), 37 C.F.R. canes 
2.88(g). If the applicant does not correct the deficiency before 
the expiration of the relevant time period, the statement of use 
will not be examined and the application will be declared aban- 
doned. In such a case, if the applicant has submitted the fee, the 
ITU Unit will not refund the fee. 

The applicant may not withdraw the statement of use and 
return to the previous status of awaiting filing of the statement of 
use, even if the statement of use as filed fails to meet the 
minimum requirements. Trademark Rule 2.88(g), 37 C.F.R. 
Section 2.88(g). The applicant may request extensions of time to 
file the statement of use in accordance with Trademark Rule 
2.89, 37 C.F.R. Section 2.89, as discussed above (A.7.e.), includ- 
ing a final request for an extension filed with a statement of use 
or during the time remaining in the existing period in which the 
statement of use is filed. 

The Office will not issue a filing receipt to acknowledge 
receipt of a statement of use. 

If an applicant files a statement of use and a request to divide 
the application at the same time, and the fees submitted are 
insufficient for both, the fees will be applied to the statement of 
use first and the applicant will be notified of the deficiency. 


9. Examination of the Statement of Use 


If the statement of use is timely and complies with the mini- 
mum requirements, the ITU Unit will refer the entire application 
with the statement of use to the responsible examining attorney 
for examination on the merits. The same examining attorney 
who examined the application initially will examine the state- 
ment of use unless the examining attorney has left the Office or 
assumed other duties. 


a. Procedures Governing Examination of the Statement of Use 


Examination of the statement of use follows the same 
dural course as the initial examination of the application under 
Trademark Rule 2.61 et seq., 37 C.F.R. Section 2.61 et seq. The 
examining attorney should issue actions, as appropriate, stating 
requirements and refusals and culminating in final action or 

of the statement of use. The examining attorney may 
issue examiners ts or priority actions, as appropriate. 
The applicant must respond to actions within six months under 
routine Office procedure. If the examining attorney ultimately 
finds the statement of use acceptable in all respects, the Office 
will notify the applicant of its . The Office will then 
publish notice of the registration of the mark and will issue the 
registration to the applicant. The application is not once again 
subject to opposition. Trademark Rule 2.151, 37 C_F.R. Section 
2.151. 

If the examining attomey issues any requirements or refusals, 
the applicant may respond under standard examination proce- 
dure. The applicant may appeal or petition matters in the same 
manner and subject to the same procedures which would apply 
in the initial examination of the application. 

The applicant may amend or otherwise correct the statement 
of use during examination, provided the applicant had complied 
with the minimum requirements attendant to the statement of use 
before the expiration of the time permitted to file the statement 
of use. 


i. Complying with Minimum Requirements within the Time 
Permitted 


The applicant must make valid use of the mark in commerce 
and must file a statement of use meeting the minimum require- 
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ments, including at least one before the expiration of 
the time itted to file the statement of use. Trademark Rule 
2.71(dX(3), 37 C.F.R. Section 2.71(d\(3). The applicant can 
provide substitute specimens, examination, after the 
expiration of the time permitted to the statement of use. 
However, the applicant must verify that the specimens were in 
use before the expiration of the time permitted for filing the 
statement of use. If the applicant attempts to amend the dates of 
use to state a-date of first use in commerce which is later than the 
ee eee the examining 
attorney must refuse registration because the applicant failed to 
make use within the time permitted and, as a result, the applica- 
tion is abandoned. The examining 


acceptable specimen 

expiration of the time permitted for filing the statement of use. 
Likewise, the party filing the statement of use must be the 

owner of the mark at the time of However, even after the 

Se ee the statement of use, 


through achain of title. Trademark Rule 2.186, 37 C.F.R. Section 
2.186. The applicant must do so within the specified response. 
period. However, if the party which did file was not the owner at. 
the time of filing the statement of use, the applicant cannot 
provide a substitute statement of use or the equivalent to correct 
this error after the expiration of the time permitted for filing the 
statement of use. If the time permitted for filing the statement of 
use has not yet expired, the applicant may file a substitute 
statement of use in the name of the true owner. 

Therefore, if the party filing the statement of use is not the 
owner of the mark at the time of filing the statement of use, the 
examining attorney must reject the statement of use. If no time 
remains within the time permitted for filing the statement of use, 
the examining attorney must refuse registration because-the 
application is abandoned for failure to file the statement of use 
within the time permitted. 

Also, the person who signs the statement of use must have the 
authority to do so under the Act. Only those persons who are 
authorized to sign the original application have authority to sign 
the statement of use: the individual for an individual applicant, 
(gun 
or association. As in the case of the original application, the 
person who signs must have at least color of authority to sign in 
order for the statement of use to be considered received in the 
Office. 

If the person who signed the statement of use lacked even 
color of authority to do so, the applicant cannot provide a 
statement of use or the equivalent, signed by a proper person, 
after the expiration of the time permitted to file the statement of 
use. If the person who signed the statement of use possessed at 
least color of authority, as discussed below (B.1.a.), the applicant 
can provide a substitute statement of use or an affidavit or 
declaration signed by the person verifying the facts as set 


permitted for filing ; 
2.71(c), 37 C.F.R. Section 2.71(c). The principles which govern 
the determination as to whether a color of 


uirements attendant to the filing of the 

“Ii te person who signed the satement of use lacked even 
color of authority to so do, and the time permitted for filing the 
ee 
registration because the application is, therefore, abandoned for 
failure to file the statement of use within the time permitted. 


ii. Correcting Defects 


The applicant may correct defects in the statement of use after 
the expiration of the time permitted for filing the statement of use 
when compliance within the time for filing the state- 
ment of use is not required by the Act. However, the 
must respond to requirements related to these defects the 
suapanepudedoensditsaedenterchastaesenmuiaiaanguese 
dure to avoid abandonment of the 

As noted above (A.9.a.i.), the Se 
tute specimens after the expiration renee A te filing 
the statement of use. However, the applicant must verify that the 
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substitute specimens were in use in commerce before the expi- 
ration of the time permitted for filing the statement of use. 

As noted above (A.9.a.i.), the applicant may establish chain of 
title during examination, after the expiration of the time permit- 
ted for filing the statement of use. The applicant may establish 
color of authority of the person who signed the statement of use 
and provide a substitute statement of use signed by a proper 

during examination after the expiration of the time for 
filing the statement of use. The applicant may correct the dates 
of use, subject to the limitations provided in Trademark Rule 
2.71(d), 37 C.F.R. Section 2.71(d), or the method of use clause 
after the expiration of the time permitted for filing the statement 
of use. The applicant may amend the identification of goods and 
services, subject to the general restrictions governing such 
amendments under Trademark Rules 2.71(b) and 2.88(i)(1), 37 
C.F.R. Sections 2.7 1(b) and 2.88(i)(1), after the expiration of the 
time permitted for filing the statement of use. The applicant may 
amend the drawing, subject to the restrictions generally govern- 
ing amendments to drawings under Trademark Rule 2.72, 37 
C.F.R. Section 2.72, during examination after the expiration of 
the time permitted for filing the statement of use. 


iii. Withdrawal of the Statement of Use Prohibited 


Once the applicant has filed the statement of use, the applicant 
may not withdraw the statement of use and return to the previous 
status of awaiting submission of the statement of use. Trademark 
Rule 2.88(g), 37 C.F.R. Section 2.88(g). The applicant may not 
do so, even if the Office determines that the statement of use does 
not comply with the minimum requirements. However, the 
applicant may amend the statement of use or file a substitute 
statement of use to correct even fatal defects within the time 
permitted for filing the statement of use. 


b. The “Clear-Error” Standard in Examination of the Statement 
of Use 


For the purpose of examination of the statement of use, the 
Office will issue requirements or refusals concerning matters 


specifically related tothe statement of use only. The Office will 
not issue any requirements or refusals concerning matters which 
could have or should have been raised during initial examina- 
tion, unless the failure to do so in initial examination constitutes 
* a clear error. “Clear error” refers to an error which, if not 
corrected, would result in issuance of a registration in viola- 
tion of the Act. Cf. Century 2/ Real Estate Corp. v. Century Life 
of America, 10 USPQ2d 2034 (TTAB 1989); Granny’ s Subma- 
rine Sandwiches, Inc. v. Granny’ s Kitchen, Inc., 199 USPQ 564 
(TTAB 1978). 

The examining attorney must act on all new issues in the 
examination of the statement of use. Examples of such issues are 
presented below (A.9.b.) in the discussion of various areas of 
examination related to the statement of use. For example, the 
examining attorney must issue an appropriate refusal if the 
specimens fail to show use of the designation as a mark. How- 
ever, the examining attorney may not issue a refusal under 
Trademark Act Section 2(e)(1), 15 U.S.C. Section 1052(e)(1), 
unless the refusal is dictated by changed circumstances from the 
time of initial examination or the failure to issue such a refusal 
would constitute clear error. 

If a significant length of time has elapsed since the initial 
examination, in some unusual circumstances, the mark may 
have become descriptive or even generic as applied to the goods 
or services. In such a case, the evidence of the descriptive or 
generic use would not have been available during initial exami- 
nation. 

However, if evidence that the mark is merely descriptive was 
available during initial examination, and thus the refusal could or 
should have been issued in initial examination, the examining 
attorney cannot issue the refusal unless clear error is present. 
That is, the evidence of descriptiveness must be substantial and 
unequivocal. The examining attorney should not issue such a 
refusal on the basis of information that was available during the 
initial examination unless clear error exists. 

Likewise, the examining attorney must not issue requirements 
or refusals related to informalities which could or should have 
been addressed during the initial examination. For example, if 
the examining attorney determines that the initial declaration in 
support of the application was defective, the examining attorney 
should not issue a requirement for a new declaration. 
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If the goods or services were classified incorrectly and pub- 

lished for opposition in the wrong class, the examining attorney 
should require correction of the classification. In the case of any 
change of class after issuance of the notice of allowance, the 
mark must be republished for opposition unless the Petitions and 
Classification Attorney determines that republication is not 
necessary. 
If a disclaimer could or should have been required during the 
initial examination, the examining attorney should not require a 
disclaimer during the examination of the statement of use unless 
there is clear error. For example, a disclaimer of all of the 
wording in a mark may be required under the clear-error standard 
where the mark consists of merely descriptive wording and 
distinctive design elements. Issuance of a registration without 
such a disclaimer would violate the Act by affording the appli- 
cant rights beyond those to which the applicant is entitled. In 
other cases where the requirement for a disclaimer is subject to 
greater discretion, the clear-error standard would not permit a 
disclaimer requirement when it could or should have been stated 
in initial examination. The determination that a term is descrip- 
tive or generic related to the requirement for a disclaimer is 
subject to the substantial-and-unequivocal-evidence standard 
stated above. 

Generally, the Office will not conduct any search for conflict- 
ing marks, or issue any refusals on that basis, in the examination 
of the statement of use. However, if the examining attorney 
determines that a second search is necessary, due to an amend- 
ment of the mark or an amendment of the goods or services, the 
examining attorney will conduct a second search and take action, 
as appropriate. Likewise, the Office may discover a clear error 
under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d), in 
the course of internal Office quality review or through a letter of 
protest. The Office will not issue any refusal under Section 2(d) 
in the examination of the statement of use unless the failure to do 
so constitutes a clear error. For the purposes of Section 2(d), the 
conflict between the application and registration at issue must be 
such that reasonable minds could not differ as to the necessity for 
the refusal, that is, failure to issue the refusal would result in 
issuance of a registration in violation of the Act. 

In the case of an intent-to-use application, as in all applica- 
tions, the Office will deny as untimely letters of protest which are 
filed more than thirty days after publication of a mark. Jn re Pohn, 
3 USPQ2d 1700 (Comm’r Pats. 1987). 


c. Examination of the Verified Statement of Use 


The examining attorney should review the statement of use 
itself to confirm that the statement conforms to the requirements 
of the Act and the rules. As noted above (A.8.a.), the statement 
must include an averment that the applicant is the owner of the 
mark, the dates of use, an identification of the goods and services 
and the method of use. The statement must be verified. Trade- 
mark Act Section 1(d), 15 U.S.C. Section 1051(d); Trademark 
Rule 2.88(b), 37 C.F.R. Section 2.88(b). 

The averment of ownership and use in commerce are essential 
elements of the statement. If the averment of ownership is 
omitted, the examining attorney must require the applicant to 
submit a verified statement including this averment. 

If the statement of use was executed before the stated dates of 
use, the examining attorney must require that the statement be re- 
executed. The dates of use may not be amended to a date later 
than the expiration of the time permitted for filing of the state- 
ment of use. The applicant must verify amendments to the dates 
of use in the statement of use as in the application itself. Trade- 
mark Rule 2.71(d), 37 C.F.R. Section 2.71(d). 

The date of first use in commerce must be no earlier than the 
date of first use anywhere. Office policies governing the correc- 
tion of dates which do not conform to this requirement in use 
applications apply to statements of use also. TMEP section 
806.03. The applicant must state dates of use for each class. The 
dates of first use for each class must apply to at least one item in 
the class but need not apply to more than one item. However, the 
applicant must have used the mark on all items covered by the 
statement of use before execution of the statement unless the 
applicant requests to divide the application under Trademark 
Rule 2.87, 37 C.F.R. Section 2.87. 

The applicant mustidentify the type of commerce according to 
the same standards which govern use applications. TMEP sec- 
tion 806.05. 
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The applicant must indicate the method of use. Office policies 
governing this requirement relative to use ications apply to 
the statement of use as well. TMEP section 808.09. If the method 
of use indicated in the statement of use is inconsistent with the 
intended method of use stated in the initial application, the 
examining attorney should assume that the later statement is 
controlling and should not raise this inconsistency as an issue in 
examination. 


d. The Identification of Goods and Services in the Examination 
of the Statement of Use 


“The goods or services specified in a statement of use must 
conform to those goods or services identified in the notice of 
allowance.” Trademark Rule 2.88(i)(1), 37 C.F.R. Section 
2.88(i)(1). The referenced rule further recommends that, in 
appropriate cases, applicants specify the goods or services by 
stating “those goods or services identified in the notice of 
allowance” or “those goods or services identified in the notice 
of allowance except. . .” followed by an identification of the 
goods or services to be deleted. 

The rules preclude additions to the identification of goods or 
services in all applications, as noted below. Trademark Rule 
2.71(b), 37 C.F.R. Section 2.71(b). If the applicant proposes to 
add to the identification of goods or services in conjuncion with 
the statement of use, the examining attorney must reject the 
amendment. 

If the applicant omits any goods or services specified in the 
notice of allowance from the identification of goods or services 
in the statement of use, and the applicant has not expressed a 
clear intention to delete those goods or services, the examining 
attorney must inquire as to the discrepancy. The examining 
attorney will permit the applicant to amend the statement of use 
to reinsert any omitted goods or services, provided the applicant 
did not delete the goods or services expressly in an amendment 
and provided the applicant verifies that the mark was in use in 
commerce with those goods or services before the expiration of 
the time permitted to file the statement of use. Trademark Rule 
2.88(i)(2), 37 C.F.R. Section 2.88(i)(2). 

The applicant may amend to delete items or to limit the 
identification of goods and services. For example, the applicant 
may amend to limit the goods as to types, channels of trade or 
class of purchasers or to restrict an existing item in scope by the 
introduction of some qualifying language or the substitution of 
specific for more general terms. The applicant may clarify the 
identification of goods or services, provided the amendment 
does not exceed the scope of goods or services specified in the 
notice of allowance. The principles which govern amendments 
to delete, limit or clarify in general also apply in the examination 
of the statement of use. If, due to any amendment to the identi- 
fication of goods and services, the international class must be 
amended, the application must be republished for — 
unless the Petitions and Classification Attomey determines that 
republication is not necessary. 


e. Examination of the Statement of Use Related to the Drawing 


Trademark Rule 2.51, 37 C.F.R. Section 2.51, specifies that 
the drawing in an intent-to-use application must be a substan- 
tially exact representation of the mark as intended to be used and 
as actually used upon filing of the amendment to allege use 
before publication or the statement of use after issuance of the 
notice of allowance. Trademark Rule 2.88(j), 37 C.F.R. Section 
2.88(j). An applicant may not amend the mark in a drawing if the 
amendment constitutes a material alteration of the mark. Also, 
the mark in the drawing must agree with the mark as used on the 
specimens. The same standards which apply to use applications 
Se a eee 

hether amendments can be permitted apply in 
Gon cnualantion of Go chatement of ape. 

Therefore, in an intent-to-use application, the examining at- 
torney must require amendment to the mark or the submission of 
new specimens if the mark in the drawing is not a substantially 
exact representation of the mark as used on the specimens. 
Trademark Rule 2.72(c), 37 C.F.R. Section 2.72(c). However, if 
amendment of the mark would constitute a material alteration of 
the mark in such a case, the examining attorney must require 
substitute specimens only. The same standards applied in use 
applications in determining whether the specimens support use 


U.S. PATENT AND TRADEMARK OFFICE 


1110 TMOG 477 
(222) 
of the applied-for mark apply to specimens in intent-to-use 
. See Examination Guide 2-89. Cf. United Rum 
Merchants Ltd. v. Distillers Corp. (S.A.) Lid., 9 USPQ2d 1481 
(TTAB 1988). 

If the applicant submits substitute specimens in conjunction 
with a statement of use, the applicant must verify that the 
substitute specimens were in use in commerce before ihe expi- 
ration of the time permitted to file the statement of use. Trade- 
mark Rule 2.59%(b), 37 C.F.R. Section 2.59(b). If the dates of first 
use change as a result of the submission of new specimens, the 
applicant must also amend the dates of first use in the statement 
of use with a supporting affidavit or declaration. 


f. Consideration of the Specimens of Use in the Examination of 
the Statement of Use 


Apart from the statement of use itself, the primary focus of 
examination of the statement of use is the specimens of use. The 
pearae= aemepens npn atta me rn ope 

the specimens exhibit appropriate use. Trademark Act Section 
45, 15 U.S.C. Section 1127. The examining attorney must also 
examine the specimens to confirm that the specimens show use 
of the subject matter as a trademark or service mark on or in 
SS eee 
of use. The examining attorney will also consider any questions 

ownership or control of the mark arising in the exami- 

nation of the specimens. These issues are typical of those which 

are appropriate for action in examination of the statement of use. 

Se ee 

, based on the examination of the specimens, 

culifest to Gho oume ctantunte which queun Gn aheaientan el 

specimens in any other phase of examination. TMEP section 
808. 


10. Revival of Abandoned Intent-to-Use Applications 


As noted below (B.13.), petitions to revive all abandoned 
applications must be filed ly. Trademark Rule 2.66(d), 37 
C.F.R. Section 2.66(d). apne se 
filed within two months of abandonment. In any petition to 
revive an abandoned application, the applicant must show that 
the delay in responding was unavoidable. Delays due to circum- 
stances which could have been avoided with the exercise of a 
modicum of care and attention will not be considered unavoid- 
able delays. 

eg nn pe cepey thee te ages 
revive, a petition to revive an intent-to-use 
densdlstodeaananssthonpemmmmnaaeraanetodas 
allowed, is subject to additional requirements. The petition must 
include a fee equal to the required fees for the number of requests 
for extensions of time to file the statement of use which should 
have been filed if the application had not been abandoned and 
either a statement of use or a request for an extension of time. 
Trademark Rule 2.66(c), 37 C.F.R. Section’ 2.66(c). 

The referenced fees are in addition to the standard petition and 
any statement of use fees. If an applicant has already filed a 
statement of use, the icant need not file another statement of 
use with the petition. If a response to an outstanding Office action 
is due, the applicant must include that response with the petition. 

However, the Office will not grant a petition to revive an 
intent-to-use application if the grant of the petition would extend 
the period for filing the statement of use beyond thirty-six 
months after issuance of the notice of allowance. Trademark 
Rule 2.66(d), 37 C.F.R. Section 2.66(d). 


11. Assignment of Intent-to-Use Applications 
The 1988 amendments to the Act provide as follows: 
However, no application to register a mark under section 1(b) 


shall be assignable prior to the filing of the verified statement 
of use under section 1(d), except to a successor to the business 


Trademark Act Section 10, 15 U.S.C. Section 1060. 


The Office will not examine proposed assignments to deter- 
mine compliance with this provision as a general rule. However, 
the examining attorney will inquire to determine whether an 
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assignment conforms to the requirements of this provision if the 
question is raised by the information of record. If the examining 
attorney issues an inquiry as to compliance, the applicant’s 
response that the assignment was in compliance with the law is 
sufficient to resolve the issue. 

As discussed in detail below (B.11.b.), the a bears the 
burden of recording and notifying appropriate personnel 
of assignments or changes of name to ensure that the registration 
issues in the name of a new owner. Trademark Rule 2.187, 37 C. 
F. R. Section 2.187. 


12. Mailing Procedures and Fees Related to Intent-to-Use 
Applications 


a. Use of the “Box ITU” designation 


Applicants are encouraged to include "Box ITU" 
address when submitting the following: 


in the 


i. statements of use under Section 1(d) of the Act, Trademark 
Rule 2.88, 37 C. F. R. Section 2.88, and 


ii. requests for extensions of time to file statements of use 
under Trademark Rule 2.89, 37 C.F.R. Section 2.89. 


Rule 1.1(h), 37 C. F. R. Section 1.1(h). Applicants should not use 
the “Box ITU” designation when filing the intent-to-use appli- 
cation itself, amendments to allege use or when filing routine 
responses to Offfice actions in intent-to-use applications be- 
cause it may delay processing. 


b. The Certificate-of-Mailing Procedure 


The following intent-to-use papers are specifically excepted 
from the certificate-of-mailing procedure: 


i. statements of use under Section 1(d) of the Act, 


ii. requests for extensions of time to file statements of use 
under Trademark Rule 2.89, 37 C. F. R. Section 2.89, and 


iii. amendments to allege use under Section 1(c) of the Act. 


Rule 1.8(a), 37 C. F. R. Section 1.8(a). Also, the initial filing of 
all trademark applications, including intent-to-use applications, 
is excepted from this procedure. Thus, any of these papers will 
be considered filed on the date actually received or on the date 
specified under Rule 1.10, 37 C. F. R. Section 1.10, concerning 
the use of “Express Mail.” 


c. Fees Related to Intent-to-Use Applications 


The filing fee for an intent-to-use application itself is $175.00 
per class. The fee for filing an amendment to alleged use, 
statement of use or a request for an extension of time is $100.00 
per class. Trademark Rule 2.6, 37 C. F. R. Section 2.6 


B. PROVISIONS AFFECTING ALL APPLICATIONS 


Certain changes in Office policy and procedure associated 
with the 1988 amendments and revisions to the rules affect all 
applications, that is, use applications under Tradfemark Act 
Section 1(a), 15 U. S. C. Section 1051 (a), intent-to-use applica- 
tions under Trademark Act Section 1(b), 15 U. S. C. Section 
1051(b), as well as applications filed under Trademark Act 
Section 44, 15 U.S. C. Section 1126. Those changes will be set 
forth in this section. 


1. Filing Date Requirements 


Trademark Rule 2.21, 37 C. F. R. Section 2.21, sets forth the 
minimum requirements for receiving a filing date for all types of 
applications. These minimum requirements do not include all of 
the requirements which may ultimately apply for registration of 
the mark, but merely those formal requirements which must be 
met to receive a filing date. 


a. Applicant’s Signature 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


Under the rule, as revised, all applicants are required to 
provide a declaration or verification signed by the applicant to 
receive a filing date. Because the filing of an application for the 
Principal Register now establishes a constructive date of use, 
contingent on issuance of a registration, under Trademark Act 
Section 7(c), 15 U.S.C. Section 1057(c), the rule now imposes 
this requirement. 

If an application is submitted unsigned, the Application Sec- 
tion will not grant a filing date and will return the papers to the 
applicant. If an unsigned application reaches the examining 
attorney in error, the examining attorney should return the 
application to the Application Section for appropriate action. 

Under Trademark Act Section 1, 15 U.S.C. Section 1051, only 
the following persons have statutory authority to sign: the indi- 
vidual in an application filed by an individual, a general partner 
in a partnership application or an officer in an application filed 
by a corporation or association. 

If the applicant submits a signed declaration or verification, 
the examining attorney will determine whether the person who 
signed had authority to sign for the applicant under the Act. If the 
person did not, the applicant may submit a substitute declaration 
and retain the filing date, provided the person who signed 
initially possessed color of authority to sign. Persons having 
color of authority are those who have firsthand knowledge of the 
truth of the statements in the application and who also have 
actual or implied authority to act on behalf of the applicant. 
Trademark Rule 2.71(c), 37 C.F.R. Section 2.71(c). 

For example, in the case of a corporate applicant, a nonofficer, 
such as a manager, who had the requisite knowledge of the facts 
relevant to the application and actual or implied authority to act 
on behalf of the applicant, would possess color of authority, 
though not proper authority under the Act. In such a case, a 
substitute declaration could be submitted during prosecution of 
the application to correct this defect. An attorney who is an 
employee of a corporation might also satisfy the criteria. 

On the other hand, the applicant’s private attorney would not 
ordinarily be regarded as possessing color of authority to sign on 
behalf of an applicant. Private attorneys do not usually have 
firsthand knowledge of a client’s business or the authority to act 
on behalf of a client, other than as legal representative. Here, the 
defect could not be corrected by filing a substitute verification or 
declaration, confirming the facts in tha application, signed by an 
appropriate person. If the person who signed the application 
lacked even color of authority to sign on behalf of the applicant, 
the examining attorney must refuse registration because the 
application did not meet the requirements of Trademark Rule 
2.21, 37 C.F.R Section 2.21, for receiving a filing date. 

If the examining attorney determines that the person who 
signed for the applicant lacked the requisite authority, but the 
person possessed at least color of authority, the examining 
attorney will require a substitute declaration or verification. 

The Office will accept copies of signed applications for the 
purpose of granting a filing date. Applicants cannot send copies 
of applications by fax directly to the Office, but the Office will 
accept copies which have been produced by fax in the same 
manner as any other copy. However, if a copy is filed, the 
applicant must provide the signed original copy of the applica- 
tion during prosecution. If the applicant has not done so earlier, 
the examining attorney will require that the applicant do so in the 
first action in the case. In no case will anything other than a 
certificate or certified copy of a foreign registration be accepted 
for purposes of granting a filing date in an application based on 
Trademark Act Section 44(e), 15 U.S.C. Section 1126(e). 


b. Drawing Size 


Effective July 3, 1989, the Office requires that drawings 
conform to the size requirements specified in Trademark Rule 
2.52(c), 37 C.F.R. Section 2.52(c), to receive a filing date. If the 
mark in a special-form drawing is displayed in an area larger than 
four inches by four inches, it will be regarded as not being in 
substantial conformity with the rule and the application will be 
denied a filing date and returned to the applicant. If an examining 
attorney discovers an application with a drawing which does not 
conform to this requirement, the examining attorney should 
return the application to the Trademark Services Division for 
appropriate handling. It should not be examined. 

Other changes relating to the minimum requirements for 
receiving a filing date which relate to specific types of applica- 
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tions are noted under the discussion of those specific types of 


tifying the Applicant and Applicant’s Address 


Trademark Rule 2.33(a)(1)(ii), 37 C.F.R. Section 
2.33(a)(1 (ii), has been revised to state the requirements related 
to identifying a partnership. The rule now specifies that the 
application must identify “the state or nation under the laws of 
which the partnership is organized.” This revision merely re- 
flects long-standing Office practice. The applicant must also 
provide the names of all general partners and their state or nation 
of incorporation or their citizenship, as appropriate. 

Also, an individual applicant may provide either a business or 
residence address. Both addresses are no longer required. 


3. Drawings 


Trademark Rule 2.51(d), 37 C.F.R. Section 2.51(d), has been 
added to provide guidance concerning the nature of drawings in 
the case of certain unusual types of marks. The rule provides as 
follows: 


(d) Broken lines should be used in the drawing of a mark to show 
placement of the mark on the goods, or on the packaging, or to 
show matter not claimed as part of the mark, or both, as 
appropriate. In an application to register a mark with three- 
dimensional features, the drawing shall depict the mark in 
perspective in a single rendition. 


This provision is intended to provide guidance to applicants 
wishing to register certain types of marks, such as configurations 
of goods or configurations of packaging for goods and similar 
marks. The provision brings the rules into conformity with 
current practice. The drawing should clearly define the matter 

licant claims as its mark. See In re Famous Foods, Inc., 
217 USPQ 177 (TTAB 1983). If the mark is three-dimensional, 
the drawing should present the mark in three dimensions. /n re 
Schaefer Marine, Inc.,223 USPQ 170 (TTAB 1984). 

Trademark Rule 2.52(e), 37 C.F.R. Section 2.52(e), has been 
revised to simplify the color linings used to identify the colors 
orange and yellow or gold in drawings of marks. If an applicant 
employs the color linings formerly designated for these colors, 
the examining attorney should not require a new drawing. The 
revised rule has been adopted for the convenience of applicants, 
and the Office will allow a reasonable time for applicants to 
adjust to the new coding. 

Trademark Rule 2.52(d), 37 CF.R. Section 2.52(d), has been 
amended to modify the content of the drawing heading. Specifi- 
cally, it now requires that an applicant claiming the benefit of a 
foreign application under Trademark Act Section 44(d), 15 
U.S.C. Section 1126(d), specify the priority date in the drawing 
heading. It also recommends that applicants provide, as a part of 
the heading, a description of the essential elements of the mark 
in the case of a special-form drawing. 


4. Specimens - Requirements 


Trademark Rules 2.56 and 2.57, 37 C.F.R. Sections 2.56 and 
2.57, have been revised to reduce the number of specimens or 
facsimiles required in an application from five to three. In view 
of this rule, the public may remove only two surplus copies of 
specimens from the file permanently. At least one original of 
each type of specimen submitted must be retained in the file to 
ensure a complete record of the case. In the case of applications 
filed before November 16, 1989, the Office will not require more 
than three specimens per class in any action taken on or after that 
date. 

The referenced rules have also been revised to reflect the 
provisions of the 1988 amendments revising Trademark Act 
Section 45, 15 U.S.C. Section 1127. Specifically, the definition 
of “use in commerce” has been revised to provide that when the 
nature of the goods makes placement of the mark on the goods, 
containers, tags, labels or displays associated with the goods 
impracticable, then placement of the mark on documents associ- 
ated with the goods or their sale constitutes use incommerce. The 
referenced rules have been amended to reflect this change. See 
In re EA. Miller & Sons Packing Co., 225 USPQ 592 (TTAB 
1985). Therefore, the examining attorney should accept docu- 
ments associated with the goods or their sale, in the case of goods 
sold in bulk or in similar cases, where placement of the mark on 
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the goods themselves is i 

The referenced rules regarding specimens or facsimiles have 
also been revised to establish 8.5 by 11 inches as the maximum 
size permitted for such items. This revision brings the rule into 
conformity with the preferred size indicated for all filings and 
standards prevailing in federal practice in general. 

5. Specimens - Examination 


The 1988 amendments also revise the definition of “use in 
commerce” to adopt a stricter standard. The Act now states, 
“The term “use in commerce’ means the bona fide use of a mark 
in the ordinary course of trade, may gn ony i 
in a mark.” Trademark Act Section 45, 15 U.S.C. Section 11 
This stricter definition of “use in commerce” applies to all 
applications, affidavits of use and renewals filed on or after 
November 16, 1989. Cf. Ralston Purina Company v. On-Cor 
Frozen Foods Inc., 746 F.2d 801, 223 USPQ 979 (Fed. Cir. 
1984). 

The Office will not inquire into the sufficiency of an appli- 
cant's or registrant's use in the examination of applications, 
amendments to allege use, statements of use, affidavits of use or 
renewals unless the specimens or other evidence of record 
clearly raise a question concerning the applicant's or registrant's 
use. The consideration of whether a particular use satisfies the 
statutory definition is more appropriate in an inter partes pro- 
ceeding. The examining attorney should require new specimens 
generally under the same circumstances where the ¢: 
attorney would have required new specimens prior to the | 
amendments. If the specimens appear to be temporary in nature, 
the examining attorney may require specimens of a more perma- 
nent nature. 


Example .. If an applicant seeks to register a mark suggesting a 
Christmas theme for greeting cards and submits as specimens 
birthday cards with an additional pasted label displaying the 
mark, the specimens could not be regarded as exhibiting “use in 
commerce.” The examining attorney should refuse registration 
and require substitute specimens exhibiting use in commerce or 
an explanation to establish use in commerce. 


When action is necessary, in appropriate cases, the examining 
attorney should require additional product or sales literature 
concerning the use of the mark to permit full consideration of the 
issue. Trademark Rule 2.61(b), 37 C.F.R. Section 2.61(b). 


6. Identifications of Goods and Services 


Trademark Rule 2.71, 37 C.F.R. Section 2.71, restricts amend- 
ments to the identification of goods or services as follows, “The 
identification of goods or services may be amended to clarify or 
limit the identification, but additions will not be permitted.” 
Trademark Rule 2.71(b), 37 C.F.R. Section 2.71(b). 

This rule applies to applications filed on or after November 16, 
1989. The rule also applies to applications filed before Novem- 
ber 16, 1989, for the purposes of any action taken on or after that 
date. However, if the Office issued a requirement or suggested an 
amendment in an action prior to that date, and the applicant 
submits an amendment substantially complying with the re- 
quirement or suggestion on or after the effective date, the 
examining attorney should the amendment, even though 
it does not comply with the new rule, if it is otherwise proper. 

As noted previously, Trademark Act Section 7(c), 15 U.S.C. 
Section 1057(c), provides that the filing of any application for 
registration on the Principal Register establishes constructive 
use and nationwide priority contingent on issuance of the regis- 
tration. The identification of goods and services in an applica- 
tion, therefore, defines the scope of those rights established by 
the filing of an application for the Principle Register. The follow- 
ing sections discuss identification of goods and services in 
general; additional information relevant to the identification of 
goods and services in an intent-to-use application is presented 
above with the specific discussion of such applications. 


a. Limiting the Identification of Goods and Services 


As indicated above, the rules permit amendments to limit the 
identification of goods and services. The rules also refer to 
“deletion” in relation to the identification of and services. 
See, e.g., Trademark Rule 2.74, 37 C.F.R. Section 2.74."Dele- 
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tion” means the elimination of an existing item in an identifica- 
tion of goods and servbices in its entirety. Deletion is distinct 
from other types of amendments to limit, such as amendments 
to limit the goods as to types, channels of trade or class of 
purchasers or to restrict an existing item in scope by the introduc- 
tion of some qualifying language or the substitution of specific 
for more general terms. 

Deletions from the identification of goods and services are 
permitted. If the applicant wishes to amend the identification of 
goods and services to delete one or more items, the examing 
attomey should accept the amendment, provided it is timely and 
otherwise proper. However, once the applicant has expressly 
amended the identification of goods and services to delete an 
item it may not be reinserted in a later amendment. 

If an applicant wishes to amend the identification of goods and 
services to insert an item which is equivalent to or logically 
encompassed by an item already included in the identification of 
goods and services, the examining attorney should permit the 
amendment, provided it is timely and otherwise proper. 

If the applicant wishes to amend the identification of goods 
and services to restrict one or more of the items by inserting 
qualifying language or substituting more specific language, the 
examining attorney should accept the amendment, provided it is 
timely and otherwise proper. 


Example —if the applicant initially identifies the goods as 
“publications,” the applicant may amend to substitute one or 
more terms which fall under the definition of publications. 
Likewise, if an applicant identifies its goods as “pamphlets,” the 
applicant may amend to indicate brochures or both because 
these terms are generally equivalent and interchangeable. In 
either case, the applicant must specify the subject matter. 


Example — If the Applicant initially identifies the goods as 
“football uniforms, “ the applicant may amend to indicate 
football uniforms in Class 25 and football helmets and shoulder 
pads in Class 28. These goods are logically included within the 
initial identification. Footballs, however, could not be added; 


this would add an item not logically included within the original 
identification. 


Example — If the applicant initially identifies the services as 
“prepaid medical services” and wishes to amend to 
underwriting prepaid medical plans and health care services in 
the nature of a health maintenance organization, the amendment 
should be permitted. Both specific services are logically 
included under prepaid medical services. 


On the other hand, an applicant may not amend an identifica- 
tion of goods or services to add or substitute a term which is not 
logically included within the scope of the terms originally stated 
or which is otherwise qualitatively different from the goods and 
services as originally stated. 


Example —if the applicant identifies the goods as “computer 
programs,” the applicant may not add or substitute computers 
or other types of computer hardware to the listing. 


Example — If the applicant initially identifies the goods as 
“hats,” the applicant may not add or substitute scarfs in the 
identification of goods. Likewise, the applicant may not add or 
substitute shirts for slacks. 


Example — If the applicant identifies its services as 
“ophthalmologist’s services” and proposes to amend the 
identification to medical services, the amendment should not be 
permitted. The amendment would expand the identification to 
include services beyond the scope of those identified initially. 


The scope of the goods and services, as originally identified or 
as amended by an express amendment, establishes the outer limit 
for any later amendments. 

Because the rule precludes additions to the identification of 
goods and services, examining attorneys should not require or 
suggest unduly restrictive identifications of goods and services. 
See In re Sentry Chemicai Company, 230 USPQ 556 (TTAB 
1986). Once the identification has been limited, it cannot be 
expanded later. Also, in requiring amendments to the identifica- 
tion of goods and services, examining attorneys should gener- 
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ally advise applicants that additions to the identification of goods 
and services are not permitted. This subject is discussed in 
greater detail above in conjunction with intent-to-use applica- 
tions. 


b. Clarifying the Identification of Goods and Services 


Under the rule, an applicant may amend “to clarify” the 
identification of goods and services. The applicant may clarify 
an identification of goods and services which is indefinite or 
overly broad to identify goods or services which are within the 
scope of the goods and services as identified initially. As noted, 
the filing of an application for registration on the Principal 
Register establishes a constructive date of first use in commerce, 
contingent on issuance of the registration. Trademark Act Sec- 
tion 7, 15 U.S.C. Section 1057. Accordingly, the applicant may 
not expand those rights through amendment of the identification 
of goods and services. 

Thus the applicant may amend from the more general to the 
specific, but the applicant may not amend the specific to the more 
general. The scope of the goods and services identified initially, 
or as limited by an express amendment, establishes the outer 
limit for permissible amendments. Classification may provide 
some guidance in determining whether an amendment exceeds 
the scope of the goods and services identified initially, but it is 
not controlling. The examining attorney may suggest and may 
permit amendments to the identification of goods and services 
resulting in a change of class, provided the amended identifica- 
tion does not exceed the scope of the original identification. 


Example — If an applicant has erroneously identified its goods 
and services as “menus,” but in fact, the applicant intends to 
register the mark for restaurant services, the applicant may not 
amend the identification of goods to “restaurant services.” In 
such a case, the original identification, which is specific and 
narrow in scope, may not be expanded to services beyond the 
scope of that identification. 


Example — If an applicant has erroneously identified its goods 
and services as “packaging and labels,” but in fact, the 
applicant intends to register the mark for toys, the applicant may 
not amend to correct the identification. The initial identification 
failed to indicate the nature of the applicant’ s goods and services 
in any form, and therefore, the examining attorney must reject 
the amendment to insert an identification of goods and services 
beyond the scope of those stated initially. 


Example — If an applicant has identified its goods and services 
as “advertising and business” the appplicant may not amend to 
specific goods or to services other than those within the scope of 
these terms, generally those services included in International 
Class 35. 


7. Claims of Acquired Distinctiveness 


The 1988 amendments revise Trademark Act Section 2(f), 15 
U.S.C. Section 1052(f), to permit the filing of a prima facie 
showing of acquired distinctiveness based on five years use 
running up to the date the claim is made. The Act now states: 


The Commissioner may accept as prima facie evidence that the 
mark has become distinctive, as used on or in connection with the 
applicant’s goods in commerce, proof of substantially exclusive 
and continuous use thereof as a mark by the applicant in 
commerce for the five years before the date on which the claim 
of distinctiveness is made. 


Trademark Act Section 2(f), 15 U.S.C. Section 1052(f). 


The Act previously required that the relevant five-year period 
precede the filing date of the application. Under the new provi- 
sion, therefore, any five-year claim submitted on or after No- 
vember 16, 1989, is subject to the new time period. This will 
apply even if the application was filed before November 16, 
1989. See Trademark Rule 2.41(b), 37 C.F.R. Section 2.41(b). 
Note the discussion above concerning claims of acquired dis- 
tinctiveness in intent-to-use applications (A.3.f.). 


8. Supplemental Register 
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The 1988 amendments eliminate the one-year- lawful-use 
requirement for eligibility for the Supplemental Register. There- 
fore, on or after November 16, 1989, an applicant may apply for 
registration on the Supplemental Register at any time after 
commencing use of the mark. Likewise, on or after November 
16, 1989, an applicant may amend a pending application to seek 
registration on the Supplemental Register at any time after use of 
the mark has commenced. The applicant may do so even if the 
original application for the Principal Register was filed before 
November 16, 1989. See Trademark Rule 2.47, 37 C.F.R. Sec- 
tion 2.47. However, if the application was filed before November 
16, 1989, and the applicant had not used the mark in commerce 
for one year before the filing date, and the applicant amends to 
the Supplemental Register on or after November 16, 1989, the 
date of the amendment to the Supplemental Register becomes 
the effective filing date of the application. 

As noted above (A.3.g.), an intent-to-use applicant may file an 
amendment to the Supplemental Register only after use has 
commenced and after the filing of an acceptable amendment to 
allege use or a statement of use. In such acase, the effective filing 
date of the application will be changed to the date on which the 
applicant filed the amendment to allege use under Section 1(c) of 
the Act or the statement of use under Section 1(d) of the Act. 

In requesting registration on the Supplemental Register in 
either the original application or in an amendment to the Supple- 
mental Register, the applicant need not include an additional 
statement as to lawful use. Although Section 23 still includes an 
explicit reference to lawful use, any use which is the basis for an 
application on either the Principal or the Supplemental Register 
must be lawful. It need not be stated explicitly. 

In an application under Section 44 of the Act, the applicant 
may seek registration on the Supplemental Register without 
alleging lawful use in commerce and without alleging use any- 
where in the world. Trademark Rule 2.47(b), 37 C.F.R. Section 
2.47(b). 

The 1988 amendments also add the following language to 
Trademark Act Section 27, 15 U.S.C. Section 1095, “Registra- 
tion of a mark on the Supplemental Register shall not constitute 
an admission that the mark has not acquired distinctiveness.” 
Examining attorneys, therefore, should note this provision in 
presenting any refusals or requirements related to the nondistinc- 
tive character of a mark previously registered on the Supplemen- 
tal Register. 


9. Affidavits of Use under Section 8 


The 1988 amendments modify the requirements for the con- 
tent of an affidavit of use which must be filed between the fifth 
and sixth anniversaries of registration. Trademark Act Section 8, 
15 U.S.C. Section 1058. Under the new provision, the registrant 
must identify the specific goods or services on or in connection 
with which the mark is in use in commerce. Similarly, if the 
registrant elects to present an explanation of excusable nonuse, 
this explanation must also relate to specific goods or services. 

Formerly, the allegation of use in commerce related to one or 
more classes with no requirement to specify the goods or serv- 
ices within a class on or in connection with which the mark was 
in use. If the registrant fails to provide an allegation of use or a 
satisfactory explanation as to nonuse as to any goods or services 
in the registration, those goods or services will be cancelled from 
the registration. If the original affidavit of use fails to specify the 
goods and services, the registrant may not amend the affidavit to 
correct this omission after the expiration of the period during 
which the affidavit is due. The registrant may incorporate the 
goods and services by reference. For example, the registrant may 
state, “those goods and services specified in the registration” or 
“those goods and services specified in the registration except. . 
.” specifying any goods or services to be deleted. 

new provision also explicitly requires specimens of use to 

support the affidavit. Formerly, the Act required a “ 
and the Trademark Rules of Practice required as follows, “The 
statement must be supported by evidence which shows that the 
mark is in use, and normally such evidence consists of a speci- 
men or a facsimile specimen which is currently in use, or a 
statement of facts concerning use.” In view of the 1988 amend- 
ments, the rules have been revised to specify that specimens or 
facsimiles are required. Trademark Rules 2.161 and 2.162, 37 
C-F.R. Sections 2.161 and 2.162. 

Specimens of use must be provided before the expiration of 
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the sixth year following If the registrant fails to do 
so, the registration will be cancelled. If the registrant does 
provide specimens, but the Office determines that those speci- 
mens are unacceptable, the Office will require substitute speci- 
mens. In such a case, the registrant must provide specimens of 
use within the time provided. Substitute specimens may be filed 
after the expiration of the sixth year. If the registrant fails to do 
so, the registration will be cancelled. The regi must also 
verify in an affidavit or a declaration under Trademark Rule 2.20, 
37 C-F.R. Section 2.20, that the substitute specimens were in use 
in commerce before the expiration of the sixth year following 
registration. 

Registrants filing affidavits under Section 8 should also note 
the revised rule the establishment of ownership. 
Trademark Rule 2.186, 37 C.F.R. Section 2.186, permits a 
registrant to establish ownership either by recording an assign- 
ment in the Assignment Branch of the Office or by submitting 
proof of the assignment without recording. 


10. Term and Renewal 


The 1988 amendments reduce the registration and renewal 
term from twenty to ten years. Trademark Act Sections 8(a) and 
9, 15 U.S.C. Sections 1058(a) and 1059. ly, registra- 
tions issued on or after November 16, 1989, will be issued for 
ten-year periods and subject to renewal for ten-year 
Registrations issued prior to that date remain in force or their 
existing term of twenty years, but are subject to renewal for ten- 
year periods. Trademark Rule 2.181, 37 C.F.R. Section 2.181. 
For the purpose of ining the relevant renewal period, 
the Office will adhere to the following policy during the transi- 
tion. 


i. If the registration expires on or after November 16, 1989, the 
registration will be renewed for ten years. The Office will not 
take final action to grant any such renewal until November 16, 
1989. 

ii. If the registration expires before November 16, 1989, and 
the Office takes final action to grant the renewal before that 
date, the registration will be renewed for twenty years 

iii. If the registration expires before November 16. 198 1989, and 
the Office takes final action to grant the renewal on or after 
November 16, 1989, the registration will be renewed for ten 
years. 


All renewal terms run from the expiration date of the previous 
term. 

Note Trademark Rule 2.186, 37 C.F.R. Section 2.186, regard- 
ing requirements related to the establishment of ownership of the 

for the purpose of renewals which permits a regis- 

trant to establish ownership either by recording an assignment in 
the Assignments Branch of the Office or by submitting proof of 
the assignment without recording. 


11. Assignments 
a. Content of Assignment Documents 


Office policy governing trademark assignments provides that 
an assignment relating to an application or registration will be 
recorded, even if the assignment document itself does not iden- 
tify the relevant application or registration numbers, provided 
certain conditions are met. Specifically, the policy requires as 
follows with respect to the identification of the properties as- 
signed in such a case: 


(i) The mark and the goods and services are identified in the 
assignment document (or the assignment is of all registrations 
and/or applications owned by the assignor), and the application 
or registration is identified by number and date in a transmittal 
letter or attachment to the assi document, in which case, 
such letter or attachment shall become part of the record of the 
assignment; or 


(ii) An assignment is executed concurrently with or subsequent 
to the filing of an application but before its serial number and 
filing date are ascertained, and the application is identified by its 
date of execution, name of the applicant, mark and goods or 
services. 
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b. Issuance of Registration in Current Owner’s Name 


Trademark Rule 2.187, 37 C.F.R. Section 2.187, has also been 
revised to clarify Office policy concerning issuance of registra- 
tions in the name of assignees or in a new name of the applicant. 
The rule provides as follows: 


The certificate of registration may be issued to the assignee of the 
applicant, or in a new name of applicant, provided that the party 
pn yo cp ar NY , by the time the 
application is being prepared for issuance of the certificate of 
registration, and an document is of record in the 
Assignment Search Room of the Patent and Trademark Office. 
If the assignment or name change document is not of record in 
the Assignment Search Room, then the written request must state 
that the document has been filed for recordation. The address of 
the assignee must be made of record in the application file and in 
the recorded document. 


Trademark Rule 2.187, 37 C.F.R. Section 2.187. 

Any application where such a request has been submitted 
should be forwarded to the assigned examining attorney. The 
assigned examining attorney will ensure that the assignment or 
change of name is entered in the file after recording and will then 
return the application to processing. 

If a party other than the applicant of record attempts to take any 
action in a case, the examining attorney must confirm that the 
new party is the owner in accordance with Trademark Rule 
2.186, 37 C.F.R. Section 2.186. That is, the applicant must 
provide the reel and frame number of an assignment, or the 
applicant must submit other evidence of ownership. 


c. Assignment Fees 


Applicants should note that, effective A 


il 17, 1989, the fee 
for recording assignments of trademarks is 


.00 per application 


or registration assigned. Trademark Rule 2.6, 37 C.F.R. Section 
2.6. 


12. Establishing Ownership of Applications or Registrations 


Trademark Rule 2.186, 37 C.F.R. Section 2.186, as amended, 
provides: 


Any action with respect to an assigned application or registration 
which may or must be taken by an applicant or registrant may be 
taken by the assignee provided that the assignment has been 
recorded or that proof of the assignment has been submitted. 


The previous rule required recording of an assignment in a 
case where the applicant/assignee or registrant/assignee was 
required to take an action, such as filing a response to an Office 
action, filing an affidavit of use under Trademark Act Section 8 
or filing a renewal. While it may be advisable for an applicant or 
registrant to record an assignment of an application or registra- 
tion in view of the provisions of Trademark Act Section 10, 15 
U.S.C. Section 1060, concerning subsequent purchasers, neither 
the Act nor the rules require recordation. 

However, if the party taking the relevant action with respect to 
the application or registration is different from the applicant or 
registrant of record and the filing party has not recorded an 
assignment, the party taking the action must establish that it is the 
owner of the application or registration through appropriate 
evidence. This evidence may consist of a copy of a document 
transferring ownership from one party to another or an explana- 
tion in an affidavit or supported by a declaration under Trade- 
mark Rule 2.20, 37 C.F.R. Section 2.20, that a valid transfer of 
legal title has occurred. 


13. Revival of Abandoned Applications 


Trademark Rule 2.66, 37 C.F.R. Section 2.66, concerning 
petitions to revive abandoned applications, requires that all such 
petitions be filed “promptly.” The Office will continue to 
consider each petition on the merits according to the circum- 
stances of the case, but, as a general rule, all such petitions should 
be filed within two months of the abandonment date. The 
standard for granting a petition to revive continues to be “un- 
avoidable delay.” Please note the discussion above (A.10.) with 
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specific reference to petitions to revive intent-to-use applica- 
tions. 


14. Concurrent Use 


The 1988 amendments insert the following language in Trade- 
mark Act Section 2(d), 15 U.S.C. Section 1052(d), governing 
concurrent use applications which are subject to concurrent use 
proceedings in the Patent and Trademark Office: 


Use prior to the filing date of any pending application or a 
registration shall not be required when the owner of such 
application or registration consents to the grant of a concurrent 
registration to the applicant. 


The statute now provides greater flexibility to applicants seek- 
ing concurrent use registrations. Therefore, if the applicant is not 
entitled to a concurrent use registration on the basis of the 
jurisdictional requirement of use of its mark prior to the earliest 
filing date of any relevant pending application or registration, 
but the relevant prior applicant or registrant has consented to the 
applicant’s concurrent use application, the examining attorney 
should approve the mark for publication, subject to a concurrent 
use proceeding, provided it is otherwise eligible. 

Also, Trademark Rule 2.42, 37 C.F.R. Section 2.42, no longer 
requires that the stated exceptions in aconcurrent use application 
be inserted in the verification or declaration. The exceptions 
need only be provided in the statement portion of the application. 


15.Requests to Divide an Application 


Trademark Rule 2.87, 37 C.F.R. Section 2.87, establishes 
procedures for dividing one application into two separate appli- 
cations. The rule provides as follows: 


(a) An application may be physically divided into two or more 
separate applications upon submission by the applicant of a 
request therefor, in accordance with paragraph (c) of this section. 
In the case of a request to divide out some, but not all, of the goods 
or services in a class, a fee for each new separate application to 
be created by the division must be submitted. Any outstanding 
time period for action by the applicant in the original application 
at the time of the division will be applicable to each new separate 
application created by the division. 


(b) A request to divide an application may be filed at any time 
between the filing of the application and the date the Trademark 
Examining Attorney approves the mark for publication or the 
date of expiration of the six-month response period after 
issuance of a final action; or during an opposition, upon motion 
granted by the Trademark Trial and Appeal Board. Additionally, 
a request to divide an application under section 1(b) of the Act 
may be filed with a statement of use under section 2.88 or at any 
time between the filing of a statement of use and the date the 
Trademark Examining Attorney approves the mark for 
registration or the date of expiration of the six-month response 
period after issuance of a final action. 


(c) A request to divide an application should be made in a 
separate paper from any other amendment or response in the 
application. The title “Request to divide application.” should 
appear at the top of the first page of the paper. 


By dividing the application, the applicant preserves the filing 
date, and thus the potential constructive use date, as to all of the 
goods and services covered by the application. 

Under the rule, the applicant may request that certain goods or 
services in a single class be divided, that is, that a separate 
application with the same filing date be created to cover those 
goods or services. The applicant may also request that an entire 
class or several classes be divided, that is, that one or more 
separate applications with the same filing date be created to 
cover certain classes. 

An applicant may request division of an application for any 
reason. For example, in an intent-to-use application, the appli- 
cant may wish to proceed to publication or registration with 
certain goods and services on or in connection with which it has 
used the mark in commerce and retain an active application for 
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any remaining goods or services. The applicant can do so by 
requesting division of the 

If the applicant requests that the goods or services in a single 
class be divided into one or more separate applications, the 
applicant must submit an sasthesiiintie tor fee for each new - 
tion to be created. The fee is the same as the fee for the filing of 
anew single-class application, $175.00. If an entire class is to be 
divided out from a multiple class application, there is no fee. 
Trademark Rule 2.87(a), 37 C.F.R. Section 2.87(a). There is no 
fee for the request to divide itself. 


a. Processing Requests to Divide 


Specially designated personnel in the ITU Unit will process all 
requests to divide. All requests to divide will be given priority in 
processing over any other paper in the case. All requests to divide 
should be forwarded to the ITU Unit immediately for processing. 
However, if the application is the subject of a before 
the Trademark Trial and Appeal Board, the request should first 
be forwarded to the Board for appropriate action. The ITU Unit 
will process the request as promptly as possible and will return 
the application or applications to regular processing after com- 
pleting action on the request to divide. 

If the request to divide does not include a necessary fee or is 
otherwise deficient, the ITU Unit will notify the applicant of the 
deficiency. The applicant must correct any such deficiency 
within thirty days or, if the division is a necessary component of 
a statement of use, within the time permitted for filing the 
statement of use, whichever is shorter. If the applicant fails to 
correct the deficiency within the time provided, the request will 
be considered abandoned and the application will be processed 
without regard to the request. The ITU Unit will advise the 
applicant of any such action and will refund any fees paid in 
conjunction with the request to divide. 

If the applicant submits a request to divide along with a 
statement of use and a request for an extension of time, and the 
fees are insufficient to cover all three, the fees will be applied first 
to the request for an extension of time, second to the statement of 
use and lastly to the request to divide. 

If the applicant submits a request to divide along with a 
statement of use, and the fees are sufficient for the statement of 
use only, and no time remains for filing additional fees, the 
applicant will be given the opportunity to amend the statement of 
use to include all goods or services in the application. The 
applicant must establish that the applicant used the mark in 
commerce on or in connection with all such goods or services 
within the time permitted for filing the statement of use. If time 
does remain in the existing period for filing the statement of use, 
the applicant will be permitted to submit the additional fees 
within that time period. 

Filing a request to divide an application does not relieve an 
applicant of the duty to respond to any outstanding Office action 
or to take any other required action. 

Likewise, the applicant should note that any outstanding time 
period for action by the applicant in effect at the time the 
application is divided applies not only to the original application, 
but also to each new application created in the division of the 
application. Therefore, if a res; to an Office action is due in 
a case, the is due likewise in each new application 
created through the division of the application. 

Similarly, if a statement of use is due, the period for filing the 
statement of use relevant to the original application is likewise 
relevant to each new application created through the division. 

If a request to divide an application is received at any time 
other than those specified, it will be returned to the applicant with 
any fees submitted for that purpose and the application will not 
be divided. 

The Office will not consider a request to merge two separate 
applications into a single application once again after a proper 
request to divide has been granted. 


b. Division of Registration Not Permitted 


A registration cannot be divided into one or more separate 
registrations. 


16. Correspondence with Applicants Not Domiciled in the 
United States 


U.S.PATENT AND TRADEMARK OFFICE 


1110 TMOG 483 
(222) 


ied to clarify Office pe 37 CFR. Section 2.18, has been re- 


attorney i 
prosecute the application, the Office will send correspondence to 
that authorized person. 


17. Preferred Size for Application Papers 


Trademark Rule 2.31, 37 C.F.R. Section 2.31, now specifies 
that the preferred size for application papers is letter size. This 
policy applies to all submissions related to all applications. 


C. PROVISIONS AFFECTING APPLICATIONS UNDER 
SECTION 44 OF THE ACT 


The 1988 amendments introduce relatively yh ny rH 
fecting applications filed under Trademark Act Section 44, 15 
U.S.C. Section 1126. The amended Rules of Practice incorporate 
changes dictated by decisions in the area and clarify Office 
policy related to the administration of Section 44 in other re- 
spects. The provisions are summarized in this section. 


1. Filing-Date Requirements 


As noted above (A.1.a.), the amended Rules of Practice 
institute a number of changes related to receipt of a filing date 
which affect all applications. This section addresses only those 
changes which relate specifically to ications under i 
44. Trademark Rule 2.21, 37 C.F.R. Section 2.21, sets forth the 
minimum formal requirements to receive a filing date for the 
various types of applications. minimum requirements do 
not include all of the requirements which may apply to qualify 
for registration. 


a. Statement of a Bona Fide Intention to Use the Mark in 
Commerce 


The 1988 amendments require all applicants under Section 44 
of the Act to allege a bona fide intention to use the mark in 
commerce, although use in commerce is not asa 
condition to Any application under ei Section 
44(d) or 44(e) of the Act must include such a statement to receive 
a filing date. Trademark Rule 2.21(a)(5)ii) and (iii), 37 C_F.R. 
Section 2.21(a)(5){ii) and (iii). 

The Office will not presume that an 
44 is also based on intent to use under 
1(b), 15 U.S.C. Section 105 1(b). If the applicant wishes to assert 
both bases, the applicant must indicate so specifically. If the 
applicant indicates that Section 44 is the basis, and nothing more, 
and the applicant fails to comply with the relevant Section 44 
filing-date requirements, the applicant will be denied a filing 
date, even if the application includes a statement of a bona fide 
intention to use the mark in commerce. 


b. Priority Claim or Certified Copy of a Foreign Registration 


In the case of an application claiming the benefits of Section 
44(d), the application must be filed in the U.S. within six months 
of the relevant foreign filing and must include a claim of the 
benefit of a prior foreign application to receive a date. 
Trademark Rule 2.21(a)(5)(iii), 37 C.F.R. Section 
2.21(a)(S5)iii). Trademark Rule 2.39, 37 C_F.R. Section 2.39, 

sets forth the SSS the 

filing date and country of too fast filed foreign appli- 

cation. The applicant should also indicate the serial number of 

ped sare tes fo eee The serial number is not 
to receive a filing date, however. 

In the case of an application under Section 44(e), the 
tion must include a certification or certified copy of the 

i 1 se aas tee Ucied Seon. antitbon tendo 
receive a filing date. Trademark Rule 2.21(a)(5\ii), 37 C.F.R. 
po ne ow em eh te 
other than an original of a certified copy, the Office wi 
a filing date. 
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2. Statement of Dates of Use and Method of Use and Speci- 
mens Not Required 


In any application under Section 44, the applicant need not 
state a date of first use anywhere, nor a date of first use in 
commerce, nor the method of use. Also, the applicant need not 
provide specimens of use. Crocker National Bank v. Canadian 
Imperial Bank of Commerce, 223 USPQ 909 (TTAB 1984). 
Trademark Rules 2.21 and 2.33, 37 C.F.R. Sections 2.21 and 
2.33, have been amended to reflect this change. In such a case, 
the mark need not be in use anywhere for the purposes of the U.S. 


3. The Basis for Registration in Applications Claiming the 
Benefits of Section 44(d) 


In In re Daiwa Seiko, Inc., 230 USPQ 794 (Comm’r Pats. 
1983), the Commissioner clarified the distinction between Sec- 
tions 44(d) and (e) of the Act. The Commissioner held that 
Section 44(d) only provides a basis for receiving a priority filing 
date but does not provide a basis for registration. Therefore, an 
application claiming the benefit of a foreign application under 
Section 44(d) must include a basis for registration also. In most 
cases, the basis for registration will be the foreign registration 
which will issue from the foreign application relied upon for 
priority. The Office will presume that this is the basis for regis- 
tration in any application under Section 44(d) unless the appli- 
cant indicates otherwise. 

Furthermore, the assertion of a different basis for registration 
more than six months after the filing of the foreign application, 
including reliance on a different foreign registration under Sec- 
tion 44(e), will result in the loss of the priority filing date under 
Section 44(d) of the Act. In such a case, the Office will change 
the filing date in the United States to the date on which the 
applicant perfects the new basis for registration by providing 
either a proper statement of dates of use in commerce, a 
assertion of an intent to use in commerce under Section 1(b) of 
the Act or a certificate or certified copy of a foreign registration. 
See TMEP section 706 and Chapter 1000. 

In an application filed under Section 44 before November 16, 
1989, the applicant may amend to add Section 1(b) as a basis for 
registration on or after that date. However, if the applicant has 
claimed priority under Section 44(d) in such a case, and the 
applicant drops the original basis for registration to rely on 
Section 1(b) only, the applicant may not retain the priority date 
unless the amendment asserting Section 1(b) as a basis for 
registration was made within six months of the filing of the 
foreign application relied on for priority. If the amendment was 
made later and the applicant drops the original basis for registra- 
tion, the effective filing date of the application is the date of the 
amendment to assert Section 1(b) as a basis for registration. 


D. PROVISIONS AFFECTING APPLICATIONS BASED 
ON USE IN COMMERCE ONLY 


The 1988 amendments and the amended Rules of Practice do 
not provide any changes, as such, related specifically to applica- 
tions based on use in commerce under Trademark Act Section 
1(a), 15 U.S.C. Section 1051(a), other than those noted above 
(Section B) affecting all applications. In one instance, noted 
here, the amended Rules of Practice merely set forth long- 
standing Office policy in the rules for the first time. 

Trademark Rule 2.59(a), 37 C.F.R. Section 2.59(a), provides 
as follows: 


In an application under section 1(a) of the Act, the applicant may 
submit substitute specimens of the mark as used on or in 
connection with the goods, or in the sale or advertising of the 
services, provided that any substitute specimens submitted are 

by applicant's affidavit or declaration in accordance 
with Section 2.20 (37 C.F.R. Section 2.20) verifying that the 
substitute specimens were in use in commerce at least as early as 
the filing date of the application. The verification requirement 
shall not apply if the specimens are duplicates or facsimiles, such 
as photographs, of specimens already of record in the 
application. 


As noted, this provision merely states long-standing policy in the 
regulations for the first time. 
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E. FILING ON MORE THAN ONE BASIS AND CHANG- 
ING THE BASIS OF THE APPLICATION 


Trademark Rule 2.33(d), 37 C.F.R. Section 2.33(d), precludes 
the filing of an application based on both use in commerce under 
Trademark Act Section 1(a), 15 U.S.C. Section 1051(a), and a 
bona fide intention to use the mark in commerce under Trade- 
mark Act Section 1(b), 15 U.S.C. Section 1051(b). This prohibi- 
tion precludes applications in a single class alleging both use in 
commerce and intent to use as to either the same goods and 
services or different goods or services. Likewise, the prohibition 
precludes applications in more than one class alleging both use 
in commerce and intent to use. If an applicant submits an 
application asserting both Section 1(a) and 1(b) bases for regis- 
tration, the Office will not grant a filing date and will return the 
papers to the applicant. 

The rule also precludes amendments in applications initially 
based on use in commerce under Section 1 (a) to change the basis 
to intent to use under Section 1(b). In an application under 
Section 1(b) of the Act, an applicant may assert dates of first use 
which are earlier than the filing date of the application in an 
amendment to allege use or a statement of use. 

Applicants may allege Section 44 as an additional basis for 
registration in conjunction with either use in commerce under 
Section 1(a) or intent to use under Section 1(b). In such a case, an 
applicant may also allege different bases for the application as to 
specific goods or services within a class. If an applicant asserts 
more than one basis for registration, the applicant must satisfy all 
of the requirements for registration which apply to each basis 
asserted. The applicant must indicate clearly that it asserts two 
bases for registration. 

If an applicant asserts both intent to use and Section 44(e) as 
the bases for registration, the Office will not approve the mark for 
publication until the applicant submits a certificate or certified 
copy of the foreign registration. 

In an application filed under Section 44 before November 16, 
1989, the applicant may amend to add Section 1(b) as a basis for 
registration on or after that date. However, if the applicant has 
claimed priority under Section 44(d) in such a case, and the 
applicant drops the original basis for registration to rely on 
Section 1(b) only, the applicant may not retain the priority date 
unless the amendment asserting Section 1(b) as a basis for 
registration was made within six months of the filing of the 
foreign application relied on for priority. If the amendment was 
made later and the applicant drops the original basis for registra- 
tion, the effective filing date of the application is the date of the 
amendment to assert Section 1(b) as a basis for registration. 


[1108 TMOG 30] 


TRADEMARK POST REGISTRATION 


(223) Trademark Rule 2.165 Requirement 
Where A Section 8 Affidavit Or 


Declaration Is Held Insufficient 


Several recent Petitions to the Commissioner have indicated 
a failure on the part of registrants and their attorneys to follow 
the requirements of Trademark Rule 2.165. Therefore, review- 
ing certain basic elements of this rule is considered timely so 
as to alert registrants and attorneys to technical errors which 
might lead to the cancellation of a valuable trademark regis- 
tration. 

Part (a) of Rule 2.165 indicates that the examiner will notify 
the registrant when an affidavit or declaration of use under 
Section 8 of the Statute is insufficient and the reasons therefor. 
When the registrant wishes the examiner to reconsider the 
affidavit or declaration, or when the registrant has taken 
additional steps to rectify the deficiencies and desires to have 
the examiner reconsider the affidavit or declaration in light of 
those steps, the request for reconsideration must be submitted 
within 6 months of the date of mailing of the notice of insuf- 
ficiency. 

Note, however, that a supplemental or substitute affidavit or 
declaration required by Section 8 cannot be considered unless 
it is received before the expiration of the six year anniv 
of the registration. Consequently, registrants should file their 
affidavits as early as possible during the sixth year following 
registration. 
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dled a sehen de alien an oleae 
affidavit or declaration requires recording an 
with the Assignment Division of this Office. Sas onan 
cannot be completed within 6 months, the must at least 
respond to the examiner’s notice of i within that 
io daasaaes umes Eoliaen ata Ceram te 
correct the deficiency. The examiner can then allow the reg- 
istrant additional time or suspend action on the 
circumstances. Registrants must always observe the “six 
month response” —~ eee eee ae 
from an adverse 

Post @) of Rue 2.165 pennits © etafetant'te sequel Ge 
Commissioner to review the action of the examiner when he 
is dissatisfied with that action. Review by the Commissioner 
should be sought only where it is believed that the examiner 
has erred in his action. In other words, the Commissioner’s role 
is to review the correctness of the examiner’s action and not 
to serve as an alter ego of the examiner before whom the 
registrant may seek to correct deficiencies. 

When review by the Commissioner has been sought, the 
decision on that request constitutes the final action of the Patent 
and T: Office. If no review by the Commissioner is 
sought and if no request for reconsideration of an examiner’s 
action is timely filed, the Commissioner will notify the registrant 
of the deficiency in the affidavit or declaration after the sixth 
year has expired. Such notice is never mailed prior to the 
expiration of the sixth year following registration nor until a 
reasonable time has elapsed f ing a six month period from 
the last action mailed by this Office. This notice constitutes the 
final action of the Patent and Trademark Office in those cases 
where the Commissioner’s review has not been Once 
this notice has been mailed, it is too late (under the Rules of 
Practice) to request the Commissioner to review the action of 
the examiner. Review would only be proper if an affiant could 
show circumstances sufficient to suspend the finality element 
of Rule 2.165(b) pursuant to Rule 2.148. 

Registrants will be held to strict compliance with Rule 2.165 
as it has been briefed above. Therefore, parties are urged to 
respond fully as soon as possible after an action is received from 
the examiner. 


BERNARD A. MEANY, 
Assistant Commissioner 
for Trademarks. 


Dec. 12, 1977. 
[966 TMOG 80] 


(224) Late-Filed Renewal Fees 
Sections 9 and 31 of the Lanham Act (15 U.S.C. §§ 1095 
and 1113) require that an additional five dollar ($5.00) fee be 
submitted by a registrant who files a renewal application during 
the three-month period following expiration of its registration. 
The language of the statute requires that this additional fee be 
submitted within the three-month grace period. A number of 
registrants who have failed to submit the additional fee within 
the prescribed period have petitioned the Commissioner to allow 


which contained, on the date the renewal application 

sufficient funds to cover the additional fee. Specifically, the 
Commissioner has exercised discretion under Trademark Rules 
2.146(a)(3) and 2.147 to deem the authorizations to charge the 
deposit accounts to have taken place at the time the registrants 
filed their renewal applications, even though the authorizations 
were not confirmed until a later date. This Office policy was 
established by the Commissioner's decision in Jn re Ralston 
Purina Co., 191 USPQ 154 (Comr. Pats. 1976). 
The policy established 7 i 


application fees. To allow an authorization to 
charge a deposit account to relate back to a date on which no 
actual authorization existed is, in effect, to allow late payment. 
It is inequitable to permit those registrants who have deposit 
accounts (or those whose attorneys have such accounts) to make 
late payment of renewal fees, while those without deposit 
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(224) 
accounts may not. 
Petitions relying on Ralston Purina will, after the date of this 
notice, be denied, unless the events that gave rise to those 
petitions occurred before publication of this notice. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Feb. 20, 1981. 


[1004 O.G. 29] 


(225) Renewal Applications and 
Section 8 Affidavits 


There has been a noticeable increase in the number of 
petitions requesting 
sesued Sacion 9 Adhaovies and anetad 
35 U.S.C. § 26, Go anect Common gotten oieg © tiah of 
notarization or a Rule 2.20 declaration. Often, such 
are necessitated by the failure of owners to file the 
i eee eects sae 


anniversary beyond 
the expiration of the twenty year term. While the Post Regis- 
tration Division may allow up to six months to respond to a 
notice of defect, it may not allow corrective action beyond the 
ane ay pete pe peng omen 

the registrant’s best interest to file such documents as close 
en ho eouinn G:tv as pueuiife & diow Gap Srenuntinnt 
necessary. Provisional acceptance under 35 U.S.C. § 26 has 
been, and will continue to be, given narrow application. 
rr eo oe 
acquiring an extension of time. 

We have also become aware of many delays caused by 
defects in the chain of title. Registrants are encouraged to 
ee a Se 
regard to ownership of registrations. 

Led eal ee nm op mp yam 


Apr. 19, 1983. 


[1030 TMOG 37] 


Trademark Examining Operation 


Effective Dec. 1, 1983, woes ved 
and Trademark Office under 
trademark statute (15 U.S.C. 1087) will be 
considered by the Post Registration 


(226) 
to the Patent 


of Section 7 of the 
status should be directed to 703-557-1986. 
Dec. 2, 1983. 

[1038 TMOG 256] 


(227) 


Expedited Service for Certified Copies of 
Trademark Registrations 


On Oct. 4, wee rahe for obtaining certified 
copies of trademark registrations will be available to the public. 
The cost of a certified copy showing title and/or status 
will be $10.00 plus 100 for the cxpedised service for a total 





1110 TMOG 486 
(228) 


of $35.00 per copy; a certified copy of the registered mark, not 
showing title or status, will be $5.00 plus $25.00 for expedited 
service for a total of $30.00. Requests received in the Post- 
Registration Section of the Trademark Services Division, 
Crystal Plz. 2-4C24, before 12:00 noon on U.S. Patent and 
Trademark Office scheduled work days will be filled within 
three work days. 

Requests for expedited service which are hand carried to the 
Post-Registration Section located in Crystal Plz. 2-4C24 will be 
available for pickup at the same location after 12:00 noon three 
work days later. Requests for expedited service which are mailed 
to the Patent and Trademark Office will be processed and mailed 
back to the requester three work days after they are received 
in the Post-Registration Section from the U.S. Patent and 
Trademark Office mail room. All requests for expedited service 
will be machine stamped when received in the Post-Registration 
Section and machine stamped upon completion by the Post- 
Registration Section. 

Anyone requesting expedited service will be limited to five 
registration numbers per day. Limits on the number of regis- 
trations being certified are needed in order to ensure that service 
is not disrupted for routine requests for certified copies. The 
guarantee of service in three work days is based on the ability 
of the Post-Registration Section to process up to 1,000 expedited 
copies out of an average of 16,000 copies processed each year. 

Inquiries about the service should be addressed to: 

Patricia M. Davis 

Administrator for Trademark Operations 
Trademark Examining Operation 
Crystal Piz. 2-3C06 

(703) 557-3268 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Aug. 19, 1986. 


[1070 TMOG 4] 
Helpful Hints 


* Trademark Post Registration - Failure to Specify Type of 
Commerce in Section 8 Affidavits or Declarations— Section 
8(a) of the Trademark Act requires that before the end of 
the sixth year following registration, an affidavit must be 
filed showing that the “mark is in use in commerce.” [15 
U.S.C. 1058a]. 

The Trademark Rules require that all Section 8(a) affi- 
davits or declarations “state that the registered mark is in 
use in commerce and specify the nature of such commerce.” 
(37 C.F.R. Section 2.162(e)]. 

The affidavit or declaration must be filed between the fifth 
and sixth year following the date of registration and it must 
contain a statement that the “mark is in use in commerce,” 
with evidence thereof. There may b> 0 extensions of time 
beyond the sixth year for submissio.: of this statement and 
evidence of use of the mark in commerce. However, if the 
timely-filed affidavit or declaration does not set forth the 
type of commerce, the registrant will be given six months 
to submit that information even though the sixth year may 
have expired. The rules do not provide for any further 
extensions of time beyond the six months. (Carlisle Walters, 
703-557-3061) 


* Backlogs in Trademark Renewals and Section 8 Affidavits 
and Declarations — Registrants are advised that a backlog 
currently exists in the processing of Trademark Renewals 
and Section 8 affidavits and declarations. While the Patent 
and Trademark Office conducts a preliminary review of 
critical elements in order to notify registrants of statutory 
deficiencies prior to the expiration of the statutory period 
for the submission of required documents, the ultimate 
responsibility for complying with the requirements of the 
statute and the rules rests with the registrant. (Carlisle 
Walters, 703-557-3061) 


(228) 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


July 1, 1988 


[1092 TMOG 11] 
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(229) Section 8 Requirements 


For Trademark Registrations 


Any registrant who files in the Patent and Trademark Office, 
on or after November 16, 1989, an affidavit or declaration under 
Section 8 of the Trademark Act will be required to comply with 
the requirements of the Trademark Law Revision Act of 1988 
[Title 1 of Pub. L. 100-667, 102 Stat. 3935 (15 U.S. C. 1051)], 
which takes effect on November 16, 1989. The Trademark Law 
Revision Act amends 15 U. S. C. 1058(a) by adding the require- 
ment that a registrant submit an affidavit “setting forth those 
goods or services recited in the registration on or in connection 
with which the mark is in use in commerce and attaching to the 
affidavit a specimen or facsimile showing current use of the 
mark....” 

For Section 8 affidavits or declarations filed on or after 
November 16, 1989, the Patent and Trademark Office will 
require registrants to specify the goods and services to which the 
Section 8 affidavit or declaration pertains. The registrant may 
comply with the requirement for specification of its goods and 
services by listing each of the goods and services to which the 
Section 8 affidavit or declaration pertains or by making an all- 
encompassing reference to the goods and services recited in the 
registration (e. g., “The mark is in use in connection with all the 
goods and services recited in the registration.” or “The mark is 
in use in connection with all the goods and services recited in the 
registration, with the exception of ...” . The Patent and Trade- 
mark Office prefers that the registrant use an all-encompassing 
reference to its goods and services as the method of specification, 
especiallly where the mark is registered for numerous goods and 
services. 

If the registrant fails to file, before the end of the sixth year 
following registration, a Section 8 affidavit or declaration that 
sets forth goods and services in connection with which the mark 
is in use, the registration will be cancelled. Similarly, those goods 
or services recited in the registration but not specified in a 
Section 8 affidavit or declaration filed before the end of the sixth 
year following registration will be deleted from the registration. 
After the end of the sixth year following registration, the Patent 
and Trademark Office will not accept a substitute Section 8 
affidavit or declaration filed to correct registrant’s failure to 
specify, or to specify completely, the goods and services on or in 
connection with which the mark is in use. 

A Section 8 affidavit or declaration filed on or after November 
16, 1989 must include a specimen or facsimile showing current 
use of the registered mark. The registrant will be required to file 
one specimen or facsimile for each class of goods or services to 
which the registration pertains. For a single-class registration 
covering multiple goods or services, only one specimen or 
facsimile showing current use of the mark on one of the goods or 
services in that class will be required. Similarly, for a mulitiple- 
class registration, the registrant will be required to file, for each 
class of goods or services covered by the multiple-class registra- 
tion, one specimen or facsimile showing current use of the mark 
on one of the goods or services in that class. 

If the registrant fails to file, before the end of the sixth year 
following registration, an affidavit or declaration that includes a 
proper specimen or facsimile for each class of goods or services 
to which the registration pertains, the registration will be 
cancelled as to that class of goods or services. After the end of the 
sixth year following registration, the Patent and Trademark 
Office will not accept a substitute Section 8 affidavit or declara- 
tion filed to correct the omission of a proper specimen or 
facsimile. 


June 15, 1989 Jeffery M. Samuels 


Assistant Commissioner 


for Trademarks 
[1104 TMOG 22] 


(230) RENEWAL OF TRADEMARK REGISTRATIONS 
(Revised) 


This supersedes the notice that 


in the Official 
Gazette on May 2, 1989; (1102 TMOG 5): 
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The Trademark Law Revision Act of 1988 [Title 1 of Pub. L. 
100-667, 102 Stat. 3935 (15 U.S.C. 1051)], which takes effect on 
November 16, 1989, amends 15 U.S.C. 1059(a) to reduce the 
renewal term of a registration from twenty years to ten years from 
pal wn nee ee 

hose expiration date is prior to November 
16, 1989, ae ere ae from the 
end of the expiring period for: 


(a) twenty years if the renewal is granted prior to November 
16, 1989, or 

(b) ten years if the renewal is granted on or after November 16, 
1989, regardless of the renewal application filing date. 


Any registration whose expiration date is on or after Novem- 
ber 16, 1989, rm teen pom a , for ten 
years from the end of the expiring period, regardless of the 
renewal application filing date. 

The present practice of notification of renewal will continue. 
However, the updated renewal certificate issued by the PTO will 
be modified to specifically indicate the length of the renewal 
period. The notice of renewal appearing in the Trademark 
Official Gazette will be modified to indicate the date of the 
acceptance of renewal. 

August 16, 1989 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks. 


[1106 TMOG 25} 


TRADEMARK INFORMATION AND 
CORRESPONDENCE 


(231) 


Powers of Attorney in Registered 
Trademark Files 


On and after Feb. 1, 1967, communications advising of 
changes in the powers of attorney for registered trademarks will 
be placed in the registration files, but will not be acknowledged 
by the Patent Office. The information will thus be available to 
those who inspect the files, but since these powers of attorney 
do not directly concern the Patent Office, acknowledgments are 
not believed to be necessary. 


C.M. WENDT, 
Jan. 30, 1967. Director. 


[835 TMOG 95] 


(232) Initial Processing of Application 

On Feb. 1, 1972, ap ee pcb eee ne 
Section of the Patent Office will be reorganized. The 
of the reorganization is to provide the public and with 
more current information concerning newly filed anion 

The prompt initial processing of trademark applications is 
necessary in order to fulfill one of the main Patent Office 
functions, that of producing a record, accessible to the public, 
of new trademark activity to facilitate the clearance of new marks 
for use, determine the registrability of proposed marks, and 
avoid conflicts with the rights of others. In order to maintain 
a record of marks applied for which reflects the most current 
information available to the Office concerning them, the early 
processing of drawings in order to have them placed in the search 
room is considered as a first priority. The processing of these 
drawings includes the assignment of serial numbers, initial clas- 
sification, duplication of the drawing and the forwarding of 
copies of the drawing to the search room. Other functions which 
are necessary in the processing of applications, such as the 
processing and mailing of filing receipts, are secondary to the 
processing of drawings. 

In past years, there have been delays in processing appli- 
eutens entwunsting application drawings to the search room 
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ered until processing by | 
Effective date. The 
become effective Feb. 1, 1972. 


Jan. 11, 1972. 


Science and Technology. 
Published in 37 F.R. 942; Jan. 21, 1972 
[895 O.G. TM 193] 


(233) Dissemination Of Trademark Information 


In order to clarify the policy regarding Trademark Examiners 
giving out Trademark information to the general public, the 
following directive has been promulgated: 

Trademark Examiners are reminded that they may only be 


responsive to questions regarding 
Trademark matters must be 


703-557-3268. 


Feb. 15, 1978. 
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The of this notice is to explain the circumstances 
in which the Trademark Examining Operation can respond to 
written and telephone requests for information about the status 
of trademark registrations. Only limited information can be 
provided by telephone. 


I. Orders for “Status” Copies 


The most reliable means of obtaining status information 
concerning a registration is a written order for a “status” copy 
of the registration. Status copies show whether affidavits have 
been filed under Sections 8 and 15, whether the registration has 
been renewed or cancelled, and whether certain other actions 
have been taken with respect to the registration. The charge for 

ies of registrations showing status and/or title, if not certified, 
is $6.50, effective Oct. 1, 1982. The charge for a certified copy 
showing status and/or title is $10.00 effective the same date. 


Il. Telephone Information Available from the Search Library 


If the caller has the registration number, he or she may leave 
a request for status information on an automatic answering 
machine in the Trademark Search Library (Search Room) at 703- 
557-3282. The Search Library staff will call back with the 
information requested within one working day. Callers are asked 
to limit their requests to two registration numbers per day. 
The Search Library staff is not permitted to make “searches” 
to determine if particular marks are in the Office’s search files. 
Neither is the staff able to supply information as to the ownership 
or assignment of registrations, or to read over the telephone 
lengthy passages of a registration, such as the identification of 
goods or services. 


III. Telephone Information on Receipt of Section 8 and 15 
Affidavits and Renewal Applications 


The Post Registration Section can be reached by calling 703- 
557-2923. The staff of this section can advise only on whether 
an affidavit or a renewal application has or has not been received. 
Inquiries as to whether affidavits and renewals have been 
accepted should be directed to the Search Library. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Sept. 15, 1982. 
[1023 TMOG 15] 


(235) Transmittals for Use of 


Deposit Accounts 


When statutory fees are to be charged to a deposit account, 
the processing of the application can be facilitated by submitting 
the applicant’s transmittal letter or other correspondence speci- 
fying the account to be charged in triplicate. Submission of these 
documents in triplicate will eliminate the need for the Mail Room 
to photocopy the document and thereby reduce the processing 
time of incoming mail. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Nov. 21, 1983. 
[1037 TMOG 15] 


(236) Helpful Hints From The PTO 


* DataTo Be Included on Patent and Trademark Papers Filed 
In The PTO In Response To Office Actions—Perhaps the 
greatest cause of delay and wasted time in the support 
sections of the PTO is in trying to match papers bearing 
incorrect or incomplete data with applications. Because 
some Trademark Papers are not clearly identified as per- 
taining to Trademark applications, they are frequently 
misrouted to the Patent Examining Groups. 

On all papers related to Patent applications, type the word 

“PATENT” in the upper right-hand corner of the document. 

Also, please include the correct serial number, filing date, 
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inventor’s name, and title of the invention. Additionally, include 
the examiner's name, and group art unit number or other 
identifying data found on the most recent letter from the PTO. 
(37 CFR 1.1fa)). 

However, please note that an organizational restructuring of 
the Patent Examining Corps has resulted in many applications 
being reassigned to new Groups and Art Units. Your attention 
is directed to the NOTICE OF CHANGES IN THE PATENT 
EXAMINING CORPS that appeared in the OFFICIAL GA- 
ZETTE on June 26, 1984, (1043 OG 23), which identifies the 
Group Art Unit of each examiner (1043 OG 40 through 1043 
OG 67). Letters mailed from the Groups after Apr. 15, 1984, 
should reflect the current identifying data. 

For all papers related to Trademark {ro applications, type 
the word “TRADEMARK” in the upper right-hand corner of 
the document. Also, please set forth the applicatant’s name, 
correct serial number (including the series number which 
currently is “73"), filing date, law office, examining attorney 
and mark. 

Documents for which no fee is required at the time of filing 
(e.g., amendments to applications and requests for extensions 
of time to file an opposition) continue to be addressed: 


Box 5 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Mail directed to the Trademark Trial and Appeal Board 
should have mark “Attention: TTAB” on the envelope in 
additon to “Box 5.” 


° Mailing Responses To The PTO—Iin general, it would 
eliminate or greatly reduce processing steps by the PTO support 
staff, and will avoid interruption of the examiner’s work, if a 
few simple, general rules were followed in regard to mailing 

of the responses to the PTO: 


1. After a Patent or Trademark application is filed, please 
avoid filing additional papers (other than those request- 
ing a filing receipt or those required by the Office) until 
the filing receipt or return post card identifying the Serial 
Number and Patent Examining Group Art Unit or 
Trademark Law Office has been received. 

2. In Patent applications, requests for extensions of time, 
changes of address, proposed drawing corrections, and 
petitions are sometimes incorporated in the remarks 
section or at the beginning of papers entitled “Amend- 
ment” or “Response.” In Trademark applications, 
change of address and powers of attorney are sometimes 
incorporated in the remarks section or at the beginning 
of papers entitled “Amendment” or “Response”. Please 
present such items in separate papers, appropriately 
titled, since they are all handled by different personnel 
(37 CFR 1.4(c)). However, please include a statement 
in the amendment/response describing the paper being 
filed. 

3. Where a supplemental or preliminary amendment is found 
necessary in Patent or Trademark applications, please 
telephone the examiner and request that the examiner 
delay action for a certain time in order to avoid crossing 
in the mails of the amendment and the Office action. 

4. File Patent and Trademark documents which have no 
particular time or sequence requirement, with materials 
submitted in response to the statutory or regulatory re- 
quirements. Examples are certified copies of foreign 
documents to support priority and formal drawings in 
Patent applications or changes in Power of Attorney or 
Mailing Address following first action. 

5. If a disclosure statement is to be filed before an Office 
action, file it when the application is filed. Some Group 
Art Units have greatly reduced the pendency to first 
action. Hence, many examiners are taking up new 
applications before an information statement is matched 
with the application. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


July 10, 1984. 


[1044 TMOG 44] 
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(237) Published Trademark Applications 


Papers which are filed in the Patent and Trademark Office 
in connection with published trademark application files should 
be captioned to the attention of the Trademark Quality Review 
Clerk and addressed as follows: 


Commissioner of Patents and Trademarks 
Attention Box 5, Trademark Quality Review Clerk 
Washington, D.C. 20231 


This mailing should be used only for papers filed after 
publication but before issuance of the registration. This could 
include corrections to information which appears to have been 
inadvertently or incorrectly published in the Trademark Official 
Gazette, as well as changes of attorney or address or 
notification of filing an assignment. Corrections to information 
published in the TMOG must be received in the Office before 
the registration is issued. 

Use of this mailing address for corrections will help ensure 
that such papers are properly routed within the Office. Tele- 
phone inquiries concerning corrections or other matters in 
relation to published trademark applications should be directed 
to (703) 557-4249. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


Dec. 10, 1984. 
[1050 TMOG 316] 


(238) Notices of Abandonment 

The Trademark Operation has begun notifying trademark 
applicants when their pending applications have been aban- 
doned by the Office. Under this new procedure, a computer- 
generated post card bearing the notice, serial number, applicant 
name and abandonment date will be sent to the 
address designated by the applicant. The post cards will be 
mailed within 2 to 4 weeks after the application is declared 
abandoned. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


Jan. 13, 1986. 


[1063 TMOG 4] 


(239) 


Change of Correspondence Address in 
Trademark Applications 


Applicants are reminded that when an application is filed 
and a correspondence address is entered in the Official record, 
correspondence will continue to be sent to such address until 
the applicant or party, or the attorney-at-law or other authorized 
representative of the applicant or party, indicates in writing that 
correspondence is to be sent to another address. 37 CFR Section 
2.18. The filing of a response to an Office action on letterhead 
stationery that indicates a different address from the correspon- 
dence address of record is insufficient notice that correspon- 
dence is to be sent to another address. Specific language is 
needed which can reasonably be interpreted to be a request to 
change the address. See TMEP Section 603. 

If a power of attorney has been filed in an application, a 
subsequently filed power of attorney will be regarded as a written 
request to change the correspondence address, even if there is 
no specific language changing the address or revoking the prior 
power of attorney. See TMEP Section 603. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


May 15, 1986. 


[1067 TMOG 7] 


Use of Restricted Deposit Account for 
Electronic Ordering of Patent and Trademark Copies 


(240) 


U.S. PATENT AND TRADEMARK OFFICE 


Effective July 1, 1986, the restricted 
those 


1 deposi requires 
clue sf ORGS af to el hanhaaiee chacmmiaes 
a Se 
1,000. 
In FY 1986, the Office established the restricted deposit 
- - — of newly 


PR SE Ese 
SS eS eee 
trademarks through the use of a computer terminal and modem. 
EOS is available only to PTO deposit account holders. 

Many people who are interested in using EOS to order copies 
of patents and trademarks and who do not have PTO i 
accounts find the $1,000.00 balance required for the unrestricted 
account prohibitive. Therefore, the use of restricted account is 
pm repeat oy og ee = Subscriptions and 

EOS ordering are the only two services for which restricted 
accounts may be used. If you have any questions on subscrip- 
tions or EOS, please call Mary Brown on (703) 557-3236. If 
you have questions on deposit accounts, please call Delores 
Riley on (703) 557-3227. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


June 23, 1986. 


[1068 TMOG 4] 


of Commerce 
Patent and wo pe 
37 CFR 


Parts 1 and 2 
[Docket No. 81024-9018] 
Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, Parts 1 and 
2 of Title 37, Code of Federal Regulations to adjust = 
fee amounts and to reduce certain trademark fee amounts. 


Eni eg er ob pet oe haw 
amendments of the rules of practice in patent cases which would 


jjustment of patent 

by sections 6 and 41 of Title 35, United States Code, and section 
103(b) of Pub. L. 100-703. Establishment and adjustment of 
trademark fees is provided for by section 31 of the Trademark 
(Lanham) Act of 1946, as amended (15 U.S.C. 1113) and section 
103(c) of Pub. L. 100-703. 
Effective Date: Apr. 17, 1989. 
For Further Information Contact :Frances Michalkewicz by 
—————— 557-1610 or by mail marked to her attention 

and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


Supplementary Information : Patent fees were set on Oct. 1, 
1982, in accordance with the provisions of Title 35, United States 
Code (Pub. L. 97-247). Patent fees were adjusted effective Oct. 
5, 1985, in accordance with the provisions of Title 35, United 
States Code. Trademark fees were set on Oct. 1, 1982, in 
accordance with the provisions of section 31 of the Trademark 
(Lanham) Act of 1946, as amended (15 U.S.C. a 
and adjusted on Oct. 1, 1986, in accordance with the provisions 
of that Act and Title 35. On Nov. 6, 1986, legislation 
the way fee adjustments could be made was enacted as 
L. 99-607. The fee adjustment provisions of Pub. L. 99-607, 
sections 3(a) and 3(b) expired on Sept. 30, 1988. On Nov. 19, 
1988, legislation extending section 3(a) and section 3(b) of Pub. 
was enacted as Pub. L. 100-703. Therefore, patent 
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and trademark fee adjustments will be guided by the provisions 
of Title 35, United States Code, and the Trademark (Lanham) 
Act of 1946, as amended (15 U.S.C. 1113), and by Pub. L. 100- 
703. 

The Patent and Trademark Office is amending 37 CFR 2.6 
to reduce the fee for filing an application for trademark reg- 
istration from $200 to $175 per class. The Office also is reducing 
the fee for recording trademark assignments and agreements or 
other relating to the property in a registration or appli- 
cation from $100 to $8 for each mark in the same document. 

Effective Oct. 1, 1982, trademark operations within the Office 
became 100 percent user-fee funded. Experience to date has 
demonstrated that the fees first established in Oct. 1982, and 
as later adjusted in Oct. 1986, are more than adequate to meet 
total trademark function costs. At the end of fiscal year 1988, 
total trademark function fees exceeded total trademark function 
costs by approximately $10 million. Left undisturbed, it is 

that the current trademark fee structure will result in 
an additional $12.7 million in excess fees over the course of 
the next three-year fee cycle. Thus, by the end of fiscal year 
1991, total trademark fees are projected to exceed total trade- 
mark costs by almost $23 million if the current fee structure 
remains in place. 

In this light, the Office is proposing to reduce both the 
trademark application and assignment fees. Reducing the ap- 
plication fee to $175 would be consistent with the legislative 
history surrounding passage of Pub. L. 97-247. In its report (H. 
Rep. No. 97-542, May 17, 1982), the House Committee on the 
Judiciary stated that, “It is expected that the Commissioner 
will set the [trademark] fees in a way that the filing fee will be 
kept as low as possible to foster use of the Federal registration 
system.” The application filing fee from Oct. 1982 to Oct. 1986 
was $175. The filing fee was increased in 1986 to $200 in an 
effort to recover a greater percentage of the actual costs incurred 
in the processing of trademark applications. While the reduction 
will increase the discrepancy between the application filing fee 
and our projected unit cost, the size of the current “surplus,” 
as well as the objective of encouraging filings, supports the 
action. 

Reducing the fee for recording trademark assignments to $8 
for each mark makes such fees consistent with those for the 

ing of patent assignments. 

While the fee reductions still will leave a healthy “surplus,” 
prudence suggests that further reductions be held in abeyance 
pending implementation of “The Trademark Law Revision Act 
of 1988” (Pub. L. 100-667). The Act, among other things, 
permits applicants to file applications for Federal trademark 
registrations based upon a bona fide “intent-to-use” the mark 
in commerce. Implementation of “intent-to-use” legislation 
will require the Office to incur additional expenditures, such 
as increased personnel costs and improved computer capabili- 
ties. The Office will review _ its trademark fee structure ap- 
proximately 18 months from implementation and propose 
further fee adjustments if warranted but will not propose to adjust 
the application and assignment fees. 

Even absent “intent-to-use,” the Office will probably be 
required to upgrade its computer capabilities within the near 
future. Moreover, implementation of an automated trademark 
assignment system, now scheduled for fiscal year 1990, and 
other improvements in automated searching, will result in in- 
creased demands on trademark resources. 


BACKGROUND: 


Provisions of Title 35 and Title 15, United States Code, and Pub. 
L. 100-703 Which Affect This Notice of Final Rulemaking 


Patent and Trademark Office fees are authorized by 35 U.S.C. 
41 and 35 U.S.C. 376. Section 41(a) of Title 35, United States 
Code, establishes a number of statutory fees. Among the more 
significant of these are fees for filing a patent application and 
issuing a patent. Certain other fees, such as appeal fees, the fee 
for filing a disclaimer, fees for filing petitions seeking to revive 
an abandoned application and for extensions of time also are 
set in 35 U.S.C. 41(a). Section 41(b) of Title 35, United States 
Code, sets forth the statutory fees for maintaining a patent in 
force if the application was filed on or after Aug. 27, 1982. 

The provisions of Pub. L. 96-517 also establish maintenance 


fees for patents other than design and plant patents issued on 
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applications filed on or after Dec. 12, 1980 and before Aug. 
27, 1982. These maintenance fees are to recover 25 percent of 
the estimated cost to the Office of processing patent applications. 

Section 1 of Pub. L. 97-247 authorized the reduction by 50 
percent in the fees paid under 35 U.S.C. 41(a) and 35 U.S.C. 
41(b) by independent inventors, small business concerns, and 
nonprofit izations, who meet the definitions established. 
Section 1(a)(2) of Pub. L. 99-607 makes this provision perma- 
nent in 35 U.S.C. 41(h). 

Section 41(f) of Title 35, United States Code, provides that 
fees established in 35 U.S.C. 41(a) and 35 U.S.C.41(b), “may 
be adjusted by the Commissioner on Oct. 1, 1985, and every 
third year thereafter, to reflect any fluctuations occurring during 
the previous three years in the Consumer Price Index, as 
determined by the Secretary of Labor.” Section 41(f) also 
provides that changes of less than one percent may be ignored. 
Pub. L. 100-703 makes no modifications to 35 U.S.C. 41(f). 

Section 41(d) of Title 35, United States Code, provides that 
the “Commissioner will establish fees for all other processing, 
services, or materials related to patents” which are not covered 
in 35 U.S.C. 41(a) and 35 U.S.C. 41(b), “to recover the estimated 
average cost to the Office of such processing, services or ma- 
terials.” 

Section 103(b) of Pub. L. 100-703 changes the way fees 
established under 35 U.S.C. 41(d) can be adjusted. For fiscal 
years 1989, 1990, and 1991, the Commissioner cannot 
increase fees established under 41(d) except for the purposes 
of making adjustments which in the aggregate do not exceed 
fluctuations during the previous three years in the Consumer 
Price Index. 

Section 103(b) of Pub. L. 100-703 provides that the Com- 
missioner cannot establish additional fees under 35 U.S.C. 41(d) 
during fiscal years 1989, 1990, and 1991. 

Section 376 of Title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under the 
Patent Cooperation Treaty. The fees under the Patent Coopera- 
tion Treaty are keyed to full cost recovery of the processing 
costs under the Treaty. Pub. L. 100-703 makes no modifications 
to 35 U.S.C. 376. 

Section 31 of the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113) authorizes the Commissioner to 
establish fees for the filling and processing of an application 
for the registration of a trademark or other mark, and for all 
other services and materials relating to trademarks and other 
marks. No fee for the filing or processing of an application for 
the registration of a trademark or other mark or for the renewal 
or assignment of a trademark or other mark will be adjusted 
more than once every three years. The House Committee on 
the Judiciary, in a report that accompanied H.R. 6260, which 
ultimately was enacted as Pub. L. 97-247, recommended a trade- 
mark fee schedule to the Commissioner which was established 
by a rule published in the Federal Register on July 30, 1982 
at 47 FR 33086, effective Oct. 1, 1982. 

A final rule to increase the trademark application filing fee 
per class and the fee for copies of trademarks was published 
in the Federal Register on Aug. 4, 1986 at 51 FR 28052. The 
increased fees became effective on Oct. 1, 1986. 

Section 103(a) of Pub. L. 100-703 changes the way fees 
established under the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113) can be adjusted. For fiscal years 
1989, 1990 and 1991, the Commissioner cannot increase fees 
established under the Act except for the purposes of making 
adjustments which in the aggregate do not exceed fluctuations 
during the previous three years in the Consumer Price Index. 

Section 103(a) of Pub. L. 100-703 provides that the Com- 
missioner cannot establish additional fees under the Trademark 
(Lanham) Act of 1946, as amended (15 U.S.C. 1113) during 
fiscal years 1989, 1990, and 1991. 

However, as described above, the Office is only reducing the 
fee for filing an application, per class, and the fee for recording 
trademark assignments and agreements or other papers relating 
to the property in a registration or application. 


Final Rule Changes 
General Procedures 


Cost Calculations : The Office calculated unit costs for all fees 
based on OMB Circular A-25, “User Fees,” and OMB Circular 
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A-130, “Management of Federal Information Resources.” 
Costs were determined from the best available records (for 


25. To estimate costs for the three-year fee cycle Apr. 1989- 
Mar. 1992, the 1987 actual costs were adj by the inflation 
rates from Oct. 1988 through Mar. 1989, and then by a mi 
cycle inflation rate for the period Apr. 1989-Mar. 1 

total inflation rate was 12.644 percent derived 
Administration’s inflation projection. 


Workload Projections 


Determination of future year workloads varies by fee code. 
Principal workload projection techniques are as follows: 


Patent and trademark application workloads were projected 
from statistical regression wate ee 
trends. Associated application workloads, for e: patent 
claims and extensions of time, grow relative to patent appli- 
cations. ae Oe ee 
Se xaminer production achieve 

ments and goals. Patent maintenance fee workloads utilize 
patents issued 3.5, 7.5 and 11.5 years prior to payment and 
assume payment rates of 80 percent, 50 percent and 25 
percent, respectively. Trademark affidavits and renewals are 
based on prior year registrations and renewal trends. Service 
fee workloads follow linear trends from prior year activities. 
All workload estimates are approved by the manager respon- 
sible for the fee program. 


Policy for applying the Consumer Price Index : The Office of 
Management and Budget has determined that the Patent and 
Trademark Office should use Consumer Price Index-U (CPI) 
to adjust patent fees. The Department of Labor’s Consumer Price 
Index is made public approximately twenty-one days after the 
end of the month being calculated. The time lag between the 
initiation and the completion of the rulemaking process dictates 
that the Dec. 1988 through Mar. 1989 inflation rate be proj 
The Administration’s proj cumulative CPI for the three- 
year period Apr. 1986-Mar. 1989 is 10.311 

The fee amounts being adopted by this rule were 
adjusted by the CPI that was projected in 1988, i.e., 10.303 
percent. Since this is less than the amount the Office has de- 
termined to be the actual projected rate and that applying the 
updated projection of 10.311 percent would have a negligible 
effect on the fee amounts, no changes have been made. 


Rounding Procedures : After 


ication of the pace 
jected fluctuation in the 


to fees, amounts were rounded 


$10 and $99 were rounded to the nearest even number so that 
the comparable small entity fee would be a whole number. Fees 
under $2 were rounded for convenience. 

Since the amounts of the patent fees that went into effect on 
Oct. 5, ee 
Price Index, a first step in fee amounts 
wes 10 eliminate any effects of rounding prior years’ fee 

For e , 35 U.S.C. 41(a), sets the patent 

filing fee at 300.00. Applying the 11.8 percent CPI 
as puted 13-1005 amined ip cnthendis amma & 
$335.40. This amount was rounded to $340.00. For purposes 
of this fee adjustment process, the base used to adjust fees for 
the next fee cycle was the “unrounded” fee amount, i.c., the 
$335.40 for patent application 
certifying Office records was $2. 
to $3.00. Foote aupnens or aaviaademaeeenete 
base was unrounded amount of $2.70. 
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Proposed Rule Under Title 35 and Title 15, United 
States Code and Pub. L. 100-703 


Statutory patent fees established under 35 U.S.C. 41(a) and 
35 U.S.C. 41(b) are adjusted in accordance with 35 U.S.C. 41(f) 
to reflect any fluctuations occurring during the previous three 
years in the CPL 

eee pa ee 41(d) 


‘> faut 
3. 376 are adjusted to recover 
Seiden entered Patent Cooperation Treaty. 
International patent fees under 37 CFR 1.492 are related to patent 
fees established under 35 U.S.C. 41(a) and are adjusted to reflect 
fluctuations in the CPI. 

For fees established under section 31 of the Trademark 
(Lanham) Act of 1946, as amended (15 U.S.C. 1113), the Office 
is reducing the fee for an 
fee for assignments 
other papers relating to the property in a registration or 
cation as fully described above. 


Fee Adjustment Methodology 


1. PROJECTED ACTUAL COSTS. The projected actual costs 
for all fee items were calculated by applying the principles of 
OMB Circulars A-25 and A-130. 


a. Statutory patent fees were derived by: pn ey 


with 
budget targets; and (4) increasing the obligations 
r the period of Apr. 1989 through Mar. a 
s estimates for federal pay raise 
coateoted talluon Beajeated eotaal Gots Sit fae. 1909 Mar 
1992, $729,810,051 less - budget authority of 
$265,834,000, are $463,976,05 
b. For non-statutory patent } costs for each fee 
item were established by (1) i actual costs for 1987, 
and) projecting actual ont for ical yar 1988 hough Ma 
1992 by the Administration's inflation projection of 
12.644 percent. actual cost was then multiplied 
by the projected for each fee item. The sum of the 
en duten ta dune-gemrheoaee teaeipbanpnenn 


eS ae -year fee cycle. Projected actual costs 

for A, 4. 1992 are $64,661,341. 
jes as described in paragraphs (a) 
and (b) above were to Patent Cooperation Treaty fees. 
ceoheaeaae 1989-Mar. 1992 are $16,531,990. 


1989. . 1992 are calculated to $74,329,783. 


2. INCOME PROJECTIONS 


. Santee é ee 
Office is authorized to recover under 35 U.S.C. 41f) was cal- 
culated as follows. 


For each statutory patent fee, the unrounded base (i.¢., the 
1986 fee before was multiplied by the pro- 
jected preg gh aged ee mie 
Apr. 1986-Mar. 1989. This amount was then multiplied 

workload for Apr. 1989-Mar. "992 w proc te 


is the 2 - by 
35 U.S.C. 41(f) to recover during the fee cycle and is equal to 
$464,676, 178. 


b. The maximum amount of non-statutory fee income that 
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the Office is authorized to recover under § 103(b) of Pub. L. 
100-703 was calculated as follows. 

For each non-statutory patent fee, the unrounded base (i.e., the 
1986 adjusted fee before rounding) was multiplied by the pro- 
jected CPI fluctuation of 10.303 percent for the three-year period 
Apr. 1986-Mar. 1989. This amount was then _ multiplied by 
the projected workload for Apr. 1989-Mar. 1992 to project the 
income from that fee item during the Apr. 1989-Mar. 1992 fee 
cycle. The sum of the projected incomes from all non-statutory 
patent fees is the maximum amount that the Office is authorized 
by section 103(b) of Pub. L. 100-703 to recover during the fee 
cycle and is equal to $62,101,874. 

c. For Patent Cooperation Treaty fees, the Office is authorized 
by 35 U.S.C. 376 to recover the full cost of processing under 
the Treaty. Thus, the projected costs identified in paragraph 1(c) 
for Patent Cooperation Treaty fees of $16,531,990 would be 
the maximum level of recovery. 

d. The maximum amount of trademark fee income that the 
Office is authorized to recover under section 103(a) of Pub. L. 
100-703 was calculate as follows. 

For each trademark fee, the unrounded base (i.e., the 1986 
adjusted fee before rounding) was multiplied by the projected 
CPI fluctuation of 10.303 percent for the three-year period Apr. 
1986-Mar. 1989. This amount was then multiplied by the pro- 
jected workload for Apr. 1989-Mar. 1992 to project the income 


Summary: 
Pro 


Fee Category 


Statutory Patent 
Non-Statutory Patent 
PCT 


Total - Patent 
Total - Trademarks 
Total - All Fees 


The unit costs by fee item are summarized in Appendix A. 
The Office has detailed cost calculation worksheets for each fee 
item, which are available for public inspection in Suite 904 of 
Bldg. 2, Crystal Park at 2121 Crystal Dr., Arlington, Va. 

It is intended that the amount of any fee due and payable on 
or after Apr. 17, 1989 is the amount set in this rulemaking. For 
purposes of determining the amount of the fee to be paid, the 
date of mailing indicated on a proper Certificate of Mailing, 
where authorized under 37 CFR 1.8, will be considered to be 
the date of receipt in the Office. A “Certificate of Mailing under 
Section 1.8” is not “proper” for items which are specifically 
excluded from the provisions of § 1.8. Section 1.8 should be 
consulted for those items for which a Certificate of Mailing is 
not “proper.” Such items include, inter alia, the filing of national 
and international applications for patents and the filing of trade- 
mark applications. The provisions of 37 CFR 1.10, relating to 
filing of papers and fees by “Express Mail” with certificate, 
however, do apply to any paper or fee (including patent and 
trademark applications) to be filed in the Office. If an application 
or fee is filed by “Express Mail” with a certificate of express 
mailing dated on and after the effective date of the rules, the 
amount of the fee to be paid is the fee established herein if a 
change is being made in the fee. Jn order to ensure clarity in 
the implementation of the fee proposals, a discussion of specific 
sections is set forth below. 


DISCUSSION OF SPECIFIC RULES 
37 CFR § 1.12 Assignment records open to public inspection. 


Section 1.12, paragraph (a) is amended to refer to the renum- 
bered § 1.19(b)(4). Paragraph (c), is amended to refer to the 
renumbered § 1.17(i)(1). 

37 CFR § 1.14 Patent applications preserved in secrecy. 


Section 1.14, paragraph (e) is amended to would refer to the 
renumbered § 1.17(i)(1). 


37 CFR § 1.16 National application filing fee. 
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Cost 
April 1989- 
Mar 1992 


$463,976,051 
$64,661,341 
$16,531,990 
$545,169,382 
$74,329,783 
$619,499, 165 
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from that fee item during the Apr. 1989-Mar. 1992 fee cycle. 
The sum of the projected incomes from all trademark fees is 
the maximum amount that the Office is authorized by section 
103(a) of Pub. L. 100-703 to recover during the fee cycle and 
is equal to $107,704,135. 

e. Each statutory patent fee amount identified in paragraph 2(a), 
and each PCT amount identified in paragraph 2(c) above was 
rounded according to the de minimis rounding rules described 
above. 

Sections 103(a) and 103(b) of Pub. L. 100-703 allow the 
Office to set fees “in the aggregate.” The fee amounts proposed 
for non-statuiory patent fees and trademark fees will recover 
the maximum amount of income determined in paragraphs (b) 
and (d) above. 

Each of these fee amounts was multiplied by the projected 
workload during the fee cycle to project the income from that 
fee item. The sum of the projected income from all patent fees 
is $542,281 ,082, which is the sum of the projected incomes from 
statutory patent fees, $463,626,421, non-statutory patent fees, 
$62,047,763, and Patent Cooperation Treaty fees, $16,606,898. 

f. The Office reduced two trademark fees, as described above. 
Each trademark fee amount was multiplied by the projected 
workload during the fee cycle to project the income from that 
fee item. The sum of the projected income from all trademark 
fees is projected to be $72,972,690. 


Maximun 
Allowable 
Recovery 


$464,676,178 
$62,101,874 
$16,531,990 
$543,310,042 
$107,704,135 
$651,014,177 


Projected Income 
‘April 1989 - 
Mar 1992 


$463,626,421 
$62,047,763 
$16,606,898 
$542,28 1,082 
$72,972,690 
$615,253,772 


Section 1.16 is amended to adjust patent application filing 
fees established in 35 U.S.C. 41(a) and set forth in 37 CFR 
1.16(a)-(b), (d) and (f)-(i) to reflect fluctuations in the CPI. 

Section 1.16, paragraph (e) is amended as to adjust the patent 
application surcharge fee authorized by 35 U.S.C. 111 to reflect 
fluctuations in the CPI. 


37 CFR §1.17 Patent application processing fees. 


Section 1.17 is amended to adjust patent application proc- 
essing fees established in 35 U.S.C. 41(a) and set forth in 37 
CFR 1.17(a)-(g) and (1)-(m) to reflect fluctuations in the CPI. 

Section 1.17 is amended to adjust the patent application 

ing fees authorized by 35 U.S.C. 41(d) and set forth in 
37 CFR 1.17(h)-(k) to reflect fluctuations in the CPI. 

Section 1.17 is amended to establish one fee amount for filing 
a petition to the Commissioner under 37 CFR sections 1.12, 1.14, 
1.47, 1.48, 1.55, 1.103, 1.177, 1.182, 1.183, 1.295, 1.312, 1.313, 
1.314, 1.334, 1.377, 1378(e), 1.644(e), 1.644(f), 1.666(b), 
1.666(c), 5.12, 5.13, 5.14, 5.15, and 5.25. The fee would recover 
the estimated average cost to the Office of processing all pe- 
titions to the Commissioner mentioned above. In addition, the 
single fee for all petitions is expected to facilitate pre-processing 
of petition requests. 

Section 1.17 is amended to provide in new paragraph (i)(2) 
and $80 fee for filing a petition to the Commissioner under 37 
CFR 1.102 to make an application special. 


37 CFR § 1.18 Patent issue fees 


Section 1.18 is amended to adjust patent issue fees established 
in 35 U.S.C. 41(a) and set forth in 37 CFR 1.18(a)-(c) to reflect 
fluctuations in the CPI. 


37 CFR § 1.19 Document supply fees. 


Section 1.19 is revised to adjust the fees authorized by 35 
U.S.C. 41(d) for services and materials as set forth in 37 CFR 
1.19 to reflect fluctuations in the CPI. 

Section 1.19(a)(2) is revised to adjust the fees for copies of plant 
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patents and statutory invention registrations to reflect fluctua- 
tions in the CPI. 

Section 1.19, yyy nee 
and provide for a flat fee for a certied copy of an Office 
document, for each 30 pages or fraction thereof. 

Section 1.19 revises paragraphs (a)(4)-(a)(6) and (b)(4) to 
set the fees for the purchase of color copies of color dra 
identified in utility patents and for expedited service for 
ment of orders for patent copies and orders for copies of patent 
applications as filed. Tun gucitien ieragherénaitentaeitny 
patent applications is in § 1.84(p). Although color drawings may 
be permitted in a utility patent application by petition, copies 
of printed patents will only be provided in black and white. If 
ee 
is desired, it must be separately ordered and by 
the fee proposed in paragraph (a)(4). The fees set forth in 
2p pe me (a)(5), (a)(6) and (b)(4) are for expedited processing 
of copy orders 

The Public Service Window (PSW) in the Patent Public Search 
Room referred to in new 37 CFR 1.19%(a)(5) 
is located on the lobby level of Crystal Plaza Bldg. 3. The Office 
rents numbered lock boxes (delivery boxes) to members of the 
public for copy order delivery . Members of the public 
may place coupon orders at the PSW and request that the copi 
be delivered to their boxes at the PSW. PSW staff 
receive and process the coupon orders and forward them to the 

fulfillment contractor. Upon receipt of the copies, PSW 


Section 1.19, paragraph (a) is revised to remove the charge 
for a microfiche copy of a microfiche. 

Section 1.19 is revised to renumber paragraph (a)(3) as (b)(1) 
and provide for one fee for a certified copy of a patent application 
as filed. 


Section 1.19 is revised to renumber paragraph (a)(4) as (b)(2) 
and provide for a flat fee for a certified copy of a patent file 
wrapper, and contents, with no limitation on the number of 


Section 1.19 is revised to renumber 
paragraph (a)(7) as (b)(3) and provide for one fee for a certified 
copy of a patent assignment record. 

Section 1.19 is revised to renumber paragraph (b)( 1) as (b)(5). 

Section 1.19 is revised to renumber paragraph (b)(2) as (b)(6) 
and adjust the fee for a search of assignment records, abstract 
of title and certification, per patent to reflect fluctuations in CPI. 

Section 1.19 is revised to remove paragraph (c) as the require- 
ment for a special fee for providing subscription services has 
been eliminated. The Office will provide subscription services 
at no cost to the subscriber. 

Section 1.19 is revised to renumber paragraph (d) as para- 


Somos | 1.19 is revised to renumber paragraph (e) to paragraph 
(d) and provide for a list of all United States patents and statutory 
invention registrations in a subclass, with no limit to Gaeene number 


revised to remove paragraph 


paragraph (e)-(h) and adjust the fees to reflect fluctuations in 
the CPI. 


37 CFR § 1.20 Post-issuance fees. 


Section 1.20, paragraphs (a)-(c) are amended to adjust patent 
noche: ea fees authorized by 35 U.S.C. 41(d) to reflect 

fluctuations in the CPI. 

Section 1.20 is amended to clarify the language in paragraph 
(a) that the fee charged is for a correction of an applicant's 


mistake. 

Section 1.20, paragraphs (d) and (h)-(j) is amended to adjust 
patent post-issuance fees established in 35 U.S.C. 41(a) and 35 
U.S.C. ae a eae 

Section 1.20, paragraphs (e)-(g) are amended to adjust post- 
issuance fees authorized by 2 of Publ. L. 96-517, as modified 
by 404 of Pub. L. 98-622. These fees must be set at a level to 
eventually recover 25 percent of the estimated cost to the Office 
of processing patent applications. In order to achieve this level 
of recovery, these maintenance fees are adjusted to reflect fluc- 
tuations in the CPI. 

Section 1.20, paragraph (k) is amended to adjust the patent 
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py pt eH oe 
Section 1.20, paragraph (1) is amended to adjust the 
post-issuance fee authorized ry 35 U.S.C. 41(b). 
Section 1.20, paragraph (m) is amended to adjust the post- 
cnume 0 eae USC. 41(cX1). 

Section 1.20, (n) is amended to 
issuance fee Pub. L. 98-417 and 3 


37 CFR § 1.21 Miscellaneous fees and charges. 


Section 1.21 is amended to adjust the miscelianenus fees and 
charges 35 U.S.C. 41(d) and set forth in 37 CFR 
1.21(a)-(b), S 

Section 1.21( 


by 
j) and (1)-(m) to reflect fluctuations in the CPI. 
is further amended to establish a flat fee for 
contesting, an taventer sunt @f O@ieo wasente Gis 0 eater 
period. 


preter fee wor daly Aged me Fw 


the post- 
USC. 156. 


access to the equipment through the use of a 

has been encoded with an amount pre-paid by the customer. 

cities diana i i 
ra alae tab asda 


ie nineteen dea Rise 


CopiShare 
program for accepting credit cards for fees, and if feasible, may 
be extended to other of the Office. 

Section 1.21(h) is further amended to establish one fee for 
recording each property in an assignment, agreement or other 
paper relating to the property in a patent or application. The 
Savesievtsbueneeddaitee to enhance the processing of assign- 
ments. 


37 CFR § 1.26 Refunds. 


pee por ym ene 
for a refund of $1,500 if the Commissioner decides not 


instieats seenamination poscocdings. The $1,500 mifené would 
apply to those instances where the proposed reexamination fee 
of $1,980 under 37 CFR 1.20(c) was paid. The current $1,300 
refund will be made: in those cases where the current $1,770 
reexamination fee was paid. 


37 CFR § 1.55 Claim for foreign priority. 


Section 1.55 paragraph (a) is amended to refer to the renum- 
bered § 1.17(i)(1). 


37 CFR § 1.102 Advancement of examination. 


Section 1.102, paragraph (d) is amended to refer to the 
fee set forth in proposed new paragraph 1.17(i)(2). 


37 CFR § 1.103 Suspension of action. 


Section 1.103, paragraph (a) is amended to refer to the re- 
numbered § 1.17(i)(1). 


37 CFR § 1.171 Application for reissue. 


Section 1.171 is «amended to refer to the renumbered § 
1.1701). 


37 CFR § 1.177 Reissue in divisions. 


Section 1.177 is amended to refer to the renumbered § 
1.171). 


37 CFR § 1.296 Withdrawal of request for publication of statu- 
tory invention registration. 


Section 1.296 is amended to adjust the 


Be bb nat Le ht 
tuations in the CPI. 


fee for 
fluc- 
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37 CFR § 1.313 Withdrawal from issue. 


Section 1.313, paragraph (a) is amended to refer to the re- 
numbered § 1.17(i)(1). 


37 CFR § 1.314 Issuance of patent. 


Section 1.314 is amended to refer to the renumbered § 
1.17()(1). 


37 CFR § 1.334 Issue of patent to assignee. 


Section 1.334, paragraph (c) is amended to refer to the re- 
numbered § 1.17(i)(1). 


37 CFR § 1.445 International application filing and process- 
ing fees. 


Section 1.445 is amended to adjust the fees authorized by 
35 U.S.C. 376 for international application processing as set 
forth in 37 CFR 1.445(a)(2) and (a)(3) to recover the cost to 
the Office of such processing, as determined by fluctuations in 
CPI. 


37 CFR § 1.451 The priority claim and priority document in 
an international application. 


Section 1.451, paragraph (b) is amended to refer to the re- 
numbered § 1.19(b)(1) and § 1.19(b)(6). 


37 CFR § 1.482 International preliminary examination fees. 


Section 1.482 is amended to adjust the fees authorized by 
35 U.S.C. 376 for international application processing as set 
forth in 37 CFR 1.482(a) to recover the estimated average cost 
to the Office of such processing. 


37 CFR § 1.492 National stage fees. 


Section 1.492 is amended to adjust the fees authorized by 
35 U.S.C. 376 for international application processing as set 
forth in 37 CFR 1.492(a)-(b) and (d)-(f) to recover the estimated 
average cost to the Office of such processing as determined by 
fluctuations in the CPI. 


37 CFR § 1.666 Filing of interference settlement agreements. 


Section 1.666, graph (b) is amended to refer to the re- 
numbered § 1.17(i)(1). 


37 CFR § 2.6 Trademark fees. 


Section 2.6(a) and (q) are amended to adjust trademark fees 
established pursuant to the Trademark (Lanham) Act of 1946, 
as amended (15 U.S.C. 1113). 


RESPONSE TO COMMENTS ON THE RULES 


A notice of proposed rulemaking to adjust patent and trade- 
mark fees was published in the Federal Register on Nov. 30, 
1988, at 53 FR 48402. Corrections of ical errors were 
published in the Federal Register on Dec. 8, 1988, at 53 FR 
49637. A notice also was published on Dec. 13, 1988 at volume 
1097 of the Official Gazette of the United States Patent and 
Trademark Office, pages 16 through 29. A public hearing was 
conducted on Jan. 4, 1989. Six letters submitting written com- 
ments were received and oral testimony was presented by one 
person at the public hearing. All of the written and oral comments 
were considered in adopting the changes set forth herein. The 
comments submitted, along with responses, appear below. 
Comment : 

A major patent law association requested an additional sixty 
(60) days to comment on proposed changes to the following 
rules that go beyond fees. Several other respondents also com- 
mented on the proposed changes to these rules. 


37 CFR 1.53 Serial number, filing date, and completion of 
application. 
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37 CFR 1.55 Claim for foreign priority. 


37 CFR 1.60 Continuation or divisional application for inven- 
tion disclosed in a prior application. 


37 CFR 1.62 File wrapper continuing procedure. 
37 CFR 1.96 Submission of computer program listings. 


Response : 

The Office is not amending 37 CFR 1.53, 1.60, 1.62 and 1.96 
and is extending the comment period until Mar. 3, 1989. The 
Office also is not adding new rule 37 CFR 1.21(n) which refers 
to 37 CFR 1.53, 1.60 and 1.62. The Office is amending only 
that portion of 37 CFR 1.55 which clarifies that the already es- 
tablished fee refers to the amount in the new 37 CFR 1.17(i)(1) 
and not the old § 1.17(i). After the extended comment period 
closes, the Office will issue a new notice of final rulemaking 
addressing these proposals. 

Comment : 

Two repondents requested that the Office provide for a com- 
ment period longer than the 30 days accorded in this rule 
package. 

Response: 

Office policy is to provide a 60 day comment period whenever 
possible. For fee-related rules, the comment period generally 
is limited to 30 days because the final rule must be in place 60 
days before the fees are effective. This gives the public at least 
90 days notice of a fee change. 

In addition, the Office alerts, as far in advance as possible, 
major patent and trademark associations and organizations, and 
its advisory committees, that it will be proposing a fee adjust- 
ment. Finally, copies of the Nov. 30, 1988, Federal Register 
notice were mailed to 140 organizations, associations and the 
advisory committees only days after their publication in the 
Federal Register. 

Comment : 

One respondent asked whether maintenance fees that are paid 
after the effective date of the fee increase are payable in the 
increased .amount or the amount that was payable when due. 
Response : 

The amount of any fee payment made on or after the effective 
date of this rule package is the amount set in the rulemaking. 
Comment : 

Two respondents, representing major trademark organiza- 
tions, opposed the proposed reductions to the trademark appli- 
cation and assignment fees. The following major points were 
made: (1) No reductions should be made until Nov. 1989, when 
Pub. L. 100-667 (The Trademark Law Revision Act of 1988) 
is implemented; (2) Leading accounting firms recommend that 
a one year’s operating reserve would be prudent; (3) It was 
Congressional intent that revenue generated from a $100 as- 
signment fee be used to subsidize the trademark operation. 

The respondents also questioned whether the PTO could make 
more than one adjustment every three years under the present 
authorization statute, even when such adjustments would result 
in a reduction of certain fee amounts. 

Response : 

After careful consideration of the comments received, the 
PTO has decided to implement the two fee reductions for the 
following reasons: (1) Careful analysis has confirmed that pro- 
jected revenues will be sufficient to implement the Intent-to- 
Use legislation (Pub. L. 100-667) and still maintain an operating 
reserve within PTO’s two percent fee policy. We believe it will 
take about 18 months experience with intent-to-use to be able 
to propose other changes to trademark fee amounts, and thus 
a delay in implementation of the proposed fee reductions to Nov. 
1989 would not accomplish any useful purpose. (2) A one-year 
operating reserve for trademark programs is far too large an 
amount to address unforeseen expenses, would unfairly penalize 
users, is politically imprudent, especially given the current 
Federal deficit, and could be construed to constitute an unfair 
tax on the general user. (3) In the past, PTO has been critized 
for charging $100 for a trademark assignment and $7.00 for 
a patent assignment. For example, refer to public comments on 
the 1986 trademark fee adjustments published in the Federal 
Register on Aug. 4, 1986 at 51 FR 28055. While it is true that 
the trademark assignment fee was originally designed to help 
subsidize the trademark application fee, which is set at a level 
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that does not recover actual costs, the PTO believes that the 
proposed reduction in the assignment fee will not result in 
subsequent increases in the application fee or jeopardize the 
financial health of trademark operations. Further, the Office 
wants to assure respondents that in proposing a reduction in the 
assignment fee, the costs of cleaning up the trademark assign- 
ment data base have been taken into account. 

As noted above, the planning of fee adjustments has been 
such that we do not anticipate two adjustments within a fee cycle. 
The legislative history to Public Law 99-607 indicates that 
Congress intended the PTO to reduce fees whenever appropri- 
ate 


Comment : 

One respondent, a representative of a major patent organi- 
zation, raised the following points (1) The PTO should conduct 
an analysis of the impact of patent fees on i inventors 
and small businesses; (2) the reduction of fees for individual 
inventors and small business should continue to be subsidized 
by taxpayer revenues; (3) the PTO should make every effort 
to increase its efficiency as a way of holding down the level 
of fees; (4) the PTO and the Administration should attempt to 
amend the Gramm-Rudman-Hollings Act as it relates to user 
fees; and (5) the Office should allow 90 days for the public to 
comment on proposed rules. 

Response : 

(1) The PTO continually has monitored the level of filings 
by small businesses and individual inventors, which has aver- 
aged 34 percent for the years 1986-1988. The Office will 
conduct a study to assess the impact of patent fees on individual 
inventors and small businesses. 

(2) For the 1989-91 fee cycle, the reduction of patent fees 
individual inventors and small businesses will continue to be 
subsidzed by taxpayer revenues. As the PTO continues to prog- 
ress to total financing by user fees, two options will be explored: 
(a) to continue to seek general taxpayer revenue for the subsidy 
to domestic and foreign users alike; or (b) to establish a two 
tier fee system for patent statutory fees. While the first option 
could mean lower overall patent fees, a taxpayer subsidy would 
be dependent upon Congressional action. If Congress were not 
to appropriate the funds, the subsidy would not be 
available, in whole or in part. Full reliance on user fees could 
provide the PTO with additional flexibilities to meet user needs, 
especially in responding to growing workloads as the workloads 
occur. 

(3) The PTO continues to scrutinize its operating budgets to 
identify ways to increase _ efficiency, to constrain costs, and to 
continue to provide better services to its users. The current fee 
package permits patent and patent service fees to be raised only 
with inflation. Trademark fees are held steady or are reduced. 
Despite these limited adjustments, user fees in 1989-1991 will 
allow the PTO to continuc to pursue its major goals to improve 
the quality and timeliness of its goods and services. 

(4) The Gramm-Rudman-Hollings sequestration of 1986 did 
affect PTO user fees. However, the Administration’s budgets 
for 1987, 1988 and 1989 met all deficit reduction targets and 
did not require automatic sequestrations. We are confident that 
the Administration will continue to meet all deficit reduction 
targets prescribed by law and thus will continue to avoid the 
automatic sequestrations. The PTO is supportive of all efforts 
to reduce the Federal deficit. 

(5) This issue was addressed above. 


OTHER CONSIDERATIONS : The rule change is in conformity 
with the requirements of the Regulatory Flexibility Act (Pub. 
L. 96-354), Executive Orders 12291 and 12612, and the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. There 
are no information collection requirements relating to patent fee 
rules. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the it of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). The prin- 
cipal impact of the major patent fees has already been taken 
into account in Pub. L. 99-607, which provided small entities 
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with a 50 percent reduction in the major patent fees. The rule 
change adjust fees to reflect the change in the CPI and cost of 
aoe services as provided by statute (35 U.S.C. 41(d) and 

(f)) 

The Office has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. There will be no major 
increase in Costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or ye = 
regions, because most major fees are being adj to 
changes in the CPI over the past three years. will be no 
significant adverse effects on competition, employment, invest 
ment, productivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enterprises in 
domestic or export markets. 


List of Subjects in 37 CFR Part 1 and Part 2 
37 CFR Part I 


Administrative practice and Courts, Freedom of 


procedure, 
information, Inventions and patents, Reporting and recordkeep- 
ing requirements, Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 
For the reasons set forth in the preamble, the Office is amend- 


ing Title 37 of the Code of Federal Regulations, Chapter 1, as 
set forth below. 


Part 1 Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.12 is amended by revising paragraph (a) and 
(c) to read as follows: 


§ 1.12 Assignment records open to public inspection. 


(a). The assignment records, relating to original or reissue 
patents, a eee and assignment records 
relating to pending or abandoned trademark applications and 
to trademark registrations, are open to public inspection and 
copies of any instrument recorded may be obtained upon 
and payment of the fee set forth in § 1.19(a)(3). 


es**** 


* (c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
preserved in secrecy under § 1.14, or any informa- 

tion with thereto, must 
(1) Be in the form of a petition accompanied by the petition 

fee set forth in § 1.17(i)(1), or 
(2) Include written authority granting access to the member 
of the public to the particular assi records from the ap- 
plicant or applicant's assignee or attorney or agent of record. 


ses 


3. Section 1.14 is amended by revising paragraph (e) to read 
as follows: 


§ 1.14 Patent applications preserved in secrecy. 


*es*e 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 
panne ded ll aig ema rea mae 
or any 

Gee leas teat Getiienend te eomceretetty do 
petition fee set forth in § 1.17(i)(1), or 

(2) Include written authority granting access to the member 
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of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. (Note, 
see § 1.612(a) for access by an interference party to a pending 
or abandoned application.) 

4. Section 1.16 is amended by revising paragraphs (a)-(b) and 
(d)-(i) and the note at the end of the section to read as follows: 


§ 1.16 National application filing fees. 
(a) Basic fee for filing each application for an original patent, 
except design or plant case: 


By a smail entity (§ 1.9(f)) , 
By other than a small entity. ...............c.c0cececsseeeseseseees $370.00 


(b) In addition to the basic filing fee in an original application, 
for filing or later presentation of each independent claim in 
excess of 3: 


By a small entity (§ 1.9(f{sf,1 )) 
By other than a small entity 


see * * 


(d) In addition to the basic filing fee in an original application, 
if the application contains, or is amended to contain a multiple 
dependent claim(s) per application: 


By a small entity (§ 1.9(f)) .... 
By other than a small entity 


(If the additional fees required by paragraphs (b), (c), and (d) 
are not paid on filing or on later presentation of the claims 
for which the additional fees are due, they must be paid or 
the claims canceled by amendment, prior to the expiration 
of the time period set for response by the Office in any notice 
of fee deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or declara- 
tion on a date later than the filing date of the application: 


By a small entity(§ 1.19(f))$60.00 
By other than a small entity 


(f) For filing each design application: 
By a small entity(§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


** *#** 


(Note, see § 1.445 for international application filing and 
processsing fees. 


5. Section 1.17 is amended by revising paragraphs (a)-(h) and 
(j)-(m), by designating existing paragraph (i) as (i)(1) and re- 
vising it, and by adding anew paragraph (i)(2), to read as follows: 
§ 1.17 Patent application processing fees. 


(a) Extension fee for response within first month pursuant to 


§ 1.136(a): 
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By a small entity(§ 1.9(f)) 
By other than a small entity 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 

By a small entity(§ 1.9(f)) 

By other than a small entity 


(c) Extension fee for response within third month pursuant to 
§ 1.136(a): 


By a smal! entity(§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant to 
§ 1.136(a): 


By a small entity(§ 1.9(f)) .............sccecsssessecsseresesseees $340.00 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in appeal under 35 U.S.C. 134: 


By a small entity(§ 1.9(f)) ..............000 . 
By other than a small entity 


(h) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 


§ 1.47 - for filing by other than all the inventors or a person 
not the inventor. 

§ 1.48 - for correction of inventorship 

§ 1.182 - for decision on questions not specifically provided 
for. 

§ 1.183 - to suspend rules. 

§ 1.295 - for review of refusal to publish a statutory invention 
registration. 

§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 

§ 1.378(e) - for reconsideration of decision on petition refus- 
ing to accept delayed payment of maintenance fee in expired 
patent. 

§ 1.644(e) - for petition in an interference. 

§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference. 

§ 1.666(c) - for late filing of interference settlement agreement. 

§§ 5.12, 5.13, & 5.14 - for expedited handling of foreign filing 
license. 

§ 5.15 - for changing the scope of a license. 

§ 5.25 - for retroactive license. 


(i) (1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 


1.12 - for access to an assignment record. 

1.14 - for access to an application. 

1.55 - for entry of late priority papers. 

1.103 - to suspend action in application. 

1.177 - for divisional reissue to issue separately. 

1.312 - for amendment after payment of issue fee. 

1.313 - to withdraw an application from issue. 

1.314 - to defer issuance of a patent. 

1.334 - for patent to issue to assignee, assignment recorded 
late. 


OP OP COP LO LP LP LH SP LP 
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§1.666(b) - for access to interference settlement agreement. 


Se a oe een Ce ae 
this part to make application special $80.00 


le ec “ON nie 


an application fi 
in a non-English ee (§ 1.52(d)) 


()) For filing a petition 

(1) for the revival of an abandoned application under 35 U.S.C. 
133, or 371 or 

(2) for delayed payment of the issue fee under 35 U.S.C. 151: 


By a small entity(§1.9(f)) 
By other than 
(m) For filing a petition 
(1) for revival of an unintentionally abandoned applica- 
tion, or 
(2) for the unintentionally delayed payment of the fee 
for issuing a patent: 


By a small entity(§1.9(f)) 
By other than a small entity 


** ete * 

6. Section 1.18 is revised to read as follows: 
$1.18 Patent issue fees. 

(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity(§ 1.9(f)) 
By other than a small entity$620.00 


(b) Issue fee for issuing a design patent: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


7. Section 1.19 is revised to read as follows: 
$1.19 Document supply fees. 


The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated: 


(a) Uncertified copies of Offices documents: 


(1) Printed copy of a patent, including a design patent, statutory 
invention registration, or defensive publication document, ex- 
cept color plant or color statutory invention registeration .... 


(2) Printed copy of a plant patent or statutory invention reg- 
istration in color $10. 


(3) Copy of Office documents, except as otherwise provided 
in this section, for each 30 pages or a fraction thereof 
$10.00 


(4) Copy of a utility patent with drawings in color (see § 1. 4 
$20. 


(5) Expedited local service for copy of a patent as in paragraph 
(a)(1) of this section, fulfilled within one work day for orders 
delivered to the Public Service Window in the Patent Public 


(6) Expedited service for copy of a patent as in paragraph (a)(1) 
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of this section, ordered by electronic ordering service and 
delivered to the customer within two work days .. $25.00 


(b) Certified copies of Office documents: 

(1) Centified copy of patent application as filed. ........ $10.00 
(2) Certified copy of patent file wrapper 

(3) Certified copy of patent assignment record 


eo! service for certified copy of 


Palen application 
edi pragraph (a3) of ths vecton, fied win 
$ on Gua excluding mailing 


(5) For certifying Office records, per certificate 
(6) For a search of assignment records, abstract of title and 


(c) Library service (35 U.S.C. 13): For providing to libraries 
copies of all patents issued annually, per annum .. $50.00 


(d) For list of all United States patents and statutory invention 
registrations in a subclass 


(e) Uncertified statement as to status of the payment of main- 


a ee 
5.00 


(f) Uncertified copy of a non-United States patent document, 


(g) To compare and certify copies made from Patent and Trade- 
mark Office records but not prepared by 
Trademark Office, per copy of document 


(h) Additional filing receipts: duplicate or corrected due to 


8. Section 1.20 is amended by revising paragraphs (a)-(n) to 
read as follows: 
$1.20 Post issuance fees. 


(a) For Pai a certificate of correction for applicant's 
mistake (§ 1.323) $60.00 
(b) Petition for correction of inventorship in patent G 1.324) 
$120.00 


(d) For filing each statutory disclaimer (§1.321): 


By a small entity(§1.9(f)) 
By other than a small entity 


(e) For maintaining an original or reissue patent, except a design 
or plant . based on an application filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond four years; 
the fee is due by three years and six months after the origi 
$245.00 
(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an ication filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond eight 
years; the fee is due by seven years and six months after the 


(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond twelve 
years; the fee is due by eleven years and six ee 


(h) For maintaining an original or reissue patent, except a design 

or plant patent, based on an application filed on or after Aug. 

27, 1982, in force beyond 4 four years; the fee is due by three 
years and six months after the original grant: 
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By a small entity(§ 1.9(f)) 
By other than a small entity 


(i) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application, filed on or after Aug. 
27, 1982, in force beyond eight years; the fee is due by seven 
years and six months after the original grant: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(j) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Aug. 
27, 1982, in force beyond twelve years; the fee is due by 
eleven years and six months after the original grant: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


.- $740.000 
$1,480.00 


(k) Surcharge for paying a maintenance fee during the six-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent based 
on an application filed on or after Dec. 12, 1980 and before 
Aug. 27, 1982 $120.00 


(1) Surcharge for paying a maintenance fee during the six-month 
grace period following the expiration of three years and six 
months, seven years and six months and eleven years and 
six months after the date of the original grant of a patent based 
on an application filed on or after Aug. 27, 1982: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(m) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee where 
the delay is shown to the satisfaction of the Commissioner 
to have been unavoidable 


(n) For filing an application for extension of the term of a patent 


9. Section 1.21 is amended by revising paragraphs (a), (b)(1), 
(d)-(j), ()-(m), and the introductory text of the section and 
paragraph (b) are republished, to read as follows: 
$1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the follow- 
ing fees for the services indicated: 


(a) Registration of attorneys and agents: 


(1) For admission to examination for registration to practice, 
fee payable upon application 


(2) On registration to practice 

(3) For reinstatement to practice 

(4) For certificate of good standing as an attorney or agent 
$10.00 


Suitable for framing 


(5) For review of a decision of the Director of Enrollment and 
Discipline under § 10.2(c) 


(6) For requesting regrading of an examination under 10.7(c) 


(b) Deposit accounts: 


(1) For establishing or reinstating a deposit Account $10.00 


sk ee * / 
/ 


(d) Delivery box: Local delivery box rental, per annum 
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(e) International type search reports: For preparing an interna- 
tional type search report of an international type search made 
at the time of the first action on the merits in a national patent 

application 


(f) Search of Office records: For conducting an inventor search 
of Office records for a ten-year period 


(g) CopiShare card: Cost per COPY .........ccscssseseseseseseeeees $.15 
(h) For recording each assignment, agreement or other paper 


(i) Publication in Official Gazette: For publication in the Official 
Gazette of a notice of the availability of an application or a 
patent for licensing or sale, each application or patent .. 

$20.00 


(j) For a duplicate or replacement of a permanent Office user 
pass (There is no charge for the first permanent user pass) 


(1) For processing and retaining any application abandoned 
pursuant to section 1.53(d) unless the required basic filing 
fee has been paid 


(m) For processing each check returned “unpaid” by a bank 


10. Section 1.26 is amended by revising paragraph (c) to read 
as follows: 


$1.26 Refunds. 


*e# e&* * 


(c) If the Commissioner decides not to institute a reexamina- 
tion proceeding, a refund of $1,500 will be made to the requestor 
of the proceeding. Reexamination requesters should indicate 
whether any refund should be made by check or by credit to 
a deposit account. 


11. Section 1.55 is amended by revising paragraph (a) to read 
as follows: 


$1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing date of 
a prior foreign application under the conditions specified in 35 
U.S.C. 119 and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in the second paragraph of 35 
U.S.C. 119 must be filed in the case of interference (§ 1.630); 
when necessary to overcome the date of a reference relied upon 
by the examiner; or when specifically required by the examiner; 
and in all other cases they must be filed not later than the date 
the issue fee is paid. If the papers filed are not in the English 
language, a translation need not be filed except in the three 
particular instances specified in the preceding sentence, in which 
event a sworn translation or a translation certified as accurate 
by a sworn or official translator must be filed. If the priority 
papers are submitted after the date the issue fee is paid, they 
must be accompanied by a petition requesting their entry and 
the fee set forth in § 1.17(i)(1). 


*e eee 


12. Section 1.102 is amended by revising paragraph (d) to 
read as follows: 
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$1.102 Advancement of examination. 


***# *#* 


(d) A petition to make an application special on grounds other 
than those referred to in paragraph (c) of this section must be 
accompanied by the petition fee set forth in §1.17(i)(2). 


13. Section 1.103, paragraph (a) is amended to read as follows: 
$1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for good 
and sufficient cause and for a reasonable time specified upon 
petition by the applicant and, if such cause is not the fault of 
the Office, the payment of the fee set forth in 1.17(i)(1). Action 
will not be suspended when a response by the applicant to an 
Office action is required. 


*_* ee 


14. Section 1.171 is amended to read as follows: 
$1.171 Application for reissue. 


An application for reissue must contain the same parts re- 
quired for an application for an original patent, complying with 
all the rules relating thereto except as otherwise provided, and, 
in addition, must comply with the requirements of the rules 
relating to reissue applications. The application must be accom- 
panied by a certified copy of an abstract of title or an order for 
a title report accompanied by the fee set forth in § 1.19(b)(6), 
to be placed in the file, and by an offer to surrender the original 
patent (§ 1.178). 


15. Section 1.177 is amended to read as follows: 
$1.177 Reissue in divisions. 


The Commissioner may, in his or her discretion, cause several 
patents to be issued for distinct and separate parts of the thing 
patented, upon demand of the applicant, and upon payment of 
the required fee for each division. Each division of a reissue 
constitutes the subject of a separate specification descriptive of 
the part or parts of the invention claimed in such division; and 
the drawing may represent only such part of parts, subject to 
the provisions of §§ 1.83 and 1.84. On filing divisional reissue 
applications, they shall be referred to the Commissioner. Unless 
otherwise ordered by the Commissioner upon petition and pay- 
ment of the fee set forth in § 1.17(i)(1) all the divisions of a 
reissue will issue simultaneously; if there be any controversy 
as to one division, the others will be withheld from issue until 
the controversy is ended, unless the Commissioner shall oth- 
erwise order. 


16. Section 1.296 is amended to read as follows: 


$1.296 Withdrawal of request for publication of statutory in- 
vention registration. 


A request for a statutory invention registration, which has 
been filed, may be withdrawn prior to the date of the notice of 
the intent to publish a statutory invention registration issued pur- 
suant to §1.294(c) by filing a request to withdraw the request 
for publication of a statutory invention registration. The request 
to withdraw may also include a request for a refund of any 
amount paid in excess of the application filing fee and a handling 
fee of $120.00 which will be retained. Any request to withdraw 
the request for publication of a statutory invention registration 
filed on or after the date of the notice of intent to publish issued 
pursuant to § 1.294(c) must be in the form of a petition 
to 1.183 accompanied by the fee set forth in §1.17(h). 


17. Section 1.313, paragraph (a), is amended to read as 
follows: 


$1.313 Withdrawal from issue. 


U. S. PATENT AND TRADEMARK OFFICE 


set forth in 1.17(i)(1). If the 

anew notice of allowance 

allowed. Any amendment accompanying 

; ee 
1.31 


s**t 


18. Section 1.314 is amended to read as follows: 
$1.314 Issuance of patent. 


If payment of the issue fee is timely made, the patent will 
issue in regular course unless 
(a) the application is withdrawn from issue (§ 1.313) 
(b) issuance of the patent is deferred. 
Any petition by the applicant requesting 
suance of a must be 
in § 1. 170K and uot inclode a dhbwing of peed 
reasons why it is necessary to defer issuance of the patent. 


19. Section 1.334 is amended by revising to read as follows: 
$1.334 Issue of patent to assignee. 
s**t 

(c) If the assignment is recorded after the date of payment 
of the issue fee, the assignee may petition that the patent issue 


to the assignee as recorded. Any such petition must be accom- 
panied by the fee set forth in § 1.17(i)(1). 


20. Section 1.445 is amended by revising paragraph (a), ). 
(3) and, the introductory text of paragaph (a) is republished, 
read as follows: 

§1.445 International application filing and processing fees. 
(a) The following fees and charges are established by the 
Patent and Trademark Office under the authority of 35 U.S.C. 

376: 


*** 


(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 

where: 
"ah ing ee Dee led B00 
basic fi ee has been filed $550.00 


(ii) A corresponding prior United States national 
with basic filing fee has been filed 


(3) A suppplemental search fee when required per 


see 


21. Section 1.451 is amended by revising paragraph (b) to 
read as follows: 


§1.451 The priority claim and priority document in an inter- 
national application. 


s**** 


(b) Whenever the priority of an earlier United States national 
application is claimed i international application, the ap- 
accompanying 
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(PCT Article 8 and PCT Rule 17). The fee for preparing a 
certified copy is stated in § 1.19 (b)(1) 


*es*e 4 


22. Section 1.482 is amended by revising paragraph (a) to 
read as follows: 


§1.482 International preliminary examination fees. 
(a) The following fees and charges for international prelimi- 


nary examination are established by the Commissioner under 
the authority of 35 U.S.C. 376: 


(1) A preliminary examination fee is due on filing the De- 
mand: 


(i) Where an international search fee as set forth in § 1.445(a)(2) 
has been paid on the international application to the United 
States Patent and Trademark Office as an International 
Searching Authority, a preliminary examination fee of .... 

$400.00 

(ii) Where the International Searching Authority for the inter- 
national application was an authority other than the United 
States Patent and Trademark Office, a preliminary examina- 

$600.00 


(2) An additional preliminary examination fee when required, 
per additional invention: 


(i) Where a supplemental search fee as set forth in § 1.445(a)(3) 
has been paid on the international application to the United 
States Patent and Trademark Office as an international 


(ii) Where the International Searching Authority for the inter- 
national application was an authority other than the United 
States Patent and Trademark Office 


**# *#* * 


23. Section 1.492 is amended by revising paragraphs (a)(1)- 
(3), (b), and (d)-(f), and the introductory text of the section and 
paragraph (a) are republished to read as follows: 


§ 1.492 National stage fees. 

The following fees and charges for international applications 
entering the national stage under 35 U.S.C. 371 are established 
by the Commissioner under 35 U.S.C. 376: 


(a) The basic national fee: 


(1) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid on the international applica- 
tion to the United States Patent and Trademark Office: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth 
in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and. Trademark Office as in 
International Searching Authority: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the inter- 
national application to the United States Patent and Trade- 
mark Office: 


By a small entity(§ 1.9(f)) 
« By other than a smal) entity 
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(b) In addition to the basic national fee, for filing or iater 
presentation of each independent claim in excess of 3: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


*e ee 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claims(s), per application: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b),(c), and (d) 
are not paid on presentation of the claims for which the 
additional fees are due, they must be paid or the claims 
canceled by amendment, prior to the expiration of the time 
period set for response by the Office in any notice of fee 
deficiency.) 


(e) Surcharge for filing the basic national fee or oath or dec- 
laration later than 20 months from the priority date pursuant 
to § 1.494(c) or later than 30 months from the priority date 
pursuant to § 1.495(c): 


By a small entity ( § 1.9(f)) 
By other than a small entity 


(f) For filing an English translation of an international appli- 
cation later than 20 months after the priority date (§ 1.494(c)) 
or filing an English translation of the international application 
or of any annexes to the international preliminary examination 
report later than 30 months after the priority date (§ 1.495(c) 
RRR, Se CRIES Re te, Se Pee $30.00 


24. Section 1.666 is amended by revising paragraph (b) to 
read as follows: 


§ 1.666 Filing of interference settlement agreements. 
ese ee * 

(b) If any party filing the agreement or understanding under 
paragraph (a) of this section so requests, the copy will be kept 
separate from the file of the interference, and made available 
only to Government agencies on written request, or to any 
upon petition accompanied by the fee set forth in § 1.17(i)(1) 
and on a showing of good cause. 


*e ee * 


Part 2 Rules of Practice in Trademark Cases 


1. The authority citation for Part 2 continues to read as follows: 
Authority : 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (a), (q) and 
the introductory text of the section is republished to read as 
follows: 


§ 2.6 Trademark fees. 


The following fees and charges are established by the Patent 
and Trademark Office for trademark cases: 


**e# ee * 


(a) For filing an application, per class 
ese ee 
(q) For recording trademark assignments and agreements or 


other papers relating to the property in a registration or 
application, per mark $8. 
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DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Jan. 18, 1989 


[1100 TMOG 7] 


(242) Filing of a Notice of Appeal to the Federal 
Circuit and Service of Court Papers on the 
Commissioner of Patents and Trademarks 


1. Service of court papers 


This notice supersedes the Solicitor’s Notice of Sept. 10, 
1982 [1023 Official Gazette 3 (Oct. 5, 1982)}. 
Court papers may be served on the Solicitor in the following 
manner: 
A. By hand between 8:30 A.M. and 5:00 P.M. at the Office 
of the Solicitor located in Crystal Piz., Bldg. No. 2, 2011 
Jefferson Davis Hwy., Sth Fi., Rm. 5-C-15, Arlington, Va. 
B. By mail in an envelope addressed as follows: 


Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215. 


Court papers mailed to an address other than the Solicitor’s 
service address above, or hand-delivered to the Office of the 
Solicitor, are deemed to be served when actually received in 
the Office of the Solicitor. 

Papers which are not court papers and are intended to be 
filed in the Patent and Trademark Office in connection with an 
application or other proceeding pending in the Office should 
not be mailed to the Solicitor’s mail service address. Any such 
papers which are mailed to the Solicitor’s mail service address 
will not be filed in the Office and will be returned. No exceptions 
will be made to this policy. 


2. Filing of a notice of appeal to the Federal Circuit 


A notice of appeal from a decision of the Board of Patent 
Appeals and Interferences in an ex parte or inter partes — 
matter or a decision of the Trademark Trial and 
in an ex parte or inter partes trademark matter must be a 
filed. 

A certificate of mailing under 37 CFR § 1.8 cannot be used 
for the purpose of effecting “filing” of a notice of appeal to 
the U.S. Court of Appeals for the Federal Circuit. In re Thrifty, 
231 USPQ 560 (Comm’r. Pat. 1986), mandamus denied mem., 
Misc. No. 137 (Fed. Cir. Nov. 21, 1986) (unpublished). Thus, 
a notice of appeal which reaches the Patent and Trademark 
Office after the due date, is not considered to be timely filed, 
even though mailed prior to the due date with a certificate of 
mailing under 37 CFR § 1.8. 

A notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in any 
of the following ways: 


A. By mail addressed as follows, in which case the notice 
of appeal must actually reach the Patent and Trademark Office 
by the due date: 


Box 8 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Postal Service only) under 37 
CFR § 1.10 addressed as follows, in which case the notice of 
appeal is deemed filed on the date of the Express Mail certificate: 


Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attention: Office of the Solicitor 


U.S. PATENT AND TRADEMARK OFFICE 
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C. By hand to the Office of the Solicitor. 


A notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit should not be mailed to the Solicitor’s mail service 


JOSEPH F. NAKAMURA, 
June 8, 1987. Solicitor 


[1079 TMOG 5] 


(243) HELPFUL HINTS 

* Correspondence with Certificate of Mailing Delivered by 
Commerical Carrier — The benefits of 37 CFR 1.8 or 1.10 apply 
only to documents delivered to the PTO by the U.S. 
Service. 

A number of instances have been uncovered where individu- 
als are certifying that documents were deposited with the U.S. 
Postal Service when, in fact, the documents were hand carried 
or delivered to the PTO via commerical mail service, ¢.g., 
“Federal Express,” “DHL,” “Purolator,” “Air Borne,” 
“UPS’,” etc. In those instances where documents include a 
certificate of mailing under 37 CFR 1.8 or 1.10, but were 
delivered to the PTO by other than U.S. Postal Service, Mail 
Room personnel are placing a notice indicating that fact on the 
correspondence involved to alert PTO personne! that the benefits 
of 37 CFR 1.8 or 1.10 do not apply. 


[1080 TMOG 6] 


Appeals to CAFC 


In every case of an appeal to the CAFC from a decision of 
the Board of Patent Appeals and Interferences or the Trademark 
Trial and Appeal Board, a copy of the notice of appeal should 
be separately transmitted to the Office of the Solicitor at the 
time the original notice is filed with the Commissioner. The 
Solicitor’s copy should be sent in an envelope addressed as 
follows: 


(244) 


Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attn: Office of the Solicitor 


In lieu of mailing, the copy for the Solicitor may be hand- 
delivered to the Office of the Solicitor. Sending a copy of the 
notice of appeal to the Solicitor’s Office will prevent or reduce 
delays in docketing appeals in the CAFC. 


DONALD W. PETERSON, 
July 17, 1987. Deputy Commissioner 
of Patents and Trademarks. 


[1081 TMOG 5] 


(245) HELPFUL HINTS 

* Certificate of Mailing AND Return Post Card — Use of the 

Certificate of Mailing Procedure is ™ 
Mailing 


SS eee 
on most with the PTO, ihe corespon 
dence (and/or fee) will be considered as timely if deposited 
with the U.S. Postal Service within the set time period. Consistent 
use of this procedure is extremely beneficial to practitioners, 
whether or not the Post Card Receipt provision of MPEP 503 
is used. 

In those instances where the PTO never receives the corre- 
spondence, no post card will be available to evidence 
the filing and/or timeliness the . However, 

inthose instances where a Cerificate of Mailing is property used 
37 CFR 1.8(b) provides relief, even if the 
not received in the PTO at all. Under 37 CFR 1.8(b) the party 
who forwarded the correspondence need only (1) inform the 
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PTO of the previous mailing of the correspondence, (2) supply 
a copy of the previously mailed c and Certificate, 
and (3) include a declaration which adequately attests to the 
previous timely mailing. 


[1082 TMOG 8] 


(246) Unpaid Fee Checks 

Beginning Dec. 1, 1987, the Office will change the procedure 
for handling fee checks of attorneys and agents that are returned 
to the Office unpaid. Presently, when a check submitted as 
payment for an application, a processing, an issue or any other 
fee is returned to the Office unpaid, the Office of Finance sends 
a letter to the attorney or agent who represents the applicant, 
or to the applicant if mted by an attorney or agent, 
enclosing the check and calling attention to the fact that the check 
was returned unpaid. Beginning Dec. 1, 1987, the Office of 
Finance will send a copy of its letter to the applicant if the letter 
is addressed to an attorney or agent. The prohibition of 37 CFR 
§§ 1.33 and 2.18 against double correspondence is waived in 
view of the submission of a check that is returned unpaid to 
the Office. 

A registered patent attorney or agent who repeatedly submits 
checks that are returned unpaid through no fault of the bank 
may expect to have the matter referred to the Office of Enroll- 
ment and Discipline. 


DONALD W. PETERSON, 
Oct. 5, 1987. Deputy Commissioner. 


[1083 TMOG 7} 


(247) Service of Court Papers on the 


Commissioner of Patents and Trademarks 


The procedure set forth in M.P.E.P. § 1216 (Sth ed., revs. 
1 to 6) under the heading “Service of Court Papers on 
Commissioner of Patents and Trademarks” was superceded by 
the procedure set forth in the Solicitor’s Notice of June 8, 1987 
[1079 OG 72], which remains in effect and which also describes 
the procedure for filing a notice of a appeal to the Federal Circuit. 
The portion of that notice concerning service of court papers 
on the Commissioner is repeated below, as modified to include 
additional guidelines about supplementation of the mail service 
address. 
Court papers may be served on the Commissioner in either of 
the following ways: 


A. By hand between 8:30 A.M. and 5:00 P.M. at the Office of 
the Solicitor, located in Crystal Plaza Bldg. No. 2, 2011 
Jefferson Davis Hwy., Sth Floor, Room 5-C-15, Arlington, 
Va. 


B. By mail in an envelope addressed as follows: 


Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215 


While the above mail service address may be supplemented 
to include the name of the particular attorney assigned to the 
court case, it must not be supplemented to refer to either the 
Commissioner of Patents and Trademarks or the U.S. Patent and 
Trademark Office (PTO). 

Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed 
to have been served on the Commissioner when actually 
received in the Office of the Solicitor. 

Papers which are not court papers and are intended to be 
filed in the PTO in connection with an or other 
Proceeding pending in the Office should not be mailed to the 
solicitor’s mail service address. Any such papers which are 
mailed to the Solicitor’s mail service address will not be 
considered to have been filed in the PTO. Instead, all such 
will be returned. No exceptions will be made to this policy. 
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JOSEPH F. NAKAMURA, 
Feb. 22, 1988 Solicitor. 


[1088 TMOG 5} 


HELPFUL HINTS 


Expediting Processing Trademark Assignments — As 
noted in our statistics we are currently running behind in 
processing trademark assignment documents. We are 
working to eliminate the backlog in this area. We have 
recently eliminated a backlog in patent assignment 
processing. The following helpful hints are offered to aid 
us in eliminating backlogs and to allow us to provide better 
service for all assignment processing: 

Many individuals are submitting assign- 

ment documents and requests for assign- 

ment services, together with application 

prosecution papers, directly to the exam- 

iner. Often, these requests get placed in 

the file and are not forwarded to the 

assignment area for handling. Please 

send all assignment documents and 

requests through the mailroom in order 

that they may be properly routed to the 

assignment area. 


Please separate requests for certified 
copies of assignments from requests for 
other services including requests for 
certified copies of other documents. Cer- 
tification of assignment documents is not 
performed by the same individuals as cer- 
tification of other documents. 


¢ Expediting Handling of Trademark Applications — To fa- 
cilitate processing of new trademark applications, place 
them in a separate envelope apart from all other mail. Identify 
on the outside of the envelope “TRADEMARK APPLICA- 
TION ONLY.” More than one new trademark application 
may be placed in the same envelope. Do not place any papers 
in the envelope other than those related to the new trademark 
applications. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Mar. 7, 1988. 


[1088 TMOG 8] 


Weekly Summaries of Trademark Trial 
and Appeal Board Final Decisions 


(249) 


The Patent and Trademark Office will begin publishing, in 
each issue of the Trademark Official Gazette, a weekly summary 
of final decisions issued by the Trademark Trial and Appeal 
Board. Publication of the summary is being undertaken on a 
discretionary basis, as a courtesy to interested members of the 
public. 


JEFFREY M. SAMUELS, 
Assistant Commissioner 
f or Trademarks. 


Mar, 21, 1988. 
[1091 TMOG 6] 


(250) Filing Receipt for Trademark Applications 
Effective immediately, the Trademark Examining Operation 
will replace its existing “FILING RECEIPT FOR TRADE- 
—_ APPLICATIONS,” PTO Form 100 (Rev. 8/78), with 
a filing receipt using a new format. The revised filing receipt 
will be printed on a single sheet of 8 1/2" x 11" paper and will 
contain information regarding the mark, applicant, International 
and U.S. classes, goods and/or services, and dates of use. If all 
of the information relating to a new application cannot be printed 
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on the 8 1/2" x 11" ea el ro mh ae 
information was contained in but was not 

We cdinerounn alladiealteabenien back 
of the filing receipt. 


Sept. 6, 1988 
[1095 TMOG 6] 


Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of Documents in Legal Proceedings 


The Patent and Trademark Office (PTO) is adding Parts 15 
and 15a to Title 37 of the Code of Federal Regulations. Part 


(251) 


and Trademark Office, and employees of the Patent and Trade- 
mark Office in their official capacity. Part 15a concerns the tes- 
timony of PTO employees regarding official matters and the 
production of official documents in legal proceedings. Parts 15 
and 15a were effective upon publication in the Federal Register. 
54 FR 3976-8 (Jan. 26, 1989). 

In addition, §§ 1701 and 1701.01 of the Manual of Patent Ex- 
amining Procedure and §§ 1801 and 1801.01 of ju the Trade- 
mark Manual of Procedure are amended, as indi- 
cated below, effective immediately. 

Parts 15 and 15a, §§ 1701 and 1701.01 of the Manual of Patent 
Examining Procedure and §§ 1801 and 1801.01 of the Trade- 
mark Manual of Examining are published in this 
notice as a convenience to the public. In addition to these 
materials, the Patent and Trademark Office alerts the public to its 
position with respect to Standard Packaging Corp. v. 
Curwood, Inc ., 365 F. Supp. 134, 180 USPQ 234 (N_D. Ill. 
1973). In the past, parties have based on Standard 
ee saw PS ne eames wr card cr 
Trademark Office has regarded to be improper. While the Patent 
and Trademark Office believes Standard poem oe ey 
states the law, the Office believes that the court misapplied the 
law to the precise questions in issue. Accordingly, the Office 
agrees with the Federal Circuit’s observation in Western Electric 
Co. v. Piezo Technology, Inc. v. Quigg , 860 F.2d 428, 432, 8 
USPQ 2d 1853, 1857 (Fed. Cir. 1988), that there is considerable 
doubt whether Standard Packaging was correctly decided. The 
Patent and Trademark Office will not permit examiners to 
answer questions similar to those which the Standard Packaging 
court found acceptable. 


[Docket No. 9106-9006 


Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of 


Documents in Legal Proceedings 


Agency: Patent and Trademark Office. 

Action: Final rule. 

Summary: The Patent and Trademark Office is adding 37 CFR 

Parts 15 and eee 
ibe 


Fanon scone Jan. 26, 1989. 


U. S. PATENT AND TRADEMARK OFFICE 
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Further Information Contact: Associate Solicitor John 

Dewhirst by mail at Box 8, U.S. Patent and Trademark 
Office Washington, D.C. 20231 and by phone at (703) 557- 
Supplementary Information: These regulations are desi to 
supplement, and be construed consistent with, 15 CFR 
and 15a. The regulations in Part 15a state the views of the Office 
with respect to the permissible scope of testimony which may be 
given by Office employees in connection with their perform- 
ance of quasi-judicial patent and trademark matters. These 
Office views are consistent with United States v. Morgan , 313 
U.S. 409, 422 (1941); Western Electric Co., Inc. v. Piezo Tech- 
nology, Inc. v. Quigg, No. 88-1216, 860 F.2d 428, 8 USPQ 2d 
1853 (Fed. Cir. Nov. 1, 1988); Inre Mayewsky, 162 USPQ 86, 89 
(E.D. Va. 1969), and Shaffer Tool Works v. Joy Mfg.Co., 167 
USPQ 170 (S.D. Tex. 1970). 

these i 


Administrative Procedure Act [5 USC 333] (incioding ® de- 
layed effective date and therefore will be effective immediate! 


not required 
caluieisty eeten MhalGa lbh erty 
regulatory flexibility analysis has to be or will 
a 
a) 

This final rule does not contain 
implications sufficient to warrant preparation 
assessment under Executive Order 12612. 

This rule does not contain collections of information for 
purposes of the Paperwork Reduction Act. 


List of subjects in 37 CFR Parts 15 and 15a: Attorneys, Admin- 
ey gs ae employ- 


other law, no 


For the reasons set forth in the preamble, 37 CFR is amended 
as follows: 
1. Part 15 is added to read as follows: 


Part 15 
Service of Process 


Sec. 

15.1 Scope and purpose 

15.2 Definitions 

15.3 of service of _— 

Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, and 
1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 15 
CFR 15.2(a). 


§ 15.1 Scope and Purpose. 


(a) This part supplements 15 CFR Part 15 and sets forth the 
to be followed when a summons or complaint is 

served on the Office or the Commissioner or an of the 
Office in his or her official capacity. This part is to be construed 
consistent with 15 CFR Part 15. 

(b ) This part is intended to ensure the orderly execution of the 
wc) This part does not apply to subposaas. The procedures 

(c) This not to to 
ue fellowes with eoapectin to subpoenas are set out in Part 15a of 
this Title. 

(d) This part does not 
Office 


business of the Office or to the official responsibilities of the 
Office employee. 


§ 15.2 Definitions. 
For the purpose of this part: 


(a) “Commissioner” means Assistant Secretary and Com- 
missioner of Patents and Trademarks. 
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(b) “Legal ing” means a proceeding before a tribunal 
constituted by law, including a court, an administrative body or 
commission, or an administrative law judge or hearing officer. 

(c) “Office” means Patent and Trademark Office. 

(d) “Office employee” means any officer or employee of the 


(e) “Official business” means the authorized business of the 
Office. 

(f) “Solicitor” means the chief legal officer of the Office or 
other Office employee to whom the Solicitor has delegated 
authority to act under this part. 


§ 15.3 Acceptance of service of process 


(a) Any summons or complaint to be served in person or by 
registered or certified mail or as otherwise authorized by law on 
the Office or the Commissioner or an Office employee in his or 
her official capacity, shall be served on the Solicitor or an Office 
employee designated by the Solicitor. 

(b) Any summons or complaint to be served by mail may be 
addressed to Solicitor, P.O. Box 15667, Arlington, Va. 22215. 
Any summons or complaint to be served by hand may be 
delivered to the Office of the Solicitor. 

(c) Any Office employee served with a summons or comylaint 
shall immediately notify and deliver the summons or complaint 
to the Office of the Solicitor. 

(d) Any Office employee receiving a summons or complaint 
shall note on the summons or complaint the date, hour, and place 
of service and whether service was by personal delivery or by 
mail. 

(e) When a legal proceeding is brought to hold an Office 
employee personally liable in connection with an action taken in 
the conduct of official business, rather than liable in an official 
capacity, the Office employee by law is to be served personally 
with process. Service of process in this case is inadequate when 
made upon the Solicitor or the Solicitor’s designee. Any Office 
employee sued personally for an action taken in the conduct of 
official business shall immediately notify and deliver a copy of 
the summons or complaint to the Office of the Solicitor. 

(f) An Office employee sued personally in connection with 
official business may be represented by the Department of 
Justice at its discretion. See 28 CFR 50.15 and 50.16 (1987). 

(g) The Solicitor or Office employee designated by the 
Solicitor, when accepting service of process for an Office 
employee in an official capacity, shall endorse on the Marshal’s 
or server’s return of service form or receipt for registered or 
certified mail the following statement: “Service accepted in 
official capacity only.” The statement may be placed on the 
form or receipt with a rubber stamp. 

(h) Upon acceptance of service or receiving notification of 
service, as provided in this section, the Solicitor shall take 
appropriate steps to protect the rights of the Commissioner or 
Office employee involved. 

2. Part 15a is added to read as follows: 


Part 15a 
Testimony by Employees and the Production 
of Documents in Legal Proceedings 


Sec. 

15a.1 Scope 

15a.2 Definitions 

15a.3 Office policy 

15a.4 Testimony or production of documents; general rule 
15a.5 Testimony of Office employees in proceedings involving 
the United States 

15a.6 Legal proceedings between private litigants 

15a.7 Procedures when an Office employee receives a subpoena 
Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, and 
1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 15 
CFR 15a.1(e) and 15a.2(f). 


§ 15a.1 Scope 


(a) This part supplements 15 CFR Part 15a and prescribes the 
policies and procedures of the Office with respect to the testi- 
mony of Office employees as witnesses in legal proceedings and 
the production of documents of the Office for use in legal 
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proceedings pursuant to a request, order, or subpoena. This part 
is issued pursuant to 15 CFR 15a.1(e) and is to be construed 
consistent with 15 CFR Part 15a. 

(b) This part does not apply to any legal proceeding in which 
an Office employee is to testify, while on leave status, as to facts 
or events that are in no way related to the official business of the 
Office. 

(c) This part is intended to ensure the orderly execution of the 
affairs of the Office and not to impede any legal proceeding and 
in no way affects the rights and procedures governing public 
access to records pursuant to the Freedom of Information Act or 
the Privacy Act. See 15 CFR 15a.4 and 37 CFR 1.15. 


§ 15a.2 Definitions. 
For the purpose of this part: 


(a) “Commissioner” means Assistant Secretary and Com- 
missioner of Patents and Trademarks. 

(b) “Demand” means a request, order, or subpoena for 
testimony or documents for use in a legal proceeding. 

(c) “Document” means any record, paper, and other property 
held by the Office, including without limitation official patent 
and trademark files, official letters, telegrams, memoranda, 
reports, studies, calendar and dairy entries, maps, graphs, pam- 
phlets, notes, charts, tabulations, analyses, statistical or informa- 
tional accumulations, any kind of summaries of meetings and 
conversations, film impressions, magnetic tapes, and sound or 
mechanical reproductions. 

(d) “Legal proceeding” means a proceeding before a tribunal 
constituted by law, including a court, an administrative body or 
commission, an administrative law judge or hearing officer or 
any discovery proceeding in support thereof. 

(e) “Office” means Patent and Trademark Office. 

(f) “Office employee” means any officer or employee of the 
Office. 

(g) “Official business” means the authorized business of the 
Office. 

(h) “Solicitor” means the chief legal officer of the Office or 
other Office employee to whom the Solicitor has delegated 
authority to act under this part. 

(i) “Testimony” means a statement given in person before a 
tribunal or by deposition for use before the tribunal or any other 
statement given for use before a tribunal in a legal proceeding, 
including an affidavit, declaration under 35 U.S.C. 25, or decla- 
ration under 28 U.S.C. 1746. 

(j) “United States” means the Federal Government, _ its 
departments and agencies, and individuals acting on behalf of 
the Federal Government. 


§ 15a.3 Office policy. 


The Office policy is that its documents will not be voluntarily 
produced and Office employees will not voluntarily appear as 
witnesses or give testimony in a legal proceeding. The reasons 
for this policy include: 


(a) To conserve the time of Office employees for conducting 
official business. 

(b) To minimize the possibility of involving the Office in 
controversial or other issues which are not related to the mission 
of the Office. 

(c) To prevent the possibility that the public will misconstrue 
variances between personal opinions of Office employees and 
Office policy. 

(d) To avoid spending the time and money of the United States 
for private purposes. 

(e) To preserve the integrity of the administrative process, 
minimize disruption of the decision-making process, and pre- 
vent interference with the Office’s administrative functions. 


§ 15a.4 Testimony or production of documents; general rule 


(a) No Office employee shall give testimony concerning the 
official business of the Office or produce any document in any 
legal proceeding without the prior authorization of the Solicitor. 
Where appropriate, an Office employee may be instructed in 
writing by the Commissioner, Solicitor, or other appropriate 
Office employee not to give testimony or produce a document. 
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Without prior approval, no Office employee shall answer inquir- 
ies from a person not employed by the Department of Commerce 


under Chapter I of this Title, will be provided for a 
proceeding upon written request and payment of applicable fees 
required by law. 
(cX1) Request for testimony or document. A request for 
of an Office 


address of the Office of the Solicitor is Box 8, Patent 
Trademark Office, Washington, D.C. 20231. 

(2) Subpoenas. A for testimony by an Office em- 
ployee or a document shall be served in accordance with the 
Federal Rules of Civil or Criminal Procedure as appropriate, or 
applicable state procedure, and a copy of the subpoena shall be 
sent to the Solicitor. 

(3) Affidavit. Every request and subpoena shal’ 1746 or ifan 
nied by an affidavit or declaration under 28 U.S.C. 1746 
affidavit or declaration is not feasible, a written statement setting 
forth the title of the legal proceeding, das forum, tha sequesting 
party’s interest in the legal vet ie 
request or subpoena, a showing that the desired 
document is not reasonably available from any other source, bees 
if testimony is requested, the intended use of the ——* 
general summary of the testimony desired, and a showing that 
no document could be provided and used in lieu of testimony. 
The purpose of this requirement is to permit the Solicitor to make 
an informed decision as to whether testimony or production of a 
document should be authorized. 

(d) Any Office employee who is served with a demand shall 
immediately notify the Office of the Solicitor. 

(e) The Solicitor may consult or negotiate with an attorney for 
a party or the party, if not represented by an attorney, to refine 
or limit a demand so that compliance is less burdensome or 
obtain information necessary to make the determination re- 
quired by paragraph (c) of this section. Failure of the attorney or 
party to cooperate in good faith to enable an informed determi- 
nation to be made under this part may serve as the basis for a 
determination not to comply with the demand. 

(f) A determination under this part to comply or not to comply 
with a demand is not an assertion or waiver of privilege, lack of 
relevance, technical deficiencies or any other ground for non- 
compliance. The Commissioner reserves the right to oppose any 
demand on any legal ground independent of any determination 
under this part. 


§ 15a.5 Testimony of Office employees in proceedings involving 
the United States. 


(a) An Office employee may not testify as an expert or opinion 
witness for any party other than the United States. 

(b) When appropriate, the Solicitor may authorize an Office 
employee to give testimony as an expert or opinion witness on 
behalf of the United States. Expert or opinion testimony on 
behalf of the United States will not be authorized in any legal 
mote involving the validity or enforceability of a patent or 
registered trademark. 

(c) Whenever, in any legal proceeding involving the United 
States, a request is made by an representing or acting 
under the authority of the United States, the Solicitor will make 
6 ee Se eee 
testimony on behalf of the United States. Where appropriate, the 
Solicitor may require reimbursement to the Office of the ex- 

associated with an Office employee giving testimony on 
behalf of the United States. 


§ 15a.6 Legal proceedings between private litigants 


(a) Testimony by an Office employee and production of 
documents in a legal proceeding not involving the United States 
shall be governed by § 15a.4. 

(b) If an Office employee is authorized to give testimony ina 
legal proceeding, the testimony, if otherwise proper, shall be 
limited to facts within the personal knowledge of the Office 
employee. An Office employee is prohibited from giving expert 
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(iii) Qualifications to examine or otherwise consider a 
particular patent or trademark 

(iv) Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice in a 


particular case. 
(v) Consultation with another Office employee. 
of: 


(D) Any Office manual of practice. 
(E) Office regulations. 
i Patent, trademark, or other 


(G) The sceponsibiities of enother Office employee. 
(vii) Reliance on particular facts or arguments. 


(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing the 
quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, ee ee per- 
forming the quasi-judicial function. 


§ 1Sa.7 Procedures when an Office employee receives a sub- 
poena. 


(a) Any Office employee who receives a subpoena shall 
immediately forward the subpoena to the Office of the Solicitor. 
The Solicitor will determine the extent to which 

an Office employee will comply with the 


imony or produce any document. United States ex rel. Touhy 
v. Ragen . 340 U.S. 462 (1951). 

Ce Sa request 
assistance from the Department of Justice or a U.S. Attorney or 
otherwise assure the presence of an attorney to represent the 
interests of the Office or an Office employee. 


Dec. 23, 1988. 


Revisions to §§ 1701 and 1701.01 of MPEP 


§ 1701 Office 
patentability 


Bay ep bemnanle ens. 35 U.S.C. § 282, ~ 
sentence. demands that every employee of the 
eyed need eer rete poe apne ed 
opinion as to the validity or invalidity of, or the 
unpatentability of any claim in any U.S. Patent, except to the 


seeking to reissue the patent, (b) a reexamination proceeding to 
reexamine the patent, or (c) an interference involving the patent. 

The question of validity or invalidity is otherwise exclusively 
a matter to be determined by a court. Members of the patent 


— ee or 
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examining corps are cautioned to be especially wary of any 
inquiry from any person outside the Patent and Trademark 
Office, including an employee of another Government agency, 
the answer to which might indicate that a particular patent should 
not have issued. 

When a field of search for an invention is requested, examin- 
ers should routinely inquire whether the invention has been 
patented in the United States. If the invention has been patented, 
no field of search should be suggested. 

Employees of the Patent and Trademark Office, particularly 
patent examiners who examined an application which matured 
into a patent or a reissued patent or who conducted a reexamina- 
tion proceeding, should not discuss or answer inquiries from any 
person outside the Patent and Trademark Office as to whether or 
not a certain reference or other particular evidence was consid- 
ered during the examination or proceeding and whether or not a 
claim would have been allowed over that reference or other 
evidence had it been considered during the examination or 
proceeding. Likewise, employees are cautioned against answer- 
ing any inquiry concerning any entry in the patent or reexamina- 
tion file, including the extent of the field of search and any entry 
relating thereto. The record of the file of a patent or reexamina- 
tion proceeding must speak for itself. 

Practitioners can be of material assistance in this regard by 
refraining from making improper inquiries of members of the 
patent examining corps. Inquiries from members of the public 
relating to the matters discussed above must of necessity be 
refused and such refusal should not be considered discourteous 
or an expression of opinion as to validity or patentability. 


§ 1701.01 Office personnel not to testify 
{ Reprint: 37 CFR 15a.1 
37 CFR 15a.2 
37 CFR 15a.3 
37 CFR 15a.4 
37 CFR 15a.5 
37 CFR 15a.6 
37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that its 
employees, including patent examiners, will not appear as _wit- 
nesses or give testimony in legal proceedings, except under the 
conditions specified in 37 CFR Part 15a. Any employee who 
testifies contrary to this policy will be dismissed or removed. The 
reasons for this policy are set out in 37 CFR 15a.3. 

Whenever an employee of the Patent and Trademark Office, 
including a patent examiner, is asked to testify or receives a 
subpoena, the employee shall immediately notify the Office of 
the Solicitor. Inquiries requesting testimony shall be also _re- 
ferred immediately to the Office of the Solicitor. 

Patent examiners and other Patent and Trademark Office 
employees performing or assisting in the performance of quasi- 

+ judicial functions, are forbidden to testify as experts or to express 
opinions as to the validity of any patent. 

Any individual desiring the testimony of an employee of the 
Patent and Trademark Office, including the testimony of a patent 
examiner or other quasi-judicial employee, must comply with 
the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the + 

Solicitor at least ten working days prior to the date of the 
expected testimony. 

If-an employee is authorized to testify, the employee will be 
limited to testifying about facts within the employee’s personal 
knowledge. Employees are prohibited from giving expert or 
opinion testimony. Fischer & Porter Co. v. Corning Glass 
Works. 61 F.R.D. 321, 181 USPQ 329(E.D. Pa. 1974). Likewise, 
employees are prohibited from answering hypothetical or 
speculative questions. Jn re Mayewsky, 162 USPQ 86, 89 (E.D. 
Va. 1969) (deposition of an examiner must be restricted to 
relevant matters of fact and must avoid any hypothetical or 
speculative questions or conclusions based thereon); Shaffer 
Tool Works v. Joy Mfg. Co., 167 USPQ 170 (S.D. Tex. 1970) 
(deposition of examiner should be limited to matters of fact and 
must not go into hypothetical or speculative areas or the bases, 
reasons, mental processes, analyses, or conclusions of the 
examiner in acting upon a patent application). Employees will 
not be permitted to give testimony with respect to subject matter 
which is privileged. Several court decisions limit testimony with 
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respect to quasi-judicial functions performed by employees. 
Those decisions include United States v. Morgan, 313 U.S. 409, 
422 (1941) (improper to inquire into mental processes of quasi- 
judicial officer or to examine the manner and extent to which the 
officer considered an administrative record), Western Electric 
Co. v. Piezo Technology, Inc. v. Quigg, 860 F.2d 428, 8 USPQ 
2d 1853 (Fed. Cir. 1988) (patent examiner may not be compelled 
to answer questions which probe the examiner’s technical 
knowledge of the subject matter of a patent); McCulloch Gas 
Processing Co. v. Department of Energy, 650 F.2d 1216, 1229 
(Temp. Emer. Ct. App. 1981) (discovery of degree of expertise 
of individuals performing governmental functions not permit- 
ted); In re Nilssen, 851 F.2d 1401, 7 USPQ 2d 1500 (Fed. Cir. 
1988) (technical or scientific qualifications of examiners-in- 
chief are not legally relevant in appeal under 35 U.S.C. § 134 
since board members need not be skilled in the art to render 
obviousness decision); Lange v. Commissioner, 352 F. Supp. 
166, 176 USPQ 162 (D.D.C. 1972) (technical qualifications of 
examiners-in-chief not relevant in § 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-judicial proceeding which took place 
before the Patent and Trademark Office, the employee will not 
be permitted to give testimony in response to questions which 
seek: 

(1) Information about that employee’s: 

(A)Background. 

(B)Expertise. 

(C)Qualifications to examine or otherwise consider a 
particular patent or trademark application. 

(D)Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice (in- 
cluding the MPEP or TMEP) in a particular case. 

(E) Consultation with another Office employee. 

(F) Understanding of: 

(i) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination 
or interference file. 

(ii) Prior art. 

(iii) Registered subject matter, subject matter sought to 
be registered, or a trademark application, registration, 
opposition, cancellation, interference or concurrent 
use file. 

(iv) Any Office manual of practice. 

(v) Office regulations. 

(vi) Patent, trademark, or other law. 

(vii) The responsibilities of another Office employee. 


(G) reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing a 
quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in _per- 
forming the quasi-judicial function. 


Any request for testimony addressed or delivered to the Office 
of the Solicitor shall comply with 37 CFR 15a.4(c). All requests 
must be in writing . The need for a subpoena may be obviated 
where the request complies with 37 CFR 15a.4(c) if the party 
requesting the testimony further meets the following conditions: 


(1) {dn The party requesting the testimony identifies the civil 
action or other legal proceeding for which the testimony is 
being taken. The identification shall include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel for 
all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and 
give ten working days notice to the Office of the Solicitor 
prior to the date a deposition is desired. Fifteen working 
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days notice is required for any deposition which is desired 
to be taken between Nov. 15 and Jan. 15. 

(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Con- 
ference Room in the Office of the Solicitor is deemed to be 
a place convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of the 
deposition to the Patent and Trademark Office for its 
records. 


Fe on a written agreement meeting the conditions specified 
i (1) through (5), a party must comply with the 
parvo terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a 
subpoena. 


eeeee 
Revisions to §§ 1801 and 1801.01 of TMEP 


§ 1801 Office personnel not to express opinion on validity of 
registered trademark 


A certificate of registration of a trademark on the Principal 
Register is prima facie evidence of the validity of the registration. 
15 U.S.C. § 1057(b). Public policy demands that every em- 
ployee of the Patent and Trademark Office refuse to express to 
any person any opinion as to the validity of any registered 
trademark, except to the extent necessary to carry out inter 
partes proceedings at the Trademark Trial and Appeal Board in 
cancellation and similar proceedings authorized by law. 

The question of validity of a registered trademark is otherwise 
exclusively a matter to be determined by acourt. Members of the 
trademark examining operation are cautioned to be especially 
wary of any inquiry from any person outside the Patent and 

Trademark Office, including an employee of another Govern- 
ment agency, the answer to which might indicate that a particular 
registration should not have been published or issued. 

Employees of the Patent and Trademark Office, particularly 
trademark examining attorneys who examined an application 
should not discuss or answer inquiries from any person outside 
the Patent and Trademark Office as to whether or not a certain 
registration or other particular evidence was considered during 
the examination of the application or whether a trademark would 
have been published or registered if the registration or other 
evidence had been considered during the examination. Like- 
wise, employees are cautioned against answering any inquiry 
concerning any entry in the trademark registration file, including 
the extent of the field of search and any entry relating thereto. The 
record of the file of a trademark registration or inter partes 
proceedings before the Trademark Trial and Appeal Board must 
speak for itself. 

Practitioners can be of material assistance in this regard 


- Inqui 
public relating to the matters discussed above must of necessity 
be refused and such refusal should not be considered discourte- 
ous or an expression of opinion as to validity of any registration. 


§ 1801.01 Office personnel not to testify 
[ Reprint: 37 CFR 15a.1 
37 CFR 15a.2 
37 CFR 15a.3 
37 CFR 15a.4 
37 CFR 15a.5 
37 CFR 15a.6 
37 CFR 15a.7] 


namely er i ad ee dee gh its 
employees, including trademark examining s, will not 
appear as witnesses or give testimony legal preceding 
except under the conditions specified in 37 i 15a. Any 
employee who testifies contrary to this policy will 
a es ape aha ne ye am ep ac 
15a. 

Whenever an employee of the Patent and Trademark Office, 


receives a su 
Office of the Solicitor. 
also referred immediately to the 
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Trademark examining attorneys and other Patent and Trade- 
mark Office employees orming or assisting in the perform- 
, are forbidden to testify as 

june pagunetihneareliiiyal any registra- 


tion. 

Any individual desiring the testimony of an of the 
Patent and Trademark oa, tntediog toe tains eo a 
trademark examining attorney or other quasi-judicial employee, 
ee 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the Solicitor 
at least ten working days prior to the date of the expected 
testimony. 

If an employee is authorized to testify, the employee will be 
limited to testifying about facts within the employee's personal 
knowledge. Employees are prohibited from giving expert or 
opinion testimony. Fischer & Porter Co. v. Corning Glass 
Works , 61 F.R.D. 321, 181 USPQ 329 (ED. Pa. 1974). Likewise, 
employees are prohibited from ans 
speculative questions. Jn re Mayewsky sy 162 USPQ, 89 (ED. 
Va. 1969) (deposition of an examiner must be 
relevant matters of fact and must avoid a 
speculative questions or conclusions based thereon); Shaffer 
Tool Works v. Joy Mfg. Co. , 167 USPQ 170(S.D. Tex. 1970) 
(deposition of examiner should be limited to matters of fact and 
must not go into hypothetical or speculative areas or the bases, 
reasons, mental processes, analyses, or conclusions of the exam- 
iner in acting upon an application). Employees will not be 
permitted to give testimony with respect to subject matter which 
is privileged. Several court decisions limit with 
respect to quasi-judicial functions performed by employees. 
Those decisions include United States v. Morgan , 313 U.S. 409, 
422 (1941) (improper to inquire into mental processes of quasi- 


judicial officer or to examine the manner and extent to which the 


officer considered an administrative record); Western Electric 
Co. v. Piezo Technology, Inc. v. Quigg , 860 F.2d 428, 8 USPQ 
2d 1583 (Fed. Cir. 1988) (patent examiner may not be compelled 
to answer questions which the examiner’s technical 
knowledge of the subject matter of a patent); McCulloch Gas 
Processing Co. v. Department of Energy , 650 F.2d 1216, 1229 
(Temp. Emer. Ct. App. 1981) (discovery of degree of expertise 
of individuals performing governmental functions not permit- 
— In re Nilssen , 851 F.2d 1401, 7 USPQ 2d he teen 
988) (technical or scientific qualifications of examiners-in- 
didlocantaadtay dhoeminenedema 4. S.C. {g49 134 
since board members need not be skilled in the art to render 
obviousness decision); Lance v. Commissioner , 352 F. Supp. 
166, 176 USPQ 162 (D.D.C. 1972) (technical qualifications of 
examiners-in-chief not relevant in Sec. 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee's —- 
assistance in a quasi-judicial which took place 
before the Patent and Trademark Office, the employee will not 
be permitted to give testimony in response to questions which 
seek: 


(1) Information about that employee's: 
(A) Background. 
(B) Expertise. 
(C) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 
(D) Usual practice or whether the employee followed a 
ee eee 


(i) A patented invention, an invention sought to be 
nt naan a amen 
or interference file 

(ii) Prior art. 

(iii) Registered subject matter, subject matter 


(vil) The responsibilities of another Office em- 
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(G) Reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing a 
quasi-judicial function. 

(3) {dn To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in per- 
forming the quasi-judicial function. 


Any request for testimony addressed or delivered to the Office 
of the Solicitor shall comply with 37 CFR 15a.4(c). All requests 
must be in writing . The need for a subpoena may be obviated 
where the request complies with 37 CFR 15a.4(c) only if the 
party requesting the testimony further meets the following con- 
ditions: 


(1) The party requesting the testimony identifies the civil 
action or other legal proceeding for which the testimony is 
being taken. The identification shall include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel for 
all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and 
give ten working days notice to the Office of the Solicitor 
prior to the date a deposition is desired. 

Fifteen working days notice is required for any deposition 
which is desired to be taken between Nov. 15 and Jan. 15. 
(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Con- 
ference Room in the Office of the Solicitor is deemed to be 
a place convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of the 
deposition to the Patent and Trademark Office for its rec- 
ords. 


Absent a written agreement meeting the conditions specified 
in paragraphs (1) through (5), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a sub- 
poena. 


FRED E. McKELVEY, 
Feb. 7, 1989. Solicitor . 
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(252) DEPARTMENT OF COMMERCE 
BILLING CODE: 3510-16 


Patent and Trademark Office 
37 CFR Parts 1 and 2 


[Docket No. 90363-9063] 
RIN: 0651-AA40 
Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of Proposed Rulemaking 
Summary: The Patent and Trademark Office proposes to amend 
the rules of practice in patent and trademark cases, Parts 1 and 2 
to Title 37, Code of Federal Regulations, to set forth charges that 
will be made to users of the text data bases resident on the 
Automated Patent System (APS) and the automated trademark 
search system (T-Search). Pub. L. 100-703, enacted on Novem- 
ber 19, 1988, allows the Commissioner to establish reasonable 
fees for on-line access to the automated search systems. 

The Office plans to provide on-line access to its USPAT data 
base (full text of U.S. patents issued after 1974), the U.S. classi- 
fication data from 1790 to the present, and to English abstracts of 
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Japanese and Chinese patents (to the extent they are available) 
hereinafter referred to as APS-Text, and T-Search in its Patent 
Search Room and Trademark Search Library located in Crystal 
City, Virginia. The Office does not plan to provide on-line access 
to its patent and trademark data bases at any other facilities at the 
present time. 

The Office will be making both search systems available to the 
public free of charge during this rulemaking process for the pur- 
poses of self-education and training (familiarization). 

The paper or microfilm collections of U.S. patents, foreign 
patent documents and U.S. trademark registrations continue to 
be available to the public free of charge as provided by section 
104(b) of Pub. L. 100-703. 

The proposed rule changes are intended to establish a basis for 
the charges for use of the on-line automated search systems. In 
addition, procedures for public use of the automated search 
systems, including training and charging of fees, are presented. 
Dates: Written comments must be submitted on or before June 
30, 1989; a public hearing will be held on June 30, 1989 at 9:00 
a.m. Requests to present oral testimony should be received on or 
before June 29, 1989. 

Addresses: Address written comments and requests to present 
oral testimony to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, Attention: Frances Michalkewicz, 
Suite 912 on the 9th floor of Building 2, Crystal Park, located at 
2121 Crystal Drive, Arlington, Virginia. Written comments and 
a transcript of the public hearing will be available for public 
inspection in Suite 904 of Building 2, Crystal Park, at 2121 Crys- 
tal Drive, Arlington, Virginia. 

For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail marked to her attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: The purpose of the proposed rule 
change is to establish new fees for the on-line use of APS- Text, 
and T-Search that are to be provided in the Office’s facilities in 
Crystal City, Virginia. This is consistent with the Office’s Elec- 
tronic Data Dissemination Policies and Guidelines, which is 
being published separately in this issue of the Federal Register 
as a final rule. Establishment and adjustment of patent fees is 
provided for by section 6 and section 41 of Title 35, United States 
Code, and section 103(b) of Pub. L. 100-703. Establishment and 
adjustment of trademark fees is provided for by section 31 of the 
Trademark (Lanham) Act of 1946, as amended (15 U.S.C. 1113) 
and section 103(a) of Pub. L. 100-703. Information on the 
procedures for public use of the automated systems, including 
training, waivers, and the charging of fees also are presented for 
information. 

Background: In response to Public Law 96-517, the 1980 legis- 
lation which amended patent and trademark laws, the Office 
prepared and submitted a plan for the automation of its opera- 
tions to Congress on December 13, 1982. The plan centered on 
two basic concepts: the creation of electronic data bases that (1) 
would eventually replace the Office’s all-paper patent and trade- 
mark files, and thereby improve their integrity and quality; and 
(2) would support searches, examinations, Office actions and 
other Office functions through electronic workstations which 
would provide text and image retrieval capabilities and perform 
other automation functions. 

Over 700,000 active Federal trademark registrations have 
been converted to an electronic data base and textual and digital 
image data. A computer system has been installed to enable 
examiners to search the data base for textual data and codes 
describing designs, and to retrieve and display all information as 
a substitute for paper file searches. Trademark examiners have 
been using T-Search exclusively since January 1988, and the ca- 
pability is ready to be deployed for public use in the Trademark 
Search Library. 

The T-Search “dead data base,” trademarks cancelled, ex- 
pired or abandoned since March 1984, also is available to the 
public, but approximately 17,000 images are missing and an 
additional 184,000 registrations and applications have not been 
quality checked. The trademark examining attorneys do not 
search this data base. The Office is soliciting the public’s com- 
ments as to whether this data base should be compared to the 
paper copy and corrected for use by public searchers at a cost 
projected to be about $250,000. 

An Automated Patent System (APS) was installed for test and 
evaluation purposes, using one patent examining group as an op- 
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erational testbed. Major operational components of APS, that is, 
large scale computers with conventional magnetic storage de- 
vices, a high-speed local area data communications network, 
and electronic workstations equipped with two high resolution 
graphic displays and laser printers were interconnected on July 
1, 1986 to enable system test and evaluation to begin in the 
testbed group. 

On-line access to the full-text of all U.S. patents granted after 
1974 and then to English language abstracts of Japanese 
was deployed to the patent examining staff beginning in 1986. 
On-line access to APS-Text permits examiners to search the text 
of approximately one million U.S. patents ining more than 
five billion words. Today, all examiners have been trained in the 
use of the full-text searching tool, and it has become a routine part 
of the patent examination process for many examiners. Searches 
are conducted from single screen text terminals located through- 
out the Office. The APS-Text capability is ready for deployment 
to the public in the Patent Search Room. 

The Office intends to enter the text of virtually all U.S. patents 
issued after 1970. In addition, selected tabular data and chemical 
and mathematical equations will have been added to the current 
full text file. Ultimately, approximately 1.2 million U.S. patents 
will be available to both patent examiners and the public for 
search in full text form. 

Public evaluation of the APS full-text search capability was 
conducted between January 11 and April 15, 1988. Forty-two 
(42) public users were trained on APS-Text during January, 
1988 and allowed first-come/first-serve access to several termi- 
nals. Reactions of public users to APS-Text were positive. Public 
users found APS-Text useful for pre-application and state-of- 
the-art searches. 

A total of 38 public users were trained on T-Search during a 
public evaluation period conducted between June and Decem- 
ber, 1988. Preliminary review indicates that public users consid- 
ered T-Search to be valuable both as a primary source for 
registrability searching and for verifying paper searches. In ad- 
dition, T-Search was found to facilitate searches by class and 
ownership. 

Public Law 100-703, enacted on November 19, 1988, allows 
the Commissioner to establish reasonable fees for public access 
to the automated search systems while it continues the require- 
ments that no more than 30 percent of automation resources may 
be from user fees and that the Office may not enter into exchange 
agreements relating to automatic data processing resources. 

Section 104(c) of Public Law 100-703 allows the Commis- 
sioner to waive the payment by an individual of fees for access- 
ing the automated search systems upon a showing of need or 
hardship, and if such waiver is in the public interest. The pro- 
posed Office policy retains the flexibility authorized by the 
enabling legislation to waive fees in appropriate circumstances. 

The information contained in the automated data bases, which 
will be available to the public at the location of the Patent and 
Trademark Office in Arlington, Virginia, is available free of 
charge at that location in paper form, and is substantially avail- 
able through private vendors on-line for a fee. At the present 
time, it is considered to be in the public interest to waive the pro- 
posed fee in situations where access to the data base is needed for 
a personal, educational purpose by an individual or member of 
an educational or non-profit organization, or where payment of 
the fee would pose a genuine hardship to the user. 

A personal, educational purpose is one in which the person 
using the data base is attempting to satisfy a personal need, and 
is not conducting a search or otherwise using the data base for 
compensation in any form. Examples of appropriate waiver 
situations would include students or teachers doing a term paper, 
or a university professor collecting background information for 
the preparation of an application for a research grant. An ex- 
ample of a situation where a waiver would not be appropriate 
would include an individual doing work for remuneration — e.g., 

a law student doing a pre-examination or infringement search or 
a law firm. 

The Commissioner will further consider a fee waiver based on 
a genuine financial hardship. The person requesting a waiver 
will be required to provide information that would demonstrate 
a clear inability to pay the fee. 

A waiver for the payment of fees is intended to be granted 
sparingly, and generally only where the terminals are available. 
It is not anticipated that fees will be waived for each individual 
except once or twice each year depending on the circumstances. 
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The Commissioner reserves the right to control access to the data 
bases and deny a waiver to any individual. 

In the course of developing criteria, consideration was given 
to charging reduced fees to an individual who could claim small 
entity status as defined in 35 U.S.C. $ 41(h). However, since it is 
anticipated that the majority of that will be using the auto- 
mated data bases would be members of law firms or commercial 
search services, this approach was flawed. 

As proposed, the waiver policy would apply only to use of the 

automated system, and not to any service that may also be 
available to conduct a search or to the printing or sale of copies. 
Any abuse of the waiver policy could lead to a ban on the use of 
any public search facility for that individual. The Office encour- 
ages both comments and suggestions on the waiver policy that 
realistically address the public interest and the need to meet 
existing fiscal ibilities. 
COST CALCULATIONS: The Office calculated unit costs for 
all fees based on OMB Circular A-25, “User Fees”, and OMB 
Circular A-130, “Management of Federal Information Re- 
sources.” Costs were determined from the best available records 
(for example, financial statements for the Office) and included 
direct and indirect costs to the Office of carrying out the activity, 
as directed by OMB Circular A-25. Proposed user charges for 
both APS-Text and T-Search were based on the marginal costs 
of providing these services to the public. 

In calculating the costs of providing access to T-Search and 
APS-Text to the public, the Office followed 
direction that fees be reasonable by reflecting the marginal cost 
for providing the new service and not including the costs of 
designing or installing the automated system for use by Office 
examiners, or the development of the new systems. 

The marginal costs for one hour terminal session time on APS- 
Text include a portion of the lease cost of a new computer 
mainframe which originally was to be acquired in fiscal year 
1990 for use by Office patent examiners. To meet public search 
requirements, the mainframe is being leased earlier than origi- 
nally planned. That portion of lease costs for the eight (8) month 
period October 1989 through May 1990 over and above the lease 
costs for a mainframe sized to meet only examiner needs is being 
passed on to the user. After May 1990, the mainframe was 
intended to be procured and installed to support APS. Therefore, 
no costs are being passed on to the public user after that time. 
When public usage reaches the level where a mainframe dedi- 
cated for public use is required, fee adjustments will be proposed 
to pass all of the costs of that mainframe on to the public. 

The level of public use will affect the amount of main memory 
needed to support the additional search sessions. It is projected 
that an additional increment of main memory will be required in 
fiscal years 1991 and 1992. This incrernent would not be re- 
quired to support the examiner workload alone. 

PR net re ne nt pe ee 

on the automated search systems in 
pe one 104(C) of Public Law 100-703 which reads, 
“ ..a limited amount of free access shall be made available to all 
users of the systems for purposes of education and training.” 

Cost of equipment included in the fee calculations for public 
access include network interface units, text terminals, printer 
noise dampeners and text terminal printers. 

Other costs are included for a portion of license fees that must 
be paid to Chemical Abstracts Service for its proprietary text and 
structure search software; additional personnel for the Patent 
Search Room, and the Office of Information Systems; computer 
installation costs; supplies and equipment dedicated to public 
use; and general and administrative overhead. 

The usage rate estimates are based on the three month public 
user performed from January through March 1988. For this 
study, 42 frequent Patent Search Room users were selected to be 
trained in the use of APS-Text. Three text terminals were made 
available to the trained public users at no charge. During the three 
month study period, use of the three terminals averaged approxi- 
mately 50 per cent. While it is impossible to accurately predict 
future use by a more diverse group of public users, the cost 
calculations attempt to take into account such factors and as- 


sumptions as 

1. Future public users, on average, will use APS-Text less 
frequently than the 42 frequent users selected for the 1988 study, 
since the study group was weighted toward a small number of 
frequent public searchers, many of whom routinely used com- 
mercially available automated text search tools. 
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2. Collection of a fee for use (as opposed to the absence of any 
re will reduce demand for text search serv- 
ices when compared with usage data obtained during the study 


3. The potential universe of public users is expected to average 
no more than 300 per day. 

4. The average length of a public user search session is 
projected to be approximately 22 minutes — the average length 
of a search session during the 1988 test of public use. 

5. Based on the ing assumptions, if all 300 potential 
public users conducted a single search session during a work 
day, a total of 110 hours of access would be required. Twenty- 
five text terminals available five days a week, twelve hours aday, 
will provide a maximum potential of 300 hours of available text 
search time. Under these assumptions, the number of text termi- 
nals appears to be adequate for the forseeable future. 

6. ee ee See enema, Re 
following estimates are used 

ee oh aang up to ten terminals will be available 

the first quarter. An estimate of 45 percent utilization of 
available text terminal time is projected. By increasing the 
number of text terminals to 15 in January 1990 and 20 in April 
1990, an estimate of 40 percent utilization of available text 
terminal time is projected. By increasing the number of text 
terminals to 25 in July 1990, ——s 35 percent utilization 
of available text terminal time is projected. 

(b) During fiscal year 1991 ceieretddeitelerdectenss 
should be achieved, yielding an estimated 35 per cent average 
utilization of the 25 available terminals. This utilization rate 
equates to 105 session hours per day, or an average of 4.2 session 
hours per terminal per day. At an average of 22 minutes per 
session, this anticipates a total of 286 search sessions per day. 


A summary of the fee calculations is as follows: 
APS-Text 


—— Cost of One-Hour of 
erminal Session Time 
(October 1989-September 1992) 


Public Share 
Cost Element i 


Personnel: ee and Benefits 
Hardware & Maintenanc 
Software (license fees) 
Site Preparation 
Non-capital Furniture 
Supplies & Forms 

Sub-Total 
General & Adminstrative 

erhead 


Ov 
TOTAL COST 
Estimated Use (hours) 
UNIT COST (per hour) 


The marginal cost for one hour of Office staff search assistance 
on APS-Text includes the costs of personnel compensation and 
benefits. 


$918,197 
$1,036,587 
$300,357 
$38,118 
$8,750 
$3,500 
$2,305,509 


$361,50 


$2,667,013 
73,755 


A summary of the fee calculations is as follows: 


(September 1989-October 1992) 
Public Share 


$45,65 
$45,659 
1,776 
$25.21 


cost for a printed copy generated from APS-Text 
compensation 


includes costs for and benefits, printers, and 
supplies and forms. A summary is as follows: 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


APS-Text 
Cost of 
Each Printed Page 
(October 1989-September 1992) 


Public Share 
Cost Element j 


Personnel: Compensation 
and Benefits 

Hardware & Maintenance 

Non-capital Furniture 

Supplies & Forms 

Sub-Total 

General & Administrative 

Overhead 

TOTAL COST 
Estimated Use (pages) 5,028,750 

UNIT COST (per page) $0,054 


The marginal cost for one hour terminal session time on T- 
Search includes the costs of personnel in the Trademark Search 
Library, general and administrative overhead, and maintentance 
on the T-Search terminals. 

The usage rate for T-Search during fiscal years ae is 
projected to be 28 percent. This rate is extrapolated from 
usage rates during the T- ichovtthecundinatesenatee 
was conducted from June through December 1988. A total of 38 
members of the public were trained on T-Search and about 24 to 
28 public users were active on T-Search each month. Overall 
usage rate of these active users was 14 percent. It is anticipated 
that the overall number of users and the usage rate will double 
once T-Search is made available in the Trademark Search Li- 
brary to all public users of that search facility and training is 
provided on a routine basis. 


$173,47 
$13,843 
$5,000 


$41,27 
$233,589 
$36,627 
$270,216 


A summary of the fee calculations are as follows: 


T-Search 
Marginal Cost of One-Hour of 
erminal Session Time 
(October 1989-September 1992) 


Public Share 


$195,171 
Hardware & Maintenance $ 
Site Preparation 
Supplies & Forms 
Sub-Total 
General & Administrative 


Overhead 
TOTAL COST 
Estimated Use (hours) 
UNIT COST (per hour) 


$1,000 
$3,298 
$228,278 


$30,932 
$259,210 
5,985 
$43.31 


The marginal cost for one hour of Office staff search assistance 
on T-Search includes the costs of personnel compensation and 
benefits. 


A summary of the fee calculations is as follows: 


T-Search 
Marginai Cost of One-Hour of 
Office Staff Search 
(October 1989-September 1992) 


Public Share 
Cost Element i 


Personnel: Annual Compensation 
and Benefits 
TOTAL COST 
Work Hours (per annum) 
(per hour) 
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The marginal cost for a printed copy generated from T-Search 
includes costs for compensation, and supplies and forms. A 
summary of the costs is as follows: 


T-Search 
Marginal Cost of 
Each Printed Page 
(October 1989-September 1992) 


Public Share 
Cost Element i 


Personnel: Compensation 
and Benefits 

Hardware & Maintenance 

Supplies & Forms 
Sub-Total 

General & Adminstrative 

Overhead 

TOTAL COST 
Estimated Use (pages) 


UNIT COST (per page) $0,093 


Rounding Procedures: Fee amounts were rounded so that the 
amount rounded would be de minimis and convenient to the user. 
This procedure is consistent with section 103(b) of Pub. L. 100- 
703 which allows the Office to adjust fees in the aggre- 
gate, and with section 103(a) of Pub. L. 100-703 which allows 
the Office to adjust trademark fees in the aggregate. 

The Office has detailed cost calculation worksheets for each 
fee item, which are available for public inspection in Suite 904 
of Building 2, Crystal Park at 2121 Crystal Drive, Arlington, 

Virginia. 


PROCEDURES FOR PUBLIC USE OF APS-TEXT AND 
T-SEARCH 


Patent Search Room Configuration 


Initially ten (10) text search terminals will be installed and 
available for public use in the Patent Search Room. A printer will 
be associated with each text search terminal. An additional 
terminal will be located in Patent Search Room office 
space for control and administration activities. Fifteen (15) more 
terminals and printers are planned to be added for public use 
during fiscal year 1990, if necessary. 

Trademark Search Library Configuration 


Initially three (3) T-Search terminals with associated printers 
will be installed and available for public use in the Trademark 
Search Library. The terminals will be clustered in one area of the 
Trademark Search Library. An additional terminal will be lo- 
cated in Trademark Search Library employee office space for 
control and administration activities. Additional terminals and 
printers will be added as demand warrants and permits. 

Procedures for public use of APS-Text and T-Search have 
been made as similar as possible in order to provide for consis- 
tency in application and ease of administration. Unless specifi- 
cally stated to apply to only one system, procedures apply to both 
APS-Text and T-Search. 


Training 


To enable prospective public users to become effective on 
APS-Text, approximately fourteen (14) hours of free basic 
training is being offered. Ten (10) members of the public may be 
trained during each class. fe aay mer ge 
Crystal City complex, probably during evening hours. 

Toenable prospective users to become effective on T-Search, 
four (4) hours of basic training is being offered. T-Search 
eee 

Enrollment in all training classes will be on a lottery basis. 
Public users wishing to be tlined on APS-Teater T-Seacch, will 
be required to submit an application form by a specific deadline 
to allow the Office adequate time to select, schedule and notify 
attendees. 
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System Use and Fee Procedures 


Toensure equity of public access to the automated systems, as 
pra ny mh an rules for use will be posted at the 
terminals. Users of the systems will be expected to comply with 
eee ee ee eee 

Users are encouraged to register in advance for 
system use. Each week, the next week's schedule will be avail- 
able in the Patent Search Room and the Trademark Search 
Library. Should requests for blocks of terminal time exceed the 
availability of terminals, limits on the amount of reserved time 
may be instituted. Eight (8) of the initial ten (10) terminals in the 
Patent Search Room and two (2) of the initial three (3) terminals 
in the Trademark Search Library will be allocated to public users 
with advance reserved times. The remaining terminal in both the 
Patent Search Room and the Trademark Search Li will be 
available for walk-up users and for assisted searches for infre- 
quent users. The terminal time reservation system and the 
number of terminals available for walk-up public use and for 


assisted searches is subject to change based upon operational 


experience. 

All public use of APS-Text and T-Search with the exception 
of scheduled training classes is on a pre-payment basis. In pre- 
paying for use of the systems, the public may use a blank signed 
check, major credit card or charge to a deposit account. At the 
end of the search or the pre-paid amount of time, users will 
receive an from Patent Search Room or Trademark 
Search Library staff for terminal time used and prints produced. 
The user must then finalize payment. 


Discussion of Specific Rules 
37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, if amended as would add new para- 
graph (0) to set the fees for access to the Automated Patent 
System full-text search capability (APS-Text) and to provide for 
the waiver of fees under certain circumstances. 

Section 1.21, if amended as proposed, would add new para- 
ee 


Section 1.21, if amended as proposed, would add new para- 
graph (q) to set the fee for a printed copy from APS-Text. 


37 CFR 2.6 Trademark fees 

Section 2.6, if amended as would add new para- 
graph (u) to set the fees for access to the automated trademark 
ee 


certain circumstances. 
"Section 2.6 if amended as would add new para- 
a eee 


Section 2.6, if amended as proposed, would add new para- 
graph (w) to set the fee for a printed copy from T-Search. 


Other Considerations: 


ee Gaia with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96-354), Execu- 
tive Orders 12291 and 12612, and the Paperwork Reduction Act 

of 1980, 44 U.S.C. 3501, et seq. There are no information 
~~, requirements relating to patent and trademark fee 


rm ike Office has determined that this notice hes no Federaiiam 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the proposed rule change will not have a sig- 
nificant adverse economic impact on a substantial number of 
small entitites Flexibility Act, Pub. L. 96-354). The 
proposed rules make the *s on-line, automated patent full- 
text search and trademark search systems available to the public 
at rates significantly less than commercial systems. 

The Office has determined that this 
not a major rule under Executive Order | got 
on the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers, individual indus- 
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tries, Federal, State or local government agencies, or geographic 
regions. There will be no significant adverse effects on compe- 
tition, employment, investment, productivity, innovation, or on 
the ability of United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 


Lists of Subjects in 37 CFR Parts 1 and 2 
37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Lawyers, Reporting and 
record keeping requirements, Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


For the reasons set forth in the preamble, the Office is propos- 
ing to amend Title 37 of the Code of Federal Regulations, 
Chapter I, as set forth below. All proposed additions are printed 
between arrows (© §) and all deletions are shown between brack- 
ets ([ }). 


PART 1-RULES OF PRACTICE IN PATENT CASES. 
1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 

Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.21 is proposed to be amended by adding new 
paragraphs (0)-(q). 


§ 1.21 Miscellaneous fees and charges. 


se ee * 


© (0) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using Automated Patent 
System full-text search capabilities, prorated for the actual time 
used. The Commissioner may waive the payment by an individ- 
ual for access to the Automated Patent System full-text search 
capability (APS-Text) upon a showing of need or hardship, and 
if such waiver is in the public interest $40.00 
(p) Marginal cost, paid in advance, for each hour of Office 
staff search assistance to conduct a search using Automated Pat- 
ent System full-text search capabilities (PTS-Text), prorated for 


(q) Marginal cost, for each printed page generated from the 
Automated Patent System text terminal $0. 


PART 2-RULES OF PRACTICE IN TRADEMARK CASES 


1. The authority citation for Part 2 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 

noted. 

2. Section 2.6 is proposed to be amended by adding new 

paragraphs (u)-(w). 


§ 2.6 Trademark fees 


*s*e e#* * 


© (u) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using T-Search capabilities, 
prorated for the actual time used. The Commissioner may waive 
the payment by an individual for access to T-Search upon a 
showing of need or hardship, and if such waiver is in the public 
$40.00 


(v) Marginal cost, paid in advance, for each hour of Office staff 
search assistance to conduct a search using T-Search capabili- 
ties, prorated for the actual time used 


(w) oe cost, for each printed page generated from the T- 


Mar. 7, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
[1102 TMOG 96] 
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(253) DEPARTMENT OF COMMERCE 
Billing Code: 3510-16 


Patent and Trademark Office 
[Docket No. 70470-9062] 
Electronic Data Dissemination Policies and Guidelines 


Agency: Patent and Trademark Office, Commerce 

Action: Electronic Data Dissmenination Policies and Guidelines 
- Final Notice. 

Summary: The U.S. Patent and Trademark Office (PTO) has 
undertaken a program to automate its operations. As a result, 
electronic patent and trademark data are being created and new 
techniques are being implemented to expand the use of the 
PTO’s collection of electronic information, which will contain 
all U.S. patents and registered trademarks and selected foreign 
patents. These data bases comprise one of the largest information 
resources of the Nation. 

Date: May 3, 1989. 

Address: Comments should be addressed to: Donald J. Quigg, 
Assistant Secretary and Commissioner of Patents and Trade- 
marks, U.S. Patent and Trademark Office, Washington, D.C. 
20231. 

For Further Information Contact: Bradford R. Huther at 703- 
557-1572. 

Supplementary Information: 

In response to Public Law 96-517, the 1980 legislation which 

amended patent and trademark laws, the PTO prepared and 
submitted a plan for the automation of its operations to Congress 
on December 13, 1982. The plan centered on two basis concepts: 
the creation of electronic data bases that (1) would eventually re- 
place the PTO’s all-paper patent and trademark files, and thereby 
improve their intregrity and quality; and (2) would support 
searches, examinations, Office actions and other Office func- 
tions through electronic workstations which would provide text 
and image retrieval capabilities and perform cther automation 
functions. 
Over 700,000 active Federal trademark registrations have been 
converted to an electronic data base of textual and digital 
image data. An IBM-based computer system has been installed 
to enable examiners to search the data base for textual data and 
codes describing designs, and to retrieve and display all informa- 
tion as a substitute for paper file searches. Trademark examiners 
have been using T-Search exclusively since January 1988, and 
the capability is ready to be deployed for public use in the 
Trademark Search Library. 

An Automated Patent System (APS) was installed for test and 
evaluation purposes, using one patent examining group as an op- 
erational testbed. Major operational components of APS — large 
scale computers with conventional magnetic storage devices, a 
high-speed local area data communications network, and elec- 
tronic workstations equipped with two high resolution graphic 
displays and laser printers — were interconnected on July 1, 1986 
to enable system test and evaluation to begin in the testbed group. 


~. Optical disk storage units were subsequently installed to house 


the test data base of digital images of U.S. and foreign patents. In 
December 1987, the testbed patent examiners began using the 
APS image search and retrieval capability (APS-Image) in a live 
production environment. Based on recommendations of an 
Industry Review Panel appointed by the Deputy Secretary of 
Commerce to review the Office’s patent automation program, 
changes were made and the testbed examiners are using a stable, 
reliable system suited to their need. The digital image retrieval 
capability of APS has been stabilized in the testbed, which now 
is being used as an operational testbed for deployment to other 
patent examining groups. A decision on the next incremental 
deployment of the digital image retrieval and other electronic 
searching capabilities is planned to be made in mid-1989. Addi- 
tional system capabilities for office automation and other admin- 
istrative support will be added to those already installed in the 
testbed over the next several months to supplement the search 
and retrieval capabilities. Examiners will be provided access to 
commercial data bases, such as industry-specific data bases, 
from the electronic workstations. 

PTO continues to digitize the entire backfile of almost five 
million U.S. patents. The source for the digital image scanning 
operation is the archival set of patent documents which is 
believed to contain the best available copy of each patent. First, 
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images of all U.S. patents in the testbed group’s search files were 
converted to digital form and placed on optical disks for use in 
electronic classification and combined text classification 
searches. Subsequently, the remaining patents were 

These patents will be written to optical disk and loaded on APS 
before APS-Image can be deployed to the remaining patent 
examining groups and the public. Through exchange agree- 
ments with the European and Japanese Patent Offices, European 
patents issued since 1920 and all Japanese patents have been or 
will be converted to a common facsimile standard and key 
patents will be entered for on-line retrieval. 

On-line access to the full-text of all U.S. patents granted after 
1974 and the English language abstracts of Japanese and Chi- 
nese patents — a data base of more than two million records 
representing about 52 gigabytes of data — was deployed to the 
patent examining staff beginning in June 1986. Access to this 
full-text data base (APS-Text) permits examiner to search the 
text of more than one million U.S. patents containing more than 
five billion words. Today, all examiners have been trained in the 
use of the full-text searching tool, and it has become a routine part 
of the patent examination process. Searches are conducted from 
single screen text terminals located throughout the Office, sup- 
ported by a NAS-9080 dual processor. The APS-Text capability 
is ready for deployment to the public in the Patent Public Search 
Room. 

The PTO intends to enter the text of U.S. patents issued after 
1970. 

To fulfill its mission to disseminate information and to guide 
the management of its electronic information resources, on June 
8, 1984, the PTO issued guidelines and policies for dissemina- 
tion and distribution of electronic patent data. These were pub- 
lished in 49 Federal Register 2485 (June 14, 1984). Subse- 
quently, the Office of Management and Budget issued revised 
policies and expanded guidelines for electronic data dissmemi- 
nation in OMB Circular A-130 dated December 1985 and en- 
titled “Management of Federal Information Resources.” 

On August 20, 1987, PTO published in 52 Federal Register 
31442 a notice (1) to inform the public of the PTO’s intention to 
amend its pricing policy for data base products, and to expand the 
scope of its dissemination policies and guidelines to encompass 
patent and trademark electronic data; (2) to explain the current 
situation with regard to public access to automated and 
trademark search rooms and libraries; and (3) to solicit public 
comments on the intended proposals. 

On December 10, 1987, PTO published in 52 Federal Register 
46815 a notice amending the pricing policy for data base prod- 
ucts and expanding the scope of the policies and guidelines to 
encompass patent and trademark data. That notice also extended 
the period to December 31, 1987, for receiving public comments 
on alternatives for funding public access to patent or trademark 
search rooms or libraries. 

On June 23, 1988, PTO published in 53 Federal Register 
23677 a notice informing the public of its intention to publish a 
comprehensive edition of the policies and guidelines to replace 
the versions published in the June 14, 1984 and December 10, 
1987 notices. 

In that notice, the PTO also published a summary of the 
comments received on the three alternatives for financing public 
access to the automated search systems in PTO’s public search 
rooms and libraries. Subsequently, Public Law 100-703 was 
enacted on November 19, 1988. The law allows the Commis- 
sioner of Patents and Trademarks to establish reasonable fees for 
access by the public to the automated search systems. 


Response to Comments 


Comment: If user fees are established for public access to the 
automated patent and trademark systems, will those fees also be 
charged by the Patent Depository Libraries (PDLs)? 
Response: Arrangements will be worked out between the PTO 
and individual libraries for providing access to the automated 
search system. Arrangements will depend on each library’: au- 
thority to collect user fees for the service on their own or the 
PTO’s behalf. Fees for access in PDLs would be adjusted to 
account for any different equipment costs, maintentance and 
added telecommunications costs. 

Comment: How would PDLs administer the free access provi- 
sion of Public Law 100-703? 

Response: Based on PTO’s policy for administering this provi- 
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Comment: One respondent asked if PTO conducted a study to 
determine the potential demand in PDLs for trademark informa- 
tion and patent information. 
Response: Several surveys on the demand for patent and trade- 
mark information have been conducted which provide unofficial 
indications to the PTO for the need for patent and trademark 
information. Reports to the PTO indicate that the demand for 
trademark information is increasing. 
Comment: One respondent wanted clarification of what will 
ultimately be available to the PDLs — paper, microfilm, elec- 
tronic data. 
Response: The form of the patent and trademcrt information in 
each PDL ultimately will depend on decisions made between the 
PTO and individual PDLs and the and economics of 
remote access for providing access to the automated search 
systems. 
Comment: If PTO contracts for the provision of public access, 
who owns the PTO data base? 
Response: The PTO will continue to own the PTO data base. 
Comment: One respondent claimed that section B is inconsistent 
with OMB Circular A-130 and that the order of sub-paragraphs 
B(1) and B(2) should be reversed. 
Response: Section B relates only to the PTO search facilities and 
PDLs. This policy is consistent with OMB Circular A-130 by 
providing an information “safety net” to the public through the 
dissemination of information in the search facilities and libraries. 
PTO states in paragraph F that, outside the search facilities and 
libraries, it will encourage the private sector to offer commercial 
patent and trademark search and retrieval services, and it will not 
compete with the private sector. 
Sub-paragraphs B(1) and B(2) state that PTO will choose the 
most efficient means for providing search and retrieval services 
in its search facilities and PDLs, directly and/or through a 


that there might be misun- 
and E. 

Response: Section C specifically refers to commercial data bases 
whereas section E refers to PTO-owned data bases. 
Comment: In section D, what does the term “existing collections 
in the PDLs” mean? 
Response: In the June 23, 1988 edition of the Federal Register, 
the reference to “existing collections” meant the collections 
held by each individual library. Collections vary from library to 
library, and acquistion of collections is up to each individual 
PDL. Section D has been revised because section 104(c) of 
Public Law 100-703 allows the Commissioner to establish rea- 
sonable fees for on-line access to the automated search systems. 
Comment: Section E provides for the possibility that a commer- 
cial search and retrieval service could be substituted for the PTO 
automated systems in the PDLs. Would the PDLs be required to 
absorb the cost? 
Response: Arrangements would be worked out between the PTO 
and each individual library and would depend on the library's 
ability to provide commercial services on its 
Comment: One asked for a brief explanation of OMB 
Circular A-76, entitled “Performance of Commercial Activi- 


ties.” 

Response: The A-76 process enhances and efficiency by 
mip caput anndoauendl operation to 

paditan 6 canden. Deseuies dunstaies be caatiiedarans 

whether work should be performed by the Government or by 

industry. This was formalized in 1955 and, in 1966, the 

Bureau of the Budget issued the policy as Circular No. A-76. 

Comment: One suggested that the word “indirectly” 

in coction F chould be semoves since these sivendy ax many pat- 

vate trademark search Another 

gested that the word “ ‘in that same section 

be changed to “allowed.” A third resondent said that PTO 

should “directly encourage” the private sector by making its 

data available in electronic form. 

Response: Section F as written expresses how the PTO will 

ny nee a oe ea 


consider “exclusive” arrangements with regard to the sale of 
bulk data as suggested by Section H. 
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Response: Paragraph H has been changed by deleting the word 
“normally.” 
Comment: One respondent suggested that cost recov- 
ery described in section I should be limited to commercial 
Response: All cost of goods and services are fully user-fee 
funded under the terms of OMB Circular A-25, “User Fees.” 
Comment: Several respondents asked for clarification of the 
statement that the trademark automated system could be ready 
for public deployment by September 30, 1988. 
Response: Under a rule package entitled Patent and 
Trademark Automated h System Fees, the PTO is propos- 
ing to provide access to T-Search. 
Comment: One respondent asked for clarification and more 
specificity to the response concerning the PTO’s authority to 
automate PDLs. 
Response: Section 13 of title 35, United States Code, authorizes 
the Commissioner to conduct a patent depository library pro- 
for di patent information to the public. The 
‘ork Reduction Act of 1980, as amended, 44 USC, chapter 
35, requires each Federal agency to “implement applicable 
government-wide...information policies...with respect 
to...dissemination of information...and other information re- 
source management functions...” OMB Circular A-130 estab- 
lishes a Government-wide policy of disseminating Government 
Information products and services in the manner most cost 
effective for the Government. Accordingly, the Paperwork 
Reduction Act would authorize patent informa- 
tion to the PDLs in some electronic form, in lieu of paper or 
microfilm, if it is the most cost-effective mode. The authority for 
providing access to patent and trademark information in the 
PDLs like that for the Patent Search Room and Trademark 
Search Library is the authority inherent in various provisions of 
the patent law other than section 13 such as section 10 of title 35. 
The PDLs serve as extensions of the PTO for disseminating 
patent and trademark information in other geographic locations. 
Comment: One respondent asked that PTO adhere to Rep. 
Kastenmeier’s instructions reported in 134 Cong. Rec. H9676 
(daily ed. Oct 5, 1988) (statement of Rep. Kastenmeier), to 
follow the letter and spirit of the copyright law regarding nonpat- 
ent literature. 
Response: The PTO will adhere to the letter and the spirit of the 
copyright law as it applies to the inclusion of nonpatent literature 
in the Automated Patent System. 


Other Considerations: 


The PTO has determined that this notice is not a major rule 
within the meaning of section 1 (b) of Executive Order 12291. 
Therefore, a Regulatory Analysis has not nor will be prepared. 
Because a notice of proposed rulemaking and an opportunity for 
public comment are not required to be given for this amended 
policy statement by the Administrative Procedure Act (5 U.S.C. 
553(b) (A)), no initial or final Regulatory Flexibility Analysis 
has to be or will be prepared. The PTO also has determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Government and the States as outlined 
in Executive Order 12612. This notice does not contain a collec- 
tion of information requirement for purposes of the Paperwork 
Reduction Act. 


ELECTRONIC DATA DISSEMINATION POLICIES AND 
GUIDELINES 


Dissemination in Govenment Public Search Facilities and 
Depository Libraries 


It is the goal of the PTO to achieve effective, widespread 
dissemination of information concerning patents and Federally 


registered trademarks to all segments of the U.S. public. 

A. The dissemination goal will be accomplished di- 
rectly by the PTO by providing electronic search and 
retrieval services to the public in search facilities located 
in the PTO, in other facilities which may be established by 
the Government and in Patent Depository Libraries 
(PDLs). PDLs are Federal, State and local government, 
university or non-profit organization libraries designated 
by the PTO to offer p public access to patent collections. 

B. To the extent funding is authorized and appropriated, search 
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and retrieval services will be provided in the PTO’s search 

facilities and PDL’s either: 

(1) by the PTO, using its own data bases, computers, communi- 
cations equipment, and software, and/or 

(2) by PTO contractors. 

C. Access to commercial data bases that are available to 
the PTO’s examiners, for example industry-specific data 
bases, will be furnished either through an APS worksta- 
tion or a terminal furnished by data base vendors in the 
PTO public search facilities at commercial rates, provided 
the user has established a commercial account with the 
data base vendor. 

The PTO will not act as an agent for any data base 
vendor in providing training for, assisting in, or collecting 
fees for the use of such commercial data bases. 

D. Services furnished in the PTO public search facilities 
and in PDLs will be at no cost to the public for access to pa- 
per and microform records. The cost of accessing PTO 
owned electronic data bases and systems will be recouped 
from user fees set to recover the marginal costs of such 
services. 

E. The type of service for public search and retrieval, 
either PTO or commercial services, will be chosen based 
on the method and criteria established by the 1983 revi- 
sion to OMB Circular A-76, entitled “Performance of 
Commercial Activities.” 


Distribution of PTO Data for Commercial Dissemina- 
tion 


F. In addition to B. and C. above, the PTO will pursue its 
dissemination goal indirectly by encouraging the private 
sector to offer commercial patent and trademark search 
and retrieval services and will seek to avoid competition 
with private sector firms in providing such services to the 
public outside the PTO search facilities and PDLs. 

G. Fees charged for bulk data developed by the PTO 
will be based on the marginal cost of providing such 
distribution services. 

H. Arrangements will be non-exclusive. Bulk resale of 
PTO data will be permitted subject to the terms of each 
bulk sales agreement. 

I. Fees charged to the public for U.S. patent and trade- 
mark data products will be based on the marginal cost of 
providing such products. 

J. The PTO will receive non-US. electronic patent data 
through exchange agreements with other patent offices 
and international intergovernmental organizations. In 
general, the PTO will not distribute such data, except in 
conjunction with services that may be provided by the 
PTO or its contractors in the PTO public search facilities 
and PDLs. Rather, it will seek to have contractual arrange- 
ments established directly between the organization and 
the commercial data base vendor and will not act as a 
service agent or representative unless there is a special 
need that cannot be met otherwise. 


Mar. 7, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
[1102 TMOG 100} 


TRADEMARK PUBLICATIONS 


oe 6 ee ot eet 
Sections of the Official Gazette 


Effective February 2, 1971, the Official Gazette will be 
separated into two parts to be known as the Patent Official 
Gazette and the Trademark Official Gazette. 


(254) 
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Orders for subscriptions should be addressed to Superinten- 
dent of Documents, U.S. Government Printing Office, Wash- 
ington, D.C. 20402. 

Also effective February 2, 1971, the Official Gazette will no 
longer contain “Decisions in Patent and Trademark Cases.” 
Decisions of the type heretofore found in the “Decisions in 
Patent and Trademark Cases” are published by non-Federal 
organizations such as, for ¢ , the Bureau of National 
Affairs, Inc., 1231 25th St. NW., W: . D.C. 20037, and 
West Publishing Co., 50 Kellogg Bivd., St. Paul, Minn. 55102. 

Finally, the “Decisions Leaflet” of the Official Gazette will 
no longer be supplied as a separate subscription item after 
January 26, 1971. According to present plans, however, both 
the Patent Official Gazette and the Trademark Official Gazette 
will have identical “Patent Office Notices” sections containing 
notices of the various types heretofore published in the Gazette 
decision leaflet and Trademark Section. Those notices of 
particular interest to Patent Office employees will be accumu- 
lated and published approximately every fourth week, and 
distributed separately to employees. 


WILLIAME. SCHUYLER, JR., 


Commissioner of Patents. 


[882 O.G. TM 33] 


Dec. 29, 1970. 


(255) Changes in Format for Publishing 


Trademarks for Opposition 


Because of the adoption of the International classification 
of goods and services by the United States as of ber 1, 
1973 (see Official Gazette of June 26, 1973, 911 O.G. TM 210), 
it is necessary to change the arrangement in the Official Gazette 
of the marks published for opposition. 

Beginning with the issue of May 7, 1974, the section of the 
Official Gazette entitled “Marks Published for Opposition” will 
be divided into four sections instead of the present two sections. 
(For the preceding change from one to two sections, see Official 
Gazette of October 13, 1964, 807 O.G. TM 51.) Sections | and 
2 will be according to international classification and will 
contain marks in applications filed on or after September 1, 1973, 
and Sections 3 and 4 will be according to prior United States 
classification and will contain marks in applications filed on or 
before August 31, 1973. 

In Section 1, all marks presented in combined applications 
filed on or after September 1, 1973 for registration in more than 
one international class will be published with only one repro- 
duction of each mark. The reproduction of the mark will be 
followed by the international class numbers, and under each 
class will appear the goods or services in connection with which 
the mark is used. If the date of first use applies to all classes, 
it will appear following the last class; otherwise, the dates of 
use will appear after each class. 

In Section 2, all marks presented in applications filed on or 
after September 1, 1973 for registration in a single class will 
be published in international class order. 

In Section 3, all marks presented in combined applications 
filed on or before August 31, 1973 for registration in more than 
one prior United States class will be published with only one 
reproduction of each mark. The reproduction of the mark will 
be followed by the prior United States class numbers and titles, 
and under each class will appear the goods or services in 
connection with which the mark is used. If the date of first use 
applies to all classes, it will appear following the last class; 
otherwise, the dates of use will appear after each class. 

In section 4, all marks presented in applications filed on or 
before August 31, 1973 for registration in a single class will 
be published in the prior United States class order. 

The following explanation will appear under the heading 
“Marks Published for Opposition”: 


The following marks are published in compliance with 
section 12(a) of the Trademark Act of 1946. Applica- 
tions for the registration of marks in more than one class 
have been filed as provided in section 30 of said act as 
amended by Public Law 772, 87th Congress, approved 
Oct. 9, 1962, 76 Stat. 769. Opposition under Section 13 
may be filed within thirty days of the date of this 
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publication. See Rules 2.101 to 2.105. 
A separate fee of twenty-five dollars for opposing each mark 
in each class must accompany the opposition. 


Sections | through 4 will appear immediately after the above 
explanation, the sections being designated as follows: 


Section 1. International classification...Application in more 
than one class 
Section 2. International classification...Application in one 


class 

Section 3. Prior United States classification... Application in 
more than one class 

Section 4. Prior United States classification... Application in 
one class 


The same procedure of dividing into four sections will be 
followed in the notice of the issuance of registrations 


on the Supplemental Register. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Trademarks. 


Mar. 22, 1974. 
[921 O.G. TM 122) 


(256) en ee ee 
All 


Cancellation of Fewer Than ina 
Multiple Class Registration 


Effective with the Official Gazette issue of December 16, 
1980, there will be a change in the Official Gazette — 
entitled “Trademark Registrations Cancelled.” i 
that issue, “Trademark Registrations Cancelled” will ap 


(1) single class registrations cancelled; 

(2) multiple class registrations cancelled in all classes; 

(3) multiple class registrations cancelled in fewer than all 
classes. 


For every entry in the listing, the specific classes cancelled 
will be included in parentheses, next to the registration number 
and mark. 

For a single class registration and for a multiple class 
registration in which every class has been cancelled, the class 
number(s) shown 2 ——— will represent every class to 
which the 

For a multiple class enten in which fewer than all 
classes have been cancelled, the Official Gazette entry will 
include the word “only” following the notation of classes in 
parentheses, for example: (Int. Cis. 12 and 20, only). In this 
example, the addition of the word “only” would indicate that 
there are classes in the registration in addition to Classes 12 and 
20, but only Classes 12 and 20 have been cancelled. 


MARGARET M. LAURENCE, 
Assistant Commissioner, 
for Trademarks. 


Oct. 29, 1980. 


[1000 TM 21] 


(257) 


Single Copies of the Trademark 
Official Gazette 


Members of the public ordering single copies of the Trade- 

mark Official Gazette from the Superi of Documents 
are reminded they must specify the date of the issue being 
ordered. 
The date of the issue in which a mark will be published for 
opposition is shown on The Notice of Publication form mailed 
to applicants approximately two weeks before the publication 
date. This date must be included on each copy order. 
Orders received without an issue date may be filled from 
current weekly stock. The S of Documents cannot 
check on whether a particular mark is published in the issue 
then in stock. If the stock is exhausted at the time the order is 
received, the order will be returned unfilled. 
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MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Mar. 3, 1981. 


[1004 O.G. 36] 


(258) Inadvertently Issued Registration Numbers 


Effective Jan. 3, 1984, a new sub-section identified as 

“Inadvertently Issued Registration Numbers” will exist as 

the last category of cancellations listed under the “Trademark 

Registrations Canceled” section of the Official Gazette. 

This new sub-section will provide public notice of the can- 
cellation of registration numbers which have been inadvertently 
issued by the Patent and Trademark Office. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Nov. 15, 1983. 


[1037 TMOG 16] 


(259) Availability of Patents and 


Trademarks Style Manual 


The latest edition of Patents and Trademarks Style Manual 
will be available to the patent and trademark community soon. 
This edition will be published as a separate supplement to the 
GPO Style Manual. It is the first revision since 1973, and will 
be available in looseleaf form. The cover of this supplement 
is illustrated below: 


PATENTS AND TRADEMARKS 
STYLE MANUAL 


UNITED STATES GOVERNMENT 
PRINTING OFFICE 


Style Manual 


1984 


UNITED STATES PATENT AND TRADEMARK OFFICE 


Orders are now being accepted by the Superintendent of 
Documents. The stock number is 003-004-00606-4. Direct 
inquiries to: 


Superintendent of Documents 
U.S. Goverment Printing Office 
Washington, D.C. 20402 


Checks for orders should be made payable to the Superin- 
tendent of Documents. If a Deposit Account with the Super- 
intendent of Documents is to be used, please include the Deposit 
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Account Number with the order. 
THERESA A. BRELSFORD, 
June 29, 1984. Assistant Commissioner 
for Administration. 


[1045 TMOG 3] 


USTA Publications of Looseleaf 
Rules of Practice 


(260) 


The United States Trademark Association has published US 
Trademark Law; Rules of Practice, Forms and F ederal Statutes. 
The book, in looseleaf format to allow for supplements, includes 
the trademark Rules of Practice, sample forms, the Lanham Act 
and applicable provisions and cites of other statutes that deal 
with trademarks and the Patent and Trademark Office. In content 
and format, the USTA publication generally replaces the 
Government Printing Office looseleaf edition of the Rules of 
Practice which has been discontinued. 

Information on ordering copies of US Trademark Law: Rules 
of Practice, Forms and Federal Statutes may be obtained from: 


The United States Trademark Association 
6 East 45th St. 

New York, N.Y. 10017 

(212) 986-5880 


The Government Printing Office continues to publish the 
Rules of Practice as Title 37, Code of Federal Regulations, every 
July. Effective July 1, 1983, however, the CFR edition no longer 
includes forms. 

MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademark. 


Apr. 30, 1984. 


[1042 TMOG 58] 


(261) Notice to Subscribers 

The Patent and Trademark Office announces a change in the 
point of contact for subscribers who have not been receiving 
all of their copies of the Official Gazette, Manual of Patent 
Examining Procedures Revisions, Annual Indices, or other 
patent and trademark publications. All correspondence and 
inquiries concerning subscription services including requests 
for reinstatement or renewal of subscriptions should be directed 
to: 


Mr. Michael F. DiMario 

Assistant Public Printer 
Superintendent ofDocuments (SD) 
U.S. Government Printing Office 
Washington, D.C. 20401 


Furthermore, the Superintendent of Documents advises that 
expiration notices are sent out approximately three months 
before the expiration date. However, subscribers should not rely 
on this schedule. If a notice is not received within two months 
of the expiration date, the subscriber should renew the subscrip- 
tion with the Superintendent of Documents. Attach a label from 
the envelope in which the publication is received, together with 
a check covering the amount of the subscription. if a deposit 
account with the Superintendent of Documents is to be used, 
include the deposit account number with the renewal. 

This notice is effective with the publication date and super- 
sedes the notice published on this subject in 969 O.G. 2, dated 
Mar. 14, 1978. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1045 TMOG 24] 


Aug. 3, 1984. 
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(262) Notification of Errors in Trademark 
Official 


Gazette 


In view of the establishment of in-house photocomposition 
of the Trademark Official Gazette, it is important that errors 
noted by the public be directed to a single office within the 
Trademark Examining Operation for verification and correc- 
tion. 

Written notification of errors in the publication of marks in 
the Trademark Official Gazette should include the correspon- 
dent’s telephone number and should be addressed to the 
Paralegal Specialist, Office of the Deputy Assistant Commis- 
sioner for Trademarks, United States Department of Commerce, 
Patent and Trademark Office, Washington, D.C. 20231. Error 
notification may also be done by telephone to the Paralegal 
Specialist in the Office of the Deputy Assistant Commissioner 
for Trademarks, at 202-557-3268. 

Applicants may use this procedure to notify the Office of 
errors in relation to marks published in the Official Gazetie if 
the error is purely clerical (e.g. ical error, drawing 
printed upside down, or incorrectly stated data). This procedure 
should not be used to dispute information that is actually of 
record in the application file. The Paralegal Specialist will review 
the notification of error and verify the existence of the clerical 
error, determine whether the error can be corrected without 
jurisdiction being restored to the Examining Attorney or repub- 
lication being required, and coordinate the appropriate correc- 
tion procedure. 

Notification must be received by the Office within one week 
after the Official Gazette publication date to permit processing 
by the Office. 

MARGARET M. LAURENCE 

Assistant Commissioner 

for Trademarks. 


Apr. 11, 1985. 
[1054 TMOG 4] , 


(263) Subscription Pricing Information 
The subscription prices on the following publications have 
been changed as indicated below: 


Title: Official Gazette, Patent Section 
First-class domesitc mailing 
Fourth-class domestic mailing 
Fourth-class foreign mailing 
Single copies each, domestic 
Single copies each foreign 

Title: Official Gazette, Trademark Section 
First-class domestic mailing 
Surface mailing, foreign 
Single copies each, domestic 
Single copies, foreign 


This change is effective with Government periodicals and 
Subscription Services Price List 36, dated Summer, 1986. 

Foreign first-class mailing rates will be furnished upon 
request. Direct all inquiries and subscription requests to: 


Superintendent of Documents 
U.S. Government Printing Office 
Washington, D.C. 20402 


Checks for subscription orders should be made payable to 
the Superintendent of Documents. If a Deposit Account with 
the Superintendent of Documents is to be used, please include 
the Deposit Account Number with the order. Subscriptions can 
also be charged to your Master Charge or VISA, include your 
Account Number and expiration date. 

This notice su the notice published June 10, 1986, 
at 1067 OG 12, and 1067 TMOG is 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


June 25, 1986. 


[1068 TMOG 5] 
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Printing of Use in Another Form Claims 
Effective immediately, Sane 


(264) 


July 15, 1986. 


TRADEMARK MISCELLANEOUS 
Recording of Documents Affecting Title 
The Patent Office is liberalizing its policy concerning the 


(265) 


applications, will be recorded even though the 

may not serve as constructive notice under Section 10 of the 

Trademark Act of 1946, as amended (15 U.S.C. 1060). 
WILLIAM E. SCHUYLER, JR., 

June 16, 1971. Commissioner of Patents. 


Published in 36 F.R. 13231; July 16, 1971 


[889 O.G. TM 2] 


(266) International Protection of Government 


Emblems and Seals 
Change of Intent 


The Patent and Trademark Office, of Commerce, 
intends to forward only the 5O State seals plus one department 
seal for each department listed in the publication “Seals and 
Other Devices in Use at the Government Printing Office” 
(“Seals”) instead of the entire as indicated on page 
59366 of the Federal of Dec. 23, 1975. 

Since the ication had been printed in 1975, it was 


forward only the 50 State seals along with the 

denoted “No. 1” for each fisted bn the “Seale” 

——— or State seal, 
the department or State involved is the Patent 

ont Stenet See Ny OE 1976. This notification 

should either specify the number of the preferred seal, as it 

appears in the “Seals” publication, or = sa ae 

and white photograph, suitable for reproduction, of the preferred 

seal. The seal must be no larger than | 1/2 inches in diameter. 
These seals will then be forwarded to WIPO for 

under Article 6ter of the Paris Convention for the 


May eee ms 
all correspondence to: Commissioner of Patents and 
Tredemarte, Washington, D.C. 20231. 


<. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 
Published in 41 F.R. 35741 


[950 O.G. TM 114} 


Aug. 18, 1976. 
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(267) Recording of “Territorial Assignments” 

in the Assignment Division of the Patent 
and Trademark Office 


It has been the practice of the Assignment Division for many 
years to refuse to record “territorial assignments,” that is, 
assignments purporting to transfer rights in a trademark regis- 
tration (not a concurrent use registration) for less than the entire 
United States. Hereinafter, such documents will be recorded as 
long as the requirements of the Rules of Practice are met by 
the documents submitted. 

The Office is not addressing the validity or effect of such 
documents by recording same, but is merely recognizing that 
such transfers may affect title to a registered mark and therefore 
ought to be recorded. At the time a Section 8 affidavit or 
declaration or an application for renewal is filed, the Examiner 
of Trademarks will consider the effect of such a document. 


BERNARD A. MEANY, 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


On Jan. 4, 1979 the Patent and Trademark Office is beginning 
a 15 month experiment with flexible working hours for its 
employees. Under the “flexitime” experiment many of the 
Office’s employees will have flexibility to begin their workdays 
as early as 6:30 a.m. or as late as 9:30 a.m., and end their 
workdays between 3:00 p.m. and 6:30 p.m. Employees in every 
case shall of course work eight hours each day. All or most patent 
and trademark examiners will have flexible hours. 

The public hours of the Patent and Trademark Office will 
continue to be 8:30 a.m. to 5:00 p.m. All units of the Office 
which deal directly with the public will be staffed to answer 
telephone calls and receive visitors during those hours. All 
employees will be on duty from 9:30 a.m. to 3:00 p.m. The patent 
public search room will continue to operate from 8:00 a.m. until 
8:00 p.m. and the trademark search room from 8:00 a.m. until 
5:30 p.m. 

With the advent of flexible hours, it will be advisable for 
members of the public to make appointments in advance when 
they wish to interview examiners. 


Oct. 7, 1977. Assistant Commissioner 


for Trademarks. 


Dec. 13, 1978. 


[964 TMOG 8] 


(268) Flexible Working Hours 


(269) 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


[978 TMOG 141] 


THE RETENTION SCHEDULE FOR TRADEMARK RECORDS 


As with most government agencies, the Patent and Trademark Office disposes of old files, papers and records pursuant to 
a specific schedule. In an effort to clarify any questions concerning the procedures for disposing of Trademark records and in 
response to public inquiries, the present Retention Schedule for Trademark Records and other records including trademark matters 


which may be of interest to the public is set forth as follows: 


International Intellectual Property Activities Case Files. Project case files showing 
Patent and Trademark Office activity relating to problems concerning the pro- 
tection of intellectual property throughout the world. Includes correspondence 
with private individuals, the Department of State and other countries; reports, 
records of international meetings concerning patents; trademarks and other matters 
pertaining to the protection of intellectual property throughout the world; and other 
materials relating to international affairs. 


Proposed Intellectual Property Legislation Files. Documents accumulated in the 
preparation and processing of legislation proposed by or in the interests of the 
Patent and Trademark Office. Includes drafts of legislation, reports to committees 
on introduced legislation, and comments on legislative proposals. 


Trademark Adversary Proceedings Files. Consists of Trademark Opposition, Can- 
cellation, Interference, and Concurrent-Use proceedings files. 


Canceled Trademark Registration Files. Consists of original application and all 
related correspondence. 


Expired Trademark Registration Files. Consists of original application and all 
related correspondence. 


Abandoned Trademark Application Files. Consists of original application and all 
related correspondence. 


Trademark Renewal Index. Index to trademark registration that are renewed. 


Indexes to Trademark Applications. Index shows applicant’s name, serial number 
of application, filing date, name of mark description of goods, attorney’s name, 
and final disposition of the application. 


A. Applicant’s Index. 


B. Serial Index. 


Proceedings Index to Trademark Adversary Proceedings. Index arranged by type 
“ eee Shows status of proceeding prior to and immediately after a decision 
y the Board. 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National Ar- 
chives when 25 years old. 


PERMANENT. Transfer to FRC after 5 
years. Offer to National Archives when 25 
years old. 


The past schedule to destroy after 10 years 
is in the process of being changed. At this 
time, these records are not being disposed 
of pending the new amendment to this 
section. 


Destroy 2 years after the date of cancella- 
tion. 


Destroy 2 years after expiration of registra- 
tion. 


Destroy 2 years after date of abandonment. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Destroy 3 years after termination of the 
proceeding. 
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Trademark Adversary Proceeding Records. Card file showing records of Trade- 
mark Adversary Proceedings. 


Trademarks Published in Official Gazette. Clippings of marks from Official 
Gazette. 


a. Those which have been opposed. 


b. All others. 


Trademark Registrant’ s Index. Index to Trademark s name, includes 


registrant’ 
serial and registration numbers, date of registration, line of goods and other related 
information. 


Class of Goods Index. Card index used to indicate into what class any conceivable 
goods may fall. 

Index to Trademark Trial and Appeal Board Cases. Record of trademark 
trial and appeal board cases. 


Public Advisory Committee for Trademark Affairs Files. 


a. Agenda, minutes, correspondence, reports and related supporting files. 


b. Paper and reference materials. 


Seminar in Trademark Practice and Procedure Files. Record set of training ma- 
terials used in training trademark examiners. 


Trademark Petitions Files. Petitions to the Commissioner relating to trademarks 
with related materials. 


a. Original Petitions in trademark case file. 
b. Other copies. 


Trademark Protest Letters. Letters of protest to the Commissioner related to trade- 
marks. 


International Patent and Trademark Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to international patent and 
trademark programs. 


a. Records that supplement the International Property Activities Case Files 
(Item 103). 


b. Other materials. 


International Intellectual Property Activities Case Files. Project case files , 
Patent and Trademark Office activity relating to problems concerning the pro- 


tection of intellectual property throughout the world. Includes correspondence 


with private individuals, the Department of State and other countries; 


Proposed Intellectual —s Legislation Files. Documents accumulated in the 
and 


preparation processing of by or in the interest of the 
Patent and Trademark Office. Includes drafts or legislation, reports to committees 
on introduced legislation, and comments on legislative proposals. 


Bulky Trademark Specimens. Trademark applications specimens which do not 

strictly meet the basic requirements for physical form of specimens which state: 
1. That they be made of material suitable for being placed inside a manila 
file wrapper. 
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PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Retain in agency until no longer needed for 
reference. 


Destroy when mark is registered. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Destroy after information transferred to 
magnetic media. 


PERMANENT. Offer to National i 
when no longer needed for reference. 


PERMANENT. Transfer to Federal Records 
when 10 years old. Offer to National 
Archives when 25 years old. 


Destroy when 10 years old or no longer 
needed for reference, whichever is sooner. 


PERMANENT. Transfer to Federal Records 
Center when 10 years old. Offer to National 
Archives when 25 years old. 


PERMANENT. Transfer to office respon- 
sible for international affairs after case is 
closed. 


Destroy 5 years after close of case or sooner 
if no longer needed. 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National Ar- 
chives when 25 years old. 
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2. That they be capable of being arranged flat, such as being folded. 
3. That they be of a size not to exceed 8 1/2 inches wide by 13 inches long. 


(Rule 2.56). 


These requirements provide for specimens which will fit inside the application 
file wrapper, which is 9 x 14 inches in size and which will conveniently expand 


to about one inch thickness. 


Specimens which do not meet the above requirements are referred to as “bulky” 
specimens and the Examiner must require that they be replaced by specimens 


of acceptable size and shape. 
February 28, 1979. 


SAUL LEFKOWITZ, 
Acting Assistant Commissioner 
for Trademarks. 


[980 TMOG 16] 


(270) Public Advisory Committee for 


Trademark Affairs 
Reestablishment 


In accordance with the provisions of the Federal Advisory 
Committee Act 5 U.S.C. App. (1976) and Office of Manage- 
ment and Budget Circular A-63 of Mar. 1974, and after 
consultaticn with GSA, it has been determined that the rees- 
tablishment of the Public Advisory Committee for Trademark 
Affairs is in the public interest in connection with the perform- 
ance of duties imposed on the Department by law. 

The Committee was first established in Sept., 1970, and its 
present charter expired on Jan. 10, 1979. Since its inception the 
purpose of the Committee has been to advise the Patent and 
Trademark Office concerning steps which can be taken to 
increase the efficiency and effectiveness of administration of 
the Trademark Act and to provide a continuing flow of knowl- 
edge from the private sector to the government in the field of 
trademarks. Approximately seventy-five per cent of the over 
one hundred twenty-five specific recommendations have been 
implemented at least in part. There is no question that the 
Committee has contributed greatly to the efficiency and effec- 
tiveness of the administration of the statute. In reviewing the 
Committee, the Secretary has sought continued effort towards 
this objective. The Committee’s function cannot be accom- 
plished by any organizational element or other committee of 
the t 


As it was initially established, the Committee will continue 
to comprise the members of the Advisory Committee for 
Trademark Affairs of the United States Trademark Association. 
The membership is balanced and is under the control of the 
President of the Association. The Committee will continue to 
operate in compliance with the provisions of the Federal 
Advisory Committee Act. 

Copies of the Committee’s revised charter will be filed with 
appropriate committees of Congress. 

Any inquiries or comments may be addressed to Patricia M. 
Davis, Committee Control Officer, Office of Trademark Pro- 
gram Control, U.S. Patent & Trademark Office; Washington, 
D.C. 20231; telephone (703) 557-3881. 


GUY W. CHAMBERLIN, 
Assistant Secretary 
for Administration. 


[FR Doc. 79-8929; Filed 3-22-79; 8:45 am] 


[982 TMOG i4] 


Mar. 15, 1979. 


(271) Certified Copies of Trademark 


Applications/Registrations 


The Trademark Operation is in the process of microfilming 
its records and, as this proceeds, requests for certified copies 
of applications and, eventually, registrations, will be furnished 
from the microfilmed records. Such certified copies will not 
contain copies of the file jacket. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Jan. 17, 1984. 
[1039 TMOG 140] 


(272) TABLE OF OFFICIAL GAZETTE 


VOLUME NUMBERS: 1872-1990 


A table which relates volume numbers of the Official Gazette 
comprising collections of weekly issues of that publication to 
the month of their publication has found good use in the Patent 
and Trademark Office and Patent Depository Libraries in a 
variety of applications. The need for such a table arises, in part, 
from the fact that Official Gazette volumes have not been 
uniformly numbered on a monthly basis over the 110 year 
history of that publication. From Jan. 1872 through June 1883, 
they were numbered on a semi-annual basis; from July 1883 
through Dec. 1902, quarterly; from Jan. 1902 through Dec. 
1908, bi-monthly; and since Jan. 1909, the volume of issues 
for each month has been separately numbered. To fulfill the 
interest which has been expressed in this table, it is published 
below: 
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TABLE OF OFFICIAL GAZETTE 
VOLUME NUMBERS: 1872-1990 


A table which relates volume numbers of the Official 
Gazette comprising collections of weekly issues of that” 
publication to the month of their publication has found 

use in the Patent and Trademark Office and Patent 
itory Libraries in a variety of applications. The 
need for such a table arises, in part, from the fact that 
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Cis Contes eine, tone cnt Pas i 
bered on a monthi 
that publication. 


num- 

basis over the | abs ghey HY 
rom Jan. i872 through J une 1883, 
they were numbered on a semi-annual ye 


1883 through oe a, from Jan. 1902 
through Dec. 1908, bi y; and since Jan. 1909, the 


volume of issues for each month has been separately 
numbered. To fulfill the interest which has been 
expressed in this table, it is published below: 


Calendar Table of Official Gazette Volume Numbers 
1872 to Present 


Month-by-Month Volume Numbers: Jan. 


(Continued on Next Page) 
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Calendar Table of Official Gazette Volume Numbers 
Month-by-Month Volume Numbers: Jan. 1872 to Present—Continued 


F CHANGES IN VOLUME NUMBER. 
_ Jan. 1872 through Jun. 1883 


~~ e Jul. 1883 through Dec. 1902 
| Jan. 1903 through Dec. 1908 
Jan. 1909 to the present 


The Official Gazette was published on successive Wednesdays from 3 Jan. 1872 through 17 Jan. 1872. From 23 Jan. 1872 to the 
present, it has been published weekly on Tuesday. 
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(273) Proposed Records Control Schedule 

As with most government agencies, the Patent and Trade- 
mark Office periodically the schedule it uses to dispose 
of old files, papers and records. Set forth below is a recent update 
of the Patent and Trademark Office’s Records Control Schedule. 
The schedule is currently being ae gree § by the National 
Archives and Records and, following its ap- 
proval, will constitute the basis for disposing of Patent and 
Trademark Office records. 
Any comments or questions related to the schedule 
should be directed to John Hassett, (703) 557-0183. Written 
comments should be mailed to: 


John Hassett, Director 

Patent and Trademark Office 
Crystal Piz. 1, Lobby 

Washington, D.C. 20231 


THERESA A. BRELSFORD, 
June 17, 1986. Assistant Commissioner 
for Administration. 


Commissioner’s and Deputy Commissioner’s Records 


1. Commissioner’ s Correspondence and Subject Files. 
Correspondence to and from other public officials, members of 
the public, and the Patent and Tradmark Office staff; reports; 
special investigations and survey reports; and related materials. 
(See index under Item 3). 

PERMANENT. Transfer to Federal Records Center when 5 
years old. Offer to National Archives when 25 years old. 

2. Reports to the Commissioner. 
Reports received by the Commissioner from the Patent and 
Trademark Office staff and maintained as separate series. 

PERMANENT. Transfer to Federal Records Center when 
eS Se ee 


‘ Inder to Commissioner’ s ap sr oe pes and = F 
iles. Card index to records described under Item 1 
PERMANENT. Transfer to Federal Records Center with 
related files. Offer to National Archives with related files. 
. Deputy Commissioner's Correspondence and Subject 
Files. Correspondence to and from other public officials, 
members of the public, and the Patent and Trademark 
Office staff, with related materials (exclusive of records 
retained in Item 1). 
PERMANENT. Transfer to Federal Records Center when 
5 years old. Offer to National Archives when 25 years 
old. 
. Policy Documentation Files. Formal von 
issuances, current and obsolete, 
charts, regulations, orders, prvon Tay pe and other 
types of directives, with related forms, recommendations. 
endorsements, clearances and comments. 
PERMANENT. Transfer to FRC when obsolete. Offer to 
National Archives when 25 years old. 
. Work-Flow Control and/or Statistical Reports Files. 
Various Statistical reports used to show the flow 
of work through the Patent and Trademark Office and the 


Destroy when 5 years old or sooner if no | 
. Production and Pendency Reports Files. Quarterly, 
monthly, and biweekly statistical reports prepared to show 
the production and quality output of examiners and clerks 
and the status of the assigned projects. Reports are mainly 
used to evaluate the efficiency of personnel for promotion 


purposes. 
a. Office of Assistant Commissioners or equivalent. 
Transfer o FRC when 5 years ol. Destoy when 10 


b. Other Offices. 
Destroy when updated report is received. 
8. Special Studies Files. Report on special studies 
surveys, and inspections of operations, management and 
systems with related papers showing their inception, 
scope, procedure and results. 


U. S. PATENT AND TRADEMARK OFFICE 


PERMANENT. Transfer to FRC when 10 years old. Offer to 
National Archives when 30 years old. 

12. Surplus Property Case Files. Case files on disposal of 
real and related personal property. 

ransfer to FRC 3 years after close of file. Destroy 10 


years after close of file. 
13. Excess Real Property Reports. Reports of real property with 
related papers. 
when 10 old. 


Destroy years 
14. Budget Policy and Procedure Correspondence Files. Cor- 
respondence files showing Patent and Trademark Office 


Secretary, or Chai 
PERMANENT. Transfer to FRC 5 years after close of file. Offer 
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to National Archives 20 years later or after 25 years old, 
whichever is sooner. 

20. Technical Report Files. One copy of each technical report 
of unpublished manuscript or report prepared in connec- 
tion with a project, terminal narratives, statistical and 
graphic complications, summarizations, analyses, and 
related papers. 

PERMANENT. Transfer to FRC when 5 years old. Offer 
to National Archives when 25 years old. 

. Systems Development Project Case Files. Project case files 
reflecting a complete history of each project from initiation 
through research, development, design, and testing to com- 
pletion. 

PERMANENT. Transfer to FRC 5 years after comple- 
tion or termination of project. Offer to National Archives 
when 25 years old. 


ADP Records 
(also in GRS 20) 


22. ADP Planning Documents Files. Planning documents 
consisting of master plan, feasibility studies with associ- 
ated charts and diagrams, and supporting data that reflect 
on characteristics of the data automation activity. 

PERMANENT. When no longer needed or used offer to 
National Archives with related materials. 

23. ADP Program Management Files. Program management 
documents consisting of the development of plans, policy, 
and procedures governing the conversion of electrical 
machine operations and the supervision, control, coordi- 
nation, and operation of the mechanization program. 

PERMANENT. Offer to National Archives with related 
materials. 

24. ADP Standardizations Files. Standardization files consist- 
ing of data elements and codes, standardization requests, 
and jusification for all data systems developed by or for 
the Patent Office. 

PERMANENT. Offer to National Archives with related 
materials. 

25. ADP Data Systems Planning Files. Documents containing 
definition of the system. 

PERMANENT. Offer to National Archives with related 
materials. 

26. ADP Information Retrieval System Master Reference File. 
Magnetic media containing an index to patents and trade- 
marks and publications. 

PERMANENT. Offer to National Archives on termina- 
tion of Patent and Trademark Office. 

27. Publication Tape File. Magnetic media which are repro- 
duced and disseminated as publication or used for repro- 
ducing a printed publication. 

PERMANENT. Offer to National Archives when pub- 
lication needs cease. 


Patent Records 


28. Advertising Files. Copies of proposed advertising matter, 
circulars, letters, cards, and related correspondence in- 
tended to solicit patent business and submitted by regis- 
trants as required by regulations. 

Destroy when 25 years old. 

29. Complaint Files. Case files relating to complaints made 
against attorneys registered to practice before the Patent 
Office. 

Destroy on death of attorney. 

30. Board of Appeals Decisions Files. Copies of Board of 
Appeals decisions with related background materials. 

a. Cases patented. 
Destroy 10 years after patent issued. 
b. All others. 
Destroy 10 years after appeal is decided. 

31. Indexes to Appeal Cases. Indexes, arranged in various 
ways, to the appeal cases. 

Destroy 30 years after date of appeal. 

32. Declaration of Assistance Received Files. Form received 
from applicants showing assistance received, if any, in the 
preparation of application for patent (PTOL-284). 

33. Academy Lecture Files. Lectures prepared by the Staff for 
presentation at the Academy. (These lectures are updated 
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periodically to reflect the changing views of the Patent and 
Trademark Office) 
a. Historical Sample 

PERMANENT. Retain 1 copy of each basic lecture and 

of any major changes made to it. Offer to NARS when 

25 years old. 

b. All other copies. 

Destroy when obsolete. 

. Academy Training Sessions Files. Background materials 
relating to each session of the Patent Office Academy, 
including names of attendees and instructors, schedule of 
classes, evaluation sheets, and related materials. 

PERMANENT. Offer to National Archives when 25 years 

old. 

. Academy Examinations Files. Completed examinations of 
persons attending the Academy. 

Destroy when | year old. 

. Academy Application Files. Applications for training in the 
Academy, including memoranda of agreement and per- 
sonal history statements. 

Destroy when 2 years old. 

. Academy Correspondence File. Correspondence relating 
to the courses offered by the Patent Office Academy. 

Destroy when 5 years old. 

38. Disclosure Document File. Documents submitted by 
inventors as evidence of the date of conception of an 
invention. 

a. Disclosure Documents referred to in a separate letter 
in a related patent application filed within two years. 

Dispose of with related patent application. 

b. Disclosure Documents not referred to. 

Destroy when 2 years old. 

39. Disclosure Documents Index. Cross-reference index to 
Disclosure Documents maintained by inventor’s name and 
includes DD number and date of receipt. 

Destroy with related DD’s. 

40. Index to Patents Available for License or Sale. Index 
created when a patent is made available for license or sale, 
issued to the U.S. Government or dedicated to the Public. 

Destroy when no longer needed for reference. 

. General Correspondence File. Consists mainly of inquir- 
ies and requests for information and publications. Also 
includes correspondence regarding the “Register of Pat- 
ents Available for License or Sale.” 

Destroy when 3 years old. 

. Foreign Filing Licensing Documents. Petitions to the 
Commissioner of Patents and Trademarks for license to file 
applications for patents in foreign countries. 

Destroy 25 years after date of issue. 

. Indexes to Foreign Filing Licensing Documents. Indexes 
to licensing documents described in Item 43. 

Destroy 25 years after issue. 

. Transmittals to Other Agencies Files. Copies of transmittal 
letters to other agencies enclosing correspondence and 
related enclosures sent to the Patent and Trademark Office 
for services rendered by other agencies, such as copyright 
information and requests for publications from the Gov- 
ernment Printing Office. 

Destroy when | year old. 

. D-1 Files. Files relating to patent applications which may 
have a bearing on national security. Files usually consist 
of form listing serial number of application filing date, 
examining unit, title of invention, attorney assignee, and 
the concurrences listing the recommendation, signature, 
agency, and date; a memorandum summary indicating 
whether a secrecy order is required; the defense agency’s 
request for a secrecy order; the secrecy order issued; and 
related materials. 

Destroy 35 years after date of receipt for review. 

46. Drawing Correction Slips. Index arranged by serial 
number of application and used to locate orders for cor- 
rection of drawings. 

Destroy when 2 years old. 

47. Inventor's Index to Patent Applications. Index arranged 
alphabetically by name of the inventor. Each slip shows 
the inventor’s name and residence, title of the invention, 
name and address of the attorney, application serial number 
and the filing date of the application. 

PERMANENT. Offer to National Archives when no longer 
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needed for reference. 

48. Numerical (serial) Index to Patent Applications. 
Index arranged by the serial number assigned to the applica- 
tion. 


PERMANENT. Offer to National Archives when no longer 
needed for reference. 


49. Assignment Document Files and Index. Copies of 
transf 


obtained 
PERMANENT. Offer to the National Archives when no 
needed for current business. 

' Indexes to Government Interests. Indexes to patents 
in which the Federal government has an interest by virtue of 
either of ownership of the application or resulting patent, thra 
assignment, or receipt of a license. 

a. Government Agency Index. 

PERMANENT. Offer to National Archives when no longer 
needed for reference. 

b. Patent Number Index. 

Destroy when no longer needed for reference. 


longer needed for reference. 


Dispose of with related case file. 
b. Other copies. 
Destroy when 2 years old. 
52. Patent Protest Letters. Protest to the grant of a patent 
(Rule 291). 
a. Letters filed in patent case file. 
Dispose of with related case file. 
b. Others. 
Destroy when 5 years old. 
53. Patent Docket Cards. Cards used to control patent appli- 
cations. 
Destroy when 6 months old. 
54. Classifications Definitions Files. One copy of each issu- 
ance of Classifications Definitions, with related back- 


ground papers. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to National Archives when 30 years old. 

55. Canceled Drawings. Drawings that were canceled because 
they did not meet Patent and Trademark Office specifica- 
tions. ime 

5 years after filing date. 

56. Abendoned Patent Application Files. Patent applications 
that did not result in a patent. 

a. Those that are retained because they are referred to in 
another application that may have become 

Dispose of with patent file in which cited. 
b. All others. 

Destroy when 20 years old. 

57. Patent Files. Case files showing the prosecution of appli- 

cation for, and the granting of, a patent. Includes the 
original application, copy of one. and all material 
relating to the prosecution of the application and subse- 
quent actions by the Patent and Trademark Office. 
a. Files selected by the Commissioner of Patents and Trade- 
marks or the Archivist of the U.S. 
PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 40 years 
old. 
b. All others. 
Destroy when 35 years old. 

58. Patent File oo peppery Record showing name of 

pe Gas ane patent file 
Destroy after file is returned and all papers are deter- 
mined to be in file. 

59. Statistical Reports on Patents to Printers Files. Weekly 
statistical report to management concerning the number of 
patents sent to the printers and the amount of backlog. 
a. Original Report. 

Destroy when 5 years old. 
b. Sheeey Shen 2 
Destroy when 2 

60. Quality Review of Sample of Allowed Applications Rec- 

ords relating to the examination of allowed applications 
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nes Ss Se. Ee aoe 
—.. their reply. 

1 year after ultimate disposition of related case. 

61. n—- ull-Rate Files. Form showing which of the al- 

ce eee 


ert Form 
ae rrO. Form 1167. 


years 
68. Index to Patent Interferences. Arranged ’ by 
interference number. number Shows names of pares volved 
application serial number and/or patent numbers involved, 
subject of interference, sections, date of hearings, decisions 
rendered, and other remarks. 
PERMANENT. Offer to National Archives when 40 years 
old. 


69. Index to Interference Exhibits. Describes exhibits in each 
interference 


Destroy when 40 years old. 
70. Proceedings Under AEC and NASA Acts. 
interference 


a. Cases selected by the Solicitor as being precedent setting 


or of historical or 
to the Archives when 30 
years old. 
b. All other cases. 
Destroy when 30 years old. 
73. Index to Court Cases. Card index to cases described under 
Item 72. 
Retain in agency until no longer needed for reference. 
74. Roster of Registered Patent Attorneys and Agents. Printout 
ie ee ae See ae ee 
Destroy after undated listing is received. 


or firms 
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Trademark Records 


78. Trademark Examiners Work Reports. Records showing 
amount of work processed by examiners in a given time. 
Used to evaluate examiners work and progress. 

Destroy when 5 years old. 

79. Trademark Adversary Proceedings Files. Consists of 
Trademark Opposition, Cancellation, Interference, and 
Concurrent-Use proceedings files. 

Destroy when 25 years old. Check with the Chairman 
of the Trademark Trial and Appeal Board before destruc- 
tion. General Services should generate a list of files to 
be destroyed and send to the Search Room to destroy 
matching cards in Adversary Proceeding file. 

80. Canceled Trademark Registration Files. Consists of origi- 
nal application and al! related correspondence. 

Destroy 2 years after the date of cancellation. 

81. Expired Trademark Registration Files. Consists of origi- 

nal application and all related correspondence. 
Destroy 2 years after expiration of registration. 

82. Abandoned Trademark Application Files. Consists of 

original application and all related correspondence. 
Destroy 2 years after date of abandonment. 

83. Trademark Renewal Index. Index to trademark registra- 
tions that are renewed. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

84. Indexes to Trademark Applications. Index shows appli- 
cant’s name, serial number of application, filing date, name 
of mark description of goods, attorney’s name, and final 
disposition of the application. 

a. Applicant’s Index. 
PERMANENT. Offer to National Archives when no 
longer needed for reference. 

b. Serial Index. 
PERMANENT. Offer to National Archives when no 
longer needed for reference. 

85. Proceedings Index to Trademark Adversary Proceedings. 
Index in the Trademark Public Search Library arranged by 
type of proceeding. 

Destroy card from list sent by the Warehouse after 
matching Adversary Proceeding file is destroyed. 

86. Trademark Adversary Proceedings Records. Card file 
maintained at the Trademark Trial and Appeal Board, 
showing records of Trademark Adversary Proceedings, 
with information on mark, parties, disposition, termination 
date, etc. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

. Trademark Registrant's Index. Index to Trademark reg- 
istrant’s name, includes serial and registration numbers, 
date of registration, line of goods and other related infor- 
mation. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

88. Index to Trademark Trial and Appeal Board Ex Parte 
Cases. Record of Trademark Trial and Appeal Board cases 
in ex parte appeals. 

PERMANENT. Offer to National Archives when no 
longer needed for references. 

89. Public Advisory Committee for Trademark Affairs Files. 
Agenda, minutes, correspondence, reports, working pa- 
pers, reference materials, and related supporting files. 

Destroy when 10 years old or no longer needed for 
reference. 

90. Trademark Petitions Files. Petitions and decisions to the 
Commissioner relating to trademarks, with related mate- 
rials. 

a. Original Petitions in trademark case file. 
i of with related case file. 
b. Copies of petition decisions in petition number order and 
in subject order in the Assistant Commissioner’s Office. 
PERMANENT. Offer ta:the National Archives when no 
longer needed for references. 
c. Other copies. 
Destroy when 2 years old. 

91. Trademark Protest Letters. Letters of protest to the 

Commissioner related to trademarks. 


Destroy when no longer needed or when three years old, 
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whichever is earlier. 
Public Information and Service Records 


92. International Intellectual Property Activities Case Files. 
Project case files showing Patent and Trademark Office 
activity relating to problems concerning the protection of 
intellectual property throughout the world. Includes cor- 
respondence with private individuals, the Department of 
State and other countries; reports; records of international 
meetings concerning patents; trademarks and other matters 
pertaining to the protection of intellectual property 
throughout the world; and other materials relating to inter- 
national affairs. 

PERMANENT. Transfer to FRC 5 years after close of 
case. Offer to National Archives when 25 years old. 

. Proposed Intellectual Property Legislation Files. Docu- 
ments accumulated in the preparation and processing of 
legislation proposed by or in the interest of the Patent and 
Trademark Office. Includes drafts of legislation, reports to 
committees on a legislation, and comments on 
legislative 

PERMANENT. Theater to FRC after 5 years. Offer to 
National Archives when 25 years old. 

. Printed Articles Files. Articles submitted for clearance and 
printed in magazines, journals, and other information 
media, including related background materials. 

Destroy when 10 years old. 

. Public Affairs Report. Weekly, monthly, and quarterly 
reports relating to public affairs activities prepared for the 
Department of Commerce. 

Destroy when 6 months old. 

96. Speakers Files. Correspondence, schedules, travel mate- 
rial and related records concerning the scheduling of Patent 
and Trademark Office speakers. 

Destroy when 3 years old. 

. Exhibit Files. Correspondence, photographs, reports and 
related materials concerning major exhibits developed by 
the Patent and Trademark Office, such as the 175th 
anniversary exhibit. 

PERMANENT. Transfer to FRC when 10 years old. Offer 
to the National Archives when 30 years old. 

98. Photograph Files. Photographs of key Patent and Trade- 
mark Office officials, major exhibits and other subjects that 
related to the functioning of the Patent and Trademark 
Office.: Includes the negative and one positive print. 

PERMANENT. Offer for transfer to the National Ar- 
chives when 20 years old. 

. Publications Files. Official record copy of each publica- 
tion that contributes to an understanding of the organiza- 
tion and functioning of the Patent and Trademark Office. 

PERMANENT. Transfer to FRC when 10 years old. Offer 
to National Archives when 30 years old. 

100. Speech Files. Official records copy of each speech given 
by the Commissioner and other Patent and Trademark 
Office executives. 

PERMANENT. Transfer to FRC when 10 years old. Offer 
to the National Archives when 30 years old. 

101. News Release Files. Official records copy of each new 
release. 

PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 30 years 
old. 

102. Patents Received and Files Register. Register showing date 
and number of patent cases received in search room and 
date filed. 

Destroy 2 years after date of last entry in volume. 

103. Reports on Search Room Activities Files. Weekly, monthly 
and other periodic reports showing production and general 
activities of the public search room, with related back- 


ground papers. 
a. Original Ef Report. 
Destroy when 1 year old. 
b. Operating Office Copy. 
Destroy when 2 years old. 

104. Patent and Trademark. Reproduction Copy Files. The 
master copy of patents and trademarks used for the pho- 
toreproduction of sales copies, includes original drawings 
and specifications. 
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Transfer to FRC when 10 years old. Destroy when 20 years 
old 


105. Reprint Requisition File. Requisitions, such as PTO 
Form 228, used for ordering the reprint or printed patents 
or trademarks after current stock is depleted. 
Destroy when | year old. 
106. Sales Journal. Shows statistical information on sales of 


107. Correspondence and Sale C. control Records. Records used 
to control the flow of correspondence and sale of printed 
materials. 

Destroy when | year old. 

108. Requests vor: Publications. Correspondence requesting 

Se 
Return requests with ordered materials. 

109. == Files. Microform copies of applications as filed, 

printed patent files and printed trademark files. 
a. Master microfilm files. (Certified as processed under 41 
CFR 101-11.504) 
PERMANENT. Transfer to classified site. Offer to 
National Archives when 25 years old. 
b. All other mi: oform copies 


Non-Records 

110. Charged-Out Slips File. Slips recording the charge-out of 
records to Patent and Trademark Office and the 
public, snch as PTO Forms 124, 125, and 271. 

when records are returned. 

111. Binding Instructions. Cards ing instructions on how 
the various publications received by the library are to be 
bound. 


Destroy when no longer needed. 
112. ee oe Sets of 3"x 5" cards 
showing records of library materials on temporary or 
indefinite loan to researchers or Patent and Trademark 
Office staff. 
Destroy when obsolete or on return of book. 

113. Interlibrary Loans Files. Records of books borrowed from 
other libraries. 

Destroy 2 years after return of book. 

114. Library Serial Order Cards. 3"x 5" cards used to record 
purchase 

115. Library Book Order Cards. 3"x 5" cards showing book 
purchases. 

Destroy when no longer needed for reference. 

116. Foreign Patent Accession Register. Bound volumes ar- 
ranged by country. Each shows the number and the 
date that copy was received in the and Trademark 
Office. 

Destroy when no longer needed for reference. 

117. Inventor's Index. Arranged alphabetically by name of 
inventor. Shows name and address of inventor, title of 
invention, serial number of application, patent number, 
date of issuance, attorney, and assignee. 

PERMANENT. Offer to National Archives whea | no 
longer needed for reference. 

118. PTO Procurement Files. Contract, requisi 
order, lease, sah Gamal aot ein including 
correspondence and related papers pertaining to award, 
administration, receipt, inspection and payment (other than 
those covered in Items 1, 2, 13, and 15). 

a. Procurement or purchase organization copy, and related 


Papers. ; 
1. See Oa ae 
contracts exceeding $2 
a ~~ payment. 
Transactions of $10,000 or less and construction 
santa wate aa 
Destroy 3 years after final payment. (Close file at the end 
of the fiscal year, retain 3 years and destroy, that files 
on which actions are pending shall be brought forward to the 
next fiscal years’s files for destruction therewith.) 
b. Obligation copy 
Destroy whe tends exo ohfignted. 
c. Other copies of record described above used by com- 
ponent elements of a procurement office for administra- 
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119. Solicited and Unsolicited Bids and Proposals Files. 
a. Successful bids and 
Destroy with related contract case files (see item 118 of this 
schedule.) 
b. Solicited and unsolicited unsuccessful bids and pro- 


Be 
completed. 


ae 

123. ow meg 3"x 5" cards used as finding aids to the 
library. 

124. Patent Examiner’ s Search Files. Reference file used by 


127. Shelf List of lassified Patents. 


numbers comprising, respectively 
“cross reference” classification of 1D. ~~ 
the official classification of the Puent and Trademark 


Office. 

128. Public Search Files of U.S. Patents. Printed or microfilm 
copies of U.S. in ar ey ce 1) numeri- 
cally by class and subclass assignment, and 


by patent number and 2) numerically by patent 
129. Legislative History Files. Consist 
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Patent and Trademark Office Records Schedule Index 
Item Description 


Abandoned Patent Application Files 

Abandoned Trademark Application Files 

Academy Application Files 

Academy Correspondence File .. 

Academy Examinations Files .... 

Academy Lecture Files 

Academy Training Sessions Files 

ADP Data Systems Planning Files 

ADP Information Retrieval System Master 
Reference File 

ADP Planning Documents Files .... 

ADP Program Management Files 

ADP Standardizations Files 

Advertising Files 

Assignment Document Files and Index 

Attorneys and Agents Registered to 
Practice Before the U.S. Patent and 
Trademark Office Roster 


Batch Control Sheet for Allowed Cases Files 
Binding Instructions 

Board of Appeals Decision Files 

Board of Interference Decisions 

Budget Estimates Files 

Budget Policy and Procedures Correspondence 


Cancelled Drawings 

Cancelled Trademark Registration Files 

Card Catalogs 

Case Folders of Registered Attorneys and Agents 
Charge-Out Files of Library Materials 
Charge-Out Slips File 

Checklist for Applications Allowed by Examiner 


Classifications Definitions Files 

Commissioner’s Correspondence and Subject File 
Complaint Files (Against Registered Attorneys) 
Correspondence and Sale Control Records 


International Intellectual Property Activities 


Inventor’s Index 
Inventor’s Index to Patent Applications 


Legislative History Files 
Library Book Order Cards 
Library Books Card Catalogs ... 
Library Serial Order Cards 


Master Drawings and Specification 
Microform Files 


Narrative and Statistical Reports Files 

News Release Files 

Numerical Index to Patent Classification 
Numerical (serial) Index to Patent Applications 


Patent and Trademark Copies Sales Journal 
Patent and Trademark Drawings and Specifications 
Patent and Trademark Reproduction Copy Files 
(Master Drawings 

Patent Docket Cards 

Patent Examiner’s Search Files 

Patent File Charge-Out Records 

Patent Files 

Patent Interference Files 

Patent Interference Settlement Agreements 
Patent Protest Letters 

Patents Received and Files Register .... 
Petitions to the Commissioner 
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Policy Documentation Files 

Printed Articles Files 

Printed Trademark Registrations Reference Files 

Printer-Waiting Register Files 

Proceedings Index to Trademark Adversary 
Proceedings 

Proceedings Under AEC and NASA Acts 

Production and Pendency Reports Files .... 

Program Planning and Evaluation Files 


Proposed Intellectual Property Legislation Files ... 
PTO Procurement Files 


Public Affairs Report 

Publications Files 

Public Printer Files 

Publication Tape File 

Public Search Files of U. S. Patents 


Quality Review of Sample of Allowed Applications 
Query Disposition Record Files 


Records Charge-Out Slips Files 

Records Disposition Files 

Registered Attorneys and Agents Roster 

Reports on Search Room Activities Files 

Reports to the Commissioner 

Reprint Requisition File 

Requests for Publications 

Roster of Registered Patent Attorneys and Agents 


Sales Journal (on Patent and Trademark Copies) 

Sample Pull-Rate Files (Allowed Applications 
for Quality Review) 

Settlement Agreements (in Patent Interference 
Cases) 


Solicited and Unsolicited Bids and Proposals 


Speakers Files 

Special Studies Files 

Speech Files (Commissioner and Patent and 
Trademark Executives) 

Statistical Reports and/or Work Control Files 

Statistical Reports on Patents to Printers Files .... 

Surplus Property Case Files 

Systems Development Program Files 

Systems Development Project Case Files 

Systems Development Task Force, Committee 


Technical Report Files 

Trademark Adversary Proceedings Files 
Trademark Adversary Proceedings Records .... 
Trademark Examiners Work Reports 
Trademark Petitions Files 


Trademark Registrant’s Index 

Trademark Renewal Index 

Translation of Foreign Patents and Publications 
and Related Indexes 

Transmittals to Other Agencies Files 


SSSSRRSS 


£8 


Unsuccessful Application for Registration to 
Practice Before the Patent and Trademark 


Work-Flow Control and/or Statistical Reports 


[1068 TMOG 5] 


98-144, enacted Nov. 2, 1983, oe eee ee 
(274) Change in Legal Holidays public holidays in 5 USC § 61 amendment 
cect i 1986 and added « new egal holiday relating tothe 
The Commissioner's Notice of Sept. 25, 1979, “Change in _ birthday of Martin Luther . Jr. This new holiday is 
Legal Holidays,” is hereby rescinded in view of Public Law ignated for the thied Mon. in an. 
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Section 6103, as amended, reads as follows: 
New Year’s Day, Jan. | 
Birthday of Martin Luther King, Jr., the third 

Mon. in Jan. 
Washington’s Birthday, the third Mon. in Feb. 
Memorial Day, the last Mon. in May 

Day, July 4 

Labor Day, the first Mon. in Sept. 
Columbus Day, the second Mon. in Oct. 
Veterans Day, Nov. 11 
Thanksgiving Day, the fourth Thurs. in Nov. 
Christmas Day, Dec. 25. 


ne an eee ee “Federal 
holiday within the District of Columbia,” as referred to in 
Section 21, Title 35, United States Code. In accordance with 
37 CFR 1.6(a) and 1.10(a), the Patent and Trademark Office 
will not receive papers on these holidays. Actions required to 
be taken on such days may be taken on the next succeeding 
day that the Office is open for business in accordance with 37 

1.7. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


July 15, 1986. 


[1069 TMOG 5] 


(275) Advisory Committee for Patents and 
Trademarks; Establishment 


tp ete Tg ype pe er 
Committee Act (5S U.S.C. App. 2.) and General Services 
Adminisiration Interim orr Federal Committee 


In Rule Advisory 
Management, 41 CFR Part 101-6, as amended, and after 
consultation with GSA, the Secretary of Commerce has deter- 
mined that the establishment of the Advisory Committee for 
—— Trademarks is in the public interest in connection 
the performance-of duties imposed on the Department by 


with 
law. 
1. The Committee will advise the Patent and Trademark 
Office on broad policy issues involving both patents and trade- 
marks, and the overall operation of the Office including matters 
conceming office-wide Automation programs. 
2. The Committee will consist of at least 10 but no more than 


research directors, inventors, the judiciary, 
professional patent trademark searchers, information 
specialists and publishers, automation experts, consumer 
ne ee pene and educators. The Committee will 
ion solely as an advisory body and in compliance with the 
provisions of the Federal Advisory Committee Act. Its charter 
will be filed under the Act, 15 days from the date of the 

pe lees 
Interested persons are invited to submit comments regarding 
the establishment of the Advisory Committee for Patents and 
Trademarks. Such comments, as well as any inquiries, may be 
en ee ay 
and Commissioner of Patents and Trademarks, U.S. Department 
oy ee Washington, D.C. 20231, phone: 703- 557-3071, 
s Committee tee Management Analyst, phone: 

302 S7Pa217 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 14, 1986. 


[FR Doc. 8626451 Filed 11-21-86; 8:45 am] 
BILLING CODE 3510-16-M 
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(276) Closing of the Patent and Trademark Office 
on Friday, Jan. 20, 1989 


In view of the fact that Federal and District of Columbia 
government offices in Washington, D.C. metropolitan area, 
including the Patent and Trademark Office were officially 
closed on Jan. 20, 1989, the:Patent and Trademark Office will 
consider Jan. 20, 1989, a “holiday within the District of 
Columbia” under 35 U.S.C. §21. Any action or fee due that 
day will be considered as timely for the purposes of e.g. 35 
U.S.C. §§119, 133 and 151, if the action is taken, or fee paid, 
on Jan. 23, 1989. Papers deposited in U.S. Department of 
Commerce District Offices on Jan. 20, 1989, will similarly be 
considered timely for the purposes of 35 U.S.C. §§119, 133 
and 151. 
Jan. 6, 1989 DONALD J. QUIGG, 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


[1098 TMOG 552] 


(277) Extension of Time for Filing Notices 
of Opposition to Marks Pu 


Copies of the Trademark Official Gazette dated May 16,1989 


published in he Trademark Official Gazette dated May 16,1985, 


Notices of Opposition filed by June 26,1989 will be considered 

timely. 
June 30, 1989 JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


[1104 TMOG 24} 


(278) ee of Time for Filing Notices 


ey 16,1989 


not' mailed until May 26,1989. Therefore, for marks 
published in the Trademark Official Gazette dated May 16.1989. 


Notices of Opposition filed by June 26,1989 will be considered 

timely. 
June 30, 1989 JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


[1104 TMOG 24] 


(279) Extension of Time for Filing Notices 
of Opposition to Marks Published 


Copies of the Trademark Official Gazette dated June 27,1989 
were not mailed until July 7, 1989 Therefore, for marks 
published in the Trademark Official Gazette dated June 27,1989 
Notices of Opposition filed by Aug. 7, 1989 will be considered 
timely. 


July 12, 1989 


[1105 TMOG 21} 
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(280) Extension of Time for Filing Notices 
of Opposition to Marks Published 
in the Official Gazette Dated 


July 4, 1989 


Copies of the Trademark Official Gazette dated July 4, 1989 
were not mailed until July 11, 1989 Therefore, for marks 
published in the Trademark Official Gazette dated July 4, 1989 
Notices of Opposition filed by Aug. 10, 1989 will be considered 
timely. 


August 16, 1989 JEFFREY M. SAMUELS 
Assistant Commissioner 


for Trademarks 
{1106 TMOG 12] 


Extension of Time for Filing Notices 
of Opposition to Marks Published 
in the Official Gazette Dated 
October 17,1989 


Copies of the Trademark Official Gazette dated October 17, 
1989, were not mailed until October 24, 1989. Therefore, for 
marks published in the Trademark Official Gazette dated Octo- 
ber 17, 1989, Notices of Opposition filed by November 24, 1989 
will be considered timely. 


Oct. 25, 1989 


(281) 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


[1108 TMOG 30} 
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Unscheduled Closings 
rademark Office 


(282) Filing of 


of the and 


When the Patent and Trademark Office is officially closed 
by Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled 
event, such as adverse weather conditions, the Patent and 
Trademark Office will consider that day as a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21. Any 
action or fee due that day will be considered as timely for the 
purposes of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action 
is taken, or fee paid, on the next succeeding business day on 
which the Patent and Trademark Office is open. When the Patent 
and Trademark Office is for business during any part of 
a business day between 8:30 a.m. and 5:00 p.m., papers are due 
on that day even though the Office may be officially closed for 
some period of time during the business day because of an 
unscheduled event. The procedures of 37 CFR 1.8 or 1.10 may 
be used, as appropriate, for the filing of papers. On any day 
the Office is open for at least part of the day, papers may also 
be deposited up to midnight in any boxes which are provided 
by the Patent and Trademark Office under 37 CFR 1.6(c). 


DONALD W. PETERSON, 
Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks. 


Feb. 11, 1987. 


[1076 TMOG 6} 
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(283) 
SPECIAL GRANT COVERS COMMEMORATING THE 
BICENNTENNIAL OF THE UNITED STATES CONSTITUTION 


The Patent and Trademark Office will use special grant covers depicting a United States 
Constitution motif on patents issued and trademarks registered beginning June 2, 1987, 
and continuing through the last seven months of 1987. 

The patent covers will be printed in black and blue on off-white paper with a shadow 
print of the U.S. Constitution document, sealed with a red ribbon and gold seal. 

The trademark certificate of registration on the Principal Register covers will be printed 
in black on off-white paper with a gold eagle and gold seal, and with a shadow print of 
the U.S. Constitution document. The trademark certificate of registration on the Supple- 
mental Register will be printed in black on yellow paper with a red eagle and red seal, 
and with a shadow print of the U.S. Constitution document. The trademark certificate of 
renewal will not be changed. 


Reduced size samples of these special covers are illustrated below. 


May 13, 1987. Aad Fy 


DONALD J. QuiGG, 
Assistant Secretary and Commission 
of Patents and Trademarks. 


(patent cover) (trademark cover) 
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G80 Regetatiens alten Oe Oe of Sees 
rademark Office Records or Search Facilities 
Procedures 


Agency: Patent and Trademark Office, Department of Com- 
merce 


Action: Notice 
Summary: a eee a ee Se ee 
regulations relating to use of Patent and Trademark 
records or search facilities and procedures for enforcing these 
regulations. These regulations and their enforcement are nec- 
essary to promote an atmosphere conducive to research and to 
maintain the integrity of the files and records in the Patent and 
Trademark Office 
Effective Date: July 1, 1987 
For Further Information : Theresa A. Brelsford, 
Assistant Commissioner for Administration, Patent and Trade- 
mark Office, Washington, D.C. 20231, (703) 557-2290. 
Supplementary Information: han oy - gy tneenainams 
visitors to the Patent and Trademark Offi 

Visitors are reminded that soatietenti removal of govern- 
ment material or may be ted as a criminal felony 
under the provisions of 18 U.S.C. 2071, in addition to the 
imposition of administrative sanctions contained in these 
procedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for 
all persons a the facilities of the Patent and Trademark Office 
(PTO), and will be appropriately enforced as specified herein. 

Smoking within PTO is prohibited except in designated areas 
(41 CFR 101-20.109-10). 

All persons using the facilities of the PTO are subject to 
regulations governing conduct on property under the charge of 
the General Services Administration which appear in 41 CFR 
Subpart 101-20.3 (41 CFR §§ 101-20.300 through 101-20.315). 

Packages, briefcases and other personal effects brought into 
the PTO, as well as storage lockers provided for general use, 
are subject to search by authorized 1 for reasonable 
cause under the provisions of 41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, reference 
py mee te government property is prohibited. In addition 

the administrative sanctions specified in these regulations, 
<ellousapendy chop 30 Gehieen 0 dees ait ealeuntiion ear 
the isions of 18 U.S.C. 2071 which carries a possible “fine 

of $2,000 000 or imprisonment for not more than three years, or 
con and/or the violator may be subject to discipline under 
the PTO Code of Professional Responsibility if he or she is a 
practitioner as defined in 37 CFR 10.1(r). 

All persons must comply with Official Notices and 
with verbal requests made by personnel for compliance 
with these regulations. 


1. User Passes 
a. Individuals visiting any area of the PTO must obtain 
a valid, non-transferable user pass and wear it visibly 
displayed at all times while on the 
Permanent User Passes may be obtained from the 
Manager of the Patent Public Search Room. The first 
Permanent User Pass is issued at nocharge. 
User Passes su! ly issued as will 
be provided at a charge of $5.00 per Pass. The holder 
of a Permanent User Pass may be issued one (1) 
Sempenny User Pane, chin ackuar@dapeates 
epee A request for a second Temporary User 
Pass during the same ninety day period will require 
et nee “ta a at the required 


= tee | A a oe 
at no charge from the managers of the Patent or Trade- 
mark Public Search Rooms and are valid through the 
expiration date stamped thereon. 

Permanent and Temporary User Passes must be sur- 
rendered to the PTO upon request for cause. 


2. Use of Search Areas 
a. The Patent and Trademark Office facilities may be 
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used by visitors only during the hours specified, 
Monday through Friday, and are closed to the public 
on Saturdays, Sundays and Legal Holidays: 


Patent Public Search Rm., 


8:00 a.m....8:00 p.m.* 
8:00 a.m....5:30 p.m.* 


8:30 a.m....5:00 p.m.* 


8:30 a.m....5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensure all visitors 
are out of the building by the time designated. 


b. 


Materials available for search purposes in the Patent 
and Assignment Search Rooms and patent application 
file histories shall not be removed from those areas. 
Trademark registrati in the Trademark Search 
Library shall not be removed from the secured bundles 
in the registered file. Photocopying from bound 
volumes of trademarks is 


use does not conflict with the regular business of the 


organization. 
Visitors to a Patent Group Search Area 


Examining 
ee ee oe 


Such authorization will not be given for U.S. Patents 
and other material readily available through the 
Scientific Library. 


“The following are 


prohibited: 
Conduct which is rude or abusive to PTO employees 


Loud taliting or any cunduct which may be dlasuptive 


to others. 
ty ae televisions, typewriters, D 
equipment, dictation equipment and mechani- 
cal, electrical or electronic items without specific au- 
ene} a 
Improper use, mutilation, destruction or unauthorized 
See 


Use of the PTO as a mailing address, use of PTO 
stationery, and use of PTO emblem or seal. 

Use of PTO telephones and other office 

such as copiers, etc., except where } 
vided for public use. This includes the use 
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Search Library, and the CASPIR and FOUR-PHASE 
terminals (or CASSIS terminal if the FOUR-PHASE 
terminals are not operating) provided in the Patent 
Public Search Room for public use. 

Placing PTO files or documents, government property 
or government owned reference materials in rental 
storage lockers. 

Use of rental storage lockers without depositing the 
required fee or holding the key to a storage locker 
beyond the specified maximum period of use. 
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(285)Procedures for Enforcement of the Regulations 
Relating to the Use of Patent and Trademark Office 
Records or Search Facilities 


Under applicable statutes and regulations, including 40 
U.S.C. 486(c), 41 CFR 101-20.3, and iate sections of 
Department Organization Orders 10-14 and 30-3 of the Depart- 
ment of Commerce, the procedures appearing below are estab- 
lished. 


1. Violations involving unauthorized removal of PTO files, 
documents, records or government property. 

a. Each observed or reported violation will be investi- 
gated. 

b. Persons found in possession of PTO material or gov- 
ernment property, other than in areas or under circum- 
stances where possession is specifically authorized, 
shall be required to immediately surrender the mate- 
rial or property and if appropriate, their User Pass. An 
oral explanation for the possession of such material 
or property will be requested by the PTO. 

Each incident involving unauthorized possession of 
PTO material or government property shall be 
immediately reported by telephone or in person to the 
Office or Group Director of the area from which the 
material or property was taken. 

If it appears to the Office or Group Director that 
possession of the materials was inadvertent or other- 
wise unintentional, no further action will be taken. The 
materials will be replaced appropriately and the 
person’s User Pass will be returned. 

If it appears to the Office or Group Director that 
possession of the materials was intentional, all persons 
involved shall be required to submit written state- 
ments detailing the circumstances and, in the case of 
a PTO User/visitor, show cause why the User Pass 
and visitor privileges should not be suspended or 
revoked. Statements will also be obtained from other 
witnesses where appropriate. The material or property 
shall be secured for possible use as evidence by the 
Office or Group Director, if appropriate. 

If the involved person possesses a Permanent User 
Pass, it shall be retained and forwarded with the 
written statements to the Assistant Commissioner for 
Administration. A Temporary User Pass may be 
issued as replacement by the Assistant Commissioner 
for Administration, pending action on an alleged vio- 
lation. 

If the involved person possesses only a Temporary 
User Pass it shall be retained and forwarded with the 
written statements to the Assistant Commissioner for 
Administration within two weeks of the incident. No 
replacement will be provided pending action by the 
Assistant Commissioner for Administration. 


2. Other violations of public use regulations. 

a. Each observed or reported violation will be investi- 
gated. The persons involved shall be informed of the 
nature of the violation and requested to comply with 
regulations. 

If it appears that the violation was inadvertent or 
otherwise unintentional and the involved person 
immediately conforms to the regulations, no further 
action will be taken. 

If the violation appears to be intentional or if the 
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person involved refuses to comply with a verbal 
request from a PTO employee or continues to violate 
the regulations after being requested to comply, the 
person shall be required to surrender his or her User 
Pass to the PTO. A written report of each violation 
and the User Pass will be submitted to the Assistant 
Commissioner for Administration for a final decision. 
User Pass replacement procedures shall be as speci- 
fied in paragraphs 1.f. or 1.g. 

If the Assistant Commissioner for Administration 
determines that a reported violation was inadvertent 
or otherwise not intentional, the User Pass will be 
returned and no further action will be taken. In all other 
cases, the Assistant Commissioner for Administration 
will request the person involved to show cause in 
writing why his or her User Pass and visitor privileges 
should not be suspended or revoked. 

A written decision will be rendered by the Assistant 
Commissioner for Administration after consideration 
of any timely submitted response. 

In the case of a written decision by the Assistant 
Commissioner for Administration adverse to a prac- 
titioner as defined by 37 CFR 10.1(r), a copy of the 
written decision will be forwarded to the Director of 
the Office of Enrollment and Discipline for whatever 
further action, including sanctions, as may be appro- 
priate under the PTO Code of Professional Respon- 
sibility. 


3. Factors to be Considered in Assessing Penalties. 

a. Penalties will be determined on a case by case basis. 
b.Prior violations of regulations will be considered when 
assessing whether any violation is willful, deliberate or inten- 

tional, and when determining the penalty to be 
imposed. 

c. Penalties may be assessed as follows, depending on 

circumstances: 

(1) Fora first offense: from a written warning to a 30 
day suspension of the User Pass and visitor privi 
leges. 

(2) Forasecond offense: a suspension of the User Pass 
and visitor privileges from 5 days to one year. 

(3) Fora third or subsequent offense: from a suspen- 
sion of 30 days to permanent revocation of the User 
Pass and visitor privileges. 

(4) Forany single serious or aggravated violation: sus- 
pension of the User Pass and visitor privileges for 
up to one year or permanent revocation of the User 
Pass and visitor privileges. A serious or aggravated 
violation is defined as any instance involving 
multiple violations of regulations during a single 
event or acts which also constitute a violation of 
Federal or local criminal law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations will be 
maintained by the Assistant Commissioner for Administration. 
These records will be made available to the public upon request. 


5. Use of Public Facilities During Suspension or After Revo- 
cation of User Pass. 

No individual will be permitted to use the facilities specified 
in these regulations while his or her User Pass is suspended or 
revoked. 


6. Absence of Assistant Commissioner for Administration. 
In the absence of the Assistant Commissioner for Admini- 

stration, the Deputy Assistant Commissioner for Administration 

will carry out the responsibilities assigned by these regulations. 


7. Absence of Designated PTO Officials. 

In the absence of any Designated PTO Official, a Deputy or 
Acting Official will carry out the responsibilities assigned by 
these regulations. 


8. Assistance. 

PTO employees may, when necessary, request the Security 
Officer of the Patent and Trademark Office or the Federal 
Protective Service or their contractors to provide assistance in 
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carrying out their assigned responsibilities in paragraphs 1. and 
2. 


9. Appeals. 
Decisions rendered by the Assistant Commissioner for Ad- 
ministration may be reviewed on petition to the Commissioner. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


May 11, 1987. 
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[Docket No. 80866-9013) 


Requests for Reconsideration in Patent and Trademark 
Office Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: This final rule sets forth an amendment to 37 CFR 
10.156. The purpose of the amendment is to prescribe a date on 
which the decision of the Commissioner of Patents and Trade- 
marks in a Patent and Trademark (PTO) disciplinary proceeding 
becomes final agency action for purposes of judicial review, and 
to provide for one request for reconsideration or modification of 
such decision by a party. 

Effective Date: Apr. 1, 1989 

For Further Information Contact: Harris A. Pitlick by telephone 
at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: Present rules do not explicitly 
provide for requests for reconsideration or modification of 
Commissioner’s decisions in appeals from initial decisions of 
administrative law judges in PTO disciplinary proceedings. 37 
CFR 10.156 presently provides that such a Commissioner's 
decision is a final agency action. 

In a recent case, Klein v. Peterson, 6 USPQ 2d 1556 (D.D.C. 
1988), a first decision of the Commissioner was withdrawn and 
ultimately replaced with a second decision. The respondent 
sought judicial review of the first decision under 35 U.S.C. 32 
after its finality had already been withdrawn and then sought 
judicial review of the second decision. The authority of the Com- 
missioner to, in effect, reconsider his decision in a disciplinary 
proceeding was challenged in the cited case. The district court 
held that since there was no express statutory authority proscrib- 
ing the Commissioner from reconsidering the first decision, 
there was implicit authority to do so consistent with long- 
standing precedent in the area of federal administrative law. 

While Klein confirmed that the Commissioner has inherent 

authority to reconsider a decision, at least before an appeal has 
been noted, the PTO believes that a rule explicitly providing for 
a time in which requests for reconsideration may be made by a 
party and a date certain for when Commissioner’s decisions in 
disciplinary proceedings become final will both promote capa 
certainty in this area of disciplinary proceeding practice and 
eliminate the possibility of multiple appeals. The final rule is not 
intended to preclude the Commissioner from sua sponte recon- 
sidering or modifying a decision in a disciplinary eee ym at 
any time where conditions warrant and a 
process rights are not violated, consistent with long- at 
federal administrative law precedent. 
A notice of proposed ru was published in the Federal 
Register on Oct. 3, 1988 (53 FR $740) a and the Official Gazette 
on Oct. 25, 1988 (1095 O.G. 44). Interested were re- 
quested to submit written comments on or before Dec. 1, 1988. 
No comments were received. 


Other Considerations 


NN Se 
ny Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork 


Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 
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The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration that the rule change 
is not expected to have a significant adverse economic impact on 
a substantial number of small entities 
Act, Pub. L. 96-354) because in merely 
ddnat Gnd Ubtnnsesetiietn dation anaes, the rule 
pene arin. + oe ma arate a ee 

seek reconsideration. 


” Te Pereatand Tendomats Ofectins Getenntnct@atattints 
change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increases in costs or prices for consumers, 
individual industries, Federal, State or local government agen- 
cies, or geographic regions. There will be no adverse effects on 
competition, employment, investment, productivity, innova- 
tion, or on the ability of United States based enterprises to 
— foreign-based enterprises in domestic or export 


Tas Pisnmané Teademedt OMleshes cies GesstintanbGdhttts 


notice has no Federalism implications affecting the relationship 
between the National government and the States as outlined in 
Executive Order 12612. 

This rule change does not contain a collection of information 
subject to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq. 


List of Subject in 37 CFR Part 10 


Administrative practice and procedure, Courts, Inventions 
and patents, Lawyers, Trademarks. 


For the reasons set out in the preamble and under the 
granted to the Commissioner of Patents and Trademarks by 39 
U.S.C. 6, the Patent and Trademark Office amends 37 CFR Part 
10 as follows: 


PART 10 - REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 would continue to 
read as follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32,41. 


2. Section 10.156 is amended by revising paragraph (a) and 
adding new paragraph (c) to read as follows: 


10.156 Decision of the Commissioner. 


(a) An appeal from an initial decision of the administrative law 
judge shall be decided by the Commissioner. The Commissioner 
may affirm, reverse or modify the initial decision or remand the 
matter to the administrative law judge for such further proceed- 


ing until 20 days after it is entered. In making a 

Commissioner shall review the record of those portions of the 
record as may be cited by the parties in order to limit the issues. 
naa wp my tne mg let aaa 
the Director and to the 


e**#*e*% 


(c) A single request for reconsideration or modification of the 
Commissioner's decision may be made by the repondent or the 
Director if filed within 20 days from the date of entry of the 
decision. Such a request shall have the effect of staying the 
effective date of the decision. The decision by the Commissioner 


on the request is a final agency action in a disciplinary proceed- 
ing and is effective on its date of entry. 


DONALD J. QUIGG, 
Assistant Secretary and 


Commissioner of Patents 
and Ti 


Jan. 11, 1989. 


{1100 TMOG 5) 
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(287) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 10 
[Docket No. 81146-9134] 


RIN: 0651-AA41 


Exhaustion of Administrative Remedies 
in Patent and Trademark Office 
Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: This final rule sets forth amendments to 37 CFR §§ 
10.155 and 10.157. The purpose of the amendments is to clarify 
that a respondent dissatisfied with the initial decision by the 
administrative law judge in a Patent and Trademark Office 
(PTO) disciplinary proceeding must exhaust availabie adminis- 
trative remedies, i.e., appeal to the Commissioner of Patents and 
Trademarks, before seeking judicial review under 35 U.S.C. 32. 
Effective Date: August 1,1989 

For Further Information Contact: Harris A. Pitlick by telephone 
at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: It is possible that present rules may 
be interpreted not to explicitly require a respondent dissatisfied 
with the decision of the administrative law judge (initial deci- 
sion) in a PTO disciplinary proceeding to file an appeal with the 
Commissioner of Patents and Trademarks as a condition prece- 
dent to filing a petition for review in the United States District 
Court for the District of Columbia under 35 U.S.C. 22. 

Under 37 CFR § 10.154(a), in the absence of an appeal to the 
Commissioner, the initial decision, without further proceedings, 
becomes the decision of the Commissioner thirty (30) days 
therefrom. Local Rule 213 of the United States District Court for 
the District of Columbia, 37 CFR § 10.157 and 35 U.S.C. 32, 
together provide for review of the final decision of the Commis- 
sioner by a petition in that court within 30 days of the date of that 
decision. Thus, the rules could be construed to permit a respon- 
dent dissatisfied with the initial decision to bypass review by the 
Commissioner and directly seek judicial review within 60 days 
of the date of the initial decision. 

The purpose of 37 CFR §§ 10.154-10.157 is to outline the 
steps for seeking review of an initial decision in a disciplinary 
proceeding. There is no provision for bypassing a determination 
by the Commissioner unless both parties accept the decision and 
do not desire any further review of the initial decision. Sections 
10.155 and 10.157 have been amended to clarify that a respon- 
dent must exhaust available administrative remedies by appeal 
to the Commissioner before judicial review can be considered 
ripe. 

Subsequent to a notice of proposed rulemaking setting forth 
the proposed amendments now adopted by this Final Rule, an 
amendment to 37 CFR § 10.156 was adopted. See 54 FR 6659 
(February 14, 1989). Section 10.156 now explicitly permits the 
respondent or the Director to make a single request for reconsid- 
eration or modification of the Commissioner’s decision on 
appeal from an initial decision. Nothing in that rule, or in the 
rules adopted by this Final Rule, requires a respondent dissatis- 
fied with the Commissioner’s decision to seek reconsideration 
thereof. Thus, a respondent dissatisfied with the Commis- 
sioner’s decision may directly seek judicial review under 35 
U.S.C. 32. In other words, for purposes of 37 CFR Part 10, ex- 
haustion of administrative remedies is complete upon appeal to 
the Commissioner from the initial decision. 

A notice of proposed rulemaking was published in the Fed- 
eral Register on December 28, 1988 (53 FR 52438) and the 
Official Gazette on January 17,1989 (1098 O.G. 527). Interested 
parties were requested to submit written comments on or before 
February 27, 1989. Comments from two (2) sources were re- 
ceived. None of the suggestions made in the comments have 
been adopted. A detailed analysis of the comments follows: 
Comment: The rules do not go quite far enough in 
order to comply with 5 U.S.C. 704, which specifies that 

agency action otherwise final is final for purposes of this 
section whether or not there has been presented or determined 
an application . . . unless the agency otherwise requires by rule 
and provides that the action meanwhile is inoperative, for an 
appeal to superior agency authority. 
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Since no rule specifies that the initial decision of the admin- 
istrative law judge shall be inoperative, a sentence should 
be added to the end of 37 CFR § 10.154(a) stating that 
pending an appeal to the Commissioner in accordance with § 
10.155 the decision of the administrative law judge will be 
inoperative. This would assure compliance with 5 U.S.C. 704 
and remove any concern by practitioners subject to disciplinary 
proceedings that the initial decision has any binding effect prior 

to action by the Commissioner. 

Response: The suggestion has not been adopted since it is not 
necessary. The above-quoted language from 5 U.S.C. 704 first 
appeared as part of section 10(c) of the original Administrative 
Procedure Act, 5 U.S.C. 1009(c) (Act of June 11, 1946, ch. 324, 
§.10(c), 60 Stat. 243). The meaning of the language in that sec- 
tion is explained in the Attorney General’s Manual on the Ad- 
ministrative Procedure Act (1947) at 101-05. The purpose of the 
language quoted in the comment was to provide for judicial 
review at the time when agency action becomes operative, rather 
than at some later time, such as when further review available in 
the agency became exhausted. Under the regulatory scheme for 
review following an initial decision in a PTO disciplinary pro- 
ceeding, agency action— i.e., imposition of discipline on a prac- 
titioner before the Office — cannot become operative before 20 
days after the date of entry of the Commissioner’s decision under 
37 CFR § 10.156(a) or, if a request for reconsideration has been 
filed within those 20 days, before the date of entry of the decision 
on reconsideration under 37 CFR § 10.156(c). In other words, 
the initial decision cannot become operative until such time that 
judicial review becomes available to the affected practitioner. 
The suggested change to 37 CFR § 10.154(a) is, hence, unnec- 
essary. 

Comment: The evidence upon which the General Counsel has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that this proposed rule change is not expected to 
have a significant adverse economic impact on a substantial 
number of small entities has not been disclosed to the public for 
review and comment. 

Response: No law requires that such evidence, if any, be dis- 
closed to the public for review and comment. See 5 U.S.C. 
605(b). The basis for the certification was that the proposed rule 
changes would merely make explicit what was implicity in- 
tended by the rules as originally constituted. 

Comment: The proposed rule change will have a significant 
adverse economic impact on a substantial number of small 
entities because it prolongs the time for judicial review for a 
person who has been refused registration to practice before the 
Office. 

Response: Both the proposed rule changes and the rules affected 
thereby relate solely to practitioners already registered or other- 
wise permitted to practice before the Office and who have been 
subject to a PTO disciplinary proceeding. The rules and rule 
changes have no impact, economic or otherwise, on persons 
refused registration or permission to practice before the Office. 


Other Considerataions 


The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 

The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration that this rule change 
is not expected to have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) because it merely makes explicit what was 
implicitly intended by the rules as originally constituted. Addi- 
tionally, no more than a few small entities in a given year out of 
over 13,000 registered patent attorneys and agents and an un- 
known number of trademark attorneys are expected to be subject 
to an initial decision ina PTO disciplinary proceeding. Whatever 
the number of small entities, however, there would not be 
expected to be a significant impact on them because agency 
action does not take effect until after a final decision is made by 
the Commissioner. 

The Patent and Trademark Office has determined that this 
proposed rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less that $100 
million. There will be no major increases in costs or prices for 
consumers, individual industries, Federal, State or local govern- 
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ment agencies, or geographic regions. There will be no adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The Patent and Trademark Office has also determined that 
this notice has no federalism implications affecting the relation- 
ship between the National Government and the States as outlined 
in Executive Order 12612. 

This rule change does not contain a collection of information 
subject to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Courts, Inventions 
and patents, Lawyers, Trademarks. 


For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, the Patent and Trademark Office amends 37 CFR Part 
10 as follows: 


PART 10-REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 continues to 
read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


2. Section 10.155 is amended by adding new paragraph (d) 
as follows: 


§ 10.155 Appeal to the Commissioner. 


e**#*#e* 


(d) In the absence of an appeal by the Director, failure by the 
respondent to appeal ee 
deemed to be both by the respondent of the initial 
decision and waiver by the respondent of the right to further ad- 
ministrative or judicial review. 


3. Section 10.157 is amended by revising paragraph (a) as 
follows: 


§ 10.157 Review of Commissioner’s final decision 


(a) Review of the Commissioner’ s final decision in a discipli- 
nary case may be had, subject to § 10.155(d), by a petition filed 
in the United States District Court for the District of Columbia. 
See 35 U.S.C. 32 and Local Rule 213 of the United States District 
Court for the District of Columbia. 


*_**** 


May 26, 1989 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 
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(288) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 90143-9144] 


RIN 0651-AA35 
Amendment of Patent and Trademark Rules 


rial and Appeal Board and other 
Matters. 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule 
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Summary: ee ee ee 
pr ene ser ert mane ee en 

of Title 37 of Federal Regulations, relating to (1) decisions 
of the Board of Patent Appeals and Interferences (BPAI), (2) 
requests for reconsideration of decisions of the BPAI and the 
Trademark Trial and Appeal Board (TTAB), (3) extensions of 
time in ings after a decision by the BPAI under §§ 1.196 
and 1.197, (4) concerning judicial review of final deci- 
sions of the BPAI and TTAB, (5) extensions of time for seeking 
judicial review of BPAI and TTAB decisions and (6) miscellane- 
ous changes in the practice before the BPAI and housekeeping 


Two recent decisions of the U.S. Court of Appeals for the 
Federal Circuit have held that even though the BPAI includes a 
new ground for rejection in its decision under 37 CFR § 
1.196(b)(3), appellants may appeai directly to the Federal Circuit 
without first seeking reconsideration at the BPAI. Where judicial 
review is sought without requesting 


Ped anasto e mes es 
been confusing in certain respects relating to the time in which 
judicial review must be sought and the manner in which exten- 
sions of time for seeking judicial review may be obtained. The 
ye pa a ep 9 ea pin 
ee ne obtaining extensions of 
time to seek j 

Ths Gite dee Gun ciatilen ant 
ments with respect to practice before the BPAI. 
Effective Date: eto . 

For Further Information Contact: Richard E. Schafer by tele- 
Phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: 


Background 


amend- 


A notice of i in the Fed- 
eral Register at 54 Fed. Reg. 1 1009 (March 16, 1989) and at 1101 
Official Gazette 6 (April 4, 1989). No oral hearing was held and 
no written comments were received. 


Discussion of Specific Rules 


(1) Decisions of the BPAI and requests for reconsideration of 
BPAI and TTAB decisions 


_ Only final decisions of the BPAI and TTAB are to 
review. 35 U.S.C. §§ 141, 145; U.S.C. § 1071; 28 
US.C§ mt teers 

Section 1. peg ey py 
wn Ea cos Cad in Oe appeal, for rejecting any 
ee 
e The statement then constitutes a new rejection of the 
claims. The previous rules permitted appellants to treat the 
decision as a final decision in the case and thus immediately 
appealable. we dS 1.196(b)(3) (1988). Therefore, when an 

under this option, arguments against the 
new rejection were presented for the first time to the reviewing 
court. 

A recent decision by the U.S. Court of Appeals for the Federal 
Guten ea 
ee beh age va 

reconsideration of 


jection because it had not 
by the BPAL. Jn re Evane, Ma) F.28 1110. 1113.4 4 
sr024 1289, 1252 (Fed. Cir. 1 ). See also Inre Nielson, 816 


F234 1967, 1570, 2 USPQ 2d 1525, 1527 (Fed. Cir. 1987). In 
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“expressly provide that the board’s decision, even if based on a 
new ground, is a final determination and thus may be appealed 
without seeking reconsideration,” appellant could not be re- 
quired to request reconsideration by the BPAI. /d. 

The new rule changes eliminate 37 CFR § 1.196(b)(3). By 
removing § 1.196(b)(3), appellants no longer have the option of 
treating a new ground of rejection as final and immediately 

. Appellants’ optionsare limited to requesting remand 
to the examiner or requesting reconsideration by the BPAI as set 
forth in §§ 1.196(b)(1) and 1.196(b)(2). The preamble of § 
1.196(b) has been amended to specifically recite that a new 
ground of rejection shall not be considered a final decision for 
judicial review. 

Appellants still may elect further prosecution befcy> the s 
examiner under 37 CFR § 1.196(b)(1) or request reconside*ation 
under § 1.196(b)(2). The option of § 1.196(b)(2) requires that 
any request for reconsideration address the new ground of 
rejection and specifically state the reasons why the new ground 
was in error. Section 1.196(b)(2) also provides that the BPAI will 
reconsider the new rejection and, if , Tender a new 
decision. The decision on reconsideration will be deemed to 

the earlier decision except for any portions of the 
earlier decision specifically withdrawn. 

Reconsideration or remand need not be requested if appellant 
does not contest the new ground. Appellants may seek judicial 
review as to claims not subject to the new ground. 

Section 1.196(a) expressly provides for remands to the exam- 
iner for further consideration. The BPAI has inherent authority, 
as part of its role in reviewing standards of patentability applied 
in the PTO, to remand applications to the examiner for further 
consideration. Cf. Manual of Patent Examining Procedure 
(MPEP) §§ 1211 and 1212. The change merely makes express 
that which is inherent. 

The amendments also delete the portion of former § 1.196(d) 
which provides (1) that any decision which includes a remand 
shall not be a final decision for the purposes of judicial review 
and (2) that upon conclusion of the proceedings on remand the 
BPAI may enter an order making its decision final. Those 
provisions have been included as new § 1.196(e). Under this 

decisions pursuant to § 1.196(b) would not be final as 
to the claims subject to a new rejection. 

The last sentence of former § 1.196(b){1) has been deleted 
and placed in new § 1.196(e). 


(2) Requests for reconsideration of BPAl anc TTAB decisions 


Section 1.197(b) provides that any request for reconsidera- 
tion must specifically state the points believed to have been 
misapprehended or overlooked in the BPAI’s decision. Experi- 
ence has shown that many requests for reconsideration are 
nothing more than reargument of appellant’s position on appeal. 
The provision, as adopted, limits requests to the points of law or 
fact _ - feels were overlooked or misapprehended 


by the B 
= also clarify the exception found in the first 
sentence of § 1.197(b) by including specific references to the 
“original decision” and the “decision on reconsideration.” 

Some confusion had been noted with respect to the meaning of 
the current 

In order to simplify calculation of times for requesting reco- 
sideration of the decisions of the boards, §§ 1 a 2.12%c), 
and 2.144 specify a period of one month rather than the periods 
expressed in days. Section 1.197(a) already specified a one- 
month period. 


(3) Extensions of time after a decision by the BPAI to take action 
under §§1.196 and 1.197 


Appellants in patent cases may no longer use fee extensions 
under § 1.136(a) to extend the time for making an election under 
§ 1.196(b) or seeking reconsideration under § 1.197. 

. Under previous rules appellants could request reconsidera- 
ee 

toanew up to six months after the 
entien. This inordinately ¢ deloved final disposition of appeals. 
Section 1.136(a) provides that fee extensions are not available to 
file responses to a BPAI decision pursuant to §§ 1.196, 1.197 or 
1.304. One month is deemed to be ample time to submit a request 
for reconsideration. Note that Fed. R. Civ. P. 59 provides 10 days 
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and Fed. R. App. P. 40 provides 14 days for similar requests. 
Extensions under § 1.136(b) will be available to extend the time 
to file a response under §§ 1.196 and 1.197. Section 1.304(a) 
exclusively governs extensions of time to file a notice of appeal 
to the U.S. Court of Appeals for the Federal Circuit or to 
commence a civil action. See further discussion below. 

Section 1.136(a) specifically refers to § 1.136(b) for exten- 
sions of time to file responses under §§ 1.196 and 1.197 and 
refers to § 1.304 for extensions of time to initiate judicial review. 
Sections 1.196(f) and 1.197(b) correlatively reference § 
1.136(b) for extensions of time. 

Fee extensions are not available to extend the time for elect- 
ing further prosecution before the examiner under § 1.196(b)(1). 
Where an appellant elects further prosecution before the exam- 
= fee extensions under § 1.136(a) remain available to respond 

the primary examiner’s Office actions. 


(4) Time for seeking judicial review of decisions of the BPAI and 
TTAB 


Under previous rules, judicial review of final decisions of the 
BPAI or TTAB had to be sought within sixty days of the decision 
or thirty days after a decision on reconsideration. However, 
where a decision on reconsideration was, in effect, a new deci- 
sion, it was not always clear whether the time for appeal was 
thirty or sixty oo. Sections 1.304(a) and 2.146(d)(1) provide a 
two-month period to appeal from either the date of the decision 
or the decision on a timely filed request for reconsideration. 

problems have been noted with respect to the time for 
seeking judicial review in days. Miscalculations of the statutory 
sixty-day time period have resulted in filing untimely requests 
for judicial review. In order to simplify calculation of the time for 
seeking judicial review, §§ 1.304(a) and 2.145(d)(1) specify two 
months. The two-month period meets the sixty-day requirement 
of 35 U.S.C. §§ 142, 145 and 146 and 15 U.S.C. §§ 1071(a)(2) 
and (b)(1) except for time periods which include February 28. In 
order to comply with the sixty-day requirement, §§ 1.304(b) and 
2.145(d)(2) provide that an additional day shall be added to any 
two-month_period for initiating judicial review which includes 
February 28. Appeals will always be timely if the judicial review 
is initiated within two months of the final decision. 

Previously, the rules did not specify a time period for filing a 
cross-appeal or cross-action in inter partes cases. The absence of 
such a time period made it difficult for parties and their attorneys 
tomake appropriate plans for judicial review. For example, in an 
interference where there has been a split judgment, one of the 
parties may .be satisfied with the judgment but may desire to 
appeak the adverse judgment only if an appeal is noted by the 
other party. Where the appeal is filed on the last possible day, a 
cross-appeal is precluded. Sections 1.304(a) and 2. 145(4\(1) 
qqustly tis tho hme far Gling 0 cr0en- or commencing a 

Se days service of the notice 
of appeal or the summons and complaint or (2) two months after 
the decision to be reviewed, whichever is later. 

Similarly, no provision for filing a cross-action was provided 
where an appellee elects to have further conducted 
in the district court pursuant to 35 U.S.C. § 146 or 15 U.S.C. § 
1071(a)(1). Section 1.304(c) and 2. 145(4)(3) provide that the 
time for filing a cross-action expires 14 days after service of the 
summons and complaint. The district court will determine 
whether any cross-action was timely filed since neither the 
complaint nor cross-action is filed in the PTO. 


(5) Extensions of time to seek judicial review 


In the past, standards for granting requests for extensions of 
time to take an appeal or commence a civil action varied depend- 
ing upon which board was involved and upon the particular type 
Se ee extensions relating to 
patent applications could be oS ee 
fee under § 1.136(a). However, in reexamination 
when judicial review was sought from a decision of the AB, 
the requester must demonstrate sufficient cause under § 1.550(c) 
or § 2.145(d)(1). The rules standardize the manner in which an 
extension of time to initiate judicial review may be obtained. The 
PTO has adopted a standard which is similar to the standard used 
in the Federal courts for granting extensions. Under the rules the 
ene is eee oe ee oon 
quested before the expiration of the time provided for initiating 
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judicial review or (2) upon a showing of excusable neglect in 
failing to initiate judicial review if — pee ew 
of the time period. — standard wil 

trademark and os 1. 50%e) and 2. 145¢e) 
once the “last” decision, i.e., either the decision (in circum- 
stances where no timely reconsideration is sought) or the deci 
sion on reconsideration, of either board has .In 
patent cases, extensions of time under § 1. eends 1 550(c) 
and fee extensions under 37 CFR § 1.136(a) are no longer 
available to extend the time for the purpose of judicial review 
once a decision or a decision on reconsideration has been 
entered. Section 1.304(a) states that the provisions of §§ 1.136 
and 1.550(c) are not available to extend the time to initiate 
judicial review. Sections 1.136(a), 1.136(b), 1.191(d), 1.550(c), 
1.645(a) and(b) refer to § 1. eg egrmenierer ye 
judicial review after a decision has been entered. 

ro py yt wat yt 
phrase “Except to extend the time for filing a notice of appeal to 
the U.S. Court of Appeals for the Federal Circuit or for com- 
mencing a civil action,” to the first sentence and (2) deleting the 
references to filing a notice of appeal or commencing a civil 
action in the second sentence. 

In view of the amendments to §§ 1.197 and 1.304, relating to 
extensions of time to seek reconsideration or initiate judi-cial 
review, § 1.191(d) does not refer to §§ 1.196 and 
1.197. 


(6) Miscellaneous amendments 


In the past, appellants could use fee extensions to delay the 
time for requesting an oral hearing at the BPAI. This delays final 
disposition of the appeal and causes administrative problems 
and duplication of effort due to the transfer of the to the 
hearing docket. Section 1.191(d) no longer refers to § 1.194. Fee 


extensions are no longer available to extend the time for request- 
ing an oral hearing. Extensions under § 1.136(b) are available to 
extend the time to request an oral hearing. 

Section 1.191(b) has been rewritten as one sentence without 


Ses. 
Some confusion has resulted as to who has jurisdiction over 

a patent application after a notice of appeal to the BPAI has been 
filed. Problems arose, for example, as to the appropriate PTO 
ee ee 
appeal has been filed. § 1210 indicates that jurisdiction 
over the application normally passes at one of five possible times 
listed therein. Section 1.191 includes a new section (e) which 
provides that jurisdiction transfers to the BPAI when the appli- 
cation or reexamination file including all briefs and examiner’s 
answers is transmitted to the BPAL Thus, jurisdiction transfers to 
the BPAI when all written submissions by the applicant and the 
examiner have been entered and the application papers have 
been forwarded to the BPAI. 

New paragraph 1.191(e) also includes a that the 
Commissioner. Meer to Oo dans ho BP Aledo te decide, 
may sua sponte order that an application be remanded to the 
examiner for further consideration. This provision merely makes 
explicit the inherent authority of the Commissioner to direct and 
supervise the examination of patent applications. 

Under previous rules there was some confusion as to when 
“termination of proceedings” occurs. Section 1.197(c) pro- 
vides that are “terminated” when the Federal 
Chests aneades io ecnadte Oo Pt asahecaeaan ae 
appeal from the judgment of the district court in a civil action 
under 35 U.S.C. § 145 has expired. The “In such 
cases,” in the second sentence of former § 1.197(c) has been 
eliminated since it was superfluous and may have been confus- 


ing. 

The rules delete the phrase “that he or she elects” and 
substitutes “electing” therefor in §§ 1.304(c) and 2.145(c)(3), 
as amended. The amendment merely changes wording without 
any change in substance. 

Section 1.196(b) changes the verb “make” to “makes” to 
conform the verb to the singular subject of the sentence. 

Sections 1.301, 1.303, 2.145(a)(2) and 2.145(c)(3) no longer 
refer to transmittal of the certified list and and certified copies of the 
notice of election to the U.S. Court of for the Federal 
Circuit under 35 U.S.C. Nconuiines . § 1071(a(1). These 


procedures are required by spptertte qantas or Coun Sis 
and are unnecessary in the 
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Sections 1.304(a), 1.304(c), 2.145(c\(3) and 2.145(d\(1) 

include a statement that the certificate of mailing provisions of § 

1.8 are not applicable. No substantive change is involved since 

eee 
ix) 

Sections 1.304(b) and 2.145(d)(2) recite “Federal holiday in 
ee Rass ath ” These 
changes merel — of these sections with the 
language of 3 USC§ $210) ad '7 CFR § 1.7. 

Section 2.145(c\(2) and (3) include changes in wording 
without any change in substance. 


Other Considerations 


These rules will not have a significant impact on the quality 
of the human environment or the conservation of energy re- 
sources. 


The rule change is in conformity with the 
y Enecutive Onders 


Regulatory Flexibility Act (Pub. L. 96-354 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 350 et seq. 


The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 


that 
is not amajor rule under Executive Order 12291. The 
annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 


The PTO has also determined that this notice has no Federal- 
government and the states as outlined in Executive Order 12612. 
The rule will not i a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage of 
the Act are placed upon the public. 
List of Subjects in 37 CFR, Part 1: 


Administrative practice and procedure, Courts, Freedom of 
en kn ee ernest 
ing requirements, Small 


List of Subjects in 37 CFR, Part 2: 
Administrative practice and procedure, Courts, Lawyers, 
trademarks. 


T 

an ee See pursuant to the 
authority the Commissioner of Patents and Trade- 
marks by USC! 16, Parts 1 and 2 of Title 37 of the Code of 
Federal Regulations are amended as set forth below. 


PART 1- RULES OF PRACTICE IN PATENT 
CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.136 is revised to read as follows: 


apeetite gety wa pen pena 
‘ for extension of time 

cause. 

(a) If meet my respond within a non-- 
anne @ Gutemnt time period, applicant may 


poe Ae 
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respond up to four months after the time period set if a petition 
for an extension of time and the fee set in § 1.17 are filed prior to 
or with the response, unless (1) applicant is notified otherwise in 
an Office action, (2) the application is involved in an interference 
declared pursuant to § 1.611 or (3) the response is to a decision 
by the Board of Patent and Interferences pursuant to §§ 
1.196, 1.197 or 1.304. date on which the response, the 
petition, and the fee have been filed is the date of the response and 
also the date for purposes of determining the period of extension 
and the corresponding amount of the fee. The ex: of the 
2 egg sanapare eae ee paid. In no 
case may an applicant respond later the maximum time 
Siaiatsie dicen este amadil enemunten etme unite 
paragraph (b) of this section when the provisions of this para- 
——> See § 1.136(b) for extensions of time relating 

pursuant to §§ 1.196 or 1.197, § 1.304 for 
ctuteaatioseapuiwde ts. Court of Appeals for the 
Federal Circuit or to commence a civil action, § 1.645 for 
extension of time in interference proceedings and § 1.550(c) for 
extension of time in reexamination proceedings. 

(b) When a response with petition and fee for extension of 
time cannot be filed pursuant to paragraph (a) of this section, the 
time for response will be extended only for sufficient cause, and 
for a reasonable time specified. Any request for such extension 
must be filed on or before the day on which action by the 
ee. , but in no case will the mere filing of the request 

any extension. In no case can any extension carry the date 
on which response to an Office action is due beyond the maxi- 
mum time period set by statute or be granted when the provisions 
of paragraph (a) of this section are available. See § 1.304 for 
extension of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action, § 1.645 for 
extension of time in interference proceedings and § 1.550(c) for 
extension of time in reexamination gs. 


3. Section 1.191 is amended by revising paragraphs (b) and 
(d) and adding paragraph (e) to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interferences 


eeeee 


(b) The appeal in an application or reexamination proceeding 
must identify the rejected claim or claims appealed, and must be 
signed by the applicant, patent owner or duly authorized attorney 
or agent. 


se eee 


(d) The time periods set forth in §§ 1.191 through 1.193 are 
subject to the provisions of § 1.136 for patent applications or § 
1.550(c) for reexamination s. See §1.304(a) for ex- 
tensions of time for a notice of appeal to the U.S. Court of 
Appeals for the Federal Circuit or for commencing a civil action. 

(e) Jurisdiction over the application or patent under reexami- 
nation passes to the Board of Patent Appeals and Interferences 
upon transmittal of the file, including all briefs and examiner’s 
answers, to the Board. Prior to the entry of a decision on the 
appeal, the Commissioner may sua sponte order the application 
remanded to the examiner. 


4. Section 1.196 is amended by revising paragraphs (a), (b) 
and (d) and adding new paragraphs (e) and (f) to read as follows: 


$1.196 Decision by the Board of Patent Appeals and 
Interferences 


(a) The Board of Patent Appeals and Interferences, in its 
decision, may affirm or reverse the decision of the examiner in 
pe i. a ga Raye a Sa 
examiner or remand the application to the examiner for further 
consideration. The affirmance of the rejection of a claim on any 
of the grounds specified constitutes a general affirmance of the 
decision of the examiner on that claim, except as to any ground 

ly reversed. 

(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any appealed claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
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statement shall constitute a new rejection of the claims. A new 
rejection shall not be considered final for the purpose of judicial 
review. When the Board of Patent Appeals and Interferences 
makes a new rejection of an appealed claim, the appellant may 
exercise either of the following two options with respect to the 
new : 

(1) The appellant may submit an amendment 
of the claims so rejected or a showing of facts, or both, and have 
the matter reconsidered by the examiner in which event the 
application will be remanded to the examiner. The statement 
shall be binding upon the examiner unless an amendment or 
showing of facts not previously of record be made which, in the 
opinion of the examiner, overcomes the new ground for rejection 
stated in the decision. Should the examiner again reject the 
application the applicant may again appeal to the Board of Patent 
Appeals and Interferences. 

(2) The appellant may have the case reconsidered under 
§ 1.197(b) by the Board of Patent Appeals and Interferences 
upon the same record. The request for reconsideration shall 
address the new ground for rejection and state with particularity 
the points believed to have been mi hended or overlooked 
in rendering the decision and also state all other grounds upon 
which reconsideration is sought. Where request for such recon- 
sideration is made the Board of Patent Appeals and Interferences 
shall reconsider the new ground for rejection and, if necessary, 
render a new decision which shall include all grounds upon 
which a patent is — The decision on reconsideration is 
deemed to incorporate the earlier decision, except for those 
portions specifically withdrawn on reconsideration, and is final 
for the purpose of judicial review. 


**#ee* 
(d) Although the Board of Patent Appeals and Interferences 


normally will confine its decision to a review of rejections made 
by the examiner, should it have knowledge of any grounds for 


rejecting any allowed claim it may include in its decision a 
recommended 


rejection of the claim and remand the case to the 
examiner. In such event, the Board shall set a period, not less than 
one month, within which the appellant may submit to the exam- 
iner an appropriate amendment, a showing of facts or reasons, or 
both, in order to avoid the grounds set forth in the recommenda- 
tion of the Board of Patent Appeals and Interferences. The 
examiner shall be bound by the recommendation and shall enter 
and maintain the recommended rejection unless an amendment 
or showing of facts not previously of record is filed which, in the 
opinion of the examiner, overcomes the recommended rejection. 
Should the examiner make the recommended rejection final the 
applicant may again appeal to the Board of Patent Appeals and 
Interferences. 


(e) Whenever a decision of the Board of Patent Appeals and 
Interferences includes or allows.a remand, that decision shall not 
be considered a final decision. When appropriate, upon conclu- 
sion of proceedings on remand before the examiner, the Board of 
Patent Appeals and Interferences may enter an order otherwise 

ing its decision final. 

(f) See § 1.136(b) for extensions of time to take action under 
this section. 


5. Section 1.197 is amended by revising paragraphs (b) and 
(c) to read as follows: 


§ 1.197 Action following decision 


eee 


(b) A single request for reconsideration or modification of the 
decision may be made if filed within one month from the date of 
the original decision, unless the original decision is so modified 
by the decision on reconsideration as to become, in effect, anew 
decision, and the Board of Patent Appeals and Interferences so 
states. The request for reconsideration shall state with particular- 
ity the points believed to have been misapprehended or over- 
looked in the decision and also state all other 


upon which reconsideration is sought. See 37 CFR § 1.136(b) for 
extensions of time for seeking reconsideration. 
(c) Termination of proceedings. 
by the dismissal of an 
file an appeal to the court or a civil action (§ 1.304) except: (1) 


are considered 
or the failure to timely 
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where claims stand allowed in an application or (2) where the 
nature of the decision requires further action by the examiner. 
The date of termination of proceedings is the date on which the 
appeal is dismissed or the date on which the time for appeal to the 
court or review by civil action (§ 1.304) expires. If an appeal to 
the court or a civil action has been filed, are consid- 
ered terminated when the appeal or civil action is terminated. An 
appeal to the U.S. Court of Appeals for the Federal Circuit is 
terminated when the mandate is Se A civil 
action is terminated when the time to appeal the judgment 
expires. 


6. Section 1.301 is revised to read as follows: 


§ 1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in a reexami- 
nation proceeding dissatisfied with the decision of the Board of 
Patent Appeals and Interferences, and any party to an interfer- 
ence dissatisfied with the decision of the Board of Patent 
and Interferences, may to the U.S. Court of for 
the Federal Circuit. The appellant must take the following steps 
in such an appeal: (a) In the Patent and Trademark Office file a 
written notice of directed to the Commissioner (see §§ 
1.302 and 1.304); and (b) in the Court, file a copy of the notice 
a, ean for appeal, as provided by the rules of 
the Court. 


7. Section 1.303 is amended by revising paragraph (c) to read 
as follows: 


§ 1.303 Civil Action under 35 U.S.C. 145, 146, 306. 


**#**4% 


(c) If any adverse party to an appeal taken to the U.S. Court 
of Appeals for the Federal Circuit by a defeated party in an 
interference ing files notice with the Commissioner 
within twenty days after the filing of the defeated party's notice 
of appeal to the court (§ 1.302), that he or she elects to have all 
further proceedings conducted as provided in 35 U.S.C. 146. The 
notice of election must be served as provided in § 1.646. 


8. Section 1.304 is revised to read as follows: 
$1.304 Time for appeal or civil action. 


(a) The time for filing the notice of appeal to the U.S. Court of 
Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request for 
reconsideration or modification of the decision is filed within the 
time provided under § 1.197(b) or § 1.658, the time for filing an 
appeal or commencing a civil action shall expire two months 
after action on the request. In interferences, the time for filing a 
cross-appeal or cross-action expires (1) 14 days after service of 
the notice of appeal or the summons and complaint or (2) two 
months after the date of decision of the Board of Patent Appeals 
and Interferences, whichever is later. The time periods set forth 
in this section are not subject to the provisions of § 1.136, 
1.550(c) or 1.645(a) or (b). The Commissioner may extend the 
time for filing an or commencing a civil action (1) for 
good cause shown if requested in writing before the expiration of 
the period for filing an appeal or commencing a civil action, or 
(2) upon written request after the expiration of the period for 
filing an appeal or c a civil action upon a showing 
that the failure to act was the result of excusable De dase The 
certificate of mailing practice of § 1.8 is not available for filing 
a notice of appeal or cross-appeal. See § 1.8(a)(2)(ix). 

(b) The times specified in this section in days are calendar 
days. The times specified herein in months are calendar months 
except that one day shall be added to any two-month period 
which includes February 28. If the last day of the time specified 
for appeal of commencing a civil action falls on a Saturday, 
Sunday or Federal holiday in the District of Columbia, the time 
is extended to the next day which is neither a Saturday, Sunday 
nor a Federal holiday. 

(c) If a defeated party to an interference has taken an 
to the U.S. Court of Appeals for the Federal Circuit 
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adverse party has filed notice under 35 U.S.C. 141 el to 
have all further conducted under 38USC 1 ¢ 
1.303(c)), too Gunter Mig ach exten tamastarts cqediionk 
in 35 U.S.C. 141. The time for filing a cross-action expires 14 
days after service of the summons and complaint. The certificate 
of mailing practice of § 1.8 is not available for filing a notice of 
appeal of cross-appeal. See § 1.8(a)(2)(viii). 


9. Section 1.550 is amended by revising paragraph (c) to read 
as follows: 


§ 1.550 Conduct of reexamination proceedings 


**+*4% 


(c) The time for taking any action by a patent owner in a 
reexamination proceeding will be extended only for sufficient 
cause, and for a reasonable time specified. Any request for such 
extension must be filed on or before the day on which action by 
the patent owner is due, but in no case will the mere filing of the 
request effect any extension. See § 1.304(a) for extensions of 
time for filing a notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit or for commencing a civil action. 


e**#*4% 


10. Section 1.645 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.645 Extension of time, late papers, stay of proceedings 


(a) Except to extend the time for filing a notice of appeal to the 
U.S. Court of Appeals for the Federal Circuit or for commencing 
a civil action, a party may file a motion (§ 1.635) seeking an 
extension of time to take action in an interference. See § 1.304(a) 
for extensions of time for filing a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit or for commencing a 
civil action. The motion shall be filed within sufficient time to 
actually reach the examiner-in-chief before expiration of the 
time for taking action. A moving party should not assume that the 
ee eee 
party. The motion will be denied unless the moving eo 
good cause why an extension should be granted. press of 
other business arising after an examiner-in-chief sets a time for 
taking action will not normally constitute good cause. A motion 
seeking additional time to take testimony because a party has not 
been able to procure the testimony of a witness shall set forth the 
name of the witness, any steps taken to procure the testimony of 
the witness, the dates on which the steps were taken, and the facts 
expected to be proven the witness. 

(b) Any paper belatedly will not be considered except 
upon motion (§ 1.635) which shows sufficient cause why the 
paper was not timely filed. See § 1.304(a) for exclusive proce- 
dures relating to belated filing of a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit or belated commence- 
ment of a civil action. 


11. Section 1.658 is amended by revising paragraph (b) to 
read as follows: 


§ 1.658 Final Decision 


s*+ee% 
(b) Any west for reconsideration of a decision under 
(a) of this section shall be filed within one month after 
ee Oe 


y possible. 

shal be suc that deivery is 

Mail.” The Board shall enter a 

Mai The Bowe shal cet son Ge ate fe 


decision on the request for reconsideration significantly modi- 
fies its original decision under paragraph (a) of this section, the 
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Board may designate the decision on the request for reconsidera- 
tion as a new decision. 


ese eee 


PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


12. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 


13. Section 2.129 is amended by revising paragraph (c) to 
read as follows: 


§ 2.129 Oral argument; reconsideration 


**# ee 


(c) Any request for rehearing or reconsideration or modifica- 
tion of a decision issued after final hearing must be filed within 
one month from the date of the decision. A brief in response must 
be filed within fifteen days from the date of service of the request. 
The times specified may be extended by order of the Trademark 
Trial and Appeal Board on motion for good cause. 


14. Section 2.144 is revised to read as follows: 
§ 2.144 Reconsideration of decision on ex parte appeal 


Any request for rehearing or reconsideration, or modification 
of the decision, must be filed within one month from the date of 
the decision. Such time may be extended by the Trademark Trial 
and Appeal Board upon a showing of sufficient cause. 


15. Section 2.145 is amended by revising paragraphs (a), 
(c(2), (c(3), (d)(1), (d)(2) and (d)(3) and adding new paragraph 
(e) to read as follows: 


§ 2.145 Appeal to court and civil action. 


(a) Appeal to U.S. Court of Appeals for the Federal Circuit. 
An applicant for registration, or any party to an interference, 
opposition, or cancellation proceeding or any party to an appli- 
cation to register as a concurrent user, hereinafter referred to as 
inter partes proceedings, who is dissatisfied with the decision of 
the Trademark Trial and Appeal Board and any registrant who 
has filed an affidavit or declaration under section 8 of the Act or 
who has filed an application for renewal and is dissatisfied with 
the decision of the Commissioner (§§ 2.165, 2.184), may appeal 
to the U.S. Court of Appeals for the Federal Circuit. The appel- 
lant must take the following steps in such an appeal: 

(1) In the Patent and Trademark Office give written 
notice of appeal to the Commissioner (see paragraphs (b) and (d) 
of this section); 

(2) In the court, file a copy of the notice of appeal and pay 
the fee for appeal, as provided by the rules of the Court. 


*e#ee% 
(c) ***#* 

(2) Any applicant or registrant in an ex parte case who 
takes an appeal to the U.S. Court of Appeals for the Federal 
Circuit waives any right to proceed under section 21(b) of the 
Act. 


(3) Any adverse party to an appeal taken to the U.S. Court 
of Appeals for the Federal Circuit by a defeated party in an inter 
partes proceeding may file a notice with the Commissioner 
within twenty days after the filing of the defeated party’s notice 
of appeal to the court (paragraph (b) of this section), electing to 
have all further conducted as provided in section 
21(b) of the Act. The notice of election must be served as 
provided in § 2.119. The certificate of mailing practice of § 1.8 
is notavailable for filing anotice of election. See § 1.8(a)(2)(viii). 

(d) Time for appeal or civil action. (1) The time for filing the 
notice of appeal to the U.S. Court of s for the Federal 
Circuit (paragraph (b) of this section), or for commencing a civil 
action (paragraph (c) of this section), is two months from the date 
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of the decision of the Trademark Trial and Appeal Board or the 
Commissioner, as the case may be. If a request for rehearing or 
reconsideration or modification of the decision is filed within the 
time specified in §§ 2.127(b), 2.129(c) or 2.144, or within any 
extension of time granted thereunder, the time for filing an 

or commencing a civil action shall expire two months 
after action on the request. In inter partes cases, the time for filing 
a cross-action or a notice of a cross-appeal expires (1) 14 days 
after service of the notice of appeal or the summons and com- 
plaint or (2) two months from the date of the decision of the 
Trademark Trial and Appeal Board or the Commissioner, which- 
ever is later. The certificate of mailing practice of § 1.8 is not 
available for filing a notice of appeal or cross-appeal. See § 
1.8(a)(2)(ix). 

(2) The times specified in this section in days are calen- 
dar days. The times specified herein in months are calendar 
months except that one day shall be added to any two-month 
period which includes February 28. If the last day of time 
specified for an appeal, or commencing a civil action falls on a 
Saturday, Sunday or Federal holiday in the District of Columbia, 
the time is extended to the next day which is neither a Saturday, 
Sunday nor a Federal holiday. 

(3) If a party to an inter partes proceeding has taken an 
appeal to the U.S. Court of Appeals for the Federal Circuit and an 
adverse party has filed notice under section 21(a)(1) of the Act 
electing to have all further proceedings conducted under section 
21(b) of the Act, the time for filing a civil action thereafter is 
specified in section 21(a)(1) of the Act. The time for filing a 
cross-action expires 14 days after service of the summons and 
complaint. 

(e) Extensions of time to commence judicial review. The 
Commissioner may extend the time for filing an appeal or 
commencing a civil action (1) for good cause shown if requested 
in writing before the expiration of the period for filing an appeal 
or commencing a civil action, or (2) upon written request after 
the expiration of the period for filing an appeal or commencing 
a civil action upon a showing that the failure to act was the result 
of excusable neglect. 
June 21, 1989 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 
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(289) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR PART 2 
[Docket No. 81268-9163] 
RIN: 0651-AA36 
Amendments of Trademark Rules Governing Inter Partes 
; Miscellaneous Amendments of Other 
Trademark Rules 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule 

Summary: The Patent and Trademark Office is amending the 
rules of practice in trademark cases to revise and/or codify pro- 
cedures for the examination of applications; appeals from final 
refusals of registration; and the institution and conduct of trade- 
mark interference, concurrent use, opposition, and cancellation 
proceedings. The amendments will assist the orderly and prompt 
resolution of issues in proceedings before the Trademark Trial 
and Appeal Board. 

Effective Date: November 16, 1989. 

For Further Information Contact: Janet E. Rice by telephone at 
(703) 557-3551 or by mail marked to her attention and addressed 
to Box 5, Trademark Trial and Appeal Board, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 
Supplementary Information: Amendments to §§ 2.42, 2.68, 
2.91, 2.92, 2.93, 2.102, 2.104, 2.106, 2.112, 2.113, 2.114, 2.119, 
2.120, 2.121, 2.122, 2.123, 2.125, 2.127, 2.128, 2.129, 2.134, 
2.135, 2.142, 2.145, and 2.186 were in a notice of 
proposed rulemaking published in the Federal Register on 
March 7, 1989, at 54 FR 9514, the Patent and Trademark Office 
Official Gazette of March 28, 1989, at 1100 0.G. 137, and the 
Bureau of National Affairs’ Patent, Trademark & Copyright 
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Journal, Vol. 37, No. 921, pp. 477-486 (March 9, 1989). Correc- 
tions to the Federal Register printing of the notice of proposed 
rulemaking were published in the Federal Register on April 4, 
1989, at 54 FR 13605. The purpose of these proposed rule 
amendments was to revise, simplify, remove, een existing 
tules or to codify in rules certain practices which are currently in 
effect. The rules involved included those relating to the require- 
ments for concurrent use applications; abandonment of trade- 
mark applications; appeals to the Trademark Trial and Appeal 
Board (Board) from the final refusal of registration in ex parte 
applications; institution and conduct of interference, concurrent 
use, opposition, and cancellation proceedings before the Board; 
review by civil action of a decision of the Board; and allowing an 
assignee to take action with respect to the assigned application or 
registration. Written comments were submitted by two firms, 
five individuals, and one tion. The relevant committee 
of another organization stated that it had nothing to add to the 
comments of the first organization. Two other organizations 
submitted letters indicating that they accepted the proposed rule 
amendments in their entirety. 


Discussion of Specific Sections Being Changed: 


In this discussion, “Patent and Trademark Office” is abbrevi- 
ated as “PTO” and “Trademark Trial and Appeal Board” is 
abbreviated as “Board.” 

Section 2.42(a), which specifies certain requirements for an 
application for registration as a lawful concurrent user, is 
amended to remove the designation “(a)” [because § 2.42(b) is 
removed] and to delete the qualifying phrase “to the extent of 
his knowledge” from the requirement that an applicant for 
registration as a lawful concurrent user state in the application 
the area, the goods, and the mode of use for which registration is 
sought. This information obviously is within the knowledge of 
the applicant and is essential for purposes of examination and 
publication. 

Section 2.42(b), which requires that the verification or decla- 
ration in an application for registration as a lawful concurrent 
user “be made with the stated exceptions,” is removed to 
simplify practice. The paragraph has been construed, in applica- 
tions for registration based on concurrent use, as requiring that 
the portion of the verification or declaration which normally 
reads, “to the best of his/her knowledge and belief no other 
person, firm, corporation or association has the right to use said 
mark in commerce,” also include, after the word “association,” 
the additional phrase “other than specified in the application.” 
Because most applicants and/or their attorneys do not realize that 
this is the import of the paragraph, the examination process is 
often prolonged. Moreover, an applicant for registration based 
on concurrent use is required to list, in the statement portion of 
the application, the exceptions to applicant’s right to exclusive 
use, so that it is clear that the verification or declaration is being 
made, in effect, with the stated exceptions. Therefore, the re- 
quirement for a verification or declaration which differs in form 
from that of an application for a geographically unrestricted 
registration is unneces: 

Section 2.68, which pertains to the express abandonment of an 
application, presently provides, in the second sentence, that the 
fact that an application has been expressly abandoned shall not, 
in any proceeding in the PTO, affect any rights that the applicant 
may have in the mark which is the subject of the abandoned 
application. The section was proposed to be amended by insert- 
ing the phrase “during the ex parte prosecution thereof” imme- 
diately after the phrase “The fact that an application has been 
expressly abandoned.” Instead, the section is being amended to 
include, at the beginning of the second sentence, a cross-refer- 
ence to § 2.135 (i.e., “Except as provided in § 2.135, the fact that 
an application has been expressly abandoned shall not....”). The 
cross-reference to § 2.135 (which provides, in essence, that if an 
applicant whose application is the subject of an inter partes 
proceeding before the Board files a written abandonment of the 
application without the written consent of every adverse party, 
judgment shall be entered against the applicant) has been added, 
in lieu of the phrase specified in the notice of proposed rulemak- 
ing, and as a result of a written comment received thereon, to 
further clarify the section. 

Section 2.91, which governs the declaration of interference 
proceedings, is amended to change the title of the section from 
“Interferences.” to “Declaration of interference.” The amend- 
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ment is one of a series of amendments, involving $§2.91-2.93, 


ence by the Commissioner upon petition and the subsequent 
“institution” of the wor tng by the Board. See Sections 
1208.04 and 1208.05 of the Trademark Manual of Examining 
Procedure. 
Section 2.92, which pertains to certain matters 
specifically i 


: interference.”, 
and to revise the text of the paragraph to harmonize with $2.91 
and 2.92, as amended. 

Section 2.102(c), which pertains to extensions of time for 

filing an opposition, was to be amended to change the 

days” to “four months.” However, 

Heqguussts Cleanse on tp Ect” poston 

i on the Rules” portion 

of as hal ecto nation Ge that the proposed amendment might add 

to confusion ane nee 6 a 

y, the proposal to amend this paragraph is 

Section 2.104, pe rm ey pale a 

of opposition, is amended to redesignate the 
as “(a)” and to add a new paragraph, 


that the required 
proposed new parallels present § 2.112(b). 

Section 2.106(b)(1), which contains provisions relating to 
opposition answers, is amended to include a short description of 
the content requirements for an answer to an opposition, just as 
present § 2.104 describes the content requirements for an oppo- 
sition. The amendment parallels an amendment made herein to 
5 a ns en ee 

of the content requirements for an answer is 

modeied portions of Rule 8 of the Federal Rules of Civil 
Procedure 


Section 2.106(c), which governs the withdrawal of an opposi- 
tion, is amended to codify the practice that an applicant's written 
consent to the withdrawal of an opposition after answer may be 
dent Se ees eS ee ee 

amendment amend- 
ments made herein to §§ 2.114(c), 2.134(a). and 2.135. 

Section 2.112(a), which states requirements for a petition for 

cancellation, is revised to delete the requirement that a petitioner 


petitioner indicate, to the best of the petitioner's knowledge. 
“the name and address of the current owner of the 
The purposes of the revision are to provide the with 
information relating to the identity of the current owner of the 
registration to be cancelled, so that the Board can serve a 
copy of the petition on that party, and to remove any implication 
that the petitioner is permitted to who shall be the 
See also, in this regard, § 2.113, as amended herein. 
Section 2.113, which concerns notification to the respondent 
ee 
practice that shall be the shown by the 
ub ef an Panetaaaaenieee the registration 
sought to be cancelled, except that the Board, in its discretion, 
= pin o bth » Seen. oaey Se ae 
8 en 
generally Gold Eagle Products Co. v a 
193 USPQ 109 (TTAB 1976). The section is further revised 
suid that Chen Gaguan iieaieety daaetiee:.caeene 
pa eee | as the current owner re <n 
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Section 2.114(c), which governs the withdrawal of a petition 
for cancellation, is amended to codify the practice that a regis- 
trant’s written consent to the withdrawal of a petition for cancel- 
lation after answer may be signed by the registrant or by the 
registrant’s attorney or other authorized tative. The 
amendment parallels amendments made herein to §§ 2.106(c), 
2.134(a), and 2.135. 

Section 2.119, which presently governs service of papers, is 
amended to change the title from “Service of papers.” to 
“Service and signing of papers.”, so that the section title will 
describe the contents of the section as amended herein by the 
revision of paragraphs (b) and (c), and by the addition of two new 

, designated “(d)” and “(e).” 

Section 2.119(b), which states, inter alia, methods for service 
of papers, is revised to provide for two additional methods of 
service, namely, transmission by the “Express Mail” service of 
the United States Postal Service and transmission by overnight 
courier. The amendment codifies existing practice. 

Section 2.119(c), which presently provides that when service 
is made by mail, the date of mailing will be considered the date 
of service; and that whenever a party is required to take some 
action within a prescribed period after the service of a paper upon 
him by another party and the paper is served by mail, 5 days shall 
be added to the prescribed period, is revised to specify that when 
service is made by first-class mail, “Express Mail,” or overnight 
courier, the date of mailing or of delivery to the overnight courier 
will be considered the date of service; and that whenever a party 
is required to take some action within a prescribed period after 
the service of a paper upon such party by another party, and the 
paper is served by first-class mail, “Express Mail,” or overnight 
courier, 5 days shall be added to the prescribed period. The 
amendments codify existing practice. 

Section 2.119(d) is added to require that when a party to an 
inter partes proceeding before the Board is not domiciled in the 
United States, and is not represented by an attorney or other 
authorized representative located in the United States, the party 
must appoint a domestic representative on whom may be served 
notices or process in the proceeding. The purpose of the para- 
graph is to facilitate the service of papers on foreign parties not 
represented by domestic counsel in proceedings before the 
Board 


Section 2.119(e) is added to provide that every paper filed in 
an inter partes proceeding before the Board, and every request 
for an extension of time to file an opposition, must be signed by 
the party filing it, or by the party’s attorney or other authorized 
representative. An unsigned paper will be refused consideration 
unless a signed copy is submitted before or within a time limit set 
in the PTO’s notification of this defect. The purpose of the 
amendment is to simplify practice, and to eliminate the necessity 
for a petition to the Commissioner in the case of an unsigned 
notice of opposition or request for extension of time to oppose. 
The final rule includes a phrase that was not included in the 
proposed rule, namely, the phrase “and every request for an 
extension of time to file an opposition.” The has been 
added to further clarify the intent of the paragraph (that is, the 
paragraph was intended to cover requests for extension of time 
to oppose, but such a request is not, strictly speaking, a “paper 
filed in an inter partes proceeding before the Board,” since at the 
time of the filing of a request for extension of time to oppose, 
there is not yet an opposition). 

Section 2.120(a), which contains certain general provisions 
relating to discovery in inter partes proceedings before the 
Board, is amended to include a new sentence specifying that the 
opening of discovery is governed by the Federal Rules of Civil 
Procedure. The amendment is a codification of current practice. 
See generally Saul Lefkowitz and Janet E. Rice, Adversary 
Proceedings Before the Trademark Trial and Appeal Board, Ts 75 
TMR 323, 381-382 (1985). 

Section 2.120(d), which presently pertains to document pro- 
a ere Soe Oe Geb Sie “Sean fer 

ion.” fib sey ne request for production.”; to 
redesignate the presen t paragraph as as “(2)”; and to add a new 
padi desighieted me) The new paragraph limits the total 
number of interrogatories which a party may serve upon another 
party in a proceeding before the Board to seventy-five, counting 
subparts, with additional interrogatories being allowed by the 
Board, in its discretion, upon motion to the Board showing good 
Cause, or upon stipulation of the parties; requires that a motion 
for leave to serve additional interrogatories be accompanied by 
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a copy of the interrogatories, if any, which have already been 
served by the moving party, and by a copy of the interrogatories 
proposed to be served; and provides that if a party upon which 
interrogatories have been served believes that the number of 
interrogatories served exceeds the limitation specified in the 
, and is unwilling to waive this basis for objection, the 
party shall, within the time for (and instead of) serving answers 
and objections to the interrogatories, file a motion for a protec- 
tive order, accompanied by a copy of the interrogatories which 
together are said to exceed the limitation. The purpose of the new 
paragraph is to discourage parties from using written interroga- 
tories for purposes of harassment, as exemplified in the case of 
C. H. Stuart Inc. v. S. §. Sarna, Inc., 212 USPQ 386 (TTAB 
1980). The amendment is believed to be in general harmony with 
corresponding local rules now prevalent in the federal district 
courts. 
Section 2.120(g), which provides for the imposition of sanc- 
tions for failure to comply with an order of the Board relating to 


' discovery, is amended to change the title from “Failure to 


comply with order.” to “Sanctions.”; to redesignate the present 
paragraph as “(1)”; and to add a new paragraph, designated 
“(2),” providing that if a party fails to attend its discovery 
deposition, after being served with proper notice, or fails to 
respond to a set of interrogatories or to a set of requests for 
production of documents and things, and the party or the party’s 
attorney informs the party seeking discovery that no response 
will be made thereto, the Board may make any appropriate order 
by way of sanctions. The purpose of the amendment is to 
eliminate the expense and delay resulting from the present 
practice, embodied in present paragraphs (e) and (g) of § 2.120, 
that in situations of the type described in the new paragraph, a 
motion to compel must be filed and granted and the resulting 
order violated before the party seeking discovery may move for 
sanctions. The proposed practice is in harmony with Rule 37(d) 
of the Federal Rules of Civil Procedure. 

Section 2.120(j)(3), which describes how a discovery deposi- 
tion, interrogatory answer, or admission may be made of record 
by a party entitled to rely thereon, is amended to redesignate the 
present paragraph as “(i)” and to add a new paragraph, desig- 
nated “(ii).” The new paragraph codifies the existing practice, 
exemplified in cases such as Jeanne-Marc, Inc. v. Cluett, Pea- 
body & Co., Inc., 221 USPQ- 58 (TTAB 1984); Autac Inc. v. 
Viking Industries, Inc., 199 USPQ 367 (TTAB 1978); Harvey 
Hubbell, Inc. v. Red Rope Industries, Inc., 191 USPQ 119(TTAB 
1976); and MRI Systems Corp. v. Wesley-Jessen Inc., 189 USPQ 
214 (TTAB 1975), that a party which has obtained documents 
from another party, pursuant to a request for production under 
Rule 34 of the Federal Rules of Civil Procedure, may not make 
the produced documents of record by. notice of reliance alone, 
except to the extent that the documents fall within the provisions 
of § 2.122(e). The reason for the practice is that documents so 
obtained generally suffer from a lack of proper authentication, 
unless they are of the self-authenticating type admissible by 
notice of reliance under § 2.122(e). 

Section 2.120(j)(4), which presently provides, in effect, that if 
an appropriate party files a notice of reliance upon only part of 
a discovery deposition, an adverse party may file a notice of 
reliance upon any other part of the deposition which should in 
fairness be considered so as to make not misleading what was 
offered by the submitting party, is amended to require that the 
notice of reliance filed by the adverse party be supported by a 
written statement explaining why the adverse party needs to rely 
upon each of the additional parts listed in the adverse party’s 
notice, failing which the Board, in its discretion, may refuse to 
consider the additional parts. The amendment represents a codi- 
fication of current practice. Cf. Alabama Board of Trustees v. 
BAMA-Werke Curt Baumann, 231 USPQ 408, 409 (TTAB 
1986), and Holiday Inns, Inc. v. Monolith Enterprises, 212 
USPQ 949, 950-951 (TTAB 1981). 

Section 2.120(j)(5), which presently specifies who may make 
of record (by notice of reliance) an interrogatory answer or an 
admission, is amended to require that a party which seeks to rely 
upon certain of its own responses to interrogatories or requests 
for admissions, pursuant to the fairness exception presently 
provided in the paragraph, support its notice of reliance with a 
written statement explaining why it needs to rely upon each of 
the additional discovery responses listed in the notice, failing 
which the Board, in its discretion, may refuse to consider the 
additional parts. The amendment parallels the amendment made 
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herein to paragraph (j)(4) of the section and represents a codifi- 
cation of current practice. See The Board of Trustees of the 
University of Alabama v. BAMA-Werke Curt Baumann, supra. 
and Holiday Inns, Inc. v. Monolith Enterprises, supra. 

Section 2.120(j8), which presently provides that 
“[i)"nterrogatories, requests for production, requests for admis- 
sions, and materials or depositions obtained during the discovery 
period” should not be filed with the Board except under certain 
specified circumstances, one of which is “when submitted with 
a motion to compel,” is revised to provide that “requests for 
discovery, responses thereto, and materials or depositions ob- 
tained through the discovery process” should not be filed with 
the Board except under certain specified circumstances; to 
change the phrase “when submitted with a motion to compel” 
to “when submitted with a motion relating to discovery;” and to 
state that papers or materials filed in violation of the 
may be returned by the Board. The purpose of the revision is to 
clarify the beginning of the paragraph, and to reduce the number 
of papers and materials which must be retained in a proceeding 
file and stored by the Board. The amendment changing the 

“when submitted with a motion to compel” to “when 
submitted with a motion relating to discovery” did not appear 
in the notice of proposed rulemaking as a proposed amendment. 
However, the amendment is “housekeeping” in nature, bein, 
necessary to harmonize this paragraph with amended 
2.120(d)(1), which requires that copies of interrogatories be filed 
with the Board in connection with two additional discovery 
motions, namely, the motion for leave to serve additional inter- 
rogatories, and the motion for a protective order filed in response 
to interrogatories believed to be excessive in number. 

Section 2.121(a)(1), which governs the scheduling of trial 
periods, is amended to include a new sentence codifying the 
practice that the resetting of a party’s time to respond to an 
outstanding request for discovery will not automatically result in 
the rescheduling of the discovery and/or testimony periods, and 
that such dates will be rescheduled only upon stipulation of the 
parties approved by the Board, or upon motion granted by the 
Board, or by order of the Board. 

Section 2.122(e), which presently requires that a notice of 
reliance on a printed publication specify the printed publication 
and the pages to be read, indicate generally the relevance of the 
material being offered, and be accompanied by “the printed 
publication or a copy of the relevant portion thereof, including 
the title page and any other page needed to show the place and 
date of publication, the name and address of the publisher, and 
the name of the author or the editor,” is amended to require that 
the notice of reliance specify the printed publication (includi 
information sufficient to identify the source and the date of the 
publication) and the pages to be read; indicate generally the 
relevance of the material being offered; and be ar by 
the printed publication or a copy of the relevant portion. The 

pose of the amendment is to simplify practice. 

Section 2.123(c), which governs notices of depositions, is 
amended to clarify the paragraph and to codify the current 
practice that testimony depositions may be noticed for any 
reasonable time and place in the United States, but that a testi- 
mony deposition may not be noticed for a place in a foreign 
country except as provided in paragraph (a)(2) of the section. 
This codification of practice as to the place where testimony 
depositions may be taken roughly parallels § 1.673(a), which 
— the — of testimony depositions in patent interfer- 

ings in the PTO. 

"Seaden 2.123(e)(2), which pertains to the examination of 
witnesses during oral deposition, is amended to include a new 
sentence stating that exhibits which are marked and identified at 
a deposition will be deemed to have been offered into evidence, 
without any formal offer thereof, unless the intention of the party 
marking the exhibits is clearly expressed to the contrary. The 
purpose of the amendment is to revise existing practice, which 
requires, on the part of the party marking the exhibits, either a 
formal offer or a clear indication in the transcript of an intent to 
introduce the exhibits. See, e.g., Roux Laboratories, Inc. v. 
Kaler, 214 USPQ 134, 135-136 (TTAB 1982); H. Betti Indus- 
tries, Inc. v. Brunswick Corp., 211 USPQ 1188, 1189 (TTAB 
1981); and Kay Corp. v. Weisfield’ s, Inc., 190 USPQ 565, 567- 
568 (TTAB 1976). Under the existing practice, a party can lose 
a case simply because the party’s attorney fi to make a 
formal offer of the exhibits marked and identified during the 
party’s testimony deposition. Under the practice set forth in the 
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amended the Board will be able to determine such 


cases on their merits, rather than on the basis of a technical defect. 

Section 2.123(g)(1), which relates to the form of deposition 

transcripts, is amended to permit the use of paper with numbered 

ee ee a 
amendment, which 


propounded to a witness. The 
§ 1.677(a), the provision governing the form of 
transcripts in patent interference proceedings, will Toplity 


practice. 

Section 2.125(a), which governs the filing and service of 
testimony, is amended to codify the existing practice that if a 
copy of a deposition transcript, with exhibits, is not served upon 
each adverse party within thirty days after ion of the 
taking of the testimony or within an extension of time for that 
purpose, any adverse party which was not served may have 
remedy by way of a motion to the Board to reset the adverse 
party *s testimony and/or briefing periods, as may be appropriate. 

ee ee 
party fails to serve a copy of the transcript with exhibits on an 
adverse party after having been ordered to do so by the Board, the 
Board may strike the deposition, or enter judgment by default 
against the deposing party, or take other action as may be deemed 


appropriate. 

Section 2.127(e)(1) is added to codify the long-established 
ate One cae eS Gee ee 
prior to the commencement of the first 
originally set or as reset, and that the Board, in its discretion, may 
deny as untimely any y motion for summary judgment fled 
thereafter. See Rainbow Carpet, Inc. v. Ri 
Carpet Dyeing & Cleaning Co., 226 USPQ 718 (TTAB 1985); 
Allegro High Fidelity, Inc. v. Zenith RadioC. orp., 197 USPQ 550 
(TTAB 1977); La Maur, Inc. v. Bagwells Enterprises, Inc., 193 
USPQ 234 (Comm’r Pat. 1976); Peterson’ s Ltd., Inc. v. Consoli- 
dated Cigar Corp., 183 USPQ 559 (TTAB 1974); Cities Service 
Oil Co. v. Perfection American, Inc., 157 USPQ 209 (TTAB 
1968); T. Jeffrey Quinn, Tips From the TTAB: Inter Partes 
Summary Judgment Revisited, 76 TMR 73 (1986), and David J. 
Kera, Tips From the TTAB : Summary Judgment, 71 TMR 59,61- 
62 (1981). 

Section 2.127(e)(2) is added to provide, in essence, that for 
purposes of summary judgment only, a party may rely on its own 
responses to requests for discovery served upon it by an adverse 
party. The new paragraph changes the Board’s current practice, 
under which a party normally is not permitted to rely upon its 
own responses to discovery for purposes of summary j 
ph ear heey Ae] -: li ieee, aaa 

the practice in the federal district courts. 

Section 2.127(f) is added to codify the existing practice that 
the Board does not have authority to hold any person in con- 
tempt, or to award attorneys’ fees or other expenses to any party. 
Although paragraphs (f), (g), and (h) of § 2.120, the section 
which governs the taking and use of discovery in inter partes 
proceedings before the Board, include provisions very similar in 
nature to the new paragraph, some litigants and/or their attorneys 
have mistakenly assumed that the Board has the authority to 
award attorneys’ fees or other expenses in situations not involv- 
ing a failure to provide discovery. The addition of this new 

to § 2.127, the section which governs motions in 
general, will clarify the matter. 

Section 2.128(b), which presently provides, in pertinent part, 
that without leave of the Board, no brief shall contain more than 
fifty pages of argument, is amended to specify a minimum type 
or print size for a brief and to provide that without prior leave of 
the Board, a main brief on the case shall not exceed fifty-five 


fying length limits for briefs in their entireties, 
of the elements which are included within the length limit. The 


Section 2.129(a), which presently provides, i 
—- at final hearing will be heard by three 
the Board, is amended to that such oral 
argument willbe ead by atleast the 
The purpose of the amendment, which parallels an amendment 





1110 TMOG 546 
(289) 


made herein to § 2.142(e)(1), is to reflect the Board’s use of 


no panels in certain cases. 
ion 2.134(a), which pertains to the surrender or voluntary 
cancellation of a registration which is the subject of a cancella- 
tion proceeding before the Board, is amended to codify the 
ice that in a cancellation ing, an adverse party’s 
consent to the respondent’s voluntary surrender of the involved 
registration may be signed by the adverse party or by the adverse 
party’s attorney or other authorized representative. The amend- 
ment parallels amendments made herein to §§ 2.106(c), 
2.114(c), and 2.135. 

Section 2.135, which states the effect of the abandonment of 
an application which is the subject of an inter partes proceeding 
before the Board, is amended to codify the practice that in an 
opposition, concurrent use, or interference proceeding, an ad- 
verse party’s consent to an applicant's abandonment of the 
applicant’s involved application may be signed by the adverse 
party or by the adverse party’s attorney or other authorized 
representative. The amendment parallels amendments made 
herein to §§ 2.106(c), 2.114(c), and 2.134(a). 

Section 2.142(b), which governs ex parte briefs, is 
amended to redesignate the present paragraph as “(1)” and to 
add a new paragraph, designated “(2),” codifying the form 
requirements and a length limit (twenty-five pages) for briefs 
filed in connection with ex parte appeals to the Board. 

Section 2.142(e)(1), which presently provides that oral argu- 
ment on an ex parte appeal to the Board will be heard by three 
Members of the Board, is amended to provide that oral argument 
will be heard by at least three Members of the Board. The purpose 
of the amendment, which parallels an amendment made herein 
to § 2.129(a), is to reflect the Board’s use of augmented panels 
in certain cases. 

Section 2.142(f)(6) is added to codify the practice that if, 
during an appeal to the Board from a refusal of registration, it 

to the examiner that an issue not previously raised may 
render the mark of the appellant unregistrable, the examiner 
may, by written request, ask the Board to suspend the appeal and 
to remand the application to the examiner for further examina- 
tion. 

Section 2.145(c)(4) is added to provide that a party to a 
proceeding before the Board which commences a civil action, 
pursuant to Section 21(b) of the Act, seeking review of a decision 
of the Board should file written notice with the Board, within one 
month after the expiration of the time for appeal or civil action, 
in order to avoid premature termination of the Board proceeding. 
The purpose of the amendment is to ensure that parties who seek 
review of Board decisions by way of civil action will be aware of 
the need for informing the Board thereof. 

Section 2.186, which presently provides that any action with 
respect to an assigned application or registration which may or 
must be taken by a registrant or applicant may be taken by the 
assignee provided that the assignment has been recorded, is 
amended by adding at the end the phrase “or that proof of the 
assignment has been submitted.” The purpose of the amend- 
ment is to bring the section into closer conformity with Section 
10 of the Act. 


Response to Comments on the Rules: 


The written comments received in response to the notice of 

rulemaking have been given careful consideration, 

and a number of the suggested modifications have been adopted. 
The comments and responses are discussed below. 


Comment: In the notice of proposed rulemaking, it was stated 
in the “Discussion of Specific Sections to be 
Changed” that § 2.68, which pertains to the express abandon- 
ment of an application, was proposed to be amended to indicate 
that the section applies only to the abandonment of an applica- 
tion during the ex parte prosecution thereof, i.e., an application 
not involved in an inter partes proceeding before the Board. 
Specifically, the proposed amendment was that the second 
sentence of the section, which presently reads, “The fact that an 
application has been expressly abandoned shall not, in any 
proceeding in the Patent and Trademark Office, affect any rights 
that the applicant may have in the mark which is the subject of the 
abandoned application,” be amended by adding the 
“during the ex parte prosecution thereof” immediately the 
phrase “The fact that an application has been expressly aban- 
doned.” One firm commented that if the proposed amendment 
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was intended to clarify the fact that this section applies only toex 
parte applications, the phrase “during the ex parte prosecution 
thereof” should be added not to the second sentence of the 
section but rather after the words “An application” in the first 
sentence, which presently reads, “An application may be ex- 
pressly abandoned by filing in the Patent and Trademark Office 
a written statement of abandonment or withdrawal of the appli- 
cation signed by the applicant, or the attorney or other person 
representing the applicant.” 

Response: The intent of the proposed amendment was to make 
it clear that the second sentence of the section (i.e., the sentence 
which provides, in essence, that the express abandonment of an 
application shall not, in any proceeding in the PTO, affect any 
rights which applicant may have in the mark which was the 
subject of the abandoned application) applies only to the aban- 
donment of an application during ex parte prosecution (the effect 
of the abandonment of an application which is the subject of an 
inter partes ing before the Board being governed by § 
2.135). Thus, the “Discussion of Specific Sections Proposed to 
be Changed” should have stated that § 2.68 was proposed to be 
amended to indicate that the “second sentence of the section” 
(not “the section”) applies only to the abandonment of an 
application during the ex parte prosecution thereof. The first 
sentence of the section, which relates to the form of an express 
abandonment, is applicable both to applications which are the 
subject of an inter partes proceeding before the Board and to 
those which are not. Thus, the suggested modification has not 
been adopted. However, for purposes of added clarity, and in lieu 
of the amendment proposed in the notice of proposed rulemak- 
ing, the beginning of the second sentence of the section is being 
modified to include a cross-reference to § 2.135 (i.e., “Except as 
provided in § 2.135, the fact that an application has been 
expressly abandoned shall not. . . .”). 

Comment: Section 2.102(c) was proposed to be amended to 
change the specified time beyond which an extension of time to 
oppose will not be granted without the consent of the applicant 
or a showing of extraordinary circumstances, from “120 days 
from the date of publication” to “four months from the date of 
publication.” The organization indicated its belief that since the 

change would not affect the statutorily mandated “30 
day” period for filing an opposition, the amendment would (at 
least initially) add to confusion regarding the computation of 
extension periods. In the same vein, one firm commented that the 
proposed amendment would make sense provided the Board 
allows potential opposers to request extensions of time to oppose 
in terms of months rather than days. 

Response: It is true that under Section 13 of the Act of 1946, 
the statutorily mandated period for filing an opposition is “thirty 
days after the publication . . . of the mark sought to be regis- 
tered.” Section 13 further provides, in part, that the time for filing 
an opposition shall be extended for an additional thirty days 
upon written request prior to the expiration of the thirty-day 
opposition period, and that further extensions of time for filing 
an opposition may be granted by the Commissioner for good 
cause when requested prior to the expiration of an extension. 
Upon further consideration, it appears that the proposed amend- 
ment may encourage potential opposers to request the first and 
subsequent extensions of time to oppose in terms of months 
rather than days, causing confusion in the computation of exten- 
sion periods. Accordingly, the proposal to amend § 2.102(c) is 
withdrawn. In the event that Section 13 of the Act is amended to 
change the time periods specified therein from “thirty days” to 
“one month,” the to amend § 2.102(c) to change the 
designation “120 days” to “four months” may be included in 
a future notice of proposed rulemaking. 

Comment: With respect to the proposal to revise § 2.113 
(which concerns notification to the respondent of the filing of a 
petition for cancellation) to indicate that the respondent “shall 
be the party shown by the records of the Patent and Trademark 
Office to be the current owner of the registration or registrations 
sought to be cancelled, except that the Board, in its discretion, 
may join or substitute as respondent a party who makes a 
showing of a current ownership interest in such registration or 
registrations,” one individual suggested, in effect, that the sec- 
tion be further revised to provide that if the party identified by the 
petitioner as the current owner of the registration is not the party 
shown by the records of the PTO to be the owner, service of the 
notification and of the petition will be made on the identified 
current owner as well as on the record owner. The individual 
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notes that this revision would make § 2.113 consistent with 
proposed (and amended) § 2.112(a) (governing the contents of 
a petition for cancellation), which requires, in part, that the 
petitioner indicate, to the best of petitioner’s knowledge, the 
name and address of the current owner of the registration. In 
addition, one firm suggested that § 2.113 be further revised to 
provide that a copy of a petition for cancellation will be sent (by 
the Board) both to the registrant and to the registrant’s last 
attorney of record. The firm expressed its belief that sending a 
copy of the petition for cancellation to the registrant’s last 
attorney of record as well as to the registrant “may serve to speed 
up cancellation pr. which are sometimes delayed by 
many months by reason of the fact that the registrant cannot be 
located and it is necessary to publish notice of the proceeding in 
the Office Gazette.” 

Response: Under present practice, when a petitioner informs 
the Board of petitioner’s belief that the registration sought to be 
cancelled is currently owned by a party other than the party 
shown by the records of the PTO to be the owner, the Board sends 
a copy of the notification and of the petition to cancel both to the 
record owner, and to the party identified by the petitioner as the 
current owner. The current owner may file a motion, supported 
by evidence of its current ownership of the registration, to be 
joined or substituted as respondent. The has been 
modified, as suggested by the first individual, to reflect this 
practice. 

As to the suggestion that § 2.113 be further revised to provide 
that a copy of the petition for cancellation will be sent both to the 
registrant and to the registrant’s last attorney of record, it is the 
practice of the Board, in those cases where the respondent’s copy 
of the petition for cancellation is returned to the Board as 
undeliverable, to send a written communication to the petitioner 
asking the petitioner for information concerning — s 
current address. If the petitioner files a response indicating that 

the respondent is no longer in business, notice of the 
is published in the Official Gazette. If the petitioner fails to file a 
response, or files a response indicating that it is unable to furnish 
respondent’s current address, the Board attempts to locate the 
respondent. Typically, the Board will contact a telephone infor- 
mation operator in the city of respondent’s last-known address; 
the respondent’ s last attorney of record, if there is an attorney and 
such attorney’s last appearance of record on the respondent’s 
behalf was within the last five years or so; and/or the Secretary 
of State of the respondent’s state of incorporation. If the Board 
is unable to locate the respondent after reasonable investigation, 
notice of the proceeding is published in the Official Gazette. 

The practice suggested by the firm would be burdensome to 
the Board since the Board would have to make an extra copy of 
the petition to cancel (and any exhibits attached thereto) to send 
to the attorney; this would have to be done for most cancellation 
proceedings, since most respondents have been represented by 
counsel at one time or another, and in those cases where the copy 
of the petition for cancellation mailed to the respondent's attor- 
ney was returned to the Board as undeliverable, the returns 
would be additional receipts to be processed by the Board. 

Under the Board’s present practice, on the other hand, the 
Board acts only in those cancellation ings in which the 
respondent’s copy of the petition for cancellation is returned as 
undeliverable (a minority of cases). 

Preliminary steps have been taken to begin giving notice, by 
publication in the Official Gazente, of the filing of every petition 
for cancellation soon after its filing date, thus eliminating the 
need for a later service by publication in cases where the Board’s 
efforts to serve notice of the proceeding by mail are unsuccess- 
ful 


Accordingly, the modification suggested by the firm has not 
been 

Comment: Section 2. ee which lists methods for service of 
papers by one party upon another in an inter partes proceeding 
before the Board, was was guapeded t be amended to y 
cesehe ius tes savias all aang Vena methods, 
namely, transmission by the “ Mail” service of the 
United States Postal Service and transmission by overnight 
courier. One individual applauded the proposal but commented 
yen peer ww mpeaee  See tene ome a 
delivered a directly to the PTO at its i ion in 
oa eon sara that if the amend- 
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Response: Section 2.119(b) pertains to the service of papers 
en ae not to the filing of papers with the 


og 119(c), which presently provides, in part, 
that whenever a party is required to take some action within a 
pevecribed poriod after the service of a 


po ape ord me "Express Mal-orby overnight courier 
One individual commented that when service is made 
“Express Mail” or overnight courier, the addition of 5 days to 
a7 ope ee eee eae 
This indi that the paragraph be modified to 
suovideferdvandlionat estpenedipeeicemnesstnestanter 
taking action when service is made by “Express Mail” or by 
overnight courier. 

Response: Since papers transmitted by “Express Mail” or by 
overnight courier are not always delivered in one day, it was 
determined that the number of added days for service should be 
the same for service by “Express Mail” or by overnight courier 
as for service by first-class mail. An attorney who does not want 
to give an adverse the advantage of having 5 added days 
after service Mail” or by overnight courier can 
always elect to serve by first-class mail instead. Accordingly, the 
su; modification has not been adopted. 

omment: New § 2.119(d) was proposed to be added to 
require, in essence, that a party to an inter proceeding who 
is not domiciled in the United States and is not represented by an 


“proceeding 
though § 2.24 requires that an applicant not domiciled in the 
United States appoint a domestic representative, there is no rule 
a ee enees arian touted aan eae nae 
involved in an inter partes 
ssesseliieetaalne Geatieaet The proposal to add new § 2.119 
was intended to remedy that oversight and thus to facilitate the 
service of papers on foreign opposers, petitioners and respon- 
dents not domestic counsel. Inasmuch as there is, 
in fact, aneed for the requirement, proposed § 2.1 19(d) 
is adopted herein as a final rule, and the second sentence has been 
corrected by substituting the term “proceeding” for the term 

“application.” 

Saar Sapien 2500, a a eae 
provisions relating to inter partes proceedings 
a et renee 
sentence specifying that 
the Federal Rules of Civil Procedure. One 


advantage over the plaintiff, which cannot take discovery 
copy of the has been served by the Board upon the 
defendant, and is not entitled to receive responses to its inter- 
rogatories, requests for production, and for admission 
SS Se ee ; and that the 
situation would be for the Board to set forth a specific 
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Board opposition and cancellation proceedings learn about the 
existence of the proceeding, and serve discovery requests, be- 
fore the Board serves them with a notice of the filing of the 
proceeding and a copy of the complaint, most do not. Nor does 
the plaintiff, who, after all, is the party which initiated the 
proceeding, and has had time to plan and prepare therefor, suffer 
any real prejudice (as opposed to a possible perceived tactical 
disadvantage) in those cases where the defendant does initiate 
discovery before the plaintiff can do so. Accordingly, the modi- 
fication suggested by the firm has not been adopted. 

Comment: Section 2.120(d) was proposed to be amended to 
include a new paragraph, designated “(1),” limiting the number 
of interrogatories which a party may serve upon party to 
twenty-five, not counting subparts (required to be relevant, and 
reasonable in number), with additional interrogatories being 
allowed by the Board, in its discretion, only upon motion to the 
Board showing extraordinary circumstances, or upon stipulation 
of the parties. 

One individual expressed his belief that the proposed “ex- 
traordinary circumstances” test is too harsh and suggested 
instead that the test be “substantial need in the preparation of the 
moving party’s case.” 

A second individual expressed his belief that the “reasonable 
number of relevant subparts” provision is so subjective that it 
would lead to an increase in discovery disputes and motions. 
This individual suggested that the interrogatory limit be set at 
fifty rather than twenty-five, and that the “reasonable number of 
relevant subparts” provision be replaced with the sentence, “In 
computing the total number of interrogatories, each subdivision 
of separate questions shall be counted as an interrogatory.” 

A third individual commented that limiting interrogatories to 
twenty-five with a reasonable number of subparts would cause 
uncertainty over whether interrogatories, although numbered 
twenty-five or less, actually contain more than twenty-five 
separate questions, leading litigants to make their own count of 
the questions, answer twenty-five, and not answer fully the 
remainder on the ground that supernumerary questions are not 
authorized by the rules. To remedy this problem, the individual 
suggested that if the proposed rule is adopted, it might be 
advisable to add “a provision prescribing that relief for an 
excessive number of interrogatories is a protective order rather 
than an incomplete response to the interrogatories.” The same 
individual also commented that in any event, the rule should not 
be applied to pending cases. 

One firm commented that by stating that the twenty-five 
interrogatories may contain a reasonable number of relevant 
subparts, the whole purpose of the proposed rule (to discourage 
harassment by the use of too many interrogatories) has been 
defeated since the interrogatory limit can easily be avoided by 
using subparts. The firm suggested that the number of interroga- 
tories be limited instead to a stated number, such as 125, includ- 
ing subparts; and that the rule be clarified to provide for extra 
interrogatories in cases where more than one mark is involved. 

Another firm expressed its belief that the number of interroga- 
tories should not be limited; that the proposed rule would make 
practice before the Board more expensive and less convenient; 
that the particular number limit proposed is even below the 
number allowed by some federal courts; that the “ex 
circumstances” test is not practical because of the lack of 
specificity as to what constitutes “extraordinary” circum- 
stances, and because of the delay involved in having to file a 
motion to obtain a ruling on the question; and that a better 
practice would be a provision which allows a party to move for 
a limitation on the number of interrogatories if a problem arises. 
This firm submitted copies of a number of different federal 
district court local rules pertaining to interrogatories. 

Finally, an organization expressed its concern that the pro- 
posed limitation on the number of interrogatories could: (1) lead 
to an increase in motions to the Board in order to permit parties 
to serve valid follow-up interrogatories regarding prior re- 
sponses and documents produced; or (2) result in increased 
reliance on depositions, generally a more costly and intrusive 
form of discovery. The organization recommended that the PTO 
monitor the impact of this amendment carefully and further 
amend the rule to make it less restrictive, if the circumstances 
warrant. 

—— Upon careful consideration of the comments, and 


arguments, submitted with respect to proposed § 
d)(1), it is concluded that the “reasonable number of 
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relevant subparts” provision is so subjective that it would lead to 
a large increase in discovery disputes and motions, and hence be 
burdensome both to the Board and to litigants and their attorneys. 
Moreover, if unlimited subparts were allowed, the purpose of the 
proposed paragraph (to discourage parties from using written 
interrogatories for purposes of harassment) would, as noted by 
the firm, be defeated, since the interrogatory number limit could 
easily be avoided through the use of many subparts; whereas, if 
no subparts were allowed (or if each subpart were counted as an 
interrogatory), the limit in the proposed rule might lead to 
increased use of discovery depositions, a more costly form of 
discovery. The limitation was not intended to deprive 
parties of interrogatories for which they have a legitimate need 
or to make it more expensive for parties to obtain discovery. 
Rather, it was intended to protect litigants from being harassed 
by excessive numbers of interrogatories. Accordingly, the pro- 
posed paragraph has been modified to limit the total number of 
interrogatories which a party may serve upon another party in a 
proceeding to seventy-five, counting subparts, with additional 
interrogatories being allowed by the Board, in its discretion, 
upon motion to the Board showing good cause, or upon stipula- 
tion of the parties. The words “total” and “in a proceeding,” 
which were not included in the pro tule, have been in- 
cluded in the final rule to make it clear that the number limitation 
refers to the total number of interrogatories served during an 
entire proceeding, not just per set of interrogatories. 

The suggestion that the final rule include, in lieu of a specific 
limitation on the number of interrogatories which may be served, 
a provision allowing a party to move for a limitation on the 
number of interrogatories if a problem arises, has not been 
adopted. It is believed that such a provision would result in a 
large number of motions from parties which would not be willing 
to answer interrogatories without first obtaining a ruling from the 
Board as to whether the interrogatories were reasonable in 
number. 

The amended paragraph has not been modified to provide for 
extra interrogatories in cases where more than one mark is 
pleaded by the plaintiff, or where the proceeding involves more 
than one mark registered or sought to be registered by the 
defendant, because in such cases the adverse party may simply 
request that each interrogatory be answered with respect to each 
mark, and the interrogatories will be counted the same as if they 
pertained to only one mark. In the same vein, the final rule does 
not provide for extra interrogatories in cases where there is a 
counterclaim for cancellation of a plaintiff's pleaded registration 
or registrations, because the discovery information needed by a 
defendant in a proceeding before the Board for purposes of 
defending itself against the plaintiff's claim usually encom- 
passes any information which may be needed for a counterclaim. 
Thus, it is believed that in most cases, the mere fact that there may 
be a multiple mark situation, or a counterclaim, will not result in 
a need for interrogatories exceeding in total number the limita- 
tion specified in the final rule. However, in those cases where 
there is, because of a multiple mark or counterclaim situation, a 
legitimate need for interrogatories exceeding the specified limit 
in number, the party who wishes to serve additional interrogato- 
ries will be able to make the requisite showing of good cause in 
support of a motion for leave to do so. 

For purposes of clarity, the final paragraph includes (as did 
several of the federal district court local rules submitted by one 
firm) a requirement that a motion for leave to serve additional 
interrogateries be accompanied by a copy of the interrogatories 
which have already been served by the moving party, if any, and 
by a copy of the interrogatories proposed to be served. Obvi- 
ously, the Board cannot make an informed ruling on such a 
motion without these copies. 

The final paragraph also includes, as suggested by one indi- 
vidual, a provision indicating that relief for an excessive number 
of interrogatories is a protective order rather than an incomplete 
response to the interrogatories. Specifically, the final paragraph 
states that if a party upon which interrogatories have been served 
believes that the number of interrogatories served exceeds the 
limitation specified in the paragraph, and is not willing to waive 
this basis for objection, the party shall, within the time for (and 
instead of) serving answers and objections to the interrogatories, 
file a motion for a protective order, accompanied by a copy of the 

which together are said to exceed the limitation. 

The suggestion that this rule not be applied to pending cases 
has not been adopted. By a final rule notice published in the 
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Federal Register on April 18, 1972 at 37 FR 7605, the rules of 
in 


of Civil Procedure. i- 
cable to all proceedings filed on or after July 1, 1972. The result 
was that for a number of years, some inter partes cases before the 
Board were governed by one set of rules, providing a liberal 
discovery practice, and others were governed by another set of 
rules under which discovery was more restricted. This situation 
caused confusion among litigants and their attorneys and was 
burdensome to the Board. Further, it is desirable that other rule 
amendments herein be made effective in all cases as soon as 
possible, and it would be extremely confusing for all concerned 
if some of the rule amendments were made applicable to all cases 
pending before the Board on or after the effective date of the rule 
amendments, and others were made applicable only to proceed- 
ings which commenced on or after that date. For these reasons, 
it Sane? Gs Sen ae is to make the new 

interrogatory rule applicable to all inter partes proceedings 
pending before the Board on or after the effective date of the rule 
amendments. However, the new rule will apply only to inter- 
rogatories served on or after that date (although i..terrogatories 
served prior to that date will, of course, be counted in determin- 
ing whether interrogatories served after the effective date violate 
the limitation specified in the new rule; that is, a party who has 
served 100 interrogatories prior to the effective date of the new 
rule is not given license by the new rule to serve another 75 after 
the effective date). 

Finally, as suggested by the organization, the PTO will moni- 
tor the impact of this rule amendment carefully and further 
amend the rule to make it less restrictive, if circumstances 
warrant. 

Comment: One individual and one firm commented, wii 
respect to proposed §§ 2.120(g)(2) and 2. 120G)3%) that there 

to be significant errors in the text as published in the 
Federal Register and in the Patent, Trademark & Copyright 
Journal. 

Response: The noted errors were made in printing, when 
several pages of original text were transposed. On April 4, 1989, 
a correction notice pertaining to those errors, among others, was 
printed in the Federal Register at 54 FR 13605. The errors did not 
appear in the text as published in the Official Gazette. 

Comment: Section 2.123(e)(2), which pertains to the exami- 
nation of witnesses during oral deposition, was proposed to be 
amended to include a new sentence stating that exhibits which 
are marked and identified at a deposition will be deemed to have 
been offered into evidence, without any formal offer thereof, 
unless the intention of the parties is clearly to the contrary. The 
purpose of the proposed amendment was to revise existing 
practice, which requires, on the part of the party marking the 
exhibits, either a formal offer or a clear indication in the tran- 
script of an intent to introduce the exhibits. One individual 
commented that the clause “unless the intention of the parties is 
clearly to the contrary” is somewhat inaccurate and ambiguous. 
The individual suggested that the proposed clause be modified to 
read, “unless the intention of the party marking the exhibit is 
clearly expressed to the contrary.” 

Response: The paragraph has been modified as suggested. 

Comment: One individual commented that he applauded the 
proposal to amend § 2.123(g)(1), which relates to the form of 
deposition transcripts, to permit the use of paper with numbered 
lines as an alternative to consecutively ey Ne 


alien 

requirement that the name of the witness be plainly and con- 
spicuously written at the top of each page. The individual 
questioned whether “it is necessary to still require that the name 
of the witness be written at the top of each page provided that the 
testimony of each witness is bound into one or more volumes 
separately from the testimony of any other witness and clearly 
marked on the cover and at the first and last to indicate the name 
of that particular witness.” The individual noted that many of the 
reporters available for use in this type of are retired 
former court reporters who have established independent busi- 
nesses, and nia 
could perform that task automatically during 

eaaanr thnsepenpninetieaiepsticetpameshete 
of each of a deposition transcript is quite helpful to the 
Board. example, sometimes litigants submit, in connection 
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with a motion, copies of several selected pages from one or more 

transcripts. In such cases, the name at the top of the 
Page is sometimes the only means the Board has of determining 
whose testimony is on each page. Moreover, often, while draft- 


repeatedly to a number of open deposition transcripts, 

would be inconvenient for the Board Member to have to keep 
a eee 
witness in each one. Accordingly, the suggestion has not been 


omment: her yp pliner nny pent ay 
to be added to provide that a motion for summary judgment 
should be filed prior to the commencement of the first testimony 


to be the “opening testimony 
counterclaim), the rebuttal testimony period 
In any event, in order to further clarify the 


Judgment as 
untimely filed, but resets the plaintiff's main (i.c., “first”) 
testimony period, the motion may be refiled before the com- 
ey yy me ey See La 


Maur, Inc. v. Bagwells Enterprises, Inc., 

Comment: Section 2.12Ne)(2) was prapessd to be added to 
eee 
rely upon its own responses to discovery requests. The organiza- 
danckandthen boquenesthionmentenas “tuvesesiboonttand 
to discovery abuses and will create conflicting treatment of a 


as it operates in a federal court context.” One individual com- 
mented that the proposed paragraph may mislead some lawyers 
into thinking that the filing, without more, of a party's own 


tothe requirement of ale Seo the Federal Roles of 
Procedure” after the introductory phrase “For purposes of 


only. 
= 
were not enumerated. To the extent that the proposed practice 
would create conflicting treatment of a party's own responses to 
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discovery, depending upon whether a case is resolved upon 
summary judgment or after trial on the merits, it is not believed 
that this is a matter of great concern. Indeed, there is precedent 
for such a conflict in the treatment of evidence. Under present 
practice, there is conflicting treatment of affidavit “testimony,” 
which is not admissible at trial except by agreement of the parties 
[see § 2.123(b)], but is admissible for purposes of a motion for 
summary judgment (subject to the requirements of Rule 56(e) of 
the Federal Rules of Civil Procedure). 

Essentially, the matters raised by the organization and by the 
individual are factors to be considered by the Board in determin- 

ing the probative value of a party’s own discovery responses 

cobenisted for purposes of summary judgment. However, the 

proposed paragraph relates to the admissibility of this type of 

evidence, not to its probative value. The fact that a piece of 

ee eee 
accorded great, or even any, probative value. 

Over the years, many attorneys have argued, in briefs filed in 
connection with summary j motions, that a party’s own 
discovery responses should be admissible for purposes of sum- 
mary judgment. Under the circumstances, the paragraph is being 
adopted as proposed, without any modifications. However, the 
impact of the new rule will be monitored carefully, and the 
paragraph will be modified by future rulemaking, if necessary. 

Comment: Section 2.128(b), which governs the form of briefs 
at final hearing, presently provides, in part, that without leave of 
the Board, no brief shall contain more than fifty pages of 
argument and, in the case of a reply brief, the entire brief shall not 
exceed twenty-five pages. The paragraph was proposed to be 
amended to provide that without prior leave of the Board, “a 
main brief on the case shall not exceed fifty-five pages in length 
in its entirety, including the table of contents, index of cases, 
description of the record, statement of the issues, recitation of 
facts, argument, and summary. and a reply brief shall not exceed 
twenty-five pages in its entirety.” The two firms commented that 
the table of contents and index of cases should not be included 
in the page limitations for main briefs. They stated that these two 
elements do not actually constitute the brief, but clearly facilitate 


the use and reading of the brief, and hence are helpful to both the 
Board and the parties; that incorporation of these parts into the 


page limitation will minimal use of these features; and 
that in most federal courts which have a limitation on the number 
of pages, these two elements are excluded from the limitation. 
Response: The provision of present § 2.128(b), that no (main) 
brief shall contain more than fifty pages of argument, has always 
been deemed by the Board to exclude the table of contents and 
index of cases (as well as any attached exhibits or appendices, 
which are not considered to be part of the brief itself), but to 
include (the term “argument” being construed broadly) the 
description of the record, statement of the issues, recitation of 
facts, arguments based on the law and the facts, and 
summary .Because of confusion on the part of litigants and their 
attorneys as to which parts of the brief are included within the 
length limitation of the present provision, and for purposes of 
clarity, the was to be amended to include all 
parts of the brief itself (again, any exhibits or appendices to the 
brief are not considered to be part of the brief). Since the 
proposed amendment included in the length limitation the two 
elements which had not been included before, namely, the table 
of contents and index of pages, the brief length limitation was 
proposed to be increased from fifty pages to fifty-five pages. It 
is believed that the allowance of an extra five pages is more than 
sufficient to cover the table of contents and index of cases in main 
briefs before the Board, and that a page limitation which is all- 
inclusive is simpler and less confusing than one which is not all- 
inclusive. Therefore, the suggested modification has not been 


Comment: Section 2.142(b)(2) was proposed to be added to 
govern the form of briefs on the case in ex parte appeals before 
the Board. The proposed paragraph provides, in part, that with- 
out prior leave of the Board, a brief shall not exceed twenty-five 
pages in length in its entirety. The organization commented that 
the proposed provision would limit appeal briefs “to a maximum 
of 25 pages, including all appendices and exhibits;” that al- 
though the proposed rule aloows a party to seek prior leave to file 
amore extensive brief, it is likely that the need to seek such leave 
will arise too frequently, with the result being a counter-produc- 
tive rule; and that if a page limit is required, it should either be 
increased or clarified to exclude exhibits and appendices. 
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Response: Exhibits and appendices to a brief are not consid- 
ered by the Board to be part of the brief, and hence are not 
included within the length limitation. However, the inclusion in 
the paragraph of a reference to exhibits and appendices to an 
appeal brief may mislead some litigants and/or their attorneys 
into believing that new evidence may be submitted with an 
appeal brief by way of an exhibit or appendix thereto, when, in 
fact, an applicant may submit new evidence after appeal only 
with the consent of the Examining Attorney or in accordance 
with the provisions of § 2.142(d). Accordingly, the suggested 
modification has not been adopted. 

Comment: Section 2.142(f)(6) was proposed to be added to 
provide, in part, that “if, during an appeal from a refusal of 
registration, it appears to the examiner that an issue not involved 
in the appeal may render the mark of the appellant unregistrable, 
the examiner may request the Board to suspend the appeal and to 
remand the application to the examiner for further examina- 
tion.” The organization commented that the paragraph should 
be modified to specify that the Examining Attorney must file a 
written request and show good cause before an application will 
be remanded for examination; that the situations in which re- 
mand is allowed by the Board should be closely scrutinized; that 
after an applicant has submitted its appeal brief, for example, 
remand should be allowed, if at all, only in the most exceptional 
circumstances; and that when a requested remand is for the 
purpose of curing technical problems previously overlooked, 
the consent of the applicant shall be sought 

Response: The proposed , which codifies present 
practice, has been modified to specify that the Examining Attor- 
ney’s request for remand must be written (as is, in fact, the 
practice). The remainder of the organization’s suggestions, if 
adopted, would make it much more difficult for the Examining 
Attorney to obtain a remand of the application for purposes of 
further examination with respect to an issue not involved in the 
appeal. However, it is in the interest of the public, the applicant, 
and the PTO to avoid the issuance of an invalid registration. 
Accordingly, the remainder of the organization’s suggestions 
have not been 

Comment: Section 2. 145(c)(4) was proposed to be added to 
provide that a party to a proceeding before the Board who 
commences a civil action, pursuant to Section 21(b) of the Act, 
seeking review of a decision of the Board must file written notice 
thereof in the PTO, addressed to the Board, within one month 
after the expiration of the time for appeal or civil action, in order 
to avoid premature termination of the Board proceeding. The 
organization commented that the proposed paragraph requires 
further clarification to define what is meant by the term “prema- 
ture termination;” that depending on the meaning, the result of 
a “premature termination” may be too harsh, e.g., where a party 
may have otherwise perfected an appeal of a Board decision with 
the exception of having timely filed written notice of the pro- 
ceeding with the Board; and that the word “should” should be 
substituted for the word “must” in the paragraph. 

Response: When a decision of the Board has become final, that 
is, when the time for appeal therefrom has expired and no appeal 
has been filed, the PTO takes certain further steps, based on the 
final decision, including those steps necessary to give effect to 
the decision. This process is referred to as the “termination” of 
the proceeding. For example, when a decision of the Board 
dismissing an opposition has become final, the word “Termi- 
nated” is stamped on the file of the opposition proceeding, the 
opposition file is sent to the warehouse where terminated pro- 
ceeding files are stored, and the registration sought by the 
applicant is issued. When a decision of the Board granting a 
petition for cancellation has become final, one of the further 
steps taken as a consequence thereof is the cancellation of the 
respondent’s subject registration. If an “appeal” by way of civil 
action is taken from a decision of the Board, and the PTO is not 
notified, the PTO, believing the Board’s decision to be final, will 
take the further steps which are iate based on the deci- 
sion, i.¢., the PTO will “terminate” the proceeding, not knowing 
that it is doing so prematurely. 

The premature termination of a Board proceeding has no 
effect on the perfection of the “appeal” by way of civil action, 
and is not in the nature of a sanction, but rather occurs because 
the PTO has followed its normal procedures to give effect to a 
decision of the Board. The purpose of the proposed paragraph is 
simply to warn litigants who have filed a civil action seeking 
review of a decision of the Board that they need to give timely 
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notice to the PTO of the filing of the civil action so that the PTO 
will not take steps to give effect to the Board’s decision in the 
mistaken belief that it is final, when in fact it is not. 

However, it is possible that in some cases where a written 
notice of the of acivil action is filed shortly after 
the time specified in the rule, the PTO will not yet have termi- 
nated the proceeding, and therefore the written notice, even 
ee 
nation of the proceeding. For this reason, the has been 
modified as suggested by substituting the word “should” for the 
word “must.” 

Lene ptr eter mea ee 
clarified to define what is meant by the term 
nation” would result in a rule which is unduly lengthy. More. 
over, a detailed explanation of the meaning of the term has been 
given in this final rule notice. 

Comment: Two individuals and one firm submitted sugges- 
Ne ee 


nection with any future amendments to the rules of practice in 
trademark cases. 


Environmental, Energy, and other considerations: 


The rule change will not have a significant impact on the 
quality of the human environment or the conservation of energy 
resources. 

The rule change is in conformity with the requirements of the 

Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). The rule 
change includes no additional or increased fees. Substantive 
rights to use valuable trademarks are not adversely affected. 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. NE ee eee 
effects on competition, employment, in seen es me 
innovation, or on the ability of United naspiuednines 
— with foreign-based enterprises in Gudaeds tenet or monte 


™he | PTO has also determined that this notice has no federal- 
ism implications affecting the relationship between the National 
Government and the states as outlined in Executive Order 12612. 

This rule contains collections of information subject to the 
Paperwork Reduction Act previously approved by OMB under 
ICB Number 0651-0009. Public reporting burden for this collec- 
tion of information is estimated to average 25 minutes per 
response, including the time for reviewing instructions, search- 
Rea Oe a. gathering and the data 
needed, and completing and reviewing the collection of informa- 
tion. Send comments regarding this burden estimate or any other 
aspect of this collection of information, including suggestions 
for reducing the burden, to Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231 and to the Office of Information 
and Regulatory Affairs, Office of Management and Budget, 
Washington, D.C. 20503. 


List of Subject Terms in 37 CFR Part 2: 


Administrative practice and procedures, Courts, Lawyers, 
Trademarks. 


Amendment of Regulations: 

For the reasons set forth in the preamble and pursuant to the 
authority contained in Section 41 of the Trademark Act of July 
5, 1946, as amended, Part 2 of Title 37 of the Code of Federal 
Regulations is amended as set forth below. 


PART 2...RULES OF PRACTICE IN TRADEMARK 
CASES 
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‘ 1. The authority citation for Part 2 continues to read as 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Section 2.42 is revised to read as follows: 


§ 2.42 Concurrent use. 


An application for as a lawful concurrent user 
saath qealigend aghast docuemanenpigedeyaepon’. 
ing sections. The applicant in addition shall state in the applica- 
er agg rtgnaty 

and also shall state, to the extent of the 
porte ac nome Fy the concurrent lawful use of the mark by 
others, setting forth their names and addresses; registrations 
issued to or applications filed by such others, if any; the areas of 
such use; the goods on or in connection with which such use is 
made; the mode of such use; and the periods of such use. 


2. Section 2.68 is revised to read as follows: 
§ 2.68 Express abandonment (withdrawal) of application. 


oie on Sansa ae 
Patent and Trademark written statement of abandon- 
menor withdrawal he apphcaton signed the aplican 
the attorney or other person representing the applicant. Except as 
provided in § 2.135, the fact that an application has been 
expressly abandoned shall not, in any proceeding in the Patent 
and Trademark Office, affect any rights that the applicant may 
have in the mark which is the subject of the abandoned applica- 
tion. 

3. Section 2.91 is amended by revising the section heading to 
read as follows: 


§ 2.91 Declaration of interference. 


es+#+4% 


4. Section 2.92 is revised to read as follows: 
§ 2.92 Preliminary to interference. 


An interference which has been declared by the Commis- 
sioner will not be instituted by the Trademark Trial and Appeal 
Board until the Examiner of Trademarks has determined that the 
marks which are to form the subject matter of the controversy are 
registrable, and all of the marks have been published in the 
Official Gazette for opposition. 


5. Section 2.93 is revised as follows: 
§ 2.93 Institution of interference. 


An interference is instituted by the mailing of a notice of 
interference to the parties. The notice shall be sent to each 
in care of the applicant’s attorney or other representa- 
tive of record, if any, and if one of the parties is a registrant, the 
notice shall be sent to the registrant or the registrant's assi of 
record. The notice shall give the name and address of every 
ee 
ized representative, if any, together with the serial number and 
date of filing and publication of each of the or the 
registration number and date of issuance of each of the registra- 
tions, involved. 


6. Section 2.104 is revised to read as follows: 


§ 2.104 Contents of opposition. 


(a) The opposition must set forth a short and plain statement 
showing why the opposer believes it would be damaged by the 
registration of the opposed mark and state the grounds for 
opposition. A duplicate copy of the opposition, including exhib- 
its, shall be filed with the opposition. 

a eliantncematdetiomeneee 
party may be joined in a consolidated opposition when 
ate, as cho eaguiand Goo auuss bo instatied Ger onch quate joined 
pk mp mee emp ney + ames 
application against which the opposition is filed. 
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7. Section 2.106 is amended by revising paragraphs (b)(1) and 
(c) to read as follows: 


§ 2.106 Answer. 


(b)(1) An answer shall state in short and plain terms the 
applicant’s defenses to each claim asserted and shall.admit or 
deny the averments upon which the opposer relies. If the appli- 
cant is without knowledge or information sufficient to form a 
belief as to the truth of an averment, applicant shall so state and 
this will have the effect of a denial. Denials may take any of the 
forms specified in Rule 8(b) of the Federal Rules of Civil 
Procedure. An answer may contain any defense, including the 
affirmative defenses of unclean hands, laches, estoppel, acquies- 
cence, fraud, mistake, prior judgment, or any other matter con- 
stituting an avoidance or affirmative defense. When pleading 
special matters, the Federal Rules of Civil Procedure shall be 
followed. A reply to an affirmative defense need not be filed. 
When a defense attacks the validity of a registration pleaded in 
the opposition, paragraph (b)(2) of this section shall govern. A 
pleaded registration is a registration identified by number and 
date of issuance in an original notice of opposition or in any 
amendment thereto made under Rule 15, Federal Rules of Civil 
Procedure. 


*ekeke* 


(c) The opposition may be withdrawn without prejudice be- 
fore the answer is filed. After the answer is filed, the opposition 
may not be withdrawn without prejudice except with the written 
consent of the applicant or the applicant’s attorney or other 
authorized representative. 


8. Section 2.112 is amended by revising paragraph (a) to read 
as follows: 


§ 2.112 Contents of petition for cancellation. 


(a) The petition to cancel must set forth a short and plain 
statement showing why the petitioner believes it is or will be 
damaged by the registration, state the grounds for cancellation, 
and indicate, to the best of petitioner’s knowledge, the name and 
address of the current owner of the registration. A duplicate copy 
of the petition, including exhibits, shall be filed with the petition. 


eee 
9. Section 2.113 is revised to read as follows: 
§ 2.113 Notification of cancellation proceeding. 


When a petition for cancellation has been filed in proper form 
(see §§ 2.111 and 2.112), a notification shall be prepared by the 
Trademark Trial and Appeal Board, which shall identify the title 
and number of the proceeding and the registration or registra- 
tions involved and shall designate a time, not less than thirty days 
from the mailing date of the notification, within which an answer 
must be filed. A copy of the notification shall be forwarded to the 
attorney or other authorized representative of the petitioner, if 
any, or to the petitioner. The duplicate copy of the petition for 
cancellation and exhibits shall be forwarded with a copy of the 
notification to the respondent (see § 2.118), who shall be the 
party shown by the records of the Patent and Trademark Office 
to be the current owner of the registration or registrations sought 
to be cancelled, except that the Board, in its discretion, may join 
or substitute as respondent a party who makes a showing of a 
current ownership interest in such registration or registrations. 
When the party identified by the petitioner, pursuant to § 
2.112(a), as the current owner of the registration or registrations 
is not the record owner thereof, acourtesy copy of the petition for 
cancellation shall be forwarded with a copy of the notification to 
the alleged current owner, which may file a motion to be joined 
or substituted as respondent. If the petition is found to be 
defective as to form, the party filing the petition shall be so 
= and allowed a reasonable time for correcting the infor- 

ity. 


10. Section 2.114 is amended by revising paragraphs (b)(1) 
and (c) to read as follows: 
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§ 2.114 Answer. 


ese ee% 


(b)(1) An answer shall state in short and plain terms the 
respondent’s defenses to each claim asserted and shall admit or 
deny the averments upon which the petitioner relies. If the 
respondent is without knowledge or information sufficient to 
form a belief as to the truth of an averment, respondent shall so 
state and this will have the effect of a denial. Denials may take 
any of the forms specified in Rule 8(b) of the Federal Rules of 
Civil Procedure. An answer may contain any defense, including 
the affirmative defenses of unclean hands, laches, estoppel, 
acquiescence, fraud, mistake, prior judgment, or any other mat- 
ter constituting an avoidance or affirmative defense. When 
pleading special matters, the Federal Rules of Civil Procedure 
shall be followed. A reply to an affirmative defense need not be 
filed. When a defense attacks the validity of a registration 
pleaded in the petition, paragraph (b)(2) of this section shall 
govern. A pleaded registration is a registration identified by 
number and date of issuance in an original petition for cancella- 
tion or in any amendment thereto made under Rule 15, Federal 
Rules of Civil Procedure. 


*e*ek£*e* 


(c) The petition for cancellation may be withdrawn without 
prejudice before the answer is filed. After the answer is filed, the 
petition may not be withdrawn without prejudice except with the 
written consent of the registrant or the registrant's attorney or 
other authorized representative. 


11. Section 2.119 is amended by revising the section heading, 
paragraphs (b) and (c), and adding new paragraphs (d) and (e) to 
read as follows: 


§ 2.119 Service and signing of papers. 


*e* ee * 


(b) Service of papers must be on the attorney or other author- 
ized representative of the party if there be such or on the party 
if there is no attorney or other authorized representative, and may 
be made in any of the following ways: (1) By 
delivering a copy of the paper to the person served; 

(2) By leaving a copy at the usual place of business of the person 
served, with someone in the person’s employment; 

(3) When the person served has no usual place of business, by 
leaving a copy at the person’s residence, with a member of the 
person's family over 14 years of age and of discretion; 

(4) Transmission by the “Express Mail Post Office to Ad- 
dressee” service of the United States Postal Service or by first- 
class mail, which may also be certified or registered; 

(5) Transmission by overnight courier. 

Whenever it shall be satisfactorily shown to the Commissioner 
that none of the above modes of obtaining service or serving the 
paper is practicable, service may be by notice published in the 
Official Gazette. 

(c) When service is made by first-class mail, “Express Mail,” 
or overnight courier, the date of mailing or of delivery to the 
overnight courier will be considered the date of service. When- 
ever a party is required to take some action within a prescribed 
period after the service of a paper upon the party by another party 
and the paper is served by first-class mail, “Express Mail,” or 
overnight courier, 5 days shall be added to the prescribed period. 

(d) If a party to an inter partes proceeding is not domiciled in 
the United States and is not represented by an attorney or other 
authorized representative located in the United States, the party 
must designate by written document filed in the Patent and 
Trademark Office the name and address of a person resident in 
the United States on whom may be served notices or process in 
the proceeding. In such cases, official communications of the 
Patent and Trademark Office will be addressed to the domestic 
representative unless the proceeding is being prosecuted by an 
attorney at law or other qualified person duly authorized under 
§ 10.14(c) of this subchapter. The mere designation of a domes- 
tic representative does not authorize the person designated to 
prosecute the proceeding unless qualified under § 10.14(a), or 
qualified under paragraph (b) or (c) of § 10.14 and authorized 
under § 2.17(b). 
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(e) Every paper filed in an inter proceeding, and every 
request for an extension of time to file an opposition, must be 
signed by the party filing it, or by the party’s attorney or other 
authorized representative, but an unsigned paper will not be 
refused consideration if a signed copy is submitted to the Patent 
and Trademark Office within the time limit set in the notification 
of this defect by the Office. 


12. Section 2.120 is amended by revising paragraphs (a), (d), 
(g), (j(3), (C4), GG), and (j)(8) to read as follows: 


§ 2.120 Discovery. 


(a) In general. The provisions of the Federal Rules of Civil 
Procedure relating to discovery shall apply in opposition, can- 
cellation, interference and concurrent use registration proceed- 
ings except as otherwise provided in this section. The Trademark 
Trial and Appeal Board will specify the closing date for the 
taking of discovery. The opening of discovery is governed by the 
Federal Rules of Civil Procedure. 


e*e#e4% 


(d) Interrogatories; request for production. (1) The total 
number of written interrogatories which a party may serve upon 
another party pursuant to Rule 33 of the Federal Rules of Civil 
Procedure, in a proceeding, shall not exceed seventy-five, count- 
ing subparts, except that the Trademark Trial and Appeal Board, 
in its discretion, may allow additional interrogatories upon 
motion therefor showing good cause, or upon stipulation of he the 
parties. A motion for leave to serve additional interrogatories 
must be accompanied by a copy of the interrogatories, if any, 
which have already been served by the moving party, and by a 
copy of the interrogatories proposed to be served. If a party upon 
which interrogatories have been served believes that the number 
of interrogatories served exceeds the limitation specified in this 
paragraph, and is not willing to waive this basis for objection, the 
party shall, within the time for (and instead of) serving answers 
and objections to the interrogatories, file a motion for a protec- 
tive order, accompanied by a copy of the interrogatories which 
together are said to exceed the limitation. 

(2) The production of documents and things under the provi- 
sions of Rule 34 of the Federal Rules of Civil Procedure will be 
made at the place where the documents and things are usually 
kept, or where the parties agree, or where and in the manner 
which the Trademark Trial and Appeal Board, upon motion, 
orders. 


e*ee#e% 


(g) Sanctions. (1) If a party fails to comply with an order of the 
Trademark Trial and Appeal Board relating to discovery, includ- 
ing a protective order, the Board may make any Be er 
order, including any of the orders provided in Rule 3 a of 
the Federal Rules of Civil Procedure, except that the 
not have authority to hold any person Salnenearnaeiia any 
expenses to any party. The Board may impose against a party any 
of the sanctions provided by this subsection in the event that said 
party or any attorney, agent, or designated witness of that party 
fails to comply with a protective order made pursuant to Rule 
26(c) of the Federal Rules of Civil Procedure. 

(2) If a party, or an officer, director, or agent of a 
party, or a person designated under Rule 30(b)(6) or 31(a) of the 
Federal Rules of Civil Procedure to testify on behalf of a party, 
fails to attend the party’s or person’s discovery deposition, after 
being served with proper notice, or fails to provide any response 
to a set of interrogatories or to a set of requests for production of 
documents and things, and such party or the party’s attorney or 
other authorized representative informs the party seeking dis- 
covery that no response will be made thereto, the Board may 
make any appropriate order, as specified in paragraph (g)(1) of 
this section. 

****% 


(j) Use of antes deposition, answer to interrogatory, or 
admission. 
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(3\i) A discovery deposition, an answer to an interrogatory, 
pate career i ene be offered 
is page ee te wr filay tee 
may be made of socosd in the case by filing (Dot ts section 
part thereof with any exhibit to the past that is filed. or a copy of 
the interrogatory and answer thereto with any exhibit made part 
of the answer, or a copy of the request for admission and any 
exhibit thereto and the admission (or a statement that the party 
from which an admission was requested failed to respond 
thereto), together with a notice of reliance. The notice of reliance 
and the material submitted thereunder should be filed during the 
testimony period of the party which files the notice of reliance. 
An objection made at a discovery deposition by a party answer- 
ing a question subject to the objection will be considered at final 


(ii) A which has obtained documents from another party 
under Rule 34 of the Federal Rules of Civil Procedure may not 
make the documents of record by notice of reliance alone, 
to the extent that they are admissible by notice of reliance under 
the provisions of § 2.122(e). 

oe ee ae 
made part of the record by a party, an ra 
introduce under a notice of reliance any other part of the depo- 
sition which should in fairness be considered so as to make not 
misleading what was offered by the submitting party. A notice of 
reliance filed by an adverse Eo eam pan eo ocean 
statement explaining why the adverse party needs to rely 
each additional part listed in the adverse party’s notice, fai 
which the Board, in its discretion, may refuse to consider the 
additional parts. 

(5) An answer to an interrogatory, or an admission to a request 
for admission, may be submitted and made part of the record by 
only the inquiring party that, if fewer than all of the 
answers to interrogatories, or fewer than all of the admissions, 
are offered in evidence by the inquiring party, the responding 
party may introduce under a notice of reliance any other answers 

to interrogatories, or any other admissions, which should in 
fairness be considered so as to make not 


responses i 
party’s notice, failing which the Board, in its discretion, may 
refuse to consider the additional responses. 

see 

(8) Requests for discovery, responses thereto, and materials or 
depositions obtained through the discovery process should not 


qumgoagh Guay to culeranity Ge Soret 


13. Section 2.121 is amended by revising paragraph (a)(1) to 
read as follows: 


§ 2.121 Assignment of times for taking testimony. 


(a)(1) The Trademark Trial and Appeal Board will issue a trial 
order assigning to each party the time for taking testimony. No 
testimony shall be taken except during the times assigned, unless 
by stipulation of the parties approved by the Board, or, upon 
motion, by order of the Board. Testimony periods may be 
rescheduled by stipulation of the parties by the Board, 
or upon motion granted by the Board, or by order of the Board. 
The resetting of the closing date for discovery will result in the 

of the periods without action by any 
party. The resetting of a *s time to respond to an outstanding 
request for discovery will not result in the automatic reschedul- 
ing of the discovery and/or ; such dates will be 
rescheduled only upon stipulation of the parties by the 
Board, or upon motion granted by the Board, or by order of the 
Board. 


e**ee8 


14. Section 2.122 is amended by revising paragraph (e) to read 
as follows: 
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§ 2.122 Matters in evidence. 


eeee% 


(e) Printed publications and official records. Printed publica- 
en 68 ee at ee available to the general 
public in libraries or of general circulation among members of 
the public or that segment of the public which is relevant under 
an issue in a proceeding, and official records, if the publication 
eodilidebeapelin entammegdidenantedpantteen tite, 
may be introduced in evidence by filing a notice of reliance on 
the material being offered. The notice shall specify the printed 
publication (including information sufficient to identify the 
source and the date of the publication) or the official record and 
the pages to be read; indicate generally the relevance of the 
material being offered; and be ied by the official 
record or a copy thereof whose authenticity is established under 
the Federal Rules of Evidence, or by the printed publication or a 
copy of the relevant portion thereof. A copy of an official record 
of the Patent and Trademark Office need not be certified to be 
offered in evidence. The notice of reliance shall be filed during 
the testimony period of the party that files the notice. 


**#e4% 


15. Section 2.123 is amended by revising paragraphs (c), 
(e)(2), and (g)(1) to read as follows: 


§ 2.123 Trial testimony in inter partes cases. 


eee 


(c) Notice of examination of witnesses. Before the depositions 
of witnesses shall be taken by a party, due notice in writing shall 
be given to the opposing party or parties, as provided in § 
2.119(b), of the time when and place where the depositions will 
be taken, of the cause or matter in which they are to be used, and 
the name and address of each witness to be examined; if the name 
of a witness is not known, a general description sufficient to 
identify the witness or the particular class or group to which the 
witness belongs, together with a satisfactory explanation, may 
be given instead. Depositions may be noticed for any reasonable 
time and place in the United States. A deposition may not be 
noticed for a place in a foreign country except as provided in 
paragraph (a)(2) of this section. No party shall take depositions 
in more than one place at the same time, nor so nearly at the same 
time that reasonable ity for travel from one place of 
examination to the other is not available. 


ee e#e*% 


(e) Examination of witnesses. 


**#e4% 


(2) The deposition shall be taken in answer to questions, with 
the questions and answers in their regular order by the 
officer, or by some other (who shall be subject to the 
provisions of Rule 28 of the Federal Rules of Civil Procedure) in 
the presence of the officer except when the officer’s presence is 
ye perp ets “pe plank ore The testimony 
shall be taken stenographically and transcribed, unless the par- 
ties present agree otherwise. In the absence of all opposing 
parties and their attorneys or other authorized representatives, 

itions may be taken in longhand, typewriting, or stenogra- 
phically. Exhibits which are marked and identified at the depo- 
sition will be deemed to have been offered into evidence, without 
any forma! offer thereof, unless the intention of the party mark- 
ing the exhibits is clearly expressed to the contrary. 


**#e4% 


(g) Form of deposition. (1) The pages of each deposition must 
be numbered consecutively, and the name of the witness plainly 
and conspicuously written at the top of each page. The deposi- 
tion may be written on legal-size or letter-size paper, with a wide 
margin on the left-hand side of the page, and with the writing on 
one side only of the sheet. The questions propounded to each 
witness must be consecutively numbered unless paper with 
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numbered lines is used, and each question must be followed by 
its answer. 


**#e#e% 


16. Section 2.125 is amended by revising paragraph (a) to read 
as follows: 


§ 2.125 Filing and service of testimony. 

(a) One copy of the transcript of testimony taken in accor- 
dance with § 2.123, together with copies of documentary exhib- 
its and duplicates or photographs of physical exhibits, shall be 
served on each adverse party within thirty days after completion 
of the taking of that testimony. If the transcript with exhibits is 
not served on each adverse party within thirty days or within an 
extension of time for the purpose, any adverse party which was 
not served may have remedy by way of a motion to the Trade- 
mark Trial and Appeal Board to reset such adverse 
testimony and/or briefing periods, as may be appropriate. If the 
deposing party fails to serve a copy of the transcript with exhibits 
on an adverse party after having been ordered to do so by the 
Board, the Board, in its discretion, may strike the deposition, or 
enter judgment as by default against the deposing party, or take 
any such other action as may be deemed appropriate. 


*e#ee% 


17. Section 2.127 is amended by adding new paragraphs (e) 
and (f) to read as follows: 


§ 2.127 Motions. 


**# ee 


(e)(1) A motion for summary judgment should be filed prior 
to the commencement of the first testimony period, as originally 
set or as reset, and the Trademark Trial and Appeal Board, in its 
discretion, may deny as untimely any motion for summary 
judgment filed thereafter. 

(2) For purposes of summary judgment only, a discovery 
deposition, or an answer to an interrogatory, or a document or 
thing produced in response to a request for production, or an 
admission to a request for admission, will be considered by the 
Trademark Trial and Appeal Board if any party files, with the 
party’s brief on the s judgment motion, the deposition or 
any part thereof with any exhibit to the part that is filed, or acopy 
of the in and answer thereto with any exhibit made 
part of the answer, or a copy of the request for production and the 
documents or things produced in response thereto, or a copy of 
the request for admission and any exhibit thereto and the admis- 
sion (or a statement that the party from which an admission was 

failed to respond thereto). 

(f) The Board does not have authority to hold any person in 
contempt, or to award attorneys’ fees or other expenses to any 
party. 


18. Section 2.128 is amended by revising paragraph (b) to read 
as follows: 


§ 2.128 Briefs at final hearing. 


**+ 4% 


(b) Briefs shall be submitted in typewritten or printed form, 
double spaced, in at least pica or eleven-point type, on letter-size 


paper. Each brief shall contain an al index of cases 
cited therein. Without prior leave of the Trademark Trial and 
Appeal Board, a main brief on the case shall not exceed fifty-five 
pages in length in its entirety, including the table of contents, 
index of cases, description of the record, statement of the issues, 
recitation of facts, argument, and summary; and a reply brief 
shall not exceed twenty-five pages in its entirety. Three legible 
copies, on good quality paper, of each brief shall be filed. 


19. Section 2.129 is amended by revising paragraph (a) to read 
as follows: 


§ 2.129 Oral argument; reconsideration. 
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Pp ch ne nmr pte gmt 

the party shall request such argument by a separate notice filed 
not later than ten days after the due date for the filing of the last 
reply brief in the i eee oe rym bo 
least three Members of the Trademark Trial and Appeal Board 
the time specified in the notice of . If any por se 
at the specified time, that party will be heard. 1f the Board is 
prevented from hearing the case at the specified time, a new 
hearing date will be set. Unless otherwise permitted, oral argu- 
ments in an inter partes case will be limited to thirty minutes for 
each party. A party in the position of plaintiff may reserve part of 
the time allowed for oral argument to present a rebuttal argu- 
ment. 


**+*#4% 


20. Section 2.134 is amended by revising paragraph (a) to read 
as follows: 


§ 2.134 Surrender or voluntary cancellation of registration. 


(a) After the commencement of a cancellation proceeding, if 
the respondent applies for cancellation of the involved registra- 
tion under section 7(d) of the Act of 1946 without the written 
ee 
be entered against the respondent. The written consent of an 
adverse party may be signed by the adverse party or by the 
adverse party’s attorney or other authorized representative. 


**#*+4% 


21. Section 2.135 is revised to read as follows: 
§ 2.135 Abandonment of application or mark. 


After the commencement of an opposition, concurrent use, or 
interference proceeding, if the applicant files a written abandon- 
ment of the application or of the mark without the written consent 
of every adverse party to the ing, j shall be 
entered against the applicant. The written consent of an adverse 
party may be signed by the adverse party or by the adverse 
party’s attorney or other authorized representative. 


22. Section 2.142 is amended by adding (f)(6); and revising 
paragraphs (e) and (e)(1), to read as follows: 


§ 2.142 Time and manner of ex parte appeals. 


*=s**#*% 


(b)(1) The brief of appellant shall be filed within sixty days 

from the date of appeal. If the brief is not filed within the time 
allowed, the appeal may be dismissed. The examiner shall, 
within sixty days after the brief of appellant is sent to the 
examiner, file with the Trademark Trial and Appeal Board a 
written brief answering the brief of appellant and shall mail a 
copy of the brief to the appellant. The appellant may file a reply 
brief within twenty days from the date of mailing of the brief of 
the examiner. 
(2) Briefs shall be submitted in typewritten or printed form, 
double spaced, per ne Nag mer , on letter-size 
paper. Without prior leave of the Trademark Trial and Appeal 
Board, a brief shall not exceed twenty-five pages in length in its 
entirety. 


**+*+4% 


(e)(1) If the appellant desires an oral hearing, a request there- 
for should be made by a cahes thal ate tame 
days after the due date for a reply brief. Oral argument will be 
heard by at least three Members of the Trademark Trial and 
Appeal Board at the time specified in the notice of hearing, which 
may be reset if the Board is prevented from hearing the argument 
at the specified time or, so far as is convenient and proper, to meet 
the wish of the appellant or his attorney or other authorized 
representative, 
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(f)*** 
ype pene somengey em on appears 
to the examiner that an issue not in the appeal may 
render the mark of the appellant unregistrable, the examiner 
may, by written request, ask the Board to suspend the appeal and 
in senieat the aqylicalion to the eguuiney tar Geaine ciate 
tion. If the request is the examiner and 
. After the 


granted, 
panteal an provided Sy 88 25%. 2.62, 2.63 and 2 
additional ground for refusal of 


Board, which shall resume proceedings in the appeal and take 


23. Section 2.145 is amended by adding new paragraph (c)(4) to 
read as follows: 


§ 2.145 Appeal to court and civil action. 


e-**4% 
(c)*** 


03 ee eS See 

which commences a civil action, pursuant to 

scion 21() ofthe Ac seeking review of econ ofthe 

Board should file written notice thereof in the Patent and Trade- 

mark Office, addressed to the Board, within one month after the 

expiration of the time for appeal or civil action, in order to avoid 
premature termination of the Board proceeding. 


+++ 


24. Section 2.186 is revised to read as follows: 
§ 2.186 Action may be taken by assignee of record. 


ew gency = tp ny a cop ae 
tion which may or must be taken by an applicant or registrant 
nay tu than ty he antause cuted iaaiaaneminmmante 
been recorded or that proof of the assignment has been submit- 
ted. 
July 6, 1989 Donald J Quigg 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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(290) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR PARTS 1 AND 2 
[Docket No. 90374-9181] 

[RIN: 0651-AA38) 
Amendments to Patent and Trademark Rules 
es eee ee 

Trademark Rule Amendments 
Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 
Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in trademark cases, and the rules of practice 
in patent cases which are to trademark cases, to 


applicable to 
the provisions of the Trademark Law Revision Act of 
[Title 1 of Pub. L. 100-667, 102 Stat. 3935 (15 U.S.C. 


information Contact. 
Phone a (103) 557-746 or by mal marked to he tention and 
addressed to Box 5, Office of the Assistant Commissioner for 
Trademarks, of Patents and Trademarks, Wash- 
ington, D.C. 20231. 
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Supplementary Information: In a notice of proposed rulemaking 
published in the Federal Register on May 4, 1989, at 54 FR 
19286, the Patent and Trademark Office Official Gazette of May 
16, 1989, at 11020.G. 47-70, and the Bureau of National Affairs’ 
Patent, Trademark, & Copyright Journal, at 38 PTCJ 43-71, 
(May 11, 1989), the Patent and Trademark Office proposed to 
amend Parts 1 and 2 of Title 37 of the Code of Federal Regula- 
tions by amending or revising §§ 1.1, 1.8, 2.6, 2.18, 2.21, 2.24, 
2.31, 2.33, 2.38, 2.39, 2.41, 2.44, 2.45, 2.47, 2.51, 2.52, 2.53, 
2.56, 2.57 2.58, 2.61, 2.64, 2.65, 2.66, 2.69, 2.71, 2.72, 2.73, 
2.75, 2.81, 2.82, 2.83, 2.84, 2.86, 2.87, 2.99, 2.101, 2.111,2.129, 
2.133, 2.161, 2.162, 2.181, 2.185 and 2.187; and adding §§ 2.2, 
2.59, 2.76, 2.77, 2. 88 and 2.89. The notice of proposed rulemak- 
ing was designed primarily to implement certain provisions of 
the Trademark Law Revision Act of 1988 [Title 1 of Pub. L. 100- 
667, 102 Stat. 3935 (15 U.S.C. 1051] (hereinafter “Pub. L 100- 
667”), which was enacted on November 16, 1988, and will 
become effective on November 16, 1989. The text of the law was 
published in the Congressional Record, S. 1883, 100th Cong., 2d 
Sess., 134 Cong. Rec. 149, H1041 1 (daily ed. October 19, 1988), 
and in BNA’s Patent, Trademark & Copyright Journal, at 36 
PTCJ 751 (October 27, 1988). 

Written comments were submitted by one firm, eight indi- 
viduals, and six organizations. Six individuals testified at the oral 
hearing. Four of those individuals testified on behalf of two 
organizations, both of which also submitted written comments. 
Of the two individuals who testified on their own behalf, one also 
submitted written comments. 

The following includes a summary of the “intent-to-use” 
provisions of Pub. L. 100-667, a summary of the other provisions 
of Pub. L. 100-667 which are relevant to PTO practice, a list of 
rules being changed as a result of Pub. L. 100-667, a brief 
discussion of other rules being changed and the reasons for those 
changes, a detailed section-by-section analysis of the final rules, 
and an analysis of all comments received in response to the 
notice of proposed rulemaking. 


Discussion of “intent-to-use” provisions of Pub. L. 100-667: 


Pub. L. 100-667 substantially revises the Trademark Act of 
1946 (“Act”). Previously, the Act permitted the filing of an 
application for Federal registration of a trademark based upon 
use of the mark in commerce in connection with goods or 
services, under Section 1 of the Act; or, ownership of a foreign 
application or registration, under Section 44 of the Act. The new 
law adds a third basis for the filing of an application, namely, a 
bona fide intention to use a mark in commerce in relation to 
specific goods or services. For these “intent-to-use” applica- 
tions, actual use of the mark in commerce will be a prerequisite 
to the ultimate issuance of a registration. 

Section 103, Pub. L. 100-667, 102 Stat. 3935, amends Section 
1 of the Act to permit the filing of an application for Federal 
registration of a trademark based upon either use of the mark in 
commerce or a bona fide intention to use the mark in commerce. 
Use-based applications will be governed by an amended and 
redesignated Section 1(a) of the Act. A new Section 1(b) of the 
Act authorizes the filing of “intent-to-use” applications and sets 
forth the filing requirements of such applications. 

- Section 113, Pub. L. 100-667, 102 Stat. 3940, amends Section 
12 of the Act, concerning examination of applications and 
publication, to provide that if the Trademark Examining Attor- 
ney examines an “intent-to-use” application and finds that the 
applicant would be entitled to registration upon the acceptance 
of a statement of use, the mark will be published in the Official 
Gazette for purposes of opposition. 

Section 114, Pub. L. 100-667, 102 Stat. 3940, amends Section 
13 of the Act, concerning opposition to registration of marks on 
the Principal Register, to add a new Section 13(b) to govern the 
handiing of applications which are not successfuly opposed. 
New Section 13(b) provides that, unless registration is success- 
fully opposed, a notice of allowance will be issued to the 
applicant in an “intent-to-use” application. 

Section 103, Pub. L. 100-667, 102 Stat. 3935, further amends 
Section 1 of the Act by adding a new Section 1), which permits 
an “intent-to-use” applicant, at any time during examination, to 
amend the application to bring it into conformity with the 
requirements for an application based on use; and by adding a 
new Section 1(d) which sets forth the registration requirements 
for an “intent-to-use” application following issuance of a notice 
of allowance. 
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Section 1(d)(1) of the Act requires that, within six months after 
the issuance of the notice of allowance, the applicant must file 
specimens evidencing use of the mark in commerce, the pre- 
scribed fee, and a verified statement which asserts that the mark 
is in use in commerce and contains certain averments related to 
that use. 

Section 1(d)(2) provides that the time for filing the statement 
of use will be extended for a period of six months upon written 
request of the applicant, if the request is filed before expiration 
of the six-month period for filing a statement of use. The request 
must be accompanied by the prescribed fee and a verified 
statement that the applicant has a continued bona fide intention 
to use the mark in commerce, specifying those goods or services 
identified in the notice of allowance for which that intention 
exists. 

Section 1(d)(2) provides that further extensions of time for 
filing a statement of use may be granted by the Commissioner, 
for periods aggregating not more than 24 months, upon a show- 
ing of good cause by the applicant. A written request must be 
filed before the expiration of the last granted extension and 
accompanied by the prescribed fee and by a verified statement 
(of continued bona fide intention to use the mark in commerce) 
as required for the first extension of time. The Commissioner is 
to issue regulations setting forth what constitutes good cause for 
a further extension of time for filing a statement of use. 

Section 1(d)(3) of the Act provides that any applicant who 
files a statement of use will be notified of the acceptance or 
refusal thereof and, if the statement is refused, of the reasons for 
the refusal, and that the statement of use may be amended. 

Section 1(d)(4) of the Act provides that the failure of an 
applicant to timely file a statement of use, as required under 
Section 1(d) of the Act, will result in the abandonment of the 
application. 


Discussion of other provisions of Pub. L. 100-667: 


The new law includes certain other provisions which signifi- 
cantly affect practice in the PTO. Section 104, Pub. L. 100-667, 
102 Stat. 3937, amends Section 2(f) of the Act, pertaining to 
registration of a mark used by the applicant which has become 
distinctive of the applicant’s goods in commerce. The amend- 
ment will permit the Commissioner to accept, as prima facie 
evidence that a mark has become distinctive, proof of substan- 
tially exclusive and continuous use as a mark by the applicant in 
commerce for “five years before the date on which the claim of 
distinctiveness is made.” The Act previously permitted such a 
showing by the applicant to be only for “the five years next 
preceding the date of the filing of the application.” 

Section 109, Pub. L. 100-667, 102 Stat. 3938, adds a new 
Section 7(c) to the Act to provide, inter alia, that contingent on 
the registration of a mark on the Principal Register, the filing of 
an application to register such mark on the Principal Register 
shall constitute constructive use of the mark and confer nation- 
wide priority. 

Section 110, Pub. L. 100-667, 102 Stat. 3939, amends Section 
8(a) of the Act to provide that each certificate of registration shall 
remain in force for ten (rather than twenty) years. Section 110 
further amends Section 8(a) of the Act to require that the affida- 
vit, which must be filed during the sixth year after issuance of a 
registration, set forth “those goods or services recited in the 
registration on or in connection with which the mark is in use in 
commerce and attaching to the affidavit a specimen or facsimile 
showing current use of the mark, ...” instead of the previous 
requirement for a “showing that said mark is in use in commerce 


Section 111, Pub. L. 100-667, 102 Stat. 3939, amends Section 
9(a) of the Act to reduce the term for which a registration may be 
renewed from twenty years to ten years. Similarly, Section 135, 
Pub. L. 100-667, 102 Stat. 3948, amends the Act by adding anew 
section, Section 51, which provides that certificates of registra- 
tion which issue from applications pending in the PTO on 
November 16, 1989, the effective date of the new law, shall 
remain in force for a period of ten years. 

Section 118, Pub. L. 100-667, 102 Stat. 3941, amends Section 
18 of the Act to expand a portion of the description of the actions 
which may be taken by the Trademark Trial and Appeal Board 
(“Board”), in an inter partes ing, from “may refuse to 
register the opposed mark, may cancel or restrict the registration 
of a registered mark, or may refuse to register any or all of several 
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interfering marks,...” to “may refuse to register the opposed 
mark, may cancel the registration, in whole or in part, may 
modify the application or registration by limiting the goods or 
services specified therein, may otherwise restrict or rectify with 
respect to the register the registration of a registered mark, may 
refuse to register any or all of several interfering marks,...” The 
same section of the new law further amends Section 18 of the Act 
to provide, with respect to inter partes proceedings before the 
Board, that no final judgment shall be entered in favor of an 
intent-to-use applicant before the mark is registered, if such 
applicant cannot prevail without establishing constructive use 
pursuant to Section 7(c) of the Act, as amended by Section 109, 
Pub. L. 100-667, 102 Stat. 3938. 

Section 121, Pub. L. 100-667, 102 Stat. 3942, amends Section 
23 of the Act, which governs applications for registration on the 
Supplemental Register, to delete the requirement that the mark 
must have been in lawful use in commerce for the year preceding 
the filing of the application; and to substitute a requirement that 
the mark must be in lawful use in commerce by the owner. 

Section 122, Pub. L. 100-667, 102 Stat. 3943, amends Section 
24 of the Act, which governs petitions to cancel registrations on 
the Supplemental Register, to delete the requirement that such a 
petition be verified, and to add a provision that (in such a 
cancellation proceeding) no final judgment shall be entered in 
favor of an intent-to-use applicant before the mark is registered, 
if such applicant cannot prevail without establishing construc- 
tive use pursuant to Section 7(c) of the Act, as amended. 


Finally, Section 133, Pub. L. 100-667, 102 Stat. 3946, amends 
Section 44 of the Act to require that an application filed pursuant 
to Section 44(d) or 44(e) of the Act include a statement that the 
applicant has a bona fide intention to use the mark in commerce. 
The new law further amends Section 44(e) of the Act to specify 
that use in commerce shall not be required prior to registration in 
the case of an application under that section of the Act. 


Specific rules changed or added: 


The existing rules of practice in Parts 1 and 2 of Title 37 of the 
Code of Federal Regulations which are amended as a result of the 
enactment of Pub. L. 100-667 are §§ 1.1, 1.8, 2.6, 2.21, 2.33, 
2.38, 2.39, 2.41, 2.44, 2.45, 2.47, 2.51, 2.52, 2.53, 2.56, 2.57, 
2.61, 2.64, 2.65, 2.69, 2.71, 2.72, 2.73, 2.75, 2.81, 2.82, 2.84, 
2.86, 2.87, 2.99, 2.101, 2.111, 2.129, 2.133, 2.161, and 2.162. In 
addition, new §§ 2.2, 2.59, 2.76, 2.77, 2.88, and 2.89 are added. 
The amendments made to existing rules, and the provisions of 
the new rules which are added, are described in detail hereafter. 

Other changes are made in the rules of practice in trademark 
cases as a result of the decision of the Board in Crocker National 
Bank v. Canadian Imperial Bank of Commerce, 223 USPQ 909 
(TTAB 1984) (“Crocker”). Prior to Crocker, an applicant 
applying under Section 44 of the Act was allowed, under present 
§ 2.39, Coubenulseléediedinsenstelivenaiiae 
tion based on use, namely, the allegation that the mark sought to 
be registered was in use in commerce, and the statements of the 
applicant’s date of first use of the mark, and first use of the mark 
in commerce, on or in connection with the specified goods or 
services. Nevertheless, it was the ice of the PTO to require 
such an applicant to allege use of the mark (somewhere in the 
world) and to submit specimens of the mark as used on or in 
connection with the specified goods or services. The Board held 
in Crocker, however, that an applicant filing in accordance with 
Section 44 need not allege use or submit specimens. The practice 
of the PTO was thereafter modified to bring it into accordance 
with the Board’s decision. The rules of practice which are 
amended to codify the present are § 2.21, 2.33, 2.39, 
2.41, 2.44, 2.45, 2.47, 2.51, 2.56, and 2.72. anime 
those rules are also amended to i 


codify, clarify, sndlor revise 
applications. Cot et ey F 
regarding with foreign 
cross-reference. 


applicants. 241 

Section 2.31 is amended to to indicate that it is preferable that an 
application 

by 11 inches) rather than legal-size, paper. Section 2.52(e) is 
amended to simplify the drawing color linings for the colors 
orange and yellow or gold. Sections 2.56 and 2.57 are amended 
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to reduce the number of specimens or facsimiles required to be 
filed, in those instances where specimens are necessary, from 
five to three, and to indicate that or facsimiles may not 
encoed cloves inches tn lenggh. (tan apectaness the 
Se a ee 
submit j 


practice, pamely. the provision tha a ote 

practicable, to the cedicaee todas ieteaendialtae 

publication or issuance of the earliest-filed mark (or, if the 
applications have the same effective filing date, of 

the publication or issuance of the icati i i 

date of execution). Finally, § 2.1 

conditions under which a certificate of registration will be issued 

in the name of an applicant's assignee, or in an applicant's new 

name. 


Discussion of Specific Sections Changed or Added: 


In this discussion, “Patent and Trademark Office” is abbrevi- 
ated as “PTO,” “Trademark Trial and Appeal Board” is abbre- 
viated as “Board,” the Trademark Act of 1946 is abbreviated as 
“the Act,” and all references to sections of the Act are as 
amended by Pub. L. 100-667, unless otherwise stated. 

Section 1.1, which specifies the address to be used on commu- 
nications intended for the PTO, and also provides special box 
designations which may be used on certain types of communica- 
tions to the PTO, is amended to add new paragraph (h) which 
establishes a new separate box for statements of use 
under Section 1(d) of the Act and requests for extensions of time 
to file such statements. The new paragraph encourages, but does 
not require, applicants to use the designation “Box ITU” when 
submitting the identified papers. Use of the box will 
permit prompt and efficient processing of the i papers. 
Seen ee te he ee 
Section 1(c) of the Act as papers which should be identified by 
eS eo ae as a result of a 
change in planned internal workflow, that proposal is with- 
drawn. Amendments to allege use under Section 1(c) of the Act 
should not be identified with the “Box ITU” designation. 

Section 1.8, ne 
ered filed in the on the date the papers are certified as 
mailed, subject to ied conditions, is amended to add new 
paragraphs (a)(2)(xiv) (a(2)(xvi) to exclude the follow- 


U.S.C. 1051(d)), requests for extensions of time to file such 
statements, amendments 


and to allege use under new § 2.76 (15 
U.S.C. ae a are excluded due to the 
nature and significance of SogupenendGetagenanseetGat 
prompt receipt in the PTO. Before a registration can be issued in 
an application under Section 1(b) of the Act, either an amend- 
ment to allege use or a statement of use must be filed and 


Section 2.2 is added to establish a definitions section for Part 
2 of 37 CFR. 

Section 2.2(a) is added to state that all references to “the Act” 
pertain to the Trademark Act of 1946, as amended. 

Section 2.2(b) is added to state that all references, for example 
in §§ 2.101 and 2.111, to “entity” include both natural and 


juristic persons. 

Section 2.6, which governs trademark fees, is amended to add 
paragraphs (u) and (v) to establish two new fees for the filing of 
papers required or permitted under Section 1(c) or 1(d) of the 
Act. Section 2.6(a) establishes the fee for filing an 
per class, and it is applicable to all new applications 
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PTO, regardless of the basis asserted for filing. Section 2.6(u) is 
added to establish a filing fee of $100.00 for an amendment to 
allege use under new § 2.76 (15 U.S.C. 105i(c)) or for a 
statement of use under new § 2.88 (15 U.S.C. 1051(d)). Section 
2.6(v) is added to establish a filing fee of $100.00 for any 
request, under new § 2.89 (15 U.S.C. 1051(d)), for a six-month 
extension of time to file a statement of use. 

The PTO is amending § 2.6 to establish new fees required 
under provisions of Pub. L. 100-667. A fee is required under 
Section 1(b)(2) of the Act for the filing of an application under 
Section 1(b) of the Act (“intent-to-use”). A fee is required under 
Section 1(d)(1) of the Act for the filing of a statement of use in 
an application under Section 1(b) of the Act; and a fee is required 
under Section 1(d)(2) of the Act for the filing of a request for an 
extension of time to file a statement of use. A fee is being 
established for an amendment to allege use, which is filed under 
Section 1(c) of the Act, to bring an application under Section 1(b) 
of the Act into conformity with the requirements of Section 1(a) 
of the Act (“use in commerce”). These actions are consistent 
with Section 103(a) of Pub. L. 100-703 which governs the way 
fees established under Section 31 of the Act may be adjusted. 

Section 103(a) of Pub. L. 100-703 provides that the Commis- 
sioner cannot establish additional fees under Section 31 of the 
Act during fiscal years 1989, 1990 and 1991. However, Pub. L. 
100-667 requires that the fees for filing an application under 
Section 1(b) of the Act, a statement of use, and a request for an 
extension of time to file a statement of use be established. 
Further, Congressman Kastenmeier has stated that “the Com- 
missioner is not precluded from charging a new fee for a new 
service or material or from charging a different fee where a 
significant and material improvement in service or material, 
such as in promptness or quality is offered. Under any circum- 
stances, augmented fees ought to be clearly justified and re- 
ported to the Congress.” Congressional Record, S. 1883, 100th 
Cong., 2d Sess., 134 Cong. Rec. 149, H9677 (daily ed. October 
5, 1988). Amendments to allege use filed under Section 1(c) of 
the Act create a new examination practice that was not contem- 
plated when the fees were established for activities performed 
under the Act and this fee is clearly not an increase in an existing 
fee. 

On February 15, 1989, a final rule was published in the 
Federal Register at 54 FR 6893 to adjust patent and trademark 
fees. Effective April 17, 1989, three trademark fees were re- 
duced: the fee for filing an application for trademark registration 
was reduced from $200 to $175 per class, and two fees for 
recording trademark assignments or other papers relating to a 
registered mark or application for registration were reduced 
from $100 to $8. 

In establishing the new fees related to Pub. L. 100-667, the 
PTO followed the fee methodology which was described in the 
February 15, 1989, Federal Register notice (54 FR 6893), and is 
summarized as follows: 

Cost Calculations: The PTO calculated unit costs for the new 
fees based on OMB Circular A-25, “User Fees,” and OMB 
Circular A-130, “Management of Federal Information Re- 
sources.” Costs were determined from the best available records 
(for example, the FY 1987 end-of-year financial statements for 
the Office) and included direct and indirect costs to the PTO for 
carrying out the activity, as directed by OMB Circular A-25. To 
estimate costs for the three-year period from November 1989 to 
October 1992, the 1987 actual costs were adjusted by the 
Administration’s inflation projection (Budget of the United 
States Government, Fiscal Year 1990, Part 3, “The Economy 
and the Budget”). This methodology was utilized in conjunction 
with an analysis of the worksteps and procedures that will be 
involved in the processing of a new application to register a mark 
under Section 1(b) of the Act. The PTO has determined that the 
processing and examination of an application under Section 1(b) 
of the Act from the filing date through issuance of a notice of 
allowance is expected to cost the same as the ing and 
examination of an application under Section 1(a) of the Act from 
the filing date through issuance of the certificate of registration. 
Therefore, the fee for applications filed under Section 1(a) or 
1(b) is the same. 

Workload Projections: The PTO has estimated that there will 
be a one-time, twenty-five percent (25%) increase in trademark 
applications filed in FY 1990, bringing the estimated trademark 
application filings for FY 1990 to approximately 100,000. In FY 
1991, the PTO estimates that approximately 86,700 trademark 
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applications will be filed and that, thereafter, trademark applica- 
tion filing increases will drop to normal levels (approximately 
six percent (6%) over the previous year) for the remainder of the 
fee cycle. The PTO estimates that sixty percent (60%) of the total 
applications filed in FY 1990 and subsequent years in this fee 
cycle will be filed under Section 1(b) of the Act. 

The PTO estimates that, beginning in FY 1991, the first 
requests for extensions of time to file a statement of use will be 
filed; and that these requests will be filed in approximately ten 
percent (10%) of the Section 1(b) applications filed in the prior 
year. In FY 1992, the filing of requests for extensions of time to 
file a statement of use will increase to sixteen percent (16%) of 
the new Section 1(b) applications filed in the previous year and 
remain at that level during the remainder of the fee cycle. 

The PTO estimates that approximately twenty-five percent 
(25%) of all applications filed under Section 1(b) of the Act will 
be abandoned before the filing of either an amendment to allege 
use, under Section 1(c) of the Act, or a statement of use, under 
Section 1(d) of the Act. 

The PTO estimates that twenty-five percent (25%) of all 
applications filed under Section 1(b) of the Act will be amended 
to conform to the provisions of Section 1(a) of the Act (by the 
filing of an amendment to allege use under new § 2.76) during 
the first examination of the application, before approval of the 
mark for publication for opposition; and that this filing will 
increase first examination processing by a factor of forty percent 
(40%). 

The PTO estimates that a statement of use under new § 2.88 
will be filed in fifty percent (50%) of all applications filed under 
Section 1(b) of the Act; and that the second examination required 
under Section 1(d)(1) of the Act will require additional process- 
ing time equal to forty percent of the processing time required for 
the first examination. 

Fee Adjustment Methodology: Based on the fee methodol- 
ogy described in the February 15, 1989, Federal Register notice 
(54 FR 6893), the projected revenue from these fees, when 
coupled with the fees generated by all other trademark fees, does 
not exceed the costs associated with the filing and processing of 
an application for the registration of a trademark or other mark 
and for all other services performed by, and materials furnished 
by, the PTO related to trademarks and other marks. 

The PTO has detailed cost calculation worksheets for each fee 
item, which are available for public inspection in Suite 904 of 
Building 2, Crystal Park at 2121 Crystal Drive, Arlington, Vir- 
ginia. 

Section 2.18, which specifies to whom correspondence will be 
sent by the PTO, is revised to add a new sentence to the section 
to clarify PTO policy regarding correspondence with foreign 
applicants. The new sentence provides that PTO correspondence 
will be sent to the domestic representative of a foreign applicant 
unless the application is being prosecuted by an attorney at law 
or other qualified person duly authorized, in which event corre- 
spondence will be sent to the attorney at law or other qualified 
person duly authorized. The section, as amended, conforms to 
present § 2.24. 

Section 2.21(a), which governs the requirements for receiving 
an application filing date, is amended by revising paragraphs 
(a)(5) and (a)(6) and adding new paragraphs (a)(5)(i), (a)(5)(ii), 
(a)(5\iii) and (a)(S)(iv) to revise the minimum filing require- 
ments for applications under Section 1(a) or 44 of the Act, and to 
add minimum filing requirements for applications under Section 
1(b) of the Act. A requirement that an application be verified by 
the applicant in order to receive a filing date is added for all types 
of applications. The minimum filing requirements for an appli- 
cation under Section 44 are revised to comply with the Crocker 
decision and to implement the provisions of Pub. L. 100-667. 

Section 2.21(a)(5), which presently specifies the filing date 
requirement of at least one specimen or facsimile of the mark as 
actually used, is revised to delete that requirement from the 

and to indicate that the four new added 
thereunder all relate to the assertion of a basis for filing. 

Section 2.21(a)(5)(i) is added to specify all filing requirements 
which pertain only to the assertion of a basis for filing an 
application under Section 1(a) of the Act, namely, the statement 
of a date of first use in commerce and at least one specimen or 
facsimile of the mark as actually used. 

Section 2.21(a)(S){ii) is added to specify all filing require- 
ments which pertain only to the assertion of a basis for filing an 
application under Section 44(e) of the Act, namely, a claim of a 
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bona fide intention to use the mark in commerce and a certifica- 
tion or a certified copy of the foreign registration on which the 
application is based. In accordance with Crocker, the new 
paragraph contains no requirement for a statement of use of the 
mark anywhere or for the filing of a specimen or facsimile of the 
mark as used. 

Section 2.21(a)(5)(iii) is added to specify all filing require- 
ments which pertain only to the assertion of a basis for filing an 
application pursuant to Section 44(d) of the Act, namely, aclaim 
of a bona fide intention to use the mark in commerce and a claim 
of the benefit of a prior foreign application. In accordance with 
Crocker, the new paragraph contains no requirement for a 
statement of use of the mark anywhere or for the filing of a 
specimen or facsimile of the mark as used. 

Section 2.21(a)(5)(iv) is added to specify all filing require- 
ments which pertain only to an assertion of a basis for filing an 
application under Section 1(b) of the Act, namely, a claim of a 
bona fide intention to use the mark in commerce. 

Section 2.21(a)(6), which presently includes certain of the 
filing requirements incorporated in new paragraphs (a)(5)(i), 
(a)(5)(ii), and (a)(5)(iii), is revised to require that an application 
include a verification in accordance with § 2.33(b), a by the 
applicant, as a condition for receiving a filing date. The 
requirement is in accordance with Sections | and 44 of the Act. 

Section 2.24, which relates to the designation of a representa- 
tive by a foreign applicant, is revised to clarify language con- 
cerning official communications from the PTO to indicate that 
such communications will be addressed to the domestic repre- 
sentative unless the application is being prosecuted by an attor- 
ney at law or other qualified person duly authorized, in which 
event the communication will be sent to the attorney at law or 
other qualified person duly authorized. Additionally, the section 
is revised to correct cross-references. Cross-references to § 
10.14 of the subchapter, which now governs qualifications of 
individuals to practice before the PTO in trademark and other 
non-patent cases, are substituted for the cross-references to § 
2.12, which has been removed. 

Section 2.31, which presently states that it is preferable that an 
application be on legal or lettersize paper, is revised to state that 
it is preferable that an application be on lettersize (i.e., 8 1/2 
inches by | | inches) paper. This amendment conforms generally 
to the standards of Federal court practice. 

Section 2.33, which specifies the complete requirements for a 
written application, is amended by changing the section title 
from “Requirements for application.” to “Requirements for 
written application.,” revising certain existing paragraphs, — 
— and revising certain other existing paragraphs, and 

adding three new paragraphs to, inter alia, incorporate in this 
section the requirements for an application under Section 44 of 
the Act, and add the requirements for an application under 
Section 1(b) of the Act. The application requirements for an 
application under Section 44 of the Act are in accordance with 
the Crocker decision. 

Section 2.33(a)(1)(ii), which requires a statement of appli- 
cant’s citizenship, is revised to clarify the language of the section 
and to codify the requirement that an applicant which is a 
partnership must specify in the application the state or nation 
under the laws of which the partnership is organized. 

Section 2.33(a)(1)(iv), which presently requires a statement 
that applicant has adopted and is using the mark shown in the 
accompanying drawing, is revised to limit this requirement to an 
application under Section 1(a) of the Act; and to add, for an 
application under Section 1(b) or 44 of the Act, a requirement for 
a statement that applicant has a bona fide intention to use the 
mark shown in the accompanying drawing in commerce. 

Section 2.33(a)(1)(v), which presently requires an identifica- 
tion of the particular goods on or in connection with which the 
mark is used, is revised to include a reference to services, as well 
as goods; to limit the requirement to an application under Section 
1(a) of the Act; and to add, for an application under Section 1(b) 
or 44 of the Act, the requirement for an identification of the 
particular goods or services on or in connection with which the 
ewer tere tees | intention to use the mark. The para- 
graph is amended to incorporate the ision, tly 
included in § 2.39, that the goods or foe epee mpd 
application under Section 44 may not exceed the scope of the 
goods or services covered by the foreign application or registra- 


tion. 
Section 2.33(a)(1)(vi), which presently requires a statement of 
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the class of merchandise according to the official classification, 
if known to the is revised to substitute the words 
or services” for the word “merchandise.” 

Section 2.33(a)(1)(vii), which presently requires a statement 
of the date of applicant's first use of the mark as a trademark on 
or in connection with goods specified in the application, is 
revised to include references to a service mark, as well as a 
trademark, and to services, as well as goods; to limit the require- 
ns tp en egeenies a eee eee ae 
for such an application the requirement, presently stated in 
paragraph (a)(1)(viii) of the section, for a statement of appli- 
cant’s date of first use of the mark in commerce on or in 
connection with the goods or services listed in the application, 

ifying the nature of such commerce. 

Section 2.33(a)(1)(viii), which presently requires a statement 
of the date of applicant's first use in commerce of the mark as a 


TE 
in § 2.39(a), concerning submission, with an application under 
Section 44(e) of the Act, of a certificate of the trademark office 
of the applicant’s country of origin and, if the certificate is not in 
the English language, of a translation thereof. 

Section 2.33(a){ 1 (ix), which presently requires a statement of 
the mode, manner or method of applying, or otherwise 
using the mark on or in connection with the specified, is 
redesignated as (a)(1)(x); revised to indicate that this require- 
ment pertains only to an application under Section 1(a) of the 
Act; SN ee 
under Section 1(b) of the Act, for a statement of the intended 
mode, manner or method of applying, affixing or otherwise 
using the mark on or in connection with the goods or services 
specified. 

A new Section 2.33(a)(1)(ix) is added to require, for an 
application claiming the benefit of a foreign application in 
accordance with Section 44(d) of the Act, that the application 
comply with the requirements of § 2.39. 

Section 2.33(a)(2), which presently provides that if more than 
one item of goods is specified in the application, the dates of use 
required in present paragraphs (a)( 1 )(vii) and (viii) of the section 
need be for only one of the items specified, provided the particu- 
lar item to which the dates apply is designated, is revised to refer 
to services as well as goods and to delete the cross-reference to 
pang Xiinm, the present substance of which is incorpo- 

(a1 (vii). 

rm Section? 3(b), which presently states the requirement that an 
include certain averments concerning ownership of 
the mark, use of the mark in commerce, and the truth of the 
statements contained in the application, is redesignated as (b)(1);, 
peer ma agin Yo ae many ee pertains 
pay Ae yee mtg ee 
to clarify the language of the paragraph and to make such 

language gender neutral. 

Section. 33(b)(2) is added to specify, for an application under 
Section 1(b) or 44 of the Act, a requirement that the application 
include certain averments concerning of the mark, the 
truth of the statements contained in the application, and appli- 
cant’s bona fide intention to use the mark in commerce on or in 
connection with the specified goods or services. 

Section 2.33(c), which concerns the applicability of this sec- 
tion to an application for the registration of a mark for goods or 
services falling within multiple classes, is revised to correct a 
cross-reference which presently is correct but would be incorrect 
when the amendments to §§ 2.86 and 2.87 become effective. 
Specifically, § 2.33(c) is revised to refer to § 2.86 rather than § 
2.87. 


Section 2. 33(d) is added to state that an applicant may not file 
under both Sections 1(a) and 1(b) of the Act in a single applica- 
tion, nor may an applicant in an n under Section I(a) of 
the Act amend that to seek under Section 
1(b) of the Act. An application which is under both Sections 
1(a) and 1(b) of the Act will not be accorded a filing date and will 

be returned to the The provision that an applicant 
eye ee ee et ak 

to seek under Section 1(b) is 
es aps Oe leaeege af Seaton 1(b) of the Act which 
requires that an under the section include, upon 
filing, a verified statement of a bona fide intention to use the mark 
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in commerce; however, an application filed under Section 1 (a) of 
the Act does not include such a statement and cannot be based on 
a bona fide intention to use a mark. There is no prohibition 


against amending the basis for an application from Section 1(b) 
to Section 1(a) of the Act because Section 1(a) requires that an 
application assert use in commerce prior to the filing date of the 
application. This is a factual assertion that is verifiable at any 
time. 

Section 2.38 is revised to change a cross-reference which 
presently is correct but would be incorrect when the amendments 
to § 2.33 become effective. Specifically, § 2.38 is revised to refer 
to § 2.33(a)(1)(vii) rather than § 2.33(a)(1)(vii) and (viii). 

Section 2.39, which presently contains provisions concerning 
the omission of an allegation of use in commerce and statements 
of dates of first use in applications filed under Section 44 of the 
Act, as well as provisions specifying certain requirements for 
such applications, is amended by changing the section title from 
“Omission of allegation of use in commerce by foreign appli- 
cants.” to “Priority claim based on foreign application.,” and 
revising paragraphs (a) and (b). The purpose of the amendments 
is to delete the omission provisions and the provisions specifying 
requirements for applications under Section 44(e) of the Act 
which are subsumed by $ 2.33 as amended; and to add certain 
provisions concerning applications claiming the benefit of a 
— foreign application in accordance with Section 44(d) of the 


te the notice of proposed rulemaking, present paragraphs (a) 
and (b) of § 2.39 were proposed to be revised and a new 
paragraph (c) was proposed to be added. As the result of a written 
comment concerning proposed paragrar* (a) (see “Response to 
Comments on the Rules”), paragraph (a) is withdrawn, and 
proposed paragraphs (b) and (c) are redesignated (a) and (b), 

ively. 

Section 2.39(a), which presently contains provisions concern- 
ing the omission of an allegation of use in commerce and 
statements of dates of first use by applicants filing under Section 
44(e) of the Act, as well as provisions specifying requirements 
® for such applications, is revised to delete those provisions, which 
are subsumed by § 2.33 as amended; to add requirements, 
presently specified in paragraph (b) of the section, for filing an 
application in accordance with Section 44(d) of the Act. 

Section 2.39(b), which presently contains provisions con- 
cerning the omission of an allegation of use in commerce and of 
statements of dates of first use by applicants filing under Section 
44(d) of the Act, and a statement of certain other requirements for 
an application in accordance with Section 44(d) of the Act, is 
revised to delete the omission provisions, which are subsumed 
by § 2.33 as amended. The paragraph is further revised to 
provide that before an application filed in accordance with 
Section 44(d) of the Act can be approved for publication, a basis 
for registration under Section 1(a), 1(b) or 44(e) of the Act must 
be established. 

Section 2.41(a), which relates to proof of distinctiveness of a 
mark, pursuant to Section 2(f) of the Act, is revised to indicate 
that allegations and evidence of acquired distinctiveness must be 
based upon use of the mark on or in connection with goods or 
services “in commerce.” 

Section 2.41(b) is revised in the same manner as § 2.41(a) 
above, and is revised further to implement Section 104 of Pub. L. 
100-667. Section 2(f) of the Act presently requires an applicant 
relying upon an allegation of five years of substantially exclu- 
sive and continuous use of a mark in commerce in support of a 
claim of distinctiveness to assert that such use was made during 
the five years next preceding the filing date of the application. 
Section 104 of Pub. L. 100-667 amends Section 2(f) of the Act 
to permit an applicant to rely upon such use made for the five 
years before the date on which the claim of distinctiveness is 

Section 2. 44, which presently requires that an application to 
register a collective mark include certain statements 
the class of persons entitled to use the mark, their relationship to 
the applicant, and the nature of applicant's control over the 
of the mark, is amended to redesignate the present paragraph 
(a); revise redesignated paragraph (a) to indicate Phonan ae pei 
only to applications under Section 1(a) of the Act; and 

(b) which requires, for collective mark applications 
under Section 1(b) or 44 of the jac hateialinieans include 
Certain statements the class of persons entitled to use 
the mark, their relationship to the applicant, and the nature of 
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applicant’s control over the use of the mark. 

Section 2.45, which presently requires that an application to 
register a certification mark include certain statements concern- 
ing the use of the mark, applicant’s control thereover, and that 
applicant is not engaged in the production or marketing of the 
goods or services to which the mark is applied, is amended to 
redesignate the present paragraph as (a); revise redesignated 
paragraph (a) to indicate that it pertains only to applications 
under Section 1(a) of the Act; and add a new paragraph (b) which 
requires, for certification mark applications under Section 1(b) 
or 44 of the Act, that the application include certain statements 
concerning the intended use of the mark, applicant’s intended 
control thereover, and that applicant will not engage in the 
production or marketing of the goods or services to which the 
mark is applied. 

Section 2.47, which governs applications to register on the 
Supplemental Register, is amended to redesignate the present 
paragraph as (a); revise redesignated paragraph (a); and add new 
paragraphs (b), (c) and (d) to implement certain provisions of 
Pub. L. 100-667. 

Section 2.47(a), as redesignated, is revised to implement 
Section 23 of the Act by eliminating provisions pertaining to the 
requiement for one year of use of the mark for an application for 
registration on the Supplemental Register. 

Section 2.47(b) is added to provide, in accordance with the 
Crocker decision, that in an application to register on the Supple- 
mental Register under Section 44 of the Act, the statement of 
lawful use in commerce may be omitted. 

Section 2.47(c) is added to provide that a mark in an applica- 
tion to register on the Principal Register under Section 1(b) of the 
Act is eligible for registration on the Supplemental Register only 
after an acceptable allegation of use under Section 1(c) or (d) of 
the Act has been timely filed. Section 23 of the Act requires 
lawful use in commerce as a prerequisite for an application for 
registration on the Supplemental Register. This requirement bars 
an application under Section 1(b) of the Act from the Supple- 
mental Register until an acceptable allegation of use has been 
submitted. 

Section 2.47(d) is added to provide that an application for 
registration on the Supplemental Register must conform to the 
requirements for registration on the Principal Register under 
Section 1(a) of the Act so far as applicable. 

Section 2.51, which specifies certain general requirements for 
drawings, is amended by redesignating present paragraph (a) as 
(a)(1), revising paragraph (a)(1), adding new paragraphs (a)(2) 
and (a)(3), redesignating present paragraph (b) as (b)(1), revis- 
ing paragraph (b)(1), adding new paragraphs (b)(2) and (b)(3), 
revising paragraph (c), redesignating and republishing present 
paragraph (d) as (e), and adding a new paragraph (d) to codify 
existing practice and to specify certain drawing requirements for 
applications under Sections 1(b) of the Act and applications 
under Section 44 of the Act. 

Section 2.51(a), which presently requires that the drawing of 
a trademark be a substantially exact representation of the mark 
as used on or in connection with the goods, is redesignated as 
(a)(1) and revised to indicate that it pertains only to applications 
under Section 1(a) of the Act. 

Section 2.51(a)(2) is added to provide that, in an application 
under Section 1(b) of the Act, the drawing of a trademark shall 
be a substantially exact representation of the mark as intended to 
be used on or in connection with the goods specified in the 
application and, that once an amendment to allege use under new 
§ 2.76, or a statement of use under new § 2.88 has been filed, the 
drawing of the trademark shall be a substantially exact represen- 
tation of the mark as used. 

Section 2.51(a)(3) is added to provide that, in an application 
under Section 44 of the Act, the drawing of the trademark shall 
be a substantially exact representation of the mark as it appears 
in the drawing in the registration certificate of a mark duly 
registered in the country of origin of the applicant. 

Section 2.51(b), which presently specifies, for service marks, 
requirements similar to those specified in paragraph (a) for 
trademarks, is amended by redesignating the present paragraph 
as (b)(1) and oe paragraphs (b)(2) and (b)(3) to parallel, for 
service marks, the provisions of new paragraphs (a)(1), (a)(2) 
and (a)(3). 

Section 2.51(c), which presently provides that, when appro- 
priate and necessary, the drawing in an application for registra- 
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package or configuration of goods, is revised to delete that 
provision, which is outdated, and to add a provision codifying 
the practice that the drawing of a service mark may be dispensed 
with in the case of a mark not capable of representation by a 
drawing, but in any such case the application must contain an 
adequate description. 

Section 2.51(d) is redesignated as (e) and a new paragraph (d) 
is added to provide that broken lines should be used in the 
drawing of a mark to show placement of the mark on the goods, 
or on the packaging, or to show matter not claimed as part of the 
mark, or both, as appropriate, and to provide further that, in an 
application to register a mark with three-dimensional features, 
the drawing shall depict the mark in perspective in a single 
rendition. These proposed provisions codify existing practice. 

Section 2.52(a), which pertains to the character of drawings, 
is revised to correct a cross-reference which presently is correct 
but would be incorrect when the amendments made herein to § 
2.51 become effective. Specifically, § 2.52(a) is amended to 
refer to (e), rather than (d), of § 2.51. 

Section 2.52(d), which pertains to drawing headings and 
which presently includes, inter alia, a requirement that the 
heading of a drawing (except for a drawing in an application 
under Section 44 of the Act) not exceed one-fourth of the sheet 
and specify dates of use, is revised to indicate that the heading 
should not exceed one-third of the sheet and that the dates of use 
requirement pertains only to an application under 1(a) of the Act; 
to add a requirement that the heading of a drawing in an applica- 
tion filed in accordance with Section 44(d) of the Act specify the 
priority filing date of the relevant foreign application; and to add 
a provision that, if a drawing is in special form, the heading of the 
drawing should include a description of the essential elements of 
the mark. 

Section 2.52(e), which pertains to drawing linings for color, is 
revised to simplify the conventional color linings for orange and 
yellow or gold. 

Section 2.53 is revised to change a cross-reference which 
presently is correct but would be incorrect when the amendments 
made herein to § 2.51 become effective. Specifically, § 2.53 is 
amended to refer to paragraph (e), rather than (d), of 
§ 2.51. 

Section 2.56, which concerns specimens for trademarks, is 
revised to indicate that the requirement for the filing of speci- 
mens pertains only to an appication under Section 1(a) of the Act, 
an amendment to allege use under new § 2.76, and a statement of 
use under new § 2.88; remove the redundant word “actually,” 
in accordance with Section 1(a)(1)(C) of the Act; add a provi- 
sion, in accordance with Section 45 of the Act, that if placement 
of the mark on labels, tags, containers or displays associated with 
the goods is impracticabie, then specimens may be documents 
associated with the goods or their sale; and reduce the maximum 
size limit for specimens (the proposed maximum size limit 
parallels the preferable size of paper for a trademark application 
as specified in amended § 2.31). When specimens exceeding the 
size limitations are submitted, the applicant will be required to 
submit proper substitute specimens. The paragraph is revised 
further to reduce the number of specimens required from five to 
three. The present requirement for five specimens was adopted 
to permit members of the public to obtain specimens directly 
from the application file. Advances in copying technology have 
rendered the requirement for five specimens unnecessary be- 
caus > members of the public may now obtain quality photocop- 
ies of the specimens in the file, making removal of specimens 
unnecessary in most cases. The requirement for three specimens 
will provide one specimen for the file and make two specimens 
available for removal by third parties. 

Section 2.57, which pertains to facsimiles in the case of a 
trademark, is amended to revise paragraph (a) to reduce the 
number of facsimiles required from five to three, and to reduce 
the maximum size limit for specimens (the maximum size limit 
parallels the preferable size of paper for a trademark application 
as specified in amended § 2.31); and to revise paragraph (b) by 
removing the redundant word “actually.” in accordance with 
Section 1(a)(1)(C) of the Act. When facsimiles exceeding the 
size limitations are submitted, the applicant will be required to 
submit proper substitute specimens. 

Section 2.58, which concerns the filing of audio cassetie tape 
recordings as specimens for service marks not used in written or 
printed form, was proposed to be amended to reduce the number 
of audio tapes required from three to two. As a result of com- 
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Section 2.59, entitled “Filing substitute specimens,” is added 
to specify the requirements related to the filing of substitute 

for applications under Section | (a) or 1(b) of the Act. 

new section codifies exi practice with respect to appli- 
cations under Section 1(a) of the Act and sets forth the require- 
eee 

Section 2.59(a) is added to provide that, in an 
based upon use in commerce, the applicant may submit substi- 
tute specimens of the mark as used on or in connection with the 
goods, or in the sale or advertising of the services, provided that 
any substitute specimens are properly verified as to their use in 
commerce at least as early as the filing date of the application; 
and that the verification requirement shall not apply if the 
specimens are duplicates or facsimiles, such as photographs, of 
specimens already of record in the application. 

The new provision is in accordance with Section 1(a) of the 
Act, which requires use in commerce, evidenced by specimens, 
as a prerequisite to the filing of an application thereunder. 

Section 2.59(b) is added to provide that, after filing either an 
amendment to allege use under new § 2.76 or a statement of use 
under new § 2.88, in an application under Section 1(b) of the Act, 
the applicant may submit substitute specimens of the mark as 
used on or in connection with the goods, or in the sale or 
advertising of the services, provided that the use in commerce of 
any substitute specimens submitted is supported by applicant's 
affidavit or declaration in accordance with 
§ 2.20; and to provide further that, in the case of a statement of 
use under new $ 2.88, the applicant must verify that the 
substitute specimens were in use in commerce prior to the filing 
of the statement of use or prior to the expiration of the time 
allowed to applicant for filing a statement of use. Since use in 
commerce is not required before filing an application under 
Section 1(b) of the Act, there is no requirement that a substitute 

have been in use at the time of the filing of the 
application. Furthermore, because an applicant may file a 
statemnt of use at any time during the six-month period follow- 
ing the notice of allowance, or at any time during any extension 
of time for filing a statement of use, a substitute specimen need 
not be in use any earlier than the expiration of the relevant period. 

Section 2.61, which concerns the examination of an applica- 
tion, is amended to provide also for the examination of amend- 
ments to allege use under Section 1(c) of the Act and statements 
of use under Section 1(d) of the Act. 

Section 2.61 (a) is revised to indicate that not only applications 
for registration, but also amendments to allege use under Section 
1(c) of the Act and statements of use under Section 1(d) of the Act 
will be examined. 

Section 2.61(c) is revised to clarify the language. 

Section 2.64, which relates to final action by the Trademark 
Examining Attorney and the applicant's permissible responses 
thereto, is amended by adding new paragraphs (c)( 1), (c2), and 
(cX3) examination of an amendment to allege use 
under new § 2.76, filed during the six-month response period 
after issuance of a final action. 

Section 2.64(c)( 1) is added to provide that if an amendment to 
allege use under new § 2.76 is filed during the six-month 
response period after issuance of a final action, the Trademark 
Examining Attorney shall examine the amendment, but that the 
filing of such an amendment will not extend the time for filing an 
appeal or petitioning the Commissioner. 

Section 2.64(c)\(2) is added to provide that if the amendment 
to allege use under new § 2.76 is acceptable in all respects, the 
applicant will be notified of its acceptance. 

Section 2.64(c)(3) is added to provide that if a new refusal or 
requirement is as a result of the examination of the 
amendment to allege use under new § 2.76, the final action will 
be withdrawn and all unresolved refusals or requirements will be 
Stated in a new non-final action. 

Section 2.65(c) is added to provide that if an applicant in an 
application under Section 1(b) of the Act fails to timely file a 
Statement of use under new § 2.88, the application shall be 
deemed to be abandoned. The new paragraph is in conformity 
with Section 1(d)(4) of the Act. 

Section 2.66, which governs the revival of abandoned appli- 
cations, is amended by redesignating the present paragraph as 
(a), and revising redesignated paragraph (a), which presently 
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provides for the filing of a petition to revive an application 
abandoned for failure to respond, to pertain also to an application 
abandoned for failure to timely file a statement of use under new 
§ 2.88, in an application under Section 1(b) of the Act. Section 
2.66 is further amended by transferring the last sentence of 


paragraph (a), which states the requirements for a petition to 
revive for failure to respond, to new paragraph (b), and by adding 
new paragraphs (c) and (d). 

Section 2.66(c) is added to state the requirements for a petition 
to revive an application abandoned for failure to timely file a 
statement of use under new § 2.88, in an application under 
Section 1(b) of the Act. The requirements parallel those stated in 
present § 2.66 and new paragraph (b). 

Section 2.66(d) is added to provide that a petition to revive 
must be filed promptly, but that no petition to revive will be 
granted in an application under Section 1(b) of the Act if granting 
the petition would permit the filing of a statement of use more 
than 36 months after the issuance of a notice of allowance under 
Section 13(b)(2) of the Act. The 36-month limit for the filing of 
a statement of use is in accordance with the provisions of Section 

1(d) of the Act. Usually a petition to revive will be considered 
filed promptly if it is filed within two months of the date the 
application was abandoned for failure to respond. 

Section 2.69, which pertains to inquiry by a Trademark Exam- 
ining Attorney as to the applicant’s compliance with other laws, 
is revised to delete the words “before allowance.” The word 
“allowance,” as presently used in the section, signifies approval 
of a mark for publication. The purpose of the deletion is to 
prevent confusion between this word and the new “notice of 
allowance” provided in Section 13(b)(2) of the Act. 

Section 2.71, which concerns amendments to correct infor- 
malities in applications, is amended by changing the section title 
from “Amendments to application.” to “Amendments to cor- 
rect informalities.”; revising paragraphs (a), (b), and (c); and 
adding new paragraphs (d)(1), (d)(2), and (d)(3) to govern 
amendments to the dates of use. 

Section 2.71(a), which presently provides for the amendment 
of applications to correct informalities and for other reasons, and 
also contains a provision concerning amendments to dates of 
use, is revised by deleting the provision concerning dates of use, 
which is transferred to a new paragraph designated as (d)(1). 

Section 2.71(b), which presently provides that additions to the 
identification of goods or services will not be permitted unless 
certain specified conditions are met, is revised to provide that the 
identification of goods or services may be amended to clarify or 
limit the identification, but that additions thereto will not be 
permitted. The purposes of the requirement for the identification 
of goods or services.are to give noticeto third partis of the scope 
of the rights claimed by the applicant and to permit an accurate 
search for conflicting marks. Addition of goods or services to the 
identification, after the filing of an application; would frustrate 
these purposes. Moreover, Section 7(c) of the Act provides that, 
contingent on the registration of a mark on the Principal Register, 
the filing of the application to register such mark shall constitute 
constructive use of such mark on or in connection with the goods 
or services specified in the registration. 

Section 2.71(c), which presently provides, in essence, that a 
defect in the verification or declaration may be corrected only by 
filing a substitute or supplemental verification or declaration, is 
revised to clarify the language. The paragraph is further revised 
to provide that a verification or declaration required under §§ 
2.21(a)(6), 2.76(e)(3) or 2.88(e)(3), to be properly signed, must 
be signed by the applicant, a member of the applicant firm, or an 
officer of the applicant corporation or association; that a verifi- 
cation or declaration which is signed by a person having color of 
authority to sign is acceptable for the purpose of determining the 
timely filing of the paper; but that a properly signed substitute 
verification or declaration must be submitted before the applica- 
tion will be approved for publication or registration, as the case 
may be. Persons having color of authority to sign are those who 
have first-hand knowledge of the truth of the statements in the 
verification or declaration and who also have actual or implied 
authority to act on behalf of the applicant. In the case of a 
corporate applicant, a person having color of authority might 
include, within the contemplation of the amended section, 
managers or similar persons who are in positions of authority, 
although not actually officers, if they have first-hand knowledge 
of the truth of the statements in the application and actual or 
implied authority to act on behalf of the applicant. However, an 
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applicant’s attorney ordinarily will not be considered a person 
having color of authority to sign. 

Section 2.71(d)(1) is added to provide that no amendment to 
the dates of use will -be permitted unless the amendment is 
supported by applicant’s affidavit or declaration in accordance 
with § 2.20 and by such showing as may be required. This 
provision, which is the second sentence of present § 2.71(a), is 
transferred to new paagraph (d)(1) to be grouped with two other 
new paragraphs, designated (d)(2) and (d)(3), relating to amend- 
ments to the dates of use. 

Section 2.71(d)(2) is added to codify the practice that, in an 
application under Section 1(a) of the Act, no amendment to 
specify a date of use which is subsequent to the filing date of the 
application will be permitted. The new provision is in accor- 
dance with Section 1(a) of the Act, which requires use in 
commerce as a prerequisite to the filing of an application there- 
under. 

Section 2.71(d)(3) is added to provide that after the filing of a 
statement of use under new § 2.88, in an application under 
Section 1(b) of the Act, no amendment will be permitted to the 
statement of use to recite dates of use which are subsequent to the 
expiration of the time allowed to applicant for filing a statement 
of use. The reason for this limitation is that Section 1(d) of the Act 
requires use of the mark in commerce, in an application under 
Section 1(b) of the Act, within a specified period of time and 
imposes certain absolute limitations on extensions of that period. 
Any use later than the time permitted would not comply with the 
requirements of Section 1(d) of the Act. 

Section 2.72, which governs amendments to the description or 
drawing of a mark, is amended by redesignating the present 
paragraph as (b), revising redesignated paragraph (b), and add- 
ing new paragraphs (a), (c), and (d). 

Section 2.72(a) is added to provide that amendments may not 
be made to the description or drawing of the mark if the character 
of the mark is materially altered, and that the Trademark Exam- 
ining Attorney will determine whether a proposed amendment 
materially alters the character of the mark by comparing the 
proposed amendment with the description or drawing of the 
mark as originally filed. Concerning material alteration of a mark 
see Torres v. Cantine Torresella S.r.1., 808 F.2d 46, 1 USPQ 2d 
1483 Fed. Cir. 1986); In re Holland American Wafer Co., 737 
F.2d 1015, 222 USPQ 273 (Fed. Cir. 1984); United Rum Mer- 
chants, Ltd. v. Distillers Corp(S.A.) Ltd., 9 USPQ 2d 1481 
(TTAB 1988); Visa International Service Assn. v. Life-Code 
Systems, Inc., 220 USPQ 740 (TTAB 1983). The first of these 
two provisions is the last sentence of present § 2.72. The second 
provision is added to codify present practice, the purpose of 
which is to prevent an applicant from repeatedly amending the 
mark sought to be registered until it bears little resemblance to 
the mark as originally filed. 

Section 2.72(b), as redesignated, is revised to transfer the last 
sentence, which specifies the general rule concerning amend- 
ments to marks, to new paragraph 2.72(a). The remainder of the 
paragraph, which presently provides that amendments to the 
description or drawing of the mark may be permitted only if 
warranted by the specimens (or facsimiles) as originally filed, or 
supported by additional specimens (or facsimiles) verified as to 
their use prior to the filing date of the application, is further 
revised to indicate that the provisions of the pertain 
only to applications under Section 1(a) of the Act. The amend- 
ment is in accordance with Section 1(a) of the Act, which 
requires use in commerce as a prerequisite to the filing of an 
application thereunder. 

Section 2.72(c) is added to provide that, in applications under 
Section 1(b) of the Act, amendments to the description or 
drawing of the mark, which are filed after submission of an 
amendment to allege use under new § 2.76 or a statement of use 
under new § 2.88, may be permitted only if warranted by the 
specimens (or facsimiles) filed, or supported by additional speci- 
mens (or facsimiles) and a supplemental affidavit or declaration 
in accordance with § 2.20 alleging that the mark shown in the 
amended drawing is in use in commerce; and that in the case of 
a statement of use under new § 2.88, applicant must verify that 
the mark shown in the amended drawing was in use in commerce 
prior to the filing of the statement of use or prior to the expiration 
of the time allowed to applicant for filing a statement of use. The 
reason for the latter requirement, in the case of a statement of use, 
is that Section 1(d) of the Act requires use of the mark in 
commerce, in an application under Section 1(b) of the Act, 
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within a specified period of time and imposes certain absolute 
limitations on extensions of that period. Any use later than the 
time permitted would not comply with the requirements of 
Section 1(d) of the Act. 

Section 2.72(d) is added to codify the practice that in applica- 
tions under Section 44 of the Act, amendments to the description 
or drawing of the mark may be permitted only if warranted by the 
description or drawing of the mark in the foreign registration 
certificate. 

Section 2.73, which governs amendments to recite concurrent 
use, is amended by redesignating the present paragraph as (a), 
revising redesignated paragraph (a), and adding new paragraph 
(b). 

Section 2.73(a), as redesignated, which presently provides 
that an application may be amended so as to be treated as an 
application for a concurrent registration, provided the applica- 
tion as amended satisfies the requirements of § 2.42, is revised to 
indicate that this provision pertains only to an application under 
Section 1(a) of the Act. The Trademark Examining Attorney will 
determine whether the application, as amended, is acceptable. 

Section 2.73(b) is added to provide that an application under 
Section 1(b) of the Act may not be amended so as to be treated 
as an application for a concurrent registration until an acceptable 
amendment to allege use under new § 2.76 or statement of use 
under new § 2.88 has been filed in the application, after which 
time such an amendment may be made, provided the application 
as amended satisfies the requirements of § 2.42. To provide 
otherwise would be to permit an application for concurrent 
registration based on an intent to use concurrently, which would 
be in conflict with the well-established legal principle that an 
applicant for concurrent registration must have adopted and used 
the mark in good faith without knowledge of the prior right of 
another in the same or similar mark for the same or similar goods 
or services. The Trademark Examining Attorney will determine 
whether the application, as amended, is acceptable. 

Section 2.75, which governs amendments to change register, 
is amended to redesignate the present paragraph as (a), revise 
redesignated paragraph (a), and add new paragraph (b). 

Section 2.75(a), as redesignated, which presently provides for 
amendments to change applications from one register to another 
and also contains provisions relating to the effect of such an 
amendment on the filing date of an application, is revised to 
indicate that the ins only to applications under 
Section 1(a) or 44 of the Act; and to delete the provisions 
concerning the effect on the filing date. Prior to the enactment of 
Pub. L. 100-667, Section 23 of the Act required that the mark in 
an application for registration on the Supplemental Register 
have been in use for one year prior to the filing of the application, 
whereas there is no such requirement for an application to 
register on the Principal Register. However, Section 23, as 
amended, does not require use of a mark for one year prior to 
application on the Supplemental Register. Thus, under the Act, 
as amended, an amendment to change registers has no effect on 
the filing date of an application under Section 1(a) or 44 of the 
Act. 

Section 2.75(b) is added to provide that an application under 
Section 1(b) of the Act may be amended to change the applica- 
tion to a different register only after submission of an acceptable 
amendment to allege use under new § 2.76 or statement of use 
under new § 2.88, and that when such an application is changed 
from the Principal Register to the Supplemental Register, the 
effective filing date of the application is the date of the filing of 
the allegation of use under Section 1(c) or 1(d) of the Act. 
amendment is in accordance with Section 23 of the Act, both in 
its prior and amended forms, which requires use in commerce as 
a prerequisite to filing an application thereunder. 

Section 2.76, entitled “Amendment to allege use.,” is added 
to govern amendments to allege use under Section 1(c) of the Act 
in an application under Section 1(b) of the Act. 

Section 2.76(a) is added to specify the time when such an 
amendment may be filed, namely, at any time between the filing 
of the application and the date the Trademark Examining Attor- 
ney approves the mark for publication or the date of expiration 
of the six-month response period after issuance of a final action, 
and to specify further that, thereafter, an allegation of use may be 
submitted only as a statement of use under new § 2.88 after the 
issuance of a notice of allowance under Section 13(b)(2) of the 
Act. If an amendment to allege use is filed outside the time period 
specified, it will be returned to the applicant. The paragraph is in 
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accordance with Section 1(c) of the Act, which provides that an 
amendment to allege use may be filed at any time 
examination of an The examination of an 
tion extends from the ing ofdegplienionte@edunetemh: 
is approved for publication or the expiration of the six-month 
a he hae ee Nt ee 
ewes for publication is the date the is entered into 
(Trademark Reporting and Monitoring) System. The 
date of approval for publication is immediately available to the 
public through TRAM. 

Section 2.76(b) is added to specify the elements of a complete 
amendment to allege use, namely, three specimens or facsimiles, 
conforming to the requirements of §§ 2.56, 2.57 and 2.58, of the 
mark as used in commerce; the fee prescribed in 
§ 2.6; and a verified statement by the applicant containing certain 
averments concerning applicant’s ip of the mark and 
use of the mark in commerce, specifying the date of the appli- 
cant’s first use of the mark and first use of the mark in commerce, 
the type of commerce, those goods or services specified in the 
application on or in connection with which the mark is in use in 
commerce and the mode or manner in which the mark is used on 
or in connection with such goods or services. 

Section 2.76(c) is added to provide that an amendment to 
allege use may only be filed when the applicant has made use of 
the mark in commerce on or in connection with all of the goods 
or services, as specified in the application, for which applicant 
will seek registration in that application, unless the amendment 
is accompanied by a request, in accordance with amended § 2.87, 
to divide out from the application the goods or services to which 
the amendment pertains; and that if more than one item of goods 
or services is specified in the amendment to allege use, the dates 
of use required in paragraph (b)( 1) of the section need be for only 
one of the items specified in each class, provided the particular 
item to which the dates apply is designated. The first provision 
in the paragraph prevents piecemeal prosecution of an applica- 
tion. The second provision in the paragraph is in conformity with 
both present and amended § 2.33(a)(2). 

Section 2.76(d) is added to provide that the title “Amendment 
to allege use under § 2.76.” should appear at the top of the first 
page of the paper. 

Section 2.76(e) is added to specify minimum requirements for 
an amendment to allege use, namely, that the amendment be filed 
within the time period specified in (a) of the section, 
and include the fee prescribed in § 2.6, at least one specimen or 
facsimile of the mark as used in commerce, and a verification or 
Ao ee hen a ne per eT TY 
in commerce. The in principle to § 2.21, 
which sets forth minimum requirements for the filing of an 


application 
Section 2.76(f) is added to provide that a timely filed amend- 
ment to allege use which meets the minimum 


requirements 
specified in (e) of this section will be examined in 
accordance with §§ 2.61 through 2.69. If, as a result of the 
examination of the amendment to allege use, applicant is found 
not entitled to registration for any reason not previously stated, 
applicant will be notified and advised of the reasons and of any 
formal requirements or refusals. The notification shall incorpo- 
rate all unresolved refusals or requirements previously stated. 
The amendment to allege use may be amended in accordance 
with §§ 2.59 and 2.71 through 2.75. If the amendment to allege 
use is acceptable in all respects, the applicant will be notified of 
its acceptance. The filing of such an amendment shall not 
constitute a response to any outstanding action by the Trademark 
Attomey. 

Section 2.76(g) is added to provide that if the amendment to 
allege use is filed within the permitted time period but does not 
mae Go mitten seein GENS Cees Ce 
this section, applicant will be notified of the deficiency. The 
deficiency may be corrected provided the mark has not been 
approved for publication or the six-month response period after 
issuance of a final action has not expired. If an acceptable 
amendment to correct the deficiency is not filed prior to approval 
of the mark for publication or prior to the expiration of the six- 
month response after issuance of a final action, the 
amendment will not be examined. 

Section 2.76(h) is added to provide that an amendment to 
allege use may be withdrawn for any reason prior to approval of 
a mark for publication or expiration of the six-month response 
period after issuance of a final action. 
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Section 2.77, entitled “Amendments between notice of allow- 
ance and statement of use.”, is added to provide that an applica- 
tion under Section 1(b) of the Act may not be amended during the 

iod between the issue date of the notice of allowance under 

13(b)(2) of the Act and the filing of a statement of use 

under new § 2.88, except to delete specified goods or services. 

Other amendments filed during this period will be placed in the 

application file and considered when the statement of use is 
examined. 


The heading entitled “PUBLICATION AND ALLOW- 
ANCE,” for §§ 2.80 through 2.84, is changed to “PUBLICA- 
TION AND POST PUBLICATION.” The amended heading 
more accurately reflects the scope of the sections which follow. 
The word “allowance,” as presently used in the heading, signi- 
fies approval of a mark for registration. The purpose of the 
deletion is to prevent confusion between the word “allowance” 
and the new “notice of allowance” provided in Section 13(b)(2) 
of the Act. 

Section 2.81 is amended by changing the section title from 
“Allowance of application.” to “Post publication.”; redesig- 
nating the present paragraph as (a); revising redesignated para- 
graph (a), which presently concerns the preparation of an appli- 
cation for registration after publication, to indicate that it does 
not apply to applications under Section 1(b) of the Act for which 
no amendment to allege use under new § 2.76 has been submit- 
ted and accepted; and adding new paragraph (b) concerning the 
post-publication processing of applications under Section 1(b) 
of the Act for which no amendment to allege use under new § 
2.76 has been submitted and accepted. The word “allowance,” 
as presently used in the section title, signifies approval of a mark 
for registration. The purpose of the title change is to prevent 
confusion between this word and the new “notice of allowance” 
provided in Section 13(b)(2) of the Act. 

Section 2.8 1(b) is added to provide that, in a application under 
Section 1(b) of the Act, for which no amendment to allege use 
under new § 2.76 has been submitted and accepted, if no 
opposition is filed within the time permitted or all oppositions 
filed are dismissed, and if no interference is declared, a notice of 
allowance will issue stating the serial number of the application, 
the name of the applicant, the correspondence address, the mark, 
the identification of goods or services, and the issue date of the 
notice of allowance; that the mailing date that appears on the 
notice of allowance will be the issue date of the notice of 
allowance; and that thereafter, the applicant shall submit a 
statement of use under new § 2.88. The paragraph is in accor- 
dance with the provisions of Section 13(b)(2) of the Act. 

Section 2.82, which concerns the processing of an application 
for registration on the Supplemental Register after the examiner 
has approved the application for issuance, is revised to clarify the 
language of the section. 

Section 2.83, which concerns the processing of conflicting 
marks, is amended by revising paragraph (a) to delete a provision 
stating “a notice will be sent, if practicable, to the applicants 
involved informing them of the publication or issuance of the 
earliest filed mark,” and by revising paragraph (b) to delete a 
provision stating “a notice will be sent, if practicable, to the 
applicants involved informing them of the publication or issu- 
ance of the application with the earliest date of execution.” 
These provisions are deleted because they do not conform to 
present practice 

Section 2. 84, which concerns jurisdiction over published 
applications, is amended by deleting the words “or allowed” 
from the section title, which presently reads “Jurisdiction over 
published or allowed applications.”; and revising paragraphs (a) 
and(b) to clarify the provisions and to add provisions concerning 
jurisdiction over applications under Section 1(b) of the Act 
which have been published. The words “allowed” and “allow- 
ance,” as presently used in the section title and in paragraphs (a) 
and (b), signify approval of a mark for registration. The purpose 
of the amendments deleting these words is to prevent confusion 
between the words “allowed” and “allowance” and the new 
“notice of allowance” provided in Section 13(b)(2) of the Act. 

Section 2.86, which presently concerns applications with a 
plurality of goods or services in a single class, is 
amended by changing the section title from “Plurality of goods 
or services comprised in single class may be covered by single 
application.” to “Application may include multiple goods or 
services comprised in single class or multiple classes.”; redesig- 
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nating the present paragraph as (a); and adding new paragraphs 
(b) and (c). 

Section 2.86(a), as redesignated, which presently provides 
that an application may recite a plurality of goods or services 
comprised in a single class provided the particular identification 
of goods or services is stated and the mark has actually been used 
in connection with all of the goods or services specified, is 
revised to clarify the language of the paragraph and to add, as an 
alternative to the requirement of use, a requirement that the 
applicant have a bona fide intention to use the mark on or in 
connection with all the goods or services specified. 

Section 2.86(b) is added to incorporate in § 2.86 the provisions 
of the present § 2.87, which governs the filing of an application 
to register a mark for goods and/or services which fall within a 
plurality of classes; clarify the language of those provisions; and 
add certain requirements relating to multiple class applications 
under section 1(b) of the Act. 

Section 2.86(c) is added to prohibit applicants from alleging 
use as to certain goods or services and a bona fide intention to use 
as to other goods or services in the same application, regardless 
of the number of classes contained therein. 

Section 2.87, which presently governs the filing of an applica- 
tion to register a mark for goods and/or services which fall within 
a plurality of classes, is amended by changing the section title 
from “Combined applications.” to “Dividing an application.”; 
redesignating the present paragraph as (a); revising redesignated 
paragraph (a); and adding new paragraphs (b) and (c), to govern 
the division of applications. 

Section 2.87(a), as redesignated, is revised by deleting the 
existing paragraph, which is incorporated in revised form in new 
paragraph (b) of amended § 2.86, and adding the new provisions 
that an application may be physically divided into two or more 
separate applications upon submission by the applicant of a 
request therefor; that in the case of a request to divide out some, 
but not all, of the goods or services in a class, a fee for each new 
separate application to be created by the division must be 
submitted; and that any outstanding time period for action by the 
applicant in the original application at the time of the division 
will be applicable to each new separate application created by the 
division. 

Section 2.87(b) is added to provide that an application may be 
divided at any time between the filing of the application and the 
date the Trademark Examining Attorney approves the mark for 
publication or the date of expiration of the six-month response 
period after issuance of a final action; or during an opposition, 
upon motion granted by the Board. The paragraph provides 
further that an application under Section 1(b) of the Act also may 
be divided upon request filed with a statement of use under new 
§ 2.88 or at any time between the filing of a statement of use and 
the date the Trademark Examining Attorney approves the mark 
for registration or the date of expiration of the six-month re- 
sponse period after issuance of a final action. The date a mark is 
approved for publication is the date the approval is entered into 
the TRAM (Trademark Reporting and Monitoring) System. The 
date of approval for publication is immediately available to the 
public through TRAM. 

Section 2.87(c) is added to provide that a request to divide an 
application should be made in a separate paper from any other 
amendment or response in the application. The title “Request to 
divid application.” should appear at the top of the first page of 
the paper. Failure to make the request to divide in a separate 
paper or to title it as a “Request to divide application” will delay 
action on the request. 

A new heading, entitled “POST NOTICE OF ALLOW- 
ANCE,” and two new sections, designated §§ 2.88 and 2.89, are 
added to govern the filing of statements of use, and requests for 
extensions of time, under Section 1(d) of the Act, in applications 
under Section 1(b) of the Act, after issuance of a notice of 
allowance under Section 13(b)(2) of the Act. 

Sectlon 2.88, entitled “Filing statement of use after notice of 
allowance.”, is added to govern statements of use under Section 
1(d) of the Act in an application under Section 1(b) of the Act. 

Section 2.88(a) is added to. specify the time when such an 
amendment may be filed, namely, within six months after the 
date on which the notice of allowance under Section 13(b)(2) of 
the Act is issued to an applicant under Section 1(d)(2) of the Act. 
A statement of use filed prior to the issue date of a notice of 
allowance is premature, will not be considered, and will be 
returned to the applicant. 
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Section 2.88(b) is added to specify the elements of a complete 
statement of use under Section 1(d) of the Act, namely, three 
specimens or facsimiles, conforming to the requirements of §§ 
2.56 and 2.57, as amended, and § 2.58, of the mark as used in 
commerce; the fee prescribed in amended § 2.6; and a verified 
statement by the applicant containing certain averments con- 
cerning applicant’s ownership of the mark and use of the mark 
in commerce, specifying the date of the applicant’s first use of 
the mark and first use of the mark in commerce, the type of 
commerce, those goods or services specified in the application 
on or in connection with which the mark is in use in commerce 
and the mode or manner in which the mark is used on or in 
connection with such goods or services. 

Section 2.88(c) is added to provide that a statement of use 
under Section 1(d) of the Act may only be filed when the 
applicant has made use of the mark in commerce on or in 
connection with all of the goods or services, as specified in the 
application, for which applicant will seek registration in that 
application, unless the statement of use is accompanied by a 
request in accordance with amended § 2.87 to divide out from the 
application the goods or services to which the statement of use 
pertains; ap mp lenetye way eae Sat oye wt 
specified in the statement of use, the dates of use 
proposed paragraph (b)(1) of this section need be for only one of 
the items specified in each class, provided the particular item to 
which the dates apply is designated. The latter provision in the 
paragraph is in conformity with both present and amended § 
2.33(a)(2). 


Section 2.88(d) is added to provide that the title “Statement of 

use under § 2.88.” should appear at the top of the first page of 
the paper. 
Section 2.88(e) is added to specify minimum requirements for 
a statement of use, namely, that the statement be filed within the 
time period specified in paragraph (a) of the section, and include 
the fee prescribed in amended § 2.6, at least one specimen or 
facsimile of the mark as used in commerce, and a verification or 
declaration signed by the applicant stating that the mark is in use 
in commerce. The paragraph corresponds in principle to 
amended § 2.21, which sets forth minimum requirements for the 
filing of an application. 

Section 2.88(f) is added to provide that a timely filed statement 
of use which meets, at least, the minimum requirements specified 
in paragraph (e) of this section will be examined in 
with §§ 2.61 through 2.69. If, as a result of the examination of 
the statement of use, applicant is found not entitled to registra- 
tion, applicant will be notified and advised of the reasons and of 
any formal requirements or refusals. The statement of use may be 
amended in accordance with §§ 2.59 and 2.71 through 2.75. If 
the statement of use is acceptable in all respects, the applicant 
will be notified of its acceptance. The provision of the the new 
paragraph permitting amendment of the statement of use is in 
accordance with section 1(d)(3) of the Act, which specifically 
provides that an applicant may amend the statement of use. 

Section 2.88(g) is added to provide that if the statement of use 
does not meet the minimum requirements specified in 
(e) of this section, applicant will be notified of the deficiency. If 
the time permitted for applicant to file a statement of use has not 
expired, applicant may correct the deficiency. After the filing of 
a statement of use during a permitted time period for such filing, 
the applicant may not withdraw the statement to return to the 
previous status of awaiting submission of a statement of use, 
regardless of whether the statement is in compliance with para- 
graph (e) of this section. 

Section 2.88(h) is added to provide that the failure to timely 
file a statement of use which meets the minimum requirements 
specified in ao ee (e) of this section shall result in the 
abandonment of the The new paragraph is in confor- 
mity with section 1(d)(4) of the Act. 

Section 2.88(i)(1) is added to provide that the goods or 
services specified in a statement of use must conform to those 
goods or services identified in the notice of allowance; and that 
an applicant may specify the goods or services by stating “those 
goods or services identified in the notice of allowance” or, if 
appropriate, “those goods or services identified in the notice of 
allowance except. . .” followed by an identification of the goods 
or services to be deleted. The that the goods or 
services specified in the statement of use must conform to those 
goods or services identified in the notice of allowance is in 
accordance with Section 1(d)(1) of the Act. The suggested 
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format for specifying goods or services in the statement of use 
will prevent inadvertent errors in the applicant's recital of the 
goods or services and facilitate examination of statements of use 
Section 2.884 2 

Section i)(2) is added that if goods or 
cavtossegagiedinGsenteveddanetasenaniiiae from the 
identification of goods or services in the statement of use, the 
Trademark Examining Attorney shall inquire about the discrep- 
ancy and permit the applicant to amend the statement of use to 
include any omitted goods or services, provided that the amend- 
ment is supported by a verification that the mark was in use in 
commerce, on or in connection with each of the goods or services 
pay wy nay ae yt cp pony he ame are 
0 Ne ee ee use. The paragraph is in 
accordance with Section 1(d)(3) of the Act, which 

provides that the icant may amend the statement of use. 

Section 2.88(i)(3) is added to provide that the statement of use 
may be accompanied by a separate request to amend the identi- 
fication of goods or services in the application, as stated in the 
notice of allowance, in accordance with amended § 2.71(b). The 
paragraph is in conformance with new § 2.77, which provides 
ee ee ee oe ee 
amended during the period between issuance of the notice of 
allowance under Section 13(b)(2) of the Act and the filing of a 
statement of use, except to delete specified goods or services. 
Other amendments filed during this period will be placed in the 
application file and considered when the statement of use is 


examined. 

In the notice of proposed rulemaking, § 2.88(j) was proposed 
to be added to provide that the mark shown in the specimens 
submitted with the statement of use must be materially the same 
as the mark depicted in the drawing of record. However, because 
this provision duplicates requirements already stated in oe 2.51 
and 2.72, the provision is withdrawn. The provision that was 
a 2.88(k) is redesignated as § 2.88(j). 

2.88(j) is added to provide that the statement of use 
aayencnagmpeantnpenngiaaengeeneanmnban inten 
in the application in accordance with amended 
§§ 2.51 and 2.72. 

Section 2.89, entitled “Extensions of time for filing a state- 
ment of use,” is added to govern the filing and examination of 
requests for extensions of time for filing statements of use under 
new § 2.88. 

Section 2.89%(a) is added to 0 SS See 
request a six-month extension to file the statement of use 
under new See ee 
po one nt wheter the issue date of a 

of allowance under Sceaion 15(b\2) of the Act, 
sind ty Gav foo qrenthed ta capeaded 3 2.6 and a veri 
statement by the applicant that the applicant has a continued 
bona fide intention to use the mark in commerce, 
those goods or services identified in the notice of allowance on 
or in connection with which the applicant has a continued bona 
fide intention to use the mark in commerce. The paragraph is in 
conformity with Section 1(d)(2) of the Act. 

Section 2.89(b) is added to provide that an 
request further six-month extensions of time for 


So tro peentned Uoemenden 62: a verified statement by the 
applicant that the applicant has a continued bona fide intention 
to use the mark in commerce, specifying those goods or services 
identified in the notice of allowance on or in connection with 
which the applicant has a continued bona fide intention to use the 
mark in commerce; and a showing of good cause, as specified in 
paragraph (d) of this section. 

Section 2.89(c) is added to provide that extensions of time, for 


aggregate 
is in conformity with Section 1(d)2) of the Act. 

Section 2.89(4) is added to provide that the showing of good 
cause which is as part of a request for an extension of 
time under § 2. ) anes incinde eotain apocitied cleuseats 
listed in (d)(1) and (d)(2). 

Section 2.89(d)( 1) is added to require that the showing of good 
cause which is required as part of a request for an extension of 
time under §§ 2.89(b) must include, in part, an allegation that the 
applicant has not yet made use of the mark in commerce on all the 
goods or services specified in the notice of allowance on or in 
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connection with which the applicant has a continued bona fide 
intention to use the mark in commerce. 

Section 2.89(d)(2) is added to require that the showing of good 
cause which is required as part of a request for an extension of 
time under § 2.89(b) must include, in a statement of 
applicant’s ongoing efforts to make use of the mark in commerce 
on or in connection with each of the goods or services specified 
in the verified statement of continued bona fide intention to use 
required under § 2.89(b); that the efforts may include, without 
limitation, product or service research or development, market 
research, manufacturing activities, promotional activities, steps 
to acquire distributors, steps to obtain required governmental 
approval, or other similar activities; and that, in the alternative, 
a satisfactory explanation for the failure to make such efforts 
must be submitted. The is in compliance with Section 
1(d)(2) of the Act, which requires the Commissioner to issue 
regulations setting forth what constitutes good cause for a re- 
quest for an extension of time for filing a statement of use under 
Section 1(d)(2) of the Act. The listing in the paragraph of 
examples of efforts to make use of the mark in commerce is 
intended to be illustrative rather than exhaustive. The inclusion 
in the examples of “steps to obtain required governmental 
approval” is not intended to imply that any use of a mark prior 
to such oo may not constitute “use in commerce” as that 
term is defined in Section 45 of the Act. 

Section 2.89(e)(1) is added to provide that at the time of the 
filing of a statement of use, or during any time remaining in the 
existing six-month period in which a statement of use is filed, the 
applicant may file one request, in accordance with paragraph (a) 
or (b) of the section, for a six-month extension of time for filing 
a statement of use, provided that the time requested would not 
extend beyond 36 months from the issue date of the notice of 
allowance; and that, thereafter, applicant may not request any 
further extension of time. This paragraph permits an applicant to 
obtain additional time to submit a substitute statement of use in 
case the original statement of use is rejected, as fatally defective, 
by the PTO near or after the expiration of the six-month period 
in which such original statement was filed. 

Section 2.89(e)(2) is added to provide that a request for an 
extension of time that is filed at the time of the filing of a 
statement of use, or during any time remaining in the existing six- 
month period in which a statement of use is filed, must comply 
with all the requirements of paragraph (a) of this section, if it is 
applicant’s first extension request, or paragraph (b) of this 
section, if it is a second or subsequent extension request. The new 
rule further provides that in a request under paragraph (b), 
applicant may satisfy the requirement for a showing of good 
cause by asserting that applicant believes it has made valid use 
of the mark in commerce, as evidenced by the submitted state- 
ment of use, but that if the statement of use is found by the PTO 
to be fatally defective, applicant will need additional time in 
which to file a new statement of use. 

Final § 2.89(e)(2) includes a provision which was not in- 
cluded in the proposed rule, namely, a request for an extension 
of time that is filed at the time of the filing of the statement of use, 
or during any time remaining in the existing six-month period in 
which a statement of use is filed, must comply with all of the 
requirements of paragraph (a) of this section if it is applicant’s 
first extension request, or paragraph (b) of this section, if it is a 
second or subsequent extension request. The additional provi- 
sion was included in the final rule in order to clarify the rule. It 
is not a material change since proposed and final paragraph 
(e)(1) of this section requires that an extension request be filed 
“in accordance with paragraph (a) or (b)” of the section. 

Section 2.89(f) is added to provide that the goods or services 
specified in a request for an extension of time for filing a 
statement of use must conform to those goods or services 
identified in the notice of allowance. The requirement is in 
accordance with Section 1(d)(2) of the Act. The paragraph also 
provides that any goods or services specified in the notice of 
allowance which are omitted from the identification of goods or 
services in the request for extension of time will be presumed to 
be deleted and the applicant may not thereafter request that the 
deleted goods or services be reinserted in the application. Fi- 
nally, the paragraph provides that an applicant may specify the 
goods or services by stating “those goods or services identified 
in the notice of allowance” or, if appropriate, “those goods or 
services identified in the notice of allowance except. . .” 
followed by a list of the goods or services to be deleted. The 
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format will prevent inadvertent errors in the applicant’s recital of 
the goods or services and facilitate examination of such a request 
by the PTO. 

Section 2.89(g) is added to provide that the applicant will be 
notified of the grant or denial of a request for an extension of 
time, and of the reasons for a denial; that failure to notify the 
applicant of the grant or denial of the request prior to the 
expiration of the existing or requested extension does not relieve 
the applicant of the responsibility of timely filing a statement of 
use under new § 2.88; that if, after denial of an extension request, 
there is time remaining in the existing six-month period for filing 
a statement of use, applicant may submit a substitute request for 
extension of time; that otherwise, the only recourse available 
after denial of a request for an extension of time is a petition to 
the Commissioner in accordance with amended § 2.66 or § 
2.146; that a petition from the denial of a request for an extension 
of time to file a statement of use shall be filed within one month 
from the date of mailing of the denial of the request; and that if 
the petition is granted, the term of the requested six-month 
extension of time which was the subject of the petition will run 
from the date of the expiration of the previously existing six- 
month period for filing a statement of use. The 
parallels §§ 2.163 through 2.165, concerning affidavits and 
declarations under Section 8 of the Act, except that the 
does not permit a request for reconsideration, but rather provides 
a petition to the Commissioner as the only recourse after a denial 
of a request for an extension of time. 

Section 2.99(g), which presently lists the types of applications 
and registrations that are not subject to concurrent use registra- 
tion proceedings, is revised to provide, additionally, that appli- 
cations to register under Section 1(b) of the Act are subject to 
concurrent use registration proceedings only after an acceptable 
amendment to allege use under new § 2.76 or statement of use 
under new § 2.88 has been filed. 

Section 2.99(h) is added to provide that the Board will con- 
sider and determine concurrent use rights only in the context of 
aconcurrent use registration proceeding. The amendment paral- 
lels an amendment to add § 2.133(c) to provide that geographic 
limitations will be considered and determined only in the context 
of a concurrent use registration proceeding. 

Section 2.101(b), which pertains to the filing of an opposition, 
is amended to be gender neutral, and to specify that an opposition 
need not be verified and may be signed by the opposer or the 
opposer’s attorney or other authorized representative. The 
amendment parallels an amendment to § 2.111(b) relating to 
petitions to cancel. At one time, Sections 13, 14 and 24 of the Act 
required verification for oppositions, petitions to cancel registra- 
tions on the Principal Register, and petitions to cancel registra- 
tions on the Supplemental Register, respectively. The verifica- 
tion requirement was deleted from Sections 13 and 14 of the Act 
by Pub. L. 97-247, enacted August 27, 1982. Through inadver- 
tence, a provision deleting, from Section 24 of the Act, the 
verification requirement for petitions to cancel registrations on 
the Supplemental Register was omitted from Pub. L. 97-247. The 
omitted provision was incorporated, however, in Pub. L. 100- 
667. Accordingly, it is now appropriate to amend §§ 2.101(b) 
and 2.111(b) to indicate that verification is not necessary. 

Section 2.111(b), which pertains to the filing of a petition for 
cancellation, is amended to be gender neutral, and to specify that 
a petition to cancel need not be verified and may be signed by the 
petitioner or the petitioner’s attorney or other authorized repre- 
sentative. This amendment parallels an amendment to 
§ 2.101(b) relating to oppositions. The section is amended 
further to indicate that a petition may seek to cancel a registration 
in whole or in part. It has been the practice of the Board to 
entertain a petition which seeks to “partially cancel” a registra- 
tion by restricting the identification of goods or services therein. 
See Alberto-Culver Co. v. F.D.C. Wholesale Corp., 3 USPQ2d 
1460 (TTAB 1987), and U.S. Steel Corp. v. National Copper & 
Smelting Co., 131 USPQ 397 (TTAB 1961). Cf. Stanspec Co. v. 
American Chain & Cable Co., Inc., 531 F.2d 563, 566 n.9, 189 
USPQ 420, 423 n.9 (CCPA 1976), and Pegasus Petroleum Corp. 
v. Mobil Oil Corp., 227 USPQ 1040, 1043-1044 (TTAB 1985). 
However, there has been some question as to the Board’s author- 
ity, under Section 18 of the Act, to “partially cancel” a registra- 
tion in a cancellation ing. See Selfway, Inc. v. Travelers 
Petroleum, Inc., 579 F.2d 75, 198 USPQ 271 (CCPA 1978). 
Section 118 of Pub. L. 100-667 resolves this question by amend- 
ing Section 18 of the Act (which specifies the actions that the 
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Board, acting on behalf of the Commissioner, may take in inter 
partes proceedings) to provide that the Board may, inter alia, 
“cancel the registration, in whole or in part,” “modify the 
application or registration by limiting the goods or services 
specified therein,” and “otherwise restrict or rectify with re- 
spect to the register the registration of a mark.” 
Accordingly, § 2.111(b) is amended to indicate the availability 
of a petition for “partial cancellation.” 

Section 2.129(d) is added to provide that when a party to an 
inter partes proceeding before the Board cannot prevail without 
establishing constructive use pursuant to Section 7(c) of the Act 
in an application under Section 1(b) of the Act, the Board will 
enter judgment in favor of that party, subject to the party’s 
establishment of constructive use; and that the time for seeking 
judicial review under Section 21 of the Act shall run from the date 
of the judgment. 

Section 2.133, which governs the amendment of an applica- 
tion or registration involved in an inter partes proceeding before 
the Board, is amended to redesignate and republish the present 
paragraph as (a) and to add new paragraphs, designated (b), (c), 
and (d), to reflect the expanded authority granted to the Board 
under Section 18 of the Act, as amended. At present, the Board, 
in determining an inter partes proceeding other than a concurrent 
use registration proceeding, is bound to determine the proceed- 
ing based on the defendant's applicatior. or registration as pre- 
sented, including the identification of goods or services speci- 
fied therein, and cannot consider restrictions or limitations to 
defendant's use (such as restrictions or limitations as to types of 
goods, trade channels, or classes of purchasers) which may exist 
eS ee ee 
services in the application or registration. See, for e¢ 
Canadian Imperial Bank v. Wells Fargo Bank, 811 F.2d 1490, i 
USPQ2d 1813 (Fed. Cir. 1987); CTS Corp. v. Cronstoms Manu- 
facturing, Inc., 515 F.2d 780, 185 USPQ 773 (CCPA 1975); 
USTA Trademark Review Commission, Report and Recommen- 
dations on the United States Trademark System and the Lanham 
Act, 77 TMR 375, 452-453 (1987); and Daniel L. Skoler, Trade- 
mark Identification — Much Ado About Something ?,76 TMR 
224, 237-239 (1986). As a result, the Board must often decide, 
for example, the issue of likelihood of confusion on a h i- 
cal rather than “real world” basis. Section 118 of Pub. L. 100- 
667 remedies this situation by ing Section 18 of the Act to 
confer upon the Board (acting on behalf of the Commissioner) 
the authority to “cancel the registration in whole or in part,” 
“modify the application by limiting the goods or services speci- 
fied therein,” and “otherwise restrict or rectify with respect to 
the register the registration of a registered mark.” 

Section 2.133(b) is added to provide that if, in an inter partes 
proceeding, the Board finds that a defendant is not entitled to 
registration in the absence of a specified restriction to the defen- 
dant’s involved application or registration, the Board will allow 
the defendant time in which to amend the application or registra- 
tion to conform to the findings of the Board, failing which 
judgment will be entered against the defendant. 

Section 2.133(c) is added to provide that ic limita- 
tions will be considered and determined by the Board only in the 
context of a concurrent use registration proceeding. The amend- 
Se 
Board will consider and determine concurrent use rights only in 
the context of a concurrent use registration 

Section 2.133(d) is added to provide that a plaintiff's pleaded 
registration will not be restricted in the absence of a counterclaim 


to cancel the 


tion for faite wo file an affsdava or declaration uring de sixth 

to Section 8 of the Act, is revised 
to clarify the language of the section and to implement the 
provisions of Section 1 10 of Pub. L. 100-667. Section 8(a) of the 
Act presently requires, inter alia, that the registrant file in the 
PTO an affidavit “showing that said mark is in use in commerce, 
or showing that its nonuse is due to special circumstances . . 
Section 110 of Pub. L. 100-667 amends Section 8(a) of the Act 
to require, inter alia, that the registrant file in the PTO an affidavit 
“setting forth those goods or services recited in the registration 
on or in connection with which the mark is in use in commerce 
and attaching to the affidavit a specimen or facsimile showing 
current use of the mark, or showing that any nonuse is due to 
special circumstances...” 
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Section 110 of Pub. L. 100-667, and by revising 

paca} per bea of the paragraph. 
Section 2.181, which concerns the terms of original registra- 
tions and renewals, is amended by ignating present para- 
i (aX(1), and 


graph (a) as (a)(1), revising 

adding new aph (aX(2) to implement provisions of 
Sections 110 and 111 of Pub. L. 100-667. Section 110 of Pub. L. 
100-667 amends Section 8(a) of the Act to reduce the term of a 
registration from twenty years to ten years, and Section 111 of 
Pub. L. 100-667 amends Section 9a) of the Act to reduce the 
term of a renewal from twenty years to ten years. 

Section 2.181(a)(1), as redesignated, is revised to indicate that 
registrations issued or renewed under the Act prior to November 
16, 1989, whether on the Principal Register or on the Supplemen- 
tal Register, remain in force for twenty years from their date of 
ee pe y eee terre per pane ow 
than twenty) years from the expiring period unless previously 
cancelled or surrendered. 

Section 2.181(a)(2) is added to indicate that registrations 
issued or renewed under the Act on or after November 16, 1989, 
whether on the Principal Register or on the 
ister, remain in force for ten years from their date of issue or 
NN eee 
expiring period unless previously cancelled or surrendered. The 

is in conformity with Section 51 of the Act, added by 
Section 135 of Pub. L. 100-667. 

Section 2.187 presently provides that a certificate of registra- 
Jp ther te venepntn the enlbyehnnte ty ed 
name of applicant, provided that an appropriate document is of 
record in the Assignment Search Room of the PTO no later than 
el ae 
is not of record, then if a statement that such document has been 
filed for recordation is in the file by the time the 
application is being for issuance of the certificate of 
registration; and that the address of the assignee must be made of 
record in the application file or in the recorded document. 


appropriate 
Room of the PTO, or if the assignment or name change document 
is not of record in the Assignment Search Room, the written 
request must state that the document has been filed for recorda- 
tion. The purpose of the revision is to permit an assignee or an 
applicant whose name has been changed to ensure, by comply- 
ing with the requirements of the paragraph, that the certificate of 
registration will be issued in the name of such party. The 
estes eS eee 
assignee must be made of in both the application file and 
the recorded document. This revision will help to ensure that the 
certificate of registration, and any subsequent papers which the 
PTO may ened eo cond ts tho onanr of too eaphematien, all te 
mailed to the proper address. 


Response to Comments on the Rules: 


1.8 was proposed to be amended to exclude 
one inv cums bos Gee eee 
established under the section, namely, statements of use under 
new § 2.88, requests for extensions of time to file such state- 
ments, and amendments to allege use under new § 2.76. The 
certificate of 


Response: An amendment to allege use may be submitted only 
during the examination of an application prior to approval of the 





1110 TMOG 568 
(290) 


mark for publication for opposition in the Trademark Official 
Gazette. An amendment to allege use which is filed immediately 
before approval of the mark for publication may not be received 
in the Law Office until after the application is in the publication 
cycle. In such a case, the mark would have to be withdrawn from 
publication. Withdrawal of a mark from publication is a signifi- 
cant administrative problem. Use of the certificate of mailing 
procedure to file amendments to allege use would result in an 
increase in the number of applications which would have to be 
withdrawn from the publication cycle. 

Both statements of use and requests for an extension of time 
to file such a statement are required to be filed during specified 
six-month periods. If a statement of use or an extension request 
is not filed during the time allowed, the application stands 
abandoned as a matter of law and the PTO amends its public 
records to reflect the abandonment. A statement of use or an 
extension request which is filed immediately before the expira- 
tion of the six-month period for filing a statement of use may not 
be received by the ITU Unit, which processes such papers, until 
after the application has been “abandoned” by the PTO. In such 
a case, the application would have to be reinstated. Reinstate- 
ment of an application is a significant administrative problem. 
Use of the certificate of mailing procedure to file statements of 
use and extension requests would result in an increase in the 
number of applications which would have to be reinstated. 
Moreover, during the time prior to reinstatement, the public 
records of the PTO would incorrectly indicate that these applica- 
tions stood abandoned. 

Accordingly, the suggestion that the certificate of mailing 
procedure be extended to cover these three papers has not been 
adopted. 

Comment: Section 2.6 was proposed to be amended to estab- 
lish two new fees for the filing of papers required or permitted 
under Section 1(c) or 1(d) of the Act, namely, a filing fee of 
$100.00 for an amendment to allege use under new § 2.76 or for 
a statement of use under new § 2.88, and a filing fee of $100.00 
for any request, under new § 2.89, for a six-month extension of 
time to file a statement of use. In addition, § 2.6(a) establishes the 
fee for filing an application, per class, and it was proposed to be 
made applicable to all new applications filed in the PTO, regard- 
less of the basis asserted for filing. 

Two organizations commented that the proposed amendment 
favors foreign Convention “intent-to-use” applicants over 
domestic applicants because foreign Convention applicants who 
perfect a basis for registration under Section 44 of the Act do not 
need to submit evidence of actual use to support an application 
and, hence, will not need to avail themselves of the “intent-to- 
use” process beyond the initial application filing fee; whereas, 
domestic “intent-to-use” applicants will have to pay not only 
the initial application filing fee, but also the fee for an amend- 
ment to allege use or a statement of use and for any extensions of 
time they may request. To ameliorate this perceived inequity, the 
organizations recommended that the basic filing fee for an 
application asserting “intent-to-use” as a basis for filing should 
be increased to approximately $400.00 for all applicants and that 
the fees for the other three new papers be reduced to truly token 
amounts. An alternative suggestion was to require foreign appli- 
cants to pay an additional fee for reliance on a foreign registra- 
tion without use in commerce. 

Response: The proposed fee increase would be inconsistent 
with the trademark fee schedule that took effect on April 17, 
1989 as described in the February 15, 1989 Federal Register 
notice (54 FR 6893). The PTO will review the trademark fee 
structure approximately 18 months from implementation and 
propose fee adjustments, if warranted. Neither the Act nor the 
Paris Convention permit the PTO to charge a Section 44 appli- 
cant an additional fee to register without asserting use in com- 
merce. Accordingly, the suggested fee modifications have not 
been adopted. 

Comment: Section 2.21(a)(5)(ii) was proposed to be added to 
specify all the filing requirements which pertain only to the 
assertion of a basis for filing an application under Section 44(e) 
of the Act, including a certification or certified copy of the 
foreign registration on which the application is based. Section 
7(c) of the Act states, in part, that contingent upon registration of 
the mark on the Principal Register, the filing of the application to 
register such mark shall constitute constructive use of the mark, 
conferring a right of priority. 
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One individual commented that in view of the provisions of 
Section 7(c) of the Act and the delay which is sometimes 
encountered in receiving a certified copy of a foreign registration 
from a foreign applicant, it would be more equitable to foreign 
applicants if they could obtain a filing date without the certified 
copy of the foreign registration. 

Response: Section 44(e) of the Act specifically requires that an 
application filed thereunder “shall be accompanied (emphasis 
added) by a certification or a certified copy of the registration in 
the country of origin of the applicant.” In view thereof, the PTO 
believes that the statute requires submission of a certification or 
certified copy of the foreign registration as a necessary condition 
for receipt of a filing date. Accordingly, the suggested modifica- 
tion has not been adopted. 

Comment: Section 2.21(a)(6) was proposed to be revised to 
require that an application include the verification in accordance 
with § 2.33(b), signed by the applicant, as a condition for 
receiving a filing date. One organization and four individuals 
objected to the proposed requirement.” 

The organization suggested that the PTO reconsider the ne- 
cessity for imposing this requirement in the case of use-based 
applications under Section 1(a) of the Act, where the verification 
of the applicant’s bona fide intent is not at issue. 

One individual suggested that the proposed rule be modified 
to allow an applicant who seeks registration on the basis of 
foreign trademark rights, and/or on use of a mark in commerce, 
to receive a filing date for the application even without the 
applicant’s personal signature. This individual stated that one 
can, in virtually any country of the world, file a trademark 
application through counsel and obtain an effective filing date; 
that this has been the practice in the United States for many 
decades; that no reason exists to change the current practice; and 
that the proposed practice would be more burdensome to foreign 
nationals. 

One individual suggested that signature by applicant’s attor- 
ney or agent should be sufficient to receive a filing date and that 
when the signature is by applicant’s agent or attorney, a substi- 
tute verification or declaration signed by the applicant could be 
required thereafter. This individual expressed his belief that 
requiring signature by the applicant in order to obtain a filing 
date would frustrate one of the purposes of Pub. L. 100-667 
(namely, to encourage the earliest possible filing of applications) 
by unnecessarily delaying the filing of applications, especially in 
the case of foreign applicants. 

One individual noted that, at present, a trademark applicant is 
allowed to file an unsigned application and receive a filing date, 
and to submit the verification later. The individual expressed his 
belief that obtaining a filing date without signature is in accor- 
dance with Sections 1 and 44 of the Act, and that no change has 
been made to the Act which would require this amendment to the 
rules. 

Another individual also objected to the proposed requirement, 
noting that in dealing with foreign applicants there may be a 
delay in obtaining a signed declaration. This individual sug- 
gested that the proposed requirement be deleted or, in the 
alternative, that a filing date be allowed on the basis of a facsimile 
copy, to be ratified and confirmed subsequently by a paper copy. 

Response: Section 7(c) of the Act provides, in part, that 
contingent upon registration of a mark on the Principal Register, 
the filing of the application to register the mark shall constitute 
constructive use of the mark, conferring a right of priority. Thus, 
upon registration, all registrants on the Principal Register obtain 
a new substantive right, effective from the filing date of the 
application. For this reason a verified assertion, signed by the 
applicant, of the basis for filing the application is believed to be 
essential. However, for the purpose of determining the timely 
filing of a paper which must contain applicant’s verification or 
declaration, amended § 2.7 1(c) permits the verification or decla- 
ration to be signed by a person having color of authority to sign 
for the applicant. 

Although the Trademark Operation cannot receive any docu- 
ments by “fax,” for filing date purposes, a “fax” copy of an 
appropriately signed written application statement will be ac- 
cepted, provided that the original document is later submitted. 

Accordingly, the suggested changes have not been adopted. 

Comment: Section 2.31, which presently states that it is pref- 
erable that an application be on legal or lettersize paper, was 
proposed to be amended to delete the reference to legal-size 
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paper. One individual questioned whether the PTO could also 
allow the use of A-4 size paper. 

Response: It is understood that A-4 size paper is 8 9/32 inches 
by 11 11/16 inches. The processing of of differing sizes 
is an administrative problem for the . However, it should be 
noted that the paper size is expressed in the rule as a preference 
rather than as a mandatory requirement. An application filed on 
paper of a different size will not be denied a filing date for that 
reason. Accordingly the suggested change has not been adopted. 

Comment: Section 2.33(a)1)(vii) was proposed to be 
amended, and § 2.88(b) was proposed to be added, to require, in 
part, that an application under Section 1(a) of the Act, and a 
statement of use under Section 1(d) of the Act, respectively, 
include a statement of applicant’s date of first use of the mark in 
commerce on or in connection with the applicant’s goods or 
services, specifying the nature of such commerce. 

One individual commented that the proposed rules could be 
improved by including acceptable descriptions of “such com- 
merce.” The descriptions suggested by the individual were 
“interstate, federal (in the case of commerce in the District of 
Columbia), territorial (in the case of Puerto Rico and similar 
geographic areas) or foreign (when the nature of the commerce 
on the date of first use is of more than one type, then any of such 
types may be specified).” 

Response: Section 45 of the Act defines commerce as “all 
commerce which may lawfully be regulated by Congress.” The 
types of commerce which fall within this definition are many and 
varied, and are the subject of a large body of case law. Any 
attempt to include descriptions of such commerce in the rules 
could be perceived as limiting the types of commerce falling 
within the definition, and would also make the rules unduly 
lengthy. Accordingly, the suggested change has not been 
adopted. 

Comment: Section 2.33(d) was proposed to be added to pro- 
vide, in part, that an applicant in an application under Section 
1(a) of the Act may not amend that application to seek registra- 
tion under Section 1(b) of the Act. 

Two organizations objected to this proposed provision. The 
organizations commented that a bona fide intention to use a mark 
in commerce is manifested clearly by the filing of an application 
based upon use of that mark in commerce; that the 
provision would result in a loss of the application filing date (and 
the constructive use priority which would attach thereto, pursu- 
ant to Section 7(c) of the Act, upon registration) if the use 
forming the basis for an application under Section 1(a) proves to 
be defective; and that this provision discriminates against do- 
mestic applicants. 

Response: Section 1(b) of the Act provides, in part, that a 
person who has a bona fide intention to use a mark in commerce 
may apply to register the mark on the Principal Register by filing 
in the PTO a written application, verified by the applicant and 
specifying, inter alia, applicant’s bona fide intention to use the 
mark in commerce. Since the statement of a bona fide intention 
to use the mark in commerce is the sole statutory basis for filing 
an application under Section 1(b) of the Act, the statement must 
be included in the application at the time of its filing. An 
application filed pursuant to Section 1(a), based upon use of a 
mark in commerce, does not include such a statement and, hence, 
does not meet the requirements for an application under Section 
1(b) of the Act. 

If an applicant has any doubt concerning the sufficiency of its 
use of a mark in commerce, the applicant may file its application 
under Section 1(b) of the Act. Thereafter, the applicant may 
submit an amendment to allege use under Section 1(c) of the Act, 
claiming use prior to the application filing date. 

Accordingly, the suggested changes have not been adopted. 

Comment: One individual commented, with respect to pro- 
posed §§ 2.33(a)(1)(ix) and 2.39(a), that the two rules contain 
cross-references to each other which are confusing. 

Response: Upon further consideration, it is believed that the 
cross-reference in proposed § 2.39(a) to § 2.33 is unnecessary. 
The cross-reference to § 2.33 has been deleted from § 2.39(a). 

Comment: Section 2.39(b) (redesignated in the final rule as § 
2.3%a)) was proposed to be revised to provide, pe ee 
application claiming the benefit of a foreign 
accordance with Section 44(d) of the Act shall specify the 
foreign application upon which it is based. One organization 
suggested that the rule should specify that the foreign application 
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must be for a substantially identical mark and include the same 
goods or services as set forth in the U.S. application. 

Response: The requirements concerning conformance of 
mark and goods in a U.S. application to its underlying foreign 
application are addressed in the rules. Section 2.33(aX1 Xv) 
provides, in part, that the goods or services asserted in an 
application under Section 44 may not exceed the scope of the 
goods or services covered by the foreign application or registra- 
tion. Sections 2.51(a)(3) and (b)(3) provide that, in an applica- 
tion under Section 44 of the Act, the drawing of a mark shall be 
a substantially exact representation of the mark as it appears in 
ee dt een ee ee 
tered in the country of origin of applicant. Accordingly, the 
suggested changes have not been adopted. 

Comment: Section 2.39(c) (redesignated in the final rule as §§ 
2.39(b)) was proposed to be added to provide that before an 
application filed in accordance with Section 44(d) of the Act can 
be approved for publication, a basis for registration under Sec- 
tion 1(a), 1(b) or 44(e) of the Act must be established; that the 
PTO will assume that basis to be Section 44(e) unless otherwise 
stated in the application within six months of the filing date of the 
foreign application forming the basis of the Section 44(d) claim; 
and that the filing of a paper, which claims a different basis for 
registration, more than six months after the filing date of the 
foreign application will result in a loss of priority under Section 
44(d). 

One individual commented that the proposed is 
inconsistent with Pub. L. 100-667 “in requiring that U.S. appli- 
cations claiming the priority of a foreign application, must forfeit 
the claim of priority in the event that registration is based on 
anything other than a foreign registration issuing on the priority 
application,” and that it is also inconsistent with the Paris 
Convention. The individual expressed his belief that the basis for 
receiving a filing date under the Act can be separated into two 
categories, namely, use of a mark in commerce under Section 
1(a) of the Act and a bona fide intention to use a mark in 
commerce under Section 1(b) of the Act; and that the second 
category includes applications under Section 44 of the Act. 

One individual commented that the assertion of a different 
basis might destroy not only the priority claim, but also the 
jurisdictional basis of the application as of the filing date; and 
that even if a different basis is asserted within six months of the 
filing date of the foreign application, a different basis might 
result in the loss of a priority claim. The individual suggested that 
the paragraph be revised to indicate that the loss of priority is not 
the only possible consequence that might follow from assertion 
of a different basis for registration. 

One individual commented (without reference to a specific 
proposed rule) that “since Section 44 applications are now 
required to include a statement of a bona fide intention to use a 
mark, it would appear equitable to it such applicants to 
convert Section 44 applications to Section 1(b) applications.” 
The individual noted that “this is especially true where the 
applicant may begin to use the mark prior to the date on which a 
registration from its home country issues. 

Response: The proposed paragraph did not require “that U.S. 
applications claiming the priority of a foreign application must 
forfeit the claim of priority in the event that registration is based 
on anything other than a foreign registration issuing on the 
priority application.” Rather, the proposed paragraph provided 
only that assertion of a different basis for registration, including 
reliance on a different registration under Section 44(e) of the Act, 
more than six months after the filing date of the foreign applica- 
tion would result in a loss of priority. This provision was 
to apply to applications which, at the time of their filing, con- 
tained only a claim of priority to Section 44(d), and no 
other asserted basis for filing under Section 1(a), 1(b) or 44(e) of 
the Act. There is no provision in either Pub. L. 100-667 or the 
Paris Convention which prohibits the PTO from requiring an 
applicant, who filed an application in the U.S. asserting only a 
claim of priority under Section 44(d) of the Act, to assert a basis 
for registration (i.e., under Section (a), 1(b) or 44(e) of the Act) 
within a certain period of time after the filing date of the foreign 

ity Thus, this provision is not contrary to either 
ib. L. 100-667 or the Paris Convention. 

The PTO believes that the subject matter of these sentences 
may be addressed more appropriately in the Trademark Manual 
of Examining Procedure. Accordingly, the proposal to add these 
two sentences to § 2.39 is withdrawn. 
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It should be noted that although an application filed under 
Section 44 of the Act is required to include a statement that the 
applicant has a bona fide intention to use the mark in commerce, 
the PTO will not construe such an application to be an application 
filed also under Section 1(b) of the Act unless the applicant 
specifically asserts Section 1(b) as a basis for filing. An applica- 
tion asserting only a claim of priority under Section 44(d) may 
not be amended to assert Section 1(b) of the Act as a basis for 
filing without loss of the foreign priority date unless the amend- 
ment is submitted within six months of the filing date of the 
foreign ication. Cf. In re Daiwa Seiko, Inc., 230 USPQ 794 
(Comm’r . 1983). 

Comment: Section 2.44, which presently specifies the require- 
ments for an application to register a collective mark, including 
the requirement that an applicant state the nature of applicant’s 
control over the use of the mark, was proposed to be amended to 
indicate that the present paragraph pertains only to applications 
under Section 1(a) of the Act, and to add a new paragraph 
specifying the requirements for an application to register a 
collective mark under Section 1(b) or 44 of the Act, including the 
requirement that an applicant state the nature of the control 
applicant intends to exercise over the use of the mark. 

One individual commented that there are some types of 
collective organizations, such as a university alumni association, 
which cannot reasonably be expected to exercise control over 
use of their indicia of membership once it has been given toanew 
member upon enrollment. The ir.dividual suggested that § 2.44 
should be amended “so that only in appropriate cases would it 
be necessary for the applicant to show the exercise of control.” 

Response: Proposed new paragraph (b) requires only that the 
applicant specify, inter alia, “the nature of the control applicant 
intends to exercise over the use of the mark.” Thus, the rule does 
not require that a particular degree of control be exercised, or 
intended to be exercised, over the use of a mark. This reflects the 
requirement under Section 4 of the Act that an applicant exercise 
legitimate control over the use of the mark that it seeks to register. 
Accordingly, the suggested modification has not been adopted. 

Comment: One individual commented (without reference to a 
specific proposed rule) that the proposed rules do not specify the 
procedure for filing a statement of use if the applicant amends to 
the Supplemental Register. 

Response: Section 2.47(c) was proposed to be added to pro- 
vide that a mark in an application to register on the Principal 
Register under Section 1(b) of the Act is eligible for registration 
on the Supplemental Register only after an acceptable amend- 
ment to allege use under § 2.76 or statement of use under § 2.88 
has been timely filed. Section 23 of the Act requires lawful use 
in commerce as a prerequisite for an application for registration 
on the Supplemental Register. This requirement bars an applica- 
tion under Section 1(b) of the Act from the Supplemental Regis- 
ter until] an acceptable allegation of use has been submitted. 
Moreover, Section 1(b) of the Act only provides for filing an 
application based upon a bona fide intention to use a mark in 
commerce on the Principal Register. Accordingly, no modifica- 
tion of the rules is necessary. 

Comment: Section 2.51(d) was proposed to be revised to 
provide that broken lines should be used in the drawing of a mark 
to show placement of the mark on the goods, or on packaging, or 
to show matter not claimed as part of the mark, or both, as 
appropriate, and to provide further that, in an application to 
register a mark with three-dimensional features, the drawing 
shall depict the mark in perspective in a single rendition. One 
individual commented that when a mark is three-dimensional, or 
when placement of the mark on the goods or packaging is 
significant, multiple drawings should be permitted; each draw- 
ing should be labeled with figure numbers as in the case of utility 
and design patent applications; and the trademark application 
should include a description of the figures. 

Response: A drawing with multiple renditions, although suit- 
om for a nt application, is not satisfactory for trademark 

drawing of a trademark should depict the mark as 
Sisgiahtnptip eauttinds Gneuutennt depemeen te oath 
in multiple renditions or from more than one perspective at a 
time. For the same reason, the labeling of a trademark drawing 
with figure numbers would be inappropriate. It has been the 
experience of the PTO that a three-dimensional mark can be 
adequately depicted in a single rendition, particularly when the 
application includes an appropriate description of the mark. Cf. 
In re Weber-Stephen Products Co., 3 USPQ2d 1659, 1661 
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(TTAB 1987); In re Vico Products Mfg. Co., Inc., 229 USPQ 364, 
366 (TTAB 1985); In re Pierre Faber S.A., 221 USPQ 1210, 
1211 (TTAB 1984); In re Ovation Instruments, Inc.,201 USPQ 
116, 123 (TTAB 1978). Accordingly, the suggested modifica- 
tion has not been adopted. If an applicant believes that its mark 
is incapable of being depicted in a single rendition, it may file a 
petition to the Commissioner, pursuant to § 2.146(a)(5), to waive 
the requirement of the rule. 

Comment: Section 2.52(d), which pertains to drawing head- 
ings and which presently includes, inter alia, a requirement that 
the heading of a drawing (except for a drawing in an application 
under Section 44 of the Act) specify dates of use, was proposed 
to be revised to indicate that the requirement pertains only to an 
application under Section 1(a) of the Act; and to add a require- 
ment that the heading of a drawing in an application filed in 
accordance with Section 44(d) of the Act specify the priority 
filing date of the relevant foreign application. 

One individual commented that proposed § 2.52(d) does not 
reflect current practice because it continues the existing require- 
ment that the heading must not exceed one fourth of the sheet; 
whereas, in the individual’s experience, the PTO routinely ac- 
cepts drawings when the heading occupies one-half or, in some 
cases, even two-thirds of the sheet. The individual suggested that 
the paragraph be modified to enlarge the heading size limit from 
one-fourth to one-half of the sheet. 

One organization suggested that § 2.52(d) be amended to 
provide that when a significant element of a special form draw- 
ing is unclear or ambiguous, the heading should include a brief 
description of the mark in the drawing. The organization noted 
that such a description would provide more accurate information 
in the paper search file and facilitate accurate coding of marks for 
entry into the computer search system. The organization empha- 
sized, however, that the suggested provision should be encour- 
aging rather than mandatory in nature. 

Response: The suggested modifications have been adopted, 
except that the heading size limit has been enlarged only to on:- 
third of the sheet instead of the suggested one-half of the sheet. 
If a drawing had a heading of one-half of the sheet and a special 
form depiction of the mark which was four inches by four inches 
in size, there would not be enough room remaining for the 
required margins. 

Comment: Sections 2.56, 2.57 and 2.58, which pertain to the 
specimens of use in an application, were proposed to be amended 
to reduce the number of specimens required from five to two in 
§§ 2.56 and 2.57 and from three to two in § 2.58. Similarly, the 
PTO proposed to require that two specimens be filed in connec- 

tion with an amendment to allege use =— proposed § 2.76 and 
a Statement of use under proposed § 

Four organizations objected to so ~~ in the required 
number of specimens from five to two. They commented that 
original specimens show color and detail more effectively than 
photocopies and provide valuable information enabling practi- 
tioners to better evaluate potential conflicts. One of the organi- 
zations recommended requiring at least three specimens, while 
the other three organizations favored maintaining the present 
requirement for five specimens. 

Response: Having five specimens in an application or regis- 
tration file increases the amount of storage space required for 
these files. Moreover, it is unusual for more than one party to ask 
to remove a specimen from the same application or registration 
file. A requirement for three specimens would provide one 
specimen to remain in the file and make two specimens available 
for removal! by third parties. The PTO believes that this number 
requirement will meet the needs of both the public and the PTO. 
Since § 2.58(b) presently requires three audio cassettes, no 
change to that rule is required and the proposed amendment is 
withdrawn. Accordingly, the suggestion that the PTO require 
three specimens has been adopted in the final rules. 

Comment: Section 2.59(a) was proposed to be added to pro- 
vide that, in an application based upon use in commerce, the 
applicant may submit substitute specimens of the mark as used 
on or in connection with the goods, or in the sale or advertising 
of the services, provided that any substitute specimens are 

y verified as to their use in commerce at least as early as 
the filing date of the application. 

One individual commented that there should be no need to 
submit a verification in support of substitute specimens which 
are, in fact, “faithful photographic reproductions” of the speci- 
mens already of record and recommended that proposed § 
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2.59(a) be modified to indicate that a verification will not be 
required in such circumstances. 

Response: This suggestion codifies present practice set out in 
Section 808.10 of the Trademark Manual of Examining Proce- 
dure and has been 

Comment: Section 2.66(4) was proposed to be added to pro- 
vide that a petition to revive an abandoned application must be 
filed promptly, but that no petition to revive will be granted in an 
application under Section 1(b) of the Act if granting the petition 
would permit the filing of a statement of use more than 36 months 
after the issuance of a notice of allowance under Section 13(b)(2) 
of the Act. 

One organization commented that “in view of the construc- 
tive use awarded applications under the new law, it will be more 
important than ever for practitioners to be able to rely on the fact 
that an application uncovered in a search has truly been aban- 
doned in the PTO without the specter of its revival after an 
indeterminate period of time.” The organization recommended 
that “the rules should place an outside limit of six months or one 
year on petitions to revive either 1(a) or 1(b) applications.” 

Response: Usually a petition to revive will be considered filed 
promptly if it is filed within two months of the date the i 
tion was abandoned for failure to respond. Section 12(b) of the 
Act provides, in part, that an application “shall be deemed to 
have been abandoned, unless it can be shown to the satisfaction 
of the Commissioner that the delay in responding was unavoid- 
able, whereupon such time may be extended.” The Commis- 
sioner cannot determine in advance that facts asserted beyond a 
certain time limit cannot show unavoidable delay. hacesiingy, 
the suggested modification has not been adopted. 

Comment: Section 2.71(b), which presently provides that 
additions to the identification of goods or services will not be 
permitted unless certain specified conditions are met, was pro- 
posed to be revised to provide that the identification of goods or 
services may be amended to clarify or limit the identification, but 
that additions will not be permitted. It was indicated in the notice 
of proposed rulemaking that the purposes of the requirement for 
the identification of goods or services are to give notice to third 
parties of the scope of the rights claimed by the applicant and to 
permit an accurate search for conflicting marks; and that addition 
of goods or services to the identification, after the filing of an 
application, would frustrate these purposes. It was also noted that 
Section 7(c) of the Act provides that, contingent on the registra- 
tion of a mark on the Principal Register, the filing of the applica- 
tion to register such mark shall constitute constructive use of 
such mark on or in connection with the goods or services 
specified in the registration. 

One individual commented that he agreed in principle with the 
proposed rule and the reasoning offered, but that the PTO should 
not apply the proposed amendment without some flexibility that 
allows an applicant to minimally enlarge the scope of the initially 
claimed goods or services in an application. The individual 
expressed his belief that such flexibility would not defeat either 
of the two legitimate reasons cited for the proposal and that 
“strict adherence to the proposed change would result in addi- 
tional workload due to refiled or additional applications to 
comprehensively cover goods or services that the applicant 
inadvertently failed to claim.” The individual suggested that the 
tule be modified to provide that the identification of goods or 
services may be amended to clarify or limit the identification, but 
that “substantive additions” will not be permitted. 

Response: For the reasons stated in the notice of proposed 
rulemaking, the PTO believes that it would be inappropriate to 
allow any additions to the identification of goods or services in 
an application. Accordingly, the suggested modification has not 
been 

Comment: Section 2. 71(c), which presently provides that a 
defect in the verification or declaration may be corrected only by 
filing a substitute or supplemental verification or declaration, 
was to be revised to clarify the language. The para- 
graph was proposed to be further revised to ide that a 
verification or declaration required under § 2.21(aX(6), 
2.76(e)(3) or 2.88(e)(3), to be properly si must be signed by 
the applicant, a member of the applicant or an officer of the 
applicant corporation or association; that a verification or decla- 
ration which is signed by a person having color of authority to 
sign, is acceptable for the purpose of ining the timely 
filing of the paper; but that a properly signed substitute verifica- 
tion or declaration must be submitted before the application will 
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be approved for publication or registration, as the case may be. 
It was indicated in the notice of proposed rulemaking that 
persons having color of authority to sign are those having first- 
hand knowledge of the truth of the statements in the verification 
OCs SELINED CIRONE RARE aan 
og See ee anne uitis@peumaate 
the amended section, managers or similar persons who are 
ee age nee eo although not officers, if they 
have first-hand knowledge of the truth of the statements in the 
application; and that an applicant’s attorney ordinarily will not 
be considered a person having color of authority to sign, unless 
he/she is an officer. 

One individual expressed his belief that the language 
“amendment of the verification or declaration will not be per- 
mitted” in the present and proposed rule could lead some people 
to believe that there is no way in which an amendment of a 
declaration or verification can be effected when, in fact, it can be 
effected by the submission of a substitute document. The indi- 
vidual suggested that the rule be revised to state that changes may 
not be made in the verification or declaration document already 
in the PTO file, but that any amendment would have to be made 
by the filing of a substitute or supplemental amendment. 

Three organizations commented that the definition in the 
proposed rule of persons having color of authority to sign a 
verification or declaration could include many persons not 
authorized to act on behalf of the applicant. One of the organiza- 
tions suggested that the proposed definition (“those having first- 
hand knowledge of the truth of the statements in the verification 
or declaration”) should be clarified by adding “and who are 
authorized to act on behalf of the applicant.” 

Response: In response to the comment by the individual, the 
beginning of the final rule has been modified to read: “If the 
verification or declaration filed with the application is defective, 
the defect may be corrected only by the submission of a substi- 
ee 
with §§ 2.20. 

In response to the comments of the organizations, the defini- 
tion of having color of authority to sign has been 
modified in the final rule to read: “Persons having color of 
authority to sign are those who have first-hand knowledge of the 
truth of the statements in the verification or declaration and who 
also have actual or implied authority to act on behalf of the 
applicant.” 

Comment: Section 2.77 was proposed to be added to provide, 
in part, that an ication under Section 1(b) of the Act may not 
be amended during the period between the issue date of the 
notice of allowance under Section 13(b)(2) of the Act and the 
filing of the statement of use under § 2.88, except to delete 
specified goods or services. 

Four organizations expressed their concern that the word 
“delete” may be unnecessarily limiting and may restrict the 
ability of parties to negotiate settlement of 
conflicts. The organizations that the rule be modified 
to allow amendments “to delete or restrict” the specified goods 
or services during this time period. 

Response: An amendment seeking to restrict the 
Pa ab ecm reheat me 
Examining Attomey. However, the application file will not be in 
the possession of the Attorney during the time be- 
tween issuance of the notice of allowance and submission of the 
statement of use. Inasmuch as this rule applies to the 
specified time period, it will not affect the settlement of opposi- 
tions or potential oppositions, which take place prior to issuance 
of the notice of allowance. Moreover, the last sentence of new § 
2.77, which in the notice of proposed rulemaking read: 
“Other amendments filed during this period will not be consid- 
ered unless resubmitted at, or after, the time of filing the state- 
ment of use,” has been modified to read: “Other amendments 
filed during this period will be placed in the application file and 
considered when the statement of use is examined.” This change 
has been made so that the applicant will not have to resubmit the 
proposed amendment at the time of filing the statement of use. 
Thus, during the period covered by the rule, amendments re- 
stricting the goods may be filed for later consideration by the 
Trademark Examining Attorney at the time of examination of the 
statement of use. Accordingly, the proposed modification has 
not been 

Comment. Section 2.83, which concerns the processing of 


conflicting marks, was proposed to be amended by revising 
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paragraph (a) to delete a provision stating “a notice will be sent, 
if practicable, to the applicants involved informing them of the 
publication or issuance of the earliest filed mark,” and by 
revising paragraph (b) to delete a provision stating “a notice will 
be sent, if practicable, to the applicants involved informing them 
of the publication or issuance of the application with the earliest 
date of execution.” 

One individual commented that interferences are sometimes 
declared, and that the rule ought to make provision for interfer- 
ences so that the declaration of an interference cannot be chal- 
lenged on the ground that there is no provision for interferences 
in the rules. 

One individual commented that the rule should not be 
amended to delete the notice provisions presently set forth in 
paragraphs (a) and (b). The individual expressed his belief that 
such notice is helpful to applicants who do not subscribe to the 
Official Gazette and that “providing notice does not in any way 
inconvenience the PTO or add to the workload of Examiners 
who are aware of the conflicting applications and, as a matter of 
good practice, have both files before them when they act on 
either one.” 

Response: Provision is made in § 2.91 for the declaration of 
interferences. 

The provisions concerning notice were proposed to be deleted 
because they do not conform to present practice. The Trademark 
Examining Attorney notifies applicants of conflicting applica- 
tions during examination. To provide a second notice upon 
publication of the earlier filed, or earlier executed, application 
would require that a system be developed for monitoring the 
progress of that application and for sending the second notice. 
Thus, sending second notices would be unduly burdensome to 
the PTO. 

Accordingly, the suggestion has not been adopted. 

Comment: Section 2.84, which governs jurisdiction over 
published applications, was proposed to be revised to provide, in 
part, that after publication of an application under Section 1(b) of 
the Act, the examiner may exercise jurisdiction over the applica- 
tion after issuance of the notice of allowance under Section 
13(b)(2) of the Act. 

One individual suggested that the phrase “the examiner may 
exercise jurisdiction” be modified to read “the examiner must 
exercise jurisdiction.” In this regard, the individual noted that 
after the issuance of the notice of allowance the examiner must 
exercise jurisdiction over the application to examine the state- 
ment of use, and that jurisdiction must also be exercised over 
requests for extensions of time to file a statement of use. 

Response: The purpose of both present and proposed § 2.84 
is to specify when an examiner is allowed to exercise jurisdiction 
over an application, not to specify when an examiner must 
exercise jurisdiction over an application. Accordingly, the pro- 
posed modification has not been 

Comment: Section 2.86, which presently provides that an 
application may recite a plurality of goods or services comprised 
in a single class, provided the goods or services are specifically 
identified and the mark has actually been used in connection with 
all of the specified goods or services, was proposed to be 
amended by, inter alia, redesignating the present paragraph as 
(a); and to add, as an alternative to the requirement of use, a 
requirement that the applicant have a bona fide intention to use 
the mark on or in connection with all the specified goods or 
services. 

Two organizations expressed their concern about the require- 
ment that applicants state a bona fide intention to use the mark on 
all goods recited in the application. The organizations noted that 
registration will be granted to domestic applicants only for those 
goods for which actual use in commerce is made, but that foreign 
applicants could specify overly extensive lists of goods, secure 
registration for them, and, if no use occurs during the first six 
years of registration, simply re-file for these same goods to 
circumvent the requirements of Section 8 of the Act. The organi- 
zations recommended that the PTO “require use at least some- 
where for all goods specified prior to granting registrations to 
Section 44 applicants.” 

One. organization recommended that the beginning of the 
proposed which states “an application may recite 
more than one item of goods, or more than one service 
in a single class provided the goods or services are speci vectheally 
identified and... ibe revised by inserting thereafter the phrase 
“and in accordance with subsection (c) of this rule.” Prpennd 
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subsection (c) provides that the applicant may not allege use as 
to certain goods or services and a bona fide intention to use as to 
other goods or services in the same application, regardless of the 
number of classes contained therein. 

Response: To require “use at least somewhere for all goods 
specified prior to granting registration to Section 44 foreign 
applicants” would be inconsistent both with the Act and the 
Paris Convention. 

The PTO believes that the suggested modification of proposed 
paragraph (a) to include a reference to proposed paragraph (c) 
would not further clarify the rule and is unnecessary. 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 2.86(b), which governs multiple class 
applications, provides, in part, that “A single certificate of 
registration for the mark shall be issued.” 

The organization suggested that the phrase “unless the appli- 
cation is divided pursuant to Rule 2.87” be added to the provi- 
sion. 

Response: The suggested modification is adopted. 

Comment: Sections 2.76 and 2.88 were proposed to be added 
to govern amendments to allege use under Section 1(c) of the Act 
and statements of use under Section 1(d) of the Act, respectively. 
Proposed paragraphs (d) and (e) of the new sections required that 
an amendment to allege use and a statement of use be made in a 
separate paper from any other filing. 

Three organizations and one individual expressed their belief 
that the requirement would be unduly harsh since 


~ violation could result in the abandonment of the application. 


Response: The proposed requirement has been withdrawn. 

Comment: Sections 2.76(c) and 2.88(c) were proposed to be 
added to provide, inter alia, that if more than one item of goods 
or services is specified in an amendment to allege use or a 
statement of use, the dates of use required to be specified need be 
for only one of the items specified, provided the particular item 
to which the dates apply is designated. 

One individual commented that under the proposed para- 
graphs dates of use are apparently not required to be stated for 
each class of goods or services. The individual questioned 
whether this was an inadvertent omission. 

Response: The PTO did not intend to imply that dates of use 
did not need to be specified for each class of goods or services. 
A requirement for a specification of dates of use for each class 
has been included in the final rules. 

Comment: Section 2.88(f) was proposed to be added to pro- 
vide, in part, that if a statement of use does not comply with all 
of the requirements specified in paragraph (e) of the proposed 
section, applicant will be notified of the deficiency. 

One organization recommended that the proposed paragraph 
be modified to require that applicant be given “a statement of 
reasons for finding 2 statement of use to be defective.” 

Response: The proposed paragraph specifically provides that 
“applicant will be notified of the deficiency.” A “notification of 
adeficiency” is a description of the nature of the deficiency, i.e., 
of the reason why the statement of use was found to be defective. 
Accordingly, the suggested modification has not been adopted. 

Comment: Section 2.88(e) was proposed to be added to spec- 
ify minimum requirements (in addition to timeliness) for a 
statement of use, namely, the prescribed fee, one specimen or 
facsimile of the mark as used in commerce, and a verification or 
declaration signed by the applicant stating that the mark is in use 
in commerce, and specifying the date of the applicant’s first use 
of the mark in commerce and the goods or services on or in 
connection with which the mark is used in commerce. Proposed 
§ 2.88(f) provided, in part, that if a statement of use does not 
comply with the requirements of proposed paragraph (e), appli- 
cant may correct the deficiency only if the time permitted for 
applicant to file a statement of use has not expired; and that after 
the filing of a statement of use during a permitted time period for 
such filing, the applicant may not withdraw the statement to 
return to the previous status of awaiting submission of a state- 
ment of use. 

Section 2.89, governing extensions of time for filing a state- 
ment of use, was proposed to be added to, inter alia, specify the 
requirements for a request for an extension of time for filing a 
statement of use; permit an applicant to file, during the six-month 
period in which a statement of use is filed, one last request for a 
six-month extension of time; and provide that any defect in an 
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extension request may be corrected only if there is time remain- 
ing in the six-month period for filing a statement of use. 

Comments relating to these provisions and their 
interrelationship were submitted by six organizations, one firm 
and three individuals. 

One organization commented that the proposed sections re- 
quire an applicant to remedy defects in a statement of use or a 
request for an extension of time to file a statement of use “within 
the original or an extended six-month period” for filing a 
statement of use; and that failure to remedy a defect within the 
specified period causes the application to become abandoned in 
the case of a statement of use, or requires the applicant to file a 
petition to the Commissioner in the case of a request for exten- 
sion of time. The organization ex: its concern that “an 
applicant’s valuable trademark rights will be destroyed or jeop- 
ardized for minor informalities in a statement of use or request 
for an extension of time.” The organization recommended that 
anew § 2.65(d) be added to provide, in effect, that when a timely 
filed statement of use “is a bona fide attempt to toa 
notice of allowance, and is substantially complete, but compli- 
ance with some requirement has been inadvertently omitted, 
opportunity to explain and supply the omission should be given 
before the question of abandonment is considered.” 

Another organization and a firm offered comments to the 
same effect and also expressed their belief that the provision in 
proposed § 2.89 for the filing of one last extension request during 
the six-month period in which a statement of use is filed is not 
“an acceptable solution” because, inter alia, an applicant would 
have to submit a fee for such a request which might otherwise not 
be needed, and because the extension request might be rejected 
as informal and, therefore, be useless. 

Three other organizations and one individual recommended 
that the applicant be afforded an automatic one or two-month 
period to respond to a notice of a deficiency in a statement of use. 
One of these organizations commented that an applicant should 
not be forced to either risk abandonment, or undergo the incon- 
venience and expense of filing an additional and probably 
unnecessary request for an extension of time. This organization 
expressed its belief that the plain language of the Act “requires 
that the PTO permit the applicant to amend the statement of use 
regardless of the expiration of any extension period, including 
the last one;” and that Section 1(d)(2) of the Act provides for an 
aggregate of 36 months for an applicant to file a statement of use. 

One individual commented with respect to proposed § 
2.88(g), that “it is not clear what will happen in cases where the 
statement of use is filed near the end of the total 36 months from 
the notice of allowance if the statement of use is deficient but 
does include the fee, a specimen and a verification or declaration 
of use.” 

One individual commented, in effect, that it is not clear why 
requirements for amendments to allege use and statements of use 
are specified in both paragraphs (b) and (e) of proposed §§ 2.76 
and 2.88, respectively, and why the specified requirements vary. 

One organization expressed its belief “that an intent-to-use 
applicant should be allowed to withdraw a statement of use and 
restore the application to its prior status;” that “such with- 
drawal, while prohibited by proposed § 2.88(f), is not prohibited 
by the statute;” and that allowance of such a withdrawal would 
parallel the permissible withdrawal of an amendment to allege 
use 


Response: Paragraphs (b) of proposed §§ 2.76 and 2.88 
specify the requirements for a complete amendment to allege use 
and statement of use, respectively. Paragraphs (e) of the pro- 
posed sections specify the minimum requirements for such 
papers. The provisions of the tules have been modified 
in the final rules to clarify this distinction. Moreover, the mini- 
mum requirements specified in proposed §§ 2.76(e) and 2.88(e) 
have been reduced in the final rule to the prescribed fee, at least 
one specimen or facsimile of the mark as used in commerce, and 
a verification or declaration signed by the applicant stating that 
the mark is in use in commerce. 

Section 1(d) of the Act sets forth certain minimum 
requirements for a statement of use. In view of the 
requirements, 5S 228 pet: OF 6 Oa name = 
which does not meet the minimum requirements 
paragraph (e) may be corrected only if the time 
applicant to file a statement of use has not expi 

Further, Section 1(d) of the Act requires that a statement of use 
be filed within six months after the issuance of the notice of 
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of the notice of allowance. The Act, as amended, does not allow 
every applicant a period of 36 months from the notice of allow- 
ance in which to make use of its mark in commerce and file a 
statement of use; rather, only those applicants who file proper 
requests for five successive extensions of time, and are able to 
meet the specified requirements for such extensions, will have 
the benefit of the full 36-month period. Nor does the Act provide 
that an applicant may file a statement of use, then withdraw the 
Statement of use and ask for an extension of time for filing a 
statement of use. 

In view of the statutory requirements in Section 1(d) of the 
Act, a statement of use must be filed within the six months after 
the issuance of a notice of allowance, or within an extension of 
time granted to applicant for filing a statement of use. Use of the 
mark in commerce must be made during such period. If the use 
upon which a statement of use is based is not valid trademark use, 
applicant may make a new use, and amend the statement of use 
to rely upon the new use, only if the new use is made prior to the 
expiration of applicant’s time for filing a statement of use. Once 
a statement of use has been filed, applicant may not withdraw the 
statement of use and request an extension or a further extension 
of time for filing a statement of use. Section 1(d) of the Act 
permits amendment of the statement of use, but does not provide 
for withdrawal of the statement of use once it is filed. 

The fears of some commenters that, under proposed § 2.88, an 
applicant's trademark rights would be destroyed or j 
for minor informalities in a statement of use, are not well- 
founded. The intent of § ee 
use which meets the minimum requirements in para- 
graph (e) to be amended, in accordance with §§ 2.59 and 2.71 
through 2.75, at any time during examination to meet any of the 
remaining requirements for a complete statement of use speci- 
py as meas tpt ee oe other refusals 

or requirements which may be raised by the examiner. See 
proposed §§ 2.88(g) and (h) and final § 2.88(f). The time period 
for filing a statement of use and the right to amend a statement of 
ag emo syed mee gy 
For example, under final § 2.88, a timely statement of use 
OS SR SP aa ee wee a 
amended to, inter 

(1) Add or correct dates of use (provided that the amendment 
is in accordance with § 2.7 1(d), i.e., that it is properly verified and 
the amended dates are not to the expiration of the 
time allowed to applicant for the of a statement of use); 

(2) Specify the type of commerce in which the mark is used; 

(3) State the goods or services specified in the notice of 
allowance on or in connection with which the mark is in use 
(provided that the amendment is in accordance with 
§ 2.88(i)(2), i.., that it is supported by a verification that the mark 
was in use in commerce, on or in connection with each of the 
goods or services sought to be included, prior to the expiration of 
the time allowed to applicant for filing a statement of use); 

(4) State the mode or manner in which the mark is used on or 
in connection with the goods or services; 

(5) Substitute a statement of use verification signed by the 
applicant for a verification signed by a person having color of 
authority (see § 2.71(c)); and 


(6) Submit substitute Ree that the amend- 


is supported by 

specimens were in use 
in commerce prior to the filing of the statement of use or prior to 
the time allowed to applicant for filing a statement of use). 
Once the minimum requirements are met, the rules allowing 
amendment to a statement of use, in accordance with §§ 2.59 and 
2.71 through 2.75, are more liberal than the by several 
commenters an applicant receive an auto- 
matic one to period to respond to a notice of defi- 
ciency in a statement of use. 
For the foregoing reasons, the modifications suggested by the 
commenters have not been adopted in § 2.88. The rule was 
revised to clarify the rule and reduce the minimum 
for a statement of use. Section 2.76, concerning amendments to 
allege use, has been revised to be consistent with § 2.88 as 
appropriate. 
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Comment: One individual questioned why, in a verification 
for an amendment to allege use or a statement of use, the 
icant is required, under proposed §§ 2.76(b)(1) and 
(b)(1), respectively, to state that it believes it is the owner of 
the mark sought to be registered. The individual noted that there 
is no such requirement “for other types of applications provided 
for in the Act or the rules.” 
Response: Section 22 of the Act provides that registration on the 
Principal Register “shall be constructive notice of the regis- 
trant’s claim of ownership [of the mark] .” Therefore, the PTO 
believes that each application must contain aclaim of ownership, 
and that ownership should be reaffirmed upon the filing of an 
allegation of use under § 2.76 or § 2.88. 

Comments: Section 2.89(d)(2) was proposed to be added to 
provide that a showing of good cause for a request for an 
extension of time for filing a statement of use must include, in 
part, a statement of facts demonstrating ongoing efforts to make 
use of the mark in commerce on or in connection with each of the 
goods or services specified in applicant’s verified statement of 
continued bona fide intention to use the mark in commerce. The 

further provides that those efforts may 
include, without limitation, product or service research or devel- 
opment, market research, manufacturing activities, promotional 
activities, steps to acquire distributors, steps to obtain required 
governmental approval, or other similar activities. 

One organization expressed its concern that this rule may be 
administered by the PTO to require an applicant to disclose 
details of highly sensitive or confidential market research or 
business plans. The organization noted that Section 1(d)(2) of 
the Act requires only that applicant provide “a showing of good 
cause” to support a request for an extension of time. The 
organization suggested “facts demonstrating ongoing efforts to 
make use of the mark” could be sensitive or confidential market 
research or business information. It recommended that the first 
sentence of proposed § 2.89(d)(2) be amended to substitute the 
word “applicants” for the words “facts demonstrating.” One 
individual submitted comments to the same general effect. 

Response: The rule does not require a particular showing to 
establish good cause for a request for an extension of time to file 
a statement of use. The suggested modification has been adopted 
in the final rule. 

Comment: Section 2.89(f) was proposed to be added to pro- 
vide, in part, that the goods or services specified in a request for 
an extension of time for filing a statement of use must conform 
to those goods or services identified in the notice of allowance; 
and that any goods or services specified in the notice of allow- 
ance which are omitted from the identification of goods or 
services in the request for extension of time will be presumed to 
be deleted and the applicant may not thereafter request that the 
deleted goods or services be reinserted in the application. 

Section 2.89(g) was proposed to be added to provide, in part, 
that the applicant will be notified of the grant or denial of a 
request for an extension of time; that if, after denial of an 
extension request, there is time remaining in the existing six- 
month period for filing a statement of use, applicant may submit 
a substitute request for extension of time; and that otherwise, the 
only recourse available after denial of a request for an extension 
of time is a petition to the Commissioner in accordance with §§ 
2.66 or 2.146. 

One individual pointed out that proposed § 2.88(i)(2) provides 
that if any goods or services specified in the notice of allowance 
are omitted from the identification of goods or services in 
the statement of use, the examiner shall inquire about the dis- 
crepancy and permit the applicant to amend the statement of use 
to include any omitted goods or services, provided that the 
amendment is supported by a verification that the mark was in 
use in commerce, on or in connection with each of the goods or 
services sought to be included, prior to the expiration of the time 
allowed to applicant for filing a statement of use. The individual 
noted that there is no comparable provision in proposed § 2.89 
relating to requests for extensions of time to file a statement of 
use. The individual commented that “an applicant could unwit- 
tingly forfeit rights by failing to specify all goods and services for 
which the extension is sought,” and that “if Examiners can ask 
about the completeness of statements of use, they can ask about 
the completeness of extensions to file such statements.” 

Two organizations commented, with respect to proposed 
§ 2.89(g), that it is unduly harsh and time consuming for the PTO 
to permit the only recourse from a denial of an extension request 
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to be a petition to the Commissioner. The organizations recom- 
mended that the examiner should be required to state what is 
needed for acceptance of the extension request and reasonable 
time should be allowed for response. The organizations also 
recommended that the filing of a petition concerning the denial 
of an extension request should allow an automatic extension of 
time in connection with the application (subject to the caveat that 
the Act “appears to provide 36 month maximum 'y per- 
mitted for an ‘intent to use’ application regardless of the diffi- 
culty encountered in prosecution”) 

Response: Although § 2.88 inchedes certain provisions relat- 
ing to the amendment of timely statements of use, § 2.89 includes 
no analogous provisions with respect to a request for an exten- 
sion of time to file a statement of use. This is because the Act, as 
amended, specifically provides that a statement of use may be 
amended, but makes no provision for the amendment of an 
extension request. Moreover, the inclusion in § 2.89 of amend- 
ment provisions similar to those in § 2.88 would require that the 
PTO track not only extension period deadlines, but also dead- 
lines for responding to PTO notifications of extension request 
deficiencies. This would create a serious administrative prob- 
lem. 

Furthermore, to avoid inadvertently omitting goods or serv- 
ices from a request for an extension of time to file a statement of 
use, the PTO permits and encourages applicants to identify 
goods or services in an extension request by incorporating by 
reference the goods or services listed in the notice of allowance. 

The Act permits extension of the time for filing a statement of 
use only upon proper written request. The Act does not provide 
for an automatic extension of time upon the filing of a petition, 
pursuant to § 2.89(g), from the denial of an extension request. 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: One organization recommended that the first 
sentence of proposed § 2.89(g), which provides that the appli- 
cant will be notified of the grant or denial of a request for an 
extension of time to file a statement of use, be modified by 
inserting at the end of the sentence the words “and if denied, the 
reasons for denial.” The organization also noted that the rule 
fails to clarify when the new extension period will begin when a 
petition to the Commissioner from a denial of an extension 
request is granted. 

Response: The organizations’s suggestion for modification of 
the first sentence of proposed § 2.89(g) has been adopted. It is 
understood that a denial would include the reasons for denial. A 
six-month extension of time in which to file a statement of use 
will always run from the expiration of the preceding six-month 
period regardless of whether applicant has been notified of the 
grant or denial of the request, or of a petition to the Commissioner 
relating thereto, prior to the expiration of the existing period. 
Accordingly, final § 2.89(g) includes the following new sen- 
tence: “If the petition is granted, the term of the requested six- 
month extension which was the subject of the petition will run 
from the date of the expiration of the previously existing six- 
month period for filing a statement of use.” 

Comment: Section 2.111(a), which pertains to the filing of 
petitions for cancellation, was proposed to be amended to pro- 
vide, in part, for the filing of a petition to cancel a registration “in 
whole or in part.” One individual expressed his concern that the 
phrase “in whole or in part” could perhaps be interpreted as a 
reference to a geographical cancellation. The individual sug- 
gested that it might be helpful to revise the paragraph to provide 
for cancelling the registration “for all or part of the goods or 
services.” 

The individual also suggested that § 2.101(b), which pertains 
to the filing of oppositions, should be amended to provide for 
opposing an application for “all or part of the goods or serv- 
ices.” 

Response: The language “in whole or in part” parallels the 
language of Section 18 of the Act. Further, § 2.99(h) provides 
that the Board will consider and determine concurrent use 
rights only in the context of a concurrent use proceeding, and 
§ 2.133(c) provides that geographic limitations will be consid- 
ered and determined by the Board only in the context of a 
concurrent use ing. Accordingly, the suggestion 
pertaining to § 2.111(b) has not been adopted. 

The language of § 2.101(a) parallels the language of Section 
13(a) of the Act. Modification of the section to provide for 
opposing an application for “all or part of the goods or services” 
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is unnecessary in view of the Board’s authority, under Section 18 
of the Act, to modify the application by limiting the goods or 

services specified therein. Accordingly. the suggestion pertain- 
ing to § 2.101(b) has not been adopted. 

Comment: Section 2.129(d) was proposed to be added to 
provide that when a party to an inter partes before the 
Board cannot prevail without establishing constructive use pur- 
suant to Section 7(c) of the Act in an application under Section 
1(b) of the Act, the Board will enter a “declaratory judgment” 
in favor of that party, subject to the party’s establishment of 
constructive use; and that the time for filing an appeal or for 
commencing a civil action under Section 21 of the Act shall run 
from the date of the declaratory judgment. 

Four organizations and one individual commented variously 
that “declaratory j ” is a term of art for a different type 
of proceeding; that use of the term “dec ” is inconsistent 
parse ny ot stent 18 and 21(a)(4) of the Act, which 
refers only to “judgments”; See a as “condi- 
tional judgment,” “contingent judgment,” or “judgment” 
should be substituted eeae iene "itive judgment.” 

One individual commented that the better would be 
for the Board to acknowledge the rights of the intent-to-use 
applicant, but then ings until after the intent-to- 
use applicant has established its right to a constructive date of 
first use, following which a final judgment could be issued. 

One individual suggested that the language of the proposed 
paragraph should be clarified by inserting the phrase “but will 
prevail in whole or in part upon establishing constructive use” 
after the opening phrase “When a party to an inter partes 


before the Trademark Trial and Appeal Board can- 
not prevail without establishing constructive use pursuant to 
Section 7(c) of the Act in an application under Section 1(b) of the 
Act, . 


One individual expressed a belief that where a situation of the 
type described in the proposed paragraph arises in a cancellation 
or an interference proceeding, the opinion of the Board might be 
advisory, but that in an opposition proceeding it would not, 
because in such a proceeding there is “a case or controversy 
involving present rights of two parties.” The individual +2 
gested that the last sentence of the proposed paragraph be 
amended to read: 

The time for filing an appeal or for commencing a civil action 

pe rm eae ae pnt 

of the declaratory judgment a 

from the date of acceptance of a statement 

inter partes proceedings. 

Response: The PTO believes that the use of the term “judg- 
ment” is more appropriate in this situation. Accordingly, the 
word “dec has been omitted from the final rule. 

Sections 18 and 21(a)(4) of the Act prohibit the entry of a final 
judgment in favor of an applicant under Section 1(b) 
of the Act before the applicant’s mark is registered in those cases 
where an applicant cannot prevail without establishing construc- 
tive use under Section 7(c). If possible, the time for appeal should 
not be deferred until use has been established. If the time for 
appeal is deferred until after acceptance of the statement of use, 
appellant would be deprived of a speedy determination of the 
issues on appeal. Accordingly, the su; to defer the time 
for seeking judicial review have not 

The purpose of “intent-to-use” would be best i 
if judicial review can occur promptly after entry of a judgment by 
the Board. Nevertheless, the PTO recognizes, as 


ye 


“ripe” for judicial review prior to the time an applicant under 
Section 1(b) of the Act establishes its right to register its mark. 
This issue was called to the ic’s attention in the notice of 
proposed rulemaking. 54 Fed. Reg. at 19300. The PTO also 
published a notice in the Official Gazette calling attention to the 
issue and asking for comments. 1 102 OG 58 (May 16, 1989). The 
Subcommittee on Courts, Civil Liberties and the Administration 
of Justice expressed concer with respect to any provision which 
permitted an intent-to-use applicant to sue before it made use of 


exists, and about whether such a case is “ripe."” See H.R. Rep. 
1028, 100th Cong., 2d Sess., at 4 (1988). 

Ultimately, the issue will be resolved by Federal courts. In 
order to permit early resolution of the issue, it has been decided 
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review runs from the date the Board enters its 


to provide in § 2.129(d) that the 60-day time period for seeking 
judicial judgment. 


upon establishing constructive 
inserted in the rule, the PTO does not believe that the phrase is 
necessary or would serve to clarify the rule. Accordingly, the 
modification has not been 


registration, require 
that each affidavit or declaration include the current street ad- 
dress of the person submitting the declaration. The individual 
commented that “while many registrants currently do this, the 
fact remains that it is not required, and it should be mandatory.” 
Response: While the PTO encourages registrants to state their 


in an affidavit or declaration under Section 8 of the Act. 

Comment: Section 2.162(f), which specifies certain of the 
requirements for an affidavit or declaration during the sixth year, 
was proposed to be revised to provide, in part, that if the 
registered mark is not in use in commerce on or in connection 
with the goods or services recited in the registration, the affidavit 
or declaration must recite facts to show that nonuse as to those 
goods or services is due to special circumstances which excuse 
such nonuse and is not due to any intention to abandon the mark 
as to those goods or services. 

One organization suggested that after the phrase “on or in 
connection with,” the phrase “any or all” should be substituted 
for the word “the.” 

Response: The suggested language could be construed to 
imply that an allegation of use on less than all of the goods or 
services will suffice to maintain the registration for all of the 
goods or services; or that if the affidavit or declaration does not 
include an allegation of use or excusable nonuse as to all of the 
goods or services, the affidavit or declaration will not be ac- 
cepted and the registration will be cancelled in its entirety. In fact, 
in the latter situation, the affidavit or declaration would be 
NS ee ee 

would be 


Comment: Section 2.181, which concerns the terms of original 
registrations and renewals, was proposed to be amended by 
redesignating present a a. 
Se on ae registrations issued 

6, 1989, whether on the 
» Femain in force for 


sapleenaliiadines ammiedoaietantilanant 
renewed for periods of ten years from the expiring period unless 
previously cancelled or surrendered. 


Conmuse “Senne may be deemed to take place either (a) on the 
ae ee *s issuance, or (b) when 
eter ree is — or (c) a the renewal 


twentieth 
a proper 


(a1) and 

(2) of the rule after the words Poo ened 
Response: The PTO bollowes Got the dare of tae ovat of tho 
renewal application controls whether the term of renewal of a 
registration is 20 years or ten years. Accordingly, the recommen- 
dation that the rule be modified to provide that the of 
the date of the original registration will control the length of the 
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renewal term, has not been adopted. However, with respect to 
registrations due to expire before November 16, 1989, the PTO 
will do everything possible to maximize the chance that the 
renewal will be granted prior to November 16, 1989, so that the 
term of renewal will be twenty years. Registrations due to expire 
on or after November 16, 1989, will be renewed, on or after that 
date, for periods of ten years from the date of expiration, regard- 
less of the filing date of the renewal application. 

The recommendation that the words “or renewed” be in- 
serted at the beginning of paragraphs (a)(1) and (2) after the 
words “Registrations issued” has been adopted and the para- 
graphs have been further modified for purposes of clarity. 
Specifically, the word “expiration” has been substituted in 
paragraph (a)(1) for the words “renewal, if that date is prior to 
November 16, 1989” and the phrase “from their date of issue or 
expiration” has been inserted in paragraph (a)(2) after the words 
“remain in force for ten years.” 

Comment: Section 2.185(a)(1) was proposed to be revised to 
liberalize certain requirements for the recordation in the PTO of 
assignments. 

One organization recommended that, since any documents 
affecting title to registrations and applications are recorded 
pursuant to this rule, the words “and other documents affecting 
title” should be added to the section title. The organization also 
recommended that the proposed rule be revised and reorganized 
to eliminate lengthy, confusing and redundant wording. The 
organization submitted a suggested substitute draft of the rule. 

Response: To permit further review of the language of this 
section, the proposal is withdrawn. 

Comment: Several comments were submitted which do not 
relate to any rule amendment proposed in the notice of proposed 
rulemaking. 

Response: To the extent that the comments suggest changes to 
existing rules, the changes cannot be made without affording 
members of the public an opportunity to comment. 


Environmental, Energy, and other considerations 


The rule change will not have a significant impact on the 
quality of the human environment or the conservation of energy 
resources. 

The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354) because the 
rule change includes no additional or increased fees for existing 
filings. Pub. L. 100-667 creates a new statutory right to file an 
application based upon a bona fide intention to use a mark in 
commerce (“intent-to-use”). The rule change includes fees for 
intent-to-use applications. However, filing an intent-to-use 
application under the new law is permissive. Such a filing will 
reduce the substantial burden of securing and protecting trade- 
mark rights by enabling small entities to obtain trademark rights 
prior to the use of a mark and the expending of funds in relation 
thereto. Thus, substantive rights to use valuable trademarks are 
not adversely affected and, in some instances, can be established 
prior to the expenditure of large amounts of funds. 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The PTO has also determined that this notice has no Federal- 
ism implications affecting the relationship between the National 
— and the States as outlined in Executive Order 

The rule change will not impose any additional burden under 
the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. in 
relation to any existing filings. However, Pub. L. 100-667 creates 
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anew additional basis for filing an application, as well as certain 
other new filings in relation thereto, namely, an amendment to 
allege use under Section 1(c) of the Act, a statement of use under 
Section 1(d) of the Act, and requests for extensions of time, under 
Section 1(d) of the Act, to file a statement of use. The public 
reporting burden for these new collections of information is 
estimated to vary from .25 hours to .50 hours per filing, with an 
average of .35 hours per filing, including time for reviewing 
instructions, searching existing data sources, gathering and 
maintaining the data needed, and completing and reviewing the 
collections of information. Send comments regarding the burden 
estimate or any other aspect of these collections of information, 
including suggestions for reducing this burden, to the Commis- 
sioner of Patents and Trademarks, Office of Management and 
Organization, Washington, D.C. 20231; and to the Office of 
Information and Regulatory Affairs, Office of Management and 
Budget, Washington, D.C. 20503, Attention: Paperwork Reduc- 
tion Project 0651-0023. 


List of Subject Terms in 37 CFR Part 1: 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeep- 
ing requirements, Small businesses. 


List of Subject Terms in 37 CFR Part 2: 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


For the reasons set forth in the preamble and pursuant to the 
authority contained in Section 41 of the Act (15 U.S.C. 1123), 
parts 1 and 2 of Title 37 of the Code of Federal Regulations are 
amended as set forth below. 


PART 1—RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for Part 1 continues to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is amended by adding new paragraph (h) to read 
as follows: 


§ 1.1 All communications to be addressed to Commissioner 
of Patents and Trademarks. 


*e ee 


(h) In applications under section 1(b) of the Trademark Act, 15 
U.S.C. 1051(b), all statements of use filed under section 1(d) of 
the Act, and requests for extensions of time therefor, should be 
additionally marked “Box ITU.” 


3. Section 1.8 is amended by adding new paragraphs 
(a)(2)(xiv) through (a)(2)(xvi) to read as follows: 


§ 1.8 Certificate of Mailing. 


(a) 4% 


(2) S lacliadl 


*e# eee 


(xiv) In an application under section 1(b) of the Trademark 
Act (15 U.S.C. 1051(b)), the filing of a statement of use under § 
2.88 (15 U.S.C. 1051(d)). 

(xv) In an application under section 1(b) of the Trademark Act 
(15 U.S.C. 1051(b)), the filing of a request, under § 2.89 (15 
U.S.C. 1051(d)), for an extension of time to file a statement of use 
under § 2.88 (15 U.S.C. 1051(d)). 

(xvi) In an application under section 1(b) of the Trademark 
Act(15U.S.C. 1051(b)), the filing of an amendment to allege use 
in commerce under § 2.76 (15 U.S.C. 1051(c)). 


ese*# eee 
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PART 2—RULES OF PRACTICE IN TRADEMARK CASES 
4. The authority citation for Part 2 continues to read as follows: 

Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
5. Section 2.2 is added to read as follows: 

§ 2.2 Definitions. 


(a) “The Act” as used in this Part means the Trademark Act 
of 1946, 60 Stat. 427, as amended, codified in 15 U.S.C. 1051 et. 


seq. 
(b) “Entity” as used in this Part includes both natural and 
juristic persons. 


6. Section 2.6 is amended by adding new paragraphs (u) and 
(v) to read as follows: 


§ 2.6 Trademark fees. 


The following fees and charges are established by the Patent 
and Trademark Office for trademark cases: 


**#*#*% 


(u) For filing an amendment to allege use under section 1(c) of 
the Act or a statement of use under section anne 
class 00.00 
(v) For filing a request under section 1(d)(2) of the he for a 
six-month extension of time for filing a statement of use under 
section 1(d)(1) of the Act, per class y 


7. Section 2.18 is revised to read as follows: 
§ 2.18 Correspondence, with whom held. 


Correspondence will be sent to the applicant or a party to a 
proceeding at its address unless papers are transmitted by an 
attorney at law, or a written power of attorney is filed, or written 
authorization of other person entitled to be recognized is filed, or 
the applicant or party designates in writing another address to 
Siseathtecadentasatnnanaliesenaniatnmaaiin 
Te cecmunatatiaiaidindaaae 
or to the attorney at law designated in the power 
pGoaherpemndedandallinde wien adaieiedaae 
the address designated by the applicant or party for correspon- 
dence. Correspondence will continue to be sent to such address 
until the applicant or party, or the attorney at law or other 
authorized representative of the applicant or party, indicates in 
writing that is to be sent to another address. 
Correspondence will be sent to the domestic representative of a 
foreign applicant unless the application is being prosecuted by 
an attorney at law or other qualified person duly authorized, in 
which event will be sent to the attorney at law or 
other qualified person duly authorized. Double 
will not be undertaken by the Patent and Trademark office, and 
if more than one attorney at law or other authorized representa- 
tive appears or signs a paper, the Office reply will be sent to the 


attorney or other authorized representative of the applicant or 
party. 


8. Section 2.21 is amended by revising paragraphs (a)(5) and 
(a)(6) to read as follows: 


§ 2.21 Requirements for receiving a filing date. 


(a) eee 


(5) A basis for filing: 

(i) A date of first use of the mark in commerce, and at least one 
specimen or facsimile of the mark as used, in an application 
under section 1(a) of the Act, or 

(ii) A claim of a bona fide intention to use the mark in 
commerce and a certification or certified copy of the foreign 
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registration on which the application is based in an application 
under section 44(e) of the Act, or 

(iii) A claim of a bona fide intention to use the mark in 
commerce and a claim of the benefit of a prior foreign applica- 
a ion filed in accordance with section 44(d) of 
(iv) A claim of a bona fide intention to use the mark in 
commerce in an application under section 1(b) of the Act; 
(6) A verification or declaration in accordance with § 2.33(b) 
signed by the applicant; 


s**+e*+4% 
9. Section 2.24 is revised to read as follows: 


§ 2.24 Designation of representative by foreign applicant. 
If an applicant is not domiciled in the United States, the 


application is being 

qualified person duly authorized, in which event Official com- 
munications will be sent to the attorney at law or other qualified 
person duly authorized. The mere designation of a domestic rep- 
ee prosecute 
the application unless le — 
§ 10.14 of this subchapter and authorized 17(b). 


10. Section 2.31 is revised to read as follows: 
§ 2.31 Application must be in English. 


The application must be in the ep ay 
written on but one side of the paper. It is preferable that 
application be on lettersize (i.c., 8 1/2 inches, 21.6 cm., it 
inches, 27.9 cm.) paper, eeete double spaced, with at least 
a one and one-half inch ) margin on the left-hand side 
and top of the page. 


11. Section 2.33 is amended by revising the section title, 
revising (a1 ii), (aX 1 iv), (aX 1Xv), (aX 1 Xvi), 
(aXIXvii), and (a)(1){viii), (a1 (ix) as 
(aX1)(x), revising paragraph (a)(1)(x), adding a 
new paragraph (a)( 1 )(ix), revising paragraphs (a)(2), (b), and (c), 
and adding new paragraph (d) to read as follows: 


§ 2.33 Requirements for written application. 
(a)(1) The application shall include a request for registration 
and shall specify: 


see 


is a 
which the 


(ii) The citizenship of the applicant; if the 
partnership, the state or nation under the laws 
partnership is organized and the names and citizenship of the 
general partners or, if the applicant is a corporation or associa- 
tion, the state or nation under the laws of which the corporation 
or association is organized; 


ee ee SS 
applicant has adopted and is using the mark shown in the 
accompanying drawing, or, in an application under section 1(b) 
or 44 of the Act, that the applicant has a bona fide intention to use 
the mark shown in the accompanying in commerce, 
Se eee. 
lar goods or services on or in connection with which the mark is 
aeareteies SS 
particular or services on or in connection with which the 
applicant has a bona fide intention to use the mark, which in an 
application under section 44 may not exceed the scope of the 


used or, in an 
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goods or services covered by the foreign application or registra- 
tion; 
(vi) The class of goods or services according to the official 
classification, if known to the applicant; 

(vii) In an application under section 1 (a) of the Act, the date of 
applicant’s first use of the mark as a trademark or service mark 
on or in connection with goods or services specified in the 
application and the date of applicant’s first use in commerce of 
the mark as a trademark or service mark on or in connection with 
goods or services specified in the application, specifying the 
nature of such commerce (see 
§ 2.38); 

(viii) In an application under section 44(e) of the Act for 
registration of a mark duly registered in the applicant’s country 
of origin, as that term is defined in section 44(c), accompanying 
the application, a certificate of the trademark office of the 
applicant’s country of origin showing that the mark has been 
registered in such country and also showing the mark, the goods 
or services for which the mark is registered, the date of filing of 
the application on the basis of which registration was granted and 
that said registration is in full force and effect and, if the 
certificate is not in the English lanquage, a translation thereof; 

(ix) In an application claiming the benefit of a foreign appli- 
cation in accordance with section 44(d) of the Act, compliance 
with the requirements of § 2.39; 

(x) In an application under section 1(a) of the Act, the mode, 
manner or method of applying, affixing or otherwise using the 
mark on or in connection with the goods or services specified or, 
in an application under section 1(b) of the Act, the intended 
mode, manner or method of applying, affixing or otherwise 
using the mark on or in connection with the goods or services 
specified. 

(2) If more than one item of goods or services is specified in 
the application, the dates of use required in paragraph (a)(1)(vii) 
of this section need be for only one of the items specified, 
provided the particular item to which the dates apply is desig- 
nated. 
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(b)(1) In an application under section 1(a) of the Act, the 
application must include averments to the effect that the appli- 
cant is believed to be the owner of the mark sought to be 
registered; that the mark is in use in commerce, specifying the 
nature of such commerce; that no other entity, to the best of the 
declarant’s knowledge and belief, has the right to use such mark 
in commerce, either in the identical form or in such near resem- 
blance as to be likely, when applied to the goods or services of 
such other entity, to cause confusion, or to cause mistake, or to 
deceive; that the specimens or facsimiles show the mark as used 
on or in connection with the goods or services; and that the facts 
set forth in the application are true; or 

(2) In an application under section 1(b) or 44 of the Act, the 
application must include averments to the effect that the appli- 
cant is believed to be the owner of the mark sought to be 
registered; that the applicant has a bona fide intention to use the 
mark in commerce on or in connection with the specified goods 
or services; that no other entity, to the best of the declarant’s 
knowledge and belief, has the right to use such mark in com- 
merce, either in the identical form or in such near resemblance as 
to be likely, when applied to the goods or services of such other 
entity, to cause confusion, or to cause mistake, or to deceive; and 
that the facts set forth in the application are true. 

(c) For an application for the registration of a mark for goods 
or services falling within multiple classes, see § 2.86. 

(d) An applicant may not file under both sections 1(a) and 1(b) 
of the Act in a single application, nor may an applicant in an 
application under section 1(a) of the Act amend that application 
to seek registration under section 1(b) of the Act. 


12. Section 2.38(a) is revised to read as follows: 
§ 2.38 Use by predecessor or by related companies. 


(a) If the first use, the date of which is required by paragraph 
(a)(1)(vii) of § 2.33, was by a predecessor in title, or by a related 
company (sections 5 and 45 of the Act), and such use inures to 
the benefit of the applicant, the date of such first use may be 
asserted with a statement that such first use was by the predeces- 
sor in title or by the related company as the case may be. 
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13. Section 2.39 is revised to read as follows: 


§ 2.39 Priority claim based on foreign application. 


(a) An application claiming the benefit of a foreign application 
in accordance with section 44(d) of the Act shall specify the 
filing date and country of the first regularly filed foreign appli- 
cation or, if the application is based upon a subsequent regularly 
filed application in the same foreign country, the application 
shall so state and shall show that any prior filed application has 
been withdrawn, abandoned or otherwise disposed of, without 
having been laid open to public inspection and without having 
any rights outstanding, and has not served as a basis for claiming 
a right of priority. 

(b) Before the application can be approved for publication, a 
basis for registration under section 1(a), 1(b) or 44(e) of the Act 
must be established. 


14. Section 2.41 is revised to read as follows: 
§ 2.41 Proof of distinctiveness under section 2(f). 


(a) When registration is sought of a mark which would be 
unregistrable by reason of section 2(e) of the Act but which is 
said by applicant to have become distinctive in commerce of the 
goods or services set forth in the application, applicant may, in 
support of registrability, submit with the application, or in re- 
sponse to a request for evidence or to a refusal to register, 
affidavits, or declarations in accordance with § 2.20, deposi- 
tions, or other appropriate evidence showing duration, extent 
and nature of use in commerce and advertising expenditures in 
connection therewith (identifying types of media and attaching 
typical advertisements), and affidavits, or declarations in accor- 
dance with § 2.20, letters or statements from the trade or public, 
or both, or other appropriate evidence tending to show that the 
mark distinguishes such goods. 

(b) In appropriate cases, ownership of one or more prior 
registrations on the Principal Register or under the Act of 1905 
of the same mark may be accepted as prima facie evidence of 
distinctiveness. Also, if the mark is said to have become distinc- 
tive of applicant’s goods by reason of substantially exclusive and 
continuous use in commerce thereof by applicant for the five 
years before the date on which the claim of distinctiveness is 
made, a showing by way of statements which are verified or 
which include declarations in accordance with § 2.20, in the 
application may, in appropriate cases, be accepted as prima facie 
evidence of distinctiveness. In each of these situations, however, 
further evidence may be required. 


15. Section 2.44 is revised to read as follows: 
§ 2.44 Collective mark. 


(a) In an application to register a collective mark under section 
l(a) of the Act, the application shall specify and contain all 
applicable elements required by the preceding sections for trade- 
marks, but shall, in addition, specify the class of persons entitled 
to use the mark, indicating their relationship to the applicant, and 
the nature of the applicant’s control over the use of the mark. 

(b) In an application to register a collective mark under section 
1(b) or 44 of the Act, the application shall specify and contain all 
applicable elements required by the preceding sections for trade- 
marks, but shall, in addition, specify the class of persons in- 
tended to be entitled to use the mark, indicating what their 
relationship to the applicant will be, and the nature of the control 
applicant intends to exercise over the use of the mark. 


16. Section 2.45 is revised to read as follows: 
§ 2.45 Certification mark. 


(a) In an application to register a certification mark under 
section 1(a) of the Act, the application shall specify and contain 
all applicable elements required by the preceding sections for 
trademarks. It shall, in addition, specify the manner in which and 
the conditions under which the certification mark is used; it shall 
allege that the applicant exercises legitimate control over the use 
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of the mark and that the applicant is not engaged in the produc- 
tion or marketing of the goods or services to which the mark is 
applied. 

(b) In an application to register a certification mark under 
section 1(b) or 44 of the Act, aa 
contain all applicable elements required by the preceding sec- 
tions for trademarks. It shall, in addition, specify the manner in 
which and the conditions under which the certification mark is 
intended to be used; it shall allege that the applicant intends to 
exercise legitimate control over the use of the mark and that the 
applicant will not engage in the production or marketing of the 
goods or services to which the mark is applied. 


17. Section 2.47 is revised to read as follows: 
§ 2.47 Supplemental Register. 


(a) In an application to register on the Supplemental Regi: 
under section 23 of the Act, the application shall so indicate and 
ene eget nae wie ng eee 
specifying the nature of such commerce, by the applicant. 

(b) In an application to register on the Supplemental Register 
under section 44 of the Act, So cppticaton cael so tndicane The The 
statement of lawful use in commerce may be omitted. 

(c) A mark in an application to register on the 
Register under section 1(b) of the Act is eligible for a 
on the Supplemental Register only after an 
ment to allege use under § 2. Teer mdemantofrendert 2a 88 
has been timely filed. 

(d) An application for registration on the ——— ay A 
ister must conform to the requirements for 
Principal Register under section 1(a) of the Act, so far as Sol 
cable. 


18. Section 2.51 is revised to read as follows: 
§ 2.51 Drawing required. 


(a)(1) In an application under section 1(a) of the Act, the 
drawing of the trademark shall be a substantially exact represen- 
tation of the mark as used on or in connection with the goods; or 

er are eae tae fe memes oe | 
of the shall be a substantially exact representation of 
the mark as intended to be used on or in connection with the 
goods specified in the application, and once an amendment to 
allege use under § 2.76 or a statement of use under § 2.88 has 
been filed, the drawing of the trademark shall be a substantially 
exact representation of the mark as used on or in connection with 
the goods; or 

CO) in an application ender coctien 44 of the Act, the drawing 
of the trademark shall be a substantially exact representation of 
the mark as it appears in the drawing in the registration certificate 
of a mark duly registered in the country of origin of the applicant. 

(b)(1) In an application under section 1(a) of the Act, the 
drawing of a service mark shall be a substantially exact represen- 
tation of the mark as used in the sale or advertising of the 
services; or 

(2) In an application under section 1(b) of the Act, the drawing 
of a service mark shall be a substantially exact representation of 
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the mark as intended to be used in the sale or advertising of the 
services specified in the application and, once an amendment to 
allege use under § 2.76 or a statement of use under § 2.88 has 
been filed, the drawing of the service mark shall be a substan- 
tially exact representation of the mark as used in the sale or 
of the services; or 

(3) In an application under section 44 of the Act, the drawing 
SS ae 
the mark as it appears in the drawing in the registration certificate 
of a mark duly registered in the country of 

(c) The drawing of a mark may be 
of a mark not capable of 


(d) Broken lines should be used in the drawing of a mark to 
show placement of the mark on the goods, or on the 

or to show matter not claimed as part of the mark, or as 
appropriate. In an application to register a mark with three- 
dimensional features, the drawing shall depict the mark in 
perspective in a single rendition. 

ee Se ne a ae pawey ow 
or numeral, or any combination thereof, not depicted in special 
form, the drawing may be the mark typed in capital letters on 

paper, otherwise complying with the requirements of § 2.52. 


19. Section 2.52 is amended by revising paragraphs (a), (d) 
and (e) to read as follows: 


§ 2.52 Requirements for drawings. 


(a) Character of drawing. All drawings, except as otherwise 
ee 
provide high definition upon 
reproduction or printer’s papery 
suitable. Every line and letter, including color lining and lines 
used for shading, must be black. All lines must be clean, sharp, 
and solid, and must not be fine or crowded. Gray tones or tints 
may not be used for surface shading or any other purpose. The 
requirements of this are not necessary in the case of 


drawings permitted and filed in accordance with paragraph (e) of 
§ 2.51. 


s*e*4% 
(d) Heading. Across the top of the drawing, beginning one 
the shock, here must be placed heading, lating in eparae ines, 


i soplicasion under section 1(s) of the Act: he 
priority filing date of the - ~~ arlene pation in an 
application claiming the benefit te goss 
accordance with section 44(d) of the Act: and 
services recited in the or a typical item of th 
or services if anumber of items are recited in the ernie 
heading should be typewritten. If the drawing is in special form, 
SS eee 
ments of the mark. 

(e) Linings for color. Where color is a feature of a mark, the 
color or colors employed may be designated by means of 
conventional linings as shown in the following color chart: 
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20. Section 2.53 is revised to read as follows: 
§ 2.53 Transmission of drawings. 


Drawings transmitted to the Patent and Trademark Office, 
other than those typed in accordance with § 2.51(e), should be 
sent flat, protected by a sheet of heavy binder’s board, or should 
be rolled for transmission in a suitable mailing tube to prevent 
mutilation or folding. 


21. Section 2.56 is revised to read as follows: 


§ 2.56 Specimens. 


An application under section 1(a) of the Act, an amendment to 
allege use under § 2.76, and a statement of use under 
§ 2.88 must each include three specimens of the trademark as 
used on or in connection with the goods in commerce. The 
a of the labels, tags, or containers 
bearing the trademark, nthe er sey ox me ee 
with the goods and bearing the trademark (or if the nature of 
the goods makes use of such specimens impracticable then on 
documents associated with the goods or their sale), when made 
of suitable flat material and of a size not to exceed 8 1/2 inches 
(21.6 cm.) wide and 11 inches (27.9 cm.) long. 


22. Section 2.57 is revised to read as follows: 
§ 2.57 Facsimiles. 


(a) When, due to the mode of applying or affixing the trade- 
mark to the goods, or to the manner of using the mark on the 
goods, or to the nature of the mark, specimens as above stated 
cannot be furnished, three copies of a suitable photograph or 
other acceptable reproduction, not to exceed 8 1/2 inches (21.6 
cm.) wide and 11 inches (27.9 cm.) long, and clearly 
and legibly showing the mark and all matter used in connection 
therewith, shall be furnished. 

(b) A purported facsimile which is merely a reproduction of 
the drawing submitted to comply with § 2.51 will not be 
considered to be a facsimile depicting the mark as used on or in 
connection with the goods or in connection with the services. 


23. Section 2.59 is added to read as follows: 


§ 2.59 Filing substitute specimens. 


(a) In an application under section 1(a) of the Act, the appli- 
cant may submit substitute specimens of the mark as used on or 
in connection with the goods, or in the sale or advertising of the 
services, provided that any substitute specimens submitted are 

by applicant’s affidavit or declaration in accordance 


supported 

with § 2.20 verifying that the substitute specimens were in use 
in commerce at least as early as the filing date of the application. 
The verification requirement shall not apply if the specimens are 
duplicates or facsimiles, such as photographs, of specimens 
already of record in the application. 

(b) In an application under section 1(b) of the Act, after filing 
either an amendment to allege use under § 2.76 or a statement of 
use under § 2.88, the applicant may submit substitute specimens 
of the mark as used on or in connection with the goods, or in the 
sale or advertising of the services, provided that the use in 
commerce of any substitute specimens submitted is supported 
by applicant’s affidavit or declaration in accordance with § 2.20. 
In the case of a statement of use under § 2.88, the applicant must 
verify that the substitute specimens were in use in commerce 
prior to the filing of the statement of use or prior to the expiration 
of the time allowed to applicant for filing a statement of use. 


24. Section 2.61 is amended by revising paragraphs (a) and (c) 
to read as follows: ” ns 


§ 2.61 Action by examiner. 


(a) Applications for registration, including amendments to 
allege use under section 1(c) of the Act, and statements of use 
under section 1(d) of the Act, will be examined and, if the 
applicant is found not entitled to registration for any reason, 
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applicant will be notified and advised of the reasons therefor and 
of any formal requirements or objections. 
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(c) Whenever it shall be found that two or more parties whose 
interests are in conflict are represented by the same attorney, 
each party and also the attorney shall be notified of this fact. 


25. Section 2.64 is amended by adding new paragraph (c) to 
read as follows: 


§ 2.64 Final action. 


*e ee 


(c)(1) If an applicant in an application under section 1(b) of the 
Act files an amendment to allege use under § 2.76 during the six- 
month response period after issuance of a final action, the 
examiner shall examine the amendment. The filing of such an 
amendment will not extend the time for filing an appeal or 
petitioning the Commissioner. 

(2) If the amendment to allege use under § 2.76 is acceptable 
in all respects, the applicant will be notified of its acceptance. 

(3) If, as a result of the examination of the amendment to allege 
use under § 2.76, the applicant is found not entitled to registration 
for any reason not previously stated, applicant will be notified 
and advised of the reasons and of any formal requirements or 
refusals. The Trademark Examining Attorney shall withdraw the 
final action previously issued and shall incorporate all unre- 
solved refusals or requirements previously stated in the new non- 
final action. 


26. Section 2.65 is amended by adding new paragraph (c) to 
read as follows: 


§ 2.65 Abandonment. 


ese ee 


(c) If an applicant in an application under section 1(b) of the 
Act fails to timely file a statement of use under § 2.88, the 
application shall be deemed to be abandoned. 


27. Section 2.66 is revised to read as follows: 
§ 2.66 Revival of abandoned applications. 


(a) An application abandoned for failure to timely mo or 
for failure to timely file a statement of use under § 2.88 in an 
application under section 1(b) of the Act, may be revived as a 
pending application if it is shown to the satisfaction of the 
Commissioner that the delay was unavoidable. 

(b) A petition to revive an application abandoned for failure to 
timely respond must be accompanied by (1) the required fee, (2) 
a showing which is verified or which includes a declaration in 
accordance with § 2.20 of the causes of the delay, and (3) the 
proposed response, unless a response has been previously filed. 

(c) A petition to revive an application for failure to 

timely file a statement of use under § 2.88 in an application under 
section 1(b) of the Act must be accompanied by (1) the required 
petition fee, (2) a showing which is verified or which includes a 
declaration in accordance with § 2.20 of the causes of the delay, 
(3) the required fees for the number of requests (in 
with § 2.89 for extensions of time to file a statement of use) 
which should have been filed if the application had not been 
abandoned, and (4) either a statement of use in accordance with 
§ 2.88 (unless the same has been previously filed) or a request 
in accordance with § 2.89 for an extension of time to file a 
statement of use. 
(d) The petition must be filed promptly. No petition to revive will 
be granted in an application under section 1(b) of the Act if 
granting the petition would permit the filing of a statement of use 
more than 36 months after the issuance of a notice of allowance 
under section 13(b)(2) of the Act. 


28. Section 2.69 is revised to read as follows: 
§ 2.69 Compliance with other laws. 
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When the sale or transportation of any product for which reg- 
istration of a trademark is sought is lated under an Act of 
Congress, the Patent and Trademark may make appropri- 
ate inquiry as to compliance with such Act for the sole purpose 
of determining lawfulness of the commerce recited in the appli- 
cation. 


29. Section 2.71 is revised to read as follows: 
§ 2.71 Amendments to correct informalities. 


(a) The application may be amended to correct informalities, 
or to avoid objections made by the Patent and Trademark Office, 
or for other reasons arising in the course of examination. 

(b) The identification of goods or services may be amended to 
clarify or limit the identification, but additions will not be 

itted. 

(c) If the verification or declaration filed with the i 
is defective, the defect may be corrected only by the submission 
of a substitute or supplemental verification or declaration in 
accordance with § 2.20. A verification or declaration required 
under §§ 2.21(a)(6), 2.76(e)(3) or 2.88(e)(3), to be properly 
= must be signed by the applicant, a member of the 
applicant firm, or an officer of the applicant corporation or 
association. A verification or declaration which is signed by a 
person having color of authority to sign, is acceptable for the 
purpose of determining the timely filing of the paper. Persons 
having color of authority to sign are those who have first-hand 
knowledge of the truth of the statements in the verification or 
declaration and who also have actual or implied authority to act 
on behalf of the applicant. However, a properly signed substitute 
verification or declaration must be submitted before the applica- 
tion will be approved for publication or registration, as the case 
may be. 

(d)(1) No amendment to the dates of use will be itted 
unless the amendment is supported by applicant’s vit or 
declaration in accordance with § 2.20 and by such showing as 
may be required. 

(2) In an application under section 1(a) of the Act, no amend- 
ment to specify a date of use which is subsequent to the filing date 
of the application will be permitted. 

(3) In an application under section 1(b) of the Act, after the 
filing of a statement of use under § 2.88, no will be 
permitted to the statement of use to recite dates of use which are 
subsequent to the expiration of the time allowed to applicant for 
filing a statement of use. 


30. Section 2.72 is revised to read as follows: 
§ 2.72 Amendments to description or drawing of the mark. 


(a) Amendments may not be made to the description or 

ponent apts ta beer were hope ntecniee ate = | 

tered. The determination of whether a proposed amendment 
naar Dn alters the character of the mark will be made by 
comparing the proposed amendment with the description or 
drawing of the mark as originally filed. 

(b) In applications under section 1(a) of the Act, amendments 
to the description or drawing of the mark may be permitted only 
if warranted by the specimens (or facsimiles) as originally filed, 
or supported by additional specimens (or facsimiles) and a 
supplemental affidavit or declaration in accordance with 
§ 2.20 alleging that the mark shown in the amended drawing was 
in use prior to the filing date of the application. 

(c) In applications under section 1(b) of the Act, amendments 
to the description or drawing of the mark, which are filed after 
submission of an amendment to allege use under § 2.76 or a 
statement of use under § 2.88, may be permitted only if war- 
ranted by the specimens (or facsimiles) filed, or supported by 
additional specimens (or facsimiles) and a affida- 
vit or declaration in accordance with § 2.20 alleging that the 
mark shown in the amended drawing is in use in commerce. In 
the case of a statement of use under § 2.88, applicant must verify 
that the mark shown in the amended drawing was in use in 
commerce prior to the filing of the statement of use or prior to the 
expiration of the time allowed to applicant for filing a statement 
of use. 

(d) In applications under section 44 of the Act, amendments to 
the description or drawing of the mark may be permitted only if 
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warranted by the 
foreign registration 


31. Section 2.73 is revised to read as follows: 


or drawing of the mark in the 


§ 2.73 Amendment to recite concurrent use. 


(a) An application under section 1(a) of the Act may be 
amended so as to be treated as an for a concurrent 
registration, provided the application as amended satisfies the 
Pap eg § 2.42. The examiner will determine whether 


as amended, is acceptable. 
"iy Aa application under section fp) of the Act may not be 
amended so as to be treated as an for a concurrent 


ae acceptable amendment to allege use under $ 
2.76 or statement of use under § 2.88 has been filed in the 


ee 


the application as amended satisfies the requirements 
of § 2.42. The examiner will determine whether the application, 
as is acceptable. 


32. Section 2.75 is revised to read as follows: 
§ 2.75 Amendment to change application to different regis- 
ter. 


(a) An application for on the Principal Register 


registration 
per ey Be cing dy hE 
application 


for registration on the Supplemental Register and 
vice versa by amending the application to comply with the rules 
relating to the appropriate register, as the case may be. 

(b) An application under section 1(b) of the Act may be 
amended to change the application to a different register only 
after submission of an acceptable amendment to allege use under 
8 2.76 or statement of use under § 2.88. When such an 


Register, the effective 
Gute of the bling of the allegation. 


use under section I(c) or 1(d) 
of the Act. 


33. Section 2.76 is added to read as follows: 
§ 2.76 Amendment to allege use. 


application under section 1(b) of the Act may be 
amended to allege use of the mark in commerce under section 
1(c) of the Act at any time between the filing of the application 
and the date the examiner approves the mark for publication or 
the date of expiration of the six-month response period after 
issuance of a final action. Thereafter, snciegetiaa use may be 
submitted only as a statement of use under 
§ 2.88 after the issuance of a notice of allowance under section 
13(b)(2) of the Act. If an amendment to allege use is filed outside 
the time period specified in this paragraph, it will be returned to 
the applicant. 
(b) A complete amendment to allege use must include: 
(1) A verified statement that the applicant is believed to be the 
ea eared 
cep ret nn he mt 


on or in connection with which the mark is in use in commerce 

and the mode or manner in which the mark is used on or in 
pag et ce ne te eg 
or facsimiles, conforming to the require- 

56, 2.57 and 2.58, of the mark as used in com- 


merce; and 
™(3) The fee prescribed in § 2.6. 
(c) An amendment to allege use may be filed only when the 
has made use of the mark in commerce on or in 
schtiion tor ote agian «il nach egienten ta Oe 


the amendment to “pe 
quae Gatietatsendaesanaden runiyenset inten 
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specified in each class, provided the particular item to which the 
dates apply is designated. 

(d) The title “Amendment to allege use under § 2.76” should 
appear at the top of the first page of the paper. 

(e) The Office will review a timely filed amendment to allege 
use to determine whether it meets the following minimum 
requirements: 

(1) The fee prescribed in § 2.6; 

(2) At least one specimen or facsimile of the mark as used in 
commerce; and 

(3) A verification or declaration signed by the applicant 
stating that the mark is in use in commerce. 

(f) A timely filed amendment to allege use which meets the 
minimum requirements specified in paragraph (e) of this section 
will be examined in accordance with §§ 2.61 through 2.69. If, as 
a result of the examination of the amendment to allege use, 
applicant is found not entitled to registration for any reason not 
previously stated, applicant will be so notified and advised of the 
reasons and of any formal requirements or refusals. The notifi- 
cation shall restate or incorporate by reference all unresolved 
refusals or requirements previously stated. The amendment to 
allege use may be amended in accordance with §§ 2. 59 and 2.71 
through 2.75. If the amendment to allege use is acceptable in all 
respects, the applicant will be notified of its acceptance. The 
filing of such an amendment shall not constitute a response to 
any outstanding action by the Trademark Examining Attorney. 

ts) If the amendment to allege use is filed within the permitted 
time period but does not meet the minimum requirements speci- 
fied in paragraph (e) of this section, applicant will be notified of 
the deficiency. The deficiency may be corrected_provided the 
mark has not been approved for publication or the six-month 
response period after issuance of a final action has not expired. 
If an acceptable amendment to correct the deficiency is not filed 
prior to approval of the mark for publication or prior to the 
expiration of the six-month response period after issuance of a 
final action, the amendment will not be examined. 

(h) An amendment to allege use may be withdrawn for any 
reason prior to approval of a mark for publication or expiration 
of the six-month response period after issuance of a final action. 


34. Section 2.77 is added to read as follows: 


§ 2.77 Amendments between notice of allowance and state- 
ment of use. 


An application under section 1(b) of the Act may not be 
amended during the period between the issuance of the notice of 
allowance under section 13(b)(2) of the Act and the filing of a 
statement of use under § 2.88, except to delete specified goods 
or services. Other amendments filed during this period will be 
placed in the application file and considered when the statement 
of use is examined. 


35. The undesignated center heading for §§ 2.80 through 2.84 
is revised to read as follows: 


PUBLICATION AND POST PUBLICATION 


36. Section 2.81 is amended by revising the section title, 
redesignating the present paragraph as (a), revising redesignated 
paragraph (a), and adding new paragraph (b) to read as follows: 


§ 2.81 Post publication. 


(a) pag ee pay meetin 1(b) of the Act for 
which it to allege use under § 2.76 has been 
eduphued end quengtet, if no opposition is filed within the time 
permitted or all oppositions filed are dismissed, and if no inter- 
ference is declared and no concurrent use is insti- 
tuted, the application will be prepared for issuance of the certifi- 
cate of registration as provided in § 2.151. 

(b) In an application under section 1(b) of the Act for which no 
amendment to allege use under § 2.76 has been submitted and 
accepted, if no opposition is filed within the time permitted or all 
oppositions filed are dismissed, and if no interference is de- 
clared, a notice of allowance will issue. ’ The notice of allowance 


applicant, the correspondence address, the mark, the identifica- 
tion of goods or services, and the issue date of the notice of 
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allowance. The mailing date that on the notice of allow- 
ance will be the issue date of the notice of allowance. Thereafter, 
the applicant shall submit a statement of use as provided in § 
2.88. 


37. Section 2.82 is revised to read as follows: 
§ 2.82 Marks on Supplemental Register published only upon 
registration. 


In the case of an application for registration on the Supplemen- 
tal Register the mark will not be published for opposition but if 
it appears, after examination or reexamination, that the applicant 
is entitled to have the mark registered, a certificate of registration 
will issue as provided in § 2.151. The mark will be published in 
the Official Gazette when registered. 


38. Section 2.83 is amended by revising paragraphs (a) and (b) 
to read as follows: 


§ 2.83 Conflicting marks. 


(a) Whenever an application is made for registration of a mark 
which so resembles another mark or marks pending registration 
as to be likely to cause confusion or mistake or to deceive, the 
mark with the earliest effective filing date will be published in the 
Official Gazette for opposition if eligible for the Principal Reg- 
ister, or issued a certificate of registration if eligible for the 
Supplemental Register. 

(b) In situations in which conflicting applications have the 
same effective filing date, the application with the earliest date of 
execution will be published in the Official Gazette for opposition 
or issued on the Supplemental Register. 


ese ee * 


39. Section 2.84 is revised to read as follows: 
§ 2.84 Jurisdiction over published applications. 


(a) The examiner may exercise jurisdiction over an applica- 
tion up to the date the mark is published in the Official Gazette. 
After publication of an application under section 1 (a) or 44 of the 
Act the examiner may, with the permission of the Commissioner, 
exercise jurisdiction over the application. After publication of an 
application under section 1(b) of the Act, the examiner may 
exercise jurisdiction over the application after the issuance of the 
notice of allowance under section 13(b)(2) of the Act. After 
publication, and prior to issuance of a notice of allowance in an 
application under section 1(b), the examiner may, with the 
permission of the Commissioner, exercise jurisdiction over the 
application. 

(b) After publication, but before the printing of the certificate 
of registration in an application under section 1(a) or 44 of the 
Act, or before the printing of the notice of allowance in an 
application under section 1(b) of the Act, an application which is 
not the subject of an inter partes proceeding before the Trade- 
mark Trial and Appeal Board may be amended if the amendment 
does not necessitate republication of the mark or issuance of an 
Office action. Otherwise, an amendment to such an application 
may be submitted only upon petition to the Commissioner to 
restore jurisdiction of the application to the examiner for consid- 
eration of the amendment and further examination. The amend- 
ment of an application which is the subject of an inter partes 
proceeding before the Trademark Trial and Appeal Board is 
governed by § 2.133. 


40. Section 2.86 is revised to read as follows: 


§ 2.86 Application may include multiple goods or services 
comprised in single class or multiple classes. 


(a) An application may recite more than one item of goods, or 
more than one service, comprised in a si class, provided the 
goods or services are specifically identified and the applicant 
either has used the mark on or in connection with all of the 
specified goods or services, or has a bona fide intention to use the 
mark on or in connection with all of the specified goods or 
services. 
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caer mee Ae a ana 
for goods and/or services comprised in multiple classes provided 
the goods or services are specifically identified; a fee equaling 
the sum of the fees for filing an application in each class is 
submitted; and the application includes either dates of use and 
three specimens for each class, or a statement of a bona fide 
intention to use the mark on or in connection with all of the goods 
or services specified in each class. An amendment to allege use 
under § 2.76 ora statement of use under § 2.88, filed in a multiple 
class application under section 1(b) of the Act, must include, for 
each class, the required fee, dates of use and three specimens. A 
single certificate of registration for the mark shall be issued, 
unless the application is divided pursuant to § 2.87. 

(c) The applicant may not allege use as to certain goods or 
services and a bona fide intention to use as to other goods or 
services in the same application, of the number of 
classes contained therein. 


41. Section 2.87 is revised to read as follows: 


§ 2.87 Dividing an application. 


(a) An application may be physically divided into two or more 
separate applications upon submission by the applicant of a 
request therefor, in accordance with paragraph (c) of this section. 
In the case of a request to divide out some, but not all, of the goods 
or services in a class, a fee for each new separate application to 
be created by the division must be submitted. Any outstanding 
time period for action by the applicant in the original 
at the time of the division will be applicable to each new separate 
application created by the division. 

(b) A request to divide an application may be filed at any time 
between the filing of the application and the date the Trademark 
Examining Attorney approves the mark for publication or the 
date of expiration of the six-month response period after issu- 
ance of a final action; or during an opposition, upon motion 
granted by the Trademark Trial and Appeal Board. Additionally, 
a request to divide an application under section 1(b) of the Act 
may be filed with a statement of use under § 2.88 or at any time 
between the filing of a statement of use and the date the Trade- 
mark Examining Attorney approves the mark for registration or 
the date of expiration of the six-month response period after 
issuance of a final action. 

Sa eS 6 eee 
separate paper from any other amendment or response in the 
application. The title “Request to divide application.” should 
appear at the top of the first page of the paper. 


42. Anew undesignated center heading, and two new sections, 
designated §§ 2.88 and 2.89, are added to read as follows: 


POST NOTICE OF ALLOWANCE 


§ 2.88 Filing statement of use after notice of allowance. 


(a) In an application under section 1(b) of the Act, a statement 
of use, required under section 1(d) of the Act, must be filed within 
six months after issuance of a notice of allowance under section 
13(b)(2) of the Act, or within an extension of time granted under 
§ 2.89. A statement of use that is filed prior to issuance of a notice 
of allowance is premature, will not be considered, and will be 
returned to the 

1 me a statement of use must include: 

(1) A verified statement that the applicant is believed to be the 
owner of the mark sought to be registered and that the mark is in 
use in commerce, speci! the date of the applicant's first use 
of the mark and first use of the mark in commerce, the type of 
commerce, those goods or services specified in the notice of 
allowance on or in connection with which the mark is in use in 
commerce and the mode or manner in which the mark is used on 
or in connection with such goods or services; 

(2) Three specimens or facsimiles, conforming to the require- 
ments of §§ 2.56, 2.57 and 2.58, of the mark as used in 


commerce; and 

(3) The fee prescribed in § 2.6. 

(c) The statement of use may be filed only when the applicant 
has made use of the mark in commerce on or in connection with 
all of the goods or services, as specified in the notice of allow- 
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aun Gee he a Sea. 
tion, unless the statement of use is accompanied by a 
accordance with § 2.87 to divide out from the 

goods or services to which the statement of use pertains. If more 
than one item of goods or services is in the statement of 
use, the dates of use 

a 


particular 

(d) The title “Statement of use under 
at the top of the first of the paper. 

(e) The Office will review a timely filed statement of use to 
determine whether it meets the following minimum require- 
ments: 

(1) The fee prescribed in § 2.6; 

(2) At least one specimen or facsimile of the mark as used in 
commerce; 

(3) A verification or declaration signed by the applicant 

that the mark is in use in commerce. 

(f) A timely filed statement of use which meets the minimum 
requirements specified in (e) of this section will be 
examined in accordance with § met ne ne me 
of the examination of the statement of use, applicant is found not 
entitled to registration, will be notified and advised of 
the reasons and of any formal requirements or refusals. The 
statement of use may be amended in accordance with §§ 2.59 
and 2.71 through 2.75. If the statement of use is acceptable in all 
respects, the applicant will be notified of its 

Fn a re ey 

pe pe any ee 
notified of the deficiency. If the time permitted 
ee 
deficiency. After the filing of a statement of use during a 
Se ee eS ee eee 


i recctnallitcmetnasaion which meets the 
ee ee ee 
shall result in the abandonment of the application. 

(i)(1) The goods or services specified in a statement of use 
must conform to those goods or services identified in the notice 
of allowance. ne: pe Rg te yg 
stating “those goods or services identified in the notice of 
allowance” or, if . “those or services identi- 
fied in the notice of except . . .” followed by an 
identification of the goods or services to be deleted. 

services specified in the notice of allow- 
from the identification of goods o services in 


inquire about the aaspatracetamegel 
the statement of use to include any omitted goods or services, 
provided that the amendment is supported by a verification that 
the mark was in use in commerce, on or in connection with each 
of the goods or services sought to be included, prior to the 
expiration of the time allowed to applicant for filing a statement 
of use. 
ee ae eee a 
or services in the 
in accordance 


amb indentanladpanticien icacuinne 
with §§ 2.51 and 2.72. 
§ 2.89 Extensions of time for filing a statement of use. 


(a) The applicant may request a six-month extension of time 
to file the statement of use required under § 


period following 
section 13(b)(2) of the Act; 
(2) The fee prescribed in § 2.6; and 
foe ny ape ee ey eS eg 
bona fide intention to use the mark in commerce, 
Spectyng tae goods or services Henifed i the notice of 
on or in connection with which the applicant has a 
continued bona fide intention to use the mark in commerce. 


(b) The applicant may request further six-month extensions of 
aioter tn ee ameanetenty 





1110 TMOG 584 
(290) 


(1) A written request, prior to the expiration of a previously 
granted extension of time; 

(2) The fee prescribed in § 2.6; 

(3) A verified statement by the applicant that the applicant has 
a continued bona fide intention to use the mark in commerce, 
specifying those goods or services identified in the notice of 
allowance on or in connection with which the applicant has a 
continued bona fide intention to use the mark in commerce; and 

(4) A showing of good cause, as specified in paragraph (d) of 
this section. 

(c) Extensions of time under paragraph (b) of this section will 
be granted only in six-month increments and may not aggregate 
more than 24 months. 

(d) The showing required by paragraph (b)(4) of this section 
must include: 

(1) An allegation that the applicant has not yet made use of the 
mark in commerce on all the goods or services specified in the 
notice of allowance on or in connection with which the applicant 
has a continued bona fide intention to use the mark in commerce, 
and 

(2) A statement of applicant’s ongoing efforts to make use of 
the mark in commerce on or in connection with each of the goods 
or services specified in the verified statement of continued bona 
fide intention to use required under paragraph (b) of this section. 
Those efforts may include, without limitation, product or service 
research or development, market research, manufacturing ac- 
tivities, promotional activities, steps to acquire distributors, steps 
to obtain required governmental approval, or other similar ac- 
tivities. In the alternative, a satisfactory explanation for the 
failure to make such efforts must be submitted. 

(e)(1) At the time of the filing of a statement of use, or during 
any time remaining in the existing six-month period in which a 
statement of use is filed, applicant may file one request, in 
accordance with paragraph (a) or (b) of this section, for a six- 
month extension of time for filing a statement of use, provided 
that the time requested would not extend beyond 36 months from 
the issuance of the notice of allowance. Thereafter, applicant 
may not request any further extensions of time. 

(2) A request for an extension of time that is filed at the time 
of the filing of a statement of use, or during any time remaining 
in the existing six-month period in which a statement of use is 
filed, must comply with all the requirements of paragraph (a) of 
this section, if it is applicant’s first extension request, or para- 
graph (b) of this section, if it is a second or subsequent extension 
request. However, in a request under paragraph (b), applicant 
may satisfy the requirement for a showing of good cause by 
asserting that applicant believes that it has made valid use of the 
mark in commerce, as evidenced by the submitted statement of 
use, but that if the statement of use is found by the Patent and 
Trademark Office to be fatally defective, applicant will need 
additional time in which to file a new statement of use. 

(f) The goods or services specified in a request for an exten- 
sion of time for filing a statement of use must conform to those 
goods or services identified in the notice of allowance. Any 
goods or services specified in the notice of allowance which are 
omitted from the identification of goods or services in the request 
for extension of time will be presumed to be deleted and the 
applicant may not thereafter request that the deleted goods or 
services be reinserted in the application. If appropriate, an 
applicant may specify the goods or services by stating “those 

or services identified in the notice of allowance” or 
“those goods or services identified in the notice of allowance 
except. . .” followed by an identification of the goods or services 
to be deleted. 

(g) The applicant will be notified of the grant or denial of a 
request for an extension of time, and of the reasons for a denial. 
Failure to notify the applicant of the grant or denial of the request 
prior to the expiration of the existing period or requested exten- 
sion does not relieve the applicant of the responsibility of timely 
filing a statement of use under § 2.88. If, after denial of an 
extension request, there is time remaining in the existing six- 
month period for filing a statement of use, applicant may submit 
a substitute request for extension of time. Otherwise, the only 
recourse available after denial of a request for an extension of 
time is a petition to the Commissioner in accordance with §§ 
2.66 or 2.146. A petition from the denial of a request for an 
extension of time to file a statement of use shall be filed within 
one month from the date of mailing of the denial of the request. 
If the petition is granted, the term of the requested six-month 
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extension which was the subject of the petition will run from the 
date of the expiration of the previously existing six-month period 
for filing a statement of use. 


43. Section 2.99 is amended by revising paragraph (g) and 
adding new paragraph (h) to read as follows: 


§ 2.99 Application to register as concurrent user. 


**e+e#e% 


(g) Registrations and applications to register on the Supple- 
mental Register and reistrations under the Act of 1920 are not 
subject to concurrent use registration proceedings. Applications 
to register under section 1(b) of the Act of 1946 are subject to 
concurrent use registration proceedings only after an acceptable 
amendment to allege use under § 2.76 or statement of use under 
§ 2.88 has been filed. 

(h) The Trademark Trial and Appeal Board will consider and 
determine concurrent use rights only in the context of a concur- 
rent use registration proceeding. 


44. Section 2.101 is amended by revising paragraph (b) toread 
as follows: 


§ 2.101 Fi:ing an opposition. 


**#e4% 


(b) Any entity which believes that it would be damaged by the 
registration of a mark on the Principal Register may oppose the 
same by filing an opposition, which should be addressed to the 
Trademark Trial and Appeal Board. The opposition need not be 
verified, and may be signed by the opposer or the opposer’s 
attorney or other authorized representative. 


*ee44% 


45. Section 2.111 is amended by revising paragraph (b) to read 
as follows: 


§ 2.111 Filing petition for cancellation. 


*ee44% 


(b) Any entity which believes that it is or will be damaged by 
a registration may file a petition, which should be addressed to 
the Trademark Trial and Appeal Board, to cancel the registration 
in whole or in part. The petition need not be verified, and may be 
signed by the petitioner or the petitioner’s attorney or other 
authorized representative. The petition may be filed at any time 
in the case of registrations on the Supplemental Register or under 
the Act of 1920, or registrations under the Act of 1881 or the Act 
of 1905 which have not been published under section 12(c) of the 
Act, or on any ground specified in section 14(c) or (e) of the Act. 
In all other cases the petition and the required fee must be filed 
within five years from the date of registration of the mark under 
the Act or from the date of publication under section 12(c) of the 
Act. 


**#e#4% 


46. Section 2.129 is amended by adding new paragraph (d) to 
read as follows: 


§ 2.129 Oral argument; 


e+e#e4% 


(d) When a party to an inter partes proceeding before the 
Trademark Trial and Appeal Board cannot prevail without estab- 
lishing constructive use pursuant to section 7(c) of the Act in an 
application under section 1(b) of the Act, the Trademark Trial 


and Appeal Board will enter a judgment in favor of that party, 
subject to the party’s establishment of constructive use. The time 
for filing an or for commencing a civil action under 
section 21 of the Act shall run from the date of the entry of the 
judgment. 


47. Section 2.133 is revised to read as follows: 
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§ 2.133 Amendment of application or registration during 
proceedings. 


(a) An application involved in a proceeding may not be 
amended in substance nor may a registration be amended or 
disclaimed in part, except with the consent of the other party or 
parties and the approval of the Trademark Trial and Appeal 
Board, or except upon motion. 

(b) If, in an inter partes proceeding, the Trademark Trial and 
Appeal Board finds that a party whose application or registration 
is the subject of the proceeding is not entitled to registration in the 
absence of a specified restriction to the involved application or 
registration, the Trademark Trial and Appeal Board will allow 
the party time in which to file a request that the application or 
registration be amended to conform to the findings of the Trade- 
mark Trial and Appeal Board, failing which judgment will be 
entered against the party. 

(c) Geographic limitations will be considered and determined 
by the Trademark Trial and Appeal Board only in the context of 
a concurrent use registration proceeding. 

(d) A plaintiff's pleaded registration will not be restricted in 
the absence of a counterclaim to cancel the registration in whole 
or in part, except that a counterclaim need not be filed if the 
registration is the subject of another proceeding between the 
same parties or anyone in privity therewith. 


48. Section 2.161 is revised to read as follows: 


§ 2.161 Cancellation for failure to file affidavit or declaration 
during sixth year. 


Any registration under the provisions of the Act and any 
registration published under the provisions of section 12(c) of 
the Act (§ 2.153) shall be cancelled as to any goods or services 
recited in the registration at the end of six years following the date 
of registration or the date of such publication, unless within one 
year next preceding the expiration of such six years the registrant 
shall file in the Patent and Trademark Office an affidavit or 
declaration in accordance with § 2.20 setting forth those goods 
or services recited in the registration on or in connection with 
which the mark is in use in commerce and attaching a specimen 
or facsimile showing current use of the mark, or an affidavit or 
declaration under § 2.20 showing that its nonuse as to any goods 
or services recited in the registration is due to special circum- 
stances which excuse such nonuse and is not due to any intention 
to abandon the mark as to those goods or services. 


49. Section 2.162 is amended by revising paragraphs (e), (f), 
and (g) to read as follows: 


§ 2.162 Requirements for affidavit or declaration during 
sixth year. 


e**#*+*4* 


(e) State that the registered mark is in use in commerce, list the 
or services recited in the registration on or in connection 

with which the mark is in use in commerce, and specify the nature 
of such commerce (except under paragraph (f) of this section). 
The statement must be accompanied by a specimen or facsimile, 
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expired, 1 

it is supported by an affidavit or declaration pursuant to § 2.20 
verifying that the specimen or facsimile was in use in commerce 
prior to the expiration of the sixth year, 

(f) If the registered mark is not in use in commerce on or in 
connection with the goods or services recited in the 
recite facts to show that nonuse as to those goods or services is 
due to special circumstances which excuse such nonuse and is 
peprceeteg ey magnet pe cher yn ng. 
or services. If the facts recited are found insufficient, further 
evidence or ¢ may be submitted and considered even 
though filed the sixth year has expired; and 

pS ae 

and appropriate specimen or facsimile, as required in 

cumpunen $s) ond Get adh enetien, dweaichenan eae 
affidavit or declaration pertains in this registration. 


50. Section 2.181(a) is revised to read as follows: 
§ 2.181 Term of original registrations and renewals. 


(1) Registrations issued or renewed under the Act, prior to 
monet 1989, whether on the Principal Register or on the 
Supplemental Register, remain in force for twenty years from 
their date of issue or expiration, and may be renewed for periods 
of ten years from the expiring period unless previously cancelled 
or surrendered. 

(2) Registrations issued or renewed under the Act on or after 
November 16, 1989, pa tee rm ame 
Supplemental Register, remain in force for ten from their 
pay my yee en ‘or periods of ten 
years from the expiring period unless previously cancelled or 
surrendered. 


e**+e4% 
51. Section 2.187 is revised to read as follows: 


§ 2.187 Certificate of registration may issue to assignee. 


The certificate of registration may be issued to the assignee of 
the applicant, or in a new name of applicant, 
makes a written request in the 

time the application is being prepared for issuance of the certifi- 
cate of registration, and an appropriate document is of record in 
the Assignment Search Room of the Patent and Trademark 
Office. If the assignment or name change document is not of 
record in the Assignment Search Room, then the written request 
must state that the document has been filed for recordation. The 
address of the assignee must be made of record in the application 
file and in the recorded 
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Show ‘Cancellation of Fewer Than All 
Classes 
Change of Correspondence Address in 
Trademark Applications 
Closing of Patent and Trademark Office 
on Friday, Jan. 20, 1989 
Dissemination of Trademark Information .. 


Examining Operation 

Exhaustion of Adminstrative Remedies 
in Patent and Trademark Office 
Disciplinary Proceedings 

Expedited Service for Certified Copies 
of Trademark Registrations 

Extension of Time for Filing Notices of 

ition to Marks Published in the 


Gazette Dated May 16, 1989 .... 


Extension of Time for Filing Notices of 
—- to Marks Published in the 
i 


ial Gazette Dated May 23, 1989 .... 


Extension of Time for Filing Notices of 
pie to Marks Published in the 
Gazette 


Dated June 27, 1989 .... 


Extension of Time for Filing Notices of 
ition to Marks Published in the 
ial Gazette Dated July 4, 1989 
Extension of Time for Filing Notices of 
‘ition to Marks Published in the 
ial Gazette Dated Oct. 17, 1989 
Filing of a Notice of to the 
Federal Circuit and ice of Court 
— on the Commissioner of Patents 
Trademarks 


Filing of Papers During U: 
Closings of the Patent ary Trademark 


Judicial Review of isions of the Board 
of Patent Appeals and Interferences and 
the Trademark Trial and Appeal Board, 
Amendment of Patent and Trademark 

les 


Nemes pone Registered Files 
in 
Printing of Use in Another Form Claims ... 
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Procedures for Enforcement of the 
Regulations Relating to the Use of 
Patent and Trademark Office Records or 
Search Facilities 

Records Control Schedule 

Public Advisory Committee for 

Trademark Affairs 


Published Trademark Applications 

Recording of Documents Affecting Title .... 

Recording of “Territorial Assignments” .... 

Regulations Relating to the Use of Patent 
and Trademark Office Records of 
Search Facilities 

Renewal Applications and Section 8 
Affidavits 

Renewal of Trademark Registrations 

Requests for Information on Status of 
Trademark Registrations 

Requests for Reconsideration in Patent and 

Proceeding — Disciplinary 

Proceedin 

Retention Schedule for Trademark Records 

Revision of Patent and Trademark Fees .... 

“Revivals” and “Reinstatements” 

Rule 2.165 Requirements for Section 8 

Section 8 Requirements for Trademark 
Registrations 

Separation of the Patent and Trademark 
Sections of the Official Gazette 

Service of Court Papers 

Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of Documents in 


Special Grant Covers Commemorating the 
Bicentennial of the United States 


Subscription Pricing Information 
T-Search Printouts as Section 2(d) 


Trademark Examining Procedure for Amended 
Applications 

Trademark Law Revision Act, Amendments 
to Patent and Trademark Rules to Implement; 
Miscellaneous trademark Rule Amendments 


Transmittals for Use of Deposit Accounts 
Unpaid Fee Checks 

USTA Publications of Looseleaf Rules of 
Practice 


Weekly Summaries TTAB Final Decisions 
Wording in Verification or Declaration 
U 
Unity of invention practice in international 
applications 
Unpaid fee check . 
Use of facilities regulations 


Viewing of video tapes during interview 
Visitor passes and regulations 


Waiver of one year time period 
in 36 CFR 1.137(b), 1.555(c) and 





PATENT AND TRADEMARK OFFICE NOTICES 


Patent Cooperation Treaty (PCT) Information 


For information concerning the PCT member countries see 
notice appearing in the Official Gazette at 11090.G. Son Dee. 5 5, 
1989. 

For use of the European Patent Office as an International 
Searching Authority for international applications filed in the 
United States Receiving Office, see the notice appearing in the 
Official Gazette at 1022 O.G. 52 on Sept. 28, 1982. 

For use of the European Patent Office as an International Pre- 
liminary Examining Authority for international applications filed 
in the United States Receiving Office, see the notices appearing 
in the Official Gazette at 1080 O.G. 2 on July 7, 1987 and at 1091 
O.G. 2 on June 7, 1988. 

The Search fee of the European Patent Office was changed due 
to a difference in the exchange rate of the U.S. dollar with regard 
to the German Mark as of Jan. 1, 1990, and was announced in the 
Official Gazette at 1109 O.G. 3 on Dec. 5, 1990. 

International PCT fees were changed on June 1, 1989 due to a 
difference in the exchange rate of the U.S. dollar with regard to 
the Swiss Franc and were announced in the Official Gazette at 
1102 O.G. 90 on May 30, 1989. 

Certain domestic PCT fees and charges for International 
Search and Preliminary Examination have been changed effec- 
tive Apr. 17, 1989 and were announced in the Official Gazette at 
1100 O.G. 24 on Mar. 7, 1989. 

The current schedule of PCT fees (in U.S. dollars) is as 


follows: 


PN TUS siccscnctncosetignamninmaiaeeecemeniniigans 
Search Fee 
U.S. Patent and Trademark Office (USPTO) as 
International Searching Authority (ISA) 
—No corresponding prior U.S. national 
application filed 
—Corresponding prior U.S. national 
application filed 
—Supplemental search fee, per 
additional invention 
European Patent Office as ISA 
—If paid before Jan. 1, 1990 
—1f paid on or after Jan. 1, 1990. 
Preliminary examination fee 
USPTO as International Preliminary Examining 
Authority (IPEA) 
—Search fee paid to USPTO as ISA 
—Additional examination fee, per 
additional invention. 
—1ISA not the USPTO 
—Additional examination fee, 
per additional invention. 
International fees 


Basic Supplemental fee (for each page 


Designation fee per country or region 
for the first 10 national or regional 


offices 
Designation fee for 1 1th and 
subsequent designations : 


U.S. National Stage fees 


USPTO was IPEA 
USPTO was ISA but not 
IPEA 


USPTO was neither ISA nor 
IPEA 


USPTO was IPEA and all 
claims presented satisfied 
provisions of PCT Article 
33(2) to (4) 

—For each i 


—For each claim in excess of 
20 


30.00 3.00 


JEFFREY M. SAMUELS, 
Acting Commissioner 
of Patents and Trademarks. 


Status of Appeal Cases 


The Date of Examiner’s Answer of Oldest 
Ex Parte Awaiting to Panel For 
A Without as of 


a 
November 30 , 1989. 


Chemical Discipline - May 1, 1989 
Mechanical Discipline - July 8, 1988 
Electrical Discipline - June 1, 1988 


The Date of Examiner’s Answer of Oldest 


Title 37, Code of Federal Regulations, Section 1.362(d), 
effective Nov. 1, 1984, provides that maintenance fees may be 
paid without for a six-month period begi 3,7, and 
11 years after the date of issue of patents on icati 
filed on or after Dec. 12, 1980. An additional six-month grace 
oe tennness See 41(b) and 37 CFR 1.362(e) for 
a the maintenance fee with the surcharge set forth in 37 

1.20(k) or (1), as amended effective Apr. 17, 1989. If the 
maintenance fee is not paid ina requiring such payment the 
patent will expire on the 4th, 8th or 12th anniversary of the patent. 
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Attention is drawn to the patents which were issued on De- 
cember 30, 1986, for which maintenance fees due at 3 years and 
six months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 4,631,752 through 4,633,525 
Reissue Patents based on the above identified patents. 


Attention is drawn to the patents which were issued on De- 
cember 28, 1982 for which maintenance fees due at 7 years and 
six months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 4,365,351 through 4,366,578 
Reissue Patents based on the above identified patents. 


No maintenance fees are required for design or plant patents. 


Payments of maintenance fees in patents should be directed to 
“Commissioner of Patents and Trademarks, Box M. Fee, Wash- 
ington, D.C. 20231.” 

The current amounts of the maintenance fees due at 3 years 
and six months and seven years and six months are set forth in 37 
CFR 1.20(e), (f), (h) and (i), as amended effective Apr. 17, 1989, 
which are reproduced below: 


37 CFR § 1.20 Post-issuance fees 

"(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or 
after after Dec. 12, 1980 and before Aug. 27, 1982, in force 
beyond 4 years; the fee is due by ae 


“(f) For maintaining an original or reissue patent, except a 
design or pliant patent, based on an application filed on or after 
Dec. 12, 1980 and before Aug. 27, 1982, in force beyond 8 
years; the fee is due by seven years and six months after the 


“(h) For maintaining an original or reissue patent except a design 
or plant patent, based on an application filed on or after Aug. 
27,1982, in force beyond 4 years; the fee is due by three years 
and six months after the original grant: 


By asmall entity (§ 1.9(f)) 
By other than a small entity 


“(i) For maintaining an original or reissue patent, except a design 
or plant it, based on an application filed on or after Aug. 
27, 1982, in force beyond 8 years; the fee is due by seven years 
and six months after the original grant: 


By asmall entity (§1.9(f)) 
By other than a small enttity 
The amounts of the surcharges as amended effective Apr. 17, 
1989, are set forth in 37 CFR 1.20 (k), (1) and (m) which are 
reproduced below: 


“(k) Surcharge for paying a maintenance fee during the 6-month 
grace period following the expiration of three years and six 
months , seven years and six months, and eleven years and six 
months after the date of the original grant of a patent based on 
an : filed on or after Dec. 12, 1980 and before Aug. 

20. 


“(1) Surcharge for paying a maintenance fee during the 6-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and six 
months after the date of the original grant of a patent based on 
an application filed on or after Aug. 27, 1982: 


By asmall entity(§1.9(f)) 
By other than a small entity 


"(m) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee where 
the delay is shown to the satisfaction of the Commissioner to 
have been unavoidable 
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Notice of Expiration of Patents 
Due to Failure to Pay Maintenance Fees 


35 U.S.C. 41 and 37 CFR 1.362(g) provide that if the required 
maintenance fee and any applicable surcharge are not paid in a 
patent requiring such payment, the patent will expire at the end 
of the 4th, 8th, or 12th anniversary of the grant of the patent de- 
pending on the first maintenance fee which was not paid. 

According to the records of the Office, the patents listed below 
have expired due to failure to pay the required maintenance fee 
and any applicable surcharge. 


PATENTS WHICH EXPIRED OCTOBER 15, 1989 
DUE TO FAILURE TO PAY MAINTENANCE FEES 


Patent Number 


4,294,839 
4,546,493 
4,546,496 
4,546,498 
4,546,505 
4,546,507 
4,546,517 
4,546,521 
4,546,524 
4,546,527 
4,546,530 
4,546,531 
4,546,545 
4,546,554 
4,546,555 
4,546,562 
4,546,563 
4,546,569 
4,546,570 
4,546,571 
4,546,578 
4,546,579 
4,546,587 
4,546,607 
4,546,611 
4,546,624 


Serial Number 


06/215,987 
06/428,871 
06/619,590 
06/472,437 
06/60 1,074 
06/634,055 
06/585,857 
06/599,170 
06/584,777 
06/445,270 
06/504,365 
06/567 ,760 
06/556,547 
06/445,740 
06/477,052 
06/483,096 
06/582,164 
06/550,577 
06/447 ,208 
06/469,921 
06/640,853 
06/466,531 
06/438,567 
06/489,584 
06/564,113 
06/488,035 
06/456,785 
06/550,258 
06/503,726 
06/333,480 
06/596,910 
06/446,921 
06/462,092 
06/490,714 
06/600,887 
06/531,441 
06/521,591 
06/561,541 
06/490,256 
06/567,619 
06/463,836 
06/519,262 
06/629,460 
06/509,449 
06/517,284 
06/606,288 
06/577 ,303 
06/528,177 
06/677 ,844 
06/605,940 
06/650,138 
06/636,828 
06/364,574 
06/577,013 
06/479,021 
06/330,512 
06/668 ,684 
06/583,083 
06/629,272 


Issue Date 


10/13/81 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
10/15/85 
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Patent Number Serial Number Issue Date 4,547,175 06/570,768 
4,547,185 06/644 ,384 

4,546,815 06/687 ,078 10/15/85 4,547,187 06/492,134 

4,546,822 06/546,388 10/15/85 4,547,199 06/473,898 

4,546,825 06/461,773 10/15/85 4,547,207 06/634,294 

4,546,826 06/699 ,400 10/15/85 4,547,236 06/385,495 

4,546,836 06/545,794 10/15/85 4,547,242 06/493 ,546 

4,546,845 06/441,455 10/15/85 4,547,267 06/525,874 

4,546,846 06/601 ,975 10/15/85 4,547,271 06/649 682 

4,546,851 06/438,942 10/15/85 4,547,272 06/561,469 

4,546,853 06/627,185 10/15/85 4,547,273 06/618,014 

4,546,854 06/503,289 10/15/85 4,547,288 06/606, 148 

4,546,867 06/432,642 10/15/85 4,547,294 06/572,227 

4,546,868 06/478,842 10/15/85 4,547,320 

4,546,875 06/511,545 10/15/85 4,547,356 

4,546,877 06/586,031 10/15/85 4,547,367 

4,546,879 06/688,270 10/15/85 4,547,368 

4,546,880 06/500,496 10/15/85 4,547,388 

4,546,881 06/520,024 10/15/85 4,547,391 

4,546,896 06/565,579 10/15/85 4,547,464 

4,546,901 06/576,449 10/15/85 4,547,468 

4,546,907 06/469,030 10/15/85 4,547,499 

4,546,912 06/696,393 10/15/85 4,547,505 

4,546,913 06/553,396 10/15/85 4,547,508 

4,546,914 06/532,836 10/15/85 4,547,516 

4,546,919 06/600,385 10/15/85 4,547,519 

4,546,922 06/508 ,673 10/15/85 4,547,524 

4,546,925 06/530,179 10/15/85 4,547,546 

4,546,934 06/633,921 10/15/85 4,547,555 

4,546,940 06/570,423 10/15/85 4,547,561 

4,546,942 06/597 846 10/15/85 4,547,569 

4,546,946 06/593,553 10/15/85 4,547,572 

4,546,951 06/523,748 10/15/85 4,547,587 

4,546,962 06/631,549 10/15/85 4,547,601 

4,546,967 06/460,934 10/15/85 4,547,618 

4,546,971 06/647,712 10/15/85 4,547,624 

4,546,972 06/568,931 10/15/85 4,547,629 

4,546,974 06/528,977 10/15/85 4,547,634 

4,546,975 06/356,485 10/15/85 4,547,652 

4,546,986 06/586,983 10/15/85 4,547,660 

4,546,989 06/593,508 10/15/85 4,547,679 

4,546,992 06/649 ,068 10/15/85 4,547,686 

4,546,997 06/518,203 10/15/85 4,547,693 

4,547,036 06/417,588 10/15/85 4,547,697 

4,547,041 06/312,193 10/15/85 4,547,718 

4,547,046 06/464 ,862 10/15/85 4,547,721 

4,547,059 06/436,796 10/15/85 4,547,723 

4,547,064 06/645,961 10/15/85 4,547,726 

4,547,068 06/472,026 10/15/85 4,547,729 

4,547,070 06/246,952 10/15/85 4,547,742 

4,547,078 06/587,772 10/15/85 4,547,756 

4,547,082 06/392,492 10/15/85 4,547,761 

4,547,091 06/64 1,788 10/15/85 4,547,773 

4,547,092 06/582,177 10/15/85 4,547,779 

4,547,096 06/519,457 10/15/85 4,547,819 

4,547,099 06/606,837 10/15/85 4,547,822 

4,547,109 06/502,088 10/15/85 4,547,833 

4,547,119 06/567, 136 10/15/85 4,547,834 

4,547,124 06/483,899 10/15/85 4,547,836 

4,547,135 06/558,919 10/15/85 4,547,841 

4,547,136 06/668 402 10/15/85 4,547,843 

4,547,150 06/608 ,722 10/15/85 4,547,858 

4,547,153 06/68 1,387 10/15/85 4,547,863 

4,547,158 06/627 ,079 10/15/85 4,547,883 

4,547,171 06/561 397 10/15/85 4,547,889 


NOTIFICATION OF ACCEPANCE OF DELAYED 
PAYMENT OF MAINTENANCE FEE 
(35 U.S.C. 41(C); 37 CFR 1.378) 


The patent(s) listed below is considered as not having expired but is subject to the conditions set forth in 35 U.S.C. 41(c\(2), 
in view of the Petition to Accept Late Payment of the maintenance fees which has been GRANTED BY THE COMMISSIONER 
OF PATENTS AND TRADEMARKS, as provided for under 35 U.S.C. 41(c\(1) and 37 CFR 1.378. 


Application Delayed Payment 
Patent No. Serial No. Patent Date Filing Date Acceptance Date 
4,526,575 06/428,877 07/02/85 09/30/82 11/22/89 
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REISSUE APPLICATIONS FILED 


Notice under 37 CFR 1.11(b). The reissue applications listed below are 
open to inspection by the general public in the indicated Examining 
Groups and copies may be obtained by paying the fee therefor (37 CFR 
1,21(b)). 


4,648,532, Re . S.N. 233,866, Filed Aug. 15, 1988, Cl. 222/82, 
MIXING AND DISCHARGE CAPSULE Russell D. Green, 
Owner of Record: Dentsply Research & Development Corp., 
Milford Del., Attorney or Agent: David E. Wheeler, et al., Ex. 
Gp.: 311 


4,680,353, Re. S.N. 378,846, Filed July 12, 1989, cl. 526/160, 
PROCESS FOR PRODUCTION OF STYRENE POLYMERS 
Nobuhide Isthihara, et al., Owner of Record: Idemitsu Kosan Co. 
Ltd., Tokyo, Japan, Attorney or Agent: Stephen H. Frishauf, et 
al., Ex. Gp.: 155 


4,686,581, Re. S.N. 391,288, Filed Aug. 9, 1989, Cl. 358/294, 
DOCUMENT SCANNING SYSTEM Charles W. Spherley, Jr., 
et al., Owner of Record: Ana Tech Corp., Attorney or Agent: 
Bruce D. Sunstein, et al., Ex. Gp.: 262 


4,693,713, Re. S.N. 405,616, Filed sept. 11, 1989, Cl. 
604,368, ABSORBENTS FOR BLOOD AND SEROUS BODY 
FLUIDS Miroslav Chmelir, et al., Owner of Record: Chemische 
Fabrikstockhausen, Kref, Germany, Attorney or Agent: Arnold 
Sprung, et al., Ex. Gp.: 336 


4,758,241, Re. S.N. 440,507, Filed Nov. 22, 1989, Cl. 
604,387, MENSTRUAL AND INCONTINENCE PAD Elissa 
D. Papjohn, Owner of Record: Inventor, Attorney or Agent: 
Myron Amer, Ex. Gp.: 336 


4,846,458, Re. S.N. 441,011, Filed Nov. 20, 1989, Cl. 272/65, 
UPPER BODY EXERCISE APPARATUS Lanny L. Potts, 
Owner of Record: Tri-Tech Inc., Xanthus, Okla., Attorney or 
Agent: Thomas F. Smegal, et al., Ex. Gp.: 332 


REQUESTS FOR REEXAMINATION FILED 


Notice under 37 CFR 1.11(c). The requests for reexamination listed 
below are open to inspection by the general public in the indicated Exam- 
ining Groups. Copies of the requests and related papers may be obtained 
by paying the fee therefor established in the Rules (37 CFR 1.19(a)). 

In the event correspondence to the patent owner is not received, this 
notice will be considered to be constructive notice to the patent owner and 
reexamination will proceed (37 CFR 1.248(a)(S) and 1.525(b). 


4,424,695, Reexam. No. 90/001,892, Requested Nov. 16, 
1989, Cl. 72/128, ARRANGEMENT FOR FABRICATING 
DOUBLE CONICAL SPRINGS Emnst Kirchhoff, et al., Owner 
of Record: Hoesch Aktiengesellschaft, Dortmund, West Ger- 
many, Attorney or Agent: Max Fogiel, Ex. Gp.: 320, Requester: 
Owner 


4,489,022, Reexam. No. 90/001,894, Requested Nov. 20, 
1989, Cl. 264/30, FORMING COHERENT REFRACTORY 
MASSES Pierre Robyn, et al., Owner of Record: Glaverbel, SA, 
Brussels, Belgium, Attorney or Agent: Spencer & Frank, Ex. Gp.: 
130, Requester: Northlake Marketing & Supply, Inc., Hobart, 
Ind. 


4,509,916, Reexam. No. 90/001,893, Requested Nov. 22, 
1989, Cl. 431/273, DEVICE FOR PRODUCING IGNITION 
SPARKS WHEN FALLING ON A PYROPHORIC FLINT , 
Owner of Record: Laforest, SA, Barcelona, Spain, Attorney or 
Agent: Pennie & Edmonds, Ex. Gp.: 340, Requester: Owner 


3,684,560, Reexam. No. 90/001,895, Requested Nov. 20, 
1989, Cl. 427/140, METHOD OF FORMING REFRACTORY 
MASSES Edgar Brichard, et al., Owner of Record: Glaverbel, 
SA, Brussels, Belgium, Attorney or Agent: Spencer & Frank, Ex. 
Gp.: 130, Requester: Northlake Marketing & Supply, Inc., 
Hobart, Ind. 
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Errata 


The following registration number was inadvertently listed as 
cancelled in the “Trademark Registrations Cancelled Section 
8” section of the Trademark Official Gazette of Nov. 1, 1988: 
TM 160 


1,234,946 Nov. 1, 1988 


Consequently, the above-identified registration is still active. 


Dec. 6, 1989 PATRICIA M. DAVIS 
Adminstrator for 


Trademark Operations 


The following registration number was inadvertently listed as 
cancelled in the “Trademark Registration Cancelled Section 
18” section of the Trademark Official Gazette of June 13, 1989: 
T™ 184 


1,204,629 June 13, 1989 


Consequently, the above-identified registration is still active. 


Dec. 6, 1989 PATRICIA M. DAVIS 
Adminstrator for 


Trademark Operations 


In the “Trademark Registrations Issued” section of the 
Trademark Official Gazette of Nov. 7, 1989, was listed inadver- 
tently: 
TM 224 1,564,919 Nov. 7, 1989 

Consequently, the certificate of registration bearing the 
above-identified registration number was not issued on the date 
indicated, and the registration number has been vacated. 


Dec. 6, 1989 PATRICIA M. DAVIS 
Administrator for 


Trademark Operations 


The Registrant of Registration No. 867,818 listed in the 
“Index of Registrants” section of the Trademark Official Ga- 
zette of May 23, 1989, at TMI 41, was incorrectly identified as 
“RICHARDSON-MERRELL INC.”. 

The Registrant’s name as correctd is “RICHARDSON- 
VICKS INC.”. 


Dec. 6, 1989 PATRICIA M. DAVIS 


Administrator for 
Trademark Operations 


In the “Trademark Registrations Renewed” section of the 
trademark Official Gazette of June 13, 1989, the mark was 
incorrectly identified as “THEMO-CAL”. 

The mark as corrected is “THERMO-CAL”. 


Dec. 6, 1989 PATRICIA M. DAVIS 


Adminstrator for 
Trademark Operations 


Removal From Register 


Pursuant to the provisions of 37 CFR $10.11 (b), a letter was 
directed on November 18, 1988 to the last post office address 
furnished to the Office of Enrollment and Discipline by each of 
the persons whose name and address appear on the following list. 
With respect to some of the letters, no reply was received within 
the period of forty-five (45) days therein set. Other letters were 
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returned by the Post Office with notations to the effect that the 
addressee was deceased, unknown, or had moved and left no 
forwarding address or the forwarding had expired. 
Accordingly, the names of the following person have been 
removed from the Register of Patent Attorneys and Agents. 


CAMERON WEIFFENBACH 
Director, 

Office of Enrollment & Discipline 
November 30, 1989 


Casey P. August, 7 Hauteview Court, Don Mills, Ont., Canada 
M3A 2Z8 

John Y. Clowney, 319 Overwood Rd., Akron, Ohio 44313 

George M. Cole, 1254 Bank of Calif. Center, Seattle, Wash 
98164 

Jack Darrell, 7505 Fanin, Suite 214, Houston, Tex. 77054 

George G. Dower, 3016 Lindberg Ave., Allentown, Pa. 18103 

Douglas J. Drummond, 309 N. 6th St., Flagler Beach, Fla. 32036 

Hill, William S., 955 Alton Rd., Port Charlotte, Fla. 33952 

Jeffrey M. Kaden, Blum, Kaplan, Friedman Silverman & Beran, 
1120 Ave. of the Americas, New York, N.Y. 10036 

Konrad H. Kaeding, Willian, Brinks, Olds, Hofer, Gilson & 
Lione,One IBM Plaza, Suite 4100, Chicago, Ill. 60611 

Evans Kahn, 105 Shore Rd., Greenwich, Conn. 06870 

Robert L. Kahn, 189 West Madison St., Suite 1200, Chicago, Ill. 
60602 

Thomas A. Kahrl, Connecticut National Bank, 777 Main St., 
Hartford, Conn. 06115 

Wallace M. Kain, AT&T Co., Box 25000, Greensboro, N.C. 
27420 

Lee H. Kaiser, Allis Chalmers Corp., Box 512, Milwaukee, Wis. 
53201 

Vernon F. Kalb, Prutzman, Kalb, Chilton & Alix, 750 Main St., 
Hartford, Conn. 06103 

James M. Kanagy, Syntex (U.S.A.) Inc., 3401 Hillview 
Ave.,P.0. Box 10850, Palo Alto, Calif.94303 

David S. Kane, Kane, Dalsimer, Kane, Sullivan & Kurucz, 420 
Lexington Ave., New York, N.Y. 10170 

Samuel Kane, 2 Spring Court, Cherry Hill, N.J. 08003 

Alexander T. Kardos, 1557 Ashbrook Dr., Scotch Plains, N.J. 
07076 

Geoffrey M. Karny, Finnegan, Henderson, Farabow, Garrett & 
Dunner, 1775 K Street N.W., Washington, D.C. 20006 

Horst M. Kasper, 13 Forest Drive, Warren, N.J. 07060 

Koichiro Kato, Westinghouse Elec. Corp., 1310 Beulah Road 
Churchill, Pittsburgh, Pa. 15235 

Neil F. Katz, Hill International, Inc., Suite 1072, 6809 Mayfield 
Rd., Mayfield Heights, Ohio 44124 

Robert D. Katz, Hume, Clement, Brinks, Willian & Olds, Ltd., 
One IBM Plaza, Suite 4100, Chicago, Ill. 60611 

Walter Katz, Congoleum Corp., 195 Belgrove Dr., Kearny, N_J. 
07032 

Howard Katzoff, 520 C Lombard St., Philadelphia, Pa. 19147 

William Kaufman, 74 Kimberly Pl., New Canaan, Conn. 06840 

Donald A. Kaul, Brownstein, Zeidman & Schomer, 1025 Con- 
necticut Ave., N.W., Washington, DC 20036 

Richard A. Kay, Schmidt, Howlett, Van’t Hof, Shell & Van, 700 
Frey Bidg., Grand Rapids, Mich. 49502 

Leonard Kean, Johnson & Johnson, One Johnson & Johnson 
Plaza, New Brunswick, N.J. 08933, 

Francis A. Keegan, Ward, Lalos, Leeds, Keegan & Lett, 1200 
17th St., N.W., Washington, DC 20036 

Richard J. Keegan, 4312 Hamilton St., Hyattsville, Md. 20781 

Walter C. Kehm, Dweck & Sladkus, 666 Fifth Ave., New York, 
N.Y. 10103 

Howard T. Keiser, 2525 Ranchvale Dr., Cincinnati, Ohio 45230 

Deane E. Keith, Gulf Oil Corp., 715 Gulf Bldg., P.O. Box 1166 
Pittsburgh, Pa. 15230 

Henry B. Kellog, 511 Verdi Street, Venice, Fla. 33595 

David B. Kellom, The Dow Chemical Co., Patent Dept., 1776 
Bldg., Midland, Mich. 48640 

Fred L. Kelly, 11325 Canterbury Rd., Chester, Va. 23831 

William F. Kelly, Jr., 6 Village Rd., Florham Park, N.J. 07932 

John T. K-lton, Darby & Darby, 405 Lexington Ave., New York, 
N.Y. 10174 

Sherman J. Kemmer, Diamond Point Int’! Inc., 15300 Pearl Rd., 
Cleveland, Ohio 44136 
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Joseph D. Kennedy, Monsanto Co., G4ND 800 N. Lindbergh 
Bivd., St. Louis, Mo. 63167 

William B. Kerkam, Jr., Kirkam, Stowell, Kondrack & Clarke 
P.C., Crystal Gateway 1, Suite 411, 1235 S. Jefferson Davis 
Hwy., Arlington, Va. 22202 

Don M. Kerr, E.1: DuPont De Nemours & Co., 1007 Market 
Street, Wilmington, Del. 19898 

Gordon W. Kerr, 321 Sawmill Rd., Bricktown, N.J. 08723 

Paul A. Kerstein, Conlon & Kerstein, 205 West Randolph Street, 
Suite 1220, Chicago, Ill. 60606 

Kenneth S. Kessler, 543 Broadway, Tacoma, Wash 98402 

Casimir R. Kiczek, 27109 Kingswood Drive, Dearborn Hgts, 
Mich. 48127 

Billy C. Killough, 14 N. Adgers Wharf, Charleston, S.C. 29401 

Barnwell R. King, 73-40 188 St., Flushing, N.Y. 11366 

Paul N. King, 623 Fuji Bldg., 2-3, i 3-chome, 
Chiyoda-Ku, Tokyo 100, Japan 

William H. King, Nasa, Langley Research Center, Hampton. Va. 
23665 

William E. Kinnear, 1810 Washington Bivd., Beaumont, Tex. 
77705 

Harold J. Kinney, Kinney, Lange, Braddock, Westman & Fair- 
bairn, P.A., Suite 1500, 635 Fourth Ave., Minneapolis, Minn 
55415 

Samuel W. Kipnis, 100 Sands Point Rd., Apt. 105, Longboat 
Key, Fla. 33548 

Nelson E. Kimmelman, Edelson, Udell, Kimmelman & Farrell, 
1328 Land Title Bidg., Philadelphia, Pa. 19110 

Michael E. Kiteck, Jr., 5050 Excelsior Blvd., Minneapolis, Minn 
55416 

Edmund T. Kittleman, French & Doescher, P.O. Box 2443, 
Bartlesville, Okla. 74005 

Felix Klass, Celanese Corp., 1211 Avenue of the Americas, New 
York, N.Y. 10036 

David Klein, 11418 Monterrey Dr., Silver Spring, Md. 20902 

Ronald C. Klett, Post Office Box 232, Greendale, Wis. 53129 

Larry H. Kline, 18 Broad St., Suite 805, Charleston, S.C. 29401 

Michael J. Kline, 209 N. Dithridge Ave., Pittsburgh, Pa. 15213 

Richard G. Kline, Beveridge, DeGrandi & Kline, 1819 H Street, 
N.W., Washington, D.C. 20006 

Dale O. Kluck, 201 W. St. Andrews, Midland, Mich. 48640 

Carl E. Kneuertz, 1204 Washington St., Suite 114, Alexandria, 
Va. 22314 

Stuart W. Knight, Suite 201, 13522 Newport Avenue, Tustin, 
Calif. 92680 

Eugene C. Knoblock, OltS.C.h, Knoblock & Hall, 625 JMS 
Blidg., South Bend, Ind. 46601 

Frederick L. Knop, Jr., 100 N.E. Adams St., Peoria, Ill. 61629 

Leonard S. Knox, 2300 Lincoln Park West, Suite 707, Chicago, 
Ill. 60616 

Robert Knox, Jr., Texaco Development Corp., 2000 West Ch- 
ester Ave., White Plains, N.Y. 10650 

Herbert D. Knudsen, Standard Oil Co., Patent & License Divi- 
sion, Midland Blidg., - 928 TT, Cleveland, Ohio 44115 

John M. Koch, 23108 Village 23, Camarillo, Calif. 93010 

Steven P. Koda, Seed & Berry, 6300 Columbia Center, 701 Fifth 
Ave., Seattle, Wash 98104 

George H. Kohimann, Cipher Data Products, Inc., 9715 Busi- 
nesspark Ave., P.O. Box 85170, San Diego, Calif. 92138 

Waino M. Kolehmainen, 1218 Oak St. Winnetka, Ill. 60093 

Phillip D. Koontz, 1472 N. Sth St., P.O. Box 820, Laramie, Wyo. 
82070 

Glenn H. Korfhage, Dow Chemical Co., P.O. Box 1965, Mid- 
land, Mich. 48640 

Richard Kornutik, Nabisco Brands, Inc., 15 River Rd., Wilton, 
Conn. 06897 

Joseph C. Kotarski, Conoco Inc., P.O. Box 1267, Patent & 
Liscensing Division, 1000 South Pine, Ponca City, Okkla 
74603 

Howard K. Kothe, One Beekman Pi., New York, N.Y. 10022 

Earl F. Kotts, 9114 W. Linden Rd., Watsonville, Calif. 95076 

John G. Kovalich, 11 Carteret Rd., Livingston, NJ. 07039 

Charles L. Kraft II, P.O. Box 18122, Baltimore, Md. 21220 

Jill H. Krafte, Leydig, Voit, Osann, Mayer & Holt, Ltd.,One IBM 
Plaza, Suite 4600, Chicago, Ill. 60611 

Bernard L. Kramer, 21 Kristin Drive - #414, Schaumburg, Il. 
60195 

Charles Krassov, 220 McEwan Ave., Windsor, Ont., Canada, 
N9B 2E4 
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John H. Kraus, 3040 Larkin Rd., Pebble Beach, Calif. 93953 

Otto R. Krause, Hill, VanSanten, Steadman, Chiara & Simpson, 
7000 Sears Tower, Chicago, Ill. 60606 

Cyril A. Krenzer, Moran & Krenzer, P.C., 18 Lake St., P.O. Box 
161, Owego, N.Y. 13827 

Gerald H. ske, Hoover Co., 101 E. Maple Street, North 
Canton, Ohio 44720 

Bernard Kriegel, 953 North Highland Ave., Los Angeles, Calif. 
90038 

John A. Krieger, American Can Technical Center, 433 N. North- 
west Highway, Barrington, Ill. 60021 

Robert D. Krohn, Los Alamos National Lab., Box 1663 MS 674, 
Los Alamos, N. Mex. 87545 

John Krout, Gipple & Hale, Suite 905, 1925 North Lynn Street, 
Rosslyn, Va. 22209 

Frederick J. Krubel, International Harvester Co., 401 North 
Michigan Ave., Chicago, Ill. 60611 

Cedric H. Kuhn, 5605 Equestrian Dr., N.W., Albuquerque, N. 
Mex 87120 

Carol K. Lackenbach, 507 Maguire Avenue, Staten Island, N. Y., 
10309 

Armand E. Lackenbach, Lackenbach, Siegel, Marzullo, Presta & 
Aronson, One Chase Rd., Scarsdale, N.Y. 10583 

Elliot A. Lackenbach, 31 1HH Gates Rd., Somerset, N.J. 08873 

Edwin V. Ladd, Jr., 184 Maxine Rd., Bristol, Conn. 06010 

Frank R. LaFontaine, Shell Dev. Co., Pats. & Licensing P.O. Box 
4248, Modesto, Calif. 95352 

Robert I. Lainof, 1413 King Street, Alexandria, Va. 22314 

Peter N. Lalos, Lalos, Leeds, Keegan, Lett & Marsh 1200 
Seventeenth St., N.W., Washington, D.C. 20036 

Michael A. Lamanna, General Electric Co., Bldg. 500-Rm 218, 
1 River Road, Schenectady, N.Y. 12345 

Frank J. Lamattina, HQ U.S. Air Force, Bldg. 104,424 Trapelo 
Rd., Waltham, Mass 02154 

Wayne H. Lang, 60 Lee Place, Wellsville, N.Y. 14895 

Lewis H. Lanman, Emery Industries, 1300 Carew Tower, Cin- 
cinnati, Ohio 45202 

Roberts B. Larson, Larson & Taylor, 727 - 23rd Street, South, 
Arlington, Va. 22202 

Roy W. Latham, 6812 Jarvis Ave., Newark, Calif. 94560 

Lynn H. Latta, 431 Indio Drive, Pismo Beach, Calif. 93449 

Bradford Laughlin, 15410 Artesian, Detroit, Mich. 48223 

Don C. Lawrence, Poms, Smith, Lande & Rose, 1888 Century 
Park East, Suite 1000, Los Angeles, Calif. 90067 

James W. Lawrence, 10237 Brigade Dr., Fairfax, Va. 22030 

Peter E. Lawrence, 223 Edgemont Drive, Winnipeg, Manitoba, 
Canada R2J 3H5 

Stanton T. Lawrence, Jr., Pennie & Edmonds, 330 Madison 
Ave., New York, N.Y. 10017 

William R. Lawton, 1436 S.E. 12th Ave., Deerfield Beach, Fla. 
33441 

John M. Leach, Box 544, Walpole, N.H. 03608 

Nicholas N. Leach, Morris, Nichols, Arsht & Tunnel, 12th & 
Market Sts. (P.O. Box 1347) Wilmington, Del. 19899 

Michael V. Leahy, Klarman-Leahy Associates, Inc., 9 Boule- 
vard Ave., Greenlawn, N.Y. 11740 

James E. Ledbetter, Sandler & Greenblum, 701 S. 23rd St., 
Arlington, Va. 22202 

George F. Lee, Emrich, Lee, Brown & Hill, 150 North Wacker 
Drive, Chicago, Ill. 60606 

Newton H. Lee, Jr., Gradco Systems, Inc., 7 Morgan, Irvine, 
Calif. 92718 

Simon K. Lee, IBM Corporation, Intellectual Property Law, 
Dept. 951/029, 5600 Cottle Rd., San Jose, Calif. 95193 

Susan Lee, Pennie & Edmonds, 1155 Avenue of the Americas, 
New York, N.Y. 10036 

Kleon M. Le Fever, North American Philips Corp., 100 East 
42nd Street, New York, N.Y. 10017 

Joseph A Legris, 21 Aylesbury Rd., Islington, Ontario Canada 
M9A 2M3 

Edwin C. Lehner, 1224 Hillview Rd., Homewood, Ill. 60430 

Michael R. Leibowitz, 125 East 18th Street, Brooklyn, N.Y. 
11226 

Bernard H. Lemlein, 173 Mason Ter., Brookline, Mass 02146 

Lewis J. Lenny, 1301 - 20th St., N.W., Apt. 704, Washington, 
D.C. 20036 


Glenn H. Lenzen, Jr., Cambridge Systems Group, 24275 Elise, 
Los Altos Hills, Calif. 94022 
Henry K. Leonard, 2132 Burroughs Drive, Toledo, Ohio 43614 
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John E. Leonarz, P.O. Box 12011, Research Triangle Park, N.C. 
27709 

David H. Leroy, 70 Yuwpo Avenue, Oakland, N.J. 07436 

Norton Lesser, Square D. CompaN.Y., 1415 S. Roselle Rd., 
Palatine, Ill. 60067 

Herbert Levine, 522 Hayes Bldg., 2361 Jefferson Davis Hwy., 
Arlington, Va. 22202 

Donald Levy, 1849 B Bough Ave. Clearwater, Fla. 33520 

Edward F. Levy, 136 LaSalle Drive, Yonkers, N.Y. 10710 

Harry M. Levy, Dithmar, Stotland, Stratman & Levy, Suite 1200, 
189 West Madison St., Suite 1200, Chicago, Ill. 60602 

Maurice W. Levy, 102 Morningside Rd., Verona, N.J. 07044 

Sidney Levy, 4433 Dawn Avenue, La Verne, Calif. 91750 

Fred O. Lewis, U.S. Department of Energy, Federal Office Bldg., 
P.O. Box E, Oak Ridge, Tenn. 37830 

Irwin M. Lewis, 1800N. Alanton Dr., Virginia Beach, Va. 23454 

Jon M. Lewis, 205 Coulter Bldg., Greensburg, Pa. 15601 

Walter Lewis, 12 Wakefield Rd., Scarsdale, N.Y. 10583 

Basil J. Lewris, Finnegan, Henderson, Farabow, Garrett & 
Dunner, 1775 K Street N.W., Washington, D.C. 20006 

John S. Lieb, 4251 N. Brown Ave., Suite A-1, Scottsdale, Ariz. 
85251 

Bette M. Light, 1191 East 3075 North, North Ogden, Utah 84404 

Donald S. Lilly, United States Postal Service, 475 L’Enfant Plaza 
SW, Washington, D.C. 20260 

Merton B. Lilly, 4601 Bristol Ct., Midland, Mich. 48640 

Maria C.H. Lin, Celanese Corp., 1211 Avenue of the Americas, 
New York, N.Y. 10036 

Theodore D. Lindgren, GTE Service Corp., One Stamford Fo- 
rum, Stamford Conn. 06904 

Charles M. Lindrooth, Hill, Van Santen, Steadman Chiara & 
Simpson, 333 N. Wacker Drive, Chicago, Ill. 60606 

Roland A. Linger, 6912 Fisk Avenue, San Diego, Calif. 92122 

John W. Linkhauer, 1425 Porter Bldg., Pittsburgh, Pa. 15219 

Thomas D. Linton, Atrium Bldg., Suite 600, 16530 Ventura 
Boulevard, Encino Calif. 91436 

John J. Lipari, Lipari, Mulken, Keefe & Champi 6 North Avenue, 
Cranford, N.J. 07016 

Carl R. Lippert, 513 Guyasuta Rd., Pittsburgh, Pa. 15215 

Joseph H. LipS.C.hutz, 440 E 79, New York, N.Y. 10021 

Nelson Littell, Jr., Hammond & Littell, Weissenberger & Mus- 
erlian, 420 Lexington Ave., New York, N.Y. 10170 

Katherine Lloyd, 34 Chabot Terrace, San Francisco, Calif. 
94118 

Leslie K. Loehr, 530 Georgine Rd., Fallbrook, Calif. 92028 

Hugh L. Logan, 50 Fern Place, Berkeley Heights, N.J. 07922 

Morris B. Lore, 851 Seminole Lane, Vero Beach, Fla. 32960 

David W. Lotterer, P.O. Box 3175, Gaithersburg, Md. 20878 

Regina A. Loughran, Stiefel, Gross & Kurland, 551 Fifth Ave- 
nue, New York, N.Y. 10176 

Katherine P. Lovingood, 2242 Knollcrest Lane, Knoxville, 
Tenn. 37920 

Frank C. Lowe, Klaas & Law, 738 Pearl Street, Denver, Colo. 
80203 

Harry R. Lubcke, 2443 Creston Way, Hollywood, Calif. 90068 

Louis V. Lucia, 5200 N. Ocean Blvd., Ft. Lauderdale, Fla. 33308 

Lawrence M. Lunn, Wick, White & Lunn, 6125 U.S. Highway 31 
South, Indianapolis, Ind. 46227 

Charles L. Lunsford, 8410 S. Quebec, Tulsa, Okla. 74136 

Kenneih G. Lupo, 4407 Vintage Way, Garland, Tex. 75042 

Paul F. Lynch, 240 Commercial St., Boston Mass. 02109 

Robert D. Lyon, Lyon & Lyon, 611 W. Sixth St., 34th Floor, Los 
Angeles, Calif. 90017 

Gary F. Lyons, 3M Center, P.O. Box 33428, St. Paul, Minn 
55133 

Thomas F. Lysaught, Jr., GTE Directories Corp., 1865 Miner St., 
Des Plaines, Ill. 60016 

William N. Mace, 69 Kenilworth Avenue, Ottawa, K1Y 375, 
Canada 

Terrence MacLaren, Siemens Corporate Research & Support, 
Inc. 767 Fifth Avenue, New York, N.Y. 10153 

Thomas R. Madden, Reichhold Chemicals, Inc., 525 North 
Broadway, White Plains, N.Y. 10603 

Joseph M. Maguire, St. Regis Paper Company., Technical Cen- 
ter, West Nyack Rd., West Nyack, N.Y. 10994 

Frank M. Mahon, Merck & Co., Inc., P.O. Box 2000, Rahway, 
N.J. 07065 

Eugene J. Mahoney, Porter, Wright Norris & Arthur, Suite 1100 
37 W. Broad St., Columbus, Ohio 43215 





JANUARY 2, 1990 


Raymond T. Majesko, Dresser Industries, Inc., 1505 Elm, Dallas 
Tex. 75201 

Frank Makara, 29 Orange Drive, Jericho, N.Y. 11753 

Stephen P. Malak, Spring-Mornne, Inc., 2040 W. WiS.C.consin, 
Milwaukee, WiS.C.c 53233 

Donald Malcolm, 40 East 17th St., Brooklyn, N.Y. 11226 

Vincent A. Mallare, Hydrocarbon Research, Inc., 134 Franklin 
Comer Rd., P.O. Box 6047, Lawrenceville, N.J. 08648 

Sara Lynn Mandel, Lyon & Lyon, 611 West Sixth Street, 34th 
Fir., Los Angeles, Calif. 90017 

Debra A. Mangus, 5326 Pocusset Street, #24, Pittsburgh, Pa. 
15217 

Karl Michel Manheim, 2321 Zeno Place, Venice, Calif. 90291 

Jacob A Manian, 39 Acorn Cir. Apt. 202, Towson, Md. 21204 

John P. Mann, Dresser Industries Inc., Jeffery Minn. Mach. Div., 
274 E. First Ave., Columbus, Ohio 43201 

Ralph F. Manning, Allied Corporation, Trumbull Industrial 
Park, Trumbull, Conn. 06609 

Arthur A. March, Rogers, Hoge & Hills, 5350 South DTC 
Parkway, Englewood, Colo. 80111 

James G. Markey, Doyle and Roth Mfg. Co. Inc., 26 Broadway, 
New York, N.Y. 10004 

Frank H. Marks, 4940 East End Avenue, Chicago, Ill. 60615 

Thomas M. Marshall, IT&T Corp., 320 Park Ave., New York, 
N.Y. 10022 

Arthur J. Martin, Boone, Knudsen & Martin, P.C., 862 Folsom 
Street, San Francisco, Calif. 94107 

Charles F. Martin, Jr., 928 So. Forrest Dr., Birmingham, Ala. 
35209 

John T. Marvin, 3 Blythewood Rd., Doylestown, Pa. 18901 

Julius Marx, 68 Wooleys Lane, Great Neck, N.Y. 11023 

Leonhard F. Marx, 386 Hartshorn Dr., Short Hills, N.J. 07078 

Nicholas J. Masington, Jr., Exide Electronics, 2 Penn Center 
Plaza, Philadelphia, Pa. 19102 

Gregory J. Mason, Long Island Rail Road, Jamaica Station, 
Jamaica, N.Y. 11435 

Clinton L. Mathis, 360 Central Building, Seattle, Wash 98102 

John J. May, 790 Lucerne Dr., Sunnyvale, Calif. 94086 

William E. Maycock, Corning Glass Works, Sullivan Park FR- 
212 Corning, N.Y. 14831 

Eugene D. Mays, Ethyl Corp., 451 Florida Street, Baton Rouge, 
La 70801 

Joseph M. Mazzarese, Kenyon & Kenyon, One Broadway, New 
York, N.Y. 10004 

Shelton B. McAnelly, 1340 Monterrey Blvd., Baton Rouge, La 
70815 

Roe D. McBurnett, 12970 Ballad Drive, Sun City West, Ariz. 
85375 

Edward T. McCabe, Swift & Company, 115 Vest Jackson Blvd., 
Chicago, Ill. 60604 

John W. McCaffrey, 1200 Greenwood Avenue, Wilmette, Ill. 
60091 

Hal H. McCaghren, 120 South Olive Avenue, Suite 555, West 
Palm Beach, Fla. 33402 

James W. McClain, Brown, Martin, Haller & Meador, 110 West 
“C” Street, 13th Floor, San Diego, Calif. 92101 

William T. McClain, Standard Oil Co., 200 East Randolph Dr., 
Chicago, Ill. 60601 

John W. McClenahan, McFadden, Fincham & Co., 251 Bank 
Street, Suite 503, Ottawa, Ontario, Canada K1P 1X3 

Kenneth F. McClure, 306 Lawton St., Falls Church, Va. 22046 

John B. McCord, 20 N. Wacker Dr., Rm. 2200, Chicago, Ill. 
60606 

Michael D. McCoy, Neuman, Williams, Anderson & Olson, 77 
West Washington St., Chicago, Ill. 60602 

Charles A. McCrae, One Riverside Plaza, P.O. Box 332, 
Greenup, Ky. 41144 

Neil McDermid, Fetherstonhaugh & Co., Montreal Dorval Air- 
port, P.O. Box 248, Dorval, H4Y 1A8 Canada 

James V. McDonald, Apt. 312,2345 N. Craycroft Road, Tucson, 
Ariz. 85712 

Barbara A. McDowell, IBM Corp., Suite 605, 1755 So. Jefferson 
Davis Hwy., Ste. 605, Arlington, Va. 22202 

Ronald K. McFadden, McFadden, Fincham & Co., 251 Bank 
Street, Ottawa, Ontario K2P 1X3, Canada 

Hansel L. McGee, New York City Civil Court, 851 Grand 
Concourse, New York, N.Y. 10451 

a M. McGinnis, 489 Common Street, Belmont, Mass 
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Clement L. McHale, Westi Electric Corp., 1310 Beulah 
Road, Pi Pa. 15235 

Arthur McIlroy, 3425 South Zunis, Tulsa, Okla. 74105 

Robert McKay, Pennie & Edmonds, 1155 Avenue of the Ameri- 
cas, New York, N.Y. 10036 

James J. McKeever, 20 Flower Lane, Greenwich, Conn. 06830 

David D. McKenney, ITT Grinnell ion, 260 West 
Exchange Street, Providence, R.1. 02901 

Robert M. McKinney, 52 Ridge Road, Westiminster, Md. 21157 

James T. McMillan, McDonnell Finance Corp., 100 
Oceangate, Ste. 900, Long Beach, Calif. 90802 

Gary L. McMinimee, Wunschel, Eich & McMinimee, P.C., 805 
North Main, Carroll, lowa 51401 

Robert J. McNair, Jr., 2920 Blue Haven Terrace, Cincinnati, 
Ohio 45238 

Warren D. McPhee, Mason, Kolehmainen, Rathburn & Wyss, 20 
North Wacker Dr., Chicago, Ill. 60606 

Paul F. McQuade, Finnegan, Henderson, Farabow, Garrett & 
Dunner, 1775 K Street N.W., Washington, D.C. 20006 

John T. Meaney, 184 Summer Street, i Mass 01701 

Nina L. Medlock, Baker, Miller, Mills & Murray, 1000 Pacific 
Place, 1910 Pacific Ave., Dallas, Tex. 75201 

Donald W. Meeker, P.O. Box 8 Prudential Center Station, Bos- 
ton, Mass 02199 

Fred L. Mehthoff, Beckman Instruments Inc., 2500 Harbor 
Bivd., Fullerton, Calif. 92634 

Maureen C. Meinert, Peterson, Ross, S.C.hloerb & Seidel, 200 
East Randloph Dr., Ste. 7300, Chicago, Ill. 60601 

Angelo J. Mele, 4007 N. 27th St., Arlington, Va. 22209 

Thomas P. Melia, Raytheon Missile Systems Division, Hartwell 
Road, Bedford, Mass 01730 

John H. Merchant, 9115 Grant Ave., Manassas, Va. 22110 

Kenneth E. Merklen, Gulf & Western Industries, Inc., One Gulf 
& Western Plaza, New York, N.Y. 10023 

Charles F. Meroni, Sr., Hill, Van Santen, Steadman, Chiara & 
Simpson, 70th Floor Sears Tower, Chicago, Ill. 60606 

Henriette Mertz, 5425 East View Park, Chicago, Ill. 60615 

John G. Mesaros, 540 N. Golden Circle Drive., Ste. 210, Santa 
Ana, Calif. 92705 

Raymond E. Metter, The Boeing Co., M/S 20-75 P.O. Box 3707, 
Seattle, Wash 98124 

Harold S. Meyer, 1154 Jefferson Ave., Akron, Ohio 44313 

Thomas V. Michaelis, 104 Seale Ave., Palo Alto, Calif. 94301 

Charles Mikulka, Polaroid Corp., 549 Technology Square, 
Cambridge, Mass 02139 

Calvin H. Milans, Jones, Tullar & Cooper, 2001 Jefferson Davis 
Hwy., Arlington, Va. 22202 

Bennett G. Miller, P.O. Box 155, Cobb Island, Md. 20625 

Carl Miller, 3612 Woolworth Bidg., 233 Broadway, New York, 
N.Y., 10007 

Byron D. Miller, Banner, Birch, McKie & Beckett, Sixth Fir., 
One Thomas Circle, N.W., Washington, D.C. 20005 

David B. Miller, Arthur, Dry & Kalish P.C., 1230 Avenue of the 
Americas, New York, N.Y. 10020 

Jeffrey J. Miller, Seed & Berry, 6300 Columbia Center, Seattle, 
Wash 98104 

Robert P. Miller, Western Electric Co., Inc., 2600 Warrenville, 
Rd., Lisle, Ill. 60532 

Roy Miller, 2801 C Ocean Front Walk, San Diego, Calif. 92109 

Wm. V. Miller, 145 N. High St., Columbus, Ohio 43215 

Allen F. Millikan, 800 West Virginia Ave., Parkersburg, W. Va. 
26101 

Martha F. Mims, Cox & Smith Inc., 600 NBC Bidg., San Anto- 
nio, Tex. 78205 

George J. Minish, 614 Eagle Rock Ave., P.O. Box 236, West 
Orange, N.J. 07052 

Cyrus G. Minkler, Harness, Dickey & Pierce, 1500 N. 
Woodward, Ste. 300, Bloomfield Hills, Mich. 48013 

Anthony J. Mirabito, Cesari & McKenna, 312 Union Wharf East, 
Boston, Mass 02109 

George H. Mitchell, Jr., 304 Crystal Plaza One, 2001 Jefferson 
Davis Hwy., Arlington, Va. 22202 

Maurice A. Moffat, Moffat & Co., Ste. 505, 350 Sparks St., P.O. 
Box 2088 Station “D”, Ottawa, Ont., Canada KIP SW3 

Mark Mohler, Townsend & Townsend, Steuart Street 
Tower, 20th Fir., One Market Plaza, San FranciS.C.o, Calif. 
94105 

Franklin Mohr, 145 N. Halifax Ave., Apt. 711, Daytona Beach, 
Fla. 32018 
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Donald D. Mondul, Illinois Tool Works, Inc., 8501 West Higgins 
Road., Chicago, Ill. 60631 

James H. Monroe, Pfizer, Inc., 235 E. 42nd St., New York, N.Y. 
10017 

Ralph G. Monsees, 450 B Street, Suite 1490, San Diego, Calif. 
92101 

Robert J. Mooney, 736 Second Street Pike, Southampton, Pa. 
18966 

Philemon J. Moore, Valley Stream Apts., Q-101, Lansdale, Pa. 
19446 

Davis T. Moorhead, 4 Holiday East, Clemson, S.C. 29631 

Marie F. Morency, Rogers, Bereskin & Parr, P.O. Box 313, 
Commerce Court Postal Station, Toronto, Ont., Canada MSL 
1G1 

Ethel L. Morgan, Appleby Drive, Bedford, N.Y. 10506 

Dennis M. Morganstein, Rose Morgenstern, Schmidt, 
Dixon & Hasley, Suite 900, Oliver Bidg., Pittsburgh, Pa. 
15222 

Armand G. Morin, 197 Giddings Ct., San Jose, Calif. 95139 

Walter C. Morrison, Route 4, Meadowyck Lane 28, Vincentown, 
N.J. 08088 

Darrell K. Morse, Morse, Clinton & O’Gorman, 7200 - 80th 
Street South, Cottage Grove, Minn 55016 

Jonathan W. Morse, Dow Chemical Co., 1776 Washington, 
Midland, Mich. 48640 

Shirley K. Morse, Krumkill Rd., Slingerlands, N.Y. 12159 

David L. Moseley, Amold, White & Durkee, 750 Bering Drive, 
Suite 400, Houston, Tex. 77057 

Serle I. Mosoff, 22000 Halburton Rd., Beachwood, Ohio 44122 

Richard J. Mossburg, Lord Motor Credit Co., P.O. Box 1732, 
Dearborn, Mich. 48128 

Charles J. Moxley, Roe, Fowler & Moxley, 340 East Fourth 
South, Salt Lake, Utah 84111 

George F. Mueller, 701 Knox Road, Villanova, Pa. 19085 

Herman S. Muir, 2217 Cambridge Place, Lynchburg, Va. 24503 

Edwin C. Mulcahy, Pharmaceutical Mfg. Ass., 1100 15th 
St.,.N.W., Washington, DC 20005 

Richard T. Muiler, 5 Wall St., Bethlehem, Pa. 18018 

Ronald V. Muller, 10736 Blue Ridge Blvd., Kansas City, Mo. 
64134 

Frederick F. Mumm, Walter, Finestone, Richter & Kane, 10920 
Wilshire Bivd., #1400, Los Angeles, Calif. 90024 

John S. Munday, 386 Conestoga Rd., Malvern, Pa. 19355 

Francis X. Murphy, Pfizer Inc., 235 E. 32nd St., New York, N.Y. 
10017 

Gerard E. Murphy, AT&T, One Oak Way, Berkeley Heights, 
N.J. 07922 

Peter J. Murphy, 3000 Southland Center, Dallas, Tex. 75291 

Allan J. Murray, 3120 Lindenwood Dr., Dearborn, Mich. 48120 

Kittie A. Murray, Felfe & Lynch, 805 Third Ave., 25th Fir., New 
York, N.Y. 10022 

Michael M. Murray, Banner, Birch, McKie & Beckett, One 
Thomas Circle, N.W., Washington, D.C. 20005 

Andrea G. Nace, 6208 Garnett Drive, Chevy Chase, Md. 20815 

Joseph Nachay, 1975 Bathgate Ave., (2H), Bronx, N Y 10457 

John C. Nahrwold, American Bar Association, 1155 E. 60th 
Street, Chicago, Ill. 60637 

Roger Nash, 5123 Cavanagh Road, Los Angeles, Calif. 90032 

James R. Naughten, 17485 Almond Rd., Castro Valley, Calif. 
94546 

William J. Navin, 81 Ivy Way, Port Washington, N.Y. 11050 

James L. Neal, Thermo Electron Corp., 101 First Avenue, P.O. 
Box 459, Waltham, Mass 02254 

Charles S. Neave, One Aberystwyth Pl., Binghamton, N.Y. 
13905 

David L. Neer, 7329 Keeler, Lincolnwood, Ill. 60646 

Meyer Neishloss, 1010 Summer Place, Pittsburgh, Pa. 15243 

Arthur L. Nelson, Allis-Chalmers Corp., P.O. Box 512, Milwau- 
kee, WiS.C. 53201 

Francis D. Neruda, Baeder Neruda Interests, Inc., 1300 Post Oak 
Blvd., Suite 765, Houston, Tex. 77056 

John R. Nesbitt, Purdue Nat’! Bank Bldg., Suite 1014, Lafayette, 
Ind. 47906 

Bruce E. Newell, Enserch Engineers & Constructors, 10375 
Richmond Ave., Houston, Tex. 77042 

Alan L. Newman, Friedman Homes Inc., 4455 Rowland Ave., 
Elmonte, Calif. 91731 

E. Robert Newman, Henderson & Sturm, 990 Woodmen Tower, 
Omaha, Neb 68102 
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Pauline Newman, FMC Corp., 2000 Market Street, Philadelphia, 
Pa. 19103 

Simon M. Newman, 1411 Hopkins St., N.W., Washington, DC. 
20036 

Theron H. Nichols, 8723 Nairn St., Houston, Tex. 77074 

Olaf Nielsen, 1427 Hillandale Dr., Bath, Ohio 49210 

Mitchell B. Nisonoff, Mudge Rose Guthrie & Alexander, 20 
Broad St., New York, N.Y. 10005 

William E. Nobbe, 375 Colony Rd., Rossford, Ohio 43460 

William R. Nolte, 191 Baldwin, Birmingham, Mich. 48009 

William F. Norris, P.O. Box 470012, Tulsa, Okla. 74147 

Richard E. Norton, 300 Central Avenue S.W., Suite 2500-W, 
Albuquerque, NM 87102 

Andrew J. Nugent, 403 Colonial Road, Ridgewood, N.J. 07450 

Casmir A. Nunberg, RR#1 Box 167, Rixeyville, Va. 22737 

Leslie G. Nunn, Jr., Diamond Shamrock Chemicals Co., 350 Mt. 
Kemble Avenue, CN 1931, Morristown, N.J. 07960-1931 

Neal K. Nydegger, 1332 Sun Valley Rd., Solana Beach, Calif. 
92075 

Abraham J. Nydick, Stoney Ford Rd., 1008 Morton Towers, 
1500 Bay Road, Miami Beach, Fla. 33139 

Gerald Richard O’Brien, Jr., Union Carbide Corporation, Old 
Ridgebury Rd., Danbury, Conn. 06817 

Edward F. O’Connor, 121 Witney Ave., New Haven Conn. 
06510 

James R. O’Connor, TRW Assemblies and Fasteners Group, 31 
Burlington Mall Rd., Burlington, Mass 01803 

Harry B. O’Donnell, III, Suite 606B Portland Federal Building, 
200 W. Broadway, Louisville, Ky. 40202 

John A. Odozynski, GTE Services, Inc. 100 Endicott St. 
Danvers, Mass 01923 

Thomas P. O’ Hara, Morgan & Finnegan, 345 Park Avenue, New 
York, N.Y. 10154 

Franz O. Ohison, Aerospace Industries Association of America, 
Inc., 1725 Desales Street N.W., Washington, D.C. 20036 

Robert L. Oldham, 1250 Weathervane Lane, Akron, Ohio 44313 

James E. Olds, 7401 Metro Blvd., Suite 445, Edina, Minn 55435 

Donald S. Olexa, Brunswick, Corp., One Brunswick Plaza, 
Skokie, Ill. 60077 

Finn G. Olsen, Manchester, 15820 Sharon Valley Rd., Manch- 
ester, Mich. 48158 

Henry T. Olsen, 6514 N. 85th Pl., Scottsdale, Ariz. 85253 

James D. Olsen, Sun Exploration and Production Co., P.O. Box 
2880, Dallas, Tex. 75221 

Spencer E. Olson, CBS Inc., 227 High Ridge Rd., Stamford, 
Conn. 06905 

Elliot M. Olstein, Carella, Byrne, Bain & Gilfillan, 6 Becker 
Farm Rd., Roseland, N.J. 07068 

John R. O’Malley, University of Florida, Larsen Hall, 
Gainesville, Fla. 32611 

Norman J. O’Malley, 163 Fox Fun Road, New Canaan, Conn. 
06840 

Thomas R. O’Malley, 4018 Bloomfield Ave., Drexel Hill, Pa. 
19026 

Herschell C. Omohundro, Sr., 5631 East Windsor Ave., 
Scottsdale, Ariz. 85257 

Harold W. Ordway, Pfizer Inc.,235 East 42nd St., New York, 
N.Y. 10017 

David O’Reilly, 23603 Park Sorrento, Suite 103, Calabasas, 
Calif. 91302 

Gerald J. Orman, 51 Town & Country Business Plaza, 1111 
Town & Country Rd., Orange, Calif. 92668 

Charles F. Osgood, 508 Gurney Rd., Franklin, Pa. 16323 

Milton Osheroff, 1316 Fenwick Lane, Silver Spring, Md. 20910 

William E. Otto, Westinghouse Electric Corp., 1310 Beulah 
Road, Churchill, Pittsburgh, Pa. 15235 

Robert P. Outerbridge, Spraco, Inc., 2 East Spit Brook Road, 
Nashua, N.H. 03060 

Bernard Ouziel, 430 Park Avenue, New York, N.Y. 10022 

James W. Ove Jr., 50 West 57th Street, Westmonut, Ill. 60559 

John L. Paimer, Sr., Eastman Kodak Co., 6300 Cedar Springs 
Rd., Dallas, Tex. 75235 

Warley L. Parrott, P.O. Box 594, Camden, S.C. 29020 

David J. Pasz, Kraig, DeWolfe & Pasz, 33 Public Square, Suite 
1117, Cleveland, Ohio 44113 

Mark G. Paulson, Nabisco Brands Inc., 15 River Rd. Wilton, 
Conn. 06897 

John W. Pease, 1730 Winchester Dr., Winter Park, Fla. 32789 

Donald Penprase, 11355 Orrs Ct., Cypress, Calif. 90630 
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Robert G. Pierce, 2910 S. Glebe Rd., Suite 209, Arlington, Va. 
22206 

Lloyd E.K. Pohl, 56020 Santa Fe Trail, Suite 0, Yucca Valley, 
Calif. 92284 

Roy M. Porter, Jr., Box 426, 444 E. Main St., Chester, N.J.07930 

William O. Quesenberry, P.O. Box 117, Merry Point, Va. 22513 

Joseph J.C. Ranalli, Pennie & Edmonds, 330 Madison Ave., 
New York, N.Y. 10017 

John D. Randolph, 7100 Baltimore Ave., College Park, Md. 
20740 

Robert C. Rasche, 2437 Federal Ave., Los Angeles, Calif. 90064 

David G. Rasmussen, Burroughs Corp., 1235 Jeff. Davis Hwy., 
Suite 1304, Arlington, Va. 22202 

Robert N. Richards, 1 130 Lookout Drive., Oxnard, Calif. 93033 

Robert J. Rickett, 3304 Skycroft Dr., Minneapolis, Minn 55418 

Theodore B. Roessel, 2933 Clover St., Pittsford, N.Y. 14534 

Arne Ros, c/o Loichot Army Navy Dr., Arlington, Va. 22202 

Sidney N. Rosenfeld, Borg-Warner Corp., Air Conditioning Gp., 
P.O. Box 1592, York, Pa. 17405 

Martha L. Ross, 3540 Van Ness St., N.W., Washington, DC 
20008 

Edgar E. Ruff, 2809 Wales Rd., Columbia, S.C. 29206 

Joseph E. Ryan, 4449 Fondell Dr., Edina, Minn 55435 

Kenneth B. Salomon, 1652 Balboa Way, Burlingame, Calif. 
94010 

Richard I. Samuel, Patlex Corp., 533 S. Avenue W., Westfield, 
N.J. 07090 

Daniel M. Schaeffer, 6 Frederick Dr., Shoreham, N.Y. 11786 

George E. Schmitkons, 4511 Simmons Lane, Temple Hill, Md. 
20784 

Elliot N. Schubert, 10585 Porto Court, San Diego, Calif. 92124 

James S. Shannon, 410 Delaware Ave., Dayton, Ohio 45405 

Cheryl L. Shavers, 2026 Klamath Ave., #1, Santa Clara, Calif. 
95051 

William F. Simpson, P.O. Box 1255, New York, N.Y. 10008 

Robert G. Slick, 22780 E. Cliff Dr., Santa Cruz, Calif. 95062 

Jack L. Slobodin, Cartwright, Sucherman & Slobodin, Inc., 160 
Sansome St., Suite 900, San Francisco, Calif. 94104 

James J. Smolen, 5959 W. Loop South, Suite 500, Bellaire, Tex. 
77401 

Edward J. Stachura, 5709 18th Rd., N., Arlington, Va. 22205 

John Stan, U.S. Dept. of Navy, Naval Ocean Sys. Ctr., San Diego, 
Calif. 92152 

Frank A. Steinhilper, Stonehedge, Lincoln, Mass 01773 

Alan R. Stempel, Hoffmann-La Roche, Inc., Kingsland St., 
Nutley, N.J. 07110 

J. Bruce Synnott, Jr., 4960 Edmondson Pike, #S-4, Nashville, 
Tenn. 37211 

Frederick A. Tecce, 216 W. Pomfret St., Carlisle, Pa. 17013 

Charles H. Thieman, Kremblas, Foster, Millard & Watkins, 50 
W. Broad St., Suite 3400, Columbus, Ohio 43215 

Harry B. Thornton, 1829 Upshur St., N.W., Washington, DC 
20011 

Peter J. Van Bergen, Schwartz, Jeffery, Schwaab, Mack, 
Blumenthal & Evans, 111 N. Alfred St., Alexandria, Va. 
22314 

Robert Velgos, 1211 S. Osage, Barlesville, Okla. 74003 

Donald L. Waller, 801 Ironwood Drive, #250, Rochester, Mich. 
48063 

Dennis J. Williamson, McDougall, Hersh & Scott, 135 S. La 
Salle St., Chicago, Ill. 60603 

Henry O. Wright, 769 Entrada Dr. S., Ft. Myers, Fla. 33907 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 90363-9221} 
RIN: 0651-AA40 
Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is amend- 
ing the rules of practice in patent and trademark cases, Parts | and 
2 of Title 37, Code of Federal Regulations, to set forth fees for 
public access to the text data bases resident on the Automated 
Patent System (APS) and the automated trademark search sys- 
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tem (T-Search). Pub. L. 100-703, enacted on November 19, 
1988, allows the Commissioner to establish reasonable fees for 
on-line access to the automated search systems. 

The Office will provide on-line access to its USPAT data base 
(full text of U.S. patents issued after 1974), the U.S. classification 
data from 1790 to the present, and to English abstracts of 
Japanese and Chinese patents (to the extent they are available), 
hereinafter referred to as APS-Text, in its Patent Search Room 
and to T-Search in its Trademark Search Library, located in 
Arlington, Virginia. Except for a series of pilot experiments 
which may occur over the next one or two years, the Office does 
not plan to provide routine remote on-line access to these data 
bases at any other facilities at the present time. A separate 
rulemaking process will be followed when the Office determines 
to provide such remote on-line access. 

Both search systems have been made available to the public 
free of charge since April 3, 1989, for the purposes of education 
and training (familiarization). 

The paper and/or microfilm collections of U.S. patents, for- 
eign patents documents and U.S. trademark con- 
tinue to be available to the public free of charge, as provided by 
section 104(b) of Pub. L. 100-703. The Office reaffirms its 
commitment to hold a public hearing prior to making any 
decision ing the elimination of the paper files. 

This final rule establishes fees for use of the on-line automated 
search systems. In addition, procedures for public use of the 
automated search systems, including training and charging of 
fees, are I 

In response to the notice of proposed Ty yee in 
the Federal Register on May 3, 1989 (54 FR 1 ), and at a 
public hearing held on June 30, 1989, the Office received many 
comments regarding problems encountered by the public in the 
use of T-Search. The Office believes that T-Search has proven 
effective for searches performed by Trademark examining attor- 
neys in connection with their examination of applications for the 
registration of marks. Although the Office is establishing a fee 
for accessing the T-Search system, the Commissioner is imme- 
diately suspending collection of that fee to provide additional 
time for the public to familiarize themselves with T-Search. The 
Office will provide the public with sixty days notice before 
starting to collect the fee. 

Effective Date: February 12, 1990. Rule 2.6(w) will take effect 
February 12, 1990 but immediately be suspended by the Com- 
missioner. The Office will provide written notice in the Federal 
Register sixty days before starting to collect fees for accessing T- 
Search. 

For Further Information : Frances Michalkewicz by telephone at 
(703) 557-1610 or by mail marked to her attention and addressed 
to the Commissioner of Patents and Trademarks, Washington, 
D.C. 20231. 

Supplementary Information : The purpose of this final rule is to 
establish new fees for the on-line use by the public of APS-Text, 
and T-Search that are to be provided in the Office's facilities in 
Arlington, Virginia. This final rule is consistent with the Office’s 
Electronic Data Dissemination Policies and Guidelines, which 
were published in final form in the Federal Register on May 3, 
1989, at 54 FR 18920. Establishment and adjustment of patent 
fees is provided for by section 6 and section 41 of Title 35, United 
States Code, and section 103(b) of Pub. L. 100-703. Establish- 
ment and adjustment of trademark fees is authorized by section 
31 of the Trademark (Lanham) Act 1946, as amended (15 U.S.C. 
1113), and section 103(a) of Pub. L. 100-703. Information on the 
procedures for public use of the automated systems, including 
training, waivers, and the charging of fees, also is 

Background : in response to Pub. L. 96-517, the 1980 
tion which amended patent and trademark laws, the 
prepared and submitted a plan for the automation of its opera- 
tions to Congress on December 13, 1982. The plan centered on 
two basic concepts: the creation of electronic data bases that (1) 
would eventually replace the Office's all-paper patent and trade- 
mark files, and ee 


Office records; and (2) ay 

Office actions and other Office through electronic electronic 
workstations which would provide text and image retrieval 
capabilities and perform other automation functions. 

Over 700,000 active Federal trademark registations have been 
converted to an electronic data base of textual and digital image 
data. A computer system has been installed to enable trademark 
examining attorneys to search the data base for registered and 
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pending trademarks and associated textual data, including marks 
containing designs, and to retrieve, display and print all informa- 
tion as a substitute for paper file searches. Trademark examining 
attorneys have been using T-Search exclusively since January 
1988 via a network of approximately 40 terminals. After a six- 
month experimental T-Search evaluation program conducted 
between June and December 1988, the capability was deployed 
for public use in the Trademark Search Library on April 3, 1989. 

T-Search “dead data base”, trademarks cancelled, ex- 
pired or abandoned since March 1984, also is available to the 
public, but approximately 17,000 images are missing and an 
additional 184,000 registrations and applications have not been 
quality checked. Trademark examining attorneys do not search 
this data base in connection with examining activities. 

An Automated Patent System (APS) was installed for test and 
evaluation purposes, using one patent examining group as an 
operational testbed. Major operational components of APS, that 
is, large scale computers with conventional magnetic storage 
devices, a high-speed local data communications network, and 
electronic workstations equipped with two high resolution 
graphic displays and laser printers were interconnected on July 
1, 1986, to enable system test and evaluation to begin in the 
testbed group. 

On-line access to the full-text of all U.S. patents granted after 
1974 and then to English language abstracts of Japanese patents 
was deployed to the patent examining staff beginning in 1986. 
On-line access to APS-Text permits examiners to search the text 
of approximately one million U.S. patents containing more than 
five billion words. Today, all examiners have been trained in the 
use of the full-text searching tool, and it has become a routine part 
of the patent examination process for many examiners. Searches 
are conducted from approximately 71 single screen text termi- 
nals located throughout the Office. The APS-Text capability was 
— to the public in the Patent Search Room on April 3, 
1989. 

The Office intends to enter the text of virtually all U.S. patents 
issued after 1970. In addition, selected tubular data and chemical 
and mathematical equations will be added to the current full text 
file. Ultimately, approximately 1.2 million U.S. patents will be 
available to both patent examiners and the public for search in 
full text form. 

Public evaluation of the APS full-text search capability was 
conducted between January 11 and April 15, 1988. Forty-two 
(42) public users were trained an APS-Text during January 1988, 
and allowed first-come/first-serve access to several terminals. 
Reactions of public users to APS-Text were positive: Public 
users found APS-Text useful for pre-application and state-of- 
the-art searches. 

A total of 38 public users were trained on T-Search during a 
public evaluation period conducted between June and Decem- 
ber 1988. Preliminary review indicated that public users consid- 
ered T-Search to be useful both as a source for registrability 
searching and for verifying paper searches. In addition, T-Search 
was found to facilitate searches by class and ownership. 

Pub. L. 100-703, enacted on November 19, 1988, allows the 
Commissioner to establish reasonable fees for public access to 
the automated search systems while it continues the require- 
ments that no more than 30 percent of automation resources may 
be from user fees and that the Office may not enter into exchange 
agreements relating to automatic data Ssing resources. 

Section 104(c) of Pub. L. 100-703 allows the Commissioner to 
waive the payment by an individual of fees for accessing the 
automated search systems upon a showing of need or hardship, 
and if such waiver is in the public interest. 

The information contained in the automated data bases, which 
will be available to the public at the Patent and Trademark Office 
in Arlington, Virginia, is available free of charge at that location 
in paper form, and is substantially available through commercial 
vendors. The Office believes it to be in the public interest to 
waive the fee for public access to its text data bases in situations 
where access to the data base is needed for a personal, educa- 
tional purpose by an individual or member of an educational or 
non-profit organization, or where payment of the fee would pose 
a genuine financial hardship to the user. 

A personal, educational purpose is one in which the person 
using the data base is attempting to satisfy a personal need, and 
is not conducting a search or otherwise using the data base for 
compensation in any form. Examples of appropriate waiver 
situations would include students or teachers doing a term paper, 
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auniversity professor collecting background information for the 
preparation of an application for a research grant. An example of 
a situation where a waiver would not be appropriate would 
include an individual doing work for renumeration — e.g., a law 
student doing a pre-examination or infringement search for a law 
firm. 

The Commissioner will further consider a fee waiver based on 
a genuine financial hardship. The person requesting a waiver 
will be required to provide information that would demonstrate 
a clear inability to pay the fee. 

A waiver for the payment of fees is intended to be granted 
sparingly, and generally only when terminals are available. It is 
not anticipated that fees will be waived for any one individual 
more than once or twice each year. The Commissioner reserves 
the authority to control access to the data bases and deny a waiver 
to any individual. 

The waiver policy would apply only to use of the automated 
system, and not to the printing or sale of copies. Any abuse of the 
waiver policy could lead to a ban on the use of any public search 
facility for that individual. 

Cost Calculations : The Office calculated unit costs for all fees 
based on OMB Circular A-25 “User Fees”, and OMB Circular 
A-130, “Management of Federal Information Resources.” 
Costs were determined from the best available records (for 
example, financial statements for the Office) and included direct 
and indirect costs to the Office of carrying out the activity, as 
directed by OMB Circular A-25. Usercharges for both APS-Text 
and T-Search were based on the marginal costs of providing 
these services to the public. 

In calculating the costs of providing access to T-Search and 
APS- Text to the public, the Office followed Congressional 
direction that fees be resonable by reflecting the marginal cost 
for providing the new service and not include the costs of 
designing or installing the automated system for use by Office 
examiners, or the development of the new systems. 

Prior to preparation of this final rule, all of the cost assump- 
tions and cost calculations were reviewed and modified to ensure 


that they included the Office’s best estimates and projections. 


APS-Text 


The Office is establishing the $40.00 fee for each hour of 
terminal session time on APS-Text. The marginal costs for one 
hour terminal session time on APS-Text include a portion of the 
lease cost of anew computer mainframe which originally was to 


.be acquired in fiscal year 1990 for use by Office patent examin- 


ers. To meet public search requirements, the mainframe is being 
leased earlier than originally planned. That portion of lease costs 
for the three (3) month period March 1990 through May 1990 
over and above the lease costs for a mainframe sized to meet only 
examiner needs is being passed on to the user. After May 1990, 
the mainframe was intended to be procured and installed to 
support APS. Therefore, no costs are being passed on to the 
public user after that time. When public usage reaches the level 
where a mainframe dedicated for public use is required, fee 
adjustments will be proposed to pass all of the costs of that 
mainframe on to the public. 

The level of public use will affect the amount of main memory 
needed to support the additional search sessions. It is projected 
than an additional increment of main memory will be required in 
fiscal years 1991 and 1992. This increment would not be re- 
quired to support the examiner workload alone. 

The fee calculations for public access also include the costs for 
equipment: network interface units, text terminals, printer noise 
dampeners and text terminal printers. 

Other costs include a portion of the license fees that must be 
paid to Chemical Abstracts Service for its proprietary text and 
structure search software; additional personnel for the Patent 
Search Room, and the Office of Information Systems; computer 
installation costs; supplies and equipment dedicated to public 
use; and and administrative overhead. 

The Office is providing free access time during training on the 
automated search systems in accordance with ? 104(c) of Public 
Law 100-703 which reads. “...a limited amount of free access 
shall be made available to all users of the systems for purposes 
of education and training.” 

The usage rate estimates are based on the three-month public 
user study performed from January through March 1988. For this 
study, 42 frequent Patent Search Room users were selected to be 





JANUARY 2, 1990 


trained in the use of APS-Text. Three text terminals were made 
available to the trained public users at no charge. During the 
three-month study period, use of the three terminals averaged 
approximately 50 percent. While it is impossible to accurately 
predict future use by a more diverse group of public users, the 
cost calculations attempted to take into account the following 
factors and assumptions: 

1. Future public users, on averge, would use APS-Text less 
frequently than the 42 frequent users selected for the 1988 study, 
many of whom routinely used commercially available auto- 
mated text search tools. 

2. Collection of a fee for use (as opposed to the absence of any 
charge during the study) would reduce demand for text search 
services when compared with usage data obtained during the 
study period. 

3. The potential universe of public users is expected to average 
no more than 300 per day. 

4. The average length of a public user search session is 
projected to be approximately 22 minutes — the average length 
of a search session during the 1988 test of public use. 

5. Based on the preceding assumptions, if all 300 potential 
public users conducted a single search session during a workday, 
atotal of 1 10 hours of access would be required. Twenty-five text 
terminals available five days a week, twelve hours a day, would 
provide a maximum potential of 300 hours of available text 
search time. Under these assumptions, the number of text termi- 
nals appeared to be adequate for the foreseeable future. 

6. For purposes of actual use of available text terminals, the 
following estimates were used: 

(a) In fiscal year 1990, between four (4) and six (6) terminals 
would be available during the first quarter. An estimaie of 45 
percent utilization of available text terminal time was projected. 
By increasing the number of text terminals to 10 in January 1990 
and 20 in April 1990, an estimate of 40 percent utilization of 
available text terminal time was projected. By increasing the 
number of text terminals to 25 in July 1990, an estimate of 35 
percent utilization of available text terminal time was projected. 

(b) During fiscal year 1991 and beyond, stable levels of usage 
were projected to be achieved, yielding an estimated 35 
average utilization of the 25 available terminals. This utilization 
rate equates to 105 session hours per day, or an average of 4.2 
session hours per terminal per day. At an average of 22 minutes 
per session, a total of 286 search sessions per day. 

Although usage rates since the system was made available to 
the public in April 1989 have been higher than projected, the 
Office believes these projections are valid for the three-year fee 
cycle. 

A summary of the fee calculations is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 
Cost Element (Marginal Cost) 
Personnel: Compensation 
and Benefits 
Hardware & Maintenance 
Software (license fees) 
Site Preparation 
Non-capital Furniture 
Supplies & Forms 
Sub-Total 
General & Administrative 
Overhead 
TOTAL COST 
Estimated Use (hours) 
UNIT COST (per hour) 


$ 918,196 
$ 691,289 
$ 295,676 
$ 38,118 

$ 8,750 

$ 3,500 

$ 1,955,529 


$ 361,773 
$ 2,317,302 
65,946 

$ 35.14 


The marginal cost for one hour of Office staff search assis- 
tance on APS-text includes the costs of personnel compensation 
and benefits. 

A summary of the fee calculation is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Office Staff Search Assistance 
(December 1989-November 1992) 


U.S. PATENT AND TRADEMARK OFFICE 


1110 TMOG 603 


TOTAL COST 
Work Hours (per annum) 
UNIT COST (per hour) 


The marginal cost for a printed copy generated from APS-Text 
includes costs for compensation and benefits, printers, furniture 
for the printers, supplies and forms, and general and administra- 
tive overhead. 

A summary is as follows: 


APS-Text 
Marginal Cost of 
Each Printed Page 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


$ 173,472 
$ 13,483 
$ 5,000 

$ 35,882 
$ 227,837 


$ 42,150 
$ 269,987 
4,496,325 

$0.060 


Non-capital Furniture 
Supplies & Forms 
Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 

Estimated Use (pages) 
UNIT COST (per page) 


T-Search 


The marginal cost for one hour of terminal session time on T- 
Search includes the costs of personnel in the Trademark Search 
Library, maintenance of the T-Search terminals, routine site 
preparation, supplies and forms, and and administrative 
overhead. The Office is establishing the $40.00 fee for each hour 
of terminal session time on T-Search, but is immediately sus- 
pending collection of that fee in order to provide public users 
additional time to familiarize themselves with the system. 

The comments submitted in response to the proposed rule- 
making indicate that the public users have not adequately ad- 
justed to the T-Search system. During the period collection of the 
fee is suspended, the public will have an opportunity to better 
learn the system so as to perform more effective searches than 
they may be experiencing now. The Office will publish a notice 
in the Federal Register sixty days before it begins collecting a fee 
for public access to T-Search. 

Usage rates for T-Search during fiscal years 1990-1992 were 

projected to be 28 percent of the hours the system would be 
available to the public. This rate was extrapolated from actual 
usage rates during the T-Search public user pilot which 
was conducted from June through December 1988. A total of 38 
members of the public were trained on T-Search, and about 24 to 
28 public users were active on T-Search each month. The overall 
usage rate of these active users was 14 percent of the hours the 
system was available to the public. In projecting usage rates on 
which to base a fee amount, it was anticipated that the overall 
number of users and the usage rate would double once T-Search 
was made available in the Trademark Search Library to all users 
of that search facility and training was provided on a routine 
basis. Although usage rates since the system was made available 
to the public in April 1989 have been higher projected, the Office 
believes these projections are valid for the three-year fee cycle. 

A summary of the fee calculations are as follows: 


T-Search 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


$ 154,451 
$ 28,809 


Cost Element 

Personnel: Compensation 
and Benefits 

Hardware & Maintenance 
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Site $ 1,000 
$ 3,298 


$ 187,558 


UNIT COST (per hour) 


The marginal cost for a printed copy generated from T-Search 
includes costs for compensation, and supplies and forms. A 
summary of the costs is as follows: 


T-Search 
inal Cost of 
Each Printed Page 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 
$ 27,862 
$ 5,274 


$ 3,579 
$ 36,715 


$ 6,792 

$ 43,507 

448,875 

UNIT COST (per page) $ 0.097 


The proposed fee of $25.00 for each hour of Office staff search 
assistance to conduct a search using T-Search has been with- 
drawn. The T-Search system can be used by the public with 
ee 
Search Library is similar to assistance on how to use the 
paper files now provided free of charge by the Trademark Search 
Library staff. Office employees will neither work one-on-one 
with members of the public in conducting searches, nor con- 
ducted searches for members of the public. 

: Fee 


This procedure is consistent with section 103(b) of Pub. L. 100- 
703 which allows the Office to adjust patent fees in the aggre- 
gate, and with section 103(a) of Pub. L. 100-703 which allows 
the Office to adjust trademark fees in the aggregate. 

The Office has detailed cost calculation worksheets for each 
fee item, which are available for public i in Suite 904 
of Building 2, Crystal Park at 2121 Crystal Drive, Arlington, 
Virginia. 


PROCEDURES FOR PUBLIC USE OF APS-TEXT AND T- 
SEARCH 


Patent Search Room Configuration 


Initially four (4) text search terminals will be installed and 
available for public use in the Patent Search Room. A printer will 
be associated with each text search terminal. An additional 
terminal will be located in Patent Search Room employee office 

for control and adminstrative activities. Up to twenty-one 

(21) more terminals and printers are planned to be added for 
public use during fiscal year 1990, if necessary. 


Trademark Search Library Configuration 


Initially three (3) T-Search terminals with associated printers 
all be installed and available for public use in the Trademark 
Search Library. The terminals will be clustered in one area of the 
Trademark Search Library. An additional terminal will be lo- 
cated in Trademark Search Library employee office space for 
control and administration activities. Additional terminals and 
printers will be added as demand warrants and space permits. 


Traini 
To enable prospective public users to become effective on 


APS-Text, approximately fourteen (14) hours of free basic 
training is being offered. For those familiar with automated 
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search systems, a shorter course of six (6) hours is provided. Ten 
(10) members of the public can be trained during each class. 
Training is being held at the Office’s Arlington, Va. complex 

ing normal work hours. 
Four (4) hours of basic training is being offered on the use of T- 
Search. For those familiar with automated search systems, a 
shorter course of one (1) hour is available. T-Search training is 
being held in the Office’ o: pean cee 
ing, evening and weekend hours 

Enrollment in all training classes initially was on a lottery 
basis. Public users who wished to be trained on APS-Text or T- 
Search were required to submit an application form. The Office 
is now accepting requests for training and adding the names to 
the list. As of August 31, 1989, 696 people or 70 percent of all 
those requesting training have been trained. 


System Use and Fee Procedures 


To ensure equity of public access to the automated systems, as 
pee ag ners ap nn rules for use will be posted at the 
terminals. Users of the systems will be expected to comply with 
the rules and with all other regulations regarding the use of 
facilities. 

Users are ly encouraged to register in advance for 
system use. ‘Selves, eau week’s schedule will be avail- 
able in the Patent Search room and the Trademark Search 
Library. Should requests for blocks of terminal time exceed the 
availability of terminals, limits on the amount of reserved time 
may be instituted. Up to three (3) of the initial four (4) terminals 
in the Patent Search Room and up to two (2) of the initial three 
(3) terminals in the Trademark Search Library will be allocated 
to public users with advance reserved times. The remaining 
terminal in the Patent Search Room will be available for walk-up 
users and for assisted searches for infrequent users. The remain- 
ing terminal in the Trademark Search Library will be available 
for walk-up users. The terminal time reservation system and the 
number of terminals available for walk-up public use and for 
assisted searches (in the Patent Search Room) is subject to 
change based upon operational experience. 

All public use of APS-Text and T-Search, with the exception 
of scheduled training classes, is on a pre-payment basis. In pre- 
paying for use of the systems, the public may use a blank signed 
check, major credit card or charge to a deposit account. At the 
end of the search or the pre-paid amount of time, users will 
receive an from Patent Search Room or Trademark 
Search Library staff for terminal time used and prints produced. 
The user must then finalized payment. 


Discussion of Specific Rules 
37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21 is amended to add new paragraph (0) to set the 
fees for access to the Automated Patent System full-text search 
capability (APS-Text) and to provide for the waiver of fees under 

Section 1.21 .is amended to add new paragraph (p) to set the 
fees for APS-Text search assistance by Office staff. 

Section 1.21 is amended to add new paragraph (q) to set the fee 
for a printed copy from APS-Text. 


37 CFR 2.6 Trademark fees 


Section 2.6 is amended to add new paragraph (w) to set the fees 
automated 


for access to the trademark search system (T-Search) 
and to provide for the waiver of fees under certain circumstances. 

Section 2.6 is amended to add new paragraph (x) to set the fee 
for a printed copy from T-Search. 

‘A final rule package establishing two new fees under the 
provisions of Pub. L. 100-667, the Trademark Law Revision Act 
of 1988, has been published which added paragraphs (u) and (v) 
to section 2.6. Therefore, the rule has been modified from the 
proposal to add paragraphs (w) and (x) instead of paragraphs (u), 
(v) and (w). 


Response to Comments on the Rules 


A notice of proposed rulemaking to establish a basis for the 
charges for use of the on-line automated search systems in the 
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ee eee 

the Patent and Trademark Office in Arlington, Virginia w 

ee ee 1989, at 54 FR 
8907. Corrections were ie 

May 12 1989, at 54 FR 20670. A notice also was 

May 30, 1989, in volume 1102 of the Official Gazette of the 


comments and five people presented 

whom also submitted written comments) at the public hearing. 
On the 25 comments, twelve (12) were from individuals, seven 
(7) from libraries, five (5) from organizations and one (1) from 
business. All of the written and oral comments were considered 
in adopting the rules set forth herein. 

Many of the comments from the representatives of the Patent 
Depository Libraries raised or commented on the 
proposed rules from the perspective of their impact on Patent 
Depository Libraries. The proposed rules and policies set forth in 
the Federal Register Notice of May 3, 1989 are 


Libraries, a proposed notice will be published for public com- 
ment. Therefore, any comments relating to procedures for ac- 
oe haga eer eee ened on + alia ta 
Libraries will not be addressed at this 

Comment: Overall, nine ee a 
fulness of the automated search systems, particularly APS-Text. 
Although seven respondents alleged that T-Search is not ade- 
quate to meet the needs of the public, that its response time is too 
slow, and that it is not sufficiently accurate to meet the specific 
needs of the commentor, most of these respondents acknow!l- 
edged that T-Search had the potential for being a useful tool. 
Documentaton of specific problems, for example, those associ- 
ated with conducting a search, were provided. Two 
respondents said that T-Search is flawed and the decision to 
require examiners to use the system on an exclusive basis was ill- 
advised and 

Response: Trademark examining attorneys have been using 
T-Search for word mark searches since August 1987, and for 
word mark and design searches since January 1988. The public 


that: “...T-Search searches are more thorough than manual 
searches.” The transcript to that meeting contains the following 
comments: “I don’t think there is any question, but a T-Search 
[sic] properly done gives an excellent result” and “...from the 
corporate point of view, .. _'am pleased to say that I like what | 
see. I like the very fast action we're getting on the first action.” 
From the transcript to the February 23, 1988 meeting: “I'd like 
to start with a glowing report. I think that the registration process 
is working very well. From my own personal experience in 
of what the examiners are doing, they get an A plus. They're 
ee. 
concensus of the management of the Trademark Examin- 
aati ttaenemamnaaoaauaite 
at this time. There is no indication in any records or 
activities in the PTO which would indicate that the use of T- 


of the Trademark 

quamays and upetlasaney bountbeasd to covers 

trademark examining attorneys use the system on a 

Galley oases Gastar vias aptamneab doen wedinenmnst 
Soutaadiies of totam ab Ge eaek ead Panton 


examining 

and have different needs, than the public. T-Search use statistics 
for the period April 1989 through August 1989 demonstrate that 
the public is making extensive use of the system. Following is a 
summary of those 


Statistics: 
Month 


April 
May 


Available Hours Used Rate 
Hours ByPublic of Usage 
513 08 21% 
513 126 24% 


Average 
Session Time 
13.02 min. 
12.25 min. 
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627 183 
570 186 
656 217 


June 
July 
August 


 — nt pe penta, Si eB 


of 28 percent. 

Comment: Seven respondents claimed that the Trade- 
mark files have been allowed to deteriorate and, , are 
not reliable for use by the 

Response: The contracts for file maintenance sevices in 
both the Trademark Search Library and the Patent Search Room. 
Among the tasks performed by the contractor in the Trademark 


29% 
33% 
33% 


10.84 min. 
12.51 min. 
9.66 min. 


Library i 

a monitoring system based on MIL-STD 105, which is a sam- 
pling plan that provides a 97 percent accuracy level. Once the 
contractor completes a task, Office staff check the required 
sample levels to ensure that filing was performed accurately. The 
Office is the status of the paper files, but 
notes that maintenance of paper file integrity is subject to 

Comment: In view of the above comments about the inade- 
quacy of the Trademark paper search files and T-Search, six 
respondents advocated the need for T-Search, at no charge to the 
user, as an adjunct or back-up to the paper files. One respondent 
suggested a similar arrangement in the Patent Search Room. 

Response: The Office has adopted the $40.00 fee amount for 
one hour of terminal session time on both APS-Text and T- 
a apy mr tr ye ty ee 
with the T-Search system, the Commissioner is immediately 
suspending collection of that fee. This will enable users to learn 
the system so as to perform more effective searches. The Office 
ee ee eee 
decision the imposition of the fee at least 60 days 
before to collect the fee amount. At that time, the Office 
also will validated cost estimates based on usage rates 
and actual costs documented from the present time to the time the 
decision to collect a fee is made. 


the paper file and on TRAM (Trademark Reporting and Monitor- 
ing System) data base. 

Comment: One respondent claimed that PTO is required to 
provide access to disclosed patent information as the informa- 
Seolocahtoputtie: Gouremguntedie epssetpenadenaeanes 
ee eee 

commented that the Office should not charge 
Soeo tor Sang agutenss Gesigued co bo Ghosts source 


- registrations available 
of charge. The Office also has adopted a 
Sal Uieted conten to ter cautn-ep Uo ble amet 
eae tere ree oe me | 
an individual or member of an educational or non-profit organi- 
zation, or where payment of the fee would pose the Office will 
financial hardship to the user. In this way, the 
continue to provide public access to all available information 
free of charge. 

Comment. One respondent commented that user fees for 
electronic data is a form of dual taxation when information was 
ee 


(pubic 
access free 
whereby the 


claimed that users of information have contributed 
up to 30 percent of the $120 milllion for development of the APS 
——— in other words, the public already has paid for 


;_ Se 
consistent with the Office of Management and Budget's pro- 
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posed policy on user charges for Government information prod- 
ucts, as clarified in the June 15, 1989 Federal Register notice 
entitled “Second Advance Notice of Further Policy Develop- 
ment on Dissemination of Information.” In that notice, OMB’s 
stated policy is that user charges for Government Information 
products should be no higher than a level sufficient to recover the 
costs of disseminating, not collecting, the information. 

The costs associated with the fees for accessing APS-Text and 
T-Search are directly related to the public’s use of the systems; 
for example, the costs associated with the acquisition of the APS- 
Text terminals that are being used by the public. No costs 
associated with designing or installing the automated system for 
use by Office examiners, or the development of the new systems 
have been included. Neither have costs been included for gath- 
ering, organizing or producing information. 

The Federal Register notice of June 15, 1989 (54 FR 25554, 
25558) dealing with policy development on dissemination of 
information states that: “As to double taxation, OMB notes that 
user charges policy lias a basis in statutc (31 U.S.C. 9701), and 
the Congress has not viewed user charges as double taxation 
because they are applied when the recipient receives special 
benefits.” 

Comment: Two respondents stated that Government informa- 
tion is the same, whether it is provided in printed or electronic 
form. 

Response: Charging fees for access to the automated search 
systems is consistent with PTO’s fee policy. For example, fees 
are charged for manual search services (e.g., for a search of 
Office records or for a search of assignment records), and for 
printed copies of patents and trademarks and for copies of Office 
documents. 

Comment: The Japanese system is available at four locations 
at no cost, and includes U.S. information made available at U.S. 
taxpayer expense. 

Response: The Japanese automated search system, like the 
automated search systems in the PTO’s search facilities, is being 
made available free of charge at the present time. The costs of 
such use, however, are being paid from general fee revenues 
collected by the Japanese Patent Office. Additionally, the APS- 
Text system currently includes Japanese English language ab- 
stracts and the Office is in the process of acquiring Japanese 
patent information in digital facsimile form. 

Comment. One respondent commented that PTO has no re- 
sponsibility to provide an expensive, complex, internal Govern- 
ment on-line value-added computer service, that this is far 
beyond the requirements of public access to patent files; and 
another respondent commented that it is in the public interest to 
have the same system that is being used by the examiners also 
available to the public. 

Response: The Office agrees that it is in the public interest to 
provide the same search system capability to the public that is 
being used by the examiners. 

Comment: One respondent stated that providing free access is 
not competing with the private sector, and that there always is a 
place for the private sector to provide value-added information. 

Response: The user charges adopted for public access to the 
APS-Test and T-Search systems are consistent with OMB Circu- 
lars A-25 “User Charges” and A-130 “Management of Federal 
Information Resources”, and with the PTO’s Electronic Data 
Dissemination Policies and Guidelines. The PTO’s user’s fees 
are designed to recover the marginal costs associated with 
providing access to the automated search systems to the public. 

Comment: Five respondents stated that the proposed fees are 
not “reasonable” and the Office does not have documented cost 
estimates and usage rates to support the proposed fee amounts. 

Response: The Office is meeting Congressional direction to 
establish “reasonable” fees by recovering only the marginal 
costs associated with providing public access to the automated 
search systems. Costs and projected usage rates were determined 
from the best available records, for example, financial state- 
ments for the Office and the results of the public evaluations of 
the APS-Text and T-Search systems. A summary of the costs 
used in the fee calculations is included above under “Cost 
Calculations.” Full details of these cost calculations are avail- 
able for public inspection at the Patent and Trademark Office in 
Suite 904 of Building 2, Crystal Park, at 2121 Crystal Drive, 
Arlington, Virginia. 

Comment: Two respondents questioned the proposed fees for 
search assistance. If the search assistance is similar to that which 
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is provided free now, there should be no fee. If the search 
assistance entails doing searches, the Office should not be 
getting into that business. 

Response: The PTO is withdrawing the proposed fee for staff 
search assistance to conduct a search using T-Search capabili- 
ties. The fee for staff search assistance to conduct a search using 
APS-Text capabilities is being adopted, because an untrained 
user cannot conduct a search without significant help from 
Office staff. Users of course, have the option of obtaining free 
training on the system. 

Comment: One respondent commented that user fees cannot 
be justified under the theory that electronic search provides a 
new service or offers an enhancement to the public’s ability to 
search the patent data base, and that the public has an option of 
paying the fee or using the paper files. Another respondent 
commented that APS-Text and T-Search represent enhance- 
ments to services already provided. 

Response: The fees are specifically authorized under $ 104 (c) 
of Pub. L. 100-703 and are calculated to allow recovery of only 
the marginal cost for providing the system to the public. 

Comment: Two respondents claimed that the Office should 
ask Congress for funding to offer free access here and at the 
PDLs. 

Response: \t continues to be PTO policy, consistent with OMB 
Circular A-130, that costs for access to the automated search 
systems be borne by those who actually use the automated search 
systems. 

Comment: One respondent claimed that the accuracy of the 
trademark data base is suspect. 

Response: All of the backfile data base elements (registrations 
issued prior to September 9, 1980) have been corrected except 
owner information. As originally planned, the owner field will be 
cleaned up the active registrations issued prior to September 9, 
1980. It is projected that this owner field will be cleaned up by the 
third quarter of fiscal year 1991. 

Comment: Three respondents claimed that the public requires 
access to the dead data base. 

Response: The Office will consider this proposal further. The 
dead data base is now available in electronic format for all 
applications and registrations that were active on January 1, 
1983 and are now inactive. However, many of these records are 
of poor quality. Costs for cleaning up these records would be 
significant, and those costs would likely be reflected in the T- 
Search user fee. 

Comment: Four respondents addressed the fee waiver policy. 
The proposal to waive fee appears inconsistent wih PTO’s 
position that the free paper search files provide an equal and 
viable resource to anyone not wanting to pay for the automated 
files. If paper records are inferior, then anyone seeking access to 
T-Search should be able to qualify for the fee waiver. If the paper 
records are adequate, then there should be no need to waive the 
access fee for anyone. 

Response: The waiver policy authorized by Pub. L. 100-703 is 
designed for those individuals who, for some reason in the public 
interest, such as an educational purpose, need the capabilities of 
the automated system, for example, to manipulate the data. 

Comment: One respondent commented that the procedure to 
enroll people in training classes by the use of a lottery was unfair 
and that everyone who wants to be trained should be enrolled. 

Response: The lottery was a method for establishing the initial 
schedules to provide training. Everyone who requests training 
will be trained. As of August 31, 1989, 449 out of 623 people 
requesting training on APS-Text, and 247 out of 376 people 
requesting training on T-Search have been trained. 

Comment: One respondent commented that advance registra- 
tion is an unrealistic approach for many searchers. 

Response: At least one terminal in the Patent Search Room and 
one in the Trademark Search Library will be available for walk- 
up users. The other terminals will be available first for users with 
a reservation and then, if needed, for walk-up users. The system 
is designed to ensure equity of public access to the automated 
systems. 

Comment: Two respondents asked for information justifying 
that this is not a “Major Rule” as defined by Executive Order 
12291, and that the rule will not have a significant adverse impact 
on small entities. 

Response: The no “major rule” determination and no signifi- 
cant adverse impact on small entities was based on the fact that 
the automated systems are being offered only at the Patent and 
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Trademark Office’s public search facilities located in Arlington, 
Virginia. The total number of users of these facilities averages 
less than 400 a day, and many of these users are members of law 
firms or commercial search services. The annual effect on the 
economy is expected to be about $1 million, far less than the 
$100 million annual threshold specified in the Executive Order. 
The fees for accessing the automated search systems are reason- 


able and should not burden small entities and, at the same time, . 


the Office is continuing to maintain the search files which 
are available to the public free of charge. , there should be 
no significant adverse effects on competition, because the sys- 
tems are being offered only at one location, the Patent and 
Trademark Office in Arlington, Virginia, and the public may 
continue to use paper files without payment of any fee. 
Comment: Five respondent commented that user fees burden 
small entities and run counter to a fundamental objective of the 
patent system which is to advance technology through dissemi- 
nation of the technical information contained in patents. 
Response: The Office does not believe that the fee amounts 
adopted will burden small entities or negatively impact the 
dissemination of technical information. The Office also will 
continue to maintain the paper search files using taxpayer funds, 
and provide access to the public free of charge. Further, the 
Office has adopted a fee waiver policy whereby the fee amount 
can be waived where access to the data base is needed for a 
personal, educational purpose by an individual or member of an 


hardship to the user. Full 
details are included above under “Background”. 
Comment: One respondent commented that the Office needs 
a policy to ensure that no user of the patent and trademark 
information is disenfranchised due to an inability to pay for the 
services necessary to its access. 
Re The Commissioner will consider a fee waiver for 


sponse: 
users with a genuine financial hardship. 


Other Considerations: 


The rule change is in conformity with the requirements of the 
atory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501, et seq. There are no information collection require- 
ments relating to patent and trademark fee rules. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
a eee er a 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). The rules 
make the Office’s on-line, automated patent full-text search and 
trademark search systems available to the public at rates signifi- 
cantly less than systems. 

The Office has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. There will be no major 
increase in costs or prices for consumers, individual industries, 
Federal, State or local government agencies, or geographic 
—. There will be no significant adverse effects on compe- 

ition, employment, investment, productivity, innovation, or on 
the ability of United States-bescd enterprises to compete with 
foreign-based enterprises in domestic or export markets. 


List of Subjects in 37 CFR Parts 1 and 2 

37 CFR Part 1 

Administrative practice and procedure, Courts, Inventions and 
patents, Lawyers, Reporting and record keeping requirements, 
37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 
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For the reasons set forth in the permeable, the Office is 
Tynan eter es cece 
, as set forth below. 


PART 1-RULES OF PRACTICE IN PATENT CASES. 


. _ .1. The authority citation for 37 CFR Part 1 continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.21 is amended by adding new paragraphs (0)-(q). 
§1.21 Miscellaneous fees and charges. 


s***e*# 


(0) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using Automated Patent 
ee prorated for the actual time 


capabilities, prorated 

used. The Commissioner may waiver the rem fh an individ- 
ual for access to the Automated Patent assum 
capability (APS. Text) upon a showing of need or hardship, and 
if such waiver is in the public interest $40.00 

(p) Marginal cost, paid advance, for each hour of Office staff 
search assistance to conduct a search using Automated Patent 
rn ue mmemmmbamit ee oe 

used 


ae oe Sak ee eee 
Patent System text $0.10 


PART 2- RULES OF PRACTICE IN TRADEMARK CASES 
1. The authority citation for Part 2 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by adding new paragraphs (w)-(x). 
§2.6 Trademark fees 


**s* e+e 


(w) Marginal cost, paid in advance, for each hour of terminal 


a) Marginal cos foreach primed page generated fom he T 
Search terminal $0.10 


JEFFREY M. SAMUELS 
ActingCommissioner of Patents 
and Trademarks 


PATENT AND TRADEMARK 
Docket No. 91281-9281 
EXTENSION OF EXISTING INTERIM 
Agency: Patent and Trademark Office 
Action: Extension of existing interim orders issued under section 
914 of the Semiconductor Chip Protection Act (SCPA), 17 
U.S.C. 914. 
Summary: The Assistant Secretary and Commissioner of Patents 
and Trademarks has determined that the existing interim orders 
issued under section 914 of the SCPA should be extended. 
Date: Existing interim orders for Japan and Sweden are hereby 
extended until July 31, 1991. Interim orders for the Member 
States of the European Communities, Australia, Austria, 
— are extended until December 
1,1 


Address: Address correspondence to Assistant Commissioner 
for External Affairs, United States Patent and Trademark Office, 
Box 4, Washington, D.C. 20231. 





1110 TMOG 608 


For Further Information Contact: Michael K. Kirk, Assistant 
Commissioner for External Affairs, United States Patent and 
Trademark Office, Box 4, Washington, D.C. 20231. 
Supplementary Information: The Commissioner of Patents and 
Trademarks has been delegated the task of determining when 
and under what conditions interim protection in the United States 
will be extended under section 914 of the SCPA to foreign 
“mask works,” the series of related images representing a three- 
dimensional pattern in the layers of a semiconductor chip. In 
international parlance, mask works are also known as “inte- 
grated-circuit layout designs” or as “topographies.” To be 
eligible for interim mask work protection, it must be established 
that a foreign government is making good faith efforts and 
reasonable progress toward establishing a regime of protection 
substantially similar to that established under the SCPA, and that 
U.S. mask works are not subject to unauthorized distribution or 
commercial exploitation in the country concerned. 

The Congress extended the Executive’s authority to issue 
interim orders until July 31, 1991. Pub.L. 100-159 (1987). In 
doing so, Congress expressed its belief that “this process is 
promoting the prctection of U.S. mask works abroad.” H.R. 
Rep. No. 100-388, 100th Cong., 1st Sess. (1987). 

Interim orders have been issued extending protection to 19 
States. See 54 FR 13931 (April 6, 1989); see also 54 FR 22351 
(May 23, 1989). Among those countries, Japan, Sweden, Austria 
and several Member States of the European Communities (EC) 
have laws in force. 

On September 26, 1989, a Notice of Initiation of Proceeding 
was published at 54 FR 39491, whereby the Commissioner 
requested comments on the extension of interim orders issued 
under section 914. To allow sufficient time for a thorough 
review in the present proceeding, the Commissioner also ex- 
tended the expiration date for the existing orders until December 
31, 1989. 

Comments were received from the Governments of Australia 
and Canada. 


Summary of Comments 


In its comments, the Government of Australia states that the 
"Circuit Layouts Act 1989" was passed by the Australian Parlia- 
ment in May 1989. The Act, which will come into force 
sometime during 1990, will extend protection to mask works 
first commercially exploited in the United States, and works 
made by a U.S. citizen, national or resident. Prior to the Act's 
effective date, U.S. mask works will be protected on the basis of 
national treatment as artistic works under the "Copyright Act 
1968. 

The Government of Canada notes that a bill for the protection 
of “integrated-circuit topographies” is now being finalized and 
will be introduced in the Canadian Parliament in the near future, 
having been approved by the Canadian Cabinet in May 1988. 
The Canadian Government refers to the May 1989 diplomatic 
conference held in Washington under the auspices of the World 
Intellectual Property Organization (WIPO) to conclude a treaty 
for the protection of integrated-circuit layout designs. The 
Government states that its delegation was among those that 
sought to achieve a multilateral instrument that set adequate and 
effective minimum standards of protection. The compromises 
reached at the diplomatic conference, however, especially on the 
issues of compulsory licensing and term of protection, led 
Canada to reject the treaty, as did the United States and Japan. 
The Canadian Government affirms its hope that negotiations on 
trade-related aspects of intellectual property rights (TRIPS) 
within the General Agreement on Tariffs and Trade (GATT) will 
establish adequate standards of protection for integrated-circuit 
layout designs. 


Discussion and Findings of the Commissioner 


When the Commissioner last extended the interim orders in 
April 1989, he noted that all countries then subject to interim 
protection had closely cooperated with the United States to work 
toward establishment of the new “Treaty on Intellectual Prop- 
erty in Respect of Integrated Circuits,” then under preparation 
within the WIPO. See 54 FR at 13932. In May 1989, adiplomatic 
conference for conclusion of the WIPO treaty was held in 
Washington at the invitation of the United States. Despite years 

of careful preparatory work intended to produce an effective 
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multilateral system of chip layout-design protection, substantial 
compromises struck at the diplomatic conference resulted in a 
treaty with levels of protection that fall below international 
norms reflected in the laws of those countries subject to section 
914 orders that have enacted chip protection legislation. 

Among the treaty’s deficiencies are a term of protection of 
insufficient duration, lack of sufficient negotiating history to 
support a clear prohibition against importation of products con- 
taining infringing chips, absence of any obligation for innocent 
infringers to pay a royalty after notice of infringement, overly- 
broad compulsory licensing provisions, and an inadequate 
framework for dispute settlement among signatories. 

As has been noted by Representative Robert W. Kastenmeier, 
Chairman of the House Subcommittee on Courts, Intellectual 
Property and the Administration of Justice, the transition provi- 
sions in section 914 were “intended to encourage the rapid de- 
velopment of a new worldwide regime for the protection of 
semiconductor chips.” 133 Cong. Rec. E1283 (daily ed. April 
6, 1987). The legislative history of section 914 evinces Congres- 
sional intent that the Executive use the issuance of interim pro- 
tection orders as a means to encourage other nations to move 
expeditiously to establish regimes with levels of protection 
substantially similar to the SCPA. See H.R. Rep. No. 100-388, 
supra, at 3-4 (1987). 

Based on the information available in this proceeding, the 
Commissioner has determined that the interim protection orders 
for Japan and Sweden should be extended until the expiration of 
statutory authority to grant such orders under section 914, that is, 
until July 31, 1991. Those countries have enacted laws provid- 
ing protection ona level substantially similar to that of the SCPA, 
these laws have been in force for longer than one year, and 
practice under the laws reveals a high degree of effective protec- 
tion for U.S. mask works. 

The interim protection orders for all other countries — the 
Member States of the EC, Australia, Austria, Canada, Finland 
and Switzerland — will be extended for one year, until December 
31, 1990. This will enable the Commissioner to review chip 
protection legislation as it comes into force in those countries, 
and as practice under such legislation evolves. The Commis- 
sioner notes with approval that legislation is nearing completion 
in all countries subject to section 914 orders, and that the 
legislative texts reviewed would establish protection substan- 
tially similar to the SCPA. 

In regard to the Member States of the EC, the Commissioner 
notes that legislation is already in force in a majority of the States. 
Interim orders for all twelve States will be extended for one year, 
however, to permit the Commissioner to evaluate the system of 
chip design protection to be provided in the Community as a 
whole when all laws are in place. 

No evidence has been presented that nationals, domiciliaries 
or sovereign authorities of any country subject to interim protec- 
tion orders are engaged in the misappropriation, unauthorized 
distribution, or unauthorized commercial exploitation of mask 
works. 


ORDER EXTENDING THE EXPIRATION DATE FOR 
INTERIM PROTECTION ORDERS ISSUED UNDER 
CHAPTER 9 OF TITLE 17, UNITED STATES CODE 
In accordance with the authority vested in me by Amendment 

2 to Department Organization Order 10-14 regarding 17 U.S.C. 
914, and based on the record of this proceeding commenced on 
September 26, 1989, I find that the governments of Australia, 
Austria, Belgium, Canada, Denmark, Finland, France, the Fed- 
eral Republic of Germany, Greece, Ireland, Italy, Japan, Luxem- 
bourg, the Netherlands, Portugal, Spain, Sweden, Switzerland 
and the United Kingdom have made and are making good-faith 
efforts toward providing protection for U.S. mask works. I find 
further that nationals, domiciliaries, and sovereign authorities of 
those countries, and persons controlled by them, are not engaged 
in the misappropriation, unauthorized distribution or unauthor- 
ized commercial expolitation of mask works. I find further that 
the extension of the expiration dates for interim orders will 
promote the purposes of the Semiconductor Chip Protection Act 
of 1984 and international comity with respect to the protection of 
mask works. 

Accordingly, the existing interim orders for Japan and Swe- 
den are hereby extended and shall terminate on July 31, 1991. 
The existing interim orders for Australia, Austria, Belgium, 
Canada, Denmark, Finland, France, the Federal Republic of 
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Germany, Greece, Ireland, Italy, Luxembourg, the Netherlands, | December 30, 1989 JEFFREY M. SAMUELS 
Portugal, Spain, Switzerland and the United Kingdom are hereby Acting Commissioner of Patents 
extended and shall terminate on December 31, 1990. and Trademarks 
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Proceeding 
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App'n. No. Party/Parties 


International 
Stamp Art 


Banana Republic, 
Inc. v. 

Hannah Banana’s 
and Robert Nako 


Asahi Breweries 
Ltd. 


Tel-Page Systems 


MagnaCare 
Health Plan 


v. 
Bankers Multiple 
Line Ins. Co. 


(1) EX= EX PARTE APPEAL; OPP= OPPOSITION; C= CANCELLATION; CU= CONCURRENT USE; (R)= R 


whether matter 
asserted for 
reg'n. is cap- 
able of reg’n. 
on the Supple- 
mental Register 


2(d); 

whether app’t. 
had use in com- 
merce prior to 
filing date of 
the app’n. 


whether appt.’s 
: 





“BANANA 
REPUBLIC” 
[clothing, re- 
tail clothing 
store services, 


“STAMP ART” 
[mail order 
services fea- 
turing enlarged 
prints & posters 
of the artistic 
features of 


“HANNAH 
BANANA’S” 
{retail store 
Services in 
field of eel- 
skin products 


“WILKSON” 
(in oval design) 
[mineral water, 
soft drinks, 
syrups, etc.] 


“TEL-PAGE 
SYSTEMS” 
(and design) 


“MAGNA-CARE” 


(health 
insurance 
services} 


REQ. FOR RECONSIDERATION 


Mark and 

Goods of Registration Recommended 
Cited by 

Examining Atty. 


“WILKINSON'S” 
(in rectangle 
design) 

[candy] 


“TELEPAGE 
NORTHWEST” 
[beepers and 
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Date 
Issued 


Type 
of 


Proceeding ‘' 


Proceeding 


705,088 


Party/Parties 


L’ Association 
Cooperative Des 
Pecheurs de 

L ile Ltee. 

Vv. 

Port Royal 
Foods, Inc. 


Sloan Valve Co. 


v. 
Royal Fiush, Inc. 


Johnson Publish- 


ing Co., Inc. 

v. 

Fashion 
Cosmetics, Lid. 


Drexel Burnham 
Lambert, Inc. 


Dismis 


eX 1) 


(1) EX = EX PARTE APPEAL; OPP = OPPOSITION C = CANCELLATION; CU = CONCURRENT USE 
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Opposer’s/ Applicant’s/ Mark and 

Petitioner's Respondent's Goods of Registration 
Yecision Mark and Mark and Cited by 

Goods/Services Goods/Services Examining Atty 


equest “PORT ROYAL” “PORT ROYAL” 
or Recon- (and fish |canned 
design) sardines, etc.| 
[fish, etc.] 


“ROYAL” “ROYAL FLUSH” 
[flush valves [rental of 

Dismissed for water portable 
supply systems] toilets} 


“FASHION “FASHION 

FAIR™ BAZAAR” 
Dismissed {make-up, etc.| [make-up 
products | 


“MODERN 
OPTION 
REPLICATION” 


HOlMsdO WAVWEACVAL GNV LNALVd ‘S'n 


USE; (R) = REQ. FOR RECONSIDERATION 


119 DOWL OITT 





TRADEMARK OPERATION 
JEFFREY M. SAMUELS, ASSISTANT COMMISSIONER 
ROBERT M. ANDERSON, DEPUTY ASSISTANT COMMISSIONER 
DAVID E. BUCHER, DIRECTOR, TRADEMARK EXAMINING OPERATION 
PATRICIA M. DAVIS, ADMINISTRATOR FOR TRADEMARK OPERATIONS 
JAMES T. WALSH, ADMINISTRATOR FOR TRADEMARK POLICY AND PROCEDURE 
CONDITION OF TRADEMARK APPLICATIONS AS OF DECEMBER 1, 1989. 


Law Office 


LAW OFFICE 1—DEBORAH COHN, MANAGING ATTORNEY, (703)557-3273 
HENRY ZAK, SENIOR ATTORNEY, JOHN RYNKIEWICZ, SENIOR ATTORNEY 
PAPER PRODUCTS & TOYS—INT. CLASSES 13, 16, 28 
LAW OFFICE 2—RON WILLIAMS, MANAGING ATTORNEY, (703)557-3277 
CHRIS WELLS, SENIOR ATTORNEY, CRAIG MORRIS, SENIOR ATTORNEY 
FOODS, BEVERAGES & FURNITURE-—INT. CLASSES 2, 20, 29, 30, 31, 32, 33, 34 
LAW OFFICE 3—MYRA KURZBARD, MANAGING ATTORNEY, (703)557-9560 
ROBERT FEELEY, SENIOR ATTORNEY, JODY DRAKE, SENIOR ATTORNEY 
PAINT & SCIENTIFIC EQUIPMENT — INT. CLASSES 9, 15 
LAW OFFICE 4—THOMAS LAMONE, MANAGING ATTORNEY, (703)557-9550 
JOHN DEMOS, SENIOR ATTORNEY, TERRY HOLTZMAN, SENIOR ATTORNEY 
SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 
COLLECTIVE MARKS—CLASS 200 
CERTIFICATION MARKS—CLASSES A & B 
LAW OFFICE 5—PAUL E. FAHRENKOPF, MANAGING ATTORNEY, (703)557-5380 
RON SUSSMAN, SENIOR ATTORNEY, TERESA RUPP, SENIOR ATTORNEY 
TEXTILES & FASHION ACCESSORIES—INT. CLASSES 14, 18, 22, 23, 24,.25, 26 
LAW OFFICE 6—RONALD WOLFINGTON, MANAGING ATTORNEY, (703)557-2937 
ROBERT CROWE, SENIOR ATTORNEY, MARY SPARROW, SENIOR ATTORNEY, IRA 
GOODSAID, SENIOR ATTORNEY 
SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 
COLLECTIVE MARKS—CLASS 200 
CERTIFICATION MARKS—CLASSES A & B 
LAW OFFICE 7—DAVID SHALLANT, MANAGING ATTORNEY, (703)557-5237 
MICHELLE WISEMAN, SENIOR ATTORNEY, MICHAEL HAMILTON, SENIOR 
ATTORNEY 
CHEMICALS & COSMETICS— _ INT. CLASSES, 1, 3, 4,5, 10, 17 
LAW OFFICE 8—SIDNEY MOSKOWITZ, MANAGING ATTORNEY, (703)557-5242 
MICHAEL BODSON, SENIOR ATTORNEY, DAVID STINE, SENIOR ATTORNEY 
INDUSTRIAL EQUIPMENT & MATERIALS—INT. CLASSES 6, 7, 8, 11, 12, 19, 21, 27 
TRADEMARK SERVICES DIVISION —DOREANE I. POTEAT, DIRECTOR, (703)557-5249 
POST REGISTRATION SECTION, (703)557- 1986 
AFFIDAVITS UNDER SECTIONS 8 & 15 (ALL CLASSES) 
RENEWALS (ALL CLASSES) 
SECTION 12(C) PUBLICATIONS (ALL CLASSES) 


APPLICANTS ARE URGED NOT TO FILE UNNECESSARY INQUIRIES CONCERNING THE STATUS OF 
THEIR APPLICATIONS. 


SEE SECTION 411 OF THE Trademark Manual of Examining Procedure. 

*THESE DATES IDENTIFY THE OLDEST UNASSIGNED NEW CASE IN EACH LAW OFFICE. ALL CASES 
WITH EARLIER DATES HAVE EITHER BEEN EXAMINED AND MADE THE SUBJECT OF AN ACTION OR 
ARE CURRENTLY BEING WORKED ON BY THE ASSIGNED EXAMINER. 
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SPECIAL BOXES FOR MAIL 


Special PTO mail box numbers should be used to allow forwarding of particular types of mail to the appropriate areas as quickly 
as possible. Such mail is forwarded directly to the appropriate area without being opened. Only the specified type of document should 
be placed in an envelope addressed to one of these boxes. pee he memane S+  a ee  eene 
addressed to that box, they will be delayed in reaching the appropriate area for which they are intended. 

The following special boxes should be used only for their specified purpose. Address mail as follows: 


BOS Qin 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Box 3 Mail for the Office of Personnel from NFC. 

Box 4 Mail for the Assistant Commissioner for External Affairs and the Office of Legislation and 
International Affairs. 

Box 5 “No fee” mail related to trademarks. 

Box 6 Mail for the Office of Procurement. 

Box 7 Reissue applications for patents involved in litigation and subsequently 


filed related papers. 
Box 8 All papers for the Office of the Solicitor except communications relating to pending 
litigation. 
Box 9 Coupon orders for U.S. patent and trademark copies. 
Box 10 Orders for certified copies of patent and trademark applications. 
Box 11 Electronic Ordering Service (EOS). 
Box 12 Contributions to the 
Box 13 Mail for the Employee and Labor Relations Division. 
Box 200 Mail relating to PTO Bicentennial Celebration. 
Box AF Expedited procedure for processing amendments and other responses after final rejection. 
Box FWC Requests for File Wrapper Continuation Applications. 
Box Interference Communications relating to interferences and applications and patents involved in 
interference. 
Box Issue Fee All communications following the receipt of a PTOL-85, “Notice of Allowance and Issue Fee 
Due,” and prior to the issuance of a patent should be addressed to Box Issue Fee, unless 
advised to the contrary. Assignments are the exception. Assignments should be submitted in a 
separate envelope and not be sent to Box Issue. 
Box ITU All Intent to Use documents excluding the initial application and amendments to allege use. 
Box M. Fee Correspondence related to a patent that is subject to the payment of a maintenance fee. 
Box Non Fee Non-fee amendments to patent applications. (Use Box AF for responses after final 
rejection.) 
Mail for the Office of Enrollment and Discipline. 
Applications for patent term extension. 
Mail related to applications filed under the Patent Cooperation Treaty. 
Mail related to Reexamination. 
For fee and petitions under 37 CFR 1.182 to obtain date received and/or serial number for 
patent application prior to the Office’ s standard notification (return post card or the 
official “Filing Receipt,” “Notice to File Missing Parts,” or “Notice of Incomplete 
Application”). 
New patent application and associated papers and fees. 


New trademark application and associated papers and fees. 
Box Assignments All assignment documents except those filed in new patent applications. 





Reference Collection of U.S. Patents Available for Public Use in Patent Depository Libraries 


The following libraries, designated as Patent Depository Libraries (PDLs), receive current issues of U.S. Patents and maintain collections of earlier- 
issued patents. The scope of these collections varies from library to libary, ranging from patents of only recent years to all or most of the patents issued 
since 1790. 

These patent collections, which are organized in patent number sequence, are available for use by the public free of charge. Each of the PDLs, in 
addition, offers supplemental reference publications of the U.S. Patent Classification System, including the Manual of C lassification, Index to the US. 
Patent Classification, Classification Definitions, and provides technical staff assistance in their use to aid the public, in gaining effctive access to 
information contained in patents. CASSIS (Classification And Search Support Information System); which provides direct, on-line access to Patent 
and Trademark Office data, is available at all PDLs. Facilities for making paper copies of patents from either microfilm or paper collections are 
generally provided for a fee. 

Since there are variations in the scope of patent collections among the PDLs and in their hours of service to the public, anyone contemplating use 
of the patents at a particular library is urged to contact that library, in advance, about its collection and hours in order to avert possible inconvenience. 


State 
Alabama 


Alaska 
Arizona 
Arkansas 
California 


Colorado 
Connecticut 
Delaware 

Dist. of Columbia 
Florida 


Georgia 


Idaho 
Illinois 


Indiana 
lowa 
Kentucky 
Louisiana 


Maryland 


Massachusetts 


Michigan 


Minnesota 
Missouri 


Montana 


Nebraska 
Nevada 

New Hampshire 
New Jersey 


New Mexico 
New York 


North Carolina 
Ohio 


Oklahoma 
Oregon 
Pennsylvania 


Rhode Island 
South Carolina 
Tennessee 
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Name of Library 


Auburn University Libraries 

Birmingham Public Library 

Anchorage: Z. J. Loussac Public Library 

Tempe: Noble Library, Arizona State University 

Little Rock: Arkansas State Library 

Los Angeles Public Library 

Sacramento: California State Library 

San Diego Public Library 

Sunnyvale Patent Clearinghouse .... 

Denver Public Library 

New Haven: Science Park Library 

Newark: University of Delaware Library 

Washington: Howard University Libraries 

Fort Lauderdale: Broward County Main Library 

Miami-Dade Public Library 

Orlando: University of Central Florida Libraries 

Atlanta: Price Gilbert Memorial Library, Georgia Institite of 
Technology 

Moscow: University of Idaho Library ... 

Chicago Public Library 

Springfield: Illinois State Library 

Indianapolis-Marion County Public Library 

Des Moines: State Library of lowa 

Louisviile Free Public Library 

Baton Rouge: Troy H. Middleton Library, Louisiana State 
University 

College Park: Engineering and Physical Sciences Library, 
University of Maryland 

Amherst: Physical Sciences Library, University of 


Boston Public Library 
Ann Arbor: Engineering Transportation Library, University of 


Detroit Public Library 

Minneapolis Public Library and Information Center .. 

Kansas City: Linda Hall Library 

St. Louis Public Library 

Butte: Montana College of Mineral Science and Technology 
Library 

Lincoln: Engineering Library, University of Nebraska-Lincoln 

Reno: University of Nevada-Reno Library 

Durham: University of New Hampshire Library .... 

Newark Public Library 


Piscataway: Library of Science and Medicine, Rutgers University 


Albuquerque: University of New Mexico General Library 
Albany: New York State Library 

Buffalo and Erie County Public Library 

New York Public Library (The Research Libraries) 

Raleigh: D.H. Hill Library, North Carolina State University .... 
Cincinnati and Hamilton County, Public Library of 

Cleveland Public Library 

Columbus: Ohio State University Libraries 

Toledo/Lucas County Public Library 

Stillwater: Oklahoma State University Library 

Salem: Oregon State University 

Philadelphia, The Free Library of 

Pittsburgh, Carnegie Library of 

University Park: Pattee Library, Pennsylvania State University 
Providence Public Library 

Charleston: Medical University of South Carolina Library 
cent & Shelby County Public Library and Information 


Telephone Contact 


(205) 844-1747 

.-» (205) 226-3680 
.-- (907) 261-2916 
. (602) 965-7607 
.- (501) 682-2053 


vw (213) 612-3273 


(916) 322-4572 
(619) 236-5813 
.-- (408) 730-7290 
wee (303) 571-2347 
. (203) 786-5447 
.. (302) 451-2965 


“. (202) 636-5060 


-... (305) 357-7444 
. (305) 375-2665 
(407) 275-2562 


(404) 894-4508 
(208) 885-6235 
(312) 269-2865 
(217) 782-5430 
(317) 2€9-1741 
(515) 281-4118 
(502) 561-8617 


(504) 388-2570 
(301) 454-3037 
(413) 545-1370 


(617) 536-5400 Ext. 265 


(313) 764-7494 
(313) 833-1450 
. (612) 372-6570 
(816) 363-4600 


(314) 241-2288 Ext. 376 


(406) 496-4281 
(402) 472-3411 
(702) 784-6579 
(603) 862-1777 
(201) 733-7782 
(201) 932-2895 
(505) 277-4412 
(518) 473-4636 
(716) 858-7101 
(212) 714-8529 
(919) 737-3280 
(513) 369-6936 
(216) 623-2870 
(614) 292-6175 
(419) 259-5212 
(405) 744-7086 
(503) 378-4239 
(215) 686-5331 
(412) 622-3138 
(814) 865-4861 
(401) 455-8027 
(803) 792-2371 


(901) 725-8876 
(615) 322-2775 
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State Name of Library Telephone Contact 
Austin: McKinney Engineering Library, University of Texas 
Al 


(512) 471-1610 


(409) 845-2551 
(214) 670-1468 
13) 527-8101 Ext.2587 
(801) 581-8394 
(804) 367-1104 
(206) 543-0740 


(414) 278-3247 





PATENT EXAMINING CORPS 


JAMES E. DENNY, Acting Assistant Commissioner 
STEPHEN G. KUNIN, Acting Deputy Assistant Commissioner 
CONDITION OF PATENT APPLICATIONS AS OF November 18, 1989 


; Actual Filing Date of Oldest 
PATENT EXAMINING GROUPS New Case Awaiting Action 


CHEMICAL EXAMINING GROUPS 


GENERAL METALLURGICAL, INORGANIC, PETROLEUM AND ELECTRICAL CHEMISTRY, 
ANDENGINEERING, GROUP 110...D.E. TALBERT, Director 

ORGANIC CHEMISTRY GROUP 120...S.N.ZAHARNA, Director. 

SPECIALIZED CHEMICAL INDUSTRIES AND CHEMICAL ENGINEERING, GROUP 130.. 

R. V. FISHER, 

HIGH POLYMER CHEMISTRY, ICS, COATING, PHOTOGRAPHY, STOCK MATERIALS AND 
COMPOSITIONS, GROUP 150...J.O. THOMAS, Director 

BIOTECHNOLOGY, GROUP 180...J. E. KITTLE, Director 


ELECTRICAL EXAMINING GROUPS 


INDUSTRIAL ELECTRONICS, PHYSICS AND RELATED ELEMENTS, GROUP 210...D. G. Kelly, 
Director. 


Director... 
COMMUNICATIONS, , MEASURING, TESTING AND LAMP/DISCHARGE GROUP, GROUP 260 
STEWART LEVY, 
DESIGN, GROUP 290...K. L. CAGE, Director 


MECHANICAL EXAMINING GROUPS 


HANDLING AND TRANSPORTING MEDIA, GROUP 310...B. R. GRAY, Director 
MATERIAL SHAPING, ARTICLE MANUFACTURING AND TOOLS, GROUP 320...N. GODICI, Acting Director. 
MECHANICAL TECHNOLOGIES AND HUSBANDRY PERSONAL TREATMENT INFORMATION, 

GROUP 330...J. J. LOVE, Director 
SOLAR, HEAT, POWER, AND FLUID ENGINEERING DEVICES, GROUP 340...C. CROYLE, Acting Director 
GENERAL CONSTRUCTIONS, PETROLEUM AND MINING ENGINEERING, GROUP 350... 


Expiration of patents: The patents within the range of numbers indicated below expire during November 1989, except those which may have had 
their terms curtailed by disclaimer under the provisions of 35 U.S.C. 253. Other patents, issued after the dates of the range of numbers indicated below, 
may have expired before the full term of 17 years for the same reasons, or have lapsed under the provisions of 35 U.S.C. 151. 


Numbers 3,702,012 to 3,704,468 inclusive 
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MARKS PUBLISHED FOR OPPOSITION 


The following marks are published in compliance with section 12(a) of the Trademark Act of 1946. Applications for the 


of marks in more than one class have been filed as provided in section 30 of said act as amended by 
772, 87th Congress, approved Oct. 9, 1962, 76 Stat. 769. Opposition under section 13 may be filed within thirty days 


of this publication. See rules 2.101 to 2.105. 


Public Law 
of the date 


A separate fee of two hundred dollars for opposing each mark in each class must accompany the opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


international class which applies to 


filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


SN 73-608,558. FURLONGS INC., TORONTO, ONTARIO, 
CANADA, FILED 7-9-1986. 


FURLONGS 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 555254, FILED 1-9-1986, REG. NO. 
347009, DATED 10-21-1988, EXPIRES 10-21-2003. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER GOODS AND PRINTED MATTER, 
NAMELY MAGAZINES DEALING WITH HORSES AND 
HORSE-RELATED ITEMS (U.S. CL. 38). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE OUTLET SPECIALIZING IN 
HORSE-RELATED GIFTS AND NOVELTY ITEMS (U.S. 
CL. 101). 


SN 73-655,484. AYERS, CONNIE, PLACERVILLE, CA. 
FILED 4-16-1987. 


CONNIE DEE’S 


THE NAME “CONNIE DEE” REFERS TO “CONNIE 
DEE AGERS” A LIVING INDIVIDUAL WHOSE CON- 
SENT IS OF RECORD. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR MEAT AND POULTRY BASED FROZEN EN- 
TREES (U.S. CL. 46). 
FIRST USE 12-4-1986; IN COMMERCE 12-4-1986. 


CLASS 30—STAPLE FOODS 


FOR PASTA BASED FROZEN ENTRIES (U.S. CL. 46). 
FIRST USE 12-4-1986; IN COMMERCE 12-4-1986. 


SN 73-672,692. EGA LIMITED, CLWYD, NORTH WALES, 
UNITED KINGDOM, FILED 7-16-1987. 


EGALINE 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1298195, FILED 1-19-1987, 
REG. NO. 1298195, DATED 1-19-1987, EXPIRES 1-19-1994. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRICAL CABLE, ELECTRICAL TRUNKING 
UNITS, ELECTRICAL PIPING, ELECTRICAL CONDUITS, 
ELECTRICAL CHANNELLING UNITS AND ELECTRI- 
CAL DUCTING UNITS, ALL FOR DOMESTIC OR INDUS- 
TRIAL USE; ELECTRICAL JUNCTION BOXES, CONNEC- 
TOR BOXES, SWITCH BOXES, SOCKETS AND CEILING 
ROSES; ELECTRICAL TERMINALS AND ELECTRICAL 
PLATES AND BOXES FOR SUCH TERMINALS AND 
PLATES; ELECTRICAL TRACKS FOR LIGHTS AND FOR 
LIGHT FITTINGS AND PARTS THEREOF (U.S. CL. 21). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ELECTRIC LIGHT AND ELECTRIC LIGHTING 
FIXTURES AND PARTS THEREOF; TRUNKING, PIPES, 
CONDUITS, CHANNELLING AND DUCTING, COVERS, 
CLIPS, CAPS, BLANKING PLATES SOLD AS A UNIT 
THEREFOR AND CONNECTORS, ALL FOR WATER OR 
GAS PIPES AND BEING PARTS OF DOMESTIC OR IN- 
DUSTRIAL HEATING, COOKING OR WATER SUPPLY 
INSTALLATIONS (U.S. CL. 21). 
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SN = 73-673,591. KAYSERSBERG, 
FRANCE, FILED 7-21-1987. 


KAYSERSBERG, 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 834466, FILED 1-22-1987, REG. NO. 
1390424, DATED 1-22-1987, EXPIRES 1-22-1997. 

THE MARK CONSISTS OF A FANCIFUL BIRD DESIGN 
WHICH FORMS THE LETTER “K”. 


CLASS 1—CHEMICALS 


FOR CHEMICAL PRODUCTS INTENDED FOR INDUS- 
TRY, SCIENCE AND PHOTOGRAPHY; NONPESTICIDAL 
CHEMICALS FOR AGRICULTURE, HORTICULTURE 
AND SILVICULTURE; UNWORKED ARTIFICIAL 
RESINS; UNWORKED PLASTICS; EARTH FERTILIZERS; 
FIRE EXTINGUISHING COMPOSITIONS; PREPARA- 
TIONS FOR HARDENING AND WELDING OF METALS; 
CHEMICAL PRODUCTS INTENDED TO CONSERVE 
FOOD; TANNING MATERIALS; ADHESIVES (GLUES) 
INTENDED FOR INDUSTRY; SYNTHETIC MATERIALS 
FOR ABSORBING FLUID MATERIALS; SYNTHETIC 
SWEETENERS; PAPER PULP (U.S. CLS. 1 AND 6). 


CLASS 2—PAINTS 


FOR PAINTS, VARNISHES, LACQUERS; PRESERVA- 
TIVES AGAINST RUST, AND AGAINST DAMAGE TO 
WOODS; MORDANT DYE MATERIALS; UNWORKED 
NATURAL RESINS; METALS IN FOIL AND POWDERED 
FORM FOR PAINTERS, DECORATORS, PRINTERS AND 
ARTISTS (U.S. CLS. 14 AND 16). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR PREPARATIONS FOR BLEACHING AND OTHER 
LAUNDRY WASHING SUBSTANCES; PREPARATIONS 
FOR CLEANING, POLISHING, DEGREASING AND 
ABRASING; TOILET SOAPS; PERFUMERY; ESSENTIAL 
OILS; COSMETICS; HAIR LOTIONS; TOOTHPASTES; 
COTTON; COTTON WOOL FOR COSMETICS; PER- 
FUMED TISSUES; FINGER CLEANING IMPREGNATED 
TISSUES (U.S. CLS. 51 AND 52). 


CLASS 4—LUBRICANTS AND FUELS 


FOR INDUSTRIAL OILS AND GREASES; LUBRI- 
CANTS; DUST ABSORBING, SPRINKLING AND BIND- 
ING PRODUCTS; FUELS (INCLUDING FUELS FOR COM- 


BUSTION ENGINES) AND LIGHTING FUELS; CANDLES; 
WICKS (U.S. CL. 15). 
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CLASS 5—PHARMACEUTICALS 


FOR PHARMACEUTICAL, VETERINARY AND HYGI- 
ENIC PREPARATIONS; DIETETIC SUBSTANCES FOR 
MEDICAL USES, MEDICAL SUGAR AND SYNTHETIC 
SWEETENERS; BABY FOODS; PLASTERS; MATERIALS 
FOR BANDAGES; FEMININE HYGIENE PRODUCTS, LE. 
SANITARY NAPKINS AND TOWELS, BRIEF PROTEC- 
TORS, SANITARY BRIEFS; DISINFECTANT TISSUES; IN- 
SECTICIDAL TISSUES; NURSING PADS; MATERIALS 
FOR FILLING TEETH AND FOR DENTAL IMPRINTS; 
DISINFECTANTS; PRODUCTS FOR THE DESTRUCTION 
OF ANIMAL PESTS; FUNGICIDES; HERBICIDES (U.S. 
CLS. 6, 18, 44 AND 46). 


CLASS 6—METAL GOODS 


FOR UNWROUGHT AND PARTLY WROUGHT 
COMMON METALS AND THEIR ALLOYS; PORTABLE 
BUILDINGS OF METAL; RAILS; METAL CABLES AND 
WIRES (NON-ELECTRIC); METALLIC PIPES AND 
TUBES; SAFES AND CASH BOXES; METAL CONTAIN- 
ERS AND BINS; METAL ORES (U.S. CLS. 13, 14 AND 19). 


CLASS 7—MACHINERY 


FOR PAPERMAKING AND PAPER PULP MACHINES; 
INTERNAL COMBUSTION ENGINES OTHER THAN FOR 
LAND-VEHICLE ENGINES; MECHANICAL COUPLINGS 
AND POWER TRANSMISSION BELTS BEING PARTS OF 
MACHINES; EGG-INCUBATORS (U.S. CLS. 23, 34 AND 
35). 


CLASS 8—HAND TOOLS 


FOR CUTLERY, NAMELY, FORKS, KNIVES, AND 
SPOONS; KNIVES, NAMELY KITCHEN, BUTCHER, AND 
PARING; RAZORS (US. CL. 23). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR CASH REGISTERS; CALCULATING MACHINES; 
FIRE EXTINGUISHERS (U.S. CLS. 23 AND 26). 


CLASS 10—MEDICAL APPARATUS 


FOR APPARATUS AND INSTRUMENTS FOR SURGI- 
CAL, MEDICAL, DENTAL AND VETERINARY APPLI- 
CATIONS, ARTIFICIAL LIMBS, EYES AND TEETH; OR- 
THOPEDIC ARTICLES; STITCHING EQUIPMENT; PRO- 
TECTIVE BEDDING FOR INCONTINENTS, DRAW- 
SHEETS, EXAMINATION SHEETS, BED SHEETS FOR IN- 
CONTINENCE; URINE BAGS; MEDICAL SYRINGES 
AND NEEDLES; UNDERCLOTHING FOR INCONTIN- 
ENTS AND ENURETICS; PADS AND LININGS WORN 
WITH PANTS FOR PROTECTION AGAINST INCONTI- 
NENCE AND ENURESIS; POUCHES FOR USE IN STOMA 
SURGERY AND ACCESSORIES; IRRIGATION EQUIP- 
MENT; POCKET COVERS FOR MEDICAL BAGS; SKIN 
PROTECTORS; STERILE SURGICAL DRAPES TO BE 
PLACED ON OPERATION SITE PRIOR TO INCISION; 
HIGH-FILTERING CAPABILITY SURGICAL MASKS; OP- 
ERATION DRAPES AND PACKS; INCISE-DRAPES; AB- 
SORBENT COTTON-WOOL DRAPES; EXAMINATION 
GLOVES; SURGICAL GLOVES; MASKS (US. CL. 44). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR SOLAR HEATING PANELS; SOLAR COLLEC- 
TORS (U.S. CL. 34). 


CLASS 12—VEHICLES 


FOR LAND AND WATER VEHICLES, NAMELY, CARS, 
BOATS, BICYCLES, MOTORCYCLES, AND STRUCTUR- 
AL PARTS THEREFOR (US. CL. 19). 
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CLASS 13—FIREARMS 


FOR FIREARMS; AMMUNITION; PROJECTILES; EX- 
PLOSIVES; FIREWORKS (U.S. CL. 9). 


CLASS 14—JEWELRY 


FOR PRECIOUS METALS AND THEIR ALLOYS SOLD 
IN BULK; JEWELRY; PRECIOUS GEM STONES; CLOCKS; 
CHRONOMETIC INSTRUMENTS (U.S. CLS. 27 AND 28). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CARDBOARD; PAPER PRODUCTS, NAMELY 
TOILET PAPER, KITCHEN ROLLS, HAND-TOWELS, 
PAPER TOWELS, HANDKERCHIEFS, TABLECLOTHS, 
TABLE MATS, PAPER FILTERS, WIPING PAPER IN 
SHEET AND ROLL FORM, PAPER CONTAINERS, CARD- 
BOARD CONTAINERS, CORRUGATED CONTAINERS; 
BOOKBINDINGS; MOUNTED AND UNMOUNTED PHO- 
TOGRAPHS; STATIONERY WRITING PAPER AND EN- 
VELOPES; ADHESIVES FOR STATIONERY OR HOUSE- 
HOLD USE; PAINTBRUSHES; TYPEWRITERS; PLAYING 
CARDS; PRINTED TYPE FACE FONTS (US. CLS. 2, 5, 14, 
22, 23, 29, 31, 37, 38 AND 42). 


CLASS 17—RUBBER GOODS 


FOR RUBBER, GUTTA-PERCHA, GUM, ASBESTOS, 
MICA, BALATA AND SUBSTITUTES AND ARTICLES 
THEREOF FOR FURTHER MANUFACTURING USE; 
HALF-WORKED PLASTIC MATERIAL PRODUCTS; 
FILLING, STUFFING AND INSULATING MATERIALS; 
NONMETALLIC FLEXIBLE HOSES; NONWOVEN 
COVERS FOR PROTECTION OF CULTURES MADE OF 
PLASTIC MATERIAL; SHEETS, PLATES AND STICKS IN 
PLASTIC MATERIAL; ARTIFICIAL AND SYNTHETIC 
FIBRES; CELLULOSE FIBERS FOR GENERAL MANU- 
FACTURING USE; PLASTIC MATERIALS FOR PACKING 
(U.S. CL. 1). 


CLASS 18—LEATHER GOODS 


FOR LEATHER AND IMITATION LEATHER SOLD IN 
BULK; TRUNKS, LUGGAGE, AND BRIEFCASES; UM- 
BRELLAS, PARASOLS, CANES, WHIPS AND SADDLERY 
(U.S. CLS. 1, 3 AND 41). 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR NONMETALLIC MATERIALS FOR CONSTRUC- 
TION, NAMELY, RIGID NONMETALLIC PIPES FOR 
CONSTRUCTION; ASPHALT, TAR AND BITUMEN; 
BUILDINGS WHICH ARE TRANSPORTABLE AND NON- 
METALLIC; NONMETALLIC MONUMENTS; NONME- 
TALLIC MATERIALS FOR CONSTRUCTION, NAMELY, 
PLATES, PANELS, ROOFING; PREFABRICATED OR 
MODULAR GREENHOUSES; PREFABRICATED OR 
MODULAR PLASTIC HOUSING STRUCTURES AND 
PARTS THEREFOR MADE PRINCIPALLY OF POLYPRO- 
PYLENE FOR THE PROTECTION AND CULTIVATION 
OF PLANTS (U.S. CLS. 1, 12 AND 50). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE, NAMELY, ASSEMBLED CABINETS 
CONTAINING A STORAGE CUPBOARD, A DISPENSER 
AND DISPOSAL WASTE BINS (NOT MADE OF METAL); 
MIRRORS; PICTURE FRAMES (U.S. CL. 32). 


CLASS 2iI—HOUSEWARES AND GLASS 


FOR HOUSEHOLD AND COOKING UTENSILS AND 
CONTAINERS (NEITHER IN PRECIOUS METALS, NOR 
PLATED), NAMELY PLATES, GOBLETS, CUPS, COMBS 
AND SPONGES; STEEL WOOL; UNWORKED OR HALF- 
WORKED GLASS; DISPENSERS FOR HAND-TOWELS, 


U.S. PATENT AND TRADEMARK OFFICE 


™ 3 


NAPKINS, TOWELS, KITCHEN ROLLS, WIPING ROLLS, 
TISSUES, EXAMINATION SHEETS, DISPOSABLE MEDI- 
CAL EXAMINATION SHEETS, HANDKERCHIEPS, 
TOILET PAPER AND SOAP (U.S. CLS. 2, 4, 13, 29, 33 AND 
40). 


CLASS 22—CORDAGE AND FIBERS 

FOR ROPES; STRING; TWINE FOR NETS; TENTS; 
TARPAULINS; SAILS; BAGS OF TEXTILE FOR PACK- 
AGING; BAGS FOR TRANSPORT AND STORAGE OF 
MATERIALS IN BULK; RAW TEXTILE FIBERS; TEX- 
TILE FILAMENTS; NETTING USED TO COVER AND 
PROTECT CROPS, TREES, AND PLANTS (U.S. CLS. 1, 2, 
7, 19, 22, 42 AND 50). 


CLASS 23—YARNS AND THREADS 


FOR THREADS FOR USE IN THE TEXTILE INDUS- 
TRY (U.S. CL. 43). 


CLASS 24—FABRICS 


FOR BED SPREADS; TABLECLOTHS; TABLE MATS 
NOT MADE OF PAPER; NAPKINS; HOUSEHOLD LINEN 
(U.S. CL. 42). 


CLASS 25—CLOTHING 


FOR ARTICLES OF CLOTHING, NAMELY, UNDER- 
WEAR FOR ADULTS AND CHILDREN; DIAPERS; 
SHOES; HATS (U.S. CL. 39). 


CLASS 26—FANCY GOODS 


FOR LACE AND EMBROIDERY; ELASTIC RIBBONS; 
LACES; BUTTONS FOR CLOTHING; HOOKS AND EYES; 
HAIR PINS, SAFETY PINS, CURLING PINS, PINS NOT 
OF PRECIOUS METAL; NEEDLES; ARTIFICIAL FLOW- 
ERS (U.S. CLS. 40, 42 AND 50). 


CLASS 27—FLOOR COVERINGS 

FOR CARPETS; DOORMATS; LINOLEUM FLOOR COV- 
ERINGS; WALL HANGINGS NOT OF TEXTILE; VINYL 
WALL COVERINGS; WALLPAPER COVERINGS (U.S. 
CLS. 20, 37, 42 AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR GAMES, NAMELY, BOARD GAMES, CARD 
GAMES, PARLOR GAMES; PROMOTIONAL GAME MA- 
TERIALS; TOYS, NAMELY, BABY AND CHILDREN’S 
MULTIPLE ACTIVITY TOYS; CHRISTMAS-TREE DECO- 
RATIONS (U.S. CLS. 22, 28 AND 50). 


CLASS 29—MEATS AND FOODS 
FOR MEAT, FISH, POULTRY AND GAME; MEAT EX- 
TRACTS; CONSERVED, DRIED AND COOKED FRUITS 
AND VEGETABLES; JELLIES, JAMS; EGGS, MILK AND 
DAIRY PRODUCTS (EXCLUDING ICE CREAM, ICE 
MILK, FROZEN YOGURT), EDIBLE OILS AND 
GREASES; SALAD DRESSINGS, CRANBERRY SAUCES, 
APPLESAUCE; FRUIT PRESERVES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 

FOR COFFEE; TEA; COCOA; SUGAR; RICE; TAPIOCA; 
SAGO; COFFEE SUBSTITUTES, FLOURS; BREAD; 
PASTRY; CANDY; EDIBLE ICES; HONEY; MOLASSES; 
YEAST; BAKING POWDER; SALT; MUSTARD, VINE- 
GAR; SAUCES EXCLUDING CRANBERRY SAUCE AND 
APPLESAUCE; SPICES; NATURAL OR ARTIFICIAL ICE 
(U.S. CL. 46). 
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CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 

FOR LIVING ANIMALS; FRESH FRUITS AND VEGE- 
TABLES; PLANTING SEEDS; LIVING PLANTS AND 
FLOWERS; ANIMAL FOODS; MALT EXTRACTS; UN- 
PROCESSED CEREALS (U.S. CLS. 1 AND 46). 


CLASS 32—LIGHT BEVERAGES 


FOR MINERAL WATERS, SODA WATERS, AND SOFT 
DRINKS; FRUIT DRINKS AND FRUIT JUICES; SYRUPS 
FOR MAKING SOFT DRINKS (U.S. CLS. 45 AND 46). 


CLASS 34—SMOKERS’ ARTICLES 


FOR TOBACCO, CIGARETTES, CIGARS, AND SMOK- 
ING PIPES; MATCHES (U.S. CLS. 8, 9 AND 17). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ADVERTISING, BUSINESS, AND MERCHANDIS- 
ING CONSULTING SERVICES; PROVIDING TECHNICAL 
ASSISTANCE IN THE OPERATION OR RUNNING OF A 
BUSINESS; ADVERTISING AGENCY SERVICES; DISTRI- 
BUTION OF PROMOTIONAL PAMPHLETS AND SAM- 
PLES FOR OTHERS; COST PRICE ANALYSIS SERVICES 
(U.S. CL. 101). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR SERVICES IN THE FIELD OF INSURANCE UN- 
DERWRITING, BANKING AND FINANCIAL MANAGE- 
MENT (U.S. CLS. 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR SERVICES IN THE FIELD OF INDUSTRIAL 
PLANT CONSTRUCTION AND REPAIR; INDUSTRIAL 
MACHINERY INSTALLATION, MAINTENANCE AND 
REPAIR SERVICES (U.S. CL. 103). 


CLASS 38—COMMUNICATION 


FOR SERVICES IN THE FIELD OF COMMUNICA- 
TIONS, NAMELY, TELECOMMUNICATIONS (U.S. CL. 
104). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRUCK, SHIP, AND AIR TRANSPORTATION, 
AND STORAGE OF GOODS SERVICES (U.S. CL. 105). 


CLASS 40—MATERIAL TREATMENT 


FOR TREATMENT OF MATERIALS SERVICES, 
NAMELY, PAPER, TEXTILE AND NONTEXTILE MATE- 
RIALS, SYNTHETIC MATERIALS; WOVEN AND NON- 
WOVEN MATERIALS (U.S. CL. 106). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING INDIVIDUAL AND GROUP INSTRUCTION 
THROUGH CLASSES, SEMINARS, WORKSHOPS, AND 
THE LIKE IN THE FIELD OF THE MANUFACTURING 
AND MARKETING OF PAPER PRODUCTS (U.S. CL. 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DAY NURSERY SERVICES; RENTAL SERVICES 
FOR MEDICAL EQUIPMENT; CONSULTING SERVICES 
FOR HUMAN HYGIENE AND HEALTH CARE; ENGI- 
NEERING SERVICES (U.S. CLS. 100 AND 107). 
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SN 73-676,606. NOKIA CORPORATION, HELSINKI, FIN- 
LAND, FILED 8-5-1987. 


SOFTPLAN 


PRIORITY CLAIMED UNDER SEC. 44D) ON FINLAND 
APPLICATION NO. 494/87, FILED 2-9-1987, REG. NO. 
104916, DATED 8-21-1989, EXPIRES 8-21-1999. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE PROGRAMS RELATING 
TO ADA PROGRAMMING LANGUAGE (U.S. CL. 38). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER PROGRAMMING SERVICES _IN- 
CLUDING CONSULTING AND DEVELOPING PRO- 
GRAMS FOR COMPUTERS RELATING TO ADA PRO- 
GRAMMING (U.S. CLS. 100 AND 101). 


SN 73-678,499. ODLE, WILLIAM, NORTH HOLLYWOOD, 
CA. FILED 8-14-1987. 


MAGNUM 


CLASS 7—MACHINERY 

FOR LAND VEHICLE PARTS, NAMELY, ALTERNA- 
TORS (U.S. CLS. 19 AND 21). 

FIRST USE 8-9-1984; IN COMMERCE 8-9-1984. 


CLASS 12—VEHICLES 


FOR LAND VEHICLE PARTS, NAMELY, STARTERS 
AND WATER PUMPS (U.S. CLS. 19, 21 AND 23). 
FIRST USE 8-9-1984; IN COMMERCE 8-9-1984. 


SN 73-690,781. HEFFE-SANDER, HANS-GEORG, DIET- 
ZENBACH-STEINBERG, FED REP GERMANY, AND 
GRUBER, ALFRED, DIETZENBACH-STEINBERG, FED 
REP GERMANY, FILED 10-20-1987. 


XINGU 


PRIORITY CLAIMED UNDER SEC. 44D) ON FED REP 
GERMANY APPLICATION NO. H57707/25WZ, FILED 
4-28-1987, REG. NO. 1110490, DATED 8-26-1987, EXPIRES 
4-29-1997. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 
FOR PERFUME (U.S. CL. 51). 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY; JACKETS, OVERCOATS, 
PANTS, T-SHIRTS, SKIRTS, SUITS, WOMEN’S UNDER- 
GARMENTS, NAMELY; SLIPS (U.S. CL. 39). 
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SN 73-693,491. STATIC IMAGES (CANADA) INC., DBA 
STATIC IMAGES, ONTARIO, CANADA, ASSIGNEE OF 
STONEHOUSE, DAVID RICHARD, DBA STATIC 
IMAGES, EVERETT, ONTARIO, CANADA, AND 
QUICK, S. GREGORY, DBA STATIC IMAGES, OAK- 
VILLE, ONTARIO, CANADA, AND QUICK, JEFFREY 
J. DBA STATIC IMAGES, LONDON, ONTARIO, 
CANADA, FILED 11-3-1987. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 593229, FILED 10-8-1987, REG. NO. 
354328, DATED 4-7-1989, EXPIRES 4-7-2004. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PLASTIC PRODUCTS NAMELY, LECTURE PADS, 
DRY ERASE FLIP CHARTS (U.S. CL. 37). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR PLASTIC ADVERTISING SIGNS (U.S. CL. 50). 


SN 73-698,230. MKS PRODUCTS INC., LAVAL, PROVINCE 
OF QUEBEC, CANADA, FILED 11-30-1987. 


mis 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 588701, FILED 7-27-1987, REG. NO. 
TMA349727, DATED 1-6-1989, EXPIRES 1-6-2004. 

OWNER OF U.S. REG. NO. 1,273,564. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SYSTEMS AND SOFTWARE, 
NAMELY, COMPUTER PROGRAMS RECORDED ON 
MAGNETIC TAPES, DISKS, DISKETTES OR CARDS 
USED BY CONSTRUCTION ADMINISTRATORS, CON- 
TRACTORS, MATERIAL RETAILERS, ENGINEERS AND 
ARCHITECTS TO STRUCTURE, TO MANAGE AND TO 
DEVELOP THEIR ENTERPRISES, AND PRINTED IN- 
STRUCTION MANUALS FOR USE WITH SUCH COMPUT- 
ER PROGRAMS, ALL SOLD AS A UNIT (U.S. CL. 38). 

FIRST USE 3-0-1981; IN COMMERCE 3-0-1981. 
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CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR KITCHEN AND BATHROOM CABINETS AND 
COUNTERS, UTILITY AND STORAGE ACCESSORIES 
FOR KITCHENS AND BATHROOMS, NAMELY WALL 
SPICE RACKS, CABINETS FOR GLASSES, BASE CABI- 
NETS, NON-ASSEMBLED CABINET MODULES, BASE 
CORNER CABINETS, DRAWERS, SINK FRONTS, OVEN 
CABINETS, TALL STORAGE CABINETS, PANTRY CABI- 
NETS, VANITIES, VALANCES, WINE RACKS, CORNER 
AND DROP SHELVES, MICROWAVES SHELVES, AND 
SPICE RACKS (U.S. CL. 32). 

FIRST USE 5-0-1981; IN COMMERCE 9-16-1982. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT SERVICES FOR 
KITCHEN CONSTRUCTION AND RENOVATION BUSI- 
NESS SERVICES (U.S. CL. 101). 

FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR CUSTOM INSTALLATION SERVICES OF KITCH- 
EN AND BATHROOM CABINETS AND COUNTERS AND 
OF KITCHEN AND BATHROOM UTILITY AND STOR- 
AGE ACCESSORIES; HOUSE CONSTRUCTION AND 
RENOVATION SERVICES (U.S. CL. 103). 

FIRST USE 5-0-1981; IN COMMERCE 9-16-1982. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE AND DISTRIBUTORSHIP SERV- 
ICES IN THE FIELD OF KITCHEN AND BATHROOM 
CABINETS AND COUNTERS, OF KITCHEN AND BATH- 
ROOM UTILITY AND STORAGE ACCESSORIES; 
CUSTOM DESIGN OF KITCHEN AND BATHROOM 
CABINETS AND COUNTERS, OF KITCHEN AND BATH- 
ROOM UTILITY AND STORAGE ACCESSORIES; COM- 
PUTERIZED DESIGN OF KITCHEN AND BATHROOM; 
HOUSE INTERIOR DECORATION AND DESIGN SERV- 
ICES AND LANDSCAPING SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 5-0-1981; IN COMMERCE 9-16-1982. 


SN 73-698,244. MKS PRODUCTS INC., LAVAL, PROVINCE 
OF QUEBEC, CANADA, FILED 11-30-1987. 


MKS 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 588697, FILED 7-27-1987, REG. NO. 
TMA346286, DATED 10-14-1988, EXPIRES 10-14-2003. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SYSTEMS AND SOFTWARE, 
NAMELY, COMPUTER PROGRAMS RECORDED ON 


TRACTORS, MATERIAL RETAILERS, ENGINEERS AND 

ARCHITECTS TO STRUCTURE, TO MANAGE AND TO 

DEVELOP THEIR ENTERPRISES, AND PRINTED IN- 

STRUCTION MANUALS FOR USE WITH SUCH COMPUT- 

ER PROGRAMS, ALL SOLD AS A UNIT (U.S. CL. 38). 
FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 
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CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR KITCHEN AND BATHROOM CABINETS AND 
COUNTERS, UTILITY AND STORAGE ACCESSORIES 
FOR KITCHENS AND BATHROOMS, NAMELY WALL 
SPICE RACKS, CABINETS FOR GLASSES, BASE CABI- 
NETS, NON-ASSEMBLED CABINET MODULES, BASE 
CORNER CABINETS, DRAWERS, SINK FRONTS, OVEN 
CABINETS, TALL STORAGE CABINETS, PANTRY CABI- 
NETS, VANITIES, VALANCES, WINE RACKS, CORNER 
AND DROP SHELVES, MICROWAVES SHELVES, AND 
SPICE RACKS (U.S. CL. 32). 

FIRST USE 5-0-1981; IN COMMERCE 9-16-1982. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR BUSINESS MANAGEMENT SERVICES FOR 
KITCHEN CONSTRUCTION AND RENOVATION BUSI- 
NESS SERVICES (U.S. CL. 101). 
FIRST USE 3-0-1985; INCOMMERCE 3-0-1985. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR CUSTOM INSTALLATION SERVICES OF KITCH- 
EN AND BATHROOM CABINETS AND COUNTERS AND 
OF KITCHEN AND BATHROOM UTILITY AND STOR- 
AGE ACCESSORIES; HOUSE CONSTRUCTION AND 
RENOVATION SERVICES (U.S. CL. 103). 

FIRST USE 5-0-1981; IN COMMERCE 9-16-1982. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE AND DISTRIBUTORSHIP SERV- 
ICES IN THE FIELD OF KITCHEN AND BATHROOM 
CABINETS AND COUNTERS, OF KITCHEN AND BATH- 
ROOM UTILITY AND STORAGE ACCESSORIES; 
CUSTOM DESIGN OF KITCHEN AND BATHROOM 
CABINETS AND COUNTERS, OF KITCHEN AND BATH- 
ROOM UTILITY AND STORAGE ACCESSORIES; COM- 
PUTERIZED DESIGN OF KITCHEN AND BATHROOM; 
HOUSE INTERIOR DECORATION AND DESIGN SERV- 
ICES AND LANDSCAPING SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 5-0-1981; IN COMMERCE 9-16-1982. 


SN 73-706,851. SPECTRUM SPORTS INC., TWINSBURG, 
OH. FILED 1-21-1988. 


SPECTRUM SPORTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS”, APART FROM THE MARK AS SHOWN. 


CLASS 12—VEHICLES 


FOR BICYCLE SEAT CUSHIONS (U.S. CL. 19). 
FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


CLASS 25—CLOTHING 

FOR SOLE INSERTS, HEEL INSERTS AND ARCH SUP- 
PORTS FOR SHOES (U.S. CL. 39). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR BICYCLE GLOVES, PADDING FOR VOLLEY- 
BALL, BASKETBALL, SOCCER, FOOTBALL, RUGBY 
AND BASEBALL; AND EXERCISE EQUIPMENT, 
NAMELY, BALLS FOR STRENGTHENING MANUAL 
GRIP (U.S. CLS. 19 AND 22). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


SN 73-711,598. TAB PRODUCTS CO., PALO ALTO, CA. 
FILED 2-16-1988. 


TAB 


OWNER OF US. REG. 
OTHERS. 


NOS. 639,361, 1,221,199 AND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SUPPORT FURNITURE, NAMELY, 
STANDS, ADJUSTABLE HEIGHT WORK SURFACES, 
CONNECTING WEDGES, RETURNS, PERSONAL COM- 
PUTER ENCLOSURES, KEYBOARD PLATFORMS, AND 
TURN TABLES TO SUPPORT AND ORIENT COMPUTER 
SCREENS AND KEYBOARDS (U.S. CL. 26). 

FIRST USE 12-0-1970; IN COMMERCE 12-0-1970. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ELECTRIC LIGHTING FIXTURES, NAMELY, FIX- 
TURES TO BE INSTALLED OVER A WORK AREA SUCH 
AS A PERSONAL COMPUTER WORK AREA OR A 
TYPING AREA TO ILLUMINATE MATERIAL TO BE 
READ (USS. CL. 21). 

FIRST USE 12-0-1984; IN COMMERCE 12-00-1984. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR ORGANIZERS FOR ATTACHMENT TO AND USE 
WITH CABINETS OR SHELVES TO ACCOMMODATE 
FILES, DOCUMENT FILE RACKS, LETTER RACKS, 
CORRESPONDENCE FILE RACKS, COPYSTANDS FOR 
TYPISTS, AND WRIST RESTS FOR ATTACHMENT TO 
THE KEYBOARDS OF TYPEWRITERS (U.S. CLS. 23 AND 
37). 

FIRST USE 12-0-1984; IN COMMERCE 12-0-1984. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR OFFICE FURNITURE, NAMELY, SEATING, 
PANEL SYSTEMS, FREE STANDING DESKS, MOBILE 
AND STATIONARY DATA TABLES AND DATA 
STANDS, TABLE TOPS, DRAWERS, CLUSTERED WORK 
CENTERS; PEDESTALS, SHELVING, CABINETS, STOR- 
AGE RACKS, REVOLVING TABLES; FLOOR STANDING 
UNITS TO BE PLACED ALONG-SIDE DESKS AND 
WORK STATIONS TO HOLD FILES, STATIONARY AND 
OTHER DOCUMENTS NEEDED AT THE DESKS OR 
WORK STATIONS; HANGING UNITS TO BE SUSPEND- 
ED FROM TABLE TOPS AND DESKS TO HOLD FILES, 
STATIONARY AND OTHER DOCUMENTS NEEDED AT 
THE TABLE TOPS AND DESKS (U.S. CL. 32). 

FIRST USE 1-0-1950; IN COMMERCE 1-0-1950. 


SN 73-721,557. BANKING SERVICES CORP., BALTIMORE, 
MD. FILED 4-11-1988. 


BSC FINANCIAL GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINANCIAL GROUP”, APART FROM THE MARK 
AS SHOWN. 





JANUARY 2, 1990 


CLASS 35—ADVERTISING AND BUSINESS 


FOR AUCTIONEERING SERVICES, APPRAISALS OF 
BUSINESS AND BUSINESS ASSETS (U.S. CL. 101). 
FIRST USE 10-25-1987; IN COMMERCE 10-25-1987. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL CONSULTING SERVICES IN THE 
FIELD OF MORTGAGE BROKERAGE, APPRAISALS OF 
REAL PROPERTY, CONSERVATION OF COLLATERAL - 
NAMELY, ASSURING THE FINANCIAL INTEGRITY OF 
COLLATERALIZED PROPERTY, INSURANCE BROKER- 
AGE SERVICES AND ASSET ADMINISTRATION OF- 
FERED TO ATTORNEYS AND FINANCIAL INSTITU- 
TIONS (U.S. CLS. 101 AND 102). 

FIRST USE 10-25-1987; IN COMMERCE 10-25-1987. 


SN 73-731,497. OTTAVIANI S.P.A., RECANATI, ITALY, 
FILED 5-31-1988. 


OWNER OF ITALY REG. NO. 464586, DATED 2-12-1987, 
EXPIRES 8-14-1995. 


CLASS 6—METAL GOODS 

FOR STATUES, METAL FRAMES, AND ARTWORK 
NAMELY-METAL THAT HAS BEEN ENGRAVED CHIS- 
ELLED, OR EMBOSSED (U.S. CLS. 13 AND 50). 


CLASS 14—JEWELRY 

FOR WATCH CHAINS AND GOODS OF PRECIOUS 
METAL-NAMELY, BRACELETS, NECKLACES, RINGS, 
EAR-PENDANTS, EARRINGS, AND CHAINS; PRECIOUS 
STONES, STATUES, FRAMES, PICTURE FRAMES, 
SCULPTURES, AND MEDALS (U.S. CL. 28). 


SN 73-732,108. SP METAL, PARIS, FRANCE, FILED 
6-1-1988. 


COULISSAC 


OWNER OF FRANCE REG. NO. 
6-25-1987, EXPIRES 6-25-1997. 


1415270, DATED 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PLASTIC GARBAGE BAGS (U.S. CL. 2). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 22—CORDAGE AND FIBERS 
FOR LAUNDRY BAGS (US. CL. 2). 


SN 73-738,082. CHARLES RIVER BIOTECHNICAL SERV- 
ICES, INC., WILMINGTON, MA. FILED 7-5-1988. 


CRBS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR LABORATORY AND PRODUCTION EQUIPMENT- 
NAMELY, CELL CULTURE SYSTEMS COMPRISING 
AUTOMATED SYSTEMS CONTROL, BIOREACTOR CAB- 
INET, CELL GROWTH CHAMBER, AND PROCESS SEN- 
SORS (U.S. CL. 26). 

FIRST USE 1-0-1986, IN COMMERCE 1-0-1986. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CELL CULTURE, INSTRUMENTS AND COMPO- 
NENTS AND BIOLOGICAL CELL AND CELLULAR 
PRODUCT PRODUCTION SERVICES AND QUALITY AS- 
SURANCE TESTING SERVICES (U.S. CL. 100). 

FIRST USE 1-0-1986, IN COMMERCE 1-0-1986. 


SN 73-739,767. CANSTAR SPORTS GROUP, INC., MON- 
TREAL, QUEBEC, CANADA, FILED 7-14-1988. 


FLAK 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 605236, FILED 4-19-1988, REG. NO. 
359045, DATED 7-28-1989, EXPIRES 7-28-2004. 


CLASS 25—CLOTHING 


FOR HOCKEY PANTS, HOCKEY SWEATERS AND 
HOCKEY SUSPENDERS (U.S. CL. 39). 
FIRST USE 11-0-1982; IN COMMERCE 1-0-1982. 


CLASS 28--TOYS AND SPORTING GOODS 
FOR HOCKEY EQUIPMENT-NAMELY, SHOULDER 

PADS, HOCKEY GLOVES, SHIN GUARDS, ELBOW PADS 

AND GOALIE EQUIPMENT-NAMELY, GOAL PADS, 


FIRST USE 11-0-1982; IN COMMERCE 11-00-1982. 


SN 73-739,936. FRITO-LAY, INC., DALLAS, TX. FILED 
7-13-1988. 


BIG GRAB 


OWNER OF U.S. REG. NO. 1,414,387. 
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CLASS 29—-MEATS AND PROCESSED FOODS 
FOR FRIED PORK RINDS: POTATO CHIPS (U.S. CL. 


FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 


CLASS 30—STAPLE FOODS 


FOR CHEESE FLAVORED CORN BASED SNACK 
FOOD; CORN CHIPS; PRETZELS; TORTILLA CHIPS; 
AND CORN BASED ONION FLAVORED (U.S. CL. 46). 

FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 


SN 73-740,629. ANDERSON IMPORT-EXPORT COMPANY, 
INC., FLORENCE, AL. FILED 7-18-1988. 


WATER POWER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WATER”, APART FROM THE MARK AS SHOWN. 


CLASS 17—RUBBER GOODS 


FOR HOSE CONNECTORS (U.S. CL. 35). 
FIRST USE 3-5-1987; IN COMMERCE 3-5-1987. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR GARDEN KNEELER STOOLS (U.S. CL. 32). 
FIRST USE 3-5-1987; IN COMMERCE 3-5-1987. 


CLASS 21—HOUSEWARES AND GLASS 


FOR NOZZLES AND SPRINKLERS FOR DOMESTIC 
USE (U.S. CL. 13). 
FIRST USE 3-5-1987; IN COMMERCE 3-5-1987. 


SN 73-741,926. STROH BREWERY COMPANY, THE, DBA 
COLORADO COOLER COMPANY, DETROIT, MI. 
FILED 7-25-1988. 


OWNER OF U.S. REG. NOS. 999,819 AND 1,512,963. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COOLER”; “CRISP” AND “REFRESHING”; “ALL 
NATURAL FLAVORS”; “PREMIUM” AND “COLORADO 
COOLER COMPANY”, APART FROM THE MARK AS 
SHOWN. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


CLASS 32—LIGHT BEVERAGES 

FOR MALT COOLER-NAMELY, A FRUIT FLAVORED 
ALCOHOLIC MALT BEVERAGE (U.S. CL. 48). 

FIRST USE 4-21-1988; IN COMMERCE 4-21-1988. 


CLASS 33—WINES AND SPIRITS 


FOR WINE COOLERS (U.S. CL. 47). 
FIRST USE 3-25-1988; IN COMMERCE 3-25-1988. 


SN 73-745,203. KINJIRUSHI WASABI KABUSHIKI 
KAISHA, DBA KINJIRUSHI WASABI CO., LTD., 
NAGOYA-SHI, AICHI-KEN, JAPAN, FILED 8-10-1988. 


KINJIRUSHI 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR PASTE OF PROCESSED JAPANESE PLUMS (U.S. 
CL. 46). 
FIRST USE 2-0-1986; IN COMMERCE 2-0-1986. 


CLASS 30—STAPLE FOODS 


FOR JAPANESE HORSE RADISH (WASABD, JAPA- 
NESE HORSE RADISH IN SAKE GRAINS (WASABI- 
ZUKE), MUSTARD, SOY SAUCE (US. CL. 46). 

FIRST USE 2-0-1986; IN COMMERCE 2-0-1986. 


SN 73-746,707. LES SERVICES IMMOBILIERS SYST-M A 
INC., LAVAL, PROVINCE OF QUEBEC, CANADA, 
FILED 8-17-1988. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 601791, FILED 2-24-1987, REG. NO. 
TMA354251, DATED 3-31-1989, EXPIRES 3-31-2004. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER PROGRAMS USED AS A COMMUNI- 
CATION MEDIUM BETWEEN FRANCHISED REAL 
ESTATE AGENCIES (U.S. CL. 38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR RENDERING OF TECHNICAL ASSISTANCE IN 
THE ESTABLISHMENT AND/OR OPERATION OF REAL 
ESTATE AGENCIES (U.S. CL. 101). 





JANUARY 2, 1990 


SN 73-747,938. EXECUTIVE IMAGE CLEANERS, INC., 
DENVER, CO. FILED 7-27-1988. 


A Eye = = avy 
© SXECUTIVE IMAG 
elaanars 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLEANERS”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR RENDERING TECHNICAL ASSISTANCE IN THE 
ESTABLISHMENT AND/OR. OPERATION OF DRY 
CLEANING STORES (U.S. CL. 101). 

FIRST USE 3-14-1988; IN COMMERCE 3-14-1988. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR LAUNDRY AND DRY CLEANING SERVICES (U.S. 
CL. 103). 
FIRST USE 3-14-1988; IN COMMERCE 3-14-1988. 


SN 73-748,223. NTN TOYO BEARING COMPANY, LIMIT- 
ED, OSAKA-SHI, OSAKA, JAPAN, FILED 8-25-1988. 


NTN 


OWNER OF JAPAN REG. NO. 653595, DATED 9-19-1964, 
EXPIRES 9-19-1994. 
OWNER OF U.S. REG. NO. 709,011. 


CLASS 7—MACHINERY 


FOR CONSTANT VELOCITY JOINTS FOR USE IN MA- 
CHINES (U.S. CL. 23). 


CLASS 12—VEHICLES 


FOR CONSTANT VELOCITY JOINTS FOR USE IN VE- 
HICLES (U.S. CL. 23). 


SN 73-752,422. PASSAIC METAL PRODUCTS, CLIFTON, 
NJ. FILED 9-19-1988. 


THE GENERAL’S CHOICE 


CLASS 2—PAINTS 


FOR PAINTS, PRIMERS AND OTHER PROTECTIVE 
AND DECORATIVE COATINGS FOR BUILDING AND 
CONSTRUCTION SURFACES; ALUMINUM ROOF COAT- 
INGS IN THE NATURE OF PAINT (U.S. CL. 16). 

FIRST USE 6-1-1988; IN COMMERCE 6-1-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 6—METAL GOODS 


FOR METALLIC BUILDING MATERIALS-NAMELY, 
ALUMINUM SIDING; STEEL SIDING; SHAKES; RE- 
PLACEMENT AND PRIME ALUMINUM WINDOWS AND 
DOORS; ROOF EDGINGS AND TRIM; SOFFIT COVERS; 
ALUMINUM SHUTTERS; ALUMINUM GALAVANIZED 
STEEL, COPPER OR OTHER METAL GUTTERS; FIRE- 
PROOF DOORS AND ROOF HATCHWAYS (U.S. CL. 12). 

FIRST USE 6-1-1988; IN COMMERCE 6-1-1988. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR NON-METALLIC BUILDING MATERIALS- 
NAMELY, VINYL SIDING, SHAKES, BRICK, STONE, RE- 
PLACEMENT AND PRIME VINYL WINDOWS AND 
DOORS, CEMENTS USED FOR ROOFING APPLICATION, 
VINYL SHUTTERS, ROOFING SHINGLES AND SKY- 
LIGHTS (U.S. CL. 12). 

FIRST USE 6-1-1988; IN COMMERCE 6-1-1988. 


SN 73-752,885. PY SMALL BOATS, INC., PORTSMOUTH, 
RIL BY MERGER WITH ALCORT SAILBOATS, INC., 
WATERBURY, CT. FILED 9-19-1988. 


PUFFER 


OWNER OF U.S. REG. NO. 937,445. 


CLASS 12—VEHICLES 


FOR STRUCTURAL AND COMPONENT PARTS OF 
SAILBOATS-NAMELY, BEAMS, BOOMS AND BOOM 
HARDWARE, MASTS AND MAST HARDWARE; HULLS, 
HULL SECTIONS AND HULL HARDWARE; RUDDERS, 
RUDDER COMPONENTS AND RUDDER ASSEMBLIES; 
TILLERS, TILLER COMPONENTS AND TILLER ASSEM- 
BLIES; HULL FITTINGS INCLUDING DRAIN PLUGS, 
CLEATS, BAILERS, COAMINGS, CENTERBOARDS, 
KEELS AND GUDGEONS; AND SAILBOAT RIGGING 
INCLUDING RINGS, HALYARDS, STAYS, SPREADERS, 
PULLEYS, BLOCKS, LINES, SHACKLES, RATCHETS, 
BOLTS, NUTS, WASHERS, EYES, FURLINGS, BRIDLES, 
TRAPEZES, HOOKS AND HINGES (U.S. CL. 19). 

FIRST USE 11-0-1971; IN COMMERCE 11-0-1971. 


CLASS 22—CORDAGE AND FIBERS 


FOR SAILBOAT SAILS (U.S. CLS. 19 AND 22). 
FIRST USE 11-0-1971; IN COMMERCE 11-0-1971. 


SN 73-754,382. CEOTRONICS GESELLSCHAFT MIT 
BESCHRANKTER HAFTUNG, ELEKTRONISCHE HOR- 
UND SPRECHSSTEME, RODERMARK-URBERACH, 
FED REP GERMANY, FILED 9-23-1988. 


CEOTRONICS 


OWNER OF FED REP GERMANY REG. NO. 1122187, 
DATED 5-19-1988, EXPIRES 9-19-1997. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRONIC COMMUNICATION APPARATUS, 
PARTICULARLY FOR USE IN NOISY ENVIRONMENTS- 
NAMELY, APPARATUS FOR LISTENING OR FOR 
SPEAKING CONSISTING OF MICROPHONES AND EAR- 
PHONES OR HEADPHONES, INCLUDING APPARATUS 
FOR LISTENING OR FOR SPEAKING WHICH IS WORN 
UNDER PROTECTIVE HEADGEAR AND/OR PROTEC- 
TIVE CLOTHING SUCH AS BY PILOTS OR AIR TRAF- 
FIC CONTROLLERS; LISTENING AND SPEAKING AP- 
PARATUS CONSISTING OF MICROPHONES AND EAR- 
PHONES OR HEADSETS WITH SPEECH BUTTONS AND/ 
OR ELECTRONIC SPEECH CONTROLS FOR TRANSMIS- 
SION APPARATUS OR FOR WIRE-CONNECTED SPEECH 
APPARATUS (U.S. CLS. 21 AND 26). 


CLASS 10—MEDICAL APPARATUS 

FOR ACOUSTIC HEARING PROTECTORS FOR MINI- 
MIZING OR ELIMINATING OUTSIDE OR EXTRANEOUS 
NOISE OR SOUNDS (U.S. CL. 44). 


SN 73-754,785. TORONTO BLUE JAYS BASEBALL CLUB, 
TORONTO, ONTARIO, CANADA, FILED 9-29-1988. 


(~~ 


‘S 


OWNER OF U.S. REG. NOS. 1,177,880 AND 1,256,175. 
THE LINING IS A FEATURE OF THE MARK AND IS 
NOT TO REPRESENT COLOR. 


CLASS 6—METAL GOODS 

FOR NOVELTY ITEMS-NAMELY, KEYCHAINS (U.S. 
CL. 13). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 


CLASS 14—JEWELRY 


FOR JEWELRY-NAMELY, CLOISANNE LAPEL PINS. 
BATTING HELMET WRISTWATCHES, CHARMS AND 
PENDANTS (U.S. CLS. 27 AND 28). 

FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER GOODS AND PRINTED MATTER- 
NAMELY, BUMPER STICKERS, PENNANTS, BASEBALL 
CARDS, BASEBALL STICKER ALBUM COLLECTION 
AND DECALS (U.S. CLS. 37 AND 38). 

FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


CLASS 24—FABRICS 


FOR FABRICS-NAMELY, TABLECLOTHS (U.S. CL. 42). 


FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


SN 73-757,541. CHILDREN’S HOSPITAL NATIONAL MED- 
ICAL CENTER, WASHINGTON, DC. FILED 10-14-1988. 


NATIONAL SAFE KIDS 
CAMPAIGN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATIONAL” AND “CAMPAIGN”, APART FROM 
THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 
FOR NEWSLETTERS, BROCHURES, AND PAMPLHETS 
ON PREVENTING CHILDHOOD INJURIES (U.S. CL. 38). 
FIRST USE 1-21-1988; IN COMMERCE 1-21-1988. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ASSOCIATION SERVICES-NAMELY, PROMOT- 
ING THE INTERESTS OF CHILDREN AND PUBLIC 
AWARRENESS OF CHILDHOOD INJURY PREVENTION 
(U.S. CL. 100). 

FIRST USE 1-21-1988; IN COMMERCE 1-21-1988. 


SN 73-759,875. BEST BRANDS, 
FILED 10-26-1988. 


INC., ST. PAUL, MN. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR FRUIT OR CREAM-BASED FILLINGS FOR 
CAKES AND PIES; DAIRY OR NONDAIRY BASED 
WHIPPED TOPPING, FRUIT TOPPING (U.S. CL. 46). 

FIRST USE 1-15-1972; IN COMMERCE 1-15-1972. 


CLASS 30—STAPLE FOODS 


FOR PIES; CAKES; DONUTS; CAKE DECORATIONS; 
FROSTING OR FROSTING MIX; ICING OR ICING MIX; 
CHOCOLATE OR MARSHMALLOW TOPPING (U.S. CL. 
46). 

FIRST USE 1-15-1972; IN COMMERCE 1-15-1972. 





JANUARY 2, 1990 


SN 73-760,585. KAGOME CO., LTD., NAKA-KU, NAGOYA, 
JAPAN, FILED 10-31-1988. 


KAGOME 


OWNER OF JAPAN REG. 
2-28-1986, EXPIRES 2-28-1996. 

GWNER OF JAPAN REG. 
4-23-1986, EXPIRES 4-23-1996. 

OWNER OF JAPAN REG. 
11-29-1985, EXPIRES 11-29-1995. 

OWNER OF JAPAN REG. 
7-29-1985, EXPIRES 7-29-1995. 

THE ENGLISH TRANSLATION OF THE WORD 
“KAGOME” IN THE MARK IS “WOVEN BAMBOO PAT- 
TERN”. 


1840527, DATED 


1853646, DATED 


1820383, DATED 


1787971, DATED 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PROCESSED TOMATOES AND PROCESSED 
TOMATO PRODUCTS, NAMELY PEELED TOMATOES, 
CRUSHED TOMATOES, TOMATO PASTE, TOMATO 
PUREE AND TOMATO SOUP; TOMATO JUICE AND 
VEGETABLE JUICE USED FOR COOKING; CANNED, 
PRESERVED AND DRIED VEGETABLES AND FRUITS; 
FRUIT SAUCES, NAMELY APPLE AND CRANBERRY 
SAUCE; PRE-PACKAGED BEEF OR VEGETABLE STEW 
DINNER MIXES; BEVERAGES PRODUCED BY LACTIC 
ACID FERMENTATION, NAMELY KEFIR AND ACI- 
DOPHILUS MILK (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR COFFEE; TEA; SAUCES, EXCLUDING CRANBER- 
RY AND APPLESAUCE, NAMELY TOMATO SAUCE, 
CHILI SAUCE, VEGETABLE SAUCE, WORCESTER- 
SHIRE SAUCE, WHITE SAUCE, DEMIGLACE SAUCE; 
PRE-PACKAGED DINNER MIXES CONSISTING PRI- 
MARILY OF SEASONING, SPICES AND SAUCES, EX- 
CLUDING CRANBERRY AND APPLE SAUCE; RISOTTO 
BASED DINNER MIXES; RICE AND RICE PRODUCTS, 
NAMELY RICE GRUELS, RISOTTO AND CURRY RICE; 
RICE GRATIN; KETCHUP; AND SPAGHETTI (U.S. CL. 
46). 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 
FOR SEEDS FOR AGRICULTURAL USE, NAMELY 


TOMATO SEEDS, POTATO SEEDS, AND CARROT 
SEEDS (U.S. CL. 1). 


CLASS 32—LIGHT BEVERAGES _ 


FOR FRUIT JUICE; FRUIT DRINKS CONTAINING 
WATER; FRUIT JUICE DRINKS CONTAINING WATER; 
SOFT DRINKS; MINERAL WATER (U.S. CLS. 45 AND 46). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-761,221. INTERNATIONAL TWIST DRILL (HOLD- 
INGS) LIMITED, EDINBURGH, SCOTLAND, FILED 
11-1-1988. 


CLASS 7—MACHINERY 

FOR TOOLING FOR USE IN MACHINE TOOLS AND 
PARTS THEREFOR (U.S. CL. 23). 

FIRST USE 0-0-1964, IN COMMERCE 0-0-1964. 


CLASS 8—HAND TOOLS 

FOR TOOL BITS FOR USE IN HAND TOOLS (U.S. CL. 
23). 

FIRST USE 0-0-1964; IN COMMERCE 0-0-1964. 


SN 73-762,469. LONGLIFE OF CANADA LIMITED, 
NORTH YORK, ONTARIO, CANADA, ASSIGNEE OF 
AULT FOODS LIMITED/LES ALIMENTS AULT LIMI- 
TEE, ETOBICOKE, ONTARIO, CANADA, FILED 
11-7-1988. 


FAME AND FORTUNE 


OWNER OF CANADA REG. NO. 34623%, DATED 
10-14-1988, EXPIRES 10-14-2003. 


CLASS 29—MEATS AND PROCESSED FOODS 

FOR DAIRY SUBSTITUTES NAMELY, WHIPPED TOP- 
PINGS, WHIPPED TOPPING CONCENTRATE, LIQUID 
AND POWDERED COFFEE WHITENERS; SOUR CREAM 
AND SALAD DRESSINGS; AND QUICHE BASE MIX (U.S. 
CL. 46). 


CLASS 30—STAPLE FOODS 


FOR PUDDINGS; SAUCES, EXCLUDING APPLE AND 
CRANBERRY SAUCE; AND GRAVIES (U.S. CL. 46). 
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SN 73-762,760. PASO FINO HORSE ASSOCIATION, INC., 
BOWLING GREEN, FL. FILED 11-9-1988. 


THE LINING AND STIPPLING SHOWN IN THE 
DRAWING ARE FEATURES OF THE MARK AND ARE 
NOT INTENDED TO INDICATE COLOR. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MAINTAINING A REGISTRY OF BREEDS IN THE 
FIELD OF HORSES (U.S. CL. 101). 
FIRST USE 3-0-1988; IN COMMERCE 3-0-1988. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR HORSE SHOWING SERVICES (U.S. CL. 107). 
FIRST USE 1-0-1987; IN COMMERCE 1-0-1987. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS OF PASO FINO HORSES, BREED- 
ERS AND OWNERS (U.S. CL. 100). 

FIRST USE 2-1-1973; IN COMMERCE 2-1-1973. 


SN 73-762,913. KATZ, DAVID, NEW YORK, NY. FILED 
11-10-1988. 


RYAN MATTHEWS 


CLASS 40—MATERIAL TREATMENT 


FOR TAILORING SERVICES (U.S. CLS. 103 AND 106). 
FIRST USE 9-19-1988; IN COMMERCE 9-19-1988. 


CLASS 42—MISCELLANEOUS SERVICES 
FOR RETAIL STORE SERVICES, IN THE FIELD OF 
CUSTOM CLOTHING AND MENS WEAR (U.S. CL. 101). 
FIRST USE 9-19-1988; IN COMMERCE 9-19-1988. 


OFFICIAL GAZETTE 
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SN 73-763,079. BABSON BROS. CO., NAPERVILLE, IL. 
FILED 11-10-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTS”, APART FROM THE MARK AS 
SHOWN. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR CLEANING PERPARATIONS FOR USE ON 
DAIRY FARMS (U.S. CL. 52). 

FIRST USE 9-5-1988; IN COMMERCE 9-5-1988. 


CLASS 4—LUBRICANTS AND FUELS 

FOR LUBRICANTS FOR USE ON DAIRY FARMS (U.S. 
CL. 15). 

FIRST USE 10-7-1986; IN COMMERCE 10-7-1986. 


CLASS 7—MACHINERY 

FOR MILKING MACHINE PARTS, NAMELY, INFLA- 
TIONS AND AIR TUBES AND MECHANICAL MASTITIS 
DETECTORS (U.S. CL. 23). 

FIRST USE 8-25-1987; IN COMMERCE 8-25-1987. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR ELECTRICAL FANS FOR DAIRY FARM USE (U.S. 
CL. 34). 

FIRST USE 7-24-1987; IN COMMERCE 7-24-1987. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER DAIRY TOWELS AND PAPER MILK FIL- 
TERS (U.S. CL. 37). 

FIRST USE 5-27-1987; IN COMMERCE 5-27-1987. 


CLASS 17—RUBBER GOODS 

FOR INSULATORS FOR USE ON ELECTRIC FENCES 
(U.S. CL. 21). 

FIRST USE 3-0-1988; IN COMMERCE 3-0-1988. 


CLASS 21—HOUSEWARES AND GLASS 

FOR BRUSHES AND BUCKETS FOR USE ON DAIRY 
FARMS (U.S. CLS. 2 AND 29). 

FIRST USE 12-12-1986, INCOMMERCE 12-12-1986. 
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CLASS 25—CLOTHING 

FOR BOOTS AND GLOVES FOR FARM AND DAIRY 
USE (U.S. CL. 39). 

FIRST USE 7-7-1988; IN COMMERCE 7-7-1988. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL SALES AND DISTRIBUTION SERVICES 
IN THE FIELD OF DAIRY FARM EQUIPMENT AND 
SUPPLIES (U.S. CL. 101). 

FIRST USE 5-1-1986; IN COMMERCE 5-1-1986. 


SN 73-763,486. KAISER FOUNDATION HEALTH PLAN, 
INC., OAKLAND, CA. FILED 11-14-1988. 


em, 


KAISER PERMANENTE 
Good People. Good Medicine. 


OWNER OF US. REG. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOOD MEDICINE”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS, IN PART, OF THE FANCIFUL 
DESIGN OF THREE HUMANS WITH A SUNBURST. 


NOS. 859,012, 1,399,806 AND 


CLASS 36—INSURANCE AND FINANCIAL 


FOR ARRANGING FOR AND FINANCING OF PRE- 
PAID HEALTH CARE SERVICES (U.S. CLS. 101 AND 102). 
FIRST USE 6-23-1986; IN COMMERCE 6-23-1986. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING AND ARRANGING HEALTH CARE 
SERVICES (U.S. CL. 100). 
FIRST USE 6-23-1986; IN COMMERCE 6-23-1986. 


SN 73-763,626. UNIVERSITY OF TENNESSEE, THE, 
KNOXVILLE, TN. FILED 11-14-1988. 


INSTITUTES FOR 
PRODUCTIVITY THROUGH 
QUALITY 


SEC. 2(F). 


CLASS 35—ADVERTISING AND BUSINESS 
FOR BUSINESS MANAGEMENT CONSULTING SERV- 
ICES, AND STATISTICAL INFORMATION SERVICES 
(U.S. CL. 101). 
FIRST USE 7-12-1982; IN COMMERCE 7-12-1982. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING COURSES AND SEMINARS IN THE FIELDS 
OF BUSINESS, STATISTICS, AND ENGINEERING AND/ 
OR A COMBINATION THEREOF (U.S. CL. 107). 

FIRST USE 10-19-1981; IN COMMERCE 10-19-1981. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTING SERVICES IN THE STATISTICS, 
MATHEMATICAL AND ENGINEERING FIELDS AND/ 
OR A COMBINATION THEREOF (U.S. CL. 100). 

FIRST USE 7-12-1982; IN COMMERCE 7-12-1982. 


SN 73-763,819. KITCHEN HOUSE COMPANY, LIMITED, 
TOKYO, JAPAN, FILED 11-14-1988. 


KITCHEN HOUSE 


OWNER OF JAPAN REG. 
12-24-1986, EXPIRES 12-24-1996. 
OWNER OF JAPAN REG. 
12-25-1985, EXPIRES 12-25-1995. 
OWNER OF JAPAN REG. 
8-19-1987, EXPIRES 8-19-1997. 
OWNER OF JAPAN REG. 
3-27-1987, EXPIRES 3-27-1997. 
OWNER OF JAPAN REG. 
3-27-1987, EXPIRES 3-27-1997. 
OWNER OF JAPAN REG. 
5-29-1987, EXPIRES 5-29-1997. 
OWNER OF JAPAN REG. 
5-30-1986, EXPIRES 5-30-1996. 
OWNER OF JAPAN REG. 
2-28-1986, EXPIRES 2-28-1996. 
OWNER OF JAPAN REG. 
6-27-1986, EXPIRES 6-27-1996. 
OWNER OF JAPAN REG. 
3-27-1987, EXPIRES 3-27-1997. 
OWNER OF JAPAN REG. 
2-28-1986, EXPIRES 2-28-1996. 
OWNER OF JAPAN REG. 
2-28-1986, EXPIRES 2-28-1996. 
OWNER OF JAPAN REG. 
7-23-1987, EXPIRES 7-23-1997. 
OWNER OF JAPAN REG. 
10-28-1986, EXPIRES 10-28-1996. 
OWNER OF JAPAN REG. 
11-27-1986, EXPIRES 11-27-1996. 
OWNER OF JAPAN REG. 
12-24-1986, EXPIRES 12-24-1996. 
OWNER OF JAPAN REG. 
3-27-1987, EXPIRES 3-27-1997. 
OWNER OF JAPAN REG. 
3-27-1987, EXPIRES 3-27-1997. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KITCHEN” , APART FROM THE MARK AS 
SHOWN. 


1920575, DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 
DATED 


DATED 


$335888%8%85588 858 6 6S 


1907278, DATED 


CLASS 1—CHEMICALS 


FOR CHEMICALS FOR AGRICULTURAL USE, 
NAMELY FERTILIZERS AND WETTING AGENTS (US. 
CLS. 6 AND 10). 


CLASS 2—PAINTS 


FOR ARTIST'S PAINTS AND INKS AND PIGMENTS 
FOR USE IN PAINTS (U.S. CLS. 6 AND 16). 


CLASS 4—LUBRICANTS AND FUELS 
FOR INDUSTRIAL OILS (U.S. CL. 15). 
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CLASS 8—HAND TOOLS 


FOR HAND TOOLS, NAMELY, WRENCHES AND 
SCREWDRIVERS (U.S. CL. 23). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR EYEGLASSES, SUNGLASSES, AND PHONO- 
GRAPH RECORDS (U.S. CLS. 26 AND 36). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR STATIONERY; WRITING INKS; PAPER BAGS; 
NEWSPRINT; COMPUTER PAPER; AND PRINTED 
MATTER, NAMELY, BOOKS, MAGAZINES, NEWSPA- 
PERS, YEARBOOKS, TIME TABLES, PICTURE POST- 
CARDS, CALENDARS, ALMANACS, MAPS, PAM- 
PHLETS, DIARIES, AND SHEET MUSIC (U.S. CLS. 11, 37 
AND 38). 


CLASS 18—LEATHER GOODS 


FOR LUGGAGE; HAND BAGS; TOTE BAGS (U.S. CL. 
3). 


CLASS 22—CORDAGE AND FIBERS 
FOR RAW FIBERS (U.S. CL. 1). 


CLASS 23—YARNS AND THREADS 


FOR YARNS (EXCLUDING THREADS FOR SURGICAL 
OPERATIONS AND FISHING LINES) (U.S. CL. 43). 


CLASS 24—FABRICS 


FOR WOVEN FABRICS AND KNITTED FABRICS FOR 
USE IN THE MANUFACTURE OF CLOTHING; FELT; 
TISSUES (PIECE GOODS); BED SHEETS; BED SPREADS; 
PILLOW CASES; PILLOW SHAMS; BATH LINEN (U.S. 
CL. 42). 


CLASS 25—CLOTHING 
FOR FOOTWEAR (U.S. CL. 39). 


CLASS 28—TOYS AND SPORTING GOODS 
FOR DOLLS (U.S. CL. 22). 


CLASS 30—STAPLE FOODS 


FOR CANDY, CANDIED FRUIT, BREAD, CAKES, 
BAKERY GOODS, MIXES FOR MAKING BAKERY 
GOODS, DONUTS, WHEAT FLOUR AND PIES (U.S. CL. 
46). 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR UNPROCESSED WHEAT, PEAS, BEANS, LEN- 
TILS, CORN, AND MANURES (U.S. CLS. 1 AND 46). 


CLASS 33—WINES AND SPIRITS 


FOR ALCOHOLIC BEVERAGES, NAMELY, GIN, 
VODKA, SAKE, SYNTHETIC SAKE, SHOCHU, AWA- 
MORI, MIRIN, WHISKEYS, BRANDIES, RUMS, LI- 
QUEURS, AND FRUIT WINES (U.S. CLS. 47 AND 49). 


CLASS 34—SMOKERS’ ARTICLES 


FOR CUT TOBACCOS, CIGARETTES, CIGARS, 
SNUFFS, LEAF TOBACCOS, CHEWING TOBACCOS, 
PIPES, PIPE CASES, CIGARETTE CASES, TOBACCO 
TRAYS, ASH TRAYS, PIPE CLEANERS, TOBACCO 
HOLDERS, LIGHTERS, LIGHTER FLINTS, FILTERS, 
— AND SAFETY MATCHES (U.S. CLS. 8, 9 AND 
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SN 73-764,807. PROFESSIONAL DEVELOPMENT ASSOCI- 
ATES, INC., DBA SYBERVISION SYSTEMS, INC., 
PLEASANTON, CA. FILED 11-21-1988. 


THE NEUROPSYCHOLOGY 
OF SUCCESSFUL 
PARENTING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUCCESSFUL PARENTING”, APART FROM THE 
MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRERECORDED AUDIOTAPES AND VIDEO- 
TAPES IN THE EDUCATION AND SELF-HELP FIELDS 
FEATURING SELF IMPROVEMENT ACTIVITIES (U.S. 
CL. 21). 

FIRST USE 9-4-1986; IN COMMERCE 9-4-1986. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR EDUCATIONAL MANUALS AND STUDY GUIDES 
FOR USE IN THE EDUCATION AND SELF-HELP 
FIELDS FEATURING CHILD REARING AND SELF IM- 
PROVEMENT ACTIVITIES (U.S. CL. 38). 

FIRST USE 9-4-1986; IN COMMERCE 9-4-1986. 


SN 73-764,910. SINCLAIR OIL CORPORATION, SALT 
LAKE CITY, UT. FILED 11-21-1988. 


DINO VIDEO 


OWNER OF U.S. REG. NOS. 725,820 AND 779,741. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIDEO”, APART FROM THE MARK AS SHOWN. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR VIDEO CASSETTE TAPE AND VIDEO EQUIP- 
MENT RENTAL SERVICES (U.S. CL. 107). 
FIRST USE 3-0-1986; IN COMMERCE 3-0-1986. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR VIDEO CASSETTE AND VIDEO EQUIPMENT 
RETAIL STORE SERVICES (U.S. CL. 101). 
FIRST USE 3-0-1986; IN COMMERCE 3-0-1986. 


SN 73-766,081. CONNOR TOY CORPORATION, NEW 
YORK, NY. FILED 11-28-1988. 


COMPUTERSMARTS 


OWNER OF U.S. REG. NO. 1,444,266. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTERS, COMPUTER PROGRAMS, AND 
VIDEO CASSETTES SOLD AS A UNIT FOR USE IN 
SELF-TEACHING; AND COMPUTER PROGRAMS AND 
VIDEO CASSETTES SOLD SEPARATELY FOR USE IN 
SELF-TEACHING (U.S. CLS. 21, 26 AND 38). 

FIRST USE 6-30-1987; IN COMMERCE 6-30-1987. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR COMPUTER GAME MACHINES, COMPUTER 
GAME PROGRAM CARTRIDGES, AND COMPUTER 
GAME VIDEO CASSETTES SOLD AS A UNIT; COMPUT- 
ER GAME PROGRAM CARTRIDGES SOLD SEPARATE- 
LY FOR USE WITH THE COMPUTER GAME MACHINES; 
AND VIDEO CASSETTES SOLD SEPARATELY FOR USE 
WITH THE COMPUTER GAME MACHINES (U.S. CLS. 22, 
23 AND 38). 

FIRST USE 6-30-1987; IN COMMERCE 6-30-1987. 


SN 73-766,429. CAREY-MCFALL CORPORATION, MONT- 
GOMERY, PA. FILED 11-30-1988. 
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OWNER OF US. REG. NO. 1,335,579. 
THE DRAWING IS LINED FOR THE COLORS 
YELLOW, ORANGE, RED, PURPLE AND BLUE. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR WINDOW COVERINGS, NAMELY, WINDOW 
BLINDS AND SHADES (U.S. CL. 32). 
FIRST USE 8-0-1983; IN COMMERCE 8-0-1983. 


CLASS 24—FABRICS 


FOR VALANCES AND DRAPERIES (U.S. CL. 42). 
FIRST USE 4-0-1988; IN COMMERCE 4-0-1988. 


SN 73-766,743. IDEAL CONCRETE BLOCK CO, WAL- 
THAM, MA. FILED 12-1-1988. 


(ic Pavers 
* 8’ IDEAL 
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CLASS 37—CONSTRUCTION AND REPAIR 
FOR INSTALLATION OF ROADS, WALKWAYS, 
PATIOS AND PLAZAS; AND PAVING SERVICES (US. 
CL. 103). 
FIRST USE 11-0-1987; IN COMMERCE 11-0-1987. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR DESIGN OF ROADS, WALKWAYS, PATIOS AND 
PLAZAS (U.S. CL. 100). 

FIRST USE 11-0-1987; IN COMMERCE 11-0-1987. 


SN 73-767,335. W. R. GRACE & CO.-CONN., NEW YORK, 
NY. FILED 12-5-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CULINARY SYSTEMS”, APART FROM THE MARK 
AS SHOWN. 


CLASS 29—MEATS AND PROCESSED FOODS 

FOR PREPARED ENTREES, NAMELY MEAT, SEA- 
FOOD, POULTRY, AND VEGETABLE ENTREES, PRE- 
PARED FRUITS AND VEGETABLES, MEATS, LUNCH- 
EON MEATS, CHEESES, SOUPS, CHILI, AND SALAD 
DRESSINGS DIRECTED TO INSTITUTIONAL FOOD 
SERVICE DISTRIBUTORS (U.S. CL. 46). 

FIRST USE 10-18-1988; IN COMMERCE 10-18-1988. 


CLASS 30—STAPLE FOODS 


FOR MARINADES DIRECTED TO INSTITUTIONAL 
FOOD SERVICE DISTRIBUTORS (U.S. CL. 46). 
FIRST USE 10-18-1988; IN COMMERCE 10-18-1988. 


SN 73-769,586. ETCETERA, INC., PORTLAND, OR. FILED 
12-15-1988. 


ETCETERA 


OWNER OF U.S. REG. NO. 1,400,711. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR SUNGLASSES (U.S. CL. 26). 

FIRST USE 11-0-1987; IN COMMERCE 11-0-1987. 


CLASS 14—JEWELRY 

FOR JEWELRY, NAMELY, EARRINGS (SILVER), OR- 
NAMENTAL LAPEL PINS, WATCHES, NECKLACES 
AND BRACELETS (U.S. CLS. 27 AND 28). 

FIRST USE 8-0-1986, IN COMMERCE 8-0-1986. 


CLASS 18—LEATHER GOODS 


FOR HANDBAGS, WALLETS AND CHANGE PURSES 
(U.S. CL. 3). 
FIRST USE 6-0-1987; IN COMMERCE 6-0-1987. 


CLASS 21—HOUSEWARES AND GLASS 
FOR HAIR COMBS (U.S. CL. 40). 
FIRST USE 11-0-1986, IN COMMERCE 11-0-1986. 
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CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, BELTS, SOCKS, SCARVES, 
HATS AND GLOVES (U.S. CL. 39). 

FIRST USE 7-0-1986; IN COMMERCE 7-0-1986. 


CLASS 26—FANCY GOODS 

FOR HAIR FASTENERS, BOWS AND BARRETTES (U.S. 
CL. 40). 

FIRST USE 8-0-1986, IN COMMERCE 8-0-1986. 


SN 73-773,301. WOLFF, GREGORY A., DBA VIDEO PRO- 
JECTION SYSTEMS, WESTPORT, CT. FILED 1-6-1989. 


f J 


VIDEO PROJECTION SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIDEO PROJECTION SYSTEMS”, APART FROM 
THE MARK AS SHOWN. 

THE MARK CONSISTS, IN PART, OF THE STYLIZED 
LETTERS VPS. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR AUDIOVISUAL AND VIDEO EQUIPMENT, VID- 
EOTAPES, MOVIE PROJECTORS, AND RELATED 
AUDIOVISUAL ACCESSORIES RENTAL SERVICES (U.S. 
CLS. 100 AND 107). 

FIRST USE 10-1-1987; IN COMMERCE 1-1-1988. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL AUDIOVISUAL AND VIDEO EQUIP- 
MENT, AND COMPUTER STORE SERVICES (U.S. CL. 
101). 

FIRST USE 10-1-1987; IN COMMERCE 1-1-1988. 


SN 73-773,783. COOPERS & LYBRAND (U.S.A.), NEW 
YORK, NY. FILED 1-9-1989. 


SUMMIT 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED PUBLICATIONS, NAMELY, MANUALS, 
BROCHURES AND TRAINING MANUALS PERTAINING 
TO METHODOLOGIES FOR PLANNING, DEVELOP- 
MENT, INTEGRATION AND PRODUCTIVITY OF SYS- 
TEMS OF INFORMATION TECHNOLOGY (U.S. CL. 38). 

FIRST USE 9-1-1987; IN COMMERCE 3-1-1987. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES FOR THE IMPLEMEN- 
TATION OF A METHODOLOGY FOR PLANNING, DE- 
VELOPMENT, INTEGRATION AND PRODUCTIVITY OF 
SYSTEMS OF INFORMATION TECHNOLOGY (U.S. CL. 
100). 

FIRST USE 9-1-1987; IN COMMERCE 3-1-1988. 


SN 73-776,463. RACINE INDUSTRIES, INC., RACINE, WI. 
FILED 1-19-1989. 


HOST 


OWNER OF U.S. REG. NOS. 670,745, 957,081 
1,240,766. 


AND 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR PREPARATIONS FOR CARPET CLEANING, 
NAMELY, DRY CARPET-CLEANING COMPOSITIONS, 
LIQUID CLEANERS, AND SPOT REMOVERS (U.S. CL. 
52). 

FIRST USE 11-26-1957; IN COMMERCE 11-26-1957. 


CLASS 5—PHARMACEUTICALS 


FOR CARPET DEODORIZERS (U.S. CL. 6). 
FIRST USE 4-30-1980; IN COMMERCE 4-30-1980. 


CLASS 7—MACHINERY 

FOR MACHINES FOR CARPET CLEANING (U.S. CL. 
23). 
FIRST USE 11-26-1957; IN COMMERCE 11-26-1957. 


SN 73-777,002. FREE SPIRIT ENTERPRISES, INC., PORT- 
LAND, ME. FILED 1-27-1989. 


FREE SPIRIT ENTERPRISES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENTERPRISES”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ADVERTISING AGENCY SERVICES, PUBLIC RE- 
LATIONS AGENCY SERVICES, AND MARKETING RE- 
SEARCH SERVICES (U.S. CL. 101). 

FIRST USE 12-0-1979; IN COMMERCE 12-0-1979. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR GRAPHIC ART SERVICES AND PRINTING SERV- 
ICES (U.S. CLS. 100 AND 101). 

FIRST USE 12-0-1979; IN COMMERCE 12-0-1979. 
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SN 73-777,143. SOFFERS, A.A.M., AMSTERDAM, NETH- 
ERLANDS, FILED 1-27-1989. 


MARTS 


PRIORITY CLAIMED UNDER SEC. 44D) ON BENELUX 
CONV APPLICATION NO. 717909, FILED 7-28-1988, REG. 
NO. 448852, DATED 7-28-1988, EXPIRES 7-28-1998. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAINTINGS, GOUACHES, GRAPHIC ART REPRO- 
DUCTIONS, PHOTOGRAPHIC ART REPRODUCTIONS, 
PRINTS, POSTERS, CALENDARS, ART MAGAZINES, 
ART CATALOGS, MOUNTED AND UNMOUNTED 
PHOTOGRAPHS (U.S. CL. 38). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ART GALLERY SERVICES, AND EDITING SERV- 
ICES FOR BOOKS, PERIODICALS AND CATALOGS (U.S. 
CLS. 100, 101 AND 107). 


SN 73-778,218. KNOPPOW INDUSTRIES LTD., MADISON 
HEIGHTS, MIL. FILED 2-2-1989. 


WINDOW EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WINDOW”, APART FROM THE MARK AS SHOWN. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR WINDOW TREATMENTS, NAMELY BLINDS AND 
SHADES (U.S. CL. 32). 

FIRST USE 6-1-1987; IN COMMERCE 6-1-1987. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE SERVICES FEATURING 
WINDOW TREATMENTS SUCH AS BLINDS, SHADES 
AND GREENHOUSE SHADING SYSTEMS (U.S. CL. 101). 

FIRST USE 6-1-1987; IN COMMERCE 6-1-1987. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-779,497. PRECISION SMALL ENGINES, INC., COL- 
LEGE PARK, MD. FILED 2-8-1989. 


THE VERTICAL LINING SHOWN IN THE DRAWING 
IS FOR THE COLOR RED WHICH IS CLAIMED AS A 
FEATURE OF THE MARK. ALL OTHER LINING AND 
STIPPLING SHOWN IN THE DRAWING ARE FEATURES 


. OF THE MARK AND ARE NOT INTENDED TO INDI- 


CATE COLOR. 
THE MARK CONSISTS OF A REPRESENTATION OF A 
MODIFIED SOUPED UP LAWN MOWER. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REPAIR SERVICES IN THE FIELD OF LAWN 
MOWERS (US. CL. 103). 
FIRST USE 10-1-1987; IN COMMERCE 10-1-1987. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE SERVICES IN THE FIELD OF 
LAWN MOWERS (U.S. CL. 101) 
FIRST USE 10-1-1987; IN COMMERCE 10-1-1987. 


SN 73-779,828. BULOVA CORPORATION, 
NY. FILED 2-8-1989. 


BU LY’ 


CLASS 14—JEWELRY 

FOR CLOCKS DISPLAYED ON ALL PURPOSE SPORTS 
BAGS (U.S. CL. 27). 

FIRST USE 12-19-1988; IN COMMERCE 12-19-1988. 


WOODSIDE, 


CLASS 18—LEATHER GOODS 


FOR ALL PURPOSE SPORTS BAGS THAT INCORPO- 
RATE AND DISPLAY CLOCKS (U.S. CL. 3). 
FIRST USE 12-19-1988; IN COMMERCE 12-19-1988. 
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SN 73-780,357. SCHLAIFER NANCE & CO., INC., ATLAN- 
TA, GA. FILED 2-13-1989. 


© 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR GREETING CARDS AND _ STATIONERY, 
NAMELY LETTER PAPER (U.S. CLS. 37 AND 38). 
FIRST USE 3-18-1987; IN COMMERCE 3-18-1987. 


CLASS 24—FABRICS 


FOR TOWELS (U.S. CL. 42). 
FIRST USE 8-4-1988; IN COMMERCE 8-4-1988. 


CLASS 25—CLOTHING 


FOR T-SHIRTS (U.S. CL. 39). 
FIRST USE 3-18-1987; IN COMMERCE 3-18-1987. 


SN 73-780,798. TERRAFAUNA, 
FILED 2-10-1989. 


INC., SAN JOSE, CA. 


TERRAFAUNA 


CLASS 5—PHARMACEUTICALS 


- FOR LIZARD MEDICATIONS, SNAKE MEDICATIONS, 
TURTLE MEDICATIONS, AND AMPHIBIAN MEDICA- 
TIONS (U.S. CL. 18). 
FIRST USE 7-8-1982; IN COMMERCE 7-8-1982. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR TURTLE, LIZARD, SNAKE, AND AMPHIBIAN 
TERRARIUM ACCESSORIES, NAMELY, TERRARIUM 
LININGS, TERRARIUM PET SHELTERS, TERRARIUM 
LOGS, WATER BOWLS, AND TERRARIUM HEATERS 
(U.S. CL. 50). 

FIRST USE 7-8-1982; IN COMMERCE 7-8-1982. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR REPTILE, AMPHIBIAN AND SMALL ANIMAL 
PRODUCTS, NAMELY, TURTLE FOOD, HERMIT CRAB 
FOOD, AND FISH FOOD AND TERRARIUM MOSS (U.S. 
CLS. 1, 46 AND 50). 

FIRST USE 7-8-1982; IN COMMERCE 7-8-1982. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


SN 73-781,167. SSK CORPORATION, MINAMI-KU, OSAKA, 
JAPAN, FILED 2-16-1989. 


SSK 


OWNER OF U.S. REG. NO. 1,444,132. 
THE DESIGN PORTION OF THE MARK IS A STYL- 
IZED REPRESENTATION OF THE LETTER “S”. 


CLASS 18—LEATHER GOODS 


FOR ALL PURPOSE SPORTS BAGS (U.S. CL. 3). 
FIRST USE 11-0-1987; IN COMMERCE 5-0-1988. 


CLASS 25—CLOTHING 


FOR SPIKES FOR BASEBALL AND SOFTBALL, AND 
SPORTS SHOES (U.S. CLS. 22 AND 39). 
FIRST USE 11-0-1987; IN COMMERCE 5-0-1988. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR GLOVES, MITTS, AND BATS FOR BASEBALL 
AND SOFTBALL, AND BATTERS GLOVES (U.S. CL. 22). 
FIRST USE 11-00-1987; IN COMMERCE 5-0-1988. 


SN 73-783,828. HANOVER BRANDS, INC., DBA MYERS 
FOODS, HANOVER, PA. FILED 3-1-1989. 


MICRO-QUICK 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR SOUPS, CHICKEN A LA KING, CREAMED 
CHIPPED BEEF, BEEF STROGANOFF, AND CHILI (U.S. 
CL. 46). 

FIRST USE 4-0-1987; IN COMMERCE 4-0-1987. 


CLASS 30—STAPLE FOODS 


FOR MACARONI AND CHEESE (U.S. CL. 46). 
FIRST USE 4-0-1987; IN COMMERCE 4-0-1987. 


SN 73-785,639. VETTER’S, INC.. DBA QC CULLIGAN, 
DAVENPORT, IA. FILED 3-9-1989. 


MAGIC MOUNTAIN 


CLASS 32—LIGHT BEVERAGES 


FOR BOTTLED WATER (U.S. CL. 45). 
FIRST USE 8-31-1986; IN COMMERCE 8-31-1986. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR LEASING WATER COOLER MACHINES, AND 
PROVIDING WATER FOR USE THEREWITH (US. CL. 
100). 

FIRST USE 8-31-1986; IN COMMERCE 8-31-1986. 
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SN 73-786,523. GIURLANI USA, INC., CAMPBELL, CA. 
FILED 3-13-1989. 


STAR 


OWNER OF U.S. REG. NO. 1,496,919 AND OTHERS. 


CLASS 29—MEATS AND PROCESSED FOODS 

FOR CONDIMENTS; NAMELY CANNED AND BOT- 
TLED FRUITS, VEGETABLES, FISH, PIMENTOS, 
OLIVES, MUSHROOMS, OLIVE OIL, PRESERVED 
GARDEN VEGETABLES, PICKLES, STUFFED OLIVES, 
PICKLED PEPPERS, COCKTAIL ONIONS, HORS 
D’OEUVRES ONIONS, ONION PUREE, ARTICHOKES 
(U.S. CL. 46). 

FIRST USE 9-1-1987; IN COMMERCE 9-1-1987. 


CLASS 30—STAPLE FOODS 

FOR VINEGAR, CAPERS, GARLIC PUREE AND REL- 
ISHES (U.S. CL. 46). 

FIRST USE 9-1-1987; IN COMMERCE 9-1-1987. 


SN 73-786,750. MEIJER, INC., GRAND RAPIDS, MI. FILED 
3-13-1989. 


OWNER OF U.S. REG. NO. 1,495,822. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR COSMETICS, NAMELY, COMPACT BEAUTY KITS 
CONSISTING OF COORDINATING COLORS FOR EYES, 
CHEEKS, AND LIPS, NAIL POLISH, NAIL POLISH RE- 
MOVER, LIQUID NAIL CORRECTOR, EMERY BOARDS, 
AND NAIL TIP KITS CONSISTING OF FALSE FINGER- 
NAILS, GLUE AND GLUE TABS (U.S. CLS. 4, 5, 44 AND 
51). 

FIRST USE 10-17-1985; IN COMMERCE 10-17-1985. 


CLASS 8—HAND TOOLS 


FOR HAND TOOLS AND IMPLEMENTS, NAMELY, 
HAIR SHEARS, NAIL SCISSORS, NAIL NIPPERS, NAIL 
FILES, CUTICLE TRIMMER, MANICURE STICKS, NAIL 
BUFFER, NAIL CLIPPER, SLANT TWEEZER, AND EYE- 
LASH CURLER (U.S. CL. 23). 

FIRST USE 10-28-1986; IN COMMERCE 10-28-1986. 


CLASS 18—LEATHER GOODS 

FOR LEATHER GOODS, NAMELY, COSMETIC BAGS 
SOLD EMPTY (U.S. CL. 3). 

FIRST USE 9-10-1986, IN COMMERCE 9-10-1986. 
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CLASS 21—HOUSEWARES AND GLASS 

FOR HOUSEWARES AND GLASS, NAMELY, HAIR 
BRUSHES AND COMBS, COTTON BALL DISPENSER, 
COTTON SWAB DISPENSER, COSMETIC ORGANIZERS, 
POWDER PUFFS, FACE BRUSHES, COSMETIC APPLICA- 
TORS, COTTON BALLS, AND NAIL BRUSHES (U.S. CLS. 
2, 29 AND 40). 

FIRST USE 11-4-1985; IN COMMERCE 11-4-1985. 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, SHOWER CAPS (U.S. CL. 
39). 
FIRST USE 1-18-1988; IN COMMERCE 1-18-1988. 


CLASS 26—FANCY GOODS 


FOR FANCY GOODS, NAMELY, BARRETTES, PONY- 
TAIL HOLDERS, HAIRBANDS, AND FOAM HAIR ROLL- 
ERS (U.S. CL. 40). 

FIRST USE 10-28-1986; IN COMMERCE 10-28-1986. 


SN 73-786,825. GOODFELLOW METALS CAMBRIDGE 
LTD., CAMBRIDGE, ENGLAND, FILED 3-15-1989. 


Goodfellow 


CLASS 1—CHEMICALS 


FOR A HOUSE MARK FOR A FULL LINE OF POLY- 
MERS, CERAMICS, INORGANIC POWDERS, AND OR- 
GANIC CRYSTALS IN A WIDE VARIETY OF FORMS 
FOR RESEARCH AND INDUSTRIAL USE (US. CLS. 1 
AND 6). 

FIRST USE 0-0-1979; IN COMMERCE 0-0-1985. 


CLASS 6—METAL GOODS 


FOR A HOUSE MARK FOR A FULL LINE OF PURE 
METALS, METAL ALLOYS AND POWDERED METALS 
IN A WIDE VARIETY OF FORMS FOR RESEARCH AND 
INDUSTRIAL USE (U.S. CL. 14). 

FIRST USE 0-0-1968; IN COMMERCE 0-0-1970. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


(U.S. CL. 26). 
FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


CLASS 40—MATERIAL TREATMENT 


FOR CUSTOM SLITTING, CUTTING, ROLLING, SUR- 
FACE MODIFICATION, PHOTO ETCHING, COATING, 
MULTI-LAYER COATING AND LAMINATING CERAM- 
ICS, POLYMERS AND METALS (U.S. CL. 106). 

FIRST USE 0-0-1976; IN COMMERCE 0-0-1978. 





T™ 20 


SN 73-786,826. GOODFELLOW METALS CAMBRIDGE 
LTD., CAMBRIDGE, ENGLAND, FILED 3-15-1989. 


GOODFELLOW 


CLASS 1—CHEMICALS 


FOR A HOUSE MARK FOR A FULL LINE OF POLY- 
MERS, CERAMICS, INORGANIC POWDERS, AND OR- 
GANIC CRYSTALS IN A WIDE VARIETY OF FORMS 
RESEARCH AND INDUSTRIAL USE (U.S. CLS. 1 AND 6). 

FIRST USE 0-0-1979; IN COMMERCE 0-0-1985. 


CLASS 6—METAL GOODS 

FOR A HOUSE MARK FOR A FULL LINE OF PURE 
METALS, METAL ALLOYS AND POWERED METALS IN 
A WIDE VARIETY OF FORMS FOR RESEARCH AND 
INDUSTRIAL USE (U.S. CL. 14). 

FIRST USE 0-0-1968; IN COMMERCE 0-0-1970. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR LABORATORY CONTROL EQUIPMENT, 
NAMELY, MICROMANIPULATORS, DATA LOGGING 
EQUIPMENT, MICROSCOPES, AND PARTS THEREFOR 
(US. CL. 26). 

FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


CLASS 40—MATERIAL TREATMENT 


FOR CUSTOM SLITTING, CUTTING, ROLLING, SUR- 
FACE MODIFICATION, PHOTO ETCHING, COATING, 
MULTI-LAYERED COATING AND LAMINATING OF 
CERAMICS, POLYMERS AND METALS (US. CL. 106). 

FIRST USE 0-0-1976; IN COMMERCE 0-0-1978. 


SN 73-787,365. GRID SYSTEMS CORPORATION, FORT 
WORTH, TX. FILED 3-20-1989. 


chihBaiaws 


OWNER OF U.S. REG. NO. 1,338,825. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS”, APART FROM THE MARK AS SHOWN. 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR INSTALLING, SERVICING AND REPAIRING 
COMPUTER SOFTWARE, HARDWARE, PERIPHERALS 
AND ACCESSORIES (U.S. CL. 103). 
FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RETAIL STORE AND MAIL ORDER RETAIL 
SERVICES IN THE AREAS OF COMPUTER SOFTWARE, 
HARDWARE, PERIPHERALS AND ACCESSORIES (U.S. 
CL. 101). 

FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 
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SN 73-787,726. MARTIN GILLET & CO., INC., BALTI- 
MORE, MD. FILED 3-20-1989. 


BRIGHT DAY 


OWNER OF U.S. REG. NO. 1,114,294 AND OTHERS. 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR SALAD DRESSINGS AND MAYONNAISE (U.S. 
CL. 46). 
FIRST USE 8-17-1985; IN COMMERCE 8-17-1985. 


CLASS 30—STAPLE FOODS 


FOR TARTAR SAUCE (U.S. CL. 46). 
FIRST USE 8-30-1985; IN COMMERCE 8-30-1985. 


SN 73-788,775. PROFESSIONAL DEVELOPMENT ASSOCI- 
ATES, INC., DBA SYBERVISION SYSTEMS, INC., 
PLEASANTON, CA. FILED 3-24-1989. 


LEAN BODY AEROBICS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AEROBICS”, APART FROM THE MARK AS 
SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED AUDIOTAPES AND VIDEO- 
TAPES IN THE EDUCATION AND SELF-HELP FIELDS 
FEATURING ATHLETIC AND SOCIAL IMPROVEMENT 
ACTIVITIES (U.S. CL. 21). 

FIRST USE 5-2-1987; IN COMMERCE 5-2-1987. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR EDUCATIONAL MANUALS AND STUDY GUIDES 
FOR USE IN THE EDUCATION AND SELF-HELP 
FIELDS FEATURING ATHLETIC AND SOCIAL IM- 
PROVEMENT ACTIVITIES (U.S. CL. 38). 

FIRST USE 5-2-1987; IN COMMERCE 5-2-1987. 


SN 73-789,290. SOLO SERVE CORPORATION, SAN ANTO- 
NIO, TX. FILED 3-27-1989. 


AMANDA BROOKES 


THE NAME “AMANDA BROOKES” IN THE MARK 
DOES NOT IDENTIFY A LIVING INDIVIDUAL. 


CLASS 14—JEWELRY 
FOR JEWELRY AND _ LADIES’ 
NAMELY, EARRINGS (U.S. CL. 28). 
FIRST USE 2-28-1989; IN COMMERCE 2-28-1989. 


ACCESSORIES, 
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CLASS 25—CLOTHING 


FOR LADIES’ AND CHILDREN’S APPAREL, NAMELY, 
LADIES’ BRAS, LADIES’S AND GIRLS PANTIES, 
LADIES’ HALF SLIPS, LADIES’ CAMISOLES, LADIES’ 
FULL SLIPS, LADIES’ GARTER BELTS, LADIES’ 
NIGHTGOWNS AND LADIES’ NIGHTSHIRTS (U.S. CL. 
39). 

FIRST USE 2-28-1989; IN COMMERCE 2-28-1989. 


SN 73-790,713. ERIC SCOTT LEATHERS, LTD., STE. GEN- 
EVIEVE, MO. FILED 4-3-1989. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CHECKBOOK COVERS, BINDERS, DAILY PLAN- 
NERS, PHOTO ALBUMS, NOTEPAD COVERS (US. CL. 
37). 
FIRST USE 10-0-1985; IN COMMERCE 10-0-1985. 


CLASS 18—LEATHER GOODS 

FOR WALLETS, PURSES, CLUTCH PURSES, LUG- 
GAGE TAGS, KEY FOBS, BUSINESS CARD CASES (U.S. 
CLS. 3 AND 28). 

FIRST USE 10-0-1985; IN COMMERCE 10-0-1985. 


SN 73-791,683. CULLIGAN INTERNATIONAL COMPANY, 
NORTHBROOK, IL. FILED 4-7-1989. 


dg, 


OWNER OF US. REG. NOS. 1,235,832, 1,365,112 AND 
OTHERS. 


SEC. 2(F). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 
FOR INSTALLATIONS FOR WATER SUPPLY, 
NAMELY DRINKING WATER DISPENSERS (U.S. CL. 13). 
FIRST USE 2-0-1988; IN COMMERCE 2-0-1988. 


CLASS 32—LIGHT BEVERAGES 


FOR DRINKING WATER (U.S. CL. 45). . 
FIRST USE 2-0-1988; IN COMMERCE 2-0-1988. 
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SN 73-792,850. GOLDEN KEY NATIONAL HONOR SOCIE- 
TY, ATLANTA, GA. FILED 4-12-1989. 


GOLDEN KEY NATIONAL 
HONOR SOCIETY 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER WEIGHTS, PAPER BOOK MARKS, CHAP- 
TER PLANNING BOOKS, CERTIFICATE HOLDERS, 
PENS, LETTERHEAD AND ENVELOPES, CERTIFI- 
CATES OF MEMBERSHIP, CERTIFICATES OF APPRE- 
CIATION, POSTERS, AND PERIODICALS CONTAINING 
INFORMATION OF INTEREST TO MEMBERS (U.S. CLS. 
37 AND 38). 

FIRST USE 6-1-1977; IN COMMERCE 1-8-1977. 


CLASS 18—LEATHER GOODS 


FOR DOCUMENT CARRYING CASES (U.S. CL. 3). 
FIRST USE 1-1-1989; IN COMMERCE 1-1-1989. 


CLASS 24—FABRICS 


FOR CLOTH BANNERS (U.S. CL. 42). 
FIRST USE 8-1-1977; IN COMMERCE 8-1-1977. 


SN 73-793,087. 
4-13-1989. 


MEDIQUIP, INC., DAVIE, FL. FILED 


MEDISCOPE 


CLASS 6—METAL GOODS 
FOR METALLIC PENDANTS CARRYING PERSONAL 
AND MEDICAL INFORMATION (U.S. CLS. 28 AND 50). 
FIRST USE 12-31-1983; INCOMMERCE 12-31-1983. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR NON-METALLIC PENDANTS CARRYING PER- 
SONAL AND MEDICAL INFORMATION (U.S. CLS. 28 
AND 50). 

FIRST USE 1-0-1988; IN COMMERCE 1-0-1988. 


SN 73-794,959. KONICA CORPORATION, SHINJUKU-KU, 
TOKYO, JAPAN, FILED 4-21-1989. 


KONICA MONARCH 
MAMMOGRAPHY SYSTEM 


OWNER OF US. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAMMOGRAPHY SYSTEM”, APART FROM THE 
MARK AS SHOWN. 


REG. NOS. 586,902, 1,533,025 AND 


CLASS 1—CHEMICALS 


FOR MATERIALS AND APPARATUS FOR MEDICAL 
USE IN MAMMOGRAPHY, NAMELY; UNEXPOSED X- 
RAY FILMS (U.S. CL. 6). 

FIRST USE 3-6-1989; IN COMMERCE 3-6-1989. 





T™< 22 


CLASS 10—MEDICAL APPARATUS 

FOR X-RAY INTENSIFYING SCREENS, LIGHT PROOF 
CASSETTES AS X-RAY FILM CONTAINERS ALL FOR 
MEDICAL USE (U.S. CL. 44). 

FIRST USE 3-6-1989; IN COMMERCE 3-6-1989. 


SN 73-795,473. WILLIAMS, CALDWELL, PLAYA DEL 
REY, CA. FILED 4-24-1989. 


GOALTENDERS 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR EDUCATIONAL AND INSTRUCTIONAL MANU- 
ALS AND BOOKLETS FOR ACADEMIC AND PERSON- 
AL DEVELOPMENT AND ACHIEVEMENT AND TIME 
MANAGEMENT (USS. CL. 338). 

FIRST USE 0-0-1981; IN COMMERCE 0-0-1981. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 
FOR EDUCATIONAL SERVICES, NAMELY WORK- 
SHOPS IN PERSONAL DEVELOPMENT (U.S. CL. 107). 
FIRST USE 0-0-1981; IN COMMERCE 0-0-1981. 


SN 73-797,601. BEAUTIFUL WORLD CO., LTD., TAIPEI, 
TAIWAN, FILED 5-4-1989. 


BeautifiilyWorld 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR JEWELRY BOXES NOT OF PRECIOUS METAL; 
FURNITURE; MIRRORS; PICTURE FRAMES; PHOTO- 
GRAPH FRAMES (U.S. CL. 32). 

FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 


CLASS 21—HOUSEWARES AND GLASS 


FOR VASES; ITEMS OF GLASSWARE, PORCELAIN 
AND EARTHENWARE, NAMELY FLOWER POTS, OR- 
NAMENTAL DECORATIONS, WIND CHIMES, DINNER- 
WARE SETS COMPRISING BOWLS, CUPS, AND PLATES, 
ARTISTIC STATUES (U.S. CLS. 2, 30 AND 33). 

FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 
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SN 73-799,325. MEGAMATION INCORPORATED, PRINCE- 
TON, NJ. FILED 5-11-1989. 


OWNER OF U.S. REG. NO. 1,449,040. 
THE MARK CONSISTS OF A FANCIFUL DEPICTION 
OF THE LETTERS “MI”. 


CLASS 7—MACHINERY 

FOR ROBOTS FOR INDUSTRIAL USE AND PARTS 
THERE FOR (U.S. CL. 21). 

FIRST USE 6-6-1988; IN COMMERCE 6-6-1988. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ROBOTS FOR SCIENTIFIC USE 
THEREFOR (U.S. CL. 26). 

FIRST USE 6-6-1988; IN COMMERCE 6-6-1988. 


AND PARTS 


SN 73-800,218. KINNEY SHOE CORPORATION, NEW 
YORK, NY. FILED 5-15-1989. 


CLASS 1—CHEMICALS 


FOR WATER AND STAIN REPELLANT FOR FABRIC 
ARTICLES AND SHOES; AND EPOXY COMPOUND FOR 
REPAIRING SHOES (U.S. CL. 6). 

FIRST USE 2-18-1989; IN COMMERCE 2-18-1989. 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SHOE CLEANER AND POLISH (U.S. CLS. 4 AND 
52). 
FIRST USE 2-18-1989; IN COMMERCE 2-18-1989. 


CLASS 25—CLOTHING 


FOR SOCKS (U.S. CL. 39). 
FIRST USE 8-6-1988; IN COMMERCE 8-6-1988. 


CLASS 26—FANCY GOODS 


FOR SHOELACES (U.S. CL. 40). 
FIRST USE 8-6-1988; IN COMMERCE 8-6-1988. 


SN 73-800,718. SUNNILAND CORPORATION, SANFORD, 
FL. FILED 5-16-1989. 


OWNER OF U.S. REG. NO. 1,189,706. 


CLASS 1—CHEMICALS 

FOR FERTILIZERS, PLANT FOODS, POTTING SOILS 
(U.S. CLS. 1 AND 10). 

FIRST USE 3-0-1981; IN COMMERCE 4-0-1982. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR MULCHES AND TOP SOILS (U.S. CL. 1). 
FIRST USE 3-0-1981; IN COMMERCE 3-0-1981. 


SN 73-802,054. HOECHST AKTIENGESELLSCHAFT, 
FRANKFURT AM MAIN, FED REP GERMANY, FILED 
5-19-1989. 


MICRONESSE 


OWNER OF FED REP GERMANY REG. NO. 1123060, 
DATED 6-7-1988, EXPIRES 11-28-1997. 


CLASS 22—CORDAGE AND FIBERS 


FOR RAW SPUN FIBERS FOR USE IN THE MANUFAC- 
TURE OF CLOTHING (U.S. CL. 7). 


CLASS 23—YARNS AND THREADS 
FOR YARNS AND THREADS (U.S. CL. 43). 


CLASS 24—FABRICS 


FOR WOVEN AND KNITTED FABRICS CONSISTING 
OF SYNTHETIC AND NATURAL FIBERS AND COMBI- 
NATIONS THEREOF, FOR USE PRIMARILY IN THE 
MANUFACTURE OF CLOTHING (U.S. CL. 42). 


U.S. PATENT AND TRADEMARK OFFICE 


T™ 23 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY - COATS, SHIRTS, PANTS, 
TROUSERS, DRESSES, SUITS, HATS, JACKETS, SKIRTS, 
AND BLOUSES (U.S. CL. 39). 


SN 73-802,239. SCHLAGE LOCK COMPANY, SAN FRAN- 
CISCO, CA. FILED 5-25-1989. 


THE MARK CONSISTS OF A SHIELD WITH THE PRO- 
FILE SILHOUETTE OF THE HEAD OF A SECURITY 
GUARD INSIDE. 


CLASS 6—METAL GOODS 


FOR NON-ELECTRONIC DOOR CLOSERS (U.S. CL. 13). 
FIRST USE 2-10-1989; IN COMMERCE 2-10-1989. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ELECTRONIC CONTROLS FOR DOOR CLOSERS 
(U.S. CL. 26). 

FIRST USE 2-10-1989, IN COMMERCE 2-10-1989. 


SN 73-802,269. POINT-OF-PURCHASE ADVERTISING IN- 
STITUTE, INC., ENGLEWOOD, NJ. FILED 5-24-1989. 


POPAI 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR AUDIO AND VIDEO CASSETTES ON THE SUB- 
JECT OF POINT-OF-PURCHASE ADVERTISING (U.S. 
CLS. 21 AND 36). 

FIRST USE 3-19-1985; IN COMMERCE 1-21-1986. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER, NAMELY, MAGAZINES, 
NEWSLETTERS, ARTICLE REPRINTS, SPEECH RE- 
PRINTS, PRINTED REPORTS AND MARKETING CASE 
HISTORIES IN THE FIELD OF POINT-OF-PURCHASE 
ADVERTISING (U.S. CL. 38). 

FIRST USE 5-0-1976; IN COMMERCE 5-0-1976. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MARKET RESEARCH SERVICES IN THE FIELD 
OF POINT-OF-PURCHASE ADVERTISING, ORGANIZA- 
TION AND PRESENTATION OF TRADE SHOWS IN THE 
FIELD OF POINT-OF-PURCHASE ADVERTISING, 
PUBLIC RELATIONS AND PROMOTIONAL ACTIVITIES 
PROMOTING ISSUES RELATED TO THE POINT-OF- 
PURCHASE ADVERTISING INDUSTRY (U.S. CL. 101). 

FIRST USE 3-30-1954; IN COMMERCE 3-30-1954. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES IN THE FIELD OF 
POINT-OF-PURCHASE ADVERTISING INCLUDING PRE- 
SENTING SEMINARS, WORKSHOPS AND SYMPOSIUMS 
ON ISSUES RELATING TO THE POINT-OF-PURCHASE 
FIELD (U.S. CL. 107). 

FIRST USE 0-0-1953; IN COMMERCE 0-0-1953. 


SN 73-802,643. POINT-OF-PURCHASE ADVERTISING IN- 
STITUTE, INC., ENGLEWOOD, NJ. FILED 5-24-1989. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED VIDEO CASSETTES RELATING 
TO POINT-OF-PURCHASE ADVERTISING (U.S. CL. 21). 
FIRST USE 3-19-1985; IN COMMERCE 1-21-1986. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER, NAMELY MAGAZINES, 
NEWSLETTERS, PRINTED ARTICLES, SPEECH RE- 
PRINTS, PRINTED REPORTS AND MARKETING CASE 
HISTORIES IN THE FIELD OF POINT-OF-PURCHASE 
ADVERTISING (U.S. CL. 38). 

FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR MARKET RESEARCH SERVICES IN THE FIELD 
OF POINT-OF-PURCHASE ADVERTISING, ORGANIZA- 
TION AND PRESENTATION OF TRADE SHOWS IN THE 
FIELD OF POINT-OF-PURCHASE ADVERTISING, 
PUBLIC RELATIONS AND PROMOTIONAL ACTIVITIES 
PROMOTING ISSUES RELATED TO THE POINT-OF- 
PURCHASE ADVERTISING INDUSTRY (U.S. CL. 101). 

FIRST USE 11-19-1985; IN COMMERCE 11-19-1985. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES IN THE FIELD OF 
POINT-OF-PURCHASE ADVERTISING, NAMELY PRE- 
SENTING SEMINARS, WORKSHOPS AND SYMPOSIUMS 
ON ISSUES RELATING TO THE POINT-OF-PURCHASE 
FIELD (U.S. CL. 107). 

FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


SN 73-803,093. FREDERICK ATKINS INC., NEW YORK, 
NY. FILED 5-30-1989. 


ChaswalChinities 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR TELEPHONE/ADDRESS BOOKS, PHOTO 
ALBUMS, ENGAGEMENT BOOKS, NOTEBOOKS, WRIT- 
ING PAPER, MEMO PADS, DIARIES, AND DESK ACCES- 
SORIES - NAMELY - DESK PADS, PENCIL CUPS, PEN 
AND PENCIL STANDS, PAPERWEIGHTS, CALENDARS, 
AND BOOKENDS (U.S. CLS. 37 AND 38). 

FIRST USE 3-2-1988; IN COMMERCE 3-2-1988. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR PICTURE FRAMES (US. CL. 32). 
FIRST USE 3-2-1988; IN COMMERCE 3-2-1988. 


SN 73-805,303. MEZZEPLEX PARTNERS, LTD., LOS AN- 
GELES, CA. FILED 6-8-1989. 
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CLASS 25—CLOTHING 


FOR SPORTS APPAREL AND FITNESS APPAREL; 
NAMELY, LEOTARDS, TANK TOPS, T-SHIRTS, SHORTS, 
SWEATSHIRTS, SWEATPANTS, VISORS, AEROBIC 
SHOES, WEIGHT TRAINING SHOES (U.S. CL. 39). 

FIRST USE 5-1-1989; IN COMMERCE 5-1-1989. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR FITNESS TRAINING AND INSTRUCTION (U.S. 
CL. 107). 
FIRST USE 12-1-1988; IN COMMERCE 12-1-1988. 


SN 73-806,767. PARISI, MARK, SOMERVILLE, MA. FILED 
6-15-1989. 


OFF THE MARK 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR COMIC STRIPS (U.S. CL. 38). 
FIRST USE 0-0-1987; IN COMMERCE 0-0-1988. 


CLASS 25—CLOTHING 


FOR T-SHIRTS (U.S. CL. 39). 
FIRST USE 0-0-1987; IN COMMERCE 0-0-1988. 


SN 73-808,012. ELINCA S.A., RENENS, SWITZERLAND, 
FILED 6-20-1989. 


QUANTA 


OWNER OF S 
9-20-1988, EXPIRES 9-20-2008. 


REG. NO. 366656, DATED 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ELECTRONIC POWER CONVERTERS FOR ELEC- 
TRONIC FLASHLIGHTS, PROJECTORS, PHOTOMETERS 
AND LIGHT METERS (U.S. CLS. 21 AND 26). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR SPOT LIGHTS, FLASH LAMPS, AND ELECTRIC 
LIGHTING FIXTURES (U.S. CL. 21). 


253-576 TMOG-90-21 - QL3 
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SN 73-809,311. ALISUN HOLLAND B.V. HEER- 
HUGOWAARD, NETHERLANDS, FILED 6-26-1989. 


ALISUN 


OWNER OF BENELUX CONV REG. NO. 404896, DATED 
3-12-1985, EXPIRES 3-12-1995. 


CLASS 10—MEDICAL APPARATUS 

FOR SUN-BENCHES AND SOLARIUMS USED FOR 
MEDICAL PURPOSES (U.S. CL. 44). 

FIRST USE 9-0-1984; IN COMMERCE 1-0-1985. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR SUN-BENCHES AND SOLARIUMS FOR USE IN 
THE HOME (U.S. CL. 34). 

FIRST USE 9-0-1984, IN COMMERCE 1-0-1985. 


SN 73-809,552. HOME FASHIONS, INC., DBA INTER ALIA, 
“DEL MAR”, SANTA MONICA, CA. FILED 6-28-1989. 


patPAR 


OWNER OF U.S. REG. NO. 1,052,863. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 

FOR SLIDING DOORS AND FOLDING DOORS (U.S. 
CL. 12). 

FIRST USE 5-1-1988; IN COMMERCE 5-1-1988. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR ARTICLES MADE FROM WOOD, REED, CANE 


AND WICKER - NAMELY, WINDOW COVERINGS, 
WINDOW SHADES, SLATTED BLINDS 
AND ROOM DIVIDERS (U.S. CL. 32). 

FIRST USE 5-1-1988; IN COMMERCE 5-1-1988. 
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SN 73-811,040. NOVEL EXPERIMENTAL TECHNOLOGY, 
SAN DIEGO, CA. FILED 6-30-1989. 


ROVE 


THE MARK CONSISTS OF A STYLIZED REPRESEN- 
TATION OF THE WORD “NOVEX”. 


CLASS 1—CHEMICALS 

FOR ELECTROPHORESIS GEL AND CHROMOTO- 
GRAPHY SUPPORTING MEDIA (U.S. CL. 6). 

FIRST USE 8-17-1987; IN COMMERCE 8-17-1987. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR LABORATORY APPARATUS AND _INSTRU- 
MENTS FOR SCIENTIFIC RESEARCH, NAMELY, ELEC- 
TROPHORESIS APPARATUS AND CHROMOTOGRAPHY 
INSTRUMENTS (U.S. CLS. 21 AND 26). 

FIRST USE 8-17-1987; IN COMMERCE 8-17-1987. 


SN 73-812,215. MID-AMERICA DAIRYMEN, INC., SPRING- 
FIELD, MO. FILED 7-13-1989. 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR DAIRY PRODUCTS, EXCLUDING ICE CREAM, 
ICE MILK AND FROZEN YOGURT; AND PROCESSED 
PEANUTS (U.S. CL. 46). 
FIRST USE 1-1-1960; INCOMMERCE 1-1-1960. 


CLASS 30—STAPLE FOODS 


FOR ICE CREAM AND POPPED POPCORN (U.S. CL. 
46). 
FIRST USE 1-1-1960; IN COMMERCE 1-1-1960. 
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SN 73-812,402. CONTINENTAL RECREATION USA, INC., 
SYRACUSE, NY. FILED 7-14-1989. 


A... 
A... 
-_—“~G-. 
Za. ~.“Aly 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FINANCAL SERVICES, NAMELY, CREDIT CARD 
SERVICES (U.S. CL. 102). 

FIRST USE 10-1-1988; IN COMMERCE 10-1-1988. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESORT HOTEL SERVICES (U.S. CL. 100). 
FIRST USE 10-1-1988; IN COMMERCE 10-1-1988. 


SN 73-812,531. SOCIETY OF ENVIRONMENTAL TOXI- 
COLOGY AND CHEMISTRY, WASHINGTON, DC. 
FILED 7-14-1989. 


SETAC 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR NEWSLETTERS, BROCHURES, JOURNALS AND 
MAGAZINES CONCERNING ENVIRONMENTAL TOXI- 
COLOGY AND CHEMISTRY; (U.S. CL. 38). 

FIRST USE 1-0-1980; INCOMMERCE 1-0-1980. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES NAMELY CONDUCT- 
ING CLASSES AND SEMINARS IN THE FIELD OF ENVI- 
RONMENTAL TOXICOLOGY AND CHEMISTRY (U.S. CL. 
107). 

FIRST USE 1-0-1980; IN COMMERCE 1-0-1980. 


SN 73-813,824. SAUNDERS VALVE COMPANY LIMITED, 
CWMBRAN, GWENT, UNITED KINGDOM, FILED 
7-21-1989. 


SABAL 


OWNER OF UNITED KINGDOM 
DATED 3-14-1963, EXPIRES 3-14-1998. 
OWNER OF UNITED KINGDOM 
DATED 5-15-1963, EXPIRES 5-15-1998. 


REG. NO. 846489, 


REG. NO. 849169, 
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CLASS 6—METAL GOODS 


FOR FLUID CONTROLLING VALVES, MADE OF 
METAL AND MANUALLY OPERATED (U.S. CL. 13). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR MANUALLY OPERATED NONMETALLIC 
VALVES (U.S. CL. 13). 


SN 73-814,320. DORINA FOODS, INC., ELGIN, IL. FILED 
7-24-1989. 


DORINA’S 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR OLIVE SALAD (U.S. CL. 46). 
FIRST USE 0-0-1962; IN COMMERCE 0-0-1974. 


CLASS 30—STAPLE FOODS 


FOR BARBEQUE SAUCE (U.S. CL. 46). 
FIRST USE 0-0-1962; IN COMMERCE 0-0-1974. 


SN 73-814,576. KEN’S COOKERY, INC., DALLAS, TX. 
FILED 7-24-1989. 


KEN’S COOKERY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COOKERY”, APART FROM THE MARK AS 
SHOWN. 


CLASS 30—STAPLE FOODS 


FOR FOOD ITEMS, NAMELY GOURMET COOKIES, 
MUFFINS, BAKERY GOODS, AND FROZEN CUSTARD 
(U.S. CL. 46). 

FIRST USE 7-19-1988; IN COMMERCE 7-19-1988. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR TAKE-OUT RESTAURANT SERVICES (U.S. CL. 
100). 
FIRST USE 7-19-1988; IN COMMERCE 7-19-1988. 


SN 73-816,031. ALLIANT HEALTH SYSTEM, INC., LOUIS- 
VILLE, KY. FILED 7-28-1989. 


ALLIANT 


CLASS 35—ADVERTISING AND BUSINESS 
FOR MANAGING HOSPITALS FOR OTHERS (U.S. CLS. 
100 AND 101). 
FIRST USE 6-27-1989; IN COMMERCE 6-27-1989. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR OFFICE BUILDING LEASING AND MANAGE- 
MENT SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 6-27-1989, IN COMMERCE 6-27-1989. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR HOSPITAL CARE, MEDICAL CARE AND REHA- 
BILITATION SERVICES (U.S. CL. 100). 

FIRST USE 6-27-1989, IN COMMERCE 6-27-1989. 
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SN 73-816,072. KLUBER LUBRICATION MUNCHEN KG, 
MUNCHEN, FED REP GERMANY, FILED 7-28-1989. 


LUBRICATION 


OWNER OF FED REP GERMANY REG. NO. 1128941, 
DATED 10-13-1988, EXPIRES 3-31-1998. 

OWNER OF U.S. REG. NOS. 1,186,343 AND 1,303,319. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LUBRICATION”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLOR GOLD. 


CLASS 4—LUBRICANTS AND FUELS 


FOR LUBRICANTS - NAMELY, INDUSTRIAL OILS 
AND GREASES (U.S. CL. 15). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ENGINEERING SERVICES IN THE FIELD OF LU- 
BRICATION, NAMELY TECHNICAL CONSULTING AND 
ADVICE IN THE FIELD OF MATERIALS TREATMENT, 
ESPECIALLY TREATMENT OF METALS, INCLUDING 
SURFACE REFINEMENT, SMOOTHING, ANTI-CORRO- 
SION AND LUBRICATION (U.S. CL. 100). 


SN 73-816,330. AIRPORT GROUND EQUIPMENT, SAINT- 
CLOUD, FRANCE, FILED 8-1-1989. 


AGE. 


AIRPORT GROUND EQUIPMENT 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 109469, FILED 2-10-1989, REG. NO. 
1513766, DATED 2-10-1989, EXPIRES 2-10-1999. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AIRPORT GROUND EQUIPMENT”, APART FROM 
THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 


CLASS 7—MACHINERY 
FOR BELT CONVEYORS (U.S. CL. 23). 


CLASS 12—VEHICLES 
FOR TRACTORS FOR MOVING AIRCRAFT; WAGON; 
FORK LIFT TRUCKS, FUEL TRUCKS AND OTHER 
TRUCKS; AND STRUCTURAL PARTS 
THEREFOR (U.S. CLS. 19 AND 23). 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR GARAGE SERVICES, NAMELY, REPAIR AND 
MAINTENANCE OF CONVEYORS, WAGONS, TRAC- 
TORS FOR MOVING AIRCRAFT, FORK LIFT TRUCKS, 
FUL AND OTHER EQUIPMENT TRUCKS (U.S. CL. 103). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRANSPORTATION OF PASSENGERS AND/OR 
GOODS BY LAND, AIR OR WATER; WAREHOUSE; 
STORAGE SERVICES AND RENTAL OF WAREHOUSE 
SPACE; RENTAL AND LEASING OF GARAGE SPACE; 
RENTAL SERVICES OF VEHICLES USED AT AIRPORT 
FACILITIES (U.S. CLS. 100, 102 AND 105). 


SN 73-816,705. JIM BOUTON CORPORATION, THE, TEA- 
NECK, NJ. FILED 8-3-1989. 


BIG LEAGUE 


OWNER OF US. REG. 
OTHERS. 


NOS. 793,749, 1,366,591 AND 


CLASS 14—JEWELRY 


FOR SPORTS WATCHES (US. CL. 27). 
FIRST USE 2-25-1988; IN COMMERCE 2-25-1988. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BASEBALL BAT SHAPED PENS (U.S. CL. 37). 
FIRST USE 2-3-1989; IN COMMERCE 2-3-1989. 


CLASS 21—HOUSEWARES AND GLASS 


FOR SPORTS DRINKING BOTTLES (U.S. CL. 2). 
FIRST USE 2-10-1989; IN COMMERCE 2-10-1989. 


SN 73-817,292. TILCON, INC., NEW BRITAIN, CT. FILED 
8-7-1989. 


TILCON 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 

FOR 
CRUSHED STONE AND OTHER AGGREGATES AND 
ASPHALTIC AND READY-MIXED CONCRETE (U.S. CL. 
12). 

FIRST USE 1-0-1979; IN COMMERCE 1-0-1979. 


CONSTRUCTION MATERIAL, NAMELY, 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR NON-METALLIC BUILDING MATERIALS; FOR 
CONTRACT CONSTRUCTION SERVICES RENDERED 
TO OTHERS AND CONSISTING PRIMARILY OF 
PAVING HIGHWAYS, STREETS AND OTHER SUR- 
FACES FOR VEHICLES (U.S. CL. 103). 

FIRST USE 1-0-1979; IN COMMERCE 1-0-1979. 


SN 73-818,311. GORDON AND SMITH, INCORPORATED, 
SAN DIEGO, CA. FILED 8-10-1989. 


GORDON AND SMITH 
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CLASS 25—CLOTHING 


FOR MEN’S, WOMEN’S AND CHILDREN’S CLOTHING, 
NAMELY, SHOES, AND ATHLETIC SHOES MADE FROM 
LEATHER, CANVAS, RUBBER AND SYNTHETIC MATE- 
RIALS, SANDALS, BOOTS, BOOTIES, THONGS, SOCKS, 
SWIMMING TRUNKS, SWIMSUITS, SHORTS, PANTS, T- 
SHIRTS, TANK TOPS, SHIRTS, JACKETS, SWEATERS, 
SWEAT PANTS, SWEAT SHIRTS, SWEAT SUITS, NON- 
INSULATED SNOW JACKETS, NON-INSULATED SNOW 
PANTS, SWEATBANDS, HEADBANDS, GLOVES, HATS, 
VISORS, BLOUSES, DRESSES, AND SKIRTS (U.S. CL. 39). 

FIRST USE 6-0-1968; IN COMMERCE 6-0-1968. 


CLASS 28—TOYS AND SPORTING GOODS 

FOR SURFBOARDS, SKATEBOARDS, SAILBOARDS, 
SNOWBOARDS AND PARTS THEREFOR (U.S. CLS. 19 
AND 22). 

FIRST USE 6-0-1968; IN COMMERCE 6-0-1968. 


SN 73-818,312. GORDON AND SMITH, INCORPORATED, 
SAN DIEGO, CA. FILED 8-10-1989. 


GORDON & SMITH 


CLASS 25—CLOTHING 


FOR MEN’S, WOMEN’S AND CHILDREN’S CLOTHING, 
NAMELY, SHOES, AND ATHLETIC SHOES MADE FROM 
LEATHER, CANVAS, RUBBER AND SYNTHETIC MATE- 
RIALS, SANDALS, BOOTS, BOOTIES, THONGS, SOCKS, 
SWIMMING TRUNKS, SWIMSUITS, SHORTS, PANTS, T- 
SHIRTS, TANK TOPS, SHIRTS, JACKETS, SWEATERS, 
SWEAT PANTS, SWEAT SHIRTS, SWEAT SUITS, NON- 
INSULATED SNOW JACKETS, NON-INSULATED SNOW 
PANTS, SWEATBANDS, HEADBANDS, GLOVES, HATS, 
VISORS, BLOUSES, DRESSES, AND SKIRTS (U.S. CL. 39). 

FIRST USE 6-0-1968; IN COMMERCE 6-0-1968. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SURFBOARDS, SKATEBOARDS, SAILBOARDS, 
SNOWBOARDS AND PARTS THEREFOR (U.S. CLS. 19 
AND 22). 

FIRST USE 6-0-1968; IN COMMERCE 6-0-1968. 


SN 73-818,738. EATON 
OH. FILED 8-11-1989. 


Dill 


OWNER OF U.S. REG. NO. 522,627. 


CORPORATION, CLEVELAND, 


CLASS 6—METAL GOODS 


FOR VALVE CAPS (U.S. CL. 13). 
FIRST USE 1-1-1925; IN COMMERCE 1-1-1925. 
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CLASS 12—VEHICLES 


FOR PNEUMATIC-TIRE VALVES (U.S. CL. 19). 
FIRST USE 1-1-1925; IN COMMERCE 1-1-1925. 


SN 73-819,308. D.O.M. INC., SOUTHFIELD, MI. FILED 
8-14-1989. 


COMMAND DENTAL 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DENTAL SYSTEMS”, APART FROM THE MARK 
AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER PROGRAMS FOR DENTAL OFFICE 
MANAGEMENT SYSTEMS (U.S. CL. 38). 

FIRST USE 1-1-1989; IN COMMERCE 1-1-1989. 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR INSTALLATION AND MAINTENANCE SERV- 
ICES IN THE FIELD OF COMPUTER SYSTEMS (U.S. CL. 
103). 
FIRST USE 1-1-1989; INCOMMERCE 1-1-1989. 


SN 73-819,406. YANTISS, RONALD A., WINCHESTER, NH. 
FILED 8-15-1989. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR ARTWORK, NAMELY, PAINTINGS AND PIC- 
TURES (U.S. CL. 38). 

FIRST USE 4-1-1989, IN COMMERCE 6-21-1989. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RETAIL STORE SERVICES SPECIALIZING IN 
CUSTOM FRAMING OF ARTWORK (U.S. CL. 101). 

FIRST USE 4-1-1989; IN COMMERCE 4-1-1989. 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


international class which applies to 


filed on or after that date. For adoption of international classification see notice 


applications 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


SN 73-658,886. LOWE OIL COMPANY, CLINTON, 
FILED 5-4-1987. 


CHAMPION 


4000 


THE LINING SHOWN ON THE DRAWING IS A FEA- 
TURE OF THE MARK AND DOES NOT REPRESENT 
COLOR. 

FOR GENERAL PURPOSE AGRICULTURAL EQUIP- 
MENT TRANSMISSION FLUID (U.S. CL. 6). 

FIRST USE 7-5-1971; IN COMMERCE 7-20-1971. 


SN 73-668,394. PARA-CHEM SOUTHERN, INC., SIMPSON- 
VILLE, SC. FILED 5-29-1987. 


PARABOND 


OWNER OF U.S. REG. NO. 830,027. 

FOR ADHESIVES; NAMELY FLOOR COVERING AD- 
HESIVES, CERAMIC TILE ADHESIVES, CONTACT CE- 
MENTS, AND PIPE CEMENTS (U.S. CLS. 5 AND 12). 

FIRST USE 4-12-1965; IN COMMERCE 4-12-1965. 


SN 73-687,044. SLIP PRODUCTS & ENGINEERING COM- 
PANY LIMITED, CORSHAM, WILTSHIRE, GREAT 
BRITAIN, FILED 9-29-1987. 


COPASLIP 


FOR ANTI-SEIZE, ANTI-RUSTING AND ANTI-CORRO- 
SION COMPOUNDS (U.S. CL. 6). 
FIRST USE 11-6-1961; IN COMMERCE 6-9-1964. 
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CLASS 1—(Continued). 


SN 73-711,820. IMPERIAL CHEMICAL INDUSTRIES PLC, 
MILLBANK, LONDON, ENGLAND, FILED 2-18-1988. 


CARBO FLO 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1329560, FILED 12-12-1987, 
REG. NO. B1329560, DATED 12-12-1987, EXPIRES 
12-12-1994. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLO”, APART FROM THE MARK AS SHOWN. 

FOR WATER AND EFFLUENT TREATMENT OF 
CHEMICALS FOR INDUSTRY AND AGRICULTURE (U.S. 
CL. 6). 


SN 73-734,820. HAZLETON BIOLOGICS, INC., LENEXA, 
KS. FILED 6-17-1988 


GELIBEAD 


FOR SUPPORT SYSTEM FOR CELL CULTURES FOR 
NON-PHARMACEUTICAL AND NON-MEDICINAL USES 
(U.S. CL. 6). 

FIRST USE 2-27-1984; IN COMMERCE 2-27-1984. 


SN 73-734,823. HAZLETON BIOLOGICS, INC., LENEXA, 
KS. FILED 6-17-1988. 


BIOTAIN-MPS 


FOR MEDIUM NUTRIENTS FOR MAINTENANCE AND 
PRODUCTION OF CELL CULTURE SYSTEMS FOR NON- 
PHARMACEUTICAL AND NON-MEDICINAL USES (U.S. 
CL. 6). 

FIRST USE 8-4-1987; IN COMMERCE 8-4-1987. 
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CLASS 1—(Continued). 


SN 73-744,952. AQUARECHERCHE LIMITED, NORTH 
HATLEY, QUEBEC, CANADA, FILED 8-5-1988. 


BACTA-PUR 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 609231, FILED 6-15-1988, REG. NO. 
358907, DATED 7-28-1989, EXPIRES 7-28-2004. 

FOR WATER PURIFYING BACTERIA (U.S. CL. 31). 


SN 73-745,009. NOVO INDUSTRI A/S, BAGSVAERD, DEN- 
MARK, FILED 8-9-1988. 


DENIMAX 


PRIORITY CLAIMED UNDER SEC. 44D) ON DEN- 
MARK APPLICATION NO. VA025561988, FILED 4-13-1988, 
REG. NO. VR042521989, DATED 7-21-1989, EXPIRES 
7-21-1999. 

FOR ENZYMES FOR MANUFACTURING USE IN THE 
TREATMENT OF TEXTILES (U.S. CL. 6). 


SN 73-761,201. COOLEY SIGN SYSTEMS, INC., CRAN- 
STON, RI. FILED 10-31-1988. 


COOLEY MAGIC 


FOR SIGN MAKING CHEMICAL SOLUTION (US. CL. 
6). 
FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 


SN 73-770,938. ANGUS CHEMICAL COMPANY, NORTH- 
BROOK, IL. FILED 12-22-1988. 


AMP 


FOR AMINOHYDROXY COMPOUNDS (2-AMINO-2 
METHYL-1-PROPANOL) FOR INDUSTRIAL AND COM- 
MERCIAL USES (U.S. CL. 6). 

FIRST USE 12-7-1954; IN COMMERCE 12-7-1954. 


SN 73-773,835. PASCACK VALLEY STONE AND SLATE 
CO., INC., CLOSTER, NJ. FILED 1-9-1989. 


VIKING 


FOR CHEMICALS FOR ICE AND SNOW REMOVAL 
(U.S. CL. 10). 
FIRST USE 9-29-1988; IN COMMERCE 10-7-1988. 
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CLASS 1—(Continued). 


SN 73-776,781. VENTREX LABORATORIES, INC., PORT- 
LAND, ME. FILED 1-26-1989. 


THE MARK COMPRISES “CHO-1" AND DESIGN. 

FOR MEDIUM DESIGNED FOR THE CULTURE OF 
CHINESE HAMSTER OVARY CELL LINES AND THEIR 
DERIVATIVES (U.S. CL. 1). 

FIRST USE 10-20-1988; IN COMMERCE 10-20-1988. 


SN 73-776,944. AQUALON COMPANY, WILMINGTON, DE. 
FILED 1-26-1989. 


ADMIRAL 


FOR FLUIDIZED POLYMER SUSPENSIONS FOR IN- 
DUSTRIAL USE (U.S. CL. 6). 
FIRST USE 12-14-1988; IN COMMERCE 12-14-1988. 


SN 73-786,889. VEGE-KURL, INC, GLENDALE, CA. 
FILED 3-16-1989. 


VEGE-PLEX 


FOR BOTANICAL EXTRACT FOR USE IN THE MANU- 
FACTURE OF COSMETICS (U.S. CL. 6). 
FIRST USE 1-6-1989, IN COMMERCE 1-6-1989. 


SN 73-796,926. ACCURATE CHEMICAL & SCIENTIFIC 
CORPORATION, WESTBURY, NY. FILED 5-1-1989. 


AXP LL 


OWNER OF U.S. REG. NOS. 1,383,851 AND 1,384,881. 
FOR BIOCHEMICALS - NAMELY, MONOCLONAL 
ANTIBODIES FOR USE IN RESEARCH LABORATORIES 
(U.S. CL. 6). 

FIRST USE 4-3-1989; IN COMMERCE 4-3-1989. 
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SN 73-817,077. KOCH INDUSTRIES, INC., WICHITA, KS. 
FILED 8-4-1989. 


PARATHANE 


FOR CHEMICAL COMPONENT USED IN 
PERFUME (U.S. CL. 6). 
FIRST USE 4-14-1989; IN COMMERCE 4-14-1989. 


MAKING 


SN 73-819,646. GENERAL CHEMICAL CORPORATION, 
PARSIPPANY, NJ. FILED 8-16-1989. 


HYPER+ION 


FOR CHEMICAL COAGULANT AND FLOCCULANT 
FOR WATER TREATMENT IN A WIDE VARIETY OF 
INDUSTRIES (U.S. CL. 6). 

FIRST USE 3-4-1986; IN COMMERCE 6-6-1986. 


CLASS 2—PAINTS 


SN 73-771,876. LOS ANGELES ART GLASS COMPANY, 
DBA LAAGCO SALES COMPANY, BURBANK, CA. 
FILED 12-27-1988. 


OWNER OF U.S. REG. NO. 913,309. 

FOR ACRYLIC ENAMEL, ACOUSTIC CEILING PAINT, 
EPOXY APPLIANCE FINISH, POLYURETHANE CLEAR 
FINISH FOR WOOM, ENGINE EMAMEL, FLAME PROOF 
PAINT BASE, FLOURESCENT SPRAY PAINT, LACQUER, 
SANDABLE PRIMER AND PRESERVATIVE AND BEAU- 
TIFIER FOR VINYL (U.S. CL. 16). 

FIRST USE 11-16-1987; IN COMMERCE 11-23-1987. 


SN  73-790,162. MAN-GILL CHEMICAL COMPANY, 
CLEVELANTLD, OH. FILED 3-31-1989. 


IRCO 


OWNER OF U.S. REG. NO. 673,749. 
FOR PAINT ADDITIVE TO AID IN ADHESION TO 


METAL SURFACES FOR INDUSTRIAL USE ONLY (US. 
CLS. 5 AND 16). 


FIRST USE 0-0-1932; IN COMMERCE 0-0-1932. 
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SN 73-811,045. PETROFAM INTERNATIONAL, 
HOUSTON, TX. FILED 7-6-1989. 


SpraySafe 


SPRAY PAINTS 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WATER BASED SPRAY PAINTS”, APART FROM 
THE MARK AS SHOWN. 

FOR ENAMEL AND POLYURETHANE SPRAY PAINTS 
(US. CL. 16). 

FIRST USE 6-22-1989; IN COMMERCE 6-30-1989. 


INC., 


WATER BASED 


SN 73-811,180. DECRATREND CORPORATION, INDUS- 
TRY, CA. FILED 6-30-1989. 


HYDRA-SEAL 


FOR EPOXY MODIFIED ACRYLIC CONCRETE, 
STUCCO AND WOOD PRIMER SEALER (US. CL. 16). 
FIRST USE 3-12-1980; IN COMMERCE 1-11-1982. 


SN 73-814,945. SHERWIN-WILLIAMS COMPANY, THE, 
CLEVELAND, OH. FILED 7-26-1989. 


M.P.S. 


FOR COATING COMPOSITIONS PARTICULARLY 
USEFUL AS SEALERS IN THE AUTOMOTIVE FINISH 
AND REFINISH INDUSTRIES (U.S. CL. 16). 

FIRST USE 7-27-1988; IN COMMERCE 7-27-1988. 


SN 73-815,017. SHERWIN-WILLIAMS COMPANY, THE, 
CLEVELAND, OH. FILED 7-26-1989. 


POLY/SATIN 


FOR COATING COMPOSITIONS PARTICULARLY 
USEFUL AS SEALERS IN THE AUTOMOTIVE FINISH 
AND REFINISH INDUSTRY (U.S. CL. 16). 

FIRST USE 7-19-1988; IN COMMERCE 7-19-1988. 
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SN 73-816,528. SOUTHERN COATINGS, INC., SUMTER, 
SC. FILED 8-2-1989. 


FOR PAINT, PRIMARILY FOR INDUSTRIAL USE (US. 
CL. 16). 
FIRST USE 7-7-1989; IN COMMERCE 7-7-1989. 


SN 73-816,712. PACKAGING SERVICE COMPANY, INC., 
PEARLAND, TX. FILED 8-3-1989. 


ADSOL 


FOR PAINT THINNER AND LACQUER THINNER (U.S. 
CL. 16). 
FIRST USE 6-24-1989; IN COMMERCE 6-24-1989. 


SN 73-818,356. PAT-CHEM, INC., GREENVILLE, SC. 
FILED 8-10-1989. 
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SN 73-821,669. PLEKO PRODUCTS, INC., TACOMA, WA. 
FILED 8-25-1989. 


THE MARK IS COMPRISED OF A LINE DRAWING OF 
A PROFILE OF A RHINOCEROS HEAD 

FOR AN ACRYLIC BASED EXTERIOR WALL COAT- 
ING, IN THE NATURE OF PAINT (U.S. CL. 12). 

FIRST USE 11-13-1986; IN COMMERCE 11-13-1986. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


SN 73-630,179. JEYES GROUP LIMITED, THETFORD, 
NORFOLK, ENGLAND, FILED 11-13-1986. 


BLOO 


SEC. 2(F). 

FOR TOILET BOWL CLEANING PREPARATION (U.S. 
CL. 52). 

FIRST USE 3-1-1980, IN COMMERCE 3-1-1980. 


SN 73-727,852. DOWBRANDS, INC., MINNEAPOLIS, MN. 
BY MERGER LAMAUR INC., MINNEAPOLIS, MN. 
FILED 5-12-1988. 


PERMA SOFT 


OWNER OF U.S. REG. NO. 1,253,525. 


FOR COLORANTS FOR USE IN THE MANUFACTURE FOR HAIR CARE PRODUCTS, NAMELY GEL AND 


OF TEXTILES (U.S. CL. 16). 
FIRST USE 12-0-1985; IN COMMERCE 12-0-1985. 


GLOSS (U.S. CL. 51). 
FIRST USE 4-6-1988; IN COMMERCE 4-6-1988. 
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CLASS 3—(Continued). 


SN 73-762,928. L'OREAL S.A., PARIS CEDEX, FRANCE, 
FILED 11-10-1988. 


BELLE-COLOR 


OWNER OF FRANCE REG. NO. 
1-23-1979, RENEWED AS REG. NO. 
1-4-1989, EXPIRES 1-4-1999. 

FOR HAIR COLORING SHAMPOO (U.S. CL. 51). 


1083021, DATED 
1506926, DATED 


SN 73-764,895. LANCOME PARFUMS ET BEAUTE & CIE, 
PARIS, FRANCE, FILED 11-21-1988. 


(EC 


LE PARFUM CHERI 


OWNER OF FRANCE REG. NO. 
3-25-1988, EXPIRES 3-25-1998. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LE PARFUM”, APART FROM THE MARK AS 
SHOWN. 

FOR PERFUMES (U.S. CL. 51). 


1467466, DATED 


SN 73-776,228. TURTLE WAX, INC., CHICAGO, IL. FILED 
1-23-1989. 


TURTLE WAX PLUS 


OWNER OF U.S. REG. NOS. 766,139, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WAX”, APART FROM THE MARK AS SHOWN. 

FOR PREPARATIONS FOR CLEANING, POLISHING, 
WAXING, RESTORING AND PRESERVING VEHICLE 
SURFACES (U.S. CL. 4). 

FIRST USE 12-15-1988; IN COMMERCE 12-15-1988. 


1,426,155 AND 


SN 73-776,978. LABORATOIRE GOLAZ S.A., ECUBLENS 
VD, SWITZERLAND, FILED 1-27-1989. 


PIL-FOOD 


OWNER OF SWITZERLAND REG. NO. 353881, DATED 
3-3-1987, EXPIRES 3-3-2007. 

OWNER OF U.S. REG. NO. 1,340,008. 

FOR NON-MEDICINAL HAIR GROWING PREPARA- 
TIONS (U.S. CL. 51). 
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SN 73-781,841. WORLD WIDE CARPETIZING, INC., SAN 
JOSE, CA. FILED 2-21-1989. 


ri- 


SEC. 2(F). 
FOR CARPET CLEANING PREPARATION (U.S. CL. 52). 
FIRST USE 5-0-1976; IN COMMERCE 9-10-1980. 


SN 73-792,257. NEW READERS SERVICE, 
MAR, CA. FILED 4-10-1989. 


UPPER HAND 


INC., DEL 


FOR ALL PURPOSE HOUSEHOLD AND INDUSTRIAL 
CLEANING PREPARATION (U.S. CL. 52). 
FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 


SN 73-801,258. KANEBO KABUSHIKI KAISHA (KANEBO, 
LTD.), TOKYO, JAPAN, FILED 5-19-1989. 


BIO 


OWNER OF JAPAN REG. NO. 687787, 
10-20-1965, EXPIRES 10-20-1995. 

FOR TOILET WATERS, SKIN MOISTURIZING EMUL- 
SIONS, COLD CREAMS, HAND CREAMS, LIP CREAMS, 
LIPSTICKS, EYE SHADOWS AND HAIR CONDITIONERS 
(U.S. CL. 51). 


DATED 


SN 73-802,876. LANOCARE LABORATORIES, INC., OAK 
RIDGE, TN. FILED 5-26-1989. 


LANOCARE 


FOR SKIN CARE PRODUCTS, IN THE FORM OF 
CREAMS (U.S. CLS. 51 AND 52). 
FIRST USE 12-0-1988; IN COMMERCE 12-0-1988. 


SN 73-803,295. QUINTESSENCE INCORPORATED, CHICA- 
GO, IL. FILED 5-30-1989. 


ANYTHING IS POSSIBLE IF 
YOU DARE 


OWNER OF U.S. REG. NO. 1,498,248. 
FOR COLOGNE (U.S. CL. 51). 
FIRST USE 12-11-1987; IN COMMERCE 12-11-1987. 
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SN 73-819,954. PFIZER INC. NEW YORK, NY. FILED 


SN 73-807,190. MADISON COSMETICS, INC., NEW YORK, 
NY. FILED 6-16-1989. 8-18-1989. 


DISCRETION 
ZANZIBAR 


FOR PERFUME (U.S. CL. 51). 
FIRST USE 5-11-1989; IN COMMERCE 5-11-1989. 


FOR MEN’S COLOGNE (U.S. CL. 51). 
FIRST USE 7-12-1989, IN COMMERCE 7-12-1989. 


SN 73-815,492. TEKONSHA CORP., DBA CUSTOM CREST 
CAR PRODUCTS, INC., SYRACUSE, IN. FILED 
7-28-1989. 


MARINE GLOSS 
SN 73-819,955. PFIZER INC., NEW YORK, NY. FILED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GLOSS”, APART FROM THE MARK AS SHOWN. 8-18-1989. 
FOR SURFACE CLEANER, POLISHER AND PROTEC- 


TOR PREPARATION FOR BOATS (U.S. CLS. 4 AND 52). 
FIRST USE 9-14-1963; IN COMMERCE 9-14-1963. 


SN 73-816,607. PFIZER INC., NEW YORK, NY. FILED 
8-2-1989. 
FOR MEN’S COLOGNE (U.S. CL. 51). 
FIRST USE 7-12-1989, IN COMMERCE 7-12-1989. 


SOFTWEAR 


OWNER OF U.S. REG. NOS. 1,325,349 AND 1,531,563. 
FOR MOISTURIZING CREAM, FACE POWDER, 
BLUSH, EYESHADOW, MASCARA AND FOUNDATION 


(US. CL. 51). 
PERST USE 5-15-1908; BS COMEERCE 5-15-1908. SN 73-819,957. PFIZER INC, NEW YORK, NY. FILED 


8-18-1989. 


SN 73-819,736. LES PARFUMS COBRA INC., ELBERON, 
NJ. FILED 8-17-1989. KHAKI 


FOR MEN’S COLOGNE (U.S. CL. 51). 
FIRST USE 7-12-1989; IN COMMERCE 7-12-1989. 


SN 73-819,958. PFIZER INC. NEW YORK, NY. FILED 
8-18-1989. 


TAKE ONE 


FOR PERFUME AND COLOGNE (U.S. CL. 51). FOR MEN’S COLOGNE (U.S. CL. 51). 
FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. FIRST USE 7-12-1989, IN COMMERCE 7-12-1989. 
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SN 73-819,960. SHULTON, 
8-18-1989. 


INC., WAYNE, 


OWNER OF U.S. REG. NOS. 1,418,880, 1,434,444 AND 
OTHERS. 


FOR AFTER SHAVE LOTION AND COLOGNE (U5S. 
CL. 51). 


FIRST USE 5-25-1989; IN COMMERCE 5-25-1989. 


CLASS 4—LUBRICANTS AND FUELS 


SN 73-794,316. MOBIL OIL CORPORATION, NEW YORK, 
NY. FILED 4-19-1989. 


MOBILTRANS SHC 


OWNER OF US. REG. 
OTHERS. 

FOR SYNTHETIC GEAR LUBRICANTS (U.S. CL. 15). 

FIRST USE 10-30-1987; IN COMMERCE 10-30-1987. 


NOS. 975,789, 1,075,344 AND 


SN 73-803,705. BODY COMP INC., TULSA, OK. FILED 
5-19-1989. 


BAR-B-QUE EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAR-B-QUE”, APART FROM THE MARK AS 
SHOWN. 

FOR CHARCOAL BRIQUETTES (U.S. CL. 1). 

FIRST USE 1-15-1989; IN COMMERCE 1-15-1989. 
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SN 73-818,161. KABUSHIKI KAISHA KOMATSU SEISAKU- 
SHO, AKA KOMATSU LTD., TOKYO, JAPAN, FILED 
8-9-1989. 


OWNER OF JAPAN REG. NO. 1118767, DATED 5-1-1975, 
EXPIRES 5-1-1995. 

FOR INDUSTRIAL OILS AND GREASES, LUBRI- 
CANTS, FUELS AND ILLUMINATING LAMP OIL (U.S. 
CL. 15). 


CLASS 5—PHARMACEUTICALS 


SN 73-628,900. IMPERIAL CHEMICAL INDUSTRIES, PLC, 
MILLBANK, LONDON, ENGLAND, FILED 10-30-1986. 


UNI-TIPS 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1279384, FILED 9-12-1986, 
REG. NO. B1279384, DATED 9-12-1986, EXPIRES 9-12-1993. 

FOR DENTAL FILLING MATERIALS; MATERIAL FOR 
STOPPING TEETH AND FOR TREATING DENTAL 
DECAY; DENTAL WAX; DENTAL CEMENT (U.S. CL. 44). 


SN 73-659,500. WALLACE PHARMACEUTICALS PTY. 
LTD., MELBOURNE, VICTORIA, AUSTRALIA, BY 
CHANGE OF NAME FROM CAMBDEN PHARMACEU- 
TICALS PTY. LTD., MELBOURNE, VICTORIA, AUS- 
TRALIA, FILED 5-7-1987. 


DERMACAPS 


OWNER OF AUSTRALIA REG. NO. B351178, DATED 
12-2-1982, EXPIRES 9-22-2001. 

FOR VITAMIN SUPPLEMENT FOR THE TREATMENT 
OF SKIN CONDITIONS (U.S. CL. 18). 
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SN 73-762,661. BURLINGTON SCIENTIFIC CORPORA- 
TION, FARMINGDALE, NY. FILED 11-8-1988. 


GARBAGE PROTECTeR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GARBAGE”, APART FROM THE MARK AS 
SHOWN. 

FOR CHEMICAL ANIMAL REPELLENT FOR APPLI- 
CATION TO GARBAGE AND GARBAGE RECEPTACLES 
(U.S. CL. 6). 

FIRST USE 8-18-1988; IN COMMERCE 8-18-1988. 


SN 73-779,431. WESLEY-JESSEN CORPORATION, KENIL- 
WORTH, NJ. FILED 2-8-1989. 


DUO-FLOW 


FOR STERILE, GERMICIDAL CLEANING AND STOR- 
AGE SOLUTION FOR CONTACT LENSES (U.S. CL. 18). 
FIRST USE 8-31-1967; IN COMMERCE 8-31-1967. 


SN 73-780,778. CHINOIN GYOGYSZER - ES VEGYESZETI 
TERMEKEK GYARA RT., BUDAPEST, HUNGARY, 
FILED 2-10-1989. 


VERMITAN 


OWNER OF HUNGARY REG. NO. 
5-15-1922, EXPIRES 5-15-1992. 

FOR PREPARATIONS FOR THE TREATMENT OF 
GASTROINTESTINAL VERMINOUS DISEASE AND PUL- 
MONARY VERMINOUS DISEASE, TANEMIASIS, DISTO- 
MIASIS ALL FOR MEDICINAL AND VETERINARY USE; 
PREPARATIONS FOR THE TREATMENT OF PULMO- 
NARY VERMINOUS DISEASE OF SHEEP AND HORNED 
CATTLE (U.S. CL. 18). 


114628, DATED 


SN 73-780,790. BOEHRINGER INGELHEIM PHARMACEU- 
TICALS, INC., RIDGEFIELD, CT. FILED 2-14-1989. 


RESPBID 


FOR BRONCHODILATOR (U.S. CL. 18). 
FIRST USE 1-4-1980; IN COMMERCE 1-4-1980. 
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SN 73-791,202. ROUSSEL-UCLAF, PARIS, FRANCE, FILED 
4-4-1989. 


BUTOFLIN 


OWNER OF FRANCE REG. NO. 
10-5-1981, EXPIRES 10-5-1991. 


SN 73-792,356. TERRA-BIO-CHEMIE G.M.B.H., FREIBURG 
L BR., FED REP GERMANY, FILED 4-10-1989. 


e-Ce 


OWNER OF FED REP GERMANY REG. NO. 678363, 
DATED 7-1-1955, EXPIRES 12-19-1992. 

FOR SKIN CARE PREPARATIONS FOR PROTECTION 
AGAINST AND FOR TREATMENT OF LESIONS AND 
SORES CAUSED BY FRICTION AND/OR PRESSURE (U.S. 
CL. 18). 


SN 73-795,315. BOYLE-MIDWAY HOUSEHOLD PROD- 
UCTS, INC., NEW YORK, NY. FILED 4-24-1989. 


BLACK FLAG R.LP. 


OWNER OF U.S. REG. NOS. 286,271, 
OTHERS. 

FOR INSECTICIDE - CONTAINING, BAITED ROACH 
TRAPS (U.S. CLS. 6 AND 50). 

FIRST USE 4-12-1989; IN COMMERCE 4-12-1989. 


346,648 AND 


SN 73-798,627. CADCO, INC., DES MOINES, IA. FILED 
5-8-1989. 


FOR NUTRITIONAL FOOD SUPPLEMENT FOR LIVE- 
STOCK (U.S. CL. 18). 
FIRST USE 3-24-1989; IN COMMERCE 3-24-1989. 
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SN 73-803,700. CHEMAC INDUSTRIES INC., KELOWNA, 
BRITISH COLUMBIA, CANADA, FILED 5-30-1989. 


MICRO MAGIC 


FOR DEODORIZER PRODUCTS FOR BUILDINGS, AIR- 
CRAFT, HOUSEHOLDS, THE MARINE INDUSTRY, PETS, 
RECREATIONAL VEHICLES AND AUTOMOBILES (U.S. 
CL. 18). 

FIRST USE 3-20-1989; IN COMMERCE 3-20-1989. 


SN 73-805,215. TOSTI, JOHN 
FILED 6-6-1989. 


POWER LUNCH 


A., VANCOUVER, WA. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LUNCH”, APART FROM THE MARK AS SHOWN. 

FOR DIETARY SUPPLEMENTS (U.S. CL. 18). 

FIRST USE 5-12-1989; IN COMMERCE 5-16-1989. 


SN 73-812,752. VERAX CORPORATION, LEBANON, NH. 
FILED 7-17-1989. 


VX 100 


OWNER OF U.S. REG. NO. 1,553,384. 

THE LINING IN THE DRAWING OF THE MARK IS A 
FEATURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

FOR BIOPHARMACEUTICALS—NAMELY, CELLS, 
CELL CULTURES AND CELL CULTURE METABOLITES 
FOR USE IN THE DIAGNOSIS, PREVENTION AND 
TREATMENT OF HUMAN, ANIMAL AND PLANT DIS- 
EASES (U.S. CL. 18). 

FIRST USE 5-30-1989; IN COMMERCE 5-30-1989. 


SN 73-817,460. MARSAM PHARMACEUTICALS, 
CHERRY HILL, NJ. FILED 8-7-1989. 


MARSAM 


INC., 


OWNER OF U.S. REG. NO. 1,441,731 AND OTHERS. 

FOR PHARMACEUTICAL PREPARATIONS; NAMELY; 
ANTIBACTERIAL, ANTIHYPERTENSIVE, ANTICOAGU- 
LANT, NARCOTIC ANTAGONIST, SKELETAL MUSCLE 
RELAXANT AND ANTIANEMIC PREPARATIONS AND 
PREPARATIONS FOR USE IN THE SYMPTOMATIC 
TREATMENT OF MYASTHENIA GRAVIS (U.S. CL. 18). 

FIRST USE 1-21-1986; IN COMMERCE 1-21-1986. 
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SN 73-819,414. CHAMPION NUTRITION, CONCORD, CA. 
FILED 8-15-1989. 


CYTOMAX 


FOR FRUIT FLAVORED NUTRITIONAL SUPPLE- 
MENT FOR USE IN PERFORMANCE ATHLETIC TRAIN- 
ING (U.S. CL. 18). 

FIRST USE 7-31-1989; IN COMMERCE 7-31-1989. 


CLASS 6—METAL GOODS 


SN 73-701,883. GEORGE FISCHER SALES LIMITED, 
LONDON, ENGLAND, FILED 12-21-1987. 


AUTOPA TOPLOK 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1314144, FILED 6-25-1987, 
REG. NO. 1314144, DATED 12-30-1988, EXPIRES 6-25-1994. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOPLOK”, APART FROM THE MARK AS SHOWN. 

FOR POSTS, LOCKS, KEYS, PIPES, PIPEWORK, TUBES, 
BARS, GATES AND METAL DOORS (US. CLS. 12, 13 
AND 25). 


SN 73-751,964. WILBERT, INC., FOREST PARK, IL. FILED 
9-14-1988. 


THE WILBERT BRONZE 


OWNER OF U.S. REG. NOS. 533,495, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRONZE”, APART FROM THE MARK AS SHOWN. 

FOR BURIAL VAULTS (U.S. CL. 2). 

FIRST USE 3-8-1988; IN COMMERCE 3-8-1988. 


1,267,966 AND 


SN 73-800,909. G. MARKS HARDWARE INC., HICK VILLE, 
NY. FILED 5-18-1989. 


MARKS 


SEC. 2(F). 

FOR LOCK SETS AND PARTS THEREOF, LOCKS, 
LOCK CYLINDERS, AND KEYS (U.S. CLS. 13 AND 25). 

FIRST USE 3-30-1978; IN COMMERCE 3-30-1978. 
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SN 73-814,165. AMERICAN ALLOYS, INC., NEW HAVEN, SN 73-822,051. JACOBS MANUFACTURING COMPANY, 
WV. FILED 7-24-1989. THE, STOW, OH. FILED 8-28-1989. 


MB 720 PREMIER 
AUTOGRAPH 80 ROLLAWAY 


ose. eens - NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


FIRST USE 5-5-1989; IN COMMERCE 5-5-1989. —— APART FROM THE MARK AS 


FOR METAL TOOL BOXES (U.S. CL. 2). 
FIRST USE 6-26-1989; IN COMMERCE 6-26-1989. 


SN 73-818,351. LONGVIEW MECHANICAL CONTRAC- 


TORS, LONGVIEW, TX. FILED 8-10-1989. SN 73-822,246. JACOBS MANUFACTURING COMPANY, 


THE, STOW, OH. FILED 8-28-1989. 


LMCURBS MB 710 PREMIER CHEST 


FOR METAL FLASHINGS FOR ROOF PENETRATION NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


(U.S. CL. 12). USE “CHEST”, APART FROM THE MARK AS SHOWN. 
FIRST USE 4-30-1981; IN COMMERCE 2-8-1985. FOR METAL TOOL BOXES (U.S. CL. 2). 


FIRST USE 6-26-1989, IN COMMERCE 6-26-1989. 


SN 73-819,935. JACOBS MANUFACTURING COMPANY, SN 73-822,265. INTAGLIO, LTD., GOSHEN, VT. FILED 
THE, STOW, OH. FILED 8-18-1989. 8-28-1989. 


MB 1310 ADVANTAGE QUESTECH 
CHEST 


FOR METALLIC TILES (U.S. CL. 12). 
FIRST USE 7-14-1989, IN COMMERCE 7-14-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHEST”, APART FROM THE MARK AS SHOWN. 
FOR METAL TOOL BOXES (U.S. CL. 2). 


FIRST USE 1-9-1989; IN COMMERCE 1-9-1999. SN 73-822,590. SIMMONS-RAND COMPANY, BRISTOL, 
VA. FILED 8-30-1989. 


SN 73-821,692. LECLASP, INCORPORATED, NORTH 
BRANCH, NJ. FILED 8-25-1989. 


OWNER OF U.S. REG. NO. 1,548,884. 
THE MARK IS LINED FOR THE COLOR RED BUT 


TATION OF THE LETTERS “SR”. 
FOR METALLIC ROOF BOLTS OR FRICTION ROCK 
STABILIZERS WHICH ARE MOUNTED IN SUBTERRA- 
FOR KEYHOLDERS (U.S. CL. 13). NEAN EXCAVATIONS (U.S. CL. 13). 
FIRST USE 2-8-1989; IN COMMERCE 3-1-1989. FIRST USE 2-1-1989; IN COMMERCE 2-1-1989. 
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SN 73-823,014. INGERSOLL-RAND COMPANY, WOOD- 
CLIFF LAKE, NJ. FILED 9-5-1989. 


DYNA-ROK 


FOR ROOF BOLT SECURED AT THE UPPER END OF 
BOREHOLE IN A TUBE OF FORMABLE MATERIAL (U.S. 
CL. 13). 

FIRST USE 4-17-1989; IN COMMERCE 4-17-1989. 


SN 73-823,015. INGERSOLL-RAND COMPANY, WOOD- 
CLIFF LAKE, NJ. FILED 9-5-1989. 


DYNA-ROK PLUS 


FOR ROOF BOLT SECURED AT THE UPPER END OF 
A BOREHOLE IN A TUBE OF FORMABLE MATERIAL 
CONFIGURED TO BE USED WITH GROUT MATERIAL 
(U.S. CL. 13). 

FIRST USE 4-17-1989; IN COMMERCE 4-17-1989. 


SN 73-823,429. VSAR SYSTEMS OF ATLANTA, INC., 
MARIETTA, GA. FILED 9-5-1989. 


SPEED-E-RECT 


FOR POSTS FOR MAILBOXES AND GARBAGE CANS 
(U.S. CL. 14). 
FIRST USE 6-22-1989; IN COMMERCE 6-22-1989. 


CLASS 7—MACHINERY 


SN 73-676,442. HEDLEY PURVIS LIMITED, MORPETH, 
NORTHUMBERLAND, ENGLAND, FILED 7-31-1987. 


HYPUR-MATE 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1301389, FILED 2-18-1987, 
REG. NO. 1301389, DATED 3-10-1989, EXPIRES 2-18-1994. 

FOR MACHINES AND MACHINE TOOLS, NAMELY - 
HYDRAULICALLY OPERATED MACHINES FOR BOLT 
WORKING; TENSIONING AND TORQUING MACHINES 
FOR BOLT WORKING; HYDRAULIC COUPLING ASSEM- 
BLIES; MACHINE COUPLINGS, CONVEYORS AND 
BELTING; COMPRESSORS FOR MACHINES; MECHANI- 
CAL CONTROL CABLES FOR MACHINES; AND PARTS 
AND COMPONENTS THEREOF (U.S. CL. 23). 
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CLASS 7—(Continued). 


SN 73-713,488. PROMEQ INCORPORATED, NEW HOPE, 
PA. FILED 2-26-1988. 


(fe svcano 


THE MARK CONSISTS OF THE WORD MARK 
“SUGANO” AND A STYLIZED REPRESENTATION OF A 
FLATTENED BOX. 

FOR PACKAGING MACHINERY, NAMELY CUTTER/ 
CREASERS AND FOLDERS/GLUERS (U.S. CI... 23). 

FIRST USE 9-14-1987; IN COMMERCE 9-14-1987. 


SN 73-746,926. PARTS FEEDER SYSTEM, INC., DBA 
FEEDER SYSTEMS, COSTA MESA, CA. FILED 
8-18-1988. 


kx” SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FEEDER SYSTEMS”, APART FROM THE MARK AS 
SHOWN. 

FOR MACHINES FOR FEEDING PARTS OR PROD- 
UCTS TO A KNOWN POSITION FOR PROCESSING, 
NAMELY CONVEYORS, HOPPERS, PARTS HANDLERS, 
AND COMPONENT PARTS THEREOF (U.S. CL. 23). 

FIRST USE 7-0-1984; IN COMMERCE 3-0-1985. 


SN 73-773,563. ADWOOD CORPORATION, HIGH POINT, 
NC. FILED 1-9-1989. 


ADWOOD CORP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORP”, APART FROM THE MARK AS SHOWN. 

FOR WOOD FINISHING MACHINES AND WOOD- 
WORKING MACHINE TOOLS (U.S. CL. 23). 

FIRST USE 10-22-1981; INCOMMERCE 10-22-1981. 
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CLASS 7—(Continued). 


SN 73-780,681. TANK TRAILER, INC., STE. GENEVIEVE, 
MO. FILED 2-14-1989. 


ULTRAFLUIDIZER 


FOR PNEUMATICALLY POWERED ALRATION 
DEVICE FOR USE WITHIN A TANK TRAILER FOR AS- 
SISTING DISCHARGE OF GRANULAR: MATERIAL 
FROM THE TRAILER BY MEANS OF GRAVIFY FLOW 
(U.S. CL. 23). 

FIRST USE 1-31-1989; IN COMMERCE 1-31-1989. 


SN 73-784,222. F. VAIHINGER GMBH & CO. KG, RODGAU 
1, FED REP GERMANY, FILED 3-2-1989. 


SANOMAT 


OWNER OF FED REP GERMANY REG. NO. 1133302, 
DATED 1-17-1989, EXPIRES 10-31-1997. 

FOR ELECTRIC CREAM WHIPPERS AND WHIPPED 
CREAM MAKING MACHINES (U.S. CL. 21). 


SN 73-787,394. STEMMERICH, INC., ST. LOUIS, 
FILED 3-20-1989. 


MO. 


WINS 


FOR PNEUMATICALLY OPERATED CONVEYING 
CONDUITS MADE OF GLASS, AND FITTINGS AND 
PARTS THEREOF (U.S. CL. 23). 

FIRST USE 2-14-1989; IN COMMERCE 2-14-1989. 


SN 73-788,846. CARRENS, DONALD E., DBA PETROLIFT 
COMPANY, TULSA, OK. FILED 3-24-1989. 


PETROLIFT 


FOR OIL FIELD PRODUCTION EQUIPMENT, 
NAMELY, DOWNHOLE HYDRAULIC PUMPS AND 
PARTS THEREFOR (U.S. CL. 23). 

FIRST USE 3-24-1989; IN COMMERCE 3-24-1989. 


SN 73-795,912. KOP-FLEX, INC., HARMANS, MD. FILED 
4-26-1989. 


WALDRON 


SEC. 2(F). 

FOR GEAR-TYPE MECHANICAL COUPLINGS (U.S. CL. 
23). 

FIRST USE 9-0-1975; IN COMMERCE 9-0-1975. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 7—(Continued). 


SN 73-805,104. ADVANCED FIBER TECHNOLOGY, INC., 
BUCYRUS, OH. FILED 6-7-1989. 


TF-9000 FIBERIZER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FIBERIZER”, APART FROM THE MARK AS 
SHOWN. 

FOR MACHINES FOR PROCESSING PRESHREDDED 
ORGANIC FEED STOCK SUCH AS NEWSPRINT TO 
FORM A LOW DENSITY FIBROUS CELLULOSIC MATE- 
RIAL, SUCH AS FOR THERMAL INSULATION (U.S. CL. 
23). 

FIRST USE 5-15-1989, IN COMMERCE 5-15-1989. 


SN 73-805,523. VULCAN SPRING & MANUFACTURING 
COMPANY, TELFORD, PA. FILED 6-9-1989. 


PULLBOX 


FOR SPRING POWERED RETRACTOR FOR USE IN 
RETURNING AN OBJECT TO A PREDETERMINED LO- 
CATION (U.S. CL. 23). 

FIRST USE 11-12-1987; IN COMMERCE 11-12-1987. 


SN 73-808,678. ELGIN SWEEPER COMPANY, ELGIN, IL. 
FILED 7-10-1989. 


EAGLE 


FOR VEHICULAR STREET CLEANING MACHINES 
(U.S. CL. 23). 
FIRST USE 6-10-1988; IN COMMERCE 6-10-1988. 


SN 73-810,114. TELEDYNE KINETICS, SOLANA BEACH, 
CA. FILED 6-30-1989. 


STRIPALL 


FOR POWER OPERATED THERMAL WIRE STRIP- 
PERS FOR REMOVING EXTERNAL INSULATION FROM 
A WIRE (U.S. CL. 23). 

FIRST USE 2-27-1964, IN COMMERCE 2-27-1964. 


SN 73-819,534. MAYTAG CORPORATION, NEWTON, IA. 
FILED 8-16-1989. 


WHISPER COLD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


FIRST USE 6-5-1989; IN COMMERCE 6-5-1989. 
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CLASS 7—(Continued). 


SN 73-820,830. PRACTICA AG, MUTTENZ, SWITZER- 
LAND, FILED 8-23-1989. 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWIT- 
ZERLAND APPLICATION NO. 4377, FILED 6-2-1989, 
REG. NO. 371066, DATED 6-2-1989, EXPIRES 6-2-2009. 

THE MARK CONSISTS OF THE DESIGN OF A PORCU- 
PINE HAVING DRILL BITS PROJECTING FROM ITS 
BACK. 

MULTIPLE SPINDLE DRILLHEADS (U.S. CL. 23). 


SN 73-821,414. AMERICAN COUPLER SYSTEMS, INC., 
KENT, OH. FILED 8-25-1989. 


PRO-SERIES—2000-—— 


FOR MACHINE PARTS, NAMELY COUPLING HITCH- 
ES FOR CONNECTING PRIME MOVERS TO MATERIAL 
HANDLING ATTACHMENTS, NAMELY BUCKETS, 
BOOMS, FORKS, RAKES, PLOWS, SNOWPLOWS, 
SNOWBLOWERS, COMPACTORS AND RIPPERS (U.S. CL. 
23). 

FIRST USE 7-12-1989; IN COMMERCE 7-12-1989. 


SN 73-822,014. EMERSON ELECTRIC CO., ST. LOUIS, MO. 
FILED 8-28-1989. 


. FREE WHEELER 


FOR HAND-HELD CORDLESS ELECTRIC POWER 
TOOLS, NAMELY; GRINDERS, SHARPENERS, DRILLS, 
POLISHERS, SANDERS AND AUGURS (US. CL. 23). 

FIRST USE 2-17-1988; IN COMMERCE 2-17-1988. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


CLASS 7—(Continued). 


SN 73-822,551. 
8-30-1989. 


AMTECK, INC., MURRAY, KY. FILED 


-_TRIMMER-MATE 


FOR WHEEL SUPPORT FOR STRING TRIMMERS (U.S. 
CL. 23). 
FIRST USE 6-5-1989; IN COMMERCE 6-5-1989. 


SN 73-823,104. WALKER MANUFACTURING COMPANY, 
FORT COLLINS, CO. FILED 8-29-1989. 


POWERFIL 


FOR LAWNMOWERS (US. CL. 23). 
FIRST USE 1-0-1983; IN COMMERCE 1-0-1983. 


CLASS 8—HAND TOOLS 


SN 73-681,499. SUMITOMO ELECTRIC INDUSTRIES, 
LTD., OSAKA-SHI, OSAKA, JAPAN, FILED 8-31-1987. 


BUMPY 


PRIORITY CLAIMED UNDER SEC. 44D) ON JAPAN 
APPLICATION NO. 62-70097, FILED 6-16-1987, REG. NO. 
2131804, DATED 4-28-1989, EXPIRES 4-28-1999. 

FOR CUTTING INSERTS (U.S. CL. 23). 


SN 73-800,364. PAIL RIDER, INC., THE, SANTA BAR- 
BARA, CA. FILED 5-15-1989. 


PAIL RIDER 


FOR UTILITY BELTS FOR HOLDING HAND TOOLS 
AND PAINTS (U.S. CLS. 23 AND 339). 
FIRST USE 3-15-1989; IN COMMERCE 3-15-1989. 


SN 73-811,890. RYKOFF-SEXTON, INC., DBA S. E. 
RYKOFF & CO., LOS ANGELES, CA. FILED 7-11-1989. 


SERCO-AVALON 


OWNER OF U.S. REG. NOS. 798,347, 
OTHERS. 

FOR STAINLESS STEEL FLATWARE, NAMELY 
KNIVES, FORKS AND SPOONS (U.S. CL. 23). 

FIRST USE 6-2-1989; IN COMMERCE 6-2-1989. 


1,266,352 AND 
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CLASS 8—(Continued). 


SN 73-811,891. RYKOFF-SEXTON, INC. DBA S. E. 
RYKOFF & CO., LOS ANGELES, CA. FILED 7-11-1989. 


SERCO-COLONIAL 


OWNER OF U.S. REG. NOS. 798,347, 1,266,352 AND 
OTHERS. 

FOR STAINLESS STEEL FLATWARE, NAMELY 
KNIVES, FORKS AND SPOONS (U.S. CL. 23). 


FIRST USE 6-2-1989; IN COMMERCE 6-2-1989. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


SN 73-607,277. FALLOW HOLDINGS PTY LIMITED, 
SYDNEY N.S.W., AUSTRALIA, FILED 7-1-1986. 


CHATTERBOX 


PRIORITY CLAIMED UNDER SEC. 44(D) ON AUSTRA- 
LIA APPLICATION NO. 440612, FILED 2-12-1986, REG. 
NO. A440612, DATED 2-12-1986, EXPIRES 2-12-1993. 

FOR AUDIO ALARM AND WARNING SYSTEMS COM- 
PRISING SOUND SENSORS, SOUND RECORDINGS AND 
SPEAKERS HAVING AN AUDIO OUTPUT CONTAINING 
THE NOISE OF A BARKING DOG OR HUMAN VOICES 
(U.S. CLS. 21, 26 AND 36). 


SN 73-696,711. IN COURT SPORTS LTD., CHEPSTOW, 
GWENT, UNITED KINGDOM, FILED 11-13-1987. 


FRESHOLD 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1315771, FILED 7-14-1987, 
REG. NO. 1315771, DATED 7-14-1987, EXPIRES 7-14-1994. 

FOR OPTICAL ACCESSORIES, COMPRISING SUP- 
PORTS FOR HAND HELD OPTICAL INSTRUMENTS 
SUCH AS SUPPORTS FOR BINOCULARS AND PARTS 
AND FITTINGS FOR THE AFORESAID GOODS (U.S. CL. 
26). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 9—(Continued). 


SN 73-702,844. HUMANITIES SOFTWARE, HOOD RIVER, 
OR. FILED 12-28-1987. 


HUMANITIES 
SOFTWARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOFTWARE”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F) AS TO THE WORDS “HUMANITIES SOFT- 
WARE”. 

FOR COMPUTER PROGRAMS FOR EDUCATIONAL 
APPLICATIONS, AND MANUALS AND WORKBOOKS 
SOLD AS A UNIT (U.S. CL. 38). 

FIRST USE 11-18-1983; IN COMMERCE 11-18-1983. 


SN 73-703,870. INTEGRATED DIGITAL PRODUCTS COR- 
PORATION, ANAHEIM, CA. FILED 1-4-1988. 


oie 
THE MARK CONSISTS OF A STYLIZED VERSION OF 
THE LETTERS “IDP”. 
FOR COMPUTER HARDWARE, NAMELY 16 BIT MINI- 


COMPUTERS (U.S. CL. 26). 
FIRST USE 1-1-1979; IN COMMERCE 1-1-1979. 


SN 73-714,430. KMSYSTEMS, INC. MARIETTA, GA. 
FILED 3-2-1988. 


I-QU PLUS-1 


FOR COMPUTER PROGRAMS FOR USE IN DATABASE 
MANAGEMENT APPLICATIONS (U.S. CL. 38). 
FIRST USE 9-0-1983; IN COMMERCE 9-0-1983. 


SN 73-727,493. KANE STEEL CO., INC., MILLVILLE, NJ. 
FILED 5-9-1988. 


K-FLOW 


FOR INSTRUMENTS AND COMPUTERS USED IN 
CONNECTION WITH THEM FOR MEASURING THE 
CMARACTERISTICS OF FLOW, NAMELY, CORIOLIS- 
TYPE MASS FLOW METERS, ULTRASONIC FLOW 
METERS AND DENSITOMETERS (U.S. CL. 26). 

FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 
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CLASS 9—(Continued). 


SN 73-729,236. BYTE WORKS, INC., ALBUQUERQUE, NM. 
FILED 5-19-1988. 


S 
Oy 
1010 130° 


THE STIPPLING SHOWN ON THE MARK IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR COMPUTER PROGRAMS FOR USE IN THE SOFT- 
WARE APPLICATIONS, SYSTEMS SOFTWARE, MACRO 
ASSEMBLER, COMPILER AND DEVELOPMENT EN‘’I- 
RONMENTS, AND USER MANUALS SOLD THEREWITH 
(U.S. CL. 38). 

FIRST USE 10-1-1983; IN COMMERCE 10-1-1983. 


SN 73-743,733. HOHNER AUTOMATION (S.A.), ECKBOL- 
SHEIM, STRASBOURG, FRANCE, FILED 8-2-1988. 


OPTOTACHYMETER 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 7123, FILED 2-2-1988, REG. NO. 
1461768, DATED 2-2-1988, EXPIRES 2-2-1998. 

FOR ELECTRONIC MEASURING UNITS FOR USE IN 
ANGLE, LENGTH, POSITION AND ACCELERATION AP- 
PLICATIONS; ELECTRONIC UNITS FOR USE IN ELEC- 
TRIC INFORMATIONAL PROCESSING APPLICATIONS; 
AUTOMATICALLY PROGRAMMABLE CONTROL 
CARDS WITH MOTORIZED AXES (U.S. CLS. 21 AND 26). 


SN 73-747,760. IMAGE ENTERTAINMENT INC., HOLLY- 
WOOD, CA. FILED 8-22-1988. 


IMAGE 


SEC. 2(F). 

FOR CINEMATOGRAPHIC MOVIE FILM, VIDEO CAS- 
SETTES, VIDEO TAPES, VIDEO DISCS FEATURING 
VARIOUS ENTERTAINMENT THEMES (U.S. CLS. 21 
AND 38). 

FIRST USE 7-1-1983; IN COMMERCE 7-1-1983. 


SN 73-749,616. HONEYWELL INC., MINNEAPOLIS, MN. 
FILED 9-1-1988. 


LOOPTUNE 


FOR COMPUTER PROGRAM WHICH CONSTANTLY 
ADJUSTS CONTROL LOOPS (U.S. CL. 38). 
FIRST USE 2-18-1987; IN COMMERCE 2-18-1987. 
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SN 73-749,946. CAIN, ALAN, ARLINGTON, TX. FILED 
9-6-1988. 


SHARK-FIN 


FOR BOAT TROLLEY MOTOR ATTACHMENT, 
NAMELY A RUDDER CONTROL ATTACHED TO ELEC- 
TRIC TROLLING MOTORS (U.S. CLS. 23 AND 26). 

FIRST USE 10-1-1987; IN COMMERCE 10-1-1987. 


SN 73-758,393. SGS THOMSON MICROELECTRONICS 
S.R.L., AGRATE BRIANZA (MILANO), ITALY, FILED 
10-11-1988. 


ViIiPower 


FOR SEMICONDUCTORS, TRANSISTORS, INTEGRAT- 
ED CIRCUITS, HYBRIDS CIRCUITS (U.S. CL. 21). 
FIRST USE 12-31-1987; IN COMMERCE 12-31-1987. 


SN 73-760,343. ALLIED MOULDED PRODUCTS, INC., 
BRYAN, OH. FILED 10-28-1988. 


FLEXBOX 


FOR ELECTRICAL JUNCTION BOXES (U.S. CL. 21). 
FIRST USE 4-22-1988; IN COMMERCE 4-22-1988. 


SN 73-765,082. SONY CORPORATION, SHINAGAWA-KU, 
TOKYO, JAPAN, FILED 11-21-1988. 
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Composite Digital 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “D-2 COMPOSITE DIGITAL”, APART FROM THE 
MARK AS SHOWN. 

FOR VIDEO TAPE RECORDERS AND PLAYERS AND 
BLANK MAGNETIC TAPES THEREFOR (U.S. CL. 21). 

FIRST USE 2-24-1988; IN COMMERCE 2-24-1988. 
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CLASS 9—({Continued). 


SN 73-767,891. VALUE LINE, INC., NEW YORK, NY. 
FILED 12-7-1988. 


THE VALUE LINE 
PORTFOLIO MANAGER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PORTFOLIO MANAGER”, APART FROM THE 
MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR FINANCIAL PORT- 
FOLIO MANAGEMENT AND INSTRUCTIONAL MAND- 
ALS SOLD AS A UNIT (U.S. CL. 38). 

FIRST USE 1-0-1988; IN COMMERCE 2-0-1988. 


SN 73-768,406. WILCOX, ALAN D., DBA MICRO RE- 
SOURCES COMPANY, LEWISBURG, PA. FILED 
11-16-1988. 


meet Pounce 


/ 8 Mcro 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MICRO” AND THE GREEK SYMBOL FOR 
“MICRO”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER CIRCUIT BOARDS AND COMPUTER 
PROGRAMS USED TO EXPAND THE CAPABILITY OF 
MICROCOMPUTERS (U.S. CLS. 21 AND 38). 

FIRST USE 5-17-1988; IN COMMERCE 5-17-1988. 


SN 73-769,061. GLOBAL-TRON, INC., MANSFIELD, OH. 
FILED 12-12-1988. 


GTI 


FOR NEW AND REFURBISHED TELEPHONES, ME- 
CHANICAL TELECOMMUNICATION SWITCHES, DIGI- 
TAL TELECOMMUNICATION SWITCHES, COMMER- 
CIAL TELECOMMUNICATION SYSTEMS COMPRISED 
OF TELEPHONES FOR BUSINESSES OF 2 TO 10,000 
TELEPHONE PORTS WITH ADD-ON CAPABILITIES OF 
TELEPHONE CALL MANAGEMENT AND VOICE MAIL, 
PRINTED TELECOMMUNICATION CIRCUIT BOARDS, 
TELECOMMUNICATION CABLE, TELECOMMUNCA- 
TION CIRCUIT CARDS, AND POWER SUPPLIES (U.S. 
CLS. 21 AND 26). 

FIRST USE 12-1-1985; IN COMMERCE 12-1-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 9—(Continued). 


SN 73-770,002. MACRONIX, INC., SAN JOSE, CA. FILED 
12-15-1988. 


iVWi A. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR INTEGRATED CIRCUITS, SEMICONDUCTOR 
COMPUTER CHIPS AND SEMICONDUCTOR MEMORY 
CHIPS (U.S. CLS. 21 AND 26). 

FIRST USE 3-0-1983; IN COMMERCE 5-12-1987. 


SN 73-771,370. PROTOCOL ENGINES INCORPORATED, 
SANTA BARBARA, CA. FILED 12-27-1988. 


XPRESS TRANSFER 
PROTOCOL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRANSFER PROTOCOL”, APART FROM THE 
MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR DATA TRANSMIS- 
SION FOR THE EXCHANGE OF INFORMATION BE- 
TWEEN COMPUTER SYSTEMS (U.S. CL. 38). 

FIRST USE 9-12-1988; IN COMMERCE 9-12-1988. 


SN 73-771,383. GRYPHON ENGINEERING, ST. CLAIR 
SHORES, ML. FILED 12-27-1988. 


TRAIL MONITOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MONITOR”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRONIC APPARATUS FOR DETECTING 
AND RECORDING THE TIME AND NUMBER OF PAS- 
SAGES OF WILD ANIMALS PAST A SURVEILLANCE 
SITE (U.S. CL. 26). 

FIRST USE 9-8-1988; IN COMMERCE 11-10-1988. 


SN 73-773,091. VOIGTLANDER GMBH, BRAUNSCHWEIG, 
FED REP GERMANY, FILED 1-5-1989. 


VITESSA 


OWNER OF FED REP GERMANY REG. NO. 601250, 
DATED 9-19-1950, EXPIRES 1-17-1999. 

FOR OPTICAL AND PHOTOGRAPHIC EQUIPMENT 
AND INSTRUMENTS; NAMELY, PHOTOGRAPHIC CAM- 
ERAS (U.S. CL. 26). 
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SN 73-773,423. AVRIN, DAVID, M.D., DBA INFO/IMAG- 
ING ASSOCIATES, SACRAMENTO, CA. FILED 
1-9-1989. 


CALENDOC 


FOR COMPUTER SOFTWARE PROGRAM FOR RADI- 
OLOGY GROUP PHYSICIAN SCHEDULING (U.S. CL. 38). 
FIRST USE 11-25-1988; IN COMMERCE 11-25-1988. 


SN 73-773,901. PERRYSBURG SOFTWARE CORPORA- 
TION, PERRYSBURG, OH. FILED 1-10-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE DESIGN OF A FLOPPY DISK, APART FROM 
THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR USE IN DESIGN- 
ING AND PRINTING LABELS (U.S. CL. 38). 

FIRST USE 12-17-1984; INCOMMERCE 10-14-1986. 


SN 73-773,977. TRILONE-HOLOGRAPHIE CORP., MON- 
TREAL, QUEBEC, CANADA, FILED 1-10-1989. 


HOLOCAM 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 611267, FILED 7-15-1988, REG. NO. 
358961, DATED 7-28-1989, EXPIRES 7-28-2004. 

FOR CAMERA USED ON THE PRODUCTION OF HO- 
LOGRAMS AND HOLOGRAM COPYING (U.S. CL. 26). 
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SN 73-774,971. CIRCLE OAK PRODUCTIONS, INC., KA- 
TONAH, NY. FILED 1-17-1989. 


THE MARK COMPRISES “CIRCLE OAK”, TREE 
DESIGN SURROUNDED BY A STYLIZED FILM STRIP. 

FOR MOTION PICTURE FILM AND PRE-RECORDED 
VIDEO CASSETTES FOR USERS IN THE EDUCATION- 
AL FIELD (U.S. CLS. 21 AND 38). 

FIRST USE 8-11-1982; IN COMMERCE 8-11-1982. 


SN  73-776,579. HOLLINGSEAD INTERNATIONAL, 
SANTA FE SPRINGS, CA. FILED 1-23-1989. 


CLEVER 


THE MARK CONSISTS OF THE WORD “CLOVER” 
AND AN INTEGRATED CLOVER DESIGN IN THE 
LETTER “O”. 

FOR ELECTRICAL RELAY SOCKETS (US. CL. 21). 

FIRST USE 1-1-1970; IN COMMERCE 1-1-1970. 


SN 73-776,788. MARCHON EYEWEAR, INC., MELVILLE, 
NY. FILED 1-26-1989. 


SUNMIRRORS 


FOR SPECTACLES, GLASSES, SUNGLASSES, LENSES, 
SPECTACLES FRAMES AND SPECTACLE CASES (U.S. 
CLS. 2 AND 26). 

FIRST USE 2-0-1987; IN COMMERCE 2-0-1987. 
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SN 73-778,028. ANDROX CORPORATION, CANTON, MA. 
FILED 1-31-1989. 


ANDR®X 


THE MARK COMPRISES “ANDROX” AND DESIGN. 
FOR COMPUTER PROGRAMS AND PROGRAM MANU- 
ALS ALL SOLD AS A UNIT FOR USE IN IMAGE PROC- 
ESSING AND COMPUTING; COMPUTER HARDWARE, 
NAMELY PROCESSING BOARDS (U.S. CLS. 26 AND 38). 
FIRST USE 7-26-1988; IN COMMERCE 7-26-1988. 


SN 73-778,383. DYNAMIC GRAPHICS, INC., PEORIA, IL. 
FILED 2-2-1989. 


STEP-BY-STEP 
VL ea © 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STEP-BY-STEP VIDEO”, APART FROM THE MARK 
AS SHOWN. 

THE LINING WHICH FORMS PART OF THE MARK IS 
A FEATURE OF THE MARK AND DOES NOT INDICATE 
COLOR LINING. 

FOR EDUCATIONAL VIDEOTAPES DEALING WITH 
THE GRAPHIC ARTS FIELD (U.S. CL. 21). 

FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 


SN 73-779,025. AUTOMOTIVE ELECTRONIC CONTROL 
SYSTEMS, INC., ANDERSON, SC. FILED 2-6-1989. 


AUTECS 


FOR ELECTRONIC CONTROL UNITS FOR VEHICU- 
LAR FUEL INJECTION SYSTEMS (U.S. CLS. 19 AND 26). 
FIRST USE 12-8-1988; INCOMMERCE 12-8-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-780,750. LASERTEC U.S.A., INC., SAN JOSE, CA. 
FILED 2-14-1989. 


Lasertec 


THE SHADING FEATURES IN THE DESIGN PORTION 
OF THE MARK ARE INHERENT ELEMENTS AND ARE 
NOT INTENDED TO INDICATE COLOR. 

THE MARK COMPRISES THE WORD “LASERTEC” 
AND A SQUARE DESIGN IN WHICH TWO TRIANGLES 
APPEAR. 

FOR OPTICAL INSPECTION EQUIPMENT NAMELY, 
SCANNING LASER MICROSCOPES AND AUTOMATIC 
SEMI-CONDUCTOR MASK/RECTILE INSPECTION 
UNITS (U.S. CL. 26). 

FIRST USE 7-12-1986, IN COMMERCE 7-15-1986. 


SN 73-780,801. VAX APPLIANCES LIMITED, 
DROITWICH, WORCESTERSHIRE, ENGLAND, FILED 
2-13-1989. 


AUTOMOP 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1355736, FILED 8-23-1988. 

FOR SUCTION HEADS FOR USE WITH ELECTRIC 
VACUUM CLEANERS FOR CLEANING FLOORS AND 
FLOOR COVERINGS; ELECTRICAL VACUUM CLEAN- 
ERS FOR CLEANING FLOORS BY THE APPLICATION 
AND REMOVAL OF LIQUID; ELECTRIC VACUUM 
CLEANERS FOR CLEANING AND DRYING FLOORS 
AND FLOOR COVERINGS; AND PARTS THEREFOR 
(U.S. CLS. 21 AND 23). 

FIRST USE 8-0-1988; IN COMMERCE 8-0-1988. 
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SN 73-782,623. ELECTRONIC SECURITY PRODUCTS OF 
CALIFORNIA, INC., CANOGA PARK, CA. FILED 
2-22-1989. 


INVISIBEAM 


FOR ELECTRONIC MONITORING EQUIPMENT AND 
ALARM SYSTEMS, NAMELY AN EXTERIOR PERIME- 
TER DETECTION APPARATUS USING ELECTRICALLY 
GENERATED VOICE RESPONSE (U.S. CL. 21). 

FIRST USE 1-7-1989; IN COMMERCE 1-7-1989. 


SN 73-786,593. AHGAR, INC., CHEVY CHASE, MD. FILED 
3-14-1989. 


DOCTOR’S OPTICAL AID 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OPTICAL AID”, APART FROM THE MARK AS 
SHOWN. 

FOR APPARATUS CONTAINING MAGNIFYING 
LENSES TO ASSIST IN READING AND IN VIEWING 
OBJECTS (U.S. CL. 26). 

FIRST USE 1-1-1989; INCOMMERCE 1-1-1989. 


SN 73-786,923. SPATIAL SYSTEMS PTY. LIMITED, MIL- 
SONS POINT, AUSTRALIA, FILED 3-13-1989. 


SPACEBALL 


FOR PERIPHERAL COMPUTER GRAPHICS INPUT AP- 
PARATUS WITH APPLICATIONS IN FIELDS SUCH AS 
GRAPHICS ANIMATION, FLIGHT SIMULATION, FLOW 
ANALYSIS, AND STEREO PLOTTING, SPECIFICALLY A 
RIGIDLY MOUNTED HAND-SIZE BALL WHICH WHEN 
TOUCHED CAUSES A CORRESPONDING MOVEMENT 
IN TWO OR THREE DIMENSIONS OF IMAGES DIS- 
PLAYED ON A COMPUTER SCREEN (U.S. CL. 26). 

FIRST USE 7-27-1987; IN COMMERCE 7-27-1987. 


SN 73-786,926. DOLPHIN COMPONENTS CORP., SOUTH 
SETAUKET, NY. FILED 3-13-1989. 


END-LESS TIE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TIE”, APART FROM THE MARK AS SHOWN. 

FOR ELECTRICAL CABLE TIES (U.S. CL. 21). 

FIRST USE 11-17-1988; IN COMMERCE 12-15-1988. 
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SN 73-787,357. ATAT TECHNOLOGY (1985) LTD., TEL 
AVIV, IRAN, FILED 3-16-1989. 


ABLD 


FOR AN ELECTRONIC AND MECHANICAL SENSING 
UNIT FOR ACTIVATING VEHICLE BRAKE LIGHTS 
PRIOR TO ACTUAL BRAKING (U.S. CL. 26). 

FIRST USE 10-13-1988; IN COMMERCE 10-13-1988. 


SN 73-787,524. ASHTON-TATE CORPORATION, TOR- 
RANCE, CA. FILED 3-20-1989. 


dBASE III PLUS 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “III”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR USE IN DATABASE 
MANAGEMENT (U.S. CL. 38). 

FIRST USE 12-28-1985; IN COMMERCE 12-28-1985. 


1,249,646, 1,538,129 AND 


SN 73-788,385. BURLE TECHNOLOGIES, INC., WILMING- 
TON, DE. FILED 3-22-1989. 


ALLEGIANT 


FOR SURVEILLANCE EQUIPMENT NAMELY, 
CLOSED CIRCUIT TELEVISION CAMERAS AND MONI- 
TORS, VIDEO TRANSMITTERS AND RECEIVERS AND 
VIDEO SWITCHES, COMPUTER PROGRAMS FOR CON- 
TROLLING SURVEILLANCE EQUIPMENT, TIME-LAPSE 
VIDEO CASSETTE RECORDERS AND PARTS FOR THE 
FOREGOING PRODUCTS (US. CLS. 21, 26 AND 38). 

FIRST USE 1-11-1989; IN COMMERCE 1-11-1989. 


SN 73-789,891. INTERNATIONAL CARDIOVASCULAR 
MEDICINE, INC., TARZANA, CA. FILED 3-29-1989. 


STAT-Glu 


FOR PORTABLE BLOOD CHEMISTRY DIAGNOSTIC 
UNIT (U.S. CL. 26). 
FIRST USE 3-13-1989; IN COMMERCE 3-13-1989. 
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SN 73-790,674. CAM SOFTWARE 
PROVO, UT. FILED 3-31-1989. 


INCORPORATED, 


Logiclree 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LOGICTREE”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER PROGRAM FOR A PERSONAL COM- 
PUTER EXPERT SYSTEM AND RELATED INSTRUC- 
TIONAL MATERIALS SOLD OR LICENSED AS A UNIT 
(US. CL. 38). 

FIRST USE 3-8-1989; IN COMMERCE 3-8-1989. 


SN 73-792,416. ATAT TECHNOLOGY (1985) LTD., TEL 
AVIV, ISRAEL, FILED 4-10-1989. 


ABLD -- ADVANCED BRAKE 
LIGHT DEVICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ADVANCED BRAKE LIGHT DEVICE”, APART 
FROM THE MARK AS SHOWN. 

FOR AN ELECTRONIC AND MECHANICAL SENSING 
UNIT FOR ACTIVATING VEHICLE BRAKE LIGHTS 
PRIOR TO ACTUAL BRAKING (U.S. CL. 26). 

FIRST USE 10-13-1988; IN COMMERCE 10-13-1988. 


SN 73-793,257. RELE’ FINDER S.P.A.. CANTALUPA 
(TURIN), ITALY, FILED 4-14-1989. 


a finder 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 47709C89, FILED 1-5-1989, REG. NO. 
508420, DATED 7-17-1989, EXPIRES 1-5-1999. 

OWNER OF U.S. REG. NO. 1,438,513. 

THE DESIGN PORTION OF THE MARK COMPRISES A 
CIRCLE WITHIN WHICH ARE INSCRIBED THE LET- 
TERS “R” AND “F” IN STYLIZED FORM. 

FOR ELECTRIC AND ELECTRONIC RELAYS; 
NAMELY, STEP RELAYS; MINIATURIZED RELAYS; 
AUXILIARY RELAYS; AND LIGHT SENSITIVE RELAYS 
(U.S. CL. 21). 
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SN 73-795,994. P C SYSTEM CONSULTANTS, LTD., MEL- 
VILLE, NY. FILED 4-26-1989. 


= Auto-Proxeque 


THE LINING FEATURES IN THE MARK ARE INHER- 
ENT ELEMENTS AND ARE NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK COMPRISES “AUTO-PRO” AND A STYL- 
IZED DESIGN OF AN AUTOMOBILE. 

FOR AUTOMOTIVE PARTS POINT OF SALE COMPUT- 
ER AND CASH REGISTER (U.S. CL. 26). 

FIRST USE 11-15-1988; IN COMMERCE 11-15-1988. 


SN 73-796,112. ITT CORPORATION, NEW YORK, NY. 
FILED 4-27-1989. 


OWNER OF US. REG. NOS. 1,217,367, 1,372,168 AND 
OTHERS. 

FOR CONTROL ELEMENTS - NAMELY, REGULA- 
TORS, TRANSDUCERS, ACTUATORS, POSITIONERS, 
RELAYS (U.S. CLS. 21 AND 26). 

FIRST USE 0-0-1973; IN COMMERCE 0-0-1973. 


SN 73-796,133. 
4-27-1989. 


X.LO.A., INC, OAKLAND, NJ. FILED 


Mi) 


ny) 
hg 


mc) 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “IMAGES”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND NOT INTENDED TO INDI- 
CATE COLOR. 

FOR MEDICAL X-RAY FILM PROCESSORS (U.S. CLS. 
26 AND 44). 

FIRST USE 3-1-1988; IN COMMERCE 3-1-1988. 
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SN 73-796,361. INTEL CORPORATION, SANTA CLARA, 
CA. FILED 4-28-1989. 


1/50 


FOR COMPUTER HARDWARE AND SOFTWARE 
NAMELY, COMPUTER CHIPS, SEMICONDUCTOR CHIPS, 
VIDEO CIRCUIT BOARDS, VIDEO PROCESSORS, COM- 
PUTER APPLICATION PROGRAMS IN THE FIELD OF 
VIDEO PROCESSING, AND COMPUTER OPERATING 
PROGRAMS (U.S. CLS. 26 AND 38). 

FIRST USE 3-27-1989; IN COMMERCE 3-27-1989. 


SN 73-796,362. INTEL CORPORATION, SANTA CLARA, 
CA. FILED 4-28-1989. 


DVI 


FOR COMPUTER HARDWARE AND SOFTWARE 
NAMELY, COMPUTER CHIPS, SEMICONDUCTOR CHIPS, 
VIDEO CIRCUIT BOARDS, VIDEO PROCESSORS, COM- 
PUTER APPLICATION PROGRAMS IN THE FIELD OF 
VIDEO PROCESSING, AND COMPUTER OPERATING 
PROGRAMS (U.S. CLS. 26 AND 38). 

FIRST USE 3-27-1989; IN COMMERCE 3-27-1989. 


SN 73-796,822. PRODUCTIVITY CENTER, THE, ST. 
LOUIS, MO. FILED 5-1-1989. 


PRO-CRS 


FOR COMPUTER PROGRAMS AND INSTRUCTION 
MANUALS SOLD TOGETHER AS A UNIT, FOR USE IN 
THE OPERATION, CONTROL AND REPORTING OF 
BUSINESS ACTIVITIES (U.S. CL. 38). 

FIRST USE 4-18-1988; IN COMMERCE 4-18-1988. 
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SN 73-800,960. SAIA AG, MURTEN, SWITZERLAND, 
FILED 5-18-1989. 


SAIA 


OWNER OF U.S. REG. NOS. 220,441 AND 863,445. 

FOR ELECTRIC, ELECTRONIC AND ELECTRO-ME- 
CHANICAL PRODUCTS AND APPARATUS OR COMBI- 
NATIONS THEREOF, NAMELY, SWITCH CLOCKS, CON- 
TROL CLOCKS, TIME SWITCHES, CUT-OUT SWITCHES, 
SHORT-TIME SWITCHES, REMOTE-CONTROL SWITCH- 
ES, RELAYS, TIME RELAYS, STAIRCASE SWITCHES, 
AUTOMATIC TEMPERATURE SWITCHES, PRESSURE 
SWITCHES, ELECTRICAL TEMPERATURE REGULA- 
TORS, PRESSURE REGULATORS, FLOAT-CON- 
TROLLED SWITCHES, LEVEL REGULATORS, SMALL 
ELECTRIC MOTORS, OTHER THAN FOR LAND VEHI- 
CLES - NAMELY DRIVING MOTORS, SYNCHRONOUS 
MOTORS, STEPPING MOTORS; TIMERS, REVERSING 
SWITCHES, SMALL SWITCHES, MICRO-SWITCHES, 
STEPPING SWITCHES, ROTATABLE SELECTING 
SWITCHES, STEPPING RELAYS, SWITCHES AND 
RELAYS CONTROLLABLE BY CURRENT PULSES, 
PULSE COUNTERS, CONTACTORS, SMALL CONTAC- 
TORS; APPARATUS FOR AUTOMATIZATION, NAMELY, 
TIMERS, PROGRAMMERS, PROGRAMMABLE CON- 
TROLLERS, LIMIT GAGES, LIMIT SWITCHES, GAUGES, 
MONITORS, SORTERS, COUNTERS, PULSE COUNTERS, 
PROXIMITY SWITCHES, OPTICAL SENSORS, SMALL 
AND MINIATURIZED MECHANICAL-OPTICAL 
SWITCHING ELEMENTS, SAFETY PLUGS AND CON- 
NECTORS AND TERMINAL STRIPS FOR LIGHT CON- 
DUCTORS (U.S. CLS. 21 AND 26). 

FIRST USE 8-7-1924; IN COMMERCE 0-0-1926. 


SN 73-801,031. MATHEMAESTHETICS, INC., BROOK- 
LINE, MA. FILED 5-18-1989. 


THE STIPPLING IN THE DRAWING OF THE MARK IS 
A FEATURE OF THE MARK NOT INTENDED TO INDI- 
CATE COLOR. 

FOR UTILITY PROGRAM WHICH IS A RESOURCE 
EDITOR FOR MICRO-COMPUTERS (U.S. CL. 38). 

FIRST USE 4-14-1989; IN COMMERCE 4-14-1989. 
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SN 73-802,085. MAPLE CHASE COMPANY, DOWNERS 
GROVE, IL. FILED 5-23-1989. 


OWNER OF U.S. REG. NO. 1,240,986. 

FOR ELECTRICAL FIRE AND SMOKE DETECTORS 
(U.S. CLS. 21 AND 26). 

FIRST USE 12-1-1977; IN COMMERCE 12-1-1977. 


SN 73-803,256. SIMMONS-RAND COMPANY, 
VA. FILED 5-30-1989. 


BRISTOL, 


UNICHARGER HD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HD”, APART FROM THE MARK AS SHOWN. 

FOR BATTERY CHARGER (U.S. CL. 21). 

FIRST USE 8-22-1988; IN COMMERCE 8-22-1988. 


SN 73-804,707. LOUVAU, GORDON, CARMEL, CA. AND 
SEER, JOHN, CARMEL, CA. FILED 6-5-1989. 


LEDGER DOMAIN 


FOR COMPUTER PROGRAMS FOR USE IN THE FIELD 
OF ACCOUNTING (U.S. CL. 38). 
FIRST USE 5-22-1989; IN COMMERCE 5-22-1989. 


SN 73-806,025. LIQUID AIR CORPORATION, WALNUT 
CREEK, CA. FILED 6-12-1989. 


LIQUID AIR 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR PRESSURE REGULATORS, PRESSURE GAUGES, 
AUTOMATIC GAS PRESSURE REGULATING VALVES, 
PRESSURE RELIEF VALVES, FLOW METERS, REGULA- 
TORS, AND INDICATORS FOR CONTROL PANELS, 
AND CONTROLS FOR DIRECTING THE FLOW OF GAS; 
PROPORTIONING METERS AND VALVES FOR GAS IN 
AN INDUSTRIAL PROCESS, COMPUTER CONTROLLED 
ANALYZERS AND COMPUTER CONTROLLED PROPOR- 
TIONING VALVES FOR GASES, AND GAS PRESSURE 
REGULATING, FLOW CONTROLLING AND PROPOR- 
TIONING UNITS FOR THE HANDLING AND ADMINIS- 
TRATION OF MEDICAL GASES (U.S. CLS. 21, 23 AND 


1,072,959, 1,437,733 AND 


FIRST USE 6-0-1987; IN COMMERCE 6-0-1987. 
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SN 73-806,885. SERVICE ENGINEERING INC., INDIANAP- 
OLIS, IN. FILED 6-15-1989. 


THE MARK CONSISTS OF THE WORD, “OWL” AND 
THE REPRESENTATION OF AN OWL'S FACE. 

FOR ELECTRONIC PATTERN RECOGNITION APPA- | 
RATUS FOR USE IN PARTS HANDLING APPARATUS 
USED IN MANUFACTURING (U.S. CLS. 23 AND 26). 

FIRST USE 6-12-1989; IN COMMERCE 6-12-1989. 


SN 73-807,791. GUARDIAN, INC., DBA LIFE SOUNDS, 
INC., ALBUQUERQUE, NM. FILED 6-19-1989. 


LIFESOUNDS 


FOR AUDIO CASSETTES CONTAINING SUBCON- 
SCIOUS OR SUBLIMINAL MESSAGES (U.S. CL. 21). 
FIRST USE 12-1-1988; IN COMMERCE 12-21-1988. 


SN 73-808,837. TELEVISION EDUCATION NETWORK, 
INC., NEW YORK, NY. FILED 6-26-1989. 


TEN 


FOR PRERECORDED VIDEO CASSETTE TAPES AND 
ACCOMPANYING MANUALS IN THE FIELD OF CON- 
TINUING PROFESSIONAL EDUCATION (U.S. CL. 21). 

FIRST USE 5-8-1989; IN COMMERCE 5-8-1989. 
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SN 73-808,986. TELEVISION EDUCATION NETWORK, 
INC., NEW YORK, NY. FILED 6-26-1989. 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

FOR PRERECORDED VIDEO CASSETTE TAPES AND 
ACCOMPANYING MANUALS IN THE FIELD OF CON- 
TINUING PROFESSIONAL EDUCATION (U.S. CL. 21). 

FIRST USE 5-8-1989; IN COMMERCE 5-8-1989. 


SN 73-809,076. HAZELDEN FOUNDATION, INC., CENTER 
CITY, MN. FILED 6-26-1989. 


sannin 


FOR AUDIO CASSETTES CREATED TO SUPPLEMENT 
AND SUPPORT THE ADDITION TWELVE STEP RECOV- 
ERY PROGRAM (U.S. CL. 36). 

FIRST USE 5-4-1987; IN COMMERCE 5-4-1987. 


SN 73-809,346. TELEDYNE INDUSTRIES, INC., LOS AN- 
GELES, CA. FILED 6-27-1989. 


THERMALITE 


FOR ELECTRICAL WIRE AND CABLE FOR USE IN 
THE AEROSPACE INDUSTRY (U.S. CL. 21). 
FIRST USE 3-9-1989; IN COMMERCE 3-9-1989. 


SN 73-810,230. DEUTSCH RELAYS, INC., EAST NORTH- 
PORT, NY. FILED 7-3-1989. 


SBR 


FOR ELECTROMECHANICAL RELAYS (U.S. CLS. 21 
AND 26). 
FIRST USE 10-16-1986; IN COMMERCE 6-23-1989. 
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SN 73-811,188. TECHNAFLOW, INC., WARREN, OH. 
FILED 6-30-1989. 


TECHNIELSS 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 

FOR AUTOMATIC, METAL, GATE VALVES, FOR 
REGULATING INDUSTRIAL FLUID FLOW (US. CL. 26). 

FIRST USE 10-31-1988; IN COMMERCE 10-31-1988. 


SN 73-811,340. DEGEM SYSTEMS LTD., TEL AVIV, 
ISRAEL, FILED 7-7-1989. 


DEGEM 


THE ENGLISH TRANSLATION 
“DEGEM” IN THE MARK IS 
DIGM”. 

FOR TECHNOLOGICAL LEARNING’ SYSTEMS, 
NAMELY COMPUTERIZED SIMULATORS AND COM- 
PUTERIZED DEMONSTRATORS FOR USE IN ACADEM- 
IC, VOCATIONAL, INDUSTRIAL AND MILITARY 
FIELDS (U.S. CL. 38). 

FIRST USE 6-26-1981; IN COMMERCE 6-26-1981. 


OF THE WORD 
“MODEL” OR “PARA- 


SN 73-811,498. LRS, INC., SOUTH EL MONTE, CA. FILED 
7-10-1989. 


ENVIROTRAC 


FOR COMPUTER PROGRAMS FOR USE IN MONITOR- 
ING LIQUID FUEL IN TANKS AND DISPENSED FROM 
TANKS TO DETERMINE FUEL LOSS (U.S. CL. 38). 

FIRST USE 1-5-1989; IN COMMERCE 2-21-1989. 


SN 73-811,546. THIRD CORPORATION, HUNTSVILLE, 
AL. FILED 7-7-1989. 


BILLBOARD OF 
IMAGINATION 


FOR COMPUTER PROGRAM DISCS, INSTRUCTION 
MANUALS SOLD WITH THE PROGRAM DISCS, AND 
INSTRUCTIONAL OR PROMOTIONAL VIDEO TAPES, 
WHICH PROVIDE INFORMATION AND ENTERTAIN- 
MENT FOR USE IN NIGHTCLUBS, HOTEL ROOMS OR 
LOBBIES, THE WAITING AREAS OF MEDICAL OF- 
FICES, HOSPITALS AND OTHER BUSINESSES (U.S. CLS. 
21 AND 38). 

FIRST USE 1-17-1986; IN COMMERCE 4-18-1987. 
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SN 73-811,634. TRIJICON, INC., FARMINGTON HILLS, ML 
FILED 7-10-1989. 


THE MARK CONSISTS OF A FANCIFUL DEPICTION 
OF THE LETTER “T”. 

FOR A SELF-LUMINOUS HANDGUN SIGHT (U.S. CL. 
21). 

FIRST USE 10-31-1988; IN COMMERCE 10-31-1988. 


SN 73-811,998. INFORMATION RESEARCH CORPORA- 
TION, CHARLOTTESVILLE, VA. FILED 7-12-1989. 


SYZYGY 


FOR COMPUTER PROGRAMS AND PROGRAM MANU- 
ALS ALL SOLD AS A UNIT FOR USE IN BUSINESS AP- 
PLICATIONS (U.S. CL. 38). 

FIRST USE 9-14-1988; IN COMMERCE 9-14-1988. 


SN 73-813,141. DUNLOP MANUFACTURING, INC., BENI- 
CIA, CA. FILED 7-17-1989. 


oto Vibe 


FOR DOPPLER SYNTHESIZER (U.S. CL. 26). 
FIRST USE 6-13-1989; IN COMMERCE 6-13-1989. 
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SN 73-813,143. DUNLOP MANUFACTURING, INC., BENI- 
CIA, CA. FILED 7-17-1989. 


FOR DOPPLER SYNTHESIZER (U.S. CLS. 21 AND 26). 
FIRST USE 6-13-1989; IN COMMERCE 6-13-1989. 


SN 73-813,364. BELWITH INTERNATIONAL LTD., CITY 
OF INDUSTRY, CA. FILED 7-18-1989. 


LC.U, 


FOR OPTICAL DOOR VIEWERS (U.S. CLS. 13 AND 26). 
FIRST USE 7-3-1967; IN COMMERCE 7-14-1967. 


SN 73-813,440. JAZZERCISE, INC. CARLSBAD, CA. 
FILED 7-19-1989. 


JAZZERCISE 


OWNER OF US. REG. NOS. 
OTHERS. 

FOR PRE-RECORDED VIDEO TAPES FEATURING 
FITNESS PROGRAMS (U.S. CL. 21). 

FIRST USE 9-15-1979; IN COMMERCE 9-15-1979. 


1,079,083, 1,470,096 AND 


SN 73-813,700. OTSUKA ELECTRONICS (U.S.A.) INC., HA- 
VERTOWN, PA. FILED 7-20-1989. 


VIVOSPEC 


FOR MAGNETIC IMAGING SPECTROMETERS (U.S. 
CL. 21). 
FIRST USE 11-14-1988; IN COMMERCE 11-14-1988. 
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SN 73-814,220. CIPHER DATA PRODUCTS, INC., SAN 
DIEGO, CA. FILED 7-24-1989. 


LLL 


FOR MAGNETIC TAPE DRIVES USED FOR DIGITAL 
DATA STORAGE (U.S. CL. 26). 
FIRST USE 12-23-1988; IN COMMERCE 12-23-1988. 


SN 73-814,501. J. L. HARPER, INC., EL SEGUNDO, CA. 
FILED 7-24-1989. 


HARPER DESIGNS 


FOR KITS FOR MAKING KALEIDOSCOPES (U.S. CL. 


FIRST USE 6-9-1989; IN COMMERCE 6-9-1989. 


SN 73-814,519. TRUSTEE FOR AMERICAN SAW & MFG. 
COMPANY, EAST LONGMEADOW, MA. FILED 
7-24-1989. 


TRAVERSE-MASTER 


FOR FEEDING RATE INDICATOR FOR BANDSAW 
MACHINES (U.S. CL. 26). 
FIRST USE 4-7-1989; IN COMMERCE 4-7-1989. 


SN 73-814,676. EPD TECHNOLOGY CORPORATION, 
ELMSFORD, NY. FILED 7-25-1989. 


SS 


FOR COMPUTER PROGRAMS FOR USE IN REPORT- 
ING STEAM TRAP SURVEYS (U.S. CL. 38). 
FIRST USE 3-3-1989; IN COMMERCE 4-2-1989. 


SN 73-814,678. GTO, INC., TALLAHASSEE, FL. FILED 
7-25-1989. 


MIGHTY MULE 


FOR ELECTRONIC AUTOMATIC GATE OPENERS 
(U.S. CLS. 21 AND 26). 
FIRST USE 12-1-1988; IN COMMERCE 12-1-1988. 
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SN 73-815,047. HEADLAND TECHNOLOGY INC., FRE- 
MONT, CA. FILED 7-26-1989. 


Headland 


Technology 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNOLOGY”, APART FROM THE MARK AS 
SHOWN. 

FOR SEMICONDUCTOR CHIPS AND PRINTED CIR- 
CUIT BOARDS (U.S. CL. 21). 

FIRST USE 7-19-1989; IN COMMERCE 7-19-1989. 


SN 73-815,203. DEFENSE ENGINEERING SYSTEMS, INC., 
MIDDLETOWN, RI. FILED 7-27-1989. 


THE STIPPLING IN THE MARK IS A FEATURE 
THEREOF AND DOES NOT REPRESENT COLOR. 

FOR COMPUTER PROGRAM FOR USE BY ENGINEERS 
(U.S. CL. 38). 

FIRST USE 7-18-1989; IN COMMERCE 7-18-1989. 


SN 73-815,236. SAS INSTITUTE INC., CARY, NC. FILED 
7-27-1989. 


JMP 


FOR COMPUTER PROGRAMS FOR USE IN STATISTI- 
CAL ANALYSIS AND PROGRAM MANUALS SOLD AS A 
UNIT (U.S. CL. 38). 

FIRST USE 6-19-1989; IN COMMERCE 6-19-1989. 


SN 73-815,253. ASHTECH, INC., SUNNYVALE, CA. FILED 
7-27-1989. 


ASHTECH 


FOR ELECTRONIC RECEIVING APPARATUS FOR 
SATELLITE BASED NAVIGATION AND SURVEY (U.S. 
CL. 26). 

FIRST USE 12-0-1988; IN COMMERCE 12-0-1988. 
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SN 73-815,568. HAWKEYE IMAGING SYSTEMS, INC., 
BRENTWOOD, TN. FILED 7-27-1989. 


FOR COLOR ELECTRONIC PRE-PRESS EQUIPMENT, 
NAMELY SCANNERS, CENTRAL PROCESSING UNITS 
FOR MANIPULATION OF DATA, AND LASER PRINT- 
ERS FOR OUTPUTTING COLOR SEPARATIONS, FOR 
USE IN THE PRINTING INDUSTRY (U.S. CLS. 21 AND 
26). 

FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 73-815,601. DATALINE CORPORATION, WILTON, CT. 
FILED 7-31-1989. 


DATALINE 


OWNER OF U.S. REG. NO. 1,168,145. 

FOR COMPUTERS AND COMPUTER PROGRAMS 
DEALING WITH BUILDING MATERIALS SUPPLY (U.S. 
CLS. 26 AND 38). 


FIRST USE 6-30-1972; IN COMMERCE 6-30-1972. 


SN 73-815,850. AMERICAN TELEPHONE AND TELE- 
GRAPH COMPANY, NEW YORK, NY. FILED 7-31-1989. 


XWIN 


FOR COMPUTER PROGRAMS FOR USE IN GRAPHI- 
CAL APPLICATIONS (U.S. CL. 38). 


FIRST USE 9-21-1988; IN COMMERCE 9-21-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-816,643. MOTOROLA, INC., SCHAUMBURG, IL. 
FILED 8-2-1989. 


EMX 


FOR RADIO COMMUNICATIONS SYSTEMS, EQUIP- 
MENT AND ACCESSORIES - NAMELY, CONTROL TER- 
MINALS, RADIO TRANSMITTERS, RADIO RECEIVERS, 
RADIO CONTROLLERS, BATTERIES, CASES AND 
PARTS THEREFOR (U.S. CLS. 21 AND 26). 


FIRST USE 4-19-1980; IN COMMERCE 4-19-1980. 


SN 73-817,162. GRUENBERG VIDEO GROUP INCORPO- 
RATED, PHILADELPHIA, PA. FILED 8-3-1989. 


VIDEOVATION 


OWNER OF U.S. REG. NO. 1,541,921. 

FOR PRERECORDED VIDEOCASSETTE TAPES, AND 
WORKBOOKS AND MANUALS INSTRUCTING HOW TO 
TAPE, SCRIPT, EDIT AND PRODUCE PRERECORDED 
VIDEOCASSETTE TAPES (U.S. CL. 21). 

FIRST USE 4-26-1988; IN COMMERCE 4-26-1988. 


SN 73-817,316. PHOTO AUDIO CONSUMER ELECTRON- 
ICS MARKETING CORPORATION, NEW YORK, NY. 
FILED 8-7-1989. 


INSTA-PHRASE 


FOR COMBINATION OF AN ELECTRONIC CALCULA- 
TOR, TRANSLATOR, ALARM CLOCK, AND CURRENCY 
CONVERTER (U.S. CLS. 26 AND 27). 

FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 73-817,372. TAMKO ASPHALT PRODUCTS, INC., 
JOPLIN, MO. FILED 8-7-1989. 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 

FOR COMPUTER PROGRAMS FOR DESIGN 
DRAFTING SYSTEMS FOR COMMERCIAL 
SPECIFICATIONS (U.S. CL. 38). 

FIRST USE 5-30-1989; IN COMMERCE 5-30-1989. 


AND 
ROOFING 
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CLASS 9—(Continued). 


SN 73-817,386. STATS+, INC., HOUSTON, TX. FILED 
8-7-1989. 


STATS PLUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STATS”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR SALON MANAGE- 
MENT REPORTING APPLICATIONS (U.S. CL. 38). 

FIRST USE 1-6-1989; IN COMMERCE 1-6-1989. 


SN 73-817,593. ZIRCO, INC., WHEAT RIDGE, CO. FILED 
8-7-1989. 


POWERTRIP 


FOR ELECTRICAL AND SCIENTIFIC INSTRUMENTS, 
NAMELY POWER INVERTER UNITS (U.S. CL. 21). 
FIRST USE 3-28-1989; IN COMMERCE 3-28-1989. 


SN 73-817,715. DIALOG INFORMATION SERVICES, INC., 
PALO ALTO, CA. FILED 8-7-1989. 


DIALOGLINK 


OWNER OF U.S. REG. NO. 1,024,906. 


FOR COMPUTER PROGRAMS FOR ON-LINE COMMU- 
NICATIONS AND INFORMATION MANAGEMENT, AND 


MANUALS SOLD THEREWITH (U.S. CL. 38). 
FIRST USE 12-0-1985; IN COMMERCE 12-0-1985. 


SN 73-817,747. SAJID MARKETING CORP., BROOKLYN, 


NY. FILED 8-7-1989. 


TRAVEL2000 


FOR COMPUTER PROGRAMS ON SOFTWARE DIS- 
KETTES FOR USE BY TRAVEL AGENTS (U.S. CL. 38). 


FIRST USE 8-2-1989; IN COMMERCE 8-2-1989. 


SN 73-818,170. WEYERHAEUSER COMPANY, TACOMA, 


WA. FILED 8-9-1989. 


WorkSmart 


FOR COMPUTER PROGRAMS USED FOR MANUFAC- 
TURING MAINTENANCE MANAGEMENT CONTROL 
SYSTEMS AND COMPUTER INSTRUCTION MANUALS 


FOR USE WITH SAME (U.S. CL. 38). 
FIRST USE 6-16-1986, IN COMMERCE 6-16-1986. 
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SN 73-818,209. ACCOM, INC., MENLO PARK, CA. FILED 
8-10-1989. 


Accom 


FOR DIGITAL VIDEO EQUIPMENT, NAMELY DIGI- 
TAL IMAGE ENHANCERS (US. CL. 21). 
FIRST USE 4-9-1988; IN COMMERCE 4-9-1988. 


SN 73-818,282. INFORMATION PROCESSING TECH- 
NIQUES, CORPORATION, PALO ALTO, CA. FILED 
8-11-1989. 


FORTRAN-LINT 


FOR COMPUTER PROGRAM SOURCE LEVEL CODE 
ANALYZER FOR FORTRAN PROGRAMMING (U.S. CL. 
38). 

FIRST USE 6-0-1986; IN COMMERCE 6-0-1986. 


SN 73-818,283. INFORMATION PROCESSING TECH- 
NIQUES, CORPORATION, PALO ALTO, CA. FILED 
8-11-1989. 


LINT-PLUS 


FOR COMPUTER PROGRAM SOURCE LEVEL CODE 
ANALYZER FOR “C” LANGUAGE PROGRAMMING (U.S. 
CL. 38). 

FIRST USE 12-0-1984; IN COMMERCE 12-0-1984. 


SN 73-818,415. ECS DEVELOPMENT CORPORATION, 
DBA ECS DEVELOPMENT CO., REDMOND, WA. 
FILED 8-10-1989. 


MULTICO 


FOR COMPUTER PROGRAM WHICH LISTS PREMIUM 
INFORMATION FOR COMPANIES WITHIN THE INSUR- 
ANCE INDUSTRY FOR PURPOSES OF COMPARATIVE 
RATING (U.S. CL. 38). 

FIRST USE 2-5-1985; IN COMMERCE 2-5-1985. 
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SN 73-818,477. MOTOROLA INC., BOYNTON BEACH, FL. 
FILED 8-10-1989. 


DIRECTOR II SV 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “II”, APART FROM THE MARK AS SHOWN. 

FOR PORTABLE RADIO COMMUNICATION RECEIV- 
ERS (U.S. CL. 21). 

FIRST USE 7-7-1989; IN COMMERCE 7-7-1989. 


SN 73-818,478. MOTOROLA INC., BOYNTON BEACH, FL. 
FILED 8-10-1989. 


MINITOR II SV 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “II”, APART FROM THE MARK AS SHOWN. 

FOR PORTABLE RADIO COMMUNICATION RECEIV- 
ERS (U.S. CL. 21). 

FIRST USE 7-7-1989; IN COMMERCE 7-7-1989. 


SN 73-818,549. OLDHAM ASSOCIATES, INC., DBA DIGI- 
TAL TECHNOLOGY INTERNATIONAL, OREM, UT. 
FILED 8-10-1989. 


SPEEDSETTER 


FOR COMPUTER PROGRAMS FOR USE IN NEWSPA- 
PER LAYOUT AND COMPOSITION (U.S. CL. 38). 
FIRST USE 4-26-1989; IN COMMERCE 4-26-1989. 


SN 73-818,988. NORAND CORPORATION, CEDAR 
RAPIDS, IA. FILED 8-14-1989. 


ROUTE-COMMANDER 


OWNER OF U.S. REG. NO. 1,198,557. 

FOR COMPUTER HARDWARE - NAMELY, PORTABLE 
AND MOBILE HAND-HELD COMPUTERS AND DATA 
UTILIZATION DEVICES COMPOSED OF TERMINALS, 
KEYBOARDS, RECORDERS AND CONSOLES (U.S. CL. 
26). 

FIRST USE 11-19-1979; IN COMMERCE 11-19-1979. 


SN 73-819,302. POST DATA SERVICES CORP., DBA PDS 
SPORTS, TORRANCE, CA. FILED 8-14-1989. 


SPORTS JUDGE’S 


FOR COMPUTER PROGRAMS FOR USE IN THE FIELD 
OF SPORTS HANDICAPPING (U.S. CL. 38). 
FIRST USE 6-0-1983; IN COMMERCE 6-0-1983. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-819,370. AMERICAN TELEPHONE AND TELE- 
GRAPH COMPANY, NEW YORK, NY. FILED 8-15-1989. 


STARGROUP 


FOR COMPUTER PROGRAMS FOR NETWORKING 
CONNECTIVITY APPLICATIONS (U.S. CL. 38). 
FIRST USE 3-0-1989; IN COMMERCE 3-0-1989. 


SN 73-819,562. DATATREK CORP., ELKHART, IN. FILED 
8-16-1989. 


DATATREK 


FOR DATA COMMUNICATION EQUIPMENT, 
NAMELY MODEMS (U.S. CL. 26). 
FIRST USE 3-15-1989; IN COMMERCE 3-15-1989. 


SN 73-819,862. SILVON SOFTWARE, INC., ELMHURST, 
IL. FILED 8-18-1989. 


SALESTRACKER 


FOR COMPUTER PROGRAMS FOR ASSISTING IN 
ANALYZING SALES AND BUDGETS, AND PROGRAM 
MANUALS SOLD AS A UNIT (U.S. CL. 38). 

FIRST USE 2-26-1989; IN COMMERCE 2-26-1989. 


SN 73-819,909. LEXITECH, INC., NEW HAVEN, CT. FILED 
8-18-1989. 


LEXITECH 


FOR COMPUTER PROGRAMS FOR PROVIDING 
INTERACTIVE SELF-SERVICE INFORMATION SYS- 
TEMS (U.S. CL. 38). 

FIRST USE 8-0-1983; IN COMMERCE 9-0-1985. 


SN 73-820,015. TERRAPLEXER CORPORATION OF 
AMERICA, NEW YORK, NY. FILED 8-16-1989. 


Terraplexer 


FOR COMMUNICATIONS APPARATUS TO EXPAND 
TELEPHONE LINE CAPACITY (U.S. CL. 21). 
FIRST USE 1-0-1986, IN COMMERCE 1-0-1986. 
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SN 73-820,229. GEIST, 
8-21-1989. 


INC., LINCOLN, NE. FILED 


FAXCESSORY 


FOR FACSIMILE SURGE SUPPRESSOR (U.S. CL. 26). 
FIRST USE 10-0-1988; IN COMMERCE 10-0-1988. 


SN 73-820,241. SIMA PRODUCTS CORPORATION, 
SKOKIE, IL. FILED 8-21-1989. 


CAMPACK 


FOR BATTERY FOR VIDEO CAMERA LIGHT (U.S. CL. 
21). 
FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 73-820,339. WARREC COMPANY, THE, NEW YORK, 
NY. FILED 8-21-1989. 


VIATEX SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEM”, APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC DISPLAY SIGNS FOR USE IN THE 
TRANSPORTATION INDUSTRY (U.S. CL. 21). 

FIRST USE 8-7-1989; IN COMMERCE 8-7-1989. 


SN 73-820,878. REAL IDEAS, INC., CHATSWORTH, GA. 
FILED 8-22-1989. 


FIRE OUT! 


FOR HAND HELD FIRE EXTINGUISHERS IN AERO- 
SOL FORM (U.S. CL. 23). 
FIRST USE 2-16-1989; IN COMMERCE 2-16-1989. 
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SN 73-821,054. SIGNAL TECHNOLOGY INCORPORATED, 
GOLETA, CA. FILED 8-23-1989. 


THE MARK COMPRISES A DESIGN OF A MODIFIED 
STAR. 

FOR COMPUTER PROGRAMS AND MANUALS SOLD 
AS A UNIT FOR INTEGRATING APPLICATION PRO- 
GRAMS (U.S. CL. 38). 

FIRST USE 7-27-1989; IN COMMERCE 7-27-1989. 


SN 73-821,192. ESM INTERNATIONAL, INC., HOUSTON, 
TX. FILED 8-24-1989. 


SHELL-EX 


FOR COMMERCIAL OPTO-ELECTRONIC SORTING 
MACHINES FOR REMOVING NUT SHELLS FROM 
MEAT (U.S. CLS. 21 AND 26). 

FIRST USE 8-15-1989; IN COMMERCE 8-15-1989. 


SN 73-821,249. E. S. RITCHIE & SONS, INC., PEMBROKE, 
MA. FILED 8-24-1989. 


POWERDAMP PLUS 


FOR NAVIGATIONAL INSTRUMENTS, NAMELY, 
DIALS FOR MAGNETIC COMPASSES (U.S. CL. 26). 
FIRST USE 9-0-1986; IN COMMERCE 9-0-1986. 


SN 73-821,262. E. S. RITCHIE & SONS, INC., PEMBROKE, 
MA. FILED 8-24-1989. 


POWERDAMP 


FOR NAVIGATIONAL INSTRUMENTS, NAMELY, 
DIALS FOR MAGNETIC COMPASSES (U.S. CL. 26). 
FIRST USE 9-0-1979; IN COMMERCE 9-0-1979. 
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SN 73-821,733. CROSLEY GROUP, INC., THE, WINSTON- 
SALEM, NC. FILED 8-22-1989. 


SUPER V 


FOR TELEVISION RECEIVERS (U.S. CL. 21). 
FIRST USE 8-8-1989; IN COMMERCE 8-8-1989. 


SN 73-822,118. ACORN ENGINEERING COMPANY, CITY 
OF INDUSTRY, CA. FILED 8-28-1989. 


FLEX-TROL 


FOR AUTOMATIC TIMING WATER CONSERVING 
VALVE WITH ADJUSTABLE TIMING CYCLE (US. CLS. 
13 AND 23). 

FIRST USE 9-14-1983; IN COMMERCE 9-14-1983. 


SN 73-823,752. PMC, INC., SUN VALLEY, CA. FILED 
9-6-1989. 


RIMTEMP 


FOR TEMPERATURE CONTROL UNIT FOR HIGH 
PRESSURE MACHINE FOR PROPORTIONING AND DIS- 
PENSING URETHANE FOAM (U.S. CLS. 23 AND 26). 

FIRST USE 6-9-1989; IN COMMERCE 6-9-1989. 


CLASS 10—MEDICAL APPARATUS 


SN 73-652,656. FUKUDA DENSHI CO., LTD., TOKYO, 
JAPAN, FILED 4-1-1987. 


ECHODRAPE 


PRIORITY CLAIMED UNDER SEC. 44D) ON JAPAN 
APPLICATION NO. 104825/1986, FILED 10-2-1986, REG. 
NO. 1948016, DATED 4-30-1987, EXPIRES 4-30-1997. 

FOR DISPOSABLE ELECTRODE PADS FOR ELEC- 
TROCARDIOGRAPHY AND ECHOCARDIOGRAPHY (U.S. 
CL. 44). 


SN 73-705,176. FLORIDA PROBE CORPORATION, 
GAINESVILLE, FL. FILED 1-11-1988. 


FLORIDA PROBE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROBE”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR ELECTRONIC PERIODONTAL INSTRUMENTS, 
INCLUDING A MECHANICAL PROBE AND ELECTRI- 
CAL COMPONENTS, USED TO MEASURE GUM DEPTH 
(US. CL. 44). 

FIRST USE 7-25-1987; IN COMMERCE 9-22-1987. 
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SN 73-720,548. TRI-STATE HOSPITAL SUPPLY CORPO- 
RATION, HOWELL, ML. FILED 4-4-1988. 


CENTURION 


OWNER OF U.S. REG. NO. 1,206,998. 

FOR WASTE COLLECTION CARTS FOR HOSPITAL 
LINENS AND HAZARDOUS WASTES (U.S. CL. 19). 

FIRST USE 9-0-1986, IN COMMERCE 9-0-1986. 


SN 73-773,920. OXEQUIP HEALTH INDUSTRIES, INC., ST. 
LOUIS, MO. FILED 1-10-1989. 


Oe Se 


OWNER OF U.S. REG. NOS. 692,888 AND 918,122. 

FOR MEDICAL/SURGICAL PIPE SIZING CALCULA- 
TOR, MEDICAL GAS OUTLETS, RIGID SURGICAL 
CEILING COLUMNS, VACUUM PUMPS, AIR COMPRES- 
SORS, SUCTION REGULATORS AND MANIFOLDS (U.S. 
CL. 44). 

FIRST USE 5-1-1977; IN COMMERCE 5-1-1977. 


SN 73-773,928. STANDEX INTERNATIONAL, SALEM, NH. 
FILED 1-10-1989. 


UNIVERSAL HEADRAISER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEADRAISER”, APART FROM THE MARK AS 
SHOWN. 

FOR CHIROPRACTIC TABLE COMPONENTS FOR 
PRECISE POSITIONING OF PATIENT'S CERVICAL 
SPINE AND HIPS (U.S. CL. 44). 

FIRST USE 5-15-1987; IN COMMERCE 5-15-1987. 


SN 73-780,877. AEGIS MEDICAL, INC., DENVER, CO. 
FILED 2-15-1989. 


AVATAR 


FOR PERSONAL BOWEL CARE SYSTEM WHICH IN- 
FUSES WATER INTO THE RECTUM FOR REMOVAL OF 
FECAL MATTER OR OTHER BOWEL OBSTRUCTIONS 
CONSISTING OF A CHARGER, FILLER HOSE, AERA- 
TOR ADAPTOR, DRAIN TUBE AND STARTER KIT 
WITH GLOVES, BED PADS AND LUBRICANT (US. CL. 
44). 

FIRST USE 10-21-1988; IN COMMERCE 10-21-1988. 
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SN 73-791,774. A-TEK MEDICAL SUPPLY, NEW YORK, 
NY. FILED 4-7-1989. 


A-TeK 


FOR LATEX DISPOSABLE SURGICAL AND EXAMI- 
NATION GLOVES, DISPOSABLE SURGICAL GAR- 
MENTS, NAMELY, CAPS, DRAPES, GOWNS, MASK; 
AND DISPOSABLE SUTURING NEEDLE (U.S. CL. 44). 

FIRST USE 4-1-1989; IN COMMERCE 5-10-1989. 


SN 73-801,809. CLASS ONE ORTHODONTICS, INC., LUB- 
BOCK, TX. FILED 5-22-1989. 


CONTOUR 


FOR ORTHODONTIC ATTACHMENTS; NAMELY, 
BRACKETS (U.S. CL. 44). 
FIRST USE 3-2-1989; IN COMMERCE 3-2-1989. 


SN  73-803,506. SIEMENS AKTIENGESELLSCHAFT, 
MUNICH, FED REP GERMANY, FILED 5-30-1989. 


TRANSICON 


FOR FILTER ATTACHMENT FOR USE WITH MEDI- 
CAL X-RAY CAMERAS AND MONITORS (U.S. CL. 44). 
FIRST USE 5-0-1977; IN COMMERCE 5-0-1977. 


SN 73-807,169. NEO-FLO, INC., KENNESAW, GA. FILED 


NOVA 


DIAMOND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIAMOND”, APART FROM THE MARK AS 
SHOWN. 

FOR DENTAL INSTRUMENTS, NAMELY, A DIAMOND 
BUR FOR A DRILL (U.S. CL. 44). 

FIRST USE 5-16-1989; IN COMMERCE 5-16-1989. 
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SN 73-807,933. NIHONKENKOZOSINKENKYUKAI CO., 
LTD., FUKUOKA, JAPAN, FILED 6-20-1989. 


FOR HAND-HELD MECHANICAL MASSAGE APPARA- 
TUS (U.S. CL. 44). 
FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 


SN 73-809,672. EL-FAX CO., ARDMORE, PA. FILED 
6-28-1989. 


SANI-CONE 


FOR DISPOSABLE MOUTHPIECE TO BE USED ON 
PULMONARY EXERCISE EQUIPMENT (U.S. CL. 44). 
FIRST USE 5-1-1989; IN COMMERCE 6-1-1989. 


SN 73-811,676. JORDAN ENTERPRISES, GARDEN 
GROVE, CA. FILED 7-10-1989. 


COUNT-A-DOSE 


FOR INJECTORS FOR MEDICAL SYRINGES, AND AS- 
SEMBLIES SOLD THEREWITH (US. CL. 44). 
FIRST USE 9-16-1988; IN COMMERCE 11-1-1988. 


SN 73-813,965. HAYASHI DENKI CO., LTD., KAWASAKI, 
JAPAN, FILED 7-21-1989. 


HADECO 


FOR MEDICAL ELECTRONIC EQUIPMENT, NAMELY 
ULTRASONIC BLOODFLOW DETECTOR (U.S. CLS. 26 
AND 44). 

FIRST USE 6-0-1986; IN COMMERCE 11-0-1986. 
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SN 73-815,525. SSI MEDICAL SERVICES, INC., CHARLES- 
TON, SC. FILED 7-28-1989. 


STAT@FLAT 


FOR RELEASE HANDLE TO DROP THE HEAD OF A 
HOSPITAL BED IN CASE OF AN EMERGENCY (U.S. CL. 
44). 

FIRST USE 3-0-1989; IN COMMERCE 3-0-1989. 


SN 73-816,656. SHERWOOD MEDICAL COMPANY, ST. 
LOUIS, MO. FILED 8-3-1989. 


ABC 


FOR BIOPSY NEEDLES, NEEDLES AND SYRINGES 
FOR MEDICAL AND SURGICAL USE (US. CL. 44). 
FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


SN 73-822,244. ACORN ENGINEERING COMPANY, CITY 
OF INDUSTRY, CA. FILED 8-28-1989. 


AQUA-WARE 


FOR HYDRO THERAPEUTIC TUBS (U.S. CL. 13). 
FIRST USE 9-18-1987; IN COMMERCE 9-18-1987. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


SN 73-648,400. T.T.L, INC. DBA CLEARFLOW VALVES, 
INC., BERKELEY, CA. FILED 3-9-1987. 


CLEARFLOW VALVES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VALVES”, APART FROM THE MARK AS SHOWN. 

FOR FOOT VALVES, CHECK VALVES, BUTTERFLY 
VALVES, GATE VALVES, AND .CUSTOM-MADE 
VALVES FOR WATER SUPPLY AND IRRIGATION SYS- 
TEMS (U.S. CL. 13). 

FIRST USE 4-1-1925; IN COMMERCE 4-1-1925. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-701,198. SAFE-CARE PRODUCTS LIMITED, TO- 
RONTO, ONTARIO, CANADA, FILED 12-15-1987. 


SAFE-CARE WHIRLPOOL 
MACHINE 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 592152, FILED 9-22-1987, REG. NO. 
357232, DATED 6-16-1989, EXPIRES 6-16-2004. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WHIRLPOOL MACHINE”, APART FROM THE 
MARK AS SHOWN. 

FOR PORTABLE APPARATUS TO BE ATTACHED TO 
A BATH TUB TO CONVERT THE BATH INTO A WHIR- 
POOL (US. CL. 13). 


SN 73-740,469. ALASKA COMPANY, INC., BLOOMSBURG, 
PA. FILED 7-18-1988. 


KODIAK 


FOR HAND-FIRED WOOD AND COAL BURNING 
STOVES FOR PROVIDING HEAT IN STATIONARY 
BUILDINGS (U.S. CL. 34). 

FIRST USE 1-0-1978; IN COMMERCE 1-0-1978. 


SN 73-765,786. DOELMAN, J.P. DE BAAT, TA B & D IN- 
GENIEURSBURO, A/D RIJN, NETHERLANDS, FILED 
11-25-1988. 


SCALE WATCHER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SCALE”, APART FROM THE MARK AS SHOWN. 

FOR WATER TREATMENT UNIT FOR DOMESTIC 
AND INDUSTRIAL USE (U.S. CL. 31). 

FIRST USE 9-5-1988; IN COMMERCE 9-5-1988. 


SN 73-769,070. LSI LIGHTING SYSTEMS INC., CINCIN- 
NATI, OH. FILED 12-12-1988. 


HERITAGE 


FOR OUTDOOR ELECTRIC LIGHTING FIXTURES 
(U.S. CL. 21). 
FIRST USE 1-0-1977; IN COMMERCE 1-0-1977. 


SN 73-776,011. MAG INSTRUMENT, INC., ONTARIO, CA. 
FILED 1-23-1989. 


THE CROWN JEWEL 


FOR FLASHLIGHTS (U.S. CL. 21). 
FIRST USE 11-7-1988; IN COMMERCE 11-7-1988. 





T™ < 62 


CLASS 11—(Continued). 


SN 73-777,416. STRATEGIC ENVIRONMENTAL SOLU- 
TIONS, INC., DBA S.E.S., INC., MARIETTA, GA. FILED 
1-30-1989. 


FOR ENVIRONMENTAL POLLUTION MANAGEMENT 
AND ABATEMENT EQUIPMENT, NAMELY ODOR 
ABATEMENT AND POLLUTION REDUCTION APPARA- 
TUS (U.S. CLS. 21 AND 34). 

FIRST USE 11-2-i988; IN COMMERCE 11-20-1988. 


SN 73-791,905. KEENEY MANUFACTURING COMPANY, 
THE, NEWINGTON, CT. FILED 4-7-1989. 


FOR PLUMBING SUPPLIES, NAMELY TRAPS, J 
BENDS, WALL BENDS, TUBES, ELBOWS, WASTE OUT- 
LETS, TEES, TAIL PIECES, WASTE ARMS, SINK 
DRAINS AND STRAINERS, EXTENSION COUPLINGS, 
BATH DRAINS, BATH DRAIN TRIM KITS PRIMARILY 
COMPRISING FACE PLATES, TRIP LEAVERS, STRAIN- 
ERS AND STOPPERS, WATER SUPPLY VALVES, AIR 
VALVES, FLOOR AND CEILING PLATES AND 
FLANGES, SHOWER HEADS AND ARMS, FLUSH 
VALVES, WALL COCKS, CLOSET SPUDS, AND TANK 
LEAVERS (U.S. CL. 13). 

FIRST USE 1-0-1923; INCOMMERCE 1-0-1923. 
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SN 73-804,556. SOUTH POINTE BATHS, INC., GAINES- 
VILLE, FL. FILED 5-25-1989. 


SOUTH 
POINTE 


WHIRLPOOL BATHS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WHIRLPOOL BATHS”, APART FROM THE MARK 
AS SHOWN. 

FOR SPAS IN THE NATURE OF HEATED POOLS, 
JETTED BATHTUBS, WHIRLPUOL BATHTUBS, AND 
BATHTUBS (US. CL. 13). 

FIRST USE 3-22-1989; IN COMMERCE 3-22-1989. 


SN 73-814,954. EMERSON ELECTRIC CO., ST. LOUIS, MO. 
FILED 7-26-1989. 


“TUFF-TUBE” 


FOR CORROSION-RESISTANT IMMERSION HEATERS 
(U.S. CL. 34). 
FIRST USE 4-7-1989; IN COMMERCE 4-7-1989. 


SN 73-815,010. PENSIA LEASING CORP., DBA ESPRESSO 
“BUY THE CUP”, HACKENSACK, NJ. FILED 7-26-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ESPRESSO”, APART FROM THE MARK AS 
SHOWN. A 

FOR AUTOMATIC ELECTRIC ESPRESSO AND CAP- 
PUCCINO COFFEE MACHINE FOR COMMERCIAL AND 
DOMESTIC USE (U.S. CLS. 21 AND 34). 

FIRST USE 12-17-1986; IN COMMERCE 12-17-1986. 
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SN 73-815,273. NATIONAL FILTER CENTER, MEMPHIS, 
TN. FILED 7-27-1989. 


THE LINING FEATURES IN THE MARK ARE INHER- 
ENT ELEMENTS OF THE MARK AND ARE NOT IN- 
TENDED TO INDICATE COLOR. 

THE MARK COMPRISES “NFC” AND A STYLIZED 
DESIGN OF AN EAGLE. 

FOR AIR FILTER UNITS FOR COMMERCIAL AND IN- 
DUSTRIAL USE (US. CL. 31). 

FIRST USE 7-6-1989; IN COMMERCE 7-6-1989. 


SN 73-817,878. WINDMERE CORPORATION, 
LAKES, FL. FILED 8-8-1989. 


MIAMI 


oalon otoig¢no 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SALON”, APART FROM THE MARK AS SHOWN. 

FOR AIR DIFFUSER ATTACHMENTS FOR ELEC- 
TRIC HAND-HELD HAIR DRYERS (U.S. CLS. 21 AND 44). 

FIRST USE 1-0-1985; IN COMMERCE 1-0-1985. 


1,377,913, 1,488,191 AND 


SN 73-818,652. PLUM-FAST PRODUCTS, INC., INDIANAP- 
OLIS, IN. FILED 8-11-1989. 


THE STIPPLING ON THE DRAWING IS A FEATURE 
OF THE MARK AND NOT INTENDED TO INDICATE 
COLOR. 

FOR PLUMBING SUPPLIES NAMELY, HOSE AND 
PIPE COUPLINGS, PIPE FITTINGS, UNIONS, PLUGS 
AND ADAPTORS (U.S. CL. 13). 

FIRST USE 9-15-1988; IN COMMERCE 9-15-1988. 
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SN 73-819,691. WILCH MANUFACTURING, _INC., 
TOPEKA, KS. FILED 8-17-1989. 


CONTACT GRILL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRILL”, APART FROM THE MARK AS SHOWN. 

FOR COOKING UNITS FOR COMMERCIAL USE (U.S. 
CL. 34). 

FIRST USE 5-24-1989; IN COMMERCE 5-24-1989. 


SN 73-821,620. MICROPHOR, INC., WILLITS, CA. FILED 
8-24-1989. 


THE PACIFIC LINE 


FOR PLUMBING FIXTURES, NAMELY TOILETS, LAV- 
ATORIES, BIDETS, AND PARTS THEREFOR (US. CL. 
13). 

FIRST USE 6-5-1989; IN COMMERCE 7-6-1989. 


SN 73-821,672. BASICA BROTHERS, INC., CHICAGO, IL. 
FILED 8-25-1989. 


FOR ELECTRIC LAMPS (U.S. CL. 21). 
FIRST USE 7-0-1988; IN COMMERCE 7-0-1988. 


SN 73-821,673. ACORN ENGINEERING COMPANY, CITY 
OF INDUSTRY, CA. FILED 8-25-1989. 


ECONO-WARE 


FOR LOW FLUSH TOILETS, WATER SAVING LAVA- 
TORIES, SHOWERHEADS AND WASHFOUNTAINS FOR 
INSTITUTIONAL USE (U.S. CL. 13). 

FIRST USE 3-18-1986, IN COMMERCE 3-18-1986. 
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SN 73-822,049. JOEL C. EDISON, LTD., ESCONDIDO, CA. 
FILED 8-28-1989. 


SN 73-821,748. JOHN E. FETZER, INC., DETROIT, MI. 
FILED 8-28-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WATER PURIFICATION SYSTEMS” AND “INTER- 
NATIONAL”, APART FROM THE MARK AS SHOWN. 

FOR WATER PURIFICATION UNITS (U.S. CL. 31). 

FIRST USE 3-7-1986, IN COMMERCE 3-7-1986. 


OWNER OF U.S. REG. NOS. 1,015,996 AND 1,021,470. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DETROIT”, APART FROM THE MARK AS SHOWN. 

FOR ELECTRIC LIGHTING FIXTURES, NAMELY, 
LAMPS (U.S. CL. 21). 

FIRST USE 0-0-1981; IN COMMERCE 0-0-1981. 


SN 73-822,065. JOEL C. EDISON, LTD., ESCONDIDO, CA. 
FILED 8-28-1989. 


| VF 
a~ 


SN 73-821,798. MAYTAG CORPORATION, NEWTON, IA. 
FILED 8-28-1989. 


FOR WATER PURIFICATION UNITS (U.S. CL. 31). 
FIRST USE 3-7-1986; IN COMMERCE 3-7-1986. 


WW MAYTAG 


SN 73-822,119. ACORN ENGINEERING COMPANY, CITY 


OWNER OF U.S. REG. NO. 1,275,018. eens, C8. Pee. 


THE FIGURE IN THE MARK ON THE DRAWING IS 
LETTER “M” WITHIN A SQUARE DESIGN. 

FOR REFRIGERATORS AND FREEZERS (U.S. CL. 31). 

FIRST USE 6-5-1989; IN COMMERCE 6-5-1989. 


FLUSH-WARE 


FOR COMBINATION LAVATORY/TOILETS AND 
FLUSH VALVES (U.S. CL. 13). 
FIRST USE 1-28-1988; IN COMMERCE 1-28-1988. 


SN 73-822,048. JOEL C. EDISON, LTD., ESCONDIDO, CA. 
FILED 8-28-1989. 


SN 73-822,404. TECHNIBEL, REYRIEUX, TREVOUX, 
FRANCE, FILED 8-30-1989. 


KISS INTERNATIONAL 
TECHNIBEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL”, APART FROM THE MARK AS 
SHOWN. 


OWNER OF FRANCE REG. NO. 1511828, DATED 


FOR WATER PURIFICATION UNITS (U.S. CL. 31). 
FIRST USE 3-7-1986; IN COMMERCE 3-7-1986. 


1-31-1989, EXPIRES 1-31-1999. 
FOR AIR CONDITIONING UNITS (U.S. CL. 34). 
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SN 73-822,553. UNIVERSAL AIR PRECIPITATOR CORPO-_ SN 73-718,141. AMERICAN RECREATION GROUP, COM- 
RATION, MONROEVILLE, PA. FILED 8-30-1989. MACK, NY. FILED 3-21-1988. 


MAGIC MAID 
8 
FOR ELECTRONIC AIR CLEANERS (U.S. CL. 31). + ‘ Ee OO 
FIRST USE 4-29-1988; IN COMMERCE 5-25-1988. 


THE MARK IS LINED FOR THE COLORS YELLOW, 
GREEN, BLUE, PURPLE AND LIGHT BLUE. 
FOR BICYCLES (U.S. CL. 19). 
SN 73-822,989. EBARA CORPORATION, OTA-KU, TOKYO, FIRST USE 1-13-1988; IN COMMERCE 1-13-1988. 
JAPAN, FILED 9-5-1989. 


SN 73-747,330. FABWEL, INC., ELKHART, IN. FILED 
8-22-1988. 


OWNER OF JAPAN REG. NO. 1821683, DATED NOSEGARD 
11-29-1985, EXPIRES 11-29-1995. 


FOR REVOLVING TYPE FLUIDIZED BED INCINER- 
ATORS (U.S. CL. 34). 


FOR AUTOMOTIVE ACCESSORIES, NAMELY HOOD 
PROTECTORS (U.S. CL. 19). 


FIRST USE 3-14-1988; IN COMMERCE 3-14-1988. 


SN 73-823,761. LITECONTROL CORPORATION, HANSON, 
MA. FILED 9-6-1989. 


SOLO 


SN 73-767,770. HEDSTROM CORP., BEDFORD, PA. FILED 
FOR ELECTRIC LIGHTING FIXTURES (US. CL. 21). 12-6-1988. 
FIRST USE 6-30-1989; IN COMMERCE 6-30-1989. 


SN 73-823,763. LITECONTROL CORPORATION, HANSON, 
MA. FILED 9-6-1989. 


LITECOLORS 


THE STIPPLING IN THE DRAWING IS FOR SHADING 
PURPOSES ONLY. 
FOR ELECTRIC LIGHTING FIXTURES (U.S. CL. 21). FOR CHILDREN’S BICYCLES (U.S. CL. 19). 
FIRST USE 9-13-1988; IN COMMERCE 9-13-1988. FIRST USE 10-13-1988; IN COMMERCE 10-13-1988. 
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SN 73-791,631. CHEEP SKINZ, INC., BREA, CA. FILED 


4-7-1989. 


FOR AUTOMOBILE SEATCOVERS (U.S. CL. 19). 
FIRST USE 8-1-1988; IN COMMERCE 2-16-1989. 


SN 73-795,579. U.S. ENGINE VALVE CORPORATION, 
WESTMINSTER, SC. FILED 4-24-1989. 


ENGINE VALVE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENGINE VALVE”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS, IN PART, OF THE FANCIFUL 
REPRESENTATION OF AN ENGINE VALVE. 

FOR VALVES FOR LAND VEHICLES (U.S. CLS. 19 
AND 23). 

FIRST USE 7-1-1988; IN COMMERCE 7-1-1988. 


SN 73-806,828. STARCRAFT, INC., DBA STARCLASS IN- 
TERIORS, CAMARILLO, CA. FILED 6-15-1989. 


STARCLASS INTERIORS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERIORS”, APART FROM THE MARK AS 
SHOWN. 

FOR SEATCOVERS AND CONVERTIBLE TOPS FOR 
VEHICLES (U.S. CL. 19). 

FIRST USE 4-1-1988; IN COMMERCE 4-1-1988. 
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SN 73-806,965. BIG O TIRES, INC., ENGLEWOOD, CO. 
FILED 6-16-1989. 


SUN VALLEY III 


OWNER OF U.S. REG. NO. 871,318. 
FOR VEHICLE TIRES (U.S. CL. 35). 
FIRST USE 11-0-1977; IN COMMERCE 11-0-1977. 


SN 73-808,364. JOHNSTONE YACHTS, INC., STONING- 
TON, CT. FILED 6-22-1989. 


a 


THE MARK CONSISTS OF STYLIZED REPRESENTA- 
TION OF THE LETTERS “J” AND “Y”. 

FOR BOATS (U.S. CL. 19). 

FIRST USE 5-1-1988; IN COMMERCE 6-10-1988. 


SN 73-808,627. YAMAHA HATSUDOKI KABUSHIKI 
KAISHA, SHIZUOKA-KEN, JAPAN, FILED 6-22-1989. 


TERRAPRO 


FOR ALL TERRAIN VEHICLES AND STRUCTURAL 
PARTS THEREOF (U.S. CL. 19). 
FIRST USE 2-0-1987; IN COMMERCE 2-0-1987. 


SN 73-811,010. TELEDYNE CANADA LTD., WOOD- 
STOCK, ONTARIO, CANADA, FILED 7-6-1989. 


DACS SYSTEM 


OWNER OF CANADA REG. NO. 355760, DATED 
5-12-1989, EXPIRES 5-12-2004. 

FOR LADDER RACK FOR VANS, MINI-VANS AND 
STATION WAGONS (U.S. CL. 19). 
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SN 73-811,230. BOAT SLIP-ON TRAILER MFG. INC., 
BOCA RATON, FL. FILED 6-30-1989. 


SLIP-ON 


FOR BOAT TRAILERS (U.S. CL. 19). 
FIRST USE 6-1-1984; IN COMMERCE 6-1-1984. 


SN 73-816,949. HAYDEN, INC., CORONA, CA. FILED 
8-4-1989. 


powrr chain 


OWNER OF U.S. REG. NO. 1,254,065. 

SEC. 2(F). 

FOR TRANSMISSION DRIVE CHAINS FOR LAND VE- 
HICLES (U.S. CLS. 13, 19 AND 23). 

FIRST USE 1-27-1981; IN COMMERCE 1-27-1981. 


SN 73-817,615. CODE-ALARM, INC., MADISON HEIGHTS, 
ML FILED 8-7-1989. 


SCORPION 


FOR ANTI-THEFT VEHICLE ALARMS AND PARTS 
THEREOF AND KEYLESS ENTRY UNITS AND PARTS 
THEREOF (U.S. CLS. 19 AND 21). 

FIRST USE 1-4-1989; IN COMMERCE 6-3-1989. 


SN 73-819,710. RICH PRODUCTS COMPANY, RICHMOND, 
CA. FILED 8-17-1989. 


THUNDERHEADS 


FOR MOTORCYCLE STRUCTURAL PARTS (U.S. CL. 
19). 
FIRST USE 7-17-1989; IN COMMERCE 7-17-1989. 
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SN 73-822,753. STARO PRODUCTS INCORPORATED, 
CHARLES CITY, IA. FILED 8-31-1989. 


HITCHBIKER 


FOR BICYLCE CARRIERS FOR ATTACHMENT TO 
MOTOR VEHICLES (U.S. CL. 19). 
FIRST USE 8-1-1989; IN COMMERCE 8-1-1989. 


SN 73-823,299. DBX CORPORATION, INDIANAPOLIS, IN. 
FILED 9-5-1989. 


DBX 


FOR SEMI-TRAILERS, TRUCKS, AND VANS (U.S. CL. 
19). 
FIRST USE 2-23-1989; IN COMMERCE 2-23-1989. 


SN 73-824,874. MAZDA MOTOR OF AMERICA, INC., 
IRVINE, CA. FILED 9-12-1989. 


IT JUST FEELS RIGHT 


FOR AUTOMOBILES (U.S. CL. 19). 
FIRST USE 6-22-1989; IN COMMERCE 6-22-1989. 


CLASS 13—FIREARMS 


SN 73-685,456. ALVIS LIMITED, COVENTRY, UNITED 
KINGDOM, FILED 9-21-1987. 


STORMER 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1304775, FILED 3-21-1987, 
REG. NO. B1304775, DATED 4-28-1989, EXPIRES 3-21-1994. 

AR- 
MORED PERSONNEL CARRIERS, LIGHT TANKS AND 
WEAPON CARRIERS AND STRUCTURAL PARTS 
THEREOF (U.S. CLS. 9 AND 19). 


SN 73-777,597. KWIK-SITE CORP., WAYNE, MI. FILED 
1-30-1989. 


KWIK-MOUNT 


FOR BRACKETS FOR MOUNTING FLASHLIGHTS 
AND TELESCOPE SIGHTS ON FIREARMS (US. CL. 9). 
FIRST USE 1-5-1970, IN COMMERCE 1-5-1970. 
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SN 73-753,122. SOCIETE NOUVELLE CHAUMET S.A., 
PARIS, FRANCE, FILED 9-20-1988. 


CHAUMET - NOUVEAUX 
REGARDS 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 931964, FILED 6-7-1988, REG. NO. 
1473150, DATED 7-6-1988, EXPIRES 7-6-1998. 

OWNER OF U.S. REG. NOS. 1,366,578 AND 1,388,250. 

THE ENGLISH TRANSLATION OF THE WORDS 
“NOUVEAUX REGARDS” IN THE MARK IS “NEW VI- 
SIONS”. 

FOR JEWELRY, CIGARETTE LIGHTERS MADE OF 
PRECIOUS METALS, PRECIOUS STONES, PEARLS, 
CLOCKS AND WATCHES (U.S. CLS. 27 AND 28). 


SN 73-805,697. TACORIAN, HAIG, LOS ANGELES, CA. 
FILED 6-9-1989. 


TACORI COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR FINE JEWELRY (U.S. CL. 28). 

FIRST USE 1-30-1989; IN COMMERCE 1-30-1989. 


SN 73-812,463. WILLIAM C. GREENE CO., PROVIDENCE, 
RI. FILED 7-14-1989. 


W.C.G. 


FOR JEWELRY (U.S. CL. 28). 
FIRST USE 5-24-1989; IN COMMERCE 5-24-1989. 


SN 73-812,542. CHEROKEE GROUP, THE, SUNLAND, CA. 
FILED 7-14-1989. 


CHEROKEE 


OWNER OF U.S. REG. NOS. 1,392,745, 1,543,179 AND 
OTHERS 


FOR WATCHES (US. CL. 27). 
FIRST USE 4-0-1989; IN COMMERCE 4-0-1989. 
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SN 73-812,578. CHEROKEE GROUP, THE, SUNLAND, CA. 
FILED 7-14-1989. 


CHEROKEE BEACHIES 


FOR WATCHES (U.S. CL. 28). 
FIRST USE 4-0-1989; IN COMMERCE 4-0-1989. 


SN 73-817,289. ALZEIMER’S DISEASE AND RELATED 
DISORDERS ASSOCIATION - PALM BEACH COUNTY 
CHAPTER, INC., BOCA RATON, FL. FILED 8-7-1989. 


ID LOCATOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LD.”, APART FROM THE MARK AS SHOWN. 

FOR JEWELRY WHICH CONTAINS MEDICAL AND 
IDENTIFYING INFORMATION (U.S. CL. 28). 

FIRST USE 10-1-1988; IN COMMERCE 10-1-1988. 


SN 73-817,639. ADLEMAN DIAMOND CORP., PHOENIX, 
AZ. FILED 8-7-1989. 


BELLARRI 


FOR FINE JEWELRY (U.S. CL. 28). 
FIRST USE 2-0-1982; IN COMMERCE 2-0-1982. 


SN 73-820,456. NEBRAFCO, INC., NEW YORK, NY. FILED 
8-21-1989. 


FOR JEWELRY (US. CL. 28). 
FIRST USE 6-12-1989; IN COMMERCE 6-12-1989. 
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SN 73-820,755. LINDSAY, RICHARD PAUL, SANTA FE, 
NM. FILED 8-18-1989. 


CACTUS PEOPLE 


FOR SCULPTED JEWELRY (U.S. CL. 28). 
FIRST USE 2-15-1989; IN COMMERCE 2-15-1989. 


SN 73-820,756. LINDSAY, RICHARD PAUL, SANTA FE, 
NM. FILED 8-18-1989. 


CRITTER CREEK 


FOR SCULPTED JEWELRY (US. CL. 28). 
FIRST USE 1-15-1989; IN COMMERCE 1-15-1989. 


SN 73-821,713. ABLE PRECISION CO., LTD., YOUNG 
KANK HSANG TAINAN, TAIWAN, FILED 8-24-1989. 


ABLE 


FOR QUARTZ CLOCK MOVEMENTS, ALARM CLOCK 
MOVEMENTS, QUARTZ WATCHES, QUARTZ CLOCKS, 
ALARM CLOCKS, CLOCKS, WATCHES (U.S. CL. 27). 

FIRST USE 11-11-1987; IN COMMERCE 11-11-1987. 


SN 73-821,985. KRYPELL, CHARLES, NEW YORK, NY. 
FILED 8-28-1989. 


DISCOVER YOUR STYLE 


FOR JEWELRY NAMELY, STERLING SILVER AND 
GOLD RINGS, EARRINGS, BRACELETS, NECKLACES 
AND PINS; STERLING SILVER WATCHES (U.S. CLS. 27 
AND 28). 

FIRST USE 8-23-1989; IN COMMERCE 8-23-1989. 


SN 73-822,526. SWAROVSKI JEWELRY U.S. LIMITED, 
CRANSTON, RL. FILED 8-28-1989. 


VONELLE 


FOR JEWELRY (U.S. CL. 28). 
FIRST USE 5-15-1989; IN COMMERCE 5-15-1989. 


SN 73-823,563. K & M ASSOCIATES, PROVIDENCE, RI. 
FILED 9-5-1989. 


REGALIA 


FOR WOMEN’S COSTUME JEWELRY (U.S. CL. 28). 
FIRST USE 3-10-1986; IN COMMERCE 3-10-1986. 
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SN 73-824,489. KOCH, KATHY, COTE D'IVOIRE, SOUTH 
AFRICA, FILED 8-25-1989. 


OUT OF AFRICA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AFRICA”, APART FROM THE MARK AS SHOWN. 

FOR JEWELRY (US. CL. 28). 

FIRST USE 9-8-1987; IN COMMERCE 9-8-1987. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


SN 73-604,951. MEITEC CORPORATION, NAKA-KU, 
NAGOYA, AICHI, JAPAN, FILED 6-19-1986. 


AMERICA MEITEC 


PRIORITY CLAIMED UNDER SEC. 44D) ON JAPAN 
APPLICATION NO. 51921/1986, FILED 5-20-1986, REG. 
NO. 2081925, DATED 9-30-1988, EXPIRES 9-30-1998. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICA”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED MATTER AND PERIODICALS, 
NAMELY, BOOKS, NEWSPAPERS, MAGAZINES, AND 
JOURNALS CONCERNED WITH THE MECHANICAL, 
ELECTRONIC, BIOLOGICAL, AND DATA INFORMA- 
TION TECHNOLOGIES (U.S. CL. 38). 


SN 73-668,336. TOP PRODUCER, SAN FRANCISCO, CA. 
FILED 6-24-1987. 


THE BROYLES SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEM”, APART FROM THE MARK AS SHOWN. 
FOR EDUCATIONAL BINDERS, PRINTED FORMS, 
WORK BOOKS AND NEWSLETTERS FOR THE FINAN- 
CIAL INDUSTRY (U.S. CL. 38). 

FIRST USE 3-0-1986; IN COMMERCE 3-0-1986. 


SN 73-684,659. SONMARK, 
FILED 9-17-1987. 


FOR GREETING CARDS (U.S. CL. 38). 
FIRST USE 6-12-1987; IN COMMERCE 6-12-1987. 


INC., NEW CASTLE, DE. 
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SN 73-712,404. ACTION PACKAGING SYSTEMS, INC., 


SN 73-686,582. CITY HOME PUBLISHING, INC., NEW 
YORK, NY. FILED 9-28-1987. 


HOUSTON HOME & 
GARDEN 


FOR PERIODICALLY PUBLISHED MAGAZINE (U.S. 
CL. 38). 
FIRST USE 9-29-1978; IN COMMERCE 9-29-1978. 


SN 73-692,773. LEIGH-MARDON PTY. LIMITED, SYDNEY, 
NEW SOUTH WALES, AUSTRALIA, FILED 10-30-1987. 


MICROCRISP 


PRIORITY CLAIMED UNDER SEC. 44D) ON AUSTRA- 
LIA APPLICATION NO. 464283, FILED 4-30-1987, REG. 
NO. B464283, DATED 4-30-1987, EXPIRES 4-30-1994. 

FOR WRAPPING MATERIALS, NAMELY LAMINATED 
SHEETS IN ROLLS COMPRISING PAPER OR PLASTICS 
FOR USE IN COOKING AND FOOD PREPARATION (U.S. 
CL. 37). 


SN 73-698,545. BOREN, JAMES H., WASHINGTON, DC. 
FILED 12-2-1987. 


WHEN IN CHARGE, 
PONDER 


OWNER OF U.S. REG. NO. 1,041,469. 

SEC. 2(F). 

FOR MANUALS, NEWSLETTERS, LEAFLETS, PAM- 
PHLETS, BROCHURES, REPORTS, JOURNALS AND 
BOOKLETS DEVOTED TO ENTERTAINMENT, EDUCA- 
TION OR MANAGEMENT; CALENDARS; FILE FOLD- 
ERS; PHOTOGRAPHS; PRINTED FORMS; MEMO PADS; 
ART PRINTS; PAPER ARTWORK DISPLAYS; PAPER 
ARTWORK BADGES HAVING ENTERTAINING, EDU- 
CATIONAL OR MANAGEMENT THEMES; PENS; PEN- 
CILS; ERASERS; PAPER TRAYS; LETTER OPENERS; 
PAPER COASTERS; PAPER WEIGHTS; DESK PADS; 
BOOK COVERS; BOOK ENDS; PICTURES; DISPENSERS 
FOR ADHESIVE TAPES FOR STATIONERY OR HOUSE- 
HOLD PURPOSES (U.S. CL. 38). 

FIRST USE 5-2-1968; IN COMMERCE 5-2-1968. 


ELLINGTON, CT. FILED 2-22-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LABEL” AND THE DESIGN OF THE LABELS, 
APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF THE WORDS “LABEL EX- 
PRESS” WITH A HORSE, RIDER, REEL OF LABELS, 
AND A BAR IN A DESIGN INDICATING MOTION. 

FOR PAPER LABELS (U.S. CL. 38). 

FIRST USE 1-25-1988; IN COMMERCE 1-25-1988. 


SN 73-740,796. MEAD CORPORATION, THE, DAYTON, 
OH. FILED 7-15-1988. 


Im 
WI 


THE MARK CONSISTS OF A DIAMOND SHAPE WITH 
FLATTENED POINTS AND AN OPEN LINE CROSSING 
THE CENTER HORIZONTALLY. TWO SMALL TRIAN- 
GLES ARE POSITIONED INSIDE THE DIAMOND FORM. 

FOR BOND PAPER, COMPUTER, COPIER AND 
TYPING PAPER; STATIONERY-TYPE PORTFOLIOS, 
FILE FOLDERS AND BRIEF FOLDERS; INDEX CARDS; 
TELEPHONE MESSAGE FORMS; PAPER ADDING MA- 
CHINE AND PAPER CALCULATING MACHINE 
LABELS; MEMO BOOKS; WIREBOUND NOTEBOOKS; 
BOXED ENVELOPES AND WRITING TABLETS; PAPER 
CLASP AND KRAFT ENVELOPES; MEMO AND 
SCRATCH PADS; TELEPHONE MESSAGE PADS, CO- 
LUMNAR AND DESK PADS; LETTER, QUADRILLE, 
LEGAL, STENO AND PLANNING PADS (U.S. CL. 37). 

FIRST USE 5-30-1988; IN COMMERCE 5-30-1988. 


SN 73-741,393. SHERWIN-WILLIAMS COMPANY, THE, 
CLEVELAND, OH. FILED 7-21-1988. 


DECORATOR’S PALETTE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DECORATOR’S”, APART FROM THE MARK AS 
SHOWN. 

FOR MAGAZINES CONTAINING INFORMATION RE- 
LATING TO THE PAINT, COATINGS, DECORATING 
AND HOME IMPROVEMENT FIELDS (U.S. CL. 38). 

FIRST USE 6-28-1985; IN COMMERCE 6-28-1985. 
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SN 73-745,093. PHILLIPS PUBLISHING, INC., POTOMAC, 
MD. FILED 8-9-1988. 


AVIONICS 


SEC. 2(F). 

FOR MAGAZINE DEALING WITH ELECTRONIC SYS- 
TEMS AND COMPONENTS FOR COMMERCIAL AND 
MILITARY AIRCRAFT, NAVIGATIONAL AIDS, AIR 
TRAFFIC CONTROL AND AEROSPACE SYSTEMS (U.S. 
CL. 38). 

FIRST USE 10-0-1980; IN COMMERCE 10-0-1980. 


SN 73-745,976. VAUGHAN, JAMES E. AND VAUGHAN, 
LUELLA G., YUKON, OK. FILED 8-15-1988. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR HORSE-RACING FORM SHEETS AND BOOKS 
DEALING WITH HORSE RACING (U.S. CLS. 37 AND 38). 

FIRST USE 6-18-1988; IN COMMERCE 6-21-1988. 


SN 73-746,240. PHILLIPS PUBLISHING, INC., POTOMAC, 
MD. FILED 8-15-1988. 


AVIONICS REPORT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REPORT”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR SECTION OF MAGAZINE DEALING WITH ELEC- 
TRONIC SYSTEMS AND COMPONENTS FOR COMMER- 
CIAL AND MILITARY AIRCRAFT, NAVIGATIONAL 
AIDS, AIR TRAFFIC CONTROL AND AEROSPACE SYS- 
TEMS (U.S. CL. 38). 

FIRST USE 1-0-1981; IN COMMERCE 1-0-1981. 


SN 73-748,396. BROWNSTONE PUBLISHERS, INC., NEW 
YORK, NY. FILED 8-24-1988. 


NEW YORK CO-OP & 
CONDO INSIDER 


OWNER OF U.S. REG. NO. 1,170,168. 

SEC. 2F) AS TO THE WORDS “NEW YORK CO-OP & 
CONDO”. 

FOR PERIODIC PUBLICATIONS, NAMELY; NEWSLET- 
TERS FOR THE REAL ESTATE INDUSTRY (U.S. CL. 38). 

FIRST USE 4-0-1983; IN COMMERCE 4-0-1983. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-752,791. SERMAC INDUSTRIES, INC., ALTOONA, 
PA. FILED 9-19-1988. 


A PIG-PENNED 
PRODUCTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTION”, APART FROM THE MARK AS 
SHOWN. 

FOR GREETING CARDS (U.S. CL. 38). 

FIRST USE 8-8-1988; IN COMMERCE 8-8-1988. 


SN 73-755,779. LANDAU, ROBERT, BEVERLY, MA. FILED 
10-4-1988. 


NAMINALS 


FOR CHILDREN’S ART PRINTS, RUBBER STAMPS, 
BOOKPLATES, GREETING CARDS AND NOTE CARDS 
(U.S. CLS. 37 AND 38). 

FIRST USE 1-26-1976; IN COMMERCE 1-26-1976. 


SN 73-764,918. AMERICAN CRISIS PUBLISHING, INC., 
AUSTIN, TX. FILED 11-21-1988. 


AMERICANS FOR A DRUG- 
FREE AMERICA 


FOR DRUG-EDUCATION BOOKLETS (U.S. CL. 38). 
FIRST USE 11-10-1988; IN COMMERCE 11-10-1988. 


SN 73-764,937. PERSONAL STRENGTHS PUBLISHING, 
INC., PACIFIC PALISADES, CA. FILED 11-21-1988. 


JOB INTERACTIONS 
INVENTORY 


OWNER OF U.S. REG. NOS. 1,023,994, 1,128,271 AND 
1,138,373. 

FOR QUESTIONNAIRES, MANUALS, PRINTED SCORE 
DISPLAYS AND NAME CARDS DEALING WITH PER- 
SONAL, PSYCHOLOGICAL ASSESSMENT; AND, PRINT- 
ED COURSE MATERIALS, NAMELY BOOKLETS, QUES- 
TIONNAIRES AND CARDS USED IN CONDUCTING 
SEMINARS AND TRAINING WORKSHOPS DIRECTED 
TO PERSONAL, PSYCHOLOGICAL INTERACTION AND 
ASSESSMENT (U.S. CL. 38). 

FIRST USE 7-0-1984; IN COMMERCE 7-0-1984. 
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SN 73-765,738. CHICAGO PACIFIC CORPORATION, CHI- 
CAGO, IL. FILED 11-25-1988. 


PENNSYLVANIA HOUSE 


OWNER OF U.S. REG. NO. 786,301. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PENNSYLVANIA”, APART FROM THE MARK AS 
SHOWN. 

FOR PAINTINGS, ART PRINTS AND DESK ACCESSO- 
RIES, NAMELY PEN SETS AND LETTER OPENERS (U.S. 
CLS. 37 AND 38). 

FIRST USE 1-0-1988; IN COMMERCE 1-0-1988. 


SN 73-767,327. AMERICAN GREETINGS CORPORATION, 
CLEVELAND, OH. FELED 12-5-1988. 


OWNER OF U.S. REG. NO. 1,494,196. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORIGINAL” AND “FUNNY STUDIO CARDS”, 
APART FROM THE MARK AS SHOWN. 

FOR GREETING CARDS (U.S. CL. 38). 

FIRST USE 7-31-1988; IN COMMERCE 7-31-1988. 


SN 73-770,094. L.F.P., INC., BEVERLY HILLS, CA. FILED 
12-19-1988. 


DARKROOM, 
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SEC. 2(F). 

FOR PRINTED PUBLICATION, NAMELY A MAGA- 
ZINE RELATING TO PHOTOGRAPHERS AND PHOTOG- 
PAPHY (U.S. CL. 38). 

FIRST USE 9-11-1978; IN COMMERCE 9-11-1978. 


CLASS 16—(Continued). 


SN 73-771,072. H. BERTHOLD, AKTIENGESELLSCHAFT, 
BERLIN, FED REP GERMANY, FELED 12-22-1988. 


LAUDATIO 


OWNER OF FED REP GERMANY REG. NO. 1070226, 
DATED 11-12-1984, EXPIRES 12-23-1993. 

THE ENGLISH TRANSLATION OF THE WORD “LAU- 
DATIO” IN THE MARK IS “A SPEECH OF PRAISE OR 
EULOGY”. 

FOR PRINTER'S TYPE; TYPEFACES; TYPE FONTS EN- 
CODED ON DATA MEDIA FOR TYPE COMPOSING MA- 
CHENES; CARRIER PLATES AND FILMS BEARING 
GRAPHIC REPRESENTATIONS OF TYPE FACES, TYPE 
FONTS, AND SYMBOLS; MANUALS, CATALOGS, BRO- 
CHURES, TABLES, AND SPECIMEN SHEETS, CONTAIN- 
ING TYPEFACES, FONTS, AND SYMBOLS; AND DRY 
TRANSFER CHARACTERS (U.S. CLS. 14, 37 AND 38). 


SN 73-771,074. H. BERTHOLD, AKTIENGESELLSCHAFT, 
BERLIN, FED REP GERMANY, FILED 12-22-1988. 


IMAGO 


OWNER OF FED REP GERMANY REG. NO. 1090263, 
DATED 4-11-1986, EXPIRES 12-23-1993. 

FOR PRINTER’S TYPE; TYPEFACES; TYPE FONTS EN- 
CODED ON DATA MEDIA FOR TYPE COMPOSING MA- 
CHINES; CARRIER PLATES AND FILMS BEARING 
GRAPHIC REPRESENTATIONS OF TYPE FACES, TYPE 
FONTS, AND SYMBOLS; MANUALS, CATALOGS, BRO- 
CHURES, TABLES, AND SPECIMEN SHEETS, CONTAIN- 
ING TYPEFACES, FONTS, AND SYMBOLS; AND DRY 
TRANSFER CHARACTERS (U.S. CLS. 14, 37 AND 38). 


SN 73-773,934. BEVERLY HILLS CHAMBER OF COM- 
MERCE, BEVERLY HILLS, CA. FILED 1-10-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEVERLY HILLS”, APART FROM THE MARK AS 
SHOWN. 

FOR BOOKS, PAMPHLETS AND CALENDARS (U.S. 
CL. 38). 

FIRST USE 11-30-1986; IN COMMERCE 11-30-1986. 
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SN 73-774,197. CANADIAN GREETING CARD CORPORA- 
TION LIMITED, LONDON, ONTARIO, CANADA, 
FILED 1-12-1989. 


WHIMSICARD 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 611161, FILED 7-14-1988, REG. NO. 
358808, DATED 7-28-1989, EXPIRES 7-28-2004. 

FOR GREETING CARDS AND NOTE CARDS (US. CL. 
38). 


SN 73-777,201. ROBBINS, RICHARD L., CHICAGO, IL. AS 
SIGNEE OF COMPUTER COUNSEL, CHICAGO, IL. 
FILED 1-30-1989. 


COMPUTER COUNSEL 


FOR NEWSLETTERS PROVIDING COMPUTER 
ADVISE TO PEOPLE IN THE LAW OFFICE AUTOMA- 
TION AND LEGAL FIELDS (US. CL. 38). 

FIRST USE 11-28-1988; IN COMMERCE 11-28-1988. 


SN 73-778,948. FRANKLIN MINT COMPANY, PA. FILED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DOLL COLLECTORS SOCIETY”, APART FROM 
THE MARK AS SHOWN. 

FOR NEWSLETTER CONCERNING DOLLS (U.S. CL. 
38). 

FIRST USE 12-27-1988; IN COMMERCE 12-27-1988. 


SN 73-779,973. SOMAR CORPORATION, TOKYO, JAPAN, 
FILED 2-10-1989. 


SOMAR 


OWNER OF JAPAN REG. NO. 1119184, DATED 5-1-1975, 
EXPIRES 5-1-1995. 

OWNER OF U.S. REG. NO. 1,251,969. 

FOR TRACING FILM FOR USE IN DESIGNING AND 
DRAFTING, AND SCRIBING FILM (U.S. CL. 37). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-780,799. STEFKO, JOSEPH A. DBA CHARNEL 
HOUSE, LYNBROOK, NY. FILED 2-13-1989. 


THE LINING AND/OR STIPPLING SHOWN IN THE 
DRAWING IS A FEATURE OF THE MARK AND IS NOT 
INTENDED TO INDICATE COLOR. 

FOR BOOKS ON HORROR AND DARK FANTASY (U.S. 
CL. 38). 

FIRST USE 2-8-1989; IN COMMERCE 2-8-1989. 


SN 73-783,525. ASHTON-TATE CORPORATION, TOR- 
RANCE, CA. FILED 3-20-1989. 


dBASE III PLUS 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “III”, APART FROM THE MARK AS SHOWN. 

FOR PUBLICATIONS, NAMELY INSTRUCTION MANU- 
ALS, EDUCATIONAL TEXTS AND WORKBOOKS PER- 
TAINING TO COMPUTER PROGRAMS (U.S. CL. 38). 

FIRST USE 12-28-1985; IN COMMERCE 12-28-1985. 


1,249,646, 1,538,129 AND 


SN 73-788,257. T. MCBRIAN COMMUNICATIONS, INC., 
NEW YORK, NY. FILED 3-21-1989. 


IN PRACTICE 


FOR PAPER GOODS AND PRINTED MATTER, 
NAMELY ON A MAGAZINE RELATING TO THE PRAC- 
TICE OF MEDICINE (U.S. CL. 38). 

FIRST USE 4-20-1988; IN COMMERCE 4-20-1988. 
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SN 73-788,653. FAGON, JEAN-KEITH, WASHINGTON; DC. 
FILED 3-23-1989. 


NORTHEAST STAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NORTHEAST”, APART FROM THE MARK AS 
SHOWN. 

FOR NEWSPAPER DEALING WITH NEIGHBORHOOD 
NEWS IN WASHINGTON, DC (U.S. CL. 38). 

FIRST USE 7-0-1988; IN COMMERCE 9-0-1988. 


SN 73-790,813. LILLY ENDOWMENT, INC., INDIANAPO- 
LIS, IN. FILED 4-3-1989. 


PROGRESSIONS: A LILLY 
ENDOWMENT OCCASIONAL 
REPORT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENDOWMENT OCCASIONAL REPORT”, APART 
FROM THE MARK AS SHOWN. 

FOR MAGAZINES AND REPORTS DEALING WITH 
ENDOWMENT DISTRIBUTION AND USE (U.S. CL. 38). 

FIRST USE 3-22-1989; IN COMMERCE 3-22-1989. 


SN 73-792,690. ANDY WARHOL FOUNDATION FOR THE 
VISUAL ARTS, INC., THE, NEW YORK, NY. FILED 
4-11-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUTHORIZED” AND “FOUNDATION FOR THE 
VISUAL ARTS”, APART FROM THE MARK AS SHOWN. 

FOR CALENDARS (U.S. CLS. 37 AND 38). 

FIRST USE 7-21-1988; IN COMMERCE 7-21-1988. 
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SN 73-795,924. PHYSICIANS WORLD COMMUNICATIONS 
GROUP, SECAUCUS, NJ. FILED 4-26-1989. 


POSITIVE HEALTH 
DECISIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH DECISIONS”, APART FROM THE MARK 
AS SHOWN. 

FOR MEDICAL BROCHURE (U.S. CL. 38). 

FIRST USE 4-15-1989; IN COMMERCE 4-15-1989. 


SN 73-796,311. AMERICAN GREETINGS CORPORATION, 
CLEVELAND, OH. FILED 4-27-1989. 


THE HEARTLAND 
ALMANAC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ALMANAC”, APART FROM THE MARK AS 
SHOWN. 

FOR CALENDARS (U.S. CLS. 37 AND 38). 

FIRST USE 2-22-1989; IN COMMERCE 2-22-1989. 


SN 73-796,529. NIELSEN STUDIO, LTD., CHICAGO, IL. 
FILED 4-28-1989. 


CONTACT 


LTD 


S7, U Dor 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LTD.”, APART FROM THE MARK AS SHOWN. 

FOR FINE ART PHOTOGRAPHY (U.S. CL. 38). 

FIRST USE 3-15-1989; IN COMMERCE 3-15-1989. 


SN 73-798,065. NATIONAL CENTER FOR SCIENCE EDU- 
CATION, INC., BERKELEY, CA. FILED 5-5-1989. 


BOOKWATCH REVIEWS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REVIEWS”, APART FROM THE MARK AS SHOWN. 

FOR NEWSLETTERS DEVOTED TO REVIEWS OF 
PRE-COLLEGE TEXTBOOKS IN NATURAL SCIENCE 
(U.S. CL. 38). 

FIRST USE 10-7-1988; IN COMMERCE 10-7-1988. 
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SN 73-800,017. ACACIA CORPORATION, DBA THE 
GREATER CINCINNATI BUSINESS RECORD, CINCIN- 
NATI, OH. FILED 5-15-1989. 


EXECUTIVE LIFESTYLES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXECUTIVE”, APART FROM THE MARK AS 
SHOWN. 

FOR MAGAZINES (US. CL. 38). 

FIRST USE 12-5-1988; IN COMMERCE 12-5-1988. 


SN 73-800,309. PROMOTION, 
FILED 5-15-1989. 


INC., NASHVILLE, TN. 


BOOKPAGE 


FOR NEWSPAPER REVIEWING BOOKS FOR DISTRI- 
BUTION TO RETAIL BOOKSELLERS, LIBRARIES AND 
INDIVIDUALS AND AS NEWSPAPER INSERTS (U.S. CL. 
38). 

FIRST USE 10-0-1988; IN COMMERCE 10-0-1988. 


SN 73-801,882. STRAIGHT ARROW PUBLISHERS, INC., 
NEW YORK, NY. FILED 5-22-1989. 


sR e Succ 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR ENTERTAINMENT MAGAZINE (U.S. CL. 38). 

FIRST USE 1-22-1981; IN COMMERCE 1-22-1981. 


SN 73-802,327. MASTER DISTRIBUTORS, INC., BEDFORD, 
NH. FILED 5-25-1989. 


ZEXTRACTO- 
MAX 


FOR PRESSURE-SENSITIVE TAPE, NAMELY PHOTO- 
GRAPHIC LEADER PULLER TAPE (US. CL. 5). 
FIRST USE 2-15-1989; IN COMMERCE 2-15-1989. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-806,674. REDWOOD CREDIT UNION, SANTA 
ROSA, CA. FILED 6-14-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REVIEW”, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL NEWSLETTER AND SPECIFICALLY, 
ONE RELATED TO CREDIT UNIONS (U.S. CL. 38). 

FIRST USE 1-3-1989; IN COMMERCE 1-3-1989. 


SN 73-806,808. SOCIETE INDUSTRIELLE DE RELIURE 
ET DE CARTONNAGE, PARIS, FRANCE, FILED 
6-15-1989. 


OWNER OF FRANCE REG. NO. 
12-30-1987, EXPIRES 12-30-1997. 

FOR BOOKS, BOOKBINDINGS, AND BOOK COVERS 
(U.S. CLS. 37 AND 38). 


1442470, DATED 


SN 73-806,949. BAIRD, JOHN, DBA EUROSCOPE, STER- 
LING, VA. FILED 6-16-1989. 


EuroScope 


FOR NEWSLETTERS ON SUBJECTS OF BUSINESS IN- 
TEREST TO THE UNITED STATES AND THE EUROPE- 
AN COMMUNITY (U.S. CL. 38). 

FIRST USE 6-16-1989; IN COMMERCE 6-16-1989. 
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SN 73-807,341. CHANRY COMMUNICATIONS, LTD., 


FARMINGDALE, NY. FILED 6-19-1989. 


THIS 
WEEK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE GEOGRAPHIC OUTLINE OF LONG ISLAND, 
NEW YORK, APART FROM THE MARK AS SHOWN. 

FOR COMMUNITY NEWSPAPER ISSUED PERIODI- 
CALLY CONTAINING INFORMATION OF INTEREST TO 
THE RESIDENTS OF A GEOGRAPHIC COMMUNITY 
(U.S. CL. 38). 

FIRST USE 5-6-1989; IN COMMERCE 5-6-1989. 


SN 73-809,794. RANDALL PUBLISHING COMPANY, INC., 
TUSCALOOSA, AL. FILED 6-29-1989. 


EQUIPMENT WORLD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EQUIPMENT”, APART FROM THE MARK AS 
SHOWN. 

FOR PUBLICATION, NAMELY MAGAZINE CONTAIN- 
ING ADVERTISEMENTS RELATING TO NEW AND 
USED CONSTRUCTION EQUIPMENT (U.S. CL. 38). 

FIRST USE 5-0-1989; IN COMMERCE 5-0-1989. 


SN 73-809,822. AMERICAN SOCIETY OF CLINICAL PA- 
THOLOGISTS, INC., CHICAGO, IL. FILED 6-29-1989. 


Checkkat/h 


THE MARK CONSISTS OF A STYLIZED CHECK 
MARK AND THE LETTER “P”. 

FOR BOOKS, BROCHURES, PAMPHLETS AND TECH- 
‘NICAL BOOKLETS FOR USE BY MEDICAL LABORATO- 
RY PERSONNEL (U.S. CL. 38). 

FIRST USE 11-1-1988; IN COMMERCE 11-1-1988. 
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SN 73-811,681. WESTWOOD ONE, INC., CULVER CITY, 
CA. FILED 7-10-1989. 


WELCOME TO THE 
JUNGLE 


FOR PRINTED MATTER, NAMELY, POSTERS AND 
BUMPER STICKERS (U.S. CL. 38). 
FIRST USE 3-21-1989; IN COMMERCE 3-21-1989. 


SN 73-811,714. MANAGEMENT COMMUNICATIONS CON- 
SULTING, INC., PARKER, CO. FILED 7-10-1989. 


THE SCRATCHE PAD 


FOR PAPER COVER SHEETS TO PROTECT CURREN- 
CY (U.S. CL. 37). 
FIRST USE 6-3-1989; IN COMMERCE 6-6-1989. 


SN 73-811,785. HEARTBREAK PRODUCTIONS, AM- 
HERST, NH. FILED 7-10-1989. 


HEARTBREAK 
PRODUCTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTIONS”, APART FROM THE MARK AS 
SHOWN. 

FOR MOVIE MEMORABILIA, NAMELY MOVIE 
SCRIPTS (U.S. CL. 38). 

FIRST USE 6-26-1989; IN COMMERCE 6-26-1989. 


SN 73-812,696. INTERNATIONAL FRANCHISE ASSOCIA- 
TION, WASHINGTON, DC. FILED 7-17-1989. 


FRANCHISING WORLD 


OWNER OF U.S. REG. NOS. 1,015,271 AND 1,263,002. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRANCHISING”, APART FROM THE MARK AS 
SHOWN. 

FOR NEWSLETTERS (U.S. CL. 38). 

FIRST USE 1-0-1982; IN COMMERCE 1-0-1982. 


SN 73-813,218. POLY-PAK INDUSTRIES, INC., MELVILLE, 
NY. FILED 7-18-1989. 


MUSCLE-PAK MAILERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAILERS”, APART FROM THE MARK AS SHOWN. 
FOR MAILING ENVELOPES MADE OF PLASTIC (U.S. 
CL. 37). 
FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 
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SN 73-813,396. DRACKETT COMPANY, THE, CINCIN- 
NATI, OH. FILED 7-18-1989. 


WINDEX 


OWNER OF U.S. REG. NO. 300,651 AND OTHERS. 

FOR WIPES MADE OF PAPER FOR CLEANING WIN- 
DOWS, DUSTING, POLISHING AND OTHER USES (U.S. 
CLS. 4 AND 37). 

FIRST USE 4-26-1989; IN COMMERCE 4-26-1989. 


SN 73-813,999. NORTH AMERICAN PLASTICS CORPORA- 
TION, AURORA, IL. FILED 7-21-1989. 


ENVIROGARD 


FOR BIODEGRADABLE TRASH BAGS (U.S. CL. 2). 
FIRST USE 7-7-1989; IN COMMERCE 7-7-1989. 


SN 73-814,682. EXCEL-MINERAL COMPANY, 
GOLETA, CA. FILED 7-25-1989. 


INC., 


JONNY CAT 


OWNER OF U.S. REG. NOS. 756,275 AND 834,180. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAT”, APART FROM THE MARK AS SHOWN. 

FOR PLASTIC LINERS FOR PET LITTER BOXES (US. 
CL. 2). 

FIRST USE 5-22-1989; IN COMMERCE 5-22-1989. 


SN 73-815,126. MANVILLE CORPORATION, 
CO. FILED 7-27-1989. 


DENVER, 


AQUA-KOTE 


FOR PAPER - NAMELY, STOCK FOR USE IN THE 
MANUFACTURE OF BEVERAGE CONTAINERS (U.S. CL. 
37). 
FIRST USE 4-6-1981; IN COMMERCE 4-6-1981. 


SN 73-816,278. GLOBAL BUSINESS NETWORK, EMERY- 
VILLE, CA. FILED 7-31-1989. 


THE DEEPER NEWS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEWS”, APART FROM THE MARK AS SHOWN. 

FOR NEWSLETTER DISCUSSING EMERGING BUSI- 
NESS ENVIRONMENTS (U.S. CL. 38). 

FIRST USE 11-23-1988; IN COMMERCE 11-23-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-816,298. LFP, INC. BEVERLY HILLS, CA. FILED 


8-1-1989. 


VISIO 


FOR ELECTRONICS MAGAZINE (U.S. CL. 38). 
FIRST USE 5-10-1989; IN COMMERCE 6-3-1989. 


SN 73-816,509. LASER CENTERS OF AMERICA, INC., 
CINCINNATI, OH. FILED 8-2-1989. 


LCA LASERLINES 


FOR NEWSLETTERS DEALING WITH THE OPER- 
ATION OF LASER CENTERS (U.S. CL. 38). 
FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 73-816,870. IRVING-CLOUD PUBLISHING COMPANY, 
THE, LINCOLNWOOD, IL. FILED 8-4-1989. 


AVIATION PRODUCTS 
REPORT 


OWNER OF U.S. REG. NO. 1,462,420. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REPORT”, APART FROM THE MARK AS SHOWN. 

FOR SECTION OF A MAGAZINE (U.S. CL. 38). 

FIRST USE 7-0-1984; IN COMMERCE 7-0-1984. 


SN 73-817,171. CONVENTION NEWS COMPANY, INC., 
THE, MIDLAND PARK, NJ. FILED 8-4-1989. 


AVIATION INTERNATIONAL 
NEWS 


OWNER OF U.S. REG. NO. 1,480,766. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEWS”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR MAGAZINES PUBLISHED PERIODICALLY (U.S. 
CL. 38). 

FIRST USE 7-1-1988; IN COMMERCE 7-1-1988. 


SN 73-817,542. GREENFIELD, NANCY REUBEN, CAR- 
ROLLTON, TX. FILED 8-7-1989. 


LABEL APPEAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LABEL”, APART FROM THE MARK AS SHOWN. 

FOR BLANK AND PRE-PRINTED ADHESIVE PAPER 
LABELS (U.S. CLS. 37 AND 38). 

FIRST USE 10-15-1988; IN COMMERCE 12-3-1988. 
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SN 73-817,622. KOH-I-NOOR RAPIDOGRAPH, INC., SN 73-819,416. NOMMESEN, JOHN D., DBA DERRINGER 
BLOOMSBURY, NJ. FILED 8-7-1989. PEN CO., CARDIFF-BY-THE-SEA, CA. FILED 8-15-1989. 


ROTRING RAPIDOLINER 


OWNER OF US. REG. NOS. 613,177, 1,536,336 AND 
OTHERS. 

THE. ENGLISH TRANSLATION OF THE WORD 
“ROTRING” IS “RED RING”. 

FOR WRITING AND DRAWING INSTRUMENTS, 
NAMELY A SKETCHING AND DRAWING INK PEN, 
FUNCTION TIP AND INK CARTRIDGES AND COMPASS 
ATTACHMENTS THEREFORE (U.S. CLS. 26 AND 37). 

* FIRST USE 7-19-1989; IN COMMERCE 7-19-1989. 


SN 73-817,697. RENAISSANCE PUBLISHING COMPANY, 
INC., AUBURN, IN. FILED 8-7-1989. 


FOR CALENDARS (U.S. CLS. 37 AND 38). 
FIRST USE 12-1-1988; IN COMMERCE 12-1-1988. 


SN 73-817,698. RENAISSANCE PUBLISHING COMPANY, 
INC., AUBURN, IN. FILED 8-7-1989. 


Mp 


TARGET MARKET PROGRAM 


FOR CALENDARS (U.S. CLS. 37 AND 38). 
FIRST USE 12-1-1988; IN COMMERCE 12-1-1988. 


SN  73-819,151. ROBBIE MANUFACTURING, _INC., 
LENEXA, KS. FILED 8-14-1989. 


DURASEAL NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ILLUSTRATION OF THE PEN IN THE DRAWING”, 
APART FROM THE MARK AS SHOWN. 
FOR WRAPPING FILM (U.S. CL. 37). FOR WRITING PENS (U.S. CL. 37). 
FIRST USE 6-16-1989; IN COMMERCE 6-16-1989. FIRST USE 1-27-1989; IN COMMERCE 6-1-1989. 
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SN 73-819,421. ST. LOUIS SUN PUBLISHING COMPANY, 


ST. LOUIS, MO. FILED 8-15-1989. 
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THE DRAWING IS LINED FOR THE COLORS 
ORANGE AND BLUE BUT COLOR iS NOT A NECES- 
SARY FEATURE OF THE MARK. 

THE MARK CONSISTS OF A REPRESENTATION OF 
THE GATEWAY ARCH IN ST. LOUIS SUPERIMPOSED 
ON A RISING SUN. 

FOR NEWSPAPERS (U.S. CL. 38). 

FIRST USE 8-9-1989; IN COMMERCE 8-9-1989. 


SN 73-819,470. ST. LOUIS SUN PUBLISHING COMPANY, 
ST. LOUIS, MO. FILED 8-15-1989. 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ST. LOUIS”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED, 
ORANGE AND BLUE BUT COLOR IS NOT A NECES- 
SARY FEATURE OF THE MARK. 

FOR NEWSPAPERS (U.S. CL. 38). 

FIRST USE 8-9-1989; IN COMMERCE 8-9-1989. 


SN 73-819,672. OREFENOKEE GLEE AND PERLOO, INC., 
MANASSAS, VA. FILED 8-17-1989. 


POGO 


FOR CARTOON STRIPS AND BOOKS FEATURING 
CARTOONS (U.S. CL. 38). 
FIRST USE 10-0-1948; IN COMMERCE 10-0-1948. 
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SN 73-819,867. KALLIR, PHILIPS, 


ROSS, INC, NEW 
YORK, NY. FILED 8-18-1989. 


EUROVIEW 


FOR NEWSLETTER PERTAINING TO THE EUROPE- 
AN PHARMACEUTICAL INDUSTRY (U.S. CL. 38). 
FIRST USE 6-26-1989; IN COMMERCE 6-26-1989. 


SN 73-819,975. FUTURE FIBRES GROUP, INC. SAN 
RAFAEL, CA. FILED 8-18-1989. 


SAV-A-SOURCE 


FOR PAPER FOR DUPLICATION AND PRINTING (U.S. 
CL. 37). 


FIRST USE 6-15-1989; IN COMMERCE 6-15-1989. 


SN 73-820,011. SPORTS DIARY PUBLISHING CO., INC., 
COON RAPIDS, MN. FILED 8-18-1989. 


A EE 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS DIARY”, APART FROM THE MARK AS 
SHOWN. 

FOR ALBUMS DESIGNED FOR THE COLLECTION OF 
DATA FOR PERSONAL SPORTS ACTIVITIES (U.S. CL. 
38). 

FIRST USE 6-15-1989; IN COMMERCE 6-15-1989. 


SN 73-820,110. SCRIPTO-TOKAI CORPORATION, FON- 
TANA, CA. FILED 8-17-1989. 


AIRLOC 


FOR WRITING INSTRUMENTS, NAMELY FINE LINE 


PENS AND HIGHLIGHTING MARKERS (U.S. CL. 37). 


FIRST USE 5-4-1989; IN COMMERCE 5-4-1989. 
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CLASS 16—(Continued). 


SN 73-820,139. FLATT STATIONERS, INC., MEXIA, TX. 


FILED 8-17-1989. 


PASS N PLAY 


FOR BOND PAPER (U.S. CL. 37). 
FIRST USE 3-0-1986; IN COMMERCE 3-0-1986. 


SN 73-820,157. LANDMARK TARGET MEDIA PROPER- 


TIES, INC., NORFOLK, VA. FILED 8-9-1989. 


TRUCK MART 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRUCK”, APART FROM THE MARK AS SHOWN. 
FOR MAGAZINE CONTAINING VEHICLE ADVER- 


TISEMENTS (U.S. CL. 38). 
FIRST USE 6-1-1985; IN COMMERCE 6-1-1985. 


SN 73-820,327. RECOVERY INFORMATION SERVICES, 


SAN FRANCISCO, CA. FILED 8-21-1989. 


er. 


FOR MAGAZINE REGARDING RECOVERY FROM AD- 


DICTION (U.S. CL. 38). 
FIRST USE 5-0-1987; IN COMMERCE 5-0-1987. 


SN 73-820,583. WESTERN PUBLISHING COMPANY, INC., 
RACINE, WI. FILED 8-21-1989. 


GO ANYWHERE 


FOR SELF-ADHESIVE LABELS INTENDED TO BE AF- 
FIXED PRIMARILY TO JEANS AND OTHER WEARING 
APPAREL (U.S. CL. 37). 


FIRST USE 8-11-1989; IN COMMERCE 8-11-1989. 


SN 73-820,896. HAMPTON-BROWN COMPANY, THE, 
CARMEL, CA. FILED 8-21-1989. 


HAMPTON-BROWN 


FOR BILINGUAL EDUCATIONAL BOOKS (U.S. CL. 38). 
FIRST USE 2-28-1989; IN COMMERCE 2-28-1989. 
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SN 73-820,898. HAMPTON-BROWN COMPANY, THE, 
CARMEL, CA. FILED 8-21-1989. 


THE MARK CONSISTS OF THE FANCIFUL REPRE- 
SENTATION OF THE LETTERS “HB”. 

FOR BILINGUAL EDUCATIONAL BOOKS (U.S. CL. 38). 

FIRST USE 2-28-1989; IN COMMERCE 2-28-1989. 


SN 73-821,400. DOW CHEMICAL COMPANY, THE, MID- 
LAND, MI. FILED 8-24-1989. 


CHILL FACTOR 


FOR NEWSLETTER DIRECTED TO THE BUILDING 
AND CONSTRUCTION INDUSTRY (U.S. CL. 38). 
FIRST USE 1-25-1987; IN COMMERCE 1-25-1987. 


SN 73-821,566. WINSOR & NEWTON, INC., SECAUCUS, NJ. 
FILED 8-25-1989. 


ARTISAN 


FOR ARTIST’S PAINT BRUSHES (U.S. CL. 29). 
FIRST USE 6-5-1989; IN COMMERCE 6-5-1989. 


SN 73-821,598. BUTLER PAPER COMPANY, INC., ENGLE- 
WOOD, CO. FILED 8-25-1989. 


STENOCRAFT 


OWNER OF U.S. REG. NO. 368,320. 
FOR COPY PAPER (U.S. CL. 37). 
FIRST USE 6-29-1989; IN COMMERCE 6-29-1989. 
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SN 73-821,812. TERRY THRIFT Hi, INC., SAN ANTONIO, SN 73-622,269. WESTERN PUBLISHING COMPANY, INC., 
TX. FELED 8-28-1989. RACINE, WL FILED 8-28-1989. 


IMAGENESIS TELL-A-TALE 


FOR PRINTED PUBLICATIONS, NAMELY, COMPUTER OWNER OF US. REG. NOS. 528,439, 972,795 AND 
PROGRAMS AND MANUALS IN THE FIELD OF COM- 1,410,470. 


PUTER GRAPHICS (U.S. CL. 38). FOR SERIES OF BOOKS (U.S. CL. 38). 
FERST USE 5-13-1988; IN COMMERCE 5-13-1988. FIRST USE 3-0-1944, IN COMMERCE 3-0-1944. 


SN 73-821,928. FRANK, NICHOLAS, DBA BIOFITNESS’ SN 73-822,283. SPIEGEL, INC., OAK BROOK, IL. FILED 
STRESS & MOTIVATION CENTER, LOS ANGELES, 8-28-1989. 
CA. FILED 8-28-1989. 


CHRISTMAS 
BIOFITNESS GUARANTEED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
FOR BOOKS, BOOKLETS, WORKBOOKS, PAMPHLETS, USE “CHRISTMAS”, APART FROM THE MARK AS 


CHARTS, DIAGRAMS, FLASH CARDS, BROCHURES SHOWN. 
PERTAINING TO STRESS AND SELF-MANAGEMENT FOR MERCHANDISE CATALOGS (U.S. CL. 38). 


(U.S. CL. 38). FIRST USE 11-14-1988; IN COMMERCE 11-14-1988. 
FIRST USE 10-10-1987; IN COMMERCE 10-10-1987. 


SN 73-822,371. JOAN COOK INCORPORATED, FT. LAU- 
SN 73-821,938. TRISAR INC., ANAHEIM, CA. FILED DERDALE, FL. FILED 8-29-1989. 
8-28-1989. 


BANNERCARD DRESS REHEARSAL 


FOR FASHION CATALOG (U.S. CL. 38). 


FOR GREETING CARDS (U.S. CL. 38). FIRST USE 7-1-1989; IN COMMERCE 7-28-1989. 


FIRST USE 2-0-1989; IN COMMERCE 2-0-1989. 


SN 73-822,792. TRIAD SYSTEMS CORPORATION, LIVER- 
SN 73-821,952. TILIACOS, NICHOLAS J., MARIETTA, GA. MORE, CA. FILED 8-31-1989. 
FILED 8-28-1989. 


EAGLE SCANSTART 


FOR PRINTED USER’S MANUALS SOLD WITH COM- 
FOR ARTIST PAINT BRUSHES USABLE FOR OIL, pUTERIZED DATA BASE FOR GOODS LABELED WITH 
ACRYLICS AND WATERCOLOR IN THE ART AND _ UNIVERSAL PRICE CODES (US. CL. 38). 
CRAFT FIELD (US. CL. 37). FIRST USE 6-30-1989, IN COMMERCE 6-30-1989. 
FIRST USE 2-0-1989; IN COMMERCE 2-0-1989. 


SN 73-822,853. MARINE MIDLAND BANKS, INC., BUFFA- 
SN 73-822,252. CHARLOTTE NBA LIMITED PARTNER- LO, NY. FILED 9-1-1989. 
SHIP, CHARLOTTE, NC. FILED 8-28-1989. 


THE PARTNER 
STING CONNECTION 


FOR BASKETBALL-RELATED MAGAZINE AND 


NEWSLETTER (U.S. CL. 38). FOR FINANCIAL NEWSLETTER (U.S. CL. 38). 
FIRST USE 10-1-1988; IN COMMERCE 10-1-1988. FIRST USE 5-11-1989; IN COMMERCE 5-11-1989. 
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SN 73-759,039. HACKEL, DAVID E., DBA ENERGY PROD- 
UCTS AND SALES, N. CANTON, OH. FILED 10-21-1988. 


WINDJAMBER 


FOR WOOD AND FOAM WEATHERSTRIPPING (U.S. 
CL. 12). 
FIRST USE 2-1-1988; IN COMMERCE 2-1-1988. 


SN 73-778,663. GOODYEAR TIRE & RUBBER COMPANY, 
THE, AKRON, OH. FILED 2-3-1989. 


DESERT FOX 


FOR NON-METALLIC HYDRAULIC HOSE FOR GEN- 
ERAL INDUSTRIAL USE (U.S. CL. 35). 
FIRST USE 9-17-1985; IN COMMERCE 9-17-1985. 


SN 73-788,075. 
3-20-1989. 


H.T.C. INC., ELMHURST, IL. FILED 


RESISTOP 


FOR HIGH PRESSURE ACID RESISTANT SOLID PLAS- 
TIC LAMINATE SHEETS WITH PHENOLIC RESIN CORE 
FOR MOUNTING TO SURFACES (U.S. CL. 1). 

FIRST USE 1-27-1989; IN COMMERCE 1-27-1989. 


SN 73-801,399. MANVILLE CORPORATION, DENVER, 
CO. FILED 5-22-1989. 


Cryo-Lite 


FOR FIBER GLASS BLANKET MADE OF EXCEPTION- 
ALLY FINE FIBERS BONDED WITH A MELAMINE 
RESIN FOR INSULATING CRYOGENIC TANKS CON- 
TAINING LIQUIFIED GASES SUCH AS OXYGEN, NI- 
TROGEN, HYDROGEN, ARGON AND HELIUM (U.S. CL. 
12). 

FIRST USE 3-21-1989; IN COMMERCE 3-21-1989. 
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SN 73-803,251. FIBER-LOK, INC., KELLER, TX. FILED 
5-30-1989. 


a 


FIBER-LOK 


FOR SYNTHETIC FIBERS USED TO REINFORCE CON- 
CRETE AND CONCRETE PRODUCTS (U.S. CL. 35). 
FIRST USE 11-0-1985; IN COMMERCE 11-0-1985. 


SN 73-806,587. RND COMPANY, ELK GROVE VILLAGE, 
IL. FILED 6-14-1989. 


BATWRAP 


OWNER OF U.S. REG. NOS. 1,077,862 AND 1,217,106. 

FOR ADHESIVE-COATED TAPE FOR USE ON SPORTS 
AND RECREATIONAL EQUIPMENT (U.S. CL. 5). 

FIRST USE 5-7-1986; IN COMMERCE 5-7-1986. 


SN 73-820,246. JAMES HARDIE IRRIGATION, 
LAGUNA NIGUEL, CA. FILED 8-21-1989. 


INC., 


MATRIX HOSE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOSE”, APART FROM THE MARK AS SHOWN. 

FOR PLASTIC HOSE FOR USE IN IRRIGATION (U.S. 
CL. 35). 

FIRST USE 7-10-1989; IN COMMERCE 7-10-1989. 
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SN 73-823,915. NEW ENGLAND URETHANE, 
NORTH HAVEN, CT. FILED 9-7-1989. 


INC., 


NEUTHANE 


FOR POLYURETHANE POLYMERIC MATERIAL IN 
BULK FOR EXTRUDING, MOLDING OR OTHERWISE 
MANUFACTURING A PRODUCT (US. CL. 1). 

FIRST USE 5-0-1989; IN COMMERCE 5-0-1989. 


CLASS 18—LEATHER GOODS 


SN 73-627,133. THAMES TELEVISION PLC, LONDON, 
ENGLAND, BY CHANGE OF NAME FROM THAMES 
TELEVISION LIMITED, LONDON, ENGLAND, FILED 
10-27-1986. 


COUNT DUCKULA 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1265991, FILED 4-26-1986, 
REG. NO. 1265991, DATED 9-30-1988, EXPIRES 4-26-1993. 

FOR ARTICLES MADE FROM LEATHER, IMITATION 
LEATHER OR PLASTIC, NAMELY, LUGGAGE, VANITY 
CASES SOLD EMPTY, SATCHELS, POCKET WALLETS, 
HANDBAGS, PURSES, RUCKSACKS, AND UMBRELLAS 
(U.S. CLS. 3 AND 41). 


SN 73-731,094. SOCIETE NOUVELLE DES MAROQUINER- 
IES DE BORT, BORT LES ORGUES, FRANCE, FILED 
5-27-1988. 


ey Ll) 


OWNER OF FRANCE REG. NO. 
10-8-1984, EXPIRES 10-8-1994. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARIS” AND “1932”, APART FROM THE MARK AS 
SHOWN. 

FOR LEATHER GOODS AND IMITATIONS OF LEATH- 
ER, NAMELY, BRIEFCASES, LEGAL SIZE BRIEFCASES, 
SUITCASES, LUGGAGE, BACKPACKS, SATCHELS, 
TOTE BAGS, FLIGHT BAGS, CARRY ON LUGGAGE, 
PURSES, POCKETBOOKS; POCKET LEATHER GOODS, 
NAMELY, PURSES, BRIEF-CASE TYPE PORTFOLIOS; 
ANIMAL SKINS, HIDES; TRAVELLING TRUNKS AND 
TRAVELLING BAGS; UMBRELLAS, PARASOLS AND 
WALKING STICKS; WHIPS, HARNESSES AND SAD- 
DLERY (U.S. CLS. 3 AND 41). 


1286041, DATED 
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SN 73-732,934. W. R. GRACE & CO., DUNCAN, SC. FILED 
6-6-1988. 


ACCOMODATOR 


FOR HAND CARRIED CASES MADE OF MOLDED 
PLASTIC, SAID CASES BEING SIMILAR TO ATTACHE 
CASES AND SMALL SUITCASES (U.S. CLS. 2 AND 3). 

FIRST USE 5-2-1988; IN COMMERCE 5-2-1988. 


SN 73-756,949. REUBENS, PAUL, DBA PEE-WEE 
HERMAN, STUDIO CITY, CA. FILED 10-11-1988. 


at'*4 


PEE WEE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OFFICAL BRAND”, APART FROM THE MARK AS 
SHOWN. 

FOR LUGGAGE (U.S. CL. 3). 

FIRST USE 2-4-1988; IN COMMERCE 4-21-1988. 


SN 73-772,511. ASICS CORPORATION, CHUO-KU, KOBE 
CITY, HYOGO PREFECTURE, JAPAN, FILED 1-3-1989. 


PERVARIO 


FOR DUFFLE BAGS, TOTEBAGS, BACKPACKS, GYM 
BAGS DESIGNED FOR CARRYING ATHLETIC SHOES, 
HAVERSACKS, RUCKSACKS, KNAPSACKS, ALL-PUR- 
POSE SPORTS BAGS, WALLETS AND TRAVELLIING 
TRUNKS (U.S. CL. 3). 

FIRST USE 6-3-1988; IN COMMERCE 6-3-1988. 
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SN 73-790,574. JOURDAN COMPANY, INC., THE, SOUTH 
EL MONTE, CA. FILED 4-3-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “L. A.” AND “COMPANY”, APART FROM THE 
MARK AS SHOWN. 

FOR ATTACHE CASES, BRIEFCASES, AND BRIEF- 
CASE TYPE PORTFOLIOS (U.S. CL. 3). 

FIRST USE 2-1-1989; IN COMMERCE 2-1-1989. 


SN 73-806,752. AJARI INTERNATIONAL, LTD., GAITH- 
ERSBURG, MD. FILED 5-22-1989. 


THE MARK IS LINED FOR THE COLOR RED. 

FOR LEATHER CLOTHING; NAMELY SHIRTS, PANTS, 
JACKETS, COATS, SHORTS AND BLAZERS (U.S. CLS. 3 
AND 39). 

FIRST USE 2-1-1989; IN COMMERCE 2-1-1989. 
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SN 73-811,102. AJARI INTERNATIONAL, LTD., GAITH- 
ERSBURG, MD. FILED 7-19-1989. 


aso 


THE NAME “MARCO GIANNI” DOES NOT IDENTIFY 
A PARTICULAR LIVING INDIVIDUAL. 

FOR LEATHER CLOTHING; NAMELY SHIRTS, PANTS, 
JACKETS, COATS, SHORTS AND BLAZERS (U.S. CL. 3). 

FIRST USE 7-5-1989; IN COMMERCE 7-5-1989. 


SN 73-815,845. HAREDDA (U.S.A.), INC., SOUTH SAN 
FRANCISCO, CA. FILED 7-31-1989. 


CHARME SACS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SACS”, APART FROM THE MARK AS SHOWN. 
FOR HAND BAGS, BACK PACKS, TOTE BAGS, AND 
FANNY PACKS (U.S. CL. 3). 
FIRST USE 7-25-1989; IN COMMERCE 7-25-1989. 


SN 73-822,459. PRESTON IMPORTS, LTD., NEWBURY- 
PORT, MA. FILED 8-30-1989. 


AINSLEY 


FOR SADDLES AND BRIDLEWORK (U.S. CL. 3). 
FIRST USE 8-1-1986; IN COMMERCE 8-1-1986. 


SN 73-822,549. AMITY LEATHER PRODUCTS COMPANY, 
WEST BEND, WI. FILED 8-30-1989. 


NITE AND DAY 


FOR WALLETS (U.S. CL. 3). 
FIRST USE 11-4-1988; IN COMMERCE 11-4-1988. 
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SN 73-686,330. L. B. PLASTICS LIMITED, BELPER, 
DERBY, ENGLAND, FILED 9-25-1987. 


SHEERTONE 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1305843, FILED 4-1-1987, 
REG. NO. 1305843, DATED 4-21-1989, EXPIRES 4-1-1994. 

FOR WINDOWS, DOORS, WINDOW AND DOOR 
FRAMES AND FRAME COMPONENTS FOR WINDOWS 
AND DOORS, WINDOW SILLS, DRIP DEFLECTORS, 
GLASS AND DOUBLE GLAZING UNITS (US. CL. 12). 


SN 73-701,203. VALCONN BUILDING SPECIALTIES, 
LTD., KINGSTON, ONTARIO, CANADA, FILED 
12-15-1987. 


AABEN 


FOR WINDOWS, SKYLIGHTS AND DOORS (US. CL. 
12). 
FIRST USE 8-0-1986; IN COMMERCE 8-0-1986. 


SN 73-701,622. 608421 ONTARIO LTD., DBA STONEX CON- 
CRETE PRODUCTS, OTTAWA, ONTARIO, CANADA, 
FILED 12-18-1987. 


STONE X 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 586349, FILED 6-18-1987, REG. NO. 
345155, DATED 9-23-1988, EXPIRES 9-23-2003. 

FOR ROOFTILES AND PAVING BRICKS (U.S. CL. 12). 


SN 73-779,339. DRYVIT SYSTEM, INC., WEST WARWICK, 
RL. FILED 2-6-1989. 


BED-ROK 


FOR BED COAT USED TO MAKE STONE AGGRE- 
GATE FINISH FOR EXTERIOR BUILDING WALLS (US. 
CL. 12). 

FIRST USE 9-2-1987; IN COMMERCE 9-2-1987. 
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SN 73-781,629. SEMAC INDUSTRIES, INC., MILLERS- 
BURG, OH. FILED 2-21-1989. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR HARDWOOD LUMBER (U.S. CL. 12). 

FIRST USE 7-0-1970, IN COMMERCE 7-0-1970. 


SN 73-781,639. SEMAC INDUSTRIES, INC., MILLERS- 
BURG, OH. FILED 2-21-1989. 


SPARTYWOOD 


FOR HARDWOOD LUMBER (U.S. CL. 12). 
FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 


SN 73-782,753. INTERSTATE WINDOW AND DOOR CO., 
PITTSTON TOWNSHIP, PA. FILED 2-24-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WINDOW & DOOR CO.”, APART FROM THE 
MARK AS SHOWN. 

FOR VINYL WINDOWS AND DOORS (U.S. CL. 12). 

FIRST USE 9-0-1985; IN COMMERCE 9-0-1985. 
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CLASS 19—(Continued). 


SN 73-783,033. MANVILLE CORPORATION, DENVER, 
CO. FILED 2-27-1989. 


PrimaPly 


FOR ROLLED ROOFING (U.S. CL. 12). 
FIRST USE 10-14-1988; IN COMMERCE 10-14-1988. 


SN 73-783,037. MANVILLE CORPORATION, DENVER, 
CO. FILED 2-27-1989. 


PrimaKap 


FOR ROLLED ROOFING (US. CL. 12). 
FIRST USE 10-31-1988; INCOMMERCE 10-31-1988. 


SN 73-791,922. PIKE LUMBER COMPANY, INC., AKRON, 
IN. FILED 4-7-1989. 


FOR HARDWOOD LUMBER, HARDWOOD LOGS AND 
BY-PRODUCTS OF HARDWOOD LOGS (U.S. CL. 12). 
FIRST USE 8-15-1962; IN COMMERCE 8-15-1962. 


SN 73-795,349. ADVANCED EROSION CONTROL, INC., 
QUEENSTOWN, MD. FILED 4-24-1989. 


BEACH BEAM 


FOR MODULAR PRE-CAST PERMEABLE BREAK- 
WATER STRUCTURES FOR EROSION CONTROL (U.S. 
CL. 12). 

FIRST USE 2-19-1988; IN COMMERCE 2-19-1988. 
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SN 73-797,733. FREIBORG, BENNIE, DBA RIDGE MANU- 
FACTURING, SUN VALLEY, CA. FILED 5-4-1989. 


DURA EDGE 


OWNER OF U.S. REG. NO. 1,090,895. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EDGE”, APART FROM THE MARK AS SHOWN. 

FOR ASPHALT COMPOSITION MATERIAL FOR COV- 
ERING ROOF EDGES (U.S. CL. 12). 

FIRST USE 3-14-1989; IN COMMERCE 3-14-1989. 


SN 73-804,929. FITZGERALD CONSTRUCTION SALES, 
INC., FOUNTAIN VALLEY, CA. FILED 6-19-1989. 


VINYLOK 


FOR NON-METAL FORMLINERS FOR CASTING AR- 
CHITECTURAL CONCRETE (U.S. CL. 12). 
FIRST USE 8-3-1983; IN COMMERCE 5-4-1984. 


SN 73-818,407. ELF ASPHALT, INC., ST. LOUIS, MO. 
FILED 8-10-1989. 


elf 


FOR EMULSIFIED ASPHALT PAVING AND SURFAC- 
ING MATERIALS, NAMELY, ASPHALT BINDERS, COAL 
MIX ASPHALT PATCH MATERIAL, MINERAL FILLED 
ASPHALT EMULSION SURFACE COATING, ASPHALT 
TILE CEMENT, ASPHALT FIRE, WATER AND CORRO- 
SION RESISTANT LIQUEFIED COATING AND MASTIC, 
ASPHALT FLOOR PATCHING AND PAVING MASTIC, 
ASPHALT ROOFING LIQUEFIED COATING AND 
MASTIC, ASPHALT INSULATING MASTIC, RUBBER 
AND MINERAL FILLED ASPHALT EMULSION SUR- 
FACE COATING FOR ASPHALT SURFACED TENNIS 
COURTS AND RUNNING TRACKS, BITUMINOUS SUR- 
FACE COATINGS, BITUMINOUS SAND TEXTURED 
COATING MATERIAL FOR APPLICATION TO BLACK- 
TOP PAVEMENT; ABRASION RESISTING ASPHALT 
SURFACE COATING FOR BLACK TOP PAVEMENTS, 
MASTIC FLOORING, CONCRETE, METAL AND 
WOODEN SURFACES, AND ASPHALT WATERPROOF- 
ING AND DAMPPROOF LIQUEFIED COATING (U.S. CL. 
12). 

FIRST USE 1-11-1988; IN COMMERCE 1-11-1988. 
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SN 73-818,809. MARTIN MARIETTA CORPORATION, BE-_ SN 73-823,150. PRISTINE PRODUCTS, INC., RACINE, WL 
THESDA, MD. FILED 8-14-1989. FILED 9-5-1989. 


PERIDOL PATCH IDENTA-BRICK 


OWNER OF U.S. REG. NO. 1,296,238. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO FOR BRICKS (U.S. CL. 12). 
USE “PATCH”, APART FROM THE MARK AS SHOWN. FIRST USE 2-7-1989; IN COMMERCE 3-6-1989. 
FOR RAMMABLE REFRACTORY MIX (US. CL. 12). 
FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 


SN 73-824,265. AMERIVAL CORPORATION, HOUSTON, 
SN 73-821,238. QUALITY FOREST PRODUCTS, INC., EN- TX. FILED 9-11-1989. 


FIELD, NC. FILED 8-24-1989. 


QUALITY FOREST PRODUCTS FOR SINGLE-PLY BITUMEN ROOFING AND WATER- 
PROOFING MEMBRANES (U.S. CL. 12). 
FIRST USE 3-0-1987; IN COMMERCE 3-0-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


USE “FOREST PRODUCTS”, APART FROM THE MARK 
AS SHOWN. SN 73-824,686. GEORGIA-PACIFIC CORPORATION, AT- 


FOR TREATED LUMBER AND PLYWOOD AND FIRE LANTA, GA. FILED 9-11-1989. 


RETARDED LUMBER (U.S. CL. 12). 
PROLINE SHADOW 30 


FIRST USE 8-0-1977; IN COMMERCE 8-0-1977. 


SN 73-821,250. ROGER CARTER CORPORATION, KIN- NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
STON, NC. FILED 8-24-1989. USE “30”, APART FROM THE MARK AS SHOWN. 


FOR ROOFING SHINGLES (U.S. CL. 12). 
ROGER CARTER 


FIRST USE 2-15-1989; IN COMMERCE 3-16-1989. 
“ROGER CARTER” IS THE NAME OF A LIVING INDI- 


VIDUAL WHOSE CONSENT TO THIS APPLICATION 20—FURNITURE ARTICLES NOT 
a Cae OTHERWISE CLASSIFIED 
FOR NONMETAL MODULAR BUILDINGS AND TEM- 


PORARY OFFICES FOR USE IN CONSTRUCTION (U.S. 


CL. 12). SN 73-661,245. G:C. HUDSON INDUSTRIES, INC., BEVER- 
FIRST USE 6-9-1989; IN COMMERCE 6-9-1989. LY, MA. FILED 5-18-1987. 


THE SCIENCE OF SLEEP 


SN 73-821,277. GEORGIA-PACIFIC CORPORATION, AT- 
LANTA, GA. FILED 8-24-1989. 


FOR PILLOWS (U.S. CL. 32). 
G-PAC FIRST USE 10-24-1986; IN COMMERCE 10-24-1986. 


FOR WOOD MOULDING (US. CL. 12). 


FIRST USE 6-19-1989; IN COMMERCE 6-22-1989. 
SN 73-684,583. TWINPAK INC, DORVAL, QUEBEC, 


CANADA, FILED 9-16-1987. 


SN 73-822,660. ELK RIVER ENTERPRISES, INC., 
EUGENE, OR. FILED 8-31-1989. TWINCUP 


SILVERADO PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 582047, FILED 4-13-1987, REG. NO. 
351622, DATED 2-17-1989, EXPIRES 2-17-2004. 
FOR REINFORCED LAMINATED WOOD BEAMS (U.S. | OWNER OF U.S. REG. NO. 916,101. 
CL. 12). FOR COMMERCIAL PACKAGING CONTAINERS FOR 
FIRST USE 6-23-1989; IN COMMERCE 6-23-1989. FOODSTUFFS (U.S. CL. 2). 
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SN 73-740,791. PIONEER/ECLIPSE CORPORATION, SN 73-809,674. GENPAK CORPORATION, GLENS FALLS, 
SPARTA, NC. FILED 7-15-1988. NY. FILED 6-28-1989. 


CUBE-LOK 


FOR PLASTIC CONTAINERS FILLED WITH COMMER- 


CIAL FLOOR CLEANING CHEMICALS (U.S. CL. 2). 
FIRST USE 7-6-1987; IN COMMERCE 7-6-1987. 


FOR CARRY-OUT FOOD CONTAINERS FOR USE IN 
COMMERCIAL EATING ESTABLISHMENTS (U.S. CL. 2). 


SN 73-754,942. KEEN & TOMS PARTNERSHIP LIMITED, 
FIRST USE 4-0-1986; IN COMMERCE 4-0-1986. 


PRINCES RISBOROUGH, BUCKINGHAMSHIRE, ENG- 
LAND, FILED 9-29-1988. 


DUVON 


SN 73-810,591. ACRY FAB, INC., SUN PRAIRIE, WI. FILED 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 7-3-1989 
KINGDOM APPLICATION NO. 1339884, FILED 3-29-1988, ea ? 


REG. NO. 1339884, DATED 8-4-1989, EXPIRES 3-29-1995. 
FOR BEDS, MATTRESSES, PILLOWS (US. CL. 32). 


FOR ACRYLIC CONTAINERS FOR COMMERCIAL USE 
AND POINT OF PURCHASE MERCHANDISE DISPLAY 


SN 73-781,810. DIXLINE CORPORATION, GALVA, IL. 
FILED 2-21-1989. CASES (U.S. CLS. 32 AND 50). 
FIRST USE 10-28-1981; IN COMMERCE 6-2-1982. 


SN 73-812,776. TARWATER, GEORGE H., DBA TAR- 
WATER CRAFTS, NOEL, MO. AND TARWATER, 
MARY, DBA TARWATER CRAFTS, NOEL, MO. FILED 


7-17-1989. 


CASUAL FURNITURE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CASUAL FURNITURE”, APART FROM THE MARK 


AS SHOWN. 
THE LINING IN THE DRAWING IS FOR SHADING 


PURPOSES ONLY. 
FOR CASUAL FURNITURE (US. CL. 32). 
FIRST USE 11-1-1988; IN COMMERCE 11-1-1988. 


SN 73-792,178. WELAND MEDICAL AB, SMALANDS- 
STENAR, SWEDEN, FILED 4-10-1989. 


KLIPPIT 
FOR FIGURES MADE PRIMARILY OF WOOD (U.S. CL. 


FOR BAG CLIPS FORMED OF PLASTIC (U.S. CL. 50) 50). 
FIRST USE 11-0-1985; IN COMMERCE 8-0-1986. FIRST USE 6-26-1989; IN COMMERCE 6-28-1989. 
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SN 73-813,558. CHATEAU D’AX S.P.A., LENTATE SUL __ SN 73-816,010. COOPER, SCOTT CHARLES, DBA TENDER 


SEVESO (MI), ITALY, FILED 7-19-1989. 


Chateau d’'Ax 


OWNER OF ITALY REG. NO. 282509, DATED 5-27-1974, 
EXPIRES 12-28-1993. 

THE ENGLISH TRANSLATION OF THE WORDS 
“CHATEAU D’AX” IN THE MARK IS “CASTLE OF AX”. 

FOR CHAIRS, ARMCHAIRS, SOFAS, AND STYLE BEDS 
(U.S. CL. 32). 


SN 73-814,240. BALLQUBE, INC., NACOGDOCHES, TX. 
FILED 7-24-1989. 


PINQUBE 


FOR INDIVIDUAL PLASTIC DISPLAY CONTAINERS 
FOR JEWELRY (U.S. CLS. 2 AND 50). 
FIRST USE 1-25-1988; IN COMMERCE 1-25-1988. 


SN 73-814,318. BALLQUBE, INC., NACOGDOCHES, TX. 
FILED 7.-24-1989. 


GOLFQUBE 


FOR INDIVIDUAL PLASTIC DISPLAY CONTAINERS 
FOR GOLF BALLS (U.S. CLS. 2 AND 50). 
FIRST USE 12-18-1987; IN COMMERCE 12-21-1987. 


SN 73-814,383. AMERICAN STAMP & MARKING PROD- 
UCTS, INC.. MARYLAND HEIGHTS, MO. FILED 
7-24-1989. 


NOVACOR SIGN SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SIGN SYSTEM”, APART FROM THE MARK AS 
SHOWN. 

FOR SIGNBOARDS, PLASTIC SIGNS, AND COMPOS- 
ITE SIGNS HAVING CHANGEABLE MESSAGE POR- 
TIONS (U.S. CL. 50). 

FIRST USE 6-22-1989; IN COMMERCE 6-22-1989. 


253-576 TMOG-90-23 - QL 3 


HEARTH BABY BOLSTERS, BROKEN ARROW, OK. 
FILED 7-31-1989. 


Tender Hearth 
Baby Bolsters 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BABY BOLSTERS”, APART FROM THE MARK AS 
SHOWN. 

FOR A PROTECTIVE CUSHION FOR A FIREPLACE 
HEARTH EDGE (US. CL. 32). 

FIRST USE 3-27-1989; IN COMMERCE 5-13-1989. 


SN 73-816,318. POOCH, INC. HOUSTON, TX. FILED 
8-1-1989. 


% 


Posh Pooch 


FOR NOVELTY ITEMS FOR PETS NAMELY; COL- 
LARS, PET JEWELRY, CHARMS, BOWS AND DRAWSTR- 
ING BAGS (U.S. CLS. 3 AND 50). 

FIRST USE 3-1-1989; IN COMMERCE 5-1-1989. 


SN 73-817,173. WICKLINE BEDDING COMPANY, INC., 
ESCONDIDO, CA. FILED 8-4-1989. 


CHIROTHERAPY 


FOR MATTRESSES AND BOX SPRINGS (U.S. CL. 32). 
FIRST USE 7-5-1989, IN COMMERCE 7-5-1989. 
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SN 73-817,502. BLUE SKY, INC., NASHVILLE, TN. FILED 
8-7-1989. 


PRESCRIPTIONS FOR 
DAILY LIVING 


FOR NOVELTY ITEMS, NAMELY, CAPSULES CON- 
TAINING PRINTED MATERIAL RECITING SAYINGS, 
SLOGANS, OR DIRECTIONS FOR IMPROVING SOCIAL 
RELATIONSHIPS (U.S. CLS. 2 AND 50). 

FIRST USE 7-6-1989; IN COMMERCE 7-6-1989. 


SN 73-818,232. KUSS CORPORATION, 
FILED 8-10-1989. 


ONYA 


FOR FLOTATION SLEEP PRODUCTS, NAMELY, 
WATER MATTRESSES (U.S. CL. 32). 
FIRST USE 6-28-1989; IN COMMERCE 6-28-1989. 


FINDLAY, OH. 


SN 73-820,403. REHRIG PACIFIC COMPANY, LOS ANGE- 
LES, CA. FILED 8-21-1989. 


CASTLE CRATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CRATE”, APART FROM THE MARK AS SHOWN. 

FOR PLASTIC BOTTLE CRATES (U.S. CL. 2). 

FIRST USE 12-23-1988; IN COMMERCE 12-23-1988. 


CLASS 21—HOUSEWARES AND GLASS 


SN 73-728,529. LANCOME PARFUMS ET BEAUTE & CIE, 
PARIS, FRANCE, FILED 5-16-1988. 


TRACEUR-MATIC 


OWNER OF FRANCE REG. NO. 
6-14-1976, EXPIRES 6-10-1996. 

THE ENGLISH TRANSLATION OF THE WORD “TRA- 
CEUR” IN THE MARK IS THE FRENCH WORD FOR 
“TRACER”. 

FOR AUTOMATIC MAKE-UP APPLICATORS; BRUSH- 
ES FOR APPLICATION OF MAKE-UP (U.S. CL. 29). 


1358540, DATED 
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SN 73-739,974. GENERAL HOUSEWARES CORP., STAM- 
FORD, CT. FILED 7-15-1988. 


MAGNAWAVE PERFECTION 


OWNER OF U.S. REG. NO. 1,132,147. 
FOR MICROWAVE ROASTERS (U.S. CL. 13). 
FIRST USE 6-14-1988; IN COMMERCE 6-14-1988. 


SN 73-745,372. MINI MART, INC., CASPER, WY. 
8-11-1988. 








—— 


= Refillables= 


= 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE REFILLABLES”, APART FROM THE MARK 
AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR PAPER CUPS AND PLASTIC CUPS FOR USE IN 
THE SALE OF SOFT DRINKS (U.S. CLS. 2 AND 30). 

FIRST USE 5-4-1988; IN COMMERCE 5-4-1988. 


SN 73-748,112. ARTHUR MATNEY COMPANY, 
BROOKLYN, NY. FILED 8-23-1988. 


INC., 


EYE LITES 


FOR SOFT TIP EYESHADOW APPLICATORS (U.S. CLS. 
29 AND 51). 
FIRST USE 4-14-1988; IN COMMERCE 4-14-1988. 


SN 73-779,056. GOODMAN, MARLENE, DBA M. CRE- 
ATIONS UNLIMITED, CHATSWORTH, CA. FILED 
2-6-1989. 


MADEMOISELLE’S 
BOUQUET 


FOR CERAMIC DINNERWARE AND ACCESSORIES 
NAMELY CUPS, SAUCERS SOUP BOWLS, TEAPOTS, 
CREAMERS AND SUGAR BOWLS AND GENERAL PUR- 
POSE HOUSEHOLD CONTAINERS (U.S. CLS. 2 AND 30). 

FIRST USE 0-0-1984; IN COMMERCE 1-20-1987. 
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SN 73-795,496. GEORGE, WALTER B., DBA WG ENTER- 
PRISES, RED BLUFF, CA. FILED 4-24-1989. 


ASH BUSTER 


FOR ASH DUST CONDUCTOR, NAMELY A COMBINA- 
TION DUSTPAN AND DUST BAFFLE FOR USE IN CON- 
TROLLING ASH DUST WHEN REMOVING ASHES 
FROM STOVES, FIREPLACES, ETC. (U.S. CL. 50). 

FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 


SN 73-801,736. RACIOPPI, RICHARD J., MAHOMET, IL. 
FILED 5-22-1989. 


BLADE AID 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLADE”, APART FROM THE MARK AS SHOWN. 

FOR TOILETRIES, NAMELY CLEANING BRUSHES 
FOR SHAVING RAZORS (U.S. CL. 29). 

FIRST USE 11-22-1988; IN COMMERCE 11-22-1988. 


SN 73-816,946. FRANKLIN PLASTIC PRODUCTS, INC., 
FRANKLIN, IN. FILED 8-4-1989. 


SONNET 


FOR PLASTIC BATHROOM ACCESSORIES, NAMELY 
TOWEL RACKS, MIRROR HOLDERS, BRUSH AND SOAP 
HOLDERS (U.S. CLS. 2 AND 13). 

FIRST USE 3-14-1988; IN COMMERCE 10-31-1988. 


SN 73-818,047. WINDMERE CORPORATION, 
LAKES, FL. FILED 8-9-1989. 


PLAK TRAC PLUS 


MIAMI 


OWNER OF U.S. REG. NO. 1,554,749. 

FOR ELECTRIC TOOTHBRUSHES (U.S. CLS. 21 AND 
29). 
FIRST USE 7-17-1989; IN COMMERCE 7-17-1989. 


SN 73-820,332. WILTON ENTERPRISES, INC., WOO- 
DRIDGE, IL. FILED 8-21-1989. 


DECORATOR PREFERRED 


FOR CAKE SEPARATOR PLATE (U.S. CLS. 30 AND 50). 
FIRST USE 8-7-1989; IN COMMERCE 8-7-1989. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-820,333. WILTON ENTERPRISES, INC. WOO- 
DRIDGE, IL. FILED 8-21-1989. 


CIRCLES OF STRENGTH 


FOR CAKE SEPARATOR PLATE (U.S. CLS. 30 AND 50). 
FIRST USE 8-7-1989; IN COMMERCE 8-7-1989. 


SN 73-822,891. MOBIL OIL CORPORATION, NEW YORK, 
NY. FILED 9-1-1989. 


HEFTY DESIGNS 


OWNER OF U.S. REG. NOS. 854,403 AND 1,364,550. 
FOR WASTEBASKETS (U.S. CL. 2). 
FIRST USE 9-13-1988; IN COMMERCE 10-10-1988. 


SN 73-823,920. U.S. AQUA SPORTS, INC., WEST SIMS- 
BURY, CT. FILED 9-7-1989. 


TEDDY TUNES 


FOR MUSICAL TOOTHBRUSHES (U.S. CL. 29). 
FIRST USE 8-3-1989; IN COMMERCE 8-3-1989. 


SN 73-824,278. MYERS INDUSTRIES, DBA AKRO-MILS, 
AKRON, OH. FILED 9-11-1989. 


PLAS TERRA 


FOR FLOWER POTS AND PLANTERS MANUFAC- 
TURED FROM PLASTIC (U.S. CL. 2). 
FIRST USE 7-17-1989; IN COMMERCE 8-25-1989. 


CLASS 22—CORDAGE AND FIBERS 


SN 73-765,331. AGRIPACKAGING OF TENNESSEE, INC., 
MEMPHIS, TN. FILED 11-17-1988. 


MEGABAG 


FOR WOVEN POLYPROPYLENE BAGS FOR AGRI- 
CULTURAL PRODUCTS AND GRAINS (U.S. CL. 2). 
FIRST USE 1-15-1988; IN COMMERCE 1-15-1988. 
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SN 73-811,089. KCL CORPORATION, SHELBYVILLE, IN. SN _ 73-758,779. CHINA NATIONAL SILK IMPORT & 
FILED 6-30-1989. EXPORT CORPORATION, JIANGSU BRANCH, NANJ- 
ING, CHINA, FILED 10-20-1988. 


STRIP-N-STICK 


FOR PLASTIC BAGS FOR SECURING VALUABLES 
FOR COMMERCIAL USE (U.S. CL. 2). 
FIRST USE 6-8-1989; IN COMMERCE 6-8-1989. 


= 
5eR nT = 
_ahe Yavihon. 


SN 73-817,990. OMNISOURCE, INC., ATLANTA, GA. 
FILED 8-7-1989. 


THE FOREIGN CHARACTERS IN THE MARK TRANS- 
LITERATE TO “HU XIN TING” AND THIS MEANS 
“LAKE PAVILION”. 


FOR SILK FABRICS USED IN CLOTHING (U.S. CL. 42). 
OMNISOURCE FIRST USE 5-10-1976; IN COMMERCE 7-9-1980. 


FOR TRASH CAN LINERS (U.S. CL. 2). 
FIRST USE 4-0-1989; IN COMMERCE 4-0-1989. 


SN 73-776,415. ZWEIGART & SAWITZKI, SINDELFIN- 
GEN, FED REP GERMANY, FILED 1-23-1989. 


sai tntiinin SWEETHEART AFGHAN 


SN 73-744,431. DOLLFUS-MIEG & CIE, DBA DMC, PARIS, 
FRANCE, FILED 8-5-1988. 


[AO 


DMC 


FOR EMBROIDERY FABRIC AND EMBROIDERY 
CANVAS (US. CL. 42). 
FIRST USE 12-15-1988; IN COMMERCE 12-15-1988. 


SN 73-776,417. ZWEIGART & SAWITZKI, SINDELFIN- 
GEN, FED REP GERMANY, FILED 1-23-1989. 


DAVOSA 


OWNER OF FRANCE REG. NO. 1448476, DATED 


2-5-1988, EXPIRES 2-5-1998. FOR EMBROIDERY FABRIC AND EMBROIDERY 
FOR CANVAS FOR TAPESTRY OR EMBROIDERY (U.S. CANVAS (U.S. CL. 42). 


CL. 42). FIRST USE 3-0-1976; IN COMMERCE 6-0-1978. 
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SN 73-805,009. THORNHILL, MARIA T., CORAL GABLES, 
FL. FILED 6-7-1989. 


SPENDERS 


FOR TWO INDIVIDUAL STRAPS USED TO HOLD 
BOTTOM SHEET CORNERS FROM COMING UP OFF 
THE MATTRESS (U.S. CLS. 42 AND 50). 

FIRST USE 10-0-1987; IN COMMERCE 11-00-1988. 


SN 73-820,668. FEDERATED DEPARTMENT STORES, 
INC., CINCINNATI, OH. FILED 8-21-1989. 


COMFORT COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR BLANKETS, MATTRESS COVERS, SHEETS, PIL- 
LOWCASES, DUST RUFFLES, COMFORTERS, SHAMS 
AND BEDSPREADS (U.S. CL. 42). 

FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 73-823,073. SYMPHONY FABRICS CORP., NEW YORK, 
NY. FILED 9-5-1989. 


SATA-PRIMA 


FOR FABRIC, NAMELY WOVEN POLYESTER (US. CL. 
42). 
FIRST USE 1-6-1989; IN COMMERCE 1-6-1989. 


CLASS 25—CLOTHING 


SN 73-581,842. AMERICAL CORPORATION, NEW YORK, 
NY. FILED 2-7-1986. 


24 KARAT LEGS 


FOR LADIES’ AND GIRLS’ PANTYHOSE, KNEE- 
HIGHS AND HOSIERY (U.S. CL. 39). 
FIRST USE 1-24-1986; IN COMMERCE 1-24-1986. 
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CLASS 25—(Continued). 


SN 73-627,130. THAMES TELEVISION PLC, LONDON, 
ENGLAND, BY CHANGE OF NAME FROM THAMES 
TELEVISION LIMITED, LONDON, ENGLAND, FILED 
10-27-1986. 


COUNT DUCKULA 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1265993, FILED 4-26-1986, 
REG. NO. 1265993, DATED 9-30-1988, EXPIRES 4-26-1993. 

FOR SWEATSHIRTS, SPORTS SHIRTS, T-SHIRTS, 
CASUAL JACKETS, SHORTS, SWEATERS, SKIRTS, 
DRESSES, SLEEPWEAR, DRESSING, GOWNS, BEACH- 
WEAR, TIES, SCARVES, HEADWEAR, FOOTWEAR, 
AND APRONS (U.S. CL. 39). 


SN 73-646,186. INDUSTRIE TESSILI ROBERTO ZORATTO 
S.P.A., UDINE, ITALY, FILED 2-24-1987. 


bs funtana 


THE ENGLISH TRANSLATION OF THE WORD “LA 
FURLANA” IN THE MARK IS “A FRIULIAN FOLK 
DANCE”. 

FOR T-SHIRTS, UNDERPANTS, VESTS, PAJAMAS, 
DRESSING GOWNS, BATHING COSTUMES, TROUSERS, 
SHIRTS, HOUSE COATS, SCARVES, SHOES, HATS, 
SOCKS, TIES, GLOVES, BELTS (U.S. CL. 39). 

FIRST USE 12-0-1955; IN COMMERCE 12-14-1973. 


SN 73-651,579. YOU, INC, NEW YORK, NY. FILED 
3-27-1987. 


YOU 


OWNER OF U.S. REG. NO. 613,217. 

FOR LADIES’ WEARING APPAREL 
JEANS (U.S. CL. 39). 

FIRST USE 3-6-1987; IN COMMERCE 3-6-1987. 


—NAMELY, 


SN 73-658,336. LEVI STRAUSS & CO., SAN FRANCISCO, 
CA. FILED 5-1-1987. 


STREET JEANS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JEANS”, APART FROM THE MARK AS SHOWN. 

FOR JEANS (U.S. CL. 39). 

FIRST USE 8-4-1986, IN COMMERCE 8-4-1986. 
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SN 73-673,489. TAREN HOLDINGS, INC., NEW YORK, NY. SN 73-738,980. MORRIS, JEFFREY A., PALO CEDRO, CA. 
ASSIGNEE OF KAYSER-ROTH CORPORATION, NEW FILED 7-11-1988. 
YORK, NY. FILED 7-20-1987. 


uvewm Elksccopy 


FOR SHIRTS, PANTS, SHORTS AND JACKETS (U.S. 


CL. 39). 
FIRST USE 5-30-1987; IN COMMERCE 5-30-1987. 


FOR SWIMWEAR, LINGERIE, PAJAMAS, GARTERS, 
TOPS, NIGHTSHIRTS, BOXERS, PANTIES AND UNDER- 


WEAR (U.S. CL. 39). 
FIRST USE 8-1-1986; IN COMMERCE 8-20-1986. 


SN 73-678,528. CONVERSE INC., NORTH READING, MA. 
FILED 8-14-1987. 
SN 73-741,438. COLEMAN CO. INC., THE, WICHITA, KS. 
ASSIGNEE OF SHOE CITY, INC., MONTGOMERY, AL. 
FILED 7-21-1988. 


e7iNe oz > 
a SOD, 


COLEMAN 


LQOIKZ aNEE 


OWNER OF U.S. REG. NOS. 1,142,564, 1,556,911 AND 
OTHERS. 
SEC. 2(F). 
THE LINING AND STIPPLING IN THE MARK ARE FOR FOOTWEAR (U.S. CL. 39). 
FEATURES OF THE MARK AND DOES NOT INTENDED FIRST USE 11-3-1972; IN COMMERCE 11-3-1972. 
TO INDICATE COLOR. 
THE MARK CONSISTS OF A THREE DIMENSIONAL 
SOLE OF SHOE DESIGN. 
SEC. 2(F). 
FOR ATHLETIC FOOTWEAR (US. CL. 39). 
FIRST USE 0-0-1920; IN COMMERCE 0-0-1920. 
SN 73-746,737. US SPORTS, INC, LAKE WORTH, FL. 


FILED 8-17-1988. 


SN 73-728,572. SOCIETE GUY LAROCHE, PARIS, 
FRANCE, FILED 5-16-1988. 


Images 


OWNER OF FRANCE REG. NO. 1441016, DATED 
10-30-1987, EXPIRES 10-30-1997. 

OWNER OF U.S. REG. NOS. 909,173 AND 1,183,525. 

THE NAME “GUY LAROCHE” DOES NOT IDENTIFY 
A PARTICULAR LIVING INDIVIDUAL. 

FOR CLOTHING FOR MEN, NAMELY, SUITS, SHIRTS, OWNER OF U°S. REG. NOS. 1,081,813 AND 1,084,897. 
TROUSERS, VESTS, TIES, AND SCARVES; CLOTHING FOR CLOTHING, NAMELY SWEATSHIRTS (U.S. CL. 
FOR WOMEN, NAMELY, SKIRTS, BLOUSES, DRESSES, 339). 
TROUSERS, VESTS, SUITS AND SCARVES (U.S. CL. 39). FIRST USE 4-25-1988; IN COMMERCE 4-25-1988. 
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SN 73-746,738. US SPORTS INC., LAKE WORTH, FL. SN 73-758,543. SCAASI, ARNOLD, NEW YORK, NY. 
FILED 8-17-1988. FILED 10-19-1988. 


USE) sports 


OWNER OF U.S. REG. NOS. 1,081,813 AND 1,081,814. 
FOR CLOTHING, NAMELY SWEATSHIRTS (U.S. CL. 
39). 
FIRST USE 4-25-1988; IN COMMERCE 4-25-1988. SEC. 2(F). 


FOR DRESSES, SUITS, SKIRTS, SHAWLS, CAPES, 
COATS, PANTS, BLOUSES, FUR COATS, FUR JACKETS, 
FUR SHAWLS AND FUR CAPES (U.S. CL. 39). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


SN 73-755,121. BETAOOT TEXTILE CORP., LOS ANGE- 
LES, CA. FILED 9-30-1988. 


CLASS 50’°S 


SN 73-760,789. L.A. MUSCLE, PARAMOUNT, CA. FILED 
10-31-1988. 
FOR SPORTSWEAR CLOTHING, NAMELY T-SHIRTS, 
SWEATSHIRTS, RUNNING SUITS, SHORTS, PANTS (U.S. 
CL. 39). 
FIRST USE 6-1-1988; IN COMMERCE 6-1-1988. 


SIGNEE OF BEECHAM (AUSTRALIA) PTY. LIMITED, 
DANDENONG VICTORIA, AUSTRALIA, FILED 
9-30-1988. 


SN 73-755,942. KOALA SPRINGS AUSTRALIA PTY. LIM- A. 
ITED, MOORABBIN, VICTORIA, AUSTRALIA, AS- 


FOR EXERCISE CLOTHING FOR BODYBUILDERS 
AND WEIGHTLIFTERS, NAMELY, PANTS, SHORTS, 
SKIRTS, SHIRTS, SWEATERS AND GLOVES (U.S. CL. 39). 

FIRST USE 1-28-1988; IN COMMERCE 3-3-1988. 


SN 73-760,957. WALT DISNEY COMPANY, THE, BUR- 
BANK, CA. FILED 10-31-1988. 


ROGER RABBIT 


THE STIPPLING SHOWN IN THE DRAWING IS A 

FEATURE OF THE MARK AND IS NOT INTENDED TO 

INDICATE COLOR. FOR CLOTHING, NAMELY T-SHIRTS, SWEATSHIRTS, 
FOR CLOTHING, NAMELY T-SHIRTS (U.S. CL. 39). BELTS AND UNDERWEAR (U.S. CL. 39). 
FIRST USE 7-31-1988; IN COMMERCE 7-31-1988. FIRST USE 5-15-1988; IN COMMERCE 5-15-1988. 
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SN 73-765,606. KINCO INTERNATIONAL, INC., PORT- SN 73-766,857. CALZATURIFICIO LORD MAN - S.N.C. DI 
LAND, OR. FILED 11-25-1988. MONTEVERDE E NICOLETTI, MONTEGRANARO 
(AP), ITALY, FILED 12-2-1988. 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 531 C/88, FILED 9-13-1988, REG. NO. 
511322, DATED 7-13-1989, EXPIRES 9-13-2008. 

THE NAME “SIMONE LATTANZI” IN THE MARK 


OWNER OF U.S. REG. NO. 1,472,074. DOES NOT IDENTIFY A PARTICULAR, LIVING INDI- 
THE DOTTED LINES IN THE DRAWING ARE PART VIDUAL. 


OF THE MARK AND NO CLAIM IS MADE TO ANY POR- FOR SHOES (U.S. CL. 39). 
TION OF THE ORIGINALLY FILED DRAWING PRE- 
SENTED IN DOTTED LINES. 

THE MARK CONSISTS OF A WAVE-LIKE DESIGN. 

SEC. 2(F). 

FOR CLOTHING, NAMELY, GLOVES (U.S. CL. 39). 

FIRST USE 3-10-1987; IN COMMERCE 3-10-1987. 


SN 73-767,123. M’OTTO ENTERPRISES, INC., SEATTLE, 
WA. FILED 12-5-1988. 


SN 73-765,660. TURBO SPORTSWEAR, INC., PERTH 
AMBOY, NJ. FILED 11-25-1988. 


CUCCINI 


\MEm BER/ 


OWNER OF U.S. REG. NO. 1,399,598. 

THE DRAWING IS LINED FOR THE COLOR RED. 

THE MARK CONSISTS OF A RED BUTTON POSI- 
TIONED ON THE LOWER FRONT AREA OF A SHIRT 
AND THE DOTTED OUTLINE OF THE SHIRT IS NOT 
OWNER OF U.S. REG. NO. 1,541,621. PART OF THE MARK BUT IS MERELY INTENDED TO 

FOR CLOTHING, NAMELY, SWEATERS, JACKETS, SHOW THE POSITION OF THE MARK. 
JOGGING SUITS, COATS, BLAZERS, LEATHER JACK- SEC. 2(F). 
ETS, DOWN JACKETS, CLOTH JACKETS, SHIRTS, FOR MEN’S AND WOMEN’S CLOTHING, NAMELY, 
PANTS (U.S. CL. 39). SHIRTS (U.S. CL. 39). 

FIRST USE 2-0-1987; IN COMMERCE 2-0-1987. FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 
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SN 73-767,909. DAVIDE CENCI & FIGLI S.R.L., ROME, 
ITALY, ASSIGNEE OF DAVIDE CENCI, INC., NEW 
YORK, NY. FILED 12-7-1988. 


DAVIDE CENCI 


THE NAME “DAVIDE CENCI” IS A LIVING INDIVID- 
UAL WHOSE CONSENT IS OF RECORD. 

FOR SUITS, SPORTS COATS, TROUSERS, SHIRTS, 
TIES, UNDERWEAR, SWEATERS, COATS, JACKETS, 
HATS, PAJAMAS, ROBES, SWIMWEAR, HOSE, BELTS, 
SHOES, SLIPPERS (U.S. CL. 39). 

FIRST USE 2-1-1988; IN COMMERCE 2-1-1988. 


SN 73-768,252. FAR EAST ATHLETICS LTD., TAIPEI, 
TAIWAN, FILED 12-6-1988. 


FOR SHOES (U.S. CL. 39). 
FIRST USE 9-29-1988; IN COMMERCE 11-26-1988. 


SN 73-770,447. GITANO LICENSING, LTD., WILMING- 
TON, DE. FILED 12-19-1988. 


jeans 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JEANS”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND BLUE. 

FOR MEN’S WOMEN’S AND CHILDREN’S PANTS, 
JUMPSUITS, SHORTS, SHIRTS, JACKETS, T-SHIRTS AND 
OVERALLS (U.S. CL. 39). 

FIRST USE 9-20-1988; IN COMMERCE 9-20-1988. 
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SN 73-770,701. JACLYN ENTERPRISES, INC., DBA AD- 
VANTAGE MARKETING, BEVERLY HILLS, CA. 
FILED 12-21-1988. 


OWNER OF U.S. REG. NOS. 1,472,592 AND 1,481,844. 
FOR INFANT WARE, NAMELY BIBS (U.S. CL. 39). 
FIRST USE 8-15-1988; IN COMMERCE 9-16-1988. 


SN 73-770,831. GITANO LICENSING, LTD., WILMING- 
TON, DE. FILED 12-19-1988. 


jeans 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JEANS”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND GREEN. 

FOR MEN’S, WOMEN’S AND CHILDREN’S PANTS, 
JUMPSUITS, SHORTS, SHIRTS, JACKETS, T-SHIRTS AND 
OVERALLS (U.S. CL. 39). 

FIRST USE 9-20-1988; IN COMMERCE 9-20-1988. 
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SN 73-774,334. CROSBY, JOAN DELORES, SOUTH DAY- 
TONA, FL. FILED 1-12-1989. 


C.A.S.5S. 


FOR WOMEN’S AND CHILDREN’S CLOTHING, 
NAMELY PANTS, TOPS, JUMPSUITS, SHORTS, COATS, 
DRESSES; MATERNITY CLOTHING, NAMELY, TOPS, 
SHORTS, SKIRTS, COATS, DRESSES, GOWNS; MEN’S 
CLOTHING, NAMELY, TOPS, PANTS AND SHORTS; 
WOMEN’S PEIGNOIRS (U.S. CL. 39). 

FIRST USE 7-1-1988; IN COMMERCE 8-26-1988. 


SN 73-777,409. GOLDSTEIN, ROSALIA, DBA GOLD- 
STONE HOSIERY CO., INC., NEW YORK, NY. FILED 
1-30-1989. 


BOYSFORM 


FOR UNDERWEAR, NAMELY, BRIEFS (U.S. CL. 39). 
FIRST USE 12-17-1988; IN COMMERCE 12-17-1988. 


SN 73-779,902. THOMPSON, KAREN, NEW YORK, NY. 
FILED 2-10-1989. 


KARENS FOR PEOPLE + 
PETS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOR PEOPLE + PETS”, APART FROM THE MARK 
AS SHOWN. 

FOR MATCHING SWEATERS AND COATS FOR 
HOUSEHOLD PETS AND THEIR OWNERS (U.S. CLS. 3 
AND 39). 

FIRST USE 12-31-1982; IN COMMERCE 12-31-1986. 


SN 73-784,768. RELLA CORPORATION, GAINESVILLE, 
FL. FILED 3-6-1989. 


COLLEGE CLASSICS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLASSICS”, APART FROM THE MARK AS 
SHOWN. 

FOR CLOTHING, NAMELY, T-SHIRTS, GOLF SHIRTS, 
SWEAT SHIRTS, SWEAT PANTS, TANK TOPS, HATS 
AND JAM SHORTS (U.S. CL. 39). 

FIRST USE 1-24-1989; IN COMMERCE 1-24-1989. 
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SN 73-784,829. SWAT, INC., CITY OF INDUSTRY, CA. 
FILED 3-6-1989. 


KOKOMO 


FOR SPORTSWEAR FOR MEN, WOMEN AND CHIL- 
DREN, NAMELY, SHIRTS, BLOUSES, SWEATERS, JACK- 
ETS, PANTS, SHORTS AND SKIRTS (U.S. CL. 39). 

FIRST USE 11-10-1988; IN COMMERCE 11-10-1988. 


SN 73-786,904. VICTORIA RACING CLUB, MELBOURNE, 
VICTORIA, AUSTRALIA, FILED 3-16-1989. 


MELBOURNE CUP 


OWNER OF AUSTRALIA REG. NO. A435657, DATED 
11-4-1985, EXPIRES 11-4-1992. 

FOR CLOTHING, NAMELY, T-SHIRTS, HATS AND 
VISORS (U.S. CL. 39). 


SN 73-787,678. WARNACO INC., NEW YORK, NY. FILED 
3-20-1989. 


COTTON PLEASURE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COTTON”, APART FROM THE MARK AS SHOWN. 

FOR INTIMATE APPAREL, NAMELY, BRAS, MADE IN 
WHOLE OR IN PART OF COTTON (U.S. CL. 39). 

FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 


SN 73-789,792. SPORTSCRAFT CONSOLIDATED PTY. 
LTD., EAST HAWTHORNE, VICTORIA, AUSTRALIA, 
FILED 3-28-1989. 


AYWON 


OWNER OF AUSTRALIA REG. NO. B0160313, DATED 
5-25-1960, EXPIRES 5-25-1995. 

FOR MEN’S, WOMEN’S, AND CHILDREN’S OUTER- 
WEAR AND SPORTSWEAR, NAMELY - COATS, JACK- 
ETS, SLACKS, SHORTS, SHIRTS, BLOUSES, SWEATERS, 
HATS, CAPS, STOCKINGS, SOCKS, GLOVES, MITTENS, 
SCARVES AND HEADBANDS (U.S. CL. 39). 
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SN 73-790,459. JOAN & LEE WULFF INC., LEW BEACH, 
NY. FILED 4-3-1989. 


Wulff Yo— 


OWNER OF U.S. REG. NO. 1,349,676. 

FOR FISHING APPAREL, NAMELY FISHING VESTS 
(U.S. CLS. 22 AND 39). 

FIRST USE 7-0-1988; IN COMMERCE 7-0-1988. 


SN 73-791,556. HEAD-O-PONICS INC., TORONTO, ONTAR- 
10, CANADA, FILED 4-6-1989. 


FOR CLOTHING, NAMELY T-SHIRTS (U.S. CL. 39). 
FIRST USE 3-3-1989; IN COMMERCE 3-3-1989. 


SN 73-793,202. SILHA ENTERPRISES, INC., MINNEAPO- 
LIS, MN. FILED 4-14-1989. 


FOR CLOTHING, NAMELY T-SHIRTS (U.S. CL. 39). 
FIRST USE 3-1-1988; IN COMMERCE 4-1-1988. 
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SN 73-793,203. SILHA ENTERPRISES, INC., MINNEAPO- 
LIS, MN. FILED 4-14-1989. 


FOR CLOTHING, NAMELY T-SHIRTS (U.S. CL. 39). 
FIRST USE 3-1-1988; IN COMMERCE 4-1-1988. 


SN 73-794,228. GREIGE INTERNATIONAL, INC., BATH, 
PA. FILED 4-19-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “U.S. GEAR”, APART FROM THE MARK AS 
SHOWN. 

FOR WOMEN’S SPORTSWEAR CLOTHING, NAMELY; 
WOVEN AND KNITTED JACKETS, SWEATERS, 
BLOUSES, SKIRTS AND SLACKS (U.S. CL. 39). 

FIRST USE 12-30-1988; IN COMMERCE 12-30-1988. 


SN 73-795,139. MONDI TEXTIL GMBH, AICHACH, FED 
REP GERMANY, FILED 4-24-1989. 


MONDI 


OWNER OF U.S. REG. NOS. 1,110,564 AND 1,110,960. 

FOR SHOES, BOOTS, SLIPPERS, SANDALS, STOCK- 
INGS AND SOCKS (U.S. CL. 39). 

FIRST USE 0-0-1973; IN COMMERCE 0-0-1973. 
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SN 73-795,193. VESTIBULES, HOLLAND, PA. FILED 
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FOR CLOTHING, NAMELY, VESTS (U.S. CL. 39). 
FIRST USE 4-6-1989; IN COMMERCE 4-6-1989. 


SN 73-796,288. SPORT TRADE S.R.L., SIUSI-BOLZANO, 
ITALY, FILED 4-27-1989. 


CORPS A CORPS 


OWNER OF ITALY REG. NO. 493481, DATED 5-17-1988, 
EXPIRES 5-17-1998. 

THE ENGLISH TRANSLATION OF THE WORDS 
“CORPS A CORPS” IN THE MARK IS “BODY TO BODY”. 

FOR SPORTSWEAR, NAMELY, TROUSERS, SHIRTS, 
BERETS, JUMPERS, COATS, OVERALLS, PULLOVERS, 
STOCKINGS, BELTS, JACKETS, GLOVES, BLOUSONS, 
CAPS, TIGHTS, JOGGING SUITS, WAISTCOATS, SWEAT- 
ERS, SOCKS AND SPORT JACKETS (U.S. CL. 39). 


SN 73-798,917. INTERSPORT INTERNATIONAL CORPO- 
RATION GMBH, OSTERMUNDIGEN, SWITZERLAND, 
FILED 5-9-1989. 


VECTRA 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWIT- 
ZERLAND APPLICATION NO. 3519/88, FILED 11-10-1988, 
REG. NO. 367563, DATED 11-10-1988, EXPIRES 11-10-2008. 

FOR FOOTWEAR AND SPORT SHOES (U.S. CL. 39). 


SN 73-799,919. PETROVICH, PATRICIA, TRAVERSE CITY, 
ML. FILED 5-15-1989. 


SEED SACKS 


FOR CLOTHING, NAMELY, SHORTS (U.S. CL. 39). 
FIRST USE 4-2-1989; IN COMMERCE 4-2-1989. 
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SN 73-803,583. BUNDY, PATRICIA L., DENVER, CO. AND 
BUNDY, THOMAS P., DENVER, CO. FILED 5-31-1989. 


PERFECTLY SUITED 


FOR SWIMWEAR AND AEROBICWEAR, NAMELY, 
LEOTARDS, UNITARDS, BRIEFS, LEGGINGS, VISORS, 


TANK TOPS, SPORTS BRAS, T-SHIRTS, HEADBANDS, 


SASHES, AND COVER-UPS IN FORM OF SKIRTS, 
SHORTS, JACKETS, TOPS AND PANTS (U.S. CL. 39). 
FIRST USE 4-21-1989; IN COMMERCE 4-21-1989. 


SN 73-804,149. TAVIN DESIGNS, INC., LONG BEACH, CA. 
FILED 6-2-1989. 


ign 


Pe 


SKINS 


FOR WETSUITS (U.S. CL. 39). 
FIRST USE 8-30-1988; IN COMMERCE 1-12-1989. 


SN 73-804,965. PAMELA EDWARDS ENTERPRISES, LOS 
ANGELES, CA. FILED 6-5-1989. 


Pre wads 


FOR WOMEN’S CLOTHING, NAMELY, FORMAL 
GOWNS, FORMAL PANTS, DRESSES, PANTS, SKIRTS, 
BLOUSES, SUITS, COATS AND SWEATERS (US. CL. 39). 

FIRST USE 8-31-1988; IN COMMERCE 8-31-1988. 
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SN 73-805,597. LIEBKE, JOEL JOHN, DBA XXX _ SN 73-808,432. FOREST CLUB, INC., NEW YORK, NY. 
STRAIGHT EDGE, NEWPORT BEACH, CA. FILED FILED 6-22-1989. 
6-9-1989. 


FOREST HOUSE 


STRAIGH 


FIRST USE 5-15-1988; IN COMMERCE 5-15-1988. 


FOR CLOTHING, NAMELY SHIRTS, SHORTS, PANTS, 
SWEATSHIRTS, SHOES, AND JACKETS (U.S. CL. 39). 
FIRST USE 1-1-1981; INCOMMERCE 1-1-1981. 


SN 73-808,483. JEWELRY BY CELESTE, INC., GALVES- 
TON, TX. FILED 6-22-1989. 


SN 73-806,627. MICKEY BLUMFIELD, INC., NEW YORK, 
NY. FILED 6-14-1989. 


CELESTE STEIN 
WEATHER WISE 


FOR RAINWEAR, NAMELY RAINCOATS (U.S. CL. 39). “CELESTE STEIN” IS THE NAME OF A LIVING INDI- 
FIRST USE 4-25-1989; IN COMMERCE 4-25-1989. VIDUAL WHOSE CONSENT IS OF RECORD. 
FOR NOVELTY CLOTHING ITEMS, NAMELY, TOPS, 
PANTS, SOCKS, T-SHIRTS, SWEATSUITS, HATS, VISORS, 
GLOVES AND SCARVES (U.S. CL. 39). 
FIRST USE 2-4-1988; IN COMMERCE 2-4-1988. 


SN 73-808,117. INDUSTRIAS Y CONFECCIONES, S.A., 
MADRID, SPAIN, FILED 6-21-1989. 


—=/_—— SN 73-809,222. DEEP SOUTH GRAPHICS, INC. NOR- 
170 CROSS, GA. FILED 6-26-1989. 


DESTINATION UNKNOWN? 


OWNER OF SPAIN REG. NO. 974027, DATED 1-20-1982, 
EXPIRES 1-20-2002. 
THE MARK CONSISTS OF THE WORD “MITO AND 
DESIGN”. 
THE ENGLISH TRANSLATION OF THE WORD FOR WEARING APPAREL FOR MEN AND WOMEN 
“MITO” IN THE MARK IS “MYTH” OR “LEGEND.” INCLUDING ACTIVE WEAR AND ATHLETIC WEAR, 
FOR CLOTHING FOR WOMEN, MEN, AND CHIL- NAMELY SHIRTS, PANTS, SHORTS, SOCKS, SHOES, 
DREN, NAMELY, SWEATERS, SHIRTS, SPORT TROU- TEE-SHIRTS, SWEAT SHIRTS, SWEAT PANTS AND 
SERS, T-SHIRTS, LONG JACKETS, SWIMSUITS, AND BATHING SUITS (U.S. CL. 39). 
SWEATSUITS (U.S. CL. 39). FIRST USE 12-18-1988; IN COMMERCE 12-18-1988. 
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SN 73-809,889. GILBERTSON, ERIK J., DBA REMOLO, 
TEMPE, AZ. FILED 6-28-1989. 


ay, 


THE MARK CONSISTS OF A STYLIZED 
DESIGN. 

FOR SANDALS (US. CL. 39). 

FIRST USE 4-12-1989; IN COMMERCE 4-30-1989. 


“R” AND 


SN 73-810,184. REEBOK INTERNATIONAL LTD., 
CANTON, MA. FILED 7-3-1989. 


THE PHYSICS BEHIND THE 
PHYSIQUES. 


FOR FOOTWEAR (U.S. CL. 39). 
FIRST USE 2-17-1989; IN COMMERCE 2-17-1989. 


SN 73-810,441. VERTEX SPORTSWEAR, INC., HAW 
RIVER, NC. FILED 7-3-1989. 


American 
Wingers 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN”, APART FROM THE MARK AS 
SHOWN. 

THE DOTS ON THE “I°S IN THE DRAWING ARE 
LINED FOR THE COLOR BLUE. COLOR IS NOT 
CLAIMED AS A FEATURE OF THE MARK. 

FOR CLOTHING, NAMELY KNIT SHIRTS AND 
SWEATSHIRTS (U.S. CL. 39). 

FIRST USE 3-9-1989; IN COMMERCE 3-9-1989. 
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SN 73-810,606. LEIF J. OSTBERG, INC., WAYNE, NJ. 
FILED 7-3-1989. 


FEGHLINE 


FOR MEN’S, BOYS AND CHILDREN’S ATHLETIC 
SHOES AND CASUAL FOOTWEAR (U.S. CL. 39). 
FIRST USE 4-1-1989; IN COMMERCE 4-1-1989. 


SN 73-811,088. COUNTY SEAT STORES, INC., DALLAS, 
TX. FILED 6-30-1989. 


COTTON CARGO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COTTON”, APART FROM THE MARK AS SHOWN. 

FOR CLOTHING MADE ENTIRELY OR IN PART OF 
COTTON, NAMELY, SHORTS, PANTS, SHIRTS, PULLOV- 
ERS AND SWEATERS (U.S. CL. 39). 

FIRST USE 2-28-1989; IN COMMERCE 2-28-1989. 


SN 73-812,129. WARNACO INC., NEW YORK, NY. FILED 
7-12-1989. 


BODYSATIN STRETCH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRETCH”, APART FROM THE MARK AS SHOWN. 

FOR INTIMATE APPAREL, NAMELY BODYSUIT, 
BRAS AND PANTIES (U.S. CL. 39). 

FIRST USE 5-1-1989; IN COMMERCE 5-1-1989. 


SN 73-813,442. JAZZERCISE, INC. CARLSBAD, CA. 
FILED 7-19-1989. 


JAZZERCISE 


OWNER OF U.S. REG. NOS. 1,079,083, 1,470,096 AND 
OTHERS. 

FOR T-SHIRTS, CROP-TOPS, SOCKS, LEOTARDS, 
SWEATSHIRTS, BIKE SHORTS, VISORS (U.S. CL. 39). 

FIRST USE 9-15-1979; IN COMMERCE 9-15-1979. 
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SN 73-813,960. TODDLER U INC., WESTPORT, CT. FILED 
7-21-1989. 


APPAREL UNIVERSITY 


OWNER OF US. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “APPAREL”, APART FROM THE MARK AS 
SHOWN. 

FOR CHILDREN’S FOOTWEAR (US. CL. 39). 

FIRST USE 4-21-1989; IN COMMERCE 4-21-1989. 


1,382,437, 1,507,336 AND 


SN 73-814,000. LEGENDS COMPANY OF CHICAGO, INC., 
DEERFIELD, IL. FILED 7-21-1989. 


Mune 


ooMFlor,> 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GENUINE COMFORT”, APART FROM THE MARK 
AS SHOWN. 

FOR SPORTSWEAR, NAMELY SHIRTS AND PANTS 
(U.S. CL. 39). 

FIRST USE 4-15-1989; IN COMMERCE 4-15-1989. 


SN 73-814,311. BROUSSARD, ROBERT, DBA LONDON 
TUK-IT COMPANY, PLAYA DEL REY, CA. AND 
HAMLIN, RICHARD, PLAYA DEL REY, CA. FILED 
7-24-1989. 


SHIRT BUTLER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHIRT”, APART FROM THE MARK AS SHOWN. 

FOR UNDERGARMENTS (U.S. CL. 39). 

FIRST USE 6-30-1989; IN COMMERCE 6-30-1989. 


SN 73-814,484. EL & EL NOVELTY CO., INC., NEW YORK, 
NY. FILED 7-24-1989. 


SWEATER EXCHANGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SWEATER”, APART FROM THE MARK AS 
SHOWN. 

FOR CLOTHING, NAMELY SWEATERS (US. CL. 39). 

FIRST USE 2-17-1989; IN COMMERCE 2-17-1989. 
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SN 73-814,798. ENTERPRISE FABRIC CORPORATION, 
ALLENTOWN, PA. FILED 7-24-1989. 


CC 


FOR CLOTHING, NAMELY SHIRTS, SWEATSHIRTS, 
TANK TOPS AND MUSCLE SHIRTS (U.S. CL. 39). 
FIRST USE 5-18-1989; IN COMMERCE 5-26-1989. 


SN 73-816,169. BELL, RON, CRYSTAL BAY, NV. FILED 
7-31-1989. 


TEAM SHRED 


FOR CLOTHING, NAMELY PANTS, SHIRTS, JACKETS, 
SWEATERS, VESTS, FOOTWEAR AND CAPS, HATS 
AND VISORS (U.S. CL. 39). 

FIRST USE 11-16-1987; IN COMMERCE 11-16-1987. 


SN 73-816,576. HART SCHAFFNER & MARX, CHICAGO, 
IL. FILED 8-2-1989. 


TRI PAR 


FOR MEN’S CLOTHING NAMELY, BLAZERS (U.S. CL. 
39). 
FIRST USE 7-19-1989; IN COMMERCE 7-19-1989. 


SN 73-817,355. SKODAN, SANTA. MARIA, CA. FILED 
8-7-1989. 


Shannaz B 


FOR SHOES (U.S. CL. 39). 
FIRST USE 6-0-1989; IN COMMERCE 6-0-1989. 
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SN 73-817,682. RAM GOLF CORPORATION, MELROSE 
PARK, IL. FILED 8-7-1989. 


AZ 


FOR SHIRTS (U.S. CL. 39). 
FIRST USE 7-21-1989; IN COMMERCE 7-21-1989. 


SN 73-817,758. SPENCER’S INCORPORATED OF MOUNT 
AIRY, NORTH CAROLINA, MOUNT AIRY, NC. FILED 
8-7-1989. 


NO MORE TWIST AND 
SHOUT! 


FOR INFANTS’ AND CHILDREN’S CLOTHING 
NAMELY, INFANT SLEEPERS (U.S. CL. 39). 
FIRST USE 7-12-1989; IN COMMERCE 7-12-1989. 


SN 73-818,069. TOOLEY STREET, INC., MARY ESTHER, 
FL. FILED 8-9-1989. 


FISH HEAD 


FOR T-SHIRTS, SWEATSHIRTS, CAPS, SHORTS, JACK- 
ETS, RAINWEAR (U.S. CL. 39). 
FIRST USE 10-0-1982; IN COMMERCE 5-9-1988. 


SN 73-818,389. BATA SHOE COMPANY, INC., BELCAMP, 
MD. FILED 8-10-1989. 


BATA INDUSTRIALS 
POLYMAX 


OWNER OF U.S. REG. NOS. 902,644 AND 1,253,015. 
FOR FOOTWEAR (U.S. CL. 39). 
FIRST USE 3-29-1989; IN COMMERCE 3-29-1989. 
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SN 73-818,390. MAMA AND ME, INC., DALLAS, TX. 


FILED 8-10-1989. 


FOR CLOTHING, NAMELY APRONS (U.S. CL. 39). 
FIRST USE 10-13-1988; IN COMMERCE 10-13-1988. 


SN 73-818,457. MISHAAN INNOVATIONS, INCORPORAT- 
ED, NEW YORK, NY. FILED 8-10-1989. 


CHOSE CLASSIQUE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLASSIQUE”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF THE WORDS 
“CHOSE CLASSIQUE” IN THE MARK IS “CLASSICAL 
THINGS”. 

FOR MEN’S AND LADIES’ CLOTHING, NAMELY, 
COATS, PANTS, SHORTS, JACKETS, BLAZERS, SHIRTS, 
BLOUSES, DRESSES AND SKIRTS (U.S. CL. 39). 

FIRST USE 12-31-1985; IN COMMERCE 12-31-1985. 


SN 73-818,718. WILKINSON, PATRICIA GREENAWAY, 
NEW YORK, NY. FILED 8-11-1989. 


FOR T-SHIRTS (U.S. CL. 39). 
FIRST USE 6-7-1989; IN COMMERCE 6-7-1989. 
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SN 73-818,849. AMERICAN NATURAL DIRECTIONS, IN- 
CORPORATED, NEW YORK, NY. FILED 8-14-1989. 


PA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN”, APART FROM THE MARK AS 
SHOWN. 

FOR MEN’S, WOMEN’S AND CHILDREN’S SPORTS- 
WEAR, NAMELY, BLOUSES, SHIRTS, PANTS, SKIRTS, 
DRESSES, JUMPSUITS, BELTS AND SOCKS (U.S. CL. 39). 

FIRST USE 7-14-1989; IN COMMERCE 7-14-1989. 


SN 73-818,928. DOCTOP CLOTHING, INC., AUSTIN, TX. 
FILED 8-14-1989. 


DOCTOPS BY PATTIE 
DUNN 


THE NAME “PATTIE DUNN” IS THE NAME OF A IN- 
DIVIDUAL WHOSE CONSENT IS OF RECORD. 

FOR CLOTHING; NAMELY, SHIRTS AND PANTS (U.S. 
CL. 39). 

FIRST USE 7-12-1988; IN COMMERCE 7-12-1988. 


SN 73-819,218. LIDO PRODUCTIONS, INC., SARASOTA, 
FL. FILED 8-14-1989. 


LIDO BAMBINO 


OWNER OF U.S. REG. NO. 1,538,205. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAMBINO”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF THE WORDS 
“LIDO BAMBINO” IN THE MARK IS “SEASHORE, 
SHORE OR LAND” AND “BABY, CHILD OR LITTLE 
BOY”. 

FOR CHILDREN’S CLOTHING, NAMELY SHIRTS, 
PANTS AND SHORTS (U.S. CL. 39). 

FIRST USE 3-0-1989; IN COMMERCE 3-0-1989. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-819,297. ADVANCED PACKAGING SALES, INC., 


ORANGE, CA. FILED 8-14-1989. 


anMnouwMu 


it 


THE DRAWING IS LINED FOR THE COLORS 
ORANGE AND GRAY, BUT COLOR IS NOT CLAIMED 
AS A FEATURE OF THE MARK. 

FOR T-SHIRTS, WALKING SHORTS, TANK TOPS AND 
SWIM TRUNKS (U.S. CL. 39). 

FIRST USE 1-13-1989; IN COMMERCE 1-13-1989. 


SN 73-819,901. BOWDON MANUFACTURING COMPANY, 
BOWDON, GA. FILED 8-18-1989. 


ANSLEY COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR LADIES’ GARMENTS, NAMELY WOMEN’S SUITS, 
COATS, SKIRTS, TOPS AND BOTTOMS AND SLACKS 
(U.S. CL. 39). 

FIRST USE 5-1-1989; IN COMMERCE 5-1-1989. 


SN 73-820,411. HUB DISTRIBUTING, INC., ONTARIO, CA. 
FILED 8-21-1989. 


ANCHOR BLUE 


OWNER OF U.S. REG. NO. 1,292,992. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLUE”, APART FROM THE MARK AS SHOWN. 

FOR MEN’S SPORTSWEAR, NAMELY PANTS, SHORTS, 
SHIRTS, JACKETS, FOOTWEAR AND YOUNG WOMEN’S 
AND LADIES SPORTSWEAR, NAMELY BLOUSES, 
DRESSES, PANTS, JACKETS, SWEATERS, SHORTS, 
SKIRTS, AND FOOTWEAR (U.S. CL. 39). 

FIRST USE 8-30-1982; IN COMMERCE 8-30-1982. 
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SN 73-820,670.. FEDERATED DEPARTMENT STORES, 
INC., CINCINNATI, OH. FILED 8-21-1989. 


MELISSA BURKE 


THE NAME “MELISSA BURKE” DOES NOT IDENTIFY 
ANY PARTICULAR LIVING INDIVIDUAL. 

FOR CLOTHING - NAMELY, SKIRTS, PANTS, JACK- 
ETS, JUMPERS, BLOUSES, SHORTS, SWEATERS AND T- 
SHIRTS (U.S. CL. 39). 

FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 73-820,701. COUNTRY MISS, INC., EASTON, PA. 


FILED 8-21-1989. 


“FANIMACTIEN 


SrOrRT 


OWNER OF U.S. REG. NOS. 1,244,539 AND 1,289,129. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORT”, APART FROM THE MARK AS SHOWN. 

FOR WOMEN’S. CLOTHING, NAMELY, WOMEN’S 
SUITS, JACKETS, PANTS, COATS, BLOUSES, SWEATERS 
AND SKIRTS (U.S. CL. 39). 

FIRST USE 3-12-1989; IN COMMERCE 3-12-1989. 


SN 73-820,824. FSC (USA), INC., NEW YORK, NY. FILED 
8-23-1989. 


THE MARK SHOWN ON THE DRAWING IS LINED 
FOR THE COLOR RED, BUT THE COLOR RED IS NOT 
INTENDED TO BE A FEATURE OF THE MARK. 

FOR CLOTHING - NAMELY, SKIRTS, DRESSES, 
JEANS, JACKETS, VESTS, BLOUSES, SHORTS, TROU- 
SERS, AND TANK TOPS (U.S. CL. 39). 

FIRST USE 8-1-1989; IN COMMERCE 8-4-1989. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


CLASS 25—(Continued). 


SN 73-820,965. GRILUX S.P.A., MILAN, ITALY, FILED 
8-22-1989. 


LUCIANO BARBERA 


THE NAME “LUCIANO BARBERA” DOES NOT IDEN- 
TIFY A PARTICULAR LIVING INDIVIDUAL. 

FOR MAN’S SUITS, JACKETS, TROUSERS, WOMAN’S 
DRESS, SKIRTS, CHEMISES, SHIRTS, COATS, RAIN- 
COATS, HATS, GLOVES, BELTS, TIES, FOULARDS, 
SHOES (U.S. CL. 39). 

FIRST USE 1-0-1976; IN COMMERCE 1-0-1976. 


SN 73-820,982. WHITSITT, LUTHER C., RANCHO PALOS 
VERDES, CA. FILED 8-21-1989. 


PASS 


FOR CLOTHING, NAMELY SHIRTS, JACKETS AND 
SWEATSUITS (US. CL. 39). 
FIRST USE 7-20-1989; IN COMMERCE 7-20-1989. 


SN 73-821,035. BATA SHOE COMPANY, INC., BELCAMP, 
MD. FILED 8-23-1939. 


POLYMAX 


OWNER OF U.S. REG. NOS. 1,012,299, 
OTHERS. 

FOR FOOTWEAR (U.S. CL. 39). 

FIRST USE 3-29-1989; IN COMMERCE 3-29-1989. 


1,502,703 AND 


SN 73-821,204. THOSE CHARACTERS FROM CLEVE- 
LAND, INC., CLEVELAND, OH. FILED 8-24-1989. 


RETRO RAT 


FOR T-SHIRTS (U.S. CL. 39). 
FIRST USE 7-15-1989; IN COMMERCE 7-15-1989. 


SN 73-821,212. THOSE CHARACTERS FROM CLEVE- 
LAND, INC., CLEVELAND, OH. FILED 8-24-1989. 


CRACK UPS 


FOR T-SHIRTS (U.S. CL. 39). 
FIRST USE 7-15-1989; IN COMMERCE 7-15-1989. 
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SN 73-821,550. HORACE SMALL MANUFACTURING 
COMPANY, NASHVILLE, TN. FILED 8-25-1989. 


SIDEWINDER 


FOR UNIFORM TROUSERS, JEANS, SHIRTS, COATS 
AND JACKETS (U.S. CL. 39). 
FIRST USE 7-17-1989; IN COMMERCE 7-17-1989. 


SN 73-821,695. ABBOTT, DAWN K., LA JOLLA, CA. 
FILED 8-21-1989. 


SUNSKINZ 


FOR SPORTSWEAR; NAMELY SWIMWEAR (U.S. CL. 
39). 
FIRST USE 8-14-1989; IN COMMERCE 8-14-1989. 


SN 73-821,850. J.G. HOOK, INC., PHILADELPHIA, PA. 
FILED 8-28-1989. 


TANGO 


FOR MEN’S NECKWEAR (US. CL. 39). 
FIRST USE 8-1-1989; IN COMMERCE 8-1-1989. 


SN 73-821,920. ELAN-POLO, INC., ST. LOUIS, MO. FILED 
8-28-1989. 


4 Gh Gel 
aN ED 


THE MARK CONSISTS OF THE STYLIZED LETTERS 
“AGS”. 

FOR ATHLETIC FOOTWEAR (U.S. CL. 39). 

FIRST USE 7-1-1989; IN COMMERCE 7-1-1989. 
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SN 73-822,022. JOLEM IMPORTS, INC., MIAMI, FL. FILED 
8-28-1989. 


TIPO'S 


THE ENGLISH TRANSLATION OF THE WORD “TIPO” 
IN THE MARK IS “TYPE” 

FOR CLOTHING, NAMELY, JEANS, SHIRTS, KNIT 
TOPS, PANTS AND SHOES (U.S. CL. 39). 

FIRST USE 6-20-1989; IN COMMERCE 6-20-1989. 


SN 73-822,064. HORACE HICKS HOLDING COMPANY, 
INC., GREENSBORO, NC. FILED 8-25-1989. 


SANMIRO 


FOR SUITS, DRESSES, PANTS, SKIRTS, BELTS, 
BLOUSES, SHORTS, JACKETS, SHAWLS AND SCARVES 
(WS. CL. 39). 

FIRST USE 5-30-1989; IN COMMERCE 5-30-1989. 


SN 73-822,402. TIME SPORTS, INC., TRENTON, Nj. FILED 
8-30-1989. 


FUTURE CLASSIC 


FOR TENNIS SHOES (U.S. CL. 39). 
FIRST USE 7-6-1989; IN COMMERCE 7-6-1989. 


SN 73-822,535. HUNZA, INC, DENVER, CO. FILED 
8-30-1989. 


HUNZA 


FOR MEN’S, WOMEN’S AND CHILDREN’S CLOTHING, 
NAMELY, SUITS, DRESSES, SHIRTS, BLOUSES, SKIRTS, 
SWIM SUITS, AND STRETCH PANTS (U.S. CL. 39). 

FIRST USE 6-0-1983; IN COMMERCE 10-0-1985. 


SN 73-822,656. BENNINI, INC., LOS ANGELES, CA. FILED 
8-31-1989. 


NOT GUILTY 


FOR CLOTHING, NAMELY, PANTS, SHIRTS, SKIRTS, 
SHORTS, JACKETS, T-SHIRTS AND SOCKS (U.S. CL. 39). 
FIRST USE 4-1-1989; IN COMMERCE 4-1-1989. 





T™< 108 OFFICIAL GAZETTE JANUARY 2, 1990 


CLASS 25—(Continued). CLASS 25—(Continued). 


SN 73-822,689. E. GARCIA & ASSOCIATES, INC., MIAMI, SN 73-823,006. R.G. BARRY CORPORATION, PICKERING- 
FL. FILED 8-30-1989. TON, OH. FILED 9-5-1989. 


:.” ie, ee ONLY 
FOR FOOTWEAR (U.S. CL. 39). 


FIRST USE 6-30-1989; IN COMMERCE 6-30-1989. FOR SLIPPERS (U.S. CL. 39). 


FIRST USE 6-10-1989; IN COMMERCE 6-10-1989. 


SN 73-823,077. ADKINS, CHERYL A., DBA GET HIGH ON 
SN 73-822,719. CARESSA, INC., DANIA, FL. FILED YOURSELF, COVINA, CA. FILED 9-5-1989. 


8-31-1989. 
GET HIGH ON YOURSELF 
TRACTA 


FOR SPORTSWEAR, NAMELY - T-SHIRTS, SWEAT- 
SHIRTS, DRESSES AND PANTS (U.S. CL. 39). 
FIRST USE 8-23-1989; IN COMMERCE 8-23-1989. 


FOR FOOTWEAR (U.S. CL. 39). 
FIRST USE 6-1-1989; IN COMMERCE 6-15-1989. 


SN 73-823,420. GARAN, INCORPORATED, NEW YORK, 
NY. FILED 9-5-1989. 


SN 73-822,784. SUAVE SHOE CORPORATION, MIAMI 
LAKES, FL. FILED 8-31-1989. 


SLAM ’N’ JAM 


FOR FOOTWEAR (U.S. CL. 39). 
FIRST USE 4-0-1989; IN COMMERCE 4-0-1989. 


FOR CLOTHING, NAMELY; SHIRTS (U.S. CL. 39). 


FIRST USE 7-24-1989; IN COMMERCE 7-24-1989. 
SN 73-822,844. DAVID ALON ENTERPRISES, INC., DBA 


SITTING PRETTY, VERNON, CA. FILED 9-1-1989. 


SN 73-823,421. SHOE WORKS, INC., THE, COLUMBUS, OH. 


WEST 27TH STREET FILED 9-5-1989 

COTE BASQUE 
FOR SPORTSWEAR, NAMELY, SKIRTS, BLOUSES, 
TOPS, JACKETS, PANTS, TANK TOPS AND BUSTIERS 


(U.S. CL. 39). FOR WOMEN’S SHOES (U.S. CL. 39). 
FIRST USE 7-15-1989; IN COMMERCE 7-15-1989. FIRST USE 12-28-1984; IN COMMERCE 12-28-1984. 
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SN 73-823,555. QUINTANA ROO, INC., SANTA ANA, CA. 
FILED 9-5-1989. 


QR 


FOR WETSUITS (U.S. CL. 39). 
FIRST USE 3-0-1987; IN COMMERCE 3-0-1987. 


SN 73-823,909. JUNIOR SCENE (1971) INC.,. MONTREAL, 
QUEBEC, CANADA, FILED 9-7-1989. 


J.S. SOPHISTICATES 


OWNER OF CANADA REG. NO. 283974, DATED 
10-7-1983, EXPIRES 10-7-1998. 

FOR LADIES’, MISSES, AND JUNIORS’ DRESSES, 
SHIRTS, SKIRTS, BLOUSES, PANT-SUITS, AND SWEAT- 
ERS (U.S. CL. 39). 


SN 73-823,913. SIGALLO LTD., NEW YORK, NY. FILED 
9-7-1989. 


FOR SHORTS, JACKETS, SWIMWEAR, PANTS, AND 
SHIRTS (U.S. CL. 39). 
FIRST USE 8-22-1989; IN COMMERCE 8-22-1989. 
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SN 73-824,057. CHAUVIN INTERNATIONAL LTD., LOS 
ANGELES, CA. FILED 9-8-1989. 


FOR MEN’S AND BOYS’ WEARING APPAREL, 
NAMELY SHIRTS, SWEATERS, TANK TOPS, TOPS, T- 
SHIRTS, V-NECKED SHIRTS, PANTS, JEANS, SHORTS, 
JACKETS, BLAZERS, JUMPSUITS, HATS, CAPS, SOX, 
RUNNING SHOES AND SNEAKERS AND WOMEN’S 
AND GIRLS’ WEARING APPAREL, NAMELY, JACKETS, 
PANTS, SKIRTS, DRESSES, SHORTS, JUMPSUITS, 
BLOUSES, SHIRTS, T-SHIRTS, SWEATERS, TOPS AND 
TIES, SHORTS, JACKETS, HATS, CAPS, SOX, RUNNING 
SHOES AND SNEAKERS (U.S. CL. 39). 

FIRST USE 8-23-1989, IN COMMERCE 8-23-1989. 


SN 73-826,018. GARRATT, SANDRA, DBA SANDRA GAR- 
RATT DESIGN, DALLAS, TX. FILED 9-18-1989. 


FOR MEN'S, WOMEN’S AND CHILDREN’S SHIRTS, 
BLOUSES, SHORTS, PANTS, SKIRTS, COATS, SWEAT- 
ERS AND SHOES (U.S. CL. 39). 

FIRST USE 7-14-1989; IN COMMERCE 7-14-1989. 
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SN 73-764,617. BOURJOIS, LTD., PISCATAWAY, NJ. SN 73-821,945. BATTS, INC, ZEELAND, MI. FILED 
FILED 11-18-1988. 8-28-1989. 


STEPHANIE es See 


FOR GARMENT HANGERS (U.S. CL. 50). 


OWNER OF U.S. REG. NOS. 120,245, 120,330 AND FIRST USE 6-9-1989; IN COMMERCE 6-9-1899. 
OTHERS. 
FOR HAIR CLIPS AND HAIR ORNAMENTS (U.S. CL. 


40). 
FIRST USE 11-8-1988; IN COMMERCE 11-8-1988. 


SN 73-822,754. BATTS, INC., ZEELAND, MI. FILED 
8-31-1989. 


GLOBAL 


SN 73-783,406. KENNEBUNK, INC., DBA L.A. STRIPES 
ENTERPRISES, LOS ANGELES, CA. FILED 2-27-1989. 
FOR GARMENT HANGERS (US. CL. 50). 
FIRST USE 8-11-1989; IN COMMERCE 8-11-1989. 


LA. CLASS 27—FLOOR COVERINGS 
J SN 73-723,347. SAFETY SURFACES INC., KIRKLAND, 
P WA. FILED 4-19-1988. 


PLA’PAD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “L.A.”, APART FROM THE MARK AS SHOWN. FOR SYNTHETIC SURFACES FOR SAFETY MATTING 


FOR SHOELACE TIE REPLACEMENTS (U.S. CL. 40). FOR USE IN PLAYGROUNDS, SCHOOLS, CITY PARKS, 


¥ . ¥ AND RESTAURANT PLAY AREAS (U.S. CL. 42). 
FIRST USE 11-10-1988; IN COMMERCE 11-20-1988. FIRST USE 3-1-1972: IN COMMERCE 7-7-1982. 


SN 73-789,864. BLACK BABY DOLL INC, BRIDGEPORT, S',/> 781,888. WOVEN LEGENDS, INC., PHILADELPHIA, 
CT. FILED 3-29-1989. : 21-1908. 


PATRICK KELLY AZERI 


FOR ORIENTAL RUGS (U.S. CL. 42). 


OWNER OF U.S. REG. NO. 1,458,472. FIRST USE 0-0-1987; IN COMMERCE 0-0-1987. 


“PATRICK KELLY” IS THE NAME OF A LIVING INDI- 
VIDUAL WHOSE CONSENT IS OF RECORD. 
FOR BUTTONS FOR CLOTHING (U.S. CL. 40). 


FIRST USE 1-0-1989; IN COMMERCE 3-7-1989. SN 73-818,126. ALTRO LIMITED, LETCHWORTH, HERT- 


FORDSHIRE, ENGLAND, FILED 8-9-1989. 


SN 73-810,680. C. M. OFFRAY.& SON, INC., CHESTER, NJ. 
FILED 7-3-1989. 


JIFFY BOW 


OWNER OF U.S. REG. NOS. 867,034 AND 867,088. 
THE MARK CONSISTS OF THE WORD “ALTRO” AND 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO A STYLIZED LETTER “A”. 
USE “BOW”, APART FROM THE MARK AS SHOWN. FOR PLASTIC IN SHEETS OR ROLLS FOR COVERING 
FOR DECORATIVE BOWS AND RIBBONS (U.S. CL. 40). OF WALLS, FLOORS AND STAIRS (U.S. CL. 20). 
FIRST USE 6-20-1989; IN COMMERCE 6-20-1989. FIRST USE 0-0-1966; IN COMMERCE 0-0-1966. 





JANUARY 2, 1990 


CLASS 28—TOYS AND SPORTING GOODS 


SN 73-672,020. UNIVERSAL MANUFACTURING COMPA- 
NY, KANSAS CITY, MO. FILED 7-14-1987. 


ATLANTIC CITY 


SEC. 2(F). 
FOR GAME CARDS (U.S. CLS. 22 AND 38). 
FIRST USE 7-0-1981; IN COMMERCE 7-0-1981. 


SN 73-689,449. DUDLEY, IRENE, SOUTHPORT, QUEENS- 
LAND, AUSTRALIA, FILED 10-9-1987. 


MASTER ASTROLOGER 


PRIORITY CLAIMED UNDER SEC. 44D) ON AUSTRA- 
LIA APPLICATION NO. 463321, FILED 4-14-1987, REG. 
NO. B463321, DATED 4-14-1987, EXPIRES 4-14-1994. 

FOR BOARD GAMES (U.S. CL. 22). 


SN 73-694,124. FIRECO INC., MISSISSAUGA, ONTARIO, 
CANADA, FILED 11-5-1987. 


TOY BOX SELECTIONS 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 583770, FILED 5-8-1987, REG. NO. 
353067, DATED 3-17-1989, EXPIRES 3-17-2004. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOY”, APART FROM THE MARK AS SHOWN. 

FOR TOYS, NAMELY, BALLOONS, SPONGE RUBBER 
BALLS, DOLLS, DOLL CLOTHES, DOLL FEEDING 
UTENSILS, CRAFT KITS NAMELY SEWING CARDS 
AND YARN, TOY CARS, TOY TRUCKS, TOY MOTORCY- 
CLES, ROLL CAP GUNS, RING CAP GUNS, ROLL CAPS, 
RING CAPS, PLAY TARGET SETS, PLAY MUSICAL 
SETS, PLAY JEWELRY SETS, PLAY SOLDIERS, PLAY 
KITCHEN SETS, ACTIVITY GAMES NAMELY, PING- 
PONG, SOCCER, HOCKEY GAMES, PLAY TOOL SETS, 
PLASTIC ANIMAL SETS, FRICTION ANIMALS, PULL 
BACK ANIMALS, PLAY GARAGE, TRAIN, CAR SETS, 
PLAY ACTION/ADVENTURE SETS, PLAY GUNS, 
KNIVES, HANDCUFFS, PLASTIC PLANES, BOATS, 
PLAY ARMY SETS, TUB TOYS NAMELY FRICTION 
POWERED BOATS, OUTDOOR ACTIVITY TOYS 
NAMELY, SLINGS, HAND LAUNCHED TOY PLANES, 
ROCKETS, PLAY PURSE/WALLET SETS, PLAY MONEY, 
PLAY WALKIE-TALKIE’S, MOVIE CAMERAS, BUB- 
BLES/BUBBLE SETS, WATER GUNS, KITES, SKIPPING 
ROPES, JACKS, RETURN TOPS, KIDDIE SUNGLASSES, 
WIND-UP PLANES, TOY GLIDERS, GLASS MARBLES, 
PIN WHEELS, PLASTIC BOATS, TOY GARDEN TOOLS, 
PAIL & SHOVELS, SPINNING TOPS, PLAY PUTTY, 
CRAYONS, PLUSH TOY, AND REMOTE CONTROL VE- 
HICLES (U.S. CL. 22). 


SN 73-709,575. LANDSBERG, MARCUS L., PLAYA DEL 
REY, CA. FILED 2-4-1988. 


NUNCHAKU 


FOR PARLOR GAMES (U.S. CL. 22). 
FIRST USE 12-20-1987; INCOMMERCE 1-4-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-725,995. WARNER BROS. INC., BURBANK, CA. 
FILED 5-2-1988. 


OWNER OF U.S. REG. NO. 1,157,093. 

FOR PLAYTHINGS, NAMELY, STUFFED DOLLS (U.S. 
CL. 22). 

FIRST USE 10-2-1987; IN COMMERCE 10-2-1987. 


SN 73-737,771. INK-DINK, INC., WILLOWDALE, ONTAR- 
10, CANADA, FILED 7-1-1988. 


BRAIN STRAIN 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 600476, FILED 2-9-1988, REG. NO. 
354101, DATED 3-31-1989, EXPIRES 3-31-2004. 

FOR BOARD GAMES, PARLOUR GAMES AND 
BOARDS, CARDS, MARKERS, RULES, INSTRUCTIONS, 
DICE AND EQUIPMENT SOLD AS A UNIT FOR PLAY- 
ING SUCH GAMES (U.S. CL. 22). 

FIRST USE 3-26-1988; IN COMMERCE 4-0-1988. 


SN 73-739,726. CANSTAR SPORTS GROUP INC., MON- 
TREAL, QUEBEC, CANADA, FILED 7-14-1988. 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 605403, FILED 4-22-1988, REG. NO. 
354255, DATED 3-31-1989, EXPIRES 3-31-2004. 

FOR HOCKEY EQUIPMENT, NAMELY SHOULDER 
PADS, HOCKEY GLOVES, SHIN GUARDS, ELBOW PADS 
AND HELMETS; GOALIE EQUIPMENT, NAMELY GOAL 
PADS, CATCHERS AND BLOCKERS; HOCKEY ACCES- 
SORIES, NAMELY, PROTECTIVE CUPS AND HOCKEY 
EQUIPMENT BAGS (U.S. CLS. 3 AND 22). 

FIRST USE 11-0-1987; IN COMMERCE 6-0-1988. 
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SN 73-744,527. TEE TOOL COMPANY, THE, AKRON, OH. 
FILED 8-8-1988. 


ia a 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEE TOOL”, APART FROM THE MARK AS 
SHOWN. 

FOR DEVICE, NAMELY, ONE FOR RECEIVING AND 
SETTING A GOLF TEE AT A DESIRED HEIGHT (U.S. 
CL. 22). 

FIRST USE 7-5-1988; IN COMMERCE 7-5-1988. 


SN 73-753,228. PAN PACIFIC KABUSHIKI KAISHA, DBA 
PAN PACIFIC CORPORATION, SHINAGAWA-KU, 
TOKYO, JAPAN, FILED 9-21-1988. 


TARGEXCITER 


FOR APPARATUS FOR THE PRACTICE OF BALL- 
GAMES CONSISTING OF A METAL FRAME, NET, 
TARGET, SPEEDGUN AND SCORING DISPLAY (U.S. CL. 
22). 

FIRST USE 4-0-1988; IN COMMERCE 4-0-1988. 


SN 73-754,176. FLEMING, RAY, HONOLULU, HI. FILED 
9-26-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUSTRALIA-HAWAII”, APART FROM THE MARK 
AS SHOWN. 

FOR BODY BOARDS AND PARTS THEREFOR (U.S. CL. 
22). 

FIRST USE 7-22-1985; IN COMMERCE 7-22-1985. 


SN 73-755,810. WILSON SPORTING GOODS CO., RIVER 
GROVE, IL. FILED 10-3-1988. 


PROFEEL 


FOR VIBRATION DAMPENERS FOR RACKET 
STRINGS (U.S. CL. 22). 
FIRST USE 12-0-1987; IN COMMERCE 12-0-1987. 
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SN 73-759,254. DUNLOP SLAZENGER CORPORATION, 
GREENVILLE, SC. FILED 10-24-1988. 


DYNAMAX 


OWNER OF U.S. REG. 
OTHERS. 

FOR GOLF CLUBS (US. CL. 22). 

FIRST USE 5-19-1988; IN COMMERCE 5-19-1988. 


NOS. 164,526, 1,491,317 AND 


SN 73-760,311. 722174 ONTARIO 
CANADA, FILED 10-28-1988. 


INC., ONTARIO, 


FINAL STRATEGY 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 615421, FILED 9-14-1988, REG. NO. 
358967, DATED 7-28-1989, EXPIRES 7-28-2004. 

FOR BOARD GAMES AND EQUIPMENT FOR PLAY- 
ING BOARD GAMES, NAMELY PLAYING BOARD AND 
PLAYING PIECES (U.S. CL. 22). 


SN 73-761,772. NORBERT J. ALLGEIER, JR. AND DORO- 
THY L. ALLGEIER, LOUISVILLE, KY. FILED 
11-4-1988. 


“STATESAMATIC” 


FOR BOARD GAMES (U.S. CL. 22). 
FIRST USE 5-23-1988; IN COMMERCE 10-3-1988. 


SN 73-770,966. PETER PAN PLAYTHINGS LIMITED, 
BRETTON, PETERBOROUGH, ENGLAND, FILED 
12-22-1988. 


PLASTICINE 


OWNER OF U.S. REG. NO. 439,109 AND OTHERS. 

FOR HOBBY CRAFT KITS COMPRISING PLASTIC 
MODELING MATERIALS AND COMPOUNDS, SMALL 
TOY MOLDING TOOLS AND PLASTIC ACCESSORIES 
THEREFOR, SOLD AS A UNIT (U.S. CLS. 1, 22 AND 50). 

FIRST USE 0-0-1954; IN COMMERCE 0-0-1986. 


SN 73-771,018. NELSON, MARVIN A. DBA MARV 
NELSON ENTERPRISES, VIROQUA, WI FILED 
12-22-1988. 


HEXAGRAMS 


FOR GAME COMPRISED OF A GAME BOARD AND 
GAME PIECES (U.S. CL. 22). 
FIRST USE 11-24-1987; IN COMMERCE 11-24-1987. 
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SN 73-773,483. CONSUMER DIRECT, INC., CANTON, OH. 
ASSIGNEE OF FITNESS QUEST, INC., CANTON, OH. 
FILED 1-9-1989. 


THE INTELLIGENT 
ALTERNATIVE TO SIT-UPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SIT-UPS”, APART FROM THE MARK AS SHOWN. 

FOR MANUALLY OPERATED ABDOMINAL EXERCIS- 
ING MACHINE (U.S. CL. 22). 

FIRST USE 12-20-1988; IN COMMERCE 12-20-1988. 


SN 73-774,394. INPRO, INC., ROCK ISLAND, IL. FILED 
1-11-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ALLOY”, APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLORS GREEN AND 
BLUE. 

FOR GOLF CLUBS (U.S. CL. 22). 

FIRST USE 9-1-1988; IN COMMERCE 9-1-1988. 


SN 73-776,990. ORR, ROBERT CHARLES, WILMINGTON, 
NC. FILED 1-27-1989. 


&-- 


FOR BOARD GAMES (U.S. CL. 22). 
FIRST USE 4-11-1988; IN COMMERCE 4-11-1988. 
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SN 73-777,539. HEAD SPORTGERATE GESELLSCHAFT 
M.B.H & CO. OHG, KENNELBACH 1, AUSTRIA, FILED 
1-30-1989. 


POWER WEDGE 


OWNER OF AUSTRIA REG. NO. 
7-28-1988, EXPIRES 7-28-1998. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WEDGE”, APART FROM THE MARK AS SHOWN. 

FOR SKIS, SKI POLES, BAGS AND ENVELOPES FOR 
SKIS AND RACKETS, TENNIS RACKETS, SQUASH 
RACKETS, TENNIS BALLS, GOLF CLUBS AND GOLF 
BALLS (U.S. CL. 22). 


120553, DATED 


SN 73-777,682. CONSUMER DIRECT, INC., CANTON, OH. 
ASSIGNEE OF FITNESS QUEST, INC., CANTON, OH. 
FILED 1-30-1989. 


THE INTELLIGENT SIT-UP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SIT-UP”, APART FROM THE MARK AS SHOWN. 

FOR MANUALLY OPERATED ABDOMINAL EXERCIS- 
ING MACHINE (U.S. CL. 22). 

FIRST USE 10-18-1988; IN COMMERCE 10-18-1988. 


SN 73-778,747. STEALTH INDUSTRIES, INC., CHICAGO, 
IL. FILED 2-6-1989. 


24 KARAT 


FOR SPORT RACQUETS, NAMELY TENNIS RAC- 


FIRST USE 1-18-1985; IN COMMERCE I- 18-1985. 


SN 73-781,156. STRIKE KING LURE COMPANY, COL- 
LIERVILLE, TN. FILED 2-16-1989. 


STRIKE-HYDE 


FOR FISHING LURES (U.S. CL. 22). 
FIRST USE 7-28-1988; IN COMMERCE 11-4-1988. 
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SN 73-788,004. TOY ORIGINATORS, INC., OXNARD, CA. _ SN_ 73-795,489. TAYLOR, DOUGLAS, DBA MAMMOTH 
FILED 3-20-1989. 


DISTRIBUTING, MAMMOTH LAKES, CA. FILED 
4-24-1989. 


parents corner 


JERRA 


FOR TOYS AND * GAMES, NAMELY BATH TOYS, , 
BUBBLE BLOWERS, PUPPETS AND STUFFED TOYS 
(U.S. CL. 22). 


FIRST USE 8-20-1987; IN COMMERCE 8-20-1987. C C << = >J ) 


SN 73-791,479. DONALD BRENT HARRIS AND MAX E. 
PENNER, DBA T-O-Y THINGS OF YESTERDAY, THE LINING SHOWN IN THE DRAWING IS A FEA- 
KANSAS CITY, MO. FILED 4-6-1989. TURE OF THE MARK AND NOT INTENDED TO INDI- 
CATE COLOR. 
FOR FISHING LURES (U.S. CL. 22). 
FIRST USE 5-1-1988; IN COMMERCE 5-20-1988. 


THINGS OF YESTERDAY 


FOR WOODEN TOYS AND PUZZLES (U.S. CL. 22). SN 73-800,896. FISCHERWERKE ARTUR FISCHER GMBH 
FIRST USE 12-13-1988; IN COMMERCE 12-13-1988. & CO. KG, WALDACHTAL/TUMLINGEN, FED REP 
GERMANY, FILED 5-15-1989. 


SN 73-793,003. ODDZON PRODUCTS, INC., CAMPBELL, 
CA. FILED 4-13-1989. 


fischertechnik 


JUNIOR 


PRIORITY CLAIMED UNDER SEC. 44D) ON FED REP 
GERMANY APPLICATION NO. _ F36945/28, FILED 
11-30-1988, REG. NO. 1132217, DATED 12-16-1988, EX- 
PIRES 11-30-1998. 
OWNER OF U.S. REG. NOS. 1,184,970 AND 1,189,445. 
FOR TOYS AND PLAYTHINGS, NAMELY CONSTRUC- 
THE MARK CONSISTS OF BROAD, RADIANT TION AND EXPERIMENTAL BUILDING BLOCK SETS 
STROKES RESEMBLING A SUNBURST. FOR ERECTING OF TOY MODELS; CASES CONTAIN- 
FOR TOSSING BALLS (U.S. CL. 22). 


ING BUILDING BLOCKS FOR CONSTRUCTION OF 
FIRST USE 6-22-1987; IN COMMERCE 10-16-1987. MODELS AND FOR EXPERIMENTATION (U.S. CL. 22). 
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SN 73-801,721. SCHWINN BICYCLE COMPANY, CHICA- 
GO, IL. FILED 5-22-1989. 


t | 


THE ENGLISH TRANSLATION OF THE WORD 
“VELOCE” IN THE MARK IS “QUICK”, “FAST”, 
“SPEEDY” AND “SWIFT”. 

FOR BICYCLE SAFETY HELMETS (US. CLS. 19 AND 
22). 

FIRST USE 6-4-1987; IN COMMERCE 6-4-1987. 


SN 73-801,765. ZWIEG, MILO D., OCONOMOWOC, WIL 
AND STRANDBERG, TERRY A., OCONOMOWOC, WL 
FILED 5-22-1989. 


SCENT-POST 


FOR HUNTING ACCESSORY IN THE NATURE OF A 
TUBULAR DISPENSER HAVING AN ABSORBENT WICK 
TO DISPERSE A SCENT TO ATTRACT ANIMALS (US. 
CL. 22). 

FIRST USE 11-10-1988; IN COMMERCE 11-14-1988. 


SN 73-802,210. MCCARTY, GLENN W., DBA MCCARTY 
MANUFACTURING COMPANY, INDEPENDENCE, MO. 
FILED 5-25-1989. 


ROVER ROPE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROPE”, APART FROM THE MARK AS SHOWN. 

FOR TRAINING TOYS FOR DOMESTIC PETS (U5. 
CLS. 3 AND 22). 

FIRST USE 3-21-1989; IN COMMERCE 3-21-1989. 


SN 73-803,907. WESTMINSTER INTERNATIONAL COM- 
PANY, INCORPORATED, ATLANTA, GA. FILED 
6-2-1989. 


SNAPPER THE PET CROC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CROC”, APART FROM THE MARK AS SHOWN. 

FOR TOY ANIMALS (U.S. CL. 22). 

FIRST USE 5-18-1989; IN COMMERCE 5-18-1989. 
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SN 73-805,739. IRWIN TOY LIMITED, TORONTO, ONTAR- 
10, CANADA, FILED 6-12-1989. 


FOR BOARD GAMES (U.S. CL. 22). 
FIRST USE 8-5-1988; IN COMMERCE 8-5-1988. 


SN 73-806,735. WARNER BROS, INC, BURBANK, CA. 
FILED 6-15-1989. 


LT. CALLAHAN 


THE NAME “LT. CALLAHAN” DOES NOT REPRE- 
SENT THE NAME OF SPECIFIC LIVING INDIVIDUAL. 
FOR ACTION FIGURE AND ACCESSORIES (US. CL. 
22). 
FIRST USE 8-3-1988; IN COMMERCE 8-3-1988. 


SN 73-806,741. WARNER BROS. INC, BURBANK, CA. 
FILED 6-15-1989. 


CAPTAIN HARRIS 


“CAPTAIN HARRIS” DOES NOT REPRESENT THE 
NAME OF A SPECIFIC LIVING INDIVIDUAL. 

FOR ACTION FIGURE AND ACCESSORIES (U.S. CL. 
22). 

FIRST USE 8-3-1988; IN COMMERCE 8-3-1988. 
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SN 73-806,796. CREATIVE ART ACTIVITIES INC., SN 73-808,766. KRANSCO, SAN FRANCISCO, CA. FILED 
CLEVELAND, OH. FILED 6-15-1989. 6-22-1989. 


ECLIPSE 


FOR WATER PLANNING SPORTS EQUIPMENT, 
NAMELY, KNEE BOARDS (U.S. CL. 22). 
FIRST USE 6-13-1989; IN COMMERCE 6-13-1989. 


SN 73-810,655. HUFFY CORPORATION, MIAMISBURG, 
FOR CHILDRENS HOBBYCRAFT KITS USED TO OH. FILED 7-3-1989. 
MAKE TOY FIGURES AND OTHER TOY ITEMS (U.S. 
CLS. 22 AND 50). 
FIRST USE 3-3-1989; IN COMMERCE 3-3-1989. 


COLOR WAVES 


SN 73-807,658. PALM SPRINGS GOLF COMPANY, PALM 
DESERT, CA. FILED 6-19-1989. 
OWNER OF U.S. REG. NO. 1,532,944. 
FOR NON-MOTORIZED SCOOTERS AND PARTS 
THEREFOR (U.S. CL. 22). 
FIRST USE 1-24-1989; IN COMMERCE 1-24-1989. 


Palm/pringy 


SEC. 2(F). SN 73-810,755. HASTABY DUNWRIGHT, INC., EASTAN- 
FOR GOLF CLUBS (U.S. CL. 22). OLLEE, GA. FILED 7-5-1989. 
FIRST USE 4-3-1980; IN COMMERCE 7-3-1980. 


SN 73-808,642. MATTEL, INC., HAWTHORNE, CA. FILED 
6-23-1989. : 


POPPIN’ FARM TRUCK Hastaby Dunwright 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FARM TRUCK”, APART FROM THE MARK AS 
SHOWN. 
FOR TOY VEHICLE (U.S. CL. 22). FOR GOLF CLUBS (U.S. CL. 22). 
FIRST USE 5-26-1989; IN COMMERCE 5-26-1989. FIRST USE 3-28-1988; IN COMMERCE 3-1-1989. 
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SN 73-810,775. HAROLDSEN, BRYN, DBA WILDKIN PUP- 
PETS, SALT LAKE CITY, UT. FILED 7-5-1989. 


PUPPETS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PUPPETS”, APART FROM THE MARK AS SHOWN. 

FOR WILDLIFE HAND PUPPETS (U.S. CL. 22). 

FIRST USE 7-1-1989; IN COMMERCE 7-1-1989. 


SN 73-812,766. BARVAL TOYS, INC., MIAMI, FL. FILED 
7-17-1989. 


ROCK ’N TWIST 


FOR COMBINATION GAME EQUIPMENT ITEM AND 
TRAINING OF EXERCISE DEVICE EMPLOYING A 
BALL AND FOOT PLATFORM UNIT (U.S. CL. 22). 

FIRST USE 4-28-1989; IN COMMERCE 6-1-1989. 


SN 73-813,441. JAZZERCISE, INC., CARLSBAD, CA. 
FILED 7-19-1989. 


JAZZERCISE 


OWNER OF US. REG. NOS. 
OTHERS. 

FOR ATHLETIC BAGS, HIP PACKS, EXERCISE MATS, 
BEACH BALLS (U.S. CL. 22). 

FIRST USE 6-22-1982; IN COMMERCE 6-22-1982. 


1,079,083, 1,470,096 AND 


SN 73-814,522. JMK INTERNATIONAL, INC., FORT 
WORTH, TX. FILED 7-24-1989. 


THERAPY SYSTEM 


FOR MANUAL EXERCISING DEVICE IN THE 
NATURE OF SILICONE EXERCISE PUTTY (U.S. CL. 22). 
FIRST USE 4-0-1988; IN COMMERCE 4-0-1988. 
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SN 73-815,384. SARNO, GREGORY G., DBA SKS DIVERSI- 
FIED, CASTRO VALLEY, CA. FILED 7-28-1989. 


HUNCH 


FOR CARD GAME WITH STANDARD PLAYING 
CARDS AND WITH PLAYING INSTRUCTIONS (US. CL. 
22). 

FIRST USE 5-31-1989; IN COMMERCE 6-20-1989. 


SN 73-815,410. LEVY, HAL, TA THE OZNO GROUP, NEW 
YORK, NY. FILED 7-28-1989. 


OZNO 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING A 
DICE GAME (U.S. CL. 22). 
FIRST USE 4-12-1989; IN COMMERCE 4-12-1989. 


SN 73-815,435. ANAGRAM INTERNATIONAL, INC., 
NEAPOLIS, MN. FILED 7-28-1989. 


MIN- 


JUST FOR YOU 


FOR BALLOONS, NAMELY METALLIC-COATED BAL- 
LOONS WITH DECORATIONS (U.S. CL. 50). 
FIRST USE 6-27-1989; IN COMMERCE 6-27-1989. 


SN 73-815,714. SULLIVAN, MARY K., 
7-31-1989. 


IntelligAnt Life 


FOR PLUSH STUFFED CHARACTERS (US. CL. 22). 
FIRST USE 7-21-1989; IN COMMERCE 7-22-1989. 


OMAHA, NE. FILED 


SN 73-815,796. MATTEL, INC., HAWTHORNE, CA. FILED 
7-31-1989. 


PENNY PEPPERMINT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PEPPERMINT”, APART FROM THE MARK AS 
SHOWN. 

FOR DOLL (U.S. CL. 22). 

FIRST USE 6-27-1989; IN COMMERCE 6-27-1989. 
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SN 73-815,819. MATTEL, INC., HAWTHORNE, CA. FILED 
7-31-1989. 


GRETA GRAPE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRAPE”, APART FROM THE MARK AS SHOWN. 

FOR DOLL (US. CL. 22). 

FIRST USE 6-27-1989; IN COMMERCE 6-27-1989. 


SN 73-816,127. CATER, JAYE, IRVINE, CA. FILED 
7-31-1989. 


READ MY LIPS! 


FOR GAME EMPLOYING PLAYING BOARD, QUES- 
TION CARDS AND PLAYING PIECES (U.S. CL. 22). 
FIRST USE 7-25-1989; IN COMMERCE 7-25-1989. 


SN 73-817,165. SOCCER SPORT SUPPLY CO., INC., NEW 
YORK CITY, NY. FILED 8-2-1989. 


FOR SPORTING ARTICLES, NAMELY, SOCCER 
BALLS, SOCCER GOALIE GLOVES, REFEREE LINES- 
MAN FLAGS, SOCCER SHIN GUARDS, SOCCER EQUIP- 
MENT CARRY BAGS, SOCCER SHOE STUDS, SOCCER 
GOAL NETS, SOCCER FIELD CORNER POLES AND 
FLAGS, REFEREE PENALTY CARDS AND RUGBY 
BALLS (U.S. CLS. 22 AND 39). 

FIRST USE 1-0-1970; IN COMMERCE 1-0-1970. 
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SN 73-818,149. FLETCHER, KENNETH E., DBA MAGIC 
MASTERS, LITHONIA, GA. FILED 8-9-1989. 


FOR MAGIC TRICKS (U.S. CL. 22). 
FIRST USE 1-0-1974; IN COMMERCE 1-0-1974. 


SN 73-818,419. LETTERGUYS, INC., KENT, WA. FILED 
8-3-1989. 


TUG OF WORDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORDS”, APART FROM THE MARK AS SHOWN. 

FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING A 
BOARD GAME (U.S. CL. 22). 

FIRST USE 2-20-1989; IN COMMERCE 7-20-1989. 


SN 73-818,554. SKYNASAUR, INC., LOUISVILLE, CO. 
FILED 8-10-1989. 


YN 


FOR A MANEUVERABLE, KITE-LIKE DEVICE WHICH 
UTILIZES A DELTA WING AND OTHER WING CON- 
FIGURATIONS AND WHICH IS CONTROLLED BY THE 
OPERATOR FROM THE GROUND (US. CL. 22). 

FIRST USE 5-25-1978; IN COMMERCE 5-25-1978. 
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SN 73-818,912. DAMERT COMPANY, OAKLAND, CA. 
FILED 8-14-1989. 


TURBO SPARKLER 


FOR TOY YO YOS (U.S. CL. 22). 
FIRST USE 7-22-1989; IN COMMERCE 7-22-1989. 


SN 73-818,959. LIONEL TRAINS, INC., MT. CLEMENS, MI. 
FILED 8-14-1989. 


RAIL SCOPE 


FOR TOYS, NAMELY TRAINS AND TRAIN ACCESSO- 
RIES (U.S. CL. 22). 
FIRST USE 1-25-1988; IN COMMERCE 9-9-1988. 


SN 73-819,438. ANTONIOUS, ANTHONY J., TOWSON, MD. 
FILED 8-15-1989. 


AWESOME 


FOR GOLF CLUBS (U.S. CL. 22). 
FIRST USE 7-27-1989; IN COMMERCE 7-27-1989. 


SN 73-820,018. PANSY ELLEN PRODUCTS, INC., AL- 
PHARETTA, GA. FILED 8-17-1989. 


FISH TALES 


FOR MUSICAL MOBILE FOR INFANTS (U.S. CL. 22). 
FIRST USE 2-14-1989; IN COMMERCE 2-14-1989. 


SN 73-820,097. LAGOW ENTERPRISE, INC., TERRELL, 
TX. FILED 8-17-1989. 


GINA 


FOR DOLLS, DOLL CLOTHING, AND TOTE BAG 
CASES FOR SUCH DOLLS AND DOLL CLOTHING (U.S. 
CL. 22). 

FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 


SN 73-820,234. KICKAPOO USA., 
CITY, OK. FILED 8-21-1989. 


KICKAPOO KANOE 


FOR FLOATATION TUBE FOR FISHING (U.S. CL. 22). 
FIRST USE 12-1-1988; IN COMMERCE 1-15-1989. 


INC., OKLAHOMA 
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SN 73-822,424. RIPTIDE USA, INC., BOULDER, CO. FILED 
8-30-1989. 


FRANTIC 


FOR SPORTS EQUIPMENT, NAMELY SNOWBOARD 
SAFETY STRAPS AND LEASHES, SNOWBOARD WAX, 
SNOWBOARD CARRYING BAGS AND SNOWBOARD 
GEAR BAGS (U.S. CLS. 3 AND 22). 

FIRST USE 12-1-1986; IN COMMERCE 12-1-1986. 


SN 73-823,009. R.G. BARRY CORPORATION, PICKERING- 
TON, OH. FILED 9-5-1989. 


SNUGGLE 


BUDDIES 


FOR STUFFED TOY ANIMALS INTO WHICH PAJA- 
MAS CAN BE PLACED, WITH ACCOMPANYING CHIL- 
DREN’S SLIPPERS, SOLD AS A UNIT (U.S. CLS. 22 AND 
39). 

FIRST USE 6-22-1989; IN COMMERCE 6-22-1989. 


SN 73-823,034. R.G. BARRY CORPORATION, PICKERING- 
TON, OH. FILED 9-5-1989. 


MORTIMER SNUGGLE 
MOUSE 


FOR STUFFED TOY ANIMALS INTO WHICH PAJA- 
MAS CAN BE PLACED, WITH ACCOMPANYING CHIL- 
DREN’S SLIPPERS, SOLD AS A UNIT (U.S. CLS. 22 AND 
39). 

FIRST USE 6-22-1989; IN COMMERCE 6-22-1989. 


SN 73-823,684. R.G. BARRY CORPORATION, PICKERING- 
TON, OH. FILED 9-1-1989. 


BABETTE SNUGGLE BUDDY 


FOR STUFFED TOY ANIMALS INTO WHICH PAJA- 
MAS CAN BE PLACED, WITH ACCOMPANYING CHIL- 
DREN’S SLIPPERS, SOLD AS A UNIT (U.S. CLS. 22 AND 
39). 

FIRST USE 6-22-1989; IN COMMERCE 6-22-1989. 
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SN 73-638,310. COOPERATIVE AGRICOLE LA NOELLE 
ANCENIS “CANA”, ANCENIS, FRANCE, FILED 
1-5-1987. 


OWNER OF FRANCE REG. 
7-3-1986, EXPIRES 7-3-1996. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE GEOGRAPHICALLY DESCRIPTIVE DESIGN 
OF THE MAP OF FRANCE AND ITS CONTIGUOUS GEO- 
GRAPHIC ELEMENTS, ALL THE GEOGRAPHIC NAMES 
AND ALL THE DETAILS ON THE MAP AND ALL THE 
WORDING IN THE MARK EXCEPT “LES CHATEAUX 
DE FRANCE”, APART FROM THE MARK AS SHOWN IN 
THE DRAWING. 

THE STIPPLING SHOWN IN THE DRAWING IS FOR 
SHADING PURPOSES ONLY AND DOES NOT INDICATE 
COLOR. 

THE MARK CONSISTS OF A MAP OF FRANCE SHOW- 
ING VARIOUS CHATEAUS INCLUDING CHANTILLY, 
VERSAILLES, FONTAINEBLEU, HAUT KOENIGS- 
BOURG, ANCENIS, USSE, CHENONCEAU, NANTES, 
SAUMUR, AZAY LE RIDEAU, PAU, AND AVIGNON. 

THE ENGLISH TRANSLATION OF THE PHRASES 
“LES CHATEAUX DE FRANCE” AND “OCEAN ATLAN- 
TIQUE” AND THE WORD “MEDITERRANEE” IS “THE 
CHATEAUS OF FRANCE” AND “ATLANTIC OCEAN” 
AND “MEDITERRANEAN”, RESPECTIVELY. 

FOR EGGS, MILK, BUTTER, AND CHEESE (US. CL. 
46). 


NO. 1362123, DATED 


SN 73-662,940. BRIAR HILLS DAIRIES, INC., ETHEL, WA. 
FILED 5-26-1987. 


WHEX 


FOR DEHYDRATED GOAT MILK WHEY (U.S. CL. 46). 
FIRST USE 0-0-1968; IN COMMERCE 0-0-1968. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


CLASS 29—(Continued). 


SN 73-704,325. HARKER’S, INC., LEMARS, IA. FILED 
1-6-1988. 


MOZZARELLA CRISPS 


OWNER OF U.S. REG. NO. 1,217,695. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOZZARELLA”, APART FROM THE MARK AS 
SHOWN. 

FOR BREADED CHEESE CURD SNACK FOOD (US. 
CL. 46). 

FIRST USE 7-0-1987; IN COMMERCE 7-0-1987. 


SN 73-753,961. 
9-26-1988. 


KRAFT, INC., GLENVIEW, IL. FILED 


THE LINING SHOWN ON THE MARK IN THE DRAW- 
ING IS A FEATURE OF THE MARK AND IS NOT IN- 
TENDED TO INDICATE COLOR. 

THE MARK CONSISTS OF A MEDALLION RIBBON 
DESIGN CONTAINING A COUNTRY VILLAGE, A COW, 
AND TREES ON A HILLSIDE. 

FOR CHEESE (U.S. CL. 46). 

FIRST USE 6-16-1988; IN COMMERCE 6-16-1988. 


SN 73-768,609. BICARA, LTD., LOS ANGELES, CA. FILED 
12-12-1988. 


OCEAN KING 


OWNER OF U.S. REG. NO. 1,208,747. 
FOR PROCESSED SEAFOOD AND FISH (U.S. CL. 46). 
FIRST USE 8-30-1977; IN COMMERCE 8-30-1977. 





U.S. PATENT AND TRADEMARK OFFICE 


JANUARY 2, 1990 


CLASS 29—(Continued). CLASS 29—(Continued). 


SN 73-769,292. TEE PEE OLIVES, INC., SCARSDALE, NY. SN 73-774,838. SCHWARTAU OF AMERICA, INC., LIN- 


FILED 12-14-1988. 


THE ENGLISH TRANSLATION OF THE WORD 
“VIRGEN” IN THE MARK IS “VIRGIN”. 

FOR PROCESSED OLIVES (U.S. CL. 46). 

FIRST USE 11-22-1988; IN COMMERCE 11-22-1988. 


SN 73-769,924. ANDRES, JORGE HERNANDEZ, SAN LUIS 
POTOSL, MEXICO, FILED 12-16-1988. 


OWNER OF U.S. REG. NO. 1,508,503. 

FOR PICKLED TENDER CACTUS, PICKLED QUAIL 
HARD EGGS, PICKLED HOT PEPPERS (U.S. CL. 46). 

FIRST USE 3-8-1973; INCOMMERCE 10-18-1977. 


SN 73-773,038. DEL PUERTO EXPORT LTD., PATTER- 
SON, CA. FILED 1-4-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERVE”, APART FROM THE MARK AS SHOWN. 

FOR FROZEN VEGETABLES (U.S. CL. 46). 

FIRST USE 12-1-1988; IN COMMERCE 12-1-1988. 


253-576 TMOG-90-24 - QL3 


COLNSHIRE, IL. FILED 1-17-1989. 


OWNER OF U.S. REG. NOS. 694,991 AND 1,120,837. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PREMIUM LIGHT”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLORS BLUE, 
RED, AND SILVER, BUT COLOR IS NOT CLAIMED. 

FOR FRUIT SPREADS (U.S. CL. 46). 

FIRST USE 12-16-1988; IN COMMERCE 12-16-1988. 
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SN 73-778,610. CHINA NATIONAL CEREALS, OILS & SN 73-793,348. OPAL & NAAMAN COMPANY, LOUIS- 
FOODSTUFFS IMPORT & EXPORT CORPORATION, VILLE, KY. FILED 4-14-1989. 
BEING, CHINA, FILED 2-3-1989. 


COFCO 


OWNER OF CHINA REG. NO. 307681, DATED 1-30-1988, 
EXPIRES 1-30-1998. 

FOR CANNED VEGETABLES, CANNED MEAT, AND 
CANNED FRUIT (U.S. CL. 46). 


S SOCIATION, NAPERVILLE IL. FILED4 31989 =) COUNTRY FRIED CHICKEN 


tte (ime 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LITE”, APART FROM THE MARK AS SHOWN. 

FOR DAIRY PRODUCTS, NAMELY, SKIM MILK, LOW- 
FAT MILK, COTTAGE CHEESE, LOW-FAT CHOCOLATE 
MILK, YOGURT AND SOUR CREAM (U.S. CL. 46). 

FIRST USE 7-1-1988; IN COMMERCE 7-1-1988. 


SN 73-790,954. KABUSHIKI KAISHA KIBUN, TA KIBUN 


COo., LTD., CHUO-KU, TOKYO, JAPAN, FILED 4-3-1989. NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


USE “COUNTRY FRIED CHICKEN”, “ORIGINAL” AND 
“RESTAURANT RECIPE”, APART FROM THE MARK AS 
SEA STIX SHOWN 
THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 
OWNER OF U.S. REG. NOS. 1,537,498 AND 1,537,499. FOR CHICKEN FOR CONSUMPTION ON OR OFF THE 
FOR PRE-COOKED SEAFOOD (U.S. CL. 46). PREMISES (U.S. CL. 46). 
FIRST USE 9-2-1980; IN COMMERCE 9-9-1980. FIRST USE 1-30-1989; IN COMMERCE 1-30-1989. 
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SN 73-809,798. EXCEL CORPORATION, WICHITA, KS. SN 73-814,526. RAMAPO 
RIDGE, NY. FILED 7-21-1989. 


FROM THE PUREST 
WATERS OF THE WORLD 


FOR FRESH AND FROZEN SEAFOOD, FISH AND 
SHELLFISH (U.S. CL. 46). 
FIRST USE 7-7-1989, IN COMMERCE 7-7-1989. 


SN 73-815,212. CAMPBELL SOUP COMPANY, CAMDEN, 
NJ. FILED 7-27-1989. 


OWNER OF U.S. REG. NOS. 1,270,103, 1,283,508 AND 
OTHERS. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


USE “BRAND” AND “PORK”, APART FROM THE MARK IT TAKES CARE OF THE 
“THE LINING 1S A FEATURE OF THE MARK ANDIS = _MIEANEST APPETITES! 


NOT INTENDED TO INDICATE COLOR. 
FOR PORK (U.S. CL. 46). 
FIRST USE 12-8-1988; IN COMMERCE 12-8-1988. 


FOR SOUPS (U.S. CL. 46). 
FIRST USE 8-15-1988; IN COMMERCE 8-15-1988. 


SN 73-812,204. BOYLE’S FAMOUS CORNED BEEF CO., 
INC., KANSAS CITY, MO. FILED 7-13-1989. 


SN 73-815,266. HUBBARD MILLING COMPANY, MANKA- 
TO, MN. FILED 7-27-1989. 


OWNER OF U.S. REG. NO. 1,315,973. 
FOR MEATS (U.S. CL. 46). 
FIRST USE 4-10-1988; IN COMMERCE 4-10-1988. 


SN 73-813,624. POCAHONTAS FOODS USA INC., RICH- 
MOND, VA. FILED 7-20-1989. 


PREMIUM RECIPE 


OWNER OF U.S. REG. NO. 959,983. 


FOR FRESH AND FROZEN TURKEY MEAT FOR 
FOR SALAD DRESSING (U.S. CL. 46). HUMAN CONSUMPTION (U.S. CL. 46). 
FIRST USE 5-3-1989; IN COMMERCE 5-3-1989. FIRST USE 7-6-1989; IN COMMERCE 7-17-1989. 
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SN 73-815,406. ANCO INTERNATIONAL CORPORATION, 
LA JOLLA, CA. FILED 7-28-1989. 


FINEST E 


FOR CHEESE (U.S. CL. 46). 
FIRST USE 5-5-1989; IN COMMERCE 5-5-1989. 


SN 73-815,537. KEYSTONE FOODS CORPORATION, WEST 
CHESTER, PA. FILED 7-28-1989. 


KeyFresh 


FOR PREPARED PACKAGED FOODS NAMELY; 
MEAT, SEAFOOD AND VEGETABLE ENTREES; VEGE- 
TABLE SALADS AND SOUPS (US. CL. 46). 

FIRST USE 7-19-1989; IN COMMERCE 7-19-1989. 


SN 73-816,273. NORBEST, INC., MIDVALE, UT. FILED 
8-1-1989. 


FOR PROCESSED TURKEY MEAT (US. CL. 46). 
FIRST USE 1-0-1988; IN COMMERCE 1-0-1988. 


SN 73-817,591. 
8-7-1989. 


KRAFT, INC., GLENVIEW, IL. FILED 


FREE 


FOR MAYONNAISE AND SALAD DRESSINGS (POUR- 
ABLE AND VISCOUS) (U.S. CL. 46). 
FIRST USE 7-21-1989; IN COMMERCE 7-21-1989. 
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KRAFT, INC., GLENVIEW, IL. FILED 


8-7-1989. 


FREE 


FOR CREAM CHEESE AND PROCESS CHEESE (U.S. 


CL. 46). 


FIRST USE 7-21-1989; IN COMMERCE 7-21-1989. 


SN 73-817,974. BORDEN, INC., COLUMBUS, OH. FILED 


8-7-1989. 


RIGHT-CHOICE 


FOR CHEESE FOOD SUBSTITUTE (U.S. CL. 46). 
FIRST USE 7-5-1989; IN COMMERCE 7-5-1989. 


SN 73-818,067. PURITY DAIRIES, INC., NASHVILLE, TN. 


FILED 8-9-1989. 


PLL 


FOR LOWFAT MILK WITH SWEET LACTOBACILLU- 
SACIDOPHILUS AND BIFIDOBACTERIUM CULTURES 
(U.S. CL. 46). 

FIRST USE 12-31-1988; IN COMMERCE 12-31-1988. 


SN 73-818,115. TRIXIE CORP., THE, NEW YORK, NY. 
FILED 8-9-1989. 


TRIXIES FAMOUS SWEET 
POTATOE FRIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAMOUS SWEET POTATOE FRIES”, APART 
FROM THE MARK AS SHOWN. 

FOR FRENCH FRIED POTATOES FOR CONSUMPTION 
ON OR OFF THE PREMISES (U.S. CL. 46). 

FIRST USE 8-1-1989; IN COMMERCE 8-1-1989. 
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SN 73-818,846. SCHAD INDUSTRIES, INC., OPELOUSAS, 
LA. FILED 8-14-1989. 


COOK’S SECRET 


FOR VEGETABLE OIL (U.S. CL. 46). 
FIRST USE 7-0-1989; IN COMMERCE 7-0-1989. 


SN 73-819,141. KRAFT, INC., GLENVIEW, IL. FILED 
8-14-1989. 


SUN SEASONS 


OWNER OF U.S. REG. NO. 1,266,515. 
FOR SALAD DRESSINGS, PRESERVES (U.S. CL. 46). 
FIRST USE 7-21-1989; IN COMMERCE 7-21-1989. 


SN 73-819,964. GENERAL MILLS, INC., MINNEAPOLIS, 
MN. FILED 8-18-1989. 


ASSORTED FRUIT 
SQUADRON 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSORTED FRUIT”, APART FROM THE MARK AS 
SHOWN. 

FOR DEHYDRATED FRUIT SNACKS (U.S. CL. 46). 

FIRST USE 7-7-1989; IN COMMERCE 7-7-1989. 


SN 73-819,965. GENERAL MILLS, INC., MINNEAPOLIS, 
MN. FILED 8-18-1989. 


THUNDER JETS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JETS”, APART FROM THE MARK AS SHOWN. 

FOR DEHYDRATED FRUIT SNACKS (U.S. CL. 46). 

FIRST USE 7-7-1989; IN COMMERCE 7-7-1989. 


SN 73-820,117. CURTICE-BURNS FOODS, INC., DBA NAL- 
LEY’S FINE FOODS, ROCHESTER, NY. FILED 
8-17-1989. 


PICCADILLY 


FOR SNACK FOODS, NAMELY POTATO CHIPS (U.S. 
CL. 46). 
FIRST USE 6-0-1971; IN COMMERCE 6-0-1971. 
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SN 73-660,989. BEE INTERNATIONAL, INC., COMMERCE, 
CA. FILED 5-14-1987. 


OWNER OF U.S. REG. NO. 1,230,154. 

FOR COMBINED CANDY ON A STICK-LIKE SUPPORT 
AND CANDY POWDER SOLD AS A UNIT (U.S. CL. 46). 

FIRST USE 11-00-1986; IN COMMERCE 11-0-1986. 


SN 73-677,281. BISCOTTIFICIO PRIMAVERA S.N.C. DI DE 
BENI G. E MARCOLONGO A, RIVOLI VERONESE, 
ITALY, FILED 8-6-1987. 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 45543C/87, FILED 2-10-1987, REG. NO. 
481278, DATED 6-20-1987, EXPIRES 2-10-2007. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE DESIGN OF THE BAKERY GOODS IN THE 
BASKET, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF A BASKET FILLED WITH 
VARIOUS BAKERY GOCDS, ADJACENT TO A STYL- 
IZED RAINBOW TOWARDS WHICH A FLOCK OF BIRDS 
ARE FLYING, AND IS BORDERED ON THE UPPER AND 
LOWER SIDES BY ROWS OF SMALLER STYLIZED 
RAINBOWS. 

FOR BISCUITS, BUNS, PASTRY, BREAD, MILANESE 
CAKES, TARTS, EDIBLE CANDY DECORATIONS FOR 
TARTS, COOKIES, CANDIES, PASTRY GOODS, FLOURS, 
EDIBLE ICE CREAMS (U.S. CL. 46). 
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SN 73-701,518. 712911 ONTARIO LTD., DBA CAFEE DINO 
INTERNATIONAL, TORONTO, ONTARIO, CANADA, 
FILED 12-17-1987. 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 586589, FILED 6-23-1987, REG. NO. 
355928, DATED 5-19-1989, EXPIRES 5-19-2004. 

FOR COFFEE; BEVERAGES NAMELY COFFEE (U.S. 
CL. 46). 

FIRST USE 3-6-1987; IN COMMERCE 8-1-1987. 


SN 73-714,327. CENTRAL IMPULSORA, S.A. DE C.V., 
CUARTO PISO, MEXICO, FILED 3-2-1988. 


TRIKITRAKES 


OWNER OF MEXICO REG. 
6-27-1983, EXPIRES 3-11-1993. 

FOR BREAD, BISCUITS, PASTRY AND COOKIES (U.S. 
CL. 46). 

FIRST USE 6-27-1983; IN COMMERCE 6-27-1983. 


NO. 289670, DATED 


SN 73-717,671. EL LECHONCITO PRODUCTS, 
MIAMI, FL. FILED 3-21-1988. 


INC., 


THE ENGLISH TRANSLATION OF THE WORDS “EL 
ISLENO” IN THE MARK IS “THE ISLANDER”. 

FOR SEASONINGS (U.S. CL. 46). 

FIRST USE 6-24-1984; IN COMMERCE 6-24-1984. 
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SN 73-737,487. 
6-30-1988. 


RAGOLD, INC., CHICAGO, IL. FILED 


OWNER OF U.S. REG. NOS. 1,085,270 AND 1,458,587. 
FOR CANDY (U.S. CL. 46). 
FIRST USE 3-30-1988; IN COMMERCE 3-30-1988. 


SN 73-739,364. WEST CHOCOLATE HANDELS- UND PRO- 
DUKTIONS-GMBH, KARLSRUHE, FED REP GERMA- 
NY, FILED 7-8-1988. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. W37907/30WZ, FILED 
3-3-1988, REG. NO. 1121673, DATED 5-5-1988, EXPIRES 
3-3-1998. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GUMMI BEAR”, APART FROM THE MARK AS 
SHOWN. 

FOR CONFECTIONERY PRODUCTS; NAMELY, 
CANDY SUCH AS FRUIT FLAVORED GUMMY PROD- 
UCTS (U.S. CL. 46). 

FIRST USE 4-13-1988; IN COMMERCE 4-13-1988. 
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SN 73-752,585. KABUSHIKI KAISHA NAGATANIEN SN 73-764,308. RUIZ FOOD PRODUCTS, INC., TULARE, 
HONPO, DBA NAGATANIEN-HONPO CO., LTD., CA. FILED 11-17-1988. 


EAMONIER ENG 


THE ENGLISH TRANSLATION OF THE WORDS “EL 
MONTEREY” IN THE MARK IS “THE MOUNTAIN 
KING”. 

FOR FROZEN MEXICAN STYLE FOOD, NAMELY, TA- 
MALES, BURRITOS, CHIMICHANGAS, AND ENCHILA- 
DAS (U.S. CL. 46). 

FIRST USE 7-10-1986, IN COMMERCE 7-10-1986. 


SN 73-771,290. BEATRICE/HUNT-WESSON, INC., FUL- 
LERTON, CA. FILED 12-23-1988. 


MELLOCREAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE JAPANESE CHARACTERS REPRESENTING 
THE WORD “SUSHI”, APART FROM THE MARK AS 


SHOWN. 
THE ENGLISH TRANSLATION OF THE FOREIGN FOR CHOCOLATE FUDGE TOPPING SOLD IN FOOD- 


CHARACTERS IN THE MARK IS “SUSHI TARO”. SERVICE AND INSTITUTIONAL CHANNELS (U.S. CL. 


FOR SEASONING MIX FOR USE IN THE PREPARA- )- 
TION OF SUSHI COMPRISED OF THE FOLLOWING IN- FIRST USE 9-1-1966; IN COMMERCE 9-1-1966. 
GREDIENTS; SEASONING VINEGAR, CARROTS, MUSH- 
ROOMS, LOTUS ROOT, BLEACHED DRIED GOURD 
SHAVINGS AND DRIED SEAWEED (U.S. CL. 46). 
FIRST USE 10-0-1977; IN COMMERCE 12-0-1977. 


SN 73-772,527. KING CORN, INC., MIAMI, FL. FILED 
1-3-1989. 


SN 73-759,667. CONAGRA, INC., OMAHA, NE. FILED 


OWNER OF U.S. REG. NOS. 867,662, 911,008 AND 911,254. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATURAL CORN CHIPS”, APART FROM THE 
OWNER OF U.S. REG. NO. 1,457,653. MARK AS SHOWN. 
FOR FROZEN PREPARED SANDWICHES (U.S. CL. 46). FOR CORN CHIPS (U.S. CL. 46). 
FIRST USE 7-28-1988; IN COMMERCE 7-28-1988. FIRST USE 5-25-1988; IN COMMERCE 5-25-1988. 
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SN 73-781,723. JACOBS SUCHARD S.A., ZURICH, SWIT- 
ZERLAND, FILED 2-17-1989. 


MASTRO LORENZO 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWIT- 
ZERLAND APPLICATION NO. 365288, FILED 8-17-1988, 
REG. NO. 5865, DATED 8-17-1988, EXPIRES 8-17-2008. 

OWNER OF U.S. REG. NO. 1,363,643. 

THE ENGLISH TRANSLATION OF THE WORDS 
“MASTRO LORENZO” IN THE MARK IS “MASTER 
LAWRENCE”. 

FOR COFFEE (U.S. CL. 46). 


SN 73-782,421. NIBBLES INTERNATIONAL, INC., BOYN- 
TON BEACH, FL. FILED 2-23-1989. 


NIBBLE-LITE 


FOR FROZEN DESSERT PRODUCTS CONSISTING OF 
SKIM MILK AND NATURAL SWEETENERS (U.S. CL. 46). 
FIRST USE 12-31-1988; INCOMMERCE 12-31-1988. 


SN 73-785,909. MANUSOW MUSTARD COMPANY, THE, 
OAK PARK, IL. FILED 3-10-1989. 


MANUSOW’S 


FOR MUSTARD (U.S. CL. 46). 
FIRST USE 12-19-1988; IN COMMERCE 3-3-1989. 


SN 73-791,890. MARRIOTT CORPORATION, BETHESDA, 
MD. FILED 4-7-1989. 


THE UN-CLUB 


FOR SANDWICH FOR CONSUMPTION ON OR OFF 
THE PREMISES (U.S. CL. 46). 
FIRST USE 5-25-1988; IN COMMERCE 5-25-1988. 


SN 73-796,380. GENERAL MILLS RESTAURANTS, INC., 
ORLANDO, FL. FILED 4-28-1989. 


Obie Geren 


OWNER OF U.S. REG. NOS. 1,274,677 AND 1,427,968. 
FOR BREAD (US. CL. 46). 
FIRST USE 5-15-1988; IN COMMERCE 5-15-1988. 
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SN 73-798,608. J.M. SMUCKER COMPANY, THE, ORR- 
VILLE, OH. FILED 5-8-1989. 


SPECIAL RECIPE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “RECIPE”, APART FROM THE MARK AS SHOWN. 
FOR HOT FUDGE ICE CREAM TOPPING (US. CL. 46). 
FIRST USE 6-28-1985; IN COMMERCE 6-28-1985. 


SN 73-803,607. BRIGHAM’S INC., ARLINGTON, MA. 


FILED 5-31-1989. 


ZAPP-A-FRAPPE 


FOR FROZEN MILKSHAKES (US. CL. 46). 
FIRST USE 5-15-1989; IN COMMERCE 5-15-1989. 


SN 73-807,968. WM. WRIGLEY JR. COMPANY, CHICAGO, 
IL. FILED 6-20-1989. 














OWNER OF U.S. REG. NOS. 
OTHERS. 

THE DRAWING IS LINED FOR THE COLORS WHITE 
AND BLUE, BOTH A LIGHTER AND DARKER SHADE 
OF BLUE. THE COLOR COMBINATION OF THE MARK 
IS AS FOLLOWS; (1) THE “FLASH” PORTION IS WHITE; 
(2) THE MINT LEAF REPRESENTATION IN THE FORE- 
GROUND OF THE FLASH PORTION IS A DARKER 
SHADE OF BLUE; (3) THE NARROW STRIP BORDERING 
THE WHITE FLASH IS A LIGHTER SHADE OF BLUE; 
AND (4) THE PORTION TO THE RIGHT OF THIS STRIP, 
ON WHICH THE WORD DESIGNATIONS WRIGLEY’S 
AND EXTRA APPEAR, IS A DARKER SHADE OF BLUE 

THE MARK CONSISTS OF THE WORD DESIGNATONS 
“WRIGLEY’S” AND “EXTRA” AND THE FLASH 
DESIGN. 

FOR CHEWING GUM (U.S. CL. 46). 

FIRST USE 11-30-1983; IN COMMERCE 11-30-1983. 


1,013,634, 1,422,671 AND 
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SN 73-807,969. WM. WRIGLEY JR. COMPANY, CHICAGO, 


il 


OWNER OF U.S. REG. NOS. 1,013,634, 1,422,671 AND 
OTHERS. 

THE DRAWING IS LINED FOR THE COLORS WHITE 
AND PINK, BOTH A LIGHTER AND DARKER SHADE OF 
PINK. THE COLOR COMBINATION OF THE MARK IS (1) 
THE “FLASH” PORTION IS WHITE; (2) THE MINT LEAF 
REPRESENTATION IN THE FOREGROUND OF THE 
FLASH PORTION IS A DARKER SHADE OF PINK; (3) 
THE NARROW STRIP BORDERING THE WHITE FLASH 
IS A LIGHTER SHADE OF PINK; AND (4) THE PORTION 
TO THE RIGHT OF THIS STRIP, ON WHICH THE WORD 
DESIGNATIONS “WRIGLEY’S” AND “EXTRA” APPEAR, 
IS A DARKER SHADE OF PINK. 

THE MARK CONSISTS OF THE WORD DESIGNA- 
TIONS “WRIGLEY’S” AND “EXTRA” AND THE FLASH 
DESIGN. 

FOR CHEWING GUM (U.S. CL. 46). 

FIRST USE 4-15-1985; IN COMMERCE 4-15-1985. 


ce 
ein hi 


I 


SN 73-807,972. WM. WRIGLEY JR. COMPANY, CHICAGO, 
IL. FILED 6-20-1989. 


OWNER OF U.S. REG. NOS. 1,013,634, 1,422,671 AND 
OTHERS. 

THE MARK IS LINED FOR THE COLORS WHITE AND 
BLUE, BOTH A LIGHTER AND DARKER SHADE OF 
BLUE. THE COLOR COMBINATION OF THE MARK IS (1) 
THE “FLASH” PORTION IS WHITE; (2) THE MINT LEAF 
REPRESENTATION IN THE FOREGROUND OF THE 
FLASH PORTION IS A DARKER SHADE OF BLUE; (3) 
THE NARROW STRIP BORDERING THE WHITE FLASH 
IS A LIGHTER SHADE OF BLUE; AND (4) THE POR- 
TION TO THE RIGHT OF THE STRIP , AND ON WHICH 
THE WORD DESIGNATIONS “WRIGLEY’S” AND 
“EXTRA” APPEAR, IS A DARKER SHADE OF BLUE. 

THE MARK CONSISTS OF THE WORD DESIGNA- 
TIONS “WRIGLEY’S” AND “EXTRA” AND THE FLASH 
DESIGN. 

FOR CHEWING GUM (U.S. CL. 46). 

FIRST USE 5-2-1988; IN COMMERCE 5-22-1988. 
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SN 73-810,338. DURKEE INDUSTRIAL FOODS CORP., 
CLEVELAND, OH. FILED 7-3-1989. 


PRO DOUGH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DOUGH”, APART FROM THE MARK AS SHOWN. 

FOR BAKERY PRODUCTS, NAMELY, STRUDELS, 
TURNOVERS, COOKIES, CROISSANTS, READY-TO- 
BAKE DANISH, PUFF PASTRY DOUGH, AND DANISH 
DOUGH (U.S. CL. 46). 

FIRST USE 6-1-1989; IN COMMERCE 6-23-1989. 


SN 73-810,554. KAMCO FOODS, LTD., MASON CITY, IA. 
FILED 7-3-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOODS” AND “LTD”, APART FROM THE MARK 
AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND BLUE. 

FOR FLAVORING SAUCE FOR COOKING EXCLUD- 
ING APPLESAUCE AND CRANBERRY SAUCE (U.S. CL. 
46). 

FIRST USE 3-29-1989; IN COMMERCE 3-29-1989. 


SN 73-812,208. UNCLE BEN’S, INC., HOUSTON, TX. FILED 
7-13-1989. 


RITE-BRAN 


FOR RICE BRAN (U.S. CL. 46). 
FIRST USE 6-28-1989; IN COMMERCE 6-28-1989. 


SN 73-812,460. SALIBA, DONALD P., DBA JO’S DRIVE-IN, 
DRUMRIGHT, OK. FILED 7-14-1989. 


CAMEL BACK LEBANESE 
STYLE PIZZA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LEBANESE STYLE PIZZA”, APART FROM THE 
MARK AS SHOWN. 

FOR PIZZA FOR CONSUMPTION ON AND OFF THE 
PREMISES (U.S. CL. 46). 

FIRST USE 4-27-1989; IN COMMERCE 4-27-1989. 
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SN 73-812,855. SCHWAN’S SALES ENTERPRISES, INC., 
MARSHALL, MN. FILED 7-17-1989. 


PIZZA ANIMALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PIZZA”, APART FROM THE MARK AS SHOWN. 

FOR PIZZA FOR CONSUMPTION ON OR OFF THE 
PREMISES (U.S. CL. 46). 

FIRST USE 6-29-1989; IN COMMERCE 6-29-1989. 


SN 73-814,644. REAL ENGLISH FOODS, INCORPORATED, 
ROCKVILLE, MD. FILED 7-25-1989. 


“MY HAND-MADE 
MICROWAVE” 


FOR PIE CONSISTING OF MEAT AND VEGETABLE 
MIXTURE WHOLLY SURROUNDED BY A CRUST (US. 
CL. 46). 

FIRST USE 2-21-1989; IN COMMERCE 2-21-1989. 


SN 73-815,434. ROLL, GERALD W., BOCA RATON, FL. 
FILED 7-28-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KOOKIES”, APART FROM THE MARK AS SHOWN. 

FOR COOKIES (U.S. CL. 46). 

FIRST USE 7-21-1989; IN COMMERCE 7-21-1989. 


SN 73-815,465. THOMAS J. LIPTON, INC., ENGLEWOOD 
CILFFS, NJ. FILED 7-28-1989. 


LIPTON HEARTY ONES 


OWNER OF U.S. REG. NOS. 501,082, 1,500,687 AND 
OTHERS. 

FOR PASTA AND SAUCES, EXCLUDING CRANBERRY 
SAUCE AND APPLESAUCE (U.S. CL. 46). 

FIRST USE 7-17-1989, FIRST USED IN ANOTHER 
FORM ON 1893; IN COMMERCE 7-17-1989, FIRST USED 
IN COMMERCE IN ANOTHER FORM ON 1893. 
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SN 73-815,832. GARDEN COMPANY LIMITED, THE, 
KOWLOON, HONG KONG, FILED 7-31-1989. 


THE ENGLISH TRANSLATION OF THE FOREIGN 
CHARACTERS IN THE MARK IS “RED POCKET” OR 
“LUCKY MONEY” AND THOSE CHARACTERS LOCAT- 
ED INSIDE THE CIRCLE MEAN “WHEN FLOWERS ARE 
NICE AND THE MOON IS ROUND” IN ENGLISH. 

FOR CAKES (U.S. CL. 46). 

FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 


SN 73-816,040. JOHN SEXTON & CO., LISLE, IL. FILED 
7-28-1989. 


DIP-IT-IN 


FOR BREADING MIX (U.S. CL. 46). 
FIRST USE 4-0-1971; IN COMMERCE 4-0-1971. 


SN 73-816,309. R. H. MACY & CO., INC., NEW YORK, NY. 
FILED 8-1-1989. 


SPECIAL RESERVE 


FOR CHOCOLATE CANDY (U.S. CL. 46). 
FIRST USE 11-27-1987; IN COMMERCE 11-27-1987. 


SN 73-817,397. KING MILLING COMPANY, LOWELL, MI. 
FILED 8-7-1989. 


SINCERITY 


FOR FLOUR (US. CL. 46). 
elle 


FIRST USE 1-1-1950; IN COMMERCE 1-1-1950. 
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SN 73-817,671. KING MILLING COMPANY, LOWELL, MI. SN 73-820,367. SABAN MERCHANDISING, INC., STUDIO 
FILED 8-7-1989. CITY, CA. FILED 8-21-1989. 


KING’S 


OWNER OF U.S. REG. NOS. 515,976, 523,765 AND 644,532. 
FOR ALL-PURPOSE FLOUR (U.S. CL. 46). 
FIRST USE 1-1-1914; IN COMMERCE 1-1-1914. 


CAMP CANDY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CANDY”, APART FROM THE MARK AS SHOWN. 
FOR CHEWING GUM, HARD CANDY ON A STICK, 


CANDY (U.S. CL. 46). 
SN 73-818,265. ENVIROMINTAL CANDY COMPANY, INC., 
SNOHOMISH, WA. FILED 8-10-1989. FIRST USE 8-2-1989, IN COMMERCE 8-2-1989. 


ENVIROMINTS 


FOR CANDY (U.S. CL. 46). 
FIRST USE 7-16-1989; IN COMMERCE 7-16-1989. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


SN 73-649,453. FRUIT IMPORTERS AND DISTRIBUTORS 
INTERNATIONAL LTD., LONDON, ENGLAND, FILED 
3-16-1987. 


SN 73-818,446. STEAK SECRET MARINADE CO., INC., 
PLAINSBORO, NJ. FILED 8-10-1989. 


STEAK SECRET 


FOR MARINADE (U.S. CL. 46). 
FIRST USE 10-0-1988; IN COMMERCE 10-0-1988. 


BELLA NOVA 


THE ENGLISH TRANSLATION OF THE WORD 
“BELLA” IN THE MARK IS “BEAUTIFUL”. 
SN 73-818,529. TEXXSTAR RESOURCES (USA), INC., DBA FOR FRESH FRUITS (U.S. CL. 46). 
JARDINE’S TEXAS FOODS, AUSTIN, TX. FILED FIRST USE 5-12-1986; IN COMMERCE 5-12-1986. 
8-10-1989. 


KILLER 


FOR BARBEQUE SAUCE (U.S. CL. 46). 
FIRST USE 6-8-1989; IN COMMERCE 6-8-1989. SN 73-670,421. PRODUCERS RICE MILL, INC. STUTT- 
GART, AR. FILED 7-6-1987. 


SN 73-818,971. GREAT MIDWESTERN ICE CREAM CO., 
THE, FAIRFIELD, IA. FILED 8-14-1989. 


SILVER SPOON 


FOR ICE CREAM AND FROZEN YOGURT (U.S. CL. 46). 
FIRST USE 5-9-1989; IN COMMERCE 5-9-1989. 


SN 73-820,055. D'ANGELO INC., WEST BRIDGEWATER, 


MA. FILED 8-18-1989. 
DESIGNER POKKETS 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAT LITTER”, APART FROM THE MARK AS 
FOR SANDWICHES FOR CONSUMPTION ON OR OFF SHOWN. 
THE PREMISES (U.S. CL. 46). FOR CAT LITTER (U.S. CL. 1). 
FIRST USE 3-1-1978; IN COMMERCE 3-1-1978. FIRST USE 2-1-1986, IN COMMERCE 2-1-1986. 
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SN 73-772,119. FLORES ESMERALDA LTDA., MEDEL- 
LIN, COLOMBIA, FILED 12-29-1988. 


FLORES 
ESMERALDA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORES”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORDS 
“FLORES” AND “ESMERALDA” IN THE MARK IS 
“FLOWERS” AND “EMERALD”. 

FOR FRESH FLOWERS (U.S. CL. 1). 

FIRST USE 1-0-1981; IN COMMERCE 1-0-1981. 


SN 73-772,197. FLORES ESMERALDA LTDA., MEDEL- 
LIN, COLOMBIA, FILED 12-29-1988. 


@ stones’ & 


| ESMERALDA | 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORES”, APART FROM THE MARK AS SHOWN. 

FOR FRESH FLOWERS (U.S. CL. 1). 

FIRST USE 8-1-1987; IN COMMERCE 8-1-1987. 


SN 73-803,371. CLYDE ROBIN SEED COMPANY, INC., 
HAYWARD, CA. FILED 5-30-1989. 


BORDER PATROL 


FOR FLOWER SEEDS (U.S. CL. 1). 
FIRST USE 4-13-1988; IN COMMERCE 4-13-1988. 


SN 73-805,320. RALSTON PURINA COMPANY, ST. LOUIS, 
MO. FILED 6-8-1989. 


PURINA BEEF COMPLETE 


OWNER OF 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEEF COMPLETE”, APART FROM THE MARK AS 
SHOWN. 


FOR DOG FOOD (U.S. CL. 46). 
FIRST USE 4-17-1989; IN COMMERCE 4-17-1989. 


U.S. REG. NOS. 523,420, 1,258,770 AND 
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SN 73-805,388. RAGLAND MILLS, INC., NEOSHO, MO. 
FILED 6-8-1989. 








THE STIPPLING ON THE MARK IS FOR SHADING 
PURPOSES ONLY AND DOES NOT INDICATE COLOR. 

FOR ANIMAL FEEDS (U.S. CL. 46). 

FIRST USE 5-18-1989, FIRST USED IN ANOTHER 
FORM IN 1942; IN COMMERCE 5-18-1989, FIRST USED IN 
COMMERCE IN ANOTHER FORM IN 1942. 


SN 73-808,928. WARDLEY CORPORATION, THE, SECAU- 
CUS, NJ. FILED 6-26-1989. 


CICHLID TEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CICHLID”, APART FROM THE MARK AS SHOWN. 

FOR FOOD FOR FISH (U.S. CL. 46). 

FIRST USE 4-20-1989; IN COMMERCE 4-20-1989. 


SN 73-808,931. WARDLEY CORPORATION, THE, SECAU- 
CUS, NJ. FILED 6-26-1989. 


KOI TEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KOI”, APART FROM THE MARK AS SHOWN. 

FOR FOOD FOR FISH (U.S. CL. 46). 

FIRST USE 4-20-1989; IN COMMERCE 4-20-1989. 


SN 73-809,298. WARDLEY CORPORATION, THE, SECAU- 
CUS, NJ. FILED 6-26-1989. 


REPTILE TEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REPTILE”, APART FROM THE MARK AS SHOWN. 

FOR FOOD FOR REPTILES (U.S. CL. 46). 

FIRST USE 4-20-1989; IN COMMERCE 4-20-1989. 
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SN 73-811,018. DAVILLE MARKETING, INC., DBA 
MAPLE LEAF PET FOODS, PALISADES PARK, NJ. 
FILED 7-6-1989. 


NUGGETS & NIBBLES 


OWNER OF U.S. REG. NO. 1,460,270. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NUGGETS”, APART FROM THE MARK AS 
SHOWN. 

FOR PET FOOD (U.S. CL. 46). 

FIRST USE 5-27-1986; IN COMMERCE 5-27-1986. 


SN 73-814,999. TEXASWEET CITRUS ADVERTISING, 
INC., MCALLEN, TX. FILED 7-26-1989. 


TEXAS CHOICE 


yp ee OO oe 


OWNER OF U.S. REG. NO. 1,538,362. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEXAS”, APART FROM THE MARK AS SHOWN. 

FOR FRESH CITRUS FRUITS - NAMELY, GRAPE- 
FRUITS AND ORANGES (U.S. CL. 46). 

FIRST USE 11-0-1988; IN COMMERCE 11-0-1988. 


SN 73-815,067. TEXASWEET CITRUS ADVERTISING, 
INC., MCALLEN, TX. FILED 7-26-1989. 


OWNER OF U.S. REG. NO. 1,538,362. 

FOR FRESH CITRUS FRUITS - NAMELY, GRAPE- 
FRUITS AND ORANGES (U.S. CLS. 1 AND 46). 

FIRST USE 11-0-1988; IN COMMERCE 11-0-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-815,922. CALIFORNIA ARTICHOKE & VEGETA- 


BLE GROWERS CORP., CASTROVILLE, CA. FILED 
7-31-1989. 


OCEAN MIST 


FOR FRESH VEGETABLES (U.S. CL. 46). 
FIRST USE 10-8-1923; IN COMMERCE 10-8-1923. 


SN 73-816,039. SIERRA PACIFIC TRADING CORP., REED- 


LEY, CA. FILED 7-28-1989. 


Bonchmark 


FOR FRESH TABLE GRAPES (US. CL. 46). 
FIRST USE 5-8-1989; IN COMMERCE 5-8-1989. 


SN 73-816,545. U.S.A. POPCORN, LTD., LAKE BLUFF, IL. 


FILED 8-2-1989. 


MICROWAVE 
POPOL 


OWNER OF U.S. REG. NO. 1,553,139. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA” AND “MICROWAVE POPCORN”, APART 
FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

FOR UNPOPPED POPCORN (U.S. CL. 46). 

FIRST USE 7-6-1989, IN COMMERCE 7-6-1989. 


SN 73-816,897. COMPLETE PACKAGING SERVICE, INC., 
DBA CPS, INC., PLYMOUTH, MN. FILED 8-4-1989. 


SINGLE POP 


FOR UNPOPPED MICROWAVE POPCORN (U.S. CL. 46). 
FIRST USE 2-20-1989, IN COMMERCE 2-20-1989. 
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SN 73-818,164. ANTON-ARGIRES, INC., CHICAGO, IL. 
FILED 8-9-1989. 


WE CAN PICK ’EM 


FOR UNPROCESSED NUTS AND FRESH FRUITS AND 
FRESH VEGETABLES (U.S. CLS. 1 AND 46). 
FIRST USE 5-23-1989; IN COMMERCE 5-23-1989. 


SN 73-818,860. SEABOARD SEED COMPANY, BRISTOL, 
IL. FILED 8-14-1989. 


GARDENHOUSE 


FOR GRASS SEED (U.S. CL. 1). 
FIRST USE 3-8-1962; IN COMMERCE 3-8-1962. 


SN 73-819,331. INTERNATIONAL SEEDS, INC., HALSEY, 
OR. FILED 8-11-1989. 


“SEED - THE GIFT OF 
LIFE” 


FOR GRASS SEED (U.S. CL. 1). 
FIRST USE 7-18-1989; IN COMMERCE 7-18-1989. 


CLASS 32—LIGHT BEVERAGES 


SN 73-707,900. MANANTIALES DE BETELU, SA., 
BETELU (NAVARRA), SPAIN, FILED 1-27-1988. 


BETELU 


FOR NATURAL SPRING WATER (U.S. CL. 45). 
FIRST USE 11-5-1987; IN COMMERCE 11-5-1987. 
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SN 73-754,475. NILSSON, COLIN, DBA SODA EXPRESS 
INTERNATIONAL, LETHBRIDGE, ALBERTA, 
CANADA, FILED 9-27-1988. 


Sp 


Z 


Ze 


THE SHADING IS A FEATURE OF THE MARK ANDIS 
NOT INTENDED TO INDICATE COLOR. 

FOR MULTI-FLAVORED SYRUP USED TO MAKE 
HOMEMADE SODA SOFT DRINKS (U.S. CL. 45). 

FIRST USE 8-25-1986; IN COMMERCE 9-1-1986. 


SN 73-775,389. 
1-18-1989. 


ASTRID, INC., MIAMI, FL. FILED 


FORCOLL 


FOR NON-ALCOHOLIC CORDIALS, NAMELY, GREN- 
ADINE SYRUP, STRAWBERRY SYRUP, CREME DE 
MENTHE SYRUP AND GRAPE SYRUP (U.S: CLS. 2 AND 
49). 

FIRST USE 11-10-1988; IN COMMERCE 11-10-1988. 


SN 73-782,102. DIVERSE PRODUCTS LTD., THEBARTON, 
AUSTRALIA, FILED 2-17-1989. 


GOLD SPRING 


OWNER OF AUSTRALIA REG. NO. A20216, DATED 
7-3-1916, EXPIRES 7-3-1993. 

FOR NATURAL AND ARTIFICIAL MINERAL AND 
AERATED DRINKING WATERS AND SOFT DRINK, 
NAMELY, GINGER BEER (U.S. CL. 45). 
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SN 73-788,093. HOFBRAUHAUS WOLTERS AG, _ SN 73-791,939. ANHEUSER-BUSCH, INCORPORATED, ST. 


BRAUNSCHWEIG, FED REP GERMANY, FILED 
3-16-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PILSENER”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD “HOF- 
BRAUHAUS” IN THE MARK IS “COURT BREWERY” 
AND THE ENGLISH TRANSLATION OF THE WORDS 
“IMMOTA FIDES NEC ASPERA TERRENT™” IS “UNSHA- 
KABLE TRUST WILL NOT ALLOW YOU TO FEAR 
EVEN MORTALITY”. 

FOR BEER (U.S. CL. 48). 

FIRST USE 0-0-1952; IN COMMERCE 12-24-1987. 


SN 73-790,802. CERVECERIA POLAR, C.A., CARACAS, 
VENEZUELA, FILED 4-3-1989. 


POLAR BEER. THE TASTE 
OF THE CITY. 


OWNER OF U.S. REG. NOS. 1,031,097 AND 1,035,003. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEER”, APART FROM THE MARK AS SHOWN. 

FOR BEER (U.S. CL. 48). 

FIRST USE 3-1-1989; IN COMMERCE 3-7-1989. 


SN 73-790,808. CERVECERIA POLAR, C.A., CARACAS, 
VENEZUELA, FILED 4-3-1989. 


POLAR BEER. BREWED TO 
BE THE VERY BEST. 


OWNER OF U.S. REG. NOS. 1,031,097 AND 1,035,003. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEER”, APART FROM THE MARK AS SHOWN. 

FOR BEER (U.S. CL. 48). 

FIRST USE 3-1-1989; IN COMMERCE 3-7-1989. 


LOUIS, MO. FILED 4-7-1989. 


OWNER OF U.S. REG. NOS. 13,064, 1,382,607 AND 
OTHERS. 

THE LINING AND STIPPLING IN THE DRAWING 
ARE FEATURES OF THE MARK AND ARE NOT IN- 
TENDED TO INDICATE COLOR. 

FOR BEER (U.S. CL. 48). 

FIRST USE 3-23-1989; IN COMMERCE 3-23-1989. 


SN 73-792,184. BARLEY MILL PUB, INC., PORTLAND, OR. 
FILED 4-10-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STOUT”, APART FROM THE MARK AS SHOWN. 
THE DRAWING OF THE MARK IS LINED FOR RED 
AND FOR BLUE; AS USED, THE WORD PORTIONS OF 
THE MARK ARE RED AND THE DIAMOND IS A 
SHADE OF BLUE WHICH VARIES FROM BLUISH- 
GREEN TO VIOLET DEPENDING ON THE MEDIA 
USED. 

FOR MALT BEVERAGES, NAMELY STOUT (US. CL. 
48). 

FIRST USE 11-28-1985; IN COMMERCE 7-31-1986. 





T™ 136 


CLASS 32—(Centinued). 


SN 73-798,552. NATIONAL FRUIT FLAVOR CO., INC., 
NEW ORLEANS, LA. FILED 5-8-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRAND” AND “TRADITIONAL NEW ORLEANS 
MIXERS”, APART FROM THE MARK AS SHOWN. 

FOR SYRUPS AND LIQUID MIXES FOR MAKING 
NON-ALCOHOLIC COCKTAIL MIXERS (U.S. CL. 45). 

FIRST USE 1-1-1946, IN COMMERCE 1-1-1950. 


SN 73-800,507. TROPICANA PRODUCTS, INC., BRADEN- 
TON, FL. FILED 5-16-1989. 


TROPICANA CLASSIC 


OWNER OF U.S. REG. NOS. 617,968, 
OTHERS. 

FOR ORANGE JUICE (U.S. CL. 46). 

FIRST USE 4-24-1989; IN COMMERCE 4-24-1989. 


1,534,550 AND 


SN 73-800,509. TROPICANA PRODUCTS, INC., BRADEN- 
TON, FL. FILED 5-16-1989. 


TROPICANA DRY 


OWNER OF U.S. REG. 
OTHERS. 

FOR ORANGE JUICE (U.S. CL. 46). 

FIRST USE 4-24-1989; IN COMMERCE 4-24-1989. 


NOS. 617,968, 1,534,550 AND 


SN 73-803,427. BROOKLYN BOTTLING CORP., DBA 
BROOKLYN BOTTLING CORPORATION, BROOKLYN, 
NY. FILED 5-30-1989. 


OG PLAIN 


FOR SELTZER WATER (U.S. CL. 45). 
FIRST USE 4-0-1988; IN COMMERCE 4-0-1988. 
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SN 73-804,287. COUNTRY LAKE FOODS INC., WOOD- 
BURY, MN. FILED 6-5-1989. 


PURE CHOICE 


FOR FRUIT JUICES (U.S. CL. 46). 
FIRST USE 5-8-1989; IN COMMERCE 5-8-1989. 


SN 73-805,510. ROYAL CROWN COLA CO., COLUMBUS, 
GA. FILED 6-9-1989. 


DIET RC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIET”, APART FROM THE MARK AS SHOWN. 

FOR SOFT DRINK AND A CONCENTRATE FOR 
MAKING THE SAME (U.S. CL. 45). 

FIRST USE 12-0-1985; IN COMMERCE 12-0-1985. 


SN 73-815,160. LADY BUDD DISTRIBUTING CO., INC., 
PATERSON, NJ. FILED 7-27-1989. 


wclel, 


FOR DRINKING WATER (U.S. CL. 45). 
FIRST USE 5-19-1989; IN COMMERCE 5-19-1989. 


SN 73-815,398. BULLY HILL VINEYARDS, INC., HAM- 
MONDSPORT, NY. FILED 7-28-1989. 


FOR DEALCOHOLIZED WINE AND GRAPE JUICE 
BLEND (U.S. CLS. 46 AND 47). 
FIRST USE 4-11-1989; IN COMMERCE 4-11-1989. 
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SN 73-816,818. DAIRY RESEARCH, INC., ROSEMONT, IL. 
FILED 8-3-1989. 


DAIRY SHAKE 


FOR MILK-BASED SOFT DRINK (U.S. CL. 45). 
FIRST USE 7-17-1989; IN COMMERCE 7-17-1989. 


SN 73-816,819. DAIRY RESEARCH, INC., ROSEMONT, IL. 
FILED 8-3-1989. 


SHAKE AND SODA 


FOR MILK-BASED SOFT DRINK (U.S. CL. 45). 
FIRST USE 7-17-1989; IN COMMERCE 7-17-1989. 


SN 73-816,823. DAIRY RESEARCH, INC., ROSEMONT, IL. 
FILED 8-3-1989. 


SHAKE-UP 


FOR MILK-BASED SOFT DRINK (U.S. CL. 45). 
FIRST USE 7-17-1989; IN COMMERCE 7-17-1989. 


SN 73-817,626. MILLER BREWING COMPANY, MILWAU- 
KEE, WI. FILED 8-7-1989. 


OWNER OF 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLD-FILTERED” AND “GENUINE DRAFT”, 
APART FROM THE MARK AS SHOWN. 

FOR BEER (U.S. CL. 48). 

FIRST USE 4-1-1989; IN COMMERCE 4-1-1989. 


U.S. REG. NOS. 305,855, 1,386,994 AND 
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SN 73-818,494. CLARK, THOMAS JAY, JR. DBA T. J. 
CLARK & CO., SALT LAKE CITY, UT. FILED 8-7-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MINERAL”, APART FROM THE MARK AS 

HOWN. 

FOR MINERAL WATER (U.S. CL. 45). 

FIRST USE 6-4-1988; IN COMMERCE 7-12-1988. 


SN 73-819,833. FONT VELLA, S.A., BARCELONA, SPAIN, 
FILED 8-17-1989. 


THE ENGLISH TRANSLATION OF THE WORDS 
“FONT VELLA” IN THE MARK IS “OLD FOUNTAIN”. 

FOR NATURAL MINERAL WATER (U.S. CL. 45). 

FIRST USE 0-0-1900, IN COMMERCE 10-14-1987. 


CLASS 33—WINES AND SPIRITS 


SN 73-726,427. STELLENBOSCH FARMERS’ WINERY 
LTD., STELLENBOSCH, CAPE PROVINCE, SOUTH 
AFRICA, FILED 5-4-1988. 


VINOTAS 


OWNER OF SOUTH AFRICA REG. NO. 67/4144, DATED 
9-19-1967, EXPIRES 9-19-1997. 
FOR WINES (U.S. CL. 47). 
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SN 73-752,095. CASA VINICOLA GERARDO CESARI 
S.P.A.. QUINZANO D’OGLIO (BRESCIA), ITALY, 
FILED 9-6-1988. 


VIGNETI CAMPOLONGO 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 21488C/88, FILED 6-8-1988, REG. NO. 
479223, DATED 10-10-1988, EXPIRES 6-8-2008. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIGNETI”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD “VIG- 
NETI” IN THE MARK IS “VINEYARDS”. 

FOR WINES (U.S. CL. 47). 


SN 73-766,270. SONOMA-CUTRER VINEYARDS, 
WINDSOR, CA. FILED 11-29-1988. 


INC., 


CUTRER VINEYARD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VINEYARD”, APART FROM THE MARK AS 
SHOWN. 

FOR WINE (U.S. CL. 47). 

FIRST USE 0-0-1981; IN COMMERCE 0-0-1983. 


SN 73-774,116. SCHENK S.A., ROLLE, SWITZERLAND, 
ASSIGNEE OF HENRI DE VILLAMONT S.A., SA- 
VIGNY-LES-BEAUNES, FRANCE, FILED 1-11-1989. 


ARTHUR BAROLET ET FILS 


OWNER OF FRANCE REG. 
10-30-1980, EXPIRES 10-30-1990. 

THE ENGLISN TRANSLATION OF THE WORDS 
“ARTHUR BAROLET ET FILS” IN THE MARK IS 
“ARTHUR BAROLET AND SON”. 

FOR WINES (U.S. CL. 47). 


NO. 1155548, DATED 


SN 73-782,357. SOCIETE ANONYME DE MAGENTA- 
EPERNAY, EPERNAY, FRANCE, FILED 2-22-1989. 


FOR SPARKLING WINES (U.S. CL. 47). 
FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 
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SN 73-783,510. TAKARA SAKE USA INC., BERKELEY, 
CA. FILED 2-27-1989. 


GO KAI 


THE ENGLISH TRANSLATION OF THE WORDS “GO 
KAI” IN THE MARK IS “DYNAMIC”. 

FOR SAKE (U.S. CL. 47). 

FIRST USE 9-8-1987; IN COMMERCE 9-8-1987. 


SN 73-786,522. CHATAM INTERNATIONAL INCORPO- 
RATED, PHILADELPHIA, PA. FILED 3-13-1989. 


OLD SAN JUAN 


FOR LIQUEUR MADE WITH RUM (U.S. CL. 49). 
FIRST USE 10-6-1988; IN COMMERCE 10-6-1988. 


SN 73-815,584. CASTELLBLANCH, S.A., SAINT SADURNI 
D’ANOIA (BARCELONA), SPAIN, FILED 7-28-1989. 


THE ENGLISH TRANSLATION OF THE WORDS 
“BRUT” AND “CASTELLBLANCH” IN THE MARK IS 
“DRY” AND “WHITE CASTLE”, RESPECTIVELY. 

FOR SPARKLING WINES (U.S. CL. 47). 

FIRST USE 1-0-1982; IN COMMERCE 3-0-1985. 


SN 73-817,362. MICHTOM CELLARS LTD., DBA MICH- 
TOM CELLARS, NEW YORK, NY. FILED 8-7-1989. 


MICHTOM VINEYARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VINEYARDS”, APART FROM THE MARK AS 
SHOWN. 

FOR WINES (U.S. CL. 47). 

FIRST USE 1-3-1984; IN COMMERCE 1-3-1984. 
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SN 73-814,072. R. J. REYNOLDS TOBACCO COMPANY, 
WINSTON-SALEM, NC. FILED 7-20-1989. 


VANTAGE LTD 


OWNER OF 
OTHERS. 

FOR CIGARETTES (U.S. CL. 17). 

FIRST USE 7-12-1989; IN COMMERCE 7-12-1989. 


U.S. REG. NOS. 784,715, 969,044 AND 


SN 73-814,074. R. J. REYNOLDS TOBACCO COMPANY, 
WINSTON-SALEM, NC. FILED 7-20-1989 


VANTAGE LN 


OWNER OF US. REG. 
OTHERS. 

FOR CIGARETTES (U.S. CL. 17). 

FIRST USE 7-12-1989; IN COMMERCE 7-12-1989. 


NOS. 784,715, 969,044 AND 


SN 73-814,637. INTER-AMERICA CIGAR COMPANY, 
MIAMI, FL. FILED 7-24-1989, 


VILLANUEVA 


THE ENGLISH TRANSLATION OF THE WORD “VIL- 
LANUEVA” IN THE MARK IS “NEW VILLAGE”. 

FOR CIGARS (U.S. CL. 17). 

FIRST USE 4-3-1986; IN COMMERCE 4-15-1986. 


SN 73-815,140. PHILIP MORRIS INCORPORATED, NEW 
YORK, NY. FILED 7-27-1989. 


Gi 


IAN! 


OWNER OF U.S. REG. NOS. 632,882, 
OTHERS. 

THE DRAWING IS LINED FOR THE COLORS BLUE, 
RED, GRAY AND GOLD. 

FOR CIGARETTES (U.S. CL. 8). 

FIRST USE 6-26-1989; IN COMMERCE 6-26-1989. 


1,533,540 AND 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 34—(Continued). 


SN 73-816,728. CONWOOD COMPANY, L.P., MEMPHIS, 
TN. FILED 8-3-1989. 


THE ONLY BEAR YOU'LL 
EVER PINCH 


FOR SMOKELESS TOBACCO (U.S. CL. 17). 
FIRST USE 6-0-1982; IN COMMERCE 6-0-1982. 


SN 73-816,788. CONWOOD COMPANY, L.P., MEMPHIS, 
TN, FILED 8-3-1989. 


FOR SMOKELESS TOBACCO (U.S. CL. 17) 
FIRST USE 1!-20-1981; IN COMMERCE 1-20-1981 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


SN 73-642,093. ARISTA MARKETING ASSOCIATES INC., 
MOUNTAINSIDE, NJ. BY CHANGE OF NAME FROM 
ARISTA RESEARCH ASSOCIATES, INC., MOUNTAIN- 
SIDE, NJ. FILED 1-30-1987 


MAPS 


FOR MARKET RESEARCH AND CONSULTING SERV- 
ICES FOR THE PHARMACEUTICAL INDUSTRY, IN THE 
PROMOTION OF NEW AND EXISTING DRUGS (U.S. CL. 
101). 

FIRST USE 7-2-1984; IN COMMERCE 7-2-1984. 
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CLASS 35—(Continued). 


SN 73-718,008. KEY-ACA, INC., BOSTON, MA. FILED 
3-21-1988. 


FACE’ 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ACCOUNTING CORPORATION”, APART FROM 
THE MARK AS SHOWN. 

SEC. 2F) AS TO “ACCOUNTING CORPORATION OF 
AMERICA”. 

FOR DATA PROCESSING SERVICES IN THE FIELD 
OF ACCOUNTING (U.S. CL. 102). 

FIRST USE 0-0-1962; IN COMMERCE 0-0-1962. 


SN 73-771,808. CAPTIVE AUDIENCE ADVERTISEMENTS, 
INC., BLOOMINGTON, MN. FILED 12-27-1988. 


CAPTIVE AUDIENCE 


FOR PROMOTING THE GOODS AND SERVICES OF 
OTHERS BY PLACING ADVERTISEMENTS IN PUBLIC 
RESTROOMS (U.S. CL. 101). 

FIRST USE 12-8-1987; IN COMMERCE 8-15-1988. 


SN 73-772,081. ILO, SACRAMENTO, CA. FILED 12-28-1988. 


ILO 


FOR CONSULTING SERVICES IN THE FIELD OF 
INTERNATIONAL BUSINESS (U.S. CL. 101). 
FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


CLASS 35—(Continued). 


SN 73-773,270. BUCCINO & ASSOCIATES, INC., CHICAGO, 
IL. FILED 1-6-1989. 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. THE 
STIPPLING IS FOR SHADING PURPOSES. 

THE MARK CONSISTS OF A PLOTTED LINE ON A 
GRAPH WHICH FADES PROGRESSIVELY FROM LEFT 
TO RIGHT. 

FOR BUSINESS MANAGEMENT CONSULTING SERV- 
ICES PARTICULARLY DIRECTED TO CRISIS MANAGE- 
MENT (U.S. CL. 101). 

FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 


SN 73-773,874. JIM HOOKER AND COMPANY, 
CRYSTAL LAKE, IL. FILED 1-6-1989. 


GOOD IDEAS ... GREAT 
RESULTS FOR YOUR 
BUSINESS 


FOR CONSULTING SERVICES TO RADIO STATIONS 
FOR THE DEVELOPMENT OF STRATEGIES FOR SELL- 
ING ADVERTISING (U.S. CL. 101). 

FIRST USE 12-0-1981; IN COMMERCE 12-0-1981. 


INC., 


SN. 73-775,685. MOHR, DANIEL FREDERICK, DBA MOHR 
AND ASSOCIATES, BELLEVILLE, IL. FILED 
1-23-1989. 


MOHR AND ASSOCIATES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSOCIATES”, APART FROM THE MARK AS 
SHOWN. 

FOR ADVERTISING AND MARKETING CONSULTING 
SERVICES (U.S. CL. 101). 

FIRST USE 9-7-1987; IN COMMERCE 9-7-1987. 


SN 73-783,092. SARTOX, INC., RICHMOND, VA. FILED 
2-27-1989. 


SARTOX 


FOR DATA PROCESSING SERVICES IN THE FINAN- 
CIAL FIELD (U.S. CL. 101). 
FIRST USE 8-1-1988; IN COMMERCE 10-1-1988. 
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CLASS 35—(Continued). 


SN 73-784,452. BATESVILLE CASKET COMPANY, INC., 
BATESVILLE, IN. FILED 3-3-1989. 


VALUE PLUS 


FOR INVENTORY CONTROL SERVICES, AND 
CASKET SELECTION ROOM ARRANGEMENT SERV- 
ICES FOR OTHERS (U.S. CL. 101). 

FIRST USE 3-21-1983; IN COMMERCE 3-21-1983. 


SN 73-788,699. OCCIDENTAL CHEMICAL CORPORA- 
TION, NIAGARA FALLS, NY. FILED 3-23-1989. 


OXYQUALITY PLUS 


FOR PROMOTING EMPLOYEE COMMITMENT TO 
PROVIDING QUALITY CHEMICAL PRODUCTS AND 
SERVICES WHICH ARE TOTALLY DECEPTABLE TO 
CUSTOMERS (U.S. CL. 101). 

FIRST USE 8-13-1987; IN COMMERCE 8-13-1987. 


SN 73-795,466. POWER MARKETING, INC., MACON, GA. 
FILED 4-24-1989. 


POWER/MARK 


FOR MARKETING CONSULTING SERVICES IN THE 
FIELD OF COPIERS (U.S. CL. 101). 
FIRST USE 11-15-1988; IN COMMERCE 11-15-1988. 


SN 73-800,528. AUTOKNOW CORPORATION, DBA AUTO- 
KNOW, INC., CINCINNATI, OH. FILED 5-16-1989. 


AUTO-KNOW 


FOR BUSINESS RESEARCH, MARKET RESEARCH, 
BUSINESS INVESTIGATION AND BUSINESS INFORMA- 
TION SERVICES IN THE FIELD OF AUTOMOTIVE 
PRODUCTS AND SERVICES; ASSIMILATION AND COM- 
PILATION OF DEMOGRAPHIC, TECHNICAL AND STA- 
TISTICAL DATA AND INFORMATION RELATIVE TO 
AUTOMOTIVE ENGINE PERFORMANCE (U.S. CLS. 100 
AND 101). 

FIRST USE 1-0-1989; INCOMMERCE 1-0-1989. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 35—(Continued). 


SN 73-802,383. AD-VENTURES ADVERTISING, INC., VIR- 
GINIA BEACH, VA. FILED 5-24-1989. 


AD 


ADVERTISING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ADVERTISING”, APART FROM THE MARK AS 
SHOWN. 

THE MARK IS LINED FOR THE COLOR RED. 

FOR ADVERTISING AGENCY SERVICES (U.S. CL. 101). 

FIRST USE 8-1-1980, IN COMMERCE 8-1-1980. 


SN 73-803,708. PEAT MARWICK MAIN & CO., DALLAS, 
TX. FILED 5-30-1989. 


SVC 


FOR CONSULTING SERVICES IN THE NATURE OF 
PROVIDING EXECUTIVE COMPENSATION ANALYSIS 
FOR OTHERS (U.S. CLS. 101 AND 102). 

FIRST USE 9-24-1987; IN COMMERCE 9-24-1987. 


SN 73-804,541. NATIONAL FARM 
FRANKFORT, IL. FILED 6-5-1989. 


DATABANK, INC., 


FARMFONES 


FOR COMPILATION OF DIRECT MAIL ADVERTISING 
LISTS OF OPERATORS, OWNER-OPERATORS AND AB- 
SENTEE OWNERS OF FARMS AND RELATED FARM 
BUSINESSES AND RENTAL THEREOF (U.S. CL. 101). 

FIRST USE 2-1-1989; IN COMMERCE 2-1-1989. 


SN 73-806,715. LOUDEN ASSOCIATES, INC., COLUMBIA, 
MD. FILED 6-15-1989. 


SearchevGrxs 


THE LINING IS A FEATURE OF THE MARK. THE 
MARK IS DEPICTED IN THE COLOR BLUE. 

FOR HUMAN RESOURCE MANAGEMENT SERVICES 
(U.S. CL. 101). 

FIRST USE 4-2-1989; IN COMMERCE 4-2-1989. 
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SN 73-807,360. AMI SUB (PSL), INC., DBA AMI PRESBY- 
TERIAN/ST. LUKE’S MEDICAL CENTERS, DENVER, 
CO. FILED 6-19-1989. 


DeRight 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DR.” AND THE REPRESENTATION OF A CROSS, 
APART FROM THE MARK AS SHOWN. 

FOR PHYSICIAN REFERRAL AND ADVISORY SERV- 
ICES (US. CL. 101). 

FIRST USE 3-12-1989; IN COMMERCE 3-12-1989. 


SN 73-809,638. AMSTAR SUGAR CORPORATION, NEW 
YORK, NY. FELED 6-29-1989. 


DESSERT RECIPES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DESSERT RECIPES”, APART FROM THE MARK 
AS SHOWN. 

FOR PROMOTING THE GOODS OF OTHERS IN ASSO- 
CIATION WITH THE GOODS OF REGISTRANT (U.S. CL. 
101). 

FIRST USE 12-0-1988; IN COMMERCE 12-0-1988. 


SN 73-809,725. INTERNATIONAL HOME MARKETING, 
INC., SCHAUMBURG, IL. FILED 6-29-1989. 


WORLD OF SAVINGS 


FOR BUYING CLUB SERVICES IN THE FIELD OF 
HOME FURNISHINGS (U.S. CL. 101). 
FIRST USE 7-30-1985; IN COMMERCE 7-30-1985. 


OFFICIAL GAZETTE 
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CLASS 35—(Continued). 


SN 73-809,735. BELIEVERS CHAMBER OF COMMERCE, 
THE, PLANO, TX. FILED 6-29-1989. 


BELIEVERS CHAMBER OF 
COMMERCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHAMBER OF COMMERCE”, APART FROM THE 
MARK AS SHOWN. 

FOR CHAMBER OF COMMERCE SERVICES, NAMELY, 
THE FOSTERING OF ECONOMIC, COMMERCIAL, AND 
FINANCIAL INTERESTS OF CHRISTIAN BUSINESSES 
(U.S. CLS. 100 AND 101). 

FIRST USE 11-1-1987; IN COMMERCE 2-1-1988. 


SN 73-811,867. INCENTIVE TRAVELERS CHEQUE, INC., 
CHICAGO, EL. FILED 7-11-1989. 


WE DROP SHIP TRAVEL 


FOR ORGANIZING AND ARRANGING INCENTIVE 
PACKAGES FOR THE EMPLOYEES OF OTHERS (US. 
CL. 101). 

FIRST USE 2-1-1988; IN COMMERCE 2-1-1988. 


SN 73-812,013. SAVINGS BY MAIL INC., SARASOTA, FL. 
FILED 7-12-1989. 


SAVINGS 8Y MAIL 


FOR PROMOTING THE GOODS AND SERVICES OF 
OTHERS BY DISTRIBUTING COUPONS (U.S. CL. 101). 
FIRST USE 6-16-1989; IN COMMERCE 6-16-1989. 


SN 73-814,033. NEW YORK DAILY NEWS, THE, NEW 
YORK, NY. FILED 7-21-1989. 


HOMETOWN HOME RUN 


FOR PROMOTING THE GOODS AND SERVICES OF 
OTHERS THROUGH THE ISSUANCE OF GAMES AND 
CONTESTS (U.S. CL. 101). 

FIRST USE 4-3-1989; IN COMMERCE 4-3-1989. 
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SN 73-814,888. MITZI INTERNATIONAL HANDBAGS & 
ACCESSORIES LTD., DBA MITZI, INC., NEW YORK, 
NY. FILED 7-26-1989. 


“IT’S IN THE BAG” 


FOR ARRANGING AND CONDUCTING A CONTEST 
TO PROMOTE THE SALE OF HANDBAGS AND TOTE 
BAGS (U.S. CL. 101). 

FIRST USE 6-28-1989; IN COMMERCE 6-28-1989. 


SN 73-815,272. UNITED TELECOMMUNICATIONS, INC., 
DBA SPRINT GATEWAYS, WESTWOOD, KS. FILED 
7-27-1989. 


VOICE CAPTURE 900 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “900”, APART FROM THE MARK AS SHOWN. 

FOR RECORDING AND TRANSCRIBING CUSTOMER 
INFORMATION AND MESSAGES FROM TELEPHONE 
CALLS AND PROVIDING THIS INFORMATION TO 
OTHERS (U.S. CLS. 101 AND 104). 

FIRST USE 6-13-1989; IN COMMERCE 6-13-1989. 


SN 73-815,991. FINE, NAOMI R., DBA PRO-TEC DATA, 
OAKLAND, CA. FILED 7-31-1989. 


Pro-JecData 


OWNER OF U.S. REG. NO. 1,485,444. 


FOR CONSULTING SERVICES IN MANAGING AND 
PROTECTING CONFIDENTIAL AND PROPRIETARY IN- 
FORMATION AND INTELLECTUAL PROPERTY (U.S. 


CLS. 100 AND 101). 
FIRST USE 6-1-1988; IN COMMERCE 6-1-1988. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 35—(Continued). 


SN 73-816,970. METROMAIL CORPORATION, LINCOLN, 
NE. FILED 8-4-1989. 


METROBASE+ 


FOR MARKETING DATA BASE INFORMATION SERV- 
ICES (U.S. CL. 101). 
FIRST USE 3-0-1989; IN COMMERCE 3-0-1989. 


SN 73-820,147. FRANCISCAN SERVICES, INC., CHADDS 
FORD, PA. FILED 8-16-1989. 


FRM 


FOR ANALYZING AND PROCESSING ACCOUNTS RE- 
CEIVABLE FOR HEALTH CARE AND OTHER BUSI- 
NESSES (U.S. CL. 101). 

FIRST USE 6-26-1989; IN COMMERCE 6-26-1989. 


CLASS 36—INSURANCE AND FINANCIAL 


SN 73-724,986. NATIONAL BUSINESS ASSOCIATES, INC., 
DALLAS, TX. ASSIGNEE OF ELLARD, BILL J, 
DALLAS, TX. FILED 4-27-1988. 


NATIONAL BUSINESS 
ASSOCIATES 


SEC. 2(F). 

FOR INSURANCE AGENCY AND BROKERAGE SERV- 
ICES; ADMINISTERING LIFE, HEALTH, ACCIDENT IN- 
SURANCE; AND INSURANCE PLANNING AND ANALY- 
SIS SERVICES FOR OTHERS (US. CLS. 101 AND 102). 

FIRST USE 6-0-1983; IN COMMERCE 8-0-1983. 


SN 73-747,871. DOLLAR BANK, FEDERAL SAVINGS 
BANK, PITTSBURGH, PA. FILED 8-23-1988. 


WORKING HARDER, 
REACHING HIGHER, 
DOLLAR BANK 


FOR BANKING SERVICES (U.S. CL. 102). 
FIRST USE 8-18-1988; IN COMMERCE 8-18-1988. 
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SN 73-754,324. CILCH, DONITA, FALLBROOK, CA. FILED 
9-21-1988. 


DONITA’S VACATIONS 
UNLIMITED 


FOR REAL ESTATE TIMESHARING SERVICES (U.S. 
CL. 102). 
FIRST USE 9-1-1987; IN COMMERCE 9-1-1987. 


SN 73-762,731. MARINE MIDLAND BANKS, INC., BUFFA- 
LO, NY. FILED 11-9-1988. 


MARINEDGE 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR INVESTMENT ADVISORY SERVICES; FINAN- 
CIAL PLANNING SERVICES; SECURITY BROKERAGE 
SERVICES AND INSURANCE AGENCY SERVICES (U.S. 
CLS. 101 AND 102). 

FIRST USE 6-20-1988; IN COMMERCE 6-20-1988. 


1,267,363, 1,541,848 AND 


SN 73-769,104. AFFINITY GROUP MARKETING, INC., 
NEW YORK, NY. FILED 12-2-1988. 


Consumers Privilege 


FOR CREDIT CARD SERVICES (U.S. CL. 102). 
FIRST USE 10-28-1988; IN CCMMERCE 10-28-1988. 


SN 73-769,947. HALDOR INVESTMENT ADVISORS L.P., 
BOSTON, MA. FILED 12-16-1988. 


HALDOR INVESTMENT 
ADVISORS L.P. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INVESTMENT ADVISORS L.P.”, APART FROM 
THE MARK AS SHOWN. 

FOR INVESTMENT ADVISORY SERVICES (U.S. CL. 
102). 

FIRST USE 4-1-1988; IN COMMERCE 4-1-1988. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


CLASS 36—(Continued). 


SN 73-772,698. NATIONAL MULTIPLE SCLEROSIS SOCI- 
ETY, NEW YORK, NY. FILED 1-3-1989. 


THE MARK CONSISTS OF A STYLIZED LETTER “R”. 

FOR CHARITABLE FUND-RAISING SERVICES IN THE 
NATURE OF AN ART EXHIBITION (U.S. CLS. 102 AND 
107). 

FIRST USE 5-0-1987; IN COMMERCE 5-0-1987. 


SN 73-782,631. CIGNA CORPORATION, PHILADELPHIA, 
PA. FILED 2-24-1989. 


FOR PROPERTY AND CASUALTY INSURANCE UN- 
DERWRITING SERVICES (U.S. CL. 102). 
FIRST USE 12-19-1988; IN COMMERCE 1-3-1989. 





JANUARY 2, 1990 
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SN 73-783,997. NORTH ISLAND FEDERAL CREDIT 
UNION, CHULA VISTA, CA. FILED 3-2-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINANCIAL”, APART FROM THE MARK AS 
SHOWN. 

FOR CREDIT UNION SERVICES (U.S. CL. 102). 

FIRST USE 2-1-1989; IN COMMERCE 2-1-1989. 


SN 73-787,605. SPECTROVISION INC., CHELMSFORD, 
MA. FILED 3-20-1989. 


SECURE 


FOR UNDERWRITING EXTENDED WARRANTY PRO- 
GRAMS FOR SCIENTIFIC EQUIPMENT (U.S. CL. 102). 
FIRST USE 3-6-1989; IN COMMERCE 3-6-1989. 


SN 73-788,215. JUNIOR LEAGUE OF COLUMBUS, INC., 
THE, COLUMBUS, OH. FILED 3-21-1989. 


AMERICA DISCOVERS 
COLUMBUS 


FOR CHARITABLE FUNDRAISING (U.S. CL. 102). 
FIRST USE 9-5-1984; IN COMMERCE 9-5-1984. 


U.S. PATENT AND TRADEMARK OFFICE 
CLASS 36—(Continued). 


SN 73-799,484. CITIZENS FEDERAL SAVINGS AND 


LOAN ASSOCIATION OF DAYTON, DAYTON, OH. 
FILED 5-11-1989. 


OWNER OF U.S. REG. NO. 1,236,684. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FEDERAL” AND “SAVERS CLUB”, APART FROM 
THE MARK AS SHOWN. 

THE STIPPLING AND LINING ON THE DRAWING IS 
A FEATURE OF THE MARK AND IS NOT INTENDED 
TO INDICATE COLOR. 

THE MARK CONSISTS OF THE MISCELLANEOUS 
DESIGN OF AN ORNAMENTAL PLAQUE, A RAINBOW 
DESIGN AND THE WORDS “CITIZENS FEDERAL” AND 
“SAVERS CLUB”. 

FOR SAVINGS AND LOAN ASSOCIATION SERVICES 
(U.S. CL. 102). 

FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 


SN 73-806,526. BANC ONE CORPORATION, COLUMBUS, 
OH. FILED 6-14-1989. 


COMFORTER 


FOR BANKING SERVICES (U.S. CL. 102). 
FIRST USE 3-29-1989; IN COMMERCE 3-29-1989. 


SN 73-806,650. OPPENHEIMER FINANCIAL CORP., NEW 
YORK, NY. FILED 6-14-1989. 


OPCAPITAL 


FOR INVESTMENT ADVISORY SERVICES AND SECU- 
RITIES BROKERAGE SERVICES (U.S. CL. 102). 
FIRST USE 3-23-1989; IN COMMERCE 3-23-1989. 
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SN 73-808,882. SCOR U.S. CORP., NEW YORK, NY. FILED 
6-26-1989. 


FOR REINSURANCE UNDERWRITING SERVICES (U.S. 
CLS. 101 AND 102). 
FIRST USE 4-0-1974; IN COMMERCE 4-0-1974. 


SN 73-809,835. CENTRAL BENEFITS MUTUAL INSUR- 
ANCE COMPANY, COLUMBUS, OH. FILED 6-29-1989. 


DENTASAVER 


FOR INSURANCE UNDERWRITING SERVICES IN THE 
FIELD OF DENTAL CARE AND ORTHODONTIC CARE 
(U.S. CL. 102). 

FIRST USE 6-1-1987; IN COMMERCE 6-1-1987. 


SN 73-810,017. CHEMICAL BANKING CORPORATION, 
NEW YORK, NY. FILED 6-30-1989. 


SELECT BANKING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BANKING”, APART FROM THE MARK AS 
SHOWN. 

FOR BANKING SERVICES (U.S. CL. 102). 

FIRST USE 7-0-1982; IN COMMERCE 9-5-1985. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 
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SN 73-810,843. KNIGHTS OF COLUMBUS, NEW HAVEN, 


THE LINING AND STIPPLING ARE FEATURES OF 
THE MARK AND DO NOT INDICATE COLOR. 

THE MARK CONSISTS, IN PART, OF A SHIELD 
MOUNTED ON A FORMEE CROSS WITH A VERTICAL 
FASCES AND A CROSSED ANCHOR AND DAGGER OR 
SHORT SWORD MOUNTED ON THE SHIELD. 

FOR INSURANCE UNDERWRITING SERVICES AND 
CHARITABLE SERVICES IN THE FIELD OF MONE- 
TARY DONATIONS AND CHARITABLE FUND RAISING 
SERVICES FOR THE NEEDY, ELDERLY, HOMELESS, 
MENTALLY HANDICAPPED, PHYSICALLY HANDI- 
CAPPED, WIDOWS, ORPHANS, COMMUNITY PROJECTS, 
HOSPITALS AND CHURCHES (U.S. CL. 102). 

FIRST USE 1-1-1884; IN COMMERCE 1-1-1886. 


SN 73-813,230. ROME GROUP INC., THE, WASHINGTON, 
DC. FILED 7-18-1989. 


THE ROME GROUP INC 
ee ee 


TUE 


TENANTS BROKER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROUP INC”, APART FROM THE MARK AS 
SHOWN. 

FOR REAL ESTATE AGENCY, BROKERAGE AND 
LEASING SERVICES (U.S. CL. 102). 

FIRST USE 7-5-1988; IN COMMERCE 7-5-1988. 


SN 73-813,286. MARKETING DIRECTORS, 
NEW YORK, NY. FILED 7-18-1989. 


THE MARKETING 
DIRECTORS, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 

FOR REAL ESTATE BROKERAGE SERVICES (U.S. 
CLS. 101 AND 102). 

FIRST USE 6-8-1981; IN COMMERCE 6-8-1981. 


INC., THE, 
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SN 73-813,551. BRIGNOLI MODELS INCORPORATED, 
NEW YORK, NY. FILED 7-19-1989. 


THE EXCESS GROWTH 
SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEM”, APART FROM THE MARK AS SHOWN. 

FOR INVESTMENT MANAGEMENT SERVICES (U.S. 
CLS. 101 AND 102). 

FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 


SN 73-814,413. SOCIETY CORPORATION, CLEVELAND, 
OH. FILED 7-24-1989. 


SOCIETY CONSUMER 
FINANCIAL SERVICES 


OWNER OF U.S. REG. NOS. 1,247,309 AND 1,398,802. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONSUMER FINANCIAL SERVICES”, APART 
FROM THE MARK AS SHOWN. 

FOR FINANCIAL SERVICES, NAMELY, BANKING 
AND CREDIT CARD SERVICES (U.S. CL. 102). 

FIRST USE 6-7-1988; IN COMMERCE 6-7-1988. 


SN 73-814,450. MANAGEMENT DECISION SYSTEMS, 
INC., ATLANTA, GA. FILED 7-24-1989. 


WE DO THE WORK. YOU 
GET THE CREDIT. 


FOR COMPUTERIZED CREDIT APPLICATION PROC- 
ESSING AND SCORING SERVICES (U.S. CLS. 101 AND 
102). 

FIRST USE 7-5-1988; IN COMMERCE 8-8-1988. 


SN 73-815,843. GLOBAL ADVANCED TECHNOLOGY, 
NEW YORK, NY. FILED 7-31-1989. 


GAT 


FOR FINANCIAL DATA INFORMATION AND FINAN- 
CIAL CONSULTING AND ANALYSIS SERVICES (U.S. 
CLS. 101 AND 102). 

FIRST USE 3-15-1988; IN COMMERCE 3-15-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
CLASS 36—(Continued). 


SN 73-816,073. HEALTH PLANS, INC., WORCESTER, MA. 


FILED 7-28-1989. 


= 


Homestead Health 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 
FOR ADMINISTRATION OF GROUP MEDICAL AND 
HEALTH INSURANCE PLANS (U.S. CLS. 101 AND 102). 
FIRST USE 5-10-1989; IN COMMERCE 5-10-1989. 


SN 73-816,101. CHATTAHOOCHEE BANCORP, INC., DBA 
THE BUCKHEAD BANK, MARIETTA, GA. FILED 
7-31-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BANK”, APART FROM THE MARK AS SHOWN. 

FOR BANKING SERVICES (U.S. CL. 102). 

FIRST USE 4-1-1986; IN COMMERCE 4-1-1986. 


SN 73-816,103. 
7-31-1989. 


FIDELITY WEALTH 
BUILDER ACCOUNT 


OWNER OF U.S. REG. NOS. 1,543,851, 1,550,101 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ACCOUNT”, APART FROM THE MARK AS 
SHOWN. 

FOR FINANCIAL CONSULTING AND FINANCIAL 
PORTFOLIO MANAGEMENT SERVICES (U.S. CL. 102). 

FIRST USE 6-2-1989, IN COMMERCE 6-2-1989. 
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SN 73-817,143. RIVER BANK AMERICA, NEW 
CHELLE, NY. FILED 8-3-1989. 


BANKRIGHT 


FOR BANKING SERVICES (U.S. CL. 102). 
FIRST USE 6-21-1989; IN COMMERCE 6-21-1989. 


RO- 


SN 73-817,310. FIRST INTERSTATE BANCORP OF 
TEXAS, INC., LOS ANGELES, CA. FILED 8-7-1989. 


PREMIUM 
CREDII 
LINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PREMIUM CREDIT LINE”, APART FROM THE 
MARK AS SHOWN. 

FOR FINANCIAL SERVICES, NAMELY, PROVIDING 
PREAPPROVED LOANS (U.S. CL. 102). 

FIRST USE 2-1-1986; IN COMMERCE 2-1-1986. 


SN 73-818,124. LINCOLN BENEFIT LIFE COMPANY, LIN- 
COLN, NE. FILED 8-9-1989. 


THE 


FOR UNDERWRITING LIFE INSURANCE (U.S. CL. 
102). 
FIRST USE 2-5-1989; IN COMMERCE 3-27-1989. 
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SN 73-818,596. TRAVELERS CORPORATION, THE, HART- 
FORD, CT. FILED 8-11-1989. 


FINANCIAL SERENITY 


FOR UNDERWRITING OF LIFE, HEALTH, HOME, 
AUTO AND BUSINESS INSURANCE (U.S. CL. 102). 
FIRST USE 3-27-1989; IN COMMERCE 3-27-1989. 


CLASS 37—CONSTRUCTION AND REPAIR 


SN 73-770,920. GECI INTERNATIONAL S.A., PUTEAUX, 
FRANCE, FILED 12-22-1988. 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 836426, FILED 6-23-1988, REG. NO. 
1485470, DATED 6-23-1988, EXPIRES 6-23-1998. 

THE DRAWING OF THE MARK IS LINED FOR THE 
COLORS RED AND BLUE. 

FOR MAINTENANCE AND REPAIR OF COMPUTER 
PROGRAMS AND RELATED ACCESSORIES AND 
EQUIPMENT THEREOF (U.S. CL. 103). 


SN 73-773,129. ENVOTECH MANAGEMENT SERVICE, IN- 
CORPORATED, YPSILANTI, MI. FILED 1-5-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MANAGEMENT SERVICES, INCORPORATED”, 
APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND IS 
NOT INTENDED TO INDICATE COLOR. 

FOR WASTE DISPOSAL AND ENVIRONMENTAL 
CLEANUP SERVICES (U.S. CL. 103). 

FIRST USE 10-0-1988; IN COMMERCE 10-0-1988. 
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CLASS 37—(Continued). CLASS 37—(Continued). 


SN 73-781,060. FORWARD CORPORATION, STANDISH, SN 73-783,260. BUFFS-’N-PUFFS, LTD., LAS VEGAS, NV. 
ML. FILED 2-16-1989. FILED 2-27-1989. 


YOUR NORTHERN 
CONNECTION 


FOR GASOLINE STATION SERVICES (U.S. CL. 103). 
FIRST USE 6-1-1985; IN COMMERCE 6-1-1985. 


CAR WASH 


SN 73-781,321. WICK’S SKI & SPORT OF DELAWARE, 
INC., WILMINGTON, DE. FILED 2-17-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAR WASH”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING IN THE DRAWING IS FOR SHADING 


9 PURPOSES ONLY AND DOES NOT INDICATE COLOR. 
FOR AUTOMOBILE AND TRUCK WASHING SERV- 
ICES (U.S. CL. 103). 


FIRST USE 1-11-1989; IN COMMERCE 1-11-1989. 


FOR SPORTS EQUIPMENT REPAIR SERVICES (U.S. 
CL. 103). 


FIRST USE 10-0-1982; IN COMMERCE 10-0-1982. 


SN 73-781,866. A-ABC APPLIANCE, INC., DALLAS, TX. 
FILED 2-21-1989. 


SN 73-786,944. DEVCON CONSTRUCTION INCORPORAT- 
ED, MILPITAS, CA. FILED 3-14-1989. 


CEYCON 


THE LINING SHOWN IN THE MARK IS A FEATURE 
OF THE MARK, BUT NO COLOR IS INTENDED. 

FOR REPAIR SERVICES IN THE FIELD OF DOMES- 
TIC AND COMMERCIAL AIR CONDITIONING, REFRIG- FOR PLANNING, LAYOUT AND CONSTRUCTION OF 
ERATION AND COOLING EQUIPMENT (U.S. CL. 103). NON-RESIDENTIAL BUILDINGS (U.S. CL. 103). 

FIRST USE 4-30-1977; IN COMMERCE 12-31-1979. FIRST USE 4-0-1976; IN COMMERCE 4-0-1976. 
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SN 73-792,561. MEDERI MEDICAL, INC., FREDERICK, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL”, APART FROM THE MARK AS 
SHOWN. 

THE MARK IS LINED FOR THE COLORS GREEN, 
BLUE AND YELLOW. 

FOR COLLECTION AND DISPOSAL OF MEDICAL 
WASTE (U.S. CL. 103). 

FIRST USE 1-1-1989; IN COMMERCE 1-1-1989. 


SN 73-798,060. MILLER, KENT EDWARD, DBA MILLER 
HOME MAINTENANCE CO., LONG BEACH, CA. 
FILED 5-5-1989. 


WMliller 


me 
aintenance Co. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOME MAINTENANCE CO.”, APART FROM THE 
MARK AS SHOWN. 

FOR HOUSE REPAIR AND HOUSE PAINTING SERV- 
ICES (U.S. CL. 103). 

FIRST USE 9-0-1983; IN COMMERCE 9-1-1983. 


SN 73-806,641. COMDISCO, INC., ROSEMONT, IL. FILED 
6-14-1989. 


COMROC 


FOR INSTALLATION OF MODULAR BUSINESS 
BUILDING FACILITIES (U.S. CL. 103). 


FIRST USE 10-15-1988; IN COMMERCE 10-15-1988. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


CLASS 37—(Continued). 


SN 73-809,085. TECHPLASTICS, INC., WEST CHICAGO, 
IL. FILED 6-26-1989. 


TECHPLASTICS 


FOR CUSTOM STRUCTURAL FOAM MOLDING SERV- 
ICES (U.S. CL. 103). 
FIRST USE 3-1-1977; IN COMMERCE 3-1-1977. 


SN 73-810,577. ADAMS SERVICES, INC., FALL RIVER, 
MA. FILED 7-3-1989. 


EMERGENCY 
— J] 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 

FOR DISASTER RESTORATION SERVICES, NAMELY, 
RESTORING BUILDING INTERIORS, CARPETING AND 
FURNISHINGS DAMAGED BY FIRE, FLOOD, AND 
OTHER DISASTERS (U.S. CL. 103). 

FIRST USE 6-13-1989; IN COMMERCE 6-13-1989. 


SN 73-812,839. UNION CARBIDE MARBLE CARE, INC., 
DANBURY, CT. FILED 7-17-1989. 


MARBLELIFE 


FOR MARBLE CARE, RESTORATION AND FINISHING 
SERVICES (U.S. CL. 103). 
FIRST USE 6-19-1989; IN COMMERCE 6-19-1989. 


SN 73-814,822. SCHNEE-MOREHEAD, INC., IRVING, TX. 
FILED 7-24-1989. 


WE’RE KEEPING THE 
WEATHER IN ITS PLACE 


FOR CUSTOM MANUFACTURING OF SEALANTS FOR 
AIRCRAFT, AEROSPACE, AUTOMOTIVE, BUILDING 
CONSTRUCTION, ARCHITECTURAL, MAJOR APPLI- 
ANCES, PLASTIC AND RELATED USES (U.S. CL. 103). 

FIRST USE 1-0-1986; IN COMMERCE 1-0-1986. 
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SN 73-815,344. LYNN AGENCY, INC., NEW YORK, NY. 
FILED 7-27-1989. 


DANNY BOY 


FOR CLEANING SERVICES (U.S. CL. 103). 
FIRST USE 4-19-1989; IN COMMERCE 4-19-1989. 


SN 73-815,373. AMERICAN SERVICES CORPORATION, 
MEDIA, PA. FILED 7-28-1989. 


[ASE 


AMERICAN SERVICES CORPORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN SERVICES CORPORATION”, APART 
FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS BLUE 
AND RED. 

FOR BUILDING MAINTENANCE AND JANITORIAL 
SERVICES (U.S. CL. 103). 

FIRST USE 11-0-1987; IN COMMERCE 11-0-1987. 


SN 73-815,761. AMOCO OIL COMPANY, CHICAGO, IL. 
FILED 7-31-1989. 


OWNER OF U.S. REG. NO. 1,201,452. 

THE LINING IS A FEATURE OF THE MARK AND IS 
NOT INTENDED TO REPRESENT COLOR. 

THE MARK CONSISTS OF A STYLIZED REPRESEN- 
TATION OF A WRENCH. 

FOR AUTOMOTIVE MAINTENANCE AND REPAIR 
SERVICES (U.S. CL. 103). 

FIRST USE 3-23-1989; IN COMMERCE 3-23-1989. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-815,961. AMOCO OIL COMPANY, CHICAGO, IL. 


FILED 7-31-1989. 


CERTICARE 


OWNER OF U.S. REG. NO. 1,201,452. 
FOR AUTOMOTIVE MAINTENANCE AND REPAIR 


SERVICES (U.S. CL. 103). 


FIRST USE 10-11-1979; IN COMMERCE 10-12-1979. 


SN 73-816,895. WATER PRESERVATION CORPORATION, 


CHATSWORTH, CA. FILED 8-4-1989. 


FOR PLUMBING SERVICES, NAMELY REPAIR AND 
REPLACEMENT OF STEMS FOR FAUCETS (U.S. CL. 103). 
FIRST USE 7-1-1989; IN COMMERCE 7-2-1989. 


SN 73-816,929. WATER PRESERVATION CORPORATION, 
CHATSWORTH, CA. FILED 8-4-1989. 


Sm 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WATER PRESERVATION CORP.”, APART FROM 
THE MARK AS SHOWN. 

THE MARK CONSISTS, IN PART, OF A STYLIZED 
“——. 

FOR PLUMBING SERVICES, NAMELY REPAIR AND 
REPLACEMENT OF STEMS FOR FAUCETS (U.S. CL. 103). 

FIRST USE 7-1-1989, IN COMMERCE 7-2-1989. 
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CLASS 37—(Continued). 


SN 73-817,313. NORM BISHOP, INC., DBA AUTO NET 


SERVICES, TARZANA, CA. FILED 8-7-1989. 


THE MARK CONSISTS, IN PART, OF A STYLIZED 
LETTER “Vv”. 

FOR MOBILE AUTOMOTIVE REPAIRS AND SERVIC- 
ING (U.S. CL. 103). 

FIRST USE 7-7-1989; IN COMMERCE 7-7-1989. 


SN 73-820,416. FACILITIES CONSTRUCTION MANAGE- 
MENT, INC., ARVADA, CO. FILED 8-21-1989. 


FCM 


FOR FACILITIES CONSTRUCTION 
SERVICES (U.S. CL. 103). 
FIRST USE 5-0-1989; IN COMMERCE 5-0-1989. 


MANAGEMENT 


CLASS 38—COMMUNICATION 


SN 73-652,501. INTERNATIONAL MARITIME SATELLITE 
ORGANIZATION (INMARSAT), LONDON, UNITED 
KINGDOM, FILED 3-31-1987. 


SAFETYNET 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1273410, FILED 10-1-1986, 
REG. NO. B1273410, DATED 10-1-1986, EXPIRES 10-1-1993. 
F ag SATELLITE COMMUNICATIONS SERVICES (U.S. 

. 104). 
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CLASS 38—(Continued). 


SN 73-764,861. PREMIER COMMUNICATIONS NETWORK, 
INC., BURLINGAME, CA. FILED 11-21-1988. 


PREMIER CHANNEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHANNEL”, APART FROM THE MARK AS 
SHOWN. 

FOR PAY TELEVISION PROGRAMMING PROVIDED 
THROUGH MICROWAVE TRANSMISSION (U.S. CL. 104). 

FIRST USE 8-0-1979; IN COMMERCE 8-0-1979. 


SN 73-808,058. BELLSOUTH CORPORATION, ATLANTA, 
GA. FILED 6-19-1989. 


BELLSOUTH MESSAGE 
CENTRAL 


THIS IS A REGISTRATION ISSUED PURSUANT TO 
THE OPINIONS OF THE UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA IN UNITED 
STATES V. WESTERN ELECTRIC CO., INC., CIVIL 
ACTION NO. 82-0192, DATED JULY 8, 1983, AND FEBRU- 
ARY 6, 1984, AND SECTION 2(D) OF THE LANHAM ACT, 
15 U.S.C. SECTION 1052(D). BECAUSE REGISTRANT 
SHARES THE COMMON HERITAGE OF RIGHTS AND 
RELATED GOODWILL IN THE “BELL” ELEMENT OF 
THE COMPOSITE MARK WITH OTHER FORMER MEM- 
BERS OF THE BELL SYSTEM, REGISTRANT'S RIGHT 
TO EXCLUSIVE USE OF THE “BELL” ELEMENT OF 
THE COMPOSITE MARK IS SUBJECT TO THE CONCUR- 
RENT RIGHTS WHICH THE FOLLOWING COMPANIES 
HAVE IN THE “BELL” MARK AS SPECIFIED IN THE 
OPINIONS OF THE UNITED STATES DISTRICT COURT 
AS CITED ABOVE; AMERICAN INFORMATION TECH- 
NOLOGIES CORPORATION, 30 SOUTH WACKER DRIVE, 
CHICAGO, IL 60606; BELL ATLANTIC CORPORATION, 
1310 NORTH COURT HOUSE ROAD, ARLINGTON, VA 
22216; BELLSOUTH CORPORATION, 675 WEST PEACH- 
TREE STREET, N.E., ATLANTA, GA 30375; CINCINNATI 
BELL INC., 201 EAST FOURTH STREET, CINCINNATI, 
OH 45202; NYNEX CORPORATION, 335 MADISON 
AVENUE, NEW YORK, NY 10017; PACIFIC TELESIS 
GROUP, 140 NEW MONTGOMERY STREET, SAN FRAN- 
CISCO, CA 94105; THE SOUTHERN NEW ENGLAND 
TELEPHONE COMPANY, 227 CHURCH STREET, NEW 
HAVEN, CT 06506; SOUTHWESTERN BELL CORPORA- 
TION, ONE BELL CENTER, ST. LOUIS, MO 63101; AND 
U.S. WEST, INC., 7800 EAST ORCHARD ROAD, ENGLE- 
WOOD, CO 80111. 

OWNER OF U.S. REG. NO. 1,459,196. 

FOR COMMUNICATION SERVICES, NAMELY ELEC- 
TRONIC TRANSMISSION AND STORAGE OF MES- 
SAGES A MESSAGES AND DATA (U.S. CL. 104). 

FIRST USE 4-13-1989; IN COMMERCE 5-1-1989. 
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CLASS 38—(Continued). 


SN 73-809,646. NATIONAL PUBLIC RADIO, WASHING- 
TON, DC. FILED 6-29-1989. 


NPR SATELLITE SERVICES 


OWNER OF U.S. REG. NO. 1,053,082. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SATELLITE SERVICES”, APART FROM THE 
MARK AS SHOWN. 

FOR COMMUNICATION SERVICES RENDERED 
THROUGH A MULTIPLE CHANNEL RADIO DISTRIBU- 
TION SYSTEM (US. CL. 104). 

FIRST USE 3-1-1988; IN COMMERCE 3-1-1988. 


SN 73-811,502. METROPOLITAN FIBER SYSTEMS, INC., 
OAKBROOK TERRACE, IL. FILED 7-10-1989. 


MFS METROPOLITAN 
FIBER SYSTEMS THE 
NATION’S ALTERNATIVE 


OWNER OF U.S. REG. NOS. 1,538,484 AND 1,540,904. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FIBER SYSTEMS”, APART FROM THE MARK AS 
SHOWN. 

FOR TELECOMMUNICATIONS SERVICES (U.S. CL. 
104). 

FIRST USE 3-15-1989; IN COMMERCE 3-15-1989. 


SN 73-818,181. MCI COMMUNICATIONS CORPORATION, 
WASHINGTON, DC. FILED 8-9-1989. 


INFORMATIONEXPRESS 


FOR TELECOMMUNICATIONS SERVICES (U.S. CL. 
104). 
FIRST USE 6-28-1989; IN COMMERCE 6-28-1989. 
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CLASS 39—TRANSPORTATION AND 
STORAGE 


SN 73-743,801. DIAL-A-DINNER, INC., NEW YORK, NY. 
FILED 8-3-1988. 


FOR HOME DELIVERY OF PREPARED MEALS FROM 
RESTAURANTS (U.S. CLS. 101 AND 105). 
FIRST USE 5-19-1988; IN COMMERCE 5-19-1988. 


SN 73-776,134. APCOA, INC., CLEVELAND, OH. FILED 
1-23-1989. 


PARK AIR EXPRESS 


SEC. 2(F). 
FOR AIRPORT PARKING SERVICES (U.S. CL. 105). 
FIRST USE 9-13-1983; IN COMMERCE 9-13-1983. 


SN 73-783,435. AM. TRAILER LEASING, INC. ALBU- 
QUERQUE, NM. FILED 2-24-1989. 


A.M. TRAILER LEASING, 
INC, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRAILER LEASING, INC.”, APART FROM THE 
MARK AS SHOWN. 

FOR STORAGE TRAILER LEASING SERVICES (U.S. 
CL. 105). 

FIRST USE 9-19-1988; IN COMMERCE 9-19-1988. 


SN 73-784,376. YUSEN AIR & SEA SERVICE (U.S.A.) INC., 
NEW YORK, NY. FILED 3-3-1989. 


MID-NIGHT EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXPRESS”, APART FROM THE MARK AS SHOWN. 

FOR INTERNATIONAL OVERNIGHT AIRFREIGHT 
FORWARDING SERVICES (U.S. CL. 105). 

FIRST USE 7-17-1988; IN COMMERCE 7-17-1988. 
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CLASS 39—(Continued). 


SN 73-802,480. APPLE CAR RENTAL, INC., ALEXAN- 
DRIA, VA. FILED 5-24-1989. 


APPLE CAR RENTAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAR RENTAL”, APART FROM THE MARK AS 
SHOWN. 

FOR AUTOMOBILE LEASING SERVICES (U.S. CLS. 100 
AND 105). 

FIRST USE 7-30-1987; IN COMMERCE 7-30-1987. 


SN 73-808,646. AERONET INC., SAN JOSE, CA. FILED 
6-23-1989. 


AERONET 


FOR AIRFREIGHT FORWARDING SERVICES (U.S. CL. 
105). 
FIRST USE 4-16-1982; IN COMMERCE 4-16-1982. 


SN 73-809,634. TRACKMOBILE, INC., LAGRANGE, GA. 
FILED 6-29-1989. 


RAILSERVE 


FOR REALCAR TERMINAL OPERATING SERVICES 
COMPRISING THE MOVING, SPOTTING, LOADING 
AND UNLOADING OF RAILCARS (U.S. CL. 105). 

FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 


SN 73-810,595. DAT SERVICES, INC., PORTLAND, OR. 
FILED 7-3-1989. 


DAT SERVICES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERVICES”, APART FROM THE MARK AS 
SHOWN. 

FOR TRANSPORTATION INFORMATION SERVICES 
IN THE FIELD OF TRUCKING (U.S. CL. 105). 

FIRST USE 6-14-1989; IN COMMERCE 6-14-1989. 


SN 73-812,206. RAIL-BRIDGE TERMINALS CORPORA- 
TION, THE, ELIZABETH, NJ. FILED 7-13-1989. 


E-RAIL 


FOR CARGO HANDLING AND TERMINAL SERVICES 
NAMELY, OPERATING A FACILITY FOR THE LOAD- 
ING AND UNLOADING OF CONTAINERS ON RAIL 
CARS (U.S. CL. 105). 

FIRST USE 1-2-1989; IN COMMERCE 1-2-1989. 
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SN 73-814,552. ADVANCED TRAVEL SYSTEMS, INC., 
CLARKSTON, GA. FILED 7-24-1989. 


Nr 


THE MARK CONSISTS OF A FANCIFUL REPRESEN- 
TATION OF AN AIRPLANE AND WAVES. 

FOR TRAVEL AGENCY SERVICES (U.S. CL. 105). 

FIRST USE 12-0-1988; IN COMMERCE 12-0-1988. 


SN 73-815,029. FRESHIP, S.A... RIVIERA BEACH, FL. 
FILED 7-25-1989. 


FRESHIP 


FOR GENERAL CARGO SERVICES NAMELY OCEAN 
SHIPPING, WAREHOUSING AND TRUCKING SERVICES 
(U.S. CL. 105). 

FIRST USE 10-0-1987; IN COMMERCE 10-0-1987. 


SN 73-819,190.. WATKINS MOTOR LINES, INC., LAKE- 
LAND, FL. FILED 8-14-1989. 


OWNER OF U.S. REG. NO. 1,475,354. 

FOR TRUCK FREIGHT TRANSPORTATION SERVICES 
(U.S. CL. 105). 

FIRST USE 1-2-1969; IN COMMERCE 1-2-1969. 
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SN 73-820,398. CONTRACT FREIGHTERS, INC., JOPLIN, 
MO. FILED 8-21-1989. 


CFI 


FOR FREIGHT SERVICES, NAMELY HANDLING AND 
HAULING CARGO BY TRUCK (U.S. CL. 105). 
FIRST USE 10-1-1952; IN COMMERCE 10-1-1952. 


CLASS 40—MATERIAL TREATMENT 


SN 73-746,997. SCHOOL PICTURES, INC., JACKSON, MS. 
FILED 8-18-1988. 


OWNER OF U.S. REG. NO. 810,878. 
FOR PHOTOGRAPHIC PROCESSING (U.S. CL. 106). 
FIRST USE 6-30-1981; IN COMMERCE 6-30-1981. 


SN 73-766,574. QUALEX INC., DURHAM, NC. FILED 
12-1-1988. 


PHOTO GALAXY 


OWNER OF U.S. REG. NO. 1,464,558. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PHOTO”, APART FROM THE MARK AS SHOWN. 

FOR PHOTOGRAPHIC AND FILM PROCESSING SERV- 
ICES (U.S. CL. 106). 

FIRST USE 1-0-1986; INCOMMERCE 1-0-1986. 


SN 73-767,863. FLATCON, INC., NORFOLK, VA. FILED 
12-7-1988. 


FLATCON 


FOR CORRECTIVE GRINDING OF CONCRETE 
FLOORS TO SUPERFLAT FLATNESS/LEVELNESS (U.S. 
CL. 106). 

FIRST USE 5-13-1988; IN COMMERCE 5-13-1988. 
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SN 73-811,884. HOOK-SUPERX, INC., DBA SAV-ON, DBA 
THRIFTY AND DBA SUPERX, CINCINNATI, OH. 
FILED 7-11-1989. 


SHOW PACK 


FOR FILM DEVELOPING, PROCESSING AND PHOTO- 
FINISHING SERVICES (U.S. CL. 106). 
FIRST USE 5-10-1989; IN COMMERCE 5-10-1989. 


SN 73-811,885. HOOK-SUPERX, INC., DBA SAV-ON, DBA 
THRIFTY AND DBA SUPERX, CINCINNATI, OH. 
FILED 7-11-1989. 


PERFECT TWINS 


FOR FILM DEVELOPING, PROCESSING AND PHOTO- 
FINISHING SERVICES (U.S. CL. 106). 
FIRST USE 5-10-1989; IN COMMERCE 5-10-1989. 


SN 73-812,272. ORION INDUSTRIES, LTD., CHICAGO, IL. 
FILED 7-13-1989. 


SOLUTIONEERING 


FOR APPLICATION OF 
OTHERS (U.S. CL. 106). 
FIRST USE 3-1-1989, IN COMMERCE 3-1-1989. 


METAL COATINGS FOR 


SN 73-815,376. MCKENNA’S COLOR LABORATORY, INC., 
WATERLOO, IA. FILED 7-28-1989. 


MASTERS TOUCH SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “SERIES”, APART FROM THE MARK AS SHOWN. 
FOR PHOTO FINISHING SERVICES (U.S. CL. 106). 
FIRST USE 6-11-1989; IN COMMERCE 6-11-1989. 


SN 73-818,026. RIDGEWAY CHEMICALS, INC. CHAR- 
LOTTE, NC. FILED 8-9-1989. 


‘TekGuard 


FOR VEHICLE GLASS ETCHING SERVICES (U.S. CLS. 
103 AND 106). 
FIRST USE 6-30-1989; IN COMMERCE 6-30-1989. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


SN 73-642,094. ARISTA MARKETING ASSOCIATES INC., 
MOUNTAINSIDE, NJ. BY CHANGE OF NAME FROM 
ARISTA RESEARCH ASSOCIATES, INC., MOUNTAIN- 
SIDE, NJ. FILED 1-30-1987. 


MAPS 


FOR EDUCATIONAL SERVICES, NAMELY CONDUCT- 
ING SEMINARS AND DISEMINATING INFORMATION- 
AL MATERIALS ON BEHALF OF PHARMACEUTICAL 
COMPANIES IN THE PROMOTION OF NEW AND EXIST- 
ING DRUGS (U.S. CL. 107). 

FIRST USE 7-2-1984; IN COMMERCE 7-2-1984. 


SN 73-715,415. GROUP DYNAMICS, INC., SANTA MONICA, 
CA. FILED 3-7-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES” AND “PRO BEACH VOLLEYBALL”, 
APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS PINK 
AND GREEN. 

FOR ENTERTAINMENT SERVICES, NAMELY, CON- 
DUCTING VOLLEYBALL CONTESTS AND COMPETI- 
TIONS (U.S. CL. 107). 

FIRST USE 3-20-1987; IN COMMERCE 3-20-1987. 


SN 73-719,378. SPORTS PHYSICAL THERAPISTS, INC., 
BROOMALL, PA. FILED 3-21-1988. 


SPERTS 


PHYSICAL THERAPISTS, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS PHYSICAL THERAPISTS, INC.”, APART 
FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 

FOR PHYSICAL FITNESS TRAINING, INSTRUCTION 
AND EXERCISE PROGRAMS (U.S. CLS. 100 AND 107). 

FIRST USE 9-0-1983; IN COMMERCE 7-1-1987. 
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SN 73-746,965. TOPS MARKETS, INC., BUFFALO, NY. 
FILED 8-18-1988. 


ACCENT ON YOUTH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “YOUTH”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY CONDUCT- 
ING LECTURES DIRECTED TO BOTH CHILDREN AND 
ADULTS IN THE FIELDS OF DRUG AND ALCOHOL 
AVOIDANCE, TRAFFIC SAFETY, PEER PRESSURE, 
AND OTHER’ RELATED MATTERS REGARDING PER- 
SONAL SAFETY AND WELL-BEING (U.S. CL. 107). 

FIRST USE 2-15-1987; IN COMMERCE 2-15-1987 


SN 73-757,700. SOCIETE INTERNATIONALE DE SPECTA- 
CLES ALCAZAR DE PARIS, PARIS, FRANCE, FILED 
10-14-1988. 


ALCAZAR 


OWNER OF U.S. REG. NO. 1,017,616. 

THE TERM “ALCAZAR” WAS USED IN SPAIN IN THE 
MIDDLE AGES TO DENOTE FORTRESSES WHICH PRO- 
TECTED THE GOVERNORS OF IMPORTANT TOWNS. 

FOR ENTERTAINMENT SERVICES, NAMELY PRO- 
DUCING THEATRICAL AND MUSICAL PRODUCTIONS 
FOR CABARETS, THEATERS, TELEVISION AND FILMS 
(U.S. CL. 107). 

FIRST USE 8-0-1973; IN COMMERCE 8-5-1975. 


SN 73-761,453. HITS EXPRESS, INC., LOUISVILLE, KY. 
FILED 11-2-1988. 


Vi | D E ° 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIDEO”, APART FROM THE MARK AS SHOWN. 

FOR VIDEO CASSETTE RECORDER AND VIDEO 
TAPE RENTAL SERVICES (U.S. CLS. 100 AND 107). 

FIRST USE 10-11-1988; IN COMMERCE 10-11-1988. 


SN 73-761,613. TUMBLE-BEE, INC., PEARL RIVER, NY. 
FILED 11-3-1988. 


TUMBLE-BEE 


FOR PROVIDING INSTRUCTION IN GYMNASTICS TO 
CHILDREN AGED 18 MONTHS TO 8 YEARS OLD (US. 
CL. 107). 

FIRST USE 6-0-1986; IN COMMERCE 6-0-1988. 
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SN 73-767,861. KING BROADCASTING COMPANY, SEAT- 
TLE, WA. FILED 12-7-1988. 


COUNT YOURSELF IN 


FOR ENTERTAINMENT SERVICES, NAMELY TELE- 
VISION AND RADIO PROGRAMS ABOUT POLITICS 
(U.S. CL. 107). 

FIRST USE 2-0-1984; IN COMMERCE 2-0-1984. 


SN 73-769,963. HARRIS TRUST AND SAVINGS BANK, 
DBA HARRIS BANK, CHICAGO, IL. FILED 12-16-1988. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK CONSISTS OF A STYLIZED LETTER “F”. 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES AND SEMINARS IN THE FIELD OF 
FINANCE AND INVESTMENTS (U.S. CL. 107). 

FIRST USE 3-0-1985; IN COMMERCE 4-0-1986. 


SN 73-770,664. MARTIN, GLENN B., WRENTHAM, MA. 
FILED 12-20-1988. 


MAT AK 


FOR ENTERTAINMENT SERVICES IN THE FORM OF 
PERFORMANCES BY A MUSICAL GROUP (U.S. CL. 107). 
FIRST USE 8-14-1988; IN COMMERCE 8-14-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-780,024. GEORGE MASON UNIVERSITY, FAIRFAX, 
VA. FILED 2-10-1969. 


MASON 


FOR PROVIDING COURSES OF INSTRUCTION AT 
THE UNIVERSITY LEVEL AND ENTERTAINMENT 
SERVICES IN THE NATURE OF COLLEGIATE SPORT- 
ING EVENTS AND COMPETITIONS (U.S. CL. 107). 

FIRST USE 7-1-1980, IN COMMERCE 7-1-1980. 


SN 73-780,460. PACIFIC COAST CUTTING HORSE ASSO- 
CIATION, SACRAMENTO, CA. FILED 2-13-1989. 


THE LINING IN THE MARK IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

FOR PROMOTING THE SPORT OF CUTTING HORSES 
(U.S. CL. 107). 

FIRST USE 3-1-1983; IN COMMERCE 3-1-1983. 


SN 73-785,935. KEMPER SPORTS MANAGEMENT, INC., 
NORTHBROOK, IL. FILED 3-9-1989. 


SENIOR STATS MATCH 


OWNER OF U.S. REG. NO. 1,509,587. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SENIOR” AND “MATCH”, APART FROM THE 
MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY, CON- 
DUCTING AN ANNUAL PROFESSIONAL GOLF EVENT 
(U.S. CL. 107). 

FIRST USE 1-0-1988; IN COMMERCE 1-0-1988. 
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SN 73-786,562. GIRAGOSIAN, KEVIN C., PALOS PARK, 
IL. FILED 2-22-1989. 


FOR ENTERTAINMENT SERVICES, NAMELY THE 
LIVE RENDITION OF MUSICAL PERFORMANCES BY 
AN INSTRUMENTAL AND VOCAL GROUP (U.S. CL. 107). 

FIRST USE 9-17-1988; IN COMMERCE 10-27-1988. 


SN 73-792,588. BOSTON SYMPHONY ORCHESTRA, INC., 
BOSTON, MA. FILED 4-10-1989. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR ENTERTAINMENT SERVICES, NAMELY REN- 
DERING MUSICAL PERFORMANCES BY A SYMPHONY 
ORCHESTRA OR PORTIONS THEREOF, AND BY CHAM- 
BER MUSIC ENSEMBLES AND SOLO ARTISTS BELONG- 
ING TO OR ACTING UNDER THE SPONSORSHIP OF AN 
ORCHESTRA (U.S. CL. 107). 

FIRST USE 0-0-1889; IN COMMERCE 0-0-1889. 
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SN 73-794,274. EPITAPH, ALPINE, CA. FILED 4-19-1989. 


_ 


FOR ENTERTAINMENT SERVICES RENDERED BY A 
MUSICAL GROUP (U.S. CL. 107). 
FIRST USE 2-22-1989; IN COMMERCE 4-18-1989. 


SN 73-797,441. WOODS, SANDRA V., OTTAWA, ONTAR- 
10, CANADA, FILED 5-3-1989. 


UP THE LADDER 


FOR EDUCATIONAL SEMINARS NAMELY, CON- 
DUCTING WORKSHOPS AND SEMINARS RELATING 
TO CAREER ADVICE AND SIMILAR EDUCATIONAL 
TOPICS (U.S. CL. 107). 

FIRST USE 4-21-1987; IN COMMERCE 4-21-1987. 


SN 73-801,045. PITTS, ROBERT J., SHREVEPORT, LA. 


AND PITTS, VICKY D., SHREVEPORT, LA. FILED 
5-18-1989. 


te Miss of the Year 


FOR ORGANIZING BEAUTY PAGEANTS FOR UN- 
MARRIED WOMEN (U.S. CL. 107). 
FIRST USE 4-1-1989; IN COMMERCE 4-1-1989. 
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SN 73-801,389. WEBSTER UNIVERSITY, ST. LOUIS, MO. 
FILED 5-19-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “UNIVERSITY”; “SAINT LOUIS”; “MISSOURI” AND 
“1915”, APART FROM THE MARK AS SHOWN. 

THE LINING APPEARING IN THE DRAWING IS A 
FEATURE OF THE MARK AND DOES NOT REPRESENT 
COLOR. 

SEC. 2(F). 

FOR EDUCATIONAL SERVICES, NAMELY UNDER- 
GRADUATE AND POST GRADUATE COLLEGE 
COURSES (U.S. CL. 107). 

FIRST USE 0-0-1972, FIRST USED IN ANOTHER FORM 
ON 1915; IN COMMERCE 0-0-1972, FIRST USED IN COM- 
MERCE IN ANOTHER FORM ON 1915. 


SN 73-801,424. SKI THE SUMMIT, DILLON, CO. FILED 
5-22-1989. 


FISH THE SUMMIT 


OWNER OF U.S. REG. NOS. 1,059,654 AND 1,159,463. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FISH”, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING FACILITIES AND INFORMATION 
FOR FISHING AND OTHER MOUNTAIN SPORTS (U.S. 
CL. 107). 

FIRST USE 5-1-1987; IN COMMERCE 5-1-1987. 


SN 73-802,047. MINARD, RICHARD, DBA 1-900-THE OUT- 
DOOR CONNECTION, ELKO, NV. FILED 5-18-1989. 


1-900-T.LP.- F.LS.H. 


FOR TELEPHONE INFORMATION SERVICES FOR 
FISHING (U.S. CL. 107). 
FIRST USE 4-25-1989; IN COMMERCE 5-1-1989. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-802,078. MOSH, INC., COLORADO SPRINGS, CO. 
FILED 5-23-1989. 


ANIMOSITY 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF LIVE PERFORMANCES BY A MUSICAL GROUP (US. 
CL. 107). 

FIRST USE 2-1-1988; IN COMMERCE 2-1-1988. 


SN 73-802,543. DANCE ASSEMBLY, INC., THE, CHEVY 
CHASE, MD. FILED 5-25-1989. 


THE BEAUX AND BELLES 
OF WASHINGTON 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WASHINGTON”, APART FROM THE MARK AS 
SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY PROVID- 
ING INSTRUCTION IN DANCE AND SOCIAL ETI- 
QUETTE (U.S. CL. 107). 

FIRST USE 5-10-1989; IN COMMERCE 5-10-1989. 


SN 73-803,958. DESIMONE, DENNIS L., MANCHESTER, 
NH. FILED 5-30-1989. 


REALITY BASED 
MANAGEMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MANAGEMENT”, APART FROM THE MARK AS 
SHOWN. 

FOR EDUCATIONAL SERVICES NAMELY, CONDUCT- 
ING CLASSES AND SEMINARS IN THE FIELD OF HOS- 
PITAL MANAGEMENT (U.S. CL. 107). 

FIRST USE 1-1-1988; IN COMMERCE 1-1-1988. 


SN 73-803,963. GARMAZ, INC., WOODBRIDGE, NJ. FILED 
6-2-1989. 


BULLET RECORDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS”, APART FROM THE MARK AS 
SHOWN. 

FOR RECORD MASTER PRODUCTION AND RELAT- 
ED CONSULTATION SERVICES (U.S. CL. 107). 

FIRST USE 4-0-1981; IN COMMERCE 4-0-1981. 
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SN 73-804,585. SENTINEL COMMUNICATIONS COMPA- 
NY, ORLANDO, FL. FILED 6-5-1989. 


READING ROUNDUP 


FOR ORGANIZING A COMMUNITY BOOK GIVE- 
AWAY PROGRAM FOR FIFTH GRADERS (U.S. CL. 107). 
FIRST USE 12-9-1987; IN COMMERCE 12-9-1987. 


SN 73-804,685. CLARK ATLANTA UNIVERSITY, INC., AT- 
LANTA, GA. FILED 5-25-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLEGE” AND “1869”, APART FROM THE 
MARK AS SHOWN. 

FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES NAMELY, PROVIDING COURSES OF INSTRUC- 
TION AT THE COLLEGE AND POST-GRADUATE 
LEVELS; ARRANGING AND CONDUCTING COLLEGE 
SPORTS EVENTS, CONCERTS, PLAYS, RADIO AND 
TELEVISION SHOWS (U.S. CL. 107). 

FIRST USE 0-0-1941; INCOMMERCE 0-0-1941. 


SN 73-804,688. CLARK ATLANTA UNIVERSITY, INC., AT- 
LANTA, GA. FILED 5-25-1989. 


ATLANTA UNIVERSITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “UNIVERSITY”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR EDUCATIONAL SERVICES -NAMELY PROVID- 
ING COURSES OF INSTRUCTION AT THE COLLEGE 
AND POST-GRADUATE LEVELS (U.S. CL. 107). 

FIRST USE 0-0-1865; IN COMMERCE 0-0-1865. 
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SN 73-804,691. CLARK ATLANTA UNIVERSITY, INC., AT- 
LANTA, GA. FILED 5-25-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “UNIVERSITY”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS IN PART OF A BOOK, SWORD 
AND PEN DESIGN. 

SEC. 2(F) AS TO “ATLANTA UNIVERSITY”. 

FOR EDUCATIONAL SERVICES —NAMELY, PROVID- 
ING COURSES OF INSTRUCTION AT THE COLLEGE 
AND POST-GRADUATE LEVELS (U.S. CL. 107). 

FIRST USE 0-0-1865; IN COMMERCE 0-0-1865. 


SN 73-805,070. PARAMOUNT ATTRACTIONS, INC., DBA 
PARAMOUNT PRODUCTIONS, CHICAGO, IL. FILED 
6-7-1989. 


THE DRAWING IS LINED TO SHOW THE COLOR RED 
WHICH FORMS A PART OF THE MARK. 

FOR PRODUCTION OF AUDIOVISUAL PROGRAMS 
UTILIZING SPEAKER SUPPORT GRAPHICS FOR THE 
VIDEO ENVIRONMENT (U.S. CL. 107). 

FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 


SN 73-808,842. TOLEDO HOSPITAL, THE, TOLEDO, OH. 
FILED 6-26-1989. 


DISCOVER NURSING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NURSING”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES - NAMELY, CON- 
DUCTING CLASSES IN NURSING (US. CL. 107). 

FIRST USE 8-0-1987; IN COMMERCE 8-0-1987. 
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SN 73-809,204. TALL TREE SYSTEMS, PALO ALTO, CA. 
FILED 6-26-1989. 


POCKET DIRECTIONS 


FOR PUBLICATION SERVICES, NAMELY PUBLISH- 
ING BOOKLETS, NEWSLETTERS, PRINTED ADVERTIS- 
ING MATERIALS, MAPS, COUPONS, MANUALS, 
GUIDES AND BOOKS CONTAINING CUSTOMIZED IN- 
FORMATION FOR OTHERS (U.S. CLS. 101 AND 107). 

FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 73-809,954. TIME-OUT FAMILY AMUSEMENT CEN- 
TERS, INC., FAIRFAX, VA. FILED 6-30-1989. 


MINI-GOLF...ON THE 
COURSE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MINI-GOLF”, APART FROM THE MARK AS 
SHOWN. 

FOR AMUSEMENT CENTER SERVICES (U.S. CL. 107). 

FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 


SN 73-811,243. ORGAIN, PETER A., DBA EXCELLENCE 
IN ACTION, SOUTH STRAFFORD, VT. FILED 7-7-1989. 


EXCELLENCE IN ACTION 


FOR EDUCATIONAL SERVICES, NAMELY, PRESENT- 
ING SEMINARS DESIGNED TO PROMOTE PERSONAL 
GROWTH AND INTERPERSONAL COMMUNICATION 
(U.S. CL. 107). 

FIRST USE 2-1-1989; IN COMMERCE 2-1-1989. 


SN 73-812,438. EXCALIBUR OPERA PRODUCTIONS, INC., 
MARINA DEL REY, CA. FILED 7-14-1989. 


EXCALIBUR OPERA 
PRODUCTIONS, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OPERA PRODUCTION, INC.”, APART FROM THE 
MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY PRO- 
DUCING AND STAGING INDOOR AND OUTDOOR 
OPERA PRODUCTIONS FOR OTHERS (U.S. CL. 107). 

FIRST USE 9-2-1988; IN COMMERCE 9-5-1988. 


SN 73-812,529. JOLLY TIME, INC., NEWARK, DE. FILED 
7-14-1989. 


POCKET CHANGE 


FOR COIN-OPERATED AMUSEMENT CENTER SERV- 
ICES (U.S. CL. 107). 
FIRST USE 4-1-1989; IN COMMERCE 4-1-1989. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-812,588. SUMMIT ORGANIZATION, INC., THE, 
REDWOOD CITY, CA. FILED 7-14-1989. 


MOMENTUM 


FOR EDUCATIONAL SERVICES NAMELY, CONDUCT- 
ING CLASSES AND WORKSHOPS IN THE COMMUNICA- 
TIONS FIELD (U.S. CL. 107). 

FIRST USE 1-6-1985; IN COMMERCE 1-6-1985. 


SN 73-812,817. HEMOPET, SANTA MONICA, CA. FILED 
7-17-1989. 


HEMOPET 


FOR EDUCATIONAL SERVICES NAMELY CONDUCT- 
ING LECTURES, WORKSHOPS, SEMINARS, PRESENT- 
ING PHOTOGRAPHIC SHOWS, AND PROVIDING RE- 
LATED MATERIALS RELATING TO VETERINARY 
MEDICINE, ANIMAL PROTECTION AND PRESERVA- 
TION, ANIMAL BLOOD BANKING AND ANIMAL 
EMERGENCY CARE (U.S. CL. 107). 

FIRST USE 12-0-1986; IN COMMERCE 12-0-1986. 


SN 73-812,908. JAMESTOWN NEW HORIZONS, FLORIS- 
SANT, MO. FILED 7-17-1989. 


THE STIPPLING AND LINING ARE FEATURES OF 
THE MARK AND DO NOT INDICATE COLOR. 

FOR RECREATIONAL THERAPY SERVICES IN THE 
NATURE OF PROVIDING HORSEBACK RIDING FOR 
THE HANDICAPPED (U.S. CLS. 100 AND 107). 

FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 
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SN 73-813,067. ROHRBACK, JOANNA, DBA JOANNA 
ROHRBACK, HOLLYWOOD, FL. FILED 7-17-1989. 


PRANCERCISE 


FOR PHYSICAL FITNESS INSTRUCTION SERVICES 
(U.S. CL. 107). 
FIRST USE 6-21-1989; IN COMMERCE 6-21-1989. 


SN 73-813,134. MR. MOVIES, INC., EDEN PRAIRIE, MN. 
FILED 7-17-1989. 


THE CHOICE IS CLEAR 


FOR VIDEO CASSETTE TAPE RENTAL SERVICES 
(U.S. CLS. 100 AND 107). 
FIRST USE 5-20-1989; IN COMMERCE 5-20-1989. 


SN 73-813,260. PLANNED PARENTHOOD OF METRO- 
POLITAN WASHINGTON, D.C., WASHINGTON, DC. 
FILED 7-18-1989. 


WAITT 


FOR PUTTING ON THEATRICAL PRODUCTIONS 
DEALING WITH SEX EDUCATION FOR TEENAGERS 
(U.S. CL. 107). 

FIRST USE 11-1-1979; IN COMMERCE 11-1-1979. 


SN 73-813,537. WILKINSON, BRENT M., ELK GROVE VIL- 
LAGE, IL. FILED 7-19-1989. 


MR. SAFETY 


OWNER OF U.S. REG. NO. 1,418,681. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAFETY”, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING SAFETY SEMINARS AND PRESENT- 
ING STAGE SHOWS DESIGNED TO EDUCATE THE AD- 
OLESCENT PUBLIC ON SAFETY AWARENESS (U.S. CL. 
107). 
FIRST USE 12-4-1984; IN COMMERCE 12-4-1984. 


SN 73-814,011. NEW YORK CITY OPERA, INC., THE, NEW 
YORK, NY. FILED 7-21-1989. 


NY CITY OPERA 


OWNER OF U.S. REG. NOS. 1,240,730, 1,243,203 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OPERA”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR ENTERTAINMENT SERVICES - NAMELY, PRES- 
ENTATION OF OPERAS (U.S. CL. 107). 

FIRST USE 8-0-1980; IN COMMERCE 8-0-1980. 
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SN 73-815,090. PIZZA HUT, INC., WICHITA, KS. FILED 
7-27-1989. 


HOOP-IT-UP 


FOR ENTERTAINMENT SERVICES - NAMELY CON- 
DUCTING BASKETBALL CONTEST (U.S. CL. 107). 
FIRST USE 3-8-1988; IN COMMERCE 3-8-1988. 


SN 73-815,104. FOUNDATION FOR NEW AMERICAN 
MUSIC, CULVER CITY, CA. FILED 7-27-1989. 


THE NEW AMERICAN 
ORCHESTRA 


OWNER OF U.S. REG. NO. 1,254,142. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORCHESTRA”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY, MUSI- 
CAL SERVICES RENDERED BY AN INSTRUMENTAL 
GROUP (U.S. CL. 107). 

FIRST USE 4-27-1981; IN COMMERCE 4-27-1981. 


SN 73-815,621. CITYGOLF DALLAS, INC., DALLAS, TX. 
FILED 7-31-1989. 


CITYGOLF 


FOR ENTERTAINMENT SERVICES FEATURING AN 
INDOOR MINIATURE GOLF FACILITY (U.S. CL. 107). 
FIRST USE 5-4-1988; IN COMMERCE 5-4-1988. 


SN 73-816,673. JOURNEY INTO THE WILD FOUNDA- 
TION, LTD., HAZELHURST, WI. FILED 8-3-1989. 


JOURNEY INTO THE WILD 


FOR WILD ANIMAL EXHIBITION SERVICES (U.S. CL. 
107). 
FIRST USE 10-0-1987; IN COMMERCE 10-0-1987. 


SN 73-816,723. P.G. PRODUCTIONS, MYRTLE BEACH, SC. 
FILED 8-3-1989. 


HIGH STEPPIN' 


COUNTRY 


FOR PROVIDING A MUSICAL ENTERTAINMENT 
SHOW INCLUDING SINGING AND DANCING (U.S. CL. 
107). 

FIRST USE 5-1-1977; IN COMMERCE 5-1-1977. 
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SN 73-816,896. ATKINS, STUART, DBA THE REXFORD 
GROUP, BEVERLY HILLS, CA. FILED 8-4-1989. 


STRESS MASTERS 


OWNER OF U.S. REG. NO. 1,432,413. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRESS”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, A PER- 
SONAL IMPROVEMENT COURSE (U.S. CL. 107). 

FIRST USE 5-19-1989; IN COMMERCE 5-19-1989. 


SN 73-817,745. JAZZERCISE, 
FILED 8-7-1989. 


INC., CARLSBAD, CA. 


FIT IS IT 


OWNER OF U.S. REG. NO. 1,470,096. 

FOR INFORMATIONAL SERVICES, NAMELY, TOLL- 
FREE TELEPHONE LINE SERVICES GIVING INFORMA- 
TION ON CLASSES AVAILABLE THROUGHOUT THE 
WORLD (U.S. CL. 107). 

FIRST USE 2-15-1984; IN COMMERCE 2-15-1984. 


CLASS 42—MISCELLANEOUS SERVICES 


SN 73-486,089. JACK WADE PRODUCTIONS, INC., ANA- 
HEIM, CA. FILED 6-20-1984. 


CRACKERS 


SSSSS 
FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 1-13-1983; INCOMMERCE 1-13-1983. 
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SN 73-626,394. HOUSECALL, INC. KNOXVILLE, TN. 
FILED 10-22-1986. 


HOUSEC ALL 


FOR PROVIDING IN-HOME NURSING, THERAPY, 
HOUSEKEEPING AND COMPANIONSHIP SERVICES 
(U.S. CL. 100). 

FIRST USE 5-7-1986, IN COMMERCE 5-7-1986. 


SN 73-640,463. PACIFIC BUSINESS GROUP, INC., DBA 
DESIGN FOR LIVING, INC., SAN DIEGO, CA. BY 
MERGER WITH DESIGN FOR LIVING, INC., SAN 
DIEGO, CA. FILED 1-20-1987. 


DESIGN 


FOR LIVING 


OWNER OF U.S. REG. NO. 1,413,471. 

FOR RETAIL STORE AND DISTRIBUTORSHIP SERV- 
ICES IN THE FIELD OF HOME AND OFFICE FURNISHS- 
INGS, FLOOR COVERINGS, WINDOW TREATMENTS 
AND FURNITURE (U.S. CL. 101). 

FIRST USE 7-0-1986, IN COMMERCE 7-0-1986. 
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SN 73-680,621. TOKOS MEDICAL CORPORATION, SANTA 
ANA, CA. FILED 8-25-1987. 


TOKOS 


FOR PERINATAL NURSING SERVICES (U.S. CL. 100). 
FIRST USE 10-0-1986; IN COMMERCE 10-0-1986. 


SN 73-693,840. CARFAX, INC., COLUMBIA, MO. FILED 
11-5-1987. 


CARFAX 


FOR LEASING ACCESS TIME TO A, COMPUTER 
DATA BASE CONTAINING MOTOR VEHICLE TITLE 
HISTORIES (U.S. CL. 100). 

FIRST USE 10-9-1984; IN COMMERCE 1-10-1985. 


SN 73-709,302. RICHARD SIMMONS, INC., LOS ANGELES, 
CA. ASSIGNEE OF WEEKS, SUZANNE C., LA JOLLA, 
CA. FILED 2-4-1988. 


DEAL-A-MEAL 


FOR CONSULTING SERVICES IN THE FIELD OF 
WEIGHT LOSS AND NUTRITION (U.S. CL. 100). 
FIRST USE 6-23-1982; IN COMMERCE 9-9-1983. 


SN 73-714,663. SHEPCOMM INC., DBA TEC CELLULAR 
ANTENNA CO., FOUNTAIN VALLEY, CA. FILED 
3-4-1988. 


_=F C 


THE LINING AS SHOWN IN THE DRAWING DOES 
NOT REPRESENT COLOR. 

FOR MAIL AND TELEPHONE ORDER SERVICES IN 
THE FIELD OF ELECTRICAL AND COMMUNICATIONS 
EQUIPMENT AND MOUNTING HARDWARE FOR SUCH 
ITEMS (U.S. CL. 101). 

FIRST USE 4-1-1985; IN COMMERCE 4-1-1985. 
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SN 73-744,281. INSTANT JUNGLE, INC., ROCKFORD, IL. 


FILED 8-5-1988. 


FOR PLANT RENTAL SERVICES, RETAIL PLANT 
STORE SERVICES; CONSULTING SERVICES IN THE 
FIELD OF PLANTS; AND INTERIOR LANDSCAPE GAR- 
DENING AND DESIGN SERVICES (U.S. CLS. 100 AND 
101). 

FIRST USE 5-1-1979; IN COMMERCE 12-15-1984. 


SN 73-745,228. CLAIR, STEVEN H., DBA THE NORWE- 
GIAN FOREST CAT BREEDERS CONSORTIUM, 
PAOLI, PA. FILED 8-10-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NORWEGIAN FOREST CAT BREEDERS CONSOR- 
TIUM”, APART FROM THE MARK AS SHOWN. 

FOR ASSOCIATION SERVICES, NAMELY PROMOT- 
ING THE INTERESTS OF CAT BREEDERS (U.S. CL. 100). 

FIRST USE 1-1-1987; IN COMMERCE 1-1-1987. 
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SN 73-747,782. DOWNEY DESIGNS INTERNATIONAL, 
INC., DBA GORDON’S JEWELERS, INDIANAPOLIS, 
IN. FILED 8-23-1988. 


ROUKS 1 RCHES 
late Rit Booeifna 


FOR DESIGNING JEWELRY TO THE ORDER AND/OR 
SPECIFICATION OF OTHERS AND RETAIL JEWELRY 
STORE SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 2-5-1988; IN COMMERCE 3-1-1988. 


SN 73-748,606. ALKAHN LABELS, INC., NEW YORK, NY. 
FILED 8-29-1988. 


FOR PACKAGING DESIGN SERVICES (U.S. CL. 100). 
FIRST USE 5-25-1988; IN COMMERCE 5-25-1988. 


SN 73-749,890. MANAGEMENT SUPPLY COMPANY, 
FARMINGTON HILLS, MI. FILED 9-2-1988. 


=::=Management 
Supply Company 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUPPLY COMPANY”, APART FROM THE MARK 
AS SHOWN. 

THE MARK CONSISTS OF A STYLIZED DEPICTION 
OF A BUILDING AND ROOFS. 

SEC. 21F) AS TO THE WORDS “MANAGEMENT 
SUPPLY COMPANY”. 

FOR TELEPHONE DIRECT MERCHANDISE SALES, 
RETAIL OUTLET AND DISTRIBUTORSHIP SERVICES 
OF HARDWARE, ELECTRICAL APPLIANCES AND 
MAINTENANCE SUPPLIES FOR APARTMENT BUILD- 
INGS (U.S. CL. 101). 

FIRST USE 6-0-1980; IN COMMERCE 6-0-1980. 


SN 73-753,562. HOFHEIMER’S INC., NORFOLK, VA. 
FILED 9-21-1988. 


HOFHEIMERS 


OWNER OF U.S. REG. NOS. 89,259, 
OTHERS. 

SEC. 2(F). 

FOR RETAIL SHOE STORE SERVICES (U.S. CL. 101). 

FIRST USE 0-0-1890; IN COMMERCE 0-0-1890. 


1,391,931 AND 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-757,836. HEALTHCARE PRESCRIPTION SERVICES, 
INC., DBA HEALTHCARE PRESCRIPTION SERVICES, 
INDIANAPOLIS, IN. FILED 10-17-1988. 


Q7 


FOR PHARMACY SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 9-12-1988; IN COMMERCE 9-12-1988. 


SN 73-761,922. SALON SUPPLIES LTD., MILWAUKEE, WL 
FILED 11-4-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SALON SUPPLIES LTD.”, APART FROM THE 
MARK AS SHOWN. 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
SALON SUPPLIES (U.S. CL. 101). 

FIRST USE 10-1-1988; IN COMMERCE 10-1-1988. 


SN 73-762,119. DIAL A MATTRESS FRANCHISE CORP., 
RIDGEWOOD, NY. FILED 11-7-1988. 


(212) M-A-T-T-R-E-S 


OWNER OF U.S. REG. NO. 1,339,658. 

THE DRAWING IS LINED TO INDICATE THAT THE 
AREA CODE WILL CHANGE. 

FOR RETAIL OUTLET SERVICES AND RETAIL 
STORE SERVICES FEATURING MATTRESSES (U.S. CL. 
101). 

FIRST USE 8-1-1976, IN COMMERCE 8-1-1976. 
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SN 73-763,669. AMERICAN COLLEGE OF CLINICAL 
PHARMACY, KANSAS CITY, MO. FILED 11-14-1988. 


AMERICAN COLLEGE OF 
CLINICAL PHARMACY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLEGE OF CLINICAL PHARMACY”, APART 
FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR ASSOCIATION SERVICES, NAMELY PROMOT- 
ING THE INTERESTS OF CLINICAL PHARMACISTS 
(U.S. CL. 100). 

FIRST USE 10-9-1979; IN COMMERCE 10-9-1979. 


SN 73-765,161. LO AND ASSOCIATES COMPANY, INC., 
VANCOUVER, WA. FILED 11-21-1988. 


fa 


THE MARK CONSISTS IN PART OF THE LETTERS 
“LC” AND “LO”. 

FOR DISTRIBUTORSHIP SERVICE IN THE FIELD OF 
TOYS AND NOVELTY AND SPECIAL ITEMS (US. CL. 
101). 

FIRST USE 8-28-1982; IN COMMERCE 8-28-1982. 


SN 73-766,979. CROCKER-FELS COMPANY, THE, CINCIN- 
NATI, OH. FILED 12-2-1988. 


FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 


MEDICAL INSTRUMENTS, EQUIPMENT AND SUPPLIES 
(U.S. CL. 101). 


FIRST USE 4-19-1988; IN COMMERCE 4-19-1988. 


OFFICIAL GAZETTE 
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SN 73-767,016. LIESKE GENETICS, INC., HENDERSON, 
MN. FILED 12-5-1988. 


(3) Lieske Genetics 
Sane GeeenaE COnamInaSE: 


OWNER OF U.S. REG. NO. 1,552,174. 

THE LINING AND STIPPLING ARE FEATURES OF 
THE MARK AND DO NOT INDICATE COLOR. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
LIVE HOGS AND PIGS (US. CL. 101). 

FIRST USE 10-18-1988, FIRST USED IN ANOTHER 
FORM ON FEBRUARY, 1984; IN COMMERCE 10-18-1988, 
FIRST USED IN COMMERCE IN ANOTHER FORM ON 
FEBRUARY, 1984. 


SN 73-768,031. J & D PROMOTIONS, INC., WARSAW, MO. 
FILED 12-8-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE “RX” PRESCRIPTION SYMBOL, APART FROM 
THE MARK AS SHOWN. 

FOR RETAIL PHARMACY SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 10-14-1988; IN COMMERCE 10-14-1988. 
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SN 73-768,465. NUTRASWEET COMPANY, THE, DEER- 
FIELD, IL. FILED 12-9-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAMPLER CAFE”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING SHOWN IN THE DRAWING IS A 
FEATURE OF THE MARK AND IS NOT INTENDED TO 
SHOW COLOR. 

FOR RESTAURANT SERVICES AND RETAIL BAKERY 
SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 11-22-1988; IN COMMERCE 11-22-1988. 


SN 73-768,895. G. W. BARTLETT CO., INC., MUNCIE, IN. 
FILED 12-12-1988. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EST. 1969” AND “CO.”, APART FROM THE MARK 
AS SHOWN. 

THE FLAG IN THE DRAWING IS LINED FOR THE 
COLOR BLUE. THE LINING ON THE BANNER SHOWN 
IN THE DRAWING IS A FEATURE OF THE MARK AND 
IS NOT INTENDED TO INDICATE COLOR. 

THE NAME “G. W. BARTLETT” IDENTIFIES A PAR- 
TICULAR LIVING INDIVIDUAL WHOSE CONSENT IS 
OF RECORD. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
AUTOMOBILE PARTS AND ACCESSORIES (U.S. CL. 101). 

FIRST USE 10-1-1985; IN COMMERCE 10-1-1985. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-769,546. EAGLE AERIAL PHOTOGRAPHY, COSTA 


MESA, CA. FILED 12-15-1988. 


PHOTOGRAPHY 


N° CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AERIAL PHOTOGRAPHY” AND THE REPRESEN- 
TATION OF A CAMERA, APART FROM THE MARK AS 
SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR AERIAL PHOTOGRAPHY SERVICES (US. CLS. 
100 AND 101). 

FIRST USE 4-10-1987; IN COMMERCE 4-10-1987. 


SN 73-770,577. HOROWITZ, HOWARD, CORAL GABLES, 
FL. FILED 12-20-1988. 


THE TRAFFIC TICKET 
DEFENSE CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE TRAFFIC TICKET DEFENSE CENTER”, 
APART FROM THE MARK AS SHOWN. 

FOR LEGAL SERVICES, NAMELY, REPRESENTING 
CLIENTS IN MATTERS INVOLVING TRAFFIC COURT 
LITIGATION (U.S. CLS. 100 AND 101). 

FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 
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SN 73-770,669. D J & J SOFTWARE CORPORATION, DBA 
EGGHEAD DISCOUNT SOFTWARE, ISSAQUAH, WA. 
FILED 12-21-1988. 


EGGSPERT 


FOR CONSULTING SERVICES IN THE USE AND AP- 
PLICATION OF PERSONAL AND BUSINESS COMPUTER 
PROGRAMS (U.S. CLS. 100 AND 101). 

FIRST USE 6-0-1985; IN COMMERCE 6-0-1985. 


SN 73-771,646. WATHEN, ROBERT C., DBA LOOSELEAF 
EXPRESS, OLNEY, MD. FILED 12-27-1988. 


Looseleaf Express 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LOOSELEAF”, APART FROM THE MARK AS 
SHOWN. 

FOR DISTRIBUTORSHIP SERVICES DEALING WITH 
STATIONERY SUPPLIES AND OFFICE EQUIPMENT 
(U.S. CL. 101). 

FIRST USE 10-25-1988; IN COMMERCE 11-23-1988. 


SN 73-771,778. READY READING GLASSES 
DALLAS, TX. FILED 12-27-1988. 


Yeises fe — 


INC., 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “READING GLASSES”, APART FROM THE MARK 
AS SHOWN. 

FOR RETAIL STORE AND WHOLESALE SERVICES IN 
THE FIELD OF NON-PRESCRIPTION READING GLASS- 
ES (U.S. CL. 101). 

FIRST USE 7-12-1987; IN COMMERCE 8-4-1987. 


SN 73-775,171. TOUCHMARK LIVING CENTERS, INC., 
BEAVERTON, OR. FILED 1-13-1989. 


TOUCHMARK 


FOR NURSING HOME SERVICES, NURSING CARE 
SERVICES, CONVALESCENT HOME SERVICES, RE- 
TIREMENT HOME SERVICES, MANAGEMENT OF 
NURSING, CONVALESCENT, AND RETIREMENT 
HOMES, AND CONSULTING SERVICES TO OTHERS IN 
THE DESIGN AND OPERATION OF NURSING, RETIR- 
EMNT, AND CONVALESCENT HOMES (U.S. CL. 100). 

FIRST USE 11-0-1988; IN COMMERCE 11-0-1988. 


OFFICIAL GAZETTE 
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SN 73-776,039. STOP & SHOP SUPERMARKET COMPANY, 
THE, BRAINTREE, MA. FILED 1-23-1989. 


TEDESCHI 


SEC. 2(F). 

FOR RETAIL FOOD SUPERMARKET SERVICES (US. 
CL. 101). 

FIRST USE 0-0-1947; IN COMMERCE 0-0-1961. 


SN 73-776,921. INSTITUTE FOR SCIENTIFIC INFORMA- 
TION, INC., PHILADELPHIA, PA. FILED 1-26-1989. 


ISTP SEARCH 


OWNER OF U.S. REG. NOS. 1,117,678 AND 1,210,873. 

FOR LEASING ACCESS TIME TO A COMPUTER 
DATA BASE WHICH INDEXES SCIENTIFIC AND TECH- 
NICAL PROCEEDINGS LITERATURE (U.S. CLS. 100 AND 
101). 

FIRST USE 10-20-1988; IN COMMERCE 10-20-1988. 


SN 73-778,874. HEALTHNETWORK, OAK BROOK, IL. 
FILED 2-6-1989. 


THE MANAGED CARE 
ADVANTAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MANAGED CARE”, APART FROM THE MARK AS 
SHOWN. 

FOR HEALTH CARE SERVICES IN THE NATURE OF 
A PREFERRED PROVIDER ORGANIZATION (U.S. CL. 
101). 

FIRST USE 10-14-1987; IN COMMERCE 10-14-1987. 


SN 73-780,402. AMERICAN SERVICE BUREAU, INC., DES 
PLAINES, IL. FILED 2-13-1989. 


THE MARK CONSISTS IN PART OF THE LETTER “B” 
AND “P” SUPERIMPOSED WITH A FANCIFUL FIGURE 
OF A MAN APPEARING WITHIN THE CIRCULAR POR- 
TION OF THE SUPERIMPOSED LETTERS. 

FOR EXAMINING PATIENTS FOR PURPOSES OF RE- 
CORDING AND FURNISHING INFORMATION ON THE 
BODY MEASUREMENTS AND HEALTH HISTORIES OF 
SUCH PATIENTS (U.S. CL. 100). 

FIRST USE 2-11-1972; IN COMMERCE 2-11-1972. 
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SN 73-781,982. ADVANCED BIOMEDICAL TECHNOL- 
OGIES, BRONX, NY. FILED 2-21-1989. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK CONSISTS OF THE LETTERS “ABT” IN 
STYLIZED FORM. 

FOR PSYCHIATRIC COUNSELING SERVICES (U.S. CL. 
100). 

FIRST USE 1-26-1989; IN COMMERCE 1-26-1989. 


SN 73-782,592. SCRIPTO-TOKAI CORPORATION, DBA 
THE SCRIPTO CORPORATION, RANCHO CUCA- 
MONGA, CA. FILED 2-23-1989. 


OWNER OF U.S. REG. NOS. 
OTHERS. 

THE MARK CONSISTS, IN PART, OF THE WORDS 
“SCRIPTO MED.PT. USA” ON THE DEPICTION OF A 
PEN. 

FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS OF MEMBERS IN FOSTERING 
LETTER WRITING SKILLS, CURBING THE SPREAD OF 
POOR PENMANSHIP AND ILLEGIBLE HANDWRITING 
(U.S. CL. 100). 

FIRST USE 5-21-1988; IN COMMERCE 5-21-1988. 


192,632, 1,368,955 AND 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 73-785,359. OSTERFELD ENTERPRISES, INC., CINCIN- 
NATI, OH. FILED 3-8-1989. 


ny 6" Rowers 


FOR RESTAURANT SERVICES AND CARRY-OUT 
FOOD SERVICES (U.S. CL. 100). 
FIRST USE 10-20-1988; IN COMMERCE 10-20-1988. 


SN 73-786,663. UNITED STATES TESTING COMPANY, 
HOBOKEN, NJ. FILED 3-14-1989. 


LIFEGUARD 


FOR LIFE ASSESSMENT INSPECTION, TESTING AND 
ENGINEERING SERVICES FOR EVALUATION OF 
ELECTRIC POWER GENERATION FACILITIES (U.S. CL. 
100). 

FIRST USE 9-30-1987; IN COMMERCE 9-30-1987. 


SN 73-788,423. ASSOCIATION OF AUTOMOTIVE AFTER- 
MARKET DISTRIBUTORS, INC., MEMPHIS, TN. FILED 
3-22-1989. 


AMERICA’S FAMILY OF 
AUTO PARTS STORES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUTO PARTS STORES”, APART FROM THE 
MARK AS SHOWN. 

FOR RETAIL AUTOMOBILE PARTS STORE SERVICES 
(U.S. CL. 101). 

FIRST USE 12-1-1988; IN COMMERCE 12-1-1988. 


SN 73-788,855. BEST CUTS, INC, CLEVELAND, OH. 
FILED 3-24-1989. 


BEST CUTS 


SEC. 2(F). 

FOR HAIR CUTTING AND STYLING SERVICES (U.S. 
CL. 100). 

FIRST USE 6-22-1984; IN COMMERCE 6-26-1984. 
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SN 73-789,424. PEBBLE BEACH COMPANY, PEBBLE 
BEACH, CA. FILED 3-27-1989. 


TRAPS 


FOR COCKTAIL LOUNGE SERVICES (U.S. CL. 100). 
FIRST USE 11-24-1987; IN COMMERCE 11-24-1987. 


SN 73-789,705. BONTE CHOCOLAT, INC., RIDGEWOOD, 
NJ. FILED 3-28-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHOCOLAT”, APART FROM THE MARK AS 
SHOWN. 

THE LINING OF THE MARK INDICATES THAT SUCH 
MARK IS LINED FOR THE COLOR RED. 

THE ENGLISH TRANSLATION OF THE WORDS 
“BONTE” AND “CHOCOLAT” IN THE MARK IS “ALL 
GOOD THINGS” AND “CHOCOLATE”, RESPECTIVELY. 

FOR WHOLESALE AND RETAIL STORE SERVICES, 
IN CONNECTION WITH THE SALE OF CHOCOLATES, 
CONFECTIONS, COFFEE, TEA AND CAKE (U.S. CL. 101). 

FIRST USE 9-24-1988; IN COMMERCE 9-24-1988. 


SN 73-790,469. AMERICAN IRON MOTORCYCLE CLUB, 
INC., NEW MILFORD, NJ. FILED 4-3-1989. 


AMERICAN IRON 


FOR MOTORCYCLE CLUB SERVICES (U.S. CLS. 100, 


103 AND 105). 
FIRST USE 8-28-1981; IN COMMERCE 8-28-1981. 
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SN 73-791,889. LEVITZ FURNITURE CORPORATION, 


BOCA RATON, FL. FILED 4-7-1989. 


OWNER OF US. REG. NOS. 966,741, 1,073,382 AND 


OTHERS. 


FOR RETAIL FURNITURE AND HOME FURNISHING 


STORE SERVICES (U.S. CL. 101). 


FIRST USE 1-1-1989; IN COMMERCE 1-1-1989. 


SN 73-791,998. MIELE, PATRICK A., DBA TR’S GREAT 


AMERICA, WILLISTON PARK, NY. FILED 4-7-1989. 


TR’S GREAT AMERICAN 


OWNER OF U.S. REG. NOS. 1,181,640 AND 1,228,779. 
FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 8-31-1981; IN COMMERCE 11-25-1981. 


SN 73-791,999. MIELE, PATRICK A., DBA TR’S GREAT 
AMERICAN, WILLISTON PARK, NY. FILED 4-7-1989. 


OWNER OF U.S. REG. NOS. 1,181,640 AND 1,228,779. 
FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 8-31-1981; IN COMMERCE 11-25-1981. 
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SN 73-793,351. HUB DISTRIBUTING, INC., ONTARIO, CA. 
FILED 4-14-1989. 


OWNER OF U.S. REG. NOS. 1,093,873 AND 1,096,347. 

FOR RETAIL CLOTHING STORE SERVICES (U.S. CL. 
101). 

FIRST USE 7-28-1988; IN COMMERCE 7-28-1988. 


SN 73-794,132. SOFTWARE ACQUISITION CORP. INC., 
DBA UNIVAR AND DBA SOFTWARE CENTRAL, 
GLENDALE, CA. FILED 4-18-1989. 


UNIVAR 


FOR USE IN CONNECTION WITH WHOLESALE DIS- 
TRIBUTORSHIP SERVICES IN THE FIELD OF COMPUT- 
ER SOFTWARE, EQUIPMENT, AND SUPPLIES (U.S. CL. 
101). 

FIRST USE 4-17-1989; IN COMMERCE 4-17-1989. 


SN 73-794,190.. NATIONAL CONFERENCE OF STATE 
LEGISLATURES, DENVER, CO. FILED 4-18-1989. 


LEGISNET 


FOR PROVIDING AND LEASING ACCESS TIME TO A 
COMPUTER DATA BASE CONSISTING OF BIBLIO- 
GRAPHIC AND OTHER LEGISLATIVE AND PUBLIC 
POLICY DOCUMENTS AND INFORMATION (U.S. CLS. 
100 AND 101). 

FIRST USE 11-15-1984; IN COMMERCE 11-15-1984. 
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SN 73-795,421. BARROWS, WALTER S., SR., PH.D., CAR- 
PINTERIA, CA. FILED 4-24-1989. 


DR. DIRT 


FOR CONSULTING SERVICES IN THE FIELD OF 
LANDSCAPING, HORTICULTURE, ARBORICULTURE, 
AND AGRICULTURE MATTERS (U.S. CL. 100). 

FIRST USE 9-1-1984; IN COMMERCE 9-1-1984. 


SN 73-795,455. MAISON DE VILLE LTD., HOUSTON, TX. 
FILED 4-24-1989. 


MAISON DE VILLE 


THE ENGLISH TRANSLATION OF THE WORDS 
“MAISON DE VILLE” IN THE MARK IS “HOUSE OF 
CITIES”. 

FOR HOTEL AND RESTAURANT SERVICES (U.S. CL. 
100). 
FIRST USE 1-0-1949; IN COMMERCE 1-0-1949. 


SN 73-796,804. CONNOR, EDWARD H., Ill, DBA GOL- 
FORMS, CASSELBERRY, FL. FILED 5-1-1989. 


GOLFORMS 


FOR DESIGN SERVICES IN THE FIELD OF GOLF 
COURSES AND MODELING OF GOLF COURSES 
THROUGH THE USE OF A COMPUTER (U.S. CL. 100). 

FIRST USE 1-31-1987; IN COMMERCE 6-30-1987. 


SN 73-798,246. STEIMER, BERNARD, DBA ADJUSTED 
FOR LIFE, ERIE, PA. FILED 5-8-1989. 


ADJUSTED FOR LIFE 


FOR CHIROPRACTIC SERVICES (U.S. CL. 100). 
FIRST USE 3-8-1989; IN COMMERCE 3-8-1989. 


SN 73-798,830. SIERRA CLUB, SAN FRANCISCO, CA. 
FILED 5-9-1989. 


SIERRA CLUB 


FOR MAIL ORDER SALES SERVICES IN THE FIELD 
OF BOOKS, CARDS, CALENDARS, T-SHIRTS AND 
OUTING (U.S. CL. 101). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 
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SN 73-800,414. PUBLIC EMPLOYEES ROUNDTABLE, 
WASHINGTON, DC. FILED 5-15-1989. 


s 
e e 
A -. 
e @ 
Rm & im 
FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS OF PUBLIC EMPLOYEES AND 


PUBLIC SERVICE (U.S. CL. 100). 
FIRST USE 10-0-1985; IN COMMERCE 10-0-1985. 


SN 73-803,361. WAREHOUSE HOME FURNISHINGS DIS- 
TRIBUTORS, INC., DBA FARMERS FURNITURE COM- 
PANY, DUBLIN, GA. FILED 5-30-1989. 


EE 


FARMERS 
FURNITURE 


=A PPLIANGES===ELEGTRONIGS= 


OWNER OF U.S. REG. NO. 1,378,565. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FURNITURE” AND “APPLIANCES AND ELEC- 
TRONICS”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLOR BLUE. 

FOR RETAIL FURNITURE, APPLIANCES AND HOME 
FURNISHINGS STORE SERVICES (U.S. CL. 101). 

FIRST USE 11-6-1988; IN COMMERCE 11-6-1988. 
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SN 73-803,672. GREAT AMERICAN RESTAURANTS, INC., 
FALLS CHURCH, VA. FILED 5-31-1989. 


GREAT AMERICAN 
RESTAURANTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RESTAURANTS”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 4-14-1984; IN COMMERCE 4-14-1984. 


SN 73-803,974. TELEDYNE MECCA, HOUSTON, TX. 
FILED 6-2-1989. 


_Y’ALL COME BACK 


FOR CUSTOM DESIGN AND PRINTING OF CUPS AND 
MUGS (U.S. CL. 100). 
FIRST USE 7-7-1987; IN COMMERCE 7-7-1987. 


SN 73-804,797. MARUCHAN, INC., IRVINE, CA. FILED 
6-5-1989. 


PORT-MARU 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 10-11-1983; IN COMMERCE 10-11-1983. 


SN 73-807,088. CULINARY ARCHITECT, INC., MANHAS- 
SET, NY. FILED 6-16-1989. 


THE LINING IS A FEATURE OF THE MARK; AND 
DOES NOT INDICATE COLOR. 

THE MARK CONSISTS OF A VARIETY OF KITCHEN 
UTENSILS DESIGNED TO RESEMBLE A SKYLINE. 

FOR CATERING SERVICES AND EVENT COORDINA- 
TION (U.S. CL. 100). 

FIRST USE 7-1-1986; IN COMMERCE 12-15-1986. 
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SN 73-809,895. ROYAL CANADIAN FOODS CORP., THE, 
NEW YORK, NY. FILED 6-29-1989. 


THE ROYAL CANADIAN 
PANCAKE HOUSE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CANADIAN” AND “PANCAKE HOUSE”, APART 
FROM THE MARK AS SHOWN. 

FOR RESTAURANT AND CATERING SERVICES (U.S. 
CL. 100). 

FIRST USE 6-27-1989; IN COMMERCE 6-27-1989. 


SN 73-810,186. GOLDBERG LAW OFFICES, PHOENIX, 
AZ. FILED 7-3-1989. 


THE INJURY LAWYERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LAWYERS”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING LEGAL SERVICES (U.S. CL. 100). 

FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 


SN 73-810,637. QUADREL SERVICES, INCORPORATED, 
LJAMSVILLE, MD. FILED 7-3-1989. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR TRACE-GAS DETECTION SERVICES, USED IN 
ENVIRONMENTAL SURVEYS AND EXPLORATION (U.S. 
CLS. 100 AND 106). 

FIRST USE 5-30-1988; IN COMMERCE 5-30-1988. 
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SN 73-810,638. QUADREL SERVICES, INCORPORATED, 
UAMSVILLE, MD. FILED 7-3-1989. 


EMFLUX 


FOR TRACE-GAS DETECTION SERVICES, USED IN 
ENVIRONMENTAL SURVEYS AND EXPLORATION (U.S. 
CLS. 100 AND 106). 

FIRST USE 5-30-1988; IN COMMERCE 5-30-1988. 


SN 73-810,692. ZAKHEIM, MYLES, D.O., DBA OPTOME- 
TRIX, LOS ANGELES, CA. FILED 7-3-1989. 


Oo 


OPTOMETRIX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AN OPTOMETRIC CENTER”, APART FROM THE 
MARK AS SHOWN. 

FOR RETAIL EYEGLASS AND ACCESSORY STORE 
SERVICES (U.S. CL. 100). 

FIRST USE 9-1-1988; IN COMMERCE 11-15-1988. 


SN 73-811,065. WEE WATCH DAY CARE SYSTEMS INC., 
MARKHAM, ONTARIO, CANADA, FILED 6-30-1989. 


Wee 


¢ Watch 4 


OWNER OF CANADA REG. NO. 347620, DATED 
11-10-1988, EXPIRES 11-10-2003. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE. “PRIVATE HOME DAY CARE”, APART FROM THE 
MARK AS SHOWN. 

FOR PRIVATE HOME CHILD DAY CARE SERVICES 
(U.S. CLS. 100 AND 101). 
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SN 73-811,283. CHARTER OAK PHARMACY, INC., CA- 
MARILLO, CA. FILED 7-7-1989. 


THE ADVANTAGE 
PHARMACY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PHARMACY”, APART FROM THE MARK AS 
SHOWN. 

FOR MAIL ORDER PHARMACY SERVICES (U.S. CL. 
101). 

FIRST USE 11-1-1987; IN COMMERCE 11-1-1987. 


SN 73-811,465. MOBILE DIAGNOSTIC IMAGING, LAN- 
CASTER, PA. FILED 7-10-1989. 


MOBILE DIAGNOSTIC IMAGING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOBILE DIAGNOSTIC IMAGING”, APART FROM 
THE MARK AS SHOWN. 

FOR MEDICAL SERVICES, NAMELY, PROVIDING UL- 
TRASOUND SONOGRAPHY TESTING (U.S. CL. 100). 

FIRST USE 6-0-1987; IN COMMERCE 6-0-1987. 


SN 73-811,713. COLEMAN OIL COMPANY, INC., PIKE- 
VILLE, KY. FILED 7-10-1989. 


TRUCKERS ONLY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRUCKERS”, APART FROM THE MARK AS 
SHOWN. 

FOR TRUCKSTOP SERVICES (U.S. CLS. 100, 101 AND 
103). 

FIRST USE 5-30-1989; IN COMMERCE 5-30-1989. 


SN 73-811,845. HOUSEHOLD DRIVERS REPORT, INC., 
HOUSTON, TX. FILED 7-11-1989. 


HDR 


FOR REPORTING SERVICES TO INSURANCE COMPA- 
NIES ON HOUSEHOLD DRIVERS (U.S. CLS. 100 AND 
101). 

FIRST USE 5-16-1989; IN COMMERCE 5-16-1989. 
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SN 73-812,301. USF&G CORPORATION, BALTIMORE, MD. 
FILED 7-13-1989. 


PROBLEM BUSTERS 


Simple Solutions to Complex Problems 


FOR CONSULTING SERVICES FOR CONFLICT RESO- 
LUTION (U.S. CL. 100). 
FIRST USE 10-19-1987; INCOMMERCE 10-19-1987. 


SN 73-812,781. PESEK, DAVID JAMES, DEERFIELD 
BEACH, FL. FILED 7-17-1989. 


CENTER FOR EFFECTIVE 
LIVING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CENTER”, APART FROM THE MARK AS SHOWN. 

FOR HOLISTIC HEALTH CLINIC SERVICES (U.S. CL. 
100). 

FIRST USE 1-2-1976; IN COMMERCE 1-2-1976. 


SN 73-812,831. 
7-17-1989. 


NIMBY INC., BREWSTER, NY. FILED 


NIMBY INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING SHELTER, FOOD, CLOTHING, MED- 
ICINE AND RELATED INFORMATION TO THE HOME- 
LESS (U.S. CL. 100). 

FIRST USE 5-1-1988; IN COMMERCE 5-1-1988. 


SN 73-812,932. TRIXIE CORP., THE, NEW YORK, NY. 
FILED 7-17-1989. 


TRIXTIES 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 12-31-1987; IN COMMERCE 12-31-1987. 
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SN 73-813,502. CEPHALON, iINC., WEST CHESTER, PA. 
FILED 7-19-1989. 


NEUROSCREEN 


FOR BIOTECHNOLOGY RESEARCH SERVICES FOR 
DETERMINING THE NEURONAL SURVIVAL AND RE- 
GENERATION ACTIVITY OF MOLECULES IN BOTH 
TISSUE CULTURE AND ANIMAL MODELS (US. CL. 
100). 

FIRST USE 10-17-1988; IN COMMERCE 10-17-1988. 


SN 73-813,560. CEPHALON, INC., WEST CHESTER, PA. 
FILED 7-19-1989. 


CEPHALON 


FOR BIOTECHNOLOGY RESEARCH AND DEVELOP- 
MENT SERVICES, NAMELY, DEVELOPING DIAGNOS- 
TIC AND THERAPEUTIC AGENTS FOR DISEASES OF 
THE NERVOUS SYSTEM (U.S. CL. 100). 

FIRST USE 1-0-1988; IN COMMERCE 1-0-1988. 


SN 73-813,986. PASTA LOVERS TRATTORIA, INC., 
HEATHROW, FL. FILED 7-21-1989. 


TURN LEFT AT THE FORK 
IN THE ROAD 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 6-28-1989; IN COMMERCE 6-28-1989. 


SN 73-813,990. PASTA LOVERS TRATTORIA, 
HEATHROW, FL. FILED 7-21-1989. 


INC., 


ENTER AT THE FORK IN 
THE ROAD 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 6-28-1989; IN COMMERCE 6-28-1989. 


SN 73-813,991. PASTA LOVERS TRATTORIA, INC., 
HEATHROW, FL. FILED 7-21-1989. 


PASTA WITH A NEW TWIST 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 6-28-1989; IN COMMERCE 6-28-1989. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


SN 73-814,004. HOMEOWNERS GROUP, INC., HOLLY- 
WOOD, FL. FILED 7-21-1989. 


HMS BUYPHONE 


FOR TELEPHONE SHOP AT HOME SERVICES (US. 
CLS. 101, 104 AND 107). 
FIRST USE 5-1-1988; IN COMMERCE 5-1-1988. 


SN 73-814,066. EUROGROUP TEXTILE MACHINERY 
CORPORATION, CHARLOTTE, NC. FILED 7-20-1989. 


FOR DISTRIBUTORSHIP AND RESALE SERVICES IN 
THE FIELD OF NEW AND USED TEXTILE MACHINERY 
(U.S. CL. 101). 

FIRST USE 7-1-1988; IN COMMERCE 7-1-1988. 


SN 73-814,103. METRO HEALTH CENTER, ERIE, PA. 
FILED 7-24-1989. 


METRO DIRECT 


FOR HOSPITAL, MEDICAL AND HEALTHCARE 
SERVICES (U.S. CL. 100). 
FIRST USE 7-1-1989; IN COMMERCE 7-1-1989. 


SN 73-814,397. MORRISON 
AL. FILED 7-24-1989. 


INCORPORATED, MOBILE, 


FAST TAKES GREAT FOOD 
TO GO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GREAT FOOD TO GO”, APART FROM THE MARK 
AS SHOWN. 

FOR TAKE-OUT FOOD SERVICES (U.S. CL. 100). 

FIRST USE 7-3-1989; IN COMMERCE 7-3-1989. 
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SN 73-814,709. VAN LEUNEN’S, INC., CINCINNATI, OH. SN 73-815,261. EYECARE AND SURGERYCENTER OF 
FILED 7-25-1989. NORTH TEXAS, DALLAS, TX. FILED 7-27-1989. 


A 
S 


ee 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS”, APART FROM THE MARK AS SHOWN. 
FOR SPORTING GOODS RETAIL STORE SERVICES THE MARK IS LINED FOR THE COLOR PURPLE. 
(U.S. CL. 101). FOR OPHTHALMIC MICROSURGERY AND CONSUL- 
FIRST USE 10-15-1985; IN COMMERCE 10-15-1985. TATION OPHTHALMOLOGY SERVICES (U.S. CL. 100). 
FIRST USE 7-1-1985; IN COMMERCE 7-1-1985. 


\ 


SN 73-815,218. CRABBY BILL’S SEAFOOD, INC., INDIAN 
ROCKS BEACH, FL. FILED 7-27-1989. 


CRABBY BILL’S 


SN 73-815,440. AEXCEL CORPORATION, WILLOUGHBY, 
FOR RESTAURANT SERVICES (U.S. CL. 100). OH. FILED 7-28-1989. 
FIRST USE 4-28-1983; IN COMMERCE 4-28-1983. 


SN 73-815,238. SOUTHWEST VENTURES, INC., NEW 
YORK, NY. FILED 7-27-1989. Xi ( f | 


DISTANT ORIGIN 


FOR DESIGN SERVICES IN THE FIELD OF INDUS- 
FOR RETAIL STORE SERVICES IN THE FIELD OF TRIAL COATING SYSTEMS; CONSULTING SERVICES 
FURNITURE, ART AND DECORATIVE ITEMS (U.S. CL. IN THE FIELD OF INDUSTRIAL COATINGS (U.S. CL. 
101). 100). 
FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. FIRST USE 6-6-1988; IN COMMERCE 6-6-1988. 
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SN 73-815,501. NATIONAL TRAVEL & TOURISM AWARE- 
NESS COUNCIL, WASHINGTON, DC. FILED 7-28-1989. 


THE LINING IN THE MARK IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

FOR ASSOCIATION SERVICES —NAMELY, PROMOT- 
ING THE GENERAL INTERESTS OF THOSE CON- 
CERNED ABOUT TOURISM IN THE UNITED STATES 
(U.S. CL. 100). 

FIRST USE 12-0-1988; IN COMMERCE 12-0-1988. 


SN 73-815,646. CHI-CHI’S, INC., LOUISVILLE, KY. FILED 
7-28-1989. 


MEXIFEST 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 2-2-1987; IN COMMERCE 2-2-1987. 


SN 73-815,693. GEHRETT, ROBERT R., NORTH OLMST- 
ED, OH. FILED 7-31-1989. 


GOLF CLUBS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CUSTOM GOLF CLUBS”, APART FROM THE 
MARK AS SHOWN. 

FOR THE DESIGN OF CUSTOM GOLF CLUBS (U.S. CL. 
100). 

FIRST USE 12-13-1987; IN COMMERCE 12-13-1987. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


SN 73-815,715. EARLY LEARNING CENTRES INC., MIL- 
FORD, CT. FILED 7-31-1989. 


THE INTELLIGENT TOY 
STORE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOY STORE”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL TOY STORE SERVICES (U.S. CL. 101). 

FIRST USE 2-14-1986; IN COMMERCE 2-14-1986. 


SN 73-815,895. HAL O. PENO’S, INC., PHOENIX, AZ. 
FILED 7-31-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEXICAN CAFE”, APART FROM THE MARK AS 
SHOWN. 

THE LINING SHOWN ON THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 5-4-1989; IN COMMERCE 5-4-1989. 


“SN 73-816,068. JUST THE FAX, IRVINE, CA. FILED 
7-26-1989. 


JUST THE FAX 


FOR RETAIL STORE SERVICES FEATURING OFFICE 
MACHINES (U.S. CL. 101). 
FIRST USE 1-0-1988; IN COMMERCE 4-0-1988. 
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SN 73-816,079. DOUBLE LOOP, INC., SAVANNAH, GA. 
FILED 7-28-1989. 


DOUBLE LOOP 


FOR DRIVE-THROUGH RESTAURANT SERVICES (U.S. 
CL. 100). 
FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 73-816,686. ESIRG’S MANUFACTURING CO., INC., 
AKA ESIRG COMPANY INCORPORATED, SACRA- 
MENTO, CA. FILED 8-3-1989. 


BOUTAGE BEAUTY CENTRE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAUTY CENTRE”, APART FROM THE MARK AS 
SHOWN. 

FOR DISTRIBUTORSHIP AND RETAIL STORE SERV- 
ICES IN THE FIELD OF BEAUTY SUPPLIES (US. CL. 
101). 

FIRST USE 6-22-1989; IN COMMERCE 6-22-1989. 


SN 73-817,048. P. J. BAUGH INDUSTRIES, INCORPORAT- 
ED, NICHOLASVILLE, KY. FILED 8-4-1989. 


ALMAHURST FARM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FARM”, APART FROM THE MARK AS SHOWN. 

FOR HORSE BREEDING AND STUD SERVICES; AND 
HORSE FARM SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1935; IN COMMERCE 0-0-1935. 


SN 73-817,049. P. J. BAUGH INDUSTRIES, INCORPORAT- 
ED, NICHOLASVILLE, KY. FILED 8-4-1989. 


ALMAHURST STUD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STUD”, APART FROM THE MARK AS SHOWN. 

FOR HORSE BREEDING AND STUD SERVICES; AND 
HORSE FARM SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1935; IN COMMERCE 0-0-1935. 


SN 73-817,217. FUTURE HEALTHCARE, INC., CINCIN- 
NATI, OH. FILED 8-3-1989. 


FUTURE HEALTHCARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTHCARE”, APART FROM THE MARK AS 
SHOWN. 

FOR MEDICAL RESEARCH SERVICES, NAMELY, 
CLINICAL EVALUATION OF MEDICINES AND PROTO- 
COLS (U.S. CL. 100). 

FIRST USE 10-0-1985; IN COMMERCE 10-0-1985. 
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SN 73-817,267. IRVING’S FOR RED HOT LOVERS, WIL- 
METTE, IL. FILED 8-7-1989. 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT SERVE TO INDICATE COLOR. 

FOR FAST FOOD RESTAURANT SERVICES (U.S. CL. 
100). 

FIRST USE 5-17-1989; IN COMMERCE 5-17-1989. 


SN 73-817,5909. NUTRASWEET COMPANY, THE, DEER- 
FIELD, IL. FILED 8-7-1989. 


DESSERVE 


FOR RESTAURANT SERVICES AND RETAIL BAKERY 
SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 11-22-1988; IN COMMERCE 11-22-1988. 


SN 73-818,650. GIARDINA, CARLO, WAYNE, NJ. FILED 
8-11-1989. 


BACHAGALOOP’S 


THE ENGLISH TRANSLATION OF THE WORD “BA- 
CHAGALOOP’S” IN THE MARK IS “CLOWNISH”. 

FOR PIZZA AND HOMEMADE PASTA RESTAURANTS 
(U.S. CL. 100). 

FIRST USE 10-15-1988; IN COMMERCE 11-1-1988. 


SN 73-818,729. BELLSOUTH CORPORATION, ATLANTA, 
GA. FILED 8-11-1989. 


DIRECTCOLOR 


FOR DIRECTORY PRINTING SERVICES (U.S. CLS. 100 
AND 101). 
FIRST USE 7-18-1989; IN COMMERCE 7-27-1989. 





SECTION 4.—PRIOR UNITED STATES CLASSIFICATION 


APPLICATION IN ONE CLASS 


COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 


SN 73-770,904. NATIONAL SMALL BUSINESS UNITED, 
INC., WASHINGTON, DC. FILED 12-22-1988. 


NATIONAL SMALL 
BUSINESS UNITED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATIONAL SMALL BUSINESS”, APART FROM 
THE MARK AS SHOWN. 

FOR INDICATING MEMBERSHIP IN AN ASSOCIA- 
TION OF SMALL BUSINESSES. 

FIRST USE 2-0-1938; IN COMMERCE 2-0-1938. 


SN 73-787,713. AMERICAN CHIROPRACTIC COLLEGE 
OF RADIOLOGY, THE, ELIZABETH, NJ. FILED 
3-20-1989. 


DACBR 


FOR INDICATING MEMBERSHIP IN A GROUP 
HAVING COMPLETED POST-GRADUATE COURSES IN 
CHIROPRACTIC HEALTH CARE SPECIALIZING IN RA- 
DIOLOGY. 


FIRST USE 11-00-1964; IN COMMERCE 11-0-1964. 


SN 73-796,601. JACQUES JUGEAT, INC., NEW YORK, NY. 
FILED 4-28-1989. 


THE LALIQUE SOCIETY OF 
AMERICA 


OWNER OF US. REG. NOS. 544,587, 938,431 AND 
1,341,867. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOCIETY OF AMERICA”, APART FROM THE 
MARK AS SHOWN. 

FOR INDICATING MEMBERSHIP IN A COLLECTOR'S 
SOCIETY. 

FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 


SN 73-810,846. KNIGHTS OF COLUMBUS, NEW HAVEN, 


THE LINING AND STIPPLING ARE FEATURES OF 
THE MARK AND DO NOT INDICATE COLOR. 

THE MARK IN PART, OF A SHIELD 
MOUNTED ON A CROSS WITH A VERTICAL 
FASCES AND A CROSSED ANCHOR AND DAGGER OR 
SHORT SWORD MOUNTED ON THE SHIELD. 

FOR INDICATING MEMBERSHIP IN AN ORGANIZA- 
TION WHICH IS A FRATERNAL BENEFITS SOCIETY 
THAT PROMOTES VOLUNTEERISM, CHARITABLE 
CONTRIBUTIONS, AND INSURANCE SERVICES. 

FIRST USE 1-1-1884; IN COMMERCE 1-1-1886. 





TRADEMARK REGISTRATIONS ISSUED 
PRINCIPAL REGISTER 
SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


s of practice. 


designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


- " hict ion. On : 


i filed on or after that date. For adoption of international classification see notice 


the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 1—CHEMICALS 


1,574,081. KANEKA FLUX. KANEGAFUCHI CHEMICAL 
INDUSTRY COMPANY, LIMITED, (U.S. CL. 1). SN 
73-277,331. PUB. 10-10-1989. FILED 9-8-1980. 

1,574,082. SPINUVEX. CIBA-GEIGY CORPORATION, AS- 
SIGNEE OF AUSIMONT S.P.A., (U.S. CL. 6). SN 
73-421,035. PUB. 11-6-1984. FILED 4-11-1983. 

1,574,083. FORM-A-THREAD. LOCTITE CORPORATION, 
(U.S. CL. 6. SN 73-526,595. PUB. 12-24-1985. FILED 
3-5-1985. 

1,574,084. PICO AND DESIGN. PICO CHEMICAL CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 1 AND 4), (U.S. 
CLS. 6 AND 15). SN 73-630,995. PUB. 12-8-1987. FILED 
11-18-1986. 

1,574,085. UNISEAL QUALITY SERVICE RESEARCH PUTS 
THE SEAL IN SEALERS AND DESIGN. NATIONAL 
SEALANT & ADHESIVES, INC., UNISEAL, (U.S. CLS. 5 
AND 6). SN 73-646,394. PUB. 10-10-1989. FILED 2-25-1987. 

1,574,086. HI-VALUE AND DESIGN. C-B CORPORATION, 
DBA C-B LABORATORIES, MULTIPLE CLASS, (INT. 
CLS. 1, 3 AND 5), (U.S. CLS. 6, 18, 44, 51 AND 52). SN 
73-650,625. PUB. 10-10-1989. FILED 3-23-1987. 

1,574,087. K SINCE 1868 KEYSTON AND DESIGN. KEYS- 
TON BROS., (U.S. CLS. 5 AND 6). SN 73-672,208. PUB. 
10-10-1989. FILED 7-15-1987. 

1,574,088. LICRITHERM. BDH LIMITED, (U.S. CL. 6). SN 
73-679,408. PUB. 10-10-1989. FILED 8-19-1987. 

1,574,089. WEBSEN. WEBSEN TECHNICAL PRODUCTS 
(CANADA) LTD., MULTIPLE CLASS, (INT. CLS. 1, 2, 17 
AND 19), (U.S. CLS. 1, 6, 12 AND 35). SN 73-682,010. PUB. 
10-10-1989. FILED 9-1-1987. 

1,574,090. MISCELLANEOUS DESIGN. BEROL SUISSE 
S.A., (U.S. CL. 6). SN 73-688,508. PUB. 10-10-1989. FILED 
10-5-1987. 

1,574,091. AGRI BLEND. FREEPORT-MCMORAN RE- 
SOURCE PARTNERS, DBA AGRICO CHEMICALS, (U.S. 
CL. 10). SN  73-696,188. PUB. 10-10-1989. FILED 
11-18-1987. 

1,574,092. CERAMICS PROCESS SYSTEMS AND DESIGN. 
CERAMICS PROCESS SYSTEMS CORPORATION, (U.S. 
CL. 6). SN 73-696,329. PUB. 10-10-1989. FILED 11-19-1987. 

1,574,093. VISCOZYME. NOVO INDUSTRI A/S, (U.S. CL. 
6). SN 73-696,853. PUB. 10-10-1989. FILED 11-23-1987. 

1,574,094. PANEF. PANEF CORPORATION, MULTIPLE 
CLASS, (INT. CLS. 1 AND 4), (U.S. CLS. 6 AND 15). SN 
73-704,188. PUB. 10-10-1989. FILED 1-4-1988. 

1,574,095. EPOXY 350. HILLYARD ENTERPRISES, INC., 
(U.S. CLS. 6 AND 16). SN 73-714,951. PUB. 6-6-1989. 
FILED 3-7-1988. 

1,574,096. BUILDER. O.M. SCOTT & SONS COMPANY, 
THE, (U.S. CL. 10). SN 73-717,919. PUB. 7-26-1988. FILED 
3-21-1988. 

1,574,097. MISCELLANEOUS DESIGN. 
NAMICS, INC., (U.S. CL. 1). 
10-10-1989. FILED 3-24-1988. 


POLYMER DY- 
SN 73-719,466. PUB. 
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1,574,098. CHAMPION AND DESIGN. LOWE OIL COMPA- 
NY, (U.S. CL. 6). SN 73-723,040. PUB. 10-25-1988. FILED 
4-18-1988. 

1,574,099. SUNCLIPSE AND DESIGN. SUNCLIPSE, INC., 
DBA KENT H. LANDSBERG CO., MULTIPLE CLASS, 
(INT. CLS. 1, 3, 4, 8, 16, 17 AND 21), (U.S. CLS. 2, 5, 15, 23, 
35, 37, 38 AND 52). SN 73-725,653. PUB. 10-10-1989. FILED 
5-2-1988. 

1,574,100. ZIP KICKER (STYLIZED). PACER TECHNOLO- 
GY, (U.S. CL. 6). SN 73-732,022. PUB. 10-10-1989. FILED 
6-1-1988. 

1,574,101. AND DESIGN. WAKEFERN FOOD CORP., 
MULTIPLE CLASS, (INT. CLS. 1, 2, 3, 4, 5, 6, 8, 9, 10, 11, 
16, 21, 22, 24, 25, 28, 29, 30, 31, 32, 33 AND 34), (U.S. CLS. 1, 
2, 4, 5, 6, 8, 9, 14, 15, 16, 18, 21, 22, 23, 26, 29, 37, 38, 39, 42, 
44, 45, 46, 47, 48, 49, 51 AND 52). SN 73-735,886. PUB. 
10-10-1989. FILED 6-22-1988. 

1,574,102. SHOP RITE AND DESIGN. WAKEFERN FOOD 
CORP., MULTIPLE CLASS, (INT. CLS. 1, 2, 3, 4, 5, 6, 8, 9, 
10, 11, 16, 21, 22, 24, 25, 28, 29, 30, 31, 32, 33 AND 34), (U.S. 
CLS. 1, 2, 4, 5, 6, 8 9, 14, 15, 16, 18, 21, 22, 23, 26, 29, 37, 38, 
39, 42, 44, 45, 46, 47, 48, 49, 51 AND 52). SN 73-735,887. 
PUB. 10-10-1989. FILED 6-22-1988. 

1,574,103. TRAK AND DESIGN. TRAK AUTO CORPORA- 
TION, MULTIPLE CLASS, (INT. CLS. 1, 3, 4, 9 AND 16), 
(U.S. CLS. 2, 6, 15, 21 AND 52). SN 73-736,326. PUB. 
7-4-1989. FILED 6-21-1988. 

1,574,104. ‘FIRE-TROL. CHEMONICS INDUSTRIES, INC., 
(U.S. CL..6).. SN 73-745,783. PUB. 10-10-1989. FILED 
8-12-1988. 

1,574,105. EPOCEM AND DESIGN. SIKA AG, VORM. 
KASPAR WINKLER & CO., DBA SIKA AG, MULTIPLE 
CLASS, (INT. CLS. 1 AND 19), (U.S. CLS. 6 AND 12). SN 
73-146,932. PUB. 6-13-1989. FILED 8-18-1988. 

1,574,106. DAISPECIALTIES. DAICOLOR-POPE, INC., (U.S. 
CL. 6). SN 73-751,324. PUB. 10-10-1989. FILED 9-12-1988. 

1,574,107. AUTOKIT. WAKO PURE CHEMICAL INDUS- 
TRIES, LTD., (U.S. CL. 1). SN 73-751,377. PUB. 10-10-1989. 
FILED 9-12-1988. 

1,574,108. SCARAB, BIP CHEMICALS LIMITED, (U.S. CLS. 
1 AND 6). SN 73-751,942. PUB. 10-10-1989. FILED 
9-14-1988. 

1,574,109. PROCOSOL #1. ELSCO, INC., (U.S. CLS. 6 AND 
52). SN 73-752,393. PUB. 10-10-1989. FILED 9-19-1988. 

1,574,110. S STERLING CHEMICALS (STYLIZED). STER- 
LING CHEMICALS INC., (U.S. CL. 6). SN 73-755,232. 
PUB. 10-10-1989. FILED 9-30-1988. 

1,574,111. ALCONATE. ALCOLAC, INC., (U.S. CL. 6). SN 
73-756,763. PUB. 10-10-1989. FILED 10-11-1988. 

1,574,112. 2400. SHIPLEY COMPANY INC., (U.S. CL. 6). SN 
73-759,029. PUB. 10-10-1989. FILED 10-21-1988. 

1,574,113. SJR 1825. SHIPLEY COMPANY INC., (U.S. CL. 
6). SN 73-759,079. PUB. 10-10-1989. FILED 10-24-1988. 

1,574,114. CELL-CAST. CELLPACK AG, MULTIPLE 
CLASS, (INT. CLS. 1 AND 17), (U.S. CLS. 1 AND 35). SN 
73-760,755. PUB. 10-10-1989. FILED 10-31-1988. 
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1,574,115. MOLASTIK. UNISCOPE, INC., (U.S. CL. 6). SN 
73-763,020. PUB. 10-10-1989. FILED 11-10-1988. 

1,574,116. CSL SILICONE AND DESIGN. CSL SILICONES 
INC., MULTIPLE CLASS, (INT. CLS. 1 AND 17), (US. 
CLS. 5, 12 AND 35). SN 73-769,193. PUB. 10-10-1989. 
FILED 12-13-1988. 

1,574,117. FORM. UNITED CATALYSTS INC., (U.S. CL. 1). 
SN 73-769,940. PUB. 10-10-1989. FILED 12-16-1988. 

1,574,118. BRITEFIL. UNITED CATALYSTS INC., (US. 
CL. 1). SN 73-769,942. PUB. 10-10-1989. FILED 12-16-1988. 

1,574,119. SPILL-X. WORMALD U.S., INC., (U.S. CL. 6). SN 
73-770,525. PUB. 10-10-1989. FILED 12-16-1988. 

1,574,120. POLYPRO $000. GEO. A. HORMEL & COMPA- 
NY, (US. CLS. 6, 18 AND 46). SN 73-778,466. PUB. 
10-10-1989. FILED 1-30-1989. 

1,574,121. LIQUA-GEL. MILLER CHEMICAL & FERTILIZ- 
ER CORPORATION, (U.S. CL. 6). SN 73-780,998. PUB. 
7-11-1989. FILED 2-16-1989. 

1,574,122. G AND DESIGN, NIPPON ELECTRIC GLASS 
COMPANY, LIMITED, MULTIPLE CLASS, (INT. CLS. 1, 
10, 19 AND 23), (U.S. CLS. 6, 12, 21, 33, 43 AND 44). SN 
73-781,123. PUB. 10-10-1989. FILED 2-16-1989. 

1,574,123. SYNITE. DOW CHEMICAL COMPANY, THE, 
(US. CL. 6. SN 73-782,823. PUB. 10-10-1989. FILED 
2-24-1989. 

1,574,124. CARDIS, PETROLITE CORPORATION, (U.S. CL. 
6). SN 73-782,835. PUB. 10-10-1989. FILED 2-24-1989. 

1,574,125. AGROS-INTEX (STYLIZED). SCIENTIFICAL 
TECHNICAL COMPANY “AGROS - INTEX”, MULTI- 
PLE CLASS, (INT. CLS. 1 AND 31), (U.S. CLS. 6 AND 46). 
SN 73-785,382. PUB. 10-10-1989. FILED 3-8-1989. 

1,574,126. OXYPRO. EXOGENE CORPORATION, (U.S. CL. 
6). SN 73-785,393. PUB. 10-10-1989. FILED 3-7-1989. 

1,574,127. DIAMALLOY. PERKIN-ELMER CORPORA- 
TION, THE, (U.S. CLS. 6 AND 16). SN 73-787,783. PUB. 
10-10-1989. FILED 3-20-1989. 

1,574,128. SEDGEFLOC 110. BURLINGTON INDUSTRIES, 
INC., (U.S. CL. 6). SN 73-788,795. PUB. 10-10-1989. FILED 
3-24-1989. 

1,574,129. STIX 4. GEOCEL CORPORATION, (U.S. CL. 5). 
SN 73-789,357. PUB. 9-5-1989. FILED 3-27-1989. 

1,574,130. HUMAX. AMERICAN ECOLOGICAL TECH- 
NOLOGIES, INC. (U.S. CL. 10). SN 73-791,371. PUB. 
10-10-1989. FILED 4-6-1989. 

1,574,131. G GUARDIAN AND DESIGN. GUARDIAN PRO- 
TECTION PRODUCTS, INC., (U.S. CL. 6). SN 73-793,086. 
PUB. 10-10-1989. FILED 4-17-1989. 

1,574,132. CONSEAL. CONSEAL INTERNATIONAL, INC., 
(US. CL. 6. SN 73-793,909. PUB. 10-10-1989. FILED 
5-11-1989. 

1,574,133. ELA AND DESIGN. ELA TECHNOLOGIES, INC., 
(US. CL. 6. SN 73-793,998. PUB. 10-10-1989. FILED 
4-17-1989. 

1,574,134. NOCLOR. CONAGRA, INC., DBA CONAGRA 
PET PRODUCTS COMPANY, (U.S. CL. 6). SN 73-794,089. 
PUB. 10-10-1989. FILED 4-18-1989. 

1,574,135. MULTISORB. MULTIFORM DESICCANTS, 
INC., (U.S. CL. 6). SN 73-794,210. PUB. 10-10-1989. FILED 
4-19-1989. 

1,574,136. SACFLO. J.M. HUBER CORPORATION, (U.S. CL. 
6). SN 73-794,620. PUB. 10-10-1989. FILED 4-17-1989. 

1,574,137. MISCELLANEOUS DESIGN. MURRAY, 
ROBERT, (U.S. CL. 1). SN 73-795,592. PUB. 10-10-1989. 
FILED 4-24-1989. 

1,574,138. ULTRAPURGE. WESTOVER COLOR & CHEMI- 
CAL CORPORATION, (U.S. CL. 6). SN 73-796,041. PUB. 
10-10-1989. FILED 4-27-1989. 

1,574,139. SULFOLINK. PIERCE CHEMICAL COMPANY, 
(US. CL. 6. SN 73-796,881. PUB. 10-10-1989. FILED 
5-1-1989. 

1,574,140. LOCK-KLENZ. MERCK & CO., INC., (U.S. CL. 6). 
SN 73-797,966. PUB. 10-10-1989. FILED 5-5-1989. 

1,574,141. ABA 2000. SELECTO, INC. (U.S. CL. 6. SN 
73-798,870. PUB. 10-10-1989. FILED 5-9-1989. 

1,574,142. R (STYLIZED). RICOH COMPANY, LTD., MUL- 
TIPLE CLASS, (INT. CLS. 1, 2 AND 9), (U.S. CLS. 2, 6, 11, 
21, 23, 26 AND 38). SN 73-799,728. PUB. 10-10-1989. FILED 
5-12-1989. 
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1,574,143. ULTRAPOS. HORSELL GRAPHIC INDUSTRIES, 
LTD., (U.S. CLS. 6 AND 50). SN 73-799,733. PUB. 
10-10-1989. FILED 5-12-1989. 

1,574,144. A & V POLY-SAFE. ANDERSON & VREELAND 
MIDWEST, INC., DBA ANDERSON & VREELAND, 
INC., (U.S. CL. 6). SN 73-800,540. PUB. 10-10-1989. FILED 
5-16-1989. 

1,574,145. TECHNICON DPA-1. TECHNICON INSTRU- 
MENTS CORPORATION, MULTIPLE CLASS, (INT. CLS. 
1 AND 10), (U.S. CLS. 6 AND 44). SN 73-801,517. PUB. 
10-10-1989. FILED 5-22-1989. 

1,574,146. APTEK. J & M APPLIED TECHNOLOGY INC., 
(U.S. CL. 6). SN 73-804,315. PUB. 10-10-1989. FILED 
6-2-1989. 

1,574,147. VEROZYME. MOBAY CORPORATION, (U.S. CL. 
6). SN 73-804,544. PUB. 10-10-1989. FILED 6-5-1989. 

1,574,148. UNITED TECHNOLOGIES. UNITED TECHNOL- 
OGIES CORPORATION, (U.S. CL. 6). SN 73-804,843. PUB. 
10-10-1989. FILED 6-5-1989. 


CLASS 2—PAINTS 


1,574,089 (See Class 1 for this trademark). 

1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,142 (See Class 1 for this trademark). 

1,574,149. ARO. SHY NEDERLAND, N.V., MULTIPLE 
CLASS, (INT. CLS. 2, 3, 6, 16, 24, 27, 29, 30 AND 32), (US. 
CLS. 13, 16, 37, 42, 45, 46, 51 AND 52). SN 73-331,660. PUB. 
12-21-1982. FILED 10-8-1981. 

1,574,150. MISCELLANEOUS DESIGN. BENETTON 
GROUP S.P.A., MULTIPLE CLASS, (INT. CLS. 2, 3, 9, 12, 
14, 16, 18, 22, 23, 24, 27, 28 AND 41), (U.S. CLS. 3, 4, 5, 16, 
19, 21, 22, 23, 26, 27, 28, 29, 36, 37, 38, 41, 42, 43, 50, SI, 52 
AND 107). SN 73-620,826. PUB. 10-10-1989. FILED 
9-18-1986. 

1,574,151. IMS. IMS COMPANY, MULTIPLE CLASS, (INT. 
CLS. 2, 3 AND 4), (U.S. CLS. 4, 6, 15, 16 AND 52). SN 
73-714,961. PUB. 10-10-1989. FILED 3-7-1988. 

1,574,152. PRO DECK. CONTRACTOR COATINGS, INC., 
(U.S. CL. 16). SN 73-743,321. PUB. 10-10-1989. FILED 
8-1-1988. 

1,574,153. RUST BLOCK. NEW YORK BRONZE POWDER 
COMPANY, INC., (U.S. CL. 16). SN 73-767,449. PUB. 
10-10-1989. FILED 2-13-1989. 

1,574,154. MINIT FIX. M. A. BRUDER & SONS, INCORPO- 
RATED, DBA MAB. PAINTS, (US. CL. 1). SN 
73-791,238. PUB. 10-10-1989. FILED 4-5-1989. 

1,574,155. NITROCOAT. ASHLAND OIL, INC., (U.S. CLS. 6 
AND 16). SN 73-793,689. PUB. 10-10-1989. FILED 
4-14-1989. 

1,574,156. STAIN-MATE. ODL, INCORPORATED, (U.S. CL. 
16). SN 73-797,246. PUB. 10-10-1989. FILED 5-1-1989. 

1,574,157. HYDRO KUP. BORDEN, INC., (U.S. CL. 11). SN 
73-799,788. PUB. 10-10-1989. FILED 5-12-1989. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


1,574,086 (See Class | for this trademark). 
1,574,099 (See Class 1 for this trademark). 
1,574,101 (See Class 1 for this trademark). 
1,574,102 (See Class 1 for this trademark). 
1,574,103 (See Class 1 for this trademark). 
1,574,149 (See Class 2 for this trademark). 
1,574,150 (See Class 2 for this trademark). 
1,574,151 (See Class 2 for this trademark). 
1,574,158. SHUTTLE (STYLIZED). THOMAS LAWRENCE 
SA, (US. CLS. 51 AND 52). SN 73-632,037. PUB. 
10-10-1989. FILED 11-24-1986. 
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1,574,159. DREAM COLLECTION. H. BRONNLEY & CO., 
LIMITED, (U.S. CLS. 51 AND 52). SN 73-657,107. PUB. 
10-10-1989. FILED 4-24-1987. 

1,574,160. HAWAIIAN SUN. AVON PRODUCTS, INC., (U.S. 
CL. 51). SN 73-670,672. PUB. 10-10-1989. FILED 7-6-1987. 

1,574,161. R W.R. RAYSON CO. AND DESIGN. W.R. 
RAYSON CO., INC, (U.S. CLS. 5, 6 AND 51). SN 
73-672,448. PUB. 10-10-1989. FILED 7-16-1987. 

1,574,162. EMILY. AGU, J.B., (U.S. CL. 51). SN 73-673,097. 
PUB. 3-28-1989. FILED 7-20-1987. 

1,574,163. OLCO AND DESIGN. OLCO PETROLEUM 
GROUP INC., MULTIPLE CLASS, (INT. CLS. 3 AND 4), 
(U.S. CLS. 15 AND 52). SN 73-692,805. PUB. 10-10-1989. 
FILED 10-30-1987. 

1,574,164. HOLLDON (STYLIZED). EMPRISE INC., DBA 
EMPRISE INC. (U.S. CL. 51). SN 73-699,633. PUB. 
10-10-1989. FILED 12-7-1987. 

1,574,165. HEAD TO TOES. CATALINA BIOMEDICAL 
CORPORATION, (U.S. CL. 52). SN 73-703,732. PUB. 
10-10-1989. FILED 1-4-1988. 

1,574,166. COT’NWASH. SCHWARTZ, LENORE F., (U.S. 
CL. 52). SN 73-716,666. PUB. 10-10-1989. FILED 3-15-1988. 

1,574,167. PROTECT. LAMAUR, INC., MULTIPLE CLASS, 
(INT. CLS. 3, 5 AND 10), (U.S. CLS. 18, 44 AND 52). SN 
73-722,482. PUB. 10-10-1989. FILED 4-15-1988. 

1,574,168. KLEEN E (STYLIZED). BUCKEYE ENTER- 
PRISES, MULTIPLE CLASS, (INT. CLS. 3 AND 21), (U.S. 
CLS. 29 AND 52). SN 73-724,163. PUB. 10-10-1989. FILED 
4-25-1988. 

1,574,169. WF (STYLIZED). TITAN SPORTS, INC., DBA 
WORLD WRESTLING FEDERATION, MULTIPLE 
CLASS, (INT. CLS. 3, 6, 9, 14, 16, 18, 20, 21, 24, 25, 28 AND 
30), (U.S. CLS. 2, 3, 13, 21, 22, 25, 27, 32, 36, 37, 38, 39, 41, 42, 
46, 50 AND 52). SN 73-729,298. PUB. 10-10-1989. FILED 
5-19-1988. 

1,574,170. AN UNFAIR ADVANTAGE IN A WORLD OF SE- 
DUCTION. PARFUMS UNGARO, INC., (U.S. CLS. 51 
AND 52). SN 73-730,672. PUB. 9-5-1989. FILED 5-25-1988. 

1,574,171. MISCELLANEOUS DESIGN. MASTER MARBLE 
CARE OF BOSTON, INC., MULTIPLE CLASS, (INT. 
CLS. 3 AND 37), (U.S. CLS. 4, 52 AND 103). SN 73-731,789. 
PUB. 10-10-1989. FILED 5-31-1988. 

1,574,172. UVACNYL. GALDERMA S.A, MULTIPLE 
CLASS, (INT. CLS. 3 AND 5), (U.S. CLS. 18, 44, 51 AND 
52). SN 73-734,079. PUB. 10-10-1989. FILED 6-3-1988. 

1,574,173. U P ULTIMATE PERFORMANCE AND DESIGN. 
LUSTRASILK CORPORATION OF AMERICA, INC., 
(U.S. CLS. 51 AND 52). SN 73-735,228. PUB. 10-10-1989. 
FILED 6-20-1988. 

1,574,174. ROMANCE. UNOPCO SUB, INC., ASSIGNEE OF 
ELIZABETH ARDEN, INC., (U.S. CL. 51). SN 73-738,445. 
PUB. 10-10-1989. FILED 7-6-1988. 

1,574,175. ESTEE LAUDER SEA (STYLIZED). ESTEE 
LAUDER INC. (U.S. CL. 51). SN 73-739,987. PUB. 
10-10-1989. FILED 7-15-1988. 

1,574,176. “THE MONOMOLECULAR SHIELD” AND 
DESIGN. DERMATECH LABORATORY, INC., (U.S. CLS. 
18 AND 51). SN 73-745,313. PUB. 10-10-1989. FILED 
8-11-1988. 

1,574,177. L°OCEAN OASIS. DEMPSEY, DENISE 1 OR- 
RAINE, (U.S. CL. 51). SN 73-746,539. PUB. 10-10-1989. 
FILED 8-16-1988. 

1,574,178. OBLIGATOR. DEMPSEY, DENISE LORRAINE, 
(U.S. CL. 51). SN 73-746,540. PUB. 10-10-1989. FILED 
8-16-1988. 

1,574,179. CLARINS. F.C.F., INC., (U.S. CLS. 51 AND 52). 
SN 73-746,658. PUB. 10-10-1989. FILED 8-17-1988. 

1,574,180. CCS SARI AND DESIGN. TEPPER INTERNA- 
TIONAL, INC., (U.S. CL. 51). SN 73-747,650. PUB. 
10-10-1989. FILED 8-22-1988. 

1,574,181. ASHARP. BLUEBONNET TOOL COMPANY, 
INC., MULTIPLE CLASS, (INT. CLS. 3 AND 7), (U.S. 
CLS. 4 AND 23). SN 73-748,100. PUB. 10-10-1989. FILED 
8-24-1988. 

1,574,182. HALLBROOK. HALLSTONE PRODUCTS LTD., 
(U.S. CLS. 51 AND 52). SN 73-748,369. PUB. 10-10-1989. 
FILED 8-25-1988. 
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1,574,183. ROFFLER AND DESIGN. FRANK FUHRER 
INTERNATIONAL, INC., (U.S. CLS. 51 AND 52). SN 
73-748,714. PUB. 10-10-1989. FILED 8-26-1988. 


1,574,184. MY SKIN AND DESIGN. DENA CORPORATION, 
(U.S. CLS. 51 AND 52). SN 73-749,481. PUB. 10-10-1989. 
FILED 9-1-1988. 


1,574,185. EYE SEE. VAN DER SLUIS ALLE, MULTIPLE 
CLASS, (INT. CLS. 3 AND 5), (U.S. CLS. 6, 18 AND 52). 
SN 73-753,124. PUB. 10-10-1989. FILED 9-20-1988. 

1,574,186. COLOURSTRIPS. REVLON, INC., (U.S. CL. 51). 
SN 73-753,748. PUB. 10-10-1989. FILED 9-23-1988. 


1,574,187. MICRO MOIST. IMAGE LABORATORIES, INC., 
DBA MODERN RESEARCH LABORATORIES, (U.S. CL. 
$1). SN 73-754,530. PUB. 10-10-1989. FILED 9-28-1988. 


1,574,188. MICRO STUFF. IMAGE LABORATORIES, INC., 
DBA MODERN RESEARCH LABORATORIES, (U.S. CL. 
51). SN 73-754,575. PUB. 10-10-1989. FILED 9-28-1988. 


1,574,189. SAMARRO. PARFUMS GANDOUR SA, DBA 
PARFUMS SAMARRO, (U.S. CL. 51). SN 73-754,829. PUB. 
10-10-1989. FILED 9-29-1988. 


1,574,190. SIMPLY SMOOTH. ELEANOR CAMPBELL DIS- 
TRIBUTING, INC., (U.S. CL. 51). SN 73-757,309. PUB. 
10-10-1989. FILED 10-12-1988. 


1,574,191. MATTIQUE. L’OREAL S.A., (U.S. CL. 51). SN 
73-757,904. PUB. 10-10-1989. FILED 10-17-1988. 


1,574,192. MUSTACHE MYSTIQUE. D & N COSMETICS, 
(U.S. CL. 51). SN 73-760,779. PUB. 10-10-1989. FILED 
10-31-1988. 


1,574,193. NANTUCKET BRIAR. SCARBOROUGH AND 
COMPANY, INC., (U.S. CLS. 51 AND 52). SN 73-760,866. 
PUB. 10-10-1989. FILED 10-31-1988. 


1,574,194. EYE TUCKS. ELFENBEIN, BETTYE, (U.S. CL. 
51). SN 73-762,520. PUB. 10-10-1989. FILED 11-7-1988. 


1,574,195. OH CHRISTMAS TREE. FRAGRANCE MAR- 
KETING GROUP, INC., MULTIPLE CLASS, (INT. CLS. 
3, 4 AND 5), (U.S. CLS. 6, 15 AND 51). SN 73-763,411. PUB. 
10-10-1989. FILED 11-14-1988. 


1,574,196. BLACK MYSTIQUE. FERGUSON, WALTER F., 
(U.S. CLS. 51 AND 52). SN 73-763,481. PUB. 10-10-1989. 
FILED 11-14-1988. 


1,574,197. L’AME DU VOYAGE. LOUIS VUITTON, MULTI- 
PLE CLASS, (INT. CLS. 3 AND 18), (U.S. CLS. 3, 41, 51 
AND 52). SN 73-765,337. PUB. 10-10-1989. FILED 
11-23-1988. 


1,574,198. LIXENDA. SOLIS GREGORIO, (U.S. CL. 51). SN 
73-766,340. PUB. 10-10-1989. FILED 11-29-1988. 


1,574,199. RINSE FREE. ALLJACK & CO., (U.S. CL. 52). SN 
73-767,471. PUB. 10-10-1989. FILED 12-5-1988. 


1,574,200. ROBERT FARWICK COLLECTION. HAIR SUR- 
GEON, INC., (U.S. CL. 51). SN 73-767,609. PUB. 
10-10-1989. FILED 12-5-1988. 

1,574,201. BUFF-OFF. MACDERMID 
(U.S. CL. 51). SN 73-767,944. PUB. 
12-7-1988. 


1,574,202. ESCADA. ESCADA AKTIENGESELLSCHAFT, 
(U.S. CL. 51). SN 73-770,132. PUB. 10-10-1989. FILED 
12-19-1988. 

1,574,203. DEGREE, HELENE CURTIS, INC., (U.S. CLS. 51 
AND 52). SN 73-777,212. PUB. 6-27-1989. FILED 1-30-1989. 


1,574,204. RENACER. GERMAINE DE CAPUCCINI, S.A., 
(U.S. CL. 51). SN 73-777,413. PUB. 10-10-1989. FILED 
1-30-1989. 

1,574,205. 44D SUNATURALS AND DESIGN. 4D HOBE 
MARKETING CORP., MULTIPLE CLASS, (INT. CLS. 3 
AND 5), (U.S. CLS. 18, 46, 51 AND 52). SN 73-779,116. 
PUB. 10-10-1989. FILED 2-6-1989. 

1,574,206. ELEVATION. DOWBRANDS INC., (U.S. CL. 51). 
SN 73-779,134. PUB. 7-11-1989. FILED 2-6-1989. 

1,574,207. TRICHOMAX. AMWAY CORPORATION, (U.S. 
CLS. 51 AND 52). SN 73-781,553. PUB. 10-10-1989. FILED 
2-21-1989. 

1,574,208. O’ (STYLIZED). O’TENTIKA, NTANDA KABEN- 
GELE, (U.S. CLS. 51 AND 52). SN 73-783,063. PUB. 
10-10-1989. FILED 2-27-1989. 


INCORPORATED, 
10-10-1989. FILED 
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1,574,209. KING PINE AND DESIGN. JOHNSON CHEMI- 
CAL CO., INC., MULTIPLE CLASS, (INT. CLS. 3 AND 
5), (U.S. CLS. 6 AND 52). SN 73-783,513. PUB. 10-10-1989. 
FILED 2-27-1989. 

1,574,210. CRYSTAL RADIANCE. FALLER, S. JULIA, (U.S. 
CL. 51). SN 73-784,800. PUB. 10-10-1989. FILED 3-6-1989. 

1,574,211. FAST ORANGE, BANITE, INC., (U.S. CL. 52). SN 
73-785,441. PUB. 10-10-1989. FILED 3-9-1989. 

1,574,212. THE ALTERNATIVE. 1. SCHNEID, INC., DBA 
SAN/MAR LABORATORIES, (U.S. CL. 52). SN 73-785,454. 
PUB. 9-12-1989. FILED 3-9-1989. 

1,574,213. LAIR DES JARDINS. COSMYL, INC., (U.S. CL. 
51). SN 73-785,785. PUB. 10-10-1989. FILED 3-10-1989. 

1,574,214. PRO-TECT. BIO-MEDICAL & PHARMACEUTI- 
CAL MANUFACTURING CORPORATION, (U.S. CLS. 18 
AND 51). SN 73-786,145. PUB. 10-10-1989. FILED 
3-13-1989. 

1,574,215. BODY GUARD. REVLON-REALISTIC PROFES- 
SIONAL PRODUCTS, INC., (U.S. CL. 51). SN 73-786,947. 
PUB. 10-10-1989. FILED 3-14-1989. 

1,574,216. BAL DE BAIN. KNIGHT DISTRIBUTING CO., 
(U.S. CL. 51). SN 73-787,188. PUB. 10-10-1989. FILED 
3-17-1989. 

1,574,217. FAHRENHEIT 100, ECOLAB INC., (U.S. CL. 52). 
SN 73-790,291. PUB. 10-10-1989. FILED 3-31-1989. 

1,574,218. ODOROUT. PROCTER & GAMBLE COMPANY, 
THE, (U.S. CL. 52). SN 73-790,373. PUB. 10-10-1989. 
FILED 3-31-1989. 

1,574,219. ODORSTOPPER. PROCTER & GAMBLE COM- 
PANY, THE, (U.S. CL. 52). SN 73-790,374. PUB. 10-10-1989. 
FILED 3-31-1989. 

1,574,220. BIG SHOT AND DESIGN. JANCYN MANUFAC- 
TURING CORP., (U.S. CLS. 6 AND 52). SN 73-790,596. 
PUB. 10-10-1989. FILED 4-3-1989. 

1,574,221. FORTRESS AND DESIGN. RMA/KOLKO COR- 
PORATION, (U.S. CL. 52). SN 73-790,622. PUB. 10-10-1989. 
FILED 3-27-1989. 

1,574,222. WEAR-CRETE. HI-TECH COMMERCIAL SERV- 
ICES, INC., (U.S. CLS. 4 AND 52). SN 73-791,422. PUB. 
10-10-1989. FILED 4-6-1989. 

1,574,223. ARTRA. PLOUGH, INC. (U.S. CL. 52). SN 
73-791,506. PUB. 10-10-1989. FILED 4-6-1989. 

1,574,224. PANCHROMATIC. MAX FACTOR & CO., (US. 
CL. 51). SN 73-791,985. PUB. 10-10-1989. FILED 4-10-1989. 

1,574,225. PANCRO. MAX FACTOR & CO., (U.S. CL. 51). 
SN 73-791,987. PUB. 10-10-1989. FILED 4-10-1989. 

1,574,226. ASTRO GLAZE (STYLIZED). EARL HORNE, 
INC., (U.S. CL. 4). SN 73-792,024. PUB. 10-10-1989. FILED 
4-10-1989. 

1,574,227. P AND DESIGN. EAGLE INTERNATIONAL 
MARKETING, INC., (U.S. CL. 51). SN 73-793,270. PUB. 
10-10-1989. FILED 4-14-1989. 

1,574,228. PERFUME ORIGINALS. EAGLE INTERNA- 
TIONAL MARKETING, INC, (U.S. CL. 51). SN 
73-793,271. PUB. 10-10-1989. FILED 4-14-1989. 

1,574,229. SUNPERM. DOWBRANDS INC., (U.S. CL. 51). 
SN 73-793,539. PUB. 10-10-1989. FILED 4-17-1989. 

1,574,230. GENTESSA. CLAIROL INCORPORATED, (U.S. 
CL. 51). SN 73-793,676. PUB. 10-10-1989. FILED 4-17-1989. 

1,574,231. BEAUTY LIFT. AIDA THIBIANT, INC., (U.S. CL. 
51). SN 73-794,214. PUB. 10-10-1989. FILED 4-19-1989. 

1,574,232. BOARDS THAT MAKE SCENTS. W.E. BASSETT 
CO., THE, (U.S. CLS. 4, 44 AND 51). SN 73-794,237. PUB. 
10-10-1989. FILED 4-19-1989. 

1,574,233. MISCELLANEOUS DESIGN. CLINIQUE LAB- 
ORATORIES, INC., (U.S. CLS. 51 AND 52). SN 73-794,454. 
PUB. 10-10-1989. FILED 4-20-1989. 

1,574,234. GOOD FOR ALL YOUR 2000 BODY PARTS. 
LEVER BROTHERS COMPANY, (U.S. CL. 52). SN 
73-794,669. PUB. 10-10-1989. FILED 4-19-1989. 

1,574,235. RELEASE D’ GREASE. BRUSKE ENTERPRISES, 
INC., (US. CL. 52). SN 73-795,321. PUB. 10-10-1989. 
FILED 4-24-1989. 

1,574,236. NEW CONCEPT. SHAKLEE CORPORATION, 
(U.S. CL. 52). SN 73-795,730. PUB. 10-10-1989. FILED 
4-25-1989. 
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1,574,237. PERT PLUS. PROCTER & GAMBLE COMPANY, 
THE, (US. CLS. 51 AND 52). SN 73-796,115. PUB. 
10-10-1989. FILED 4-27-1989. 

1,574,238. BRIGHT CONCEPTS. BRIGHT CONCEPTS, INC., 
(U.S. CLS. 51 AND 52). SN 73-796,544. PUB. 10-10-1989. 
FILED 4-28-1989. 

1,574,239. H-42 CLEAN CLIPPERS. RON S. HAMPTON EN- 
TERPRISES, INC., (U.S. CLS. 6 AND 52). SN 73-797,153. 
PUB. 10-10-1989. FILED 5-1-1989. 

1,574,240. GEORGIA-PACIFIC YOU'VE GOT OUR WORD 
ON PAPER. (STYLIZED). GEORGIA-PACIFIC CORPO- 
RATION, (U.S. CL. 52). SN 73-798,249. PUB. 10-10-1989. 
FILED 5-8-1989. 

1,574,241. BAL DE LA ROSE. EAU DE COLOGNE- & PAR- 
FUMERIE-FABRIK GLOCKENGASSE NO. 4711 GEGEN- 
UBER DER PFERDEPOST VON FERD. MULHENS, (U.S. 
CLS. 51 AND 52). SN 73-798,286. PUB. 10-10-1989. FILED 
5-8-1989. 

1,574,242. POLYCARE. ABSOLUTE COATINGS, INC., (U.S. 
CL. 52). SN 73-799,244. PUB. 10-10-1989. FILED 5-9-1989. 

1,574,243. CHALK STRIPE. FRED HAYMAN BEVERLY 
HILLS, INC, (U.S. CL. 51). SN 73-799,672. PUB. 
10-10-1989. FILED 5-12-1989. 

1,574,244. COUNTRY CREAM. ALLER-CARE, INC., (U.S. 
CL. 51). SN 73-800,299. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,245. NIFDA. NIFDA, INC., MULTIPLE CLASS, (INT. 
CLS. 3, 5, 6, 16, 21, 29, 30 AND 32), (U.S. CLS. 2, 6, 13, 14, 
37, 45, 46 AND 52). SN 73-800,373. PUB. 10-10-1989. FILED 
5-15-1989. 

1,574,246. X-RATED. MAX FACTOR & CO., (U.S. CL. 51). 
SN 73-800,649. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,247. NIFDA AND DESIGN. NIFDA, INC., MULTIPLE 
CLASS, (INT. CLS. 3, 5, 6, 16, 21, 29, 30 AND 32), (U.S. 
CLS. 2, 6, 13, 14, 37, 45, 46 AND 52). SN 73-800,685. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,248. RICH RESULTS. ESTEE LAUDER INC., (US. 
CL. 51). SN 73-800,978. PUB. 10-10-1989. FILED 5-18-1989. 

1,574,249. MISCELLANEOUS DESIGN. DRACKETT COM- 
PANY, THE, (U.S. CL. 52). SN 73-801,211. PUB. 10-10-1989. 
FILED 6-9-1989. 

1,574,250. OUTDOOR FRESH. PROCTER & GAMBLE 
COMPANY, THE, (U.S. CL. 51). SN 73-801,300. PUB. 
10-10-1989. FILED 5-19-1989. 

1,574,251. SINCLAIR & VALENTINE. SMITH & VAN- 
DIVER, INC., (U.S. CLS. 1, 50, 51 AND 52). SN 73-801,558. 
PUB. 10-10-1989. FILED 5-22-1989. 

1,574,252. SUPER GLO. HUNTER-MELNOR, INC., (U.S. 
CLS. 4 AND 52). SN 73-804,752. PUB. 10-10-1989. FILED 
6-5-1989. 

1,574,253. WHITEGUARD. PFIZER INC., (U.S. CL. 52). SN 
73-804,891. PUB. 10-10-1989. FILED 6-6-1989. 


CLASS 4—LUBRICANTS AND FUELS 


1,574,084 (See Class 1 for this trademark). 

1,574,094 (See Class 1 for this trademark). 

1,574,099 (See Class | for this trademark). 

1,574,101 (See Class | for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,103 (See Class I for this trademark). 

1,574,151 (See Class 2 for this trademark). 

1,574,163 (See Class 3 for this trademark). 

1,574,195 (See Class 3 for this trademark). 

1,574,254. OKS AND DESIGN. TELECTRIC CORPORA- 
TION, (US. CL. 15). SN 73-564,587. PUB. 10-10-1989. 
FILED 10-23-1985. 

1,574,255. WORLD'S FIRST - WORLD'S FINEST, ASHLAND 
OIL, INC., (U.S. CL. 15). SN 73-751,024. PUB. 10-10-1989. 
FILED 9-7-1988. 

1,574,256. ARCO JOURNALUBE SBO. ATLANTIC RICH- 
FIELD COMPANY, (U.S. CL. 15). SN 73-756,862. PUB. 
10-10-1989. FILED 10-11-1988. 
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1,574,257. PINELITES (STYLIZED). REYNOLDS TOUCH 
OF WISCONSIN, INC., THE, (U.S. CL. 15). SN 73-777,880. 
PUB. 10-10-1989. FILED 1-31-1989. 

1,574,258. TEXAS SMOKE BRAND AND DESIGN. TEXAS 
SMOKE COMPANY, (U.S. CLS. 1 AND 15). SN 73-787,244. 
PUB. 10-10-1989. FILED 3-17-1989. 

1,574,259. OLD TIME CHARCOAL. MCNERNEY & 
GREENE CO., INC., DBA THE CONNECTICUT CHAR- 
COAL CO., (U.S. CL. 15). SN 73-789,996. PUB. 10-10-1989. 
FILED 3-30-1989. 

1,574,260. ADCUT. ASHLAND OIL, INC., (U.S. CLS. 6 AND 
15). SN 73-793,682. PUB. 10-10-1989. FILED 4-14-1989. 

1,574,261. S AND DESIGN. MARATHON PETROLEUM 
COMPANY, (U.S. CL. 15). SN 73-793,915. PUB. 10-10-1989. 
FILED 4-17-1989. 

1,574,262. BELL-TOP. YANKEE CANDLE COMPANY, 
INC., THE, (U.S. CL. 15). SN 73-794,580. PUB. 10-10-1989. 
FILED 4-20-1989. 

1,574,263. GEO-GUARD. ROYAL MANUFACTURING CO., 
INC., (U.S. CL. 15). SN 73-798,611. PUB. 10-10-1989. 
FILED 5-8-1989. 


CLASS 5—PHARMACEUTICALS 


1,574,101 (See Class 

1,574,102 (See Class 

1,574,167 (See Class 

1,574,172 (See Class 

1,574,185 (See Class 

1,574,195 (See Class 

1,574,205 (See Class 

1,574,209 (See Class ‘ 

1,574,245 (See Class 3 for this trademark). 

1,574,247 (See Class 3 for this trademark). 

1,574,264. KAO (STYLIZED). KAO KABUSHIKI KAISHA, 
TA KAO CORPORATION, BY CHANGE OF NAME 
FROM KAO SEKKEN KABUSHIKI KAISHA, TA KAO 
CORPORATION, MULTIPLE CLASS, (INT. CLS. 5 AND 
16), (U.S. CLS. 39 AND 44). SN 73-515,164. PUB. 4-29-1986. 
FILED 12-24-1984. 

1,574,265. ZAPZYT. SKIN MACHINE, LTD., THE, (U.S. CL. 
18). SN 73-517,038. PUB. 10-10-1989. FILED 1-10-1985. 

1,574,266. SONOCARE. INTERSPEC, INC., ASSIGNEE BY 
MESNE ASSIGNMENT JOHNSON & JOHNSON, (U.S. 
CL. 18). SN 73-537,191. PUB. 10-10-1989. FILED 5-13-1985. 

1,574,267. GONACHROME. MOCHIDA PHARMACEUTI- 
CAL CO. LTD. (U.S. CL. 6. SN 73-603,228. PUB. 
10-10-1989. FILED 6-9-1986. 

1,574,268. ETCHON. ORTHON DENTAL INC., ASSIGNEE 
OF SMITH, DENNIS C., (U.S. CLS. 18 AND 44). SN 
73-650,359. PUB. 10-10-1989. FILED 3-20-1987. 

1,574,269. PENMIX. NOVO INDUSTRI A/S, (U.S. CL. 18). 
SN 73-684,254. PUB. 10-10-1989. FILED 9-15-1987. 

1,574,270. THAYER AND DESIGN. THAYER PHARMA- 
CIES, INC., (U.S. CLS. 18 AND 44). SN 73-714,943. PUB. 
10-10-1989. FILED 3-7-1988. 

1,574,271. VALPRON. FARVAL AG, (U.S. CL. 
73-720,679. PUB. 10-10-1989. FILED 4-5-1988. 

1,574,272. SEARLE (BLOCK FORM). G. D. SEARLE & CO., 
(U.S. CL. 18). SN 73-725,494. PUB. 10-10-1989. FILED 
4-29-1988. 

1,574,273. THREE APPOINTMENT. KAYLOR, DONALD 
G., DBA DENTURE PROGRAM, (U.S. CL. 44). SN 
73-728,548. PUB. 10-10-1989. FILED 5-16-1988. 

1,574,274. DYNAMIC MUSCLE BUILDER. WEIDER 
HEALTH AND FITNESS, (U.S. CL. 18). SN 73-732,627. 
PUB. 10-10-1989. FILED 6-6-1988. 

1,574,275. MINOLYSE. SOCIETE ABX, (U.S. CL. 18). SN 
73-737,911. PUB. 10-10-1989. FILED 7-5-1988. 

1,574,276. ODOR-CIDE. BRAINERD CHEMICAL COMPA- 
NY, INC., (U.S. CL. 6). SN 73-746,064. PUB. 10-10-1989. 
FILED 8-15-1988. 

1,574,277. UENDEX. UENO SEIYAKU KABUSHIKI 
KAISHA (UENO FINE CHEMICALS INDUSTRY, LTD.), 


(U.S. CL. 18). SN 73-746,512. PUB. 10-10-1989. FILED 
8-16-1988. 
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1,574,278. CLASSICAL COUNTRY. AROMATIQUE, INC., 
(US. CL. 6. SN 73-747,126. PUB. 10-10-1989. FILED 
8-19-1988. 

1,574,279. STIMOVUL. N.V. ORGANON, (U.S. CL. 18). SN 
73-747,505. PUB. 10-10-1989. FILED 8-22-1988. 

1,574,280. COMPU-TRIM WEIGHT LOSS CENTERS AND 
DESIGN. TOGETHER SLIM WEIGHT LOSS CENTERS 
INC., DBA COMPU-TRIM WEIGHT LOSS CENTERS, 
MULTIPLE CLASS, (INT. CLS. 5 AND 42), (U.S. CLS. 18 
AND 100). SN 73-748,578. PUB. 10-10-1989. FILED 
8-24-1988. 


1,574,281. SAFETYPLUS . GREEN LIGHT 
COMPANY, (U.S. CL. 6). SN 73-749,531. PUB. 10-10-1989. 
FILED 9-1-1988. 


1,574,282. MICREL. GO-JO INDUSTRIES, INC., ASSIGNEE 
OF CHEMTECH, INC., (U.S. CL. 18). SN 73-749,982. PUB. 
10-10-1989. FILED 9-6-1988. 

1,574,283. NOVO TEST (STYLIZED). NOVO INDUSTRI A/ 
S, MULTIPLE CLASS, (INT. CLS. 5 AND 10), (U.S. CLS. 
6, 18 AND 44). SN 73-753,555. PUB. 10-10-1989. FILED 
9-21-1988. 

1,574,284. NUTRI-FLAX. OMEGA NUTRITION INC., (U.S. 
CL. 18). SN 73-754,935. PUB. 6-6-1989. FILED 9-29-1988. 

1,574,285. GREEN KING AND DESIGN. JAPAN NATURAL 
FOOD CO., LTD., (U.S. CL. 18). SN 73-756,211. PUB. 
10-10-1989. FILED 10-6-1988. 

1,574,286. AGTAB. E. I DU PONT DE NEMOURS AND 
COMPANY, (U.S. CL. 6). SN 73-756,743. PUB. 10-10-1989. 
FILED 10-11-1988. 

1,574,287. FATAL ATTRACTION. AGRI LABORATORIES, 
LTD., (U.S. CL. 6). SN 73-763,611. PUB. 10-10-1989. FILED 
11-14-1988. 


1,574,288. CASODEX. IMPERIAL CHEMICAL INDUS- 
TRIES PLC, (U.S. CL. 18). SN 73-764,741. PUB. 5-30-1989. 
FILED 11-21-1988. 


1,574,289. TP AND DESIGN. CHINA NATIONAL MEDI- 
CINES AND HEALTH PRODUCTS IMP. & EXP. CORP., 
(U.S. CL. 18). SN 73-765,597. PUB. 9-12-1989. FILED 
11-25-1988. 


1,574,290. PLAKID. SANOFI, (U.S. CL. 18). SN 73-765,855. 
PUB. 10-10-1989. FILED 10-17-1988. 


1,574,291. TYRASAN AND DESIGN. PHARMA DIFFUSION 
S.A., (U.S. CL. 6). SN 73-766,724. PUB. 10-10-1989. FILED 
12-1-1988. 

1,574,292. ABUSCREEN ONTRAK. ROCHE DIAGNOSTIC 
SYSTEMS INC., (U.S. CL. 18). SN 73-767,634. PUB. 
10-10-1989. FILED 12-5-1988. 

1,574,293. PROVISCELL. SCHILLER, HENRI NUMA 
MARCEL, (U.S. CLS. 18 AND 44). SN 73-769,168. PUB. 
10-10-1989. FILED 12-13-1988. 

1,574,294. FARMSTEAD. MONSANTO COMPANY, (U.S. 
CL. 6). SN 73-769,642. PUB. 5-30-1989. FILED 12-15-1988. 

1,574,295. VA (STYLIZED). VIVA AMERICA MARKET- 
ING, INC., DBA VIVA AMERICA MARKETING, (U.S. 
CL. 18). SN 73-781,979. PUB. 10-10-1989. FILED 2-21-1989. 

1,574,296. TIPLAGEN. BURROUGHS WELLCOME CO., 
(U.S. CL. 18). SN 73-782,941. PUB. 10-10-1989. FILED 
2-27-1989. 

1,574,297. TRYMTONE (STYLIZED). 
(U.S. CL. 18). SN 73-782,977. PUB. 
2-27-1989. 

1,574,298. ENDACIL. BRISTOL-MYERS COMPANY, (U.S. 
CL. 18). SN 73-783,391. PUB. 10-10-1989. FILED 2-27-1989. 

1,574,299. KING SPRAY. JOHNSON CHEMICAL CO., INC., 
(U.S. CL. 6. SN 73-783,575. PUB. 10-10-1989. FILED 
2-27-1989. 

1,574,300. KING SPRAY AND DESIGN. JOHNSON CHEMI- 
CAL CO. INC, (US. CL. 6. SN 73-783,577. PUB. 
10-10-1989. FILED 2-27-1989. 

1,574,301. WETTECHNIQUE. VAN R DENTAL PROD- 
UCTS, INC., (U.S. CL. 44). SN 73-784,593. PUB. 10-10-1989. 
FILED 3-6-1989. 

1,574,302. ULTRA WEAN. LAND O'LAKES, INC., AKA 
CENEX/LAND O'LAKES AG SERVICES, (U.S. CLS. 18 
AND 46). SN 73-784,787. PUB. 10-10-1989. FILED 3-6-1989. 


FUTUREBIOTICS, 
10-10-1989. FILED 
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1,574,303. ACULAR. SYNTEX (U.S.A.) INC., (U.S. CL. 18). 
SN 73-790,634. PUB. 10-10-1989. FILED 4-3-1989. 

1,574,304. PREVENAR. SYNTEX (U.S.A.) INC., (US. CL. 
18). SN 73-790,636. PUB. 10-10-1989. FILED 4-3-1989. 

1,574,305. MISCELLANEOUS DESIGN. MAAG AGROCHE- 
MICALS INC. (US. CL. 6. SN 73-791,401. PUB. 
10-10-1989. FILED 4-6-1989. 

1,574,306. SMELL-A-BRATION. HI-TECH COMMERCIAL 
SERVICES, INC., (US. CL. 6). SN 73-791,419. PUB. 
10-10-1989. FILED 4-6-1989. 

1,574,307. BONNE FORME. VITAMINS FOR WOMEN, 
(U.S. CL. 18). SN 73-792,366. PUB. 10-10-1989. FILED 
4-10-1989. 

1,574,308. MISCELLANEOUS DESIGN. JOHNSON & JOHN- 
SON, (U.S. CL. 44). SN 73-793,960. PUB. 10-10-1989. FILED 
4-17-1989. 

1,574,309. MISCELLANEOUS DESIGN. JOHNSON & JOHN- 
SON, (U.S. CL. 44). SN 73-793,962. PUB. 10-10-1989. FILED 
4-17-1989. 

1,574,310. EOP. EUROPEAN ORTHODONTIC PRODUCTS, 
INC., (U.S. CLS. 18 AND 44). SN 73-794,024. PUB. 
10-10-1989. FILED 4-17-1989. 

1,574,311. NITROGROW GH NIGHT. ADVANCED NUTRI- 
TION, INC, DBA ADVANCED METABOLIC RE- 
SEARCH, (U.S. CL. 18). SN 73-794,075. PUB. 10-10-1989. 
FILED 4-18-1989. 

1,574,312. PAGALINOR. METAUX PRECIEUX S.A. META- 
LOR, (U.S. CL. 44). SN 73-794,103. PUB. 10-10-1989. 
FILED 4-18-1989. 

1,574,313. INTERCEPTOR. CIBA-GEIGY CORPORATION, 
(U.S. CL. 18). SN 73-794,314. PUB. 10-10-1989. FILED 
4-19-1989. 

1,574,314. HERBAL HARVEST. UNITED VITAMIN MANU- 
FACTURING CORP., (U.S. CL. 18). SN 73-794,360. PUB. 
10-10-1989. FILED 4-20-1989. 

1,574,315. MISCELLANEOUS DESIGN. ROYAL KINGDOM 
ENTERPRISES, INC., (U.S. CL. 18). SN 73-794,427. PUB. 
10-10-1989. FILED 4-20-1989. 

1,574,316. OROPONT. DEGUSSA AKTIENGESELL- 
SCHAFT, (U.S. CL. 44). SN 73-794,485. PUB. 10-10-1989. 
FILED 4-20-1989. 

1,574,317. PRO-BUTE. AGRI LABORATORIES, LTD., (U.S. 
CL. 18). SN 73-794,604. PUB. 10-10-1989. FILED 4-20-1989. 

1,574,318. CAPTRI. PARRILLO, JOHN C., (U.S. CL. 18). SN 
73-794,629. PUB. 10-10-1989. FILED 4-17-1989. 

1,574,319. MAGIC Il. SUPERBUILD, INC., (U.S. CL. 18). SN 
73-794,821. PUB. 10-10-1989. FILED 4-21-1989. 

1,574,320. TICK GARDE. ECLIPSE LABORATORIES, INC., 
(US. CL. 6). SN 73-795,052. PUB. 10-10-1989. FILED 
4-24-1989. 

1,574,321. NUSCENTS. NUSCENTS, INC., (U.S. CL. 6). SN 
73-795,375. PUB. 10-10-1989. FILED 4-24-1989. 

1,574,322. APISTAN AND DESIGN. SANDOZ AG (SANDOZ 
LTD., SANDOZ S.A., (U.S. CL. 6). SN 73-795,864. PUB. 
10-10-1989. FILED 4-26-1989. 

1,574,323. APPESTATIN. TISHCON CORP., (U.S. CL. 18). 
SN 73-796,194. PUB. 10-10-1989. FILED 4-27-1989. 

1,574,324. BRON-NEWCAVAC-MG. INTERVET AMERICA, 
INC.,, (US. CL. 18). SN 73-796,195. PUB. 10-10-1989. 
FILED 4-27-1989. 

1,574,325. EVACULAX. TISHCON CORP., (U.S. CL. 18). SN 
73-796,213. PUB. 10-10-1989. FILED 4-27-1989. 

1,574,326. MAGNA-PAK. JOHN O. BUTLER COMPANY, 
(US. CLS. 2, 6 18 AND 44). SN 73-796,296. PUB. 
10-10-1989. FILED 4-27-1989. 

1,574,327. NIACIN-TIME. J. R. CARLSON LABORATO- 
RIES, INC., (U.S. CL. 18). SN 73-796,440. PUB. 10-10-1989. 
FILED 4-28-1989. 

1,574,328. D-N-ATE. BAXTER INTERNATIONAL INC, 
(U.S. CL. 18). SN 73-796,937. PUB. 10-10-1989. FILED 
5-1-1989. 

1,574,329. FENFLEX. BENZON PHARMA A/S, (U.S. CL. 
18). SN 73-797,220. PUB. 10-10-1989. FILED 5-1-1989. 

1,574,330. CARDISET. BERLEX LABORATORIES, INC., 
(U.S. CL. 18). SN 73-797,300. PUB. 10-10-1989. FILED 
5-2-1989. 
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1,574,331. CARDASET. BERLEX LABORATORIES, INC. 
(US. CL. 18). SN 73-797,352. PUB. 10-10-1989. FILED 
5-2-1989. 

1,574,332. BLACK FLAG ROACH HOTEL. BOYLE- 
MIDWAY HOUSEHOLD PRODUCTS, INC., (U.S. CL. 6. 
SN 73-797,616. PUB. 10-10-1989. FILED 5-4-1989. 

1,574,333. ALWAYS SHEER PROTECTION. PROCTER & 
GAMBLE COMPANY, THE, (U.S. CL. 44). SN 73-798,903. 
PUB. 10-10-1989. FILED 5-9-1989. 

1,574,334. BALE QUIK. AMERICAN ANIMAL HEALTH 
CORPORATION, (U.S. CL. 18). SN 73-799,930. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,335. MISCELLANEOUS DESIGN. BEECHAM INC. 
(U.S. CL. 18). SN 73-799,976. PUB. 10-10-1989. FILED 
5-15-1989. 

1,574,336. DIAZINON PLUS. CHEVRON CHEMICAL COM- 
PANY, (U.S. CL. 6). SN 73-799,983. PUB. 10-10-1989. 
FILED 5-15-1989. 

1,574,337. SANI-DEX. NICE-PAK PRODUCTS, INC., (U.S. 
CLS. 18 AND 44). SN 73-800,489. PUB. 10-10-1989. FILED 
5-15-1989. 

1,574,338. SAFARI CRACKLE CREATIONS, INC. (US. 
CL. 44). SN 73-800,964. PUB. 10-10-1989. FILED 5-18-1989. 

1,574,339. JUNGLE. CRACKLE CREATIONS, INC. (U.S. 
CL. 44). SN 73-800,965. PUB. 10-10-1989. FILED 5-18-1989. 

1,574,340. M (STYLIZED). SANDOZ PHARMACEUTICALS 
CORPORATION, (U.S. CL. 18). SN 73-800,980. PUB. 
10-10-1989. FILED 5-18-1989. 

1,574,341. SEACARE. OCEANUS RESEARCH INSTITUTE 
INC. (US. CL. 18). SN 73-801,049. PUB. 10-10-1989. 
FILED 5-18-1989. 

1,574,342. SEVEN FORESTS. INSTITUTE FOR TRADI- 
TIONAL MEDICINE AND PREVENTIVE HEALTH 
CARE, (U.S. CL. 18). SN 73-801,229. PUB. 10-10-1989. 
FILED 5-19-1989. 

1,574,343. FUNGOID. PEDINOL PHARMACAL INC., (U.S. 
CL. 18). SN 73-804,488. PUB. 10-10-1989. FILED 6-5-1989. 

1,574,344. HEIFER-TRATE. MOORMAN MANUFACTUR- 
ING COMPANY, (U.S. CL. 18). SN 73-804,539. PUB. 
10-10-1989. FILED 6-5-1989. 

1,574,345. MOUNTAIN BREEZE. AMERICAN CYANAMID 
COMPANY, (U.S. CL. 6). SN 73-805,133. PUB. 10-10-1989. 
FILED 6-7-1989. 


CLASS 6—METAL GOODS 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,149 (See Class 2 for this trademark). 

1,574,169 (See Class 3 for this trademark). 

1,574,245 (See Class 3 for this trademark). 

1,574,247 (See Class 3 for this trademark). 

1,574,346. CMW. CONTACTS, METALS & WELDING, 
INC., MULTIPLE CLASS, (INT. CLS. 6, 9 AND 42), (U.S. 
CLS. 14, 21, 26 AND 100). SN 73-483,773. PUB. 6-3-1986. 
FILED 6-6-1984. 

1,574,347. MISCELLANEOUS DESIGN. CERRO METAL 
PRODUCTS CO., (U.S. CLS. 13 AND 14). SN 73-698,772. 
PUB. 10-10-1989. FILED 12-3-1987. 

1,574,348. MULTI-LOK. R. D. WERNER CO., INC. (US. 
CL. 13). SN 73-717,182. PUB. 4-25-1989. FILED 3-17-1988. 

1,574,349. Cl COPPERTHORNE INDUSTRIES 86 LTD. AND 
DESIGN. COPPERTHORNE INDUSTRIES 86 LTD., MUL- 
TIPLE CLASS, (INT. CLS. 6, 7, 8 AND 38), (U.S. CLS. 13, 
23, 100 AND 104). SN 73-724,845. PUB. 10-10-1989. FILED 
4-26-1988. 

1,574,350. PRICE. EH. PRICE LIMITED, MULTIPLE 
CLASS, (INT. CLS. 6 AND 11), (U.S. CLS. 13, 21, 31 AND 
34). SN 73-740,852. PUB. 10-10-1989. FILED 7-19-1988. 

1,574,351. TEXAS RANGERS AND DESIGN. TEXAS RANG- 
ERS, LTD., THE, MULTIPLE CLASS, (INT. CLS. 6, 11, 21 
AND 28), (U.S. CLS. 2, 13, 21, 22, 25 AND 30). SN 
73-743,356. PUB. 10-10-1989. FILED 8-1-1988. 





T™ 186 


1,574,352. FLORIDA MAGIC. U.S. CONCEPTS, INC., MUL- 
TIPLE CLASS, (INT. CLS. 6 AND 21), (U.S. CLS. 2, 13, 25 
AND 30). SN 73-747,612. PUB. 10-10-1989. FILED 
8-22-1988. 

1,574,353. DURALCAN. ALCAN ALUMINIUM LIMITED, 
(U.S. CL. 14). SN 73-752,181. PUB. 10-10-1989. FILED 
9-16-1988. 

1,574,354. ELISSA. GALVESTON HISTORICAL FOUNDA- 
TION, MULTIPLE CLASS, (INT. CLS. 6, 16, 26 AND 41), 
(U.S. CLS. 13, 25, 37, 38, 40 AND 107). SN 73-757,112. PUB. 
10-10-1989. FILED 10-6-1988. 

1,574,355. GS METALS. GS METALS CORP., (U.S. CL. 13). 
SN 73-757,284. PUB. 10-10-1989. FILED 10-12-1988. 

1,574,356. CONCEAL-A-DOOR. ALFIT GESELLSCHAFT 
M.B.H., (U.S. CL. 13). SN 73-770,235. PUB. 10-10-1989. 
FILED 12-19-1988. 

1,574,357. WALKERCELL. BUTLER MANUFACTURING 
COMPANY, (U.S. CLS. 13 AND 14). SN 73-777,239. PUB. 
10-10-1989. FILED 1-30-1989. 

1,574,358. MISCELLANEOUS DESIGN. SPEEDLOCK 
DUCTING PTY. LTD., (U.S. CLS. 12 AND 13). SN 
73-781,051. PUB. 10-10-1989. FILED 2-16-1989. 

1,574,359. BLACK & DECKER AND DESIGN. BLACK & 
DECKER CORPORATION, THE, (U.S. CLS. 2 AND 13). 
SN 73-781,935. PUB. 10-10-1989. FILED 2-21-1989. 

1,574,360. DUAL-LOOP. AMERICAN BINDING WIRE, 
INC., (U.S. CLS. 13 AND 14). SN 73-789,394. PUB. 
10-10-1989. FILED 3-27-1989. 

1,574,361. TSAMA’S (STYLIZED). LECLASP, INCORPO- 
RATED, (U.S. CLS. 3 AND 25). SN 73-797,757. PUB. 
10-10-1989. FILED 5-4-1989. 

1,574,362. STAIRCARE AND DESIGN. K.G. HETHERING- 
TON (PTY.) LIMITED, (U.S. CL. 13). SN 73-800,288. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,363. DEAD BOLTS AND DESIGN. LAMBOURNE IN- 
DUSTRIES, INC., (U.S. CL. 13). SN 73-801,380. PUB. 
10-10-1989. FILED 5-19-1989. 

1,574,364. IA AND DESIGN. INDUSTRIAL ALLOYS, INC., 
(U.S. CL. 13). SN 73-801,457. PUB. 10-10-1989. FILED 
5-22-1989. 

1,574,365. IWP (STYLIZED). INDUSTRIAL WIRE PROD- 
UCTS CORPORATION, (U.S. CL. 13). SN 73-801,489. PUB. 
10-10-1989. FILED 5-22-1989. 

1,574,366. FORD. FORD MOTOR COMPANY, (U.S. CLS. 13 
AND 25). SN _ 73-802,764. PUB. 10-10-1989. FILED 
5-26-1989. 

1,574,367. FORD (STYLIZED). FORD MOTOR COMPANY, 
(U.S. CLS. 13 AND 25). SN 73-802,767. PUB. 10-10-1989. 
FILED 5-26-1989. 


CLASS 7—MACHINERY 


1,574,181 (See Class 3 for this trademark). 

1,574,349 (See Class 6 for this trademark). 

1,574,368. EQUATHERM. F. R. GROSS COMPANY, INC., 
THE, (U.S. CLS. 23 AND 34). SN 73-669,354. PUB. 
10-10-1989. FILED 6-26-1987. 

1,574,369. SCHUTTE (STYLIZED). ALFRED H. SCHUTTE 
VERTRIEBSGESELLSCHAFT MBH, (U.S. CL. 23). SN 
73-675,892. PUB. 10-10-1989. FILED 7-30-1987. 

1,574,370. BRO AND DESIGN. SAFEREC INTERNATION- 
AL AKTIEBOLAG, MULTIPLE CLASS, (INT. CLS. 7 
AND 12), (U.S. CLS. 19 AND 23). SN 73-709,431. PUB. 
10-10-1989. FILED 2-4-1988. 

1,574,371. ELAST-O-MATIC. MARJE IMPORT INC., (U.S. 
CL. 23). SN 73-718,752. PUB. 10-10-1989. FILED 3-18-1988. 

1,574,372. MADVAC. C.B.C. MUNICIPAL EQUIPMENT 
INC., (U.S. CLS. 2 AND 23). SN 73-727,844. PUB. 
10-10-1989. FILED 5-12-1988. 

1,574,373. Q-P. WHITEMAN MANUFACTURING COMPA- 
NY, (U.S. CL. 23). SN 73-731,741. PUB. 10-4-1988. FILED 
5-31-1988. 

1,574,374. VACSTAR. AIR TECHNIQUES, INCORPORAT- 


ED, (U.S. CL. 23). SN 73-732,879. PUB. 10-10-1989. FILED 
6-6-1988. 
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1,574,375. QUARRY MASTER. INSINOORITOIMISTO 
ASKO ALASPAA OY, (U.S. CL. 23). SN 73-747,145. PUB. 
10-10-1989. FILED 8-19-1988. 


1,574,376. DUROFLOW AND DESIGN. COOPER INDUS- 
TRIES, INC., (U.S. CL. 23). SN 73-748,375. PUB. 
10-10-1989. FILED 8-25-1988. 

1,574,377. BRUTE POWER. ECHLIN INC., MULTIPLE 
CLASS, (INT. CLS. 7 AND 12), (U.S. CLS. 19, 21, 23 AND 
35). SN 73-750,119. PUB. 10-10-1989. FILED 8-26-1988. 


1,574,378. MISCELLANEOUS DESIGN. MONARCH MARK- 
ING SYSTEMS, INC., (U.S. CL. 23). SN 73-752,069. PUB. 
10-10-1989. FILED 9-15-1988. 

1,574,379. MISCELLANEOUS DESIGN. MONARCH MARK- 
ING SYSTEMS, INC., (U.S. CL. 23). SN 73-752,070. PUB. 
10-10-1989. FILED 9-15-1988. 

1,574,380. ROL-MAN. HARSCO CORPORATION, (U.S. CL. 
23). SN 73-753,568. PUB. 10-10-1989. FILED 9-21-1988. 


1,574,381. DP 60. SANDVIK AB, (U.S. CL. 23). SN 
73-753,784. PUB. 10-10-1989. FILED 9-22-1988. 


1,574,382. QUALITY S AND DESIGN. QUALITY S HITCH 
MANUFACTURING, INC., MULTIPLE CLASS, (INT. 
CLS. 7 AND 12), (U.S. CLS. 19 AND 23). SN 73-754,919. 
PUB. 10-10-1989. FILED 9-29-1988. 


1,574,383. ADVANCE. ADVANCE PRODUCTS CORPORA- 
TION, (U.S. CL. 23). SN 73-757,277. PUB. 10-10-1989. 
FILED 10-12-1988. 


1,574,384. STATION MATE. DBD ENTERPRISES, MULTI- 
PLE CLASS, (INT. CLS. 7 AND 8), (U.S. CL. 23). SN 
73-759,352. PUB. 10-10-1989. FILED 10-24-1988. 


1,574,385. GOLD LINE. ENERTROLS, INC., (U.S. CL. 23). 
SN 73-759,377. PUB. 10-10-1989. FILED 10-24-1988. 


1,574,386. JAY-DEE. JAY-DEE INDUSTRIES, INC., MUL- 
TIPLE CLASS, (INT. CLS. 7 AND 11), (U.S. CLS. 13 AND 
23). SN 73-760,838. PUB. 3-7-1989. FILED 10-31-1988. 


1,574,387. MULTI T. S.A. MARTIN, (U.S. CL. 23). SN 
73-761,864. PUB. 10-10-1989. FILED 11-4-1988. 


1,574,388. TRANSWAY (STYLIZED). TRANSWAY SYS- 
TEMS INC., (U.S. CL. 23). SN 73-762,862. PUB. 6-6-1989. 
FILED 11-9-1988. 


1,574,389. COTTA. SUNTEC INDUSTRIES INCORPORAT- 
ED, (U.S. CL. 23). SN 73-763,974. PUB. 10-10-1989. FILED 
11-16-1988. 


1,574,390. ESCOTRACK. SMA CONTROLS, INC., (U.S. CL. 
34). SN 73-764,743. PUB. 10-10-1989. FILED 11-21-1988. 


1,574,391. JOHN HENRY, A STEEL DRIVIN’ MACHINE 
AND DESIGN. JIMCO SUPPLY COMPANY, INC., (U.S. 
CL. 23). SN 73-769,341. PUB. 10-10-1989. FILED 
12-14-1988. 


1,574,392. FRESHLOCK. KEYSTONE MANUFACTURING 
COo., INC., (U.S. CLS. 21, 23 AND 34). SN 73-770,673. PUB. 
5-2-1989. FILED 12-21-1988. 

1,574,393. VVV AND DESIGN. MAYTAG CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 7 AND 11), (U.S. CLS. 23, 
31 AND 34). SN 73-770,982. PUB. 5-2-1989. FILED 
12-22-1988. 

1,574,394. WASHEX AND DESIGN. WHITE CONSOLDIAT- 
ED INDUSTRIES, INC., (U.S. CLS. 23 AND 24). SN 
73-773,406. PUB. 10-10-1989. FILED 1-9-1989. 

1,574,395. BOREMASTER I. BOREMASTER PRECISION 
TOOL & MFG., (U.S. CL. 23). SN 73-781,232. PUB. 
10-10-1989. FILED 2-10-1989. 


1,574,396. HSI AND DESIGN. HSI CORPORATION, (U.S. 
CL. 23). SN 73-782,757. PUB. 10-10-1989. FILED 2-24-1989. 

1,574,397. FOR A BETTER GRIP ON PRECISION. JACOBS 
MANUFACTURING COMPANY, THE, (U.S. CL. 23). SN 
73-786,034. PUB. 10-10-1989. FILED 3-13-1989. 

1,574,398. STC. STC CORPORATION, (U.S. CL. 23). SN 
73-786,912. PUB. 10-10-1989. FILED 3-16-1989. 

1,574,399. ADJUST-O-LOK. THOMSON SAGINAW BALL 
SCREW COMPANY, INC., (U.S. CL. 23). SN 73-790,730. 
PUB. 10-10-1989. FILED 4-3-1989. 

1,574,400. AUTO-SPLITTER. STURDEVANT & COMPANY, 
INC., (U.S. CL. 23). SN 73-793,338. PUB. 10-10-1989. 
FILED 4-14-1989. 
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1,574,401. ECON-O-LOK. THOMSON SAGINAW BALL 
SCREW COMPANY, INC., (U.S. CL. 23). SN 73-793,693. 
PUB. 10-10-1989. FILED 4-17-1989. 

1,574,402. UNIDUS (STYLIZED). LEE, KEVIN K., (U.S. CL. 
23). SN 73-794,420. PUB. 10-10-1989. FILED 4-20-1989. 

1,574,403. VOLKS AIR AND DESIGN. DUNN-RIGHT, IN- 
CORPORATED, (U.S. CL. 23). SN 73-796,322. PUB. 
10-10-1989. FILED 4-27-1989. 

1,574,404. TRAVEL MATE (STYLIZED). NEW HOME 
SEWING MACHINE COMPANY, THE, (U.S. CL. 23). SN 
73-804,997. PUB. 10-10-1989. FILED 6-6-1989. 

1,574,405. FORD. FORD MOTOR COMPANY, (U.S. CL. 23). 
SN 73-805,325. PUB. 10-10-1989. FILED 6-8-1989. 


CLASS 8—HAND TOOLS 


1,574,099 (See Class 1 for this trademark). 

1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,349 (See Class 6 for this trademark). 

1,574,384 (See Class 7 for this trademark). 

1,574,406. ULTRA. ANDIS COMPANY, MULTIPLE CLASS, 
(INT. CLS. 8, 9 AND 11), (U.S. CLS. 21, 23, 24, 26 AND 44). 
SN 73-629,193. PUB. 10-10-1989. FILED 11-7-1986. 

1,574,407. CRAIN CLASSIC BLADES AND DESIGN. CRAIN, 
JACK W., (U.S. CL. 23). SN 73-758,927. PUB. 10-10-1989. 
FILED 10-21-1988. 

1,574,408. ABECO. ABECO LIMITED, (U.S. CL. 23). SN 
73-760,983. PUB. 10-10-1989. FILED 10-31-1988. 

1,574,409. PIPESLICE. KOPEX INTERNATIONAL LIMIT- 
ED, (U.S. CL. 23). SN 73-761,313. PUB. 10-10-1989. FILED 
11-1-1988. 

1,574,410. ULTRA GLIDE BLUE STRIP. WILKINSON 
SWORD LIMITED, (U.S. CL. 23). SN 73-761,576. PUB. 
10-10-1989. FILED 11-3-1988. 

1,574,411. NATURAL MOTION. PRECITEC AG, (U.S. CL. 
23). SN 73-769,945. PUB. 10-10-1989. FILED 12-16-1988. 

1,574,412. THE PAPER STORE AND DESIGN. S. FREED- 
MAN AND SONS, DBA THE PAPER STORE, MULTI- 
PLE CLASS, (INT. CLS. 8, 16, 21 AND 42), (U.S. CLS. 2, 
23, 37 AND 101). SN 73-772,440. PUB. 5-16-1989. FILED 
12-28-1988. 

1,574,413. STRONGHOLD. HARVARD APPARATUS, INC., 
(U.S. CLS. 23 AND 26). SN 73-781,378. PUB. 10-10-1989. 
FILED 2-17-1989. 

1,574,414. LOGITORK (STYLIZED). JS TECHNOLOGY, 
INC., (U.S. CLS. 23 AND 26). SN 73-794,729. PUB. 
10-10-1989. FILED 4-21-1989. 

1,574,415. MISCELLANEOUS DESIGN. BRINKMAN, RICH- 
ARD A., (U.S. CL. 23). SN 73-795,801. PUB. 10-10-1989. 
FILED 4-25-1989. 

1,574,416. OLDFORGE TOOLS AND DESIGN. DOWLEY 
MANUFACTURING, INC., (U.S. CL. 23). SN 73-796,961. 
PUB. 10-10-1989. FILED 5-1-1989. 

1,574,417. PRESSOL PS AND DESIGN. PRESSOL MANU- 
FACTURING CO., INC., (U.S. CL. 23). SN 73-799,271. PUB. 
10-10-1989. FILED 5-11-1989. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,103 (See Class 1 for this trademark). 

1,574,142 (See Class 1 for this trademark). 

1,574,150 (See Class 2 for this trademark). 

1,574,169 (See Class 3 for this trademark). 

1,574,346 (See Class 6 for this trademark). 

1,574,406 (See Class 8 for this trademark). 

1,574,418. CORE COMMUNICATIONS. MEDIFACTS LIM- 
ITED, MULTIPLE CLASS, (INT. CLS. 9, 16 AND 41), 
(U.S. CLS. 21, 26, 36, 38 AND 107). SN 73-574,234. PUB. 
10-10-1989. FILED 12-19-1985. 
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1,574,419. S SENSUS (STYLIZED). SAEHAN MEDIA COR- 
PORATION, (U.S. CLS. 21, 26 AND 36). SN 73-581,279. 
PUB. 6-16-1987. FILED 2-5-1986. 

1,574,420. MAGNA. MAGNA SOFTWARE CORPORATION, 
BY CHANGE OF NAME FROM MAGNA BUSINESS 
SYSTEMS CORP., MULTIPLE CLASS, (INT. CLS. 9 AND 
42), (US. CLS. 38 AND 100). SN 73-623,467. PUB. 
5-30-1989. FILED 10-1-1986. 

1,574,421. VISION WORLD. EYEGLASS SERVICE INDUS- 
TRIES, INC., (U.S. CLS. 21 AND 26). SN 73-624,070. PUB. 
1-26-1988. FILED 10-3-1986. 

1,574,422. SOTAS INTERNATIONAL AND DESIGN. SOTA 
INTERNATIONAL INC., BY CHANGE OF NAME FROM 
SOTAS, INC., (U.S. CL. 38). SN 73-636,849. PUB. 5-31-1988. 
FILED 12-22-1986. 

1,574,423. HI-TECH AND DESIGN. ALAKH CORPORA- 
TION, (U.S. CLS. 26 AND 36). SN 73-641,795. PUB. 
12-22-1987. FILED 1-28-1987. 

1,574,424. TURBOSCAN. AST RESEARCH, INC., ASSIGN- 
EE OF AST RESEARCH, INC. (US. CL. 26). SN 
73-643,339. PUB. 10-10-1989. FILED 2-6-1987. 

1,574,425. MISCELLANEOUS DESIGN. CHARISMA IN MIS- 
SIONS, INC., MULTIPLE CLASS, (INT. CLS. 9 AND 16), 
(U.S. CLS. 36 AND 38). SN 73-643,955. PUB. 10-10-1989. 
FILED 2-9-1987. 

1,574,426. ZENON AND DESIGN. ZENON ENVIRONMEN- 
TAL INC., MULTIPLE CLASS, (INT. CLS. 9, 11, 40 AND 
42), (U.S. CLS. 26, 31, 100 AND 106). SN 73-644,493. PUB. 
5-9-1989. FILED 2-13-1987. 

1,574,427. KEY AUTOSERVICE. SOFTKEY SOFTWARE 
PRODUCTS INC., (U.S. CL. 38). SN 73-652,748. PUB. 
10-10-1989. FILED 4-2-1987. 

1,574,428. FACTORYMATE. INDUSTRIAL DATA TECH- 
NOLOGIES CORP., (U.S. CLS. 26 AND 38). SN 73-656,846. 
PUB. 6-14-1988. FILED 4-23-1987. 

1,574,429. GERBERT. GERBERT AND CO. MULTIPLE 
CLASS, (INT. CLS. 9, 16, 25 AND 41), (U.S. CLS. 21, 22, 36, 
38, 39 AND 107). SN 73-657,289. PUB. 5-3-1988. FILED 
4-27-1987. 

1,574,430. GERBER ALLEY. GERBER ALLEY & ASSOCI- 
ATES, INC., (U.S. CL. 38). SN 73-662,566. PUB. 5-3-1988. 
FILED 5-22-1987. 

1,574,431. XA. STRATUS COMPUTER, INC., (U.S. CLS. 26 
AND 38). SN 73-664,686. PUB. 8-30-1988. FILED 6-4-1987. 

1,574,432. AMPCHAMP. STEVENSON, FRANK E., (U.S. 
CL. 21). SN 73-669,559. PUB. 5-23-1989. FILED 7-1-1987. 


1,574,433. DATAVIEW. CMQ COMMUNICATIONS INC., 
(U.S. CLS. 26 AND 38). SN 73-675,328. PUB. 5-23-1989. 
FILED 7-30-1987. 

1,574,434. THOROGARD. THOR ENTERPRISES, INC., (U.S. 
CL. 26). SN 73-677,618. PUB. 12-22-1987. FILED 8-10-1987. 

1,574,435. EC (STYLIZED). GRANDS MAGASINS JEL- 
MOLI S.A., MULTIPLE CLASS, (INT. CLS. 9, 14, 18 AND 
25), (U.S. CLS. 3, 26, 27, 28 AND 39). SN 73-678,079. PUB. 
11-1-1988. FILED 8-11-1987. 

1,574,436. MARKET MAESTRO. RAM DYNAMICS INC., 
(U.S. CL. 38). SN 73-678,544. PUB. 2-9-1988. FILED 
8-10-1987. 

1,574,437. HART. SCHIFFMACHER, SIEGFRIED, AND 
SCHIFFMACHER, CHRISTINE, DBA HART PROFES- 
SIONAL PRODUCTS, (U.S. CL. 21). SN 73-682,082. PUB. 
6-6-1989. FILED 9-2-1987. 

1,574,438. BELLOWSEAL. PATHWAY BELLOWS, INC., 
MULTIPLE CLASS, (INT. CLS. 9 AND 11), (U.S. CLS. 26 
AND 34). SN 73-684,788. PUB. 5-2-1989. FILED 9-17-1987. 

1,574,439. MUX LAB. MUX LAB INC., (U.S. CLS. 21 AND 
26). SN 73-685,613. PUB. 10-10-1989. FILED 9-21-1987. 

1,574,440. EMERALD. TADIRAN ELECTRONIC INDUS- 
TRIES, INC., (U.S. CLS. 21, 26 AND 32). SN 73-685,691. 
PUB. 5-9-1989. FILED 9-22-1987. 

1,574,441. DATASTRIPE. SCRIPTOMATIC INC., (U.S. CL. 
26). SN 73-686,935. PUB. 10-10-1989. FILED 9-28-1987. 

1,574,442. NEW IMAGE SALON SYSTEM. NEW IMAGE IN- 
DUSTRIES, INC., (U.S. CLS. 26 AND 38). SN 73-691,137. 
PUB. 4-5-1988. FILED 10-22-1987. 
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1,574,443. UNITED STATES LIFESAVING ASSOCIATION 
USA INTERNATIONAL AND DESIGN. UNITED STATES 
LIFESAVING ASSOCIATION, MULTIPLE CLASS, (INT. 
CLS. 9, 16, 20, 25 AND 42), (U.S. CLS. 26, 38, 39, 50 AND 
100). SN 73-704,997. PUB. 10-10-1989. FILED 1-11-1988. 

1,574,444. BACKGROUND MANAGER. PERIMETER COM- 
MUNICATIONS CORPORATION, (U.S. CL. 38). SN 
73-714,302. PUB. 7-5-1988. FILED 3-1-1988. 

1,574,445. PEER SERVICES. TANGRAM SYSTEMS COR- 
PORATION, (U.S. CL. 38). SN 73-715,117. PUB. 2-21-1989. 
FILED 3-7-1988. 

1,574,446. NEVADA BELL. PACIFIC TELESIS GROUP, 
(U.S. CL. 21). SN 73-719,558. PUB. 5-16-1989. FILED 
3-29-1988. 

1,574,447. PACIFIC BELL. PACIFIC TELESIS GROUP, 
(U.S. CL. 21). SN 73-719,565. PUB. 5-16-1989. FILED 
3-29-1988. 

1,574,448. NORTHWESTERN BELL. U S WEST, INC., (U.S. 
CL. 21). SN 73-719,575. PUB. 5-16-1989. FILED 3-29-1988. 

1,574,449. SOUTHWESTERN BELL. SOUTHWESTERN 
BELL CORPORATION, (U.S. CL. 21). SN 73-719,576. PUB. 
5-16-1989. FILED 3-29-1988. 

1,574,450. MOUNTAIN BELL. U S WEST, INC., (U.S. CL. 
21). SN 73-719,577. PUB. 5-16-1989. FILED 3-29-1988. 

1,574,451. PACIFIC BELL AND DESIGN. PACIFIC TELESIS 
GROUP, MULTIPLE CLASS, (INT. CLS. 9, 16, 35, 37, 38, 
41 AND 42), (U.S. CLS. 21, 38, 100, 101, 103, 104 AND 107). 
SN 73-719,614. PUB. 5-16-1989. FILED 3-29-1988. 

1,574,452. ACCUTRAK (STYLIZED). IRWIN MAGNETIC 
SYSTEMS, INC., (U.S. CL. 26). SN 73-722,327. PUB. 
8-23-1988. FILED 4-14-1988. 

1,574,453. ACCUTRAK. IRWIN MAGNETIC SYSTEMS, 
INC., (U.S. CL. 26). SN 73-722,328. PUB. 8-16-1988. FILED 
4-14-1988. 

1,574,454. SENTINEL. DIFCO LABORATORIES INCORPO- 
RATED, (U.S. CL. 26). SN 73-722,521. PUB. 9-13-1988. 
FILED 4-15-1988. 

1,574,455. SPRAY SOK STRETCHES AND DESIGN. SPRAY 
SOK, INC., (U.S. CLS. 26 AND 39). SN 73-722,964. PUB. 
10-10-1989. FILED 4-18-1988. 

1,574,456. CADENCE. EPIC SYSTEMS CORPORATION, 
(U.S. CL. 38). SN 73-723,017. PUB. 3-28-1989. FILED 
4-18-1988. 

1,574,457. SEA FANS. PASSAGE HOME 
COMMUNICATIONS,INC., CHANGE OF NAME AND 
MERGER OF PASSAGE HOME, INC., (U.S. CL. 21). SN 
73-724,937. PUB. 10-10-1989. FILED 4-25-1988. 

1,574,458. SET SAIL. PASSAGE HOME 
COMMUNICATIONS,INC, CHANGE OF NAME AND 
MERGER OF PASSAGE HOME, INC., (U.S. CL. 21). SN 
73-724,938. PUB. 10-10-1989. FILED 4-25-1988. 

1,574,459. ESPION. ADC TELECOMMUNICATIONS, INC., 
(U.S. CL. 26). SN 73-728,187. PUB. 6-20-1989. FILED 
5-13-1988. 

1,574,460. I0 AND DESIGN. IO CORPORATION, (U.S. CLS. 
21, 26 AND 38). SN 73-729,912. PUB. 5-30-1989. FILED 
5-23-1988. 

1,574,461. IMC PLASTICS AND DESIGN. IMACC CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 9 AND 28), 
(U.S. CLS. 22, 26 AND 32). SN 73-730,748. PUB. 10-10-1989. 
FILED 5-25-1988. 

1,574,462. WINDMASTER. HTRC AUTOMATION INC., 
(U.S. CL. 26). SN 73-736,102. PUB. 10-10-1989. FILED 
6-21-1988. 

1,574,463. ONEMASK. ELRON ELECTRONIC 
TRIES LTD. (US. CL. 38). 
10-10-1989. FILED 6-20-1988. 

1,574,464. ACOME. ACOME SOCIETE COOPERATIVE DE 
TRAVAILLEURS, (U.S. CLS. 21 AND 26). SN 73-739,003. 
PUB. 12-27-1988. FILED 7-11-1988. 

1,574,465. PIXACT, HELIOPRINT AS, (U.S. CLS. 21 AND 
26). SN 73-739,155. PUB. 10-10-1989. FILED 7-11-1988. 

1,574,466. INTELLEX. TECHLAW INC., (U.S. CLS. 26 AND 
38). SN 73-739,481. PUB. 3-7-1989. FILED 7-12-1988. 

1,574,467. EMSYSTEM. HUNTINGTON LABORATORIES, 
INC., MULTIPLE CLASS, (INT. CLS. 9 AND 42), (U.S. 
CLS. 38, 100 AND 101). SN 73-740,817. PUB. 10-10-1989. 
FILED 7-19-1988. 
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1,574,468. MAXSERVER. XYPLEX, INC., (U.S. CLS. 21 AND 
26). SN 73-741,575. PUB. 10-10-1989. FILED 7-22-1988. 


1,574,469. MACBABY (STYLIZED). KAR ENTERPRISES, 
INC., (U.S. CL. 38). SN 73-742,785. PUB. 2-7-1989. FILED 
7-28-1988. 

1,574,470. US POWER. LA PHONE, INC., (U.S. CLS. 21 
AND 26). SN 73-745,230. PUB. 5-9-1989. FILED 8-10-1988. 

1,574,471. JEANS UNIFORM AND DESIGN. C.G.A. S.P.A., 
MULTIPLE CLASS, (INT. CLS. 9, 14, 16, 18, 25, 26, 28 
AND 34), (U.S. CLS. 1, 2, 3, 5, 8, 9, 17, 22, 26, 27, 28, 37, 38, 
39, 40 AND 41). SN 73-746,232. PUB. 10-10-1989. FILED 
8-15-1988. 

1,574,472. PANAPT. PANSOPHIC SYSTEMS, INCORPO- 
RATED, MULTIPLE CLASS, (INT. CLS. 9, 16 AND 42), 
(U.S. CLS. 38, 100 AND 101). SN 73-747,144. PUB. 
10-10-1989. FILED 8-19-1988. 

1,574,473. MANAGING YOUR TAXES. MECA VENTURES, 
INC., (U.S. CL. 38). SN 73-747,232. PUB. 10-10-1989. 
FILED 8-19-1988. 

1,574,474. C CONTINUEX CORPORATION AND DESIGN. 
WESTERN DATA SCIENCES CORPORATION, DBA 
CONTINUEX AND DBA WESTERN DATA COMPANY, 
(U.S. CL. 38). SN 73-749,986. PUB. 5-2-1989. FILED 
9-6-1988. 

1,574,475. MACHDP. TECHNICAL GROUP, INC., THE, 
(U.S. CL. 38). SN 73-751,675. PUB. 4-4-1989. FILED 
9-12-1988. 

1,574,476. MACDTM. TECHNICAL GROUP, INC., THE, 
(U.S. CL. 38). SN 73-751,677. PUB. 4-4-1989. FILED 
9-12-1988. 

1,574,477. MACSTORM. TECHNICAL GROUP, INC., THE, 
(U.S. CL. 38). SN 73-751,679. PUB. 4-4-1989. FILED 
9-12-1988. 

1,574,478. ISDN (STYLIZED). FUJITSU NETWORK 
SWITCHING OF AMERICA, INC., (U.S. CLS. 21 AND 26). 
SN 73-752,215. PUB. 10-10-1989. FILED 9-16-1988. 


1,574,479. SCION. PERMUTIT COMPANY LIMITED, THE, 
(U.S. CL. 26). SN 73-754,496. PUB. 10-10-1989. FILED 
11-28-1988. 


1,574,480. WORKBOOK. HONEYWELL INC., (U.S. CLS. 21, 
26 AND 38). SN 73-754,695. PUB. 10-10-1989. FILED 
9-29-1988. 

1,574,481. OPTUNE. GAZELLE SYSTEMS, (U.S. CL. 38). 
SN 73-755,236. PUB. 10-10-1989. FILED 9-30-1988. 


1,574,482. MIDWAY DATACOM (STYLIZED). MIDWAY 
ELECTRIC SUPPLY CO., INC., (U.S. CLS. 21 AND 26). 
SN 73-755,483. PUB. 10-10-1989. FILED 10-3-1988. 

1,574,483. PRIVATE EYE. REFLECTION TECHNOLOGY, 
INC., (U.S. CLS. 21 AND 26). SN 73-757,054. PUB. 
10-10-1989. FILED 10-11-1988. 

1,574,484. MISCELLANEOUS DESIGN. MICROMAX S.P.A., 
(U.S. CLS. 21, 23 AND 34). SN 73-758,291. PUB. 10-10-1989. 
FILED 10-17-1988. 

1,574,485. VISION PVD AND DESIGN. MEDASONICS, 
INC., (U.S. CL. 26). SN 73-758,356. PUB. 4-18-1989. FILED 
10-17-1988. 


1,574,486. METCOM. METROPOLIS COMPUTER NET- 
WORKS INC., (U.S. CL. 38). SN _ 73-759,069. PUB. 
10-10-1989. FILED 10-24-1988. 


1,574,487. LM1. PROGRESSIVE COMPUTING, INC., (U.S. 
CLS. 21, 26 AND 38). SN 73-759,466. PUB. 7-11-1989. 
FILED 10-24-1988. 

1,574,488. DATA T. PHOENIX MICROSYSTEMS, INC., (U.S. 
CL. 21). SN _ 73-759,564. PUB. 10-10-1989. FILED 
10-24-1988. 

1,574,489. ORVE. MICROMAX S.P.A., (U.S. CL. 26). SN 
73-759,722. PUB. 10-10-1989. FILED 10-25-1988. 


1,574,490. ISDTERM. NIPPON DENKI KABUSHIKI 
KAISHA, DBA NEC CORPORATION, (U.S. CL. 21). SN 
73-759,844. PUB. 10-10-1989. FILED 10-26-1988. 

1,574,491. SUNBURST. VERTEQ, INC., (U.S. CL. 26). SN 
73-760,371. PUB. 7-11-1989. FILED 10-28-1988. 

1,574,492. PACER. AJAX MAGNETHERMIC CORPORA- 
TION, (U.S. CL. 21). SN 73-760,597. PUB. 6-13-1989. 
FILED 10-31-1988. 
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1,574,493. IN-CAM. INFINITE GRAPHICS INCORPORAT- 
ED, (U.S. CL. 38). SN 73-760,857. PUB. 10-10-1989. FILED 
10-31-1988. 

1,574,494. AUTOMATION SYSTEMS AND DESIGN. FLUID 
AUTOMATION SYSTEMS SA, (U.S. CLS. 23 AND 26). SN 
73-761,812. PUB. 10-10-1989. FILED 11-4-1988. 

1,574,495. DAVID CLARK. DAVID CLARK COMPANY IN- 
CORPORATED, (U.S. CLS. 21, 26 AND 39). SN 73-762,060. 
PUB. 10-10-1989. FILED 11-7-1988. 

1,574,496. MISCELLANEOUS DESIGN. CAPITOL 
RECORDS, INC., (U.S. CLS. 21 AND 36). SN 73-762,515. 
PUB. 10-10-1989. FILED 11-7-1988. 

1,574,497. DIMENSIONS. SOCIETY OPTIKS PARTNER- 
SHIP, (U.S. CL. 26). SN 73-762,804. PUB. 5-23-1989. FILED 
11-9-1988. 

1,574,498. A (STYLIZED). APPLIED AXIOMATICS, IN- 
CORPORATED, (U.S. CL. 38). SN 73-763,177. PUB. 
10-10-1989. FILED 11-14-1988. 

1,574,499. DAYCO. DAYCO PRODUCTS, INC., (U.S. CL. 
26). SN 73-763,343. PUB. 10-10-1989. FILED 11-14-1988. 

1,574,500. IW IN WIN DEVELOPMENT INC. (STYLIZED). 
IN WIN DEVELOPMENT INC., (U.S. CLS. 21 AND 26). 
SN 73-763,584. PUB. 10-10-1989. FILED 11-14-1988. 

1,574,501. OPTIMA. MARUBENI AMERICA CORPORA- 
TION, (U.S. CL. 21). SN 73-764,110. PUB. 8-8-1989. FILED 
2-14-1989. 

1,574,502. IN-SCAN. INFINITE GRAPHICS INCORPORAT- 
ED, (U.S. CL. 38). SN 73-764,399. PUB. 10-10-1989. FILED 
11-18-1988. 

1,574,503. IN-MESH. INFINITE GRAPHICS INCORPO- 
RATED, (U.S. CL. 38). SN 73-764,400. PUB. 10-10-1989. 
FILED 11-18-1988. 

1,574,504. ANDREW TOBIAS’ TAX CUT. MECA VEN- 
TURES, INC., (US. CL. 38). SN 73-764,884. PUB. 
10-10-1989. FILED 11-21-1988. 

1,574,505. ITT (STYLIZED). ITT CORPORATION, (U.S. 
CLS. 21 AND 26). SN 73-765,028. PUB. 10-10-1989. FILED 
11-21-1988. 

1,574,506. SCANMAN. LOGITECH INTERNATIONAL S.A., 
(U.S. CLS. 26 AND 38). SN 73-765,776. PUB. 5-9-1989. 
FILED 11-25-1988. 

1,574,507. EOS. SOFTWRIGHT SYSTEMS LIMITED, (U.S. 
CL. 38). SN 73-766,191. PUB. 10-10-1989. FILED 
11-28-1988. 

1,574,508. PAGEWRIGHT. BESTINFO, INC., (U.S. CL. 38). 
SN 73-766,382. PUB. 5-23-1989. FILED 11-30-1988. 

1,574,509. ELECTRIC AVENUE. ELECTRIC AVENUE, 
INC., (U.S. CL. 21). SN 73-766,466. PUB. 4-25-1989. FILED 
11-30-1988. 

1,574,510. VOXGRAM. VOXEL, (U.S. CL. 26). SN 73-768,925. 
PUB. 5-30-1989. FILED 12-12-1988. 

1,574,511. INTELLIWORKS. WORKER, DWIGHT, DBA IN- 
TELLIWORKS, MULTIPLE CLASS, (INT. CLS. 9 AND 
42), (U.S. CLS. 38, 100 AND 101). SN 73-769,750. PUB. 
5-9-1989. FILED 12-16-1988. 

1,574,512. AVION AND DESIGN. AVION SYSTEMS, INC., 
(U.S. CL. 26). SN 73-769,935. PUB. 10-10-1989. FILED 
12-16-1988. 

1,574,513. EMPAC (STYLIZED). EMPAC INTERNATION- 
AL CORPORATION, (U.S. CL. 26). SN 73-770,402. PUB. 
10-10-1989. FILED 12-19-1988. 

1,574,514. MYSTIC SEAPORT. MYSTIC SEAPORT 
MUSEUM, INC., MULTIPLE CLASS, (INT. CLS. 9 AND 
16), (U.S. CLS. 21 AND 38). SN 73-770,436. PUB. 
10-10-1989. FILED 12-19-1988. 

1,574,515. POWER ALERT AND DESIGN. SSMC INC., (U.S. 
CL. 21). SN 73-771,140. PUB. 7-4-1989. FILED 12-23-1988. 

1,574,516. U’NI-LINK. REMIC CORPORATION, (U.S. CL. 
21). SN 73-771,350. PUB. 5-23-1989. FILED 12-23-1988. 

1,574,517. OPENSCRIPT. ASYMETRIX CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CL. 38). 
SN 73-771,724. PUB. 10-10-1989. FILED 12-27-1988. 

1,574,518. MCC MEDICAL SYSTEM. MEDICAL COMPUT- 
ER CONSULTANTS, INC., (U.S. CL. 38). SN 73-773,302. 
PUB. 6-20-1989. FILED 1-6-1989. 

1,574,519. THE VID AND DESIGN. VID CORPORATION, 
THE, (U.S. CL. 21). SN 73-773,950. PUB. 10-10-1989. 
FILED 1-10-1989. 
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1,574,520. NOETIC (STYLIZED). PSL ENTERPRISES INC, 
(US. CL. 26. SN 73-774,602. PUB. 7-4-1989. FILED 
1-13-1989. 

1,574,521. AT&T AND DESIGN. AMERICAN TELEPHONE 
AND TELEGRAPH COMPANY, (U.S. CLS. 21 AND 26). 
SN 73-775,069. PUB. 10-10-1989. FILED 1-17-1989. 

1,574,522. FINCOR. IMO INDUSTRIES INC., BY MERGER 
WITH IMO CORPORATION, (U.S. CLS. 26 AND 38). SN 
73-775,103. PUB. 9-5-1989. FILED 1-17-1989. 

1,574,523. PULSE. AMERICAN HEAT VIDEO PRODUC- 
TIONS, INC., (U.S. CL. 21). SN 73-776,840. PUB. 7-18-1989. 
FILED 1-24-1989. 

1,574,524. GO FOR YOUR DREAMS. INTERNATIONAL 
CORPORATION FOR FINANCIAL SECURITY, INC., 
MULTIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 21, 
36 AND 38). SN 73-777,057. PUB. 10-10-1989. FILED 
1-27-1989. 

1,574,525. OSF/1. OPEN SOFTWARE FOUNDATION, INC., 
(US. CL. 38). SN 73-778,048. PUB. 10-10-1989. FILED 
1-31-1989. 

1,574,526. GOD CONSCIOUSNESS SEMINARS (BLOCK 
FORM). GOD CONSCIOUSNESS INC., (U.S. CLS. 36 AND 
38). SN 73-778,278. PUB. 10-10-1989. FILED 2-2-1989. 

1,574,527. DATA STITCH. DATA STITCH, INC., (U.S. CLS. 
23, 26 AND 38). SN 73-778,536. PUB. 10-10-1989. FILED 
2-3-1989. 

1,574,528. ID LOGIC. PRS CORPORATION, (U.S. CL. 21). 
SN 73-778,802. PUB. 10-10-1989. FILED 2-6-1989. 

1,574,529. SCANFAX. CHINON AMERICA, INC., (U.S. CLS. 
26 AND 38). SN 73-779,229. PUB. 10-10-1989. FILED 
2-7-1989. 

1,574,530. TOW THE OILFIELD WORKSTATION AND 
DESIGN. VERTICOMP, INC., (U.S. CL. 38). SN 73-780,414. 
PUB. 10-10-1989. FILED 2-13-1989. 

1,574,531. THE TOURWATCH MANAGER. FACILITY 
MANAGEMENT SYSTEMS, INC, BY CHANGE OF 
NAME FROM COMPUTER SYSTEMS DESIGN, INC. 
(US. CLS. 26 AND 38). SN 73-781,747. PUB. 8-1-1989. 
FILED 2-21-1989. 

1,574,532. WATER SENTRY. PHLEGAR, PHILLIP LEE, 
DBA WATER SENTRY, INC, (US. CL. 26). SN 
73-782,732. PUB. 10-10-1989. FILED 2-24-1989. 

1,574,533. PHOTOGO AND DESIGN. PRINT TECHNOLO- 
GY, INC., (U.S. CL. 26). SN 73-783,288. PUB. 10-10-1989. 
FILED 2-27-1989. 

1,574,534. CP*MR AND DESIGN. MANAGEMENT RE- 
PORTS & SERVICES, INC., DBA MARCOIN BUSINESS 
SERVICES, (U.S. CL. 38). SN 73-783,598. PUB. 10-10-1989. 
FILED 2-27-1989. 

1,574,535. LITTLE GOLDEN BOOK LAND. WESTERN PUB- 
LISHING COMPANY, INC. MULTIPLE CLASS, (INT. 
CLS. 9, 16 AND 28), (U.S. CLS. 21, 22, 36 AND 38). SN 
73-783,608. PUB. 10-10-1989. FILED 2-24-1989. 

1,574,536. MACBUBBLES (STYLIZED). STARSYS, INC. 
(US. CL. 38). SN 73-783,686. PUB. 10-10-1989. FILED 
2-28-1989. 

1,574,537. HARRIER (BLOCK FORM). “HARRIER” GMBH 
GESELLSCHAFT FUR DEN VERTRIEB MEDIZIN- 
ISCHER UND TECHNISCHER GERATE, (U.S. CLS. 23 
AND 26). SN 73-783,813. PUB. 10-10-1989. FILED 
2-28-1989. 

1,574,538. SERVISWARE (BLOCK FORM). CHECKFREE 
TECHNOLOGIES, INC., (U.S. CL. 38). SN 73-784,957. PUB. 
10-10-1989. FILED 3-6-1989. 

1,574,539. CLARITAS AND DESIGN. CLARITAS CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 9 AND 35), 
(U.S. CLS. 38 AND 101). SN 73-785,040. PUB. 10-10-1989. 
FILED 3-6-1989. 

1,574,540. TRU SIMPLICITY. NYNEX CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 26 
AND 38). SN 73-785,080. PUB. 10-10-1989. FILED 3-6-1989. 

1,574,541. ARIUS. GENTEX CORPORATION, (U.S. CL. 26). 
SN 73-785,532. PUB. 10-10-1989. FILED 3-8-1989. 

1,574,542. REGENCY AND DESIGN. CLIFF WEIL, INC. 
(US. CL. 26). SN 73-785,653. PUB. 10-10-1989. FILED 
3-10-1989. 
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1,574,543. POW&RLED AND DESIGN. MITSUBISHI CABLE 
AMERICA, INC., (U.S. CL. 21). SN 73-786,389. PUB. 
8-22-1989. FILED 3-13-1989. 

1,574,544. VIEWTEL. VIEWFACTS, INC., MULTIPLE 
CLASS, (INT. CLS. 9 AND 35), (U.S. CLS. 26 AND 101). 
SN 73-786,882. PUB. 10-10-1989. FILED 3-16-1989. 

1,574,545. “COLOR MASTER”. KURFEES COATINGS, 
INC., (U.S. CLS. 21, 26 AND 38). SN 73-787,416. PUB. 
10-10-1989. FILED 3-20-1989. 

1,574,546. MEGACABLE. TANDY CORPORATION, DBA 
RADIO SHACK, (U.S. CL. 21). SN 73-787,459. PUB. 
10-10-1989. FILED 3-20-1989. 

1,574,547. MAGNETIC XTRA HAND. TRADECOM IM- 
PORTS, INC. (U.S. CL. 26). SN 73-787,984. PUB. 
10-10-1989. FILED 3-20-1989. 

1,574,548. V-MAC. MACK TRUCKS, INC., (U.S. CLS. 19 
AND 26). SN 73-789,129. PUB. 10-10-1989. FILED 
3-27-1989. 

1,574,549. SELF-GUIDED. EARTH VIEW, INCORPORAT- 
ED, (U.S. CLS. 26 AND 36). SN 73-789,494. PUB. 
10-10-1989. FILED 3-27-1989. 

1,574,550. LIFECIRCUIT. BALLY MANUFACTURING 
CORPORATION, (U.S. CLS. 22, 23, 26 AND 38). SN 
73-789,777. PUB. 10-10-1989. FILED 3-28-1989. 

1,574,551. BARKUBCO RECORDS AND TAPES. BAR- 
KUBCO RECORDS AND TAPES, (U.S. CL. 36). SN 
73-790,160. PUB. 10-10-1989. FILED 3-31-1989. 

1,574,552. WIG-WAGGER. WHITE, THOMAS C., DBA T. W. 
ENTERPRISES, (U.S. CL. 26). SN 73-790,472. PUB. 
10-10-1989. FILED 4-3-1989. 

1,574,553. T2. NORTHLAKE SOFTWARE, INC., (U.S. CL. 
38). SN 73-790,582. PUB. 10-10-1989. FILED 4-3-1989. 

1,574,554. STERILCHEMGARD. BAKER COMPANY, INC., 
THE, (U.S. CLS. 26 AND 50). SN 73-790,603. PUB. 
10-10-1989. FILED 4-3-1989. 

1,574,555. HDP (STYLIZED). WHELEN TECHNOLOGIES, 
INC., DBA WHELEN ENGINEERING COMPANY, (U.S. 
CLS. 21 AND 26). SN 73-790,722. PUB. 10-10-1989. FILED 
4-3-1989. 

1,574,556. FINDX (STYLIZED). R. F. JACKSON & ASSOCI- 
ATES, INC., DBA C.S.TOOL DIV., (US. CL. 26). SN 
73-790,779. PUB. 10-10-1989. FILED 4-3-1989. 

1,574,557. ENLARGER-LITE (STYLIZED). SELDEN, BOYN- 
TON, (U.S. CLS. 21 AND 26). SN 73-791,492. PUB. 
10-10-1989. FILED 4-6-1989. 

1,574,558. MICROSTROBE AND DESIGN. TOMAR ELEC- 
TRONICS, INC., (U.S. CL. 21). SN 73-791,641. PUB. 
10-10-1989. FILED 4-7-1989. 

1,574,559. FM+. TERK TECHNOLOGIES CORPORATION, 
(U.S. CL. 21). SN 73-792,217. PUB. 10-10-1989. FILED 
4-10-1989. 

1,574,560. ON TIME (STYLIZED). CAMPBELL SERVICES, 
INC., (U.S. CL. 38). SN 73-792,316. PUB. 10-10-1989. 
FILED 4-24-1989. 

1,574,561. LABDRIVER (STYLIZED). NATIONAL INSTRU- 
MENTS, (U.S. CL. 38). SN 73-792,374. PUB. 10-10-1989. 
FILED 4-10-1989. 

1,574,562. FRANK W. MURPHY MFR. AND DESIGN. 
MURPHY MANAGEMENT, INC., (U.S. CLS. 21 AND 26). 
SN 73-792,538. PUB. 10-10-1989. FILED 4-11-1989. 

1,574,563. MURPHY AND DESIGN. MURPHY MANAGE- 
MENT, INC., (U.S. CLS. 21 AND 26). SN 73-792,539. PUB. 
10-10-1989. FILED 4-11-1989. 

1,574,564. FASTAT AND DESIGN. SYSTAT, INC., MULTI- 
PLE CLASS, (INT. CLS. 9 AND 16), (U.S. CL. 38). SN 
73-792,600. PUB. 10-10-1989. FILED 3-16-1989. 

1,574,565. PLUSCACHE. PLUS DEVELOPEMENT CORPO- 
RATION, (U.S. CL. 38). SN 73-793,097. PUB. 10-10-1989. 
FILED 4-11-1989. 

1,574,566. AUTOFLOW. KEMIRA OY, DBA KEMIRA 
SAFETY, (U.S. CL. 26). SN 73-793,160. PUB. 10-10-1989. 
FILED 4-13-1989. 

1,574,567. ESP. WINDMERE CORPORATION, (U.S. CL. 21). 
SN 73-793,624. PUB. 10-10-1989. FILED 4-17-1989. 

1,574,568. MISCELLANEOUS DESIGN. ALTRONIC RE- 
SEARCH, INCORPORATED, (U.S. CL. 21). SN 73-793,638. 
PUB. 10-10-1989. FILED 4-17-1989. 
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1,574,569. ZAPMASTER (STYLIZED). KEYTEK INSTRU- 
MENT CORP., (U.S. CLS. 21 AND 26). SN 73-793,740. PUB. 
10-10-1989. FILED 4-14-1989. 

1,574,570. VOICE PROCESSING AND DESIGN. VOICE 
PROCESSING CORPORATION, (U.S. CLS. 26 AND 38). 
SN 73-794,102. PUB. 10-10-1989. FILED 4-18-1989. 

1,574,571. K*CELL ELECTRONICS. KENT ELECTRONICS 
CORPORATION, (U.S. CL. 21). SN 73-794,529. PUB. 
10-10-1989. FILED 4-20-1989. 

1,574,572. MISCELLANEOUS DESIGN. JASON EMPIRE, 
INC., (U.S. CL. 26). SN 73-795,165. PUB. 10-3-1989. FILED 
4-24-1989. 

1,574,573. TORICTAMER. MALLORY, DANIEL H., O.D., 
(U.S. CL. 38). SN 73-795,479. PUB. 10-10-1989. FILED 
4-24-1989. 

1,574,574. BATHCAD AND DESIGN. AMERICAN STAND- 
ARD INC., (U.S. CL. 38). SN 73-795,586. PUB. 10-10-1989. 
FILED 4-24-1989. 

1,574,575. MISCELLANEOUS DESIGN. GLADISH, JEFF, 
(U.S. CLS. 21 AND 50). SN 73-795,793. PUB. 10-10-1989. 
FILED 4-25-1989. 

1,574,576. MISCELLANEOUS DESIGN. VAN RHODEN, 
ESMER, (U.S. CL. 26). SN 73-795,795. PUB. 10-10-1989. 
FILED 4-25-1989. 

1,574,577. BALZAC. BULL, S.A, (US. CL. 38). SN 
73-795,803. PUB. 10-10-1989. FILED 4-25-1989. 

1,574,578. VIDEO PROFESSOR. DATA LINK RESEARCH 
SERVICES, INC., (U.S. CLS. 21 AND 36). SN 73-795,896. 
PUB. 10-10-1989. FILED 4-26-1989. 

1,574,579. BANKBUILDER. LEWIS LEE CORPORATION, 
(U.S. CL. 38). SN 73-795,930. PUB. 10-10-1989. FILED 
4-26-1989. 

1,574,580. ..WHATEVER IT TAKES! (BLOCK FORM). 
LAWSON ASSOCIATES INC. (US. CL. 38). SN 
73-795,942. PUB. 10-10-1989. FILED 4-26-1989. 

1,574,581. MISCELLANEOUS DESIGN. LAWSON ASSOCI- 
ATES INC., (U.S. CL. 38). SN 73-795,953. PUB. 10-10-1989. 
FILED 4-26-1989. 

1,574,582. MISCELLANEOUS DESIGN. TAMARACK 
MICROELECTRONICS INC., (U.S. CLS. 21 AND 26). SN 
73-796,171. PUB. 10-10-1989. FILED 4-27-1989. 

1,574,583. DPI. DATA PRODUCTS, INC., (U.S. CL. 38). SN 
73-796,234. PUB. 10-10-1989. FILED 4-27-1989. 

1,574,584. DRYULE. WHEATON INDUSTRIES, (U.S. CL. 
26). SN 73-796,853. PUB. 10-10-1989. FILED 5-1-1989. 

1,574,585. NANONICS AND DESIGN. HARRINGTON, 
JOHN C., Ill, (US. CL. 21). SN 73-796,907. PUB. 
10-10-1989. FILED 5-1-1989. 

1,574,586. QWIK-POST. E.A. PIFER FINANCIAL SYS- 
TEMS, INC., (U.S. CL. 38). SN 73-797,134. PUB. 10-10-1989. 
FILED 5-1-1989. 

1,574,587. QUANTASEP. SEPRAGEN CORPORATION, 
INC., (U.S. CL. 26). SN 73-797,182. PUB. 10-10-1989. 
FILED 5-1-1989. 

1,574,588. THERMAP. BABCOCK & WILCOX COMPANY, 
THE, (U.S. CL. 26). SN 73-797,965. PUB. 10-10-1989. 
FILED 5-5-1989. 

1,574,589. VIDEOPAC (STYLIZED). WELCH ALLYN, INC., 
(US. CL. 26). SN 73-798,176. PUB. 10-10-1989. FILED 
5-8-1989. 

1,574,590. EDGEBROOK MANOR. AMEROCK CORPORA- 
TION, (U.S. CL. 21). SN 73-798,312. PUB. 10-10-1989. 
FILED 5-8-1989. 

1,574,591. RUNNER AND DESIGN. NORTH AMERICAN 
PHILIPS CORPORATION, (U.S. CLS. 21 AND 36). SN 
73-798,444. PUB. 10-10-1989. FILED 5-8-1989. 

1,574,592. NERC AND DESIGN. NATIONAL ENERGY RE- 
SEARCH CORP., (U.S. CL. 21). SN 73-799,661. PUB. 

10-10-1989. FILED 5-12-1989. 

1,574,593. HYPERLEARNING. APPLE COMPUTER, INC., 
(U.S. CL. 38). SN 73-799,779. PUB. 10-10-1989. FILED 
5-10-1989. 

1,574,594. PHEROPHAN. ENKA AG, (U.S. CL. 26). SN 
73-799,971. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,595. FILTROPHAN. ENKA AG, (U.S. CL. 26). SN 
73-799,972. PUB. 10-10-1989. FILED 5-15-1989. 
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1,574,596. FLATMASTER. GENERAL SIGNAL TECHNOL- 
OGY CORPORATION, DBA GCA TROPEL, (U.S. CL. 26). 
SN 73-799,988. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,597. COBAS FARA. ROCHE DIAGNOSTIC SYSTEMS, 
INC., (U.S. CL. 26). SN 73-800,445. PUB. 10-10-1989. 
FILED 5-15-1989. 

1,574,598. ARC-ON (BLOCK FORM). EBTEK, INC., (U.S. 
CL. 21). SN 73-800,732. PUB. 10-10-1989. FILED 5-17-1989. 

1,574,599. BENCHMATE. SHERWOOD MEDICAL COMPA- 
NY, (U.S. CL. 26). SN 73-800,766. PUB. 10-10-1989. FILED 
5-17-1989. 

1,574,600. CODE ONE (STYLIZED). JAMESON HOME 
PRODUCTS, INC., (U.S. CL. 21). SN 73-802,084. PUB. 
10-10-1989. FILED 5-23-1989. d 

1,574,601. MONITRIX. CHEYENNE SOFTWARE, INC., 
(U.S. CL. 38). SN 73-802,135. PUB. 10-10-1989. FILED 
5-23-1989. 

1,574,602. PROMAG AND DESIGN. MAGNETIC SPECIAL - 
TY, INC., (U.S. CLS. 14 AND 26). SN 73-804,006. PUB. 
10-10-1989. FILED 6-2-1989. 


CLASS 10—MEDICAL APPARATUS 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,122 (See Class 1 for this trademark). 

1,574,145 (See Class 1 for this trademark). 

1,574,167 (See Class 3 for this trademark). 

1,574,283 (See Class 5 for this trademark). 

1,574,603. ASTRA. CARDIAC PACEMAKERS, INC., (U.S. 
CL. 44). SN 73-525,911. PUB. 10-29-1985. FILED 3-8-1985. 

1,574,604. FLONOVA. BIO NOVA NEO TECHNICS PRO- 
PRIETARY LIMITED, (U.S. CL. 44). SN 73-647,021. PUB. 
10-10-1989. FILED 2-27-1987. 

1,574,605. COOLWEAR. WORK WEAR CORPORATION, 
INC., BY MERGER WITH AND CHANGE OF NAME 
FROM WORK WEAR CORPORATION, INC., (U.S. CLS. 
39 AND 44). SN 73-657,193. PUB. 10-10-1989. FILED 
4-24-1987. 

1,574,606. SURECATH. TITAN MEDICAL INC., (U.S. CL. 
44). SN 73-673,722. PUB. 8-16-1988. FILED 7-22-1987. 

1,574,607. COUNTERPOINT. DANTEC ELEKTRONIK, ME- 
DICINSK OG VIDENSKA BELIGT MALEUDSTYR A/S, 
(U.S. CL. 44). SN 73-694,488. PUB. 10-10-1989. FILED 
11-9-1987. 

1,574,608. NAFA. NAFA, U.S.A., INC., (U.S. CL. 44). SN 
73-702,310. PUB. 4-25-1989. FILED 12-21-1987. 

1,574,609. DYNATRON. DYNATRONICS RESEARCH COR- 
PORATION, (U.S. CL. 44). SN 73-704,205. PUB. 1-17-1989. 
FILED 12-30-1987. 

1,574,610. TELE-TOTE. HEYMAN, ARNOLD M., M.D., 
DBA MEDICAL PRODUCTS CONSULTANTS, (U.S. CL. 
44). SN 73-705,736. PUB. 10-10-1989. FILED 1-15-1988. 

1,574,611. MISCELLANEOUS DESIGN. POLYMER DY- 
NAMICS, INC., (U.S. CL. 44). SN 73-719,469. PUB. 
10-10-1989. FILED 3-24-1988. 

1,574,612. ACUTRON AND DESIGN. MICROCURRENT RE- 
SEARCH, INC., ASSIGNEE OF DAVIS, PAUL, DBA 
DAVIS ASSOCIATES, (U.S. CL. 44). SN 73-731,494. PUB. 
10-10-1989. FILED 5-31-1988. 

1,574,613. RESTEST Il. BAXTER INTERNATIONAL INC., 
(U.S. CL. 44). SN 73-734,741. PUB. 10-10-1989. FILED 
6-16-1988. 

1,574,614. OK-1 (STYLIZED). OK-1 MANUFACTURING 
CO., INC., (U.S. CL. 44). SN 73-742,412. PUB. 10-10-1989. 
FILED 7-27-1988. 

1,574,615. GOLDEN THERMAL. GOLDEN, THEODORE A., 
(U.S. CL. 44). SN 73-747,581. PUB. 10-10-1989. FILED 
8-22-1988. 

1,574,616. GT AND DESIGN. GOLDEN, THEODORE A., 
(U.S. CL. 44). SN 73-747,591. PUB. 10-10-1989. FILED 
8-22-1988. 

1,574,617. PRE-COMP. ULTRADENT PRODUCTS, INC., 
(U.S. CL. 44). SN 73-748,560. PUB. 10-10-1989. FILED 
$-25-1988. 
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1,574,618. MAKIDA (BLOCK FORM). HUNTEX CORPORA- 
TION, (U.S. CL. 44). SN 73-751,361. PUB. 10-10-1989. 
FILED 9-12-1988. 

1,574,619. DISKHALER. GLAXO GROUP LIMITED, (U.S. 
CL. 44). SN 73-752,960. PUB. 10-10-1989. FILED 3-20-1989. 

1,574,620. MEMBRELLE. PPG INDUSTRIES, INC., (US. 
CL. 44). SN 73-752,975. PUB. 10-10-1989. FILED 9-19-1988. 

1,574,621. BUNJI (STYLIZED). INTERVENTIONAL 
THERAPEUTICS CORPORATION, (U.S. CL. 44). SN 
73-753,242. PUB. 10-10-1989. FILED 8-26-1988. 

1,574,622. HELICON. SIEMENS AKTIENGESELLSCHAFT 
OESTERREICH, (US. CL. 44). SN 73-754,974. PUB. 
10-10-1989. FILED 9-29-1988. 

1,574,623. HEALTH MATCH INC. AND DESIGN. HEALTH 
MATCH, INC. (US. CL. 44). SN 73-756,958. PUB. 
10-10-1989. FILED 10-11-1988. 

1,574,624. SENSOR GUARD. DATASCOPE CORPORA- 
TION, (U.S. CL. 44). SN 73-757,713. PUB. 10-10-1989. 
FILED 10-14-1988. 


1,574,625. RELIANCE. RELIANCE MEDICAL PRODUCTS, 
INC., (U.S. CL. 44). SN 73-760,339. PUB. 10-10-1989. 
FILED 10-28-1988. 

1,574,626. SPIROMAT. DRAGERWERK AKTIENGESELL- 
SCHAFT, (U.S. CL. 44). SN 73-762,888. PUB. 7-18-1989. 
FILED 11-9-1988. 

1,574,627. RETROPLEGIA. RESEARCH MEDICAL, INC., 
(U.S. CL. 44). SN 73-764,151. PUB. 10-10-1989. FILED 
11-17-1988. 

1,574,628. KU. CANON KABUSHIKI KAISHA, (U.S. CL. 
44). SN 73-765,561. PUB. 10-10-1989. FILED 11-25-1988. 


1,574,629. BELLAMAT (STYLIZED). GROSSNIKLAUS AG, 
(U.S. CL. 44). SN 73-766403. PUB. 10-10-1989. FILED 
11-30-1988. 


1,574,630. SPINE-ALIGN PILLOW. BURKE, KAREN SUE, 
(US. CL. 44). SN 73-767,540. PUB. 7-4-1989. FILED 
12-5-1988. 

1,574,631. TWINWAL. FRONTIER PRODUCTS, INC., (U.S. 
CL. 44). SN 73-768,739. PUB. 10-10-1989. FILED 
12-12-1988. 

1,574,632. LC. CAMP INTERNATIONAL, INC., (U.S. CLS. 
39 AND 44). SN 73-768,956. PUB. 10-10-1989. FILED 
12-12-1988. 

1,574,633. ART-1000, MEDICAL ENGINEERING CORPO- 
RATION, (U.S. CL. 44). SN 73-770,511. PUB. 10-10-1989. 
FILED 12-19-1988. 

1,574,634. SPEEDI-TEMP. ELLEDGE, DEAN, DBA PRAI- 
RIE VILLAGE PROSTHETICS, (US. CL. 44). SN 
73-772,567. PUB. 10-10-1989. FILED 1-3-1989. 

1,574,635. TRANSCATH. ELECTRO-CATHETER, (U.S. CL. 
44). SN 73-773,023. PUB. 6-27-1989. FILED 1-4-1989. 

1,574,636. SNOR-AID. MANN, GILBERT E., (U.S. CL. 44). 
SN 73-774,341. PUB. 10-10-1989. FILED 1-12-1989. 

1,574,637. CHERUBS COLLECTION AND DESIGN. CHER- 
UBS COLLECTION, THE, (U.S. CL. 44). SN 73-777,226. 
PUB. 7-18-1989. FILED 1-30-1989. 

1,574,638. NEWPORT. SIMPSON/BASYE, INC., (U.S. CL. 
44). SN 73-781,703. PUB. 10-10-1989. FILED 2-21-1989. 

1,574,639. ASC (STYLIZED). SUPERCONETICS, INC., (U.S. 
CL. 44). SN 73-782,591. PUB. 10-10-1989. FILED 2-23-1989. 

1,574,640. DIAMOND-LINE (STYLIZED). SNOWDEN- 
PENCER, INC, (U.S. CL. 44) SN 73-783,077. PUB. 
10-10-1989. FILED 2-27-1989. 

1,574,641. LIGHTING THE WAY WITH SOUND. AD- 
VANCED TECHNOLOGY LABORATORIES, INC., (U.S. 
CL. 44). SN 73-783,186. PUB. 10-10-1989. FILED 2-27-1989. 

1,574,642. MED-U-CHECK. MED-U-CHECK INDUSTRIES, 
INC, (US. CL. 44). SN 73-784,604. PUB. 10-10-1989. 
FILED 3-6-1989. 

1,574,643. CEN-PETTE. DAVSTAR INDUSTRIES, INC, 
(US. CL. 44). SN 73-785,752. PUB. 10-10-1989. FILED 
3-10-1989. 

1,574,644. BIPAL AND DESIGN. CORDIS CORPORATION. 


(U.S. CL. 44). SN 73-786,439. PUB. 10-10-1989. FILED 
3-13-1989. 
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1,574,645. WAFER-LITE. POST GLOVER MEDICAL 
PRODUCTS, INC., (U.S. CL. 44). SN 73-787,021. PUB. 
10-10-1989. FILED 3-16-1989. 

1,574,646. HARTZLER ACX. ADVANCED CARDIOVASCU- 
LAR SYSTEMS, INC., (U.S. CL. 44). SN 73-787,895. PUB. 
10-10-1989. FILED 3-20-1989. 

1,574,647. STACK PERFUSION. ADVANCED CARDIO- 
VASCULAR SYSTEMS, INC., (U.S. CL. 44). SN 73-787,900. 
PUB. 10-10-1989. FILED 3-20-1989. 

1,574,648. HANDCARE AND DESIGN. PACIFIC LATEX 
PRODUCTS, LIMITED, (U.S. CL. 44). SN 73-788,048. PUB. 
10-10-1989. FILED 3-20-1989. 

1,574,649. MISCELLANEOUS DESIGN. CORDIS CORPORA- 
TION, (U.S. CL. 44). SN 73-788,876. PUB. 10-10-1989. 
FILED 3-24-1989. 

1,574,650. FIBRA. APPLIED VASCULAR DEVICES, INC., 
(U.S. CL. 44). SN 73-789,365. PUB. 10-10-1989. FILED 
3-27-1989. 

1,574,651. ATRAUMAX. APPLIED VASCULAR DEVICES, 
INC., (U.S. CL. 44). SN 73-789,366. PUB. 10-10-1989. 
FILED 3-27-1989. 

1,574,652. PERFECT. IPCO CORPORATION, (U.S. CL. 44). 
SN 73-790,121. PUB. 10-10-1989. FILED 3-30-1989. 

1,574,653. M A X. IPCO CORPORATION, (U.S. CL. 44). SN 
73-790, 132. PUB. 10-10-1989. FILED 3-30-1989. 

1,574,654. EPPE. HENEGER, FLOYD, (U.S. CLS. 22 AND 
24). SN 73-790,764. PUB. 10-10-1989. FILED 4-3-1989. 

1,574,655. TEN/CARE. LEE CUNNINGHAM, (U.S. CL. 44). 
SN 73-791,102. PUB. 10-10-1989. FILED 4-4-1989. 

1,574,656. TRIPLUS. IPCO CORPORATION, (U.S. CL. 44). 
SN 73-791,314. PUB. 10-10-1989. FILED 4-5-1989. 

1,574,657. KYLE CROCODILE. APOTHECARY PROD- 
UCTS, INC., (U.S. CL. 44). SN 73-791,410. PUB. 10-10-1989. 
FILED 4-6-1989. 

1,574,658. MISCELLANEOUS DESIGN. CORPAK, _INC., 
(U.S. CL. 44). SN 73-791,436. PUB. 10-10-1989. FILED 
4-6-1989. 

1,574,659. RAYPAC AND DESIGN. INTERAY INTERNA- 
TIONAL X-RAY TUBE CORP., (U.S. CL. 44). SN 
73-791,861. PUB. 10-10-1989. FILED 4-7-1989. 

1,574,660. ORA-SYRINGE. QUANTERRON, INC., (U.S. CL. 
44). SN 73-792,327. PUB. 10-10-1989. FILED 4-10-1989. 

1,574,661. MEDIC-L-AIR. OXEQUIP HEALTH INDUS- 
TRIES, INC., (U.S. CL. 44). SN 73-792,360. PUB. 9-19-1989. 
FILED 4-10-1989. 

1,574,662. SLIDE. GILLETTE CANADA INC., DBA ORAL- 
B LABORATORIES, (U.S. CL. 44). SN 73-793,425. PUB. 
10-10-1989. FILED 4-17-1989. 

1,574,663. TURNING POINT. DENTAL TECHNOLOGIES, 
INC., (U.S. CL. 44). SN 73-794,382. PUB. 10-10-1989. 
FILED 4-20-1989. 

1,574,664. PICOTRON. SURGICAL INNOVATORS OF 
AMERICA, INC., (U.S. CL. 44). SN 73-794,857. PUB. 
10-10-1989. FILED 4-21-1989. 

1,574,665. MISCELLANEOUS DESIGN. STAODYNAMICS, 
INC., (U.S. CL. 44). SN 73-794,862. PUB. 10-10-1989. 
FILED 4-21-1989. 

1,574,666. CRYTATEBAG. TERUMO KABUSHIKI KAISHA 
(TERUMO CORPORATION), (U.S. CL. 44). SN 73-795,266. 
PUB. 10-10-1989. FILED 4-24-1989. 

1,574,667. SATELLITE. JONES MEDICAL INSTRUMENT 
COMPANY, (U.S. CL. 44). SN 73-795,631. PUB. 10-10-1989. 
FILED 4-21-1989. 

1,574,668. DR. BOO AND DESIGN. DR. BOO CO., LTD., 
(U.S. CL. 44). SN 73-795,690. PUB. 10-10-1989. FILED 
4-26-1989. 

1,574,669. POLYMAS. HUANG, JERRY T., DBA DENTA- 
MERICA FOR ROYAL INDUSTRIES, (U.S. CL. 44). SN 
73-1796,079. PUB. 10-10-1989. FILED 4-27-1989. 

1,574,670. PASTEL PALATES. TP ORTHODONTICS, INC., 
(U.S. CL. 44). SN 73-797,237. PUB. 10-10-1989. FILED 
5-1-1989. 

1,574,671. MAGBOY AND DESIGN. NIHONKENKOZOSIN- 
KENKYUKAI CO., LTD., (U.S. CL. 44). SN 73-797,497. 
PUB. 10-10-1989. FILED 5-3-1989. 

1,574,672. MAGBOY (STYLIZED). NIHONKENKOZOSIN- 
KENKYUKAI CO., LTD., (U.S. CL. 44). SN 73-797,504. 
PUB. 10-10-1989. FILED 5-3-1989. 
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1,574,673. BAIR HUGGER. AUGUSTINE MEDICAL, INC., 
(U.S. CL. 44). SN 73-798,197. PUB. 10-10-1989. FILED 
5-8-1989. 

1,574,674. SPECT-E-N-S. LABELTAPE MEDITECT INC., 
(U.S. CL. 44). SN 73-798,641. PUB. 10-10-1989. FILED 
5-8-1989. 

1,574,675. TCU. ADVANCED SURGICAL INTERVEN- 
TION, INC., (U.S. CL. 44). SN 73-799,695. PUB. 10-10-1989. 
FILED 5-12-1989. 

1,574,676. VISI-WIPE. VISITEC COMPANY, (U.S. CL. 44). 
SN 73-800,341. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,677. VISI-GEM. VISITEC COMPANY, (U.S. CL. 44). 
SN 73-800,342. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,678. VISIJDRAIN. VISITEC COMPANY, (U.S. CL. 44). 
SN 73-800,408. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,679. AMNICATH, SPECTRAMED, INC., (U.S. CL. 44). 
SN 73-804,819. PUB. 10-10-1989. FILED 6-5-1989. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


1,574,101 (See Class I for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,350 (See Class 6 for this trademark). 

1,574,351 (See Class 6 for this trademark). 

1,574,386 (See Class 7 for this trademark). 

1,574,393 (See Class 7 for this trademark). 

1,574,406 (See Class 8 for this trademark). 

1,574,426 (See Class 9 for this trademark). 

1,574,438 (See Class 9 for this trademark). 

1,574,680. COSPECT. TLV CO., LTD., (U.S. CLS. 13 AND 
34). SN 73-618,971. PUB. 10-10-1989. FILED 9-9-1986. 

1,574,681. THORN AND DESIGN. THORN EMI PLC, (U.S. 
CLS. 21 AND 34). SN 73-657,809. PUB. 10-10-1989. FILED 
4-28-1987. 

1,574,682. MISCELLANEOUS DESIGN. WOLFARD GLASS- 
BLOWING COMPANY, (U.S. CL. 2). SN 73-682,356. PUB. 
10-10-1989. FILED 9-3-1987. 

1,574,683. ELKEM MULTI-PURPOSE FURNACE. ELKEM 
A/S, (U.S. CL. 34). SN 73-685,200. PUB. 10-10-1989. FILED 
9-21-1987. 

1,574,684. HT HIGH TECHNOLOGY AND DESIGN. 
COEMAR S.P.A., (U.S. CL. 21). SN 73-692,180. PUB. 
10-10-1989. FILED 10-23-1987. 

1,574,685. WATER WORKS. EMHART INDUSTRIES, INC., 
MULTIPLE CLASS, (INT. CLS. 11, 17 AND 21), (US. 
CLS. 13, 34 AND 35). SN 73-719,346. PUB. 4-25-1989. 
FILED 3-28-1988. 

1,574,686. HEATECH. TECHNO-THERM CORP., (U.S. CL. 
34). SN 73-729,488. PUB. 5-9-1989. FILED 5-13-1988. 

1,574,687. MISCELLANEOUS DESIGN. CHERNE INDUS- 
TRIES, INC., (U.S. CLS. 13 AND 35). SN 73-749,027. PUB. 
10-10-1989. FILED 8-29-1988. 

1,574,688. VARIFOCUS. TORO COMPANY, THE, (U.S. CL. 
21). SN 73-753,591. PUB. 10-10-1989. FILED 9-23-1988. 

1,574,689. PY*ROX. CHEMICAL WASTE MANAGEMENT, 
INC., (U.S. CL. 34). SN 73-764,644. PUB. 6-27-1989. FILED 
11-18-1988. 

1,574,690. CONNOISSEUR (BLOCK FORM). AMERICAN 
STANDARD INC., (U.S. CL. 13). SN 73-765,688. PUB. 
10-10-1989. FILED 11-25-1988. 

1,574,691. BAR DE LONGHI AND DESIGN. DE’ LONGHI 
S.P.A., (U.S. CL. 21). SN 73-766,348. PUB. 10-10-1989. 
FILED 10-28-1988. 

1,574,692. PACKINOX. PACKINOX, S.A., (U.S. CL. 34). SN 
73-772,401. PUB. 10-10-1989. FILED 12-30-1988. 

1,574,693. WATER GATE. WATER GATE CO., (U.S. CL. 13). 
SN 73-787,482. PUB. 10-10-1989. FILED 3-20-1989. 

1,574,694. MELITTA IBS AND DESIGN. MELITTA-WERKE 
BENTZ & SOHN, (U.S. CLS. 21 AND 34). SN 73-791,581. 
PUB. 10-10-1989. FILED 4-6-1989. 

1,574,695. WATER WORKS. GRAYLING INDUSTRIES, 
INC., (U.S. CL. 13). SN 73-792,400. PUB. 10-10-1989. 
FILED 4-10-1989. 
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1,574,696. PRO-2, EMERGI-LITE, INC., (U.S. CL. 21). SN 
73-792,775. PUB. 10-10-1989. FILED 4-12-1989. 

1,574,697. THE FIRST NAME IN LIGHTING. THOMAS IN- 
DUSTRIES INC., (U.S. CL. 21). SN 73-794,003. PUB. 
9-12-1989. FILED 4-14-1989. 

1,574,698. BF AND DESIGN. BANCI FIRENZE S.P.A., MUL- 
TIPLE CLASS, (INT. CLS. 11 AND 20), (U.S. CLS. 21 
AND 32). SN _ 73-796,672. PUB. 10-10-1989. FILED 
4-28-1989. 

1,574,699. ALMICO. ALMICO PLASTICS LIMITED, (U.S. 
CL. 13). SN 73-796,895. PUB. 10-10-1989. FILED 5-1-1989. 

1,574,700. ELTECH AND DESIGN. ELECTROLUMINES- 
CENT TECHNOLOGIES CORPORATION, (U.S. CL. 21). 
SN 73-797,205. PUB. 10-10-1989. FILED 5-1-1989. 

1,574,701. MAGIC WAND. EDISON PRICE INCORPORAT- 
ED, (U.S. CL. 21). SN 73-798,990. PUB. 10-10-1989. FILED 
5-10-1989. 

1,574,702. OIL-MATE,. NEGLIO, THOMAS P., (U.S. CL. 31). 
SN 73-799,095. PUB. 10-10-1989. FILED 5-10-1989. 

1,574,703. SUNQUEST. AMERICAN TANNING SYSTEMS, 
INC., (U.S. CLS. 21 AND 44). SN 73-799,297. PUB. 
10-10-1989. FILED 5-11-1989. 

1,574,704. E (STYLIZED). FILTRATION ENGINEERING 
CO., INC., (U.S. CL. 31). SN 73-799,317. PUB. 10-10-1989. 
FILED 5-11-1989. 

1,574,705. KING DRAINS. KING TECHNOLOGY OF MIS- 
SOURI, INC. (US. CL. 13). SN_ 73-800,098. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,706. COLOR IN MOTION. MINAMI INTERNATION- 
AL CORPORATION, (U.S. CL. 21). SN 73-800,336. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,707. MUSIC IN MOTION. MINAMI INTERNATION- 
AL CORPORATION, (U.S. CL. 21). SN 73-800,340. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,708. AQUAPARTS. ZURN INDUSTRIES, INC., (U.S. 
CL. 13). SN 73-800,688. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,709. AQUA CITY AND DESIGN. AQUAKLEER, INC., 
(U.S. CL. 31). SN 73-806,894. PUB. 10-10-1989. FILED 
6-15-1989. 


CLASS 12—VEHICLES 


1,574,150 (See Class 2 for this trademark). 

1,574,370 (See Class 7 for this trademark). 

1,574,377 (See Class 7 for this trademark). 

1,574,382 (See Class 7 for this trademark). 

1,574,710. INTENZA. BRIDGESTONE CORPORATION, 
(U.S. CLS. 19 AND 35). SN 73-618,000. PUB. 10-10-1989. 
FILED 9-3-1986. 

1,574,711. STORMER. BRIDGESTONE CORPORATION, 
(U.S. CLS. 19 AND 35). SN 73-618,002. PUB. 10-10-1989. 
FILED 9-3-1986. 

1,574,712. USAL. UNDERWATER SYSTEMS AUSTRALIA 
LIMITED, (U.S. CLS. 19 AND 26). SN 73-623,875. PUB. 
10-10-1989. FILED 10-3-1986. 

1,574,713. SUN HAVEN. SKYLINE CORPORATION, MUL- 
TIPLE CLASS, (INT. CLS. 12 AND 19), (U.S. CLS. 12 
AND 19). SN -73-633,212. PUB. 10-10-1989. FILED 
12-1-1986. 

1,574,714. SUN MISTRAL. SUN METAL PRODUCTS, INC., 
(U.S. CL. 19). SN 73-640,234. PUB. 10-10-1989. FILED 
1-16-1987. 

1,574,715. LEGEND. HONDA GIKEN KOGYO KABUSHIKI 
KAISHA (HONDA MOTOR CO., LTD.), (U.S. CL. 19). SN 
73-656,589. PUB. 4-18-1989. FILED 4-21-1987. 

1,574,716. QUESTOR. DUNLOP TIRE CORPORATION, 
(U.S. CL. 35). SN 73-667,079. PUB. 10-10-1989. FILED 
6-18-1987. 

1,574,717. ASAILA. FREESTYLE RECREATION PROD- 
UCTS INC., BY CHANGE OF NAME FROM FREE- 
STYLE YACHT RESEARCH, INC., (U.S. CL. 19). SN 
73-675,032. PUB. 10-10-1989. FILED 7-28-1987. 

1,574,718. LEXUS. TOYOTA JIDOSHA KABUSHIKI 
KAISHA, (U.S. CL. 19). SN 73-676,634. PUB. 5-3-1988. 
FILED 8-5-1987. 
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1,574,719. LEGAL LOAD GUZZLER. GUZZLER MANU- 
FACTURING, INC., (U.S. CLS. 19 AND 23). SN 73-690,173. 
PUB. 10-10-1989. FILED 10-19-1987. 

1,574,720. SIDEKICK. AMERICAN SUZUKI MOTOR COR- 
PORATION, BY MERGER WITH SUZUKI OF AMERICA 
AUTOMOTIVE CORPORATION, (U.S. CL. 19). SN 
73-700,325. PUB. 5-30-1989. FILED 12-11-1987. 

1,574,721. ALTO. ALTO PRODUCTS, (U.S. CLS. 19, 23 AND 
35). SN 73-709,060. PUB. 10-10-1989. FILED 2-1-1988. 

1,574,722. HYBALL. HYDROVISION LIMITED, (U.S. CL. 
19). SN 73-710,375. PUB. 10-10-1989. FILED 2-9-1988. 

1,574,723. ROADMATE. AP INDUSTRIES, INC., (U.S. CLS. 
19 AND 23). SN 73-722,167. PUB. 10-10-1989. FILED 
4-14-1988. 

1,574,724. HOT TOPS. DICK CEPEK, INC., (U.S. CL. 19). 
SN 73-732,970. PUB. 10-10-1989. FILED 6-7-1988. 

1,574,725. FIR AND DESIGN. FIR FABBRICA ITALIANA 
ROUTE S.P.A., (US. CLS. 13, 19 AND 23). SN 73-740,030. 
PUB. 10-10-1989. FILED 7-15-1988. 

1,574,726. SEALED POWER AND DESIGN. SPX CORPORA- 
TION, (U.S. CLS. 19, 23 AND 35). SN 73-754,803. PUB. 
10-10-1989. FILED 9-29-1988. 

1,574,727. CARRY-LONG. MAS-TEC CORP., (U.S. CL. 19). 
SN 73-756,499. PUB. 10-10-1989. FILED 10-7-1988. 

1,574,728. UNOBTAINIUM. IMARC, INC., (U.S. CL. 19). SN 
73-757,260. PUB. 10-10-1989. FILED 10-12-1988. 

1,574,729. MOBORANGE. ELLIS & WATTS, (U.S. CL. 19). 
SN 73-757,457. PUB. 10-10-1989. FILED 10-13-1988. 

1,574,730. SPRITE. HYUNDAI MOTOR AMERICA, (U.S. 
CL. 19). SN 73-759,854. PUB. 10-10-1989. FILED 
10-26-1988. 

1,574,731. ACCENT. HYUNDAI MOTOR AMERICA, (U.S. 
CL. 19). SN 73-760,022. PUB. 10-10-1989. FILED 
10-26-1988. 

1,574,732. SARONNI SARONNI AND DESIGN. COLNAGO 
ERNESTO & CSRL., (US. CLS. 19 AND 23). SN 
73-760,137. PUB. 10-10-1989. FILED 10-27-1988. 

1,574,733. CHB. UNION JECK MACHINE WORKS CO. 
LTD., (U.S. CLS. 19 AND 23). SN 73-760,507. PUB. 
10-10-1989. FILED 10-28-1988. 

1,574,734. GLADIATOR (STYLIZED). GLAVAL, INC., (U.S. 
CL. 19). SN 73-762,405. PUB. 10-10-1989. FILED 11-7-1988. 

1,574,735. KLEBER M+S 65. PNEUMA KLEBER, 
(US. CL. 35). SN 73-764,0%. PUB. 10-10-1989. FILED 
11-16-1988. 

1,574,736. ONSPOT AND DESIGN. ONSPOT AKTIEBO- 
LAG, (U.S. CLS. 13 AND 19). SN 73-767,685. PUB. 
10-10-1989. FILED 12-2-1988. 

1,574,737. COOL HAND TERRY. KINARD, WILLIAM C., 
(US. CL. 19). SN 73-769,486. PUB. 10-10-1989. FILED 
12-15-1988. 

1,574,738. KNIGHTHAWK AND DESIGN. FARROW, 
ROBERT, DBA PROMAR, LTD., (U.S. CLS. 19 AND 25). 
SN 73-773,259. PUB. 10-10-1989. FILED 1-6-1989. 

1,574,739. BUNKMATE. LINK MANUFACTURING, LTD., 
(U.S. CLS. 19 AND 23). SN 73-773,317. PUB. 10-10-1989. 
FILED 1-6-1989. 

1,574,740. TASBA. TA-SHING YACHT BUILDING CO, 
LTD., (US. CL. 19). SN 73-780,574. PUB. 10-10-1989. 
FILED 2-13-1989. 

1,574,741. WILDCAT (STYLIZED). ARCTCO, INC., MULTI- 
PLE CLASS, (INT. CLS. 12 AND 25), (U.S. CLS. 19 AND 
39). SN 73-795,462. PUB. 10-10-1989. FILED 4-24-1989. 

1,574,742. HOOKER. INTERNATIONAL ENGINEERING & 
MANUFACTURING INC., DBA INTERNATIONAL EN- 
GINEERING CO., (U.S. CLS. 13 AND 19). SN 73-796,791. 
PUB. 10-10-1989. FILED 5-1-1989. 

1,574,743. POWR TRAN. JAMAR INDUSTRIES, INC., (U.S. 
CL. 19). SN 73-799,877. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,744. SLIPSTREAM (STYLIZED). SLIPSTREAM 
TRAILERS, INC., (U.S. CL. 19). SN 73-801,037. PUB. 
10-10-1989. FILED 5-18-1989. 

1,574,745. SHO. FORD MOTOR COMPANY, (U.S. CLS. 19 
AND 23). SN 73-801,872. PUB. 10-10-1989. FILED 
5-22-1989. 
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1,574,746. HAMILTON. HAMILTON-SATTUIL, (U.S. CL. 19). 
SN 73-802,759. PUB. 10-10-1989. FILED 5-26-1989. 
1,574,747. FORD. FORD MOTOR COMPANY, MULTIPLE 
CLASS, (INT. CLS. 12 AND 17), (U.S. CLS. 19 AND 35). 
SN 73-802,765. PUB. 10-10-1989. FILED 5-26-1989. 
1,574,748. MERLIN. MERLIN METALWORKS INC., (U.S. 
CL. 19). SN 73-802,956. PUB. 10-10-1989. FILED 5-26-1989. 
1,574,749. RESPEC. DAVE HUNT’S AUTO SERVICES 
c., (U.S. CLS. 19 AND 23). SN 73-805,299. PUB. 
10-10-1989. FILED 6-8-1989. 
1,574,750. PIKE. PIKE TRAILER CO., INC., (U.S. CL. 19). 
SN 73-806,774. PUB. 10-10-1989. FILED 6-15-1989. 


CLASS 13—FIREARMS 


1,574,751. UZI. ISRAEL MILITARY INDUSTRIES OF THE 
MINISTRY OF DEFENSE OF THE STATE OF ISRAEL, 
(U.S. CL. 9). SN 73-595,106. PUB. 10-10-1989. FILED 
4-22-1986. 

1,574,752. BLACK MAGIC, LUIGI FRANCHI S.P.A., (U.S. 
CL. 9). SN 73-780,673. PUB. 10-10-1989. FILED 2-14-1989. 

1,574,753. THREADLOK. ETI EXPLOSIVES TECHNOL- 
OGIES INTERNATIONAL (CANADA) LTD., (U.S. CLS. 9 
AND 50). SN 73-791,020. PUB. 10-10-1989. FILED 4-3-1989. 

1,574,754. SUPER SWIVEL. MICHAELS OF OREGON CO., 
(U.S. CL. 9). SN 73-798,767. PUB. 10-10-1989. FILED 
5-5-1989. 

1,574,755. EQUALIZER. DOT RESOURCE MANAGEMENT 
CORP., (U.S. CL. 9). SN 73-799,169. PUB. 10-10-1989. 
FILED 5-11-1989. 

1,574,756. SUPER THUMB. ADCO SALES INC., (U.S. CLS. 
9 AND 23). SN 73-800,441. PUB. 10-10-1989. FILED 
5-15-1989. 

1,574,757. GREAT WHITE. CHINA PYROTECHNICS, INC., 
(U.S. CL. 9). SN 73-800,571. PUB. 10-10-1989. FILED 
5-16-1989. 


CLASS 14—JEWELRY 


1,574,150 (See Class 2 for this trademark). 

1,574,169 (See Class 3 for this trad@mark). 

1,574,435 (See Class 9 for this trademark). 

1,574,471 (See Class 9 for this trademark). 

1,574,758. SUITABLE ATTIRE. C. A. PEMBERTON & CO. 
LIMITED, MULTIPLE CLASS, (INT. CLS. 14, 18, 25 AND 
26), (U.S. CLS. 3, 28, 39 AND 40). SN 73-720,292. PUB. 
10-10-1989. FILED 3-31-1988. 

1,574,759. HORSELINE AND DESIGN. MONRIF S&.R.L., 
MULTIPLE CLASS, (INT. CLS. 14, 18, 24 AND 25), (U.S. 
CLS. 3, 27, 28, 39, 41 AND 42). SN 73-738,002. PUB. 
10-10-1989. FILED 7-5-1988. 

1,574,760. STUDIO CLD. CARL LEWIS DRUCKMAN LTD., 
AKA STUDIO CLD, (U.S. CL. 28). SN 73-738,491. PUB. 
1-3-1989. FILED 6-8-1988. 

1,574,761. RBB. BIELKA, INC., (U.S. CL. 28). SN 73-752,656. 
PUB. 10-10-1989. FILED 9-19-1988. 

1,574,762. BRADFORD. BRADFORD WATCH CO., INC., 
(U.S. CLS. 27 AND 28). SN 73-758,919. PUB. 10-10-1989. 
FILED 10-21-1988. 

1,574,763. PERSONAL DE TABBAH AND DESIGN. N.T. 
PREMIERE INTERNATIONAL B.V., (U.S. CLS. 27 AND 
28). SN 73-769,876. PUB. 10-10-1989. FILED 12-16-1988. 

1,574,764. BEVERLY HILLS AND DESIGN. BEVERLY 
HILLS CHAMBER OF COMMERCE, (U.S. CL. 28). SN 
73-773,933. PUB. 10-10-1989. FILED 1-10-1989. 

1,574,765. SOL. SAMUEL AARON, INC., (U.S. CL. 28). SN 
73-776,254. PUB. 10-10-1989. FILED 1-23-1989. 

1,574,766. PAUL PORTINOUX PP AND DESIGN. CALIFOR- 
NIA PACIFIC ELECTRONICS, INC., (U.S. CL. 27). SN 
73-778,506. PUB. 10-10-1989. FILED 2-3-1989. 

1,574,767. RAVEL MM (STYLIZED). MERHEJ, MICHEL, 
(U.S. CLS. 2, 27 AND 28). SN 73-778,629. PUB. 10-10-1989. 
FILED 2-3-1989. 
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1,574,768. TOKU AND DESIGN. TOKU CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 14, 25 AND 42), (U.S. 
CLS. 28, 39 AND 101). SN 73-790,832. PUB. 10-10-1989. 
FILED 4-3-1989. 

1,574,769. SUPER GOLD. SUPER GOLD CREATIONS, 
INC., (U.S. CL. 28). SN 73-794,641. PUB. 10-10-1989. 
FILED 4-19-1989. 

1,574,770. KAREN JUSTICE (STYLIZED). TIGRE LIS EN- 
TERPRISES, INC., MULTIPLE CLASS, (INT. CLS. 14 
AND 25), (U.S. CLS. 28 AND 39). SN 73-796,228. PUB. 
10-10-1989. FILED 4-27-1989. 

1,574,771. LASER LUSTRE. AURAFIN CORPORATION, 
(U.S. CL. 28). SN 73-796,287. PUB. 10-10-1989. FILED 
4-27-1989. 

1,574,772. PATRICK BORDEAUX. BORDEAUX, PATRICK, 
(U.S. CL. 28). SN 73-802,962. PUB. 10-10-1989. FILED 
5-26-1989. 


CLASS 15—MUSICAL INSTRUMENTS 


1,574,773. MISCELLANEOUS DESIGN. BOSTON HEAD 
JOINT COMPANY, INC., DBA DRELINGER HEAD 
JOINT COMPANY, (U.S. CL. 36). SN 73-764,451. PUB. 
10-10-1989. FILED 11-18-1988. 

1,574,774. CHEERFUL CHUM. A.O. MARKETING SERV- 
ICES, (U.S. CL. 36). SN 73-779,136. PUB. 10-10-1989. 
FILED 2-6-1989. 

1,574,775. GRETSCH (STYLIZED). FRED W. GRETSCH EN- 
TERPRISES, LTD., (U.S. CL. 36). SN 73-788,687. PUB. 
10-10-1989. FILED 3-23-1989. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


1,574,099 (See Class 1 for this trademark). 

1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,103 (See Class 1 for this trademark). 

1,574,149 (See Class 2 for this trademark). 

1,574,150 (See Class 2 for this trademark). 

1,574,169 (See Class 3 for this trademark). 

1,574,245 (See Class 3 for this trademark). 

1,574,247 (See Class 3 for this trademark). 

1,574,264 (See Class 5 for this trademark). 

1,574,354 (See Class 6 for this trademark). 

1,574,412 (See Class 8 for this trademark). 

1,574,418 (See Class 9 for this trademark). 

1,574,425 (See Class 9 for this trademark). 

1,574,429 (See Class 9 for this trademark). 

1,574,443 (See Class 9 for this trademark). 

1,574,451 (See Class 9 for this trademark). 

1,574,471 (See Class 9 for this trademark). 

1,574,472 (See Class 9 for this trademark). 

1,574,514 (See Class 9 for this trademark). 

1,574,517 (See Class 9 for this trademark). 

1,574,524 (See Class 9 for this trademark). 

1,574,535 (See Class 9 for this trademark). 

1,574,540 (See Class 9 for this trademark). 

1,574,564 (See Class 9 for this trademark). 

1,574,776. MISCELLANEOUS DESIGN. PENN CORPORA- 
TION, ASSIGNEE OF CHROMATIC CORPORATION, 
(U.S. CL. 37). SN 73-377,896. PUB. 4-16-1985. FILED 
8-2-1982. 

1,574,777. NORMA. CARVAJAL S.A., (U.S. CLS. 5, 11, 37 
AND 38). SN 72-548,400. PUB. 11-4-1986. FILED 7-16-1985. 

1,574,778. TAYLOR TIME PLANNER AND DESIGN. TIME 
MANAGEMENT CONSULTANTS INC., (U.S. CL. 38). SN 
73-553,463. PUB. 10-10-1989. FILED 8-15-1985. 

1,574,779. MISCELLANEOUS DESIGN. CARTIER, INCOR- 
PORATED, MULTIPLE CLASS, (INT. CLS. 16 AND 18), 
(U.S. CLS. 2 AND 3). SN 73-558,031. PUB. 10-10-1989. 
FILED 9-13-1985. 
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1,574,780. NEW ENGLAND LIVING. NORTHEAST LIFE- 
STYLES, INC., DBA NEW ENGLAND LIVING, (U.S. CL. 
38). SN 73-668,307. PUB. 8-16-1988. FILED 6-24-1987. 

1,574,781. THE ACTION LINE. MEASURED MARKETING 
SERVICES INC., MULTIPLE CLASS, (INT. CLS. 16 AND 
42), (U.S. CLS. 5, 11, 21, 23, 37, 38 AND 101). SN 73-671,656. 
PUB. 1-31-1989. FILED 7-13-1987. 

1,574,782. LITTLE LADYBIRD. LADYBIRD BOOKS LIMIT- 
ED, (U.S. CLS. 2, 37 AND 38). SN 73-673,028. PUB. 
10-10-1989. FILED 7-20-1987. 

1,574,783. CHILDREN AT HEART AND DESIGN. CHIL- 
DREN AT HEART PAPER PRODUCTS INC., (U.S. CL. 
38). SN 73-678,603. PUB. 10-10-1989. FILED 8-14-1987. 

1,574,784. WINGED WORDS. POWERS, JOHN G., (US. 
CLS. 37 AND 38). SN 73-686,929. PUB. 10-10-1989. FILED 
9-28-1987. 

1,574,785. THE TIME TACTIC. HUME FINANCIAL SERV- 
ICES, INC., DBA HUME & ASSOCIATES, (U.S. CL. 38). 
SN 73-690,057. PUB. 10-10-1989. FILED 10-13-1987. 

1,574,786. PERSONAL MOTIVATOR FOR SUCCESS AND 
DESIGN. BARNBAUM, GARY M., DBA DELOMIC PUB- 
LISHING COMPANY, (U.S. CL. 38). SN 73-695,523. PUB. 
12-13-1988. FILED 11-16-1987. 

1,574,787. HAND IN HAND. COLGATE-PALMOLIVE 
COMPANY, (U.S. CL. 38). SN 73-699,660. PUB. 5-23-1989. 
FILED 12-7-1987. 

1,574,788. FIBERCRAFT. SOPAL, (US. CL. 
73-700,445. PUB. 10-10-1989. FILED 12-11-1987. 

1,574,789. THE SPACEMAKER HOUSE. AFFORDABLE 
HOUSING CONCEPTS, INC., (U.S. CL. 38). SN 73-700,549. 
PUB. 10-10-1989. FILED 12-28-1987. 

1,574,790. H HABITABEC AND DESIGN. HABITABEC, 
INC., (U.S. CL. 38). SN 73-701,310. PUB. 10-10-1989. 
FILED 12-16-1987. 

1,574,791. ONESHOT. DIAGRAPH CORPORATION, (U.S. 
CLS. 11 AND 23). SN 73-703,243. PUB. 10-10-1989. FILED 
12-28-1987. 

1,574,792. GOURMET TODAY. CUMMINS PUBLISHING 
COMPANY, (U.S. CL. 38). SN 73-705,828. PUB. 6-7-1988. 
FILED 1-15-1988. 

1,574,793. MAGBOARD. MEDFORD, WILLIAM E., (US. 
CLS. 37 AND 50). SN 73-707,979. PUB. 5-23-1989. FILED 
1-26-1988. 

1,574,794. GOLD QUEST. ULRIKSEN, ALVIN RUSSELL, 
MULTIPLE CLASS, (INT. CLS. 16 AND 28), (U.S. CL. 22). 
SN 73-708,395. PUB. 10-10-1989. FILED 1-29-1988. 

1,574,795. BOX NO. FROM CONTENTS DESTROY THRU 
BANKERS BOX LIBERTY 11 AND DESIGN. FELLOWES 
MANUFACTURING COMPANY, (U.S. CL. 2). SN 
73-711,307. PUB. 5-23-1989. FILED 2-16-1988. 

1,574,796. MAMA’S LITTLE DUMPLINGS. NEMO, JUDITH 
A., (U.S. CLS. 37 AND 38). SN 73-712,019. PUB. 10-10-1989. 
FILED 2-19-1988. 

1,574,797. LOONEY TUNES. WARNER BROS. INC., (U.S. 
CL. 38). SN 73-712,410. PUB. 10-10-1989. FILED 2-22-1988. 

1,574,798. CREATIONS PLUS AND DESIGN. TYE-SIL COR- 
PORATION LTD., (U.S. CL. 38). SN 73-715,071. PUB. 
10-10-1989. FILED 3-7-1988. 

1,574,799. CITY FILE. METRO FILES, INC., (U.S. CLS. 37 
AND 38). SN 73-715,889. PUB. 10-10-1989. FILED 
3-10-1988. 

1,574,800. “A POWERFUL FORCE FOR FREEDOM” YOUR 
SPECIAL MEMORIES POSTER. FREEMAN, P. FRANK, 
P. FRANK FREEMAN & CO., (U.S. CL. 38). SN 73-718,060. 
PUB. 10-10-1989. FILED 3-21-1988. 

1,574,801. EARLY WORLD OF LEARNING AND DESIGN. 
WORLD BOOK, INC., (U.S. CLS. 36, 37 AND 38). SN 
73-718,384. PUB. 5-23-1989. FILED 3-24-1988. 

1,574,802. LEATHERMARK. HOLSON COMPANY, THE, 
(U.S. CL. 37). SN 73-722,039. PUB. 10-10-1989. FILED 
4-12-1988. 

1,574,803. CHARTMATE (STYLIZED). CHARTMATE INC., 
(U.S. CL. 37). SN 73-722,803. PUB. 10-10-1989. FILED 
4-18-1988. 

1,574,804. JA. JUNIOR ACHIEVEMENT INC., MULTIPLE 
CLASS, (INT. CLS. 16 AND 41), (U.S. CLS. 37, 38 AND 
107). SN 73-723,410. PUB. 8-1-1989. FILED 4-19-1988. 
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1,574,805. NUK (STYLIZED). MAPA GMBH, GUMMI- UND 
PLASTIKWERKE, (U.S. CL. 38). SN 73-725,164. PUB. 
10-10-1989. FILED 4-28-1988. 

1,574,806. FACULTY PLANNER (STYLIZED). MARKET 
SOURCE CORPORATION, (U.S. CL. 38). SN 73-725,610. 
PUB. 10-10-1989. FILED 5-2-1988. 

1,574,807. STEP FILE. WORCESTER MANUFACTURING 
COMPANY, (U.S. CL. 37). SN 73-726,826. PUB. 10-10-1989. 
FILED 5-6-1988. 


1,574,808. NATIONAL SPECIFICATION. NATION- 
AL FOREST PRODUCTS ASSOCIATION, (U.S. CL. 38). 
SN 73-737,572. PUB. 10-10-1989. FILED 6-22-1988. 


1,574,809. CFN COMMERCIAL FUELING NETWORK AND 
DESIGN. COMMERCIAL FUELING NETWORK, A DIVI- 
SION OF OLYMPIAN OIL COMPANY, MULTIPLE 
CLASS, (INT. CLS. 16 AND 35), (U.S. CLS. 38 AND 101). 
SN 73-740,436. PUB. 10-10-1989. FILED 7-18-1988. 


1,574,810. RESULTS. EXXON CORPORATION, (U.S. CL. 
38). SN 73-740,754. PUB. 1-10-1989. FILED 7-18-1988. 


1,574,811. LENNY THE LION AND DESIGN. “ITS MY 
BOOK!” LTD. (US. CL. 38). SN 73-746,522. PUB. 
10-10-1989. FILED 8-16-1988. 


1,574,812. SODA TOTER. WESTVACO CORPORATION, 
(U.S. CLS. 2 AND 37). SN 73-747,071. PUB. 10-10-1989. 
FILED 8-19-1988. 


1,574,813. FX HOMEOWNERS GLUE. ENSIGN-BICK- 
FORD INDUSTRIES, INC., (U.S. CL. 5). SN 73-747,228. 
PUB. 10-10-1989. FILED 8-19-1988. 


1,574,814. PC TODAY AND DESIGN. PEED CORPORA- 
TION, (U.S. CL. 38). SN 73-748,587. PUB. 10-10-1989. 
FILED 8-26-1988. 


1,574,815. ASIAN YELLOW PAGES. DIRECT LANGUAGE, 
INC., (U.S. CL. 38). SN 73-748,762. PUB. 10-10-1989. 
FILED 8-29-1988. 


1,574,816. REFERRAL. PHH CORPORA- 
TION, (U.S. CL. 38). SN 73-748,905. PUB. 10-10-1989. 
FILED 8-29-1988. 


1,574,817. HARLEQUIN HISTORICALS. HARLEQUIN EN- 
TERPRISES LIMITED, (U.S. CL. 38). SN 73-750,968. PUB. 
10-10-1989. FILED 9-9-1988. 


1,574,818. STICKEM. EXPRESSIONS UNLIMITED, INC., 
(U.S. CLS. 37 AND 38). SN 73-751,757. PUB. 10-10-1989. 
FILED 9-13-1988. 


1,574,819. NMS NEIGHBORHOOD MARKETING SYSTEM. 
AMERICAN RESTAURANT MARKETING GROUP, 
INC., (U.S. CL. 38). SN 73-752,501. PUB. 10-10-1989. 
FILED 9-19-1988. 


1,574,820. MISSION ORCHARDS. CATALOGUE MARKET- 
ING, INC., (U.S. CL. 38). SN 73-752,661. PUB. 10-10-1989. 
FILED 9-19-1988. 


1,574,821. NINTENDO POWER. NINTENDO OF AMERICA 
INC., (U.S. CL. 38). SN 73-752,662. PUB. 10-10-1989. 
FILED 9-19-1988. 


1,574,822. OTC PLUS OPTION TRACKING CAPABILITY. 
SHAREDATA, INC., (U.S. CL. 38). SN 73-752,802. PUB. 
10-10-1989. FILED 9-19-1988. 


1,574,824. FRONTLINE NEWS. UNITED STATES FIRE IN- 
SURANCE COMPANY, (U.S. CL. 38). SN 73-754,857. PUB. 
10-10-1989. FILED 9-29-1988. 


1,574,825. PRIME OF LIFE. KELLY GROUP, LTD., THE, 
(U.S. CL. 38). SN 73-755,195. PUB. 10-10-1989. FILED 
9-30-1988. 


1,574,826. MICHEL GUERARD. GUERARD, MICHEL 
ROBERT, (U.S. CLS. 37 AND 38). SN 73-755,238. PUB. 
10-10-1989. FILED 9-30-1988. 

1,574,827. CROWN INSIDERS’ GUIDE AND DESIGN. 
CROWN PUBLISHERS, INC., (U.S. CL. 38). SN 73-755,530. 
PUB. 10-10-1989. FILED 10-3-1988. 

1,574,828. DECORATIVE ARTISTS WORKBOOK. F & W 
PUBLICATIONS, INC., (U.S. CL. 38). SN 73-756,749. PUB. 
10-10-1989. FILED 10-11-1988. 

1,574,829. OHTO. OHTO OVERSEAS CO., LTD., (U.S. CL. 
37). SN 73-757,689. PUB. 10-10-1989. FILED 10-14-1988. 
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1,574,830. FOOD GROUPIE AND DESIGN. FOOD GROU- 
PIE, INC., MULTIPLE CLASS, (INT. CLS. 16 AND 28), 
(U.S. CLS. 22, 37, 38 AND 50). SN 73-757,978. PUB. 
10-10-1989. FILED 10-17-1988. 

1,574,831. FOOD GROUPIE. FOOD GROUPIE, INC., MUL- 
TIPLE CLASS, (INT. CLS. 16 AND 28), (U.S. CLS. 22, 37, 
38 AND 50). SN 73-757,979. PUB. 10-10-1989. FILED 
10-17-1988. 

1,574,832. P.E.R.LO. PERIODONTAL SURGERY AND 
ORAL MEDICINE ASSOCIATES, PC, (U.S. CLS. 37 AND 
38). SN 73-760,080. PUB. 10-10-1989. FILED 10-27-1988. 

1,574,833. OPTOMETRIC MANAGEMENT. GRALLA PUB- 
LICATIONS, INC., (U.S. CL. 38). SN 73-760,231. PUB. 
10-10-1989. FILED 10-27-1988. 

1,574,834. H. W. GRAY PUBLICATIONS. CPP/BELWIN, 
INC., (U.S. CL. 38). SN 73-760,877. PUB. 10-10-1989. 
FILED 10-31-1988. 

1,574,835. J. FISCHER & BRO.. CPP/BELWIN, INC., (U.S. 
CL. 38). SN 73-760,878. PUB. 10-10-1989. FILED 
10-31-1988. 

1,574,836. THE MAMMO-GRAM. HEALTH INFORMA- 
TION SERVICES, INC., THE, (U.S. CL. 38). SN 73-760,920. 
PUB. 10-10-1989. FILED 10-31-1988. 

1,574,837. INK ’N’ PAINT CLUB. WALT DISNEY COMPA- 
NY, THE, (U.S. CL. 38). SN 73-763,041. PUB. 10-10-1989. 
FILED 11-10-1988. 

1,574,838. METRO FOLIO AND DESIGN. DENNISON 
MANUFACTURING COMPANY, (U.S. CL. 37). SN 
73-164,358. PUB. 5-23-1989. FILED 11-16-1988. 

1,574,839. THE MOOD BOARD AND DESIGN. MATLACK, 
ROBERT E., DBA MOOD BOARD CONCEPTS, (U.S. CL. 
37). SN 73-764,613. PUB. 10-10-1989. FILED 11-18-1988. 

1,574,840. DOC OEN’S EASY HOME MAINTENANCE CAL- 
ENDAR. OEN ENTERPRISES, INC., (U.S. CLS. 37 AND 
38). SN 73-765,356. PUB. 10-10-1989. FILED 11-23-1988. 

1,574,841. BILLION. RINGIER AG (RINGIER SA; RIN- 
GIER LTD), (U.S. CL. 38). SN 73-768,283. PUB. 10-10-1989. 
FILED 12-7-1988. 

1,574,842. GAYLORD AND DESIGN. GAYLORD CONTAIN- 
ER CORPORATION, (U.S. CLS. 2 AND 37). SN 73-769,011. 
PUB. 10-10-1989. FILED 12-12-1988. 

1,574,843. CLIPPER (STYLIZED). NANTUCKET CORPO- 
RATION, (U.S. CL. 38). SN 73-771,184. PUB. 10-10-1989. 
FILED 12-23-1988. 

1,574,844. CELLUWIPES. CELLU TISSUE CORP-., (U.S. CL. 
37). SN 73-771,360. PUB. 5-2-1989. FILED 12-23-1988. 

1,574,845. CELLU TISSUEWIPES. CELLU TISSUE CORP., 
(U.S. CL. 37). SN 73-771,473. PUB. 5-30-1989. FILED 
12-27-1988. 

1,574,846. PEDIGREE AMD DESIGN. KAL KAN FOOD, 
INC., (U.S. CLS. 37 AND 38). SN 73-771,481. PUB. 
10-10-1989. FILED 12-27-1988. 

1,574,847. VISUALLY YOU AND DESIGN. JOUBERT, 
SANDRA, (U.S. CL. 38). SN 73-772,489. PUB. 10-10-1989. 
FILED 1-3-1989. 

1,574,848. ASSOCIATED SPORTSFANS AND DESIGN. 
MOOREIDEAS, INC., (U.S. CL. 38). SN 73-772,530. PUB. 
10-10-1989. FILED 1-3-1989. 

1,574,849. SECOND NATURE AND DESIGN. SECOND 
NATURE LIMITED, (U.S. CL. 38). SN 73-772,939. PUB. 
10-10-1989. FILED 12-30-1988. 

1,574,850. TEN C’MAN-MENTS. SLATTERY, J., (U.S. CL. 
38). SN 73-773,058. PUB. 10-10-1989. FILED 1-5-1989. 

1,574,851. IMPULSE WEAR. LEVINE, LARRY, DBA IM- 
PULSE WEAR, (U.S. CL. 37). SN 73-773,354. PUB. 
10-10-1989. FILED 1-6-1989. 

1,574,852. BB. BARNARD AND BURK GROUP, INC., (U.S. 
CL. 38). SN 73-774,108. PUB. 10-10-1989. FILED 1-11-1989. 

1,574,853. STACK’S (STYLIZED). STACK’S, MULTIPLE 
CLASS, (INT. CLS. 16, 36 AND 42), (U.S. CLS. 38, 101 
AND 102). SN 73-774,986. PUB. 10-10-1989. FILED 
1-17-1989. 

1,574,854. FUNNY FARM CREATIONS AND DESIGN. 
FUNNY FARM CREATIONS, (U.S. CL. 38). SN 73-775,512. 
PUB. 10-10-1989. FILED 1-19-1989. 

1,574,855. M (STYLIZED). MARCH CORPORATION, (U.S. 
CL. 38). SN 73-776,027. PUB. 6-6-1989. FILED 1-23-1989. 
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1,574,856. SOUL-FULL COMPANY. MISHOCK, MYLINDA 
FRANCES, (U.S. CLS. 37 AND 38). SN 73-776,902. PUB. 
10-10-1989. FILED 1-26-1989. 


1,574,857. QUINTPRINT. LIFETOUCH PORTRAIT STU- 
DIOS, INC., (U.S. CL. 38). SN 73-777,421. PUB. 10-10-1989. 
FILED 1-30-1989. 

1,574,858. KINDERGRINS. LIFETOUCH PORTRAIT STU- 
DIOS, INC., (U.S. CL. 38). SN 73-777,424. PUB. 10-10-1989. 
FILED 1-30-1989. 

1,574,859. BUYERGRAPHICS. ARBITRON RATINGS COM- 
PANY, MULTIPLE CLASS, (INT. CLS. 16 AND 35), (U.S. 
CLS. 38 AND 101). SN 73-777,739. PUB. 10-10-1989. FILED 
1-30-1989. 


1,574,860. PED PAK. AMERICAN CYANAMID COMPANY, 
(U.S. CL. 38). SN 73-777,823. PUB. 10-10-1989. FILED 
1-30-1989. 


1,574,861. MISCELLANEOUS DESIGN. LINCOLN NATION- 
AL CORPORATION, MULTIPLE CLASS, (INT. CLS. 16 
AND 41), (U.S. CLS. 38 AND 107). SN 73-778,209. PUB. 
10-10-1989. FILED 2-2-1989. 

1,574,862. PCIM. INTERTEC COMMUNICATIONS, INC., 
MULTIPLE CLASS, (INT. CLS. 16 AND 41), (U.S. CLS. 38 
AND 107). SN 73-779,021. PUB. 10-10-1989. FILED 
2-6-1989. 

1,574,863. STAMPLAX (STYLIZED). WACKY WORLD CRE- 
ATIONS INC., (U.S. CL. 37). SN _ 73-781,089. PUB. 
10-10-1989. FILED 2-16-1989. 

1,574,864. SWISH. ZERDELIAN, STEPHEN, DBA SWISH 
MAGAZINE, (U.S. CL. 38). SN _  73-782,710. PUB. 
10-10-1989. FILED 2-24-1989. 

1,574,865. O AND DESIGN. PLASTOPIL HAZOREA, (U.S. 
CL. 37). SN 73-783,142. PUB. 10-10-1989. FILED 2-27-1989. 

1,574,866. RECYCONOMIC (STYLIZED). ZWECKFORM 
BURO-PRODUKTE GESELLSCHAFT MIT BESCH- 
RANKTER HAFTUNG, (U.S. CL. 37). SN 73-783,895. PUB. 
10-10-1989. FILED 3-1-1989. 


1,574,867. ITC DESKTOP AND DESIGN. INTERNATIONAL 
TYPEFACE CORPORATION, (U.S. CL. 38). SN 73-783,963. 
PUB. 10-10-1989. FILED 3-1-1989. 


1,574,868. SANI-TUFF. SCOTT PAPER COMPANY, (U.S. 
CL. 37). SN 73-784,650. PUB. 10-10-1989. FILED 3-6-1989. 

1,574,869. WHAT’S HAPPENING TO AMERICAN FAMI- 
LIES?. MEREDITH CORPORATION, (U.S. CL. 38). SN 
73-785,223. PUB. 10-10-1989. FILED 3-7-1989. 


1,574,870. GELENA’S. ROCES, ELENA, DBA GELENA’S 
PAPER LINENS, (U.S. CL. 37). SN 73-785,703. PUB. 
10-10-1989. FILED 3-10-1989. 

1,574,871. BROWN’S DIRECTORY OF NORTH AMERICAN 
AND INTERNATIONAL GAS COMPANIES. EDGELL 
COMMUNICATIONS, INC., (U.S. CL. 38). SN 73-786,572. 
PUB. 10-10-1989. FILED 3-14-1989. 

1,574,872. DCI DRUG & COSMETIC INDUSTRY. EDGELL 
COMMUNICATIONS, INC., (U.S. CL. 38). SN 73-786,573. 
PUB. 10-10-1989. FILED 3-14-1989. 

1,574,873. TE&M TELEPHONE ENGINEER & MANAGE- 
MENT. EDGELL COMMUNICATIONS, INC., (U.S. CL. 
38). SN 73-786,574. PUB. 10-10-1989. FILED 3-14-1989. 

1,574,874. PLASTICS DESIGN FORUM. EDGELL COMMU- 
NICATIONS, INC., (U.S. CL. 38). SN 73-786,576. PUB. 
10-10-1989. FILED 3-14-1989. 

1,574,875. THE FLORIDA LEISURE LIFE. LANDMARK 
COMMUNICATIONS, INC., (U.S. CL. 38). SN 73-786,606. 
PUB. 10-10-1989. FILED 3-14-1989. 

1,574,876. WHO’S MAILING WHATI. 
WHAT! INC. (U.S. CL. 38). 
10-10-1989. FILED 3-20-1989. 

1,574,877. FINE WINE FOLIO. T. MCBRIAN COMMUNI- 
CATIONS, INC. (U.S. CL. 38). SN 73-788,258. PUB. 
10-10-1989. FILED 3-21-1989. 

1,574.878. WILD BLUEBERRIES. AMBERLEY GREETING 
CARD COMPANY, (U.S. CL. 38). SN 73-788,285. PUB. 
10-10-1989. FILED 3-21-1989. 

1,574,879. TAPEMATE. SIMTEK, INC., (U.S. CLS. 2, 23 
AND 37). SN 73-789,718. PUB. 10-10-1989. FILED 
3-28-1989. 


WHO'S MAILING 
SN 73-787,593. PUB. 
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1,574,880. CUPPIE. GORDON, MARK J., DBA FUNATICS, 
(U.S. CL. 38). SN 73-789,865. PUB. 10-10-1989. FILED 
3-29-1989. 

1,574,881. FAST LANE AND DESIGN. MEAD CORPORA- 
TION, THE, (U.S. CL. 37). SN 73-791,076. PUB. 10-10-1989. 
FILED 4-3-1989. 

1,574,882. PHYSICAL BEST AND DESIGN. AMERICAN AL- 
LIANCE FOR HEALTH, PHYSICAL EDUCATION, 
RECREATION AND DANCE, THE, MULTIPLE CLASS, 
(INT. CLS. 16 AND 41), (U.S. CLS. 38, 50 AND 107). SN 
73-791,523. PUB. 10-10-1989. FILED 4-6-1989. 

1,574,883. KIDS’ ZONE. AMERICAN GREETINGS CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 16, 21 AND 24), 
(US. CLS. 2, 37, 38 AND 42). SN 73-791,652. PUB. 
10-10-1989. FILED 4-7-1989. 

1,574,884. PHYSICAL BEST AND DESIGN. AMERICAN AL- 
LIANCE FOR HEALTH, PHYSICAL EDUCATION, 
RECREATION AND DANCE, THE, MULTIPLE CLASS, 
(INT. CLS. 16 AND 41), (U.S. CLS. 38, 50 AND 107). SN 
73-791,757. PUB. 10-10-1989. FILED 4-6-1989. 

1,574,885. KEY NOTES AND DESIGN. CREATIVE DIABE- 
TES MANAGEMENT, INC., (U.S. CLS. 37 AND 38). SN 
73-791,789. PUB. 10-10-1989. FILED 4-7-1989. 

1,574,886. SENIOR LIVING CHOICES. KAPSON GROUP, 
THE, (U.S. CL. 38). SN 73-792,273. PUB. 10-10-1989. 
FILED 4-10-1989. 

1,574,887. BROADCAST YELLOW PAGES AND DESIGN. 
MEDIA IMAGE CORPORATION, (U.S. CL. 38). SN 
73-793,375. PUB. 10-10-1989. FILED 4-13-1989. 

1,574,888. CABLE YELLOW PAGES AND DESIGN. MEDIA 
IMAGE CORPORATION, (U.S. CL. 38). SN 73-793,544. 
PUB. 10-10-1989. FILED 4-17-1989. 

1,574,889. THE ASSERTIVE EDUCATOR. CANTER AND 
ASSOCIATES, INC., (U.S. CL. 38). SN 73-793,993. PUB. 
10-10-1989. FILED 4-17-1989. 

1,574,890. BOARD KING. SUPERIOR TOY & MANUFAC- 
TURING, CO., INC, (US. CLS. 37 AND 50). SN 
73-794,215. PUB. 10-10-1989. FILED 4-19-1989. 

1,574,891. PRO SET (STYLIZED). PRO SET, INC., (U.S. CL. 
38). SN 73-794,615. PUB. 10-10-1989. FILED 4-20-1989. 

1,574,892. THE QUINTESSA ART COLLECTION LIMITED. 
QUINTESSA ART COLLECTION LIMITED, THE, (US. 
CL. 38). SN 73-794,623. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,893. Q (STYLIZED). QUINTESSA ART COLLECTION 
LIMITED, THE, (U.S. CL. 38). SN 73-794,624. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,894. TRAILO-GARD. FORTIFIBER CORPORATION, 
(U.S. CLS. 19 AND 37). SN 73-794,765. PUB. 10-10-1989. 
FILED 4-21-1989. 

1,574,895. THE MATERIAL ADVANTAGE AND DESIGN. 
GOODYEAR TIRE & RUBBER COMPANY, THE, (U.S. 
CL. 38). SN 73-795,111. PUB. 10-10-1989. FILED 4-24-1989. 

1,574,896. ATS. PRINT-O-TAPE, INC., (U.S. CLS. 37 AND 
38). SN 73-795,179. PUB. 10-10-1989. FILED 4-24-1989. 

1,574,897. MOLD IN GRAPHIC SYSTEMS AND DESIGN. 
MOLD-IN GRAPHIC SYSTEMS, (U.S. CLS. 37 AND 38). 
SN 73-795,560. PUB. 10-10-1989. FILED 4-24-1989. 

1,574,898. IMPACT. IMPA, INC, (US. CL. 38). SN 
73-796,160. PUB. 10-10-1989. FILED 4-27-1989. 

1,574,899. AT DUO-FAST, WE’RE QUALITY DRIVEN. DUO- 
FAST CORPORATION, MULTIPLE CLASS, (INT. CLS. 
16 AND 41), (U.S. CLS. 38 AND 107). SN 73-796,253. PUB. 
10-10-1989. FILED 4-27-1989. 

1,574,900. ULTRADUR. LYDALL, INC., (U.S. CL. 37). SN 
73-796,590. PUB. 10-10-1989. FILED 4-28-1989. 

1,574,901. PRESENT TENSE. AMERICAN JEWISH COM- 
MITTEE, THE, (U.S. CL. 38). SN 73-796,666. PUB. 
10-10-1989. FILED 4-28-1989. 

1,574,902. SCAN QUEST. METROLOGIC INSTRUMENTS, 
INC., (U.S. CL. 38). SN 73-796,929. PUB. 10-10-1989. 
FILED 5-1-1989. 

1,574,903. MARBLE CLASSICS. KLEER-VU PLASTICS 
CORPORATION, (U.S. CL. 37). SN 73-797,463. PUB. 
10-10-1989. FILED 5-3-1989. 

1,574,904. BIG BOOKS AND DESIGN. SCHOLASTIC INC, 
(U.S. CL. 38). SN 73-797,928. PUB. 10-10-1989. FILED 
5-5-1989. 
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1,574,905. SOFT CRUSH. AMERICAN TRADING AND 
PRODUCTION CORPORATION, (US. CL. 37. SN 
73-797,969. PUB. 10-10-1989. FILED 5-5-1989. 

1,574,906. INSIDER'S TRAVEL REPORT. CUC INTERNA- 
TIONAL INC., (U.S. CLS. 37 AND 38). SN 73-798,008. 
PUB. 10-10-1989. FILED 5-5-1989. 

1,574,907. MEDTRONIC. MEDTRONIC, INC., (U.S. CL. 38). 
SN 73-798,141. PUB. 10-10-1989. FILED 5-5-1989. 

1,574,908. WYTEK. HOWARD PAPER MILLS, INC., (U.S. 
CL. 37). SN 73-798,267. PUB. 10-10-1989. FILED 5-8-1989. 

1,574,909. GEORGIA-PACIFIC. YOU'VE GOT YOUR WORD 
ONPAPER (STYLIZED). GEORGIA-PACIFIC CORPORA- 
TION, (U.S. CL. 37). SN 73-798,315. PUB. 10-10-1989. 
FILED 5-8-1989. 

1,574,910. OUR KIDS. OUR KIDS LTD., (U.S. CL. 37). SN 
73-798,749. PUB. 10-10-1989. FILED 5-8-1989. 

1,574,911. FINELINE. BILLY GOAT STRUT PUBLISHING, 
INC., (U.S. CL. 38). SN 73-798,757. PUB. 10-10-1989. 
FILED 5-5-1989. 

1,574,912. INVESTMENT SOUNDINGS. ONE FEDERAL 
ASSET MANAGEMENT, INC, (US. CL. 38) SN 
73-798,951. PUB. 10-10-1989. FILED 5-10-1989. 

1,574,913. PP PRIMEPAPERS (STYLIZED). PRIMEPAPERS, 
INC., (U.S. CL. 37). SN 73-799,247. PUB. 10-10-1989. 
FILED 5-11-1989. 

1,574,914. TAXOPOLY. LAM & ISAAC, (U.S. CL. 38). SN 
73-799,334. PUB. 10-10-1989. FILED 5-11-1989. 

1,574,915. TAX QUICK FACTS. QUICK FACTS INC, (US. 
CL. 38). SN 73-799,522. PUB. 10-10-1989. FILED 5-12-1989. 

1,574,916. QUICKCALC DEPRECIATION. QUICK FACTS 
INC, (U.S. CL. 38). SN 73-799,589. PUB. 10-10-1989, FILED 
5-12-1989. 

1,574,917. MERIT TIPPING CARD. SAVOR, JOHN R., DBA 
MARIGOLD SUPPLY, (U.S. CL. 38). SN 73-799,923. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,918. LITHOFLEX PLUS. PHOENIX COLOR CORP., 
(U.S. CL. 37). SN 73-800,002. PUB. 10-10-1989. FILED 
5-15-1989. 

1,574,919. 'M A STENCIL! 'M A TEMPLATE! AND 
DESIGN. SHAPES, ETC. INC, (US. CL. 37). SN 
73-800,215. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,920. PHOTOGO AND DESIGN. PRINT TECHONO- 
LOGY, INC., (U.S. CLS. 2 AND 37). SN 73-800,228. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,921. PHOTOGO. PRINT TECHNOLOGY, INC., (U.S. 
CLS. 2 AND 37). SN 73-800,229. PUB. 10-10-1989. FILED 
5-15-1989. 

1,574,922. BYRONIC. DOMTAR INC., (U.S. CL. 37). SN 
73-800,302. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,923. FIRESIDE COMPANION. HOUSE OF WHITE 
BIRCHES, INC. (U.S. CL. 38). SN 73-800,320. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,924. A YEAR OF CATS. AMERICAN GREETINGS 
CORPORATION, (U.S. CLS. 37 AND 38). SN 73-800,446. 
PUB. 10-10-1989. FILED 5-15-1989. 

1,574,925. GENTLE WISDOM. AMERICAN GREETINGS 
CORPORATION, (U.S. CL. 38). SN 73-800,466. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,926. LEARN & PLAY. EDGELL COMMUNICATIONS, 
INC., (U.S. CL. 38). SN 73-800,613. PUB. 10-10-1989. 
FILED 5-16-1989. 

1,574,927. AMERICA, OUR HOME. AMERICAN GREET- 
INGS CORPORATION, (U.S. CLS. 37 AND 38). SN 
73-800,668. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,928. QUIET THOUGHTS. AMERICAN GREETINGS 
CORPORATION, (U.S. CLS. 37 AND 38). SN 73-800,670. 
PUB. 10-10-1989. FILED 5-15-1989. 

1,574,929. CUTE AND CUDDLY. AMERICAN GREETINGS 
CORPORATION, (U.S. CLS. 37 AND 38). SN 73-800,671. 
PUB. 10-10-1989. FILED 5-15-1989. 

1,574,930. I'M THE BOSS. AMERICAN GREETINGS COR- 
PORATION, (U.S. CLS. 37 AND 38). SN 73-800,672. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,931. PAR FOR THE COURSE. AMERICAN GREET- 
INGS CORPORATION, (U.S. CLS. 37 AND 38). SN 
73-800,677. PUB. 10-10-1989. FILED 5-15-1989. 
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1,574,932. INTO THE GARDEN. AMERICAN GREETINGS 
CORPORATION, (U.S. CLS. 37 AND 38). SN 73-800,678. 
PUB. 10-10-1989. FILED 5-15-1989. 

1,574,933. IT’S A CURIOUS LIFE. AMERICAN GREET- 
INGS CORPORATION, (U.S. CLS. 37 AND 38). SN 
73-800,706. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,934. THE COUNTRY ANIMALS ALMANAC. AMERI- 
CAN GREETINGS CORPORATION, (U.S. CLS. 37 AND 
38). SN 73-800,707. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,935. ALL IN A DAZE WORK. AMERICAN GREET- 
INGS CORPORATION, (U.S. CLS. 37 AND 38). SN 
73-800,708. PUB. 10-10-1989. FILED 5-15-1989. 

1,574,936. SIGNS OF LIFE. AMERICAN GREETINGS COR- 
PORATION, (U.S. CLS. 37 AND 38). SN 73-800,709. PUB. 
10-10-1989. FILED 5-15-1989. 

1,574,937. GARAGE-SALER PUBLICATIONS (STYLIZED). 
GARAGE-SALER PUBLICATIONS, INC., (U.S. CL. 38). 
SN 73-800,746. PUB. 10-10-1989. FILED 5-17-1989. 

1,574,938. HEARTS IN BLOOM. AMERICAN GREETINGS 
CORPORATION, MULTIPLE CLASS, (INT. CLS. 16 AND 
21), (U.S. CLS. 2 AND 37). SN 73-800,798. PUB. 10-10-1989. 
FILED 5-17-1989. 

1,574,939. MENU MASTER. FALLANT CULINARY SYS- 
TEMS, INC., (U.S. CLS. 37 AND 38). SN 73-800,913. PUB. 
10-10-1989. FILED 5-18-1989. 

1,574,940. THOUGHTS TO LIVE BY. AMERICAN GREET- 
INGS CORPORATION, (U.S. CLS. 37 AND 38). SN 
73-801,107. PUB. 10-10-1989. FILED 5-17-1989. 

1,574,941. A SPECIAL KIND OF BEAUTY. AMERICAN 
GREETINGS CORPORATION, (U.S. CLS. 37 AND 38). SN 
73-801,111. PUB. 10-10-1989. FILED 5-17-1989. 

1,574,942. ECHOES. AMERICAN GREETINGS CORPORA- 
TION, (U.S. CL. 38). SN 73-801,115. PUB. 10-10-1989. 
FILED 5-17-1989. 

1,574,943. MHQ (STYLIZED). MHQ, INC., (U.S. CL. 38). SN 
73-801,122. PUB. 10-10-1989. FILED 5-18-1989. 

1,574,944. NUMBERS ON THE GO AND DESIGN. K & R 
INSTRUMENTS, INC., (U.S. CL. 38). SN 73-801,173. PUB. 
10-10-1989. FILED 5-19-1989. 

1,574,945. INSIDE STUFF AND DESIGN. BARNES GROUP 
INC., (U.S. CL. 38). SN 73-801,306. PUB. 10-10-1989. 
FILED 5-19-1989. 

1,574,946. THE GIFT THAT LASTS ALL YEAR. LAND- 
MARK GENERAL CORP., (U.S. CLS. 37 AND 38). SN 
73-801,541. PUB. 10-10-1989. FILED 5-22-1989. 

1,574,947. ROLLING STONE. STRAIGHT ARROW PUB- 
LISHERS, INC., (U.S. CL. 38). SN 73-801,593. PUB. 
10-10-1989. FILED 5-22-1989. 

1,574,948. TIME BUILDER. DEL MONTE CORPORATION, 
(U.S. CLS. 37 AND 38). SN 73-801,659. PUB. 10-10-1989. 
FILED 5-22-1989. 

1,574,949. COLONIAL CLASSICS. CLARKE CHECKS, INC., 
(U.S. CL. 37). SN 73-802,003. PUB. 10-10-1989. FILED 
5-22-1989. 

1,574,950. FLYING COLORS. CLARKE CHECKS, INC., 
(U.S. CL. 37). SN 73-802,163. PUB. 10-10-1989. FILED 
5-23-1989. 

1,574,951. SPOOKY ST.. AMERICAN GREETINGS CORPO- 
RATION, (U.S. CL. 38). SN 73-802,299. PUB. 10-10-1989. 
FILED 5-25-1989. 

1,574,952. LIFESTYLES. AMERICAN GREETINGS COR- 
PORATION, (U.S. CLS. 37 AND 38). SN 73-802,301. PUB. 
10-10-1989. FILED 5-25-1989. 

1,574,953. ECONO-MAX AND DESIGN. MASTER DISTRIB- 
UTORS, INC. (US. CL. 5). SN _ 73-802,328. PUB. 
10-10-1989. FILED 5-25-1989. 

1,574,954. TELEGRAM & GAZETTE (STYLIZED). CHRON- 
ICLE PUBLISHING COMPANY, THE, DBA TELEGRAM 
& GAZETTE, (US. CL. 38). SN 73-802,518. PUB. 
10-10-1989. FILED 5-25-1989. 

1,574,955. ON THE HORIZON. IRVING-CLOUD PUBLISH- 
ING COMPANY, THE, (U.S. CL. 38). SN 73-802,525. PUB. 
10-10-1989. FILED 5-25-1989. 

1,574,956. ROLL-A-SCENE. PENN-PLAX, INC., (U.S. CLS. 
38 AND 50). SN 73-802,736. PUB. 10-10-1989. FILED 
5-26-1989. 

1,574,957. PREMIER. CLARKE CHECKS, INC., (U.S. CL. 
37). SN 73-805,670. PUB. 10-10-1989. FILED 6-9-1989. 
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1,574,958. AMES. AMES DEPARTMENT STORES, INC., 
MULTIPLE CLASS, (INT. CLS. 16 AND 25), (U.S. CLS. 2, 
37 AND 39). SN 73-806,671. PUB. 10-10-1989. FILED 
3-6-1987. 


CLASS 17—RUBBER GOODS 


1,574,089 (See Class 1 for this trademark). 

1,574,099 (See Class 1 for this trademark). 

1,574,114 (See Class 1 for this trademark). 

1,574,116 (See Class 1 for this trademark). 

1,574,685 (See Class 11 for this trademark). 

1,574,747 (See Class 12 for this trademark). 

1,574,959. POLYSAX. CHASE BAG COMPANY, MULTI- 
PLE CLASS, (INT. CLS. 17 AND 22), (U.S. CLS. 1 AND 2). 
SN 73-447,393. PUB. 10-10-1989. FILED 10-11-1983. 

1,574,960. VALQUA AND DESIGN. NIPPON VALQUA IN- 
DUSTRIES, LTD., (U.S. CL. 35). SN 73-561,851. PUB. 
10-10-1989. FILED 10-7-1985. 

1,574,961. ANDOFLEX. ANDERSEN DYNAMICS LIMIT- 
ED, (U.S. CL. 35). SN 73-626,126. PUB. 4-11-1989. FILED 
10-20-1986. 

1,574,962. CAN-DUIT. TBG INC., (U.S. CLS. 13, 21 AND 35). 
SN 73-632,492. PUB. 6-2-1987. FILED 11-25-1986. 

1,574,963. AUTOSTAT. AUTOTYPE INTERNATIONAL 
LIMITED, (U.S. CLS. 1 AND 35). SN 73-650,896. PUB. 
10-10-1989. FILED 3-23-1987. 

1,574,964. POLYSTONE. IMPACT PLASTICS, (U.S. CL. 1). 
SN 73-695,943. PUB. 5-30-1989. FILED 11-16-1987. 

1,574,965. VIFAN. VIBAC TRADING AND SERVICES 
N.V., (U.S. CLS. 1 AND 5). SN 73-704,454. PUB. 10-10-1989. 
FILED 1-7-1988. 

1,574,966. ENEROK. BRADFORD ENERCON INC., (U.S. 
CLS. 1 AND 35). SN 73-730,586. PUB. 10-10-1989. FILED 
5-24-1988. 

1,574,967. ENERTEK. BRADFORD ENERCON INC., (U.S. 
CLS. 1 AND 35). SN 73-730,587. PUB. 10-10-1989. FILED 
5-24-1988. 

1,574,968. ULTRA LAM. CREATIVE LAMINATING INC., 
(U.S. CL. 1). SN 73-739,045. PUB. 10-10-1989. FILED 
7-11-1988. 

1,574,969. BENTLEYHARRIS. BENTLEY-HARRIS MANU- 
FACTURING COMPANY, THE, (U.S. CLS. 13, 23 AND 
35). SN 73-740,474. PUB. 10-10-1989. FILED 7-18-1988. 

1,574,970. MICRORINGS (STYLIZED). APPLE RUBBER 
PRODUCTS, INC., (U.S. CL. 35). SN 73-743,562. PUB. 
10-10-1989. FILED 8-1-1988. 

1,574,971. DUOFOAM. COATING SCIENCES, INC., (U.S. 
CLS. 5 AND 12). SN 73-748,476. PUB. 10-10-1989. FILED 
8-26-1988. 

1,574,972. ULTRALAM. ROGERS CORPORATION, (U.S. 
CLS. 1 AND 26). SN 73-752,747. PUB. 10-10-1989. FILED 
9-19-1988. 

1,574,973. FORSHEDA. FORSHEDA AB, (U.S. CLS. 19, 28 
AND 35). SN 73-757,237. PUB. 10-10-1989. FILED 
10-12-1988. 

1,574,974. D-GRAD AND DESIGN. MANCHESTER PACK- 
AGING COMPANY, (U.S. CLS. 1, 6 AND 35). SN 
73-758,058. PUB. 10-10-1989. FILED 10-17-1988. 

1,574,975. FILTERSTAT. CREST-FOAM CORP., (U.S. CL. 1). 
SN 73-762,993. PUB. 10-10-1989. FILED 11-10-1988. 

1,574,976. VITUBE. NEWAGE INDUSTRIES, INC., (US. 
CL. 12). SN 73-763,351. PUB. 10-10-1989. FILED 
11-14-1988. 

1,574,977. D-TEC. VENT-TECH U.S.A. LTD., (US. CLS. 5 
AND 12). SN 73-769,043. PUB. 6-27-1989. FILED 
12-12-1988. 

1,574,978. PRESTO. REYNOLDS CONSUMER PRODUCTS, 
INC., DBA PRESTO PRODUCTS COMPANY, (U.S. CL. 
1). SN 73-769,354. PUB. 10-10-1989. FILED 12-13-1988. 

1,574,979. PRESTO AND DESIGN. REYNOLDS CON- 
SUMER PRODUCTS, INC., DBA PRESTO PRODUCTS 
COMPANY, (U.S. CL. 1). SN 73-778,151. PUB. 10-10-1989. 
FILED 2-1-1989. 
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1,574,980. AMCEL. AMERICAN EXCELSIOR COMPANY, 
(U.S. CL. 35). SN 73-784,554. PUB. 10-10-1989. FILED 
3-6-1989. 

1,574,981. TRADE MATE AND DESIGN. DOW CORNING 
CORPORATION, (U.S. CLS. 5 AND 12). SN 73-786,188. 
PUB. 10-10-1989. FILED 3-13-1989. 

1,574,982. TRADE MATE (STYLIZED). DOW CORNING 
CORPORATION, (U.S. CLS. 5 AND 12). SN 73-786,189. 
PUB. 10-10-1989. FILED 3-13-1989. 

1,574,983. LAN-WRAP. LANTECH, INC., (U.S. CL. 1). SN 
73-788,234. PUB. 10-10-1989. FILED 3-21-1989. 

1,574,984. INSUL-BASE. MANVILLE CORPORATION, (U.S. 
CL. 12). SN 73-801,405. PUB. 10-10-1989. FILED 5-22-1989. 


CLASS 18—LEATHER GOODS 


1,574,150 (See Class 2 for this trademark). 

1,574,169 (See Class 3 for this trademark). 

1,574,197 (See Class 3 for this trademark). 

1,574,435 (See Class 9 for this trademark). 

1,574,471 (See Class 9 for this trademark). 

1,574,758 (See Class 14 for this trademark). 

1,574,759 (See Class 14 for this trademark). 

1,574,779 (See Class 16 for this trademark). 

1,574,985. EAST SIDE KIDS. EAST SIDE KIDS INC., MUL- 
TIPLE CLASS, (INT. CLS. 18, 25 AND 42), (U.S. CLS. 3, 39 
AND 101). SN 73-650,428. PUB. 10-10-1989. FILED 
3-20-1987. 

1,574,986. PIERRE CARDIN. CARDIN, PIERRE, (U.S. CLS. 
3 AND 41). SN 73-701,900. PUB. 10-10-1989. FILED 
12-21-1987. 

1,574,987. VOLARE. AIRWAY INDUSTRIES, INC., (U.S. 
CL. 3). SN 73-736,249. PUB. 10-10-1989. FILED 6-24-1988. 

1,574,988. PAOLA DEL LUNGO. PAOLA DEL LUNGO, 
INC., (U.S. CL. 3). SN 73-745,375. PUB. 10-10-1989. FILED 
8-11-1988. 

1,574,989. OUTPAK. GT BICYCLES, INC., (U.S. CL. 3). SN 
73-795,159. PUB. 10-10-1989. FILED 4-24-1989. 

1,574,990. BORDEAUX. LIBERTYVILLE SADDLE SHOP, 
INC., (U.S. CL. 3). SN 73-801,436. PUB. 10-10-1989. FILED 
5-22-1989. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


1,574,089 (See Class 1 for this trademark). 

1,574,105 (See Class 1 for this trademark). 

1,574,122 (See Class 1 for this trademark). 

1,574,713 (See Class 12 for this trademark). 

1,574,991. ZYP COATINGS. ZYP COATINGS, INC., (U.S. 
CLS. 6, 12 AND 16). SN 73-747,015. PUB. 6-27-1989. FILED 
8-5-1988. 

1,574,992. SUPER FIRETEMP. FIBREBOARD CORPORA- 
TION, (U.S. CL. 12). SN 73-749,676. PUB. 10-10-1989. 
FILED 9-1-1988. 

1,574,993. CEDAR COVE. SKYLINE CORPORATION, (U.S. 
CL. 12). SN 73-755,146. PUB. 10-10-1989. FILED 9-30-1988. 

1,574,994. STRIPDRAIN. HITEK LIMITED, (U.S. CL. 12). 
SN 73-763,971. PUB. 10-10-1989. FILED 11-16-1988. 

1,574,995. M AND DESIGN. MARCH CORPORATION, (U.S. 
CL. 12). SN _ 73-771,439. PUB. 10-10-1989. FILED 
12-27-1988. 

1,574,996. PERMA PAVE. NEYRA INDUSTRIES, INC., (U.S. 
CL. 12). SN 73-771,549. PUB. 6-13-1989. FILED 12-27-1988. 

1,574,997. K AND DESIGN. KERR CONCRETE PIPE COM- 
PANY, INC., (U.S. CL. 12). SN 73-772,628. PUB. 10-10-1989. 
FILED 1-3-1989. 

1,574,998. QUIK FLEX. H.B. FULLER COMPANY, (U.S. CL. 
12). SN 73-782,837. PUB. 7-18-1989. FILED 2-24-1989. 

1,574,999. BEEWARM (STYLIZED). CHARLOTTESVILLE 
GLASS AND MIRROR CORP., (U.S. CLS. 12 AND 33). SN 
73-787,064. PUB. 10-10-1989. FILED 3-16-1989. 


U.S. PATENT AND TRADEMARK OFFICE 


™ 199 


1,575,000. PACIFIC WHITE. C & D LUMBER CO., (U.S. CL. 
12). SN 73-792,139. PUB. 10-10-1989. FILED 4-10-1989. 

1,575,001. MISCELLANEOUS DESIGN. C & D LUMBER 
CO., (U.S. CL. 12). SN 73-792,193. PUB. 10-10-1989. FILED 
4-10-1989. 

1,575,002. PEC-MAT. GREENSTREAK PLASTICS PROD- 
UCTS COMPANY, (U.S. CLS. 12 AND 42). SN 73-793,550. 
PUB. 10-10-1989. FILED 4-17-1989. 

1,575,003. PORTA-FAB. PORTA-FAB CORPORATION, (U.S. 
CL. 12). SN 73-796,354. PUB. 10-10-1989. FILED 4-28-1989. 

1,575,004. SPACEGUARD. SPACEGUARD, INC., (U.S. CL. 
12). SN 73-797,365. PUB. 10-10-1989. FILED 5-2-1989. 

1,575,005. 3M (STYLIZED). MINNESOTA MINING AND 
MAUFACTURING COMPANY, AKA 3M, (U.S. CL. 12). 
SN 73-801,083. PUB. 10-10-1989. FILED 5-18-1989. 

1,575,006. WSI. WILLAMETTE INDUSTRIES, INC., (U.S. 
CL. 12). SN 73-801,608. PUB. 10-10-1989. FILED 5-22-1989. 

1,575,007. CERATONES. HUNTINGTON/PACIFIC CE- 
RAMICS, INC., (U.S. CL. 12). SN 73-808,965. PUB. 
10-10-1989. FILED 6-26-1989. 

1,575,008. LIFETIME. SELFIX, INC., (U.S. CL. 12). SN 
73-809,125. PUB. 10-10-1989. FILED 6-26-1989. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


1,574,169 (See Class 3 for this trademark). 

1,574,443 (See Class 9 for this trademark). 

1,574,698 (See Class 11 for this trademark). 

1,575,009. AMAZING LACE. QUAAL, JENNIFER A., AS- 
SIGNEE OF AMAZING LACE, MULTIPLE CLASS, 
(INT. CLS. 20, 24 AND 25), (U.S. CLS. 32, 39 AND 42). SN 
73-660,695. PUB. 10-10-1989. FILED 5-14-1987. 

1,575,010. TRIANGLE. PI, INC., (U.S. CL. 32). SN 73-683,456. 
PUB. 10-10-1989. FILED 9-11-1987. 

1,575,011. APEX AND DESIGN. READY METAL MANU- 
FACTURING COMPANY, (U.S. CL. 32). SN 73-742,281. 
PUB. 10-10-1989. FILED 7-5-1988. 

1,575,012. PERFECT HARMONY BY GUILDCRAFT AND 
DESIGN. ALRS, INC., (U.S. CL. 32). SN 73-753,386. PUB. 
10-10-1989. FILED 9-22-1988. 

1,575,013. QUALITY TO GO. GENPAK CORPORATION, 
(US. CL. 2). SN 73-761,810. PUB. 10-10-1989. FILED 
11-4-1988. 

1,575,014. INDEKO. HUBERT BLOME GMBH, (U.S. CL. 32). 
SN 73-770,029. PUB. 10-10-1989. FILED 12-19-1988. 

1,575,015. ROYAL SUPPORT COLLECTION. ORTHO MAT- 
TRESS, INC., (U.S. CL. 32). SN 73-770,679. PUB. 5-2-1989. 
FILED 12-21-1988. 

1,575,016. LOKSET. CELTITE, INC., (US. CL. 13). SN 
73-772,903. PUB. 10-10-1989. FILED 1-3-1989. 

1,575,017. BLINKY AND DESIGN. PLASTIC ASSEMBLY 
CORPORATION, (U.S. CL. 50). SN 73-776,745. PUB. 
7-4-1989. FILED 1-23-1989. 

1,575,018. SAVOY COLLECTION. VALENTINO INTERNA- 
TIONAL CORP., MULTIPLE CLASS, (INT. CLS. 20 AND 
21), (U.S. CLS. 2, 30, 33 AND 50). SN 73-784,236. PUB. 
10-10-1989. FILED 3-2-1989. 

1,575,019. VOKO UNIVERS V0. VOKO FRANZ VOGT & 
CO., (U.S. CL. 32). SN 73-786,696. PUB. 10-10-1989. FILED 
3-14-1989. 

1,575,020. THERE IS A DIFFERENCE .. AND WE BUILD 
IT! (STYLIZED). CLOSETTEC FRANCHISE CORPORA- 
TION, (U.S. CLS. 32 AND 50). SN 73-787,429. PUB. 
10-10-1989. FILED 3-20-1989. 

1,575,021. SPACE BANDIT. TYEE TRADING CORPORA- 
TION, (U.S. CL. 32). SN 73-787,739. PUB. 10-10-1989. 
FILED 3-20-1989. 

1,575,022. PHOENIX. OMNI PRODUCTS INTERNATION- 
AL, INC., (U.S. CL. 32). SN 73-789,859. PUB. 10-10-1989. 
FILED 3-29-1989. 

1,575,023. SHELVING DEPOT. SHELVING DEPOT, INC., 
(US. CL. 32). SN 73-790,946. PUB. 10-10-1989. FILED 
4-3-1989. 
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1,575,024. SKI BANK. SKI BANK SALES & SERVICE, INC., 
(U.S. CLS. 25 AND 32). SN 73-792,192. PUB. 10-10-1989. 
FILED 4-10-1989. 

1,575,025. MEAL TIME. GERICO, INC., (U.S. CL. 32). SN 
73-794,422. PUB. 10-10-1989. FILED 4-20-1989. 

1,575,026. SS AND DESIGN. SILVER SPUR CORPORA- 
TION, (U.S. CL. 2). SN 73-795,220. PUB. 10-10-1989. 
FILED 4-24-1989. 

1,575,027. DAKOTA CASE AND DESIGN. SCOTCHMAN IN- 
DUSTRIES, INC., (U.S. CL. 2). SN 73-795,612. PUB. 
10-10-1989. FILED 4-24-1989. 

1,575,028. LADY ENGLANDER PRINCESS. SCHOTTEN- 
STEIN STORES CORPORATION, (U.S. CL. 32). SN 
73-795,949. PUB. 10-10-1989. FILED 4-26-1989. 

1,575,029. PORTRA MATE (BLOCK FORM). CASTEL- 
LETTI, BRUCE, (U.S. CL. 32). SN 73-796,116. PUB. 
10-10-1989. FILED 4-27-1989. 

1,575,030. WEATHERWICKER. DIFLOE, DONNA M., DBA 
DESIGN DYNAMIC COMPANY, (U.S. CL. 32). SN 
73-797,256. PUB. 10-10-1989. FILED 5-1-1989. 

1,575,031. HARVESTPAK. SONOCO PRODUCTS COMPA- 
NY, (U.S. CL. 32). SN 73-799,786. PUB. 10-10-1989. FILED 
5-12-1989. 

1,575,032. TEMPEST. HOWE FURNITURE CORPORA- 
TION, (U.S. CL. 32). SN 73-799,922. PUB. 10-10-1989. 
FILED 5-15-1989. 

1,575,033. MISCELLANEOUS DESIGN. AMERICAN EN- 
TERPRISES OF OKLA., INC., (U.S. CLS. 32 AND 50). SN 
73-800,244. PUB. 10-10-1989. FILED 5-15-1989. 

1,575,034. SINUCOIL. SCHWEIGER INDUSTRIES, INC., 
(U.S. CL. 32). SN 73-800,399. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,035. BIG "N BRAWNY. HIRSH COMPANY, (U.S. CL. 
32). SN 73-800,967. PUB. 10-10-1989. FILED 5-18-1989. 

1,575,036. SANDGATE. LOWE’S COMPANIES, INC., (U.S. 
CLS. 2 AND 32). SN 73-801,154. PUB. 10-10-1989. FILED 
5-19-1989. 

1,575,037. ERTA. TRIANGLE PACIFIC CORP., (U.S. CL. 
32). SN 73-801,818. PUB. 10-10-1989. FILED 5-22-1989. 

1,575,038. ESC-APE. FLOOD, TIMOTHY B., (U.S. CLS. 22 
AND 50). SN 73-803,023. PUB. 10-10-1989. FILED 
5-30-1989. 

1,575,039. MEGABITE, FLOOD, TIMOTHY B., (U.S. CLS. 22 
AND 50). SN 73-803,076. PUB. 10-10-1989. FILED 
5-30-1989. 

1,575,040. MISCELLANEOUS DESIGN. DC COMICS INC., 
(U.S. CLS. 25, 40 AND 50). SN 73-807,495. PUB. 10-10-1989. 
FILED 6-19-1989. 


CLASS 21—HOUSEWARES AND GLASS 


1,574,099 (See Class 1 for this trademark). 

1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,168 (See Class 3 for this trademark). 

1,574,169 (See Class 3 for this trademark). 

1,574,245 (See Class 3 for this trademark). 

1,574,247 (See Class 3 for this trademark). 

1,574,351 (See Class 6 for this trademark). 

1,574,352 (See Class 6 for this trademark). 

1,574,412 (See Class 8 for this trademark). 

1,574,685 (See Class 11 for this trademark). 

1,574,883 (See Class 16 for this trademark). 

1,574,938 (See Class 16 for this trademark). 

1,575,018 (See Class 20 for this trademark). 

1,575,041. VERSA-KART. PAWNEE INDUSTRIES, INC., 
(U.S. CL. 2). SN 73-721,924. PUB. 4-18-1989. FILED 
4-11-1988. 

1,575,042. HEARTLAND. HEARTLAND HOMES, INCOR- 
PORATED, MULTIPLE CLASS, (INT. CLS. 21 AND 28), 
(U.S. CLS. 2, 22 AND 50). SN 73-733,713. PUB. 10-10-1989 
FILED 6-13-1988. 

1,575,043. BANCROFT. GENERAL MILLS, INC., (U.S. CLS. 
2 AND 33). SN 73-738,327. PUB. 10-10-1989. FILED 
7-5-1988. 
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1,575,044. MISCELLANEOUS DESIGN. LESIEUR-ALIMEN- 
TAIRE, MULTIPLE CLASS, (INT. CLS. 21 AND 239), (U.S. 
CLS. 2 AND 46). SN 73-742,593. PUB. 10-10-1989. FILED 
7-27-1988. 

1,575,045. A AND DESIGN. BOARD OF TRUSTEES OF 
THE UNIVERSITY OF ARKANSAS, THE, (U.S. CLS. 2 
AND 33). SN 73-747,625. PUB. 10-10-1989. FILED 
8-22-1988. 

1,575,046. BRUISER. RUBBERMAID 
(U.S. CL. 2). SN 73-752,197. PUB. 
9-16-1988. 

1,575,047. DIS-POS-ALLS. COOPER, HOWARD, DBA 
TRENDS AND OPPORTUNITIES, MULTIPLE CLASS, 
(INT. CLS. 21 AND 25), (U.S. CLS. 29 AND 39). SN 
73-754,503. PUB. 10-10-1989. FILED 9-27-1988. 

1,575,048. DESIGN DEBUT (STYLIZED). HOME SHOPPING 
CLUB, INC., MULTIPLE CLASS, (INT. CLS. 21 AND 28), 
(U.S. CLS. 22, 30 AND 50). SN 73-756,150. PUB. 10-10-1989. 
FILED 10-6-1988. 

1,575,049. CLOTHES SHAVER COMBO. WINDMERE COR- 
PORATION, (U.S. CLS. 21, 23 AND 29). SN 73-758,095. 
PUB. 10-10-1989. FILED 10-17-1988. 


1,575,050. AMERICAN BLUE CLASSICS COLLECTION. 
AVON PRODUCTS, INC., (U.S. CLS. 33 AND 34). SN 
73-762,449. PUB. 10-10-1989. FILED 11-7-1988. 


1,575,051. TUCAN. TUCAN INTERNATIONAL, INC., (U.S. 
CLS. 2, 33 AND 34). SN 73-762,942. PUB. 2-28-1989. FILED 
11-10-1988. 


1,575,052. MEAL-MATE, PACKAGING CORPORATION OF 
AMERICA, (U.S. CL. 2). SN 73-767,097. PUB. 5-30-1989. 
FILED 12-5-1988. 


1,575,053. KRYSTONIA (STYLIZED). MILDONIAN LIMIT- 
ED, TA PANTON INT., (U.S. CLS. 30 AND 50). SN 
73-768,067. PUB. 10-10-1989. FILED 12-8-1988. 


1,575,054. ROWE POTTERY WORKS (STYLIZED). ROWE 
POTTERY WORKS, INC., (U.S. CLS. 2, 13, 34 AND 50). 
SN 73-777,653. PUB. 10-10-1989. FILED 1-30-1989. 

1,575,055. COPPERTOP. WOODLINK LTD., (U.S. CL. 50). 
SN 73-794,809. PUB. 10-10-1989. FILED 4-21-1989. 

1,575,056. ULTIMATIC. GEORGIA-PACIFIC CORPORA- 
TION, (U.S. CL. 2). SN 73-796,851. PUB. 10-10-1989. 
FILED 5-1-1989. 

1,575,057. ULTRA ACTION BOTTLE. LYND PROPERTIES, 
INC., (U.S. CL. 2). SN 73-797,108. PUB. 10-10-1989. FILED 
5-1-1989. 

1,575,058. ULTIMATE. ADVANCED ORAL TECHNOLO- 
GY, INC., (U.S. CL. 29). SN 73-797,576. PUB. 10-10-1989. 
FILED 5-4-1989. 

1,575,059. PANGAEA (BLOCK FORM). SCIENCE SERVICE, 
INC., (U.S. CLS. 2 AND 30). SN 73-797,617. PUB. 
10-10-1989. FILED 5-4-1989. 

1,575,060. MD + AND DESIGN. GEORGIA-PACIFIC COR- 
PORATION, (U.S. CL. 2). SN 73-798,625. PUB. 10-10-1989. 
FILED 5-8-1989. 

1,575,061. PRESSOL PS AND DESIGN. PRESSOL MANU- 
FACTURING CO., INC., (U.S. CLS. 2 AND 13). SN 
73-799,270. PUB. 10-10-1989. FILED 5-11-1989. 

1,575,062. SUSPENDERS. RIVENDELL STUDIO, 
(U.S. CL. 50). SN 73-800,173. PUB. 
5-15-1989. 

1,575,063. KID ZONE. AMERICAN GREETINGS CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 21, 24, 25 AND 
28), (U.S. CLS. 22, 30, 39, 42 AND 50). SN 73-802,305. PUB. 
10-10-1989. FILED 5-25-1989. 


INCORPORATED, 
10-10-1989. FILED 


INC., 
10-10-1989. FILED 


CLASS 22—CORDAGE AND FIBERS 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,150 (See Class 2 for this trademark). 

1,574,959 (See Class 17 for this trademark). 

1,575,064. A AND DESIGN. AMKO PLASTICS INC., (U.S. 
CL. 2). SN 73-759,979. PUB. 10-10-1989. FILED 10-26-1988. 
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1,575,065. LAY RITE. R.K. CARBON FIBERS, INC., (U.S. 
CLS. 1 AND 50). SN 73-768,528. PUB. 10-10-1989. FILED 
12-8-1988. 


CLASS 23—YARNS AND THREADS 


1,574,122 (See Class 1 for this trademark). 

1,574,150 (See Class 2 for this trademark). 

1,575,066. MARZOTTO (STYLIZED). MANIFATTURA 
LANE G. MARZOTTO & FIGLI S.P.A., MULTIPLE 
CLASS, (INT. CLS. 23 AND 24), (U.S. CLS. 42 AND 43). 
SN 73-783,890. PUB. 10-10-1989. FILED 3-1-1989. 

1,575,067. HOT LOOPS. WOOL NOVELTY CO., INC., (U.S. 
CL. 43). SN 73-796,763. PUB. 10-10-1989. FILED 5-1-1989. 


CLASS 24—FABRICS 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,149 (See Class 2 for this trademark). 

1,574,150 (See Class 2 for this trademark). 

1,574,169 (See Class 3 for this trademark). 

1,574,759 (See Class 14 for this trademark). 

1,574,883 (See Class 16 for this trademark). 

1,575,009 (See Class 20 for this trademark). 

1,575,063 (See Class 21 for this trademark). 

1,575,066 (See Class 23 for this trademark). 

1,575,068. E 1968 AND DESIGN. ETRO S.P.A., (U.S. CL. 42). 
SN 73-695,391. PUB. 10-10-1989. FILED 11-16-1987. 

1,575,069. EUROPA. BUFFALO BATT & FELT CORPORA- 
TION, (U.S. CL. 42). SN 73-750,138. PUB. 5-16-1989. 
FILED 8-26-1988. 

1,575,070. FABRICTEX. PANELFOLD, INC., (U.S. CLS. 12 
AND 42). SN 73-764,863. PUB. 10-10-1989. FILED 
11-21-1988. 

1,575,071. COMME DES GARCONS HOMME PLUS AND 
DESIGN. COMME DES GARCONS CO., LTD., (U.S. CL. 
42). SN 73-771,120. PUB. 10-10-1989. FILED 3-13-1989. 

1,575,072. COMME DES GARCONS HOMME (STYLIZED). 
COMME DES GARCONS CO., LTD., (U.S. CL. 42). SN 
73-771,125. PUB. 10-10-1989. FILED 3-13-1989. 

1,575,073. CASTLEBRIDGE. CHF INDUSTRIES, INC., (U.S. 
CL. 42). SN 73-783,874. PUB. 10-10-1989. FILED 3-1-1989. 

1,575,074. CAPRICE. SUPERIOR SHADE & BLIND CO., 
INC., (U.S. CL. 42). SN 73-797,590. PUB. 10-10-1989. 
FILED 5-4-1989. 

1,575,075. DOOR-MATE. FAMOUS SHOWER CURTAIN 
MANUFACTURING CORP., DBA INNOVATIONS BATH 
FASHIONS, (U.S. CL. 42). SN 73-799,511. PUB. 10-10-1989. 
FILED 5-12-1989. 

1,575,076. RING RAIDERS AND DESIGN. THOSE CHAR- 
ACTERS FROM CLEVELAND, INC., MULTIPLE 
CLASS, (INT. CLS. 24, 25 AND 28), (U.S. CLS. 22, 39 AND 
42). SN 73-802,311. PUB. 10-10-1989. FILED 5-25-1989. 


CLASS 25—CLOTHING 


1,574,101 (See Class 1 for this trademark). 
1,574,102 (See Class 1 for this trademark). 
1,574,169 (See Class 3 for this trademark). 
1,574,429 (See Class 9 for this trademark). 
1,574,435 (See Class 9 for this trademark). 
1,574,443 (See Class 9 for this trademark). 
1,574,471 (See Class 9 for this trademark). 
1,574,741 (See Class 12 for this trademark). 
1,574,758 (See Class 14 for this trademark). 
1,574,759 (See Class 14 for this trademark). 
1,574,768 (See Class 14 for this trademark). 
1,574,770 (See Class 14 for this trademark). 
1,574,958 (See Class 16 for this trademark). 
1,574,985 (See Class 18 for this trademark). 


U.S. PATENT AND TRADEMARK OFFICE 


1,575,009 (See Class 20 for this trademark). 

1,575,047 (See Class 21 for this trademark). 

1,575,063 (See Class 21 for this trademark). 

1,575,076 (See Class 24 for this trademark). 

1,575,077. AF ANTONIO FUSCO AND DESIGN. ALTA 
MODA PROGRESSO S.P.A., (U.S. CL. 39). SN 73-553,743. 
PUB. 10-10-1989. FILED 8-14-1985. 


1,575,078. ROCKET SURFWEAR USA AND DESIGN. ROCK- 
ETWEAR USA, INC., (U.S. CL. 39). SN 73-629,976. PUB. 
10-10-1989. FILED 11-12-1986. 

1,575,079. TOT TROPICS AND DESIGN. HOT TROPICS, 
INC., (U.S. CL. 39). SN 73-658,311. PUB. 10-10-1989. 
FILED 5-1-1987. 

1,575,080. WOODSTOCK AND DESIGN. WOODSTOCK 
VENTURES, ASSIGNEE OF ROBERTS, JOHN, AND RO- 
SENMAN, JOEL, (U.S. CL. 39). SN 73-674,457. PUB. 
6-6-1989. FILED 7-24-1987. 


1,575,081. MISCELLANEOUS DESIGN. SOUTH CONE, 
INC., DBA REEF BRAZIL INTERNATIONAL, (U.S. CL. 
39). SN 73-676,362. PUB. 5-30-1989. FILED 8-3-1987. 


1,575,082. ESCORT. HEAD SPORTGERATE GESELIL- 
SCHAFT M.B.H. & CO. OHG, MULTIPLE CLASS, (INT. 
CLS. 25 AND 28), (U.S. CLS. 22 AND 39). SN 73-685,309. 
PUB. 7-4-1989. FILED 9-21-1987. 


1,575,083. UNIVERSITY OF THE VIRGIN ISLANDS 1962 
AND DESIGN. UNIVERSITY OF THE VIRGIN ISLANDS, 
(U.S. CL. 39). SN 73-698,398. PUB. 10-10-1989. FILED 
12-1-1987. 

1,575,084. CALIFORNIA CLASSICS. OXFORD 
TRIES, INC, (US. CL. 39). 
10-10-1989. FILED 12-18-1987. 


1,575,085. DONNA SI BY GIORGIO CISCATO (STYLIZED). 
LA REGGIOLESE INDUSTRIA MANIFATTURA MAG- 
LIERIA LARIM S.P.A., (U.S. CL. 39). SN 73-709,075. PUB. 
6-20-1989. FILED 1-29-1988. 


1,575,086. LIJON WEST. LIJION WEST SPORTSWEAR, 
INC., (U.S. CL. 39). SN 73-711,528. PUB. 10-10-1989. 
FILED 2-16-1988. 


1,575,087. YARMUTH DION INC.. YARMUTH-DION, INC., 
MULTIPLE CLASS, (INT. CLS. 25 AND 42), (U.S. CLS. 39 
AND 101). SN 73-711,953. PUB. 10-10-1989. FILED 
2-18-1988. 


1,575,088. FOR WALKERS. CHEROKEE GROUP, 
THE, (U.S. CL. 39). SN 73-724,531. PUB. 4-25-1989. FILED 
4-25-1988. 


1,575,089. PRIMA PILLOWS. CELS ENTERPRISES, INC., 
(U.S. CL. 39). SN 73-724,588. PUB. 10-10-1989. FILED 
4-25-1988. 

1,575,090. VIVA. SUSAN SHOE INDUSTRIES LIMITED, 
(U.S. CL. 39). SN 73-735,186. PUB. 1-3-1989. FILED 
6-20-1988. 


1,575,091. FANTASIZE. ON THE BEACH, (U.S. CL. 39). SN 
73-740,871. PUB. 10-10-1989. FILED 7-19-1988. 


1,575,092. COMFY WEAR. COMFY PRODUCTS CORPORA- 
TION, (U.S. CL. 39). SN 73-748,626. PUB. 10-10-1989. 
FILED 8-29-1988. 

1,575,093. KOOL KOVERS. LAZARSKI, MARGARET A., 
DBA PAL PRODUCTS, (U.S. CL. 39). SN 73-750,827. PUB. 
10-10-1989. FILED 9-7-1988 

1,575,094. CLEAN SPORTS ATHLETES AGAINST DRUGS. 
SMITH, TONEY E., DBA CLEAN SPORTS, (U.S. CL. 39). 
SN 73-751,687. PUB. 10-10-1989. FILED 9-12-1988. 

1,575,095. TEAM SPIRIT IT’S OFFICIAL AND DESIGN. 
TEAM SPIRIT, INC., (U.S. CL. 39). SN 73-753,880. PUB. 
5-23-1989. FILED 9-26-1988. 


1,575,096. BEVERLY HILIS BOULEVARD. MAJOR 
MOTION SPORTSWEAR, (U.S. CLS. 22 AND 39). SN 
73-754,227. PUB. 10-10-1989. FILED 9-26-1988. 

1,575,097. DEN-M-NIT AND DESIGN. INDIGO KNITWEAR 
INTERNATIONAL LIMITED, (US. CL. 39) SN 
73-754,337. PUB. 10-10-1989. FILED 9-22-1988. 

1,575,098. THE KOLLECTION LTD. UNITED MER- 
CHANTS AND MANUFACTURERS, INC., (U.S. CL. 39). 
SN 73-761,941. PUB. 10-10-1989. FILED 11-4-1988. 


INDUS- 
SN 73-701,683. PUB. 
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1,575,099. CAREER CASUALS. SAN ANTONIO SHOE INC., 
(U.S. CL. 39). SN 73-762,394. PUB. 10-10-1989. FILED 
11-7-1988. 

1,575,100. CAP MATE. DIVA CORPORATION, (U.S. CL. 
39). SN 73-766,465. PUB. 10-10-1989. FILED 11-30-1988. 

1,575,101. CONFEZIONI RISERVA (STYLIZED). M. WILE & 
COMPANY, INC., (U.S. CL. 39). SN 73-766,976. PUB. 
10-10-1989. FILED 12-2-1988. 

1,575,102. 96 KIDS AND DESIGN. STRICTLY SUN INC., 
(U.S. CL. 39). SN 73-767,194. PUB. 10-10-1989. FILED 
12-5-1988. 

1,575,103. EARTHWEAR. SIMONOFF & MEYERS ASSOCI- 
ATES, INC., (U.S. CL. 39). SN 73-767,858. PUB. 10-10-1989. 
FILED 12-7-1988. 

1,575,104. URBA?O UB (STYLIZED). SOVEREIGN INDUS- 
TRIES CORP., (U.S. CL. 39). SN 73-769,526. PUB. 
6-27-1989. FILED 12-15-1988. 

1,575,105. ADAGIO’S. LEO’S DANCEWEAR, INC., (U.S. 
CL. 39). SN 73-769,743. PUB. 10-10-1989. FILED 
12-16-1988. 

1,575,106. CALIFORNIA PROLINE. CALIFORNIA PRO- 
LINE, (U.S. CL. 39). SN 73-769,747. PUB. 10-10-1989. 
FILED 12-16-1988. 

1,575,107. LINEA CULTURE AND DESIGN. GITANO LI- 
CENSING, LTD., (U.S. CLS. 22 AND 39). SN 73-770,462. 
PUB. 7-25-1989. FILED 12-19-1988. 

1,575,108. BUCKMASTERS. BUCKMASTER, INC., (U.S. CL. 
39). SN 73-770,550. PUB. 7-18-1989. FILED 12-20-1988. 

1,575,109. SD AND DESIGN. SPLIT DECISION LTD., (U.S. 
CL. 39). SN 73-772,709. PUB. 10-10-1989. FILED 1-3-1989. 

1,575,110. QUANTECHS. ELEANOR P BRENNER LTD., 
(U.S. CL. 39). SN 73-773,087. PUB. 10-10-1989. FILED 
1-5-1989. 

1,575,111. BEA-ATTITUDES. BEA-ATTITUDES, (U.S. CL. 
39). SN 73-773,115. PUB. 10-10-1989. FILED 1-5-1989. 

1,575,112. WENDY GELL. WENDY GELL JEWELRY, INC., 
(U.S. CL. 39). SN 73-773,870. PUB. 10-10-1989. FILED 
1-6-1989. 

1,575,113. CRICKET BY THE CREEK AND DESIGN. GUN- 
TERSVILLE OUTLET, INC., (U.S. CL. 39). SN 73-777,231. 
PUB. 7-4-1989. FILED 1-30-1989. 

1,575,114. 1991 WINTER STREET. GARON KNITTING 
MILLS, INC., (U.S. CL. 39). SN 73-777,669. PUB. 
10-10-1989. FILED 1-30-1989. 

1,575,115. SNUGGLESOX. "TOTES’, INCORPORATED, (U.S. 
CL. 39). SN 73-778,408. PUB. 5-30-1989. FILED 2-2-1989. 

1,575,116. PRIVATE MATTERS. JAMESWAY CORPORA- 
TION, (U.S. CL. 39). SN 73-778,614. PUB. 6-6-1989. FILED 
2-3-1989. 

1,575,117. POWER APPAREL (STYLIZED). TOPSOGLOU 
ENT. INC., (U.S. CL. 39). SN 73-779,425. PUB. 10-10-1989. 
FILED 2-8-1989. 

1,575,118. AMERICAN CRUSADER. BENIKO, INC., (U.S. 
CL. 39). SN 73-780,207. PUB. 7-18-1989. FILED 2-13-1989. 

1,575,119. SCHOOLING SWEATS. MILLER HARNESS 
COMPANY, INC., (U.S. CL. 39). SN 73-780,978. PUB. 
10-10-1989. FILED 2-15-1989. 

1,575,120. YOSHIKO FOR UOMO AND DONNA AND 
DESIGN. OKUMURA, YOSHIKO, (U.S. CL. 39). SN 
73-784,959. PUB. 10-10-1989. FILED 3-6-1989. 

1,575,121. O’RITE,. GREAT UNION CORP., (U.S. CL. 39). 
SN 73-786,600. PUB. 10-10-1989. FILED 3-14-1989. 

1,575,122. PETITS FOURS. NANNETTE MANUFACTUR- 
ING COMPANY, INC., (U.S. CL. 39). SN 73-787,896. PUB. 
10-10-1989. FILED 3-20-1989. 

1,575,123. AUTHENTIC POWER QUALITY CLOTHING. 
HARVEY MARCUS SPORTSWEAR, LTD., (U.S. CL. 39). 
SN 73-787,940. PUB. 10-10-1989. FILED 3-20-1989. 

1,575,124. BIRD TALES. FISH TALES CLOTHING & 
PRODUCTS, INC., (U.S. CL. 39). SN 73-790,648. PUB. 
10-10-1989. FILED 4-3-1989. 

1,575,125. FISH TALES. FISH TALES CLOTHING & 
PRODUCTS, INC., (U.S. CL. 39). SN 73-790,651. PUB. 
10-10-1989. FILED 4-3-1989. 

1,575,126. FLIP TALES. FISH TALES CLOTHING & PROD- 
UCTS, INC., (U.S. CL. 39). SN 73-790,850. PUB. 10-10-1989. 
FILED 4-3-1989. 
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1,575,127. SILKTECH. COSMYL, INC., (U.S. CL. 39). SN 
73-792,583. PUB. 10-10-1989. FILED 4-10-1989. 

1,575,128. KNIT STUFF (STYLIZED). HOT STUFF, INC., 
(U.S. CL. 39). SN 73-793,483. PUB. 10-10-1989. FILED 
4-17-1989. 

1,575,129. RIPPIN’ RIKKI. SUN 4 FUN, INC., MULTIPLE 
CLASS, (INT. CLS. 25 AND 42), (U.S. CLS. 39 AND 101). 
SN 73-794,548. PUB. 10-10-1989. FILED 4-20-1989. 

1,575,130. JACQUALINE FORD. TANGAS, INC., (U.S. CL. 
39). SN 73-796,753. PUB. 10-10-1989. FILED 5-1-1989. 

1,575,131. BAREFOOT MISS (STYLIZED). RAJ MANUFAC- 
TURING INC., DBA BAREFOOT MISS OF CALIFORNIA 
AND ATHENA SWIMWEAR, (U.S. CL. 39). SN 73-797,064. 
PUB. 10-10-1989. FILED 5-1-1989. 

1,575,132. SIRREAL. OFMAN, RUEBEN, MULTIPLE 
CLASS, (INT. CLS. 25 AND 42), (U.S. CLS. 39 AND 101). 
SN 73-797,362. PUB. 10-10-1989. FILED 5-2-1989. 

1,575,133. AUF GEHT’S. AUF GEHT’S, INC., (U.S. CL. 39). 
SN 73-798,604. PUB. 10-10-1989. FILED 5-8-1989. 

1,575,134. CAPPADOCIA. APPAREL TRADING INTERNA- 
TIONAL, INC., (US. CL. 39). SN 73-799,306. PUB. 
10-10-1989. FILED 5-11-1989. 

1,575,135. PROTIE AND DESIGN. KAZMAIER INTERNA- 
TIONAL CORPORATION, (U.S. CLS. 22 AND 39). SN 
73-799,405. PUB. 10-10-1989. FILED 5-11-1989. 

1,575,136. FLEX TAILORED. CLUETT ENTERPRISES, 
INC., (U.S. CL. 39). SN 73-799,538. PUB. 10-10-1989. 
FILED 5-12-1989. 

1,575,137. CAMY TOES, KEE CORPORATION, (U.S. CLS. 
22 AND 39). SN 73-799,540. PUB. 10-10-1989. FILED 
5-12-1989. 

1,575,138. SPORTS FEVER. FSC (USA) INC., (U.S. CL. 39). 
SN 73-800,014. PUB. 10-10-1989. FILED 5-15-1989. 

1,575,139. SPORTS ETIQUETTE. BURKE, MATTHEW C., 
(U.S. CL. 39). SN 73-800,033. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,140. STAGE DOOR. MELVILLE CORPORATION, 
(U.S. CL. 39). SN 73-800,344. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,141. BLABBERMOUTH. BLABBERMOUTH INDUS- 
TRIES, (U.S. CL. 39). SN 73-800,430. PUB. 10-10-1989. 
FILED 5-15-1989. 

1,575,142. MASTERSHOT. MARMON HOLDINGS, INC., 
(U.S. CL. 39). SN 73-800,439. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,143. MEGERE. SPARKLERS (USA) LTD. DBA 
MEGERE USA, (U.S. CL. 39). SN 73-800,476. PUB. 
10-10-1989. FILED 5-15-1989. 

1,575,144. CHAVON. INTERCONTINENTAL APPAREL, 
INC., (U.S. CL. 39). SN 73-800,497. PUB. 10-10-1989. 
FILED 5-16-1989. 

1,575,145. CHAVON SPORTS. INTERCONTINENTAL AP- 
PAREL, INC. (U.S. CL. 39). SN 73-800,498. PUB. 
10-10-1989. FILED 5-16-1989. 

1,575,146. CERTAINTY. LONTEX CORPORATION, (U.S. 
CL. 39). SN 73-800,642. PUB. 10-10-1989. FILED 5-10-1989. 

1,575,147. SPICY. CRADDOCK-TERRY INC., (U.S. CLS. 22 
AND 39). SN 73-800,661. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,148. 100% PEOPLE. BREITMAN, LAURA, (U.S. CL. 
39). SN 73-800,695. PUB. 10-10-1989. FILED 5-8-1989. 

1,575,149. SU’ZAN NICOLE AND DESIGN. SU’ZAN 
NICOLE, INC. (U.S. CL. 39). SN 73-801,050. PUB. 
10-10-1989. FILED 5-18-1989. 

1,575,150. DESOTO PLAYER’S CLUB. DESOTO HOSIERY 
MILLS, INC. (U.S. CL. 39). SN 73-801,474. PUB. 
10-10-1989. FILED 5-22-1989. 

1,575,151. NAP SAC. RICHARD LEEDS INTERNATION- 
AL, INC., (U.S. CL. 39). SN 73-801,527. PUB. 10-10-1989. 
FILED 5-22-1989. 

1,575,152. ROMANTICA. THOSE CHARACTERS FROM 
CLEVELAND, INC., (U.S. CL. 39). SN 73-802,308. PUB. 
10-10-1989. FILED 5-25-1989. 

1,575,153. BARNYARD COMMANDOS. THOSE CHARAC- 
TERS FROM.CLEVELAND, INC., (U.S. CL. 39). SN 
73-802,535. PUB. 10-10-1989. FILED 5-25-1989. 
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1,575,154. OK MIKE. SHAMDASANI, MIKE, DBA OK 
MIKE, (U.S. CL. 39). SN 73-802,713. PUB. 10-10-1989. 
FILED 5-26-1989. 

1,575,155. LAPARKA. LINDA LUNDSTROM LTD., (U.S 
CL. 39). SN 73-802,920. PUB. 10-10-1989. FILED 5-26-1989. 

1,575,156. PRIVATE PARTS. ITHACA INDUSTRIES, INC., 
(U.S. CL. 39). SN 73-803,157. PUB. 10-10-1989. FILED 
5-30-1989. 

1,575,157. PROXIMITY. DALLCO INDUSTRIES INC., (U.S. 
CL. 39). SN 73-803,174. PUB. 10-10-1989. FILED 5-30-1989. 

1,575,158. JENNIFER COLLINS. DAISY INDUSTRIES, 
INC., (U.S. CL. 39). SN 73-803,503. PUB. 10-10-1989. 
FILED 5-30-1989. 

1,575,159. JEWEL DAZZ. THOSE CHARACTERS FROM 
CLEVELAND, INC., MULTIPLE CLASS, (INT. CLS. 25 
AND 28), (U.S. CLS. 22 AND 39). SN 73-805,996. PUB. 
10-10-1989. FILED 6-12-1989. 


CLASS 26—FANCY GOODS 


1,574,354 (See Class 6 for this trademark). 

1,574,471 (See Class 9 for this trademark). 

1,574,758 (See Class 14 for this trademark). 

1,575,160. BELTJUST (STYLIZED). YOSHIDA KOGYO 
K.K., (U.S. CL. 40). SN 73-544,983. PUB. 10-10-1989. FILED 
6-25-1985. 

1,575,161. THE LETTER PEOPLE. JOY INSIGNIA, INC., 
(U.S. CL. 40). SN 73-775,670. PUB. 10-10-1989. FILED 
1-23-1989. 

1,575,162. SWEET SCENTS. PHILIPS INDUSTRIES, INC., 
(US. CL. 40). SN 73-803,218. PUB. 10-10-1989. FILED 
5-30-1989. 


CLASS 27—FLOOR COVERINGS 


1,574,149 (See Class 2 for this trademark). 

1,574,150 (See Class 2 for this trademark). 

1,575,163. DESIGN EDGE (STYLIZED). 
PRISES, INC., (U.S. CL. 
10-10-1989. FILED 7-5-1988. 

1,575,164. MUSCLEMAT. KRAIBURG CORPORATION, 
(U.S. CL. 50). SN 73-746,639. PUB. 10-10-1989. FILED 
8-17-1988. 

1,575,165. SUR-GRIP. ROYAL RUBBER AND MANUFAC- 
TURING COMPANY, (U.S. CLS. 19 AND 50). SN 
73-763,447. PUB. 10-10-1989. FILED 11-14-1988. 

1,575,166. FORD. FORD MOTOR COMPANY, (U.S. CLS. 19 
AND 50). SN 73-802,743. PUB. 10-10-1989. FILED 
5-26-1989. 


PLAID ENTER- 
37). SN 73-737,926. PUB. 


CLASS 28—TOYS AND SPORTING GOODS 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,150 (See Class 2 for this trademark). 

1,574,169 (See Class 3 for this trademark). 

1,574,351 (See Class 6 for this trademark). 

1,574,461 (See Class 9 for this trademark). 

1,574,471 (See Class 9 for this trademark). 

1,574,535 (See Class 9 for this trademark). 

1,574,794 (See Class 16 for this trademark). 

1,574,830 (See Class 16 for this trademark). 

1,574,831 (See Class 16 for this trademark). 

1,575,042 (See Class 21 for this trademark). 

1,575,048 (See Class 21 for this trademark). 

1,575,063 (See Class 21 for this trademark). 

1,575,076 (See Class 24 for this trademark). 

1,575,082 (See Class 25 for this trademark). 

1,575,159 (See Class 25 for this trademark). 

1,575,167. MAGTURBO. MINOURA CARRIER & STAND 

WORKS CO., LTD., (U.S. CL. 22). SN 73-591,538. PUB. 
10-10-1989. FILED 4-3-1986. 


U.S. PATENT AND TRADEMARK OFFICE 


TM 203 


1,575,168. DARE. CROWN & ANDREWS PTY. LIMITED, 
(US. CL. 22). SN 73-598,570. PUB. 4-25-1989. FILED 
5-13-1986. 

1,575,169. FUN STRING. GOODMARK LIMITED, (U.S. CL. 
22). SN 73-641,553. PUB. 10-10-1989. FILED 1-28-1987. 

1,575,170. GM AND DESIGN. GENERAL MOTORS CORPO- 
RATION, (U.S. CL. 22). SN 73-693,298. PUB. 10-10-1989. 
FILED 11-2-1987. 

1,575,171. TONE MASTER. CON-CAR, INC., (U.S. CL. 22). 
SN 73-696,826. PUB. 4-5-1988. FILED 11-23-1987. 

1,575,172. POLA AND DESIGN. POLA SPIEL- UND FREI- 
ZEITARTIKEL GMBH, (U.S. CL. 22). SN 73-698,667. PUB. 
10-10-1989. FILED 3-11-1988. 

1,575,173. COMMANDER WILLIAM RIKER. PARAMOUNT 
PICTURES CORPORATION, (U.S. CL. 22). SN 73-703,503. 
PUB. 10-10-1989. FILED 12-29-1987. 

1,575,174. THE BUCK STOPS HERE!. BUCK STOP LURE 
CO., INC., (U.S. CL. 22). SN 73-704,635. PUB. 5-17-1988. 
FILED 1-11-1988. 

1,575,175. GAME OF O AND DESIGN. PROFITABLE EN- 
TERTAINMENT PRODUCTS, INC., (U.S. CL. 22). SN 
73-706,675. PUB. 10-10-1989. FILED 1-20-1988. 

1,575,176. STANWOODIES. STANWOOD PRODUCTS LIM- 
ITED, (U.S. CLS. 22 AND 50). SN 73-708,121. PUB. 
10-10-1989. FILED 1-28-1988. 

1,575,177. CCM AND DESIGN. GESTION CCM (1983) INC./ 
CCM HOLDINGS (1983) INC., (U.S. CL. 22). SN 73-709,402. 
PUB. 10-10-1989. FILED 2-4-1988. 

1,575,178. BASH-IT AND DESIGN. FITZPATRICK BROTH- 
ERS TRADING LIMITED, (U.S. CL. 22). SN 73-717,793. 
PUB. 10-10-1989. FILED 3-21-1988. 

1,575,179. PHANTOM BALL. MCPHEE, ORVILLE, (U.S. 
CL. 22). SN 73-721,798. PUB. 10-10-1989. FILED 4-11-1988. 

1,575,180. STANDARD GOLF (STYLIZED). STANDARD 
GOLF COMPANY, (U.S. CL. 22). SN 73-724,151. PUB. 
10-10-1989. FILED 4-25-1988. 

1,575,181. PRECOMPUTER 1000. VIDEO TECHNOLOGY 
INDUSTRIES, INC., (U.S. CLS. 21 AND 22). SN 73-726,818. 
PUB. 10-10-1989. FILED 5-6-1988. 

1,575,182. BABY ASHLEY. DONNELLY TOY CORPORA- 
TION, (U.S. CL. 22). SN 73-728,849. PUB. 10-10-1989. 
FILED 5-17-1988. 

1,575,183. THE WORKOUT OF YOUR LIFE. TRI-TECH, 
INC., (U.S. CL. 22). SN 73-729,422. PUB. 10-10-1989. 
FILED 5-10-1988. 

1,575,184. -L-G-B- AND DESIGN. ERNST PAUL LEH- 
MANN, PATENTWERK, (U.S. CL. 22). SN 73-729,836. 
PUB. 10-10-1989. FILED 5-20-1988. 

1,575,185. HI AND DESIGN. HERRICK, INC., (U.S. CL. 22). 
SN 73-740,197. PUB. 10-10-1989. FILED 7-15-1988. 

1,575,186. VOTER’S CHOICE. UNIVERSAL MANUFAC- 
TURING COMPANY, (U.S. CLS. 22 AND 38). SN 
73-742,965. PUB. 10-10-1989. FILED 7-29-1988. 

1,575,187. DENTAL BEN AND DESIGN. JONES, MICHAEL 
A., (U.S. CL. 22). SN 73-743,159. PUB. 9-5-1989. FILED 
8-1-1988. 

1,575,188. SKATE BREAK AND DESIGN. RECREATION 
PRODUCTS OF TEXAS, INC. (US. CL. 22). SN 
73-144,039. PUB. 10-10-1989. FILED 8-4-1988. 

1,575,189. EAT "N GROW. TOY BUILDERS, (U.S. CL. 22). 
SN 73-744,881. PUB. 10-10-1989. FILED 8-8-1988. 

1,575,190. CHOCOLATE PUDDING. TOOMAN, LYNN, (U.S. 
CL. 22). SN 73-746,365. PUB. 10-10-1989. FILED 8-15-1988. 

1,575,191. MISS YVONNE. REUBENS, PAUL, (U.S. CL. 22). 
SN 73-747,585. PUB. 10-10-1989. FILED 8-22-1988. 

1,575,192. PTERRI. REUBENS, PAUL, (U.S. CL. 22). SN 
73-747,586. PUB. 10-10-1989. FILED 8-22-1988. 

1,575,193. YO-ZURI (STYLIZED). KABUSHIKI KAISHA 
YOZURIGYOGU, TA YO-ZURI CO., LTD., (U.S. CL. 22). 
SN 73-748,146. PUB. 10-10-1989. FILED 8-24-1988. 

1,575,194. FLEX AND DESIGN. FLEX EQUIPMENT, INC., 
(U.S. CL. 22). SN 73-748,572. PUB. 10-10-1989. FILED 
8-25-1988. 

1,575,195. MDC °G’ SCALE PRODUCTS AND DESIGN. 
MODEL DIE CASTING, INC. (U.S. CL. 22). SN 
73-749,871. PUB. 10-10-1989. FILED 9-2-1988. 
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1,575,196. ROUNDHOUSE PRODUCTS AND DESIGN. 
MODEL DIE CASTING, INC. (U.S. CL. 22). SN 
73-749,873. PUB. 10-10-1989. FILED 9-2-1988. 

1,575,197. USASTAR FIGHTER (STYLIZED). MASCARETTI, 
BENN J., (U.S. CL. 22). SN 73-750,089. PUB. 10-10-1989. 
FILED 9-6-1988. 

1,575,198. MISCELLANEOUS DESIGN. LANK, LLOYD L., 
DBA CUBE MICROSYSTEMS, (U.S. CLS. 22 AND 38). SN 
73-750,121. PUB. 5-30-1989. FILED 8-26-1988. 

1,575,199. JUST FOR BABY. THOSE CHARACTERS FROM 
CLEVELAND, INC., (U.S. CL. 22). SN 73-751,900. PUB. 
10-10-1989. FILED 9-14-1988. 

1,575,200. BELTALONG AND DESIGN. HORSE TECHNOL- 
OGY AUSTRALIA PTY. LTD. (U.S. CL. 22). SN 
73-755,059. PUB. 10-10-1989. FILED 9-28-1988. 

1,575,201. BELTALONG AND DESIGN. HORSE TECHNOL- 
OGY AUSTRALIA PTY. LTD., (U.S. CL. 22). SN 
73-755,061. PUB. 10-10-1989. FILED 9-28-1988. 

1,575,202. FIREFLY BRAND AND DESIGN. CLOWN 
ALLEY PRODUCTS, INC., (U.S. CLS. 22 AND 50). SN 
73-755,628. PUB. 10-10-1989. FILED 10-3-1988. 

1,575,203. THE JOMAR REAL ESTATE AGENT GAME. 
JOMAR, (U.S. CL. 22). SN 73-757,692. PUB. 10-10-1989. 
FILED 10-14-1988. 

1,575,204. MISCELLANEOUS DESIGN. TASINI, GIORGIO, 
(U.S. CL. 22). SN 73-760,354. PUB. 10-10-1989. FILED 
10-28-1988. 

1,575,205. INTEMPO TOYS. INTEMPO TOYS L.P., (U.S. 
CLS. 21, 22 AND 36). SN 73-761,537. PUB. 10-10-1989. 
FILED 11-2-1988. 

1,575,206. BUSY BLOCKS. DART INDUSTRIES INC., DBA 
TUPPERWARE HOME PARTIES, (U.S. CL. 22). SN 
73-762,842. PUB. 5-2-1989. FILED 11-9-1988. 

1,575,207. CHIA FU LIN AND DESIGN. CHIA FU LIN EN- 
TERPRISE CO., LTD., (U.S. CL. 50). SN 73-763,751. PUB. 
10-10-1989. FILED 11-14-1988. 

1,575,208. PIN PETS. REID, HEATHER, (U.S. CL. 22). SN 
73-164,150. PUB. 10-10-1989. FILED 11-17-1988. 

1,575,209. MY POLE-O-PONY. LIN LYN TRADING CO., 
LTD., (U.S. CL. 22). SN 73-767,215. PUB. 10-10-1989. 
FILED 12-5-1988. 

1,575,210. KRUSHED KRITTER. KRUSHED KRITTER 
KOMPANY OF KALIFORNIA, INC., (U.S. CL. 22). SN 
73-771,781. PUB. 10-10-1989. FILED 12-27-1988. 

1,575,211. PAJAMAS AND DESIGN. RYAN, TOM K., (U.S. 
CL. 22). SN 73-773,663. PUB. 10-10-1989. FILED 1-9-1989. 

1,575,212. GLOBIE JAM. I DOOD IT, INC., (U.S. CL. 22). 
SN 73-775,032. PUB. 10-10-1989. FILED 1-17-1989. 

1,575,213. GRASS FLOPPER. BELLY-FLOPPER OF AMER- 
ICA, INC., (U.S. CL. 22). SN 73-777,220. PUB. 10-10-1989. 
FILED 1-30-1989. 

1,575,214. EVENING GLASS AND DESIGN. KENSON, 
STUART P., DBA EVENING GLASS, MULTIPLE 
CLASS, (INT. CLS. 28 AND 42), (U.S. CLS. 22 AND 101). 
SN 73-777,301. PUB. 10-10-1989. FILED 1-30-1989. 

1,575,215. PLUS. SPALDING & EVENFLO COMPANIES, 
INC., (U.S. CL. 22). SN 73-780,616. PUB. 7-11-1989. FILED 
2-13-1989. 

1,575,216. BADGER. SAXON ARMS, INC., DBA SAXON 
ARMS LTD. AND DBA BARNETT INTERNATIONAL 
LTD., (U.S. CL. 22). SN 73-782,135. PUB. 10-10-1989. 
FILED 2-21-1989. 

1,575,217. SKATE-STRAP (STYLIZED). MILLER, THOMAS 
J., DBA KINETIC ENTITIES, (U.S. CL. 22). SN 73-783,282. 
PUB. 10-10-1989. FILED 2-27-1989. 

1,575,218. BIRTHDAY BABIES. BIRTHDAY BABY COMPA- 
NY, (U.S. CL. 22). SN 73-783,911. PUB. 10-10-1989. FILED 
3-1-1989. 

1,575,219. WORDGO.. BREEN, RICHARD J., DBA BREEN 
& COMPANY, (U.S. CL. 22). SN 73-783,917. PUB. 
10-10-1989. FILED 3-1-1989. 

1,575,220. FIXING. ASICS CORPORATION, (U.S. CL. 22). 
SN 73-784,611. PUB. 10-10-1989. FILED 3-6-1989. 

1,575,221. PEEK-A-BLOCKS. TOMY AMERICA INC., (U.S. 
CL. 22). SN 73-785,948. PUB. 10-10-1989. FILED 3-13-1989. 

1,575,222. WACKY WADDLER’S. TOMY AMERICA INC., 
(U.S. CL. 22). SN 73-785,949. PUB. 10-10-1989. FILED 
3-13-1989. 
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1,575,223. DOUBLE FIRE. TOMY AMERICA INC., (U.S. CL. 
22). SN 73-785,950. PUB. 10-10-1989. FILED 3-13-1989. 

1,575,224. CHAMPIONSHIP TOUR. TOMY AMERICA INC., 
(U.S. CL. 22). SN 73-785,952. PUB. 10-10-1989. FILED 
3-13-1989. 

1,575,225. RIP ROCK "N ROLLERS. TOMY AMERICA INC., 
(U.S. CL. 22). SN 73-785,958. PUB. 10-10-1989. FILED 
3-13-1989. 

1,575,226. IDEAL AND DESIGN. VIEW-MASTER IDEAL 
GROUP, INC., (U.S. CL. 22). SN 73-786,821. PUB. 
10-10-1989. FILED 3-15-1989. 

1,575,227. TAYLITE. TAYLOR MADE GOLF COMPANY, 
INC., (U.S. CL. 22). SN 73-788,979. PUB. 8-15-1989. FILED 
3-27-1989. 

1,575,228. THE WIZARD OF OSMAN AND DESIGN. GOD 
CONSCIOUSNESS INC., (U.S. CL. 22). SN 73-793,120. 
PUB. 10-10-1989. FILED 4-13-1989. 

1,575,229. NIKKI. MATTEL, INC., (U.S. CL. 22). SN 
73-793,530. PUB. 10-10-1989. FILED 4-17-1989. 

1,575,230. TOP-FLITE XL Il. SPALDING & EVENFLO 
COMPANIES, INC., (U.S. CL. 22). SN 73-794,305. PUB. 
10-10-1989. FILED 4-19-1989. 

1,575,231. BUBBLE TENNIS (STYLIZED). MAUI TOYS, 
INC., (U.S. CL. 22). SN 73-794,317. PUB. 10-10-1989. 
FILED 4-19-1989. 


1,575,232. FLOOR TENNIS. FLOOR TENNIS COMPANY, 
(U.S. CL. 22). SN 73-796,284. PUB. 10-10-1989. FILED 
4-27-1989. 

1,575,233. WHEEL-A-GAME. ZIMA PRODUCTS, LTD., 
(U.S. CL. 22). SN 73-796,330. PUB. 10-10-1989. FILED 
4-27-1989. 

1,575,234. BEARS FROM THE HEART. PIMENTAL & 
FAVILA, (U.S. CL. 22). SN 73-796,869. PUB. 10-10-1989. 
FILED 5-1-1989. 

1,575,235. TITLEIST. ACUSHNET COMPANY, (U.S. CL. 22). 
SN 73-798,143. PUB. 10-10-1989. FILED 5-5-1989. 


1,575,236. TRUE ANGLE AND DESIGN. MACGREGOR 
GOLF COMPANY, (U.S. CL. 22). SN 73-798,167. PUB. 
10-10-1989. FILED 5-8-1989. 

1,575,237. TRUXTON. TOA PLAN CO., LTD. AND TAITO 
CORPORATION, AND TAITO CORPORATION, (U.S. 
CLS. 22 AND 23). SN 73-798,264. PUB. 10-10-1989. FILED 
5-8-1989. 


1,575,238. TUBE TAMER. LOBAUGH, RICK, (U.S. CL. 22). 
SN 73-798,282. PUB. 10-10-1989. FILED 5-8-1989. 

1,575,239. SIERRA CLUB. SIERRA CLUB, (U.S. CL. 22). SN 
73-798,829. PUB. 10-10-1989. FILED 5-9-1989. 

1,575,240. BEN COOPER AND DESIGN. BEN COOPER, 
INC., (U.S. CLS. 22 AND 50). SN 73-798,860. PUB. 
10-10-1989. FILED 5-9-1989. 

1,575,241. SLIMMER. PARAMOUNT FITNESS EQUIP- 
MENT CORPORATION, (U.S. CL. 22). SN 73-799,221. 
PUB. 10-10-1989. FILED 5-11-1989. 

1,575,242. SUITCASE SCENES. SMALL WORLD TOYS, 
(U.S. CL. 22). SN 73-799,295. PUB. 10-10-1989. FILED 
5-11-1989. 

1,575,243. ZOOGLE. ZOOGLE, INC., (U.S. CL. 22). SN 
73-799,298. PUB. 10-10-1989. FILED 5-11-1989. 

1,575,244. GROWING FUN. MATTEL, INC., (U.S. CL. 22). 
SN 73-799,347. PUB. 10-10-1989. FILED 5-11-1989. 

1,575,245. GALAXY DEFENSE AND DESIGN. DAVIS, JOE 
MACK, DBA DAVIS ENTERPRISES, (U.S. CL. 22). SN 
73-799,572. PUB. 10-10-1989. FILED 5-12-1989. 

1,575,246. TOSS LACROSSE AND DESIGN. BRINE INC., 
(U.S. CL. 22). SN 73-799,825. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,247. MOONDOGGIES BEACH CLUB AND DESIGN. 
RANDY, ADLER, DBA MOONDOGGIES BEACH CLUB, 
(U.S. CL. 22). SN 73-800,082. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,248. YOUK. RENN PRODUCTIONS, (U.S. CL. 22). SN 
73-800,112. PUB. 10-10-1989. FILED 5-15-1989. 

1,575,249. HYPERSHOT. KONAMI INC., (U.S. CLS. 22, 23 


AND 38). SN _ 73-800,165. PUB. 10-10-1989. FILED 
5-15-1989. 
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1,575,250. BIRDS OF PREY. REVELL, INCORPORATED, 
(U.S. CL. 22). SN 73-800,167. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,251. TRAVELTRIPS. BORCHELT, RAYMOND, DBA 
TRAVELTRIPS, (U.S. CL. 22). SN 73-800,182. PUB. 
10-10-1989. FILED 5-15-1989. 

1,575,252. SHOVELNOSE. SEA LINK LTD., (U.S. CL. 22). 
SN 73-800,191. PUB. 10-10-1989. FILED 5-15-1989. 

1,575,253. MINI SHOT. HARVARD SPORTS, INC., (U.S. 
CL. 22). SN 73-800,233. PUB. 10-10-1989. FILED 5-15-1989. 

1,575,254. FANNYDOLL. HOLLADAY, LINDA CAROL, 
(U.S. CL. 22). SN 73-800,371. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,255. AEROFLEX. COSTUME BAZAAR, (U.S. CLS. 22 
AND 26). SN 73-800,440. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,256. SPACE AGE. BAKER, RONALD N., DBA SPACE 
AGE DISTRIBUTING COMPANY, (U.S. CLS. 19 AND 
22). SN 73-800,829. PUB. 10-10-1989. FILED 5-17-1989. 

1,575,257. SURF SACK. BAEHR, RICHARD C., (U.S. CL. 
22). SN 73-801,518. PUB. 10-10-1989. FILED 5-22-1989. 

1,575,258. PRO KENNEX AND DESIGN. KUN NAN EN- 
TERPRISE LTD., (U.S. CL. 22). SN 73-801,562. PUB. 
10-10-1989. FILED 5-22-1989. 

1,575,259. ELIXIR. PENDULUM GOLF PRODUCTS, INC., 
(U.S. CL. 22). SN 73-801,802. PUB. 10-10-1989. FILED 
5-22-1989. 

1,575,260. DR. CHAOS. FUJISANKEI COMMUNICATIONS 
INTERNATIONAL, INC., (U.S. CLS. 22 AND 23). SN 
73-801,893. PUB. 10-10-1989. FILED 5-22-1989. 

1,575,261. VIDEO PUPPY. CREATIVE PROGRAMMING, 
INC., (U.S. CL. 22). SN 73-802,045. PUB. 10-10-1989. 
FILED 7-1-1988. 

1,575,262. BUTTERFLY BEAUTIES. THOSE CHARACTERS 
FROM CLEVELAND, INC., (U.S. CL. 22). SN 73-802,306. 
PUB. 10-10-1989. FILED 5-25-1989. 

1,575,263. ALENNA D.. THOSE CHARACTERS FROM 
CLEVELAND, INC., (U.S. CL. 22). SN 73-802,310. PUB. 
10-10-1989. FILED 5-25-1989. 

1,575,264. DEERA D.. THOSE CHARACTERS FROM 
CLEVELAND, INC., (U.S. CL. 22). SN 73-802,537. PUB. 
10-10-1929. FILED 5-25-1989. 

1,575,265. WASHOES AND DESIGN. STREBOR, INC., (U.S. 
CL. 22). SN 73-803,351. PUB. 10-10-1989. FILED 5-30-1989. 

1,575,266. LOTTO GENIE. WENZEL, ANTON, DBA A W 
ENTERPRISES, (U.S. CL. 22). SN 73-803,543. PUB. 
10-10-1989. FILED 5-30-1989. 

1,575,267. SWINGTRAC. BROOKS, MARK D., (U.S. CL. 22). 
SN 73-803,545. PUB. 10-10-1989. FILED 5-30-1989. 

1,575,268. SUNTECH. SUN WOO CO., LTD., (U.S. CL. 22). 
SN 73-803,547. PUB. 10-10-1989. FILED 5-30-1989. 

1,575,269. P.I. JONES. DAISY MANUFACTURING COM- 
PANY, INC., (U.S. CL. 22). SN 73-803,611. PUB. 10-10-1989. 
FILED 5-31-1989. 

1,575,270. THE ADVENTURE OF LINK. NINTENDO OF 
AMERICA INC., (U.S. CLS. 22 AND 38). SN 73-803,656. 
PUB. 10-10-1989. FILED 5-26-1989. 

1,575,271. THE COOLEE AND DESIGN. COOL IDEAS, 
INC., (U.S. CLS. 2 AND 22). SN 73-803,898. PUB. 
10-10-1989. FILED 6-2-1989. 

1,575,272. PLAYMATES AND DESIGN. PLAYMATES 
HOLDINGS LIMITED, (U.S. CL. 22). SN 73-803,987. PUB. 
10-10-1989. FILED 6-2-1989. 

1,575,273. MCBEAR. MCDONALD’S CORPORATION, (U.S. 
CL. 22). SN 73-804,077. PUB. 10-10-1989. FILED 6-2-1989. 

1,575,274. SEA-FLEET. KOLONY INDUSTRIES COMPANY, 
(U.S. CL. 22). SN 73-804,123. PUB. 10-10-1989. FILED 
6-1-1989. 

1,575,275. SUNNY VALLEY KIDS. H.M.S. CORPORATION, 
(U.S. CL. 22). SN 73-804,268. PUB. 10-10-1989. FILED 
6-5-1989. 

1,575,276. MISCELLANEOUS DESIGN. VINCENT COMPA- 
NY, INC., (U.S. CL. 22). SN 73-804,512. PUB. 10-10-1989. 
FILED 6-5-1989. 

1,575,277. GRAND ROUNDS AND DESIGN. VINCENT 
COMPANY, INC., (U.S. CL. 22). SN 73-804,513. PUB. 
10-10-1989. FILED 6-5-1989. 
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1,575,278. DR. ARNVIE’S (STYLIZED). VINCENT COMPA- 
NY, INC., (U.S. CL. 22). SN 73-804,515. PUB. 10-10-1989. 
FILED 6-5-1989. 

1,575,279. BIG POPPER. JUST TOYS, (U.S. CL. 22). SN 
73-805,791. PUB. 10-10-1989. FILED 6-12-1989. 


CLASS 29—MEATS AND PROCESSED FOODS 


1,574,101 (See Class I for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,149 (See Class 2 for this trademark). 

1,574,245 (See Class 3 for this trademark). 

1,574,247 (See Class 3 for this trademark). 

1,575,044 (See Class 21 for this trademark). 

1,575,280. SAULSBURY ORCHARDS ALMONDS ARE 
HEALTHY AND DESIGN. SAULSBURY ORCHARDS & 
ALMOND PROCESSING, INC, (US. CL. 46). SN 
73-305,388. PUB. 5-11-1982. FILED 4-13-1981. 

1,575,281. SUNNY FRESH FARMS AND DESIGN. CAR- 
GILL, INCORPORATED, (U.S. CL. 46). SN 73-553,111. 
PUB. 2-4-1986. FILED 8-12-1985. 

1,575,282. SUNNY FRESH AND DESIGN. CARGILL, IN- 
CORPORATED, (US. CL. 46). SN 73-S61,712. PUB. 
3-11-1986. FILED 10-7-1985. 

1,575,283. HERA. HALDANE FOODS LIMITED, (U.S. CL. 
46). SN 73-564,105. PUB. 10-10-1989. FILED 10-21-1985. 

1,575,284. MIKO. MIKO S.A. MULTIPLE CLASS, (INT. 
CLS. 29, 30, 31, 32 AND 33), (U.S. CLS. I, 45, 46, 47 AND 
49). SN 73-653,026. PUB. 3-7-1989. FILED 4-6-1987. 

1,575,285. BWB (STYLIZED). BEST WESTERN BEEF INC., 
(U.S. CL. 46). SN 73-661,385. PUB. 10-10-1989. FILED 
5-18-1987. 

1,575,286. WIZE BUY. FIELDALE CORPORATION, DBA 
GENERAL POULTRY, (U.S. CL. 46). SN 73-690,988. PUB. 
2-28-1989. FILED 10-22-1987. 

1,575,287. WELLSPRING AND DESIGN. WELLSPRING 
GROCERY, INC., MULTIPLE CLASS, (INT. CLS. 29, 30, 
32 AND 42), (U.S. CLS. 46 AND 101). SN 73-699,045. PUB. 
10-10-1989. FILED 12-4-1987. 

1,575,288. ALPHABET FRIES. MCCAIN FOODS LIMITED, 
(US. CL. 46). SN 73-701,478. PUB. 10-10-1989. FILED 
12-17-1987. 

1,575,289. TACO PRONTO. TACO PRONTO, INC., MULTI- 
PLE CLASS, (INT. CLS. 29 AND 30), (U.S. CL. 46). SN 
73-727,817. PUB. 6-27-1989. FILED 5-11-1988. 

1,575,290. ST. MICHAEL. MARKS AND SPENCER P.L.C., 
MULTIPLE CLASS, (INT. CLS. 29, 30 AND 31), WS. 
CLS. 1 AND 46). SN 73-734,435. PUB. 4-4-1989. FILED 
6-15-1988. 


1,575,291. SNACK STICKS. BUD ANTLE, INC., (U.S. CL. 
46). SN 73-740,707. PUB. 10-10-1989. FILED 7-18-1988. 

1,575,292. 4 CHEFS. CULINARY BRANDS, INC., (U.S. CL. 
46). SN 73-752,353. PUB. 10-10-1989. FILED 9-9-1988. 

1,575,293. FRESHGUARD. HOLLY FARMS FOODS, IN- 
CORPORATED, (U.S. CL. 46). SN 73-754,786. PUB. 
10-10-1989. FILED 9-29-1988. 

1,575,294. OP AND DESIGN. OCEAN PRODUCTS, INC., 
(U.S. CL. 46). SN 73-760,575. PUB. 5-30-1989. FILED 
10-31-1988. 

1,575,295. BRIDEL BRIE. LAITERIES E. BRIDEL, (U.S. CL. 
46). SN 73-766,648. PUB. 10-10-1989. FILED 12-1-1988. 

1,575,296. CAMPBELL’S AND DESIGN. CAMPBELL SOUP 
COMPANY, (U.S. CL. 46). SN 73-769,262. PUB. 10-10-1989. 
FILED 12-14-1988. 

1,575,297. FORT HOWARD. STOKELY USA, INC., (U.S. CL. 
46). SN 73-770,224. PUB. 10-10-1989. FILED 12-19-1988. 

1,575,298. JUST GREAT SOUPS .SOUP THE WAY IT’S 
SUPPOSED TO BE AND DESIGN. OLD GREENWICH 
FOODS, LTD. (U.S. CL. 46). SN 73-773,088. PUB. 
10-10-1989. FILED 1-5-1989. 

1,575,299. PM AND DESIGN. PRODUCTOS DE MAIZ, S.A., 
MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. CL. 46). 
SN 73-773,601. PUB. 10-10-1989. FILED 1-9-1989. 
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1,575,300. FRESH IDEAS IN THE BAKING. PH. ORTH CO., 
MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. CL. 46). 
SN 73-776,166. PUB. 10-10-1989. FILED 1-23-1989. 

1,575,301. SWITZ KASTLE. LAND O'LAKES, INC., (U.S. 
CL. 46). SN 73-784,738. PUB. 10-10-1989. FILED 3-6-1989. 

1,575,302. CALIFORNIA COMBO (STYLIZED). FRESHCO, 
INCORPORATED, DBA FRESHCO, INC., (U.S. CL. 46). 
SN 73-787,445. PUB. 10-3-1989. FILED 3-20-1989. 

1,575,303. THE BLUE RIBBON CHICKEN IN THE BRIGHT 
BLUE BOX. VICTOR F. WEAVER, INC., (U.S. CL. 46). SN 
73-787,795. PUB. 10-10-1989. FILED 3-20-1989. 

1,575,304. ROYAL CLASSICS. FEDERATED FOODS, INC., 
MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. CL. 46). 
SN 73-788,740. PUB. 10-10-1989. FILED 3-24-1989. 

1,575,305. GOLDEN SUNSHINE STRIPED BASS. AQUATIC 
SYSTEMS, INC., (U.S. CL. 46). SN 73-790,421. PUB. 
10-10-1989. FILED 3-30-1989. 

1,575,306. APPLE "N CINNAMON COUNTRY SAUSAGE 
AND DESIGN. JOHNSONVILLE SAUSAGE, INC., (U.S. 
CL. 46). SN 73-793,229. PUB. 10-10-1989. FILED 4-14-1989. 

1,575,307. CLAM TENDERS. EASTERN CLAM CORP,., (U.S. 
CL. 46). SN 73-794,130. PUB. 10-10-1989. FILED 4-18-1989. 

1,575,308. MOZZA BITES. HORN’S POULTRY, INC., (U.S. 
CL. 46). SN 73-798,875. PUB. 10-10-1989. FILED 5-9-1989. 

1,575,309. MOSEY’S. MOSEY’S INC., (U.S. CL. 46). SN 
73-799,227. PUB. 10-10-1989. FILED 5-11-1989. 

1,575,310. THE GOOD TASTE FOR A CHANGING WORLD. 
NISSIN FOODS (USA) CO., INC., (U.S. CL. 46). SN 
73-799,335. PUB. 10-10-1989. FILED 5-11-1989. 

1,575,311. MUCH MORE THAN A SOUP. NISSIN FOODS 
(USA) CO., INC., (U.S. CL. 46). SN 73-799,342. PUB. 
10-10-1989. FILED 5-11-1989. 

1,575,312. LITE -N- HEARTY. PAPETTI’'S HYGRADE EGG 
PRODUCTS, INC., (U.S. CL. 46). SN 73-799,657. PUB. 
10-10-1989. FILED 5-12-1989. 

1,575,313. SAUCHEESE. MICHAELS FOODS, INC., (U.S. 
CL. 46). SN 73-801,190. PUB. 10-10-1989. FILED 5-19-1989. 


CLASS 30—STAPLE FOODS 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class I for this trademark). 

1,574,149 (See Class 2 for this trademark). 

1,574,169 (See Class 3 for this trademark). 

1,574,245 (See Class 3 for this trademark). 

1,574,247 (See Class 3 for this trademark). 

1,575,284 (See Class 29 for this trademark). 

1,575,287 (See Class 29 for this trademark). 

1,575,289 (See Class 29 for this trademark). 

1,575,290 (See Class 29 for this trademark). 

1,575,299 (See Class 29 for this trademark). 

1,575,300 (See Class 29 for this trademark). 

1,575,304 (See Class 29 for this trademark). 

1,575,314. MISCELLANEOUS DESIGN. ESTABLECI- 
MIENTO MODELO TERRABUSI S.A.LC., (U.S. CL. 46). 
SN 73-589,136. PUB. 10-10-1989. FILED 3-20-1986. 

1,575,315. MARIE’S. QUINCY PRODUCTS, INC., AKA 
GRUBBS PRODUCTS & DISTRIBUTING COMPANY OF 
ST. LOUIS, (U.S. CL. 46). SN 73-600,706. PUB. 10-14-1986. 
FILED 5-27-1986. 

1,575,316. LIGHT’N NATURAL AND DESIGN. ROUSH 
BAKERY PRODUCTS CO., INC., (U.S. CL. 46). SN 
73-608,567. PUB. 2-2-1988. FILED 7-9-1986. 

1,575,317. LEE KUM KEE CHOY SUN AND DESIGN. LEE 
KUM KEE COMPANY LIMITED, (U.S. CL. 46). SN 
73-641,940. PUB. 3-28-1989. FILED 1-28-1987. 

1,575,318. TIVOLIP'S GOURMET. VITARICH ICE CREAM 
COMPANY, (U.S. CL. 46). SN 73-687,803. PUB. 1-3-1989. 
FILED 10-5-1987. 

1,575,319. DELICIOUS GOLDEN FRENCH’ CRUST. 
SCHWAN’S SALES ENTERPRISES, INC., (U.S. CL. 46). 
SN 73-709,365. PUB. 10-10-1989. FILED 2-4-1988. 

1,575,320. STEEL’S AND DESIGN. CLACK-STEEL LTD., 
(U.S. CL. 46). SN 73-714,129. PUB. 10-10-1989. FILED 
2-26-1988. 
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1,575,321. LEMON GROVE. JOHN WAGNER & SONS, 
INC., (U.S. CL. 46). SN 73-718,407. PUB. 6-6-1989. FILED 
3-22-1988. 


1,575,322. FAST TRACK. FAST TRACK USA, INC., MULTI- 
PLE CLASS, (INT. CLS. 30, 32 AND 42), (U.S. CLS. 45, 46 
AND 100). SN _ 73-719,060. PUB. 10-10-1989. FILED 
3-28-1988. 


1,575,323. SESMARK. SESMARK FOODS, INC., (U.S. CL. 
46). SN 73-725,814. PUB. 4-25-1989. FILED 5-2-1988. 


1,575,324. MISCELLANEOUS DESIGN. B.V. MEELUNIE, 
(U.S. CL. 46). SN 73-727,900. PUB. 5-30-1989. FILED 
5-12-1988. 


1,575,325. FRENCH PANTRY. RICHTER BROS., INC., (U.S. 
CL. 46). SN 73-729,443. PUB. 10-10-1989. FILED 5-12-1988. 


1,575,326. SHOPRITE AND DESIGN. WAKEFERN FOOD 
CORP., MULTIPLE CLASS, (INT. CLS. 30 AND 32), (U.S. 
CLS. 45 AND 46). SN 73-735,855. PUB. 10-10-1989. FILED 
6-22-1988. 


1,575,327. TUNNOCK’S CARAMEL LOG WAFER AND 
DESIGN. THOMAS TUNNOCK LIMITED, (U.S. CL. 46). 
SN 73-740,592. PUB. 10-10-1989. FILED 7-18-1988. 


1,575,328. JUST SWEET. CUMBERLAND PACKING 
CORP., (U.S. CLS. 6 AND 46). SN 73-743,808. PUB. 
10-10-1989. FILED 8-3-1988. 


1,575,329. PALETA. PALETA OF NORTH AMERICA, INC., 
(U.S. CL. 46). SN 73-745,924. PUB. 10-10-1989. FILED 
8-15-1988. 


1,575,330. SUSHI TARO. KABUSHIKI KAISHA NAGA- 
TANIEN HONPO, DBA NAGATANIEN-HONPO CO., 
LTD., (U.S. CL. 46). SN 73-752,587. PUB. 10-10-1989. 
FILED 9-19-1988. 


1,575,331. BISKS. THIN’S INN, INC., (U.S. CL. 46). SN 
73-753,908. PUB. 10-10-1989. FILED 9-26-1988. 


1,575,332. X LINE AND DESIGN. INA-NAHRMITTEL 
BRUNO PIETSCHMANN GMBH, MULTIPLE CLASS, 
(INT. CLS. 30 AND 42), (U.S. CLS. 46 AND 100). SN 
73-760,977. PUB. 10-10-1989. FILED 10-31-1988. 


1,575,333. CRABTREE & EVELYN. CRABTREE & 
EVELYN, LTD., (U.S. CL. 46). SN 73-762,524. PUB. 
10-10-1989. FILED 11-7-1988. 


1,575,334. MISCELLANEOUS DESIGN. ASHRAFINIA, 
ABBAS, MULTIPLE CLASS, (INT. CLS. 30 AND 32), (U.S. 
CLS. 45 AND 46). SN 73-763,201. PUB. 10-10-1989. FILED 
11-14-1988. 


1,575,335. FRED’S FAMOUS. BEN & JERRY’S HOME- 
MADE, INC., (U.S. CL. 46). SN 73-766,506. PUB. 5-30-1989. 
FILED 11-30-1988. 

1,575,336. STRAWBERRY SQUARES. KELLOGG COMPA- 
NY, (U.S. CL. 46). SN 73-767,000. PUB. 5-9-1989. FILED 
11-16-1988. 


1,575,337. SILHOUETTE (STYLIZED). LUDWIG SCHOKO- 
LADE GMBH, (U.S. CL. 46). SN 73-769,680. PUB. 
10-10-1989. FILED 12-15-1988. 


1,575,338. DOWNSIDE UP. CARVEL CORPORATION, (U.S. 
CL. 46). SN 73-769,997. PUB. 10-10-1989. FILED 
12-16-1988. 


1,575,339. LINDY’S. LINDY’S FOOD PRODUCTS COMPA- 
NY, INC., (U.S. CL. 46). SN 73-771,582. PUB. 6-27-1989. 
FILED 12-27-1988. 

1,575,340. FIBRA MAIZORO. CEREALES INDUSTRIALI- 
ZADOS, S.A. DE C.V., (U.S. CL. 46). SN 73-772,198. PUB. 
10-10-1989. FILED 12-29-1988. 

1,575,341. VIVA AMERICA (STYLIZED). VIVA AMERICA 
MARKETING, INC., DBA VIVA AMERICA MARKET- 
ING, (U.S. CL. 46). SN 73-781,975. PUB. 10-10-1989. FILED 
2-21-1989. 

1,575,342. TROPI-STAB. CONNELL RICE & SUGAR CO., 
INC., (U.S. CL. 46). SN 73-785,389. PUB. 10-10-1989. 
FILED 3-7-1989. 

1,575,343. OH! BERRY. SUNSHINE BISCUITS, INC., (U.S. 
CL. 46). SN 73-788,665. PUB. 10-10-1989. FILED 3-23-1989. 

1,575,344. HIPPERS. JOS POELL VERKOOPMAATSCHAP- 


PU B.V., (U.S. CL. 46). SN 73-789,005. PUB. 10-10-1989. 
FILED 3-27-1989. 
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1,575,345. PIZZA SHAPES. ARNOTT’S BISCUITS LIMIT- 
ED, (U.S. CL. 46). SN 73-791,823. PUB. 10-10-1989. FILED 
4-7-1989. 

1,575,346. GRANITA. ARNOTT’S BISCUITS LIMITED, 
(US. CL. 46). SN 73-791,824. PUB. 10-10-1989. FILED 
4-7-1989. 

1,575,347. CHEDDAR SHAPES. ARNOTT’S BISCUITS LIM- 
ITED, (U.S. CL. 46). SN 73-791,825. PUB. 10-10-1989. 
FILED 4-7-1989. 

1,575,348. TEAGO SPRING ICED TEA AND DESIGN. 
SPRING VALLEY FOOD, INC. (US. CL. 46). SN 
73-792,055. PUB. 10-10-1989. FILED 4-10-1989. 

1,575,349. POPPERVILLE PRIDE. WILSON CHAPMAN 
ADVERTISING, INC., (U.S. CL. 46). SN 73-793,083. PUB. 
10-10-1989. FILED 4-13-1989. 

1,575,350. TAXI UNITED BISCUITS (UK) LIMITED, (U.S. 
CL. 46). SN 73-793,092. PUB. 10-10-1989. FILED 4-13-1989. 

1,575,351. THE INTERNATIONAL GOURMET. LAURA'S 
ALPINE WINE CELLAR, INC., DBA THE INTERNA- 
TIONAL GOURMET, (U.S. CL. 46). SN 73-793,258. PUB. 
10-10-1989. FILED 4-14-1989. 

1,575,352. IL PRESSO CAFFE. BROWN, AARON C., DBA 
MARKETING SERVICES, (U.S. CL. 46). SN 73-793,899. 
PUB. 10-10-1989. FILED 4-17-1989. 

1,575,353. SCHOONERS. INTERBAKE FOODS, INC., (U.S. 
CL. 46). SN 73-795,890. PUB. 10-10-1989. FILED 4-26-1989. 

1,575,354. FFV FIRST FOR VALUE AND DESIGN. INTER- 
BAKE FOODS, INC., (U.S. CL. 46). SN 73-795,892. PUB. 
10-10-1989. FILED 4-26-1989. 

1,575,355. THE STATE “FLOUR” OF OKLAHOMA (STYL- 
IZED). SHAWNEE MILLING COMPANY, (U.S. CL. 46). 
SN 73-796,191. PUB. 10-10-1989. FILED 4-27-1989. 

1,575,356. CHEESE HEAD AND DESIGN. VARIETY 
FOODS, INC., (US. CL. 46). SN 73-796,400. PUB. 
10-10-1989. FILED 4-27-1989. 

1,575,357. STUFFED PENGUIN’S. PENGUIN’S FROZEN 
YOGURT, INC, (U.S. CL. 46). SN 73-796,660. PUB. 
10-10-1989. FILED 4-28-1989. 

1,575,358. HONEY BUNCHES OF OATS. GENERAL 
FOODS CORPORATION, (U.S. CL. 46). SN 73-797,378. 
PUB. 10-10-1989. FILED 5-2-1989. 

1,575,359. BALDWIN AND DESIGN. BALDWIN ICE 
CREAM COMPANY, (U.S. CL. 46). SN 73-798,115. PUB. 
10-10-1989. FILED 5-5-1989. 

1,575,360. RICE BITES. AMERICAN GRAINS, INC., (U.S. 
CL. 46). SN 73-798,173. PUB. 10-10-1989. FILED 5-8-1989. 

1,575,361. GARR & ARTER. MANGOLD, INC., (U.S. CL. 46). 
SN 73-798,773. PUB. 10-10-1989. FILED 5-9-1989. 

1,575,362. MISCELLANEOUS DESIGN. GENERAL MILLS, 
INC., (US. CL. 46). SN 73-798,942. PUB. 10-10-1989. 
FILED 5-10-1989. 

1,575,363. TRISCUIT BITS. NABISCO, INC., (U.S. CL. 46). 
SN 73-799,017. PUB. 10-10-1989. FILED 5-10-1989. 

1,575,364. SUZEE’S DESSERT-CRACKERS. SUZEE 
SNACKERS, INC., (U.S. CL. 46). SN 73-799,067. PUB. 
10-10-1989. FILED 5-10-1989. 

1,575,365. AUNT JEMIMA. QUAKER OATS COMPANY, 
THE, (U.S. CL. 46). SN 73-799,358. PUB. 10-10-1989. 
FILED 5-11-1989. 

1,575,366. BUTTERFINGER. PLANTERS LIFESAVERS 
COMPANY, (U.S. CL. 46). SN 73-799,494. PUB. 10-10-1989. 
FILED 5-12-1989. 

1,575,367. SONORA VALLEY. HERNKE FOODS, INC., (U.S. 
CL. 46). SN 73-801,013. PUB. 10-10-1989. FILED 5-18-1989. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


1,574,101 (See Class I for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,125 (See Class | for this trademark). 

1,575,284 (See Class 29 for this trademark). 

1,575,290 (See Class 29 for this trademark). 

1,575,368. PRELUDE. TWYFORD PLANT LABORATO- 
RIES, INC., (U.S. CL. 1). SN 73-760,499. PUB. 8-1-1989. 
FILED 10-28-1988. 
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1,575,369. SIDEWALK (STYLIZED). SALINAS LETTUCE 
FARMERS COOPERATIVE, (U.S. CL. 1). SN 73-776,052. 
PUB. 6-27-1989. FILED 1-23-1989. 

1,575,370. SIGNATURE SERIES. LIVING ENVIRON- 
MENTS, INC., DBA IVERSON PERENNIAL GARDENS 
AND DBA IVERSON’S, (U.S. CL. 1). SN 73-789,010. PUB. 
10-10-1989. FILED 3-27-1989. 

1,575,371. MELISSA’S BRAND. WORLD VARIETY 
PRODUCE, INC., (US. CL. 46). SN 73-790,433. PUB. 
10-10-1989. FILED 4-3-1989. 

1,575,372. MELISSA’S BRAND AND DESIGN. WORLD VA- 
RIETY PRODUCE, INC., (US. CL. 46). SN 73-790,434. 
PUB. 10-10-1989. FILED 4-3-1989. 

1,575,373. WORLD VARIETY PRODUCE INC. AND DESIGN. 
WORLD VARIETY PRODUCE, INC., (U.S. CL. 46). SN 
73-790,437. PUB. 10-10-1989. FILED 4-3-1989. 

1,575,374. BETTER-LIFE AND DESIGN. PIONEER HI- 
BRED INTERNATIONAL, INC. MULTIPLE CLASS, 
(INT. CLS. 31 AND 36), (U.S. CLS. 1, 101 AND 102). SN 
73-794,080. PUB. 10-10-1989. FILED 4-18-1989. 

1,575,375. PERFECTA. DAVE ROGERS INVESTMENT 
CORP., (U.S. CL. 46). SN 73-798,103. PUB. 10-10-1989. 
FILED 5-5-1989. 


CLASS 32—LIGHT BEVERAGES 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,149 (See Class 2 for this trademark). 

1,574,245 (See Class 3 for this trademark). 

1,574,247 (See Class 3 for this trademark). 

1,575,284 (See Class 29 for this trademark). 

1,575,287 (See Class 29 for this trademark). 

1,575,322 (See Class 30 for this trademark). 

1,575,326 (See Class 30 for this trademark). 

1,575,334 (See Class 30 for this trademark). 

1,575,376. VITA JUICE. KNUDSEN & SONS, INC., (U.S. CL. 
46). SN 73-526,224. PUB. 7-23-1985. FILED 3-11-1985. 

1,575,377. SIERRAZUL. CORPORATIVO ARMA, S.A. DE 
C.V., (U.S. CL. 45). SN 73-620,829. PUB. 11-22-1988. FILED 
9-17-1986. 

1,575,378. CLICQUOT CLUB AND DESIGN. LOUIS VUIT- 
TON, BY CHANGE OF NAME FROM VEUVE CLIC- 
QUOT, (U.S. CL. 45). SN 73-665,926. PUB. 10-10-1989. 
FILED 6-11-1987. 

1,575,379. JU"CY AND DESIGN. JU-C-ORANGE OF AMER- 
ICA INC., (US. CL. 45). SN 73-690,710. PUB. 6-20-1989. 
FILED 10-20-1987. 

1,575,380. FRUITAY. OLYMPIC FOODS, INC., (U.S. CL. 46). 
SN 73-728,220. PUB. 7-4-1989. FILED 5-13-1988. 

1,575,381. VIRGINIA NATIVE AND DESIGN. TIME FOR 
GOOD FOOD, INC., (U.S. CL. 48). SN 73-757,828. PUB. 
10-10-1989. FILED 10-17-1988. 

1,575,382. SUPER SHOT. MARSH SUPERMARKETS, INC., 
DBA VILLAGE PANTRY, (U.S. CL. 45). SN 73-762,181. 
PUB. 10-10-1989. FILED 11-7-1988. 

1,575,383. FRESH FROM QUALITYVILLE. QUALITY 
CHEKD DAIRY PRODUCTS ASSOCIATION, (U.S. CLS. 
45 AND 46). SN 73-768,227. PUB. 10-10-1989. FILED 
12-5-1988. 

1,575,384. IRIE JAMAICAN, IMEX PRODUCTS, INC., (U.S. 
CL. 45). SN 73-770,181. PUB. 10-10-1989. FILED 
12-19-1988. 

1,575,385. CARDINAL AMBER LIGHT. BRASSERIE DU 
CARDINAL FRIBOURG SA, (US. CL. 48) SN 
73-770,670. PUB. 10-10-1989. FILED 12-21-1988. 

1,575,386. RED TAIL ALE. MENDOCINO BREWING COM- 
PANY, (U.S. CL. 48). SN 73-771,769. PUB. 6-13-1989. 
FILED 12-27-1988. 

1,575,387. HAWAIIAN PUNCH AND DESIGN, DEL MONTE 
CORPORATION, (U.S. CL. 45). SN 73-773,467. PUB. 
10-10-1989. FILED 1-9-1989. 

1,575,388. SIPPIN’ PAK. BORDEN, INC., (U.S. CL. 46). SN 
73-784,176. PUB. 10-10-1989. FILED 2-27-1989. 
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1,575,389. HEALTH DRINK OF THE 21ST CENTURY 
ALOAIDE “THE ORIGINAL” ALOE VERA SODA AND 
DESIGN. SEEMAYER ASSOCIATES, INC., (U.S. CL. 45). 
SN 73-794,165. PUB. 10-10-1989. FILED 4-18-1989. 

1,575,390. WYLER’S BIG SQUEEZE. THOMAS J. LIPTON, 
INC., (U.S. CL. 45). SN 73-798,119. PUB. 10-10-1989. 
FILED 5-5-1989. 


CLASS 33—WINES AND SPIRITS 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,575,284 (See Class 29 for this trademark). 

1,575,391. SOUTHERN COOLER. ESPER, ANTHONY J., 
DBA INTERNATIONAL BAR BEVERAGE CO., (U.S. CL. 
47). SN 73-519,290. PUB. 7-9-1985. FILED 1-25-1985. 

1,575,392. BONFOI. BONFOI WINE ESTATE CLOSE COR- 
PORATION, (U.S. CL. 47). SN 73-668,169. PUB. 10-10-1989. 
FILED 6-23-1987. 

1,575,393. MISCELLANEOUS DESIGN. KIKU-MASAMUNE 
SAKE BREWING CO., LTD., (U.S. CLS. 47 AND 49). SN 
73-745,837. PUB. 10-10-1989. FILED 8-12-1988. 

1,575,394. SCHARFFENBERGER. SCHARFFENBERGER 
CELLARS, INC., (U.S. CL. 47). SN 73-781,762. PUB. 
10-10-1989. FILED 2-21-1989. 

1,575,395. BOSUN CREST. TOTH, KENNETH J., DBA 
BLACK MOUNTAIN VINEYARD, (U.S. CL. 47). SN 
73-786,315. PUB. 10-10-1989. FILED 3-13-1989. 

1,575,396. FG AND DESIGN. MARTINI & PRATI WINES, 
INC., (U.S. CL. 47). SN 73-788,527. PUB. 10-10-1989. 
FILED 3-23-1989. 

1,575,397. LANGENBACH AND DESIGN. LANGENBACH & 
CO., GMBH, (U.S. CL. 47). SN 73-793,265. PUB. 10-10-1989. 
FILED 4-14-1989. 

1,575,398. HILLSIDE SELECT. SHAFER VINEYARDS, (U.S. 
CL. 47). SN 73-799,361. PUB. 10-10-1989. FILED 5-11-1989. 


CLASS 34—SMOKERS’ ARTICLES 


1,574,101 (See Class 1 for this trademark). 

1,574,102 (See Class 1 for this trademark). 

1,574,471 (See Class 9 for this trademark). 

1,575,399. AYC SABERS CAMEROON DARK. CONSOLI- 
DATED CIGAR CORPORATION, (U.S. CL. 17). SN 
73-749,280. PUB. 10-10-1989. FILED 8-30-1988. 

1,575,400. J P MELON. LORILLARD, INC., (U.S. CL. 17). 
SN 73-756,259. PUB. 10-10-1989. FILED 10-6-1988. 

1,575,401. J P ROUNDS. LORILLARD, INC., (U.S. CL. 17). 
SN 73-756,260. PUB. 10-10-1989. FILED 10-6-1988. 

1,575,402. SUTLIFF. CONSOLIDATED CIGAR CORPORA- 
TION, T/A SUTLIFF TOBACCO COMPANY, (U.S. CL. 
17). SN 73-781,768. PUB. 10-10-1989. FILED 2-21-1989. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


1,574,451 (See Class 9 for this trademark). 

1,574,539 (See Class 9 for this trademark). 

1,574,544 (See Class 9 for this trademark). 

1,574,809 (See Class 16 for this trademark). 

1,574,859 (See Class 16 for this trademark). 

1,575,403. (800) JOB-TIME. JOB SHOP TECHNICAL SERV- 
ICES, INC, DBA INTERNATIONAL TECHNICAL 
SERVICES, (U.S. CL. 101). SN 73-564,187. PUB. 3-25-1986. 
FILED 10-21-1985. 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


1,575,404. TRAVCORPS. TRAVCORPS, INC., (U.S. CL. 101). 
SN 73-672,987. PUB. 10-10-1989. FILED 7-20-1987. 

1,575,405. SEASPACE. HOUSTON UNDERWATER CLUB, 
INC., (U.S. CL. 101). SN 73-692,902. PUB. 10-10-1989. 
FILED 11-2-1987. 


1,575,406. MISCELLANEOUS DESIGN. DMA GROUP, INC., 
(U.S. CL. 101). SN 73-707,999. PUB. 7-5-1988. FILED 
1-28-1988. 


1,575,407. PRUDENCE ASSURANCE. RICHARD METZLER 
& ASSOCIATES, INC., (U.S. CL. 101). SN 73-722,263. PUB. 
10-4-1988. FILED 4-14-1988. 


1,575,408. STAFF MATES “PUTTING AMERICA TO WORK” 
(STYLIZED). YAWN, CAROLL, DBA STAFF MATES 
EMPLOYMENT AGENCY, (U.S. CL. 101). SN 73-725,124. 
PUB. 10-10-1989. FILED 4-28-1988. 


1,575,409. MASTER BROKERAGE. REALTY WORLD COR- 
PORATION, MULTIPLE CLASS, (INT. CLS. 35 AND 36), 
(U.S. CLS. 101 AND 102). SN 73-731,254. PUB. 10-10-1989. 
FILED 5-27-1988. 


1,575,410. CEDEL AND DESIGN. CEDEL (CENTRALE DE 
LIVRAISON DE VALEURS MOBILIERES), MULTIPLE 
CLASS, (INT. CLS. 35, 36, 38 AND 42), (U.S. CLS. 100, 101, 
102 AND 104). SN 73-733,542. PUB. 10-10-1989. FILED 
6-10-1988. 


1,575,411. CEDEL. CEDEL (CENTRALE DE LIVRAISON 
DE VALEURS MOBILIERES), MULTIPLE CLASS, (INT. 
CLS. 35, 36, 38 AND 42), (U.S. CLS. 100, 101, 102 AND 104). 
SN 73-733,601. PUB. 10-10-1989. FILED 6-10-1988. 


1,575,412. RESPOND! EMPLOYER SERVICE PROGRAM 
AND DESIGN. U.S. HEALTHCARE, INC., (U.S. CL. 101). 
SN 73-738,008. PUB. 10-10-1989. FILED 7-5-1988. 


1,575,413. ENCORE MARKETING INTERNATIONAL, INC.. 
ENCORE MARKETING INTERNATIONAL, INC., MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 39), (U.S. CLS. 100, 101 
AND 105). SN 73-742,013. PUB. 10-10-1989. FILED 
7-25-1988. 


1,575,414. PRO MEDIA. PRO MEDIA, INC., (U.S. CL. 101). 
SN 73-744,018. PUB. 10-10-1989. FILED 8-4-1988. 


1,575,415. SUPERSTOCK. SUPERSTOCK INTERNATION- 
AL INC., (U.S. CL. 101). SN 73-747,640. PUB. 10-10-1989. 
FILED 8-22-1988. 


1,575,416. THE ADVANTAGE SYSTEM AND DESIGN. 
TRAVEL AGENTS INTERNATIONAL, INC., (U.S. CL. 
101). SN 73-748,213. PUB. 10-10-1989. FILED 8-25-1988. 


1,575,417. UNI-EUROPE, SOCIETE BAYAS TUDJUH S.A., 
MULTIPLE CLASS, (INT. CLS. 35 AND 36), (U.S. CLS. 
101 AND 102). SN 73-750,609. PUB. 10-10-1989. FILED 
9-7-1988. 

1,575,418. VALUE CHECKS IN THE AMERICAN TRADI- 
TION AND DESIGN. RAMCO, INC., (U.S. CL. 101). SN 
73-752,875. PUB. 10-10-1989. FILED 9-19-1988. 


1,575,419. DEMCO EXPRESS. DANA E. MORRISON JR. 
CO., MULTIPLE CLASS, (INT. CLS. 35 AND 39), (U.S. 
CLS. 100, 101 AND 105). SN 73-756,823. PUB. 10-10-1989. 
FILED 10-11-1988. 


1,575,420. NADA AND DESIGN. NATIONAL AUTOMO- 
BILE DEALERS ASSOCIATION, (U.S. CL. 101). SN 
73-766,285. PUB. 10-10-1989. FILED 11-29-1988. 


1,575,421. BB. BAKNARD AND BURK GROUP, INC., 
MULTIPLE CLASS, (INT. CLS. 35, 37 AND 42), (U.S. 
CLS. 100, 101, 103 AND 106). SN 73-766,318. PUB. 
10-10-1989. FILED 11-29-1988. 


1,575,422. RM RANCHO MIRAGE PLAYGROUND OF 
PRESIDENTS (STYLIZED). RANCHO MIRAGE CHAM- 
BER OF COMMERCE, (U.S. CL. 101). SN 73-772,398. PUB. 
10-10-1989. FILED 12-30-1988. 


1,575,423. ASSEMBLY TECHNOLOGY EXPO AND DESIGN. 
PROFESSIONAL EXPOSITION MANAGEMENT COM- 
PANY, MULTIPLE CLASS, (INT. CLS. 35 AND 41), (U.S. 
CLS. 101 AND 107). SN 73-774,415. PUB. 10-10-1989. 
FILED 1-13-1989. 


1,575,424. INTERPAY. AUTOMATIC PAYROLL SERVICE, 
INC., MULTIPLE CLASS, (INT. CLS. 35 AND 36), (U.S. 
CLS. 101 AND 102). SN 73-775,020. PUB. 10-10-1989. 
FILED 1-17-1989. 
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1,575,425. QUALITY EXPO TIME. PROFESSIONAL EXPO- 
SITION MANAGEMENT COMPANY, INC., (U.S. CL. 
101). SN 73-778,675. PUB. 10-10-1989. FILED 2-3-1989. 

1,575,426. CUSTOM SHOWCASE. MARACOM CORPORA- 
TION, (U.S. CL. 101). SN 73-779,675. PUB. 7-11-1989. 
FILED 2-9-1989. 

1,575,427. AUTO M/P, DISTRIBUTION SCIENCES, INC., 
(U.S. CLS. 100 AND 101). SN 73-780,816. PUB. 10-10-1989. 
FILED 2-13-1989. 

1,575,428. BUYLINE COUPON EXCHANGE. ITT CON- 
SUMER FINANCIAL CORPORATION, (U.S. CL. 101). SN 
73-781,188. PUB. 10-10-1989. FILED 1-23-1989. 

1,575,429. MISCELLANEOUS DESIGN. ITA, INCORPORAT- 
ED, MULTIPLE CLASS, (INT. CLS. 35 AND 39), (U.S. 
CLS. 100, 101 AND 105). SN 73-781,457. PUB. 10-10-1989. 
FILED 2-17-1989. 

1,575,430. MED CHECK AND DESIGN. FORTIS CORPORA- 
TION, (U.S. CLS. 101 AND 102). SN 73-781,772. PUB. 
10-10-1989. FILED 2-21-1989. 

1,575,431. COMPUTE UTILITY. AFFILIATED COMPUTER 
SYSTEMS, INC., (U.S. CLS. 100 AND 101). SN 73-784,316. 
PUB. 10-10-1989. FILED 3-3-1989. 

1,575,432. DRUSILLA SEAFOOD CAFE. DRUSILLA SEA- 
FOOD RESTAURANTS, INC., MULTIPLE CLASS, (INT. 
CLS. 35 AND 42), (U.S. CLS. 100 AND 101). SN 73-788,765. 
PUB. 10-10-1989. FILED 3-24-1989. 

1,575,433. NATIONAL IMAGES BUSINESS PRESENTATION 
CENTRES. NATIONAL IMAGES FRANCHISE CORPO- 
RATION, (U.S. CL. 101). SN 73-788,906. PUB. 10-10-1989. 
FILED 3-24-1989. 

1,575,434. TPI RESIDUALS (STYLIZED). IDC SERVICES, 
INC., (U.S. CL. 101). SN 73-791,876. PUB. 10-10-1989. 
FILED 4-7-1989. 

1,575,435. ATTENTION/LINKAGE ANALYSIS. 
MARKET RESEARCH, INC, (US. CL. 
73-792,432. PUB. 10-10-1989. FILED 4-10-1989. 

1,575,436. T&R. IDC SERVICES, INC., (U.S. CL. 101). SN 
73-792,434. PUB. 10-10-1989. FILED 4-10-1989. 

1,575,437. THE I DOCTORS. I DOCTORS, THE, (U.S. CLS. 
100 AND 101). SN 73-793,707. PUB. 10-10-1989. FILED 
4-7-1989. 

1,575,438. THE ENERGY PEOPLE. COASTAL CORPORA- 
TION, THE, (U.S. CL. 101). SN 73-793,945. PUB. 
10-10-1989. FILED 4-17-1989. 

1,575,439. CABLESTAT. WESTERN 
MEDIA CORP., (US. CL. 
10-10-1989. FILED 4-10-1989. 

1,575,440. COUPONSDIRECT AND DESIGN. COUPONS- 
DIRECT CORPORATION, (U.S. CL. 101). SN 73-794,288. 
PUB. 10-10-1989. FILED 4-19-1989. 

1,575,441. AS.A.P. PERSONNEL. A.S.A.P. PERSONNEL 
SERVICES, INC., (U.S. CL. 101). SN 73-794,380. PUB. 
10-10-1989. FILED 4-20-1989. 

1,575,442. TRUCKEEPERS. WILSON, CORNELIA D., DBA 
TRUCKEEPERS, (U.S. CL. 101). SN 73-794,458. PUB. 
10-10-1989. FILED 4-20-1989. 

1,575,443. FOOD & DRUG PROFESSIONALS INC. AND 
DESIGN. FOOD & DRUG PROFESSIONALS, INC., (U.S. 
CL. 101). SN 73-795,648. PUB. 10-10-1989. FILED 
4-14-1989. 

1,575,444. PIZZA GIFT USA INC. NATIONAL PIZZA RE- 
FERRAL SYSTEM CALL ME A PIZZA 1-800-FOR A PIE 
AND DESIGN. BENSON, BRUCE C., (U.S. CL. 101). SN 
73-796,483. PUB. 10-10-1989. FILED 4-28-1989. 

1,575,445. SYSTEMS THAT SHARE YOUR VISION. 
ARTHUR ANDERSEN & CO., (U.S. CL. 101). SN 
73-796,654. PUB. 10-10-1989. FILED 4-28-1989. 

1,575,446. THE NORFOLK ADVANTAGE. CITY OF NOR- 
FOLK, VIRGINIA, (U.S. CL. 101). SN 73-797,375. PUB. 
10-10-1989. FILED 5-2-1989. 

1,575,447. STREET WATCH. DANWAL SECURITY SERV- 
ICES, INC., (U.S. CL. 101). SN 73-797,480. PUB. 10-10-1989. 
FILED 5-3-1989. 

1,575,448. PLEDGE FOR AND DESIGN. GLENDIN- 
NING ASSOCIATES, INC., (U.S. CL. 101). SN 73-797,513. 
PUB. 10-10-1989. FILED 5-3-1989. 
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1,575,449. SOUTHREP (STYLIZED). BAUM, B. DEAN, DBA 
SOUTHREP, (US. CL. 101). SN 73-797,755. PUB. 
10-10-1989. FILED 5-4-1989. 


1,575,450. SELECTEASE. RALEIGH 
GROUP, INC., (US. CL. 
10-10-1989. FILED 5-8-1989. 


1,575,451. THE HOLD COMPANY. HOLD COMPANY, 
INC., THE, (U.S. CLS. 100 AND 101). SN 73-798,386. PUB. 
10-10-1989. FILED 5-8-1989. 


1,575,452. IMPAC. IDEA MANAGEMENT AND PATENT 
ASSISTANCE CORPORATION, (U.S. CLS. 100 AND 101). 
SN 73-798,668. PUB. 10-10-1989. FILED 5-8-1989. 


1,575,453. “THE CUTTING OF LICENSING”. IDEA 
MANAGEMENT AND PATENT ASSISTANCE CORPO- 
RATION, (U.S. CLS. 100 AND 101). SN 73-798,670. PUB. 
10-10-1989. FILED 5-8-1989. 


1,575,454. CAREERMOVES (STYLIZED) PHH HOME- 
QUITY CORPORATION, (U.S. CL. 101). SN 73-799,142. 
PUB. 10-10-1989. FILED 5-8-1989. 


1,575,455. NMS. NEW MUSIC SEMINAR, INC., MULTIPLE 
CLASS, (INT. CLS. 35 AND 41), (U.S. CLS. 101 AND 107). 
SN 73-800,271. PUB. 10-10-1989. FILED 5-15-1989. 

1,575,456. HELAIRE. HELAIRE NURSING AGENCY, INC., 
(U.S. CL. 101). SN 73-800,393. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,457. TOTALLY ORGANIZED. TOTALLY ORGA- 
NIZED, INCORPORATED, (U.S. CLS. 100 AND 101). SN 
73-800,481. PUB. 10-10-1989. FILED 5-15-1989. 


1,575,458. THE AMMERMAN EXPERIENCE. AMMERMAN 
ENTERPRISES, INC., (U.S. CL. 101). SN 73-800,977. PUB. 
10-10-1989. FILED 5-18-1989. 


1,575,459. CONSULTSEARCH. MICHAEL J. EVERLY & AS- 
SOCIATES, INC., (U.S. CL. 101). SN 73-802,835. PUB. 
10-10-1989. FILED 5-26-1989. 

1,575,460. BONUSEARCH. MICHAEL J. EVERLY & ASSO- 


CIATES, INC., (US. CL. 101). SN 73-802,839. PUB. 
10-10-1989. FILED 5-26-1989. 


CONSULTING 
101). SN 73-798,332. PUB. 


CLASS 36—INSURANCE AND FINANCIAL 


1,574,853 (See Class 16 for this trademark). 

1,575,374 (See Class 31 for this trademark). 

1,575,409 (See Class 35 for this trademark). 

1,575,410 (See Class 35 for this trademark). 

1,575,411 (See Class 35 for this trademark). 

1,575,417 (See Class 35 for this trademark). 

1,575,424 (See Class 35 for this trademark). 

1,575,461. MASTER DENTAL. BLUE CROSS OF MASSA- 
CHUSETTS, INC., AND BLUE SHIELD OF MASSACHU- 
SETTS, INC. (US. CL. 102). SN 73-582,655. PUB. 
12-2-1986. FILED 2-12-1986. 

1,575,462. SUPERCENTERS. SHERWOOD B. KORSSJOEN, 


INC., (U.S. CLS. 100, 101 AND 102). SN 73-634,902. PUB. 
2-9-1988. FILED 12-11-1986. 


1,575,463. US INTERNATIONAL REINSURANCE COMPA- 
NY AND DESIGN. US INTERNATIONAL RE, INC., (U.S. 
CL. 102). SN 73-650,223. PUB. 5-23-1989. FILED 3-19-1987. 


1,575,464. POLARIS AND DESIGN. POLARIS AIRCRAFT 
LEASING CORPORATION, MULTIPLE CLASS, (INT. 
CLS. 36 AND 39), (U.S. CLS. 100, 101, 102 AND 105). SN 
73-672,152. PUB. 10-10-1989. FILED 7-15-1987. 


1,575,465. SCRIPTNET. BLUE CROSS & BLUE SHIELD 
MUTUAL OF NORTHERN OHIO, (U.S. CL. 102). SN 
73-681,849. PUB. 8-30-1988. FILED 8-31-1987. 


1,575,466. ACTS. HOSPITAL BILLING & COLLECTION 
SERVICE, LTD., (U.S. CL. 102). SN 73-709,541. PUB. 
10-10-1989. FILED 2-5-1988. 


1,575,467. RUSH CONTRACT CARE. RUSH-PRESBYTERI- 


AN-ST. LUKE’S MEDICAL CENTER, (U.S. CL. 102). SN 
73-714,911. PUB. 10-10-1989. FILED 3-4-1988. 
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1,575,468. FAMILY PLANNING INTERNATIONAL ASSIST- 
ANCE. PLANNED PARENTHOOD FEDERATION OF 
AMERICA, INC., MULTIPLE CLASS, (INT. CLS. 36 AND 
42), (U.S. CLS. 100 AND 102). SN 73-728,441. PUB. 
10-10-1989. FILED 5-16-1988. 

1,575,469. CREDIT LINE EXPRESS AND DESIGN. BENEFI- 
CIAL MANAGEMENT CORPORATION OF AMERICA, 
(US. CL. 102). SN 73-731,122. PUB. 7-4-1989. FILED 
5-27-1988. 

1,575,470. BANK FOR KIDS AND DESIGN. REPUBLIC 
NEW YORK CORPORATION, THE, (U.S. CL. 102). SN 
73-736,155. PUB. 12-13-1988. FILED 6-24-1988. 

1,575,471. ASSURED CAREPLUS. SENIOR HEALTH MAN- 
AGEMENT CORPORATION, (US. CL. 102). SN 
73-741,405. PUB. 10-10-1989. FILED 7-21-1988. 

1,575,472. BENEVEST AND DESIGN. BENEFICIAL MAN- 
AGEMENT CORPORATION OF AMERICA, (U.S. CLS. 
101 AND 102). SN 73-743,656. PUB. 9-19-1989. FILED 
8-1-1988. 

1,575,473. CONSERN LOANS FOR EDUCATION AND 
DESIGN. UNIVERSITY SUPPORT SERVICES, INC., (U.S. 
CL. 102). SN 73-743,813. PUB. 10-10-1989. FILED 8-3-1988. 

1,575,474. DAR. CHICAGO MERCANTILE EXCHANGE, 
(U.S. CLS. 101 AND 102). SN 73-749,496. PUB. 10-10-1989. 
FILED 9-1-1988. 

1,575,475. MARLBOROUGH CAPITAL ADVISORS. NEW 
ENGLAND MUTUAL LIFE INSURANCE COMPANY, 
(U.S. CLS. 101 AND 102). SN 73-750,072. PUB. 10-10-1989. 
FILED 9-6-1988. 


1,575,476. PHONE ABQ. ABQ CORPORATION, (U.S. CL. 
102). SN 73-755,042. PUB. 10-10-1989. FILED 9-28-1988. 

1,575,477. PROSPECT STREET. PROSPECT STREET IN- 
VESTMENT MANAGEMENT CO., INC., (U.S. CL. 102). 
SN 73-758,555. PUB. 10-10-1989. FILED 10-19-1988. 

1,575,478. PROVIDENTIAL HOME INCOME PLAN. PROVI- 
DENTIAL HOME INCOME PLAN, INC., (U.S. CL. 102). 
SN 73-758,574. PUB. 10-10-1989. FILED 10-19-1988. 

1,575,479. THE GOOD NEIGHBOR ALLIANCE CORPORA- 
TION. GOOD NEIGHBOR ALLIANCE CORPORATION, 
THE, (U.S. CLS. 101 AND 102). SN 73-761,402. PUB. 
10-10-1989. FILED 11-2-1988. 

1,575,480. P.E.R.F.O.R.M.. FISCHMAN-KOOPER, INC., (U.S. 
CL. 102). SN 73-761,857. PUB. 10-10-1989. FILED 
11-4-1988. 

1,575,481. CARILLON AND DESIGN. HESTA ASSOCIATES 
LIMITED PARTNERSHIP, MULTIPLE CLASS, (INT. 
CLS. 36 AND 37), (U.S. CLS. 100, 101, 102 AND 103). SN 
73-764,785. PUB. 10-10-1989. FILED 11-21-1988. 

1,575,482. XDATE XPRESS (STYLIZED). UNITED STATES 
FIRE INSURANCE COMPANY, (U.S. CLS. 101 AND 102). 
SN 73-767,549. PUB. 10-10-1989. FILED 12-5-1988. 


1,575,483. RIVER BANK AMERICA AND DESIGN. RIVER 
BANK AMERICA, (U.S. CL. 102). SN 73-769,567. PUB. 
6-13-1989. FILED 12-15-1988. 

1,575,484. PROSOURCE. PANATTONI, JOHN, (U.S. CLS. 
101 AND 102). SN 73-771,372. PUB. 10-10-1989. FILED 
12-27-1988. 

1,575,485. AND DESIGN. EPIC LIFE INSURANCE COM- 
PANY, THE, (U.S. CL. 102). SN 73-771,722. PUB. 6-13-1989. 
FILED 12-27-1988. 

1,575,486. LC AND DESIGN. MARINE MIDLAND BANKS, 
INC., (U.S. CL. 102). SN 73-773,537. PUB. 10-10-1989. 
FILED 1-9-1989. 

1,575,487. MONEYFAX. VERIMED ELECTRONIC MEDI- 
CAL INSTRUMENTS, (U.S. CL. 102). SN 73-775,342. PUB. 
6-13-1989. FILED 1-17-1989. 

1,575,488. BBH & CO. AND DESIGN. BROWN BROTHERS 
HARRIMAN & CO., (U.S. CL. 102). SN 73-775,589. PUB. 
10-10-1989. FILED 1-23-1989. 

1,575,489. FINANCIAL PLANNING FOR THE NOT SO RICH 
AND FAMOUS. PARSONS, SCOTT J., DBA FINANCIAL 
SERVICES PLAN, (U.S. CLS. 101 AND 102). SN 
73-776,599. PUB. 10-10-1989. FILED 1-24-1989. 

1,575,490. FIDELITY BROKERAGE. FMR CORP., (U.S. CLS. 
101 AND 102). SN 73-777,878. PUB. 10-10-1989. FILED 
1-31-1989. 
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1,575,491. AG CREDIT AND DESIGN. BUCKEYE PRODUC- 
TIONS CREDIT ASSOCIATION, (U.S. CL. 102). SN 
73-779,543. PUB. 10-10-1989. FILED 1-30-1989. 

1,575,492. U-SHOW (BLOCK FORM). GRESH, WILLIAM P., 
DBA GRESH REAL ESTATE, (U.S. CLS. 101 AND 102). 
SN 73-780,527. PUB. 10-10-1989. FILED 2-13-1989. 

1,575,493. GREAT STRIDES AND DESIGN. CYSTIC FIBRO- 
SIS FOUNDATION, THE, (U.S. CL. 102). SN 73-782,251. 
PUB. 10-10-1989. FILED 2-22-1989. 

1,575,494. LIFEVEST. AMERICAN SKANDIA LIFE AS- 
SURANCE CORPORATION, (U.S. CLS. 101 AND 102). SN 
73-782,859. PUB. 10-10-1989. FILED 2-23-1989. 

1,575,495. TEXAS TRUST AND DESIGN. TEXAS TRUST 
SAVINGS BANKS, FSB, (U.S. CL. 102). SN 73-783,225. 
PUB. 10-10-1989. FILED 2-27-1989. 

1,575,496. MFTS MUTUAL FUND TIMING SERVICE AND 
DESIGN. CECIL & SAUNDERS, INCORPORATED, (U.S. 
CL. 102). SN 73-783,524. PUB. 10-10-1989. FILED 
2-27-1989. 

1,575,497. BAIL MAN B AND DESIGN. MONKS, GERALD 
P., DBA CARE BAIL BONDS, (U.S. CL. 102). SN 
73-784,197. PUB. 10-10-1989. FILED 3-2-1989. 

1,575,498. BENEFITAMERICA. COLONIAL LIFE & ACCI- 
DENT INSURANCE COMPANY, (U.S. CLS. 101 AND 
102). SN 73-784,962. PUB. 10-10-1989. FILED 3-6-1989. 

1,575,499. MORE CASH .. BETTER TERMS. ITT CON- 
SUMER FINANCIAL CORPORATION, (U.S. CL. 102). SN 
73-786,329. PUB. 10-10-1989. FILED 3-13-1989. 

1,575,500. YOUNG PROFESSIONALS KEY EMPLOYEES AS- 
SOCIATIONS EMPLOYERS DOOR OPENER $ TARGET 
YOUR MARKET WITH DART AND DESIGN. EQUITABLE 
LIFE ASSURANCE SOCIETY OF THE UNITED 
STATES, THE, (U.S. CLS. 101 AND 102). SN 73-787,510. 
PUB. 10-10-1989. FILED 3-20-1989. 

1,575,501. BANCA CRT AND DESIGN. CASSA DI RISPAR- 
MIO DI TORINO, (U.S. CL. 102). SN 73-788,413. PUB. 
10-10-1989. FILED 3-22-1989. 


1,575,502. BUY SELL AND DESIGN. EQUITABLE LIFE AS- 
SURANCE SOCIETY OF THE UNITED STATES, THE, 
(U.S. CLS. 101 AND 102). SN 73-788,474. PUB. 10-19-1989. 
FILED 3-23-1989. 

1,575,503. DUFF & PHELPS INVESTMENT RESEARCH CO.. 
DUFF & PHELPS INC., (U.S. CLS. 101 AND 102). SN 
73-790,724. PUB. 10-10-1989. FILED 3-31-1989. 

1,575,504. DUFF & PHELPS CREDIT RATING CO.. DUFF & 
PHELPS INC., (U.S. CL. 102). SN 73-790,725. PUB. 
10-10-1989. FILED 4-3-1989. 

1,575,505. JOHN G. CLEMINSHAW INC. AND DESIGN. 
JOHN G. CLEMINSHAW, INC., (U.S. CLS. 101 AND 102). 
SN 73-790,931. PUB. 10-10-1989. FILED 4-3-1989. 

1,575,506. APPROVED TO PURCHASE PROGRAM. MIK- 
TOMM MORTGAGE CORPORATION, (U.S. CL. 102). SN 
73-791,927. PUB. 10-10-1989. FILED 4-7-1989. 

1,575,507. GEORGE MASON BANKSHARES, INC.. GEORGE 
MASON BANKSHARES, INC., (U.S. CL. 102). SN 
73-792,727. PUB. 10-10-1989. FILED 4-11-1989. 

1,575,508. CARNET AND DESIGN. COMMERCIAL COVER- 
AGES CORPORATION, (U.S. CLS. 101 AND 102). SN 
73-794,287. PUB. 10-10-1989. FILED 4-19-1989. 

1,575,509. THE ACQUISITION. CAPITAL MANAGEMENT 
SYSTEMS, INC., (U.S. CLS. 101 AND 102). SN 73-794,328. 
PUB. 10-10-1989. FILED 4-19-1989. 

1,575,510. THE CITATION GROUP. MERRILL LYNCH & 
COo., INC., (U.S. CLS. 101 AND 102). SN 73-795,330. PUB. 
10-10-1989. FILED 4-24-1989. 

1,575,511. PREMIER INVESTOR AND DESIGN. FIRST 
PENNSYLVANIA CORPORATION, (U.S. CL. 102). SN 
73-795,742. PUB. 10-10-1989. FILED 4-25-1989. 

1,575,512. HUMANA AND DESIGN. HUMANA INC., MUL- 
TIPLE CLASS, (INT. CLS. 36 AND 42), (U.S. CLS. 100, 101 
AND 102). SN 73-795,766. PUB. 10-10-1989. FILED 
4-25-1989. 

1,575,513. EL PASO FINANCIAL CORPORATION AND 
DESIGN. EL PASO FINANCIAL CORPORATION, (U.S. 
CL. 102). SN 73-795,884. PUB. 10-10-1989. FILED 
4-26-1989. 
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1,575,514. PACIFIC INTERCHANGE AND DESIGN. SECU- 
RITY PACIFIC BANK ARIZONA, THE, (U.S. CLS. 101 
AND 102). SN 73-795,915. PUB. 10-10-1989. FILED 
4-26-1989. 

1,575,515. ACT ON THE BEST INFORMATION. CRAGIN, 
LANG, FREE AND SMYTHE, INC., DBA CRAGIN- 
LANG, INC., (U.S. CLS. 101 AND 102). SN 73-796,218. 
PUB. 10-10-1989. FILED 4-27-1989. 

1,575,516. PEWTERCARD. CARROLL REED SKI SHOPS, 
INC., (U.S. CL. 102). SN 73-796,487. PUB. 10-10-1989. 
FILED 4-28-1989. 

1,575,517. THE PRUDENTIAL HERITAGE ACCOUNT. PRU- 
DENTIAL INSURANCE COMPANY OF AMERICA, 
THE, (U.S. CL. 102). SN 73-796,800. PUB. 10-10-1989. 
FILED 5-1-1989. 

1,575,518. TICKET PLUS. TICKET PLUS, INC., (U.S. CLS. 
101 AND 102). SN 73-798,536. PUB. 10-10-1989. FILED 
5-9-1989. 

1,575,519. TICKET PLUS + T AND DESIGN. TICKET 
PLUS, INC., (U.S. CLS. 101 AND 102). SN 73-798,537. PUB. 
10-10-1989. FILED 5-9-1989. 

1,575,520. FOOD PROCESSORS PLUS AND DESIGN. 
GREAT AMERICAN INSURANCE COMPANY, (U.S. CL. 
102). SN 73-798,639. PUB. 10-10-1989. FILED 5-8-1989. 

1,575,521. CREDICO. CREDICO CORPORATION, (U.S. 
CLS. 101 AND 102). SN 73-798,649. PUB. 10-10-1989. 
FILED 5-8-1989. 

1,575,522. SERVICE. WE GUARANTEE IT. FIRST UNION 
CORPORATION, (U.S. CL. 102). SN 73-799,557. PUB. 
10-10-1989. FILED 5-12-1989. 

1,575,523. ACCOMMODATORS PLUS. JAMES P. HANSON 
ACCOUNTANCY CORPORATION, (U.S. CL. 102). SN 
73-800,404. PUB. 10-10-1989. FILED 5-15-1989. 

1,575,524. MAJORSAVER. AMERITRUST COMPANY NA- 
TIONAL ASSOCIATION, DBA AMERITRUST, (U.S. CL. 
102). SN 73-800,837. PUB. 10-10-1989. FILED 5-17-1989. 

1,575,525. REFINED INVESTMENTS. WILMINGTON 
TRUST COMPANY, (U.S. CL. 102). SN 73-800,875. PUB. 
10-10-1989. FILED 5-17-1989. 

1,575,526. MISCELLANEOUS DESIGN. CLAIMS DEPART- 
MENT INC., THE, (U.S. CLS. 101 AND 102). SN 
73-800,942. PUB. 10-10-1989. FILED 5-18-1989. 

1,575,527. MULTI KEY AND DESIGN. DATA CENTER, 
INC., (U.S. CL. 102). SN 73-801,619. PUB. 10-10-1989. 
FILED 5-22-1989. 

1,575,528. MT. LUCAS. MOUNT LUCAS MANAGEMENT 
CORPORATION, (U.S. CLS. 101 AND 102). SN 73-801,666. 
PUB. 10-10-1989. FILED 5-22-1989. 

1,575,529. WFM. WISCONSIN FARMERS MUTUAL IN- 
SURANCE CO., (U.S. CL. 102). SN 73-802,805. PUB. 
10-10-1989. FILED 5-26-1989. 

1,575,530. FLEXPOWER. TRAVELERS MORTGAGE 
SERVICES, INC., (U.S. CL. 102). SN 73-804,338. PUB. 
10-10-1989. FILED 6-5-1989. 


CLASS 37—CONSTRUCTION AND REPAIR 


1,574,171 (See Class 3 for this trademark). 

1,574,451 (See Class 9 for this trademark). 

1,575,421 (See Class 35 for this trademark). 

1,575,481 (See Class 36 for this trademark). 

1,575,531. MCQUIK’S AND DESIGN. MCQUIK’S OILUBE, 
INC., (U.S. CL. 103). SN 73-606,965. PUB. 12-30-1986. 
FILED 6-30-1986. 

1,575,532. ISS. IMPERIAL SERVICE SYSTEMS, INC., (U.S. 
CL. 103). SN 73-659,824. PUB. 9-29-1987. FILED 5-7-1987. 

1,575,533. VITALINK AND DESIGN. VITALINK COMMU- 
NICATIONS CORPORATION, BY MERGER WITH VI- 
TALINK COMMUNICATIONS CORPORATION, MULTI- 
PLE CLASS, (INT. CLS. 37, 41 AND 42), (U.S. CLS. 100, 
103 AND 107). SN 73-687,454. PUB. 7-25-1989. FILED 
10-2-1987. 

1,575,534. ALTER TRADING CORPORATION AND DESIGN. 
ALTER TRADING CORPORATION, MULTIPLE CLASS, 
(INT. CLS. 37 AND 42), (U.S. CLS. 100, 101 AND 103). SN 
73-719,355. PUB. 10-10-1989. FILED 3-28-1988. 
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1,575,535. CMI CENTURY MEDIA INC. AND DESIGN. CEN- 
TURY MEDIA, INC., (U.S. CL. 103). SN 73-721,714. PUB. 
10-10-1989. FILED 4-11-1987 

1,575,536. TUNE ME UP SCOTTY INC. AND DESIGN. 
TUNE ME UP SCOTTY, INC. (US. CL. 103) SN 
73-727,838. PUB. 5-23-1989. FILED 5-12-1988. 

1,575,537. HI HEALTH IMAGES, INC. (STYLIZED). 
HEALTH IMAGES, INC., MULTIPLE CLASS, (INT. CLS. 
37 AND 42), (U.S. CLS. 100 AND 103). SN 73-728,978. PUB. 
10-10-1989. FILED 5-17-1988. 

1,575,538. CRYO-PLUS. PRO-QUIP CORPORATION, THE, 
MULTIPLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 
100 AND 103). SN 73-732,720. PUB. 10-10-1989. FILED 
6-6-1988. 

1,575,539. MISCELLANEOUS DESIGN. ASHLAND OIL, 
INC., (U.S. CL. 103). SN 73-736,055. PUB. 10-10-1989. 
FILED 6-22-1988. 

1,575,540. HYDROLUX. HYDROLUX S.A.R.L.. MULTIPLE 
CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 100, 101, 103 
AND 106). SN 73-736,769. PUB. 10-10-1989. FILED 
6-27-1988. 

1,575,541. INCREDIBLE WASH AND WAX CORP.. INCRED- 
IBLE WASH AND WAX CORP., (U.S. CL. 103). SN 
73-747,889. PUB. 10-10-1989. FILED 8-23-1988. 

1,575,542. SPACE MASTER AND DESIGN. SPACE MASTER 
INTERNATIONAL, INC., MULTIPLE CLASS, (INT. CLS. 
37 AND 42), (U.S. CLS. 101 AND 103). SN 73-751,262. PUB. 
10-10-1989. FILED 9-12-1988. 

1,575,543. MISCELLANEOUS DESIGN. JAY TAYLOR 
CUSTOM CLEANING, INC., (U.S. CL. 103). SN 73-755,230. 
PUB. 10-10-1989. FILED 9-30-1988. 

1,575,544. AUTOQUE. CYBERNATED AUTOMATION 
CORPORATION, (U.S. CL. 103). SN 73-755,411. PUB. 
10-10-1989. FILED 10-3-1988. 

1,575,545. R.C. AVIONICS AND DESIGN. R.C. AVIONICS, 
INC., (U.S. CL. 103). SN 73-762,055. PUB. 6-20-1989. 
FILED 11-7-1988. 

1,575,546. BRIGHT BRIGADE CAR SPA AND DESIGN. CAR 
WASH MANAGEMENT COMPANY, (U.S. CL. 103). SN 
73-772,910. PUB. 10-10-1989. FILED 12-23-1988. 

1,575,547. CLEANATIONAL AND DESIGN. CLEANWAY 
INDUSTRIES, INC., (U.S. CL. 103). SN 73-777,482. PUB. 
10-10-1989. FILED 1-30-1989. 

1,575,548. KW (STYLIZED). KOONTZ-WAGNER ELEC- 
TRIC CO., INC., (U.S. CL. 103). SN 73-782,101. PUB. 
10-10-1989. FILED 2-17-1989. 

1,575,549. NORDIC AERO. AIRCRAFT CLEANING AND 
DEICING SERVICES, INC., DBA NORDIC AERO, INC., 
(U.S. CL. 103). SN 73-784,292. PUB. 10-10-1989. FILED 
3-3-1989. 

1,575,550. MISCELLANEOUS DESIGN. TANDY CORPORA- 
TION, DBA RADIO SHACK, MULTIPLE CLASS, (INT. 
CLS. 37 AND 42), (U.S. CLS. 101 AND 103). SN 73-785,968. 
PUB. 10-10-1989. FILED 3-13-1989. 

1,575,551. EATON. EATON CORPORATION, MULTIPLE 
CLASS, (INT. CLS. 37 AND 41), (U.S. CLS. 103 AND 107). 
SN 73-788,078. PUB. 10-10-1989. FILED 3-20-1989. 

1,575,552. HOME SERVICE PAINTING COMPANY AND 
DESIGN. HAVENS, MARK B., DBA HOME SERVICE 
PAINTING COMPANY, (U.S. CL. 103). SN 73-791,565. 
PUB. 10-10-1989. FILED 4-6-1989. 

1,575,553. CROFUT LIMITED EDITIONS INC. AND 
DESIGN. CROFUT LIMITED EDITIONS INC., MULTI- 
PLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 100, 103 
AND 106). SN 73-792,120. PUB. 10-10-1989. FILED 
4-10-1989. 


1,575,554. BAUTECH, INC.. BAUTECH, INC., (U.S. CLS. 101 
AND 103). SN 73-794,482. PUB. 10-10-1989. FILED 
4-20-1989. 

1,575,555. MISCELLANEOUS DESIGN. COWIT, BURT, TA 
JEWELRY REPAIRS BY US, (U.S. CL. 103). SN 73-794,596. 
PUB. 10-10-1989. FILED 4-20-1989. 

1,575,556. OUR OWN RENT-IT CENTER. OUR OWN 
HARDWARE COMPANY, MULTIPLE CLASS, (INT. 
CLS. 37, 39 AND 42), (U.S. CLS. 100, 103 AND 105). SN 
73-794,925. PUB. 10-10-1989. FILED 4-21-1989. 
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1,575,557. FIBERMARK. GOODMAN, MARK, DBA FIBER- 
MARK, (U.S. CL. 103). SN 73-795,167. PUB. 10-10-1989. 
FILED 4-24-1989. 

1,575,558. COASTALGAS. COASTAL CORPORATION, 
THE, (U.S. CLS. 100 AND 103). SN 73-796,302. PUB. 
10-10-1989. FILED 4-27-1989. 

1,575,559. EIC GROUP. EIC GROUP, (U.S. CL. 103). SN 
73-798,179. PUB. 10-10-1989. FILED 5-4-1989. 

1,575,560. ACTION CLEANING & EQUIPMENT. ACTION 
CLEANING & EQUIPMENT CORP., (U.S. CL. 103). SN 
73-798,557. PUB. 10-10-1989. FILED 5-8-1989. 

1,575,561. ACE AND DESIGN. ACTION CLEANING & 
EQUIPMENT CORP., (U.S. CL. 103). SN 73-798,585. PUB. 
10-10-1989. FILED 5-8-1989. 

1,575,562. THE DETAILING DOCTOR. DETAILING 
DOCTOR OF CONNECTICUT, INC. THE, (U.S. CL. 103). 
SN 73-799,304. PUB. 10-10-1989. FILED 5-11-1989. 

1,575,563. BIRKDALE AND DESIGN. SPRING RUN ASSO- 
CIATES, (U.S. CL. 103). SN 73-799,541. PUB. 10-10-1989. 
FILED 5-12-1989. 

1,575,564. SHERWORKS. SHERWIN-WILLIAMS COMPA- 
NY, THE, (U.S. CL. 103). SN 73-799,992. PUB. 10-10-1989. 
FILED 5-12-1989. 

1,575,565. PRB. WRIGHT, BRUCE DAVID, DBA THE BIO- 
TENNIS INSTITUTE, (U.S. CL. 103). SN 73-801,855. PUB. 
10-10-1989. FILED 5-22-1989. 

1,575,566. O.P.E.N. (BLOCK FORM). O.P.E.N. AMERICA, 
INC., (U.S. CL. 103). SN 73-803,046. PUB. 10-10-1989. 
FILED 5-30-1989. 

1,575,567. SLUDGE DRAGON. UDDO-MIMS INTERNA- 
TIONAL, INC., (U.S. CL. 103). SN 73-804,322. PUB. 
10-10-1989. FILED 6-5-1989. 

1,575,568. RESTAURANT ROW. RESTAURANT ROW, (U.S. 
CL. 103). SN 73-805,580. PUB. 10-10-1989. FILED 6-9-1989. 


CLASS 38—COMMUNICATION 


1,574,349 (See Class 6 for this trademark). 

1,574,451 (See Class 9 for this trademark). 

1,575,410 (See Class 35 for this trademark). 

1,575,411 (See Class 35 for this trademark). 

1,575,569. MCI DIGITAL GATEWAY. MCI COMMUNICA- 
TIONS CORPORATION, (U.S. CL. 104). SN 73-707,801. 
PUB. 4-11-1989. FILED 1-26-1988. 

1,575,570. LEXABAR. CANADIAN BAR ASSOCIATION/ 
L’ASSOCIATION DU BARREAU CANADIEN, THE, 
MULTIPLE CLASS, (INT. CLS. 38 AND 42), (U.S. CLS. 
100, 101 AND 104). SN 73-721,280. PUB. 10-10-1989. FILED 
4-8-1988. 

1,575,571. T.N.T.. GRANDE, CARL H., (U.S. CL. 104). SN 
73-750,887. PUB. 3-7-1989. FILED 9-9-1988. 

1,575,572. OMNITRACS (STYLIZED). QUALCOMM INCOR- 
PORATED, (U.S. CL. 104). SN 73-755,853. PUB. 10-10-1989. 
FILED 10-4-1988. 

1,575,573. EASY DOES IT!. ILLINOIS CENTRAL RAIL- 
ROAD CO., (U.S. CL. 104). SN 73-756,012. PUB. 10-10-1989. 
FILED 10-5-1988. 

1,575,574. GLOBAL VILLAGE NETWORK AND DESIGN. 
BORLAND, GLORIA, DBA GLOBAL VILLAGE NET- 
WORK, (U.S. CL. 104). SN 73-767,905. PUB. 9-19-1989. 
FILED 12-7-1988. 

1,575,575. LONE STAR CELLULAR NETWORK. SOUTH- 
WESTERN BELL MOBILE SYSTEMS, INC., (U.S. CL. 
104). SN 73-786,265. PUB. 10-3-1989. FILED 3-13-1989. 

1,575,576. MISCELLANEOUS DESIGN. CELLNET CORPO- 
RATION, (U.S. CL. 104). SN 73-788,259. PUB. 10-10-1989. 
FILED 3-21-1989. 

1,575,577. PIRATE RADIO. WESTWOOD ONE, INC., (U.S. 
CL. 104). SN 73-788,294. PUB. 10-10-1989. FILED 
3-21-1989. 

1,575,578. MCI WORLDMAIL AND DESIGN. MCI COMMU- 
NICATIONS CORPORATION, (U.S. CL. 104). SN 
73-789,196. PUB. 10-10-1989. FILED 3-27-1989. 

1,575,579. AIRFAX (STYLIZED). AIRFAX INC., (U.S. CL. 
104). SN 73-792,533. PUB. 10-10-1989. FILED 4-11-1989. 
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1,575,580. PAPERFAX. INTERNATIONAL PAPER COM- 
PANY, (U.S. CL. 104). SN 73-793,690. PUB. 10-10-1989. 
FILED 4-14-1989. 


1,575,581. TUXXEDO NETWORK AND DESIGN. TUXXEDO 
NETWORK, INC., (U.S. CL. 104). SN 73-793,868. PUB. 
10-10-1989. FILED 4-17-1989. 


1,575,582. A BETTER BEEP. A BETTER ANSWER, INC., 
(U.S. CL. 104). SN 73-795,822. PUB. 10-10-1989. FILED 
4-24-1989. 


1,575,583. PAGEMAIL. PAGING NETWORK, INC., (U.S. 
CL. 104). SN _ 73-796,447. PUB. 10-10-1989. FILED 
4-28-1989. 


1,575,584. WHA. BOARD OF REGENTS OF THE UNIVER- 
SITY OF WISCONSIN SYSTEM, DBA WHA-TV, (U.S. CL. 
104). SN 73-797,289. PUB. 10-10-1989. FILED 5-2-1989. 


1,575,585. BANKERS-TV NETWORK AND DESIGN. SATEL- 
LITE CONFERENCE NETWORK, INC., “BANKERS-TV 
NETWORK”, MULTIPLE CLASS, (INT. CLS. 38 AND 
41), (U.S. CLS. 101, 104 AND 107). SN 73-800,160. PUB. 
10-10-1989. FILED 5-15-1989. 


1,575,586. WRKT. RAMBALDO COMMUNICATIONS, INC., 
(U.S. CL. 104). SN 73-800,346. PUB. 10-10-1989. FILED 
5-15-1989. 


1,575,587. INTELLIPATH Il. NYNEX CORPORATION, (U.S. 
CL. 104). SN 73-801,368. PUB. 10-10-1989. FILED 5-1-1989. 


1,575,588. BTI. BRITISH TELECOMMUNICATIONS 
PUBLIC LIMITED COMPANY, (U.S. CL. 104). SN 
73-802,950. PUB. 10-10-1989. FILED 5-26-1989. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


1,575,413 (See Class 35 for this trademark). 

1,575,419 (See Class 35 for this trademark). 

1,575,429 (See Class 35 for this trademark). 

1,575,464 (See Class 36 for this trademark). 

1,575,556 (See Class 37 for this trademark). 

1,575,589. TRANSBORDER AIR CARGO “THE CANADIAN 
CONNECTION” AND DESIGN. AIRCONTACT, INC., 
DBA TRANSBORDER AIR CARGO, (U.S. CL. 105). SN 
73-693,687. PUB. 10-10-1989. FILED 11-5-1987. 


1,575,590. MEGATRUX, INC. AND DESIGN. MEGATRUX, 
INC., (U.S. CL. 105). SN 73-744,541. PUB. 10-10-1989. 
FILED 8-8-1988. 


1,575,591. THE VACATION SHOP AND DESIGN. LWK 
CORPORATION, DBA TENNESSEE VALLEY TRAVEL 
AGENCY, (U.S. CL. 105). SN 73-754,064. PUB. 7-4-1989. 
FILED 9-26-1988. 


1,575,592. TM TAYLORED MEETINGS INC. AND DESIGN. 
TAYLORED MEETINGS, INC., (U.S. CLS. 100 AND 105). 
SN 73-762,750. PUB. 10-10-1989. FILED 11-9-1988. 


1,575,593. MEGA PIZZA. MEGA PIZZA INC., (U.S. CLS. 
100 AND 105). SN 73-764,534. PUB. 10-10-1989. FILED 
12-19-1988. 


1,575,594. ROYAL VIKING TOURS. KLOSTER CRUISE 
LIMITED, (U.S. CL. 105). SN 73-775,883. PUB. 10-10-1989. 
FILED 1-23-1989. 


1,575,595. OLD WEST OUTFITTERS. OLD WEST DRY 
GOODS CORPORATION, (U.S. CLS. 100 AND 105). SN 
73-776,719. PUB. 10-10-1989. FILED 1-25-1989. 


1,575,596. OLD WEST OUTFITTERS DIRECT MERCHANTS 
OF AUTHENTIC FRONTIER DRY GOODS AND DESIGN. 
OLD WEST DRY GOODS CORPORATION, (U.S. CLS. 
100 AND 105). SN 73-776,720. PUB. 10-10-1989. FILED 
1-25-1989. 


1,575,597. BLITHE SPIRIT ADVENTURES..LIVE YOUR 
FANTASY! AND DESIGN. TRIAD TRADING COMPANY, 
INC., (U.S. CLS. 100 AND 105). SN 73-779,283. PUB. 
10-10-1989. FILED 2-7-1989. 

1,575,598. FOLLOW THE RAINBOW TO KINDER-CARE. 
KINDER-CARE LEARNING CENTERS, INC., (U.S. CL. 
105). SN 73-780,420. PUB. 10-10-1989. FILED 2-13-1989. 
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1,575,599. CORP-NET AND DESIGN. CORP-NET INTER- 
NATIONAL, INC., (U.S. CLS. 100 AND 105). SN 
73-782,510. PUB. 10-10-1989. FILED 2-23-1989. 

1,575,600. TUPPERWARE EXPRESS. DART INDUSTRIES 
INC., DBA TUPPERWARE HOME PARTIES, (U.S. CL. 
105). SN 73-793,683. PUB. 10-10-1989. FILED 4-17-1989. 

1,575,601. HAWAII SPIRIT AND DESIGN. SPIRIT DESTI- 
NATIONS, INC., (U.S. CL. 105). SN 73-795,234. PUB. 
10-10-1989. FILED 4-24-1989. 

1,575,602. CRUISE CRUISE (STYLIZED). MARTA, INC., 
(U.S. CLS. 100 AND 105). SN 73-795,352. PUB. 10-10-1989. 
FILED 4-24-1989. 

1,575,603. RYDER. RYDER SYSTEM, INC., (U.S. CLS. 100, 
101 AND 105). SN 73-796,158. PUB. 10-10-1989. FILED 
4-27-1989. 

1,575,604. TCR AND DESIGN. TAYLOR CRANE & RIG- 
GING, INC., (US. CL. 105). SN 73-797,104. PUB. 
10-10-1989. FILED 5-1-1989. 

1,575,605. INTERLINK COURIERS AND DESIGN. LIGHT- 
LOAD DELIVERY SERVICE, INC., (U.S. CL. 105). SN 
73-799,190. PUB. 10-10-1989. FILED 5-11-1989. 

1,575,606. OBER UNITED TRAVEL AGENCY AND DESIGN. 
OBER UNITED TRAVEL AGENCY, INC., (U.S. CLS. 100 
AND 105). SN 73-799,542. PUB. 10-10-1989. FILED 
5-12-1989. 

1,575,607. NFO. TRANS WORLD AIRLINES, INC., (U.S. 
CL. 105). SN 73-799,837. PUB. 10-10-1989. FILED 
5-15-1989. 

1,575,608. MISCELLANEOUS DESIGN. NIPPON EXPRESS 
U.S.A. INC. (U.S. CL. 105). SN 73-802,077. PUB. 
10-10-1989. FILED 5-23-1989. 

1,575,609. 2STRAVEL (STYLIZED). 25 WEST TOURS & 
TRAVEL, INC., (U.S. CLS. 100 AND 105). SN 73-802,756. 
PUB. 10-10-1989. FILED 5-26-1989. 

1,575,610. PELICAN AND DESIGN. 
USA. INC, (US. CL. 
10-10-1989. FILED 6-5-1989. 


NIPPON EXPRESS 
105). SN 73-804,759. PUB. 


CLASS 40—MATERIAL TREATMENT 


1,574,426 (See Class 9 for this trademark). 

1,575,611. KWIK LAB. KWIK LAB, INC., (U.S. CL. 106). SN 
73-776,087. PUB. 10-10-1989. FILED 1-23-1989. 

1,575,612. CAPSULE AND DESIGN. CAPSULE, (U.S. CL. 
106). SN 73-793,595. PUB. 10-10-1989. FILED 4-17-1989. 

1,575,613. FILMLOOK. FABER, ROBERT A., DBA TIARA 
PRODUCTIONS, (U.S. CL. 106). SN 73-800,952. PUB. 
10-10-1989. FILED 5-18-1989. 

1,575,614. PRIMERGALV. DUNCAN GALVANIZING COR- 
PORATION, (U.S. CL. 106). SN 73-802,638. PUB. 
10-10-1989. FILED 5-25-1989. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


1,574,150 (See Class 2 for this trademark). 

1,574,354 (See Class 6 for this trademark). 

1,574,418 (See Class 9 for this trademark). 

1,574,429 (See Class 9 for this trademark). 

1,574,451 (See Class 9 for this trademark). 

1,574,804 (See Class 16 for this trademark). 

1,574,861 (See Class 16 for this trademark). 

1,574,862 (See Class 16 for this trademark). 

1,574,882 (See Class 16 for this trademark). 

1,574,884 (See Class 16 for this trademark). 

1,574,899 (See Class 16 for this trademark). 

1,575,423 (See Class 35 for this trademark). 

1,575,455 (See Class 35 for this trademark). 

1,575,533 (See Class 37 for this trademark). 

1,575,551 (See Class 37 for this trademark). 

1,575,585 (See Class 38 for this trademark). 

1,575,615. DIVORCE COURT. GILLETT PROGRAMS, INC., 
BY MERGERS WITH AND CHANGES OF NAME FROM 
STORER PROGRAMS, INC., (U.S. CL. 107). SN 73-603,261. 
PUB. 12-8-1987. FILED 6-9-1986. 
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1,575,616. SHARECARE. UPLEDGER INSTITUTE, INC., 
THE, (U.S. CL. 107). SN 73-699,696. PUB. 10-10-1989. 
FILED 12-4-1987. 


1,575,617. AMERICAN INSTITUTE OF BANKING. AMERI- 
CAN BANKERS ASSOCIATION, MULTIPLE CLASS, 
(INT. CLS. 41 AND 42), (U.S. CLS. 100 AND 107). SN 
73-699,981. PUB. 10-10-1989. FILED 12-9-1987. 


1,575,618. MISCELLANEOUS DESIGN. DEER VALLEY 
RESORT COMPANY, MULTIPLE CLASS, (INT. CLS. 41 
AND 42), (U.S. CLS. 100 AND 107). SN 73-704,087. PUB. 
10-10-1989. FILED 1-4-1988. 

1,575,619. DEER VALLEY. DEER VALLEY RESORT COM- 
PANY, MULTIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. 
CLS. 100 AND 107). SN 73-704,090. PUB. 10-10-1989. 
FILED 1-4-1988. 


1,575,620. TOYS FOR ADULTS. TOYS FOR ADULTS PRO- 
DUCTIONS, INC., (U.S. CL. 107). SN 73-705,315. PUB. 
6-20-1989. FILED 1-12-1988. 

1,575,621. RADIO PROSPERITAS PER SCIENTIAM AND 
DESIGN. RADIO ADVERTISING BUREAU, INC., (U.S. 
CL. 107). SN 73-725,252. PUB. 6-6-1989. FILED 4-28-1988. 


1,575,622. NEW RIDERS OF THE PURPLE SAGE. 
DAWSON, JOHN, (U.S. CL. 107). SN 73-731,715. PUB. 
10-10-1989. FILED 5-31-1988. 


1,575,623. SPORTABILITY. SPORTABILITY DEVELOP- 
MENT CORPORATION, (U.S. CL. 107). SN 73-735,896. 
PUB. 10-10-1989. FILED 6-23-1988. 


1,575,624. PEE WEE’S PLAYHOUSE AND DESIGN. 
BENS, PAUL, (U.S. CL. 
10-10-1989. FILED 6-23-1988. 


1,575,625. HEALTHY AMERICAN FITNESS LEADERS. 
UNITED STATES JAYCEES, THE, (U.S. CLS. 100 AND 
107). SN 73-737,895. PUB. 10-10-1989. FILED 7-5-1988. 


1,575,626. VSTV. EDGELL COMMUNICATIONS, INC., 
(U.S. CLS. 101 AND 107). SN 73-738,977. PUB. 10-10-1989. 
FILED 7-11-1988. 


1,575,627. THE HEART OF A CHAMPION. 
DUDLEY BO, (U.S. CL. 107). SN 73-741,231. 
10-10-1989. FILED 9-9-1988. 


1,575,628. BULLMANIA (STYLIZED). TERRELL, C.T. Ill, 
(U.S. CL. 107). SN 73-741,350. PUB. 10-10-1989. FILED 
7-21-1988. 

1,575,629. RIR RICHMOND INTERNATIONAL RACEWAY 
AND DESIGN. RICHMOND INTERNATIONAL RACE- 
WAY, INC., (U.S. CL. 107). SN 73-745,137. PUB. 10-10-1989. 
FILED 8-10-1988. 


1,575,630. WORLD 1000. WORLD 1000, INC., (U.S. CL. 107). 
SN 73-758,452. PUB. 10-10-1989. FILED 10-18-1988. 


1,575,631. NATIONAL COWGIRL HALL OF FAME AND 
WESTERN HERITAGE CENTER NCHF AND DESIGN. NA- 
TIONAL COWGIRL HALL OF FAME AND WESTERN 
HERITAGE CENTER, INC., THE, (U.S. CL. 107). SN 
73-759,241. PUB. 10-10-1989. FILED 10-24-1988. 

1,575,632. TEAM AND DESIGN. TEAM, (U.S. CL. 107). SN 
73-763,294. PUB. 10-10-1989. FILED 11-14-1988. 


1,575,633. MISCELLANEOUS DESIGN. MAGNIFICAT 
CENTRAL SERVICE TEAM, INC., (U.S. CL. 107). SN 
73-163,427. PUB. 10-10-1989. FILED 11-14-1988. 


1,575,634. MISCELLANEOUS DESIGN. D.H. DAGLEY AS- 
SOCIATES, INC., (U.S. CL. 107). SN 73-763,997. PUB. 
10-10-1989. FILED 11-16-1988. 


1,575,635. REM.PLAN. HR CHALLENGE, MULTIPLE 
CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 100 AND 107). 
SN 73-765,221. PUB. 10-10-1989. FILED 11-22-1988. 


1,575,636. JOSEPHSON (STYLIZED). JOSEPHSON INTER- 
NATIONAL INC., MULTIPLE CLASS, (INT. CLS. 41 
AND 42), (U.S. CLS. 100, 101, 103 AND 107). SN 73-767,064. 
PUB. 10-10-1989. FILED 12-5-1988. 


1,575,637. SLOTS AHOY!. RIVERBOAT HOTEL & 
CASINO, (U.S. CL. 107). SN 73-770,156. PUB. 10-10-1989. 
FILED 12-19-1988. 


1,575,638. ABS-D41 AND DESIGN. AMERICAN BUDGERI- 


GAR SOCIETY, INC., THE, (U.S. CL. 107). SN 73-770,313. 
PUB. 10-10-1989. FILED 12-19-1988. 


REU- 
107). SN 73-736,362. PUB. 


PUB. 
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1,575,639. BY GEORGE AND DESIGN. GREAT AMERICAN 
TELEVISION AND RADIO COMPANY, INC., (U.S. CL. 
107). SN 73-770,948. PUB. 6-6-1989. FILED 12-22-1988. 

1,575,640. ZEPHYRUS. DIPIPPO, MICHAEL, DBA MI- 
CHAEL ROBERTS MUSIC PRODUCTIONS, (U.S. CL. 
107). SN 73-772,333. PUB. 10-10-1989. FILED 12-30-1988. 

1,575,641. ORANGE TREE AND DESIGN. ORANGE TREE 
GOLF CLUB, INC., MULTIPLE CLASS, (INT. CLS. 41 
AND 42), (U.S. CLS. 100 AND 107). SN 73-772,533. PUB. 
10-10-1989. FILED 1-3-1989. 

1,575,642. NATIONAL IDEAL AMERICAN TEEN. NATION- 
AL IDEAL AMERICAN TEEN, (U.S. CL. 107). SN 
73-773,697. PUB. 10-10-1989. FILED 1-9-1989. 

1,575,643. TRI-ADA. ASSOCIATION FOR COMPUTING 
MACHINERY, (U.S. CL. 107). SN 73-773,705. PUB. 
10-10-1989. FILED 1-9-1989. 

1,575,644. OACIS OREGON ADVANCED COMPUTING IN- 
STITUTE AND DESIGN. OREGON ADVANCED COM- 
PUTING INSTITUTE, MULTIPLE CLASS, (INT. CLS. 41 
AND 42), (U.S. CLS. 100 AND 107). SN 73-775,205. PUB. 
10-10-1989. FILED 1-13-1989. 

1,575,645. KID SMART. CHILDREN’S HOSPITAL ASSO- 
CIATION, THE, (U.S. CL. 107). SN 73-776,911. PUB. 
7-11-1989. FILED 1-26-1989. 

1,575,646. AVP ALTERNATIVES TO VIOLENCE PROJECT, 
INC. (STYLIZED). ALTERNATIVES TO VIOLENCE 
PROJECT, INC., (U.S. CL. 107). SN 73-778,713. PUB. 
10-10-1989. FILED 2-6-1989. 

1,575,647. SAM ASH MUSIC INSTITUTE. SAM ASH MUSIC 
CORPORATION, (U.S. CL. 107). SN 73-779,573. PUB. 
10-10-1989. FILED 2-9-1989. 

1,575,648. QUEEN VICTORIA AND HER MEN. MITCHIE & 
ST. AUGUST, (U.S. CL. 107). SN 73-781,343. PUB. 
10-10-1989. FILED 2-17-1989. 

1,575,649. MAMADO & SHE. ATTITUDE RECORDS, INC., 
(U.S. CL. 107). SN 73-781,918. PUB. 10-10-1989. FILED 
2-21-1989. 

1,575,650. RENT WAY BECAUSE THERE’S REALLY ONLY 
ONE WAY AND DESIGN. RENT WAY, INC., MULTIPLE 
CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 100 AND 107). 
SN 73-784,430. PUB. 10-10-1989. FILED 3-3-1989. 

1,575,651. EARTHQUAKE UNIVERSAL STUDIOS TOUR 
AND DESIGN. UNIVERSAL CITY STUDIOS, INC., (U.S. 
CL. 107). SN 73-789,266. PUB. 10-10-1989. FILED 
3-27-1989. 

1,575,652. RO-HUN (STYLIZED). HAYES, PATRICIA, DBA 
THE RO-HUN PROFESSIONAL ASSOCIATION, (U.S. 
CL. 107). SN 73-790,270. PUB. 10-10-1989. FILED 
3-31-1989. 

1,575,653. BSR. INFINITY BROADCASTING CORPORA- 
TION, (U.S. CL. 107). SN 73-792,485. PUB. 10-10-1989. 
FILED 4-10-1989. 

1,575,654. DISCOVER YOURSELF! (STYLIZED). SOUTH- 
EAST MICHIGAN ADULT AND COMMUNITY EDUCA- 
TION, (U.S. CL. 107). SN 73-793,436. PUB. 10-10-1989. 
FILED 4-17-1989. 

1,575,655. IFEX AND DESIGN. INTERNATIONAL DESIGN 
CENTER, INC., (U.S. CL. 107). SN 73-793,518. PUB. 
10-10-1989. FILED 4-17-1989. 

1,575,656. THE SOUL SURVIVORS. MCELROY, THOMAS 
C., (U.S. CL. 107). SN 73-793,696. PUB. 10-10-1989. FILED 
4-17-1989. 

1,575,657. YO! MTV RAPS. VIACOM INTERNATIONAL 
INC., (U.S. CL. 107). SN 73-794,231. PUB. 10-10-1989. 
FILED 4-19-1989. 

1,575,658. GENERATIONS. NATIONAL BROADCASTING 
COMPANY, INC., (U.S. CL. 107). SN 73-794,369. PUB. 
10-10-1989. FILED 4-20-1989. 

1,575,659. ST. FRANCIS PERPETUAL TROPHY REGATTA. 
ST. FRANCIS YACHT CLUB, (U.S. CL. 107). SN 
73-795,540. PUB. 10-10-1989. FILED 4-24-1989. 

1,575,660. DVS. WGBH EDUCATIONAL FOUNDATION, 
(U.S. CL. 107). SN 73-795,863. PUB. 10-10-1989. FILED 
4-26-1989. 

1,575,661. JOYCE LANG SCHOOL OF DANCE AND 
DESIGN. JOYCE LANG DANCE COMPANY, INC., (U.S. 


CL. 107). SN 73-796,332. PUB. 10-10-1989. FILED 
4-27-1989. 
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1,575,662. PERFECT SYNC. PEARSON, ERIC J., (U.S. CL. 
107). SN 73-796,337. PUB. 10-10-1989. FILED 4-27-1989. 


1,575,663. CRUISE THE SUMMIT. SKI THE SUMMIT, (U.S. 
CL. 107). SN 73-796,700. PUB. 10-10-1989. FILED 5-1-1989. 


1,575,664. CARNIVAL VIDEO. SHAFI, MOHAMMAD, DBA 
CARNIVAL VIDEO, (U.S. CLS. 100 AND 107). SN 
73-796,785. PUB. 10-10-1989. FILED 5-1-1989. 


1,575,665. NAVIGATIONAL COMMUNICATIONS. BENCH- 
MARK COMMUNICATIONS, INC., (U.S. CL. 107). SN 
73-797,138. PUB. 10-10-1989. FILED 5-1-1989. 


1,575,666. STAR SKILLS. BENCHMARK COMMUNICA- 
TIONS, INC., (U.S. CL. 107). SN 73-797,139. PUB. 
10-10-1989. FILED 5-1-1989. 


1,575,667. SCHOOL OF TOMORROW. ACCELERATED 
CHRISTIAN EDUCATION, INC., (U.S. CL. 107). SN 
73-798,149. PUB. 10-10-1989. FILED 5-4-1989. 


1,575,668. PFCA. PERFORMANCE FORD CLUB OF 
AMERICA, INC., (U.S. CLS. 101 AND 107). SN 73-798,180. 
PUB. 10-10-1989. FILED 5-8-1989. 


1,575,669. ROLLING THUNDER. SIX FLAGS CORPORA- 
TION, (U.S. CL. 107). SN 73-798,261. PUB. 10-10-1989. 
FILED 5-8-1989. 


1,575,670. ZAMBEZI ZINGER. HUNT MIDWEST ENTER- 
TAINMENT, INC., (U.S. CL. 107). SN 73-798,269. PUB. 
10-10-1989. FILED 5-8-1989. 


1,575,671. FURY OF THE NILE. HUNT MIDWEST ENTER- 
TAINMENT, INC., (U.S. CL. 107). SN 73-798,304. PUB. 
10-10-1989. FILED 5-8-1989. 


1,575,672. GUILTY CHILDREN. GUILTY CHILDREN 
COMEDY COMPANY, INC., (U.S. CL. 107). SN 73-798,333. 
PUB. 10-10-1989. FILED 5-8-1989. 


1,575,673. TIMBER WOLF. HUNT MIDWEST ENTER- 
TAINMENT, INC., (U.S. CL. 107). SN 73-798,419. PUB. 
10-10-1989. FILED 5-8-1989. 


1,575,674. CAMP SAGINAW. CAMPING, INC., TA CAMP 
SAGINAW, (U.S. CLS. 100 AND 107). SN 73-798,721. PUB. 
10-10-1989. FILED 5-8-1989. 


1,575,675. SCHOOL OF TOMORROW AND DESIGN. AC- 
CELERATED CHRISTIAN EDUCATION, INC., (U.S. CL. 
107). SN 73-799,698. PUB. 10-10-1989. FILED 5-4-1989. 


1,575,676. BARON SATURDAY. GERARD, STEVE, (U.S. 
CL. 107). SN 73-799,757. PUB. 10-10-1989. FILED 
5-12-1989. 


1,575,677. CHEERS FOR CHILDREN’S. CHILDREN’S HOS- 
PITAL NATIONAL MEDICAL CENTER, (U.S. CL. 107). 
SN 73-800,664. PUB. 10-10-1989. FILED 5-12-1989. 


1,575,678. BDIM AND DESIGN. BUSINESS DEVELOP- 
MENT & INTERNATIONAL MARKETING, INC., (U.S. 
CL. 107). SN _ 73-801,348. PUB. 10-10-1989. FILED 
5-18-1989. 


1,575,679. CLEVELAND CRUNCH AND DESIGN. SUMMIT 
SOCCER ASSOCIATES, INC. DBA CLEVELAND 
CRUNCH, (U.S. CL. 107). SN 73-801,530. PUB. 10-10-1989. 
FILED 5-22-1989. 


1,575,680. MISCELLANEOUS DESIGN. VISTA CENTER 
ASSOCIATES, A LIMITED PARTNERSHIP, (U.S. CL. 
107). SN 73-802,127. PUB. 10-10-1989. FILED 5-23-1989. 


1,575,681. PULL FOR THE GOLD. RIVIERA, INC., (U.S. 
CL. 107). SN 73-802,203. PUB. 10-10-1989. FILED 
5-25-1989. 


1,575,682. VITAL LEARNING. VITAL LEARNING CORPO- 
RATION, (U.S. CL. 107). SN 73-802,720. PUB. 10-10-1989. 
FILED 5-8-1989. 


1,575,683. SEASPORTS. CUNARD LINE LIMITED, (U.S. 
CL. 107). SN 73-802,840. PUB. 10-10-1989. FILED 
5-26-1989. 


1,575,684. SCITREK THE SCIENCE AND TECHNOLOGY 
MUSEUM OF ATLANTA AND DESIGN. SCIENCE AND 
TECHNOLOGY MUSEUM OF ATLANTA, INC., THE, 
(U.S. CL. 107). SN 73-802,949. PUB. 10-10-1989. FILED 
5-26-1989. 
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CLASS 42—MISCELLANEOUS SERVICES 


1,574,280 (See Class 5 for this trademark). 

1,574,346 (See Class 6 for this trademark). 

1,574,412 (See Class 8 for this trademark). 

1,574,420 (See Class 9 for this trademark). 

1,574,426 (See Class 9 for this trademark). 

1,574,443 (See Class 9 for this trademark). 

1,574,451 (See Class 9 for this trademark). 

1,574,467 (See Class 9 for this trademark). 

1,574,472 (See Class 9 for this trademark). 

1,574,511 (See Class 9 for this trademark). 

1,574,768 (See Class 14 for this trademark). 

1,574,781 (See Class 16 for this trademark). 

1,574,853 (See Class 16 for this trademark). 

1,574,985 (See Class 18 for this trademark). 

1,575,087 (See Class 25 for this trademark). 

1,575,129 (See Class 25 for this trademark). 

1,575,132 (See Class 25 for this trademark). 

1,575,214 (See Class 28 for this trademark). 

1,575,287 (See Class 29 for this trademark). 

1,575,322 (See Class 30 for this trademark). 

1,575,332 (See Class 30 for this trademark). 

1,575,410 (See Class 35 for this trademark). 

1,575,411 (See Class 35 for this trademark). 

1,575,421 (See Class 35 for this trademark). 

1,575,432 (See Class 35 for this trademark). 

1,575,468 (See Class 36 for this trademark). 

1,575,512 (See Class 36 for this trademark). 

1,575,533 (See Class 37 for this trademark). 

1,575,534 (See Class 37 for this trademark). 

1,575,537 (See Class 37 for this trademark). 

1,575,538 (See Class 37 for this trademark). 

1,575,540 (See Class 37 for this trademark). 

1,575,542 (See Class 37 for this trademark). 

1,575,550 (See Class 37 for this trademark). 

1,575,553 (See Class 37 for this trademark). 

1,575,556 (See Class 37 for this trademark). 

1,575,570 (See Class 38 for this trademark). 

1,575,617 (See Class 41 for this trademark). 

1,575,618 (See Class 41 for this trademark). 

1,575,619 (See Class 41 for this trademark). 

1,575,635 (See Class 41 for this trademark). 

1,575,636 (See Class 41 for this trademark). 

1,575,641 (See Class 41 for this trademark). 

1,575,644 (See Class 41 for this trademark). 

1,575,650 (See Class 41 for this trademark). 

1,575,685. VNA (STYLIZED). VISITING NURSE AND 
HOME CARE INC., (U.S. CL. 100). SN 73-552,011. PUB. 
10-10-1989. FILED 8-5-1985. 

1,575,686. TWO GREAT PIZZAS! ONE LOW PRICE. 
LITTLE CAESAR ENTERPRISES, INC., (U.S. CL. 100). 
SN 73-568,959. PUB. 11-11-1986. FILED 11-18-1985. 

1,575,687. LIBBY HILL BRINGS THE COAST TO YOU!. 
LIBBY HILL SEAFOOD RESTAURANTS, INC., (U.S. CL. 
100). SN 73-578,723. PUB. 1-20-1987. FILED 1-17-1986. 

1,575,688. TOXICHEK (STYLIZED). NUTRIDATA, INC., 
(U.S. CL. 100). SN 73-618,510. PUB. 6-16-1987. FILED 
9-8-1986. 

1,575,689. VISION WORLD. EYEGLASS SERVICE INDUS- 
TRIES, INC, (US. CL. 100). SN 73-626,063. PUB. 
12-15-1987. FILED 10-20-1986. 

1,575,690. TOY LIQUIDATORS AND DESIGN. WISCONSIN 
TOY COMPANY, INC., ASSIGNEE OF WISCONSIN TOY 
AND NOVELTY CO., INC., (U.S. CL. 101). SN 73-654,733. 
PUB. 10-3-1989. FILED 5-4-1987. 

1,575,691. GREAT AMERICAN CHOCOLATE CHIP COOKIE 
COMPANY (STYLIZED). ORIGINAL GREAT AMERI- 
CAN CHOCOLATE CHIP COOKIE COMPANY, INC., 
THE, (US. CL. 101). SN 73-656,300. PUB. 5-30-1989. 
FILED 4-20-1987. 

1,575,692. EL PASO CANTINA. EL PASO CANTINA, INC., 
(US. CL. 100). SN 73-657,615. PUB. 11-3-1987. FILED 
4-27-1987. 

1,575,693. VOLTSFOLKS. STEVENSON, FRANK E., (U.S. 
CL. 101). SN 73-669,557. PUB. 10-10-1989. FILED 7-1-1987. 

1,575,694. BCX PRINTING BCX NEXT DAY SERVICE AND 
DESIGN. BUSINESS CARD EXPRESS, INC., DBA/AKA/ 
TA BCX PRINTING, (U.S. CLS. 100 AND 101). SN 
73-671,536. PUB. 10-10-1989. FILED 7-13-1987. 
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1,575,695. METRO PIZZA AND DESIGN. ARENA CORPO- 
RATION, THE, (U.S. CL. 100). SN 73-674,757. PUB. 
12-29-1987. FILED 7-27-1987. 

1,575,696. EAT AT JOE'S AND DESIGN. E. A. J. FRAN- 
CHISING, LTD., (U.S. CL. 100). SN 73-687,270. PUB. 
7-4-1989. FILED 10-1-1987. 

1,575,697. LIBBY HILL. LIBBY HILL SEAFOOD RESTAU- 
RANTS, INC., DBA LIBBY HILL, (U.S. CL. 100). SN 
73-688,265. PUB. 3-29-1988. FILED 10-6-1987. 

1,575,698. SUPERBAR. WENDY'S INTERNATIONAL, INC., 
(U.S. CL. 100). SN 73-689,435. PUB. 3-29-1988. FILED 
10-8-1987. 

1,575,699. HAND IN HAND. COLGATE-PALMOLIVE 
COMPANY, (U.S. CL. 101). SN 73-699,661. PUB. 5-23-1989. 
FILED 12-7-1987. 

1,575,700. MYCOGEN CORPORATION. MYCOGEN COR- 
PORATION, (U.S. CL. 101). SN 73-707,484. PUB. 
10-10-1989. FILED 1-25-1988. 

1,575,701. INTEGRA. INTEGRA-A HOTEL AND RESTAU- 
RANT COMPANY, BY CHANGE OF NAME FROM 
BROCK HOTEL CORPORATION, DBA INTEGRA A 
HOTEL AND RESTAURANT COMPANY, (U.S. CL. 100). 
SN 73-716,935. PUB. 6-13-1989. FILED 3-7-1988. 

1,575,702. DECISION, INC. AND DESIGN. DECISION, INC., 
(U.S. CLS. 100 AND 101). SN 73-718,080. PUB. 5-9-1989. 
FILED 3-21-1988. 

1,575,703. CONCEPTS AND COSMETOLOGY. LABORATO- 
RY VEVY INDUSTRIA CHIMICA BIOLOGICA SPA. 
(U.S. CL. 100). SN 73-719,683. PUB. 10-10-1989. FILED 
3-30-1988. 


1,575,704. COMPUTER TIME RENTALS AND DESIGN. WSC 
GROUP, INC., DBA COMPUTER TIME RENTALS, (U.S. 
CLS. 100 AND 101). SN 73-721,763. PUB. 10-10-1989. 
FILED 4-11-1988. 

1,575,705. LIFECELL PROCESS. LIFECELL CORPORA- 
TION, (U.S. CL. 100). SN 73-722,242. PUB. 5-16-1989. 
FILED 4-14-1988. 

1,575,706. DR. GOLF AND DESIGN. SMITH, JOHN C., (U.S. 
CL. 101). SN 73-723,684. PUB. 10-10-1989. FILED 
4-21-1988. 


1,575,707. TREASURE ELECTRONICS, INC. TREASURE 
ELECTRONICS, INC., (U.S. CL. 101). SN 73-727,241. PUB. 
10-10-1989. FILED 5-9-1988. 

1,575,708. FASHIONS FOR NINE. RSI MANAGEMENT 
CORPORATION, (U.S. CL. 101). SN 73-729,473. PUB. 
6-27-1989. FILED 5-13-1988. 

1,575,709. AMERICAN REGISTRY OF DIAGNOSTIC MEDI- 
CAL SONOGRAPHERS. AMERICAN REGISTRY OF DI- 
AGNOSTIC MEDICAL SONOGRAPHERS, INC. (U.S. 
CL. 100). SN 73-734331. PUB. 10-10-1989. FILED 
6-13-1988. 

1,575,710. TORTOLA AND DESIGN. TORTOLA FOOD 
PRODUCTS, INC., (U.S. CL. 100). SN 73-738,116. PUB. 
10-10-1989. FILED 7-5-1988. 

1,575,711. MISCELLANEOUS DESIGN. EAT-A-BURGER, 
INC., (U.S. CL. 100). SN 73-738,209. PUB. 10-10-1989. 
FILED 7-5-1988. 

1,575,712. YOU MAKE THE DIFFERENCE. MACK 
TRUCKS, INC, (US. CL. 101). SN 73-749,509. PUB. 
10-10-1989. FILED 9-1-1988. 

1,575,713. AMERICAN COLLEGE OF CRITICAL CARE 
MEDICINE EDUCATION RESEARCH PATIENT CARE 
FOUNDATION IN 1988 SAPIENTIA RESOLUTIO DISCRI- 
MINIS AND DESIGN. SOCIETY OF CRITICAL CARE 
MEDICINE, (US. CL. 100. SN 73-750443. PUB. 
10-10-1989. FILED 9-6-1988. 

1,575,714. BLOCKBUSTER KIDS. BLOCKBUSTER ENTER- 
TAINMENT CORPORATION, (U.S. CLS. 101 AND 107). 
SN 73-752,100. PUB. 8-15-1989. FILED 9-14-1988. 

1,575,715. WISNE. WISNE DESIGN, INC. (U.S. CL. 100). 
SN 73-752,512. PUB. 10-10-1989. FILED 9-19-1988. 

1,575,716. DANBEE INVESTIGATIONS AND DESIGN. 
DANBEE INDUSTRIAL INVESTIGATIONS CORP., 
DBA DANBEE INVESTIGATIONS, (U.S. CLS. 100 AND 
101). SN 73-753,093. PUB. 9-26-1989. FILED 9-16-1988. 
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1,575,717. FUN, FAST, FIRST CLASS. NY CORP, (U.S. CL. 
100). SN 73-753,663. PUB. 10-10-1989. FILED 9-23-1988. 

1,575,718. SERVICE AMERICA. REMINGTON PRODUCTS, 
INC., (U.S. CL. 101). SN 73-753,869. PUB. 10-10-1989. 
FILED 9-26-1988. 

1,575,719. BEAUTY SECRETS. BEAUTY SECRETS, INC., 
(U.S. CL. 101). SN 73-754,406. PUB. 10-10-1989. FILED 
9-27-1988. 

1,575,720. ACCESS TO HEARING AND DESIGN. G. W. 
MILLER OF CINCINNATI, INC., DBA ACCESS TO 
HEARING, (U.S. CLS. 100 AND 101). SN 73-754,579. PUB. 
10-10-1989. FILED 9-28-1988. 

1,575,721. STASS. DESE RESEARCH AND ENGINEER- 
ING, INC., (U.S. CL. 100). SN 73-755,546. PUB. 10-10-1989. 
FILED 10-3-1988. 

1,575,722. DOWSPORTS AMERICA. DOW COVER CO., 
INC., (U.S. CL. 101). SN 73-755,563. PUB. 10-10-1989. 
FILED 10-3-1988. 

1,575,723. COMPUOLOGY. COMPUOLOGY, INC., (U.S. CL. 
101). SN 73-756,577. PUB. 10-10-1989. FILED 10-11-1988. 

1,575,724. CABOT LODGE COMFORT. IT FEELS A LOT 
LIKE HOME.. CABOT LODGE, INC., (U.S. CL. 100). SN 
73-757,202. PUB. 10-10-1989. FILED 10-11-1988. 

1,575,725. PATCHINGTON MAKERS OF FINE FASHION 
AND DESIGN. PATCHINGTON, INC., (U.S. CL. 101). SN 
73-757,455. PUB. 10-10-1989. FILED 10-13-1988. 

1,575,726. SPIRIT TRUTH AND DESIGN. TIM O’LEARY 
MINISTRIES, INC., (U.S. CL. 100). SN 73-759,203. PUB. 
10-10-1989. FILED 10-24-1988. 

1,575,727. THE GREAT AMERICAN HOMEMAKER. 
REDMAN HOMES, INC., (U.S. CL. 101). SN 73-759,243. 
PUB. 10-10-1989. FILED 10-24-1988. 

1,575,728. THE GREAT AMERICAN HOMECENTER. 
REDMAN HOMES, INC., (U.S. CL. 101). SN 73-759,244. 
PUB. 10-10-1989. FILED 10-24-1988. 

1,575,729. MRS. SMITTY’S BAR-B-Q SINCE 1947 (STYL- 
IZED). SMITH, CHARLOTTE BASS, (U.S. CL. 100). SN 
73-759,858. PUB. 10-10-1989. FILED 10-26-1988. 

1,575,730. ARTIQUE. FINE ARTS GROUP LIMITED 
PARTNERSHIP, DBA MERRILL CHASE GALLERIES 
LIMITED PARTNERSHIP, (U.S. CLS. 100, 101 AND 107). 
SN 73-759,944. PUB. 10-10-1989. FILED 10-26-1988. 

1,575,731. ADVANTAGE COMPUTER AND DESIGN. AD- 
VANTAGE BUSINESS COMPUTERS INC., (U.S. CL. 101). 
SN 73-761,205. PUB. 6-20-1989. FILED 10-31-1988. 

1,575,732. MIDNIGHT RECORDS. MARTIGNON, JEAN- 
DENIS, (U.S. CL. 101). SN 73-762,420. PUB. 10-10-1989. 
FILED 11-7-1988. 

1,575,733. LIFEGUARD. LIFEGUARD, INC., (U.S. CL. 100). 
SN 73-762,827. PUB. 5-16-1989. FILED 11-9-1988. 

1,575,734. TESP AND DESIGN. LETTS INDUSTRIES, INC., 
(U.S. CL. 101). SN 73-765,498. PUB. 10-10-1989. FILED 
11-25-1988. 

1,575,735. HAS BEEN AND DESIGN. HAS-BEENS, INC., 
(U.S. CL. 100). SN 73-767,732. PUB. 10-10-1989. FILED 
12-6-1988. 

1,575,736. SHORELINE BOARD SHOP AND DESIGN. 
FRIEDMAN, STEVEN, AND FRIEDMAN, MELVIN, 
(U.S. CL. 101). SN 73-769,248. PUB. 10-10-1989. FILED 
12-6-1988. 

1,575,737. CORPORATE AMERICA INC. AND DESIGN. 
CORPORATE AMERICA, INC., (U.S. CL. 101). SN 
73-169,763. PUB. 6-20-1989. FILED 12-16-1988. 

1,575,738. AHCS ABEL HOME CARE SERVICES, INC. AND 
DESIGN. ABEL HEALTH MANAGEMENT SERVICES, 
INC., (U.S. CLS. 100 AND 101). SN 73-770,445. PUB. 
6-20-1989. FILED 12-19-1988. 

1,575,739. BWAC INTERNATIONAL AND DESIGN. BWAC 
INTERNATIONAL CORPORATION, (U.S. CL. 101). SN 
73-771,152. PUB. 6-20-1989. FILED 12-23-1988. 

1,575,740. REATA. REATA, INC., (U.S. CL. 
73-771,355. PUB. 6-13-1989. FILED 12-23-1988. 

1,575,741. SMOKEFREE. WELLNESS INSTITUTE, INC., 
(U.S. CLS. 100 AND 101). SN 73-773,122. PUB. 10-10-1989. 
FILED 1-5-1989. 

1,575,742. MISCELLANEOUS DESIGN. PANDA MANAGE- 
MENT COMPANY, INC., (U.S. CL. 100). SN 73-773,409. 
PUB. 5-30-1989. FILED 1-9-1989. 
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1,575,743. CONSULTOX, LTD.. CONSULTOX, LTD., (U.S. 
CL. 100). SN 73-774,076. PUB. 9-19-1989. FILED 1-11-1989. 

1,575,744. JUKEBOX 100TH ANNIVERSARY AND DESIGN. 
AMUSEMENT AND MUSIC OPERATORS ASSOCIA- 
TION, INC., DBA AMOA, (U.S. CL. 100). SN 73-774,735. 
PUB. 10-10-1989. FILED 1-17-1989. 

1,575,745. PARTY PLACE. PARTY PLACE USA., INC., 
(U.S. CL. 101). SN 73-774,779. PUB. 6-27-1989. FILED 
1-17-1989. 

1,575,746. NO 1 IN PARTS FOR IMPORTED CARS AND 
DESIGN. NUMBER ONE PARTS, INC., (U.S. CL. 101). SN 
73-774,809. PUB. 10-10-1989. FILED 1-17-1989. 


1,575,747. DESIGNWORKS/USA. CHARLES W. PELLY DE- 
SIGNWORKS, INC., (U.S. CL. 100). SN 73-776,182. PUB. 
10-10-1989. FILED 1-23-1989. 

1,575,748. OPTON AND DESIGN. OPTON, INC., (U.S. CL. 
101). SN 73-778,099. PUB. 10-10-1989. FILED 2-1-1989. 

1,575,749. BED MAN AND DESIGN. BED MAN, INC., (U.S. 
CL. 101). SN _ 73-781,053. PUB. 10-10-1989. FILED 
2-16-1989. - 

1,575,750. PATRIOT PETE AND DESIGN. MIDWEST 
WHOLESALE PRODUCTS, INC., (U.S. CL. 101). SN 
73-781,109. PUB. 10-10-1989. FILED 2-16-1989. 


1,575,751. CDP AND DESIGN. CONSULTANTS IN DATA 
PROCESSING, INC., (U.S. CLS. 100 AND 101). SN 
73-781,470. PUB. 10-10-1989. FILED 2-17-1989. 


1,575,752. BTG EXPRESS BURGERS TO GO AND DESIGN. 
JAC ASSOCIATES, INC., (U.S. CL. 100). SN 73-781,531. 
PUB. 10-10-1989. FILED 2-17-1989. 


1,575,753. THE WASHINGTON COURT ON CAPITOL HILL. 
AMERICAN UNION HOTEL, INC., (U.S. CL. 100). SN 
73-782,803. PUB. 10-10-1989. FILED 2-24-1989. 


1,575,754. MISCELLANEOUS DESIGN. AMERICAN UNION 
HOTEL, INC., (U.S. CL. 100). SN 73-782,805. PUB. 
10-10-1989. FILED 2-24-1989. 

1,575,755. SOUTHERN COUNTRY BARBECUE. SOUTHERN 
COUNTRY BARBECUE, INC., (U.S. CL. 100). SN 
73-783,206. PUB. 10-3-1989. FILED 2-27-1989. 

1,575,756. RUTLAND REGIONAL MEDICAL CENTER. RUT- 
LAND HOSPITAL, INC., DBA RUTLAND REGIONAL 
MEDICAL CENTER, (U.S. CL. 100). SN 73-784,124. PUB. 
10-10-1989. FILED 3-2-1989. 

1,575,757. STS CONSULTANTS. STS CONSULTANTS, 
LTD., (U.S. CL. 100). SN 73-784,479. PUB. 10-10-1989. 
FILED 3-3-1989. 

1,575,758. GOOSE’S ROOST (STYLIZED). CAAM CATER- 
ING INCORPORATED, (U.S. CL. 100). SN 73-784,752. 
PUB. 9-26-1989. FILED 3-6-1989. 


1,575,759. AARON’S COMPUTER RELIEF. ALTER, 
AARON, DBA AARON’S COMPUTER RELIEF, (U.S. 
CLS. 100 AND 101). SN 73-784,785. PUB. 10-10-1989. 
FILED 3-6-1989. 


1,575,760. BASKETS OF DISTINCTION AND DESIGN. 
STEWART, TINA HUNTER, DBA BASKETS OF DIS- 
TINCTION, (U.S. CLS. 100 AND 101). SN 73-785,139. PUB. 
10-10-1989. FILED 3-7-1989. 


1,575,761. HOME VET AND DESIGN. FEINMAN, JEFFREY 
MARK, VMD, DBA HOMEVET, (U.S. CL. 100). SN 
73-785,439. PUB. 9-12-1989. FILED 3-9-1989. 

1,575,762. LEXIS. MEAD DATA CENTRAL, INC., (U.S. CL. 
100). SN 73-785,675. PUB. 10-10-1989. FILED 3-10-1989. 

1,575,763. IAI AND DESIGN. INTERCONSAL ASSOCI- 
ATES, INC., (U.S. CL. 101). SN 73-785,915. PUB. 
10-10-1989. FILED 3-10-1989. 

1,575,764. BABY’O (STYLIZED). TEXAS RICHMOND COR- 
PORATION, (U.S. CLS. 100 AND 107). SN 73-786,546. PUB. 
8-22-1989. FILED 2-13-1989. 

1,575,765. G AND DESIGN. GRACEVILLE OIL COMPANY, 
INC., (U.S. CL. 101). SN 73-786,845. PUB. 10-10-1989. 
FILED 3-15-1989. 

1,575,766. BOAT CITY USA, BOAT CITY USA, INC., (U.S. 
CL. 101). SN 73-788,137. PUB. 9-12-1989. FILED 3-21-1989. 

1,575,767. DORAL TUSCANY. CAROL MANAGEMENT 
CORPORATION, (U.S. CL. 100). SN 73-788,466. PUB. 
10-10-1989. FILED 3-23-1989. 
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1,575,768. DORAL COURT. CAROL MANAGEMENT COR- 
PORATION, (U.S. CL. 100). SN _ 73-788,500. PUB. 
10-10-1989. FILED 3-23-1989. 

1,575,769. DORAL INN. CAROL MANAGEMENT CORPO- 
RATION, (U.S. CL. 100). SN 73-788,525. PUB. 10-10-1989. 
FILED 3-23-1989. 

1,575,770. MAKE IT A HEALTH AWARENESS & BODY 
IMAGE TRAINING BEHAVIOR MODIFICATION NUTRI- 
TION EXERCISE AND DESIGN. INGLESE, VIRGINIA, 
MS., R.D., (U.S. CL. 100). SN 73-788,843. PUB. 10-10-1989. 
FILED 3-24-1989. 

1,575,771. TAKE YOUR PIC ... KOBACKER COMPANY, 
THE, (U.S. CL. 101). SN 73-789,024. PUB. 10-10-1989. 
FILED 3-27-1989. 

1,575,772. CAPT. BENJAMIN’S. RESORT ENTERPRISES, 
INC., (U.S. CL. 100). SN 73-789,053. PUB. 10-10-1989. 
FILED 3-27-1989. 

1,575,773. THE DUNES AND DESIGN. PEBBLE BEACH 
COMPANY, (U.S. CL. 100). SN _ 73-789,419. PUB. 
10-10-1989. FILED 3-27-1989. 

1,575,774. TRAPS AND DESIGN. PEBBLE BEACH COMPA- 
NY, (U.S. CL. 100). SN 73-789,423. PUB. 10-10-1989. FILED 
3-27-1989. 

1,575,775. MOM’S & DAD’S SUPPORT GROUP AND 
DESIGN. MARRIAGE ALIVE INTERNATIONAL, INC., 
DBA MARRIAGE ALIVE* AND ”A MARRIAGE ALIVE 
RESOURCE”, (U.S. CL. 100). SN 73-789,986. PUB. 
10-10-1989. FILED 3-30-1989. 

1,575,776. D AND DESIGN. DEL PAPA DISTRIBUTING 
CO., INC., (U.S. CL. 101). SN 73-790,005. PUB. 10-10-1989. 
FILED 3-30-1989. 

1,575,777. PARTY PLANNERS CATERING WITH A TOUCH 
OF CLASS AND DESIGN. AMERICAN COMMUNITY 
SERVICES, INC., AKA PARTY PLANNERS, (U.S. CL. 
100). SN 73-790,037. PUB. 10-10-1989. FILED 3-30-1989. 

1,575,778. MISCELLANEOUS DESIGN. RICHARD L. LIND- 
STROM, M.D. & ASSOCIATES, P.A., (U.S. CLS. 100 AND 
101). SN 73-790,399. PUB. 10-10-1989. FILED 3-31-1989. 

1,575,779. COMPUEYE CARE. SOMERS, ROSS J., (U.S. CLS. 
100 AND 101). SN 73-790,406. PUB. 10-10-1989. FILED 
3-31-1989. 

1,575,780. LOOSE ENDS (STYLIZED). LOOSE ENDS, INC., 
(U.S. CL. 101). SN 73-790,645. PUB. 10-10-1989. FILED 
4-3-1989. 

1,575,781. DIMARTINO’S FAMOUS NEW ORLEANS MUF- 
FULETTAS AND DESIGN. DI MARTINO’S FRANCHISE 
SYSTEMS, INC., (U.S. CL. 100). SN 73-791,345. PUB. 
10-10-1989. FILED 2-27-1989. 

1,575,782. OPTIONTRAK. OSTER COMMUNICATIONS, 
INC., (U.S. CL. 100). SN 73-791,347. PUB. 10-10-1989. 
FILED 4-3-1989. 

1,575,783. THE BIBLE CHURCH OF CHRIST AND DESIGN. 
BIBLE CHURCH OF CHRIST, THE, (U.S. CL. 100). SN 
73-791,862. PUB. 10-10-1989. FILED 4-7-1989. 

1,575,784. ONE MAN TELLS ANOTHER, IT’S GILBERT'S. 
RWH, INC., DBA GILBERT'S, (U.S. CL. 101). SN 
73-792,930. PUB. 10-10-1989. FILED 4-13-1989. 

1,575,785. $ BIG DOLLAR FOODS AND DESIGN. GATE- 
WAY FOODS OF TWIN PORTS, INC., (U.S. CL. 101). SN 
73-793,022. PUB. 10-10-1989. FILED 4-13-1989. 

1,575,786. KING KOIL MATTRESS TO GO AND DESIGN. 
KING KOIL LICENSING COMPANY, INC., (U.S. CL. 
101). SN 73-793,322. PUB. 10-10-1989. FILED 4-14-1989. 

1,575,787. AND DESIGN. CENTER FOR ADVANCED 
MEDICAL SPECIALTIES (PHOENIX), INC., THE, (U.S. 
CL. 100). SN 73-793,515. PUB. 10-10-1989. FILED 
4-17-1989. 

1,575,788. THE SHEEHAN EXTRA MILE ADVANTAGE. 
SHEEHAN PONTIAC - GMC INC., (U.S. CL. 101). SN 
73-793,552. PUB. 10-10-1989. FILED 4-17-1989. 

1,575,789. SPORTWIDE. HIND, INC., (U.S. CL. 
73-793,775. PUB. 10-10-1989. FILED 4-17-1989. 

1,575,790. MASSAGE THERAPY NO PAIN, YOUR GAIN 
AND DESIGN. KELLEY, JOHN, (U.S. CL. 100). SN 
73-1793,799. PUB. 10-10-1989. FILED 4-17-1989. 

1,575,791. COFFEE AND DESIGN. COFFEE KIDS, 
INC., (U.S. CL. 100). SN 73-793,901. PUB. 10-10-1989. 
FILED 4-17-1989. 
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1,575,792. GEO-CON. GEO-CON INC., (U.S. CLS. 100 AND 
106). SN 73-794,137. PUB. 10-10-1989. FILED 4 -18-1989. 

1,575,793. DUCK DUCK GOOSE. DUCK, DUCK, GOOSE, 
LTD., (U.S. CL. 101). SN 73-794,340. PUB. 10-10-1989. 
FILED 4-19-1989. 


1,575,794. AMHS INSTITUTE (STYLIZED). AMERICAN 
HEALTHCARE SYSTEMS, (U.S. CL. 100). SN 73-794,445. 
PUB. 10-10-1989. FILED 4-20-1989. 


1,575,795. CAPS AND DESIGN. NANCY KISSICK’S PRO- 
FESSIONAL NURSING SERVICES, INC., (U.S. CL. 100). 
SN 73-794,464. PUB. 10-10-1989. FILED 4-20-1989. 


1,575,796. PALONET AND DESIGN. PALONET, INC., (U.S. 
CLS. 100 AND 101). SN 73-794,500. PUB. 10-10-1989. 
FILED 4-20-1989. 

1,575,797. THERAMETRICS. NESBITT GROUP, INC., (U.S. 
CL. 100). SN 73-795,133. PUB. 10-10-1989. FILED 
4-24-1989. 


1,575,798. HEALTHPAQ AND DESIGN. COMPAQ COM- 
PUTER CORPORATION, (U.S. CL. 100). SN 73-795,189. 
PUB. 10-10-1989. FILED 4-24-1989. 


1,575,799. MISCELLANEOUS DESIGN. ZAMPELL AD- 
VANCED REFRACTORY TECHNOLOGIES, INC., (U.S. 
CL. 101). SN 73-795,277. PUB. 10-10-1989. FILED 
4-24-1989. 


1,575,800. LA CROSS DIET CLINIC. LA CROSS DIET 
CLINICS NATIONAL CORPORATION, (U.S. CL. 100). SN 
73-795,513. PUB. 10-10-1989. FILED 4-24-1989. 

1,575,801. MISCELLANEOUS DESIGN. LEGACY HEALTH 
SYSTEM, (U.S. CL. 100). SN 73-795,744. PUB. 10-10-1989. 
FILED 4-25-1989. 


1,575,802. BELLA LUNA. MAMA MIA PASTA RESTAU- 
RANT CORPORATION, (U.S. CL. 100). SN 73-795,824. 
PUB. 10-10-1989. FILED 4-19-1989. 

1,575,803. CRITICAL CONNECTION. SHERWOOD MEDI- 
CAL COMPANY, (U.S. CL. 100). SN 73-796,102. PUB. 
10-10-1989. FILED 4-27-1989. 


1,575,804. NATISSE AND DESIGN. CUTCO INDUSTRIES, 
INC., (U.S. CL. 100). SN 73-796,188. PUB. 10-10-1989. 
FILED 4-27-1989. 


1,575,805. COOKPIT (STYLIZED). HAACKER, HANS, AND 
PFINGSTEN, WOLF-RUDIGER, (U.S. CL. 100). SN 
73-796,576. PUB. 10-10-1989. FILED 4-28-1989. 

1,575,806. WISAR AND DESIGN. WARNER, KENNETH C., 
DBA WARNER INSTITUTE FOR SOVIET AFFAIRS RE- 
SEARCH, (U.S. CL. 100). SN 73-796,810. PUB. 10-10-1989. 
FILED 5-1-1989. 

1,575,807. WISAR. WARNER, KENNETH C., DBA 
WARNER INSTITUTE FOR SOVIET AFFAIRS RE- 
SEARCH, (U.S. CL. 100). SN 73-796,811. PUB. 10-10-1989. 
FILED 5-1-1989. 

1,575,808. THE ODD COUPLE. CLAM DIGGER RESTAU- 
RANT, INC., THE, (U.S. CL. 100). SN 73-796,820. PUB. 
10-10-1989. FILED 5-1-1989. 

1,575,809. THE NEXT BEST THING. PORTER MEMORIAL 
HOSPITAL, (U.S. CLS. 100 AND 107). SN 73-796,877. PUB. 
10-10-1989. FILED 5-1-1989. 

1,575,810. AVERY. AVERY SERVICES CORPORATION, 
(U.S. CL. 101). SN 73-797,090. PUB. 10-10-1989. FILED 
5-1-1989. 


1,575,811. WEDDINGS IN PARADISE. FR MANAGEMENT 
CORPORATION, DBA FRENCHMAN’S REEF, DBA 
FRENCHMAN’S REEF BEACH CLUB AND DBA 
FRENCHMAN’S REEF BEACH RESORT, (U.S. CLS. 100 
AND 107). SN 73-797,158. PUB. 10-10-1989. FILED 
5-1-1989. 

1,575,812. WE’RE COOKING IT JUST FOR YOU!. BEEF-A- 
ROO, INC., (U.S. CL. 100). SN 73-797,309. PUB. 10-10-1989. 
FILED 5-2-1989. 

1,575,813. MISCELLANEOUS DESIGN. CRACKER 
BARREL OLD COUNTRY STORE, INC., (U.S. CLS. 100 
AND 101). SN 73-797,449. PUB. 10-10-1989. FILED 
5-3-1989. 


1,575,814. Q-STOP AND DESIGN. QUARLES PETROLEUM, 
INC., (U.S. CLS. 101 AND 103). SN 73-797,806. PUB. 
10-10-1989. FILED 5-4-1989. 
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1,575,815. THE PIZZA GOURMET AND DESIGN. PIZZA 
GOURMET, INC., THE, (U.S. CL. 100). SN 73-798,191. 
PUB. 10-10-1989. FILED 5-8-1989. 

1,575,816. MAX MILLIONS (STYLIZED). RIPPOFFS COR- 
PORATION, (U.S. CL. 101). SN  73-798,238. PUB. 
10-10-1989. FILED 5-8-1989. 

1,575,817. THE BURGER THAT ATE LA. MONSTER 
BURGER, INC., DBA THE BURGER THAT ATE LA, 
(U.S. CL. 100). SN 73-798,388. PUB. 10-10-1989. FILED 
5-8-1989. 

1,575,818. TARGETED JOBS TAX CREDIT COALITION. 
PAUL SUPLIZIO ASSOCIATES, DBA TARGETED JOBS 
TAX CREDIT COALITION, (U.S. CL. 100). SN 73-798,397. 
PUB. 10-10-1989. FILED 5-8-1989. 

1,575,819. MISCELLANEOUS DESIGN. LETTUCE ENTER- 
TAIN YOU ENTERPRISES, INC., (U.S. CL. 100). SN 
73-798,502. PUB. 10-10-1989. FILED 5-8-1989. 

1,575,820. ESTERO BEACH ENSENADA MEXICO AND 
DESIGN. E.B. RES, INC., DBA ESTERO BEACH HOTEL, 
(U.S. CL. 100). SN 73-798,705. PUB. 10-10-1989. FILED 
5-8-1989. 

1,575,821. R AND DESIGN. ROYAL MANUFACTURING 
CO., INC., (U.S. CL. 100). SN 73-798,744. PUB. 10-10-1989. 
FILED 5-8-1989. 

1,575,822. STORM’S. STORM’S SHOES, INC., (U.S. CL. 101). 
SN 73-799,010. PUB. 10-10-1989. FILED 5-10-1989. 

1,575,823. KEY ALERT. DUN & BRADSTREET, INC., (U.S. 
CLS. 100, 101 AND 102). SN 73-799,209. PUB. 10-10-1989. 
FILED 5-11-1989. 

1,575,824. JUST RIGHT OVERNIGHT. LA QUINTA 
MOTOR INNS, INC., (U.S. CL. 100). SN 73-799,341. PUB. 
10-10-1989. FILED 5-11-1989. 

1,575,825. MISCELLANEOUS DESIGN. LAWNLIFE COR- 
PORATION, (U.S. CLS. 100 AND 103). SN 73-799,514. PUB. 
10-10-1989. FILED 5-12-1989. 

1,575,826. LEASEMART AND DESIGN. ASPEX CORPORA- 
TION, (U.S. CLS. 100 AND 101). SN 73-799,573. PUB. 
10-10-1989. FILED 5-12-1989. 

1,575,827. THE BURGER THAT ATE LA AND DESIGN. 
MONSTER BURGER, INC., DBA THE BURGER THAT 
ATE LA, (US. CL. 100). SN 73-799,679. PUB. 10-10-1989. 
FILED 5-12-1989. 

1,575,828. TOOTHSAVERS. LYNN, JERRY H., (U.S. CL. 
100). SN 73-799,798. PUB. 10-10-1989. FILED 5-10-1989. 

1,575,829. FANTASUITE. ROYALE HOSPITALITY GROUP, 
INC., (U.S. CL. 100). SN 73-799,940. PUB. 10-10-1989. 
FILED 5-15-1989. 
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1,575,830. JUNIOR VARSITY SPIRIT FASHIONS. VARSITY 
SPIRIT FASHIONS AND SUPPLIES, INC., (U.S. CL. 101). 
SN 73-799,998. PUB. 10-10-1989. FILED 5-15-1989. 

1,575,831. PARC AND DESIGN. GROVES, GERALD A., 
M.D., DBA P.A.R.C., (U.S. CL. 100). SN 73-800,114. PUB. 
10-10-1989. FILED 5-15-1989. 

1,575,832. MISCELLANEOUS DESIGN. ANTHONY INDUS- 
TRIES, INC., (U.S. CL. 101). SN 73-800,242. PUB. 
10-10-1989. FILED 5-15-1989. 

1,575,833. FIRST MEDICAL ASSOCIATES AND DESIGN. 
DETESCO, THOMAS N., DBA FIRST MEDICAL ASSO- 
CIATES, (U.S. CL. 100). SN 73-801,129. PUB. 10-10-1989. 
FILED 5-19-1989. 

1,575,834. ONE WORD IS WORTH A THOUSAND PIC- 
TURES. LASZLO & ASSOCIATES, INC., (U.S. CL. 100). 
SN 73-801,460. PUB. 10-10-1989. FILED 5-22-1989. 

1,575,835. AVERY RESTAURANT DESIGN, EQUIPMENT 
AND SUPPLIES AND DESIGN. AVERY SERVICES COR- 
PORATION, (U.S. CL. 101). SN _ 73-801,471. PUB. 
10-10-1989. FILED 5-22-1989. 

1,575,836. DIALSEARCH AND DESIGN. MEAD DATA 
CENTRAL, INC., (U.S. CLS. 100 AND 101). SN 73-801,990. 
PUB. 10-10-1989. FILED 5-22-1989. 

1,575,837. MISCELLANEOUS DESIGN. CHILDREN’S HOS- 
PITAL OF THE KING’S DAUGHTERS, INC., (U.S. CLS. 
100 AND 107). SN 73-802,456. PUB. 10-10-1989. FILED 
5-25-1989. 

1,575,838. WHERE PRICE IS KING!. WILKERSON SHOE 
CO., DBA CROWN SHOES, (U.S. CL. 101). SN 73-803,014. 
PUB. 10-10-1989. FILED 5-30-1989. 

1,575,839. IFTF. INSTITUTE FOR THE FUTURE, THE, 
(U.S. CL. 100). SN 73-803,101. PUB. 10-10-1989. FILED 
5-30-1989. 

1,575,840. CAR’S THE STAR. 50°S AUTOART, INC., (U.S. 
CL. 101). SN _ 73-803,135. PUB. 10-10-1989. FILED 
5-30-1989. 

1,575,841. MISCELLANEOUS DESIGN. SHONEY’S, INC., 
(U.S. CL. 100). SN 73-803,646. PUB. 10-10-1989. FILED 
5-25-1989. 

1,575,842. MAMMA GRISANTI’S (STYLIZED). GRISANTI, 
INC., (U.S. CL. 100). SN 73-804,456. PUB. 10-10-1989. 
FILED 6-5-1989. 

1,575,843. STAMPS YOU CAN TAKE AT FACE VALUE AND 
DESIGN. UNICOVER CORPORATION, THE, (U.S. CL. 
101). SN 73-804,543. PUB. 10-10-1989. FILED 6-2-1989. 

1,575,844. THE ELECTRONIC STORM. HIGHLAND SU- 
PERSTORES, INC., (U.S. CL. 101). SN 73-805,167. PUB. 
10-10-1989. FILED 6-7-1989. 
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CLASS 200—COLLECTIVE MEMBERSHIP 


1,575,845. IDITAROD TRAIL ALASKA AND DESIGN. IDI- 
TAROD TRAIL COMMITTEE, INC., SN 73-631,106. PUB. 
10-10-1989. FILED 11-19-1986. 


CLASS A—GOODS 


1,575,846. AMERICAN POLYPAY SHEEP ASSOCIATION. 
AMERICAN POLYPAY SHEEP ASSOCIATION, SN 
73-745,083. PUB. 10-10-1989. FILED 8-9-1988. 

1,575,847. GOOD AS GOLD. CARPET CO-OP OF AMERICA 


ASSOCIATION, SN 73-745,672. PUB. 10-10-1989. FILED 
8-12-1988. 


CLASS B—SERVICES 


1,575,848. CMP. CONVENTION LIAISON COUNCIL, INC., 
SN 73-680,781. PUB. 2-21-1989. FILED 8-25-1987. 

1,575,849. CERTIFIED INSTALLER WATER QUALITY ASSO- 
CIATION AND DESIGN. WATER QUALITY ASSOCIA- 
TION, SN 73-732,425. PUB. 10-10-1989. FILED 6-6-1988. 





SUPPLEMENTAL REGISTER 
These registrations are not subject to opposition. 


SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “US. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


international class which applies to 


applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 4—LUBRICANTS AND FUELS 


1,575,850. LUBRICATING SPECIALITIES COMPANY, 
PICO RIVERA, CA. SN73-746,082. FILED P.R. 8-15-1988; 
AM. S.R. 10-10-1989. 


ALASKA 


FOR LUBRICATING OILS AND GREASES FOR INDUS- 
TRIAL AND AUTOMOTIVE APPLICATIONS (U.S. CL. 15). 
FIRST USE 7-29-1988; IN COMMERCE 7-29-1988. 


CLASS 5—PHARMACEUTICALS 


1,575,851. AMERICAN HEALTH PLUS CORP., PEARL 
RIVER, NY. SN73-792,949. FILED P.R. 4-13-1989; AM. 
S.R. 10-12-1989. 


BASIC HERBS 


FOR DIETARY FOOD SUPPLEMENTS (U.S. CL. 18). 
FIRST USE 10-3-1988; IN COMMERCE 10-3-1988. 


CLASS 10—MEDICAL APPARATUS 


1,575,852. FRANTZ MEDICAL DEVELOPMENT LTD., 
NEW YORK, NY. SN73-749,788. FILED P.R. 9-2-1988; 
AM. S.R. 9-11-1989. 


FRANTZ IMAGING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “IMAGING”, APART FROM THE MARK AS SHOWN. 

FOR RECORDERS FOR RECORDING OUTPUT SIG- 
NALS FROM MEDICAL ELECTRONIC IMAGING DE- 
VICES (U.S. CL. 44). 

FIRST USE 5-30-1986; IN COMMERCE 5-30-1986. 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


1,575,853. AMERICAN STANDARD INC., NEW YORK, 
NY. SN73-818,740. FILED P.R. 8-29-1989; AM. S.R. 
8-29-1989. 


THE LINE 


FOR TOILETS, LAVATORIES AND BIDETS (U.S. CL. 
13). 
FIRST USE 2-9-1988; IN COMMERCE 2-9-1988. 


CLASS 14—JEWELRY 


1,575,854. PREMIER TRADING LIMITED, FREEPORT, 
BAHAMAS. SN73-720,791. FILED P.R. 4-6-1988; AM. S.R. 
9-14-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLOMBIAN EMERALDS”, APART FROM THE 
MARK AS SHOWN. 

FOR JEWELRY, NAMELY, MEN’S AND WOMEN’S 
RINGS, EARRINGS, NECKLACES, PENDANTS, AND 
BRACELETS, MADE IN WHOLE OR IN PART OF CO- 
LOMBIAN EMERALDS (U.S. CL. 28). 

FIRST USE 1-0-1978; IN COMMERCE 1-0-1985. 
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CLASS 16—PAPER GOODS AND PRINTED CLASS 25—CLOTHING 


MATTER 


1,575,855. ARGUS PRESS HOLDINGS, INC., ATLANTA, 
GA, ASSIGNEE BY MESNE ASSIGNMENT AND BY 
CHANGE OF NAME FROM CARDIFF PUBLISHING 
COMPANY, INC., ENGLEWOOD, CO. SN73-686,566. 
FILED P.R. 9-28-1987; AM. S.R. 6-8-1988. 


COMPUTERS IN 
HEALTHCARE 


FOR MAGAZINE PUBLISHED MONTHLY (U.S. CL. 38). 
FIRST USE 9-0-1982; IN COMMERCE 9-0-1982. 


1,575,856. COUNTRY ACCENTS MAGAZINE CORPORA- 
TION, NEW YORK, NY. SN73-748,547. FILED P.R. 
8-25-1988; AM. S.R. 10-13-1989. 


VICTORIAN DECORATING 
IDEAS 


FOR PUBLICATION NAMELY MAGAZINE PUB- 
LISHED PERIODICALLY (U.S. CL. 38). 
FIRST USE 6-20-1988; IN COMMERCE 6-20-1988. 


1,575,857. MEAD CORPORATION, THE, DAYTON, OH. 
SN73-765,046. FILED P.R. 11-21-1988; AM. S.R. 9-25-1989. 


FOR BOND PAPER (U.S. CL. 37). 
FIRST USE 5-0-1988; IN COMMERCE 5-0-1988. 


1,575,858. ZVEGINTZOV, NICHOLAS, STATEN ISLAND, 
NY. DBA SOFTWARE MAINTENANCE NEWS, 
SN73-798,287. FILED P.R. 5-8-1989; AM. S.R. 9-20-1989. 


SOFTWARE: THE 
MAINTENANCE MANUAL 


OWNER OF U.S. REG. NO. 1,375,289. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MANUAL”, APART FROM THE MARK AS SHOWN. 

FOR BOOKS, MANUALS, DIRECTORIES, MONO- 
GRAPHS, AND NEWSLETTERS (U.S. CL. 38). 

FIRST USE 6-1-1988; IN COMMERCE 6-1-1988. 


1,575,859. GEOFFREY BEENE, INC. NEW YORK, NY. 
SN73-749,111. FILED P.R. 8-29-1988; AM. S.R. 10-20-1989. 


Ah- 


OWNER OF U.S. REG. NOS. 899,265, 1,384,361, AND 
OTHERS. 

FOR WOMEN’S CLOTHING, NAMELY DRESSES (U.S. 
CL. 39). 

FIRST USE 7-28-1988; IN COMMERCE 7-28-1988. 


CLASS 30—STAPLE FOODS 


1,575,860. ROLAND INDUSTRIES, INC., ST. LOUIS, MO. 
SN73-608,854. FILED P.R. 7-10-1986; AM. S.R. 2-16-1988. 


BEST O’ THE WHEAT 


OWNER OF U.S. REG. NO. 1,362,247. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WHEAT”, APART FROM THE MARK AS SHOWN. 

FOR WHEAT GERM FLOUR (U.S. CL. 46). 

FIRST USE 12-8-1983; IN COMMERCE 12-8-1983. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


1,575,861. GEORGE MEA INCORPORATED, LINDALE, 
TX. SN73-723,407. FILED P.R. 4-19-1988; AM. SR. 
10-11-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROSES”, APART FROM THE MARK AS SHOWN. 

FOR ROSE PLANTS (US. CL. 1). 

FIRST USE 2-8-1988; IN COMMERCE 2-8-1988. 
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1,575,862. GAFFORD, JOHNNY, DBA P.A.C.A., LUBBOCK, 
TX. SN73-779,263. FILED P.R. 2-7-1989; AM. S.R. 
10-17-1989. 


THE WORDS “LOVE APPLE” IN THE DRAWING ARE 
IN THE COLORS GOLD AND YELLOW AND COLOR IS 
CLAIMED AS A FEATURE OF THE MARK; THE BODY 
OF THE MARK IS LINED FOR THE COLOR PURPLE. 

FOR FRESH TOMATOES (U.S. CL. 46). 

FIRST USE 5-23-1988; IN COMMERCE 5-23-1988. 


CLASS 32—LIGHT BEVERAGES 


1,575,863. ORIGINAL NEW YORK SELTZER, WALNUT, 
CA. SN73-778,487. FILED P.R. 2-1-1989; AM. S.R. 
10-6-1989. 


OWNER OF U.S. REG. NOS. 1,318,774, 1,484,498, AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SELTZER”, APART FROM THE MARK AS SHOWN. 

FOR FLAVORED AND UNFLAVORED SELTZER (U.S. 
CL. 45). 

FIRST USE 2-23-1987; IN COMMERCE 2-23-1987. 
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SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


1,575,864. LAWTEMPS, INC., EDEN PRAIRIE, MN. 
SN73-774,477. FILED P.R. 1-13-1989; AM. S.R. 9-11-1989. 


Law Temps 


FOR TEMPORARY PERSONNEL SERVICES FOR THE 
LEGAL PROFESSION, INCLUDING ATTORNEYS, 
LEGAL ASSISTANTS AND STAFF PERSONNEL (U.S. CL. 
101). 

FIRST USE 8-25-1986; IN COMMERCE 10-15-1986. 


1,575,865. U.S. PERSONNEL, INC., COLUMBIA, SC. 
SN73-776,056. FILED P.R. 1-23-1989; AM. S.R. 10-17-1989. 


US PERSONNEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PERSONNEL”, APART FROM THE MARK AS 
SHOWN. 

FOR EMPLOYMENT AGENCY SERVICES (U.S. CL. 
101). 

FIRST USE 10-0-1987; IN COMMERCE 10-0-1987. 


CLASS 36—INSURANCE AND FINANCIAL 


1,575,866. PAPER TRADE U.S.A., INC., WEST COVINA, 
CA. SN73-758,508. FILED P.R. 10-17-1988; AM. S.R. 
10-13-1989. 


PAPER TRADE U.S.A. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PAPER TRADE”, APART FROM THE MARK AS 
SHOWN. 

FOR BROKERAGE SERVICES IN THE FIELD OF 
PAPER (U.S. CLS. 101 AND 102). 

FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 
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CLASS 36—(Continued). 


1,575,867. LOTTERY PLAYERS OF AMERICA, INC., W. 
REDDING, CT. SN73-787,985. FILED P.R. 3-20-1989; AM. 
S.R. 6-23-1989. 


THE MARK IS LINED FOR THE COLOR GREEN. 

FOR A LOTTERY TICKET PURCHASE AND REDEMP- 
TION SERVICE FOR OTHERS (US. CLS. 100, 101 AND 
102). 

FIRST USE 3-18-1988; IN COMMERCE 3-18-1988. 
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JP AND DESIGN. U.S. CL. 51. (INT. CL. 3). REG. 


11-16-1909. 


CHALLENGE (STYLIZED). U.S. CL. 46. (INT. 


CL. 30). REG. 12-21-1909. 


MISCELLANEOUS DESIGN. U.S. CL. 23. (INT. 


CL. 8). REG. 1-4-1910. 


OTELLO (STYLIZED). U.S. CL. 51. (INT. CL. 3). 


REG. 1-18-1910. 


HOMO. U.S. CL. 21. (INT. CLS. 9 AND 11). REG. 


5-7-1929. 


SKEE-BALL. U.S. CL. 22. (INT. CL. 28). REG. 


5-21-1929. 


REGAL AND DESIGN. U.S. CL. 39. (INT. CL. 


25). REG. 10-29-1929. 


RED DEVIL (STYLIZED). U.S. CL. 23. (INT. CL. 


8). REG. 11-12-1929. 


AIR QUEEN (STYLIZED). U.S. CL. 27. (INT. CL. 


14). REG. 11-19-1929. 


AIRCRAFT (STYLIZED). U.S. CL. 27. (INT. CL. 


14). REG. 11-19-1929. 


HAMRTWIST (STYLIZED). U.S. CL. 23. (INT. 


CLS. 7 AND 8). REG. 11-26-1929. 


BASIS (STYLIZED). U.S. CL. 52. (INT. CL. 3). 


REG. 11-26-1929. 


COMAX. U.S. CL. 52. (INT. CLS. 3 AND 5). REG. 


12-3-1929. 


SAVADAY. U.S. CL. 2. (INT. CL. 21). REG. 


12-10-1929. 


AJAX (STYLIZED). U.S. CL. 2. (INT. CL. 16). 


REG. 12-10-1929. 


SANTICIZER (STYLIZED). U.S. CL. 6. (INT. CL. 


1). REG. 12-17-1929. 


WHEATHEARTS (STYLIZED). U.S. CL. 46. (INT. 


CL. 30). REG. 12-17-1929. 


GABANARA CREPE. U.S. CL. 39. (INT. CL. 25). 


REG. 12-24-1929. 


KOTEX. US. CL. 4. 
12-24-1929. 


(INT. CL. 5). 


GREEN OAK (STYLIZED). U.S. CL. 43. (INT. CL. 


23). REG. 1-7-1930. 


DEL NORTE (STYLIZED). U.S. CL. 46. (INT. CL. 


31). REG. 1-14-1930. 


EXCHANGE X AND DESIGN. US. CL. 46. (INT. 


CLS. 29 AND 30). REG. 1-14-1930. 


ORBIT. U.S. CL. 46. (INT. CL. 31). 
1-28-1930. 


FG LA FLORENTINE AND DESIGN. U.S. CL. 


46. (INT. CL. 30). REG. 2-25-1930. 


SUNKIST (STYLIZED). U.S. CL. 6. (INT. CL. 3). 


REG. 3-4-1930. 


WILLIAMS (STYLIZED). U.S. CL. 51. (INT. CL. 


3). REG. 3-25-1930. 


TRUBYTE (STYLIZED). U.S. CL. 44. (INT. CL. 


10). REG. 5-6-1930. 


WONDEROD. U.S. CL. 22. (INT. CL. 28). REG. 


12-6-1949. 


DORIC. US. CL. 37. 
12-6-1949. 


(INT. CL. 16). 


VSM STEEL. U.S. CL. 14. (INT. CL. 6). REG. 


12-13-1949. 


REG. 


REG. 


REG. 


443,747. 
509,812. 
513,556. 
515,243. 
$17,739. 
517,755. 
517,759. 
517,864. 
517,867. 
$17,928. 
$17,930. 


517,954. 
518,007. 


518,081. 
518,099. 


518,113. 
518,116. 
518,148. 
518,158. 
518,168. 
518,170. 
518,178. 
518,180. 
518,214. 


518,249. 


518,284. 
518,308. 
518,319. 


518,349. 


AQUA MATIC (STYLIZED). U.S. CL. 31. (INT. 
CL. 11). REG. 2-7-1950. 


SUPEREAM (STYLIZED). U.S. CL. 23. (INT. CL. 
8). REG. 5-17-1949. 


ROCKWOOD WATERFOG (STYLIZED). 
CL. 23. (INT. CL. 9). REG. 8-16-1949. 


IN THE OPEN AND DESIGN. U.S. CL. 38. (INT. 
CL. 16). REG. 9-20-1949. 


KENMORE. U.S. CL. 34. (INT. CL. 
11-22-1949. 


66 (STYLIZED). U.S. CL. 15. (INT. CL. 4). REG. 
11-22-1949. 


SPEED NUT. U.S. CL. 13. (INT. CL. 6). REG. 
11-22-1949. 


MOTHER’S DELIGHT (STYLIZED). U.S. CL. 46. 
(INT. CL. 29). REG. 11-22-1949. 


PRESTON (STYLIZED). U.S. CL. 46. (INT. CL. 
29). REG. 11-22-1949. 


RITALIN. U.S. CL. 18. 
11-22-1949. 


MUIRHEAD’S. U.S. CL. 49. (INT. CL. 33). REG. 
11-22-1949. 


COTY. U.S. CL. 51. (INT. CL. 3). REG. 11-22-1949. 

THERM-O-DISC AND DESIGN. U.S. CL. 26. 
(INT. CL. 9). REG. 11-22-1949. 

B-N. U.S. CL. 23. (INT. CL. 7). REG. 11-29-1949. 

TOKELAND (STYLIZED). U.S. CL. 46. (INT. CL. 
29). REG. 11-29-1949. 

COPPER PENNY (STYLIZED). U.S. CL. 46. (INT. 
CL. 31). REG. 11-29-1949. 


QUEENSTOWN (STYLIZED). U.S. CL. 46. (INT. 
CL. 29). REG. 11-29-1949. 


ENCHANTREST. U.S. CL. 32. (INT. CL. 20). REG. 
11-29-1949. 

PARKERETTE (STYLIZED). U.S. CL. 23. (INT. 
CL. 7). REG. 11-29-1949. 

ABREAST OF THE MARKET. U.S. CL. 38. (INT. 
CL. 16). REG. 11-29-1949. 

WASHINGTON WIRE (STYLIZED). U.S. CL. 38. 
(INT. CL. 16). REG. 11-29-1949. 

MAHALA (STYLIZED). U.S. CL. 46. (INT. CL. 
31). REG. 11-29-1949. 

FISHING ANNUAL (STYLIZED). U.S. CL. 38. 
(INT. CL. 16). REG. 11-29-1949. 

MANAGE (STYLIZED). U.S. CL. 38. (INT. CL. 
16). REG. 11-29-1949. 

PEP O MINT LIFE SAVERS THE CANDY WITH 
THE HOLE AND DESIGN. U.S. CL. 46. (INT. 
CL. 30). REG. 11-29-1949. 


GENERAL AND DESIGN. U.S. CL. 23. (INT. 
CLS. 7 AND 8). REG. 12-6-1949. 

COLLEGE TOWN CLOTHES AND DESIGN. 
U.S. CL. 39. (INT. CL. 25). REG. 12-6-1949. 

EDWARDS (STYLIZED). U.S. CL. 21. (INT. CL. 
9). REG. 12-6-1949. 


KEM LUSTRAL. U.S. CL. 16. (INT. CL. 2). REG. 
12-6-1949. 


US. 


11). REG. 


(INT. CL. 5). REG. 
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518,352. 
518,405. 
518,415. 


518,440. 
518,441. 


518,502. 
518,537. 


518,617. 


518,655. 
518,682. 
518,709. 
518,720. 
518,760. 
518,793. 
518,802. 
518,836. 
518,880. 
518,890. 
518,897. 
518,898. 
518,908. 
518,909. 
518,930. 
$18,932. 
519,024. 
519,082. 
519,083. 
519,084. 
519,126. 
$19,152. 
519,161. 
519,167. 
519,195. 
519,209. 
519,218. 


519,229. 


NEENAH. U.S. CL. 37. (INT. CL. 16. REG. 
12-6-1949. 

STA-KON (STYLIZED). U.S. CL. 23. (INT. CLS. 7 
AND 8). REG. 12-6-1949. 

HIL-BOY (STYLIZED). U.S. CL. 21. (INT. CL. 9). 
REG. 12-6-1949. 

ATLAS. U.S. CL. 21. (INT. CL. 6). REG. 12-6-1949. 

ATLAS AND DESIGN. U.S. CL. 21. (INT. CL. 6). 
REG. 12-6-1949. 

PRESTO. US. CL. 
12-6-1949. 

SAFETY-WALK (STYLIZED). U.S. CL. 12. (INT. 
CL. 19). REG. 12-6-1949. 

SHAWNEE CHIEF THE BAKER’S PIPE OF 
PEACE AND DESIGN. U.S. CL. 46. (INT. CL. 
30). REG. 12-13-1949. 

DR. SCHOLL’S (STYLIZED). U.S. CL. 39. (INT. 
CL. 25). REG. 12-13-1949. 

GENERAL AND DESIGN. U.S. CL. 26. (INT. CL. 
9). REG. 12-13-1949. 

RONZONI (STYLIZED). U.S. CL. 46. (INT. CLS. 5 
AND 30). REG. 12-13-1949. 

CHIEFTAIN. U.S. CL. 35. (INT. CL. 12). REG. 
12-13-1949. 

AGRASHEL (STYLIZED). U.S. CL. 1. (INT. CL. 
20). REG. 12-13-1949. 

DEEPSLEEP (STYLIZED). U.S. CL. 32. (INT. CL. 
20). REG. 12-13-1949. 

REVIEW & OUTLOOK. U.S. CL. 38. (INT. CL. 
16). REG. 12-13-1949. 

LASTING SPRING. U.S. CL. 28. (INT. CL. 8). 
REG. 12-13-1949. 

HUNTER. U.S. CL. 
12-13-1949. 

LUFKIN (STYLIZED). U.S. CL. 26. (INT. CL. 9). 
REG. 12-20-1949. 

MODUTROL. U.S. CL. 21. (INT. CL. 9). REG. 
12-20-1949. 

SHUGOR. AND DESIGN. U.S. CL. 40. (INT. CL. 
24). REG. 12-20-1949. 

PASSAIC (STYLIZED). U.S. CL. 43. (INT. CL. 23). 
REG. 12-20-1949. 

PERFECTSEAM (STYLIZED). U.S. CL. 43. (INT. 
CL. 23). REG. 12-20-1949. 

PHILLIPS 66 (STYLIZED). U.S. CL. 15. (INT. CL. 
4). REG. 12-20-1949. 

TUNE-IN (STYLIZED). U.S. CL. 26. (INT. CL. 9). 
REG. 12-20-1949. 

FAULTLESS (STYLIZED). U.S. CL. 1. (INT. CLS. 
17 AND 21). REG. 12-20-1949. 

THREE THISTLES (STYLIZED) 
(INT. CL. 34). REG. 12-20-1949. 

VIKING (STYLIZED). U.S. CL. 17. (INT. CL. 34). 
REG. 12-20-1949. 

22 AND DESIGN. US. CL. 17. (INT. CL. 34). 
REG. 12-20-1949. 

LUBRIFILM (STYLIZED). U.S. CL. 40. (INT. CL. 
26). REG. 12-20-1949. 

MAGNAGRIP. U.S. CL. 23. (INT. CL. 21). REG. 
12-27-1949. 

SLEEVOIL AND DESIGN. U.S. CL. 23. (INT. CL. 
7). REG. 12-27-1949. 

NEAPCO. U.S. CL. 23. (INT. CLS. 7 AND 12). 
REG. 12-27-1949. 

KARPEN (STYLIZED). U.S. CL. 32. (INT. CL. 20). 
REG. 12-27-1949. 

COORS (STYLIZED). U.S. CL. 48. (INT. CL. 32). 
REG. 12-27-1949. 

SEAT EDGE (STYLIZED). U.S. CL. 32. (INT. CL. 
20). REG. 12-27-1949. 

TOP-KREAM (STYLIZED). U.S. CL. 46. (INT. CL. 
31). REG. 12-27-1949. 


13. (INT. CL. 11). REG. 


26. (INT. CL. 9). REG. 


US. CL. 17. 


U.S. PATENT AND TRADEMARK OFFICE 


519,242. 


519,251. 


519,259. 


519,278. 


519,400. 


519,580. 


519,601. 


$19,722. 


519,743. 


519,770. 


519,884. 


519,942. 


520,001. 


520,081. 


520,120. 


520,283. 
520,346. 


520,353. 


520,355. 


520,387. 


520,389. 


520,477. 


520,619. 
520,679. 


520,690. 
520,724. 


520,741. 


520,847. 


520,848. 


520,849. 


520,878. 


520,971. 


521,083. 


521,128. 


$21,135. 
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GRANT PARK (STYLIZED). U.S. CL. 46. (INT. 
CL. 31). REG. 12-27-1949. 


MEADOLAKE (STYLIZED). U.S. CL. 4. (INT. 
CL. 29). REG. 12-27-1949. 


NEE-ACTION. U.S. CL. 23. (INT. CL. 8). REG. 
12-27-1949. 

CERALAN (STYLIZED). U.S. CL. 6. (INT. CL. 1). 
REG. 12-27-1949. 

SWP COVER THE EARTH AND DESIGN. US. 
CL. 16. (INT. CLS. 2 AND 3). REG. 1-3-1950. 


ROBBINS & MYERS. U.S. CL. 23. (INT. CL. 7). 
REG. 1-10-1950. 


BULOVA (STYLIZED). U.S. CL. 28. (INT. CL. 14). 
REG. 1-10-1950. 


HAMPDEN (STYLIZED). U.S. CL. 14. (INT. CL. 
6). REG. 1-10-1950. 


ARCHITECT. U.S. CL. 12. (INT. CL. 19). REG. 
1-10-1950. 


EUTEC-SILVER-WELD (STYLIZED). US. CL. 
14. (INT. CL. 6). REG. 1-10-1950. 


SWP COVER THE EARTH AFRICA EUROPE 
AND DESIGN. US. CL. 38. (INT. CL. 16). 
REG. 1-17-1950. 


ALICE OF CALIFORNIA (STYLIZED). U.S. CL. 
39. (INT. CL. 25). REG. 1-17-1950. 

FRUITLETS. U.S. CL. 46. (INT. CL. 30). REG. 
1-17-1950. 

HENDERSON (STYLIZED). U.S. CL. 19. (INT. 
CL. 12). REG. 1-17-1950. 


RINGCRAFT (STYLIZED). U.S. CL. 28. (INT. CL. 
14). REG. 1-24-1950. 


DUO. INT. CL. 5. (U.S. CL. 5). REG. 1-24-1950. 


HEATHKIT (STYLIZED). U.S. CL. 26. (INT. CL. 
9). REG. 1-31-1950. 

HALLMARK. U.S. CL. 17. (INT. CL. 34). REG. 
1-31-1950. 


B AND H BENSON HEDGES THE HALLMARK 
OF QUALITY AND DESIGN. US. CL. 17. 
(INT. CL. 34). REG. 1-31-1950. 


COPENHAGEN (STYLIZED). U.S. CL. 17. (INT. 
CL. 34). REG. 1-31-1950. 


RIGHT-CUT (STYLIZED). U.S. CL. 17. (INT. CL. 
34). REG. 1-31-1950. 

TERYLENE. U.S. CL. 43. (INT. CL. 23). REG. 
1-31-1950. 

CUPID. U.S. CL. 46. (INT. CL. 31). REG. 2-7-1950. 


PAGE BELTING CO.. U.S. CL. 35. (INT. CLS. 7 
AND 17). REG. 2-7-1950. 


RENEX. U.S. CL. 52. (INT. CL. 3). REG. 2-7-1950. 

FILMSORT (STYLIZED). U.S. CL. 37. (INT. CL. 
16). REG. 2-7-1950. 

DEVOE’S EAGLE AND DESIGN. US. CL. 17. 
(INT. CL. 34). REG. 2-7-1950. 

DICALITE. INT. CL. 1. (US. CL. 1). RBG. 
2-7-1950. 

SPEEDEX. US. CL. 31. 
2-7-1950. 

SUPERAID. U.S. CL. 31. (INT. CL. 1). RBG. 
2-7-1950. 

BEEMAN’S. U.S. CL. 46. (INT. CL. 30). REG. 
2-7-1950. 

GLOVER’S IMPERIAL (STYLIZED). U.S. CL. 51. 
(INT. CL. 5). REG. 2-14-1950. 

MARINERS PATHFINDER. U.S. CL. 26. (INT. 
CL. 9). REG. 2-21-1950. 

JOMAC (STYLIZED). U.S. CL. 39. (INT. CL. 25). 
REG. 2-21-1950. 


HE AND DESIGN. U.S. CL. 23. (INT. CL. 7). 
REG. 2-21-1950. 


(INT. CL. 1). REG. 
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$21,142. S L AND DESIGN. U.S. CL. 23. (INT. CL. 7). 880,777. 


521,143. 
521,669. 
521,870. 
521,907. 
521,908. 
522,115. 
$22,232. 
$22,715. 
522,745. 
523,153. 
523,882. 
523,979. 


524,177. 
828,642. 


859,730. 
866,385. 
867,685. 


872,454. 
874,253. 


876,042. 
877,658. 
878,527. 
878,647. 


878,648. 


REG. 2-21-1950. 

DURA-LITE. U.S. CL. 50. (INT. CL. 24). REG. 
2-21-1950. 

ENTOZYME. U.S. CL. 18. (INT. CL. 5). REG. 
2-28-1950. 


JACK AND THE BEAN STALK (STYLIZED). 
US. CL. 46. (INT. CL. 29). REG. 3-7-1950. 

TERMEND. U.S. CL. 21. (INT. CL. 9). REG. 
3-7-1950. 


FAY (STYLIZED). U.S. CL. 46. (INT. CL. 31). 
REG. 3-7-1950. 

MICKELBERRY’S (STYLIZED). US. CL. 46. 
(INT. CL. 29). REG. 3-14-1950. 


FUELOIL & OIL HEAT (STYLIZED). U.S. CL. 38. 
(INT. CL. 16). REG. 3-14-1950. 


HOMOCLAD. U.S. CL. 16. (INT. CL. 2). REG. 
3-21-1950. 


AMERITEX (STYLIZED). U.S. CL. 42. (INT. CL. 
24). REG. 3-21-1950. 


HEXA-BETALIN. U.S. CL. 18. (INT. CL. 5). REG 
3-28-1950. 


REMOSIL. U.S. CL. 6. (INT. CL. 
4-11-1950. 


RSR (STYLIZED). U.S. CL. 52. (INT. CL. 3). REG. 
4-11-1950. 
HYL. U.S. CL. 14. (INT. CL. 6). REG. 4-18-1950. 


HAM-STRAML. U.S. CL. 46. (INT. CL. 29). REG. 
5-9-1967. 


DANSKIN. U.S. CL. 39. (INT. CL. 25). REG. 
11-5-1968. 


DESKETTE. U.S. CL. 37. (INT. CL. 16). REG. 
3-11-1969. 

DRAIN POWER. U.S. CL. 52. (INT. CL. 3). REG. 
4-1-1969. 

EVE. U.S. CL. 17. (INT. CL. 34). REG. 7-8-1969. 

DUST-TEX. U.S. CL. 29. (INT. CL. 21). REG. 
8-5-1969. 


MED-I-FOAM. U.S. CL. 32. (INT. CL. 20). REG. 
9-2-1969. 


STAR-GLO. US. CL. 
9-30-1969. 


DR. HAND’S. U.S. CL. 18. (INT. CL. 5). 
10-14-1969. 


MONO-MATIC. U.S. CL. 35. (INT. CL. 12). 
10-14-1969. 


MONO-GRIP. U.S. CL. 35. (INT. CL. 12). 
10-14-1969. 


ROSITE. INT. CL. 1. 
11-18-1969. 


MISCELLANEOUS DESIGN. INT. CL. 1. (US. 
CL. 1). REG. 11-18-1969. 

INKOVAR (BLOCK FORM). INT. CL. 1. (U.S. CL. 
1). REG. 11-18-1969. 


VESTAL 1776. U.S. CL. 4. (INT. CL. 3). REG. 
11-18-1969. 


COHEDUR. U.S. CL. 5. (INT. CL. 
11-18-1969. 

MISCELLANEOUS DESIGN. U.S. CL. 6. (INT. 
CLS. 1 AND 5). REG. 11-18-1969. 


WHITE CRYSTAL. U.S. CL. 6. (INT. CL. 1). REG. 
11-18-1969. 


LAWNDALE. U.S. CL. 7 ONLY. (INT. CL. 22). 
REG. 11-18-1969. 

STYROPAKE. U.S. CL. il. (INT. CL. 2). REG. 
11-18-1969. 

20K. U.S. CL. 12. (INT. CL. 19). REG. 11-18-1969. 


POMONASTONE. U.S. CL. 12. (INT. CL. 19). 
REG. 11-18-1969. 


VITA PLUS SILO-N-RICH. U.S. CL. 18. (INT. CL. 
5). REG. 11-18-1969. 


1). REG. 


16. (INT. CL. 2). REG. 


(U.S. CL. 1). 


REG. 


1). REG. 


880,783. 


880,812. 


880,840. 


880,844. 


880,851. 


880,869. 


880,871. 


880,890. 


880,915. 


880,924. 


880,930. 


880,934. 


880,941. 


880,963. 


880,965. 


880,969. 


880,971. 


880,973. 


880,974. 


880,975. 


880,977. 


880,987. 


880,996. 


880,997. 


881,011. 


881,026. 


881,058. 


881,060. 


881,061. 


881,093. 


881,096. 


881,105. 


881,107. 


881,111. 


TINE TEST. U.S. CL. 18. (INT. CL. 5). REG. 
11-18-1969. 


HESSE. U.S. CL. 19. 
11-18-1969. 


BRANSONIC. U.S. CL. 21. (INT. CL. 9). REG. 
11-18-1969. 


PEDDINGHAUS. US. CL. 23. (INT. CL. 7). REG. 
11-18-1969. 


THE LEAHY AND DESIGN. U.S. CL. 23. (INT. 
CL. 7). REG. 11-18-1969. 

EVERSMAN (STYLIZED). U.S. CL. 23. (INT. CL. 
7). REG. 11-18-1969. 

EYE/LITE (STYLIZED). U.S. CL. 26. (INT. CL. 
9). REG. 11-18-1969. 

SPACEVIEW. U.S. CL. 27. (INT. CL. 14). REG. 
11-18-1969. 

WBL AND DESIGN. U.S. CL. 36. (INT. CL. 9). 
REG. 11-18-1969. 

SKYSLIDE. U.S. CL. 38. (INT. CL. 9). REG. 
11-18-1969. 

CMR. U.S. CLS. 38 AND 107. (INT. CLS. 16 AND 
41). REG. 11-18-1969. 

BOECKH AND DESIGN. U.S. CL. 38. (INT. CL. 
16). REG. 11-18-1969. 

NATIONAL GEOGRAPHIC SOCIETY AND 
DESIGN. U.S. CL. 38. (INT. CL. 9). REG. 
11-18-1969. 

LIFE ON THE LAST FRONTIER. U.S. CL. 38. 
(INT. CL. 16). REG. 11-18-1969. 
SUNBEAM. U.S. CL. 44. (INT. CL. 

11-18-1969. 

KOTIQUE. US. CL. 44. 
11-18-1969. 

HAWAIIAN PUNCH. U.S. CL. 45. (INT. CL. 32). 
REG. 11-18-1969. 

HOME PRIDE AND DESIGN. U.S. CL. 46. (INT. 
CL. 31). REG. 11-18-1969. 

FARM CHARM. U.S. CL. 46. (INT. CL. 29). REG. 
11-18-1969. 

T-M (STYLIZED). U.S. CL. 46. (INT. CL. 1). REG. 
11-18-1969. 

CALYPSO. US. CL. 46. (INT. CL. 30). 
11-18-1969. 


SPOON-REDI. U.S. CL. 46. (INT. CL. 30). REG. 
11-18-1969. 


NORTHWEST. U.S. CL. 46. (INT. CL. 30). REG. 
11-18-1969. 


STARFLAKE. U.S. CL. 46. (INT. CL. 29). REG. 
11-18-1969. 


HAWAIIAN PUNCH. U.S. CL. 46. (INT. CL. 30). 
REG. 11-18-1969. 


DENTU GRIP. U.S. CL. 51. (INT. CL. 5). REG. 
11-18-1969. 


CAL-STRIP. U.S. CL. 52. (INT. CL. 3). REG. 
11-18-1969. 


ALLRED’S. U.S. CLS. 101 AND 103. (INT. CLS. 35 
AND 37). REG. 11-18-1969. 


DOLLAR GENERAL. U.S. CL. 101. (INT. CL. 35). 
REG. 11-18-1969. 


BRITTS. U.S. CL. 101. 
11-18-1969. 


BLACKGLAMA. USS. CL. 1. (INT. CL. 18). REG. 
11-25-1969. 


FILLWELL. U.S. CL. 
11-25-1969. 


LONE STAR. U.S. CL. 3. (INT. CL. 18). REG. 
11-25-1969. 


SENATOR. U.S. CL. 3. (INT. CL. 
11-25-1969. 


ALBEX. U.S. CL. 5. (INT. CL. 1). REG. 11-25-1969. 


(INT. CL. 12). REG. 


10). REG. 


(INT. CL. 5). REG. 


REG. 


(INT. CL. 35). REG. 


1. (INT. CL. 22). REG. 


18). REG. 
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881,118. 
881,121. 
881,125. 
881,172. 
881,200. 
881,211. 
881,236. 
881,240. 
881,255. 
881,258. 
881,262. 
881,271. 
881,274. 
881,285. 
881,310. 
881,312. 
881,318. 
881,323. 
881,337. 


881,338. 


881,339. 
881,351. 
881,359. 
881,366. 
881,390. 
881,404. 
881,419. 
881,420. 
881,435. 


881,457. 
881,467. 


881,470. 
881,472. 
881,480. 


881,487. 
881,488. 


ASHLAND AND DESIGN. U.S. CLS. 6 AND 15. 
(INT. CLS. 1, 2 AND 4). REG. 11-25-1969. 


PENNAD. U.S. CL. 6 (INT. CL. 2). REG. 
11-25-1969. 


AATREX (STYLIZED). U.S. CL. 6. (INT. CL. 5). 
REG. 11-25-1969. 

PEACOCK. U.S. CL. 
11-25-1969. 

MAJORETTE. U.S. CL. 22. (INT. CL. 28). REG. 
11-25-1969. 


RJS AND DESIGN. U.S. CL. 23. (INT. CL. 7). 
REG. 11-25-1969. 


MEASUREX. U.S. CL. 26. (INT. CL. 9). REG. 
11-25-1969. 

FSS (STYLIZED). U.S. CL. 28. (INT. CL. 14). 
REG. 11-25-1969. 


LA GRANDE. U.S. CL. 32. (INT. CL. 20). REG. 
11-25-1969. 

UNITED CHAIR AND DESIGN. U.S. CL. 32. 
(INT. CL. 20). REG. 11-25-1969. 


TROL-A-TEMP AND DESIGN. U.S. CL. 34. (INT. 
CL. 9). REG. 11-25-1969. 


ATLAS (STYLIZED). U.S. CL. 35. (INT. CL. 17). 
REG. 11-25-1969. 


GOLDENTRAC. U.S. CL. 35. (INT. CL. 12). REG. 
11-25-1969. 

ALSHIRE. US. CL. 36. 
11-25-1969. 

DUNHILL (STYLIZED). U.S. CL. 39. (INT. CL. 
25). REG. 11-25-1969. 


SOFEENE. U.S. CL. 42 ONLY. (INT. CL. 24). 
REG. 11-25-1969. 


CURVALON. U.S. CL. 39. (INT. CL. 25). REG. 
11-25-1969. 

VELFOAM. U.S. CL. 40. (INT. CL. 26). REG. 
11-25-1969. 

VETRAP. U.S. CL. 4. 
11-25-1969. 


MISCELLANEOUS DESIGN. U.S. CLS. 45 AND 
46. (INT. CLS. 29, 30, 31 AND 32). REG. 
11-25-1969. 


DEL MONTE. U.S. CLS. 45 AND 46. (INT. CLS. 
29, 30, 31 AND 32). REG. 11-25-1969. 


QUEEN PAK. U.S. CL. 46. (INT. CL. 30). REG. 
11-25-1969. 


NIBLET EARS. U.S. CL. 46. (INT. CL. 29). REG. 
11-25-1969. 

MUNCH MATES. U.S. CL. 46. (INT. CLS. 29 AND 
30). REG. 11-25-1969. 

ULTRABAN. U.S. CL. 51. (INT. CL. 5). REG. 
11-25-1969. 

SMASHING WHITE. U.S. CL. 52. (INT. CL. 3). 
REG. 11-25-1969. 


BABE RUTH BASEBALL AND DESIGN. US. 
CL. 100. (INT. CL. 42). REG. 11-25-1969. 


BABE RUTH BASEBALL. U.S. CL. 100. (INT. CL. 
42). REG. 11-25-1969. 


ESP AND DESIGN. U.S. CLS. 101 AND 102. (INT. 
CLS. 35 AND 36). REG. 11-25-1969. 


SET. U.S. CL. 102. (INT. CL. 36). REG. 11-25-1969. 


OWLY BIRD. U.S. CL. 105. (INT. CL. 39). REG. 
11-25-1969. 


CP AND DESIGN. U.S. CL. 106. (INT. CL. 40). 
REG. 11-25-1969. 


SEA AND DESIGN. U.S. CL. 107. (INT. CL. 41). 
REG. 11-25-1969. 


VENTADOME. U.S. CL. 19. (INT. CL. 12). REG. 
11-25-1969. 


EYE. U.S. CL. 38. (INT. CL. 16). REG. 11-25-1969. 


CHEMICAL-BIOLOGICAL ACTIVITIES. US. 
CL. 38. (INT. CL. 16). REG. 11-25-1969. 


19. (INT. CL. 


12). REG. 


(INT. CL. 9). REG. 


(INT. CL. 5). REG. 
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881,505. 


881,511. 


881,527. 


881,542. 


881,563. 


881,564. 


881,572. 


881,573. 
881,576. 


881,580. 


881,590. 


881,598. 


881,608. 


881,621. 


881,667. 


881,687. 


881,690. 


881,695. 


881,754. 


881,773. 


881,776. 


881,779. 


881,794. 


881,801. 


881,818. 


881,847. 


881,848. 


881,850. 


881,869. 


881,915. 


881,916. 
881,925. 


881,956. 


881,964. 
881,975. 
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PRE SET. US. CL. 51. 
11-25-1969. 


BETACOTE. INT. CL. 1. (US. CL. 1). RBG. 
12-2-1969. 

MISCELLANEOUS DESIGN. U.S. CL. 6 ONLY. 
(INT. CL. 17). REG. 12-2-1969. 

PERSOFTAL. U.S. CL. 6. (INT. CL. 1). REG. 
12-2-1969. 

DYNACRETE. U.S. CL. 12. (INT. CL. 19). REG. 
12-2-1969. 

IMPERVITITE. U.S. CL. 12. (INT. CL. 19). REG. 
12-2-1969. 

ALUM-A-CUT AND DESIGN. U.S. CL. 14. (INT. 
CL. 6). REG. 12-2-1969. 

U.DR. U.S. CL. 14. (INT. CL. 6). REG. 12-2-1969. 


MXP (STYLIZED). US. CL. 15. (INT. CL. 4). 
REG. 12-2-1969. 


EPO-LUX. US. CL. 
12-2-1969. 

MOOR-MA-STRESS. U.S. CL. 18. (INT. CL. 5). 
REG. 12-2-1969. 

KEFLEX. US. CL. 
12-2-1969. 

M AND DESIGN. U.S. CLS. 19 AND 23. (INT. 
CLS. 7 AND 12). REG. 12-2-1969. 


DUOTRONIC (STYLIZED). U.S. CL. 21. (INT. CL. 
9). REG. 12-2-1969. 


ATLAS (STYLIZED). U.S. CL. 23. (INT. CL. 8). 
REG. 12-2-1969. 


MERCO-MASTER. 
REG. 12-2-1969. 

OPTI-COPY. U.S. CL. 26. (INT. CL. 9). REG. 
12-2-1969. 

PAPPAGALLO (STYLIZED). U.S. CL. 28. (INT. 
CL. 14). REG. 12-2-1969. 


BROOKDALE. U.S. CL. 39. (INT. CL. 25). REG. 
12-2-1969. 

SAFE-T-J. US. CL. 4. 
12-2-1969. 

QP AND DESIGN. U.S. CL. 46. (INT. CL. 31). 
REG. 12-2-1969. 


PACKET BRAND AND DESIGN. US. CL. 4. 
(INT. CLS. 29 AND 30). REG. 12-2-1969. 


ROUND THE CLOCK. U.S. CL. 46. (INT. CL. 30). 
REG. 12-2-1969. 


K MART AND DESIGN. U.S. CL. 46. (INT. CL. 
29). REG. 12-2-1969. 

TRANSIL-MASK. U.S. CL. 50. (INT. CL. 16). REG. 
12-2-1969. 

HOT "N’ HEAVY. U.S. CL. 51. (INT. CL. 3). REG. 
12-2-1969. 

MONACID. U.S. CL. 52. (INT. CL. 3). REG. 
12-2-1969. 

CONTROL-PAKS. U.S. CL. 52. (INT. CL. 3). REG. 
12-2-1969. 

SAFE-T-SORB. U.S. CL. 52. (INT. CL. 4). REG. 
12-2-1969. 

PLANT AND DESIGN. U.S. CLS. 100 AND 103. 
(INT. CLS. 37 AND 42). REG. 12-2-1969. 

THE EXPLORERS CLUB. US. CL. 200. REG. 
12-2-1969. 

EC AND DESIGN. U.S. CL. 200. REG. 12-2-1969. 


RUCOTHANE. INT. CL. 1. (U.S. CL. 1). REG. 
12-9-1969. 


DILIGENT. U.S. CL. 6 (INT. CL. 3). REG. 
12-9-1969. 


BALAN. U.S. CL. 6. (INT. CL. 5). REG. 12-9-1969. 


FERRO-CAST. U.S. CL. 12. (INT. CL. 19). REG. 
12-9-1969. 


(INT. CL. 3). REG. 


16. (INT. CL. 2). REG. 


18. (INT. CL. 5). REG. 


US. CL. 26. (INT. CL. 9). 


(INT. CL. 10). REG. 
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881,982. 
881,988. 
881,999. 
882,002. 
882,007. 
882,019. 
882,029. 
882,036. 
882,155. 
882,156. 
882,180. 
882,196. 
882,199. 
882,208. 
882,234. 


882,259. 


882,271. 
882,282. 
882,285. 
882,294. 
882,302. 
882,306. 
882,321. 
882,352. 
882,353. 
882,354. 
882,357. 
882,385. 
882,404. 
882,422. 
882,475. 
882,478. 
882,523. 


882,551. 


882,574. 


MONO-FLYER (BLOCK FORM). U.S. CL. 12. 
(INT. CL. 6). REG. 12-9-1969. 

RR (STYLIZED). U.S. CLS. 13, 23, 26 AND 31. 
(INT. CLS. 6, 7, 9 AND 11). REG. 12-9-1969. 

UNL-CLIP. US. CL. 13. (INT. CL. 6. REG. 
12-9-1969. 

REDFLEX (STYLIZED). U.S. CL. 13. (INT. CLS. 6 
AND 17). REG. 12-9-1969. 

CROSS AND DESIGN. U.S. CL. 13. (INT. CL. 6). 
REG. 12-9-1969. 
DELIMA. US. CL. 

12-9-1969. 

CARGILL. U.S. CL. 
12-9-1969. 

REDIPAK. U.S. CL. 
12-9-1969. 

THE EXPLORERS NEWSLETTER. U.S. CL. 38. 
(INT. CL. 16). REG. 12-9-1969. 

EXPLORERS JOURNAL. U.S. CL. 38. (INT. CL. 
16). REG. 12-9-1969. 

CREPESSENCE. U.S. CL. 39. (INT. CL. 25). REG. 
12-9-1969. 

TABLE MAID. U.S. CL. 46. (INT. CL. 29). REG. 
12-9-1969. 

TRAN-STAY. U.S. CL. 50. (INT. CL. 16). REG. 
12-9-1969. 

ALGAMAR. U.S. CL. 51. (INT. CL. 3). REG. 
12-9-1969. 

PURASOFT. U.S. CL. 52. (INT. CL. 3). REG. 
12-9-1969. 

AMERICAN AUTOMOBILE ASSOCIATION. U.S. 
CLS. 100, 101, 102, 103, 105 AND 107. (INT. 
CLS. 35, 36, 37, 39, 41 AND 42). REG. 
12-9-1969. 

SURE CASH (STYLIZED). U.S. CL. 102. (INT. CL. 
36). REG. 12-9-1969. 

MISCELLANEOUS DESIGN. U.S. CL. 107. (INT. 
CL. 41). REG. 12-9-1969. 

DUCKS UNLIMITED AND DESIGN. U.S. CL. 
200. REG. 12-9-1969. 

BRAN-DEE. U.S. CL. 
12-9-1969. 

CONTOUR. U.S. CL. 22. (INT. CL. 28). REG. 
12-9-1969. 

TASTI-FLAKE. U.S. CL. 46. (INT. CL. 31). REG. 
12-9-1969. 

SERVING YOUR FARM BUSINESS. U.S. CL. 101. 
(INT. CL. 35). REG. 12-9-1969. 

K MART AND DESIGN. USS. CL. 5. (INT. CL. 
16). REG. 12-16-1969. 

HEAVY GRIP. U.S. CL. 5. (INT. CL. 1). REG. 
12-16-1969. 

SNAK-FLEX. U.S. CL. 5. (INT. CL. 
12-16-1969. 

F (STYLIZED). U.S. CL. 6. (INT. CL. 1). REG. 
12-16-1969. 

NORTHLAND. U.S. CL. 13. (INT. CL. 21). REG. 
12-16-1969. 

TELETRAM. U.S. CL. 19. (INT. CL. 12). REG. 
12-16-1969. 

MARQUETTE (BLOCK FORM). US. CLS. 21 
AND 34 ONLY. (INT. CLS. 6 AND 9). REG. 
12-16-1969. 

ACME. U.S. CL. 25. (INT. CL. 6). REG. 12-16-1969. 

MISCELLANEOUS DESIGN. U.S. CL. 26. (INT. 
CL. 9). REG. 12-16-1969. 

FABTUF. U.S. CL. 34. (INT. CL. 9). 
12-16-1969. 

THE STARS AND STRIPES THE NATIONAL 
TRIBUNE (STYLIZED). U.S. CL. 38. (INT. CL. 
16). REG. 12-16-1969. 

SUPER BUBBLE. U.S. CL. 46. (INT. CL. 30). REG. 
12-16-1969. 


15. (INT. CL. 4). REG. 
18. (INT. CL. 5). REG. 


18. (INT. CL. 5). REG. 


17. (INT. CL. 34). REG. 


1). REG. 


REG. 
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882,576. 
882,603. 
882,617. 
882,705. 
882,739. 
882,784. 
882,786. 


882,797. 


882,804. 


882,870. 


882,896. 


882,916. 


882,920. 


882,921. 


882,931. 


882,940. 


882,948. 


882,953. 


882,961. 


882,989. 


882,993. 


882,994. 


883,000. 


883,037. 


883,052. 


883,065. 


883,096. 
883,130. 


883,133. 


883,147. 


883,159. 


883,171. 


883,175. 
883,176. 


883,180. 
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SENECA. U.S. CL. 46. (INT. CL. 29). REG. 
12-16-1969. 


BEST EGG. U.S. CL. 52. (INT. CL. 3). REG. 
12-16-1969. 


STEWART. U.S. CLS. 100 AND 101. (INT. CLS. 35 
AND 42). REG. 12-16-1969. 


MUSKETEER (STYLIZED). U.S. CL. 6. (INT. CL. 
5). REG. 12-23-1969. 


MARK TEN. U.S. CL. 17. (INT. CL. 34). REG. 
12-23-1969. 


OSG. U.S. CLS. 23 AND 26. (INT. CLS. 7 AND 9). 
REG. 12-23-1969. 


BETTCHER. U.S. CL. 23. (INT. CL. 7). REG. 
12-23-1969. 


SNAPKLEEN. U.S. CL. 23. (INT. CL. 7). REG. 
12-23-1969. 


DURA PAK DP AND DESIGN. U.S. CL. 23. (INT. 
CL. 7). REG. 12-23-1969. 


CAVALIER (STYLIZED). U.S. CL. 34. (INT. CL. 
11). REG. 12-23-1969. 


LASER. U.S. CL. 37. 
12-23-1969. 


THE BRAVE AND THE BOLD. USS. CL. 38. (INT. 
CL. 16). REG. 12-23-1969. 


LAWRENCE EAGLE-TRIBUNE AND DESIGN. 
U.S. CL. 38. (INT. CL. 16). REG. 12-23-1969. 


TEEN TITANS. U.S. CL. 38. (INT. CL. 16). REG. 
12-23-1969. 


LAMIGAILIE (STYLIZED). U.S. CL. 39. (INT. 
CL. 25). REG. 12-23-1969. 


SOFT ’N SNUG. U.S. CL. 39. (INT. CL. 25). REG. 
12-23-1969. 


HAIG & DUNN AND DESIGN. U.S. CL. 39. (INT. 
CL. 25). REG. 12-23-1969. 


TELO. US. CL. 41. (INT. CL. 18). 
12-23-1969. 


PROLENE. U.S. CL. 44. (INT. CL. 
12-23-1969. 


LULABELLE. U.S. CL. 46. (INT. CLS. 29 AND 
31). REG. 12-23-1969. 


MIGHTY DOG. U.S. CL. 46. (INT. CL. 31). REG. 
12-23-1969. 


REGISTER OF MERIT AND DESIGN. USS. CL. 
46. (INT. CLS. 29, 30 AND 32). REG. ° 
12-23-1969. 


MONTMARTRE. U.S. CLS. 47 AND 49. (INT. CL. 
33). REG. 12-23-1969. 


THE RIGGER. U.S. CL. 100. (INT. CL. 42). REG. 
12-23-1969. 


CLOCK. U.S. CL. 
12-23-1969. 


ALMOND PLAZA. U.S. CL. 101. (INT. CL. 35). 
REG. 12-23-1969. 


JBL. U.S. CL. 103. (INT. CL. 37). REG. 12-23-1969. 


SELEMION. U.S. CLS. 6 AND 31. (INT. CL. 1). 
REG. 12-30-1969. 


GILL 33 B & P. US. CL. 6. (INT. CL. 1). REG. 
12-30-1969. 


AUTOCHEM. U.S. CL. 6. (INT. CL. 
12-30-1969. 


PNEUCON (STYLIZED). U.S. CL. 13. (INT. CL. 
6). REG. 12-30-1969. 


FLEXSHOWER. U.S. CL. 13. (INT. CL. 11). REG. 
12-30-1969. 


R.F.O. U.S. CL. 13. (INT. CL. 6). REG. 12-30-1969. 


KEELER. U.S. CL. 13. (INT. CL. 6). REG. 
12-30-1969. 


AQUA-SATIN. U.S. CL. 16. (INT. CL. 2). REG. 
12-30-1969. 


(INT. CL. 16). REG. 


REG. 


10). REG. 


100. (INT. CL. 42). REG. 


1). REG. 
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883,211. 


883,222. 
883,225. 
883,231. 


883,242. 
883,300. 
883,303. 


883,304. 
883,309. 
883,318. 
883,324. 
883,354. 
883,359. 
883,419. 
883,449. 
883,483. 
883,487. 
883,522. 
883,524. 
883,548. 
883,549. 
883,550. 
883,570. 
883,643. 
883,656. 


883,662. 
883,671. 
883,690. 


883,698. 
883,742. 
883,766. 


883,810. 
883,866. 
883,908. 
883,962. 
884,002. 
884,016. 


884,130. 


KROEPKE KONTROLS THE KEY TO SAFE 
DRIVING AND DESIGN. U.S. CL. 19. (INT. 
CL. 12). REG. 12-30-1969. 


TECO RUPTER. U.S. CL. 21. (INT. CL. 9). REG. 
12-30-1969. 


SPECTROCOMP. U.S. CL. 21. (INT. CL. 9). REG. 
12-30-1969. 


SW (STYLIZED). U.S. CL. 21. (INT. CL. 11). REG. 
12-30-1969. 


VIP. U.S. CL. 21. (INT. CL. 9). REG. 12-30-1969. 
PTX. U.S. CL. 23. (INT. CL. 7). REG. 12-30-1969. 


LEYBODIFF. U.S. CL. 23. (INT. CL. 7). REG. 
12-30-1969. 


HELLER. U.S. CL. 23. (INT. CL. 7). REG. 
12-30-1969. 


ATOMIC FOUR. U.S. CL. 23. (INT. CL. 7). REG. 
12-30-1969. 


WELEX. U.S. CL. 23. (INT. CL. 7). REG. 
12-30-1969. 


GREENLINE. U.S. CL. 23. (INT. CL. 7). REG. 
12-30-1969. 


J-C AND DESIGN. U.S. CL. 34. (INT. CL. 11). 
REG. 12-30-1969. 


JAGUAR. US. CL. 35. (INT. CL. 
12-30-1969. 


ADAMS-DEWEESE. U.S. CL. 44. (INT. CL. 10). 
REG. 12-30-1969. 


AIR FRESH. U.S. CL. 46. (INT. CL. 31). REG. 
12-30-1969. 


MISCELLANEOUS DESIGN. U.S. CL. 46. (INT. 
CL. 29). REG. 12-30-1969. 


PARK MANOR AND DESIGN. U.S. CL. 46. (INT. 
CL. 29). REG. 12-30-1969. 


S MART (STYLIZED). U.S. CL. 101. (INT. CL. 35). 
REG. 12-30-1969. 


WESTERN AUTO. U.S. CL. 101. (INT. CL. 35). 
REG. 12-30-1969. 


WESTERN AUTO. U.S. CL. 103. (INT. CL. 37). 
REG. 12-30-1969. 


BEAR. US. CL. 
12-30-1969. 


MISCELLANEOUS DESIGN. U.S. CL. 103. (INT. 
CL. 37). REG. 12-30-1969. 


TUF-SHEEN. U.S. CL. 16. (INT. CL. 2). REG. 
12-30-1969. 


UNELKO. US. CL. 
1-6-1970. 


CARTECH. U.S. CL. 
1-6-1970. 


ALERT. U.S. CL. 16. (INT. CL. 2). REG. 1-6-1970. 
THINZ. U.S. CL. 18. (INT. CL. 5). REG. 1-6-1970. 


POWR-PAK. U.S. CL. 21. (INT. CL. 7). REG. 
1-6-1970. 


REGIS. U.S. CL. 21. (INT. CL. 9). REG. 1-6-1970. 
JOLSON. U.S. CL. 23. (INT. CL. 7). REG. 1-6-1970. 


CARBONITE. U.S. CL. 31. (INT. CL. 1). REG. 
1-6-1970. 


H AND DESIGN. U.S. CL. 39. (INT. CL. 25). REG. 
1-6-1970. 

MISCELLANEOUS DESIGN. U.S. CL. 46. (INT. 
CLS. 29 AND 30). REG. 1-6-1970. 

NEUTROGENA RAINBATH (STYLIZED). U.S. 
CL. 51. (INT. CL. 3). REG. 1-6-1970. 

CARMAN. U.S. CL. 23. (INT. CL. 7). REG. 
1-6-1970. 

DOLOMAX (STYLIZED). U.S. CL. 12. (INT. CL. 
19). REG. 1-13-1970. 

HALTS-RUST. U.S. CL. 16. (INT. CL. 2). REG. 
1-13-1970. 

RICHARD M. DANA. USS. CL. 28. (INT. CLS. 8 
AND 14). REG. 1-13-1970. 


17). REG. 


103. (INT. CL. 37). REG. 


12. (INT. CL. 19). REG. 


14. (INT. CL. 6). REG. 
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884,131. 


884,139. 


884,141. 


884,145. 


884,160. 


884,249. 


884,260. 
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RICHARD M. DANA (STYLIZED). U.S. CL. 28. 
(INT. CLS. 8 AND 14). REG. 1-13-1970. 


GRIT GUARD. U.S. CL. 31. (INT. CL. 11). REG. 
1-13-1970. 


MASTER-BILT. U.S. CL. 31. (INT. CL. 11). REG. 
1-13-1970. 


PORTA STORAGE. U.S. CL. 32. (INT. CL. 20). 
REG. 1-13-1970. 


MED-A-COUNTING. U.S. CL. 37. (INT. CL. 16). 
REG. 1-13-1970. 


GREEN GIANT. U.S. CL. 46. (INT. CL. 29). REG. 
1-13-1970. 


COCKTAIL PEP. U.S. CL. 46. (INT. CL. 29). REG. 
1-13-1970. 


SPANADA AND DESIGN. U.S. CL. 47. (INT. CL. 
33). REG. 1-13-1970. 


TOWER (STYLIZED). U.S. CL. 50. (INT. CL. 6). 
REG. 1-13-1970. 


SAFON. U.S. CL. 52. (INT. CL. 3). REG. 1-13-1970. 

ACCESS. U.S. CLS. 100 AND 101. (INT. CLS. 35 
AND 42). REG. 1-13-1970. 

ATCC. US. CL. 100. (INT. CL. 42). REG. 
1-13-1970. 

SOUTHERN IMPORTERS (STYLIZED). U.S. CL. 
101. (INT. CL. 35). REG. 1-13-1970. 


K MART AND DESIGN. U.S. CL. 101. (INT. CL. 
35). REG. 1-13-1970. 


DMA AND DESIGN. U.S. CL. 103. (INT. CL. 37). 
REG. 1-13-1970. 


POLAROID. U.S. CL. 106. (INT. CL. 40). REG. 
1-13-1970. 


MINI-STIX. U.S. CL. 46. (INT. CL. 29). REG. 
1-13-1970. 


SHEER NECTARINE. U.S. CL. 51. (INT. CL. 3). 
REG. 1-13-1970. 


DOALL AND DESIGN. US. CL. 5. (INT. CL. 1). 
REG. 1-20-1970. 


FONDER-RIM. U.S. CL. 6. (INT. CL. 1). REG. 
1-20-1970. 


THIS SURFACE IS PROTECTED WITH G GILL- 
COAT NEVER NEEDS PAINTING AND 
DESIGN. U.S. CL. 12. (INT. CL. 17). REG. 
1-20-1970. 


MMISCELLANEOUS DESIGN. U.S. CL. 23. (INT. 
CL. 7). REG. 1-20-1970. 


BEVEL-BLOC. U.S. CL. 23. (INT. CL. 7). REG. 
1-20-1970. 


DRUM JOCKEY AND DESIGN. US. CL. 23. 
(INT. CL. 7). REG. 1-20-1970. 


TRIMAR. U.S. CL. 26. (INT. CL. 
1-20-1970. 


MISCELLANEOUS DESIGN. U.S. CL. 46. (INT. 
CL. 30). REG. 1-20-1970. 


CLAROLA. U.S. CL. 46. (INT. CL. 29). REG. 
1-20-1970. 


K MART AND DESIGN. U.S. CL. 51. (INT. CL. 
3). REG. 1-20-1970. 


TSC AND DESIGN. U.S. CL. 101. (INT. CL. 35). 
REG. 1-20-1970. 


4C. U.S. CL. 6. (INT. CL. 5). REG. 1-27-1970. 

MOTS. U.S. CL. 6. (INT. CL. 1). REG. 1-27-1970. 

COBRA (STYLIZED). U.S. CL. 21. (INT. CL. 9). 
REG. 1-27-1970. 

SYSTEM. US. CL. 22. (INT. CL. 28). REG. 
1-27-1970. 

OK CHAMPION (STYLIZED). U.S. CL. 23. (INT. 
CL. 7). REG. 1-27-1970. 

SAFETY BOY. U.S. CL. 23. (INT. CL. 8). REG. 
1-27-1970. 


1). REG. 
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884,999. 
885,005. 
885,008. 
885,076. 
885,095. 
885,177. 
885,228. 
885,231. 
885,248. 
885,251. 
885,259. 
885,294. 
885,319. 
885,415. 
885,435. 
885,443. 
885,446. 
885,448. 
885,450. 


885,451. 
885,510. 
885,598. 


885,600. 
885,691. 
885,731. 
885,741. 
885,747. 
885,755. 
885,807. 
885,814. 
885,834. 
885,852. 


885,860. 
885,865. 


885,867. 


886,119. 
886,126. 


886,185. 


MICHELANGELO. U.S. CL. 23. (INT. CL. 8). 


REG. 1-27-1970. 


CLEVELAND. U.S. CL. 23. (INT. CL. 7). REG. 


1-27-1970. 

O AND DESIGN. U.S. CL. 23. (INT. CL. 7). REG. 
1-27-1970. 

PEDIATRIC WORLD. U.S. CL. 38. (INT. CL. 16). 
REG. 1-27-1970. 

MILLER’S AND DESIGN. U.S. CLS. 39 AND 101. 
(INT. CLS. 25 AND 35). REG. 1-27-1970. 

K MART AND DESIGN. U.S. CL. 51. (INT. CL. 
3). REG. 1-27-1970. 

TAYLOR SUDDEN SERVICE AND DESIGN. 
U.S. CL. 103. (INT. CL. 37). REG. 1-27-1970. 

K MART AND DESIGN. U.S. CL. 103. (INT. CL. 
37). REG. 1-27-1970. 

JON & ROBIN. U.S. CL. 107. (INT. CL. 41). REG. 
1-27-1970. 

POWEREED AND DESIGN. U.S. CL. 21. (INT. 
CL. 9). REG. 1-27-1970. 
MUSIC WITH A MESSAGE. U.S. CL. 38. (INT. 
CL. 16). REG. 1-27-1970. 
TURBO-CASCADE. U.S. CL. 
REG. 2-3-1970. 
EFUDEX. US. CL. 
2-3-1970. 

CHANDLER. U.S. CL. 23. (INT. CL. 7). 
2-3-1970. 

HYDROLAB. U.S. CL. 26. (INT. CL. 9). 
2-3-1970. 

WORLDIAL. U.S. CL. 27. (INT. CL. 14). 
2-3-1970. 

MARINE STAR. U.S. CL. 27. (INT. CL. 14). 
2-3-1970. 

OCEANTIMER. U.S. CL. 27. (INT. CL. 14). 
2-3-1970. 


SEA DEVIL. U.S. CL. 27. (INT. CL. 14). 
2-3-1970. 


SONY. U.S. CL. 28. (INT. CL. 14). REG. 2-3-1970. 

T & D. US. CL. 38. (INT. CL. 16). REG. 2-3-1970. 

MAXI BLONDE. USS. CL. 51. (INT. CL. 3). REG. 
2-3-1970. 

BASIC WHITE. U.S. CL. 51. (INT. CL. 3). REG. 
2-3-1970. 

CHEM-TREND. U.S. CLS. 6 AND 52. (INT. CL. 1). 
REG. 2-10-1970. 


GLASSDUR. U.S. CL. 
2-10-1970. 


DECONAMINE. US. CL. 18. (INT. CL. 5). 
2-10-1970. 


STAT-PAK. U.S. CL. 
2-10-1970. 


TOTE WAGON. U.S. CL. 19. (INT. CL. 12). 
2-10-1970. 


FAIRMONT. U.S. CL. 13. (INT. CL. 21). 
2-10-1970. 


Cl (STYLIZED). U.S. CL. 23. (INT. CL. 7). REG. 
2-10-1970. 


QUICK-SET. U.S. CL. 26. (INT. CL. 9). 
2-10-1970. 


FAIRMONT. U.S. CL. 28. (INT. CL. 14). 
2-10-1970. 


SONY. U.S. CL. 30. (INT. CL. 21). REG. 2-10-1970. 


BODY-BRACER. U.S. CL. 32. (INT. CL. 20). REG. 
2-10-1970. 


POSTURE RITE. U.S. CL. 32. (INT. CL. 6). REG. 
2-10-1970. 


SONY. U.S. CL. 3. (INT. CL. 18). REG. 2-17-1970. 


K MART AND DESIGN. U.S. CL. 4. (INT. CL. 3). 
REG. 2-17-1970. 


TEMPRESIST. U.S. CL. 14. (INT. CL. 6. REG. 
2-17-1970. 


13. (INT. CL. 6). 


18. (INT. CL. 5). REG. 


REG. 


REG. 


16. (INT. CL. 2). 


REG. 


18. (INT. CL. 5). 


REG. 


REG. 


REG. 
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886,195. 


886,211. 


886,280. 


886,371. 


886,401. 


886,412. 


886,423. 


886,564. 


886,632. 


886,717. 


886,725. 


886,752. 


886,789. 


886,803. 


886,835. 


886,866. 


886,878. 


886,884. 


887,007. 


887,025. 


887,083. 


887,128. 


887,132. 
887,182. 


887,284. 


887,300. 


887,339. 


887,347. 


887,361. 


887,377. 


887,464. 


887,517. 


887,526. 


887,576. 


887,732. 
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ENDURANCE. U.S. CL. 15. (INT. CL. 4). REG. 
2-17-1970. 

K MART AND DESIGN. U.S. CL. 18. (INT. CL. 
5). REG. 2-17-1970. 

MAV AND DESIGN. U.S. CL. 23. (INT. CL. 7). 
REG. 2-17-1970. 

EXHIBIT FORMAT. U.S. CL. 38. (INT. CL. 16). 
REG. 2-17-1970. 

TOPSTICK. U.S. CL. 40. (INT. CL. 26). REG. 
2-17-1970. 

SOVEREIGN. U.S. CL. 44. (INT. CL. 10). REG. 
2-17-1970. 

BELLAGIO. U.S. CL. 46. (INT. CL. 30). REG. 
2-17-1970. 

P AND DESIGN. US. CL. 2. (INT. CL. 21). REG. 
2-24-1970. 

TOMORROW’S TECHNOLOGY TODAY. USS. 
CL. 21. (INT. CL. 9). REG. 2-24-1970. 

CLARITE (STYLIZED). U.S. CL. 31. (INT. CL. 
11). REG. 2-24-1970. 

EUTECTIC. U.S. CL. 34. (INT. CL. 
2-24-1970. 

ROBERT STEWART. U.S. CL. 39. (INT. CL. 25). 
REG. 2-24-1970. 

OPTOSIL. US. CL. 4. 
2-24-1970. 

ZUM ZUM AND DESIGN. U.S. CL. 46. (INT. 
CLS. 29 AND 30). REG. 2-24-1970. 

ODESSA. U.S. CL. 49. (INT. CL. 33). 
2-24-1970. 

PUSH AND DESIGN. U.S. CL. 52. (INT. CL. 3). 
REG. 2-24-1970. 

ANGELO’S PIZZA A AND DESIGN. U.S. CL. 
100. (INT. CL. 42). REG. 2-24-1970. 


ABS AMERICAN BREEDERS SERVICE AND 
DESIGN. U.S. CL. 100. (INT. CL. 42). REG. 
2-24-1970. 


EUTECTIC. U.S. CL. 
3-3-1970. 


ATTENUVAX. U.S. CL. 18. (INT. CL. 5). REG. 
3-3-1970. 


TRIM (STYLIZED). U.S. CL. 23. (INT. CL. 8). 
REG. 3-3-1970. 


AMERICAN EAGLE. U.S. CL. 23. (INT. CL. 8). 
REG. 3-3-1970. 


SPRINT. U.S. CL. 23. (INT. CL. 8). REG. 3-3-1970. 

U.S. MEDICINE. U.S. CL. 38. (INT. CL. 16). REG. 
3-3-1970. 

Vv AND DESIGN. U.S. CL. 102. (INT. CL. 36). 
REG. 3-3-1970. 

DAY OF DISCOVERY. U.S. CL. 107. (INT. CL. 
41). REG. 3-3-1970. 

PARA-SLAG. U.S. CL. 6. (INT. CL. 1). 
3-10-1970. 

APA AND DESIGN. U.S. CL. 12. (INT. CL. 19). 
REG. 3-10-1970. 
CLIMATE GUARD. US. CL. 14. (INT. CL. 6). 
REG. 3-10-1970. 
ACNE-AID. U.S. CL. 
REG. 3-10-1970. 
ECON-O-MIZER. U.S. CL. 23. (INT. CL. 7). REG. 
3-10-1970. 

BOUTIQUE. U.S. CL. 37. (INT. CL. 
3-10-1970. 

SALT WATER SPORTSMAN (STYLIZED). U.S. 
CL. 38. (INT. CL. 16). REG. 3-10-1970. 

LUMBERCAMP STYLE. U.S. CL. 46. (INT. CL. 
30). REG. 3-10-1970. 


SHINGLE SHAKES AND DESIGN. U.S. CL. 12. 
(INT. CL. 6). REG. 3-17-1970. 


1). REG. 


(INT. CL. 5). REG. 


REG. 


14. (INT. CL. 6). REG. 


REG. 


18 ONLY. (INT. CL. 5). 


16). REG. 
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887,972. KELTROL. U.S. CL. 46. (INT. CL. 1). REG. 
3-17-1970. 
888,048. MISCELLANEOUS DESIGN. U.S. CL. 103. (INT. 
CL. 37). REG. 3-17-1970. 
HEADMASTER. U.S. CL. 13. (INT. CL. 6). REG. 
3-24-1970. 
ANSONIA. U.S. CL. 27. (INT. CL. 14). REG. 
3-24-1970. 
HIPERFORM (STYLIZED). U.S. CL. 31. (INT. CL. 
11). REG. 3-24-1970. 


SIMPHOS. U.S. CL. 46. (INT. CL. 31). REG. 
3-24-1970. 

SUPRA. U.S. CL. 4. (INT. CL. 3). REG. 3-31-1970. 

CLINGSKIN. U.S. CL. 39. (INT. CL. 25). REG. 
3-31-1970. 

RODEO AND DESIGN. U.S. CL. 39. (INT. CL. 
25). REG. 3-31-1970. 

DAIRI-BRITE. U.S. CL. 52. (INT. CL. 3). REG. 
3-31-1970. 

ROXANTHIN. U.S. CL. 46. (INT. CL. 2). REG. 
4-7-1970. 

GLIDER-PLATE. U.S. CL. 23. (INT. CL. 7). REG. 
4-28-1970. 


X-L. U.S. CL. 46. (INT. CL. 29). REG. 4-28-1970. 
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The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


969,087. 


1,318,299. 


1,424,766. 
1,461,279. 


1,492,111. 
1,492,183. 
1,503,693. 


1,157,669. 
1,165,851. 


1,179,708. 


1,209,240. 
1,211,766. 


1,211,921. 
1,213,035. 
1,214,361. 
1,214,488. 


1,223,189. 


1,225,134. 
1,229,258. 
1,236,649. 


1,241,004. 


1,241,006. 
1,241,007. 
1,241,009. 


1,241,013. 


1,241,016. 
1,241,025. 
1,241,028. 


1,241,029. 
1,241,030. 
1,241,031. 


SECTION 7(D) 


BUSY BUDDYS (STYLIZED). U.S. CL. 22. REG. 
9-25-1973. 


ERIC TURBOTREADS (STYLIZED). INT. CL. 25. 
REG. 2-5-1985. 


POWER PLAY. INT. CL. 12. REG. 1-13-1987. 


HOWARD JOHNSON PARK SQUARE INN. INT. 
CLS. 35 AND 42. REG. 10-13-1987. 


INFA-GRIP. INT. CL. 10. REG. 6-14-1988. 
SLIMPAK. INT. CL. 16. REG. 6-14-1988. 
PROTO-FAX. INT. CL. 9. REG. 9-13-1988. 


COMMON SENSE. INT. CL. 20. REG. 6-16-1981. 


KEITH COLE LABORATORIES. INT. CL. 40. 
REG. 8-18-1981. 


GERARD BOLLEI AND DESIGN. INT. CLS. 3, 
14, 21 AND 26 ONLY. REG. 12-1-1981. 


MIMA (STYLIZED). INT. CL. 42. REG. 9-14-1982. 


MMMUFFINS (STYLIZED). INT. CL. 30. REG. 
10-5-1982. 


MMMUFFINS. INT. CL. 42. REG. 10-5-1982. 
SUPER MARK IT. INT. CL. 9. REG. 10-19-1982. 
SYNTAX. INT. CL. 40. REG. 10-26-1982. 


SAFEFLAME AND DESIGN. INT. CL. 11. REG. 
10-26-1982. 


ACS AUDIO COURSES AND DESIGN. INT. CL. 
9. REG. 1-11-1983. 


GLASGO. INT. CL. 25. REG. 1-25-1983. 
TRAVEL-AIRE. INT. CL. 6. REG. 3-8-1983. 


COPY WHIZ COPY WHIZ PRINTING CENTER 
INC. AND DESIGN. INT. CL. 35. REG. 
5-3-1983. 


TOMCO AND DESIGN. 
6-7-1983. 


DISTEL (STYLIZED). INT. CL. 9. REG. 6-7-1983. 
TRACE-A-MATIC. INT. CL. 9. REG. 6-7-1983. 


DEKTAK Il (STYLIZED). INT. CL. 9. REG. 
6-7-1983. 


ALLENBACH INDUSTRIES. INT. CL. 9. REG. 
6-7-1983. 


FLEXI-PROBE. INT. CL. 9. REG. 6-7-1983. 
BIOSUL. INT. CL. 10. REG. 6-7-1983. 


BIO-SIL (STYLIZED). INT. CL. 
6-7-1983. 


“OSTO-BINDER”. INT. CL. 10. REG. 6-7-1983. 
SP-PROSTHESIS. INT. CL. 10. REG. 6-7-1983. 
HEMALET. INT. CL. 10. REG. 6-7-1983. 


INT. CL. 9. REG. 


10. REG. 
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1,241,033. 
1,241,041. 
1,241,042. 


1,241,043. 
1,241,044. 


1,241,045. 


1,241,046. 
1,241,047. 


1,241,048. 
1,241,051. 


1,241,053. 


1,241,055. 


1,241,069. 
1,241,070. 
1,241,075. 
1,241,077. 


1,241,080. 
1,241,081. 
1,241,126. 


1,241,127. 
1,241,128. 


1,241,129. 


1,241,135. 


1,241,136. 


1,241,140. 


1,241,141. 


1,241,142. 


1,241,143. 


1,241,144. 


1,241,145. 
1,241,148. 


1,241,162. 
1,241,163. 


1,241,165. 
1,241,166. 


HANSATON. INT. CL. 10. REG. 6-7-1983. 
HYL. INT. CL. 11. REG. 6-7-1983. 


STEKLARNA HRASTNIK AND DESIGN. 
CLS. 11 AND 21. REG. 6-7-1983. 


REFLECTEE. INT. CL. 11. REG. 6-7-1983. 


ROMAN FOUNTAINS AND DESIGN. INT. CL. 
11. REG. 6-7-1983. 


ROTORDISK (STYLIZED). INT. CL. 11. 
6-7-1983. 


ROTORDISK. INT. CL. 11. REG. 6-7-1983. 


LE POTIER D’ETAIN BF AND DESIGN. INT. 
CLS. 11 AND 21. REG. 6-7-1983. 


TURBO-VAC. INT. CL. 11. REG. 6-7-1983. 


KRISTALUXUS AND DESIGN. INT. CLS. 11, 21 
AND 34. REG. 6-7-1983. 


FAN COMPANY OF AMERICA AND DESIGN. 
INT. CL. 11. REG. 6-7-1983. 


SUN RAY AND DESIGN. INT. CL. Il. 
6-7-1983. 


VAPOMAX. INT. CL. 11. REG. 6-7-1983. 
TOUCHMATIC IL. INT. CL. 11. REG. 6-7-1983. 
SURE CARE. INT. CL. 12. REG. 6-7-1983. 


TRIPLE TUB AND DESIGN. INT. CL. 12. REG. 
6-7-1983. 


SRO AND DESIGN. INT. CL. 12. REG. 6-7-1983. 
PD (STYLIZED). INT. CL. 12. REG. 6-7-1983. 


JJ JIFFY PACKAGING (STYLIZED). INT. CL. 16. 
REG. 6-7-1983. 


THE BLUE EAGLE. INT. CL. 16. REG. 6-7-1983. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
6-7-1983. 


SOFTSIDE (STYLIZED). 
6-7-1983. 


TSR THE GAME WIZARDS AND DESIGN. INT. 
CLS. 16 AND 28. REG. 6-7-1983. 


TOP SHELF (STYLIZED). INT. CL. 
6-7-1983. 


SL OAGON (STYLIZED). 
6-7-1983. 


TARGET THE POLITICAL CARTOON QUAR- 
TERLY. INT. CL. 16. REG. 6-7-1983. 


SPORT HORSE (STYLIZED). INT. CL. 16. REG. 
6-7-1983. 


PHYSICIAN & PATIENT. 
6-7-1983. 


MM MATERIA MEDICA (STYLIZED). INT. CL. 
16. REG. 6-7-1983. 


EDGES. INT. CL. 16. REG. 6-7-1983. 


NEONATAL NETWORK. INT. CL. 
6-7-1983. 


PERSONAL ASSET. INT. CL. 16. REG. 6-7-1983. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
6-7-1983. 


UNI-TRIP. INT. CL. 16. REG. 6-7-1983. 


ARION, LORD OF ATLANTIS. INT. CL. 16. 
REG. 6-7-1983. 


INT. 


REG. 


REG. 


INT. CL. 16. REG. 


16. REG. 


INT. CL. 16. REG. 


INT. CL. 16. REG. 


16. REG. 
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1,241,168. 


1,241,170. 
1,241,173. 
1,241,175. 
1,241,178. 
1,241,180. 
1,241,182. 


1,241,183. 
1,241,184. 
1,241,185. 
1,241,186. 


1,241,187. 
1,241,411. 
1,241,414. 
1,241,415. 
1,241,416. 
1,241,440. 
1,241,486. 


1,241,487. 
1,241,488. 


1,241,508. 
1,241,510. 


1,241,512. 


1,241,515. 
1,241,516. 


1,241,518. 
1,241,519. 


1,241,521. 


1,241,525. 


1,241,526. 
1,241,580. 


1,241,581. 


1,241,582. 


1,241,583. 


1,241,584. 
1,241,585. 


1,241,586. 


1,241,587. 
1,241,588. 


1,241,589. 
1,241,590. 
1,241,612. 
1,241,613. 


1,241,614. 
1,241,617. 


BETTER READING PROGRAM, INC. AND 
DESIGN. INT. CL. 16. REG. 6-7-1983. 


LONG ON STRONG. INT. CL. 16. REG. 6-7-1983. 
SECUREX. INT. CL. 17. REG. 6-7-1983. 
SUPERFLEX. INT. CL. 17. REG. 6-7-1983. 
CRYOPUR. INT. CL. 17. REG. 6-7-1983. 

BON SAC. INT. CL. 18. REG. 6-7-1983. 


DT AND DESIGN. INT. CLS. 19, 37 AND 42. 
REG. 6-7-1983. 


SOLARGY. INT. CL. 19. REG. 6-7-1983. 
SUNERGY. INT. CL. 19. REG. 6-7-1983. 
FIBER-LITE. INT. CL. 19. REG. 6-7-1983. 


TROPICANA AND DESIGN. INT. CL. 19. REG. 
6-7-1983. 


SHOWER STAR. INT. CL. 19. REG. 6-7-1983. 
FANTASTICARD. INT. CL. 36. REG. 6-7-1983. 
SR (STYLIZED). INT. CL. 36. REG. 6-7-1983. 


BOSS CARD (STYLIZED). INT. CL. 36. REG. 
6-7-1983. 


BOSS’S BANKER (STYLIZED). 
REG. 6-7-1983. 


FARMERS STATE BANK AND DESIGN. INT. 
CL. 36. REG. 6-7-1983. 


SAS SCANDINAVIAN AIRLINES 
DESIGN. INT. CL. 39. REG. 6-7-1983. 


GUASCOR. INT. CL. 39. REG. 6-7-1983. 


G GUASCOR AND DESIGN. INT. CL. 39. REG. 
6-7-1983. 


V (STYLIZED). INT. CL. 40. REG. 6-7-1983. 


THE SILENCERS AND DESIGN. INT. CL. 41. 
REG. 6-7-1983. 


SILVER SLIPPER. INT. CLS. 41 AND 42. REG. 
6-7-1983. 


THE VITAL LINK. INT. CL. 41. REG. 6-7-1983. 


HEA.D Il (STYLIZED). INT. CL. 41. REG. 
6-7-1983. 


AEROBICISE. INT. CL. 41. REG. 6-7-1983. 


VIDEO DEPOT AND DESIGN. INT. CL. 41. 
REG. 6-7-1983. 


MISCELLANEOUS DESIGN. INT. CL. 41. REG. 
6-7-1983. 


HOT SUMMER (STYLIZED). INT. CL. 41. REG. 
6-7-1983. 


FYL INT. CL. 41. REG. 6-7-1983. 


MISCELLANEOUS DESIGN. INT. CL. 42. 
6-7-1983. 


SPITZER AND DESIGN. 
6-7-1983. 


SPITZER (STYLIZED). 
6-7-1983. 


MISCELLANEOUS DESIGN. INT. CL. 42. 
6-7-1983. 


WIFEMISTRESS. INT. CL. 42. REG. 6-7-1983. 


DIOGENES AND DESIGN. INT. CL. 42. REG. 
6-7-1983. 


PLAZA HOLIDAY INN. 
6-7-1983. 


PALOMAR. INT. CL. 42. REG. 6-7-1983. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
6-7-1983. 


CREATIVE CATERERS. 
6-7-1983. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
6-7-1983. 


PROVIGO AND DESIGN. INT. CL. 42. REG. 
6-7-1983. 


TMA (STYLIZED). INT. CL. 42. REG. 6-7-1983. 
KERO-MART. INT. CL. 42. REG. 6-7-1983. 


NEW DAY CENTERS, INC. SUBSTANCE 
ABUSE SERVICES AND DESIGN. INT. CL. 
42. REG. 6-7-1983. 


INT. CL. 36. 


AND 


REG. 
INT. CL. 42. REG. 
INT. CL. 42. REG. 


REG. 


INT. CL. 42. REG. 


INT. CL. 42. REG. 
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1,241,621. 


1,241,624. 
1,241,670. 


1,241,671. 
1,241,678. 
1,241,679. 


1,241,924. 
1,241,925. 
1,241,926. 
1,241,927. 
1,241,932. 


1,241,933. 
1,241,937. 
1,241,940. 
1,241,941. 


1,241,944. 


1,241,945. 
1,241,946. 
1,241,947. 


1,241,953. 
1,241,955. 
1,242,003. 
1,242,004. 


1,242,005. 
1,242,006. 


1,242,007. 
1,242,080. 


1,242,081. 
1,242,083. 
1,242,084. 


1,242,485. 
1,242,554. 


1,242,556. 
1,242,559. 
1,242,560. 
1,242,563. 
1,242,565. 
1,242,573. 


1,242,576. 
1,242,578. 


1,242,581. 
1,242,607. 
1,242,626. 
1,242,629. 
1,242,631. 
1,242,633. 


T™ 233 


THE ATRIUM AND DESIGN. INT. CL. 42. REG. 
6-7-1983. 


NSI (STYLIZED). INT. CL. 42. REG. 6-7-1983. 


THE COOK’S MAGAZINE. INT. CL. 16. REG. 
6-7-1983. 


TEXAS TRACK & FIELD NEWS. INT. CL. 16. 
REG. 6-7-1983. 


LOVED ONE’S REMEMBERANCE PLAQUE. 
INT. CL. 20. REG. 6-7-1983. 


THE STORE FOR PIPE FURNITURE. INT. CL. 
20. REG. 6-7-1983. 


PORTA POWER 110. INT. CL. 9. REG. 6-14-1983. 
SOF TEACH. INT. CL. 9. REG. 6-14-1983. 
XENO FILE. INT. CL. 9. REG. 6-14-1983. 
SSI AND DESIGN. INT. CL. 9. REG. 6-14-1983. 


AQUAGUARD (STYLIZED). INT. CL. 9. REG. 
6-14-1983. 


CIRA. INT. CL. 9. REG. 6-14-1983. 
RTR AND DESIGN. INT. CL. 9. REG. 6-14-1983. 
GALA. INT. CL. 9. REG. 6-14-1983. 


IG INFORMATICS GENERAL CORPORATION 
(STYLIZED). INT. CL. 9. REG. 6-14-1983. 


CRIME ENDER AND DESIGN. INT. CL. 9. REG. 
6-14-1983. 


SPECTRASPOT. INT. CL. 9. REG. 6-14-1983. 
FANTASEES. INT. CL. 9. REG. 6-14-1983. 


APSARA (STYLIZED). INT. CL. 9%. 
6-14-1983. 


AQUALIZER. INT. CL. 10. REG. 6-14-1983. 
DERMA-PRESS. INT. CL. 10. REG. 6-14-1983. 
CASTROL. INT. CL. 14. REG. 6-14-1983. 


NATIONAL ASSOCIATION OF POWER ENGI- 
NEERS U.S.A. ORGANIZED OCT.25 1882 23 
X 48 16 AND DESIGN. INT. CLS. 14, 16 AND 
41. REG. 6-14-1983. 


F PONCET-FAGUET (STYLIZED). INT. CL. 14. 
REG. 6-14-1983. 


JONATHAN HART (STYLIZED). INT. CL. i4. 
REG. 6-14-1983. 


LANTON. INT. CL. 14. REG. 6-14-1983. 


SA NATIONAL INVESTOR NEWS AND 
DESIGN. INT. CL. 16. REG. 6-14-1983. 


INSTANT WITH IDC AND DESIGN. INT. CL. 
16. REG. 6-14-1983. 


FORMMATES AND DESIGN. INT. CL. 16. REG. 
6-14-1983. 


T-BOOK (STYLIZED). 
6-14-1983. 


ALCLEN. INT. CL. 3. REG. 6-21-1983. 


BEAUTIFUL THINGS THAT SAY, BEYOND 
WORDS, WHO YOU ARE. INT. CLS. 6, 16, 20 
AND 21. REG. 6-21-1983. 


COW COUNTRY. INT. CL. 6. REG. 6-21-1983. 
STOCK MASTER. INT. CL. 6. REG. 6-21-1983. 
CON-FIXX. INT. CL. 6. REG. 6-21-1983. 

ZIP-LOC. INT. CL. 6. REG. 6-21-1983. 

STOCK MATE. INT. CL. 6. REG. 6-21-1983. 


COGIS AND DESIGN. INT. CL. 7. 
6-21-1983. 


ATM. INT. CL. 7. REG. 6-21-1983. 


JAC. DEVRIES AND DESIGN. INT. CL. 7. REG. 
6-21-1983. 


ALPHA. INT. CL. 7. REG. 6-21-1983. 

SUPER SPOTTER IL. INT. CL. 9. REG. 6-21-1983. 
OREIA II B-HCG. INT. CL. 9. REG. 6-21-1983. 
DURA-KEV. INT. CL. 9. REG. 6-21-1983. 

SMOKE SHELTER. INT. CL. 9. REG. 6-21-1983. 
TEL-IV. INT. CL. 9. REG. 6-21-1983. 


REG. 


INT. CL. 16. REG. 


REG. 
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1,242,636. 
1,242,637. 
1,242,640. 
1,242,644. 
1,242,651. 
1,242,653. 
1,242,662. 
1,242,663. 


1,242,664. 
1,242,665. 


1,242,671. 
1,242,672. 
1,242,676. 
1,242,677. 
1,242,678. 
1,242,680. 
1,242,685. 
1,243,435. 


1,243,487. 
1,243,488. 
1,243,495. 


1,243,500. 
1,243,501. 
1,243,505. 
1,243,506. 
1,243,508. 
1,243,511. 
1,243,516. 


1,243,517. 


1,243,518. 
1,243,520. 
1,243,522. 
1,243,524. 
1,243,526. 
1,243,527. 
1,243,528. 
1,243,532. 
1,243,534. 
1,243,535. 
1,243,537. 
1,243,543. 
1,243,544. 


1,243,546. 
1,243,547. 
1,243,549. 
1,243,551. 
1,243,552. 
1,243,554. 
1,243,558. 
1,243,561. 
1,243,562. 


1,243,563. 


SUN SUMMER. INT. CL. 9. REG. 6-21-1983. 
ACCUMAPS. INT. CL. 9. REG. 6-21-1983. 
VERSATOR. INT. CL. 9. REG. 6-21-1983. 
GEN-A-SCREEN. INT. CL. 9. REG. 6-21-1983. 
HBST. INT. CL. 9. REG. 6-21-1983. 
SAVE-A-SMILE. INT. CL. 9. REG. 6-21-1983. 
HELP MATE. INT. CL. 9. REG. 6-21-1983. 


POWERFLO (STYLIZED). INT. CL. 9. REG. 
6-21-1983. 


RAMP. INT. CL. 9. REG. 6-21-1983. 


MISCELLANEOUS DESIGN. INT. CL. 9. REG. 
6-21-1983. 


TONMETER II. INT. CL. 9. REG. 6-21-1983. 
PERFECTACOLOR. INT. CL. 9. REG. 6-21-1983. 
TUSONIX. INT. CL. 9. REG. 6-21-1983. 

MLC. INT. CL. 9. REG. 6-21-1983. 

BEACON. INT. CL. 9. REG. 6-21-1983. 
LOFTECH. INT. CL. 9. REG. 6-21-1983. 
EXAM-TEX. INT. CL. 10. REG. 6-21-1983. 


TELEPHONE SOFTWARE CONNECTION AND 
DESIGN. INT. CLS. 9, 38 AND 42. REG. 
6-28-1983. 


MAXON. INT. CL. 9. REG. 6-28-1983. 
DOFRE. INT. CL. 9. REG. 6-28-1983. 


WONDER WARMER. INT. CL. 
6-28-1983. 


HSR-200. INT. CL. 11. REG. 6-28-1983. 
NACIONAL. INT. CL. 11. REG. 6-28-1983. 

D AND DESIGN. INT. CL. 11. REG. 6-28-1983. 
TUFF-CUFF. INT. CL. 11. REG. 6-28-1983. 
CASTROL. INT. CL. 11. REG. 6-28-1983. 
SUNPLATE. INT. CL. 11. REG. 6-28-1983. 


JUMBO JET CARGO. INT. CL. 12. REG. 
6-28-1983. 


SACHS-PILOT (STYLIZED). INT. CL. 12. REG. 
6-28-1983. 


UM (STYLIZED). INT. CL. 12. REG. 6-28-1983. 
CASTROL. INT. CL. 12. REG. 6-28-1983. 

RVC. INT. CL. 12. REG. 6-28-1983. 

TREDIA. INT. CL. 12. REG. 6-28-1983. 

CORDIA. INT. CL. 12. REG. 6-28-1983. 

WORKS CYCLE. INT. CL. 12. REG. 6-28-1983. 
WORKS BIKE. INT. CL. 12. REG. 6-28-1983. 
FOPE (STYLIZED). INT. CL. 14. REG. 6-28-1983. 
AZUR. INT. CL. 14. REG. 6-28-1983. 

ANYWEAR. INT. CL. 14. REG. 6-28-1983. 

RK (STYLIZED). INT. CL. 14. REG. 6-28-1983. 
KINESTYPER. INT. CL. 16. REG. 6-28-1983. 


FOODLES (STYLIZED). INT. CL. 16. REG. 
6-28-1983. 


CONSOLIDATED AIR TOURS AND DESIGN. 
INT. CL. 16. REG. 6-28-1983. 


CONSOLIDATED AIR TOUR MANUAL. INT. 
CL. 16. REG. 6-28-1983. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
6-28-1983. 


PENNY STOCK AND DESIGN. INT. CL. 16. 
REG. 6-28-1983. 


NEW WINE MAGAZINE AND DESIGN. INT. 
CL. 16. REG. 6-28-1983. 


ENLEX. INT. CL. 16. REG. 6-28-1983. 
SPINDEX. INT. CL. 16. REG. 6-28-1983. 


COMMODITY CHART SERVICE. INT. CL. 16. 
REG. 6-28-1983. 

THE SMOCKING BIRD AND DESIGN. INT. CL. 
16. REG. 6-28-1983. 


LORRAINE RUGGIERI (STYLIZED). INT. CL. 
16. REG. 6-28-1983. 


10. REG. 


OFFICIAL GAZETTE 


1,243,564. 
1,243,565. 
1,243,587. 


1,243,588. 
1,243,589. 
1,243,590. 
1,243,591. 


1,243,592. 
1,243,593. 


1,243,594. 


1,243,595. 
1,243,598. 
1,243,599. 
1,243,603. 


1,243,604. 
1,243,608. 


1,243,610. 
1,243,613. 
1,243,615. 
1,243,626. 


1,243,630. 
1,243,631. 


1,243,634. 
1,243,636. 


1,243,643. 
1,243,645. 


1,243,648. 
1,243,651. 


1,243,652. 


1,243,653. 
1,243,654. 
1,243,657. 
1,243,658. 
1,243,659. 


1,243,661. 


1,243,662. 
1,243,664. 
1,243,665. 
1,243,666. 
1,243,669. 
1,243,670. 


1,243,671. 


1,243,672. 
1,243,673. 
1,243,674. 
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TODAY. INT. CL. 16. REG. 6-28-1983. 
ROACH STUDIOS. INT. CL. 16. REG. 6-28-1983. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
6-28-1983. 


SHAPE UP AND DESIGN. INT. CLS. 16 AND 41. 
REG. 6-28-1983. 


RELIGIOUS PERSPECTIVES AND DESIGN. 
INT. CL. 16. REG. 6-28-1983. 


RELIGIOUS PERSPECTIVES. INT. CL. 16. REG. 
6-28-1983. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
6-28-1983. 


MAG-A-BOOK. INT. CL. 16. REG. 6-28-1983. 


GS MUSIC AND DESIGN. INT. CL. 16. REG. 
6-28-1983. 


SCHOOLTALK: LOCATION/SIZE. INT. CL. 16. 
REG. 6-28-1983. 


WINNER’S MARK. INT. CL. 16. REG. 6-28-1983. 
PAL INT. CL. 16. REG. 6-28-1983. 
DATE.A.WEIGHT. INT. CL. 16. REG. 6-28-1983. 


CAFE OLE (BLOCK FORM). INT. CLS. 16 AND 
28. REG. 6-28-1983. 


MENUMAAX. INT. CL. 16. REG. 6-28-1983. 


MAKE-A-BIRTHDAY. INT. CL. 16. 
6-28-1983. 


THE CHARTED COURSE. INT. CLS. 16 AND 36. 
REG. 6-28-1983. 


SUNNY DAYS (STYLIZED). INT. CL. 16. REG. 
6-28-1983. 


F LE NOUVEAU (STYLIZED). INT. CL. 16. REG. 
6-28-1983. 


MARKETING TIMES. 
6-28-1983. 


FOLKSTONES. INT. CL. 16. REG. 6-28-1983. 


ARAK SON OF THUNDER. INT. CL. 16. REG. 
6-28-1983. 


MARITAL ARTS. INT. CL. 16. REG. 6-28-1983. 


MISCELLANEOUS DESIGN. INT. CL. 17. REG. 
6-28-1983. 


BLUWITE FITCH. INT. CLS. 18 AND 25. REG. 
6-28-1983. 


CAPRICIO. INT. CLS. 
6-28-1983. 


BROWN VELVET. INT. CL. 18. REG. 6-28-1983. 


MISCELLANEOUS DESIGN. INT. CL. 18. REG. 
6-28-1983. 


BATA AND DESIGN. 
6-28-1983. 


THE SURVIVOR. INT. CL. 18. REG. 6-28-1983. 
EXCELSIOR. INT. CL. 18. REG. 6-28-1983. 

ATB (STYLIZED). INT. CL. 18. REG. 6-28-1983. 
ROMPS. INT. CL. 18. REG. 6-28-1983. 


KING OF WHALES AND DESIGN. INT. CL. 18. 
REG. 6-28-1983. 


LOC LOGS AND DESIGN. INT. CL. 19. REG. 
6-28-1983. 


PD (STYLIZED). INT. CL. 19. REG. 6-28-1983. 
CIVIC CENTER. INT. CL. 19. REG. 6-28-1983. 
SCRIBE-RITE. INT. CL. 19. REG. 6-28-1983. 
CHAPARRAL. INT. CL. 19. REG. 6-28-1983. 
FLORIDA PIPE. INT. CL. 20. REG. 6-28-1983. 


MISCELLANEOUS DESIGN. INT. CL. 20. REG. 
6-28-1983. 


1885 OAK AND DESIGN. INT. CL. 20. REG. 
6-28-1983. 


COMPUTERMATE. INT. CL. 20. REG. 6-28-1983. 
COMFORT FLOTE. INT. CL. 20. REG. 6-28-1983. 
CASTROL. INT. CL. 20. REG. 6-28-1983. 


REG. 


INT. CL. 16. REG. 


18, 20 AND 21. 


REG. 


INT. CL. 18 REG. 
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1,243,676. 
1,243,677. 
1,243,678. 
1,243,680. 


1,243,681. 
1,243,691. 


1,243,692. 
1,243,694. 


1,243,695. 
1,243,696. 
1,243,697. 
1,243,701. 


1,243,704. 
1,243,710. 


1,243,712. 
1,243,713. 


1,243,714. 
1,243,715. 


1,243,716. 
1,243,717. 
1,243,763. 
1,243,764. 
1,243,767. 


1,243,768. 
1,243,772. 
1,243,773. 


1,243,775. 
1,243,776. 


1,243,778. 
1,243,779. 


1,243,780. 
1,243,781. 


1,243,783. 
1,243,784. 
1,243,785. 
1,243,786. 
1,243,787. 
1,243,788. 
1,243,789. 
1,243,792. 
1,243,794. 
1,243,795. 
1,243,797. 
1,243,800. 


1,243,802. 
1,243,803. 


SHELF CONTROL. INT. CL. 20. REG. 6-28-1983. 
PORTABOARD. INT. CL. 20. REG. 6-28-1983. 
TRIPLE PLAY. INT. CL. 20. REG. 6-28-1983. 


GLIDDEN AND DESIGN. INT. CL. 21. REG. 
6-28-1983. 


EPSOMWARE. INT. CL. 21. REG. 6-28-1983. 


BERNAT ZEPHYR (STYLIZED). INT. CL. 23. 
REG. 6-28-1983. 


MOSSERL. INT. CL. 24. REG. 6-28-1983. 


L “L”ETTER-DUCK (STYLIZED). INT. CL. 24. 
REG. 6-28-1983. 


COLORTEX AND DESIGN. INT. CLS. 24 AND 
28. REG. 6-28-1983. 


COLORTEX COLORTEX AND DESIGN. INT. 
CLS. 24 AND 28. REG. 6-28-1983. 


COLORTEX. INT. CLS. 24 AND 28. REG. 
6-28-1983. 


DELMOD PRESTIGE DP AND DESIGN. INT. 
CL. 25. REG. 6-28-1983. 


OJ AND DESIGN. INT. CL. 25. REG. 6-28-1983. 


CALIFORNIA STYLED. INT. CL. 25. REG. 
6-28-1983. 


PARROT (STYLIZED). 
6-28-1983. 


ALAIN MANOUKIAN (STYLIZED). INT. CL. 25. 
REG. 6-28-1983. 


TC AND DESIGN. INT. CL. 25. REG. 6-28-1983. 


TIGLIO AND DESIGN. INT. CL. 25. REG. 
6-28-1983. 


THE COUNTRY STORE AND DESIGN. INT. CL. 
25. REG. 6-28-1983. 


REID AND DESIGN. 
6-28-1983. 


JOKER JOKER JOKER. 
6-28-1983. 


THUNDER AND DESIGN. INT. CL. 28. REG. 
6-28-1983. 


EAGLE FORCE TALON TANK. INT. CL. 28. 
REG. 6-28-1983. 


HITCH "N HAUL. INT. CL. 28. REG. 6-28-1983. 
DOUBLE YUM. INT. CL. 28. REG. 6-28-1983. 


FAMILY TREEDITION AND DESIGN. INT. CL. 
28. REG. 6-28-1983. 


QUALIFIER AND DESIGN. INT. CL. 28. REG. 
6-28-1983. 


BARTHOLOMEW THE WISH FISH. INT. CL. 28. 
REG. 6-28-1983. 


CONFUSION. INT. CL. 28. REG. 6-28-1983. 


NAUGHTY BOY (STYLIZED). INT. CL. 28. REG. 
6-28-1983. 


GULLWING TRUCKS AND DESIGN. INT. CL. 
28. REG. 6-28-1983. 


FOOD FUNTRITION. 
6-28-1983. 


POWER DRIVE. INT. CL. 28. REG. 6-28-1983. 
TWISTEX. INT. CL. 28. REG. 6-28-1983. 

WORK X 4S. INT. CL. 28. REG. 6-28-1983. 
TOUGH TRACK. INT. CL. 28. REG. 6-28-1983. 
FUN X 4S. INT. CL. 28. REG. 6-28-1983. 

SHOW STOPPER. INT. CL. 28. REG. 6-28-1983. 
AWESOME J. INT. CL. 28. REG. 6-28-1983. 
PRETTY ME. INT. CL. 28. REG. 6-28-1983. 
DENIM DARLING. INT. CL. 28. REG. 6-28-1983. 
TRAVEL FUN. INT. CL. 28. REG. 6-28-1983. 
BUT-R-CUPS. INT. CL. 29. REG. 6-28-1983. 


HASH HOUSE (STYLIZED). INT. CL. 29. REG. 
6-28-1983. 


CENTENNIAL. INT. CL. 29. REG. 6-28-1983. 


FRUITWORKS DR. BALKE. INT. CL. 30. REG. 
6-28-1983. 


INT. CL. 25. REG. 


INT. CL. 25. REG. 


INT. CL. 28. REG. 


INT. CL. 28 REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,243,806. 


1,243,809. 
1,243,810. 


1,243,819. 
1,243,820. 
1,243,821. 
1,243,822. 
1,243,823. 


1,243,824. 
1,243,825. 


1,243,828. 


1,243,829. 
1,243,831. 
1,243,834. 


1,243,835. 
1,243,844. 


1,243,848. 


1,243,851. 
1,243,856. 


1,243,857. 


1,243,859. 


1,243,861. 


1,243,862. 
1,243,865. 
1,243,866. 


1,243,868. 
1,243,869. 
1,243,870. 
1,243,873. 
1,243,874. 


1,243,875. 
1,243,876. 


1,243,877. 


1,243,883. 
1,243,884. 


1,243,886. 


1,243,892. 
1,243,893. 


1,243,895. 
1,243,897. 
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MISSION AND DESIGN. INT. CL. 30. REG. 
6-28-1983. 


MC WILLY’S. INT. CL. 30. REG. 6-28-1983. 


DIETER’S CHOICE AND DESIGN. INT. CL. 30. 
REG. 6-28-1983. 


GAULOISES BLUE WAY AND DESIGN. INT. 
CL. 34. REG. 6-28-1983. 


GAULOISES BLUE WAY FILTRE AND 
DESIGN. INT. CL. 34. REG. 6-28-1983. 


HAVEMEYER SILVER. INT. CL. 34. REG. 
6-28-1983. 


HAVEMEYER GOLD. INT. CL. %. REG. 
6-28-1983. 


NOT JUST ANOTHER FACELESS CIGARETTE. 
INT. CL. 34. REG. 6-28-1983. 


SMART TIP. INT. CL. 34. REG. 6-28-1983. 


MINIMIZER AND DESIGN. INT. CL. 4. REG. 
6-28-1983. 


GOLDGATE AND DESIGN. INT. CL. 34. REG. 
6-28-1983. 


UNICORN. INT. CL. 34. REG. 6-28-1983. 
TEMPO. INT. CL. 34. REG. 6-28-1983. 


MISCELLANEOUS DESIGN. INT. CL. 35. REG. 
6-28-1983. 


DRMR. INT. CL. 35. REG. 6-28-1983. 


DUAL AND DESIGN. INT. CL. 3%. REG. 
6-28-1983. 


CATHOLIC CAMPUS INSURORS. INT. CL. 36. 
REG. 6-28-1983. 


V (STYLIZED). INT. CL. 36. REG. 6-28-1983. 


MISCELLANEOUS DESIGN. INT. CLS. 37 AND 
42. REG. 6-28-1983. 


THE SOUND ROOM. INT. CLS. 37 AND 42. REG. 
6-28-1983. 


RAYOJONES WINDOW WASHING WHERE 
LABOR HONORS WORKMANSHIP AND 
DESIGN. INT. CL. 37. REG. 6-28-1983. 


ON THE WAY MINI MARKETS AND DESIGN. 
INT. CLS. 37 AND 42. REG. 6-28-1983. 


PLY-LITE. INT. CL. 37. REG. 6-28-1983. 
DOWALERT. INT. CL. 38. REG. 6-28-1983. 


DOWALERT AND DESIGN. INT. CL. 38. REG. 
6-28-1983. 


PIEDMONT EXPEDITED PACKAGE. INT. CL. 
39. REG. 6-28-1983. 


FAST WAY AND DESIGN. INT. CL. 39. REG. 
6-28-1983. 


SKY-TRACK (STYLIZED). INT. CL. 39. REG. 
6-28-1983. 


THE TINT LADY AND DESIGN. INT. CL. 40. 
REG. 6-28-1983. 


DANCENASTICS AND DESIGN. INT. CL. 41. 
REG. 6-28-1983. 


KINESIONICS. INT. CL. 41. REG. 6-28-1983. 


THE LEGENDS OF EL DORADO. INT. CL. 41. 
REG. 6-28-1983. ° 


MARATHON TOURS. INT. CL. 41. 
6-28-1983. 


SWIM LITE. INT. CL. 41. REG. 6-28-1983. 


RADIO CITY MUSIC HALL ENTERTAINMENT 
CENTER. INT. CL. 41. REG. 6-28-1983. 


MUSIC IMAGE AND DESIGN. INT. CL. 41. 
REG. 6-28-1983. 


HOT TICKET. INT. CL. 41. REG. 6-28-1983. 


MISCELLANEOUS DESIGN. INT. CL. 41. REG. 
6-28-1983. 


NASCAR NORTH. INT. CL. 41. REG. 6-28-1983. 


LE CORDON BLEU INTERNATIONAL. INT. 
CL. 41. REG. 6-28-1983. 


REG. 
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1,243,898. 
1,243,899. 


1,243,900. 
1,243,902. 
1,243,904. 
1,243,908. 


1,243,909. 
1,243,911. 


1,243,912. 
1,243,913. 


1,243,914. 
1,243,915. 


1,243,918. 
1,243,921. 
1,243,922. 
1,243,924. 
1,243,927. 
1,243,928. 


1,243,929. 
1,243,931. 


1,243,932. 
1,243,933. 
1,243,936. 


1,243,937. 


1,243,942. 


1,243,943. 
1,243,945. 


1,243,948. 
1,244,005. 


1,244,008. 
1,244,010. 
1,244,011. 
1,244,013. 


1,244,017. 
1,244,059. 


1,244,061. 
1,244,065. 
1,244,066. 
1,244,067. 
1,244,070. 
1,244,072. 
1,244,073. 


SEXERGENICS. INT. CL. 41. REG. 6-28-1983. 


THE SPONGETONES. INT. CL. 41. REG. 
6-28-1983. 


ALLEN MANAGEMENT SUPERVISORY PRO- 
GRAM. INT. CL. 41. REG. 6-28-1983. 


LINDAL. INT. CL. 42. REG. 6-28-1983. 


WOMEN IN GOVERNMENT RELATIONS, INC. 
WGR (STYLIZED). INT. CL. 42. REG. 
6-28-1983. 


NATURAL ENERGY DESIGN, INC. AND 
DESIGN. INT. CL. 42. REG. 6-28-1983. 


UP IN SUB’S. INT. CL. 42. REG. 6-28-1983. 


JACK AUGUST AND DESIGN. INT. CL. 
REG. 6-28-1983. 


THE HUNGER PROJECT. INT. CL. 42. REG. 
6-28-1983. 


DENTAL-VU AND DESIGN. INT. CL. 42. REG. 
6-28-1983. 


HOMETEL. INT. CL. 42. REG. 6-28-1983. 


GRANADA ROYALE HOMETEL. INT. CL. 42. 
REG. 6-28-1983. 


CHARLEY O’S BAR & GRILL & BAR (STYL- 
IZED). INT. CL. 42. REG. 6-28-1983. 


COMMUNICRAFTS (BLOCK FORM). INT. CL. 
42. REG. 6-28-1983. 


BABYLAND GENERAL. 
6-28-1983. 


THE TINT LADY AND DESIGN. INT. CL. 42. 
REG. 6-28-1983. 


PERIODICALS INSTITUTE INC. AND DESIGN. 
INT. CL. 42. REG. 6-28-1983. 


PERIODICALS INSTITUTE INC. AND DESIGN. 
INT. CL. 42. REG. 6-28-1983. 


SRMS. INT. CL. 42. REG. 6-28-1983. 


AT AMERICAN TRAILS AND DESIGN. 
CL. 42. REG. 6-28-1983. 


SLUGGO’S. INT. CL. 42. REG. 6-28-1983. 
CK AND DESIGN. INT. CL. 42. REG. 6-28-1983. 


THE OLD CANOE LANDING. INT. CL. 42. REG. 
6-28-1983. 


PONA ENGINEERS. 
6-28-1983. 


T. J. MCGINTY’S FOOD & BEVERAGE ESTAB- 
LISHMENT AND DESIGN. INT. CL. 42. REG. 
6-28-1983. 


CELEBRATION STATION. INT. CL. 42. REG. 
6-28-1983. 


G LITTLE GENERAL (STYLIZED). INT. CL. 42. 
REG. 6-28-1983. 


THINKERNIKS. U.S. CL. 200. REG. 6-28-1983. 


TOTAL SUCCESS SMOKING CLINICS AND 
DESIGN. INT. CL. 41. REG. 6-28-1983. 


PERRY. INT. CLS. 1, 3, 4, 7, 9 AND 12. 
7-5-1983. 


ALLIED RESOURCES. 
7-5-1983. 


ANTEE FREEZ AND DESIGN. INT. CL. 1. 
7-5-1983. 


MALMSTROM CHEMICALS. INT. CL. 1. 
7-5-1983. 


KODIAK. INT. CL. 1. REG. 7-5-1983. 


ALOE VITA AND DESIGN. INT. CL. 3. 
7-5-1983. 


PROTOSOL-SR. INT. CL. 3. REG. 7-5-1983. 
PURE AND SIMPLE. INT. CL. 3. REG. 7-5-1983. 
CONCISE. INT. CL. 3. REG. 7-5-1983. 

RAMO D’ORO. INT. CL. 3. REG. 7-5-1983. 

PURE & SIMPLE. INT. CL. 3. REG. 7-5-1983. 
PURE & SIMPLE. INT. CL. 3. REG. 7-5-1983. 
SENSATION. INT. CL. 3. REG. 7-5-1983. 


42. 


INT. CL. 42. REG. 


INT. 


INT. CL. 42. REG. 


REG. 


INT. CL. 1. 
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1,244,077. 
1,244,078. 
1,244,082. 
1,244,086. 


1,244,087. 
1,244,093. 
1,244,096. 


1,244,098. 


1,244, 100. 
1,244,101. 
1,244,102. 
1,244,104. 
1,244,106. 
1,244,107. 
1,244,108. 
1,244,114. 


1,244,115. 


1,244,116. 
1,244,117. 
1,244,120. 
1,244,121. 
1,244,122. 
1,244,125. 
1,244,131. 
1,244,132. 
1,244,135. 


1,244,136. 
1,244,145. 
1,244,146. 
1,244,147. 


1,244,148. 
1,244,149. 
1,244,150. 


1,244,152. 
1,244,155. 
1,244,160. 
1,244,161. 
1,244,175. 
1,244,178. 
1,244,179. 


1,244,181. 
1,244,187. 


1,244,188. 
1,244,192. 
1,244,194. 


1,244,195. 
1,244,197. 
1,244,199. 
1,244,200. 
1,244,211. 
1,244,215. 


JANUARY 2, 1990 


DESERT HARVEST. INT. CL. 3. REG. 7-5-1983. 
VANJES (STYLIZED). INT. CL. 3. REG. 7-5-1983. 
WOODMATE. INT. CL. 3. REG. 7-5-1983. 


SHOPRITE LABORATORY APPROVED SATIS- 
FACTION GUARANTEED AND DESIGN. 
INT. CLS. 3, 5, 25, 29, 30, 31 AND 32. REG. 
7-5-1983. 


MISQUE. INT. CL. 3. REG. 7-5-1983. 
TISSUE MATE. INT. CL. 3. REG. 7-5-1983. 


CUSTOM AND DESIGN. INT. CLS. 4 AND 42. 
REG. 7-5-1983. 


STAFFEL’S AND DESIGN. 
7-5-1983. 


MEQUIN. INT. CL. 5. REG. 7-5-1983. 
VINTENE. INT. CL. 5. REG. 7-5-1983. 
MEDICHOL. INT. CL. 5. REG. 7-5-1983. 
MASTITAR. INT. CL. 5. REG. 7-5-1983. 
ROTATION. INT. CL. 5. REG. 7-5-1983. 
REHIBIN. INT. CL. 5. REG. 7-5-1983. 
JP AND DESIGN. INT. CL. 5. REG 


BETA MED AND DESIGN. INT. CL. 
7-5-1983. 


PIG-START AND DESIGN. INT. CL. 
7-5-1983. 


PENTRA C. INT. CLS. 5 AND 30. REG. 7-5-1983. 
SEEL-A-PEEL. INT. CL. 5. REG. 7-5-1983. 

$18. INT. CL. 5. REG. 7-5-1983. 

BDES (STYLIZED). INT. CL. 5. REG. 7-5-1983. 
GENCINE. INT. CL. 5. REG. 7-5-1983. 

COLIZAL. INT. CL. 5. REG. 7-5-1983. 

MULTY PANEL. INT. CL. 6. REG. 7-5-1983. 

RED LINE WIRE. INT. CL. 6. REG. 7-5-1983. 


KYSH 3X4 (STYLIZED). INT. CL. 6. REG. 
7-5-1983. 


SPANFAST. INT. CLS. 6 AND 20. REG. 7-5-1983. 
EUCALINE. INT. CL. 6. REG. 7-5-1983. 
BULL-PROOF. INT. CL. 6. REG. 7-5-1983. 


MISCELLANEOUS DESIGN. INT. CL. 6. REG. 
7-5-1983. 


PREP MASTER. INT. CL. 6. REG. 7-5-1983. 
PM AND DESIGN. INT. CL. 6. REG. 7-5-1983. 


THE HOUSE OF STAINLESS (STYLIZED). INT. 
CL. 6. REG. 7-5-1983. 


SAFE-KEEPER. INT. CL. 6. REG. 7-5-1983. 
VELV-A-LUME. INT. CL. 6. REG. 7-5-1983. 
SALMET. INT. CLS. 7 AND 21. REG. 7-5-1983. 
QUICK STOP. INT. CL. 7. REG. 7-5-1983. 
FLODISC. INT. CL. 7. REG. 7-5-1983. 

BYCO. INT. CLS. 7, 37 AND 42. REG. 7-5-1983. 


MISCELLANEOUS DESIGN. INT. CLS. 7, 37 
AND 42. REG. 7-5-1983. 


ASPES (STYLIZED). INT. CLS. 7 AND 11. REG. 
7-5-1983. 


MAVERICK AND DESIGN. INT. CLS. 7 AND 9. 
REG. 7-5-1983. 


HYDRAMERSE. INT. CL. 7. REG. 7-5-1983. 
ROLLEX. INT. CL. 7. REG. 7-5-1983. 


SSC SWEN SONIC CORP AND DESIGN. INT. 
CLS. 7,9 AND 11. REG. 7-5-1983. 


EXPEDITER. INT. CL. 7. REG. 7-5-1983. 
BEECON. INT. CL. 7. REG. 7-5-1983. 

JCI. INT. CL. 7. REG. 7-5-1983. 
KONTERPAC. INT. CL. 7. REG. 7-5-1983. 
LUBROFLUOR. INT. CL. 7. REG. 7-5-1983. 
HC. INT. CL. 7. REG. 7-5-1983. 


INT. CL. 5. REG. 


7-5-1983. 
5. REG. 


5. REG. 
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1,244,221. 


1,244,224. 
1,244,227. 
1,244,228. 
1,244,232. 


1,244,233. 
1,244,235. 
1,244,240. 


1,244,242. 


1,244,247. 
1,244,248. 
1,244,249. 
1,244,252. 


1,244,253. 
1,244,255. 
1,244,256. 
1,244,257. 
1,244,259. 
1,244,263. 


1,244,265. 


1,244,268. 
1,244,272. 
1,244,273. 


1,244,275. 
1,244,276. 
1,244,278. 


1,244,280. 
1,244,283. 
1,244,286. 
1,244,287. 
1,244,289. 
1,244,290. 
1,244,291. 
1,244,292. 
1,244,295. 


1,244,296. 


1,244,299. 
1,244,306. 
1,244,308. 


1,244,309. 
1,244,310. 
1,244,311. 
1,244,312. 
1,244,317. 
1,244,322. 
1,244,323. 
1,244,324. 
1,244,325. 


1,244,326. 
1,244,327. 
1,244,328. 
1,244,330. 


1,244,332. 


SURVIV-ALL AND DESIGN. INT. CL. 8. REG. 
7-5-1983. 


MEDALLION. INT. CL. 8. REG. 7-5-1983. 
WEST EDGE. INT. CL. 8. REG. 7-5-1983. 
ART MATE. INT. CL. 8. REG. 7-5-1983. 


DENLEY AUTOSPREADER. INT. CL. 9. REG. 
7-5-1983. 


ACCESS L. INT. CL. 9. REG. 7-5-1983. 
AMBASSADOR. INT. CL. 9. REG. 7-5-1983. 


MICRO MERCHANDISER. INT. CL. 9. REG. 
7-5-1983. 


CROSSROADS AND DESIGN. INT. CLS. 9, 11, 
14, 16, 21, 24, 28, 34 AND 42. REG. 7-5-1983. 

MIPLAN. INT. CL. 9. REG. 7-5-1983. 

MIGROUP. INT. CL. 9. REG. 7-5-1983. 

MIGRAPHICS. INT. CL. 9. REG. 7-5-1983. 


PEAR SYSTEMS AND DESIGN. INT. CL. 9. 
REG. 7-5-1983. 


PEAR SYSTEMS. INT. CL. 9. REG. 7-5-1983. 
THE SPECIALIST. INT. CL. 9. REG. 7-5-1983. 
F AND DESIGN. INT. CL. 9. REG. 7-5-1983. 
DUAL-TRAC. INT. CL. 9. REG. 7-5-1983. 
NI-TEC. INT. CL. 9. REG. 7-5-1983. 


MISCELLANEOUS DESIGN. INT. CLS. 9 AND 
42. REG. 7-5-1983. 


PRO-LIFE AND DESIGN. INT. CL. 9. REG. 
7-5-1983. 


PELTFLO. INT. CL. 9. REG. 7-5-1983. 
KEYVET. INT. CL. 9. REG. 7-5-1983. 


SMART DUTY CYCLER. INT. CL. 9. REG. 
7-5-1983. 


PUMPULATOR. INT. CL. 9. REG. 7-5-1983. 
PRIVEX. INT. CL. 9. REG. 7-5-1983. 


AUTOSORT (STYLIZED). INT. CL. 9. REG. 
7-5-1983. 


S AND DESIGN. INT. CL. 9. REG. 7-5-1983. 
MD/1. INT. CL. 9. REG. 7-5-1983. 

ANA. INT. CL. 9. REG. 7-5-1983. 

AMIGO. INT. CL. 9. REG. 7-5-1983. 
AQUA-CIDE. INT. CL. 9. REG. 7-5-1983. 
SATT. INT. CL. 9. REG. 7-5-1983. 
FASTNET. INT. CL. 9. REG. 7-5-1983. 
SOLVATION. INT. CL. 9. REG. 7-5-1983. 


HEXETCH AND DESIGN. INT. CL. 9. REG. 
7-5-1983. 


TECHFENCE AND DESIGN. INT. CL. 9. REG. 
7-5-1983. 


MRZ. INT. CL. 9. REG. 7-5-1983. 
STEELMASTER. INT. CL. 9. REG. 7-5-1983. 


A.L.D.S. (BLOCK FORM). INT. CL. 9. REG. 
7-5-1983. 


3M (BLOCK FORM). INT. CL. 9. REG. 7-5-1983. 
556. INT. CL. 9. REG. 7-5-1983. 

PAXTRAX. INT. CL. 9. REG. 7-5-1983. 
AEROTWINSONIC. INT. CL. 9. REG. 7-5-1983. 
EFFECTRON. INT. CL. 9. REG. 7-5-1983. 
FAS-ROL. INT. CL. 10. REG. 7-5-1983. 

SECON. INT. CL. 10. REG. 7-5-1983. 

VIGILANT. INT. CL. 10. REG. 7-5-1983. 


FLOAT TO RELAX AND DESIGN. INT. CL. 10. 
REG. 7-5-1983. 


ENDO-TOTE. INT. CL. 10. REG. 7-5-1983. 
ROSSTEX. INT. CL. 10. REG. 7-5-1983. 
DBK. INT. CL. 10. REG. 7-5-1983. 


MASTER LV. DIAL LOCK. INT. CL. 10. REG. 
7-5-1983. 


SHORTY. INT. CL. 10. REG. 7-5-1983. 


U.S. PATENT AND TRADEMARK OFFICE 


1,244,335. 
1,244,339. 
1,244,340. 


1,244,342. 
1,244,343. 
1,244,344. 
1,244,351. 
1,244,355. 


1,244,357. 


1,244,364. 
1,244,365. 
1,244,370. 


1,244,372. 
1,244,374. 


1,244,375. 


1,244,376. 
1,244,378. 
1,244,379. 
1,244,380. 
1,244,386. 
1,244,393. 


1,244,397. 
1,244,399. 
1,244,400. 


1,244,402. 
1,244,403. 
1,244,404. 


1,244,405. 
1,244,406. 
1,244,412. 
1,244,413. 
1,244,417. 
1,244,419. 


1,244,420. 
1,244,421. 


1,244,425. 


1,244,427. 
1,244,428. 


1,244,430. 


1,244,434. 
1,244,435. 


1,244,437. 
1,244,440. 
1,244,443. 


1,244,445. 
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ANATROS. INT. CL. 10. REG. 7-5-1983. 
HANDI-BRITE. INT. CL. 11. REG. 7-5-1983. 


WISE. COLLECTOR. INT. CL. I1. 
7-S-1983. 


ELITE. INT. CL. 11. REG. 7-5-1983. 
CLASSIC. INT. CL. 11. REG. 7-5-1983. 

LE GRANDE. INT. CL. 11. REG. 7-5-1983. 
GEMINL INT. CL. 11. REG. 7-5-1983. 


IMPERLITE AND DESIGN. INT. CL. 11. REG. 
7-5-1983. 


BUCK STOVE Z C CABINET UNMATCHED 
AND DESIGN. INT. CL. 11. REG. 7-5-1983. 


SNO-TREDS. INT. CL. 12. REG. 7-5-1983. 
WINTRED. INT. CL. 12. REG. 7-5-1983. 


BABY-FLASH (STYLIZED). INT. CLS. 12 AND 
18. REG. 7-5-1983. 


AVANTL INT. CLS. 12 AND 25. REG. 7-5-1983. 


CONNECTICUT CYCLE ACCESSORIES AND 
DESIGN. INT. CL. 12. REG. 7-5-1983. 


MISCELLANEOUS DESIGN. INT. CL. 12. REG. 
7-5-1983. 


LIGHT TRAIL. INT. CL. 12. REG. 7-5-1983. 
ULTRA AIR. INT. CL. 12. REG. 7-5-1983. 

SURF SADDLE. INT. CL. 12. REG. 7-5-1983. 
CAR SADDLE. INT. CL. 12. REG. 7-5-1983. 
HANDY HAULER. INT. CL. 12. REG. 7-5-1983. 


JAPRO (BLOCK FORM). INT. CL. 14. REG. 
7-S-1983. 


MUSEE DES ARTS DECORATIFS PARIS 
TENVES GRANDIA AND DESIGN. INT. 
CLS. 14, 16, 21, 24 AND 27. REG. 7-5-1983. 


FASHION STAGE. INT. CL. 14. REG. 7-5-1983. 


VIDAL SASSOON AND DESIGN. INT. CL. I4. 
REG. 7-5-1983. 


MICHAEL CRAIG. INT. CL. 14. REG. 7-5-1983. 
EAR-GO-ROUNDS. INT. CL. 14. REG. 7-5-1983. 


PRAIRIE DAWGS. INT. CLS. 15 AND 21. REG. 
7-5-1983. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
7-5-1983. 


PAPER PRODUCTS OF DISTINCTION. INT. 
CLS. 16, 21 AND 27. REG. 7-5-1983. 


LANDFOLIO. INT. CL. 16. REG. 7-5-1983. 


EAA UL EAA ULTRALIGHT ASSN. AND 
DESIGN. INT. CL U.S. CLS. 200, 200, 200 AND 
200. REG. 7-5-1983. 


OCEAN REALM. INT. CL. 16. REG. 7-5-1983. 


PRO.SCORE AND DESIGN. INT. CL. 16. REG. 
7-5-1983. 


TELEGEN. INT. CL. 16. REG. 7-5-1983. 


THE ALASKA ALMANAC. INT. CL. 16. REG. 
7-5-1983. 


MILLICARTE CANSON. INT. CL. 
7-5-1983. 


PETER PRIDE. INT. CL. 16. REG. 7-5-1983. 


VICTORIA PLUM. INT. CLS. 16 AND 25. REG. 
7-S-1983. 


MISCELLANEOUS DESIGN. INT. CLS. 16 AND 
18. REG. 7-5-1983. 


BERGE. INT. CL. 16. REG. 7-5-1983. 


SEXTANT AND DESIGN. INT. CL. 16. REG. 
7-5-1983. 


WINDEX WIPES. INT. CL. 16. REG. 7-5-1983. 

POPFOLIOS. INT. CL. 16. REG. 7-5-1983. 

HYPNOS AND DESIGN. INT. CL. 16 REG. 
7-S-1983. 

HEALTH EDUCATORS AT WORK AND 
DESIGN. INT. CL. 16. REG. 7-5-1983. 


16. REG. 





1,244,446. 
1,244,453. 


1,244,456. 
1,244,461. 
1,244,464. 
1,244,467. 
1,244,469. 
1,244,470. 


1,244,473. 


1,244,474. 


1,244,475. 


1,244,477. 


1,244,478. 
1,244,480. 


1,244,482. 
1,244,485. 
1,244,486. 


1,244,487. 
1,244,489. 
1,244,490. 
1,244,493. 


1,244,496. 


1,244,497. 
1,244,498. 
1,247,306. 


1,252,146. 


1,252,182. 


1,252,646. 
1,265,440. 


1,271,750. 


949,057. 


1,162,865. 


1,278,767. 
1,302,005. 
1,345,203. 
1,448,341. 
1,483,922. 
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RAINBOW FACTORY AND DESIGN. INT. CL. 
16. REG. 7-5-1983. 


PAPILLON AND DESIGN. INT. CL. 16. REG. 
7-5-1983. 


“MR. READY”. INT. CL. 16. REG. 7-5-1983. 
THERMODECOR. INT. CL. 17. REG. 7-5-1983. 
PLYFOAM. INT. CL. 17. REG. 7-5-1983. 
STYLE AUTO. INT. CL. 18. REG. 7-5-1983. 
BAG ENDS. INT. CL. 18. REG. 7-5-1983. 


MORGAN AND DESIGN. INT. CLS. 18 AND 28. 
REG. 7-5-1983. 


PEACHES & CREAM. INT. CL. 18. REG. 
7-5-1983. 


BOB & ALICE (STYLIZED). INT. CL. 18. REG. 
7-5-1983. 


MADJI MONEY FOLDER (STYLIZED). INT. CL. 
18. REG. 7-5-1983. 


DEVELOPED BY THE PHYSICALLY HANDI- 
CAPPED AND DESIGN. INT. CL. 18. REG. 
7-5-1983. 


EVITA. INT. CL. 18. REG. 7-5-1983. 


ONE TRIPPER (STYLIZED). INT. CL. 18. REG. 
7-5-1983. 


G AND DESIGN. INT. CL. 18. REG. 7-5-1983. 
STANDARD. INT. CL. 19. REG. 7-5-1983. 


EMAUX DE BRIARE. INT. CL. 19. REG. 
7-5-1983. 


FLORTRON. INT. CL. 19. REG. 7-5-1983. 
KID STUFF. INT. CL. 19. REG. 7-5-1983. 
E-Z PAV. INT. CL. 19. REG. 7-5-1983. 


PICOP AND DESIGN. INT. CL. 19. REG. 
7-5-1983. 


D’ANSER. INT. CL. 19. REG. 7-5-1983. 
BESTWOOD. INT. CL. 19. REG. 7-5-1983. 


SPACE SAVERS. INT. CL. 20. REG. 7-5-1983. 


SEABIC AND DESIGN. INT. CL. 36. REG. 
8-2-1983. 


SHOWBIZ PIZZA PLACE. INT. CLS. 6, 21, 25, 26 
AND 28 ONLY. REG. 9-27-1983. 


C CONNECTEL AND DESIGN. INT. CL. 8 
ONLY. REG. 9-27-1983. 


ESKIMO. INT. CL. 7 ONLY. REG. 10-4-1983. 


A AND DESIGN. INT. CL. 1 ONLY. REG. 
1-31-1984. 


LOONS AND LADYSLIPPERS AND DESIGN. 
INT. CLS. 21 AND 25 ONLY. REG. 3-27-1984. 


SECTION 18 


NEUTRELLE AND DESIGN. US. CL. 51. REG. 
12-19-1972. 


FOUR WHEEL DRIVE. INT. CL. 25. REG. 
7-28-1981. 


Cl (STYLIZED). INT. CL. 9. REG. 5-22-1984. 
CAMBRIDGE. INT. CL. 33. REG. 10-23-1984. 
MARIBEL’S. INT. CL. 42. REG. 6-25-1985. 
STARLINE. INT. CL. 11. REG. 7-21-1987. 


ASN ARMCHAIR SHOPPING NETWORK. INT. 
CL. 42. REG. 4-5-1988. 
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TRADEMARK REGISTRATIONS AMENDED, 
CORRECTED, ETC. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


international class which applies to i 


applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Any change to the 


wil) be indicated at the bottom of each entry under ELEMENTS AMENDED. 


CORRECTED OR RESTRICTED. With the exception of changes to the goods and services, additions to the registration 
appear in asterisks and deletions of the registration will appear in brackets. Elements which are only changed will be listed 
1 and 


no punctuation. As to the goods/services statement, amendments to the goods/services will appear in asterisks 


deletions 


appear in brackets. In addition if any change to the goods/services occurs, the element “Goods/Services” will be listed 


ELEMENTS AMENDED, CORRECTED OR RESTRICTED. 


531,694. REG. 10-10-1950. QUAKER OATS COMPANY, THE 
(NEW JERSEY CORPORATION), 321 NORTH CLARK 
STREET, CHICAGO, IL, 60610, SN 564,900. FILED 
9-9-1948. PRINCIPAL REGISTER. 


QUAKER 


OWNER OF 
OTHERS. 
INT. CL. 30/U.S. CL. 46 

FOR: OATS, MACARONI, SPAGHETTI, [RICE FLAKES, 
CORN FLAKES, WHEAT FLAKES,] HOMINY GRITS, 
PUFFED WHEAT, PUFFED RICE, BARLEY, SHREDDED 
WHEAT BISCUITS, FARINA, CORN MEAL, ROLLED 
WHOLE WHEAT CEREAL, EGG NOODLES, FLOUR 
MADE FROM WHEAT, [GRAHAM FLOUR AND MAIZE,] 
ALL FOR HUMAN CONSUMPTION [, AND STOCK FEED 
WITH A GRAIN BASE]. 

FIRST USE 0-0-1867; IN COMMERCE 0-0-1867. 


U.S. REG. NOS. 26,252, 399,859 AND 


ELEMENTS AMENDED 
MARK 


553,641. REG. 1-15-1952. EQUITABLE BANCORPORATION 
(MARYLAND CORPORATION), 100 S. CHARLES 
STREET, BALTIMORE, MD, 21201, ASSIGNEE OF EQ- 
UITABLE SAVINGS AND LOAN ASSOCIATION 
(OREGON CORPORATION), PORTLAND, OR, SN 
554,964. FILED 4-19-1948. PRINCIPAL REGISTER. 


REGISTRATION LIMITED TO THE AREA COMPRIS- 


INT. CL. 36/U.S. CL. 102 

FOR: THE PROCESSING AND HANDLING OF DEPOS- 
ITS AND WITHDRAWALS IN SAVINGS ACCOUNTS, 
AND MORTGAGE FINANCING. 

FIRST USE 3-10-1899; IN COMMERCE 0-0-1900. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 


774,288. REG. 7-28-1964. THRIFTY RENT-A-CAR SYSTEM, 
INC. (OKLAHOMA CORPORATION), 4608 S. GARNETT 
ROAD, TULSA, OK, 74153, BY CHANGE OF NAME 
FROM STEMMONS, INC. (OKLAHOMA CORPORA- 
TION), TULSA, OK, SN 150,207. FILED 7-30-1962. PRIN- 
CIPAL REGISTER. 


GT HRIFTY RENT-A-CAR 


REGISTRATION LIMITED TO THE AREA COMPRIS- 
ING THE ENTIRE UNITED STATES EXCEPT FOR 
TAUNTON, MASSACHUSETTS. CONCURRENT USE PRO- 
CEEDING NO. 763 WITH THRIFT CARS, INC. 

INT. CL. 39/U.S. CL. 105 
FOR: AUTOMOBILE RENTAL . 
FIRST USE 3-3-1958; IN COMMERCE 3-1-1962. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 
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816,350. REG. 10-4-1966. THRIFTY RENT-A-CAR SYSTEM, 
INC. (OKLAHOMA CORPORATION), 4608 S. GARNETT 
ROAD, TULSA, OK, 74153, BY CHANGE OF NAME 
FROM STEMMONS, INC. (OKLAHOMA CORPORA- 
TION), TULSA, OK, SN 228,758. FILED 9-27-1965. PRIN- 
CIPAL REGISTER. 


THRIFTY 


REGISTRATION LIMITED TO THE AREA COMPRIS- 
ING THE ENTIRE UNITED STATES EXCEPT FOR 
TAUNTON, MASSACHUSETTS. CONCURRENT USE PRO- 
CEEDING NO. 763 WITH THRIFT CARS, INC. 

OWNER OF U.S. REG. NO. 774,288. 

INT. CL. 39/U.S. CL. 105 
FOR: AUTOMOBILE RENTAL. 
FIRST USE 3-3-1958; IN COMMERCE 3-1-1962. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 


880,666. REG. 11-11-1969. THRIFTY RENT-A-CAR, INC. 
(OKLAHOMA CORPORATION), 4608 S. GARNETT 
ROAD, TULSA, OK, 74153, BY CHANGE OF NAME 
FROM STEMMONS, INC. (OKLAHOMA CORPORA- 
TION), TULSA, OK, SN 315,114. FILED 12-23-1968. PRIN- 
CIPAL REGISTER. 


THRIFTY 


REGISTRATION LIMITED TO THE AREA COMPRIS- 
ING THE ENTIRE UNITED STATES EXCEPT FOR 
TAUNTON, MASSACHUSETTS. CONCURRENT USE PRO- 
CEEDING NO. 763 WITH THRIFT CARS, INC. 

OWNER OF U.S. REG. NOS. 774,228, 816,350 AND 840,196. 
INT. CL. 39/U.S. CL. 105 

FOR: PUBLIC AUTOMOBILE PARKING SERVICE. 

FIRST USE 8-22-1968; IN COMMERCE 8-22-1968. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 


986,155. REG. 6-11-1974. THRIFTY RENT-A-CAR SYSTEM, 
INC. (OKLAHOMA CORPORATION), 4608 S. GARNETT 
ROAD, TULSA, OK, 74153, BY CHANGE OF NAME 
FROM STEMMONS, INC. (OKLAHOMA CORPORA- 
TION), TULSA, OK, SN 430,414. FILED 7-20-1972. PRIN- 
CIPAL REGISTER. 


THRIFTY 


REGISTRATION LIMITED TO THE AREA COMPRIS- 
ING THE ENTIRE UNITED STATES EXCEPT FOR 
TAUNTON, MASSACHUSETTS. CONCURRENT USE PRO- 
CEEDING NO. 763 WITH THRIFT CARS, INC. 

OWNER OF U.S. REG. NOS. 774,288, 880,666 AND 
OTHERS. 

INT. CL. 39/U.S. CL. 100 

FOR: AUTOMOBILE, TRUCK, AND RECREATIONAL 
VEHICLE RENTING AND LEASING. 

FIRST USE 3-3-1958; IN COMMERCE 3-1-1962. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


988,081. REG. 7-9-1974. THRIFTY RENT-A-CAR SYSTEM, 
INC. (OKLAHOMA CORPORATION), 4608 S. GARNETT 
ROAD, TULSA, OK, 74153, BY CHANGE OF NAME 
FROM STEMMONS, INC. (OKLAHOMA CORPORA- 
TION), TULSA, OK, SN 430,542. FILED 7-21-1972. PRIN- 
CIPAL REGISTER. 


Ts RIFTY RENT-A-CAR 


REGISTRATION LIMITED TO THE AREA COMPRIS- 
ING THE ENTIRE UNITED STATES EXCEPT FOR 
TAUNTON, MASSACHUSETTS. CONCURRENT USE PRO- 
CEEDING NO. 763 WITH THRIFT CARS, INC. 

OWNER OF U.S. REG. NOS. 774,288, 880,666 AND 
OTHERS. 

APPLICANT DISCLAIMS THE EXPRESSION “RENT-A- 
CAR” APART FROM USE IN THE MARK SHOWN, AP- 
PLICANT RESERVING ANY AND ALL COMMON LAW 
RIGHTS IN THE EXPRESSION. 

INT. CL. 39/U.S. CL. 100 
FOR: VEHICLE RENTING AND LEASING. 
FIRST USE 4-26-1972; IN COMMERCE 4-26-1972. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 


1,000,816. REG. 12-31-1974. THRIFTY RENT-A-CAR 
SYSTEM, INC. (OKLAHOMA CORPORATION), 4608 S. 
GARNETT ROAD, TULSA, OK, 74153, BY CHANGE OF 
NAME FROM STEMMONS, INC. (OKLAHOMA CORPO- 
RATION), TULSA, OK, SN 428,557. FILED 6-28-1972. 
PRINCIPAL REGISTER. 


HRIFT Y 


RENT-A-CAR 


REGISTRATION LIMITED TO THE AREA COMPRIS- 
ING THE ENTIRE UNITED STATES EXCEPT FOR 
TAUNTON, MASSACHUSETTS. CONCURRENT USE PRO- 
CEEDING NO. 763 WITH THRIFT CARS, INC. 

OWNER OF U.S. REG. NOS. 774,228, 880,666 AND 
OTHERS. 

APPLICANT DISCLAIMS THE EXPRESSION “RENT-A- 
CAR” EXCEPT AS A PART OF THE MARK; APPLICANT 
RESERVING ANY AND ALL COMMON LAW RIGHTS IN 
THE EXPRESSION. 

INT. CL. 39/U.S. CL. 100 

FOR: AUTOMOBILE RENTAL AND LEASING SERV- 
ICES. 

FIRST USE 5-19-1969; IN COMMERCE 5-19-1969. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 
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1,023,419. REG. 10-21-1975. THRIFTY RENT-A-CAR 
SYSTEM, INC. (OKLAHOMA CORPORATION), 4608 S. 
GARNETT ROAD, TULSA, OK, 74153, SN 37,215. FILED 
11-15-1974. PRINCIPAL REGISTER. 


Sacrarel 


REGISTRATION LIMITED TO THE AREA COMPRIS- 
ING THE ENTIRE UNITED STATES EXCEPT TAUNTON, 
MASSACHUSETTS. CONCURRENT USE PROCEEDING 
NO. 763 WITH THRIFT CARS, INC. 

OWNER OF U.S. REG. NOS. 
OTHERS. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND BLUE. 

INT. CL. 39/U.S. CL. 105 
FOR: AUTOMOBILE RENTAL AND LEASING. 
FIRST USE 1-7-1972; INCOMMERCE 1-7-1972. 


774,288, 880,666 AND 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 


1,254,274. REG. 10-18-1983. LAND O’LAKES, INC. (MINNE- 
SOTA CORPORATION), 4001 LEXINGTON AVENUE 
NORTH, ARDEN HILLS, MN, 55112, SN 335,974. FILED 
11-6-1981. PRINCIPAL REGISTER. 


PIG PERK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE WORD “PIG” APART FROM THE MARK AS 
SHOWN. 

INT. CL. 5/U.S. CLS. 18 AND 46 
FOR: MEDICATED SWINE FOOD. 
FIRST USE 2-1-1980; IN COMMERCE 2-1-1980. 


ELEMENTS AMENDED 
MARK 
DISCLAIMER 


U.S. PATENT AND TRADEMARK OFFICE 
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1,259,729. REG. 12-6-1983. COLUMBIA MANICURE MFG. 
CO., INC. (NEW YORK CORPORATION), | SENECA 
PLACE, GREENWICH, CT, 06830, SN 328,961. FILED 
9-21-1981. PRINCIPAL REGISTER. 


SATIN BUFF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE WORD “BUFF”, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 3/U.S. CLS. 4 AND 51 
FOR: NAIL POLISHING BOARD. 
FIRST USE 4-15-1981; IN COMMERCE 4-15-1981. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,296,047. REG. 9-18-1984. IRVING-CLOUD PUBLISHING 
COMPANY, THE (DELAWARE CORPORATION), 7300 
N. CICERO AVE., CHICAGO, IL, 60646, SN 413,336. 
FILED 2-14-1983. PRINCIPAL REGISTER. 


SALES/MARKETING 
KORNER 


SEC. 2(F). 
INT. CL. 16/U.S. CL. 38 
FOR: * SECTION OF A * MAGAZINE. 
FIRST USE 4-0-1977; IN COMMERCE 4-0-1977. 


ELEMENTS CORRECTED 
*GOODS/SERVICES* 


1,296,853. REG. 9-18-1984. FIRST DEPOSIT CORPORA- 
TION (DELAWARE CORPORATION), SUITE 1900, 88 
KEARNY STREET, SAN FRANCISCO, CA, 94108, SN 
444,742. FILED 9-21-1983. PRINCIPAL REGISTER. 


FIRST SELECT 


INT. CL. 36/U.S. CL. 102 

FOR: FINANCIAL SERVICES—NAMELY, REVOLVING 
CREDIT LINE [SECURED BY HOME EQUITY] HAVING 
BANK CARD AND/OR CHECK ACCESS. 

FIRST USE 6-7-1983; IN COMMERCE 6-7-1983. 


ELEMENTS AMENDED 
GOODS/SERVICES 


1,301,396. REG. 10-23-1984. CENTRAL HARDWARE COM- 
PANY (MISSOURI CORPORATION), 111 BOULDER IN- 
DUSTRIAL DR., BRIDGETON, MO, 63044, SN 451,156. 
FILED 11-3-1983. PRINCIPAL REGISTER. 


PERFORMER PLUS 


REGISTRATION IS LIMITED TO THE AREA OF THE 
UNITED STATES COMPRISING THE STATES OF TEN- 
NESSEE, OHIO, MISSOURI, INDIANA, ILLINOIS AND 
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KENTUCKY. CONCURRENT USE PROCEEDING NO. 773 
WITH TROPEX BATTERIES, INC. 
INT. CL. 9/U.S. CL. 21 

FOR: ELECTRIC STORAGE BATTERIES. 

FIRST USE 10-31-1983; IN COMMERCE 10-31-1983. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 


1,304,476. REG. 11-13-1984. MORRISON OIL CO. (OREGON 
CORPORATION), 3747 N. SUTTLE RD., PORTLAND, 
OR, 97217, SN 387,370. FILED 9-22-1982. PRINCIPAL 
REGISTER. 


DUREX 


REGISTRATION LIMITED TO THE AREA COMPRIS- 
ING THE ENTIRE UNITED STATES WITH THE EXCEP- 
TION OF THE STATES OF NORTH DAKOTA, SOUTH 
DAKOTA, IOWA, MINNESOTA, NEBRASKA, WISCON- 
SIN, COLORADO, KANSAS, ILLINOIS, MICHIGAN, 
OKLAHOMA, TEXAS, INDIANA, OHIO, MISSOURI, AR- 
KANSAS, KENTUCKY, GEORGIA AND TENNESSEE. 
CONCURRENT USE PROCEEDING NO. 701 WITH MID- 
STATES DISTRIBUTING COMPANY, INC. 

INT. CL. 1/U.S. CL. 6 
FOR: ANTIFREEZE FOR MOTOR VEHICLES. 
FIRST USE 9-0-1954; IN COMMERCE 10-0-1954. 


ELEMENTS AMENDED 
CONCURRENT USE STATEMENT 


1,384,527. REG. 2-25-1986. JOHNSONVILLE SAUSAGE, 
INC. (WISCONSIN CORPORATION), ROUTE 1, BOX 906, 
SHEBOYGAN FALLS, WI, 530850119, SN 549,371. FILED 
7-22-1985. PRINCIPAL REGISTER. 


OWNER OF U.S. REG. NOS. 1,132,311 AND 1,136,942. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRATWURST” AND “BEER”, APART FROM THE 
MARK AS SHOWN. 

THE DRAWING IS LINED FOR RED, YELLOW AND 
BROWN AND COLOR IS CLAIMED AS A FEATURE OF 
THE MARK. 

INT. CL. 29/U.S. CL. 46 

FOR: BRATWURST SAUSAGE FLAVORED WITH 
BEER. 

FIRST USE 4-1-1985; IN COMMERCE 4-1-1985. 


ELEMENTS AMENDED 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


MARK 
LINING/STIPPLING STATEMENT 


1,469,726. REG. 12-22-1987. RADIO AND TELEVISION 
COMMISSION OF THE SOUTHERN BAPTIST CON- 
VENTION (TEXAS NON-PROFITABLE, CHARITABLE 
ORGANIZATION) 6530 WEST FREEWAY, FORT 
WORTH, TX, 76150, SN 582,611. FILED 2-13-1986. PRIN- 
CIPAL REGISTER. 


INT. CL. 16/U.S. CL. 38 

FOR: BROCHURES AND PRINTED MATERIAL DEAL- 
ING WITH RADIO AND TELEVISION PROGRAMS 
HAVING RELIGIOUS THEMES. 

FIRST USE 10-0-1969; IN COMMERCE 10-0-1969. 
INT. CL. 41/U.S. CL. 107 

FOR: ENTERTAINMENT SERVICES, NAMELY, PRO- 
DUCTION AND BROADCASTING OF TELEVISION PRO- 
GRAMS. 

FIRST USE 10-0-1969; IN COMMERCE 10-0-1969. 


ELEMENTS CORRECTED 
[DISCLAIMER] 
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1,521,404. REG. 1-24-1989. FIRST BRANDS CORPORATION 
(DELAWARE CORPORATION), 39 OLD RIDGEBURY 
ROAD, DANBURY, CT, 06817, SN 526,303. FILED 
3-11-1985. PRINCIPAL REGISTER. 


Prestong 


f 
f 
i 


OWNER OF US. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE COLOR YELLOW OR TO 
YELLOW IN COMBINATION WITH THE SHAPE OF THE 
CONTAINER APART FROM THE MARK AS SHOWN, OR 
TO THE EXCLUSIVE RIGHT TO USE THE PURELY 
FUNCTIONAL CONTAINER FOR THE GOODS (INCLUD- 
ING THE CAP) APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLOR YELLOW, 
WHICH IS CLAIMED AS A FEATURE OF THE MARK. 

THE MARK CONSISTS OF THE COLOR YELLOW IN 
COMBINATION WITH THE SHAPE OF THE CONTAINER 
AND THE “PRESTONE II” TRADEMARK. 

INT. CL. 1/U.S. CL. 6 

FOR: ANTI-FREEZE AND COOLANT FOR USE IN 
AUTOMOTIVE COOLING SYSTEMS. 

FIRST USE 2-8-1972; IN COMMERCE 2-8-1972. 


181,657, 1,206,746 AND 


ELEMENTS CORRECTED 


U.S. PATENT AND TRADEMARK OFFICE 


LINING/STIPPLING STATEMENT 
DISCLAIMER 
DESCRIPTION OF MARK 


1,521,763. REG. 1-24-1989. HOT MELT COMMUNICA- 
TIONS, INC. (DELAWARE CORPORATION), 155 
AVENUE OF THE AMERICAS, NEW YORK, NY, 10013, 
SN 682,266. FILED 9-3-1987. PRINCIPAL REGISTER. 


HEAT 


INT. CL. 16/U.S. CL. 38 
FOR: ADULT MAGAZINES. 
FIRST USE 8-5-1987; IN COMMERCE 8-5-1987. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,536,780. REG. 4-25-1989. GTE VALENITE CORPORA- 
TION (DELAWARE CORPORATION), 750 STEPHEN- 
SON HIGHWAY, TROY, MI, 48083, SN 713,564. FILED 
2-26-1988. PRINCIPAL REGISTER. 


vsx 


INT. CL. 37/U.S. CL. 103 

FOR: CUSTOM MANUFACTURE OF CUTTING TOOL 
PRODUCTS BY MEANS OF INVESTMENT CASTING, 
HEAT TREATING, ISOSTATIC PRESSING AND 
POWDER [ METALLURY] * METALLURGY * PROCESS- 
ES. 

FIRST USE 10-1-1987; IN COMMERCE 10-1-1987. 


ELEMENTS CORRECTED 
GOODS/SERVICES 





REGISTRATIONS PUBLISHED UNDER SEC. 
12(c) 


The following marks registered under the act of 1905, or the act of 1881, are published under the provisions of section 
12(c) of the Trademark Act of 1946. These registrations are not subject to opposition but are subject to cancellation under 
section 14 of the act of 1946. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 47-—-WINES 
354,486. 2-15-1938. MACBOYLE, ERROL, SANTA ROSA, 


CA. PUB. BY MARTINI & PRATI WINES, INC., SANTA 
ROSA, CA. 


FOUNTAIN GROVE 


FOR [CALIFORNIA VARIETIES OF] WHITE AND RED 
WINES, [PORT,] SHERRY [, MUSCATEL, AND CALIFOR- 
NIA SWEET WINES]. (INT. CL. 33) 
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(Registered; Renewed; Canceled; Amended, Corrected, etc.; New Certificates; 12c Publications.) 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


international class which applies to i 


applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


*TOTES’, INCORPORATED, LOVELAND, OH: 
1,575,115, PUB. 5-30-1989. INT. CL. 25. 

“HARRIER” GMBH GESELLSCHAFT FUR DEN VER- 
TRIEB MEDIZINISCHER UND TECHNISCHER 
GERATE, MUNCHEN, FED REP GERMANY: 

1,574,537, PUB. 10-10-1989. INT. CL. 9. 


“ITS MY BOOK!” LTD., MONTREAL, PROVINCE OF 
QUEBEC, CANADA: 


1,574,811, PUB. 10-10-1989. INT. CL. 16. 

A BETTER ANSWER, INC., DALLAS, TX: 
1,575,582, PUB. 10-10-1989. INT. CL. 38. 

A. H. ROBINS COMPANY, INC., RICHMOND, VA: 
521,669. REN. 11-21-89. U.S. CL. 18 (INT. CL. 5). 


A.K.A. SAUNDERS, BERKELEY, CA, MERLE NORMAN 
COSMETICS, INC., LOS ANGELES, CA: 

884,403. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 

A.O. MARKETING SERVICES, HOUSTON, TX: 

1,574,774, PUB. 10-10-1989. INT. CL. 15. 

AS.A.P. PERSONNEL SERVICES, INC., SMITHTOWN, 
NY: 

1,575,441, PUB. 10-10-1989. INT. CL. 35. 

AB FERROSAN, MALMO, SWEDEN: 

1,244,107, CANC. INT. CL. 5. 

ABBOTT LABORATORIES, ABBOTT PARK, IL, DBA 
FAULTLESS RUBBER COMPANY, FAULTLESS 
RUBBER COMPANY, THE, ASHLAND, OH: 

519,024. REN. 11-20-89. U.S. CL. 1 (INT. CLS. 17 AND 
21). 

ABBOTT LABORATORIES, ABBOTT PARK, IL, DBA 
ROSS LABORATORIES: 

885,076. REN. 11-21-89. U.S. CL. 38 (INT. CL. 16). 


ABECO LIMITED, KINGSWINFORD, WEST MIDLANDS, 
ENGLAND: 


1,574,408, PUB. 10-10-1989. INT. CL. 8. 


ABEL HEALTH MANAGEMENT SERVICES, INC., MAN- 
HASSET, NY: 
1,575,738, PUB. 6-20-1989. INT. CL. 42. 
ABQ CORPORATION, N.E., ALBUQUERQUE, NM: 
1,575,476, PUB. 10-10-1989. INT. CL. 36. 
ABSOLUTE COATINGS, INC., NEW YORK, NY: 
1,574,242, PUB. 10-10-1989. INT. CL. 3. 


ACCELERATED CHRISTIAN EDUCATION, INC., LEWIS- 
VILLE, TX: 


1,575,667, PUB. 10-10-1989. INT. CL. 41. 
1,575,675, PUB. 10-10-1989. INT. CL. 41. 
ACCESS CORPORATION, CINCINNATI, OH: 
884,318. REN. 11-22-89. MULTIPLE CLASS, U.S. CLS. 
100 (INT. CL. 42) AND 101 (INT. CL. 35). 
ACME GENERAL CORPORATION, SAN DIMAS, CA: 
882,475. REN. 11-20-89. U.S. CL. 25 (INT. CL. 6). 


ACOME SOCIETE COOPERATIVE DE TRAVAILLEURS, 
PARIS, FRANCE: 


1,574,464, PUB. 12-27-1988. INT. CL. 9. 


ACORN ENGINEERING COMPANY, CITY OF INDUS- 
TRY, CA: 


883,171. REN. 11-20-89. U.S. CL. 13 (INT. CL. 11). 


ACTION CLEANING & EQUIPMENT CORP., KIRK- 
WOOD, NY: 


1,575,560, PUB. 10-10-1989. INT. CL. 37. 
1,575,561, PUB. 10-10-1989. INT. CL. 37. 
ACUSHNET COMPANY, NEW BEDFORD, MA: 
1,575,235, PUB. 10-10-1989. INT. CL. 28. 

ADC TELECOMMUNICATIONS, INC., MINNEAPOLIS, 
MN: 

1,574,459, PUB. 6-20-1989. INT. CL. 9. 

ADCO SALES INC., WOBURN, MA: 

1,574,756, PUB. 10-10-1989. INT. CL. 13. 
ADOBE NEWS, INC., ALBUQUERQUE, NM: 
1,243,587, CANC. INT. CL. 16. 

ADOLPH COORS COMPANY, GOLDEN, CO: 

519,209. REN. 11-20-89. U.S. CL. 48 (INT. CL. 32). 

ADVANCE PRODUCTS CORPORATION, BENTON 
HARBOR, MI: 

1,574,383, PUB. 10-10-1989. INT. CL. 7. 

ADVANCED CARDIOVASCULAR SYSTEMS, INC., 

SANTA CLARA, CA: 
1,574,646, PUB. 10-10-1989. INT. CL. 10. 
1,574,647, PUB. 10-10-1989. INT. CL. 10. 

ADVANCED FARM SYSTEMS, INC., BRADFORD, ME: 

1,244,296, CANC. INT. CL. 9. 
ADVANCED NUTRITION, INC., JACKSONVILLE, FL, 
DBA ADVANCED METABOLIC RESEARCH: 
1,574,311, PUB. 10-10-1989. INT. CL. 5. 
ADVANCED ORAL TECHNOLOGY, INC., SAN JOSE, CA: 
1,575,058, PUB. 10-10-1989. INT. CL. 21. 

ADVANCED SURGICAL INTERVENTION, INC., SAN 
CLEMENTE, CA: 

1,574,675, PUB. 10-10-1989. INT. CL. 10. 

ADVANCED TECHNOLOGY LABORATORIES, INC., 
BOTHELL, WA: 

1,574,641, PUB. 10-10-1989. INT. CL. 10. 

ADVANTAGE BUSINESS COMPUTERS INC., CANTON, 
OH: 

1,575,731, PUB. 6-20-1989. INT. CL. 42. 

AEROBICISE, INC., WICHITA, KS: 

1,241,518, CANC. INT. CL. 41. 

AEROTRONIC ASSOCIATES, INC., STAMFORD, CT, 
LEEDS & NORTHRUP COMPANY, PHILADELPHIA, 
PA: 

256,076. REN. 11-22-89. U.S. CL. 21 (INT. CLS. 9 AND 
11). 
AFFILIATED COMPUTER SYSTEMS, INC., DALLAS, TX: 
1,575,431, PUB. 10-10-1989. INT. CL. 35. 

AFFORDABLE HOUSING CONCEPTS, INC., NORTH 

LAUDERDALE, FL: 
1,574,789, PUB. 10-10-1989. INT. CL. 16. 
AGAR SUPPLY CO., INC., BOSTON, MA, COLUMBIA 


PACKING COMPANY, BOSTON, MA, DBA COLUMBIA 
FOODS COMPANY: 


828,642. REN. 11-22-89. U.S. CL. 46 (INT. CL. 29). 
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AGRASHELL, INC., BATH, PA, AGICIDE LABORATO- ALLIED CORPORATION, MORRISTOWN, NJ: 


RIES, INC., LOS ANGELES, CA: 
$18,760. REN. 11-21-89. U.S. CL. 1 (INT. CL. 20). 
AGRI LABOK«: URIES, LTD., ST. JOSEPH, MO: 
1,574,287, PUB. 10-10-1989. INT. CL. 5. 
1,574,317, PUB. 10-10-1989. INT. CL. 5. 
AGRIPAC, INC., SALEM, OR, BLUE LAKE PACKERS, 
INC., SALEM, OR: 
$21,870. REN. 11-22-89. U.S. CL. 46 (INT. CL. 29). 
AGU, J.B., HYATTSVILLE, MD: 
1,574,162, PUB. 3-28-1989. INT. CL. 3. 
AGWAY, INC., DEWITT, NY: 
882,306. REN. 11-22-89. U.S. CL. 46 (INT. CL. 31). 
AIDA THIBIANT, INC., BEVERLY HILLS, CA: 
1,574,231, PUB. 10-10-1989. INT. CL. 3. 
AIR TECHNIQUES, INCORPORATED, HICKSVILLE, NY: 
1,574,374, PUB. 10-10-1989. INT. CL. 7. 
AIRCOM, INC., UNION, NH: 
1,242,678, CANC. INT. CL. 9. 


AIRCONTACT, INC., JAMAICA, NY, DBA TRANSBOR- 
DER AIR CARGO: 


1,575,589, PUB. 10-10-1989. INT. CL. 39. 

AIRCRAFT CLEANING AND DEICING SERVICES, INC., 

PARAMOUNT, CA, DBA NORDIC AERO, INC.: 

1,575,549, PUB. 10-10-1989. INT. CL. 37. 

AIRFAX INC., CLIFTON, VA: 
1,575,579, PUB. 10-10-1989. INT. CL. 38. 

AIRWAY INDUSTRIES, INC., ELLWOOD CITY, PA: 
1,574,987, PUB. 10-10-1989. INT. CL. 18. 

AJAX MAGNETHERMIC CORPORATION, WARREN, OH: 
1,574,492, PUB. 6-13-1989. INT. CL. 9. 


AL COTTON COMMUNICATIONS, INC., WORCESTER, 
MA: 


1,243,921, CANC. INT. CL. 42. 
ALAKH CORPORATION, NEW YORK, NY: 
1,574,423, PUB. 12-22-1987. INT. CL. 9. 
ALASKA NORTHWEST PUBLISHING CO., EDMONDS, 
WA: 
1,244,421, CANC. INT. CL. 16. 
ALASKA PUBLISHING PROPERTIES, INC., ANCHOR- 


AGE, AK, ALASKA NORTHWEST PUBLISHING COM- 
PANY, EDMONDS, WA: 


880,941. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 
ALBERT W. SISK & SON, INC., PRESTON, MD, ALBERT 
W. SISK & SON, PRESTON, MD: 
517,864. REN. 11-21-89. U.S. CL. 46 (INT. CL. 29). 
517,867. REN. 11-21-89. U.S. CL. 46 (INT. CL. 29). 
ALBRASS ENTERPRISES, INC., LOS ANGELES, CA: 
1,241,053, CANC. INT. CL. 11. 


ALCAN ALUMINIUM LIMITED, MONTREAL, QUEBEC, 
CANADA: 


1,574,353, PUB. 10-10-1989. INT. CL. 6. 


ALCO STANDARD CORPORATION, CHESTERBROOK, 
VALLEY FORGE, PA: 


1,241,932, CANC. INT. CL. 9. 
ALCOLAC, INC., BALTIMORE, MD: 
1,574,111, PUB. 10-10-1989. INT. CL. 1. 


ALEXANDER; CHARLOTTE A., SPRING MOUNT, PA, 
DBA THE SUNDANCE STUDIO: 


1,243,670, CANC. INT. CL. 20. 
ALFIT GESELLSCHAFT M.B.H., GOTZIS, AUSTRIA: 
1,574,356, PUB. 10-10-1989. INT. CL. 6. 
ALFRED DUNHILL LIMITED, LONDON, ENGLAND: 
881,310. REN. 11-20-89. U.S. CL. 39 (INT. CL. 25). 
ALFRED H. SCHUTTE VERTRIEBSGESELLSCHAFT 
MBH, KOLN, FED REP GERMANY: 
1,574,369, PUB. 10-10-1989. INT. CL. 7. 
ALLENBACH INDUSTRIES, INC., CARLSBAD, CA: 
1,241,013, CANC. INT. CL. 9. 
ALLER-CARE, INC., MINNETONKA, MN: 
1,574,244, PUB. 10-10-1989. INT. CL. 3. 


1,244,010, CANC. INT. CL. 1. 
ALLJACK & CO., PLYMOUTH, MI: 
1,574,199, PUB. 10-10-1989. INT. CL. 3. 
ALMICO PLASTICS LIMITED, BROCKVILLE, ONTARIO, 
CANADA: 
1,574,699, PUB. 10-10-1989. INT. CL. 11. 
ALOE VITA, INC., GARLAND, TX: 
1,244,059, CANC. INT. CL. 3. 
ALPINE RESTAURANTS INC., ARLINGTON, MA: 
1,241,580, CANC. INT. CL. 42. 
ALRS, INC., LOS ANGELES, CA: 
1,575,012, PUB. 10-10-1989. INT. CL. 20. 
ALSHIRE INTERNATIONAL, INC., BURBANK, CA, 
BUDGET SOUND, INC., BURBANK, CA: 
881,285. REN. 11-20-89. U.S. CL. 36 (INT. CL. 9). 
ALTA MODA PROGRESSO S.P.A., TREZZANO SUL NA- 
VIGLIO, MILANO, ITALY: 
1,575,077, PUB. 10-10-1989. INT. CL. 25. 
ALTER TRADING CORPORATION, DAVENPORT, IA: 
1,575,534, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
ALTER, AARON, CARLSBAD, CA, DBA AARON’S COM- 
PUTER RELIEF: 
1,575,759, PUB. 10-10-1989. INT. CL. 42. 
ALTERNATIVES TO VIOLENCE PROJECT, INC., NEW 
YORK, NY: 
1,575,646, PUB. 10-10-1989. INT. CL. 41. 
ALTO PRODUCTS, NORTH BRUNSWICK, NJ: 
1,574,721, PUB. 10-10-1989. INT. CL. 12. 
ALTRONIC RESEARCH, INCORPORATED, YELLVILLE, 
AR: 
1,574,568, PUB. 10-10-1989. INT. CL. 9. 
ALVIMAR MANUFACTURING COMPANY, INC., LONG 
ISLAND CITY, NY: 
1,243,792, CANC. INT. CL. 28. 
AMANA REFRIGERATION, INC., AMANA, IA: 
1,241,070, CANC. INT. CL. 11. 
AMAZING LACE: See— 
QUAAL, JENNIFER A.. 
AMBERLEY GREETING CARD COMPANY, CINCIN- 
NATI, OH: 
1,574,878, PUB. 10-10-1989. INT. CL. 16. 
AMERACE CORPORATION, PARSIPPANY, NJ, BUCHAN- 


AN ELECTRICAL PRODUCTS CORPORATION, ELIZA- 
BETH, NJ: 


521,907. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 

AMEREX TRADING CORPORATION, NEW YORK, NY: 

1,243,488, CANC. INT. CL. 9. 

AMERICAN ALLIANCE FOR HEALTH, PHYSICAL EDU- 
CATION, RECREATION AND DANCE, THE, RESTON, 
VA: 

1,574,882, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 

1,574,884, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 

AMERICAN ANIMAL 
WISNER, NE: 

1,574,334, PUB. 10-10-1989. INT. CL. 5. 
AMERICAN APPRAISAL ASSOCIATES, INC., MILWAU- 


KEE, WI, AMERICAN APPRAISAL COMPANY, THE, 
MILWAUKEE, WI: 


880,930. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 
AMERICAN AUTOMOBILE ASSOCIATION (INCORPO- 


RATED), THE, FALLS CHURCH, VA, DBA AMERICAN 
AUTOMOBILE ASSOCIATION: 


882,259. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
100 (INT. CL. 42), 101 (INT. CL. 35), 102 (INT. CL. 36), 
103 (INT. CL. 37), 105 (INT. CL. 39) AND 107 (INT. 
CL. 41). 
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AMERICAN BANKERS ASSOCIATION, WASHINGTON, 
Dc: 
1,575,617, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
AMERICAN BINDING WIRE, INC., BEACON, NY: 
1,574,360, PUB. 10-10-1989. INT. CL. 6. 
AMERICAN BLADE, INC., CHATTANOOGA, TN: 
1,241,145, CANC. INT. CL. 16. 


AMERICAN BOARD OF MISSIONS TO THE JEWS, INC., 
ORANGEBURG, NY: 
1,243,564, CANC. INT. CL. 16. 


AMERICAN BROADCASTING COMPANIES, INC., NEW 
YORK, NY: 
1,241,526, CANC. INT. CL. 41. 


AMERICAN BUDGERIGAR SOCIETY, INC., THE, KIL- 
LEEN, TX: 


1,575,638, PUB. 10-10-1989. INT. CL. 41. 

AMERICAN CHEMICAL SOCIETY, WASHINGTON, DC: 
881,488. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 
1,223,189, CANC. INT. CL. 9. 

AMERICAN COLLEGE, THE, BRYN MAWR, PA: 

1,241,521, CANC. INT. CL. 41. 
AMERICAN COMMUNITY SERVICES, INC., EAST 
LIVERPOOL, OH, AKA PARTY PLANNERS: 
1,575,777, PUB. 10-10-1989. INT. CL. 42. 
AMERICAN CYANAMID COMPANY, WAYNE, NJ: 
880,777. REN. 11-20-89. U.S. CL. 18 (INT. CL. 5). 
884,859. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 
1,574,345, PUB. 10-10-1989. INT. CL. 5. 
1,574,860, PUB. 10-10-1989. INT. CL. 16. 


AMERICAN DAIRY QUEEN CORPORATION, MINNE- 
APOLIS, MN: 


881,351. REN. 11-21-89. U.S. CL. 46 (INT. CL. 30). 


AMERICAN ECOLOGICAL TECHNOLOGIES, _INC., 
GUYMON, OK: 


1,574,130, PUB. 10-10-1989. INT. CL. 1. 


AMERICAN ENTERPRISES OF OKLA., INC., OKLAHO- 
MA CITY, OK: 


1,575,033, PUB. 10-10-1989. INT. CL. 20. 

AMERICAN EXCELSIOR COMPANY, ARLINGTON, TX: 
1,574,980, PUB. 10-10-1989. INT. CL. 17. 

AMERICAN GRAINS, INC., EMERYVILLE, CA: 
1,575,360, PUB. 10-10-1989. INT. CL. 30. 


AMERICAN GREETINGS CORPORATION, CLEVELAND, 
OH: 


1,243,603, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 28. 

1,574,883, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16, 21 AND 24. 

1,574,924, PUB. 10-10-1989. INT. CL. 

1,574,925, PUB. 10-10-1989. INT. CL. 

1,574,927, PUB. 10-10-1989. INT. CL. 

1,574,928, PUB. 10-10-1989. INT. CL. 

1,574,929, PUB. 10-10-1989. INT. CL. 

1,574,930, PUB. 10-10-1989. INT. CL. 

1,574,931, PUB. 10-10-1989. INT. CL. 

1,574,932, PUB. 10-10-1989. INT. CL. 

1,574,933, PUB. 10-10-1989. INT. CL. 

1,574,934, PUB. 10-10-1989. INT. CL. 

1,574,935, PUB. 10-10-1989. INT. CL. 16. 

1,574,936, PUB. 10-10-1989. INT. CL. 16. 


1,574,938, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 21. 


1,574,940, PUB. 10-10-1989. INT. CL. 16. 
1,574,941, PUB. 10-10-1989. INT. CL. 16. 
1,574,942, PUB. 10-10-1989. INT. CL. 16. 
1,574,951, PUB. 10-10-1989. INT. CL. 16. 
1,574,952, PUB. 10-10-1989. INT. CL. 16. 
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1,575,063, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 21, 24, 25 AND 28. 
AMERICAN HEALTH PLUS CORP., PEARL RIVER, NY: 
1,575,851, INT. CL. 5. 
AMERICAN HEALTHCARE SYSTEMS, LA JOLLA, CA: 
1,575,794, PUB. 10-10-1989. INT. CL. 42. 

AMERICAN HEAT VIDEO PRODUCTIONS, INC., ST. 
LOUIS, MO: 

1,574,523, PUB. 7-18-1989. INT. CL. 9. 

AMERICAN HOME PRODUCTS CORPORATION, NEW 
YORK, NY: 

882,036. REN. 11-22-89. U.S. CL. 18 (INT. CL. 5). 

AMERICAN JEWISH COMMITTEE, THE, NEW YORK, 
NY: 

1,574,901, PUB. 10-10-1989. INT. CL. 16. 

AMERICAN MONITOR CORPORATION, INDIANAPOLIS, 
IN: 

1,244,061, CANC. INT. CL. 3. 

AMERICAN OLEAN TILE COMPANY, INC., LANSDALE, 
PA: 

880,743. REN. 11-20-89. U.S. CL. 12 (INT. CL. 19). 

AMERICAN PLYWOOD ASSOCIATION, TACOMA, WA: 

887,347. REN. 11-20-89. U.S. CL. 12 (INT. CL. 19). 

AMERICAN POLYPAY SHEEP ASSOCIATION, SIDNEY, 
MT: 

1,575,846, PUB. 10-10-1989. U.S. CL. A. 

AMERICAN REGISTRY OF DIAGNOSTIC MEDICAL 
SONOGRAPHERS, INC., CINCINNATI, PA: 

1,575,709, PUB. 10-10-1989. INT. CL. 42. 

AMERICAN RESTAURANT MARKETING GROUP, INC., 
WEST PALM BEACH, FL: 

1,574,819, PUB. 10-10-1989. INT. CL. 16. 

AMERICAN SCREEN PRINTING EQUIPMENT COMPA- 
NY, CHICAGO, IL, AMERICAN SCREEN PROCESS 
EQUIPMENT COMPANY, CHICAGO, IL: 

$90,048. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
AMERICAN SKANDIA LIFE ASSURANCE CORPORA- 
TION, SHELTON, CT: 

1,575,494, PUB. 10-10-1989. INT. CL. 36. 

AMERICAN STANDARD INC., NEW YORK, NY: 
1,574,574, PUB. 10-10-1989. INT. CL. 9. 
1,574,690, PUB. 10-10-1989. INT. CL. 11. 
1,575,853, INT. CL. 11. 

AMERICAN STORES COMPANY, SALT LAKE CITY, UT: 
1,243,781, CANC. INT. CL. 28. 

AMERICAN SUZUKI MOTOR CORPORATION, BREA, CA 
FROM SUZUKI OF AMERICA AUTOMOTIVE CORPO- 
RATION, BREA, CA: 

1,574,720, PUB. 5-30-1989. INT. CL. 12. 

AMERICAN TANNING SYSTEMS, INC., INDIANAPOLIS, 
IN: 

1,574,703, PUB. 10-10-1989. INT. CL. 11. 

AMERICAN TECH MANUFACTURING, INC., GLENOL- 
DEN, PA: 

1,242,576, CANC. INT. CL. 7. 

AMERICAN TELEPHONE AND TELEGRAPH COMPA- 
NY, NEW YORK, NY: 

1,574,521, PUB. 10-10-1989. INT. CL. 9. 

AMERICAN TELEPROCESSING CORPORATION, HOUS- 
TON, TX: 

1,503,693, CANC. INT. CL. 9. 

AMERICAN TRADING AND PRODUCTION CORPORA- 
TION, BALTIMORE, MD: 

1,574,905, PUB. 10-10-1989. INT. CL. 16. 

AMERICAN TRAILS, LA MESA, CA: 

1,243,931, CANC. INT. CL. 42. 

AMERICAN TYPE CULTURE COLLECTION, 
VILLE, MD: 

884,320. REN. 11-20-89. U.S. CL. 100 (INT. CL. 42). 
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AMERICAN UNION HOTEL, INC., PASADENA, CA: 
1,575,753, PUB. 10-10-1989. INT. CL. 42. 
1,575,754, PUB. 10-10-1989. INT. CL. 42. 
AMERITRUST COMPANY NATIONAL ASSOCIATION, 
CLEVELAND, OH, DBA AMERITRUST: 
1,575,524, PUB. 10-10-1989. INT. CL. 36. 
AMEROCK CORPORATION, ROCKFORD, IL: 
1,574,590, PUB. 10-10-1989. INT. CL. 9. 
AMES DEPARTMENT STORES, INC., ROCKY HILL, CT: 
1,574,958, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 25. 
AMKO PLASTICS INC., CINCINNATI, OH: 
1,575,064, PUB. 10-10-1989. INT. CL. 22. 
AMMERMAN ENTERPRISES, INC., STAFFORD, TX: 
1,575,458, PUB. 10-10-1989. INT. CL. 35. 
AMSTED INDUSTRIES INCORPORATED, CHICAGO, IL, 
BURGESS-NORTON MFG. CO., GENEVA, IL: 
518,081. REN. 11-21-89. U.S. CL. 23 (INT. CL. 7). 
AMSTED INDUSTRIES INCORPORATED, CHICAGO, IL, 
AMERICAN STEEL FOUNDRIES, CHICAGO, IL: 
524,177. REN. 11-20-89. U.S. CL. 14 (INT. CL. 6). 
AMUSEMENT AND MUSIC OPERATORS ASSOCIATION, 
INC., CHICAGO, IL, DBA AMOA: 
1,575,744, PUB. 10-10-1989. INT. CL. 42. 
AMWAY CORPORATION, ADA, MI: 
881,404. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 
1,574,207, PUB. 10-10-1989. INT. CL. 3. 
ANATROS CORPORATION, SAN JOSE, CA: 
1,244,335, CANC. INT. CL. 10. 
ANDERSEN DYNAMICS LIMITED, MARKHAM, ONTAR- 
10, CANADA: 
1,574,961, PUB. 4-11-1989. INT. CL. 17. 
ANDERSON & VREELAND MIDWEST, INC., BRYAN, 
OH, DBA ANDERSON & VREELAND, INC.: 
1,574,144, PUB. 10-10-1989. INT. CL. 1. 
ANDIS COMPANY, RACINE, WI: 
1,574,406, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 8, 9 AND 11. 
ANDREW WILSON COMPANY, LAWRENCE, MA: 
1,242,559, CANC. INT. CL. 6. 
1,242,565, CANC. INT. CL. 6. 
ANDREWS COMMUNICATIONS, INC., EDGEMONT, PA, 


CLEWORTH PUBLISHING COMPANY, INC., COS COB, 
CT: 


885,510. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 
ANES ELECTRONICS, INC., VENICE, CA: 
1,241,944, CANC. INT. CL. 9. 


ANGELO’S FRANCHISING CORPORATION, SPRING- 
FIELD, IL: 


886,878. REN. 11-24-89. U.S. CL. 100 (INT. CL. 42). 
ANSCOTT CHEMICAL INDUSTRIES, INC., WAYNE, NJ, 
DBA CALED SIGNAL CHEMICAL, CALED PRODUCTS 
COMPANY, INC., BRENTWOOD, MD: 
881,026. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 
ANSELL INCORPORATED, DOTHAN, AL: 
1,242,685, CANC. INT. CL. 10. 
1,244,327, CANC. INT. CL. 10. 
ANSONIA CLOCK COMPANY, INC., LYNNWOOD, WA, 
NOFZIGER, DALE, LYNNWOOD, WA: 
888,258. REN. 11-20-89. U.S. CL. 27 (INT. CL. 14). 
ANTHONY INDUSTRIES, INC., ADRIAN, MI: 
1,575,832, PUB. 10-10-1989. INT. CL. 42. 
ANTIBIOTICOS, S.A., MADRID, SPAIN: 
1,265,440, CANC. INT. CL. 1. 
AP INDUSTRIES, INC., TOLEDO, OH: 
1,574,723, PUB. 10-10-1989. INT. CL. 12. 
APOTHECARY PRODUCTS, INC., BURNSVILLE, MN: 
1,574,657, PUB. 10-10-1989. INT. CL. 10. 
APPAREL TRADING INTERNATIONAL, INC., NEW 
YORK, NY: 
1,575,134, PUB. 10-10-1989. INT. CL. 25. 
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APPLE COMPUTER, INC., CUPERTINO, CA: 
1,574,593, PUB. 10-10-1989. INT. CL. 9. 

APPLE RUBBER PRODUCTS, INC., LANCASTER, NY: 
1,574,970, PUB. 10-10-1989. INT. CL. 17. 

APPLIED AXIOMATICS, INCORPORATED, NEW YORK, 

NY: 

1,574,498, PUB. 10-10-1989. INT. CL. 9. 

APPLIED VASCULAR DEVICES, INC., SANTA ANA, CA: 
1,574,650, PUB. 10-10-1989. INT. CL. 10. 
1,574,651, PUB. 10-10-1989. INT. CL. 10. 

APS INDUSTRIES, INC., ANAHEIM, CA, ALLRED, 


MARVIN H., SANTA ANA, CA, DBA ALLRED’S POOL 
SUPPLIES: 


881,058. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
101 (INT. CL. 35) AND 103 (INT. CL. 37). 
AQUAKLEER, INC., MOUNTAIN VIEW, CA: 
1,574,709, PUB. 10-10-1989. INT. CL. 11. 

AQUAMATIC, INC., ROCKFORD, IL, AUTOMATIC PUMP 
& SOFTENER CORPORATION, ROCKFORD, IL: 

443,747. REN. 11-20-89. U.S. CL. 31 (INT. CL. 11). 

AQUATIC SYSTEMS, INC., SAN DIEGO, CA: 

1,575,305, PUB. 10-10-1989. INT. CL. 29. 
ARBITRON RATINGS COMPANY, NEW YORK, NY: 
1,574,859, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 35. 
ARCTCO, INC., THIEF RIVER FALLS, MN: 
1,574,741, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 12 AND 25. 
ARENA CORPORATION, THE, LAS VEGAS, NV: 
1,575,695, PUB. 12-29-1987. INT. CL. 42. 

ARGUS PRESS HOLDINGS, INC., ATLANTA, GA FROM 
CARDIFF PUBLISHING COMPANY, INC., ENGLE- 
WOOD, CO: 

1,575,855, INT. CL. 16. 
ARMCO INC., MIDDLETOWN, OH: 
1,244,147, CANC. INT. CL. 6. 

ARMSTRONG WORLD INDUSTRIES, INC., LANCASTER, 
PA: 

1,243,664, CANC. INT. CL. 19. 

ARNOLD ROSS ENTERPRISES, 
QUEENS, NY: 

1,243,778, CANC. INT. CL. 28. 

ARNOTT’S BISCUITS LIMITED, SYDNEY, NEW SOUTH 
WALES, AUSTRALIA: 

1,575,345, PUB. 10-10-1989. INT. CL. 30. 
1,575,346, PUB. 10-10-1989. INT. CL. 30. 
1,575,347, PUB. 10-10-1989. INT. CL. 30. 
AROMATIQUE, INC., HEBER SPRINGS, AR: 
1,574,278, PUB. 10-10-1989. INT. CL. 5. 

ARROW SERVICES, INC., PLYMOUTH, IN, ARROW PEST 
CONTROL, INC., PLYMOUTH, IN: 

888,048. REN. 11-20-89. U.S. CL. 103 (INT. CL. 37). 

ARTHUR ANDERSEN & CO., CHICAGO, IL: 

1,575,445, PUB. 10-10-1989. INT. CL. 35. 

ASAHI GLASS COMPANY, LIMITED, CHIYODA-KU, 

TOKYO, JAPAN: 
883,130. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 6 
(INT. CL. 1) AND 31 (INT. CL. 1). 
ASBESTOS CLOTH PRODUCTS CO., LOS ANGELES, CA: 
1,242,629, CANC. INT. CL. 9. 

ASHLAND OIL, INC., ASHLAND, KY, ASHLAND OIL & 

REFINING COMPANY, ASHLAND, KY: 
881,118. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 6 
(INT. CLS. 1 AND 2) AND 15 (INT. CL. 4). 
ASHLAND OIL, INC., ASHLAND, KY: 
1,574,155, PUB. 10-10-1989. INT. CL. 2. 
1,574,255, PUB. 10-10-1989. INT. CL. 4. 
1,574,260, PUB. 10-10-1989. INT. CL. 4. 
1,575,539, PUB. 10-10-1989. INT. CL. 37. 
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—— ABBAS, KINGS CROSS, SYDNEY, AUS- 


a ,575, 334, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 30 AND 32. 
ASI MARKET RESEARCH, INC., BURBANK, CA: 
1,575,435, PUB. 10-10-1989. INT. CL. 35. 
ASICS CORPORATION, CHUO-KU, KOBE CITY, HYOGO 
PREFECTURE, JAPAN: 
1,575,220, PUB. 10-10-1989. INT. CL. 28. 
ASPEX CORPORATION, KENTFIELD, CA: 
1,575,826, PUB. 10-10-1989. INT. CL. 42. 
ASSOCIATION FOR COMPUTING MACHINERY, NEW 
YORK, NY: 
1,575,643, PUB. 10-10-1989. INT. CL. 41. 
AST RESEARCH, INC., IRVINE, CA FROM AST RE- 
SEARCH, INC., IRVINE, CA: 
1,574,424, PUB. 10-10-1989. INT. CL. 9. 
AST RESEARCH, INC.: See— 
AST RESEARCH, INC.. 
ASYMETRIX CORPORATION, BELLEVUE, WA: 
1,574,517, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
ATLANTIC RICHFIELD COMPANY, LOS ANGELES, CA: 
1,574,256, PUB. 10-10-1989. INT. CL. 4. 
ATLAS SUPPLY COMPANY, SPRINGFIELD, NJ: 
881,271. REN. 11-20-89. U.S. CL. 35 (INT. CL. 17). 
881,274. REN. 11-20-89. U.S. CL. 35 (INT. CL. 12). 
881,667. REN. 11-20-89. U.S. CL. 23 (INT. CL. 8). 
1,244,287, CANC. INT. CL. 9. 
ATRIUM LIMITED, THE, ROLLING MEADOWS, IL: 
1,241,621, CANC. INT. CL. 42. 
ATTITUDE RECORDS, INC., JACKSONVILLE, FL: 
1,575,649, PUB. 10-10-1989. INT. CL. 41. 
AUDIOACTIVE, INC., DELAPLAINE, AR: 
1,244,456, CANC. INT. CL. 16. 
AUF GEHT’S, INC., SPRINGFIELD, NJ: 
1,575,133, PUB. 10-10-1989. INT. CL. 25. 
AUGUSTINE MEDICAL, INC., EDEN PRAIRIE, MN: 
1,574,673, PUB. 10-10-1989. INT. CL. 10. 
AURAFIN CORPORATION, HOLLYWOOD, FL: 
1,574,771, PUB. 10-10-1989. INT. CL. 14. 
AUSIMONT S.P.A.: See— 
CIBA-GEIGY CORPORATION. 
AUTOMATIC PAYROLL SERVICE, INC., MANSFIELD, 
MA: 
1,575,424, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35 AND 36. 
AUTOTYPE INTERNATIONAL LIMITED, OXON, ENG- 
LAND: 
1,574,963, PUB. 10-10-1989. INT. CL. 17. 
AVANT-GARDE MEDIA, INC., NEW YORK, NY: 
1,241,144, CANC. INT. CL. 16. 
AVERY SERVICES CORPORATION, LOS ANGELES, CA: 
1,575,810, PUB. 10-10-1989. INT. CL. 42. 
1,575,835, PUB. 10-10-1989. INT. CL. 42. 
AVION SYSTEMS, INC., RICHMOND, VA: 
1,574,512, PUB. 10-10-1989. INT. CL. 9. 
AVIS INDUSTRIAL CORPORATION, UPLAND, IN, WIN- 
POWER MANUFACTURING COMPANY, NEWTON, IA: 
883,690. REN. 11-20-89. U.S. CL. 21 (INT. CL. 7). 
887,464. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
AVON PRODUCTS, INC., NEW YORK, NY: 
1,574,160, PUB. 10-10-1989. INT. CL. 3. 
1,575,050, PUB. 10-10-1989. INT. CL. 21. 
B.C. BLUEBERRY CO-OPERATIVE ASSOCIATION, RICH- 
MOND, BRITISH COLUMBIA, CANADA: 
882,989. REN. 11-20-89. U.S. CL. 46 (INT. CLS. 29 AND 
31). 
B.V. MEELUNIE, AMSTERDAM, NETHERLANDS: 
1,575,324, PUB. 5-30-1989. INT. CL. 30. 
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BABE RUTH LEAGUE, INC., TRENTON, NJ: 
881,419. REN. 11-20-89. U.S. CL. 100 (INT. CL. 42). 
881,420. REN. 11-20-89. U.S. CL. 100 (INT. CL. 42). 

BABY CARE, INC., TULSA, OK: 

1,492,111, CANC. INT. CL. 10. 

BAEHR, RICHARD C., GREAT NECK, NY: 
1,575,257, PUB. 10-10-1989. INT. CL. 28. 

BAIRD CORPORATION, BEDFORD, MA, BAIRD- 

ATOMIC, INC., CAMBRIDGE, MA: 
883,225. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 

BAKER COMPANY, INC., THE, SANFORD, ME: 
1,574,554, PUB. 10-10-1989. INT. CL. 9. 


BAKER, RONALD N., GRAND RAPIDS, MI, DBA SPACE 
AGE DISTRIBUTING COMPANY: 


1,575,256, PUB. 10-10-1989. INT. CL. 28. 

BALDWIN ICE CREAM COMPANY, CHICAGO, IL: 
1,575,359, PUB. 10-10-1989. INT. CL. 30. 

— YY MANUFACTURING CORPORATION, CHICAGO, 
1,574,550, PUB. 10-10-1989. INT. CL. 9. 

BANCI FIRENZE S.P.A., CASELLINA, SCANDICCI, FIR- 

ENZE, ITALY: 
1,574,698, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 11 AND 20. 

BANITE, INC., BUFFALO, NY: 

1,574,211, PUB. 10-10-1989. INT. CL. 3. 


BANKERS MANAGEMENT & SERVICES, INC., DALLAS, 
TX: 


885,248. REN. 11-20-89. U.S. CL. 107 (INT. CL. 41). 
BAR-B-QUE INDUSTRIES, INCORPORATED, CHICAGO, 
IL: 
1,243,800, CANC. INT. CL. 29. 
BARKUBCO RECORDS AND TAPES, RESEDA, CA: 
1,574,551, PUB. 10-10-1989. INT. CL. 9. 


BARNARD AND BURK GROUP, INC., BATON ROUGE, 
LA: 


1,574,852, PUB. 10-10-1989. INT. CL. 16. 
1,575,421, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35, 37 AND 42. 
BARNBAUM, GARY M., WOODLAND HILLS, CA, DBA 
DELOMIC PUBLISHING COMPANY: 

1,574,786, PUB. 12-13-1988. INT. CL. 16. 

BARNES GROUP INC., BRISTOL, CT: 
1,574,945, PUB. 10-10-1989. INT. CL. 16. 

BATA SHOE COMPANY, INC., BELCAMP, MD: 
1,243,651, CANC. INT. CL. 18. 
1,243,652, CANC. INT. CL. 18. 

BAUER; ROBERT J., DALLAS, TX: 
1,241,136, CANC. INT. CL. 16. 

BAUM, B. DEAN, ADAMSVILLE, AL, DBA SOUTHREP: 
1,575,449, PUB. 10-10-1989. INT. CL. 35. 

BAUS; HEINZ G., HUNIBACH-THUN, SWITZERLAND: 
1,241,187, CANC. INT. CL. 19. 

BAUSCH & LOMB INCORPORATED, ROCHESTER: 
1,241,946, CANC. INT. CL. 9. 

BAUTECH, INC., EULESS, TX: 
1,575,554, PUB. 10-10-1989. INT. CL. 37. 

BAXTER INTERNATIONAL INC., DEERFIELD, IL: 
1,574,328, PUB. 10-10-1989. INT. CL. 5. 
1,574,613, PUB. 10-10-1989. INT. CL. 10. 

BAYER AKTIENGESELLSCHAFT, LEVERKUSEN- 


880,709. REN. 11-20-89. U.S. CL. 5 (INT. CL. 1). 
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881,542. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 
886,789. REN. 11-22-89. U.S. CL. 44 (INT. CL. 5). 

BDH LIMITED, POOLE, ENGLAND: 

1,574,088, PUB. 10-10-1989. INT. CL. 1. 

BEA-ATTITUDES, NEWINGTON, CT: 

1,575,111, PUB. 10-10-1989. INT. CL. 25. 

BEAR AUTOMOTIVE SERVICE EQUIPMENT COMPANY, 
NEW BERLIN, WI, BEAR MANUFACTURING COMPA- 
NY, ROCK ISLAND, IL: 

883,549. REN. 11-20-89. U.S. CL. 103 (INT. CL. 37). 
883,550. REN. 11-20-89. U.S. CL. 103 (INT. CL. 37). 

BEARING DESIGN & TECHNOLOGY, INC., NEW YORK, 
NY: 

1,244,211, CANC. INT. CL. 7. 

BEATRICE FOODS CO., CHICAGO, IL: 

1,243,672, CANC. INT. CL. 20. 
1,244,115, CANC. INT. CL. 5. 
1,244,364, CANC. INT. CL. 12. 

BEATRICE/HUNT-WESSON, INC., FULLERTON, CA, 
HUNT-WESSON FOODS, INC., FULLERTON, CA: 

884,735. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 

BEAUTY SECRETS, INC., PALMYRA, PA: 

1,575,719, PUB. 10-10-1989. INT. CL. 42. 
BED MAN, INC., MURRELLS INLET, SC: 
1,575,749, PUB. 10-10-1989. INT. CL. 42. 

BEECHAM INC., BRISTOL, TN, J.B. WILLIAMS COMPA- 
NY, THE, GLASTONBURY, CT: 

269,143. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 


BEECHAM INC., BRISTOL, TN, JOHNSON & JOHNSON, 
NEW BRUNSWICK, NJ: 


520,283. REN. 11-20-39. U.S. CL. 5 (INT. CL. 5). 

BEECHAM INC., BRISTOL, TN: 

1,244,125, CANC. INT. CL. 5. 
1,574,335, PUB. 10-10-1989. INT. CL. 5. 

BEEF-A-ROO, INC., ROCKFORD, IL: 

1,575,812, PUB. 10-10-1989. INT. CL. 42. 

BEIERSDORF AKTIENGESELLSCHAFT, HAMBURG, 
FED REP GERMANY, P. BEIERSDORF & CO. INC., 
NEW YORK, NY: 

264,325. REN. 11-21-89. U.S. CL. 52 (INT. CL. 3). 

BELL & HOWELL COMPANY, CHICAGO, IL: 

1,244,195, CANC. INT. CL. 7. 
BELLY-FLOPPER OF AMERICA, INC., WACO, TX: 
1,575,213, PUB. 10-10-1989. INT. CL. 28. 


BELONZI, JR.; RALPH, PATCHOGUE, LONG ISLAND, 
NY: 


1,243,776, CANC. INT. CL. 28. 

BEN & JERRY'S HOMEMADE, INC., WATERBURY, VT: 
1,575,335, PUB. 5-30-1989. INT. CL. 30. 

BEN COOPER, INC., BROOKLYN, NY: 
1,575,240, PUB. 10-10-1989. INT. CL. 28. 


BENCHMARK COMMUNICATIONS, INC., WEST RED- 
DING, CT: 


1,575,665, PUB. 10-10-1989. INT. CL. 41. 
1,575,666, PUB. 10-10-1989. INT. CL. 41. 
BENDIGO POTTERY (EPSOM) PTY. LTD., EPSOM, VIC- 
TORIA, AUSTRALIA: 
1,243,681, CANC. INT. CL. 21. 
BENEFICIAL MANAGEMENT CORPORATION OF 
AMERICA, WILMINGTON, DE: 
1,575,469, PUB. 7-4-1989. INT. CL. 36. 
1,575,472, PUB. 9-19-1989. INT. CL. 36. 
BENETTON GROUP S.P.A.. PONZANO VENETO 
(TREVISO), ITALY: 
1,574,150, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 2, 3, 9, 12, 14, 16, 18, 22, 23, 24, 27, 28 AND 41. 
BENIKO, INC., LOS ANGELES, CA: 
1,575,118, PUB. 7-18-1989. INT. CL. 25. 
BENSON, BRUCE C., WEBSTER, NY: 
1,575,444, PUB. 10-10-1989. INT. CL. 35. 
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BENTLEY-HARRIS MANUFACTURING COMPANY, THE, 
LIONVILLE, PA: 

1,574,969, PUB. 10-10-1989. INT. CL. 17. 

BENZON PHARMA A/S, HVIDOVRE, DENMARK: 

1,574,329, PUB. 10-10-1989. INT. CL. 5. 
BERGE, S.A., WISSOUS CEDEX, FRANCE: 
1,244,434, CANC. INT. CL. 16. 
BERLEX LABORATORIES, INC., WAYNE, NJ, SMITH, 
MILLER & PATCH, INC., NEW YORK, NY: 
885,741. REN. 11-20-89. U.S. CL. 18 (INT. CL. 5). 
BERLEX LABORATORIES, INC., WAYNE, NJ: 
1,574,330, PUB. 10-10-1989. INT. CL. 5. 
1,574,331, PUB. 10-10-1989. INT. CL. 5. 
BERNAT YARN & CRAFT, UXBRIDGE, MA: 
1,243,691, CANC. INT. CL. 23. 
BERNHARD BEUMER MASCHINENFABRIK 
BECHUM, FED REP GERMANY: 
1,244,200, CANC. INT. CL. 7. 
BEROL SUISSE S.A., FRIBOURG, SWITZERLAND: 
1,574,090, PUB. 10-10-1989. INT. CL. 1. 

BEST WESTERN BEEF INC., TORONTO, ONTARIO, 
CANADA: 

1,575,285, PUB. 10-10-1989. INT. CL. 29. 

BESTINFO, INC., MEDIA, PA: 

1,574,508, PUB. 5-23-1989. INT. CL. 9. 

BETAMED PHARMACEUTICALS, INC., INDIANAPOLIS, 
IN: 

1,244,114, CANC. INT. CL. 5. 

BETCO CORPORATION, THE, TOLEDO, OH, DBA 
BETCO CORP-.: 

886,866. REN. 11-21-89. U.S. CL. 52 (INT. CL. 3). 

BETTCHER INDUSTRIES INC., BIRMINGHAM, OH: 

882,786. REN. 11-21-89. U.S. CL. 23 (INT. CL. 7). 

BETTER LEARNING TECHNICS, INC., CHICAGO, IL, 

AKA THE BETTER READING PROGRAM, INC.: 
1,241,168, CANC. INT. CL. 16. 

BETZ LABORATORIES, INC., TREVOSE, PA, FOOD MA- 
CHINERY AND CHEMICAL CORPORATION, NEW 
YORK, NY: 

523,882. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 

BEVERLY HILLS CHAMBER OF COMMERCE, BEVERLY 
HILLS, CA: 

1,574,764, PUB. 10-10-1989. INT. CL. 14. 
BIBBERO SYSTEMS, INC., PETALUMA, CA, MED-DENT 
PUBLISHING CO., SAN FRANCISCO, CA: 
884,160. REN. 11-21-89. U.S. CL. 37 (INT. CL. 16). 
BIBLE CHURCH OF CHRIST, THE, DAYTON, OH: 
1,575,783, PUB. 10-10-1989. INT. CL. 42. 
BIELKA, INC., NEW YORK, NY: 
1,574,761, PUB. 10-10-1989. INT. CL. 14. 

BILLY GOAT STRUT PUBLISHING, INC., LOUISVILLE, 
KY: 

1,574,911, PUB. 10-10-1989. INT. CL. 16. 

BIO NOVA NEO TECHNICS PROPRIETARY LIMITED, 
PARKVILLE, VICTORIA, AUSTRALIA: 

1,574,604, PUB. 10-10-1989. INT. CL. 10. 
BIO-MEDICAL & PHARMACEUTICAL MANUFACTUR- 
ING CORPORATION, HOUSTON, TX: 
1,574,214, PUB. 10-10-1989. INT. CL. 3. 
BIO-RAD LABORATORIES, RICHMOND, CA: 
1,241,933, CANC. INT. CL. 9. 
BIP CHEMICALS LIMITED, MANCHESTER, ENGLAND: 
1,574,108, PUB. 10-10-1989. INT. CL. 1. 

BIRCHWOOD LABORATORIES, INC., EDEN PRAIRIE, 
MN, FULLER LABORATORIES, INC., EDEN PRAIRIE, 
MN: 

883,570. REN. 11-22-89. U.S. CL. 16 (INT. CL. 2). 
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BIRD INCORPORATED, WESTWOOD, MA, BIRD & SON, 
INC., EAST WALPOLE, MA: 

519,743. REN. 11-21-89. U.S. CL. 12 (INT. CL. 19). 

BIRTHDAY BABY COMPANY, MEDFORD, NJ: 

1,575,218, PUB. 10-10-1989. INT. CL. 28. 

BLABBERMOUTH INDUSTRIES, SCITUATE, MA: 

1,575,141, PUB. 10-10-1989. INT. CL. 25. 
BLACK & DECKER CORPORATION, THE, TOWSON, MD: 
1,574,359, PUB. 10-10-1989. INT. CL. 6. 

BLOCK DRUG COMPANY, INC. JERSEY CITY, NJ, 

BLOCK DRUG COMPANY, INC., JERSEY CITY, NJ: 
881,011. REN. 11-20-89. U.S. CL. 51 (INT. CL. 5). 

BLOCKBUSTER ENTERTAINMENT CORPORATION, 

FORT LAUDERDALE, FL: 
1,575,714, PUB. 8-15-1989. INT. CL. 42. 

BLUE BELL, INC., GREENSBORO, NC: 

888,738. REN. 11-20-89. U.S. CL. 39 (INT. CL. 25). 

BLUE CROSS & BLUE SHIELD MUTUAL OF NORTHERN 
OHIO, TOLEDO, OH: 

1,575,465, PUB. 8-30-1988. INT. CL. 36. 

BLUE CROSS OF MASSACHUSETTS, INC., BOSTON, MA 
AND BLUE SHIELD OF MASSACHUSETTS, INC., 
BOSTON, MA: 

1,575,461, PUB. 12-2-1986. INT. CL. 36. 
BLUEBONNET TOOL COMPANY, INC., DALLAS, TX: 
1,574,181, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3 AND 7. 

BOARD OF REGENTS OF THE UNIVERSITY OF WIS- 

CONSIN SYSTEM, MADISON, WI, DBA WHA-TV: 
1,575,584, PUB. 10-10-1989. INT. CL. 38. 
BOARD OF TRUSTEES OF THE UNIVERSITY OF AR- 
KANSAS, THE, LITTLE ROCK, AR: 
1,575,045, PUB. 10-10-1989. INT. CL. 21. 
BOAT CITY USA, INC., BRICE, OH: 
1,575,766, PUB. 9-12-1989. INT. CL. 42. 
BODY DESIGN BY GILDA, INC., LOS ANGELES, CA: 
1,244,482, CANC. INT. CL. 18. 

BOETTGER GMBH PHARMAZEUTISCHE UND KOSME- 
TISCHE PRAEPARATE, BERLIN, FED REP GERMANY, 
BOETTGER KOMMANDITGESELLSCHAFT PHARMA- 
ZEUTISCHE UND KOSMETISCHE PRAEPARATE, 1000 
BERLIN 31, FED REP GERMANY: 

882,208. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 

BONFOI WINE ESTATE CLOSE CORPORATION, CAPE 
PROVINCE, SOUTH AFRICA: 

1,575,392, PUB. 10-10-1989. INT. CL. 33. 

BORCHELT, RAYMOND, FORT WAYNE, IN, DBA TRA- 
VELTRIPS: 

1,575,251, PUB. 10-10-1989. INT. CL. 28. 

BORDEAUX, PATRICK, NEW YORK, NY: 

1,574,772, PUB. 10-10-1989. INT. CL. 14. 

BORDEN, INC., COLUMBUS, OH: 

880,996. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
882,353. REN. 11-22-89. U.S. CL. 5 (INT. CL. 1). 

BORDEN, INC., COLUMBUS, OH, CREAMETTE COMPA- 
NY, THE, MINNEAPOLIS, MN: 

884,727. REN. 11-20-89. U.S. CL. 46 (INT. CL. 30). 

BORDEN, INC., COLUMBUS, OH: 

1,574,157, PUB. 10-10-1989. INT. CL. 2. 
1,575,388, PUB. 10-10-1989. INT. CL. 32. 

BOREMASTER PRECISION TOOL & MFG., WINDSOR, 
ONTARIO, CANADA: 

1,574,395, PUB. 10-10-1989. INT. CL. 7. 

BORLAND, GLORIA, WASHINGTON, DC, DBA GLOBAL 
VILLAGE NETWORK: 

1,575,574, PUB. 9-19-1989. INT. CL. 38. 

BOSTON HEAD JOINT COMPANY, INC. N. WHITE 
PLAINS, NY, DBA DRELINGER HEAD JOINT COMPA- 
NY: 


1,574,773, PUB. 10-10-1989. INT. CL. 15. 
BOYLE-MIDWAY HOUSEHOLD PRODUCTS, INC., NEW 
YORK, NY: 
1,574,332, PUB. 10-10-1989. INT. CL. 5. 
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BRADFORD ENERCON INC., GRAND FORKS, BRITISH 
COLUMBIA, CANADA: 


1,574,966, PUB. 10-10-1989. INT. CL. 17. 
1,574,967, PUB. 10-10-1989. INT. CL. 17. 

BRADFORD WATCH CO., INC., NEW YORK, NY: 
1,574,762, PUB. 10-10-1989. INT. CL. 14. 

BRAINERD CHEMICAL COMPANY, INC., TULSA, OK: 
1,574,276, PUB. 10-10-1989. INT. CL. 5. 

BRALORNE RESOURCES LIMITED, CALGARY, ALBER- 
TA, CANADA, AKA BARBER INDUSTRIES: 

1,244,197, CANC. INT. CL. 7. 

BRAMBLES HOLDINGS LIMITED, SYDNEY COVE, NEW 

SOUTH WALES, AUSTRALIA: 
1,243,834, CANC. INT. CL. 35. 

BRANSON ULTRASONICS CORPORATION, DANBURY, 
CT, BRANSON INSTRUMENTS, INCORPORATED, 
STAMFORD, CT: 

880,812. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 

BRASSERIE DU CARDINAL FRIBOURG SA. FRI- 
BOURG, SWITZERLAND: 

1,575,385, PUB. 10-10-1989. INT. CL. 32. 

BRAYCO, INC., FALLS CITY, NE, MICKELBERRY’S 

FOOD PRODUCTS COMPANY, CHICAGO, IL: 
$22,115. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
BREEN, RICHARD J., CORAL GABLES, FL, DBA BREEN 
& COMPANY: 
1,575,219, PUB. 10-10-1989. INT. CL. 28. 
BREITMAN, LAURA, WARWICK, NY: 
1,575,148, PUB. 10-10-1989. INT. CL. 25. 
BRENT CHEMICALS CORPORATION, WESTPORT, CT: 
1,242,485, CANC. INT. CL. 3. 

BRIDGESTONE CORPORATION, CHUO-KU, TOKYO, 

JAPAN: 
1,574,710, PUB. 10-10-1989. INT. CL. 12. 
1,574,711, PUB. 10-10-1989. INT. CL. 12. 
BRIGHT CONCEPTS, INC., WHEELING, IL: 
1,574,238, PUB. 10-10-1989. INT. CL. 3. 
BRIGHT IDEAS, INC., FRAZER, PA: 
1,244,440, CANC. INT. CL. 16. 

BRINE INC., MILFORD, MA: 

1,575,246, PUB. 10-10-1989. INT. CL. 28. 

BRINKMAN, RICHARD A., GRAND RAPIDS, MI: 

1,574,415, PUB. 10-10-1989. INT. CL. 8. 

BRISTOL-MYERS COMPANY, NEW YORK, NY: 

881,390. REN. 11-20-89. U.S. CL. 51 (INT. CL. 5). 
1,244,073, CANC. INT. CL. 3. 
1,574,298, PUB. 10-10-1989. INT. CL. 5. 

BRITISH AIRWAYS BOARD, HOUNSLOW, ENGLAND, 

AKA BRITISH AIRWAYS: 
1,244,405, CANC. INT. CL. 16. 

BRITISH STEAM SPECIALTIES LIMITED, THE, LEICES- 

TER, ENGLAND, AKA RHODES & SON: 
1,244,268, CANC. INT. CL. 9. 

BRITISH TELECOMMUNICATIONS PUBLIC LIMITED 

COMPANY, LONDON, ENGLAND: 
1,575,588, PUB. 10-10-1989. INT. CL. 38. 

BROCK HOTEL CORPORATION: See— 

INTEGRA-A HOTEL AND RESTAURANT COMPANY. 

BROOKS, MARK D., FORT WORTH, TX: 

1,575,267, PUB. 10-10-1989. INT. CL. 28. 

BROWN & WILLIAMSON TOBACCO CORPORATION, 
LOUISVILLE, KY, D. EMIL KLEIN CO., INC., NEW 
YORK, NY: 

$20,353. REN. 11-22-89. U.S. CL. 17 (INT. CL. 34). 

BROWN BROTHERS HARRIMAN & CO., NEW YORK, NY: 

1,575,488, PUB. 10-10-1989. INT. CL. 36. 

BROWN GROUP, INC., ST. LOUIS, MO, REGAL SHOE 
COMPANY, WHITMAN, MA: 

262,996. REN. 11-22-89. U.S. CL. 39 (INT. CL. 25). 
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BROWN, AARON C., SEATTLE, WA, DBA MARKETING 
SERVICES: 

1,575,352, PUB. 10-10-1989. INT. CL. 30. 

BRUSKE ENTERPRISES, INC., TINLEY PARK, IL: 
1,574,235, PUB. 10-10-1989. INT. CL. 3. 

BUCK STOP LURE CO., INC., STANTON, MI: 
1,575,174, PUB. 5-17-1988. INT. CL. 28. 

BUCK STOVE CORPORATION, ASHEVILLE, NC: 
1,244,357, CANC. INT. CL. 11. 

BUCKEYE ENTERPRISES, TROY, MI: 
1,574,168, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 3 AND 21. 
BUCKEYE PRODUCTIONS CREDIT ASSOCIATION, FOS- 
TORIA, OH: 

1,575,491, PUB. 10-10-1989. INT. CL. 36. 

BUCKINGHAM PRODUCTIONS, INC., FURLONG, PA: 
1,244,106, CANC. INT. CL. 5. 

BUCKMASTER, INC., MONTGOMERY, AL: 
1,575,108, PUB. 7-18-1989. INT. CL. 25. 

BUD ANTLE, INC., SAN FRANCISCO, CA: 
1,575,291, PUB. 10-10-1989. INT. CL. 29. 


BUDDY L CORPORATION, NEOSHO, MO: 
969,087, CANC. U.S. CL. 22. 
BUFFALO BATT & FELT CORPORATION, DEPEW, NY: 
1,575,069, PUB. 5-16-1989. INT. CL. 24. 
BULL, S.A., PARIS, FRANCE: 
1,574,577, PUB. 10-10-1989. INT. CL. 9. 
BULOVA CORPORATION, WOODSIDE, NY, BULOVA 
WATCH COMPANY, THE, NEW YORK CITY, NY: 
264,102. REN. 11-20-89. U.S. CL. 27 (INT. CL. 14). 
BULOVA CORPORATION, WOODSIDE, NY, BULOVA 
WATCH COMPANY, INC., NEW YORK CITY, NY: 
264,117. REN. 11-20-89. U.S. CL. 27 (INT. CL. 14). 
519,601. REN. 11-20-89. U.S. CL. 28 (INT. CL. 14). 
BULOVA CORPORATION, WOODSIDE, NY, BULOVA 
WATCH COMPANY, INC., FLUSHING, NY: 
880,871. REN. 11-20-89. U.S. CL. 27 (INT. CL. 14). 
885,443. REN. 11-20-89. U.S. CL. 27 (INT. CL. 14). 
885,446. REN. 11-20-89. U.S. CL. 27 (INT. CL. 14). 
885,448. REN. 11-20-89. U.S. CL. 27 (INT. CL. 14). 
885,450. REN. 11-20-89. U.S. CL. 27 (INT. CL. 14). 
BURGER KING CORPORATION, MIAMI, FL: 
1,243,588, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 41. 
BURKE, KAREN SUE, BOULDER, CO: 
1,574,630, PUB. 7-4-1989. INT. CL. 10. 
BURKE, MATTHEW C., HAILEY, ID: 
1,575,139, PUB. 10-10-1989. INT. CL. 25. 
BURLINGTON INDUSTRIES, INC., NEW YORK, NY: 
1,574,128, PUB. 10-10-1989. INT. CL. 1. 
BURRIS INDUSTRIES, INC., LINCOLNTON, NC: 
1,244,498, CANC. INT. CL. 20. 
BURROUGHS WELLCOME CO., RESEARCH TRIANGLE 
PARK, NC: 
1,574,296, PUB. 10-10-1989. INT. CL. 5. 
BUSCHMANN; SYLVESTER, VIENNA, MO, DBA ARTSYL 
COMPANY: 
1,241,678, CANC. INT. CL. 20. 


BUSINESS CARD EXPRESS, INC., PHOENIX, AZ, DBA/ 
AKA/TA BCX PRINTING: 
1,575,694, PUB. 10-10-1989. INT. CL. 42. 
BUSINESS DEVELOPMENT & INTERNATIONAL MAR- 
KETING, INC., WASHINGTON, DC: 
1,575,678, PUB. 10-10-1989. INT. CL. 41. 
BUTLER MANUFACTURING COMPANY, KANSAS CITY, 
MO: 
1,574,357, PUB. 10-10-1989. INT. CL. 6. 
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BWAC INTERNATIONAL CORPORATION, RIO PIE- 
DRAS, PUERTO RICO: 
1,575,739, PUB. 6-20-1989. INT. CL. 42. 


BYCO EQUIPMENT CO., LOS ANGELES, CA: 
1,244,178, CANC. MULTIPLE CLASS, INT. CLS. 7, 37 
AND 42. 
1,244,179, CANC. MULTIPLE CLASS, INT. CLS. 7, 37 
AND 42. 


C & D LUMBER CO., RIDDLE, OR: 
1,575,000, PUB. 10-10-1989. INT. CL. 19. 
1,575,001, PUB. 10-10-1989. INT. CL. 19. 
C. A. PEMBERTON & CO. LIMITED, TORONTO, ONTAR- 
10, CANADA: 
1,574,758, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 14, 18, 25 AND 26. 
C. A. WEIDMULLER GMBH & CO., DETMOLD 14, FED 
REP GERMANY: 
1,252,182, CANC. INT. CL. 8. 


C. R. ANTHONY COMPANY, OKLAHOMA CITY, OK: 
1,243,657, CANC. INT. CL. 18. 


C.B.C. MUNICIPAL EQUIPMENT INC., LONGUEUIL, 
QUEBEC, CANADA: 
1,574,372, PUB. 10-10-1989. INT. CL. 7. 


C.G.A. S.P.A., ARZANO - NEAPLES, ITALY: 
1,574,471, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9, 14, 16, 18, 25, 26, 28 AND 34. 
C.M.S. EQUIPMENT LIMITED, MISSISSAUGA, ONTARIO, 
CANADA: 
1,241,045, CANC. INT. CL. 11. 
1,241,046, CANC. INT. CL. 11. 
C-B CORPORATION, HARRISBURG, NC, DBA C-B LAB- 
ORATORIES: 
1,574,086, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1, 3 AND 5. 
CAAM CATERING INCORPORATED, NIAGARA FALLS, 
NY: 
1,575,758, PUB. 9-26-1989. INT. CL. 42. 
CABOT LODGE, INC., TALLAHASSEE, FL: 
1,575,724, PUB. 10-10-1989. INT. CL. 42. 


CACI, INC., ARLINGTON, VA: 
1,242,644, CANC. INT. CL. 9. 


CACI, INC. - FEDERAL, ARLINGTON, VA: 
1,242,637, CANC. INT. CL. 9. 


CAFETERAS NACIONAL, S.A., FRACC. ALCE BLANCO 
NAUCALPAN DE JUAREZ, MEXICO: 
1,243,501, CANC. INT. CL. 11. 


CALIFORNIA ALMOND GROWERS EXCHANGE, SAC- 
RAMENTO, CA, DBA BLUE DIAMOND GROWERS: 
883,065. REN. 11-22-89. U.S. CL. 101 (INT. CL. 35). 
CALIFORNIA PACIFIC ELECTRONICS, INC, CHULA 
VISTA, CA: 
1,574,766, PUB. 10-10-1989. INT. CL. 14. 


CALIFORNIA PROLINE, SANTA BARBARA, CA: 
1,575,106, PUB. 10-10-1989. INT. CL. 25. 


CAMP INTERNATIONAL, INC., JACKSON, MI: 
1,574,632, PUB. 10-10-1989. INT. CL. 10. 
CAMPAGNA, ROBERT JAMES, ST. PETERSBURG, FL, 
DBA COPY WHIZ PRINTING CENTER: 
1,236,649, CANC. INT. CL. 35. 


CAMPBELL SERVICES, INC., SOUTHFIELD, MI: 
1,574,560, PUB. 10-10-1989. INT. CL. 9. 


CAMPBELL SOUP COMPANY, CAMDEN, NJ: 
1,575,296, PUB. 10-10-1989. INT. CL. 29. 


CAMPING, INC., OXFORD, PA, TA CAMP SAGINAW: 
1,575,674, PUB. 10-10-1989. INT. CL. 41. 
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CANADIAN BAR ASSOCIATION/L’ASSOCIATION DU 
BARREAU CANADIEN, THE, OTTAWA, ONTARIO, 
CANADA: 


1,575,570, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 38 AND 42. 


CANON KABUSHIKI 
JAPAN: 


1,574,628, PUB. 10-10-1989. INT. CL. 10. 

CANTER AND ASSOCIATES, INC., SANTA MONICA, CA: 
1,574,889, PUB. 10-10-1989. INT. CL. 16. 

CAP ENTERPRISES, INC., SANTA MONICA, CA: 

1,244,120, CANC. INT. CL. 5. 
CAPITAL CITIES MEDIA, INC., NEW YORK, NY, FAIR- 
CHILD PUBLICATIONS, INC., NEW YORK, NY: 
881,487. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 
CAPITAL MANAGEMENT SYSTEMS, INC., CHICAGO, 
IL: 
1,575,509, PUB. 10-10-1989. INT. CL. 36. 

CAPITOL RECORDS, INC., HOLLYWOOD, CA: 
1,574,496, PUB. 10-10-1989. INT. CL. 9. 

CAPSULE, ST. PAUL, MN: 

1,575,612, PUB. 10-10-1989. INT. CL. 40. 

CAR WASH MANAGEMENT COMPANY, DALLAS, TX: 
1,575,546, PUB. 10-10-1989. INT. CL. 37. 

CARA FOODS, LTD., EAST LONGMEADOW, MA: 
1,243,810, CANC. INT. CL. 30. 

CARBONITE FILTER CORPORATION, DELANO, PA: 
883,766. REN. 11-21-89. U.S. CL. 31 (INT. CL. 1). 

CARDIAC PACEMAKERS, INC., ST. PAUL, MN: 

1,574,603, PUB. 10-29-1985. INT. CL. 10. 

CARDIFF PUBLISHING COMPANY, INC.: See— 

ARGUS PRESS HOLDINGS, INC.. 

CARDIN, PIERRE, PARIS, FRANCE: 

1,574,986, PUB. 10-10-1989. INT. CL. 18. 

CARGILL, INCORPORATED, MINNETONKA, MN: 
882,029. REN. 11-21-89. U.S. CL. 18 (INT. CL. 5). 
1,575,281, PUB. 2-4-1986. INT. CL. 29. 

1,575,282, PUB. 3-11-1986. INT. CL. 29. 
CARISBROOK INDUSTRIES INC. NEW YORK, NY, 
ANSLEY, INCORPORATED, SHELBY, NC: 
880,730. REN. 11-20-89. U.S. CL. 7 (INT. CL. 22). 

CARISBROOK INDUSTRIES, INC., NEW YORK, NY, 

LINEN THREAD CO., INC., THE, NEW YORK, NY: 
518,908. REN. 11-21-89. U.S. CL. 43 (INT. CL. 23). 
518,909. REN. 11-21-89. U.S. CL. 43 (INT. CL. 23). 

CARL LEWIS DRUCKMAN LTD., NARBERTH, PA, AKA 

STUDIO CLD: 

1,574,760, PUB. 1-3-1989. INT. CL. 14. 

CARMAN INDUSTRIES, INC., JEFFERSONVILLE, IN: 
883,962. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 

885,814. REN. 11-22-89. U.S. CL. 23 (INT. CL. 7). 

CAROL MANAGEMENT CORPORATION, NEW YORK, 

NY: 

1,575,767, PUB. 10-10-1989. INT. CL. 42. 
1,575,768, PUB. 10-10-1989. INT. CL. 42. 
1,575,769, PUB. 10-10-1989. INT. CL. 42. 

CAROLINE, E. GILBERT, ST. ALBANS, WV, DBA GILL 

CHEMICAL COMPANY: 

883,133. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 
CARPENTER TECHNOLOGY CORPORATION, READ- 


ING, PA, CARPENTER STEEL COMPANY, THE, READ- 
ING, PA: 


443,627. REN. 11-20-89. U.S. CL. 14 (INT. CL. 6). 
519,722. REN. 11-20-89. U.S. CL. 14 (INT. CL. 6). 
CARPENTER TECHNOLOGY CORPORATION, READ- 
ING, PA: 
881,573. REN. 11-21-89. U.S. CL. 14 (INT. CL. 6). 
883,656. REN. 11-20-89. U.S. CL. 14 (INT. CL. 6). 


KAISHA, OHTA-KU, TOKYO, 
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886,185. REN. 11-20-89. U.S. CL. 14 (INT. CL. 6). 
CARPET CO-OP OF AMERICA ASSOCIATION, ST. 
LOUIS, MO: 
1,575,847, PUB. 10-10-1989. U.S. CL. A. 
CARROLL REED SKI SHOPS, INC., PORTLAND, ME: 
1,575,516, PUB. 10-10-1989. INT. CL. 36. 
CARTIER, INCORPORATED, NEW YORK, NY: 
1,574,779, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 18. 
CARVAJAL S.A., CALI, COLOMBIA: 
1,574,777, PUB. 11-4-1986. INT. CL. 16. 


CARVEL CORPORATION, YONKERS, NY: 
1,575,338, PUB. 10-10-1989. INT. CL. 30. 


CASSA DI RISPARMIO DI TORINO, NEW YORK, NY: 
1,575,501, PUB. 10-10-1989. INT. CL. 36. 


CASTELLETTI, BRUCE, JUPITER, FL: 
1,575,029, PUB. 10-10-1989. INT. CL. 20. 
CASTROL LIMITED, SWINDON, WILTSHIRE, ENG- 
LAND: 
1,242,003, CANC. INT. CL. 14. 
1,243,508, CANC. INT. CL. 11. 
1,243,520, CANC. INT. CL. 12. 
1,243,674, CANC. INT. CL. 20. 
CATALINA BIOMEDICAL CORPORATION, DUARTE, 
CA: 
1,574,165, PUB. 10-10-1989. INT. CL. 3. 


CATALINA SHOE CORPORATION, MIAMI, FL: 
1,318,299, CANC. INT. CL. 25. 


CATALOGUE MARKETING, INC., AUSTIN, MN: 
1,574,820, PUB. 10-10-1989. INT. CL. 16. 


CATAPHOTE, INC., JACKSON, MS, CATAPHOTE COR- 
PORATION, JACKSON, MS: 
$83,662. REN. 11-20-89. U.S. CL. 16 (INT. CL. 2). 
CAWLFIELD,; CONNIE, GRANADA HILLS, LOS ANGE- 
LES, CA: 
1,243,898, CANC. INT. CL. 41. 
CECIL & SAUNDERS, INCORPORATED, RICHMOND, 
VA: 
1,575,496, PUB. 10-10-1989. INT. CL. 36. 
CEDEL (CENTRALE DE LIVRAISON DE VALEURS MO- 
BILIERES), LUXEMBOURG, LUXEMBOURG: 
1,575,410, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35, 36, 38 AND 42. 
1,575,411, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35, 36, 38 AND 42. 
CELENZA, JOSEPH, CHICAGO, IL, NORMAN INDUS- 
TRIES, INC., CHICAGO, IL: 
882,478. REN. 11-22-89. U.S. CL. 26 (INT. CL. 9). 


CELLNET CORPORATION, STAMFORD, CT: 
1,575,576, PUB. 10-10-1989. INT. CL. 38. 


CELLPACK AG, WOHLEN AG, SWITZERLAND: 
1,574,114, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1 AND 17. 
CELLU TISSUE CORP., EAST HARTFORD, CT: 
1,574,844, PUB. 5-2-1989. INT. CL. 16. 
1,574,845, PUB. 5-30-1989. INT. CL. 16. 
CELS ENTERPRISES, INC., LOS ANGELES, CA: 
1,575,089, PUB. 10-10-1989. INT. CL. 25. 
CELTITE, INC., GEORGETOWN, KY: 
1,575,016, PUB. 10-10-1989. INT. CL. 20. 
CENTER FOR ADVANCED MEDICAL SPECIALTIES 
(PHOENIX), INC., THE, PHOENIX, AZ: 
1,575,787, PUB. 10-10-1989. INT. CL. 42. 
CENTRAL HARDWARE COMPANY, BRIDGETON, MO: 
1,301,396, AM. INT. CL. 9. 
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CENTURION INDUSTRIES, INC., MENLO PARK, CA: 
1,242,640, CANC. INT. CL. 9. 
CENTURY MEDIA, INC., ANAHEIM, CA: 
1,575,535, PUB. 10-10-1989. INT. CL. 37. 
CERAMICS PROCESS SYSTEMS CORPORATION, MIL- 
FORD, MA: 
1,574,092, PUB. 10-10-1989. INT. CL. 1. 
CEREALES INDUSTRIALIZADOS, S.A. DE C.V., CO- 
LONIA INDUSTRIAL VALLEJO, MEXICO: 
1,575,340, PUB. 10-10-1989. INT. CL. 30. 
CERRO METAL PRODUCTS CO., BELLEFONTE, PA: 
1,574,347, PUB. 10-10-1989. INT. CL. 6. 
CERTIFIED MEDICAL REPRESENTATIVES INSTITUTE, 
INC., THE, ROANOKE, VA: 
880,924. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
38 (INT. CL. 16) AND 107 (INT. CL. 41). 
CHAMCO, INC., WHITE PLAINS, NY: 
1,243,694, CANC. INT. CL. 24. 
CHAMPION CORPORATION, HAMMOND, IN: 
884,980. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
CHAMPION INTERNATIONAL CORPORATION, STAM- 
FORD, CT: 
1,492,183, CANC. INT. CL. 16. 
CHANDLER MACHINE COMPANY, AYER, MA: 
885,415. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
CHARISMA IN MISSIONS, INC., MONTEBELLO, CA: 
1,574,425, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
CHARLES J. DICKGIESSER AND CO., INC., DERBY, CT: 
884,145. REN. 11-20-89. U.S. CL. 32 (INT. CL. 20). 


CHARLES MUIRHEAD & SON, LIMITED, EDINBURGH, 
SCOTLAND: 


517,930. REN. 11-20-89. U.S. CL. 49 (INT. CL. 33). 
CHARLES OF THE RITZ GROUP LTD., NEW YORK, NY: 
1,244,121, CANC. INT. CL. 5. 
CHARLES ULMER, INTERNATIONAL, NORWALK, CT: 
1,243,862, CANC. INT. CL. 37. 
CHARLES W. PELLY DESIGNWORKS, INC., NEWBURY 
PARK, CA: 
1,575,747, PUB. 10-10-1989. INT. CL. 42. 
CHARLOTTESVILLE GLASS AND MIRROR CORP., 
CHARLOTTESVILLE, VA: 
1,574,999, PUB. 10-10-1989. INT. CL. 19. 


CHARTMATE INC., KANG SHAN, KAOHSIUNG HSIEN, 
TAIWAN: 


1,574,803, PUB. 10-10-1989. INT. CL. 16. 
CHASE BAG COMPANY, GREENWICH, CT: 
1,574,959, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 17 AND 22. 
CHATAM INTERNATIONAL INCORPORATED, PHILA- 
DELPHIA, PA: 
1,302,005, CANC. INT. CL. 33. 


CHECKFREE TECHNOLOGIES, INC., WESTERVILLE, 
OH: 


1,574,538, PUB. 10-10-1989. INT. CL. 9. 
CHEM-TREND INCORPORATED, HOWELL, MI: 
885,691. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 6 
(INT. CL. 1) AND 52 (INT. CL. 1). 


CHEMICAL WASTE MANAGEMENT, INC., OAK BROOK, 
IL: 


1,574,689, PUB. 6-27-1989. INT. CL. 11. 

CHEMONICS INDUSTRIES, INC., PHOENIX, AZ: 
1,574,104, PUB. 10-10-1989. INT. CL. 1. 

CHEMTECH, INC.: See— 

GO-JO INDUSTRIES, INC.. 

CHERNE INDUSTRIES, INC., MINNEAPOLIS, MN: 
1,574,687, PUB. 10-10-1989. INT. CL. 11. 

CHEROKEE GROUP, THE, NORTH HOLLYWOOD, CA: 
1,575,088, PUB. 4-25-1989. INT. CL. 25. 

CHERUBS COLLECTION, THE, ENCINITAS, CA: 

1,574,637, PUB. 7-18-1989. INT. CL. 10. 
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CHESTERFIELD ASSETS INC., WILMINGTON, DE, LIG- 
GETT & MYERS INCORPORATED, NEW YORK, NY: 
872,454. REN. 11-20-89. U.S. CL. 17 (INT. CL. 34). 
CHEVRON CHEMICAL COMPANY, SAN RAMON, CA: 
1,574,336, PUB. 10-10-1989. INT. CL. 5. 
CHEYENNE SOFTWARE, INC., ROSLYN, NY: 
1,574,601, PUB. 10-10-1989. INT. CL. 9. 
CHF INDUSTRIES, INC., NEW YORK, NY: 
1,575,073, PUB. 10-10-1989. INT. CL. 24. 
CHIA FU LIN ENTERPRISE CO., LTD., TAIPEI, TAIWAN: 
1,575,207, PUB. 10-10-1989. INT. CL. 28. 
CHICAGO MERCANTILE EXCHANGE, CHICAGO, IL: 
1,575,474, PUB. 10-10-1989. INT. CL. 36. 
CHILDREN AT HEART PAPER PRODUCTS INC., TO- 
RONTO, ONTARIO, CANADA: 
1,574,783, PUB. 10-10-1989. INT. CL. 16. 
CHILDREN’S HOSPITAL ASSOCIATION, THE, DENVER, 
Co: 
1,575,645, PUB. 7-11-1989. INT. CL. 41. 
CHILDREN’S HOSPITAL NATIONAL 
CENTER, WASHINGTON, DC: 
1,575,677, PUB. 10-10-1989. INT. CL. 41. 
CHILDREN’S HOSPITAL OF THE KING’S DAUGHTERS, 
INC., NORFOLK, VA: 
1,575,837, PUB. 10-10-1989. INT. CL. 42. 
CHINA NATIONAL MEDICINES AND HEALTH PROD- 
UCTS IMP. & EXP. CORP., TIANJIN, CHINA: 
1,574,289, PUB. 9-12-1989. INT. CL. 5. 
CHINA PYROTECHNICS, INC., FLORENCE, AL: 
1,574,757, PUB. 10-10-1989. INT. CL. 13. 
CHINON AMERICA, INC., TORRANCE, CA: 
1,574,529, PUB. 10-10-1989. INT. CL. 9. 
CHROMATIC CORPORATION: See— 
PENN CORPORATION. 
CHRONICLE PUBLISHING COMPANY, THE, SAN FRAN- 
CISCO, CA, DBA TELEGRAM & GAZETTE: 
1,574,954, PUB. 10-10-1989. INT. CL. 16. 
CHURNY COMPANY, INC., GLENVIEW, IL, MRS. TUCK- 
ER’S FOODS, INC., SHERMAN, TX: 
519,251. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
CIBA-GEIGY CORPORATION, HAWTHORNE, NY, CIBA 
LIMITED, BASEL, SWITZERLAND: 
517,928. REN. 11-21-89. U.S. CL. 18 (INT. CL. 5). 
CIBA-GEIGY CORPORATION, HAWTHORNE, NY, GEIGY 
CHEMICAL CORPORATION, ARDSLEY, NY: 
881,125. REN. 11-20-89. U.S. CL. 6 (INT. CL. 5). 
CIBA-GEIGY CORPORATION, ARDSLEY, NY FROM AU- 
SIMONT S.P.A., MILAN, ITALY: 
1,574,082, PUB. 11-6-1984. INT. CL. 1. 
CIBA-GEIGY CORPORATION, ARDSLEY, NY: 
1,574,313, PUB. 10-10-1989. INT. CL. 5. 
CINEMATRONICS INCORPORATED, EL CAJON, CA: 
1,243,779, CANC. INT. CL. 28. 
CITY OF NORFOLK, VIRGINIA, NORFOLK, VA: 
1,575,446, PUB. 10-10-1989. INT. CL. 35. 
CLACK-STEEL LTD., CONSHOHOCKEN, PA: 
1,575,320, PUB. 10-10-1989. INT. CL. 30. 
CLAIMS DEPARTMENT INC., THE, AMARILLO, TX: 
1,575,526, PUB. 10-10-1989. INT. CL. 36. 
CLAIROL INCORPORATED, NEW YORK, NY: 
885,598. REN. 11-22-89. U.S. CL. 51 (INT. CL. 3). 
885,600. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 
1,574,230, PUB. 10-10-1989. INT. CL. 3. 
CLAM DIGGER RESTAURANT, INC., THE, WATER- 
BURY, CT: 
1,575,808, PUB. 10-10-1989. INT. CL. 42. 
CLARITAS CORPORATION, ALEXANDRIA, VA: 
1,574,539, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 35. 
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CLARKE CHECKS, INC., SAN ANTONIO, TX: 
1,574,949, PUB. 10-10-1989. INT. CL. 16. 
1,574,950, PUB. 10-10-1989. INT. CL. 16. 
1,574,957, PUB. 10-10-1989. INT. CL. 16. 
CLEANWAY INDUSTRIES, INC, WESTHAMPTON 
BEACH, NY: 
1,575,547, PUB. 10-10-1989. INT. CL. 37. 
CLEVELAND TWIST DRILL COMPANY, THE, CLEVE- 
LAND, OH: 
885,005. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
885,834. REN. 11-22-89. U.S. CL. 26 (INT. CL. 9). 
CLIFF WEIL, INC., MECHANICSVILLE, VA: 
1,574,542, PUB. 10-10-1989. INT. CL. 9. 
CLIFTEX CORPORATION, NEW BEDFORD, MA, S.A. & 
H. MYERS, INC., BOSTON, MA: 
518,308. REN. 11-20-89. U.S. CL. 39 (INT. CL. 25). 
CLIFTEX CORPORATION, NEW BEDFORD, MA: 
1,243,714, CANC. INT. CL. 25. 
CLINIQUE LABORATORIES, INC., NEW YORK, NY: 
1,574,233, PUB. 10-10-1989. INT. CL. 3. 


CLOCK RESTAURANT, INC., THE, LATHRUP VILLAGE, 
MI: 


883,052. REN. 11-20-89. U.S. CL. 100 (INT. CL. 42). 

CLOSETTEC FRANCHISE CORPORATION, DEDHAM, 
MA: 

1,575,020, PUB. 10-10-1989. INT. CL. 20. 
CLOWN ALLEY PRODUCTS, INC., CINCINNATI, OH: 
1,575,202, PUB. 10-10-1989. INT. CL. 28. 

CLUETT ENTERPRISES, INC., WILMINGTON, DE, 
MANKO, LOUIS H., PHILADELPHIA, PA, DBA L. H. 
MANKO & COMPANY AND NATIONAL SUMMER 
CLOTHING COMPANY: 


265,265. REN. 11-21-89. U.S. CL. 39 (INT. CL. 25). 
CLUETT ENTERPRISES, INC., WILMINGTON, DE, VAN 
RAALTE COMPANY, INC., NEW YORK, NY: 
882,180. REN. 11-21-89. U.S. CL. 39 (INT. CL. 25). 
CLUETT ENTERPRISES, INC., WILMINGTON, DE: 
1,575,136, PUB. 10-10-1989. INT. CL. 25. 


CMQ COMMUNICATIONS INC., TORONTO, ONTARIO, 
CANADA: 


1,574,433, PUB. 5-23-1989. INT. CL. 9. 
COAST PLATING, INC., GARDENA, CA: 
881,470. REN. 11-22-89. U.S. CL. 106 (INT. CL. 40). 
COASTAL CORPORATION, THE, HOUSTON, TX: 
1,575,438, PUB. 10-10-1989. INT. CL. 35. 
1,575,558, PUB. 10-10-1989. INT. CL. 37. 
COATING SCIENCES, INC., BLOOMFIELD, CT: 
1,574,971, PUB. 10-10-1989. INT. CL. 17. 


COEMAR S.P.A.. CASTELGOFFREDO (MANTOVA), 
ITALY: 


1,574,684, PUB. 10-10-1989. INT. CL. 11. 
COFFEE KIDS, INC., PROVIDENCE, RI: 
1,575,791, PUB. 10-10-1989. INT. CL. 42. 
COHN; CHARLES, WAYNE, NJ, DBA RENEWABLE 
ENERGY CONSULTANTS: 
1,241,583, CANC. INT. CL. 42. 

COLGATE-PALMOLIVE COMPANY, NEW YORK, NY: 
882,234. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 
1,574,787, PUB. 5-23-1989. INT. CL. 16. 

1,575,699, PUB. 5-23-1989. INT. CL. 42. 


COLNAGO ERNESTO & C.S.R.L., CAMBIAGO (MILAN), 
ITALY: 


1,574,732, PUB. 10-10-1989. INT. CL. 12. 
COLONIAL LIFE & ACCIDENT INSURANCE COMPANY, 
COLUMBIA, SC: 
1,575,498, PUB. 10-10-1989. INT. CL. 36. 
COLTURAE INC., NEW YORK, NY: 
1,244,066, CANC. INT. CL. 3. 
1,244,067, CANC. INT. CL. 3. 
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COLUMBIA MANICURE MFG. CO., INC., GREENWICH, 
CT: 


1,259,729, COR. INT. CL. 3. 

COMFY PRODUCTS CORPORATION, LOS ANGELES, 
CA: 

1,575,092, PUB. 10-10-1989. INT. CL. 25. 

COMME DES GARCONS CO. LTD. MINATO-KU, 
TOKYO, JAPAN: 

1,575,071, PUB. 10-10-1989. INT. CL. 24. 
1,575,072, PUB. 10-10-1989. INT. CL. 24. 

COMMERCIAL COVERAGES CORPORATION, TOR- 
RANCE, CA: 

1,575,508, PUB. 10-10-1989. INT. CL. 36. 

COMMERCIAL FUELING NETWORK, A DIVISION OF 
OLYMPIAN OIL COMPANY, SOUTH SAN FRANCISCO, 
CA: 

1,574,809, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 35. 

COMMODITY RESEARCH BUREAU, INC., JERSEY CITY, 
NJ: 

1,243,561, CANC. INT. CL. 16. 
COMMON SENSE UNLIMITED, MUSKEGON, MI: 
1,157,669, CANC. INT. CL. 20. 

COMPAGNIA GENERALE INTERSCAMBI COGIS S.P.A., 
MILAN, ITALY: 

1,242,573, CANC. INT. CL. 7. 

COMPAGNIE FRANCAISE DE RAFFINAGE, PARIS, 
FRANCE: 

1,241,006, CANC. INT. CL. 9. 
COMPAQ COMPUTER CORPORATION, HOUSTON, TX: 
1,575,798, PUB. 10-10-1989. INT. CL. 42. 
COMPUOLOGY, INC., LAFAYETTE, LA: 
1,575,723, PUB. 10-10-1989. INT. CL. 42. 

COMPUTER SYSTEMS DESIGN, INC.: See— 
FACILITY MANAGEMENT SYSTEMS, INC.. 

CON-CAR, INC., PROVIDENCE, RI: 

1,575,171, PUB. 4-5-1988. INT. CL. 28. 

CONAGRA, INC., OMAHA, NE: 

1,242,556, CANC. INT. CL. 6. 

CONAGRA, INC., OMAHA, NE, DBA CONAGRA PET 
PRODUCTS COMPANY: 

1,574,134, PUB. 10-10-1989. INT. CL. 1. 

CONDO-KITCHENS INTERNATIONAL, INC., RAPID 
CITY, SD: 

1,244,480, CANC. INT. CL. 18. 

CONDOR SECURITY SYSTEMS, INCORPORATED, CLIN- 
TON, CT: 

1,244,017, CANC. INT. CL. 1. 

CONEY ISLAND, INC., CINCINNATI, OH, DBA KINGS 
DOMINION: 

1,243,893, CANC. INT. CL. 41. 

CONNECTICUT CYCLE ACCESSORIES, INC., WILLI- 
MANTIC, CT: 

1,244,374, CANC. INT. CL. 12. 
1,244,375, CANC. INT. CL. 12. 

CONNELL RICE & SUGAR CO., INC., WESTFIELD, NJ: 
1,575,342, PUB. 10-10-1989. INT. CL. 30. 

CONSEAL INTERNATIONAL, INC. ALTAMONTE 
SPRINGS, FL: 

1,574,132, PUB. 10-10-1989. INT. CL. 1. 

CONSOLIDATED CIGAR CORPORATION, SECAUCUS, 
NJ: 

1,575,399, PUB. 10-10-1989. INT. CL. 34. 


‘CONSOLIDATED CIGAR CORPORATION, SECAUCUS, 


NJ, T/A SUTLIFF TOBACCO COMPANY: 
1,575,402, PUB. 10-10-1989. INT. CL. 34. 
CONSULTANTS IN DATA PROCESSING, INC., CHAR- 
LOTTE, NC: 
1,575,751, PUB. 10-10-1989. INT. CL. 42. 
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CONSULTOX, LTD., BATON ROUGE, LA: 
1,575,743, PUB. 9-19-1989. INT. CL. 42. 
CONTACTS, METALS & WELDING, INC., INDIANAPO- 
LIS, IN: 
1,574,346, PUB. 6-3-1986. MULTIPLE CLASS, INT. CLS. 
6, 9 AND 42. 
CONTRACTOR COATINGS, INC., BUENA PARK, CA: 
1,574,152, PUB. 10-10-1989. INT. CL. 2. 
CONVENTION LIAISON COUNCIL, INC., WASHINGTON, 
Dc: 
1,575,848, PUB. 2-21-1989. U.S. CL. B. 
COOK INCORPORATED, BLOOMINGTON, IN, COOK, 
INC., BLOOMINGTON, IN: 
881,773. REN. 11-20-89. U.S. CL. 44 (INT. CL. 10). 
COOL IDEAS, INC., WICHITA, KS: 
1,575,271, PUB. 10-10-1989. INT. CL. 28. 
COOPER INDUSTRIES, INC., HOUSTON, TX, LUFKIN 
RULE CO., THE, SAGINAW, MI: 
518,890. REN. 11-20-89. U.S. CL. 26 (INT. CL. 9). 
COOPER INDUSTRIES, INC., HOUSTON, TX, UNION PIN 
COMPANY, THE, WINSTED, CT: 
519,126. REN. 11-20-89. U.S. CL. 40 (INT. CL. 26). 
COOPER INDUSTRIES, INC., HOUSTON, TX: 
1,574,376, PUB. 10-10-1989. INT. CL. 7. 


COOPER, HOWARD, CHICAGO, IL, DBA TRENDS AND 
OPPORTUNITIES: 


1,575,047, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 21 AND 25. 
COPPERTHORNE INDUSTRIES 8 LTD., VANCOUVER, 
BRITISH COLUMBIA, CANADA: 
1,574,349, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 6, 7, 8 AND 38. 

CORDIS CORPORATION, MIAMI, FL: 
1,574,644, PUB. 10-10-1989. INT. CL. 10. 
1,574,649, PUB. 10-10-1989. INT. CL. 10. 

CORNELL-DUBILIER ELECTRIC 

NEWARK, NJ: 
1,242,677, CANC. INT. CL. 9. 

CORNING GLASS WORKS, CORNING, NY: 

1,244,280, CANC. INT. CL. 9. 

CORP-NET INTERNATIONAL, INC., COLUMBUS, OH: 
1,575,599, PUB. 10-10-1989. INT. CL. 39. 

CORPAK, INC., WHEELING, IL: 

1,574,658, PUB. 10-10-1989. INT. CL. 10. 

CORPORATE AMERICA, INC., BRECKSVILLE, OH: 
1,575,737, PUB. 6-20-1989. INT. CL. 42. 


CORPORATIVO ARMA, S.A. DE C.V., SALTILLO, COAH, 
MEXICO: 


1,575,377, PUB. 11-22-1988. INT. CL. 32. 
COSMOS-ORION, INC., LOUISVILLE, KY: 
1,241,525, CANC. INT. CL. 41. 
COSMYL, INC., CORAL GABLES, FL: 
1,574,213, PUB. 10-10-1989. INT. CL. 3. 
1,575,127, PUB. 10-10-1989. INT. CL. 25. 
COSTUME BAZAAR, NEW HAVEN, CT: 
1,575,255, PUB. 10-10-1989. INT. CL. 28. 
COULTER ELECTRONICS, INC., HIALEAH, FL, 
COULTER DIAGNOSTICS, INC., MIAMI SPRINGS, FL: 
884,856. REN. 11-21-89. U.S. CL. 6 (INT. CL. 5). 
COUNTRY ACCENTS MAGAZINE CORPORATION, NEW 
YORK, NY: 
1,575,856, INT. CL. 16. 
COUNTRY STORE, INC., THE, CONCORD, MA: 
1,243,716, CANC. INT. CL. 25. 
COUPONSDIRECT CORPORATION, CENTERVILLE, MD: 
1,575,440, PUB. 10-10-1989. INT. CL. 35. 


COWIT, BURT, ENGLISHTOWN, NJ, TA JEWELRY RE- 
PAIRS BY US: 


1,575,555, PUB. 10-10-1989. INT. CL. 37. 
CPG PRODUCTS CORP., MINNEAPOLIS, MN: 
1,243,788, CANC. INT. CL. 28. 
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1,243,789, CANC. INT. CL. 28. 
1,243,794, CANC. INT. CL. 28. 
1,243,795, CANC. INT. CL. 28. 
CPP/BELWIN, INC., HIALEAH, FL: 
1,574,834, PUB. 10-10-1989. INT. CL. 16. 
1,574,835, PUB. 10-10-1989. INT. CL. 16. 
CRABTREE & EVELYN, LTD., WOODSTOCK, CT: 
1,575,333, PUB. 10-10-1989. INT. CL. 30. 
CRACKER BARREL OLD COUNTRY STORE, INC., LEB- 
ANON, TN: 
1,575,813, PUB. 10-10-1989. INT. CL. 42. 
CRACKLE CREATIONS, INC., BROOKLINE, MA: 
1,574,338, PUB. 10-10-1989. INT. CL. 5. 
1,574,339, PUB. 10-10-1989. INT. CL. 5. 
CRADDOCK-TERRY INC., LYNCHBURG, VA: 
1,575,147, PUB. 10-10-1989. INT. CL. 25. 
CRAGIN, LANG, FREE AND SMYTHE, INC., CLEVE- 
LAND, OH, DBA CRAGIN-LANG, INC.: 
1,575,515, PUB. 10-10-1989. INT. CL. 36. 
CRAIN, JACK W., WEATHERFORD, TX: 
1,574,407, PUB. 10-10-1989. INT. CL. 8. 
CREATIVE CATERERS, INC., SILVER SPRING, MD: 
1,241,589, CANC. INT. CL. 42. 
CREATIVE DIABETES MANAGEMENT, INC., COLUM- 
BUS, IN: 
1,574,885, PUB. 10-10-1989. INT. CL. 16. 
CREATIVE LAMINATING INC., WESTWOOD, NJ: 
1,574,968, PUB. 10-10-1989. INT. CL. 17. 

CREATIVE PROGRAMMING, INC., WESTON, CT: 
1,575,261, PUB. 10-10-1989. INT. CL. 28. 
CREATIVE RESEARCH LABORATORIES, 

MONT, NE: 
1,244,011, CANC. INT. CL. 1. 
CREDICO CORPORATION, WILKESBORO, NC: 
1,575,521, PUB. 10-10-1989. INT. CL. 36. 
CREST-FOAM CORP., MOONACHIE, NJ: 
1,574,975, PUB. 10-10-1989. INT. CL. 17. 
CRIGLER ENTERPRISES, INC., ATLANTA, GA: 
1,244,132, CANC. INT. CL. 6. 
CROFUT LIMITED EDITIONS INC., DANBURY, CT: 
1,575,553, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
CROLL-REYNOLDS ENGINEERING CO., INC., TRUM- 
BULL, CT: 
886,717. REN. 11-20-89. U.S. CL. 31 (INT. CL. 11). 
CROWN & ANDREWS PTY. LIMITED, GRANVILLE, 
NEW SOUTH WALES, AUSTRALIA: 
1,575,168, PUB. 4-25-1989. INT. CL. 28. 
CROWN PUBLISHERS, INC., NEW YORK, NY: 
1,574,827, PUB. 10-10-1989. INT. CL. 16. 
CROWN ZELLERBACH CORPORATION, SAN FRANCIS- 
CO, CA: 
1,241,170, CANC. INT. CL. 16. 
CSL SILICONES INC., GUELPH, CANADA: 
1,574,116, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1 AND 17. 
CUC INTERNATIONAL INC., STAMFORD, CT: 
1,574,906, PUB. 10-10-1989. INT. CL. 16. 
CULINARY BRANDS, INC., SAUSALITO, CA: 
1,575,292, PUB. 10-10-1989. INT. CL. 29. 
CUMBERLAND PACKING CORP., BROOKLYN, NY: 
1,575,328, PUB. 10-10-1989. INT. CL. 30. 
CUMMINS PUBLISHING COMPANY, SOUTHFIELD, MI: 
1,574,792, PUB. 6-7-1988. INT. CL. 16. 
CUNARD LINE LIMITED, NEW YORK, NY: 
1,575,683, PUB. 10-10-1989. INT. CL. 41. 
CURTIS 1000 INC., SMYRNA, GA: 
1,242,083, CANC. INT. CL. 16. 
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CUSTOM FUEL SERVICES, INC., ST. ROSE, LA: 
1,244,096, CANC. MULTIPLE CLASS, INT. CLS. 4 AND 
42. 
CUTCO INDUSTRIES, INC., JERICHO, NY: 
1,575,804, PUB. 10-10-1989. INT. CL. 42. 
CUTTER; STEPHEN A., LAS VEGAS, NV, DBA THE 
TINT LADY: 
1,243,873, CANC. INT. CL. 40. 
1,243,924, CANC. INT. CL. 42. 
CYBERNATED AUTOMATION CORPORATION, CORAL 
SPRINGS, FL: 
1,575,544, PUB. 10-10-1989. INT. CL. 37. 
CYSTIC FIBROSIS FOUNDATION, THE, BETHESDA, MD: 
1,575,493, PUB. 10-10-1989. INT. CL. 36. 


D & G PUBLISHING CORP., IRVINGTON-ON-HUDSON, 
NY: 


1,241,143, CANC. INT. CL. 16. 

D & N COSMETICS, NORTH WOODMERE, NY: 
1,574,192, PUB. 10-10-1989. INT. CL. 3. 

D. MUELLER INDUSTRIES, INC., OAKFIELD, WI: 
1,244,376, CANC. INT. CL. 12. 

D.H. DAGLEY ASSOCIATES, INC., ATLANTA, GA: 
1,575,634, PUB. 10-10-1989. INT. CL. 41. 

DAICOLOR-POPE, INC., CLIFTON, NJ: 
1,574,106, PUB. 10-10-1989. INT. CL. 1. 

DAISY INDUSTRIES, INC., NEW YORK, NY: 
1,575,158, PUB. 10-10-1989. INT. CL. 25. 


DAISY MANUFACTURING COMPANY, INC., ROGERS, 
AR: 


1,575,269, PUB. 10-10-1989. INT. CL. 28. 
DALLCO INDUSTRIES INC., YORK, PA: 
1,575,157, PUB. 10-10-1989. INT. CL. 25. 
DANA CORPORATION, TOLEDO, OH, AMERICAN BIL- 
TRITE RUBBER CO., INC., BOSTON, MA: 
883,359. REN. 11-20-89. U.S. CL. 35 (INT. CL. 17). 
DANA CORPORATION, TOLEDO, OH: 
1,241,175, CANC. INT. CL. 17. 
DANA E. MORRISON JR. CO., CHICAGO, IL: 
1,575,419, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35 AND 39. 
DANBEE INDUSTRIAL INVESTIGATIONS CORP., MID- 
LAND PARK, NJ, DBA DANBEE INVESTIGATIONS: 
1,575,716, PUB. 9-26-1989. INT. CL. 42. 


DANISH HYDRAULIC INSTITUTE, HORSHOLM, DEN- 
MARK: 
1,244,263, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
42. 
DANTEC ELEKTRONIK, MEDICINSK OG VIDENSKA 


BELIGT MALEUDSTYR A/S, SKOVLUNDE, DEN- 
MARK: 


1,574,607, PUB. 10-10-1989. INT. CL. 10. 
DANWAL SECURITY SERVICES, INC., NEW YORK, NY: 
1,575,447, PUB. 10-10-1989. INT. CL. 35. 
DART INDUSTRIES INC., DEERFIELD, IL, DBA TUP- 
PERWARE HOME PARTIES: 
1,575,206, PUB. 5-2-1989. INT. CL. 28. 
1,575,600, PUB. 10-10-1989. INT. CL. 39. 
DATA CENTER, INC., HUTCHINSON, KS: 
1,575,527, PUB. 10-10-1989. INT. CL. 36. 
DATA LINK RESEARCH SERVICES, INC., GOLDEN, CO: 
1,574,578, PUB. 10-10-1989. INT. CL. 9. 
DATA PRODUCTS, INC., SUGAR LAND, TX: 
1,574,583, PUB. 10-10-1989. INT. CL. 9. 
DATA STITCH, INC., FORT WORTH, TX: 
1,574,527, PUB. 10-10-1989. INT. CL. 9. 
DATACHEM, INC., CARMEL, IN: 
1,241,947, CANC. INT. CL. 9. 
DATAMEDIX, INC., BOCA RATON, FL: 
1,244,324, CANC. INT. CL. 10. 
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DATASCOPE CORPORATION, OAKLAND, NJ: 
1,574,624, PUB. 10-10-1989. INT. CL. 10. 
DAVE HUNT’S AUTO SERVICES INC., SCHENECTADY, 
NY: 
1,574,749, PUB. 10-10-1989. INT. CL. 12. 
DAVE ROGERS INVESTMENT CORP., MCALLEN, TX: 
1,575,375, PUB. 10-10-1989. INT. CL. 31. 
DAVID CLARK COMPANY INCORPORATED, WORCES- 
TER, MA: 
1,574,495, PUB. 10-10-1989. INT. CL. 9. 
DAVIS, JOE MACK, LA FOLLETTE, TN, DBA DAVIS 
ENTERPRISES: 
1,575,245, PUB. 10-10-1989. INT. CL. 28. 
DAVIS, PAUL: See— 
MICROCURRENT RESEARCH, INC.. 
DAVSTAR INDUSTRIES, INC., LAWNDALE, CA: 
1,574,643, PUB. 10-10-1989. INT. CL. 10. 
DAWSON, JOHN, NEW YORK, NY: 
1,575,622, PUB. 10-10-1989. INT. CL. 41. 
DAYCO PRODUCTS, INC., DAYTON, OH: 
1,574,499, PUB. 10-10-1989. INT. CL. 9. 
DAZEY CORPORATION, INDUSTRIAL AIRPORT, KS, 
DAZEY PRODUCTS COMPANY, KANSAS CITY, MO: 
882,797. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
DBD ENTERPRISES, JOHNSON CITY, TN: 
1,574,384, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 7 AND 8. 
DC COMICS INC., NEW YORK, NY, NATIONAL PERIOD- 
ICAL PUBLICATIONS, INC., NEW YORK, NY: 
882,916. REN. 11-21-89. U.S. CL. 38 (INT. CL. 16). 
882,921. REN. 11-22-89. U.S. CL. 38 (INT. CL. 16). 
DC COMICS INC., NEW YORK, NY: 
1,241,166, CANC. INT. CL. 16. 
1,243,631, CANC. INT. CL. 16. 
1,575,040, PUB. 10-10-1989. INT. CL. 20. 
DE FAZIO LTD. OF WHITTIER, WHITTIER, CA: 
1,244,242, CANC. MULTIPLE CLASS, INT. CLS. 9, 11, 
14, 16, 21, 24, 28, 34 AND 42. 
DE’ LONGHI S.P.A., TREVISO, ITALY: 
1,574,691, PUB. 10-10-1989. INT. CL. 11. 
DECISION, INC., JACKSONVILLE, TX: 
1,575,702, PUB. 5-9-1989. INT. CL. 42. 
DEER VALLEY RESORT COMPANY, PARK CITY, UT: 
1,575,618, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
1,575,619, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
DEGUSSA AKTIENGESELLSCHAFT, FRANKFURT AM 
MAIN, FED REP GERMANY: 
1,574,316, PUB. 10-10-1989. INT. CL. 5. 
DEISTER CONCENTRATOR COMPANY, INC., THE, 


FORT WAYNE, IN, DEISTER CONCENTRATOR COM- 
PANY, INC., THE, FORT WAYNE, IN: 


880,844. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
DEL MONTE CORPORATION, SAN FRANCISCO, CA, R. 
J. REYNOLDS FOODS, INC., NEW YORK, NY: 
880,969. REN. 11-20-89. U.S. CL. 45 (INT. CL. 32). 
880,997. REN. 11-20-89. U.S. CL. 46 (INT. CL. 30). 
DEL MONTE CORPORATION, SAN FRANCISCO, CA, 
DEL MONTE CORPORATION, SAN FRANCISCO, CA: 
881,338. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
45 (INT. CL. 32) AND 46 (INT. CLS. 29, 30, 31 AND 
32). 
881,339. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
45 (INT. CL. 32) AND 46 (INT. CLS. 29, 30, 31 AND 
32). 
DEL MONTE CORPORATION, SAN FRANCISCO, CA: 
1,574,948, PUB. 10-10-1989. INT. CL. 16. 
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1,575,387, PUB. 10-10-1989. INT. CL. 32. 
DEL PAPA DISTRIBUTING CO., INC., GALVESTON, TX: 
1,575,776, PUB. 10-10-1989. INT. CL. 42. 


DELMOD INTERNATIONAL BEKLEIDUNGSINDUSTRIE 
GMBH & CO. HANSE-KLEIDUNG KG, DELMEN- 
HORST, FED REP GERMANY: 


1,243,701, CANC. INT. CL. 25. 
DELTA AIR LINES, INC., ATLANTA, GA: 
881,467. REN. 11-20-89. U.S. CL. 105 (INT. CL. 39). 
DELTA FOREMOST CHEMICAL CORP., MEMPHIS, TN, 
DELTA CHEMICAL CORPORATION, MEMPHIS, TN: 
881,848. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 
DELTALAB RESEARCH, INC., CHELMSFORD, MA: 
1,244,317, CANC. INT. CL. 9. 
DEMPSEY, DENISE LORRAINE, OAK BROOK, IL: 
1,574,177, PUB. 10-10-1989. INT. CL. 3. 
1,574,178, PUB. 10-10-1989. INT. CL. 3. 
DENA CORPORATION, ELK GROVE VILLAGE, IL: 
1,574,184, PUB. 10-10-1989. INT. CL. 3. 


DENLEY INSTRUMENTS LIMITED, BILLINGSHURST, 

SUSSEX, ENGLAND: 
1,244,232, CANC. INT. CL. 9. 
DENNISON MANUFACTURING COMPANY, FRAMING- 
HAM, MA: 
1,574,838, PUB. 5-23-1989. INT. CL. 16. 
DENTAL TECHNOLOGIES, INC., FORT WORTH, TX: 
1,574,663, PUB. 10-10-1989. INT. CL. 10. 
DENTAL-VU INC., NEW HARTFORD, NY: 
1,243,913, CANC. INT. CL. 42. 

DENTSPLY RESEARCH & DEVELOPMENT CORP., MIL- 
FORD, DE, DENTISTS’ SUPPLY COMPANY OF NEW 
YORK, THE, NEW YORK, NY: 

270,344. REN. 11-22-89. U.S. CL. 44 (INT. CL. 10). 

DERMATECH LABORATORY, INC., LOS ANGELES, CA: 

1,574,176, PUB. 10-10-1989. INT. CL. 3. 

DES MOINES REGISTER & TRIBUNE COMPANY, DES 
MOINES, IA, REGISTER AND TRIBUNE COMPANY, 
THE, DES MOINES, IA: 

515,243. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 


DESE RESEARCH AND ENGINEERING, INC., HUNTS- 
VILLE, AL: 


1,575,721, PUB. 10-10-1989. INT. CL. 42. 
DESOTO HOSIERY MILLS, INC., FORT PAYNE, AL: 
1,575,150, PUB. 10-10-1989. INT. CL. 25. 


DETAILING DOCTOR OF CONNECTICUT, INC. THE, 
WALLINGFORD, CT: 


1,575,562, PUB. 10-10-1989. INT. CL. 37. 


DETESCO, THOMAS N., BOARDMAN, OH, DBA FIRST 
MEDICAL ASSOCIATES: 


1,575,833, PUB. 10-10-1989. INT. CL. 42. 
DETTRA FLAG COMPANY, INC., OAKS, PA: 
521,143. REN. 11-20-89. U.S. CL. 50 (INT. CL. 24). 
DEUTSCH FASTENER CORP., EL SEGUNDO, CA: 
1,242,563, CANC. INT. CL. 6. 


DI MARTINO’S FRANCHISE SYSTEMS, INC., GRETNA, 
LA: 


1,575,781, PUB. 10-10-1989. INT. CL. 42. 
DIAGRAPH CORPORATION, HERRIN, IL: 
1,574,791, PUB. 10-10-1989. INT. CL. 16. 
DIAMOND CRYSTAL SPECIALTY FOODS, INC., WIL- 


MINGTON, MA, DIAMOND CRYSTAL SALT COMPA- 
NY, SAINT CLAIR, MI: 


881,779. REN. 11-20-89. U.S. CL. 46 (INT. CLS. 29 AND 
30). 
DICK CEPEK, INC., CARSON, CA: 
1,574,724, PUB. 10-10-1989. INT. CL. 12. 


DIET WAY PRODUCTS, INCORPORATED, VAN NUYS, 
CA, DBA THE PHYSICIANS DIET PLAN: 


1,243,604, CANC. INT. CL. 16. 


DIFCO LABORATORIES INCORPORATED, DETROIT, 
MI: 


1,574,454, PUB. 9-13-1988. INT. CL. 9. 
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DIFLOE, DONNA M., ROSWELL, GA, DBA DESIGN DY- 
NAMIC COMPANY: 


1,575,030, PUB. 10-10-1989. INT. CL. 20. 

DIOGENES SYSTEMS INCORPORATED, SANTA CLARA, 
CA: 

1,241,585, CANC. INT. CL. 42. 

DIPIPPO, MICHAEL, WEST WARWICK, RI, DBA MI- 
CHAEL ROBERTS MUSIC PRODUCTIONS: 

1,575,640, PUB. 10-10-1989. INT. CL. 41. 
DIRECT LANGUAGE, INC., SAN FRANCISCO, CA: 
1,574,815, PUB. 10-10-1989. INT. CL. 16. 
DISTRIBUTION SCIENCES, INC., DES PLAINES, IL: 
1,575,427, PUB. 10-10-1989. INT. CL. 35. 
DIVA CORPORATION, PHOENIX, AZ: 
1,575,100, PUB. 10-10-1989. INT. CL. 25. 

DIVERSEY WYANDOTTE CORPORATION, WYAN- 
DOTTE, MI, WYANDOTTE CHEMICALS CORPORA- 
TION, WYANDOTTE, MI: 

881,956. REN. 11-20-89. U.S. CL. 6 (INT. CL. 3). 

882,603. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 
DMA GROUP, INC., EXETER, NH: 

1,575,406, PUB. 7-5-1988. INT. CL. 35. 

DO STEKLARNA HRASTNIK N.SOL.O., HRASTNIK, 
YUGOSLAVIA: 

1,241,042, CANC. MULTIPLE CLASS, INT. CLS. 11 
AND 21. 

DOALL COMPANY, DES PLAINES, IL: 

884,417. REN. 11-20-89. U.S. CL. 5 (INT. CL. 1). 

DOBSON & THOMAS LTD., SANDERSTEAD, SURREY, 
ENGLAND: 

1,241,182, CANC. MULTIPLE CLASS, INT. CLS. 19, 37 
AND 42. 

DOHRING; GRACE, DEARBORN, MI, DBA DOCTOR’S 
SUPPLY INT'L: 

1,241,955, CANC. INT. CL. 10. 

DOLLAR GENERAL CORPORATION, SCOTTSVILLE, 
KY: 

881,060. REN. 11-20-89. U.S. CL. 101 (INT. CL. 35). 

DOMTAR INC., MONTREAL, CANADA: 

1,574,922, PUB. 10-10-1989. INT. CL. 16. 

DONLEE TECHNOLOGIES, INC., YORK, NY, YORK- 
SHIPLEY, INC., YORK, PA: 

883,354. REN. 11-20-89. U.S. CL. 34 (INT. CL. 11). 


DONN INCORPORATED, WESTLAKE, OH: 
1,241,043, CANC. INT. CL. 11. 


DONNELLY TOY CORPORATION, ENCINO, CA: 
1,575,182, PUB. 10-10-1989. INT. CL. 28. 


DORF INDUSTRIES PTY. LTD., CLAYTON, VICTORIA, 
AUSTRALIA: 


1,243,505, CANC. INT. CL. 11. 
DOT RESOURCE MANAGEMENT CORP., BOCA RATON, 
FL: 


1,574,755, PUB. 10-10-1989. INT. CL. 13. 


DOW CHEMICAL COMPANY, THE, MIDLAND, MI: 
1,574,123, PUB. 10-10-1989. INT. CL. 1. 


DOW CORNING CORPORATION, MIDLAND, MI: 
1,241,028, CANC. INT. CL. 10. 
1,574,981, PUB. 10-10-1989. INT. CL. 17. 
1,574,982, PUB. 10-10-1989. INT. CL. 17. 
DOW COVER CO., INC., NEW HAVEN, CT: 
1,575,722, PUB. 10-10-1989. INT. CL. 42. 
DOW JONES & COMPANY, INC., NEW YORK, NY, DOW 
JONES & COMPANY, INC., NEW YORK, NY: 
518,168. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 


518,170. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 
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DOW JONES & COMPANY, INC., NEW YORK, NY, DOW 
JONES & COMPANY, INC., NEW YORK, NY: 
518,802. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 
DOW JONES RADIO 2, INC., PRINCETON, NJ: 
1,243,865, CANC. INT. CL. 38. 
1,243,866, CANC. INT. CL. 38. 
DOWBRANDS INC., INDIANAPOLIS, IN: 
1,574,206, PUB. 7-11-1989. INT. CL. 3. 
1,574,229, PUB. 10-10-1989. INT. CL. 3. 
DOWLEY MANUFACTURING, INC., SPRING ARBOR, MI: 
1,574,416, PUB. 10-10-1989. INT. CL. 8. 
DR. BOO CO., LTD., BANGKOK, THAILAND: 
1,574,668, PUB. 10-10-1989. INT. CL. 10. 
DRACKETT COMPANY, THE, CINCINNATI, OH: 
1,244,437, CANC. INT. CL. 16. 
1,574,249, PUB. 10-10-1989. INT. CL. 3. 


DRAGERWERK AKTIENGESELLSCHAFT, LUBECK, 
FED REP GERMANY: 


1,574,626, PUB. 7-18-1989. INT. CL. 10. 
DRAPEMASTERS OF AMERICA, INC., ROSELLE PARK, 
NJ: 
884,363. REN. 11-21-89. U.S. CL. 103 (INT. CL. 37). 


DRUSILLA SEAFOOD RESTAURANTS, INC., BATON 
ROUGE, LA: 


1,575,432, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
DUCK, DUCK, GOOSE, LTD., HINSDALE, IL: 
1,575,793, PUB. 10-10-1989. INT. CL. 42. 
DUCKS UNLIMITED, INC., LONG GROVE, IL: 
882,285. REN. 11-20-89. U.S. CL. 200. 
DUFF & PHELPS INC., CHICAGO, IL: 
1,575,503, PUB. 10-10-1989. INT. CL. 36. 
1,575,504, PUB. 10-10-1989. INT. CL. 36. 

DUN & BRADSTREET, INC., MURRAY HILL, NJ: 
1,575,823, PUB. 10-10-1989. INT. CL. 42. 
DUNCAN GALVANIZING CORPORATION, 

MA: 

1,575,614, PUB. 10-10-1989. INT. CL. 40. 

DUNLOP TIRE CORPORATION, GRAND ISLAND, NY: 
1,574,716, PUB. 10-10-1989. INT. CL. 12. 

DUNN-RIGHT, INCORPORATED, ANDERSON, SC: 
1,574,403, PUB. 10-10-1989. INT. CL. 7. 

DUO-FAST CORPORATION, FRANKLIN PARK, IL: 
1,574,899, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 16 AND 41. 


DUST-TEX CORPORATION, CLEVELAND, TN, AMERI- 
CAN UNIFORM COMPANY, CLEVELAND, TN: 


874,253. REN. 11-22-89. U.S. CL. 29 (INT. CL. 21). 


DYNATRONICS RESEARCH CORPORATION, SALT 
LAKE CITY, UT: 


1,574,609, PUB. 1-17-1989. INT. CL. 10. 


E. & J. GALLO WINERY, MODESTO, CA, AKA CARLO 
ROSSI VINEYARDS: 


884,276. REN. 11-20-89. U.S. CL. 47 (INT. CL. 33). 
E. A. J. FRANCHISING, LTD., YONKERS, NY: 
1,575,696, PUB. 7-4-1989. INT. CL. 42. 


E. L DU PONT DE NEMOURS AND COMPANY, WIL- 
MINGTON, DE: 


1,574,286, PUB. 10-10-1989. INT. CL. 5. 
E.A. PIFER FINANCIAL SYSTEMS, INC., BARRINGTON, 
NJ: 
1,574,586, PUB. 10-10-1989. INT. CL. 9. 


E.B. RES, INC., SAN DIEGO, CA, DBA ESTERO BEACH 
HOTEL: 


1,575,820, PUB. 10-10-1989. INT. CL. 42. 
E.C.C. AMERICAN INC., ATLANTA, GA, ANGLO-AMERI- 
CAN CLAYS CORPORATION, NEW YORK, NY: 
881,511. REN. 11-22-89. U.S. CL. 1 (INT. CL. 1). 
E.H. PRICE LIMITED, WINNIPEG, MANITOBA, 
CANADA: 
1,574,350, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 6 AND 11. 


EVERETT, 
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EAGLE AFFILIATES, INC., BROOKLYN, NY: 
1,243,676, CANC. INT. CL. 20. 

EAGLE INTERNATIONAL MARKETING, INC, OKLA- 
HOMA CITY, OK: 

1,574,227, PUB. 10-10-1989. INT. CL. 3. 
1,574,228, PUB. 10-10-1989. INT. CL. 3. 

EAGLE-TRIBUNE PUBLISHING COMPANY, N. ANDO- 
VER, MA: 

882,920. REN. 11-22-89. U.S. CL. 38 (INT. CL. 16). 

EARL HORNE, INC., JACKSONVILLE, FL: 

1,574,226, PUB. 10-10-1989. INT. CL. 3. 
EARTH VIEW, INCORPORATED, SEATTLE, WA: 
1,574,549, PUB. 10-10-1989. INT. CL. 9. 
EAST SIDE KIDS INC., NEW YORK, NY: 
1,574,985, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 18, 25 AND 42. 
EASTERN CLAM CORP., LAKEVILLE, MA: 
1,575,307, PUB. 10-10-1989. INT. CL. 29. 

EASTMAN MACHINE COMPANY, BUFFALO, NY: 

884,586. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 

EAT-A-BURGER, INC., SALT LAKE CITY, UT: 

1,575,711, PUB. 10-10-1989. INT. CL. 42. 

EATON CORPORATION, CLEVELAND, OH, TINNER- 

MAN PRODUCTS, INC., CLEVELAND, OH: 
$17,759. REN. 11-20-89. U.S. CL. 13 (INT. CL. 6). 

EATON CORPORATION, CLEVELAND, OH, CUTLER- 
HAMMER, INC., MILWAUKEE, WI: 

885,251. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 

EATON CORPORATION, CLEVELAND, OH: 

1,575,551, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37 AND 41. 

EAU DE COLOGNE- & PARFUMERIE-FABRIK GLOCK- 
ENGASSE NO. 4711 GEGENUBER DER PFERDEPOST 
VON FERD. MULHENS, KOLN, FED REP GERMANY: 

1,574,241, PUB. 10-10-1989. INT. CL. 3. 

EBTEK, INC., SPOKANE, WA: 

1,574,598, PUB. 10-10-1989. INT. CL. 9. 

ECHLIN INC., BRANFORD, CT: 

1,574,377, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 7 AND 12. 
ECLIPSE LABORATORIES, INC., BOCA RATON, FL: 
1,574,320, PUB. 10-10-1989. INT. CL. 5. 

ECOLAB INC., ST. PAUL, MN, AIRWICK INDUSTRIES, 
INC., CARLSTADT, NJ: 

882,705. REN. 11-20-89. U.S. CL. 6 (INT. CL. 5). 

882,870. REN. 11-20-89. U.S. CL. 34 (INT. CL. 11). 
ECOLAB INC., ST. PAUL, MN: 

1,574,217, PUB. 10-10-1989. INT. CL. 3. 
ECONOMY FORMS CORPORATION, DES MOINES, IA: 

881,982. REN. 11-20-89. U.S. CL. 12 (INT. CL. ©. 
EDGELL COMMUNICATIONS, INC. CLEVELAND, OH: 

1,574,871, PUB. 10-10-1989. INT. CL. 16. 

1,574,872, PUB. 10-10-1989. INT. CL. 16. 

1,574,873, PUB. 10-10-1989. INT. CL. 16. 

1,574,874, PUB. 10-10-1989. INT. CL. 16. 

1,574,926, PUB. 10-10-1989. INT. CL. 16. 

1,575,626, PUB. 10-10-1989. INT. CL. 41. 

EDINGER; ERIK, COPENHAGEN 0, DENMARK, DBA 

EDINGER TOBACCO COMPANY: 
1,243,829, CANC. INT. CL. 34. 
EDISON PRICE INCORPORATED, NEW YORK, NY: 
1,574,701, PUB. 10-10-1989. INT. CL. 11. 

EDUCATIONAL CONSORTIUM FOR CABLE, SUMMIT, 

NJ: 


1,241,515, CANC. INT. CL. 41. 
EDWARDS COMPANY, INC. STAMFORD, CT, ED- 
WARDS AND COMPANY, INC., NORWALK, CT: 
$18,319. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 
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EDWARDS COMPANY, INC., STAMFORD, CT: 
881,621. REN. 11-20-89. U S. CL. 21 (INT. CL. 9). 
EIC GROUP, REDWOOD CITY, CA: 
1,575,559, PUB. 10-10-1989. INT. CL. 37. 
EISENSTADT COMPANY, ST. LOUIS, MO: 
1,244,399, CANC. INT. CL. 14. 
EKCO HOUSEWARES, INC., FRANKLIN PARK, IL, EKCO 
PRODUCTS COMPANY, CHICAGO, IL: 
519,259. REN. 11-20-89. U.S. CL. 23 (INT. CL. 8). 
EL PASO CANTINA, INC., TORRANCE, CA: 
1,575,692, PUB. 11-3-1987. INT. CL. 42. 


EL PASO FINANCIAL CORPORATION, WILMINGTON, 
DE: 


1,575,513, PUB. 10-10-1989. INT. CL. 36. 
ELA TECHNOLOGIES, INC., ATHENS, GA: 
1,574,133, PUB. 10-10-1989. INT. CL. 1. 
ELCO COAT CO., INC., NEW YORK, NY: 
1,162,865, CANC. INT. CL. 25. 
ELEANOR CAMPBELL DISTRIBUTING, INC., KITCHEN- 
ER, ONTARIO, CANADA: 
1,574,190, PUB. 10-10-1989. INT. CL. 3. 
ELEANOR P BRENNER LTD., NEW YORK, NY: 
1,575,110, PUB. 10-10-1989. INT. CL. 25. 
ELECTRIC AVENUE, INC., MINNEAPOLIS, MN: 
1,574,509, PUB. 4-25-1989. INT. CL. 9. 
ELECTRO AUDIO DYNAMICS, INC., GREAT NECK, NY: 
1,244,215, CANC. INT. CL. 7. 
ELECTRO-CATHETER, RAHWAY, NJ: 
1,574,635, PUB. 6-27-1989. INT. CL. 10. 


ELECTROLUMINESCENT TECHNOLOGIES CORPORA- 
TION, HORSHAM, PA: 


1,574,700, PUB. 10-10-1989. INT. CL. 11. 

ELFENBEIN, BETTYE, NORTH MIAMI BEACH, FL: 
1,574,194, PUB. 10-10-1989. INT. CL. 3. 

ELI LILLY AND COMPANY, INDIANAPOLIS, IN: 
523,153. REN. 11-20-89. U.S. CL. 18 (INT. CL. 5). 
881,598. REN. 11-21-89. U.S. CL. 18 (INT. CL. 5). 
881,964. REN. 11-21-89. U.S. CL. 6 (INT. CL. 5). 

ELIZABETH ARDEN, INC.: See— 

UNOPCO SUB, INC.. 

ELKEM A/S, OSLO, NORWAY: 

1,574,683, PUB. 10-10-1989. INT. CL. 11. 

ELLCON-NATIONAL, INC., TOTOWA, NJ: 

881,172. REN. 11-22-89. U.S. CL. 19 (INT. CL. 12). 

ELLEDGE, DEAN, PRAIRIE VILLAGE, KS, DBA PRAI- 

RIE VILLAGE PROSTHETICS: 
1,574,634, PUB. 10-10-1989. INT. CL. 10. 

ELLIS & WATTS, CINCINNATI, OH: 

1,574,729, PUB. 10-10-1989. INT. CL. 12. 


ELRON ELECTRONIC INDUSTRIES LTD., HAIFA, 
ISRAEL: 


1,574,463, PUB. 10-10-1989. INT. CL. 9. 
ELSCO, INC., EL CAJON, CA: 
1,574,109, PUB. 10-10-1989. INT. CL. 1. 
EMAUX DE BRIARE, PARIS (SEINE), FRANCE: 
1,244,486, CANC. INT. CL. 19. 
EMERGI-LITE, INC., WESTBROOK, CT: 
1,574,696, PUB. 10-10-1989. INT. CL. 11. 
EMERSON ELECTRIC CO., ST. LOUIS, MO, ALCO CON- 
TROLS CORPORATION, SAINT LOUIS, MO: 
888,131. REN. 11-20-89. U.S. CL. 13 (INT. CL. 6). 
EMHART INDUSTRIES, INC., HARTFORD, CT: 
1,574,685, PUB. 4-25-1989. MULTIPLE CLASS, INT. 
CLS. 11, 17 AND 21. 
= INTERNATIONAL CORPORATION, FREMONT, 
1,574,513, PUB. 10-10-1989. INT. CL. 9. 
EMPRISE INC., DALLAS, TX, DBA EMPRISE INC.: 
1,574,164, PUB. 10-10-1989. INT. CL. 3. 
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ENCORE MARKETING 
LANHAM, MD: 
1,575,413, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35 AND 39. 


ENERTROLS, INC., WESTLAND, MI: 
1,574,385, PUB. 10-10-1989. INT. CL. 7. 


ENKA AG, WUPPERTAL, FED REP GERMANY: 
1,574,594, PUB. 10-10-1989. INT. CL. 9. 
1,574,595, PUB. 10-10-1989. INT. CL. 9. 


ENSIGN-BICKFORD INDUSTRIES, INC., SIMSBURY, CT: 
1,241,007, CANC. INT. CL. 9. 
1,574,813, PUB. 10-10-1989. INT. CL. 16. 
ENVIRONMENT INFORMATION CENTER, INC., NEW 
YORK, NY: 
1,244,420, CANC. INT. CL. 16. 
ENYART ASSOCIATES INTERNATIONAL, INC., ROCK- 
VILLE, MD: 
1,243,554, CANC. INT. CL. 16. 


EPIC LIFE INSURANCE COMPANY, THE, MADISON, WI: 
1,575,485, PUB. 6-13-1989. INT. CL. 36. 


EPIC SYSTEMS CORPORATION, MADISON, WI: 
1,574,456, PUB. 3-28-1989. INT. CL. 9. 
EQUIPOS Y MAQUINARIAS INDUSTRIALES, INC., HIA- 
LEAH, FL, DBA EMICO: 
1,244,192, CANC. INT. CL. 7. 
EQUITABLE LIFE ASSURANCE SOCIETY OF THE 
UNITED STATES, THE, NEW YORK, NY: 
1,575,500, PUB. 10-10-1989. INT. CL. 36. 
1,575,502, PUB. 10-10-1989. INT. CL. 36. 
EQUITABLE SAVINGS AND LOAN ASSOCIATION, 


PORTLAND, OR TO EQUITABLE BANCORPORATION, 
BALTIMORE, MD: 


553,641, AM. U.S. CL. 102. 
EQUITY & INVESTMENT ANALYSIS, INC., WESTPORT, 
CT: 
1,243,610, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 36. 
ERBAMONT INC., COLUMBUS, OH, WARREN-TEED 


PHARMACEUTICALS INCORPORATED, COLUMBUS, 
OH: 


885,747. REN. 11-20-89. U.S. CL. 18 (INT. CL. 5). 
ERNST PAUL LEHMANN, PATENTWERK, NURNBERG, 
FED REP GERMANY: 
1,575,184, PUB. 10-10-1989. INT. CL. 28. 
ESCADA AKTIENGESELLSCHAFT, DORNACH, FED 
REP GERMANY: 
1,574,202, PUB. 10-10-1989. INT. CL. 3. 
ESCHMANN BROS. & WALSH LIMITED, LONDON, ENG- 
LAND: 
1,244,117, CANC. INT. CL. 5. 
ESCO LTD., CORPUS CHRISTI, TX: 
1,244,098, CANC. INT. CL. 5. 
ESMARK APPAREL, INC., NEW YORK, NY, DANSKIN, 
INC., NEW YORK, NY: 
859,730. REN. 11-22-89. U.S. CL. 39 (INT. CL. 25). 


ESP PROPERTY FACTORS, INC., PORTLAND, OR: 
881,435. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
101 (INT. CL. 35) AND 102 (INT. CL. 36). 
ESPER, ANTHONY J., RICHMOND, VA, DBA INTERNA- 
TIONAL BAR BEVERAGE CO.: 
1,575,391, PUB. 7-9-1985. INT. CL. 33. 
ESSILOR INTERNATIONAL (COMPAGNIE GENERALE 
D’OPTIQUE) S.A., CRETEIL CEDEX, FRANCE: 
1,241,940, CANC. INT. CL. 9. 
ESTABLECIMIENTO MODELO TERRABUSI 
BUENOS AIRES, ARGENTINA: 
1,575,314, PUB. 10-10-1989. INT. CL. 30. 


INTERNATIONAL, _ INC., 


S.A.LC., 
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ESTATE OF HOWARD R. HUGHES, JR., LAS VEGAS, 
NV, DBA SILVER SLIPPER GAMBLING HALL AND 
SALOON: 


1,241,512, CANC. MULTIPLE CLASS, INT. CLS. 41 
AND 42. 
ESTEE LAUDER INC., NEW YORK, NY: 
1,574,175, PUB. 10-10-1989. INT. CL. 3. 
1,574,248, PUB. 10-10-1989. INT. CL. 3. 
ETHICON, INC., SOMERVILLE, NJ: 
882,961. REN. 11-21-89. U.S. CL. 44 (INT. CL. 10). 
ETI EXPLOSIVES TECHNOLOGIES INTERNATIONAL 
(CANADA) LTD., MISSISSAUGA, ONTARIO, CANADA: 
1,574,753, PUB. 10-10-1989. INT. CL. 13. 
ETRO S.P.A., MILANO, ITALY: 
1,575,068, PUB. 10-10-1989. INT. CL. 24. 


EUCATEX S/A - INDUSTRIA E COMERCIO, SAO PAULO, 
BRAZIL: 


1,244,145, CANC. INT. CL. 6. 
EUROLANDO, ATTICHES, FRANCE: 
1,244,370, CANC. MULTIPLE CLASS, INT. CLS. 12 
AND 18. 
EUROPEAN ORTHODONTIC PRODUCTS, INC., MINNE- 
APOLIS, MN: 
1,574,310, PUB. 10-10-1989. INT. CL. 5. 
EUTECTIC CORPORATION, FLUSHING, NY, EUTECTIC 
WELDING ALLOYS CORPORATION, NEW YORK, NY: 
519,770. REN. 11-21-89. U.S. CL. 14 (INT. CL. 6). 
EUTECTIC CORPORATION, FLUSHING, NY: 
886,725. REN. 11-20-89. U.S. CL. 34 (INT. CL. 1). 
887,007. REN. 11-20-89. U.S. CL. 14 (INT. CL. 6). 
EVER-DRY CORPORATION, MEMPHIS, TN: 
949,057, CANC. U.S. CL. 51. 
EVERSMAN, INC., DENVER, CO, EVERSMAN MFG. 
COMPANY, THE, DENVER, CO: 
880,851. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
EVREKA CORPORATION, BERGENFIELD, NJ: 
1,242,636, CANC. INT. CL. 9. 
EX-CELL-O CORPORATION, TROY, MI: 
1,213,035, CANC. INT. CL. 9. 
EXCEL-MINERAL COMPANY, INC., GOLETA, CA: 
881,850. REN. 11-20-89. U.S. CL. 52 (INT. CL. 4). 
EXETER CITRUS ASSOCIATION, EXETER, CA: 
266,683. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 
EXOGENE CORPORATION, PASADENA, CA: 
1,574,126, PUB. 10-10-1989. INT. CL. 1. 
EXPANDET HOLLAND B.V., RUURLO, NETHERLANDS: 
1,244,136, CANC. MULTIPLE CLASS, INT. CLS. 6 AND 
20. 
EXPERIMENTAL AIRCRAFT ASSOCIATION, _INC., 
HALES CORNERS, WI: 
1,244,413, CANC. MULTIPLE CLASS, U.S. CL. 200 INT. 
CLS. 16, 41 AND 42. 
EXPLORERS CLUB, THE, NEW YORK, NY: 
881,915. REN. 11-20-89. U.S. CL. 200. 
881,916. REN. 11-21-89. U.S. CL. 200. 
882,155. REN. 11-21-89. U.S. CL. 38 (INT. CL. 16). 
882,156. REN. 11-21-89. U.S. CL. 38 (INT. CL. 16). 
EXPRESSIONS UNLIMITED, INC., WASHINGTON, DC: 
1,574,818, PUB. 10-10-1989. INT. CL. 16. 
EXXON CORPORATION, NEW YORK, NY: 
1,574,810, PUB. 1-10-1989. INT. CL. 16. 
EYE KRAFT OPTICAL, INC., ST. CLOUD, MN: 
880,869. REN. 11-22-89. U.S. CL. 26 (INT. CL. 9). 
EYEGLASS SERVICE INDUSTRIES, INC., LYNBROOK, 
NY: 
1,574,421, PUB. 1-26-1988. INT. CL. 9. 
1,575,689, PUB. 12-15-1987. INT. CL. 42. 
F & W PUBLICATIONS, INC., CINCINNATI, OH: 
1,574,828, PUB. 10-10-1989. INT. CL. 16. 
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F. MAGAZINE S.A., PARIS, FRANCE: 
1,243,615, CANC. INT. CL. 16. 
F. R. GROSS COMPANY, INC., THE, AKRON, OH: 
1,574,368, PUB. 10-10-1989. INT. CL. 7. 
F.C.F., INC., NEW YORK, NY: 
1,574,179, PUB. 10-10-1989. INT. CL. 3. 
F.O.P.E. DI O. CAZZOLA & FIGLI S.N.C., VICENZA, 
ITALY: 
1,243,532, CANC. INT. CL. 14. 


FAB PRODUCTIONS, INC., CHARLOTTE, NC: 
1,243,899, CANC. INT. CL. 41. 

FABER, ROBERT A., SYLMAR, CA, DBA TIARA PRO- 
DUCTIONS: 

1,575,613, PUB. 10-10-1989. INT. CL. 40. 

FACILITY MANAGEMENT SYSTEMS, INC., CHICAGO, 
IL FROM COMPUTER SYSTEMS DESIGN, INC., CHI- 
CAGO, IL: 

1,574,531, PUB. 8-1-1989. INT. CL. 9. 


FALLANT CULINARY SYSTEMS, INC., SAUSALITO, CA: 
1,574,939, PUB. 10-10-1989. INT. CL. 16. 


FALLER, S. JULIA, PACIFIC PALISADES, CA: 
1,574,210, PUB. 10-10-1989. INT. CL. 3. 
FAMILIAE, INC., COLUMBUS, OH: 
1,241,590, CANC. INT. CL. 42. 
FAMOUS SHOWER CURTAIN MANUFACTURING CORP., 


LONG ISLAND CITY, NY, DBA INNOVATIONS BATH 
FASHIONS: 


1,575,075, PUB. 10-10-1989. INT. CL. 24. 
FARMERS STATE BANK OF ST. JOSEPH, MISSOURI, ST. 
JOSEPH, MO: 
1,241,440, CANC. INT. CL. 36. 
FARROW, ROBERT, HOUSTON, TX, DBA PROMAR, 
LTD.: 
1,574,738, PUB. 10-10-1989. INT. CL. 12. 


FARVAL AG, ZUG, SWITZERLAND: 
1,574,271, PUB. 10-10-1989. INT. CL. 5. 


FAST TRACK USA, INC., BATON ROUGE, LA: 
1,575,322, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 30, 32 AND 42. 
FEDERAL SIGNAL CORPORATION, OAK BROOK, IL: 
1,244,312, CANC. INT. CL. 9. 
FEDERATED FOODS, INC., ARLINGTON HEIGHTS, IL: 
1,575,304, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 29 AND 30. 
FEINMAN, JEFFREY MARK, VMD, WESTPORT, CT, DBA 
HOMEVET: 
1,575,761, PUB. 9-12-1989. INT. CL. 42. 
FELLOWES MANUFACTURING COMPANY, ITASCA, IL: 
1,574,795, PUB. 5-23-1989. INT. CL. 16. 
FELTEX NEW ZEALAND LIMITED, AUCKLAND, NEW 
ZEALAND: 
1,243,717, CANC. INT. CL. 25. 
FERGUSON, WALTER F., ROCHESTER, NY: 
1,574,196, PUB. 10-10-1989. INT. CL. 3. 
FIBREBOARD CORPORATION, CONCORD, CA: 
1,574,992, PUB. 10-10-1989. INT. CL. 19. 
FICHTEL & SACHS AG, SCHWEINFURT, FED REP GER- 
MANY: 
1,243,517, CANC. INT. CL. 12. 
FIDELITY BANK, NATIONAL ASSOCIATION, PHILA- 


882,271. REN. 11-20-89. U.S. CL. 102 (INT. CL. 36). 
FIELDALE CORPORATION, BALDWIN, GA, DBA GEN- 
ERAL POULTRY: 
1,575,286, PUB. 2-28-1989. INT. CL. 29. 
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FILLMORE-PIRU CITRUS ASSOCIATION, FILLMORE, 
CA, FILLMORE CITRUS ASSOCIATION, FILLMORE, 
CA: 

520,619. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 

FILTRATION ENGINEERING CO., INC., NEW HOPE, MN: 

1,574,704, PUB. 10-10-1989. INT. CL. 11. 

FINE ARTS GROUP LIMITED PARTNERSHIP, CHICA- 
GO, IL, DBA MERRILL CHASE GALLERIES LIMITED 
PARTNERSHIP: 

1,575,730, PUB. 10-10-1989. INT. CL. 42. 
FIR FABBRICA ITALIANA ROUTE S.P.A., BOLTIE, RE, 
BERGAMO, ITALY: 
1,574,725, PUB. 10-10-1989. INT. CL. 12. 
FIRST BRANDS CORPORATION, DANBURY, CT: 
1,521,404, COR. INT. CL. 1. 
FIRST DEPOSIT CORPORATION, SAN FRANCISCO, CA: 
1,296,853, AM. INT. CL. 36. 

FIRST FEDERAL SAVINGS AND LOAN ASSOCIATION 

OF NEW CASTLE COUNTY, WILMINGTON, DE: 
1,241,411, CANC. INT. CL. 36. 
FIRST INTERNATIONAL SERVICES CORPORATION, 
DALLAS, TX: 
1,241,415, CANC. INT. CL. 36. 
1,241,416, CANC. INT. CL. 36. 
FIRST MISSISSIPPI CORPORATION, JACKSON, MS: 
882,357. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 
FIRST PENNSYLVANIA CORPORATION, PHILADEL- 
PHIA, PA: 
1,575,511, PUB. 10-10-1989. INT. CL. 36. 
FIRST UNION CORPORATION, CHARLOTTE, NC: 
1,575,522, PUB. 10-10-1989. INT. CL. 36. 
FISCHMAN-KOOPER, INC., ROSLYN HEIGHTS, NY: 
1,575,480, PUB. 10-10-1989. INT. CL. 36. 
FISH TALES CLOTHING & PRODUCTS, INC., CORONA 
DEL MAR, CA: 
1,575,124, PUB. 10-10-1989. INT. CL. 25. 
1,575,125, PUB. 10-10-1989. INT. CL. 25. 
1,575,126, PUB. 10-10-1989. INT. CL. 25. 
FITZPATRICK BROTHERS TRADING LIMITED, CITY 


OF MONROVIA, COUNTY OF MONTSERRADO, LIBE- 
RIA: 


1,575,178, PUB. 10-10-1989. INT. CL. 28. 

FLEX EQUIPMENT, INC., ORANGE, CA: 
1,575,194, PUB. 10-10-1989. INT. CL. 28. 

PuNT RIDGE MARKETING CORPORATION, ALBANY, 
1,243,671, CANC. INT. CL. 20. 

FLOAT TO RELAX, INC., LAKEWOOD, CO: 
1,244,325, CANC. INT. CL. 10. 

FLOOD, TIMOTHY B., EL TORO, CA: 
1,575,038, PUB. 10-10-1989. INT. CL. 20. 
1,575,039, PUB. 10-10-1989. INT. CL. 20. 

FLOOR TENNIS COMPANY, GLENVIEW, IL: 
1,575,232, PUB. 10-10-1989. INT. CL. 28. 


FLORIDA PIPE FURNITURE CO., INC., CHERRY HILL, 
NJ: 


1,243,669, CANC. INT. CL. 20. 
FLORTRON, INC., NEW ORLEANS, LA: 
1,244,487, CANC. INT. CL. 19. 
FLUID AUTOMATION SYSTEMS SA, PREGNY (CHAM- 
BESY), SWITZERLAND: 
1,574,494, PUB. 10-10-1989. INT. CL. 9. 
FMR CORP., BOSTON, MA: 
1,575,490, PUB. 10-10-1989. INT. CL. 36. 
FOOD & DRUG PROFESSIONALS, INC., JUNEAU, WI: 
1,575,443, PUB. 10-10-1989. INT. CL. 35. 
FOOD GROUPIE, INC., MT. PROSPECT, IL: 
1,574,830, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 28. 
1,574,831, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 28. 
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FORD MOTOR COMPANY, DEARBORN, MI: 

1,574,366, PUB. 10-10-1989. INT. CL. 6. 

1,574,367, PUB. 10-10-1989. INT. CL. 6. 

1,574,405, PUB. 10-10-1989. INT. CL. 7. 

1,574,745, PUB. 10-10-1989. INT. CL. 12. 

1,574,747, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 12 AND 17. 
1,575,166, PUB. 10-10-1989. INT. CL. 27. 


FORSHEDA AB, FORSHEDA, SWEDEN: 
1,574,973, PUB. 10-10-1989. INT. CL. 17. 
FORTIFIBER CORPORATION, LOS ANGELES, CA: 
1,243,665, CANC. INT. CL. 19. 
1,574,894, PUB. 10-10-1989. INT. CL. 16. 


FORTIS CORPORATION, ARCADIA, CA: 
1,575,430, PUB. 10-10-1989. INT. CL. 35. 

FORTUNOFF FINE JEWELRY AND SILVERWARE, INC., 
WESTBURY, NY, FORTUNOFF SILVER SALES OF 
WESTBURY, INC., WESTBURY, NY: 

881,240. REN. 11-20-89. U.S. CL. 28 (INT. CL. 14). 

FORTY-EIGHTH STREET STEAK HOUSE, INC., NEW 
YORK, NY: 

1,243,918, CANC. INT. CL. 42. 

FR MANAGEMENT CORPORATION, FAIRFIELD, NJ, 

DBA FRENCHMAN’S REEF, DBA FRENCHMAN’S 


REEF BEACH CLUB AND DBA FRENCHMAN’S REEF 
BEACH RESORT: 


1,575,811, PUB. 10-10-1989. INT. CL. 42. 

FRAGRANCE MARKETING GROUP, 
TONKA, MN: 

1,574,195, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3, 4 AND 5. 

FRANK FUHRER INTERNATIONAL, INC., PITTSBURGH, 
PA: 

1,574,183, PUB. 10-10-1989. INT. CL. 3. 

FRANK J. CURRAN CO., DOWNERS GROVE, IL: 

1,243,831, CANC. INT. CL. 34. 
FRANTZ MEDICAL DEVELOPMENT LTD., NEW YORK, 
NY: 
1,575,852, INT. CL. 10. 
FRECKER’S ICE CREAM CO., COLUMBUS, OH: 
880,987. REN. 11-22-89. U.S. CL. 46 (INT. CL. 30). 

FRED HAYMAN BEVERLY HILLS, INC. BEVERLY 
HILLS, CA: 

1,574,243, PUB. 10-10-1989. INT. CL. 3. 

FRED W. GRETSCH ENTERPRISES, LTD., RIDGELAND, 
sc: 

1,574,775, PUB. 10-10-1989. INT. CL. 15. 

FREEMAN, P. FRANK, SAN DIEGO, CA, P. FRANK 
FREEMAN & CO.: 

1,574,800, PUB. 10-10-1989. IPT. CL. 16. 

FREEPORT-MCMORAN RESOURCE PARTNERS, NEW 
ORLEANS, LA, DBA AGRICO CHEMICALS: 

1,574,091, PUB. 10-10-1989. INT. CL. 1. 

FREESTYLE RECREATION PRODUCTS INC., SIDNEY, 
BRITISH COLOMBIA, CANADA FROM FREESTYLE 
YACHT RESEARCH, INC., SIDNEY, BRITISH COLOM- 
BIA, CANADA: 

1,574,717, PUB. 10-10-1989. INT. CL. 12. 

FREESTYLE YACHT RESEARCH, INC.: See— 
FREESTYLE RECREATION PRODUCTS INC.. 

FRESHCO, INCORPORATED, SALINAS, CA, DBA 
FRESHCO, INC.: 

1,575,302, PUB. 10-3-1989. INT. CL. 29. 

FRIEDMAN, STEVEN, OCEAN CITY, MD AND FRIED- 

MAN, MELVIN, OCEAN CITY, MD: 
1,575,736, PUB. 10-10-1989. INT. CL. 42. 


FRONTIER PRODUCTS, INC., WINNETKA, IL: 
1,574,631, PUB. 10-10-1989. INT. CL. 10. 


INC., MINNE- 
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FRUCHTWERK DR. WALTER BALKE GMBH, DET- 
MOLD, FED REP GERMANY: 
1,243,803, CANC. INT. CL. 30. 
FSC (USA) INC., NEW YORK, NY: 
1,575,138, PUB. 10-10-1989. INT. CL. 25. 


FUJISANKEI COMMUNICATIONS INTERNATIONAL, 
INC., NEW YORK, NY: 


1,575,260, PUB. 10-10-1989. INT. CL. 28. 


FUJITSU NETWORK SWITCHING OF AMERICA, INC., 
SAN JOSE, CA: 


1,574,478, PUB. 10-10-1989. INT. CL. 9. 
FUNNY FARM CREATIONS, VALLEY CENTER, KS: 
1,574,854, PUB. 10-10-1989. INT. CL. 16. 
FUTUREBIOTICS, BRATTLEBORO, VT: 
1,574,297, PUB. 10-10-1989. INT. CL. 5. 
G. D. SEARLE & CO., SKOKIE, IL: 
1,574,272, PUB. 10-10-1989. INT. CL. 5. 
G. W. MILLER OF CINCINNATI, INC., CINCINNATI, OH, 
DBA ACCESS TO HEARING: 
1,575,720, PUB. 10-10-1989. INT. CL. 42. 
GAAL; FRANCIS S., BETHLEHEM, PA: 
1,243,634, CANC. INT. CL. 16. 
GABEL’S COSMETICS, INC., LOS ANGELES, CA: 
884,306. REN. 11-22-89. U.S. CL. 52 (INT. CL. 3). 
GAFFORD, JOHNNY, LUBBOCK, TX, DBA P.A.C.A.: 
1,575,862, INT. CL. 31. 
GALDERMA 5S.A., FRIBOURG, SWITZERLAND: 
1,574,172, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3 AND 5. 


GALVESTON HISTORICAL FOUNDATION, GALVES- 
TON ISLAND, TX: 
1,574,354, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 6, 16, 26 AND 41. 
GARAGE-SALER PUBLICATIONS, INC., EDEN PRAIRIE, 
MN: 
1,574,937, PUB. 10-10-1989. INT. CL. 16. 
GARLITS, JR.; EDWARD E., YARDLEY, PA: 
1,241,183, CANC. INT. CL. 19. 
1,241,184, CANC. INT. CL. 19. 
GARON KNITTING MILLS, INC., DULUTH, MN: 
1,575,114, PUB. 10-10-1989. INT. CL. 25. 


GATEWAY FOODS OF TWIN PORTS, INC., LACROSSE, 
WI: 


1,575,785, PUB. 10-10-1989. INT. CL. 42. 
GAYLORD CONTAINER CORPORATION, 
IL: 
1,574,842, PUB. 10-10-1989. INT. CL. 16. 


GAZELLE SYSTEMS, PROVO, UT: 
1,574,481, PUB. 10-10-1989. INT. CL. 9. 
GEBRUDER DITZEL GMBH, BAMMENTAL BEI HEI- 
DELBERG, FED REP GERMANY: 
1,244,461, CANC. INT. CL. 17. 
GEBRUDER SULZER AKTIENGESELLSCHAFT, WIN- 
TERTHUR, SWITZERLAND: 
1,241,025, CANC. INT. CL. 10. 


GEM-CRAFT, INCORPORATED, PROVIDENCE, RI: 
1,243,535, CANC. INT. CL. 14. 


GENERAL FOODS CORPORATION, WHITE PLAINS, NY: 
1,575,358, PUB. 10-10-1989. INT. CL. 30. 
GENERAL HARDWARE MFG. CO. INC., NEW YORK, 
NY: 
518,284. REN. 11-21-89. U.S. CL. 23 (INT. CLS. 7 AND 
8). 
518,682. REN. 11-21-89. U.S. CL. 26 (INT. CL. 9). 
GENERAL HOST CORPORATION, STAMFORD, CT, DBA 
LITTLE GENERAL STORES: 
1,243,945, CANC. INT. CL. 42. 
GENERAL MILLS, INC., MINNEAPOLIS, MN, SPERRY 
FLOUR CO., SAN FRANCISCO, CA: 
265,178. REN. 11-20-89. U.S. CL. 46 (INT. CL. 30). 
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GENERAL MILLS, INC., MINNEAPOLIS, MN: 
1,575,043, PUB. 10-10-1989. INT. CL. 21. 
1,575,362, PUB. 10-10-1989. INT. CL. 30. 

GENERAL MOTORS CORPORATION, DETROIT, MI: 

1,575,170, PUB. 10-10-1989. INT. CL. 28. 

GENERAL REFRACTORIES COMPANY, KING OF PRUS- 
SIA, PA: 

881,975. REN. 11-22-89. U.S. CL. 12 (INT. CL. 19). 

GENERAL SIGNAL TECHNOLOGY CORPORATION, 
FAIRPORT, NY, DBA GCA TROPEL: 

1,574,596, PUB. 10-10-1989. INT. CL. 9. 
GENERAL TIRE & RUBBER COMPANY, THE, AKRON, 
OH: 

1,243,516, CANC. INT. CL. 12. 

GENPAK CORPORATION, GLENS FALLS, NY: 
1,575,013, PUB. 10-10-1989. INT. CL. 20. 

GENTEX CORPORATION, CARBONDALE, PA: 
1,574,541, PUB. 10-10-1989. INT. CL. 9. 

GEO. A. HORMEL & COMPANY, AUSTIN, MN: 
1,574,120, PUB. 10-10-1989. INT. CL. 1. 

GEO-CON INC., MONROEVILLE, PA: 
1,575,792, PUB. 10-10-1989. INT. CL. 42. 

GEOCEL CORPORATION, ELKHART, IN: 
1,574,129, PUB. 9-5-1989. INT. CL. 1. 

GEOFFREY BEENE, INC., NEW YORK, NY: 
1,575,859, INT. CL. 25. 

GEORGE MASON BANKSHARES, INC., FAIRFAX, VA: 
1,575,507, PUB. 10-10-1989. INT. CL. 36. 

GEORGE MEA INCORPORATED, LINDALE, TX: 
1,575,861, INT. CL. 31. 

GEORGIA-PACIFIC CORPORATION, ATLANTA, GA: 
1,574,240, PUB. 10-10-1989. INT. CL. 3. 
1,574,909, PUB. 10-10-1989. INT. CL. 16. 
1,575,056, PUB. 10-10-1989. INT. CL. 21. 
1,575,060, PUB. 10-10-1989. INT. CL. 21. 

GERARD BOLLEI SALONS, INC., NEW YORK, NY: 
1,179,708, CANC. MULTIPLE CLASS, INT. CLS. 3, 14, 

21 AND 26. 

GERARD, STEVE, AURORA, CO: 
1,575,676, PUB. 10-10-1989. INT. CL. 41. 

GERBER ALLEY & ASSOCIATES, INC., NORCROSS, GA: 
1,574,430, PUB. 5-3-1988. INT. CL. 9. 

GERBERT AND CO., IRVING, TX: 

1,574,429, PUB. 5-3-1988. MULTIPLE CLASS, INT. CLS. 
9, 16, 25 AND 41. 

GERCHENSON, EMILE H., CHICAGO, IL: 

883,671. REN. 11-21-89. U.S. CL. 18 (INT. CL. 5). 

GERICO FIBERGLASS PRODUCTS, INCORPORATED, 
HUNTINGTON BEACH, CA: 

1,244,342, CANC. INT. CL. 11. 
1,244,343, CANC. INT. CL. 11. 
1,244,344, CANC. INT. CL. 11. 
GERICO, INC., DENVER, CO: 
1,575,025, PUB. 10-10-1989. INT. CL. 20. 
GERMAINE DE CAPUCCINI, S.A., ALICANTE, SPAIN: 
1,574,204, PUB. 10-10-1989. INT. CL. 3. 

GESTION CCM (1983) INC/CCM HOLDINGS (1983) INC., 
ST. GEORGES, BEAUCE, PRIVINCE OF QUEBEC, 
CANADA: 

1,575,177, PUB. 10-10-1989. INT. CL. 28. 

GILLETT PROGRAMS, INC., DENVER, CO FROM 

STORER PROGRAMS, INC., MIAMI, FL: 
1,575,615, PUB. 12-8-1987. INT. CL. 41. 

GILLETTE CANADA INC., REDWOOD CITY, CA, DBA 
ORAL-B LABORATORIES: 

1,574,662, PUB. 10-10-1989. INT. CL. 10. 
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GILLETTE COMPANY, THE, BOSTON, MA, DBA THE 
TONI COMPANY: 

881,505. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 
GILLETTE COMPANY, THE, BOSTON, MA: 

881,840. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 

$87,132. REN. 11-22-89. U.S. CL. 23 (INT. CL. 8). 
GITANO LICENSING, LTD., WILMINGTON, DE: 

1,575,107, PUB. 7-25-1989. INT. CL. 25. 
GLADISH, JEFF, LEWISTOWN, MT: 

1,574,575, PUB. 10-10-1989. INT. CL. 9. 


GLAVAL, INC., ELKHART, IN: 
1,574,734, PUB. 10-10-1989. INT. CL. 12. 
GLAXO GROUP LIMITED, LONDON, ENGLAND: 
1,574,619, PUB. 10-10-1989. INT. CL. 10. 
GLENDINNING ASSOCIATES, INC., WESTPORT, CT: 
1,575,448, PUB. 10-10-1989. INT. CL. 35. 
GO-JO INDUSTRIES, INC., CUYAHOGA FALLS, OH 
FROM CHEMTECH, INC., BRAINTREE, MA: 
1,574,282, PUB. 10-10-1989. INT. CL. 5. 
GOD CONSCIOUSNESS INC., STUDIO CITY, CA: 
1,574,526, PUB. 10-10-1989. INT. CL. 9. 
1,575,228, PUB. 10-10-1989. INT. CL. 28. 
GOLD EAGLE CO., CHICAGO, IL, GOLD EAGLE PROD- 
UCTS COMPANY, INC., CHICAGO, IL: 
881,527. REN. 11-21-89. U.S. CL. 6 (INT. CL. 17). 


883,147. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 
GOLDEN, THEODORE A., TROY, MI: 
1,574,615, PUB. 10-10-1989. INT. CL. 10. 
1,574,616, PUB. 10-10-1989. INT. CL. 10. 
GOOD NEIGHBOR ALLIANCE CORPORATION, THE, 
CRANSTON, RI: 
1,575,479, PUB. 10-10-1989. INT. CL. 36. 
GOOD NEWS BROADCASTING ASSOCIATION, INC., 
THE, LINCOLN, NE: 
885,259. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 
GOODMAN, MARK, LOS ANGELES, CA, DBA FIBER- 
MARK: 
1,575,557, PUB. 10-10-1989. INT. CL. 37. 


GOODMARK LIMITED, CWMBRAN, GWENT, GREAT 
BRITAIN: 


1,575,169, PUB. 10-10-1989. INT. CL. 28. 
GOODYEAR TIRE & RUBBER COMPANY, THE, AKRON, 
OH: 
1,574,895, PUB. 10-10-1989. INT. CL. 16. 
a MARK J., LOS ANGELES, CA, DBA FUNA- 
CS: 
1,574,880, PUB. 10-10-1989. INT. CL. 16. 
—" PUMPS, INCORPORATED, SENECA FALLS, 
1,244,275, CANC. INT. CL. 9. 
GRACEVILLE OIL COMPANY, INC., GRACEVILLE, FL: 
1,575,765, PUB. 10-10-1989. INT. CL. 42. 
GRAHAM PAINT & VARNISH CO., INC., CHICAGO, IL, 
HOOKER GLASS & PAINT MFG. CO., CHICAGO, IL: 
877,658. REN. 11-20-89. U.S. CL. 16 (INT. CL. 2). 
GRALLA PUBLICATIONS, INC., NEW YORK, NY: 
1,574,833, PUB. 10-10-1989. INT. CL. 16. 
GRAND UNION COMPANY, THE, WAYNE, NJ, COLONI- 
AL STORES INCORPORATED, ATLANTA, GA, DBA 
BIG STAR PRODUCTS Co. 


880,973. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
GRANDE, CARL H., NEW HAVEN, CT: 

1,575,571, PUB. 3-7-1989. INT. CL. 38. 
GRANDS MAGASINS JELMOLI S.A., ZURICH, SWITZER- 

LAND: 
1,574,435, PUB. 11-1-1988. MULTIPLE CLASS, 
CLS. 9, 14, 18 AND 25. 

GRAY SHIELD, INC., ARCADIA, IN: 

1,243,636, CANC. INT. CL. 17. 
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GRAYLING INDUSTRIES, INC., ALPHARETTA, GA: 
1,574,695, PUB. 10-10-1989. INT. CL. 11. 
GREAT AMERICAN DESERT COMPANY, INC., THE, 
NEW YORK, NY: 
1,244,077, CANC. INT. CL. 3. 
GREAT AMERICAN INSURANCE COMPANY, CINCIN- 
NATI, OH: 
1,575,520, PUB. 10-10-1989. INT. CL. 36. 


GREAT AMERICAN TELEVISION AND RADIO COMPA- 
NY, INC., CINCINNATI, OH: 
1,575,639, PUB. 6-6-1989. INT. CL. 41. 


GREAT LAKES MINK ASSOCIATION, SEATTLE, WA: 
881,093. REN. 11-20-89. U.S. CL. 1 (INT. CL. 18). 


GREAT UNION CORP., TAIPEI, TAIWAN: 
1,575,121, PUB. 10-10-1989. INT. CL. 25. 


GREEN LIGHT COMPANY, SAN ANTONIO, TX: 
1,574,281, PUB. 10-10-1989. INT. CL. 5. 


GREENLINE CORPORATION, CHARLOTTE, NC, 
GREENLINE CONVEYOR COMPANY, INC., CHAR- 
LOTTE, NC: 

883,324. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 


GREENSTREAK PLASTICS PRODUCTS COMPANY, ST. 
LOUIS, MO: 
1,575,002, PUB. 10-10-1989. INT. CL. 19. 


GREENVILLE STEEL CAR COMPANY, GREENVILLE, 
PA: 
1,241,077, CANC. INT. CL. 12. 
GREFCO, INC., VALLEY FORGE, PA, GREAT LAKES 
CARBON CORPORTION, NEW YORK, NY: 
520,847. REN. 11-20-89. U.S. CL. 1 (INT. CL. 1). 


GREFCO, INC., VALLEY FORGE, PA, GREAT LAKES 
CARBON CORPORATION, NEW YORK, NY: 


520,848. REN. 11-20-89. U.S. CL. 31 (INT. CL. 1). 
520,849. REN. 11-20-89. U.S. CL. 31 (INT. CL. 1). 


GRESH, WILLIAM P., JOHNSTOWN, PA, DBA GRESH 
REAL ESTATE: 


1,575,492, PUB. 10-10-1989. INT. CL. 36. 


GRISANTI, INC., LOUISVILLE, KY: 
1,575,842, PUB. 10-10-1989. INT. CL. 42. 
GROSS; JEFFREY B., ST. LOUIS PARK, MN: 
1,243,599, CANC. INT. CL. 16. 
GROSSNIKLAUS AG, LOSTORF, SWITZERLAND: 
1,574,629, PUB. 10-10-1989. INT. CL. 10. 
GROVES, GERALD A., M.D., SOMERVILLE, NJ, DBA 
P.A.R.C.: 
1,575,831, PUB. 10-10-1989. INT. CL. 42. 
GS METALS CORP., PINCKNEYVILLE, IL: 
1,574,355, PUB. 10-10-1989. INT. CL. 6. 
GT BICYCLES, INC., HUNTINGTON BEACH, CA: 
1,574,989, PUB. 10-10-1989. INT. CL. 18. 
GTE AUTOMATIC ELECTRIC INCORPORATED, 
NORTHLAKE, IL: 
1,244,233, CANC. INT. CL. 9. 
GTE VALENITE CORPORATION, TROY, MI: 
1,536,780, COR. INT. CL. 37. 
GUARDIAN PROTECTION PRODUCTS, INC., MODESTO, 
CA: 
1,574,131, PUB. 10-10-1989. INT. CL. 1. 
GUE HOL CO., LTD., TAIPEI, R.O.C., TAIWAN: 
1,241,140, CANC. INT. CL. 16. 
GUELFI S.N.C. DI GUELFI ORIANO E FRANCO, NA- 
VACCHIO, PISA, ITALY: 
1,243,715, CANC. INT. CL. 25. 
GUERARD, MICHEL ROBERT, DUHORT BACHEN, CHA- 
TEAU DE BACHEN, FRANCE: 
1,574,826, PUB. 10-10-1989. INT. CL. 16. 
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GUILTY CHILDREN COMEDY COMPANY, INC., CAM- 
BRIDGE, MA: 
1,575,672, PUB. 10-10-1989. INT. CL. 41. 
GULF COAST CONVENANT CHURCH, INC., MOBILE, 
AL, DBA INTEGRITY COMMUNICATIONS: 
1,243,552, CANC. INT. CL. 16. 
GUNTERSVILLE OUTLET, INC., GUNTERSVILLE, AL: 
1,575,113, PUB. 7-4-1989. INT. CL. 25. 
GUTIERREZ ASCUNCE CORPORACION, S.A., ZUMAYA- 
GUIPUZCOA, SPAIN: 
1,241,487, CANC. INT. CL. 39. 
1,241,488, CANC. INT. CL. 39. 
GUZZLER MANUFACTURING, INC., BIRMINGHAM, AL: 
1,574,719, PUB. 10-10-1989. INT. CL. 12. 
H. BRONNLEY & CO., LIMITED, LONDON, W., ENG- 
LAND: 
1,574,159, PUB. 10-10-1989. INT. CL. 3. 
H. CLAY GLOVER CO., INC., GARDEN CITY, NY: 
$20,971. REN. 11-20-89. U.S. CL. 51 (INT. CL. 5). 
H. E. BUTT GROCERY COMPANY, SAN ANTONIO, TX: 
883,487. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
HB. FULLER COMPANY, ST. PAUL, MN, SEP-KO 
CHEMICALS, INC., MINNEAPOLIS, MN: 
881,847. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 
H.B. FULLER COMPANY, ST. PAUL, MN: 
1,574,998, PUB. 7-18-1989. INT. CL. 19. 
H.M.S. CORPORATION, W. CALDWELL, NJ: 
1,575,275, PUB. 10-10-1989. INT. CL. 28. 
H.P.G. IV, INCORPORATED, EL CAJON, CA: 
1,243,780, CANC. INT. CL. 28. 
HAACKER, HANS, HAMBURG, FED REP GERMANY 


AND PFINGSTEN, WOLF-RUDIGER, HAMBURG, FED 
REP GERMANY: 


1,575,805, PUB. 10-10-1989. INT. CL. 42. 
HABITABEC, INC., MONTREAL, QUEBEC, CANADA: 
1,574,790, PUB. 10-10-1989. INT. CL. 16. 
HAIR SURGEON, INC., CINCINNATI, OH: 
1,574,200, PUB. 10-10-1989. INT. CL. 3. 
HALDANE FOODS LIMITED, EAST GOSCOTE, LEICES- 
TER, ENGLAND: 
1,575,283, PUB. 10-10-1989. INT. CL. 29. 
HALLSTONE PRODUCTS LTD., MARKHAM, ONTARIO, 
CANADA: 
1,574,182, PUB. 10-10-1989. INT. CL. 3. 
HAMILTON-SATTUIL, MARTINEZ, CA: 
1,574,746, PUB. 10-10-1989. INT. CL. 12. 


HANSATON AKUSTIK GMBH, HAMBURG 76, FED REP 
GERMANY: 


1,241,033, CANC. INT. CL. 10. 


HARLEQUIN ENTERPRISES LIMITED, DON MILLS, ON- 
TARIO, CANADA: 


1,574,817, PUB. 10-10-1989. INT. CL. 16. 
HARPER & ROW, PUBLISHERS, INC., NEW YORK, NY: 
1,243,589, CANC. INT. CL. 16. 
1,243,590, CANC. INT. CL. 16. 
HARRINGTON, JOHN C., Ill, CORONA, CA: 
1,574,585, PUB. 10-10-1989. INT. CL. 9. 
HARRIS CHERNIN, INC., CHICAGO, IL: 
882,948. REN. 11-22-89. U.S. CL. 39 (INT. CL. 25). 
HARSCO CORPORATION, WORMLEYSBURG, PA: 
880,742. REN. 11-20-89. U.S. CL. 12 (INT. CL. 19). 
1,574,380, PUB. 10-10-1989. INT. CL. 7. 
HARVARD APPARATUS, INC., SOUTH NATICK, MA: 
1,574,413, PUB. 10-10-1989. INT. CL. 8. 
HARVARD SPORTS, INC., COMPTON, CA: 
1,575,253, PUB. 10-10-1989. INT. CL. 28. 
HARVEY MARCUS SPORTSWEAR, LTD., NEW YORK, 
NY: 
1,575,123, PUB. 10-10-1989. INT. CL. 25. 
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HARVEY; JOHN R., JOHNSON CITY, TN: 
1,244,445, CANC. INT. CL. 16. 
HAS-BEENS, INC., BOWMAN, ND: 
1,575,735, PUB. 10-10-1989. INT. CL. 42. 
HAVEMEYER PAPERS, INC., GREENWICH, CT: 
1,243,821, CANC. INT. CL. 34. 
1,243,822, CANC. INT. CL. 34. 
HAVENS, MARK B., LOVELAND, CO, DBA HOME SERV- 
ICE PAINTING COMPANY: 
1,575,552, PUB. 10-10-1989. INT. CL. 37. 
HAYES, PATRICIA, MCCAYSVILLE, GA, DBA THE RO- 
HUN PROFESSIONAL ASSOCIATION: 
1,575,652, PUB. 10-10-1989. INT. CL. 41. 
HEAD SPORTGERATE GESELLSCHAFT MBH. & CO. 
OHG, KENNELBACH, AUSTRIA: 
1,575,082, PUB. 7-4-1989. MULTIPLE CLASS, INT. CLS. 
25 AND 28. 
HEALTH IMAGES, INC., ATLANTA, GA: 
1,575,537, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
HEALTH INFORMATION SERVICES, INC., THE, CORAL 
SPRINGS, FL: 
1,574,836, PUB. 10-10-1989. INT. CL. 16. 
HEALTH MATCH, INC., CHAMPAIGN, IL: 
1,574,623, PUB. 10-10-1989. INT. CL. 10. 


HEARST CORPORATION, THE, NEW YORK, NY, SPORTS 
AFIELD PUBLISHING COMPANY, MINNEAPOLIS, MN: 
518,180. REN. 11-21-89. U.S. CL. 38 (INT. CL. 16). 


HEARTLAND HOMES, INCORPORATED, DENVER, CO: 
1,575,042, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 21 AND 28. 
HEATH COMPANY, ST. JOSEPH, MI, HEATH COMPANY, 
THE, BENTON HARBOR, MI: 
520,346. REN. 11-21-89. U.S. CL. 26 (INT. CL. 9). 
HEIN-WERNER CORPORATION, WAUKESHA, WI, MAR- 
QUETTE CORPORATION, SAINT PAUL, MN: 
882,422. REN. 11-22-89. MULTIPLE CLASS, U.S. CLS. 
21 (INT. CL. 9) AND 34 (INT. CLS. 6 AND 9). 


HELAIRE NURSING AGENCY, INC., NEW YORK, NY: 
1,575,456, PUB. 10-10-1989. INT. CL. 35. 


HELENE CURTIS, INC., CHICAGO, IL: 
1,574,203, PUB. 6-27-1989. INT. CL. 3. 


HELIOPRINT AS, KVISTGAARD, DENMARK: 
1,574,465, PUB. 10-10-1989. INT. CL. 9. 
HELLER INDUSTRIES INCORPORATED, FLORHAM 
PARK, NJ: 
883,304. REN. 11-21-89. U.S. CL. 23 (INT. CL. 7). 
HELM; WILLIAM F., LEAWOOD, KS AND HELM; MARY 
R., LEAWOOD, KS: 
1,345,203, CANC. INT. CL. 42. 
HELME TOBACCO COMAPNY, STAMFORD, CT, 
GEORGE W. HELME COMPANY, NEW YORK, NY: 
$19,082. REN. 11-21-89. U.S. CL. 17 (INT. CL. 34). 
519,083. REN. 11-21-89. U.S. CL. 17 (INT. CL. 34). 
519,084. REN. 11-21-89. U.S. CL. 17 (INT. CL. 34). 
HELME TOBACCO COMPANY, STAMFORD, CT, HELME 
PRODUCTS, INC., NEW YORK, NY: 
882,294. REN. 11-21-89. U.S. CL. 17 (INT. CL. 34). 
HENEGER, FLOYD, BRIGHTON, CO: 
1,574,654, PUB. 10-10-1989. INT. CL. 10. 
HENNINGSEN FOODS, INC., WHITE PLAINS, NY: 
881,111. REN. 11-22-89. U.S. CL. 5 (INT. CL. 1). 


880,695. REN. 11-20-89. U.S. CL. 1 (INT. CL. 1). 
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HERNKE FOODS, INC., HILBERT, WI: 
1,575,367, PUB. 10-10-1989. INT. CL. 30. 
HERRICK, INC., ARLINGTON, VA: 
1,575,185, PUB. 10-10-1989. INT. CL. 28. 
HESSE CORPORATION, THE, KANSAS CITY, MO: 
880,783. REN. 11-21-89. U.S. CL. 19 (INT. CL. 12). 
HESTA ASSOCIATES LIMITED PARTNERSHIP, CHAR- 
LOTTE, NC: 
1,575,481, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 36 AND 37. 
HEYMAN, ARNOLD M., M.D., BURBANK, CA, DBA MED- 
ICAL PRODUCTS CONSULTANTS: 
1,574,610, PUB. 10-10-1989. INT. CL. 10. 
HI-TECH COMMERCIAL SERVICES, INC., SAN ANTO- 
NIO, TX: 
1,574,222, PUB. 10-10-1989. INT. CL. 3. 
1,574,306, PUB. 10-10-1989. INT. CL. 5. 
HIGHLAND SUPERSTORES, INC., PLYMOUTH, MI: 
1,575,844, PUB. 10-10-1989. INT. CL. 42. 
HILLYARD ENTERPRISES, INC., ST. JOSEPH, MO, HIL- 
LYARD CHEMICAL COMPANY, ST. JOSEPH, MO: 
518,415. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 
HILLYARD ENTERPRISES, INC., ST. JOSEPH, MO: 
1,574,095, PUB. 6-6-1989. INT. CL. 1. 
HIND, INC., SAN LUIS OBISPO, CA: 
1,575,789, PUB. 10-10-1989. INT. CL. 42. 
HIRSH COMPANY, SKOKIE, IL: 
1,575,035, PUB. 10-10-1989. INT. CL. 20. 
HITEK LIMITED, RICHMOND, VICTORIA, AUSTRALIA: 
1,574,994, PUB. 10-10-1989. INT. CL. 19. 
HOBART BROTHERS COMPANY, TROY, OH: 
$82,523. REN. 11-20-89. U.S. CL. 34 (INT. CL. 9). 
HOFFMANN-LA ROCHE INC., NUTLEY, NJ: 
885,319. REN. 11-20-89. U.S. CL. 18 (INT. CL. 5). 
889,136. REN. 11-20-89. U.S. CL. 46 (INT. CL. 2). 
HOLD COMPANY, INC., THE, FT. WASHINGTON, PA: 
1,575,451, PUB. 10-10-1989. INT. CL. 35. 
HOLIDAY FAIR, INC., NEW YORK, NY: 
1,244,473, CANC. INT. CL. 18. 
1,244,474, CANC. INT. CL. 18. 
HOLIDAY INNS, INC., MEMPHIS, TN: 
1,241,586, CANC. INT. CL. 42. 
HOLLADAY, LINDA CAROL, HOLLADAY, TN: 
1,575,254, PUB. 10-10-1989. INT. CL. 28. 


HOLLY FARMS FOODS, INCORPORATED, WILKES- 
BORO, NC: 


1,575,293, PUB. 10-10-1989. INT. CL. 29. 
HOLMAN; MARIE A., VENICE, CA, DBA BAG ENDS: 
1,244,469, CANC. INT. CL. 18. 
HOLOUBEK STUDIOS, INC., BUTLER, WI: 
1,243,549, CANC. INT. CL. 16. 
HOLSON COMPANY, THE, WILTON, CT: 
1,574,802, PUB. 10-10-1989. INT. CL. 16. 
= MODERNIZATION COMPANY, INC., RICHMOND, 
A: 
1,244,155, CANC. INT. CL. 6. 
HOME SHOPPING CLUB, INC., ST. PETERSBURG, FL: 
1,575,048, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 21 AND 28. 
HOMETELS OF AMERICA FRANCHISING, INC., PHOE- 
NIX, AZ: 
1,243,914, CANC. INT. CL. 42. 
1,243,915, CANC. INT. CL. 42. 
HONDA GIKEN KOGYO KABUSHIKI KAISHA (HONDA 
MOTOR CO., LTD.), TOKYO, JAPAN: 
1,574,715, PUB. 4-18-1989. INT. CL. 12. 


HONEYWELL INC., MINNEAPOLIS, MN, MINNEAPOLIS- 
HONEYWELL REGULATOR COMPANY, MINNEAPO- 
LIS, MN: 


518,897. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 


OFFICIAL GAZETTE 


JANUARY 2, 1990 


HONEYWELL INC., MINNEAPOLIS, MN: 
1,244,175, CANC. INT. CL. 7. 
1,244,273, CANC. INT. CL. 9. 
1,574,480, PUB. 10-10-1989. INT. CL. 9. 
HORN’S POULTRY, INC., MATTOON, IL: 
1,575,308, PUB. 10-10-1989. INT. CL. 29. 
HORSE TECHNOLOGY AUSTRALIA PTY. LTD., CAM- 
BERWELL, VICTORIA, AUSTRALIA: 
1,575,200, PUB. 10-10-1989. INT. CL. 28. 
1,575,201, PUB. 10-10-1989. INT. CL. 28. 
HORSELL GRAPHIC INDUSTRIES, LTD., LEEDS, ENG- 
LAND: 
1,574,143, PUB. 10-10-1989. INT. CL. 1. 
HOSPITAL BILLING & COLLECTION SERVICE, LTD., 
NEW CASTLE, DE: 
1,575,466, PUB. 10-10-1989. INT. CL. 36. 
HOSPITALITY INTERNATIONAL, INC., BOSTON, MA: 
1,243,911, CANC. INT. CL. 42. 
HOT MELT COMMUNICATIONS, INC., NEW YORK, NY: 
1,521,763, COR. INT. CL. 16. 
HOT STUFF, INC., NEW YORK, NY: 
1,575,128, PUB. 10-10-1989. INT. CL. 25. 
HOT TROPICS, INC., MOBILE, AL: 
1,575,079, PUB. 10-10-1989. INT. CL. 25. 
HOUSE OF STAINLESS, INC., THE, CHICAGO, IL: 
1,244,150, CANC. INT. CL. 6. 
HOUSE OF WHITE BIRCHES, INC., BERNE, IN: 
1,574,923, PUB. 10-10-1989. INT. CL. 16. 
HOUSTON ENGINEERS, INC., HOUSTON, TX: 
521,135. REN. 11-22-89. U.S. CL. 23 (INT. CL. 7). 
HOUSTON SPORTS ASSOCIATION, INC., HOUSTON, TX: 
883,810. REN. 11-22-89. U.S. CL. 39 (INT. CL. 25). 
HOUSTON UNDERWATER CLUB, INC., HOUSTON, TX: 
1,575,405, PUB. 10-10-1989. INT. CL. 35. 
HOWARD JOHNSON COMPANY, INC., FAIRFIELD, NJ: 
1,461,279, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 42. 
HOWARD PAPER MILLS, INC., DAYTON, OH: 
1,574,908, PUB. 10-10-1989. INT. CL. 16. 
HOWE FURNITURE CORPORATION, TRUMBULL, CT: 
1,575,032, PUB. 10-10-1989. INT. CL. 20. 
HR CHALLENGE, WESTMINSTER, CA: 
1,575,635, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
HSI CORPORATION, BAY SPRINGS, MS: 
1,574,396, PUB. 10-10-1989. INT. CL. 7. 
HTRC AUTOMATION INC., BROMPTONVILLE, QUEBEC, 
CANADA: 
1,574,462, PUB. 10-10-1989. INT. CL. 9. 
HUANG, JERRY T., INDUSTRY, CA, DBA DENTAMER- 
ICA FOR ROYAL INDUSTRIES: 
1,574,669, PUB. 10-10-1989. INT. CL. 10. 


HUBERT BLOME GMBH, SUNDERN, FED REP GERMA- 
NY: 


1,575,014, PUB. 10-10-1989. INT. CL. 20. 
HUMANA INC., LOUISVILLE, KY: 


1,575,512, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 36 AND 42. 
HUME FINANCIAL SERVICES, INC., LOS ANGELES, CA, 
DBA HUME & ASSOCIATES: 
1,574,785, PUB. 10-10-1989. INT. CL. 16. 
HUMID-AIRE CORPORATION, CHICAGO, IL: 
1,241,069, CANC. INT. CL. 11. 
HUNGER PROJECT, THE, SAN FRANCISCO, CA: 
1,243,912, CANC. INT. CL. 42. 
HUNT MIDWEST ENTERTAINMENT, INC., KANSAS 
CITY, KS: 
1,575,670, PUB. 10-10-1989. INT. CL. 41. 
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HUNT MIDWEST ENTERTAINMENT, INC., KANSAS 
CITY, MO: 
1,575,671, PUB. 10-10-1989. INT. CL. 41. 
1,575,673, PUB. 10-10-1989. INT. CL. 41. 
HUNTER ENGINEERING COMPANY, BRIDGETON, MO, 
HUNTER, LEE, JR., ST. LOUIS, MO, DOING BUSINESS 
AS HUNTER ENGINEERING COMPANY: 


518,880. REN. 11-20-89. U.S. CL. 26 (INT. CL. 9). 
518,932. REN. 11-20-89. U.S. CL. 26 (INT. CL. 9). 
HUNTER-MELNOR, INC., MEMPHIS, TN: 
1,574,252, PUB. 10-10-1989. INT. CL. 3. 
HUNTEX CORPORATION, TAIPEI, TAIWAN: 
1,574,618, PUB. 10-10-1989. INT. CL. 10. 
HUNTINGTON LABORATORIES, INC., HUNTINGTON, 
IN: 
1,574,467, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 
HUNTINGTON/PACIFIC CERAMICS, INC., CORONA, CA: 
1,575,007, PUB. 10-10-1989. INT. CL. 19. 
HYDROLAB CORPORATION, AUSTIN, TX, APPLIED RE- 
SEARCH AUSTIN, INC., AUSTIN, TX: 
885,435. REN. 11-22-89. U.S. CL. 26 (INT. CL. 9). 


HYDROLUX S.A.R.L., L -LUXEMBOURG, G.D., LUXEM- 
BOURG: 
1,575,540, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 


HYDROVISION LIMITED, ABERDEEN, UNITED KING- 
DOM: 


1,574,722, PUB. 10-10-1989. INT. CL. 12. 
HYLSA, S.A., MONTERREY, N.L., MEXICO: 
1,241,041, CANC. INT. CL. 11. 
HYUNDAI MOTOR AMERICA, GARDEN GROVE, CA: 
1,574,730, PUB. 10-10-1989. INT. CL. 12. 
1,574,731, PUB. 10-10-1989. INT. CL. 12. 
I DOCTORS, THE, SAN JOSE, CA: 
1,575,437, PUB. 10-10-1989. INT. CL. 35. 
I DOOD IT, INC., SOLANA BEACH, CA: 
1,575,212, PUB. 10-10-1989. INT. CL. 28. 
I. SCHNEID, INC., ATLANTA, GA, DBA SAN/MAR LAB- 
ORATORIES: 
1,574,212, PUB. 9-12-1989. INT. CL. 3. 
IBG INTERNATIONAL, INC., PRAIRIE VIEW, IL: 
1,241,186, CANC. INT. CL. 19. 
ICI AMERICAS INC., WILMINGTON, DE, ATLAS 
POWDER COMPANY, WILMINGTON, DE: 
520,690. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 
ICI CHEMICALS & POLYMERS LIMITED, RUNCORN, 
CHESHIRE, ENGLAND, IMPERIAL CHEMICAL IN- 


DUSTRIES, LIMITED, SLOUGH, BUCKINGHAMSHIRE, 
ENGLAND: 


520,477. REN. 11-20-89. U.S. CL. 43 (INT. CL. 23). 
ICKOWICZ; CHARLES, TEANECK, NJ: 
1,244,093, CANC. INT. CL. 3. 
IDC SERVICES, INC., CHICAGO, IL: 
1,575,434, PUB. 10-10-1989. INT. CL. 35. 
1,575,436, PUB. 10-10-1989. INT. CL. 35. 
IDEA MANAGEMENT AND PATENT ASSISTANCE COR- 
PORATION, STONEHAM, MA: 
1,575,452, PUB. 10-10-1989. INT. CL. 35. 
1,575,453, PUB. 10-10-1989. INT. CL. 35. 
IDITAROD TRAIL COMMITTEE, INC., WASILLA, AK: 
1,575,845, PUB. 10-10-1989. U.S. CL. 200. 
ILLINOIS CENTRAL RAILROAD CO., CHICAGO, IL: 
1,575,573, PUB. 10-10-1989. INT. CL. 38. 
IMACC CORPORATION, OAKLAND, CA: 
1,574,461, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 28. 
IMAGE LABORATORIES, INC., LOS ANGELES, CA, DBA 
MODERN RESEARCH LABORATORIES: 
1,574,187, PUB. 10-10-1989. INT. CL. 3. 
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1,574,188, PUB. 10-10-1989. INT. CL. 3. 

IMARC, INC., CLEVELAND, OH: 

1,574,728, PUB. 10-10-1989. INT. CL. 12. 
IMEX PRODUCTS, INC., WINDSOR, CT: 
1,575,384, PUB. 10-10-1989. INT. CL. 32. 
IMO CORPORATION: See— 
IMO INDUSTRIES INC.. 

IMO INDUSTRIES INC., YORK, PA FROM IMO CORPO- 
RATION, YORK, PA: 

1,574,522, PUB. 9-5-1989. INT. CL. 9. 

IMPA, INC., NEW YORK, NY: 

1,574,898, PUB. 10-10-1989. INT. CL. 16. 

IMPACT PLASTICS, GASTONIA, NC: 

1,574,964, PUB. 5-30-1989. INT. CL. 17. 

IMPERIAL CHEMICAL INDUSTRIES PLC, MILLBANK, 
LONDON, ENGLAND: 

1,574,288, PUB. 5-30-1989. INT. CL. 5. 

IMPERIAL CRYSTALS & CHINA CO., INC., NEW YORK, 
NY: 

1,244,355, CANC. INT. CL. 11. 

IMPERIAL SCHRADE CORP., NEW YORK, NY, IMPERI- 
AL KNIFE ASSOCIATED COMPANIES, INC., PROVI- 
DENCE, RI: 

887,128. REN. 11-22-89. U.S. CL. 23 (INT. CL. 8). 

IMPERIAL SERVICE SYSTEMS, INC., VILLA PARK, IL: 

1,575,532, PUB. 9-29-1987. INT. CL. 37. 
IMS COMPANY, CHAGRIN FALLS, OH: 
1,574,151, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 2, 3 AND 4. 
IN WIN DEVELOPMENT INC., TAIPEL, TAIWAN: 
1,574,500, PUB. 10-10-1989. INT. CL. 9. 

INA-NAHRMITTEL BRUNO PIETSCHMANN GMBH, 

RELLINGEN, FED REP GERMANY: 
1,575,332, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 30 AND 42. 
INCREDIBLE WASH AND WAX CORP., STUART, FL: 
1,575,541, PUB. 10-10-1989. INT. CL. 37. 

INDIANA DUPLICATOR CORPORATION, INDIANAPO- 
LIS, IN: 

1,242,081, CANC. INT. CL. 16. 

INDIGO KNITWEAR INTERNATIONAL LIMITED, 
WIMBLEDON, LONDON, ENGLAND: 

1,575,097, PUB. 10-10-1989. INT. CL. 25. 

INDUCTOTHERM CORP., RANCOCAS, NJ, INDUCTOTH- 
ERM CORPORATION, RANCOCAS, NJ: 

883,242. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 

INDUSTRIAL ALLOYS, INC., POMONA, CA: 

1,574,364, PUB. 10-10-1989. INT. CL. 6. 

INDUSTRIAL DATA TECHNOLOGIES CORP., WESTER- 
VILLE, OH: 

1,574,428, PUB. 6-14-1988. INT. CL. 9. 

INDUSTRIAL INDUSTRIES, INC., HOUSTON, TX: 

1,244,148, CANC. INT. CL. 6. 
1,244,149, CANC. INT. CL. 6. 

INDUSTRIAL WIRE PRODUCTS CORPORATION, 
POMONA, CA: 

1,574,365, PUB. 10-10-1989. INT. CL. 6. 

INDUSTRIAS MONTERREY, S.A.. MONTERREY, N.L., 
MEXICO: 

1,244,131, CANC. INT. CL. 6. 

INDUSTRY PUBLICATIONS INC., FAIRFIELD, NJ, 
HEATING PUBLISHERS, INC., NEW YORK, NY: 

$22,232. REN. 11-22-89. U.S. CL. 38 (INT. CL. 16). 

INFINITE GRAPHICS INCORPORATED, MINNEAPOLIS, 
MN: 

1,574,493, PUB. 10-10-1989. INT. CL. 9. 
1,574,502, PUB. 10-10-1989. INT. CL. 9. 
1,574,503, PUB. 10-10-1989. INT. CL. 9. 
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INFINITY BROADCASTING CORPORATION, NEW 
YORK, NY: 
1,575,653, PUB. 10-10-1989. INT. CL. 41. 
INFORMATICS GENERAL CORPORATION, WOODLAND 
HILLS, CA: 
1,241,941, CANC. INT. CL. 9. 
INGLESE, VIRGINIA, M.S., R.D., VIENNA, VA: 
1,575,770, PUB. 10-10-1989. INT. CL. 42. 
INSINOORITOIMISTO ASKO ALASPAA OY, HUJAK- 
KALA, FINLAND: 
1,574,375, PUB. 10-10-1989. INT. CL. 7. 
INSTITUTE FOR THE FUTURE, THE, MENLO PARK, CA: 
1,575,839, PUB. 10-10-1989. INT. CL. 42. 
INSTITUTE FOR TRADITIONAL MEDICINE AND PRE- 
VENTIVE HEALTH CARE, PORTLAND, OR: 
1,574,342, PUB. 10-10-1989. INT. CL. 5. 
INSTITUTE OF APPLIED NATURAL SCIENCE, INC., 
WASHINGTON, DC: 
1,244,443, CANC. INT. CL. 16. 
INTEGRA-A HOTEL AND RESTAURANT COMPANY, 
IRVING, TX FROM BROCK HOTEL CORPORATION, 


IRVING, TX, DBA INTEGRA A HOTEL AND RESTAU- 
RANT COMPANY: 


1,575,701, PUB. 6-13-1989. INT. CL. 42. 
INTEMPO TOYS L.P., PALO ALTO, CA: 
1,575,205, PUB. 10-10-1989. INT. CL. 28. 
INTERACTIVE LOGIC INC., NEW YORK, NY: 
1,243,929, CANC. INT. CL. 42. 
INTERAY INTERNATIONAL X-RAY TUBE CORP., 
NORTH CHARLESTON, SC: 
1,574,659, PUB. 10-10-1989. INT. CL. 10. 
INTERBAKE FOODS, INC., RICHMOND, VA: 
1,575,353, PUB. 10-10-1989. INT. CL. 30. 
1,575,354, PUB. 10-10-1989. INT. CL. 30. 
INTERCONSAL ASSOCIATES, INC., SUNNYVALE, CA: 
1,575,763, PUB. 10-10-1989. INT. CL. 42. 
INTERCONTINENTAL APPAREL, INC., MIAMI, FL: 
1,575,144, PUB. 10-10-1989. INT. CL. 25. 
1,575,145, PUB. 10-10-1989. INT. CL. 25. 
INTERNATIONAL CORPORATION FOR FINANCIAL SE- 
CURITY, INC., SAN JOSE, COSTA RICA: 
1,574,524, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
INTERNATIONAL DESIGN CENTER, 
ISLAND CITY, NY: 
1,575,655, PUB. 10-10-1989. INT. CL. 41. 
INTERNATIONAL ENGINEERING & MANUFACTURING 


INC., HOPE, MI, DBA INTERNATIONAL ENGINEER- 
ING CO.: 


1,574,742, PUB. 10-10-1989. INT. CL. 12. 
INTERNATIONAL MANUFACTURING 
BOSTON, MA: 
1,243,678, CANC. INT. CL. 20. 
INTERNATIONAL MOBILE MACHINES CORPORATION, 
BALA CYNWYD, PA: 
1,244,276, CANC. INT. CL. 9. 
INTERNATIONAL PAPER COMPANY, PURCHASE, NY: 
1,575,580, PUB. 10-10-1989. INT. CL. 38. 
INTERNATIONAL TELEPHONE AND TELEGRAPH 
CORPORATION, NEW YORK, NY: 
1,244,188, CANC. INT. CL. 7. 
INTERNATIONAL TYPEFACE CORPORATION, NEW 
YORK, NY: 
1,574,867, PUB. 10-10-1989. INT. CL. 16. 
INTERSPEC, INC., CITY OF CONSHOHOCKEN, PA FROM 
JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 
1,574,266, PUB. 10-10-1989. INT. CL. 5. 


INTERSTATE BRANDS CORPORATION, KANSAS CITY, 
MO: 


INC., LONG 


COMPANY, 


881,794. REN. 11-22-89. U.S. CL. 46 (INT. CL. 30). 
INTERTEC COMMUNICATIONS, INC., VENTURA, CA: 
1,574,862, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 
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INTERVENTIONAL THERAPEUTICS CORPORATION, 
SOUTH SAN FRANCISCO, CA: 


1,574,621, PUB. 10-10-1989. INT. CL. 10. 
INTERVET AMERICA, INC., MILLSBORO, DE: 
1,574,324, PUB. 10-10-1989. INT. CL. 5. 
INTERVET INTERNATIONAL B.V., BOXMEER, NETH- 
ERLANDS: 
1,244,104, CANC. INT. CL. 5. 
IO CORPORATION, SALT LAKE CITY, UT: 
1,574,460, PUB. 5-30-1989. INT. CL. 9. 
IPCO CORPORATION, WHITE PLAINS, NY: 
1,574,652, PUB. 10-10-1989. INT. CL. 10. 
1,574,653, PUB. 10-10-1989. INT. CL. 10. 
1,574,656, PUB. 10-10-1989. INT. CL. 10. 
IRD TRAILERS, SOUTH EL MONTE, CA: 
1,244,386, CANC. INT. CL. 12. 
IRVING-CLOUD PUBLISHING COMPANY, THE, CHICA- 
GO, IL: 
1,296,047, COR. INT. CL. 16. 
IRVING-CLOUD PUBLISHING COMPANY, THE, LIN- 
COLNWOOD, IL: 
1,574,955, PUB. 10-10-1989. INT. CL. 16. 
IRWIN MAGNETIC SYSTEMS, INC., ANN ARBOR, MI: 
1,574,452, PUB. 8-23-1988. INT. CL. 9. 
1,574,453, PUB. 8-16-1988. INT. CL. 9. 
ISLEY KNITTING MILLS, INC., GRAHAM, NC: 
1,225,134, CANC. INT. CL. 25. 
ISRAEL MILITARY INDUSTRIES OF THE MINISTRY OF 


DEFENSE OF THE STATE OF ISRAEL, RAMAT HA- 
SHARON, ISRAEL: 


1,574,751, PUB. 10-10-1989. INT. CL. 13. 
ITA, INCORPORATED, WEST DES MOINES, IA: 
1,575,429, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35 AND 39. 
ITHACA INDUSTRIES, INC., WILKESBORO, NC: 
1,575,156, PUB. 10-10-1989. INT. CL. 25. 
ITT CONSUMER FINANCIAL CORPORATION, MINNE- 
APOLIS, MN: 
1,575,428, PUB. 10-10-1989. INT. CL. 35. 
1,575,499, PUB. 10-10-1989. INT. CL. 36. 
ITT CORPORATION, NEW YORK, NY: 
1,574,505, PUB. 10-10-1989. INT. CL. 9. 
& M APPLIED TECHNOLOGY INC., VALENCIA, CA: 
1,574,146, PUB. 10-10-1989. INT. CL. 1. 
. A. WOOD CO. - VISTA, INC., PHOENIX, AZ, DBA J. A. 
WOOD CO., SAM GOLDSTINE & SON, PHOENIX, AZ: 
518,113. REN. 11-21-89. U.S. CL. 46 (INT. CL. 31). 
. E. BAKER COMPANY, THE, YORK, PA, DOLOMITE 
BRICK CORPORATION OF AMERICA, YORK, PA: 
884,002. REN. 11-20-89. U.S. CL. 12 (INT. CL. 19). 
. J. NEWBERRY CO., YORK, PA: 
881,061. REN. 11-20-89. U.S. CL. 101 (INT. CL. 35). 
. PALAZZOLO SON INC., NEW HYDE PARK, NY, PA- 
LAZZOLO, JOSEPH, NEW YORK, NY: 
75,771. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 
76,479. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 
. R. CARLSON LABORATORIES, INC., ARLINGTON 
HEIGHTS, IL: 
1,574,327, PUB. 10-10-1989. INT. CL. 5. 
. R. SIMPLOT COMPANY, RENO, NV: 
888,372. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 
J.M. HUBER CORPORATION, BORGER, TX: 
1,574,136, PUB. 10-10-1989. INT. CL. 1. 
J-P MICROBIAL PRODUCTS, INC., PORTLAND, OR: 
1,244,108, CANC. INT. CL. 5. 
JAC ASSOCIATES, INC., BATTLE CREEK, MI: 
1,575,752, PUB. 10-10-1989. INT. CL. 42. 





JANUARY 2, 1990 


JAC. DE VRIES INFRAROODTECHNIEK B.V., MIDDEN- 
BEEMSTER, NETHERLANDS: 
1,242,578, CANC. INT. CL. 7. 
JACK BARRY PRODUCTIONS, INC., LOS ANGELES, CA: 
1,243,763, CANC. INT. CL. 28. 
JACKCO ENTERPRISES, INC., GRAND RAPIDS, MI: 
887,576. REN. 11-21-89. U.S. CL. 46 (INT. CL. 30). 
JACOBS MANUFACTURING COMPANY, THE, BLOOM- 
FIELD, CT: 
1,574,397, PUB. 10-10-1989. INT. CL. 7. 
JAMAR INDUSTRIES, INC., MINNETONKA, MN: 
1,574,743, PUB. 10-10-1989. INT. CL. 12. 
JAMES P. HANSON ACCOUNTANCY CORPORATION, 
HAYWARD, CA: 
1,575,523, PUB. 10-10-1989. INT. CL. 36. 


JAMESON HOME PRODUCTS, INC., DOWNERS GROVE, 
IL: 


1,574,600, PUB. 10-10-1989. INT. CL. 9. 

JAMESWAY CORPORATION, SECAUCUS, NJ: 
1,575,116, PUB. 6-6-1989. INT. CL. 25. 

JANCYN MANUFACTURING CORP., NORCROSS, GA: 
1,574,220, PUB. 10-10-1989. INT. CL. 3. 


JAPAN CBM CORPORATION, SHINJUKU-KU, TOKYO, 
JAPAN: 


1,244,393, CANC. INT. CL. 14. 


JAPAN NATURAL FOOD CO., LTD., YODOGAWA-KU, 
OSAKA, JAPAN: 


1,574,285, PUB. 10-10-1989. INT. CL. 5. 

JASON EMPIRE, INC., OVERLAND PARK, KS: 
1,574,572, PUB. 10-3-1989. INT. CL. 9. 

JAY TAYLOR CUSTOM CLEANING, INC., BOISE, ID: 
1,575,543, PUB. 10-10-1989. INT. CL. 37. 

JAY-DEE INDUSTRIES, INC., DASSEL, MN: 
1,574,386, PUB. 3-7-1989. MULTIPLE CLASS, INT. CLS. 

7 AND 11. 
JBL INCORPORATED, NORTHRIDGE, CA, JAMES B. 
LANSING SOUND, INC., LOS ANGELES, CA: 

880,890. REN. 11-20-89. U.S. CL. 36 (INT. CL. 9). 
883,096. REN. 11-21-89. U.S. CL. 103 (INT. CL. 37). 

JEROME ENTERPRISES, INC., FT. LAUDERDALE, FL: 
1,243,948, CANC. U.S. CL. 200. 

JIFFY PACKAGING CORPORATION, HILLSIDE, NJ: 
1,241,126, CANC. INT. CL. 16. 

JIMCO SUPPLY COMPANY, INC., CHARLESTON, WV: 
1,574,391, PUB. 10-10-1989. INT. CL. 7. 

JOB SHOP TECHNICAL SERVICES, INC., E. FARMING- 


DALE, NY, DBA INTERNATIONAL TECHNICAL 
SERVICES: 


1,575,403, PUB. 3-25-1986. INT. CL. 35. 
JOBST INSTITUTE, INC., TOLEDO, OH: 
883,419. REN. 11-22-89. U.S. CL. 44 (INT. CL. 10). 
JOHN CLARK, INC., DENVER, CO: 
1,244,199, CANC. INT. CL. 7. 
JOHN G. CLEMINSHAW, INC., HUDSON, OH: 
1,575,505, PUB. 10-10-1989. INT. CL. 36. 
JOHN O. BUTLER COMPANY, CHICAGO, IL: 
1,574,326, PUB. 10-10-1989. INT. CL. 5. 


JOHN SEXTON AND CO., LISLE, IL, JOHN SEXTON & 
CO., CHICAGO, IL: 


880,977. REN. 11-20-89. U.S. CL. 46 (INT. CL. 30). 
JOHN WAGNER & SONS, INC., IVYLAND, PA: 
1,575,321, PUB. 6-6-1989. INT. CL. 30. 
JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 
882,940. REN. 11-21-89. U.S. CL. 39 (INT. CL. 25). 
JOHNSON & JOHNSON: See— 
INTERSPEC, INC.. 
1,574,308, PUB. 10-10-1989. INT. CL. 5. 
1,574,309, PUB. 10-10-1989. INT. CL. 5. 
JOHNSON CHEMICAL CO., INC., BROOKLYN, NY: 
1,574,209, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3 AND 5. 


U.S. PATENT AND TRADEMARK OFFICE 


1,574,299, PUB. 10-10-1989. INT. CL. 5. 
1,574,300, PUB. 10-10-1989. INT. CL. 5. 
JOHNSON SYSTEMS, INC., AURORA, IL: 
1,244,289, CANC. INT. CL. 9. 
—_—e SAUSAGE, INC., SHEBOYGAN FALLS, 
1,384,527, AM. INT. CL. 29. 
JOHNSONVILLE SAUSAGE, INC., SHEBOYGAN, WI: 
1,575,306, PUB. 10-10-1989. INT. CL. 29. 
JOLLY ROGER, INC., THE, IRVINE, CA: 
883,037. REN. 11-20-89. U.S. CL. 100 (INT. CL. 42). 
JOLSON SEWING MACHINE CO., NEW YORK, NY: 
883,742. REN. 11-22-89. U.S. CL. 23 (INT. CL. 7). 
JOMAC, INC., WARRINGTON, PA, C. WALKER JONES 
COMPANY, PHILADELPHIA, PA: 
$21,128. REN. 11-20-89. U.S. CL. 39 (INT. CL. 25). 
JOMAR, BRAMPTON, ONTARIO, CANADA: 
1,575,203, PUB. 10-10-1989. INT. CL. 28. 
JONES MEDICAL INSTRUMENT COMPANY, OAK 
BROOK, IL: 
1,574,667, PUB. 10-10-1989. INT. CL. 10. 
JONES, MICHAEL A., ANCHORAGE, AK: 
1,575,187, PUB. 9-5-1989. INT. CL. 28. 
JOS POELL VERKOOPMAATSCHAPPI B.V.. WEERT, 
NETHERLANDS. 
1,575,344, PUB. 10-10-1989. INT. CL. 30. 
JOSEPH FREEDMAN CO., INC., THE, SPRINGFIELD, 
MA: 
$81,572. REN. 11-22-89. U.S. CL. 14 (INT. CL. 6). 
JOSEPHSON INTERNATIONAL INC., NEW YORK, NY: 
1,575,636, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
JOUBERT, SANDRA, BOZEMAN, MT: 
1,574,847, PUB. 10-10-1989. INT. CL. 16. 
JOY INSIGNIA, INC., DEERFIELD BEACH, FL: 
1,575,161, PUB. 10-10-1989. INT. CL. 26. 
JOYCE LANG DANCE COMPANY, INC., NAPERVILLE, 
IL: 
1,575,661, PUB. 10-10-1989. INT. CL. 41. 
JS TECHNOLOGY, INC., ALPHARETTA, GA: 
1,574,414, PUB. 10-10-1989. INT. CL. 8. 
JU-C-ORANGE OF AMERICA INC., LEBANON, PA: 
1,575,379, PUB. 6-20-1989. INT. CL. 32. 
JUNIOR ACHIEVEMENT INC., COLORADO SPRINGS, 
co: 
1,574,804, PUB. 8-1-1989. MULTIPLE CLASS, INT. CLS. 
16 AND 41. 
JUST TOYS, NEW YORK, NY: 
1,575,279, PUB. 10-10-1989. INT. CL. 28. 
K & R INSTRUMENTS, INC., ORLANDO, FL: 
1,574,944, PUB. 10-10-1989. INT. CL. 16. 
K MART CORPORATION, TROY, MI, S.S. KRESGE COM- 
PANY, DETROIT, MI: 
265,953. REN. 11-20-89. U.S. CL. 43 (INT. CL. 23). 
K MART CORPORATION, TROY, MI, S. S. KRESGE COM- 
PANY, DETROIT, MI: 
881,801. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
882,352. REN. 11-20-89. U.S. CL. 5 (INT. CL. 16). 
884,353. REN. 11-20-89. U.S. CL. 101 (INT. CL. 35). 
884,767..REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 
885,177. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 
885,231. REN. 11-20-89. U.S. CL. 103 (INT. CL. 37). 
886,126. REN. 11-22-89. U.S. CL. 4 (INT. CL. 3). 
886,211. REN. 11-22-89. U.S. CL. 18 (INT. CL. 5). 
K.G. HETHERINGTON (PTY.) LIMITED, ASQUITH NSW, 
AUSTRALIA: 
1,574,362, PUB. 10-10-1989. INT. CL. 6. 
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KA-RAY, INC., CINCINNATI, OH: 
1,243,764, CANC. INT. CL. 28. 
KABUSHIKI KAISHA NAGATANIEN HONPO, TOKYO, 
JAPAN, DBA NAGATANIEN-HONPO CO., LTD.: 
1,575,330, PUB. 10-10-1989. INT. CL. 30. 
KABUSHIKI KAISHA YOZURIGYOGU, TAKEO, SAGA 
PREFECTURE, JAPAN, TA YO-ZURI CO., LTD.: 
1,575,193, PUB. 10-10-1989. INT. CL. 28. 
KAL KAN FOOD, INC., VERNON, CA: 
1,574,846, PUB. 10-10-1989. INT. CL. 16. 
KANEGAFUCHI CHEMICAL INDUSTRY COMPANY, 
LIMITED, OSAKA, JAPAN: 
1,574,081, PUB. 10-10-1989. INT. CL. 1. 
KAO KABUSHIKI KAISHA, CHUO-KU, TOKYO, JAPAN, 
TA KAO CORPORATION FROM KAO SEKKEN KABU- 


SHIKI KAISHA, CHUO-KU, TOKYO, JAPAN, TA KAO 
CORPORATION: 


1,574,264, PUB. 4-29-1986. MULTIPLE CLASS, INT. 
CLS. 5 AND 16. 
KAO SEKKEN KABUSHIKI KAISHA TA TA KAO COR- 
PORATION: See— 
KAO KABUSHIKI KAISHA. 
KAPSON GROUP, THE, COMMACK, NY: 
1,574,886, PUB. 10-10-1989. INT. CL. 16. 
KAR ENTERPRISES, INC., SUNNYVALE, CA: 
1,574,469, PUB. 2-7-1989. INT. CL. 9. 
KARTCH-PESKIN; DEBRA J., HOUSTON, TX: 
1,244,403, CANC. INT. CL. 14. 
KAYE INSTRUMENTS, INC., BEDFORD, MA: 
1,242,664, CANC. INT. CL. 9. 


KAYLOR, DONALD G., WICHITA, KS, DBA DENTURE 
PROGRAM: 


1,574,273, PUB. 10-10-1989. INT. CL. 5. 
KAZMAIER INTERNATIONAL CORPORATION, 
MINGHAM, MA: 
1,575,135, PUB. 10-10-1989. INT. CL. 25. 
KEE CORPORATION, PHILADELPHIA, PA: 
1,575,137, PUB. 10-10-1989. INT. CL. 25. 
KEELE CODES LIMITED, KEELE, STAFFORDSHIRE, 
ENGLAND: 
1,243,933, CANC. INT. CL. 42. 


KEELER CORPORATION, GRAND RAPIDS, MI, KEELER 
BRASS COMPANY, GRAND RAPIDS, MI: 


883,176. REN. 11-20-89. U.S. CL. 13 (INT. CL. 6). 
KELLEY, JOHN, DALLAS, TX: 
1,575,790, PUB. 10-10-1989. INT. CL. 42. 
KELLOGG COMPANY, BATTLE CREEK, MI: 
1,575,336, PUB. 5-9-1989. INT. CL. 30. 
KELLY GROUP, LTD., THE, CHARLOTTESVILLE, VA: 
1,574,825, PUB. 10-10-1989. INT. CL. 16. 


KEMIRA OY, HELSINKI, FINLAND, DBA KEMIRA 
SAFETY: 


1,574,566, PUB. 10-10-1989. INT. CL. 9. 
KEMP, JR.; JAMES H., FRESNO, CA: 

1,243,527, CANC. INT. CL. 12. 

1,243,528, CANC. INT. CL. 12. 
KENNEL-AIRE MFG. CO., ST. PAUL, MN: 

1,229,258, CANC. INT. CL. 6. 


KENSON, STUART P., SAN DIEGO, CA, DBA EVENING 
GLASS: 


1,575,214, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 28 AND 42. 


KENT ELECTRONICS CORPORATION, HOUSTON, 
HARRIS COUNTY, TX: 


1,574,571, PUB. 10-10-1989. INT. CL. 9. 
KERR CONCRETE PIPE COMPANY, INC., FOLSOM, NJ: 
1,574,997, PUB. 10-10-1989. INT. CL. 19. 


KEUFFEL & ESSER OF NEW JERSEY, INC., ROCK- 
AWAY, NJ, KEUFFEL & ESSER COMPANY, HOBOKEN, 
NJ: 

443,606. REN. 11-20-89. U.S. CL. 37 (INT. CL. 16). 


FRA- 
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KEYES FIBRE COMPANY, WATERVILLE, ME, KEYES 
FIBRE COMPANY, INC., WATERVILLE, ME: 

264,917. REN. 11-21-89. U.S. CL. 2 (INT. CL. 21). 

KEYSTON BROS., WALNUT CREEK, CA: 

1,574,087, PUB. 10-10-1989. INT. CL. 1. 

KEYSTONE INTERNATIONAL HOLDINGS’ CORP., 
HOUSTON, TX, YARWAY CORPORATION, BLUE 
BELL, PA: 

885,294. REN. 11-20-89. U.S. CL. 13 (INT. CL. 6). 

KEYSTONE MANUFACTURING CO., INC., BUFFALO, 
NY: 

1,574,392, PUB. 5-2-1989. INT. CL. 7. 

KEYTEK INSTRUMENT CORP., WILMINGTON, MA: 
1,574,569, PUB. 10-10-1989. INT. CL. 9. 

KHALSA; KARTA PURKH SINGH, SEATTLE, WA: 
1,243,875, CANC. INT. CL. 41. 

KIKU-MASAMUNE SAKE BREWING CO., LTD., KOBE 
CITY, HYOGO PREFECTURE, JAPAN: 

1,575,393, PUB. 10-10-1989. INT. CL. 33. 

KIMBERLY-CLARK CORPORATION, 

KOTEX COMPANY, CHICAGO, IL: 
265,413. REN. 11-20-89. U.S. CL. 44 (INT. CL. 5). 

KIMBERLY-CLARK CORPORATION, NEENAH, WI, 
NEENAH PAPER COMPANY, NEANAH, WI: 

518,352. REN. 11-21-89. U.S. CL. 37 (INT. CL. 16). 

KIMBERLY-CLARK CORPORATION, NEENAH, WI: 

880,965. REN. 11-21-89. U.S. CL. 44 (INT. CL. 5). 

887,517. REN. 11-20-89. U.S. CL. 37 (INT. CL. 16). 
KINARD, WILLIAM C., ARCADIA, CA: 

1,574,737, PUB. 10-10-1989. INT. CL. 12. 

KINDER-CARE LEARNING CENTERS, INC., MONTGOM- 
ERY, AL: 

1,575,598, PUB. 10-10-1989. INT. CL. 39. 

KING KOIL LICENSING COMPANY, INC., SAINT PAUL, 
MN: 

1,575,786, PUB. 10-10-1989. INT. CL. 42. 

KING TECHNOLOGY OF MISSOURI, INC., ST. LOUIS, 
MO: 

1,574,705, PUB. 10-10-1989. INT. CL. 11. 

KINGS POINT CORPORATION, JERSEY CITY, NJ: 
1,241,937, CANC. INT. CL. 9. 

KINLEY; RICHARD D., GAITHERSBURG, MD: 
1,243,537, CANC. INT. CL. 14. 

KLEER-VU PLASTICS CORPORATION, BROWNSVILLE, 
TN: 

1,574,903, PUB. 10-10-1989. INT. CL. 16. 

KLOSTER CRUISE LIMITED, CORAL GABLES, FL: 

1,575,594, PUB. 10-10-1989. INT. CL. 39. 
KNIGHT DISTRIBUTING CO., TUCKER, GA: 
1,574,216, PUB. 10-10-1989. INT. CL. 3. 

KNIRPS INTERNATIONAL GMBH, SOLINGEN, FED REP 
GERMANY, TELESCO BROPHEY LIMITED, MON- 
REAL 11, QUEBEC, CANADA: 

882,953. REN. 11-20-89. U.S. CL. 41 (INT. CL. 18). 

KNUDSEN & SONS, INC., CHICO, CA: 

1,575,376, PUB. 7-23-1985. INT. CL. 32. 

KOBACKER COMPANY, THE, COLUMBUS, OH: 

1,575,771, PUB. 10-10-1989. INT. CL. 42. 
KOLLMORGEN CORPORATION, HARTFORD, CT: 
1,241,016, CANC. INT. CL. 9. 
1,241,945, CANC. INT. CL. 9. 
KOLONY INDUSTRIES COMPANY, COLUMBUS, OH: 
1,575,274, PUB. 10-10-1989. INT. CL. 28. 

KONAMI INC., WOOD DALE, IL: 

1,575,249, PUB. 10-10-1989. INT. CL. 28. 

KOONTZ-WAGNER ELECTRIC CO., INC., SOUTH BEND, 
IN: 

1,575,548, PUB. 10-10-1989. INT. CL. 37. 
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KOPEX INTERNATIONAL LIMITED, LONDON, ENG- 
LAND: 


1,574,409, PUB. 10-10-1989. INT. CL. 8. 
KORBER; KENT G., HIGH FALLS, NY, DBA PROMARK 
ASSOCIATES: 
1,244,419, CANC. INT. CL. 16. 
KRAFT, INC., GLENVIEW, IL, KRAFTCO CORPORA- 
TION, CHICAGO, IL: 
884,387. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
KRAIBURG CORPORATION, CHICAGO, IL: 
1,575,164, PUB. 10-10-1989. INT. CL. 27. 
KRASKA CORPORATION, WORCESTER, MA, DBA 
REGIS CO.: 
883,698. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 
KREONITE, INC., WICHITA, KS: 
1,244,286, CANC. INT. CL. 9. 
KRIBS; DAVID E., HAINES CITY, FL: 
1,244,339, CANC. INT. CL. 11. 
KRIST GUDNASON, INC., EMERYVILLE, CA, ALICE 
FROCK COMPANY, SAN FRANCISCO, CA: 
519,942. REN. 11-21-89. U.S. CL. 39 (INT. CL. 25). 
KROEPKE KONTROLS INCORPORATED, BRONX, NY: 
883,211. REN. 11-21-89. U.S. CL. 19 (INT. CL. 12). 
KROGER CO., THE, CINCINNATI, OH: 
880,971. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 


KRUSHED KRITTER KOMPANY OF KALIFORNIA, INC., 
TARZANA, CA: 


1,575,210, PUB. 10-10-1989. INT. CL. 28. 

KUN NAN ENTERPRISE LTD., TAN TZU, TAICHUNG 
HSIEN, TAIWAN: 

1,575,258, PUB. 10-10-1989. INT. CL. 28. 

KURFEES COATINGS, INC., LOUISVILLE, KY: 

1,574,545, PUB. 10-10-1989. INT. CL. 9. 
KUSAN, INC., BRENTWOOD, TN: 

1,243,785, CANC. INT. CL. 28. 

1,243,786, CANC. INT. CL. 28. 

1,243,787, CANC. INT. CL. 28. 
KWIK LAB, INC., NEW YORK, NY: 

1,575,611, PUB. 10-10-1989. INT. CL. 40. 
KYSH 3X4, RESEDA, CA: 

1,244,135, CANC. INT. CL. 6. 

L.V.W. BROWN ESTATE, INC., HIGHGROVE, CA, L.V.W. 
BROWN ESTATE, RIVERSIDE, CA: 

518,178. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 

L’OREAL S.A., PARIS, CEDEX, FRANCE: 

1,574,191, PUB. 10-10-1989. INT. CL. 3. 

LA CROSS DIET CLINICS NATIONAL CORPORATION, 
STAFFORD, VA: 

1,575,800, PUB. 10-10-1989. INT. CL. 42. 

LA FLORENTINE, INC., NEW YORK, NY, FERRUCCIO 
GIOVANNINI, CHICAGO, IL: 

267,634. REN. 11-20-89. U.S. CL. 46 (INT. CL. 30). 

LA PHONE, INC., ORANGE, CA: 
1,574,470, PUB. 5-9-1989. INT. CL. 9. 

LA QUINTA MOTOR INNS, INC., SAN ANTONIO, TX: 
1,575,824, PUB. 10-10-1989. INT. CL. 42. 

LA REGGIOLESE INDUSTRIA MANIFATTURA MAG- 
LIERIA LARIM S.P.A., REGGIOLO (REGGIO EMILIA), 
ITALY: 

1,575,085, PUB. 6-20-1989. INT. CL. 25. 

LABELTAPE MEDITECT INC., GRAND RAPIDS, MI: 

1,574,674, PUB. 10-10-1989. INT. CL. 10. 
LABORATOIRES GOUPIL, CACHAN, FRANCE: 
1,244,122, CANC. INT. CL. 5. 

LABORATORY VEVY INDUSTRIA CHIMICA BIOLO- 
GICA S.P.A., GENOA, ITALY: 

1,575,703, PUB. 10-10-1989. INT. CL. 42. 

LADYBIRD BOOKS LIMITED, LOUGHBOROUGH, 
LEICESTERSHIRE, ENGLAND: 

1,574,782, PUB. 10-10-1989. INT. CL. 16. 
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LAIDLAW CORPORATION, SCOTTSDALE, AZ, WAL- 
LERSTEIN COMPANY, INC., NEW YORK, NY: 
523,979. REN. 11-22-89. U.S. CL. 52 (INT. CL. 3). 
LAITERIES E. BRIDEL, BOURGBARRE, FRANCE: 
1,575,295, PUB. 10-10-1989. INT. CL. 29. 
LAM & ISAAC, LOS ANGELES, CA: 
1,574,914, PUB. 10-10-1989. INT. CL. 16. 
LAM; PHILIP YUNG TAK, KOWLOON, HONG KONG: 
1,242,007, CANC. INT. CL. 14. 
LAMAUR, INC., MINNEAPOLIS, MN: 
1,574,167, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3, 5 AND 10. 
LAMBOURNE INDUSTRIES, INC., LA JOLLA, CA: 
1,574,363, PUB. 10-10-1989. INT. CL. 6. 
O'LAKES CREAMERIES, INC., MINNEAPOLIS, MN: 
890,186. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
LAND O'LAKES, INC., MINNEAPOLIS, MN: 
1,243,797, CANC. INT. CL. 29. 
LAND O'LAKES, INC., ARDEN HILLS, MN: 
1,254,274, AM. INT. CL. 5. 
LAND O'LAKES, INC. ARDEN HILLS, MN, AKA 
CENEX/LAND O'LAKES AG SERVICES: 
1,574,302, PUB. 10-10-1989. INT. CL. 5. 
LAND O'LAKES, INC., ARDEN HILLS, MN: 
1,575,301, PUB. 10-10-1989. INT. CL. 29. 
LAND TOOL COMPANY, WICHITA, KS: 
1,243,487, CANC. INT. CL. 9. 
LANDMARK COMMUNICATIONS, INC., NORFOLK, VA: 
1,574,875, PUB. 10-10-1989. INT. CL. 16. 
LANDMARK GENERAL CORP., NOVATO, CA: 
1,574,946, PUB. 10-10-1989. INT. CL. 16. 
LANGENBACH & CO., GMBH, WORMS, FED REP GER- 
MANY: 
1,575,397, PUB. 10-10-1989. INT. CL. 33. 
LANK, LLOYD L., OVERLAND PARK, KS, DBA CUBE 
MICROSYSTEMS: 
1,575,198, PUB. 5-30-1989. INT. CL. 28. 
LANTECH, INC., LOUISVILLE, KY: 
1,574,983, PUB. 10-10-1989. INT. CL. 17. 
LASZLO & ASSOCIATES, INC., DENVER, CO: 
1,575,834, PUB. 10-10-1989. INT. CL. 42. 
LAURA’S ALPINE WINE CELLAR, INC., SANTEE, CA, 
DBA THE INTERNATIONAL GOURMET: 
1,575,351, PUB. 10-10-1989. INT. CL. 30. 
LAWNLIFE CORPORATION, SALT LAKE CITY, UT: 
1,575,825, PUB. 10-10-1989. INT. CL. 42. 
LAWSON ASSOCIATES INC., MINNEAPOLIS, MN: 
1,574,580, PUB. 10-10-1989. INT. CL. 9. 
1,574,581, PUB. 10-10-1989. INT. CL. 9. 
LAWTEMPS, INC., EDEN PRAIRIE, MN: 
1,575,864, INT. CL. 35. 
LAZARSKI, MARGARET A. DENVER, CO, DBA PAL 
PRODUCTS: 
1,575,093, PUB. 10-10-1989. INT. CL. 25. 
LE CORDON BLEU, S.A., PARIS, FRANCE: 
1,243,897, CANC. INT. CL. 41. 
LE LASSO, SAN DIEGO, CA: 
1,244,379, CANC. INT. CL. 12. 
1,244,380, CANC. INT. CL. 12. 
LE POTIER D’ETAIN - ETS FRANCOIS BRASSAC SE. 
BOURG DE PEAGE, FRANCE: 
1,241,047, CANC. MULTIPLE CLASS, INT. CLS. 11 
AND 21. 
LEAF, INC., BANNOCKBURN, IL, DONRUSS COMPANY, 
THE, MEMPHIS, TN: 
882,574. REN. 11-22-89. U.S. CL. 46 (INT. CL. 30). 
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LECLASP, INCORPORATED, NORTH BRANCH, NJ: 
1,574,361, PUB. 10-10-1989. INT. CL. 6. 
LEE COMPANY, THE, WESTBROOK, CT: 
883,175. REN. 11-22-89. U.S. CL. 13 (INT. CL. 6). 
LEE CUNNINGHAM, INCLINE VILLAGE, NV: 
1,574,655, PUB. 10-10-1989. INT. CL. 10. 
LEE KUM KEE COMPANY LIMITED, ABERDEEN, 
HONG KONG: 
1,575,317, PUB. 3-28-1989. INT. CL. 30. 
LEE, KEVIN K., WEST HILLS, CA: 
1,574,402, PUB. 10-10-1989. INT. CL. 7. 
LEGACY HEALTH SYSTEM, PORTLAND, OR: 
1,575,801, PUB. 10-10-1989. INT. CL. 42. 
LEGGETT & PLATT, INCORPORATED, CARTHAGE, 
MO: 
885,867. REN. 11-22-89. U.S. CL. 32 (INT. CL. 6). 
LEMMON COMPANY, SELLERSVILLE, PA: 
1,244,100, CANC. INT. CL. 5. 
LEO’S DANCEWEAR, INC., CHICAGO, IL: 
1,575,105, PUB. 10-10-1989. INT. CL. 25. 
LERMAN, D.D.S.; MARTIN D., HIGHLAND PARK, IL: 
1,241,953, CANC. INT. CL. 10. 


LESIEUR-ALIMENTAIRE, BOULOGNE-BILLANCOURT, 
FRANCE: 


1,575,044, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 21 AND 29. 
LETTS INDUSTRIES, INC., DETROIT, MI: 
1,575,734, PUB. 10-10-1989. INT. CL. 42. 


LETTUCE ENTERTAIN YOU ENTERPRISES, INC., CHI- 
CAGO, IL: 


1,575,819, PUB. 10-10-1989. INT. CL. 42. 
LEVER BROTHERS COMPANY, NEW YORK, NY: 
1,574,234, PUB. 10-10-1989. INT. CL. 3. 
LEVINE, LARRY, COLUMBUS, OH, DBA IMPULSE 
WEAR: 
1,574,851, PUB. 10-10-1989. INT. CL. 16. 
LEWIS LEE CORPORATION, PALO ALTO, CA: 
1,574,579, PUB. 10-10-1989. INT. CL. 9. 
LEXCOM, INC., DALLAS, TX: 
1,243,835, CANC. INT. CL. 35. 
LEYBOLD AG, KOLN-BAYENTHAL, FED REP GERMA- 
NY, LEYBOLD-HERAEUS GESELLSCHAFT MIT 
BESCHRANKTER HAFTUNG & CO. KOMMANDITGE- 


SELLSCHAFT, 5000 COLOGNE, BAYENTHAL, FED 
REP GERMANY: 


883,303. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 


LIBBY HILL SEAFOOD RESTAURANTS, INC., GREENS- 
BORO, NC: 


1,575,687, PUB. 1-20-1987. INT. CL. 42. 


LIBBY HILL SEAFOOD RESTAURANTS, INC., GREENS- 
BORO, NC, DBA LIBBY HILL: 


1,575,697, PUB. 3-29-1988. INT. CL. 42. 
LIBERTY ORCHARDS COMPANY, INC., CASHMERE, 


WA, LIBERTY ORCHARDS COMPANY, CASHMERE, 
WA: 


$20,001. REN. 11-21-89. U.S. CL. 46 (INT. CL. 30). 


LIBERTYVILLE SADDLE SHOP, INC., LIBERTYVILLE, 
IL: 


1,574,990, PUB. 10-10-1989. INT. CL. 18. 
LIFECELL CORPORATION, THE WOODLANDS, TX: 
1,575,705, PUB. 5-16-1989. INT. CL. 42. 
LIFEGUARD, INC., MILPITAS, CA: 
1,575,733, PUB. 5-16-1989. INT. CL. 42. 


LIFETOUCH PORTRAIT STUDIOS, INC., MINNEAPOLIS, 
MN: 


1,574,857, PUB. 10-10-1989. INT. CL. 16. 
1,574,858, PUB. 10-10-1989. INT. CL. 16. 

LIGHT-LOAD DELIVERY SERVICE, INC., DALLAS, TX: 
1,575,605, PUB. 10-10-1989. INT. CL. 39. 

LIJON WEST SPORTSWEAR, INC., SAN FRANCISCO, CA: 
1,575,086, PUB. 10-10-1989. INT. CL. 25. 
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LIN LYN TRADING CO., LTD., NORTH SALT LAKE, UT: 
1,575,209, PUB. 10-10-1989. INT. CL. 28. 

LINCOLN NATIONAL CORPORATION, FORT -WAYNE, 
IN: 

1,574,861, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 

LINDA LUNDSTROM LTD., TORONTO, ONTARIO, 
CANADA: 

1,575,155, PUB. 10-10-1989. INT. CL. 25. 

LINDAL CEDAR HOMES, INC., SEATTLE, WA: 

1,243,902, CANC. INT. CL. 42. 

LINDY’S FOOD PRODUCTS COMPANY, 
YORK, NY: 

1,575,339, PUB. 6-27-1989. INT. CL. 30. 

LINK MANUFACTURING, LTD., SIOUX CENTER, IA: 

1,574,739, PUB. 10-10-1989. INT. CL. 12. 

LITTLE CAESAR ENTERPRISES, INC., FARMINGTON 
HILLS, MI: 

1,575,686, PUB. 11-11-1986. INT. CL. 42. 

LIVING ENVIRONMENTS, INC., LONG GROVE, IL, DBA 
IVERSON PERENNIAL GARDENS AND DBA IVER- 
SON’S: 

1,575,370, PUB. 10-10-1989. INT. CL. 31. 

LOBAUGH, RICK, MARIPOSA, CA: 

1,575,238, PUB. 10-10-1989. INT. CL. 28. 

LOC-LOGS, INC., DAYTON, OH: 

1,243,661, CANC. INT. CL. 19. 

LOCTITE CORPORATION, NEWINGTON, CT: 
1,574,083, PUB. 12-24-1985. INT. CL. 1. 
LOEW’S THEATRES, INC., NEW YORK, NY: 

1,243,823, CANC. INT. CL. 34. 
LOGICON, INC., TORRANCE, CA: 
1,244,240, CANC. INT. CL. 9. 

LOGITECH INTERNATIONAL S.A., APPLES, SWITZER- 
LAND: 

1,574,506, PUB. 5-9-1989. INT. CL. 9. 

LONTEX CORPORATION, PERKASIE, PA: 

1,575,146, PUB. 10-10-1989. INT. CL. 25. 
LOOSE ENDS, INC., ANDERSON, IN: 
1,575,780, PUB. 10-10-1989. INT. CL. 42. 
LORILLARD, INC., NEW YORK, NY: 
1,575,400, PUB. 10-10-1989. INT. CL. 34. 
1,575,401, PUB. 10-10-1989. INT. CL. 34. 

LOTTERY PLAYERS OF AMERICA, INC., W. REDDING, 
CT: 

1,575,867, INT. CL. 36. 

LOUIS A. ALLEN ASSOCIATES, INC., PALO ALTO, CA: 

1,243,900, CANC. INT. CL. 41. 

LOUIS VUITTON, PARIS, FRANCE: 

1,574,197, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3 AND 18. 

LOUIS VUITTON, PARIS, FRANCE FROM VEUVE CLIC- 
QUOT, REIMS, FRANCE: 

1,575,378, PUB. 10-10-1989. INT. CL. 32. 

LOW TECH AUTOMATION, INC., RICHMOND, CA, 
AMOT CONTROLS CORPORATION, RICHMOND, CA: 

883,159. REN. 11-20-89. U.S. CL. 13 (INT. CL. 6). 

LOWE OIL COMPANY, CLINTON, MO: 
1,574,098, PUB. 10-25-1988. INT. CL. 1. 

LOWE’S COMPANIES, INC., NORTH WILKESBORO, NC: 
1,575,036, PUB. 10-10-1989. INT. CL. 20. 

LUBRICATING SPECIALITIES COMPANY, 

RIVERA, CA: 
1,575,850, INT. CL. 4. 
LUBY’S CAFETERIAS, INC., SAN ANTONIO, TX: 
1,243,544, CANC. INT. CL. 16. 

LUDWIG SCHOKOLADE GMBH, AACHEN, FED REP 
GERMANY: 

1,575,337, PUB. 10-10-1989. INT. CL. 30. 
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LUIGI FRANCHI S.P.A., FORNACI (BRESCIA), ITALY: 
1,574,752, PUB. 10-10-1989. INT. CL. 13. 
LUMA LIGHTING INDUSTRIES, INC., SANTA ANA, CA: 
1,448,341, CANC. INT. CL. 11. 
LUSTRASILK CORPORATION OF AMERICA, INC., 
BROOKLYN PARK, MN: 
1,574,173, PUB. 10-10-1989. INT. CL. 3. 
LWK CORPORATION, CHATTANOOGA, TN, DBA TEN- 
NESSEE VALLEY TRAVEL AGENCY: 
1,575,591, PUB. 7-4-1989. INT. CL. 39. 
LYCAN-HOWARD, LTD., NEW YORK, NY: 
1,244,496, CANC. INT. CL. 19. 
LYDALL, INC., MANCHESTER, CT: 
1,244,464, CANC. INT. CL. 17. 
1,574,900, PUB. 10-10-1989. INT. CL. 16. 
LYND PROPERTIES, INC., PICKERINGTON, OH: 
1,575,057, PUB. 10-10-1989. INT. CL. 21. 
LYNN, JERRY H., NEW YORK, NY: 
1,575,828, PUB. 10-10-1989. INT. CL. 42. 
M. A. BRUDER & SONS, INCORPORATED, BROOMALL, 
PA, DBA M.A.B. PAINTS: 
1,574,154, PUB. 10-10-1989. INT. CL. 2. 
M. WILE & COMPANY, INC., BUFFALO, NY: 
1,575,101, PUB. 10-10-1989. INT. CL. 25. 
M.C. GILL CORPORATION, EL MONTE, CA: 
884,442. REN. 11-24-89. U.S. CL. 12 (INT. CL. 17). 
M/M VERDI INTERNATIONAL, INC., JERSEY CITY, NJ, 
DBA M/M VERDI LUGGAGE CO., INC.: 
1,243,654, CANC. INT. CL. 18. 
M/M VERDI INTERNATIONAL, INC., JERSEY CITY, NJ: 
1,243,658, CANC. INT. CL. 18. 
MAAG AGROCHEMICALS INC., VERO BEACH, FL: 
1,574,305, PUB. 10-10-1989. INT. CL. 5. 
MAAS & WALDSTEIN CO., NEWARK, NJ: 
885,731. REN. 11-20-89. U.S. CL. 16 (INT. CL. 2). 
MABIE; NORMAN, CLAREMONT, NH, DBA NM RE- 
SEARCH: 
1,242,607, CANC. INT. CL. 9. 
MACDERMID INCORPORATED, WATERBURY, CT: 
1,574,201, PUB. 10-10-1989. INT. CL. 3. 
MACGREGOR GOLF COMPANY, ALBANY, GA: 
1,575,236, PUB. 10-10-1989. INT. CL. 28. 
MACK TRUCKS, INC., ALLENTOWN, PA: 
1,574,548, PUB. 10-10-1989. INT. CL. 9. 
1,575,712, PUB. 10-10-1989. INT. CL. 42. 
MAGNA BUSINESS SYSTEMS CORP.: See— 


MAGNA SOFTWARE CORPORATION, NEW YORK, NY 
FROM MAGNA BUSINESS SYSTEMS CORP., NEW 
YORK, NY: 

1,574,420, PUB. 5-30-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 
MAGNETIC SPECIALTY, INC., MARIETTA, OH: 
1,574,602, PUB. 10-10-1989. INT. CL. 9. 

MAGNIFICAT CENTRAL SERVICE TEAM, INC., ME- 
TAIRIE, LA: 

1,575,633, PUB. 10-10-1989. INT. CL. 41. 

MAJOR MOTION SPORTSWEAR, NORTH HOLLYWOOD, 
CA: 

1,575,096, PUB. 10-10-1989. INT. CL. 25. 

MAJORETTE, CALUIRE, FRANCE, VERON, EMILE, 
LYON (RHONE), FRANCE: 

881,200. REN. 11-20-89. U.S. CL. 22 (INT. CL. 28). 
MALCO PRODUCTS, INC., BARBERTON, OH: 
881,576. REN. 11-22-89. U.S. CL. 15 (INT. CL. 4). 
888,806. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 

MALLORY, DANIEL H., O.D., RIDGECREST, CA: 
1,574,573, PUB. 10-10-1989. INT. CL. 9. 

MALONE & HYDE, INC., MEMPHIS, TN, MALONE & 
HYDE, INC., MEMPHIS, TN: 

882,994. REN. 11-20-89. U.S. CL. 46 (INT. CLS. 29, 30 
AND 32). 
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MAMA MIA PASTA RESTAURANT CORPORATION, CHI- 
CAGO, IL: 
1,575,802, PUB. 10-10-1989. INT. CL. 42. 
MANAGEMENT REPORTS & SERVICES, INC., SEATTLE, 
WA, DBA MARCOIN BUSINESS SERVICES: 
1,574,534, PUB. 10-10-1989. INT. CL. 9. 
MANCHESTER PACKAGING COMPANY, ST. JAMES, 
MO: 
1,574,974, PUB. 10-10-1989. INT. CL. 17. 
MANGOLD, INC., FAIRFIELD, CT: 
1,575,361, PUB. 10-10-1989. INT. CL. 30. 
MANIFATTURA LANE G. MARZOTTO & FIGLI S.P.A., 
PROVINCE OF VICENZA, ITALY: 
1,575,066, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 23 AND 24. 
MANN, GILBERT E., PHOENIX, AZ: 
1,574,636, PUB. 10-10-1989. INT. CL. 10. 
MANOUKIAN; ALAIN, TAIN L’HERMITAGE, DROME, 
FRANCE: 
1,243,713, CANC. INT. CL. 25. 
MANVILLE CORPORATION, DENVER, CO: 
1,574,984, PUB. 10-10-1989. INT. CL. 17. 
MAPA GMBH, GUMMI- UND PLASTIKWERKE, ZEVEN, 
FED REP GERMANY: 
1,574,805, PUB. 10-10-1989. INT. CL. 16. 
MARACOM CORPORATION, WILLMAR, MN: 
1,575,426, PUB. 7-11-1989. INT. CL. 35. 
MARATHON PETROLEUM COMPANY, FINDLAY, OH, 
MARATHON OIL COMPANY, FINDLAY, OH: 
$86,195. REN. 11-22-89. U.S. CL. 15 (INT. CL. 4). 
MARATHON PETROLEUM COMPANY, FINDLAY, OH: 
1,574,261, PUB. 10-10-1989. INT. CL. 4. 
MARATHON TOURS, INC., CAMBRIDGE, MA: 
1,243,877, CANC. INT. CL. 41. 
MARCELONIS AND BLANCHARD, LAKE GEORGE, NY: 
1,243,543, CANC. INT. CL. 16. 
MARCH CORPORATION, MANDAN, ND: 
1,574,855, PUB. 6-6-1989. INT. CL. 16. 
1,574,995, PUB. 10-10-1989. INT. CL. 19. 
STRUCTION & DESIGN CO., SEATTLE, WA: 
881,608. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
19 (INT. CL. 12) AND 23 (INT. CL. 7). 
MARGON CORPORATION, RAHWAY, NJ, MEASUREX, 
INC., AVON BY THE SEA, NJ: 
881,236. REN. 11-20-89. U.S. CL. 26 (INT. CL. 9). 
MARINE MIDLAND BANK, N.A., BUFFALO, NY: 
1,241,162, CANC. INT. CL. 16. 
MARINE MIDLAND BANKS, INC., BUFFALO, NY: 
1,575,486, PUB. 10-10-1989. INT. CL. 36. 
MARION C. HALLMAN, LTD., INC., BOCA RATON, FL: 
1,244,078, CANC. INT. CL. 3. 
MARJE IMPORT INC., LAVAL, QUEBEC, CANADA: 
1,574,371, PUB. 10-10-1989. INT. CL. 7. 
MARKET SOURCE CORPORATION, CRANBURY, NJ: 
1,574,806, PUB. 10-10-1989. INT. CL. 16. 
MARKS AND SPENCER P.L.C., LONDON, ENGLAND: 
1,575,290, PUB. 4-4-1989. MULTIPLE CLASS, INT. CLS. 
29, 30 AND 31. 
MARLEY-WYLAIN COMPANY, THE, MISSION WOODS, 
KS: 
1,244,340, CANC. INT. CL. 11. 
MARMON HOLDINGS, INC., CHICAGO, IL: 
1,575,142, PUB. 10-10-1989. INT. CL. 25. 
MARRIAGE ALIVE INTERNATIONAL, INC, KNOX- 


VILLE, TN, DBA MARRIAGE ALIVE AND A MAR- 
RIAGE ALIVE RESOURCE: 


1,575,775, PUB. 10-10-1989. INT. CL. 42. 
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MARSH SUPERMARKETS, INC., YORKTOWN, IN, DBA 
VILLAGE PANTRY: 
1,575,382, PUB. 10-10-1989. INT. CL. 32. 
MARTA, INC., BALLWIN, MO: 
1,575,602, PUB. 10-10-1989. INT. CL. 39. 
MARTHA WHITE FOODS, INC., NASHVILLE, TN: 
883,866. REN. 11-20-89. U.S. CL. 46 (INT. CLS. 29 AND 
30). 
MARTIGNON, JEAN-DENIS, NEW YORK, NY: 
1,575,732, PUB. 10-10-1989. INT. CL. 42. 
MARTIN MARIETTA CORPORATION, BETHESDA, MD: 
1,244,485, CANC. INT. CL. 19. 
MARTIN’S AQUARIUM INC., VENTNOR, NJ, DBA KERO- 
MART: 
1,241,614, CANC. INT. CL. 42. 
MARTINI & PRATI WINES, INC., SANTA ROSA, CA: 
354,486, 12(C) PUB. 1-2-1990. U.S. CL. 47. 
1,575,396, PUB. 10-10-1989. INT. CL. 33. 
MARUBENI AMERICA CORPORATION, NEW YORK, NY: 
1,574,501, PUB. 8-8-1989. INT. CL. 9. 
MAS-TEC CORP., GARLAND, TX: 
1,574,727, PUB. 10-10-1989. INT. CL. 12. 
MASCARETTI, BENN J., RACINE, WI: 
1,575,197, PUB. 10-10-1989. INT. CL. 28. 
MASON; BEN Y., AUSTIN, TX: 
1,243,886, CANC. INT. CL. 41. 
MASTER DISTRIBUTORS, INC., BEDFORD, NH: 
1,574,953, PUB. 10-10-1989. INT. CL. 16. 
MASTER MARBLE CARE OF BOSTON, INC., DORCHES- 
TER, MA: 
1,574,171, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3 AND 37. 
MASTER MEDICAL CORPORATION, PHOENIX, AZ: 
1,244,330, CANC. INT. CL. 10. 
MATCHBOX TOYS (USA) LTD., MOONACHIE, NJ: 
1,243,768, CANC. INT. CL. 28. 
MATLACK, ROBERT E., SANTA CRUZ, CA, DBA MOOD 
BOARD CONCEPTS: 
1,574,339, PUB. 10-10-1989. INT. CL. 16. 
MATTEL, INC., HAWTHORNE, CA: 
1,243,772, CANC. INT. CL. 28. 
1,575,229, PUB. 10-10-1989. INT. CL. 28. 
1,575,244, PUB. 10-10-1989. INT. CL. 28. 
MAUI TOYS, INC., YOUNGSTOWN, OH: 
1,575,231, PUB. 10-10-1989. INT. CL. 28. 
MAX FACTOR & CO., LOS ANGELES, CA: 
1,574,224, PUB. 10-10-1989. INT. CL. 3. 
1,574,225, PUB. 10-10-1989. INT. CL. 3. 
1,574,246, PUB. 10-10-1989. INT. CL. 3. 


MAY; THOMAS E., ST. LOUIS, MO, DBA CATHOLIC 
CAMPUS INSURORS: 


1,243,848, CANC. INT. CL. 36. 
MAYTAG CORPORATION, NEWTON, IA: 
1,574,393, PUB. 5-2-1989. MULTIPLE CLASS, INT. CLS. 
7 AND 11. 
MC WILLY’S ENTERPRISES, INC., SARASOTA, FL: 
1,243,809, CANC. INT. CL. 30. 
MCCAIN FOODS LIMITED, FLORENCEVILLE, NEW 
BRUNSWICK, CANADA: 
1,575,288, PUB. 10-10-1989. INT. CL. 29. 
MCCOY, KENNETH DALE, VANCOUVER, WA: 
1,483,922, CANC. INT. CL. 42. 
MCCULLOUGH, BOB L., KANSAS CITY, MO, DBA 
MCCULLOUGH & COMPANY: 
882,804. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
MCDONALD'S CORPORATION, OAK BROOK, IL: 
1,575,273, PUB. 10-10-1989. INT. CL. 28. 
MCELROY, THOMAS C., FONTANA, CA: 
1,575,656, PUB. 10-10-1989. INT. CL. 41. 
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MCGRAW-EDISON COMPANY, ROLLING MEADOWS, 
IL: 


1,244,306, CANC. INT. CL. 9. 
MCI COMMUNICATIONS CORPORATION, WASHING- 
TON, Dc: 
1,575,569, PUB. 4-11-1989. INT. CL. 38. 
1,575,578, PUB. 10-10-1989. INT. CL. 38. 
MCI CORPORATION, TAMPA, FL: 
1,244,489, CANC. INT. CL. 19. 
MCNERNEY & GREENE CO., INC., WESTPORT, CT, DBA 
THE CONNECTICUT CHARCOAL CO.: 
1,574,259, PUB. 10-10-1989. INT. CL. 4. 

MCPHEE, ORVILLE, OSHAWA, ONTARIO, CANADA: 
1,575,179, PUB. 10-10-1989. INT. CL. 28. 

MCQUIK’S OILUBE, INC., MUNCIE, IN: 
1,575,531, PUB. 12-30-1986. INT. CL. 37. 

MEAD CORPORATION, THE, DAYTON, OH: 
1,574,881, PUB. 10-10-1989. INT. CL. 16. 
1,575,857, INT. CL. 16. 

MEAD DATA CENTRAL, INC., DAYTON, OH: 
1,575,762, PUB. 10-10-1989. INT. CL. 42. 
1,575,836, PUB. 10-10-1989. INT. CL. 42. 

MEASURED MARKETING SERVICES INC., 

MONICA, CA: 
1,574,781, PUB. 1-31-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 42. 
MECA VENTURES, INC., WESTPORT, CT: 
1,574,473, PUB. 10-10-1989. INT. CL. 9. 
1,574,504, PUB. 10-10-1989. INT. CL. 9. 
MED-U-CHECK INDUSTRIES, INC., ARLINGTON HTS., 
IL: 
1,574,642, PUB. 10-10-1989. INT. CL. 10. 

MEDALIST INDUSTRIES, INC., MEQUON, WI: 

883,309. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 

MEDASONICS, INC., MOUNTAIN VIEW, CA: 

1,574,485, PUB. 4-18-1989. INT. CL. 9. 

MEDFORD, WILLIAM E., DIBOLL, TX: 
1,574,793, PUB. 5-23-1989. INT. CL. 16. 

MEDIA IMAGE CORPORATION, ENGLEWOOD, CO: 
1,574,887, PUB. 10-10-1989. INT. CL. 16. 

1,574,888, PUB. 10-10-1989. INT. CL. 16. 

MEDICAL COMPUTER CONSULTANTS, INC., FLINT, MI: 
1,574,518, PUB. 6-20-1989. INT. CL. 9. 

MEDICAL ENGINEERING CORPORATION, RACINE, WI: 
1,574,633, PUB. 10-10-1989. INT. CL. 10. 

MEDIFACTS LIMITED, OTTAWA, ONTARIO, CANADA: 
1,574,418, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 9, 16 AND 41. 

MEDPROBE LABORATORIES, INC., NEW YORK, NY: 
1,241,031, CANC. INT. CL. 10. 

MEDTRONIC, INC., MINNEAPOLIS, MN: 

1,574,907, PUB. 10-10-1989. INT. CL. 16. 

MEGA PIZZA INC., KITCHENER, ONTARIO, CANADA: 
1,575,593, PUB. 10-10-1989. INT. CL. 39. 

MEGATRUXxX, INC., FULLERTON, CA: 

1,575,590, PUB. 10-10-1989. INT. CL. 39. 

MEGO CORP., NEW YORK, NY: 

1,243,767, CANC. INT. CL. 28. 


MELITTA-WERKE BENTZ & SOHN, MINDEN, FED REP 
GERMANY: 


1,574,694, PUB. 10-10-1989. INT. CL. 11. 
MELVILLE CORPORATION, HARRISON, NY: 
1,575,140, PUB. 10-10-1989. INT. CL. 25. 
MENARDI-SOUTHERN CORPORATION, AUGUSTA, GA: 
1,243,506, CANC. INT. CL. 11. 
MENDOCINO BREWING COMPANY, HOPLAND, CA: 
1,575,386, PUB. 6-13-1989. INT. CL. 32. 
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MENNEL MILLING COMPANY, THE, FOSTORIA, OH, 
ISAAC HARTER MILLIMG COMPANY, THE, TOLEDO, 
OH: 


76,150. REN. 11-20-89. U.S. CL. 46 (INT. CL. 30). 
MERCK & CO., INC., RAHWAY, NJ, W. R. GRACE & CO., 
NEW YORK, NY: 
880,707. REN. 11-20-89. U.S. CL. 4 (INT. CL. 3). 
MERCK & CO., INC., RAHWAY, NJ: 
887,025. REN. 11-20-89. U.S. CL. 18 (INT. CL. 5). 
MERCK & CO., INC., RAHWAY, NJ, KELCO COMPANY, 
SAN DIEGO, CA: 


887,972. REN. 11-20-89. U.S. CL. 46 (INT. CL. 1). 


MERCK & CO., INC., RAHWAY, NJ, CALGON CORPORA- 
TION, PITTSBURGH, PA: 


888,507. REN. 11-22-89. U.S. CL. 4 (INT. CL. 3). 
MERCK & CO., INC., RAHWAY, NJ: 

1,574,140, PUB. 10-10-1989. INT. CL. 1. 
MEREDITH CORPORATION, DES MOINES, IA: 

1,574,869, PUB. 10-10-1989. INT. CL. 16. 


MERHEJ, MICHEL, MONTE-CARLO, PRINCIPAUTE, 
MONACO: 
1,574,767, PUB. 10-10-1989. INT. CL. 14. 
MERLIN METALWORKS INC., SOMERVILLE, MA: 
1,574,748, PUB. 10-10-1989. INT. CL. 12. 
MERRILL LYNCH & CO., INC., NEW YORK, NY: 
1,575,510, PUB. 10-10-1989. INT. CL. 36. 


METALLURGICAL EXOPRODUCTS, INC., 
ROCKS, PA: 


884,421. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 
887,339. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 


METAUX PRECIEUX S.A. METALOR, NEUCHATEL, 
SWITZERLAND: 


1,574,312, PUB. 10-10-1989. INT. CL. 5. 
METRO FILES, INC., LARCHMONT, NY: 
1,574,799, PUB. 10-10-1989. INT. CL. 16. 
METROLOGIC INSTRUMENTS, INC., BELLMAWR, NJ: 
1,574,902, PUB. 10-10-1989. INT. CL. 16. 
METROPOLIS COMPUTER NETWORKS INC., MONTRE- 
AL, PROVINCE OF QUEBEC, CANADA: 
1,574,486, PUB. 10-10-1989. INT. CL. 9. 


MGH ENTERPRISES, INC., MARIETTA, GA: 
1,243,613, CANC. INT. CL. 16. 
MHQ, INC., NEW YORK, NY: 
1,574,943, PUB. 10-10-1989. INT. CL. 16. 
MICHAEL J. EVERLY & ASSOCIATES, INC., LEE’S 
SUMMIT, MO: 
1,575,459, PUB. 10-10-1929. INT. CL. 35. 
1,575,460, PUB. 10-10-1989. INT. CL. 35. 


MICHAELS FOODS, INC., PORTLAND, OR: 
1,575,313, PUB. 10-10-1989. INT. CL. 29. 


MICHAELS OF OREGON CO., PORTLAND, OR: 
1,574,754, PUB. 10-10-1989. INT. CL. 13. 
MICROCURRENT RESEARCH, INC., WESTPORT, . CT 


FROM DAVIS, PAUL, BRIDGEPORT, CT, DBA DAVIS 
ASSOCIATES: 


1,574,612, PUB. 10-10-1989. INT. CL. 10. 
MICROMAX S.P.A.. BEREGAZZO CON 
(COMO), ITALY: 
1,574,484, PUB. 10-10-1989. INT. CL. 9. 
1,574,489, PUB. 10-10-1989. INT. CL. 9. 
MICROSOFT CORPORATION, BELLEVUE, WA: 
1,244,308, CANC. INT. CL. 9. 
MIDWAY ELECTRIC SUPPLY CO., INC., NEW YORK, 
NY: 
1,574,482, PUB. 10-10-1989. INT. CL. 9. 
MIDWEST INDUSTRIAL MANAGEMENT ASSOCIATION, 
WESTCHESTER, IL: 
1,209,240, CANC. INT. CL. 42. 
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MIDWEST WHOLESALE PRODUCTS, INC., CAPE GIR- 
ARDEAU, MO: 


1,575,750, PUB. 10-10-1989. INT. CL. 42. 
MIKO S.A., SAINT-DIZIER, FRANCE: 
1,575,284, PUB. 3-7-1989. MULTIPLE CLASS, INT. CLS. 
29, 30, 31, 32 AND 33. 


MIKTOMM MORTGAGE CORPORATION, SIOUX FALLS, 
SD: 
1,575,506, PUB. 10-10-1989. INT. CL. 36. 


MILDONIAN LIMITED, S.O.T. STAFFORDSHIRE, 
UNITED KINGDOM, TA PANTON INT.: 
1,575,053, PUB. 10-10-1989. INT. CL. 21. 


MILES LABORATORIES, INC., ELKHART, IN: 
1,243,825, CANC. INT. CL. 34. 
MILLER CHEMICAL & FERTILIZER CORPORATION, 
HANOVER, PA: 
1,574,121, PUB. 7-11-1989. INT. CL. 1. 


MILLER HARNESS COMPANY, INC., EAST RUTHER- 
FORD, NJ, MILLER HARNESS COMPANY, INC., NEW 
YORK, NY: 

885,095. REN. 11-20-89. MULTIPLE CLASS, US. CLS. 
39 (INT. CL. 25) AND 101 (INT. CL. 35). 


MILLER HARNESS COMPANY, INC., EAST RUTHER- 
FORD, NJ: 
1,575,119, PUB. 10-10-1989. INT. CL. 25. 
MILLER, JR., AS TRUSTEE FOR THE JACKSON TRUST 
FUND; WILLIAM E., CAMP HILL, PA: 
1,244,326, CANC. INT. CL. 10. 
MILLER, THOMAS J., FANWOOD, NJ, DBA KINETIC EN- 
TITIES: 
1,575,217, PUB. 10-10-1989. INT. CL. 28. 
MILTON BRADLEY COMPANY, EAST LONGMEADOW, 
MA: 
882,302. REN. 11-22-89. U.S. CL. 22 (INT. CL. 28). 


MINAMI INTERNATIONAL CORPORATION, NEW 
YORK, NY: 
1,574,706, PUB. 10-10-1989. INT. CL. 11. 
1,574,707, PUB. 10-10-1989. INT. CL. 11. 


MINNESOTA MINING AND MANUFACTURING COMPA- 
NY, ST. PAUL, MN: 
518,537. REN. 11-20-89. U.S. CL. 12 (INT. CL. 19). 
881,337. REN. 11-20-89. U.S. CL. 44 (INT. CL. 5). 


884,621. REN. 11-20-89. U.S. CL. 26 (INT. CL. 1). 


MINNESOTA MINING AND MANUFACTURING COMPA- 
NY, ST. PAUL, MN, FILM 'N FILE, INC., NEW YORK, 
NY: 

520,724. REN. 11-22-89. U.S. CL. 37 (INT. CL. 16). 


MINNESOTA MINING AND MANUFACTURING COMPA- 
NY, SAINT PAUL, MN, SCIENTIFIC ANGLERS, INC., 
MIDLAND, MI: 

884,969. REN. 11-20-89. U.S. CL. 22 (INT. CL. 28). 


MINNESOTA MINING AND MANUFACTURING COMPA- 
NY, SAINT PAUL, MN, AKA 3M: 
1,244,228, CANC. INT. CL. 8. 


MINNESOTA MINING AND MANUFACTURING COMPA- 
NY, ST. PAUL, MN, AKA 3M: 
1,244,309, CANC. INT. CL. 9. 
1,244,310, CANC. INT. CL. 9. 


1,575,005, PUB. 10-10-1989. INT. CL. 19. 


MINOURA CARRIER & STAND WORKS CO., LTD., AN- 
PACHI-GUN, GIFU-KEN, JAPAN: 
1,575,167, PUB. 10-10-1989. INT. CL. 28. 


MISHOCK, MYLINDA FRANCES, PLEASANT GAP, PA: 
1,574,856, PUB. 10-10-1989. INT. CL. 16. 
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MISSION FOODS CORPORATION, CANOGA PARK, CA: 
1,243,806, CANC. INT. CL. 30. 


MISSOURI PACIFIC AIRFREIGHT, INC., ST. LOUIS, MO, 
AKA MO-PAC AIRFREIGHT: 


1,243,870, CANC. INT. CL. 39. 
MITCHELL, DUDLEY BO, LITTLETON, CO: 
1,575,627, PUB. 10-10-1989. INT. CL. 41. 
MITCHIE & ST. AUGUST, PELHAM, NY: 
1,575,648, PUB. 10-10-1989. INT. CL. 41. 
MITSUBISHI CABLE AMERICA, INC., NEW YORK, NY: 
1,574,543, PUB. 8-22-1989. INT. CL. 9. 


MITSUBISHI JIDOSHA KOGYO KABUSHIKI KAISHA, 
MINATO-KU, TOKYO, JAPAN: 


1,243,524, CANC. INT. CL. 12. 
1,243,526, CANC. INT. CL. 12. 
MMMUFFINS INC., TORONTO, ONTARIO, CANADA: 
1,211,766, CANC. INT. CL. 30. 
1,211,921, CANC. INT. CL. 42. 
MOBAY CORPORATION, PITTSBURGH, PA: 
1,574,147, PUB. 10-10-1989. INT. CL. 1. 


MOCHIDA PHARMACEUTICAL CO., LTD., TOKYO, 
JAPAN: 


1,574,267, PUB. 10-10-1989. INT. CL. 5. 
MODEL DIE CASTING, INC., HAWTHORNE, CA: 
1,575,195, PUB. 10-10-1989. INT. CL. 28. 
1,575,196, PUB. 10-10-1989. INT. CL. 28. 
MODINE WESTERN, INC., RACINE, WI: 
1,252,646, CANC. INT. CL. 7. 
MOHAWK RUBBER COMPANY, THE, AKRON, OH: 
518,720. REN. 11-20-89. U.S. CL. 35 (INT. CL. 12). 
MOLD-IN GRAPHIC SYSTEMS, SEDONA, AZ: 
1,574,897, PUB. 10-10-1989. INT. CL. 16. 
MONARCH MARKING SYSTEMS, INC., MIAMISBURG, 
OH: 
1,574,378, PUB. 10-10-1989. INT. CL. 7. 
1,574,379, PUB. 10-10-1989. INT. CL. 7. 


MONKS, GERALD P., HOUSTON, TX, DBA CARE BAIL 
BONDS: 


1,575,497, PUB. 10-10-1989. INT. CL. 36. 

MONRIF S.R.L., MILANO, ITALY: 

1,574,759, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 14, 18, 24 AND 25. 

MONROE AUTO EQUIPMENT COMPANY, MONROE, MI: 
1,244,378, CANC. INT. CL. 12. 

MONSANTO COMPANY, ST. LOUIS, MO, MONSANTO 

CHEMICAL WORKS, ST. LOUIS, MO: 
265,127. REN. 11-22-89. U.S. CL. 6 (INT. CL. 1). 

MONSANTO COMPANY, ST. LOUIS, MO: 

1,574,294, PUB. 5-30-1989. INT. CL. 5. 
MONSTER BURGER, INC., MALIBU, CA, DBA THE 
BURGER THAT ATE LA: 
1,575,817, PUB. 10-10-1989. INT. CL. 42. 
1,575,827, PUB. 10-10-1989. INT. CL. 42. 
MONTRES AZUR, PARIS, FRANCE: 
1,243,534, CANC. INT. CL. 14. 
MOOREIDEAS, INC., LEXINGTON, KY: 
1,574,848, PUB. 10-10-1989. INT. CL. 16. 

MOORMAN MANUFACTURING COMPANY, QUINCY, IL: 
519,229. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 
881,590. REN. 11-20-89. U.S. CL. 18 (INT. CL. 5). 
1,574,344, PUB. 10-10-1989. INT. CL. 5. 


MORGAN INDUSTRIES, INC., YANKTON, SD, MORGEN 
MANUFACTURING CO., YANKTON, SD: 


884,286. REN. 11-20-89. U.S. CL. 50 (INT. CL. 6). 
MORGAN; RICHARD C., OMAHA, NE: 
1,244,470, CANC. MULTIPLE CLASS, INT. CLS. 18 
AND 28. 
MORRISON OIL CO., PORTLAND, OR: 
1,304,476, AM. INT. CL. 1. 
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MORTON THIOKOL, INC., CHICAGO, 
INTERNATIONAL, INC., CHICAGO, IL: 
880,721. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 
880,974. REN. 11-21-89. U.S. CL. 46 (INT. CL. 1). 
MORTON THIOKOL, INC., CHICAGO, IL, POLYMER IN- 
DUSTRIES, INC., STAMFORD, CT: 
882,354. REN. 11-20-89. U.S. CL. 5 (INT. CL. 1). 


MOSEY’S INC., BLOOMFIELD, CT: 
1,575,309, PUB. 10-10-1989. INT. CL. 29. 
MOSSERI NATIONAL INDUSTRIES INC., BROOKLYN, 
NY: 
1,243,692, CANC. INT. CL. 24. 
MOUNT LUCAS MANAGEMENT CORPORATION, 
PRINCETON, NJ: 
1,575,528, PUB. 10-10-1989. INT. CL. 36. 


MPH AUTO PARTS, INC., LAGUNA HILLS, CA: 
1,244,265, CANC. INT. CL. 9. 


MULTIFORM DESICCANTS, INC., BUFFALO, NY: 
1,574,135, PUB. 10-10-1989. INT. CL. 1. 


MURDOCK, INC., COMPTON, CA: 
884,579. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
MURO UMBRELLAS & ACCESSORIES, INC., NEW YORK, 
NY: 
1,243,659, CANC. INT. CL. 18. 
MURPHY MANAGEMENT, INC., TULSA, OK: 
1,574,562, PUB. 10-10-1989. INT. CL. 9. 
1,574,563, PUB. 10-10-1989. INT. CL. 9. 


MURRAY, ROBERT, LOS ANGELES, CA: 
1,574,137, PUB. 10-10-1989. INT. CL. 1. 
MUX LAB INC., VILLE ST-LAURENT, PROVINCE OF 
QUEBEC, CANADA: 
1,574,439, PUB. 10-10-1989. INT. CL. 9. 


MYCOGEN CORPORATION, SAN DIEGO, CA: 
1,575,700, PUB. 10-10-1989. INT. CL. 42. 


MYERS CAPITAL CORPORATION, SEATTLE, WA: 
1,244,412, CANC. INT. CL. 16. 


MYSTIC SEAPORT MUSEUM, INC., MYSTIC, CT: 
1,574,514, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
N.A.P. COMMERCIAL ELECTRONICS CORP., 
THAM, MA: 
1,242,662, CANC. INT. CL. 9. 
N.T. PREMIERE INTERNATIONAL B.V., AMSTERDAM, 
NETHERLANDS: 
1,574,763, PUB. 10-10-1989. INT. CL. 14. 


N.V. ORGANON, KLOOSTERSTRAAT, NETHERLANDS: 
1,574,279, PUB. 10-10-1989. INT. CL. 5. 


NABISCO BRANDS, INC., EAST HANOVER, NJ, LIFE 
SAVERS CORPORATION, PORT CHESTER, NY: 
518,249. REN. 11-21-89. U.S. CL. 46 (INT. CL. 30). 
NABISCO, INC., EAST HANOVER, NJ: 
1,575,363, PUB. 10-10-1989. INT. CL. 30. 


NAFA, U.S.A., INC., SILVER SPRING, MD: 
1,574,608, PUB. 4-25-1989. INT. CL. 10. 


NAMACO INDUSTRIES, INC., HUNTINGTON, WV, NA- 
TIONAL MATTRESS COMPANY, HUNTINGTON, WV: 
518,148. REN. 11-21-89. U.S. CL. 32 (INT. CL. 20). 
NANCY KISSICK’S PROFESSIONAL NURSING SERV- 
ICES, INC., MT. CLEMENS, MI: 
1,575,795, PUB. 10-10-1989. INT. CL. 42. 
NANNETTE MANUFACTURING COMPANY, 
PHILADELPHIA, PA: 
1,575,122, PUB. 10-10-1989. INT. CL. 25. 
NANTUCKET CORPORATION, LOS ANGELES, CA: 
1,574,843, PUB. 10-10-1989. INT. CL. 16. 


IL, MORTON 


WAL- 


INC., 
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NATIONAL ASSOCIATION FOR STOCK CAR AUTO 
RACING, INC., DAYTONA BEACH, FL: 
1,243,895, CANC. INT. CL. 41. 
NATIONAL ASSOCIATION OF POWER ENGINEERS, IN- 
CORPORATED, THE, CHICAGO, IL: 
1,242,004, CANC. MULTIPLE CLASS, INT. CLS. 14, 16 
AND 41. 
NATIONAL AUTOMOBILE DEALERS ASSOCIATION, 
MCLEAN, VA: 
1,575,420, PUB. 10-10-1989. INT. CL. 35. 
NATIONAL BROADCASTING COMPANY, INC., NEW 
YORK, NY: 
1,575,658, PUB. 10-10-1989. INT. CL. 41. 
NATIONAL COWGIRL HALL OF FAME AND WESTERN 
HERITAGE CENTER, INC., THE, HEREFORD, TX: 
1,575,631, PUB. 10-10-1989. INT. CL. 41. 
NATIONAL DISTILLERS AND CHEMICAL CORPORA- 
TION, NEW YORK, NY: 
1,244,013, CANC. INT. CL. 1. 


NATIONAL ENERGY RESEARCH CORP., COSTA MESA, 
CA: 


1,574,592, PUB. 10-10-1989. INT. CL. 9. 


NATIONAL FOREST PRODUCTS ASSOCIATION, WASH- 
INGTON, DC: 
1,574,808, PUB. 10-10-1989. INT. CL. 16. 
NATIONAL GEOGRAPHIC SOCIETY, WASHINGTON, 
Dc: 
880,934. REN. 11-22-89. U.S. CL. 38 (INT. CL. 9). 


NATIONAL IDEAL AMERICAN TEEN, HUNTINGTON 
BEACH, CA: 


1,575,642, PUB. 10-10-1989. INT. CL. 41. 


NATIONAL IMAGES FRANCHISE CORPORATION, ST. 
PAUL, MN: 


1,575,433, PUB. 10-10-1989. INT. CL. 35. 

NATIONAL INSTRUMENTS, AUSTIN, TX: 

1,574,561, PUB. 10-10-1989. INT. CL. 9. 

NATIONAL MANAGEMENT ASSOCIATION, INCORPO- 
RATED, THE, DAYTON, OH, NATIONAL ASSOCIA- 
TION OF FOREMEN, DAYTON 2, OH: 

518,214. REN. 11-21-89. U.S. CL. 38 (INT. CL. 16). 

NATIONAL MATTRESS COMPANY, HUNTINGTON, WV: 

885,865. REN. 11-20-89. U.S. CL. 32 (INT. CL. 20). 

NATIONAL PRESTO INDUSTRIES, INC., EAU CLAIRE, 
WI, NATIONAL PRESSURE COOKER COMPANY, EAU 
CLAIRE, WI: 

$18,502. REN. 11-20-89. U.S. CL. 13 (INT. CL. 11). 


NATIONAL SEALANT & ADHESIVES, INC., EVANS- 
VILLE, IN, UNISEAL: 


1,574,085, PUB. 10-10-1989. INT. CL. 1. 
NATIONAL TRIBUNE CORPORATION, WASHINGTON, 
Dc: 
882,551. REN. 11-21-89. U.S. CL. 38 (INT. CL. 16). 
NATURAL ENERGY DESIGN, INC., MIDDLETOWN, RI: 
1,243,908, CANC. INT. CL. 42. 
NEAPCO INC., POTTSTOWN, PA, NEAPCO PRODUCTS 
INC., POTTSTOWN, PA: 
519,167. REN. 11-20-89. U.S. CL. 23 (INT. CLS. 7 AND 
12). 
NEGLIO, THOMAS P., ORANGE, NJ: 
1,574,702, PUB. 10-10-1989. INT. CL. 11. ' 


NELSON CRAB, INC., TOKELAND, WA, NELSON CRAB 
& OYSTER CO., TOKELAND, WA: 


518,099. REN. 11-21-89. U.S. CL. 46 (INT. CL. 29). 
NEMO, JUDITH A., NORTH ST. PAUL, MN: 
1,574,796, PUB. 10-10-1989. INT. CL. 16. 
NESBITT GROUP, INC., WEST CHESTER, PA: 
1,575,797, PUB. 10-10-1989. INT. CL. 42. 


NETWORK DATA SYSTEMS LIMITED, WILLOWDALE, 
ONTARIO, CANADA: 


1,244,255, CANC. INT. CL. 9. 
NETWORK STRATEGIES INCORPORATED, BURKE, VA: 
1,241,624, CANC. INT. CL. 42. 
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NEUTROGENA CORPORATION, LOS ANGELES, CA, 
NATONE COMPANY, SANTA MONICA, CA: 


883,908. REN. 11-22-89. U.S. CL. 51 (INT. CL. 3). 
NEW DAY CENTERS, INC., HINSDALE, IL: 
1,241,617, CANC. INT. CL. 42. 
NEW ENGLAND MUTUAL LIFE INSURANCE COMPA- 
NY, BOSTON, MA: 
1,575,475, PUB. 10-10-1989. INT. CL. 36. 
NEW HOME SEWING MACHINE COMPANY, THE, 
CARLSTADT, NJ: 
1,574,404, PUB. 10-10-1989. INT. CL. 7. 
NEW IMAGE INDUSTRIES, INC., WOODLAND HILLS, 
CA: 
1,574,442, PUB. 4-5-1988. INT. CL. 9. 
NEW MUSIC SEMINAR, INC., NEW YORK, NY: 
1,575,455, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35 AND 41. 
NEW YORK BRONZE POWDER COMPANY, INC., 
NEWARK, NJ: 
1,574,153, PUB. 10-10-1989. INT. CL. 2. 
NEWAGE INDUSTRIES, INC., WILLOW GROVE, PA: 
1,574,976, PUB. 10-10-1989. INT. CL. 17. 
NEYRA INDUSTRIES, INC., CINCINNATI, OH: 
1,574,996, PUB. 6-13-1989. INT. CL. 19. 
NI-TEC INCORPORATED, NILES, IL: 
1,244,259, CANC. INT. CL. 9. 
NIAGARA MACHINE & TOOL WORKS, BUFFALO, NY: 
1,242,671, CANC. INT. CL. 9. 
NICE-PAK PRODUCTS, INC., ORANGEBURG, NY: 
1,574,337, PUB. 10-10-1989. INT. CL. 5. 
NIEDZWIECKI, VICTOR, SAN ANGELO, TX, DBA EL 
DORADO: 
1,243,876, CANC. INT. CL. 41. 
NIEMANN; FIRMA ING. H., DACHAU, FED REP GER- 
MANY: 
1,243,828, CANC. INT. CL. 34. 
NIFDA, INC., ATLANTA, GA: 
1,574,245, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3, 5, 6, 16, 21, 29, 30 AND 32. 
1,574,247, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3, 5, 6, 16, 21, 29, 30 AND 32. 
NIHONKENKOZOSINKENKYUKAI CO., LTD., FUKUO- 
KA-SHI, FUKUOKA, JAPAN: 
1,574,671, PUB. 10-10-1989. INT. CL. 10. 
1,574,672, PUB. 10-10-1989. INT. CL. 10. 
NINTENDO OF AMERICA INC., REDMOND, WA: 
1,574,821, PUB. 10-10-1989. INT. CL. 16. 
1,575,270, PUB. 10-10-1989. INT. CL. 28. 
NIPPON DENKI KABUSHIKI KAISHA, TOKYO, JAPAN, 
DBA NEC CORPORATION: 
1,574,490, PUB. 10-10-1989. INT. CL. 9. 


NIPPON ELECTRIC GLASS COMPANY, LIMITED, OTSU- 
SHI, SHIGA-KEN, JAPAN: 


1,574,122, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1, 10, 19 AND 23. 
NIPPON EXPRESS U.S.A., INC.. NEW YORK, NY: 
1,575,608, PUB. 10-10-1989. INT. CL. 39. 
1,575,610, PUB. 10-10-1989. INT. CL. 39. 
NIPPON VALQUA INDUSTRIES, LTD., CHIYODA-KU, 
TOKYO, JAPAN: 
1,574,960, PUB. 10-10-1989. INT. CL. 17. 
NISSIN FOODS (USA) CO., INC., GARDENA, CA: 
1,575,310, PUB. 10-10-1989. INT. CL. 29. 
1,575,311, PUB. 10-10-1989. INT. CL. 29. 
NORTH AMERICAN CAR CORPORATION, CHICAGO, IL: 
1,241,081, CANC. INT. CL. 12. 
NORTH AMERICAN PHILIPS CORPORATION, NEW 
YORK, NY: 
1,574,591, PUB. 10-10-1989. INT. CL. 9. 
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NORTH IOWA TOOL AND DIE, INC., LAKE MILLS, IA: 
1,244,221, CANC. INT. CL. 8. 


NORTHEAST LIFESTYLES, INC., MANCHESTER, NH, 
DBA NEW ENGLAND LIVING: 


1,574,780, PUB. 8-16-1988. INT. CL. 16. 

NORTHLAKE SOFTWARE, INC., PORTLAND, OR: 
1,574,553, PUB. 10-10-1989. INT. CL. 9. 

NORTON COMPANY, WORCESTER, MA: 
1,243,937, CANC. INT. CL. 42. 

NOVO INDUSTRI A/S, BAGSVAERD, DENMARK: 
1,574,093, PUB. 10-10-1989. INT. CL. 1. 
1,574,269, PUB. 10-10-1989. INT. CL. 5. 
1,574,283, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 5 AND 10. 

NUDO PRODUCTS, INC., SPRINGFIELD, IL: 
1,241,185, CANC. INT. CL. 19. 

NUMBER ONE PARTS, INC., FOREST PARK, GA: 
1,575,746, PUB. 10-10-1989. INT. CL. 42. 

NUSCENTS, INC., KNOXVILLE, TN: 
1,574,321, PUB. 10-10-1989. INT. CL. 5. 

NUTRIDATA, INC., DENVER, CO: 
1,575,688, PUB. 6-16-1987. INT. CL. 42. 

NY CORP, SAN RAMON, CA: 
1,575,717, PUB. 10-10-1989. INT. CL. 42. 

NYNEX CORPORATION, NEW YORK, NY: 
1,574,540, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 9 AND 16. 

1,575,587, PUB. 10-10-1989. INT. CL. 38. 

O. J. SIMPSON ENTERPRISES, INC., LOS ANGELES, CA: 
1,243,704, CANC. INT. CL. 25. 


O.M. SCOTT & SONS COMPANY, THE, MARYSVILLE, 
OH: 


1,574,096, PUB. 7-26-1988. INT. CL. 1. 
O.P.E.N. AMERICA, INC., PHOENIX, AZ: 
1,575,566, PUB. 10-10-1989. INT. CL. 37. 


O’TENTIKA, NTANDA KABENGELE, GRAND-LANCY, 
GENEVA, SWITZERLAND: 


1,574,208, PUB. 10-10-1989. INT. CL. 3. 
OBER UNITED TRAVEL AGENCY, INC., CHEVY CHASE, 
MD: 
1,575,606, PUB. 10-10-1989. INT. CL. 39. 
OBERTO SAUSAGE CO., KENT, WA: 
884,260. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
OCEAN PRODUCTS, INC., PORTLAND, ME: 
1,575,294, PUB. 5-30-1989. INT. CL. 29. 
OCEAN REALM PUBLISHING CORPORATION, MIAMI, 
FL: 
1,244,417, CANC. INT. CL. 16. 
OCEANUS RESEARCH INSTITUTE INC., RINGWOOD, 
NJ: 
1,574,341, PUB. 10-10-1989. INT. CL. 5. 
ODL, INCORPORATED, ZEELAND, MI: 
1,574,156, PUB. 10-10-1989. INT. CL. 2. 
OEN ENTERPRISES, INC., WEST CHICAGO, IL: 
1,574,840, PUB. 10-10-1989. INT. CL. 16. 
OFMAN, RUEBEN, CHICAGO, IL: 
1,575,132, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 
OHTO OVERSEAS CO., LTD., TOKYO, JAPAN: 
1,574,829, PUB. 10-10-1989. INT. CL. 16. 
OK-1 MANUFACTURING CO., INC., ALTUS, OK: 
1,574,614, PUB. 10-10-1989. INT. CL. 10. 
OKUMURA, YOSHIKO, NEWPORT BEACH, CA: 
1,575,120, PUB. 10-10-1989. INT. CL. 25. 
OLCO PETROLEUM GROUP INC., MONTREAL-EAST, 
QUEBEC, CANADA: 
1,574,163, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3 AND 4. 
OLD GREENWICH FOODS, LTD., NEW YORK, NY: 
1,575,298, PUB. 10-10-1989. INT. CL. 29. 
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OLD WEST DRY GOODS CORPORATION, RIDGEWOOD, 
NJ: 
1,575,595, PUB. 10-10-1989. INT. CL. 39. 
1,575,596, PUB. 10-10-1989. INT. CL. 39. 
OLYMPIC FOODS, INC., SPOKANE, WA: 
1,575,380, PUB. 7-4-1989. INT. CL. 32. 
OMEGA NUTRITION INC., VANCOUVER, BRITISH CO- 
LUMBIA, CANADA: 
1,574,284, PUB. 6-6-1989. INT. CL. 5. 
OMNI PRODUCTS INTERNATIONAL, INC., FAIRFIELD, 
NJ: 
1,575,022, PUB. 10-10-1989. INT. CL. 20. 
ON THE BEACH, LOS ANGELES, CA: 
1,575,091, PUB. 10-10-1989. INT. CL. 25. 
ONE FEDERAL ASSET MANAGEMENT, INC., BOSTON, 
MA: 
1,574,912, PUB. 10-10-1989. INT. CL. 16. 
ONEIDA LTD., ONEIDA, NY: 
518,836. REN. 11-20-89. U.S. CL. 28 (INT. CL. 8). 
882,385. REN. 11-20-89. U.S. CL. 13 (INT. CL. 21). 
884,999. REN. 11-20-89. U.S. CL. 23 (INT. CL. 8). 
885,807. REN. 11-20-89. U.S. CL. 13 (INT. CL. 21). 
$85,852. REN. 11-22-89. U.S. CL. 28 (INT. CL. 14). 
ONSPOT AKTIEBOLAG, LINKOPING, SWEDEN: 
1,574,736, PUB. 10-10-1989. INT. CL. 12. 
OPEN SOFTWARE FOUNDATION, INC., CAMBRIDGE, 
MA: 
1,574,525, PUB. 10-10-1989. INT. CL. 9. 
OPTI-COPY, INC., LENEXA, KS, WESTERN BLUE PRINT 
COMPANY, KANSAS CITY, MO: 
881,690. REN. 11-20-89. U.S. CL. 26 (INT. CL. 9). 
OPTON, INC., SANDY HOOK, CT: 
1,575,748, PUB. 10-10-1989. INT. CL. 42. 
ORANGE COVE-SANGER CITRUS ASSOCIATION, 


ORANGE COVE, CA, ORANGE COVE CITRUS ASSO- 
CIATION, ORANGE COVE, CA: 


519,242. REN. 11-21-89. U.S. CL. 46 (INT. CL. 31). 
ORANGE TREE GOLF CLUB, INC., SCOTTSDALE, AZ: 
1,575,641, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
OREGON ADVANCED COMPUTING INSTITUTE, BEA- 
VERTON, OR: 
1,575,644, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
ORGANIZATION FOR INDUSTRIAL RESEARCH, INC., 
WALTHAM, MA: 
1,244,247, CANC. INT. CL. 9. 
1,244,248, CANC. INT. CL. 9. 
1,244,249, CANC. INT. CL. 9. 
ORGANON INC., WEST ORANGE, NJ: 
1,242,626, CANC. INT. CL. 9. 
ORIGINAL APPALACHIAN ARTWORKS, INC., CLEVE- 
LAND, GA: 
1,243,922, CANC. INT. CL. 42. 
ORIGINAL GREAT AMERICAN CHOCOLATE CHIP 
COOKIE COMPANY, INC., THE, ATLANTA, GA: 
1,575,691, PUB. 5-30-1989. INT. CL. 42. 
ORIGINAL NEW YORK SELTZER, WALNUT, CA: 
1,575,863, INT. CL. 32. 
ORION CORPORATION, GRAFTON, WI: 
885,008. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
ORTHO MATTRESS, INC., RANCHO DOMINGUEZ, CA: 
1,575,015, PUB. 5-2-1989. INT. CL. 20. 
ORTHON DENTAL INC., VICTORIA, B.C., CANADA 


FROM SMITH, DENNIS C., TORONTO, ONTARIO, 
CANADA: 


1,574,268, PUB. 10-10-1989. INT. CL. 5. 
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ORTHOPEDIC CASTING LABORATORY, INC., EUDORA, 
KS: 
1,244,332, CANC. INT. CL. 10. 
OSG TAP AND DIE, INC., GLENDALE HEIGHTS, IL: 
882,784. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
23 (INT. CL. 7) AND 26 (INT. CL. 9). 
OSTER COMMUNICATIONS, INC., CEDAR FALLS, IA: 
1,575,782, PUB. 10-10-1989. INT. CL. 42. 
OUR KIDS LTD., NIWOT, CO: 
1,574,910, PUB. 10-10-1989. INT. CL. 16. 
OUR OWN HARDWARE COMPANY, BURNSVILLE, MN: 
1,575,556, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37, 39 AND 42. 

OWENBY MANUFACTURING CO., INC., MARIETTA, GA: 
1,244,322, CANC. INT. CL. 10. 
OWENS-CORNING FIBERGLAS 

TOLEDO, OH: 
1,243,666, CANC. INT. CL. 19. 

OXEQUIP HEALTH INDUSTRIES, INC., ST. LOUIS, MO: 

1,574,661, PUB. 9-19-1989. INT. CL. 10. 

OXFORD INDUSTRIES, INC., ATLANTA, GA: 

1,575,084, PUB. 10-10-1989. INT. CL. 25. 

OXNARD LEMON ASSOCIATES, LTD., OXNARD, CA, 
DBA OXNARD LEMON COMPANY, OXNARD CITRUS 
ASSOCIATION, HUENEME, CA: 

266,258. REN. 11-21-89. U.S. CL. 46 (INT. CL. 31). 
P. H. GLATFELTER COMPANY, SPRING GROVE, PA: 
882,896. REN. 11-20-89. U.S. CL. 37 (INT. CL. 16). 


PACCAR INC., BELLEVUE, WA, LAKE SHORE, INC., 
IRON MOUNTAIN, MI: 


882,404. REN. 11-20-89. U.S. CL. 19 (INT. CL. 12). 
PACER TECHNOLOGY, CAMPBELL, CA: 
1,574,100, PUB. 10-10-1989. INT. CL. 1. 


PACIFIC LATEX PRODUCTS, LIMITED, MILL VALLEY, 
CA: 


1,574,648, PUB. 10-10-1989. INT. CL. 10. 

PACIFIC TELESIS GROUP, SAN FRANCISCO, CA: 
1,574,446, CON. USE, PUB. 5-16-1989. INT. CL. 9. 
1,574,447, CON. USE, PUB. 5-16-1989. INT. CL. 9. 
1,574,451, CON. USE, PUB. 5-16-1989. MULTIPLE 

CLASS, INT. CLS. 9, 16, 35, 37, 38, 41 AND 42. 


PACKAGING CORPORATION OF AMERICA, EVANS- 
TON, IL: 
1,575,052, PUB. 5-30-1989. INT. CL. 21. 
PACKINOX, S.A., LOUVECIENNES, FRANCE: 
1,574,692, PUB. 10-10-1989. INT. CL. 11. 
PAGE BELTING COMPANY, CONCORD, NH: 
520,679. REN. 11-20-89. U.S. CL. 35 (INT. CLS. 7 AND 
17). 
PAGING NETWORK, INC., PLANO, TX: 
1,575,583, PUB. 10-10-1989. INT. CL. 38. 
PALETA OF NORTH AMERICA, INC., BROOKLYN, NY: 
1,575,329, PUB. 10-10-1989. INT. CL. 30. 
PALOMAR CORPORATION, WASHINGTON, DC: 
1,241,587, CANC. INT. CL. 42. 
PALONET, INC., ENCINO, CA: 
1,575,796, PUB. 10-10-1989. INT. CL. 42. 
PANATTONI, JOHN, SALINAS, CA: 
1,575,484, PUB. 10-10-1989. INT. CL. 36. 
PANDA MANAGEMENT COMPANY, INC., SOUTH PASA- 
DENA, CA: 
1,575,742, PUB. 5-30-1989. INT. CL. 42. 
PANEF CORPORATION, MILWAUKEE, WI: 
1,574,094, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1 AND 4. 
PANELFOLD, INC., MIAMI, FL: 
1,575,070, PUB. 10-10-1989. INT. CL. 24. 


PANSOPHIC SYSTEMS, INCORPORATED, OAK BROOK, 
IL: 


1,574,472, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9, 16 AND 42. 
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PAOLA DEL LUNGO, INC., MIAMI, FL: 
1,574,988, PUB. 10-10-1989. INT. CL. 18. 
PAPER INDUSTRIES CORPORATION OF THE PHILIP- 
PINES, MAKATI, METRO MANILA, PHILIPPINES: 
1,244,493, CANC. INT. CL. 19. 
PAPER TRADE U.S.A., INC., WEST COVINA, CA: 
1,575,866, INT. CL. 36. 
PAPETERIES CANSON & MONTGOLFIER, VIDALON- 
LES-ANNONAY PAR DAVEZIEUX (ARDEC, FRANCE: 
1,244,425, CANC. INT. CL. 16. 
PAPETTI’S HYGRADE EGG PRODUCTS, INC., ELIZA- 
BETH, NJ: 
1,575,312, PUB. 10-10-1989. INT. CL. 29. 
PAPILLON DESIGNS, LTD., ATLANTA, GA: 
1,244,453, CANC. INT. CL. 16. 
PARAMOUNT FITNESS EQUIPMENT CORPORATION, 
LOS ANGELES, CA: 
1,575,241, PUB. 10-10-1989. INT. CL. 28. 
PARAMOUNT PICTURES CORPORATION, NEW YORK, 
NY: 
1,575,173, PUB. 10-10-1989. INT. CL. 28. 
PARFUMS GANDOUR SA, PARIS, FRANCE, DBA PAR- 
FUMS SAMARRO: 
1,574,189, PUB. 10-10-1989. INT. CL. 3. 
PARFUMS UNGARO, INC., NEW YORK, NY: 
1,574,170, PUB. 9-5-1989. INT. CL. 3. 
PARKER SWEEPER COMPANY, SPRINGFIELD, OH, 


PARKER PATTERN AND FOUNDRY COMPANY, THE, 
SPRINGFIELD, OH: 


$18,158. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
PARRILLO, JOHN C., CINCINNATI, OH: 
1,574,318, PUB. 10-10-1989. INT. CL. 5. 
PARROT DESIGN, INC., AGAWAM, MA: 
1,243,712, CANC. INT. CL. 25. 
PARSONS, SCOTT J., FARMINGTON, CT, DBA FINAN- 
CIAL SERVICES PLAN: 
1,575,489, PUB. 10-10-1989. INT. CL. 36. 
PARTY PLACE U.S.A., INC., BURNSVILLE, MN: 
1,575,745, PUB. 6-27-1989. INT. CL. 42. 
PASSAGE HOME COMMUNICATIONS,INC, DENVER, CO 
FROM PASSAGE HOME, INC., DENVER, CO: 
1,574,458, PUB. 10-10-1989. INT. CL. 9. 
PASSAGE HOME COMMUNICATIONS,INC., DENVER, 
CO FROM PASSAGE HOME, INC., DENVER, CO: 
1,574,457, PUB. 10-10-1989. INT. CL. 9. 
PASSAGE HOME, INC.: See— 
PASSAGE HOME COMMUNICATIONS, INC.. 
PASSAGE HOME, INC.: See— 
PASSAGE HOME COMMUNICATIONS, INC. 
PATCHINGTON, INC., CLEARWATER, FL: 
1,575,725, PUB. 10-10-1989. INT. CL. 42. 
PATHWAY BELLOWS, INC., EL CAJON, CA: 
1,574,438, PUB. 5-2-1989. MULTIPLE CLASS, INT. CLS. 
9 AND II. 
PAUL FERD. PEDDINGHAUS, GEVELSBERG, FED REP 
GERMANY: 
880,840. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
PAUL MUELLER COMPANY, SPRINGFIELD, MO: 
888,266. REN. 11-20-89. U.S. CL. 31 (INT. CL. 11). 
PAUL SUPLIZIO ASSOCIATES, ALEXANDRIA, VA, DBA 
TARGETED JOBS TAX CREDIT COALITION: 
1,575,818, PUB. 10-10-1989. INT. CL. 42. 
PAVER SYSTEMS, INC., CINCINNATI, OH: 
1,244,490, CANC. INT. CL. 19. 
PAWNEE INDUSTRIES, INC., WICHITA, KS: 
1,575,041, PUB. 4-18-1989. INT. CL. 21. 
PCI GROUP, INC., NEW BEDFORD, MA, EMHART COR- 
PORATION, HARTFORD, CT: 
882,007. REN. 11-20-89. U.S. CL. 13 (INT. CL. 6). 
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PEAR SYSTEMS, CORP., STAMFORD, CT: 
1,244,252, CANC. INT. CL. 9. 
1,244,253, CANC. INT. CL. 9. 
PEARSON, ERIC J., SOUTHFIELD, MI: 
1,575,662, PUB. 10-10-1989. INT. CL. 41. 
PEBBLE BEACH COMPANY, PEBBLE BEACH, CA: 
1,575,773, PUB. 10-10-1989. INT. CL. 42. 
1,575,774, PUB. 10-10-1989. INT. CL. 42. 
PEDINOL PHARMACAL INC., FARMINGDALE, NY: 
1,574,343, PUB. 10-10-1989. INT. CL. 5. 
PEE DEE CERAMICS, INC., PEE DEE, SC: 
1,243,662, CANC. INT. CL. 19. 
PEED CORPORATION, LINCOLN, NE: 
1,574,814, PUB. 10-10-1989. INT. CL. 16. 
PEERLESS GOLF, INC., AKRON, OH: 
1,243,775, CANC. INT. CL. 28. 
PENDULUM GOLF PRODUCTS, INC., DALLAS, TX: 
1,575,259, PUB. 10-10-1989. INT. CL. 28. 
PENGUIN’S FROZEN YOGURT, INC., THOUSAND OAKS, 
CA: 
1,575,357, PUB. 10-10-1989. INT. CL. 30. 
PENN CORPORATION, PRINCETON, NJ FROM CHRO- 
MATIC CORPORATION, BROOKLYN, NY: 
1,574,776, PUB. 4-16-1985. INT. CL. 16. 
PENN-PLAX, INC., GARDEN CITY, NY: 
1,574,956, PUB. 10-10-1989. INT. CL. 16. 
PENNINGTON PUBLISHING, WESTON, CT: 
1,241,670, CANC. INT. CL. 16. 
PENNWALT CORPORATION, PHILADELPHIA, PA, 


PENNSALT CHEMICALS CORPORATION, PHILADEL- 
PHIA, PA: 


881,121. REN. 11-20-89. U.S. CL. 6 (INT. CL. 2). 
PEOPLE EXPRESS AIRLINES, INC., NEWARK, NJ: 
1,244,311, CANC. INT. CL. 9. 


PERFORMANCE FORD CLUB OF AMERICA, INC., ASH- 
VILLE, OH: 


1,575,668, PUB. 10-10-1989. INT. CL. 41. 


PERIMETER COMMUNICATIONS CORPORATION, MIN- 
NEAPOLIS, MN: 


1,574,444, PUB. 7-5-1988. INT. CL. 9. 


PERIODICALS INSTITUTE, INC., NORTH ARLINGTON, 
NJ: 


1,243,927, CANC. INT. CL. 42. 
1,243,928, CANC. INT. CL. 42. 
PERIODONTAL SURGERY AND ORAL MEDICINE AS- 
SOCIATES, PC, SCHAUMBURG, IL: 
1,574,832, PUB. 10-10-1989. INT. CL. 16. 
PERKIN-ELMER CORPORATION, THE, NORWALK, CT: 
1,574,127, PUB. 10-10-1989. INT. CL. 1. 
PERKINS; DAVID H., KENNEBUNKPORT, ME: 
1,243,936, CANC. INT. CL. 42. 
PERMUTIT COMPANY LIMITED, THE, WHITCHURCH, 
HAMPSHIRE, ENGLAND: 
1,574,479, PUB. 10-10-1989. INT. CL. 9. 
PERPETUAL AMERICAN FEDERAL SAVINGS AND 
LOAN ASSOCIATION, WASHINGTON, DC: 
1,241,127, CANC. INT. CL. 16. 
1,241,128, CANC. INT. CL. 16. 
PERRY DRUG STORES, INC., PONTIAC, MI: 
1,244,008, CANC. MULTIPLE CLASS, INT. CLS. 1, 3, 4, 
7,9 AND 12. 
PERSONAL ACHIEVEMENT 
MONICA, CA: 
1,243,598, CANC. INT. CL. 16. 
PERSTORP AKTIEBOLAG, PERSTORP, SWEDEN: 
886,564. REN. 11-22-89. U.S. CL. 2 (INT. CL. 21). 
PETROLITE CORPORATION, ST. LOUIS, MO: 
1,574,124, PUB. 10-10-1989. INT. CL. 1. 
PFIZER INC., NEW YORK, NY, COTY, INC., NEW YORK, 
NY: 


INSTITUTE, SANTA 


517,954. REN. 11-20-89. U.S. CL. 51 (INT. CL. 3). 
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PFIZER INC., NEW YORK, NY: 
1,574,253, PUB. 10-10-1989. INT. CL. 3. 

PH. ORTH CO., OAK CREEK, WI: 
1,575,300, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 29 AND 30. 

PHARMA DIFFUSION S.A., BIENNE, SWITZERLAND: 
1,574,291, PUB. 10-10-1989. INT. CL. 5. 

PHH HOMEQUITY CORPORATION, HUNT VALLEY, MD: 
1,574,816, PUB. 10-10-1989. INT. CL. 16. 

PHH HOMEQUITY CORPORATION, WILTON, CT: 
1,575,454, PUB. 10-10-1989. INT. CL. 35. 

PHILIP MORRIS INCORPORATED, NEW YORK, NY, 

BENSON & HEDGES, NEW YORK, NY: 

$20,355. REN. 11-20-89. U.S. CL. 17 (INT. CL. 34). 

PHILIP MORRIS INCORPORATED, NEW YORK, NY, 


BENSON & HEDGES (CANADA) LIMITED, MONTRE- 
AL 3, QUEBEC, CANADA: 


882,739. REN. 11-20-89. U.S. CL. 17 (INT. CL. 34). 
PHILIPS INDUSTRIES, INC., DAYTON, OH, VENTLINE, 
INC., BRISTOL, IN: 
881,480. REN. 11-20-89. U.S. CL. 19 (INT. CL. 12). 
PHILIPS INDUSTRIES, INC., LONG ISLAND CITY, NY: 
1,575,162, PUB. 10-10-1989. INT. CL. 26. 
PHILLIPS PETROLEUM COMPANY, BARTLESVILLE, 
OK: 
$17,755. REN. 11-21-89. U.S. CL. 15 (INT. CL. 4). 
518,930. REN. 11-21-89. U.S. CL. 15 (INT. CL. 4). 
PHLEGAR, PHILLIP LEE, MARINA DEL REY, CA, DBA 
WATER SENTRY, INC.: 
1,574,532, PUB. 10-10-1989. INT. CL. 9. 
PHOENIX AUDIO LABORATORY, INCORPORATED, 
MANCHESTER, CT: 
1,242,680, CANC. INT. CL. 9. 
PHOENIX COLOR CORP., LONG ISLAND CITY, NY: 
1,574,918, PUB. 10-10-1989. INT. CL. 16. 
PHOENIX MICROSYSTEMS, INC., HUNTSVILLE, AL: 
1,574,488, PUB. 10-10-1989. INT. CL. 9. 
PI, INC., ATHENS, TN: 
1,575,010, PUB. 10-10-1989. INT. CL. 20. 
PICO CHEMICAL CORPORATION, TINLEY PARK, IL: 
1,574,084, PUB. 12-8-1987. MULTIPLE CLASS, INT. 
CLS. 1 AND 4. 
PIEDMONT AVIATION, INC., WINSTON-SALEM, NC: 
1,243,868, CANC. INT. CL. 39. 
PIERCE CHEMICAL COMPANY, ROCKFORD, IL: 
1,574,139, PUB. 10-10-1989. INT. CL. 1. 
PIERCE PACKING COMPANY, BILLINGS, MT: 
1,243,802, CANC. INT. CL. 29. 
PIKE TRAILER CO., INC., SOUTH GATE, CA: 
1,574,750, PUB. 10-10-1989. INT. CL. 12. 
PILLSBURY COMPANY, THE, MINNEAPOLIS, MN, 
GREEN GIANT COMPANY, LE SUEUR, MN: 
881,359. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
883,483. REN. 11-22-89. U.S. CL. 46 (INT. CL. 29). 
884,249. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
PIMENTAL & FAVILA, ALTADENA, CA: 
1,575,234, PUB. 10-10-1989. INT. CL. 28. 
PIONEER HI-BRED INTERNATIONAL, 
MOINES, IA: 
1,575,374, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 31 AND 36. 
PIONEER MANUFACTURING COMPANY, CLEVELAND, 


OH, RANCO INDUSTRIAL PRODUCTS CORPORA- 
TION, CLEVELAND, OH: 


881,563. REN. 11-21-89. U.S. CL. 12 (INT. CL. 19). 

881,564. REN. 11-21-89. U.S. CL. 12 (INT. CL. 19). 
PIPE DESIGNS, INC., ASHLAND, MA: 

1,241,679, CANC. INT. CL. 20. 
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PIROLO; KEVIN J., SAN DIEGO, CA, DBA MARANATHA 
DISTRIBUTORS: 
1,244,430, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 18. 
PIZZA GOURMET, INC., THE, PLYMOUTH, MI: 
1,575,815, PUB. 10-10-1989. INT. CL. 42. 
PLAID ENTERPRISES, INC., NORCROSS, GA: 
1,575,163, PUB. 10-10-1989. INT. CL. 27. 
PLANES, INC., ATLANTA, GA: 
1,241,588, CANC. INT. CL. 42. 
PLANNED PARENTHOOD FEDERATION OF AMERICA, 
INC., NEW YORK, NY: 
1,575,468, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 36 AND 42. 
PLANT BROS. CORP., SAN FRANCISCO, CA: 
881,869. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
100 (INT. CL. 42) AND 103 (INT. CL. 37). 
PLANTERS LIFESAVERS COMPANY, WINSTON-SALEM, 
NC: 
1,575,366, PUB. 10-10-1989. INT. CL. 30. 
PLASMA-THERM, INCORPORATED, KRESSON, NJ: 
1,244,295, CANC. INT. CL. 9. 
PLASTIC ASSEMBLY CORPORATION, AYER, MA: 
1,575,017, PUB. 7-4-1989. INT. CL. 20. 
PLASTOPIL HAZOREA, KIBBUTZ HAZOREA, ISRAEL: 
1,574,865, PUB. 10-10-1989. INT. CL. 16. 
PLATT SACO LOWELL CORPORATION, GREENVILLE, 
SC, SACO-LOWELL SHOPS, BOSTON, MA: 
521,142. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
PLAYMATES HOLDINGS LIMITED, HARBOUR CITY, 
TSIMSHATSUI, KOWLOON, HONG KONG: 
1,575,272, PUB. 10-10-1989. INT. CL. 28. 
PLOUGH, INC., MEMPHIS, TN: 
1,574,223, PUB. 10-10-1989. INT. CL. 3. 
PLUS DEVELOPEMENT CORPORATION, MILPITAS, CA: 
1,574,565, PUB. 10-10-1989. INT. CL. 9. 
PNEUMATIQUES KLEBER, LAXOU CEDEX, FRANCE: 
1,574,735, PUB. 10-10-1989. INT. CL. 12. 
POLA SPIEL- UND FREIZEITARTIKEL GMBH, ROTH- 
HAUSEN, FED REP GERMANY: 
1,575,172, PUB. 10-10-1989. INT. CL. 28. 
POLARIS AIRCRAFT LEASING CORPORATION, SAN 
FRANCISCO, CA: 
1,575,464, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 36 AND 39. 
POLAROID CORPORATION, CAMBRIDGE, MA: 
884,373. REN. 11-20-89. U.S. CL. 106 (INT. CL. 40). 
POLYMER DYNAMICS, INC., ALLENTOWN, PA: 
1,574,097, PUB. 10-10-1989. INT. CL. 1. 
1,574,611, PUB. 10-10-1989. INT. CL. 10. 
PORTA-FAB CORPORATION, CHESTERFIELD, MO: 
1,575,003, PUB. 10-10-1989. INT. CL. 19. 
PORTER MEMORIAL HOSPITAL, DENVER, CO: 
1,575,809, PUB. 10-10-1989. INT. CL. 42. 
POST GLOVER MEDICAL PRODUCTS, INC., ERLANG- 
ER, KY: 
1,574,645, PUB. 10-10-1989. INT. CL. 10. 
POWER PLAY BOATS, INC., HOLLAND, MI: 
1,424,766, CANC. INT. CL. 12. 
POWERS, JOHN G., KITCHENER, ONTARIO, CANADA: 
1,574,784, PUB. 10-10-1989. INT. CL. 16. 
PPG INDUSTRIES, INC., PITTSBURGH, PA: 
1,574,620, PUB. 10-10-1989. INT. CL. 10. 
PRATT & LAMBERT, INC., BUFFALO, NY: 
883,180. REN. 11-20-89. U.S. CL. 16 (INT. CL. 2). 
PRECITEC AG, BASEL, SWITZERLAND: 
1,574,411, PUB. 10-10-1989. INT. CL. 8. 
PREMIER TRADING LIMITED, FREEPORT, BAHAMAS: 
1,575,854, INT. CL. 14. 
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— MANUFACTURING CO., INC., SCHAUMBERG, 
1,574,417, PUB. 10-10-1989. INT. CL. 8. 
— MANUFACTURING CO., INC., SCHAUMBURG, 
1,575,061, PUB. 10-10-1989. INT. CL. 21. 
PRESTYPE, INC., CARLSTADT, NJ: 
1,243,608, CANC. INT. CL. 16. 
PRIMEPAPERS, INC., CHINO, CA: 
1,574,913, PUB. 10-10-1989. INT. CL. 16. 
PRINT TECHNOLOGY, INC., MARINA DEL REY, CA: 
1,574,533, PUB. 10-10-1989. INT. CL. 9. 
1,574,921, PUB. 10-10-1989. INT. CL. 16. 
PRINT TECHONOLOGY, INC., MARINA DEL REY, CA: 
1,574,920, PUB. 10-10-1989. INT. CL. 16. 
PRINT-O-TAPE, INC., LIBERTYVILLE, IL: 
1,574,896, PUB. 10-10-1989. INT. CL. 16. 
PRO MEDIA, INC., NEEDHAM, MA: 
1,575,414, PUB. 10-10-1989. INT. CL. 35. 
PRO SET, INC., DALLAS, TX: 
1,574,891, PUB. 10-10-1989. INT. CL. 16. 
PRO-QUIP CORPORATION, THE, TULSA, OK: 
1,575,538, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
PROCTER & GAMBLE COMPANY, THE, CINCINNATI, 
OH: 
1,574,218, PUB. 10-10-1989. INT. CL. 3. 
1,574,219, PUB. 10-10-1989. INT. CL. 3. 
1,574,237, PUB. 10-10-1989. INT. CL. 3. 
1,574,250, PUB. 10-10-1989. INT. CL. 3. 
1,574,333, PUB. 10-10-1989. INT. CL. 5. 
PRODUCT MANAGEMENT SYSTEMS, INC., ENCINO, 
CA: 
1,242,631, CANC. INT. CL. 9. 
PRODUCTOS DE MAIZ, S.A., DELGACION CUAUHTE- 
MOC, D.F., MEXICO: 
1,575,299, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 29 AND 30. 
PROFESSIONAL EXPOSITION MANAGEMENT COMPA- 
NY, DES PLAINES, IL: 
1,575,423, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35 AND 41. 
PROFESSIONAL EXPOSITION MANAGEMENT COMPA- 
NY, INC., DES PLAINES, IL: 
1,575,425, PUB. 10-10-1989. INT. CL. 35. 
PROFESSIONALS’ DATA SERVICES CENTER, INC., 
THE, EAST LONGMEADOW, MA: 
1,244,283, CANC. INT. CL. 9. 
PROFITABLE ENTERTAINMENT PRODUCTS, INC., 
KNOWLTON, QUEBEC, CANADA: 
1,575,175, PUB. 10-10-1989. INT. CL. 28. 
PROGRESSIVE COMPUTING, INC., OAK BROOK, IL: 
1,574,487, PUB. 7-11-1989. INT. CL. 9. 
PROSPECT STREET INVESTMENT MANAGEMENT CO., 
INC., BOSTON, MA: 
1,575,477, PUB. 10-10-1989. INT. CL. 36. 
PROVIDENTIAL HOME INCOME PLAN, INC., SAN 
FRANCISCO, CA: 
1,575,478, PUB. 10-10-1989. INT. CL. 36. 
PROVIGO INC., MONTREAL, QUEBEC, CANADA: 
1,241,612, CANC. INT. CL. 42. 
PRS CORPORATION, NEW YORK, NY: 
1,574,528, PUB. 10-10-1989. INT. CL. 9. 
PRUDENTIAL INSURANCE COMPANY OF AMERICA, 
THE, NEWARK, NJ: 
1,575,517, PUB. 10-10-1989. INT. CL. 36. 
PSL ENTERPRISES INC., POMPANO BEACH, FL: 
1,574,520, PUB. 7-4-1989. INT. CL. 9. 
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PTX-PENTRONIX, INC., LINCOLN PARK, MI, WOLVER- 
INE-PENTRONIX, INC., LINCOLN PARK, MI: 
883,300. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
PYRADYNE, INC., HUTCHINS, TX: 
1,244,351, CANC. INT. CL. 11. 
QUAAL, JENNIFER A., WINNETKA, IL FROM AMAZING 
LACE, WINNETKA, IL: 
1,575,009, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 20, 24 AND 25. 
QUAKER OATS COMPANY, THE, CHICAGO, IL: 
531,694, AM. U.S. CL. 46. 
1,575,365, PUB. 10-10-1989. INT. CL. 30. 
QUALCOMM INCORPORATED, SAN DIEGO, CA: 
1,575,572, PUB. 10-10-1989. INT. CL. 38. 
QUALITY CHEKD DAIRY PRODUCTS ASSOCIATION, 
NAPERVILLE, IL: 
1,575,383, PUB. 10-10-1989. INT. CL. 32. 
QUALITY S HITCH MANUFACTURING, INC., PHOENIX, 
AZ: 
1,574,382, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 7 AND 12. 
QUANTERRON, INC., BURNSVILLE, MN: 
1,574,660, PUB. 10-10-1989. INT. CL. 10. 


QUANTUM MARKETING SYSTEMS, LTD., BRANTFORD, 
ONTARIO, CANADA: 


1,244,427, CANC. INT. CL. 16. 
QUARLES PETROLEUM, INC., FREDERICKSBURG, VA: 
1,575,814, PUB. 10-10-1989. INT. CL. 42. 
QUICK FACTS INC, PALATINE, IL: 
1,574,915, PUB. 10-10-1989. INT. CL. 16. 
1,574,916, PUB. 10-10-1989. INT. CL. 16. 
QUICK-ROTAN ELEKTROMOTOREN GMBH, DARM- 
STADT, FED REP GERMANY: 
1,244,161, CANC. INT. CL. 7. 
QUINCY PRODUCE CO., INC., QUINCY, WA: 
881,776. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 
QUINCY PRODUCTS, INC., ST. LOUIS, MO, AKA 
GRUBBS PRODUCTS & DISTRIBUTING COMPANY OF 
ST. LOUIS: 


1,575,315, PUB. 10-14-1986. INT. CL. 30. 


QUINTESSA ART COLLECTION LIMITED, THE, 
LONDON, ENGLAND: 


1,574,892, PUB. 10-10-1989. INT. CL. 16. 
1,574,893, PUB. 10-10-1989. INT. CL. 16. 
R. D. WERNER CO., INC., GREENVILLE, PA: 
1,574,348, PUB. 4-25-1989. INT. CL. 6. 
R. E. PHELON COMPANY, INC., EAST LONGMEADOW, 


MA, PHELON MAGNAGRIP COMPANY, INC., SPRING- 
FIELD, MA: 


519,152. REN. 11-21-89. U.S. CL. 23 (INT. CL. 21). 


R. F. JACKSON & ASSOCIATES, INC., ORANGE PARK, 
FL, DBA C.S.TOOL DIV.: 


1,574,556, PUB. 10-10-1989. INT. CL. 9. 
R.C. AVIONICS, INC., ST. PAUL, MN: 
1,575,545, PUB. 6-20-1989. INT. CL. 37. 
R.K. CARBON FIBERS, INC., PHILADELPHIA, PA: 
1,575,065, PUB. 10-10-1989. INT. CL. 22. 
R.V.C., INC., MIDDLEBURY, IN: 
1,243,522, CANC. INT. CL. 12. 
RADIO ADVERTISING BUREAU, INC., NEW YORK, NY: 
1,575,621, PUB. 6-6-1989. INT. CL. 41. 
RADIO AND TELEVISION COMMISSION OF THE 
— BAPTIST CONVENTION, FORT WORTH, 
1,469,726, COR. MULTIPLE CLASS, INT. CLS. 16 AND 
41. 
RADIO BIBLE CLASS, GRAND RAPIDS, MI: 
887,300. REN. 11-20-89. U.S. CL. 107 (INT. CL. 41). 
RAGOLD INC., CHICAGO, IL: 
1,244,116, CANC. MULTIPLE CLASS, INT. CLS. 5 AND 
0. 
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RAINBOW FACTORY, FRIDLEY, MN: 
1,244,446, CANC. INT. CL. 16. 

RAIT; CHARLES, SAN FRANCISCO, CA, DBA NEONA- 
TAL NETWORK: 

1,241,148, CANC. INT. CL. 16. 

RAJ MANUFACTURING INC., TUSTIN, CA, DBA BARE- 
FOOT MISS OF CALIFORNIA AND ATHENA SWIM- 
WEAR: 

1,575,131, PUB. 10-10-1989. INT. CL. 25. 
RALEIGH CONSULTING GROUP, INC., RALEIGH, NC: 
1,575,450, PUB. 10-10-1989. INT. CL. 35. 

RALPH MARTINDALE & COMPANY, LIMITED, ASTON, 
BIRMINGHAM, ENGLAND: 

76,344. REN. 11-20-89. U.S. CL. 23 (INT. CL. 8). 

RAM DYNAMICS INC., TEANECK, NJ: 

1,574,436, PUB. 2-9-1988. INT. CL. 9. 

RAMBALDO COMMUNICATIONS, INC., NORTH EAST, 
PA: 

1,575,586, PUB. 10-10-1989. INT. CL. 38. 

RAMCO, INC., SANTA CLARA, CA: 

1,575,418, PUB. 10-10-1989. INT. CL. 35. 
RANCHO MIRAGE CHAMBER OF COMMERCE, 
RANCHO MIRAGE, CA: 
1,575,422, PUB. 10-10-1989. INT. CL. 35. 
RAND & PASEKA MFG. CO. INC., NEW YORK, NY: 
1,244,402, CANC. INT. CL. 14. 

RANDY, ADLER, SAN LUIS OBISPO, CA, DBA MOON- 
DOGGIES BEACH CLUB: 

1,575,247, PUB. 10-10-1989. INT. CL. 28. 
RAY ENTERPRISES, LOS ALTOS, CA: 
1,243,783, CANC. INT. CL. 28. 
1,243,784, CANC. INT. CL. 28. 

RAY O. JONES INC., RICHMOND, VA: 
1,243,859, CANC. INT. CL. 37. 

RAYTHEON COMPANY, LEXINGTON, MA, RAYTHEON 
MANUFACTURING COMPANY, NEWTON, MA: 

521,083. REN. 11-21-89. U.S. CL. 26 (INT. CL. 9). 

REACH ELECTRONICS, INC., LEXINGTON, NE: 

886,632. REN. 11-24-89. U.S. CL. 21 (INT. CL. 9). 

READY METAL MANUFACTURING COMPANY, CHICA- 
GO, IL: 

1,575,011, PUB. 10-10-1989. INT. CL. 20. 

REAL TO REEL VIDEO, INC., HOLLYWOOD, CA: 
1,278,767, CANC. INT. CL. 9. 

REALTY WORLD CORPORATION, FAIRFAX, VA: 
1,575,409, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 35 AND 36. 

REATA, INC., IRVINE, CA: 
1,575,740, PUB. 6-13-1989. INT. CL. 42. 

RECKITT & COLMAN INC., WAYNE, NJ, GLAMORENE 
PRODUCTS CORPORATION, CLIFFSIDE PARK, NJ: 

867,685. REN. 11-20-89. U.S. CL. 52 (INT. CL. 3). 

RECREATION PRODUCTS OF TEXAS, INC., HOUSTON, 
TX: 

1,575,188, PUB. 10-10-1989. INT. CL. 28. 

RED DEVIL, INCORPORATED, UNION, NJ, LANDON P. 
SMITH, INC., IRVINGTON, NJ: 

263,729. REN. 11-22-89. U.S. CL. 23 (INT. CL. 8). 

RED VALVE COMPANY, INC., CARNEGIE, PA: 

882,002. REN. 11-20-89. U.S. CL. 13 (INT. CLS. 6 AND 
17). 
RED WING POTTERY SALES, INC., RED WING, MN: 
1,271,750, CANC. MULTIPLE CLASS, INT. CLS. 21 
AND 25. 
REDMAN HOMES, INC., DALLAS, TX: 
1,575,727, PUB. 10-10-1989. INT. CL.. 42. 
1,575,728, PUB. 10-10-1989. INT. CL. 42. 
REFLECTION TECHNOLOGY, INC., CAMBRIDGE, MA: 
1,574,483, PUB. 10-10-1989. INT. CL. 9. 
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REID, HEATHER, LACOMBE, ALBERTA, CANADA: 
1,575,208, PUB. 10-10-1989. INT. CL. 28. 
RELIANCE ELECTRIC INDUSTRIAL COMPANY, 


CLEVELAND, OH, DODGE MANUFACTURING COR- 
PORATION, MISHAWAKA, IN: 


519,161. REN. 11-21-89. U.S. CL. 23 (INT. CL. 7). 


RELIANCE MEDICAL PRODUCTS, INC., CINCINNATI, 
OH: 


1,574,625, PUB. 10-10-1989. INT. CL. 10. 
REMIC CORPORATION, ELKHART, IN: 
1,574,516, PUB. 5-23-1989. INT. CL. 9. 
REMINGTON PRODUCTS, INC., BRIDGEPORT, CT: 
1,575,718, PUB. 10-10-1989. INT. CL. 42. 
RENN PRODUCTIONS, NEAUPHLE LE VIEUX, FRANCE: 
1,575,248, PUB. 10-10-1989. INT. CL. 28. 
RENT WAY, INC., ERIE, PA: 
1,575,650, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
REPUBLIC NEW YORK CORPORATION, 
YORK, NY: 
1,575,470, PUB. 12-13-1988. INT. CL. 36. 
RESEARCH MEDICAL, INC., SALT LAKE CITY, UT: 
1,574,627, PUB. 10-10-1989. INT. CL. 10. 
RESORT ENTERPRISES, INC., MYRTLE BEACH, SC: 
1,575,772, PUB 10-10-1989. INT. CL. 42. 
RESTAURANT ASSOCIATES, INC., NEW YORK, NY: 
886,803. REN. 11-20-89. U.S. CL. 46 (INT. CLS. 29 AND 
30). 
RESTAURANT ROW, HONOLULU, HI: 
1,575,568, PUB. 10-10-1989. INT. CL. 37. 
REUBENS, PAUL, STUDIO CITY, CA: 
1,575,191, PUB. 10-10-1989. INT. CL. 28. 
1,575,192, PUB. 10-10-1989. INT. CL. 28. 
1,575,624, PUB. 10-10-1989. INT. CL. 41. 
REVELL, INCORPORATED, MORTON GROVE, IL: 
1,575,250, PUB. 10-10-1989. INT. CL. 28. 
REVLON-REALISTIC PROFESSIONAL PRODUCTS, INC., 
NEW YORK, NY: 
1,574,215, PUB. 10-10-1989. INT. CL. 3. 
REVLON, INC., NEW YORK, NY: 
1,574,186, PUB. 10-10-1989. INT. CL. 3. 
REYNOLDS CONSUMER PRODUCTS, INC., RICHMOND, 
VA, DBA PRESTO PRODUCTS COMPANY: 
1,574,978, PUB. 10-10-1989. INT. CL. 17. 
1,574,979, PUB. 10-10-1989. INT. CL. 17. 
REYNOLDS METALS COMPANY, RICHMOND, VA: 
887,361. REN. 11-21-89. U.S. CL. 14 (INT. CL. 6). 
887,732. REN. 11-20-89. U.S. CL. 12 (INT. CL. 6). 
REYNOLDS TOUCH OF WISCONSIN, INC., THE, APPLE- 
TON, WI: 
1,574,257, PUB. 10-10-1989. INT. CL. 4. 
RHEINHOLD & MAHLA G.M.B.H., MANNHEIM 1, FED 
REP GERMANY: 
1,241,178, CANC. INT. CL. 17. 
RICHARD L. LINDSTROM, M.D. & ASSOCIATES, P.A., 
MINNEAPOLIS, MN: 
1,575,778, PUB. 10-10-1989. INT. CL. 42. 
RICHARD LEEDS INTERNATIONAL, INC., FRANKLIN 
LAKES, NJ: 
1,575,151, PUB. 10-10-1989. INT. CL. 25. 


RICHARD M. DANA, INC. OF WELLESLEY, WELLES- 
LEY, MA: 
884,130. REN. 11-20-89. U.S. CL. 28 (INT. CLS. 8 AND 
14). 
884,131. REN. 11-20-89. U.S. CL. 28 (INT. CLS. 8 AND 
14). 
RICHARD METZLER & ASSOCIATES, INC., NORTH- 
BROOK, IL: 
1,575,407, PUB. 10-4-1988. INT. CL. 35. 
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RICHMOND INTERNATIONAL RACEWAY, INC., RICH- 
MOND, VA: 


1,575,629, PUB. 10-10-1989. INT. CL. 41. 
RICHTER BROS., INC., CARLSTADT, NJ: 
1,575,325, PUB. 10-10-1989. INT. CL. 30. 
RICOH COMPANY, LTD., OHTA-KU, TOKYO, JAPAN: 
1,574,142, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1, 2 AND 9. 

RINGCRAFT, INCORPORATED, DETROIT, MI: 

520,120. REN. 11-20-89. U.S. CL. 28 (INT. CL. 14). 

RINGIER AG (RINGIER SA; RINGIER LTD), ZOFINGEN, 
SWITZERLAND: 

1,574,841, PUB. 10-10-1989. INT. CL. 16. 

RIPPOFFS CORPORATION, AVON, MA: 

1,575,816, PUB. 10-10-1989. INT. CL. 42. 
RIS IRRIGATION SYSTEMS PTY LIMITED, ELIZABETH, 
AUSTRALIA: 

1,241,048, CANC. INT. CL. 11. 

RIVENDELL STUDIO, INC., ST. CHARLES, MO: 
1,575,062, PUB. 10-10-1989. INT. CL. 21. 

RIVER BANK AMERICA, NEW ROCHELLE, NY: 
1,575,483, PUB. 6-13-1989. INT. CL. 36. 

RIVERBOAT HOTEL & CASINO, RENO, NV: 
1,575,637, PUB. 10-10-1989. INT. CL. 41. 

RIVIERA, INC., LAS VEGAS, NV: 

1,575,681, PUB. 10-10-1989. INT. CL. 41. 

RJS CORPORATION, AKRON, OH: 

881,211. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 

RMA/KOLKO CORPORATION, ROCHESTER, NY: 

1,574,221, PUB. 10-10-1989. INT. CL. 3. 

ROACH, INCORPORATED, COLUMBUS, OH: 

1,243,565, CANC. INT. CL. 16. 

ROBBINS & MYERS, INC., SPRINGFIELD, OH: 

519,580. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 

ROBERT KEITH & CO., INC., SAN DIEGO, CA: 

1,243,677, CANC. INT. CL. 20. 

ROBERT STEWART, INC., NEW YORK, NY: 

886,752. REN. 11-20-89. U.S. CL. 39 (INT. CL. 25). 

ROBERTS PROPRIETARIES, INC.. MOONACHIE, NJ, 
DENVER CHEMICAL MANUFACTURING COMPANY, 
STAMFORD, CT, DBA HAND MEDICINE COMPANY: 

878,527. REN. 11-22-89. U.S. CL. 18 (INT. CL. 5). 

ROBERTS, JOHN AND ROSENMAN, JOEL: See— 
WOODSTOCK VENTURES. 

ROCES, ELENA, PALO ALTO, CA, DBA GELENA’S 
PAPER LINENS: 

1,574,870, PUB. 10-10-1989. INT. CL. 16. 

ROCHE DIAGNOSTIC SYSTEMS INC., NUTLEY, NJ: 
1,574,292, PUB. 10-10-1989. INT. CL. 5. 

ROCHE DIAGNOSTIC SYSTEMS, INC., NUTLEY, NJ: 
1,574,597, PUB. 10-10-1989. INT. CL. 9. 

ROCKEFELLER CENTER, INC., NEW YORK, NY: 
1,243,884, CANC. INT. CL. 41. 

ROCKETWEAR USA, INC., SAN FRANCISCO, CA: 
1,575,078, PUB. 10-10-1989. INT. CL. 25. 

ROCKWOOD SYSTEMS CORPORATION, LANCASTER, 
TX, ROCKWOOD SPRINKLER COMPANY, WORCES- 
TER, MA: 

513,556. REN. 11-20-89. U.S. CL. 23 (INT. CL. 9). 

ROGERS CORPORATION, ROGERS, CT: 

1,574,972, PUB. 10-10-1989. INT. CL. 17. 

ROHDE; MARIAN, SAN DIEGO, CA: 

1,243,932, CANC. INT. CL. 42. 
ROLAND INDUSTRIES, INC., ST. LOUIS, MO: 
1,575,860, INT. CL. 30. 

RON S. HAMPTON ENTERPRISES, INC.. COLLEGE 
PARK, GA: 

1,574,239, PUB. 10-10-1989. INT. CL. 3. 
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RONZONI FOODS CORPORATION, LONG ISLAND CITY, 
NY, RONZONI MACARONI CO., INC., LONG ISLAND 
CITY, NY: 

518,709. REN. 11-21-89. U.S. CL. 46 (INT. CLS. 5 AND 
30). 
ROSS OPERATING VALVE COMPANY, TROY, MI: 
881,988. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
13 (INT. CL. 6), 23 (INT. CL. 7), 26 (INT. CL. 9) AND 
31 (INT. CL. 11). 
ROSTONE CORPORATION, LAFAYETTE, IN: 
880,690. REN. 11-20-89. U.S. CL. 1 (INT. CL. 1). 
ROUSH BAKERY PRODUCTS CO., INC., CEDAR RAPIDS, 
IA: 
1,575,316, PUB. 2-2-1988. INT. CL. 30. 
ROWE POTTERY WORKS, INC., CAMBRIDGE, WI: 
1,575,054, PUB. 10-10-1989. INT. CL. 21. 
ROYAL KINGDOM ENTERPRISES, INC., SAN FRANCIS- 
CO, CA: 
1,574,315, PUB. 10-10-1989. INT. CL. 5. 
ROYAL MANUFACTURING CO., INC., TULSA, OK: 
1,574,263, PUB. 10-10-1989. INT. CL. 4. 
1,575,821, PUB. 10-10-1989. INT. CL. 42. 

ROYAL RUBBER AND MANUFACTURING COMPANY, 
SOUTH GATE, CA: 

1,575,165, PUB. 10-10-1989. INT. CL. 27. 


ROYALE HOSPITALITY GROUP, INC., BLOOMINGTON, 
MN: 


1,575,829, PUB. 10-10-1989. INT. CL. 42. 

RSI MANAGEMENT CORPORATION, NEW YORK, NY: 
1,575,708, PUB. 6-27-1989. INT. CL. 42. 

RUBBERMAID INCORPORATED, WOOSTER, OH: 
1,575,046, PUB. 10-10-1989. INT. CL. 21. 

RUCO POLYMER CORPORATION, HICKSVILLE, NY, 


HOOKER CHEMICAL CORPORATION, NIAGARA 
FALLS, NY: 


881,925. REN. 11-20-89. U.S. CL. 1 (INT. CL. 1). 
RUGGIERI; LORRAINE, NEW YORK, NY: 
1,243,563, CANC. INT. CL. 16. 


RUSH-PRESBYTERIAN-ST. LUKE’S MEDICAL CENTER, 
CHICAGO, IL: 


1,575,467, PUB. 10-10-1989. INT. CL. 36. 
RUTLAND HOSPITAL, INC., RUTLAND, VT, DBA RUT- 
LAND REGIONAL MEDICAL CENTER: 
1,575,756, PUB. 10-10-1989. INT. CL. 42. 
RWH, INC., SOUTH BEND, IN, DBA GILBERT'S: 
1,575,784, PUB. 10-10-1989. INT. CL. 42. 
RYAN, TOM K., BOCA RATON, FL: 
1,575,211, PUB. 10-10-1989. INT. CL. 28. 
RYDER SYSTEM, INC., MIAMI, FL: 
1,575,603, PUB. 10-10-1989. INT. CL. 39. 
RYKOFF-SEXTON, INC., LOS ANGELES, CA, S. E. 
RYKOFF & CO., LOS ANGELES, CA: 
886,423. REN. 11-21-89. U.S. CL. 46 (INT. CL. 30). 


S. FREEDMAN AND SONS, LANDOVER, MD, DBA THE 
PAPER STORE: 


1,574,412, PUB. 5-16-1989. MULTIPLE CLASS, INT. 
CLS. 8, 16, 21 AND 42. 
S.A. MARTIN, VILLEURBANNE, FRANCE: 
1,574,387, PUB. 10-10-1989. INT. CL. 7. 
S.A. PONCET-FAGUET, BRUSSELS, BELGIUM: 
1,242,005, CANC. INT. CL. 14. 
S.E.W. FRIEL, QUEENSTOWN, MD: 
518,116. REN. 11-21-89. U.S. CL. 46 (INT. CL. 29). 
S.R.O. SAILBOARD SPECIALISTS, ENCINITAS, CA: 
1,241,080, CANC. INT. CL. 12. 
SABCO COMMUNICATIONS, INC., NEW YORK, NY: 
1,243,592, CANC. INT. CL. 16. 


SAEHAN MEDIA CORPORATION, INCHEON, REPUBLIC 
OF KOREA: 


1,574,419, PUB. 6-16-1987. INT. CL. 9. 
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SAFE-KEEPER, INC., SAN DIEGO, CA: 
1,244,152, CANC. INT. CL. 6. 
SAFEREC INTERNATIONAL AKTIEBOLAG, KRISTINE- 
HAMN, SWEDEN: 
1,574,370, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 7 AND 12. 
SAFFOLA QUALITY FOODS, INC., LOS ANGELES, CA, 
WILSEY-BENNETT CO., SAN FRANCISCO, CA: 
882,196. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
SAINT-GOBAIN VITRAGE, NEUILLY-SUI-SEINE CEDEX, 
FRANCE: 
1,241,173, CANC. INT. CL. 17. 
SALES AND MARKETING EXECUTIVES INTERNA- 
TIONAL, NEW YORK, NY: 
1,243,626, CANC. INT. CL. 16. 
SALINAS LETTUCE FARMERS COOPERATIVE, SALI- 
NAS, CA: 
1,575,369, PUB. 6-27-1989. INT. CL. 31. 
SALOPIAN INDUSTRIES (METALS) LIMITED, BATTLE- 
FIELD, SHREWSBURY, ENGLAND: 
1,244,160, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
21. 
SAM ASH MUSIC CORPORATION, HEMPSTEAD, NY: 
1,575,647, PUB. 10-10-1989. INT. CL. 41. 
SAMSONITE CORPORATION, DENVER, CO: 
1,243,653, CANC. INT. CL. 18. 
SAMUEL AARON, INC., NEW YORK, NY: 
1,574,765, PUB. 10-10-1989. INT. CL. 14. 
SAN ANTONIO SHOE INC., SAN ANTONIO, TX: 
1,575,099, PUB. 10-10-1989. INT. CL. 25. 
SANDOZ AG (SANDOZ LTD., SANDOZ S.A., BASLE, 
SWITZERLAND: 
1,574,322, PUB. 10-10-1989. INT. CL. 5. 
SANDOZ PHARMACEUTICALS CORPORATION, E. HAN- 
OVER, NJ: 
1,574,340, PUB. 10-10-1989. INT. CL. 5. 
SANDVIK AB, SANDVIKEN, SWEDEN: 
1,574,381, PUB. 10-10-1989. INT. CL. 7. 
SANOFI, PARIS, FRANCE: 
1,574,290, PUB. 10-10-1989. INT. CL. 5. 
SATELLITE CONFERENCE NETWORK, 
YORK, NY, “BANKERS-TV NETWORK”: 
1,575,585, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 38 AND 41. 
SATT ELECTRONICS AB, STOCKHOLM, SWEDEN: 
1,244,290, CANC. INT. CL. 9. 
SAULSBURY ORCHARDS & ALMOND PROCESSING, 
INC., MADERA, CA: 
1,575,280, PUB. 5-11-1982. INT. CL. 29. 
SAVOR, JOHN R., WARREN, OH, DBA MARIGOLD 
SUPPLY: 
1,574,917, PUB. 10-10-1989. INT. CL. 16. 
SAXON ARMS, INC. TARPON SPRINGS, FL, DBA 


SAXON ARMS LTD. AND DBA BARNETT INTERNA- 
TIONAL LTD.: 


1,575,216, PUB. 10-10-1989. INT. CL. 28. 
SCANDINAVIAN AIRLINES OF NORTH AMERICA, INC., 
JAMAICA, NY: 
1,241,486, CANC. INT. CL. 39. 
SCARBOROUGH AND COMPANY, INC., MILFORD, NH: 
1,574,193, PUB. 10-10-1989. INT. CL. 3. 
SCHARFFENBERGER CELLARS, INC., PHILO, CA: 
1,575,394, PUB. 10-10-1989. INT. CL. 33. 
SCHIFFMACHER, SIEGFRIED, BLAINE, WA AND 


SCHIFFMACHER, CHRISTINE, BLAINE, WA, DBA 
HART PROFESSIONAL PRODUCTS: 


1,574,437, PUB. 6-6-1989. INT. CL. 9. 


SCHILLER, HENRI NUMA MARCEL, ST. MAUR DES 
FOSSES, FRANCE: 


1,574,293, PUB. 10-10-1989. INT. CL. 5. 
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SCHMID BROTHERS, INC., RANDOLPH, MA: 
1,242,554, CANC. MULTIPLE CLASS, INT. CLS. 6, 16, 
20 AND 21. 


SCHNADIG CORPORATION, CHICAGO, IL, S. KARPEN 
& BROS., CHICAGO, IL: 


519,195. REN. 11-21-89. U.S. CL. 32 (INT. CL. 20). 
SCHNADIG CORPORATION, CHICAGO, IL: 
1,243,673, CANC. INT. CL. 20. 
SCHNITZLER; FAITH L., RAPID CITY, SD, DBA DAN- 
CENASTICS MADEMOISELLE: 
1,243,874, CANC. INT. CL. 41. 
SCHOLASTIC INC., NEW YORK, NY: 
1,574,904, PUB. 10-10-1989. INT. CL. 16. 
SCHOLL, INC., MEMPHIS, TN, SCHOLL MFG. CO., INC., 
THE, CHICAGO, IL: 
518,655. REN. 11-21-89. U.S. CL. 39 (INT. CL. 25). 


SCHOTTENSTEIN STORES CORPORATION, COLUMBUS, 
OH: 


1,575,028, PUB. 10-10-1989. INT. CL. 20. 


SCHULTE, R. P., ST. PAUL, MN, DBA MORRISON GAR- 
MENT CO.: 


882,931. REN. 11-20-89. U.S. CL. 39 (INT. CL. 25). 


SCHWAN’S SALES ENTERPRISES, INC., MARSHALL, 
MN: 


1,575,319, PUB. 10-10-1989. INT. CL. 30. 
SCHWARTZ, LENORE F., CONSHOHOCKEN, PA: 
1,574,166, PUB. 10-10-1989. INT. CL. 3. 
SCHWEIGER INDUSTRIES, INC., JEFFERSON, WI: 
1,575,034, PUB. 10-10-1989. INT. CL. 20. 
SCHWIEN ENGINEERING, INC., NORCO, CA: 
881,687. REN. 11-20-89. U.S. CL. 26 (INT. CL. 9). 


SCHWINN BICYCLE COMPANY, CHICAGO, IL, 
ARNOLD, SCHWINN & CO., CHICAGO, IL: 


520,081. REN. 11-20-89. U.S. CL. 19 (INT. CL. 12). 


SCIENCE AND TECHNOLOGY MUSEUM OF ATLANTA, 
INC., THE, ATLANTA, GA: 
1,575,684, PUB. 10-10-1989. INT. CL. 41. 
SCIENCE RESEARCH ASSOCIATES, INC., CHICAGO, IL: 
1,243,594, CANC. INT. CL. 16. 
SCIENCE SERVICE, INC., WASHINGTON, DC: 
1,575,059, PUB. 10-10-1989. INT. CL. 21. 


SCIENTIFICAL - TECHNICAL COMPANY 
INTEX”, KISHINEV, SOVIET UNION: 
1,574,125, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1 AND 31. 
SCM CORPORATION, CLEVELAND, OH: 
1,243,680, CANC. INT. CL. 21. 
SCOTCHMAN INDUSTRIES, INC., PHILIP, SD: 
1,575,027, PUB. 10-10-1989. INT. CL. 20. 
SCOTT INSTRUMENTS CORPORATION, DENTON, TX: 
1,244,272, CANC. INT. CL. 9. 
SCOTT PAPER COMPANY, PHILADELPHIA, PA: 
1,244,406, CANC. MULTIPLE CLASS, INT. CLS. 16, 21 
AND 27. 
SCOTT PAPER COMPANY, DELAWARE COUNTY, PA: 
1,574,868, PUB. 10-10-1989. INT. CL. 16. 
SCRIPTOMATIC INC., PHILADELPHIA, PA: 
1,574,441, PUB. 10-10-1989. INT. CL. 9. 
SEA LINK LTD., OLD LYME, CT: 
1,575,252, PUB. 10-10-1989. INT. CL. 28. 


SEALASKA BUSINESS INVESTMENT CORPORATION, 
JUNEAU, AK: 


1,247,306, CANC. INT. CL. 36. 
SEARS, ROEBUCK AND CO., CHICAGO, IL: 

517,739. REN. 11-21-89. U.S. CL. 34 (INT. CL. 11). 
SECON GESELLSCHAFT FUR SEPARATIONS- UND 


CONCENTRATIONSTECHNIK MBH, GOETTINGEN, 
FED REP GERMANY: 
1,244,323, CANC. INT. CL. 10. 
SECOND NATURE LIMITED, LONDON, UNITED KING- 
DOM: 
1,574,849, PUB. 10-10-1989. INT. CL. 16. 
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SECURITY FUR SEAL CO., INC., HEMPSTEAD, NY: 
1,244,372, CANC. MULTIPLE CLASS, INT. CLS. 12 
AND 25. 
SECURITY PACIFIC BANK ARIZONA, THE, PHOENIX, 
AZ: 
1,575,514, PUB. 10-10-1989. INT. CL. 36. 
SEEMAYER ASSOCIATES, INC., NEW YORK, NY: 
1,575,389, PUB. 10-10-1989. INT. CL. 32. 
SEITER, JR.; VICTOR C., INDIANAPOLIS, IN: 
1,241,075, CANC. INT. CL. 12. 
SELDEN, BOYNTON, WEST HARTFORD, CT: 
1,574,557, PUB. 10-10-1989. INT. CL. 9. 
SELECTO, INC., MARIETTA, GA: 
1,574,141, PUB. 10-10-1989. INT. CL. 1. 
SELFIX, INC., CHICAGO, IL: 
1,575,008, PUB. 10-10-1989. INT. CL. 19. 
SENECA FOODS CORPORATION, PITTSFORD, NY: 
882,576. REN. 11-20-89. U.S. CL. 46 (INT. CL. 29). 
SENIOR HEALTH MANAGEMENT CORPORATION, SAN 
RAFAEL, CA: 
1,575,471, PUB. 10-10-1989. INT. CL. 36. 
SEPRAGEN CORPORATION, INC., SAN LEANDRO, CA: 
1,574,587, PUB. 10-10-1989. INT. CL. 9. 
SERDAR; PAUL, WADSWORTH, IL: 
1,243,648, CANC. INT. CL. 18. 
SERVICE D’EXPLOITATION INDUSTRIELLE DES 


TABACS ET DES ALLUMETTES, PARIS CEDEX 07, 
FRANCE: 


1,243,819, CANC. INT. CL. 34. 
1,243,820, CANC. INT. CL. 34. 
SERVICE ENGINEERING ASSOCIATES, INC., ATLAN- 
TA, GA: 
881,472. REN. 11-20-89. U.S. CL. 107 (INT. CL. 41). 
SESMARK FOODS, INC., ROCKFORD, IL: 
1,575,323, PUB. 4-25-1989. INT. CL. 30. 
SET, INCORPORATED, LANSING, MI, SCHOOL EM- 
PLOYERS TRUST, LANSING, MI: 
881,457. REN. 11-20-89. U.S. CL. 102 (INT. CL. 36). 
SEXTANT PUBLISHING COMPANY, WASHINGTON, DC: 
1,244,435, CANC. INT. CL. 16. 
SHAFER VINEYARDS, NAPA, CA: 
1,575,398, PUB. 10-10-1989. INT. CL. 33. 
SHAFI, MOHAMMAD, DANVILLE, IL, DBA CARNIVAL 
VIDEO: 
1,575,664, PUB. 10-10-1989. INT. CL. 41. 
SHAKERTOWN CORPORATION, WINLICK, WA: 
1,244,497, CANC. INT. CL. 19. 
SHAKESPEARE COMPANY, COLUMBIA, SC, SHAKE- 
SPEARE COMPANY, KALAMAZOO, MI: 
443,591. REN. 11-22-89. U.S. CL. 22 (INT. CL. 28). 
SHAKESPEARE COMPANY, COLUMBIA, SC: 
1,242,581, CANC. INT. CL. 7. 
SHAKLEE CORPORATION, SAN FRANCISCO, CA: 
1,574,236, PUB. 10-10-1989. INT. CL. 3. 
SHAMDASANI, MIKE, LOS ANGELES, CA, DBA OK 
MIKE: 
1,575,154, PUB. 10-10-1989. INT. CL. 25. 
SHAPES, ETC., INC., DANSVILLE, NY: 
1,574,919, PUB. 10-10-1989. INT. CL. 16. 
SHAREDATA, INC., SUNNYVALE, CA: 
1,574,822, PUB. 10-10-1989. INT. CL. 16. 
SHARP KABUSHIKI KAISHA (SHARP CORPORATION), 
ABENO-KU, OSAKA, JAPAN: 
1,243,500, CANC. INT. CL. 11. 
SHAWNEE MILLING COMPANY, SHAWNEE, OK: 
518,617. REN. 11-21-89. U.S. CL. 46 (INT. CL. 30). 
1,575,355, PUB. 10-10-1989. INT. CL. 30. 
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SHEAFFER EATON INC., PITTSFIELD, MA, TEXTRON 
INC., PROVIDENCE, RI: 
866,385. REN. 11-22-89. U.S. CL. 37 (INT. CL. 16). 
SHEEHAN PONTIAC - GMC INC., POMPANO BEACH, FL: 
1,575,788, PUB. 10-10-1989. INT. CL. 42. 
SHELL OIL COMPANY, HOUSTON, TX: 
882,019. REN. 11-21-89. U.S. CL. 15 (INT. CL. 4). 
SHELVING DEPOT, INC., ELIZABETH, NJ: 
1,575,023, PUB. 10-10-1989. INT. CL. 20. 
SHERWIN WILLIAMS COMPANY, THE, CLEVELAND, 
OH: 
518,349. REN. 11-21-89. U.S. CL. 16 (INT. CL. 2). 
519,884. REN. 11-21-89. U.S. CL. 38 (INT. CL. 16). 
519,400. REN. 11-20-89. U.S. CL. 16 (INT. CLS. 2 AND 
3). 
522,715. REN. 11-21-89. U.S. CL. 16 (INT. CL. 2). 
1,575,564, PUB. 10-10-1989. INT. CL. 37. 
SHERWOOD B. KORSSJOEN, INC., SEATTLE, WA: 
1,575,462, PUB. 2-9-1988. INT. CL. 36. 
SHERWOOD MEDICAL COMPANY, ST. LOUIS, MO, 


SHERWOOD MEDICAL INDUSTRIES INC., CHICAGO, 
IL: 


886,412. REN. 11-21-89. U.S. CL. 44 (INT. CL. 10). 
SHERWOOD MEDICAL COMPANY, ST. LOUIS, MO: 
1,574,599, PUB. 10-10-1989. INT. CL. 9. 
1,575,803, PUB. 10-10-1989. INT. CL. 42. 
SHIPLEY COMPANY INC., NEWTON, MA: 
1,574,112, PUB. 10-10-1989. INT. CL. 1. 
1,574,113, PUB. 10-10-1989. INT. CL. 1. 
SHONEY’S, INC., NASHVILLE, TN: 
1,575,841, PUB. 10-10-1989. INT. CL. 42. 
SHOWBIZ PIZZA PLACE, INC., TOPEKA, KS: 
1,252,146, CANC. MULTIPLE CLASS, INT. CLS. 6, 21, 
25, 26 AND 28. 
SHOWTIME ENTERTAINMENT, NEW YORK, NY: 
1,243,892, CANC. INT. CL. 41. 
SHULTON, INC., WAYNE, NJ: 
1,244,065, CANC. INT. CL. 3. 
1,244,070, CANC. INT. CL. 3. 
1,244,072, CANC. INT. CL. 3. 
1,244,087, CANC. INT. CL. 3. 
SHV NEDERLAND, N.V., UTRECHT, NETHERLANDS: 
1,574,149, PUB. 12-21-1982. MULTIPLE CLASS, INT. 
CLS. 2, 3, 6, 16, 24, 27, 29, 30 AND 32. 
SIEMENS AKTIENGESELLSCHAFT OESTERREICH, 
VIENNA, AUSTRIA: 
1,574,622, PUB. 10-10-1989. INT. CL. 10. 
SIERRA CLUB, SAN FRANCISCO, CA: 
886,371. REN. 11-22-89. U.S. CL. 38 (INT. CL. 16). 
1,575,239, PUB. 10-10-1989. INT. CL. 28. 
SIKA AG, VORM. KASPAR WINKLER & CO., ZURICH, 
SWITZERLAND, DBA SIKA AG: 
1,574,105, PUB. 6-13-1989. MULTIPLE CLASS, INT. 
CLS. 1 AND 19. 
SILVER SPUR CORPORATION, LOS ALAMITOS, CA: 
1,575,026, PUB. 10-10-1989. INT. CL. 20. 
SIMMONS COMPANY, ATLANTA, GA, SIMMONS COM- 
PANY, NEW YORK, NY: 
518,793. REN. 11-21-89. U.S. CL. 32 (INT. CL. 20). 
SIMMONS COMPANY, ATLANTA, GA: 
881,255. REN. 11-20-89. U.S. CL. 32 (INT. CL. 20). 
SIMONOFF & MEYERS ASSOCIATES, INC., WESTON, CT: 
1,575,103, PUB. 10-10-1989. INT. CL. 25. 
SIMONSEN MILLS, INC., QUIMBY, IA, SIMONSEN MILL- 
RENDERING PLANT, INC., QUIMBY, IA: 
882,321. REN. 11-20-89. U.S. CL. 101 (INT. CL. 35). 
SIMPSON/BASYE, INC., WILMINGTON, DE: 
1,574,638, PUB. 10-10-1989. INT. CL. 10. 
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SIMTEK, INC., MODESTO, CA: 
1,574,879, PUB. 10-10-1989. INT. CL. 16. 

SIRCO INTERNATIONAL CORP., MT. VERNON, NY: 
1,241,180, CANC. INT. CL. 18. 

SIX FLAGS CORPORATION, ARLINGTON, TX: 
1,575,669, PUB. 10-10-1989. INT. CL. 41. 

SKEE BALL, INC., LANSDALE, PA, NATIONAL SKEE- 
BALL COMPANY, INC., CONEY ISLAND, NY: 

256,496. REN. 11-22-89. U.S. CL. 22 (INT. CL. 28). 

SKF USA INC., KING OF PRUSSIA, PA, S K F INDUS- 

TRIES, INC., PHILADELPHIA, PA: 
518,440. REN. 11-20-89. U.S. CL. 21 (INT. CL. 6). 
518,441. REN. 11-21-89. U.S. CL. 21 (INT. CL. 6). 
SKI BANK SALES & SERVICE, INC., FARGO, ND: 
1,575,024, PUB. 10-10-1989. INT. CL. 20. 
SKI THE SUMMIT, DILLON, CO: 
1,575,663, PUB. 10-10-1989. INT. CL. 41. 
SKIN MACHINE, LTD., THE, JACKSON, MS: 
1,574,265, PUB. 10-10-1989. INT. CL. 5. 
SKYLINE CORPORATION, ELKHART, IN: 
1,574,713, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 12 AND 19. 
1,574,993, PUB. 10-10-1989. INT. CL. 19. 
SLATTERY, J., WILMETTE, IL: 
1,574,850, PUB. 10-10-1989. INT. CL. 16. 
SLIPSTREAM TRAILERS, INC., HAWTHORN, PA: 
1,574,744, PUB. 10-10-1989. INT. CL. 12. 
SLOAN TECHNOLOGY CORPORATION, SANTA BAR- 
BARA, CA: 
1,241,009, CANC. INT. CL. 9. 
SMA CONTROLS, INC., MEDFIELD, MA: 
1,574,390, PUB. 10-10-1989. INT. CL. 7. 
SMALL WORLD TOYS, CULVER CITY, CA: 
1,575,242, PUB. 10-10-1989. INT. CL. 28. 
SMITH & VANDIVER, INC., WATSONVILLE, CA: 
1,574,251, PUB. 10-10-1989. INT. CL. 3. 
SMITH; MILDRED E., WASHINGTON, DC: 
1,243,773, CANC. INT. CL. 28. 
SMITH, CHARLOTTE BASS, NASHVILLE, TN: 
1,575,729, PUB. 10-10-1989. INT. CL. 42. 
SMITH, DENNIS C.: See— 
ORTHON DENTAL INC.. 

SMITH, JOHN C., TUSCALOOSA, AL: 

1,575,706, PUB. 10-10-1989. INT. CL. 42. 

SMITH, TONEY E., STUDIO CITY, CA, DBA CLEAN 
SPORTS: 

1,575,094, PUB. 10-10-1989. INT. CL. 25. 

SMOCKING BIRD, THE, SHAWNEE MISSION, KS: 

1,243,562, CANC. INT. CL. 16. 
SNOWDEN-PENCER, INC., TUCKER, GA: 

1,574,640, PUB. 10-10-1989. INT. CL. 10. 
SOCIETE ABX, HOUILLES, FRANCE: 

1,574,275, PUB. 10-10-1989. INT. CL. 5. 

SOCIETE ALSACIENNE DE MATERIEL TEXTILE, MUL- 
HOUSE, FRANCE, SOCIETE ALSACIENNE DE CON- 
STRUCTIONS MECANIQUES DE MULHOUSE (S.A.C.M. 
MULHOUSE), MULHOUSE, HAUT-RHIN, FRANCE: 

886,280. REN. 11-22-89. U.S. CL. 23 (INT. CL. 7). 

SOCIETE BAYAS TUDJUH S.A., PARIS, FRANCE: 

1,575,417, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 35 AND 36. 
SOCIETE DES PRODUITS NESTLE S.A., VEVEY, SWIT- 


ZERLAND, NESTLE COMPANY, INC., THE, WHITE 
PLAINS, NY: 


880,975. REN. 11-20-89. U.S. CL. 46 (INT. CL. 30). 
SOCIETE DES PRODUITS NESTLE S.A., VEVEY, SWIT- 


ZERLAND, CARNATION COMPANY, LOS ANGELES, 
CA: 


882,993. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 
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SOCIETY OF CRITICAL CARE MEDICINE, FULLERTON, 
CA: 
1,575,713, PUB. 10-10-1989. INT. CL. 42. 
SOCIETY OPTIKS PARTNERSHIP, VAN NUYS, CA: 
1,574,497, PUB. 5-23-1989. INT. CL. 9. 
SOFSTAR, INC., JUNO BEACH, FL: 
1,242,665, CANC. INT. CL. 9. 
SOFTECH MICROSYSTEMS, INC., SAN DIEGO, CA: 
1,241,925, CANC. INT. CL. 9. 
1,241,926, CANC. INT. CL. 9. 


SOFTKEY SOFTWARE PRODUCTS INC., TORONTO, ON- 
TARIO, CANADA: 


1,574,427, PUB. 10-10-1989. INT. CL. 9. 
SOFTSIDE PUBLICATIONS, INC., MILFORD, NH: 
1,241,129, CANC. INT. CL. 16. 
SOFTWRIGHT SYSTEMS LIMITED, LONDON, ENG- 
LAND: 
1,574,507, PUB. 10-10-1989. INT. CL. 9. 
SOLIS GREGORIO, MIAMI, FL: 
1,574,198, PUB. 10-10-1989. INT. CL. 3. 
SOLVATION INC., WALTHAM, MA: 
1,244,292, CANC. INT. CL. 9. 
SOMERS, ROSS J., CALABASAS, CA: 
1,575,779, PUB. 10-10-1989. INT. CL. 42. 
SONOCO PRODUCTS COMPANY, HARTSVILLE, SC: 
1,575,031, PUB. 10-10-1989. INT. CL. 20. 


SONY CORPORATION, SHINAGAWA-KU, 
JAPAN: 


885,451. REN. 11-20-89. U.S. CL. 28 (INT. CL. 14). 
885,860. REN. 11-22-89. U.S. CL. 30 (INT. CL. 21). 
886,119. REN. 11-21-89. U.S. CL. 3 (INT. CL. 18). 
1,242,651, CANC. INT. CL. 9. 
SOPAL, DAX, FRANCE: 
1,574,788, PUB. 10-10-1989. INT. CL. 16. 
SOTA INTERNATIONAL INC., HAVERHILL, MA FROM 
SOTAS, INC., HAVERHILL, MA: 
1,574,422, PUB. 5-31-1988. INT. CL. 9. 
SOTAS, INC.: See— 
SOTA INTERNATIONAL INC.. 
SOTTOSANTI,; JOHN S., POWAY, CA, DBA AMERICAN 
FAMILY HEALTH: 
1,242,653, CANC. INT. CL. 9. 
SOUND ROOM, INC., THE, KALAMAZOO, MI: 
1,243,857, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
SOUTH CONE, INC., SAN DIEGO, CA, DBA REEF 
BRAZIL INTERNATIONAL: 
1,575,081, PUB. 5-30-1989. INT. CL. 25. 
SOUTH RANCH OIL COMPANY, INC., ST. LOUIS, MO: 
1,241,414, CANC. INT. CL. 36. 
SOUTHEAST MICHIGAN ADULT AND COMMUNITY 
EDUCATION, HIGHLAND PARK, MI: 
1,575,654, PUB. 10-10-1989. INT. CL. 41. 
SOUTHERN COUNTRY BARBECUE, INC., ROCK HILL, 
Sc: 
1,575,755, PUB. 10-3-1989. INT. CL. 42. 
SOUTHERN IMPORTERS & EXPORTERS, HOUSTON, TX, 
DBA SOUTHERN IMPORTERS: 
884,342. REN. 11-20-89. U.S. CL. 101 (INT. CL. 35). 
SOUTHERN SYSTEMS, INC., FT. LAUDERDALE, FL: 
1,241,927, CANC. INT. CL. 9. 
SOUTHWESTERN BELL CORPORATION, ST. LOUIS, MO: 
1,574,449, CON. USE, PUB. 5-16-1989. INT. CL. 9. 
SOUTHWESTERN BELL MOBILE SYSTEMS, INC., 
DALLAS, TX: 
1,575,575, PUB. 10-3-1989. INT. CL. 38. 
SOVEREIGN INDUSTRIES CORP., NEW YORK, NY: 
1,575,104, PUB. 6-27-1989. INT. CL. 25. 
SOX UNLIMITED, INC., NEW YORK, NY: 
881,754. REN. 11-22-89. U.S. CL. 39 (INT. CL. 25). 
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SPACE MASTER INTERNATIONAL, INC., ATLANTA, 
GA: 
1,575,542, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
SPACEGUARD, INC., ALEXANDRIA, VA: 
1,575,004, PUB. 10-10-1989. INT. CL. 19. 
SPALDING & EVENFLO COMPANIES, INC., TAMPA, FL: 
1,575,215, PUB. 7-11-1989. INT. CL. 28. 
1,575,230, PUB. 10-10-1989. INT. CL. 28. 
SPARKLERS (USA) LTD. NEW YORK, NY, DBA 
MEGERE USA: 
1,575,143, PUB. 10-10-1989. INT. CL. 25. 
SPECTRAMED, INC., NEW PROVIDENCE, NJ: 
1,574,679, PUB. 10-10-1989. INT. CL. 10. 
SPEEDLOCK DUCTING PTY. LTD., TERREY HILLS, 
NEW SOUTH WALES, AUSTRALIA: 
1,574,358, PUB. 10-10-1989. INT. CL. 6. 
SPINDEX CORPORATION, LONG ISLAND CITY, NY: 
1,243,558, CANC. INT. CL. 16. 
SPIRIT DESTINATIONS, INC., SAN JOSE, CA: 
1,575,601, PUB. 10-10-1989. INT. CL. 39. 
SPIRIT MUSIC, INC., LEXINGTON, MA: 
1,241,510, CANC. INT. CL. 41. 
SPIROPULOS; EPAMINONDA JUAN, NEW YORK, NY: 
1,244,478, CANC. INT. CL. 18. 
SPITZER MANAGEMENT, INC., ELYRIA, OH: 
1,241,581, CANC. INT. CL. 42. 
1,241,582, CANC. INT. CL. 42. 
SPLIT DECISION LTD., NEW YORK, NY: 
1,575,109, PUB. 10-10-1989. INT. CL. 25. 
SPORTABILITY DEVELOPMENT CORPORATION, 
NORTH YORK (WILLOWDALE), ONTARIO, CANADA: 
1,575,623, PUB. 10-10-1989. INT. CL. 41. 
SPRAY SOK, INC., BELLFLOWER, CA: 
1,574,455, PUB. 10-10-1989. INT. CL. 9. 
SPRING RUN ASSOCIATES, RICHMOND, VA: 
1,575,563, PUB. 10-10-1989. INT. CL. 37. 
SPRING VALLEY FOOD, INC., MADISON HEIGHTS, MI: 
1,575,348, PUB. 10-10-1989. INT. CL. 30. 
SPRINGFIELD WIRE, INC., SPRINGFIELD, MA: 
883,231. REN. 11-20-89. U.S. CL. 21 (INT. CL. 11). 
SPX CORPORATION, MUSKEGON, MI: 
1,574,726, PUB. 10-10-1989. INT. CL. 12. 
SSMC INC., SHELTON, CT: 
1,574,515, PUB. 7-4-1989. INT. CL. 9. 
ST. FRANCIS YACHT CLUB, SAN FRANCISCO, CA: 
1,575,659, PUB. 10-10-1989. INT. CL. 41. 
STACK’S, NEW YORK, NY: 
1,574,853, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16, 36 AND 42. 
STANDARD GOLF COMPANY, CEDAR FALLS, IA: 
1,575,180, PUB. 10-10-1989. INT. CL. 28. 
STANDARD OIL COMPANY, THE, CLEVELAND, OH: 
1,243,861, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
STANDEX INTERNATIONAL CORPORATION, SALEM, 
NH, MASTER-BILT REFRIGERATION MANUFACTUR- 
884,141. REN. 11-20-89. U.S. CL. 31 (INT. CL. 11). 
STANWOOD PRODUCTS LIMITED, SCARBOROUGH, 
ONTARIO, CANADA: 
1,575,176, PUB. 10-10-1989. INT. CL. 28. 
STAODYNAMICS, INC., LONGMONT, CO: 
1,574,665, PUB. 10-10-1989. INT. CL. 10. 
STAR EXPANSION COMPANY, MOUNTAINVILLE, NY, 
STAR EXPANSION BOLT COMPANY, NEW YORK, NY: 
264,317. REN. 11-21-89. U.S. CL. 23 (INT. CLS. 7 AND 
8). 
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STARSYS, INC., SILVER SPRING, MD: 
1,574,536, PUB. 10-10-1989. INT. CL. 9. 

STC CORPORATION, SEOUL, REPUBLIC OF KOREA: 
1,574,398, PUB. 10-10-1989. INT. CL. 7. 

STEARNS & FOSTER BEDDING COMPANY, THE, 
CLEVELAND, OH, STEARNS & FOSTER COMPANY, 
THE, CINCINNATI, OH: 

519,218. REN. 11-20-89. U.S. CL. 32 (INT. CL. 20). 

STEELCOTE MANUFACTURING CO., SAINT LOUIS, MO: 

881,580. REN. 11-20-89. U.S. CL. 16 (INT. CL. 2). 
884,016. REN. 11-20-89. U.S. CL. 16 (INT. CL. 2). 

STEMMONS, INC., TULSA, OK TO THRIFTY RENT-A- 

CAR SYSTEM, INC., TULSA, OK: 
774,288, AM. U.S. CL. 105. 
$16,350, AM. U.S. CL. 105. 
986,155, AM. U.S. CL. 100. 
988,081, AM. U.S. CL. 100. 
STEMMONS, INC., TULSA, OK TO THRIFTY RENT-A- 
CAR, INC., TULSA, OK: 

880,666, AM. U.S. CL. 105. 
1,000,816, AM. U.S. CL. 100. 

STERLING CHEMICALS INC., HOUSTON, TX: 
1,574,110, PUB. 10-10-1989. INT. CL. 1. 

STEVENSON, FRANK E., NOBLESVILLE, IN: 
1,574,432, PUB. 5-23-1989. INT. CL. 9. 
1,575,693, PUB. 10-10-1989. INT. CL. 42. 

STEWART SANDWICHES INTERNATIONAL, INC., NOR- 
FOLK, VA: 

882,617. REN. 11-20-89. MULTIPLE CLASS, U.S. CLS. 
100 (INT. CL. 42) AND 101 (INT. CL. 35). 
STEWART; G. HUTCHINSON, AUSTIN, TX: 
1,243,593, CANC. INT. CL. 16. 
STEWART, TINA HUNTER, ALAMEDA, CA, DBA BAS- 
KETS OF DISTINCTION: 
1,575,760, PUB. 10-10-1989. INT. CL. 42. 
STIEFEL LABORATORIES, INC., CORAL GABLES, FL: 
887,377. REN. 11-21-89. U.S. CL. 18 (INT. CL. 5). 

STOCKBROKERS ASSOCIATION, INC., THE, CHICAGO, 
IL: 

1,242,080, CANC. INT. CL. 16. 

STOCKMAN’S NATIONAL SUPPLY CO., INC., PUEBLO, 
CO, AKA STOCKMAN’S NATIONAL SUPPLY: 

1,244,146, CANC. INT. CL. 6. 
STOKELY USA, INC., OCONOMOWOC, WI: 
1,575,297, PUB. 10-10-1989. INT. CL. 29. 


STONE MANUFACTURING COMPANY, GREENVILLE, 
sc: 


883,522. REN. 11-20-89. U.S. CL. 101 (INT. CL. 35). 
STORER PROGRAMS, INC.: See— 
GILLETT PROGRAMS, INC.. 
STORM’S SHOES, INC., WILMINGTON, DE: 
1,575,822, PUB. 10-10-1989. INT. CL. 42. 


STRAIGHT ARROW PUBLISHERS, INC., NEW YORK, NY: 
1,574,947, PUB. 10-10-1989. INT. CL. 16. 
STRATUS COMPUTER, INC., MARLBORO, MA: 
1,574,431, PUB. 8-30-1988. INT. CL. 9. 
STREBOR, INC., CHESTERFIELD, MI: 
1,575,265, PUB. 10-10-1989. INT. CL. 28. 
STRICTLY SUN INC., OCEANSIDE, CA: 
1,575,102, PUB. 10-10-1989. INT. CL. 25. 


STRUBE CELERY AND VEGETABLE COMPANY, CHI- 
CAGO, IL: 


883,449. REN. 11-20-89. U.S. CL. 46 (INT. CL. 31). 
STS CONSULTANTS, LTD., NORTHBROOK, IL: 
1,575,757, PUB. 10-10-1989. INT. CL. 42. 
STURDEVANT & COMPANY, INC., HOUSTON, TX: 
1,574,400, PUB. 10-10-1989. INT. CL. 7. 
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STUVER; RICHARD C., JOHNSTOWN, PA, DBA LAUREL 
HIGHLANDS FUR FARM: 


1,243,643, CANC. MULTIPLE CLASS, INT. CLS. 18 
AND 25. 
STYLE COMPANIES, LTD., TARZANA, CA: 
1,244,467, CANC. INT. CL. 18. 
SU’ZAN NICOLE, INC., EL DORADO HILLS, CA: 
1,575,149, PUB. 10-10-1989. INT. CL. 25. 
SUMITOMO CHEMICAL CO., LTD., CHUO-KU, OSAKA, 
JAPAN: 
880,691. REN. 11-22-89. U.S. CL. 1 (INT. CLS. 1 AND 
17). 
880,713. REN. 11-22-89. U.S. CL. 6 (INT. CLS. 1 AND 5). 
SUMMIT SOCCER ASSOCIATES, INC., SOLON, OH, DBA 
CLEVELAND CRUNCH: 
1,575,679, PUB. 10-10-1989. INT. CL. 41. 
SUN CHEMICAL CORPORATION, FORT LEE, NJ: 
880,734. REN. 11-20-89. U.S. CL. 11 (INT. CL. 2). 
SUN METAL PRODUCTS, INC., WARSAW, IN: 
1,574,714, PUB. 10-10-1989. INT. CL. 12. 
SUN RAY SOLAR SYSTEMS, LTD., WINTER, WI: 
1,241,055, CANC. INT. CL. 11. 
SUN WOO CO., LTD., EAST BRUNSWICK, NJ: 
1,575,268, PUB. 10-10-1989. INT. CL. 28. 
SUN 4 FUN, INC., VIRGINIA BEACH, VA: 
1,575,129, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 
SUNBEAM CORPORATION, DOWNERS GROVE, IL, SUN- 
BEAM CORPORATION, CHICAGO, IL: 
880,963. REN. 11-20-89. U.S. CL. 44 (INT. CL. 10). 
SUNCLIPSE, INC., MONTEBELLO, CA, DBA KENT H. 
LANDSBERG CO.: 
1,574,099, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1, 3, 4, 8, 16, 17 AND 21. 
SUNKIST GROWERS, INC., SHERMAN OAKS, CA, EX- 


CHANGE ORANGE PRODUCTS COMPANY, THE, ON- 
TARIO, CA: 


266,347. REN. 11-20-89. U.S. CL. 46 (INT. CLS. 29 AND 
30). 

SUNKIST GROWERS, INC., SHERMAN OAKS, CA, CALI- 
FORNIA FRUIT GROWERS EXCHANGE, LOS ANGE- 
LES, CA: 

267,936. REN. 11-20-89. U.S. CL. 6 (INT. CL. 3). 

SUNNEN PRODUCTS COMPANY, ST. LOUIS, MO: 

884,139. REN. 11-20-89. U.S. CL. 31 (INT. CL. 11). 
SUNPLATE, INC., HOLBROOK, MA: 
1,243,511, CANC. INT. CL. 11. 

SUNRISE COMMUNICATIONS, MORTON GROVE, IL: 
1,241,924, CANC. INT. CL. 9. 

SUNSHINE BISCUITS, INC., WOODBRIDGE, NJ: 
1,575,343, PUB. 10-10-1989. INT. CL. 30. 


SUNTEC INDUSTRIES INCORPORATED, ROCKFORD, 
IL: 


1,574,389, PUB. 10-10-1989. INT. CL. 7. 
SUPER GOLD CREATIONS, INC., UNION, NJ: 
1,574,769, PUB. 10-10-1989. INT. CL. 14. 
SUPERBUILD, INC., BRISTOL, PA: 
1,574,319, PUB. 10-10-1989. INT. CL. 5. 
SUPERCONETICS, INC., SAN DIEGO, CA: 
1,574,639, PUB. 10-10-1989. INT. CL. 10. 
SUPERIOR SHADE & BLIND CO., INC., POMPANO 
BEACH, FL: 
1,575,074, PUB. 10-10-1989. INT. CL. 24. 
SUPERIOR SURGICAL SUPPLY COMPANY, LANS- 
DOWNE, PA: 
1,241,029, CANC. INT. CL. 10. 
a _ TOY & MANUFACTURING, CO., INC., CHICA- 
1,574,890, PUB. 10-10-1989. INT. CL. 16. 
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SUPERSTOCK INTERNATIONAL INC., NEW YORK, NY: 
1,575,415, PUB. 10-10-1989. INT. CL. 35. 
SURGICAL INNOVATORS OF AMERICA, INC., NEW 
YORK, NY: 
1,574,664, PUB. 10-10-1989. INT. CL. 10. 


SUSAN SHOE INDUSTRIES LIMITED, HAMILTON, ON- 
TARIO, CANADA: 


1,575,090, PUB. 1-3-1989. INT. CL. 25. 
SUZEE SNACKERS, INC., BETHESDA, MD: 
1,575,364, PUB. 10-10-1989. INT. CL. 30. 
SUZUKI OF AMERICA AUTOMOTIVE CORPORATION: 
See— 
AMERICAN SUZUKI MOTOR CORPORATION. 
SWANK, INC., NEW YORK, NY: 
881,107. REN. 11-20-89. U.S. CL. 3 (INT. CL. 18). 
SWEN SONIC CORPORATION, DAVENPORT, IA: 
1,244,194, CANC. MULTIPLE CLASS, INT. CLS. 7, 9 
AND II. 
SWIM LITE AQUATICS, SHAWNEE MISSION, KS: 
1,243,883, CANC. INT. CL. 41. 
SWITLIK PARACHUTE CO., INC., TRENTON, NJ: 
1,244,291, CANC. INT. CL. 9. 
SYNECTICS, INC., CAMBRIDGE, MA: 
882,282. REN. 11-21-89. U.S. CL. 107 (INT. CL. 41). 
SYNTEX (U.S.A.) INC., PALO ALTO, CA: 
1,574,303, PUB. 10-10-1989. INT. CL. 5. 
1,574,304, PUB. 10-10-1989. INT. CL. 5. 
SYNTHELABO, PARIS, FRANCE: 
1,244,101, CANC. INT. CL. 5. 
SYSTAT, INC., EVANSTON, IL: 
1,574,564, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
T. J. MCGINTY’S, INC., DOTHAN, AL: 
1,243,942, CANC. INT. CL. 42. 
T. MCBRIAN COMMUNICATIONS, INC., NEW YORK, NY: 
1,574,877, PUB. 10-10-1989. INT. CL. 16. 


TA-SHING YACHT BUILDING CO., LTD., TAINAN, 
TAIWAN: 


1,574,740, PUB. 10-10-1989. INT. CL. 12. 
TACO PRONTO, INC., ALBUQUERQUE, NM: 
1,575,289, PUB. 6-27-1989. MULTIPLE CLASS, INT. 
CLS. 29 AND 30. 
TADIRAN ELECTRONIC INDUSTRIES, INC., CLEARWA- 
TER, FL: 
1,574,440, PUB. 5-9-1989. INT. CL. 9. 
TAMARACK MICROELECTRONICS INC, 
TAIWAN: 
1,574,582, PUB. 10-10-1989. INT. CL. 9. 
TANDY CORPORATION, FT. WORTH, TX, DBA RADIO 
SHACK: 
1,242,672, CANC. INT. CL. 9. 
TANDY CORPORATION, FORT WORTH, TX, DBA 
RADIO SHACK: 
1,574,546, PUB. 10-10-1989. INT. CL. 9. 
1,575,550, PUB.~ 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
TANGAS, INC., CLEARWATER, FL: 
1,575,130, PUB. 10-10-1989. INT. CL. 25. 
TANGRAM SYSTEMS CORPORATION, CARY, NC: 
1,574,445, PUB. 2-21-1989. INT. CL. 9. 
TARGET, THE POLITICAL TARGET, QUARTERLY, 
WARMINSTER, PA: 
1,241,141, CANC. INT. CL. 16. 
TASINI, GIORGIO, SAN CLEMENTE (FORLI’, ITALY: 
1,575,204, PUB. 10-10-1989. INT. CL. 28. 
TAYLOR CRANE & RIGGING, INC., COFFEYVILLE, KS: 
1,575,604, PUB. 10-10-1989. INT. CL. 39. 
TAYLOR MACHINE WORKS, INC., LOUISVILLE, MS, 
TAYLOR MACHINE WORKS, LOUISVILLE, MS: 
885,228. REN. 11-21-89. U.S. CL. 103 (INT. CL. 37). 


TAIPEI, 
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TAYLOR MADE GOLF COMPANY, INC., CARLSBAD, 
CA: 


1,575,227, PUB. 8-15-1989. INT. CL. 28. 
TAYLORED MEETINGS, INC., CEDAR KNOLLS, NJ: 
1,575,592, PUB. 10-10-1989. INT. CL. 39. 
TBG INC., NEW YORK, NY: 
1,574,962, PUB. 6-2-1987. INT. CL. 17. 
TEAM, SAN ANTONIO, TX: 
1,575,632, PUB. 10-10-1989. INT. CL. 41. 
TEAM SPIRIT, INC., OMAHA, NE: 
1,575,095, PUB. 5-23-1989. INT. CL. 25. 
TECHAMERICA GROUP, INC., ELWOOD, KS: 
1,244,102, CANC. INT. CL. 5. 
TECHLAW INC., LAKEWOOD, CO: 
1,574,466, PUB. 3-7-1989. INT. CL. 9. 
TECHNICAL CONTROLS, INC., HOUMA, LA: 
1,244,187, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
9. 
TECHNICAL GROUP, INC., THE, ORANGE, CA: 
1,574,475, PUB. 4-4-1989. INT. CL. 9. 
1,574,476, PUB. 4-4-1989. INT. CL. 9. 
1,574,477, PUB. 4-4-1989. INT. CL. 9. 
TECHNICON INSTRUMENTS CORPORATION, TARRY- 
TOWN, NY: 
1,574,145, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1 AND 10. 
1,574,686, PUB. 5-9-1989. INT. CL. 11. 
TEUIN KABUSHIKI KAISHA (TEUIN LIMITED), CHUO- 
KU, OSAKA, JAPAN: 
881,312. REN. 11-20-89. U.S. CL. 42 (INT. CL. 24). 
TELCON INDUSTRIES, INC., FT. LAUDERDALE, FL: 
1,244,235, CANC. INT. CL. 9. 
TELECTRIC CORPORATION, SCHAAN, LIECHTEN- 
STEIN: 
1,574,254, PUB. 10-10-1989. INT. CL. 4. 
TELEDYNE INDUSTRIES, INC., HARTVILLE, OH, MON- 
ARCH RUBBER COMPANY, THE, HARTVILLE, OH: 
878,647. REN. 11-20-89. U.S. CL. 35 (INT. CL. 12). 
878,648. REN. 11-20-89. U.S. CL. 35 (INT. CL. 12). 
TELEDYNE INDUSTRIES, INC., FT. COLLINS, CO, AKA 
TELEDYNE WATER PIK: 
1,243,824, CANC. INT. CL. 34. 
TELEPHONE SOFTWARE CONNECTION, INC. TOR- 
RANCE, CA: 
1,243,435, CANC. MULTIPLE CLASS, INT. CLS. 9, 38 
AND 42. 
TELXON CORPORATION, AKRON, OH: 
1,242,633, CANC. INT. CL. 9. 
TENCOR, INC., WILMINGTON, IL: 
1,243,909, CANC. INT. CL. 42. 
TENNEY; HARRIET R., BOONTON, NJ, DBA DIBET-KIT: 
1,244,328, CANC. INT. CL. 10. 
TEPPER INTERNATIONAL, INC., LOS ANGELES, CA: 
1,574,180, PUB. 10-10-1989. INT. CL. 3. 
TERK TECHNOLOGIES CORPORATION, NEW 
CHELLE, NY: 
1,574,559, PUB. 10-10-1989. INT. CL. 9. 
TERRELL, C.T. Ill, MEMPHIS, TN: 
1,575,628, PUB. 10-10-1989. INT. CL. 41. 
TERUMO KABUSHIKI KAISHA (TERUMO CORPORA- 
TION), SHIBUYA-KU, TOKYO, JAPAN: 
1,574,666, PUB. 10-10-1989. INT. CL. 10. 
TEXAS ENERGY PETROLEUM CORPORATION, 
HUMBLE, TX: 
1,243,856, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 


RO- 





TMI 46 


TEXAS RANGERS, LTD., THE, ARLINGTON, TX: 

1,574,351, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 6, 11, 21 AND 28. 

TEXAS RICHMOND CORPORATION, HOUSTON, TX: 
1,575,764, PUB. 8-22-1989. INT. CL. 42. 

TEXAS SMOKE COMPANY, WEATHERFORD, TX: 
1,574,258, PUB. 10-10-1989. INT. CL. 4. 

TEXAS TRACK & FIELD NEWS, FT. WORTH, TX: 
1,241,671, CANC. INT. CL. 16. 

TEXAS TRUST SAVINGS BANKS, FSB, DALLAS, TX: 
1,575,495, PUB. 10-10-1989. INT. CL. 36. 

TEXTRON INC., PROVIDENCE, RI: 
1,242,560, CANC. INT. CL. 6. 

TEXTRON INC., ROCHESTER, NY: 
1,244,299, CANC. INT. CL. 9. 

THAYER PHARMACIES, INC., STOUGHTON, MA: 
1,574,270, PUB. 10-10-1989. INT. CL. 5. 

THER-A-PEDIC ASSOCIATES, INC., LINDEN, NJ, 

TRUMAN BOYLES, INC., ALEXANDRIA, VA: 

876,042. REN. 11-20-89. U.S. CL. 32 (INT. CL. 20). 
THERM-O-DISC, INCORPORATED, MANSFIELD, OH, 
THERM-O-DISC, INCORPORATED, MANSFIELD, OH: 

518,007. REN. 11-21-89. U.S. CL. 26 (INT. CL. 9). 
THIN’S INN, INC., MARLBORO, NJ: 
1,575,331, PUB. 10-10-1989. INT. CL. 30. 
THOMAS & BETTS CORPORATION, BRIDGEWATER, NJ, 
THOMAS & BETTS CO., THE, ELIZABETH, NJ: 
518,405. REN. 11-20-89. U.S. CL. 23 (INT. CLS. 7 AND 
8). 
THOMAS INDUSTRIES INC., LOUISVILLE, KY: 
1,574,697, PUB. 9-12-1989. INT. CL. 11. 
THOMAS J. LIPTON, INC., ENGLEWOOD CLIFFS, NJ: 
1,575,390, PUB. 10-10-1989. INT. CL. 32. 
THOMAS LAWRENCE S.A., LAGNY, FRANCE: 
1,574,158, PUB. 10-10-1989. INT. CL. 3. 
THOMAS TAYLOR & SONS INC., HUDSON, MA: 
518,898. REN. 11-20-89. U.S. CL. 40 (INT. CL. 24). 


THOMAS TUNNOCK LIMITED, UDDINGSTON, GLAS- 
GOW, SCOTLAND: 
1,575,327, PUB. 10-10-1989. INT. CL. 30. 
THOMSON SAGINAW BALL SCREW COMPANY, INC., 
SAGINAW, MI: 
1,574,399, PUB. 10-10-1989. INT. CL. 7. 
1,574,401, PUB. 10-10-1989. INT. CL. 7. 
THOR ENTERPRISES, INC., WATERLOO, WI: 
1,574,434, PUB. 12-22-1987. INT. CL. 9. 
THORN EMI PLC, LONDON, ENGLAND: 
1,574,681, PUB. 10-10-1989. INT. CL. 11. 


THOSE CHARACTERS FROM CLEVELAND, 
CLEVELAND, OH: 


1,575,076, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 24, 25 AND 28. 


1,575,152, PUB. 10-10-1989. INT. CL. 25. 
1,575,153, PUB. 10-10-1989. INT. CL. 25. 


1,575,159, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 


1,575,199, PUB. 10-10-1989. INT. CL. 28. 
1,575,262, PUB. 10-10-1989. INT. CL. 28. 
1,575,263, PUB. 10-10-1989. INT. CL. 28. 
1,575,264, PUB. 10-10-1989. INT. CL. 28. 


THRIFTY RENT-A-CAR SYSTEM, INC., TULSA, OK: 
1,023,419, AM. INT. CL. 39. 

TICKET PLUS, INC., EXETER, PA: 
1,575,518, PUB. 10-10-1989. INT. CL. 36. 
1,575,519, PUB. 10-10-1989. INT. CL. 36. 

TIGRE LIS ENTERPRISES, INC., CLEARWATER, FL: 


INC., 


1,574,770, PUB. 10-10-1989. MULTIPLE CLASS, INT. 


CLS. 14 AND 25. 
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TIM O'LEARY MINISTRIES, INC., JACKSON, MS: 
1,575,726, PUB. 10-10-1989. INT. CL. 42. 

TIME FOR GOOD FOOD, INC., ALEXANDRIA, VA: 
1,575,381, PUB. 10-10-1989. INT. CL. 32. 

TIME MANAGEMENT CONSULTANTS INC., WILLOW- 
DALE, ONTARIO, CANADA: 

1,574,778, PUB. 10-10-1989. INT. CL. 16. 

TIMES MIRROR MAGAZINES, INC., NEW YORK, NY, 
SALT WATER SPORTSMAN, INCORPORATED, THE, 
BOSTON, MA: 

887,526. REN. 11-20-89. U.S. CL. 38 (INT. CL. 16). 

TISHCON CORP., WESTBURY, NY: 

1,574,323, PUB. 10-10-1989. INT. CL. 5. 
1,574,325, PUB. 10-10-1989. INT. CL. 5. 
TITAN MEDICAL INC., ARDEN HILLS, MN: 
1,574,606, PUB. 8-16-1988. INT. CL. 10. 

TITAN SPORTS, INC., STAMFORD, CT, DBA WORLD 
WRESTLING FEDERATION: 

1,574,169, PUB. 10-10-1989. MULTIPLE CLASS, INT. 

CLS. 3, 6, 9, 14, 16, 18, 20, 21, 24, 25, 28 AND 30. 

TLV CO., LTD., KAKOGAWA-SHI, HYOGO-KEN, JAPAN: 
1,574,680, PUB. 10-10-1989. INT. CL. 11. 

TOA PLAN CO., LTD. AND TAITO CORPORATION, HA- 


CHIOSJI-SHI, TOKYO, JAPAN AND TAITO CORPORA- 
TION, CHIYODA-KU, TOKYO, JAPAN: 


1,575,237, PUB. 10-10-1989. INT. CL. 28. 
TOGETHER SLIM WEIGHT LOSS CENTERS _INC., 
BLOOMFIELD, NJ, DBA COMPU-TRIM WEIGHT LOSS 
CENTERS: 


1,574,280, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 5 AND 42. 
TOKU CORPORATION, BOSTON, MA: 
1,574,768, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 14, 25 AND 42. 
TOMAR ELECTRONICS, INC., TEMPE, AZ: 
1,574,558, PUB. 10-10-1989. INT. CL. 9. 
TOMCO COMMUNICATIONS, INC., SANTA CLARA, CA: 
1,241,004, CANC. INT. CL. 9. 
TOMY AMERICA INC., SOUTHPORT, CT: 
1,575,221, PUB. 10-10-1989. INT. CL. 28. 
1,575,222, PUB. 10-10-1989. INT. CL. 28. 
1,575,223, PUB. 10-10-1989. INT. CL. 28. 
1,575,224, PUB. 10-10-1989. INT. CL. 28. 
1,575,225, PUB. 10-10-1989. INT. CL. 28. 
TOOMAN, LYNN, NORTH OLMSTED, OH: 
1,575,190, PUB. 10-10-1989. INT. CL. 28. 
TOPSOGLOU ENT. INC., DAYTON, OH: 
1,575,117, PUB. 10-10-1989. INT. CL. 25. 
TORO COMPANY, THE, MINNEAPOLIS, MN: 
1,574,688, PUB. 10-10-1989. INT. CL. 11. 
TORTOLA FOOD PRODUCTS, INC., SAN FRANCISCO, 
CA: 
1,575,710, PUB. 10-10-1989. INT. CL. 42. 
TOTAL SUCCESS SMOKING CLINICS, INC., CLEARWA- 
TER, FL: 
1,244,005, CANC. INT. CL. 41. 
TOTALLY ORGANIZED, INCORPORATED, WESTPORT, 
CT: 
1,575,457, PUB. 10-10-1989. INT. CL. 35. 
TOTH, KENNETH J., HEALDSBURG, CA, DBA BLACK 
MOUNTAIN VINEYARD: 
1,575,395, PUB. 10-10-1989. INT. CL. 33. 
TOWLE MANUFACTURING COMPANY, BOSTON, MA: 
1,244,224, CANC. INT. CL. 8. 
TOY BUILDERS, W. CALDWELL, NJ: 
1,575,189, PUB. 10-10-1989. INT. CL. 28. 


TOYOTA JIDOSHA KABUSHIKI KAISHA, AICHI-KEN, 
JAPAN: 


1,574,718, PUB. 5-3-1988. INT. CL. 12. 
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TOYS FOR ADULTS PRODUCTIONS, INC., CINCINNATI, 
OH: 
1,575,620, PUB. 6-20-1989. INT. CL. 41. 
TP ORTHODONTICS, INC., WESTVILLE, IN: 
1,574,670, PUB. 10-10-1989. INT. CL. 10. 
TRADECOM IMPORTS, INC., EASTLAKE, OH: 
1,574,547, PUB. 10-10-1989. INT. CL. 9. 
TRAK AUTO CORPORATION, LANDOVER, MD: 
1,574,103, PUB. 7-4-1989. MULTIPLE CLASS, INT. CLS. 
1, 3, 4,9 AND 16. 
TRANS WORLD AIRLINES, INC., MT. KISCO, NY: 
1,575,607, PUB. 10-10-1989. INT. CL. 39. 
TRANS-IN TRANSPORTES INTERNACIONAIS LTDA., 
SAO PAULO, BRAZIL: 
1,243,869, CANC. INT. CL. 39. 
TRANSILWRAP COMPANY, INC., CHICAGO, IL: 
881,818. REN. 11-22-89. U.S. CL. 50 (INT. CL. 16). 
882,199. REN. 11-20-89. U.S. CL. 50 (INT. CL. 16). 
TRANSITION METALS ASSOCIATES, INC., SEWICKLEY, 
PA: 
1,241,613, CANC. INT. CL. 42. 
TRANSWAY SYSTEMS INC., STONEY CREEK, ONTAR- 
10, CANADA: 
1,574,388, PUB. 6-6-1989. INT. CL. 7. 
TRAVCORPS, INC., MALDEN, MA: 
1,575,404, PUB. 10-10-1989. INT. CL. 35. 
TRAVEL AGENTS INTERNATIONAL, INC., SEMINOLE, 
FL: 
1,575,416, PUB. 10-10-1989. INT. CL. 35. 
TRAVEL CONCEPTS, INC., MIAMI, FL: 
1,243,546, CANC. INT. CL. 16. 
1,243,547, CANC. INT. CL. 16. 
TRAVELERS MORTGAGE SERVICES, INC., CHERRY 
HILL, NJ: 
1,575,530, PUB. 10-10-1989. INT. CL. 36. 
TREASURE ELECTRONICS, INC., TULSA, OK: 
1,575,707, PUB. 10-10-1989. INT. CL. 42. 
TRI-CHEM, INC., HARRISON, NJ: 
1,243,695, CANC. MULTIPLE CLASS, INT. CLS. 24 
AND 28. 
1,243,696, CANC. MULTIPLE CLASS, INT. CLS. 24 
AND 238. 
1,243,697, CANC. MULTIPLE CLASS, INT. CLS. 24 
AND 238. 
TRI-TECH, INC., TULSA, OK: 
1,575,183, PUB. 10-10-1989. INT. CL. 28. 
TRIAD TRADING COMPANY, INC., SEVERNA PARK, 
MD: 
1,575,597, PUB. 10-10-1989. INT. CL. 39. 
TRIANGLE PACIFIC CORP., DALLAS, TX: 
1,575,037, PUB. 10-10-1989. INT. CL. 20. 
TRIPPENSEE CORPORATION, SAGINAW, MI, TRIPPEN- 
SEE PLANETARIUM CO., INC., SAGINAW, MI: 
880,915. REN. 11-20-89. U.S. CL. 38 (INT. CL. 9). 
TROLEX CORPORATION, KENILWORTH, NJ: 
881,262. REN. 11-20-89. U.S. CL. 34 (INT. CL. 9). 
TROPEL, INC., FAIRPORT, NY: 
1,244,278, CANC. INT. CL. 9. 
TSC INDUSTRIES, INC., NASHVILLE, TN, TSC INDUS- 
TRIES, INC., CHICAGO, IL, TRACTOR SUPPLY CO.: 
884,786. REN. 11-20-89. U.S. CL. 101 (INT. CL. 35). 
TSR HOBBIES, INC., LAKE GENEVA, WI: 
1,241,135, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 28. 
TUCAN INTERNATIONAL, INC., HOUSTON, TX: 
1,575,051, PUB. 2-28-1989. INT. CL. 21. 
TUNE ME UP SCOTTY, INC., PHOENIX, OR: 
1,575,536, PUB. 5-23-1989. INT. CL. 37. 


883,222. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 
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TUSONIX, INC., TUCSON, AZ: 
1,242,676, CANC. INT. CL. 9. 
TUXXEDO NETWORK, INC., NEW YORK, NY: 
1,575,581, PUB. 10-10-1989. INT. CL. 38. 
TWENTY-FIRST CENTURY MANUFACTURING COMPA- 
NY, LIBERTYVILLE, IL, GARBERDING, WALDO L., 
CHICAGO, IL: 
509,812. REN. 11-22-89. U.S. CL. 23 (INT. CL. 8). 
TWYFORD PLANT LABORATORIES, INC, SANTA 
PAULA, CA: 
1,575,368, PUB. 8-1-1989. INT. CL. 31. 
TYE-SIL CORPORATION LTD., MONTREAL, QUEBEC, 
CANADA: 
1,574,798, PUB. 10-10-1989. INT. CL. 16. 
TYEE TRADING CORPORATION, MOUNT VERNON, 
WA: 
1,575,021, PUB. 10-10-1989. INT. CL. 20. 
U S WEST, INC., ENGLEWOOD, Co: 
1,574,448, CON. USE, PUB. 5-16-1989. INT. CL. 9. 
1,574,450, CON. USE, PUB. 5-16-1989. INT. CL. 9. 
U.S. CONCEPTS, INC., DAYTONA BEACH, FL: 
1,574,352, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 6 AND 21. 
U.S. HEALTHCARE, INC., BLUE BELL, PA: 
1,575,412, PUB. 10-10-1989. INT. CL. 35. 
U.S. INDUSTRIES, INC., NEW YORK, NY: 
1,243,710, CANC. INT. CL. 25. 
U.S. MEDICINE, INC., WASHINGTON, DC: 
887,182. REN. 11-22-89. U.S. CL. 38 (INT. CL. 16). 
U.S. PENCIL & STATIONERY COMPANY, WEST CALD- 
WELL, NJ: 
1,243,591, CANC. INT. CL. 16. 
U.S. PERSONNEL, INC., COLUMBIA, SC: 
1,575,865, INT. CL. 35. 
U.S. STANDARD, INC., SYCAMORE, IL: 
1,242,084, CANC. INT. CL. 16. 
UDDO-MIMS INTERNATIONAL, INC., EDGEWATER, FL: 
1,575,567, PUB. 10-10-1989. INT. CL. 37. 
UENO SEIYAKU KABUSHIKI KAISHA (UENO FINE 
CHEMICALS INDUSTRY, LTD.), OSAKA-SHI, JAPAN: 
1,574,277, PUB. 10-10-1989. INT. CL. 5. 
ULGOR S.C.L, MONDRAGON (GUIPUZCOA), SPAIN: 
1,244,181, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
il. 
ULRIKSEN, ALVIN 
WAN, CANADA: 
1,574,794, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 16 AND 28. 
ULTRA CARBON CORPORATION, BAY CITY, MI, AKA 
SYNTAX CORPORATION: 
1,214,361, CANC. INT. CL. 40. 
ULTRADENT PRODUCTS, INC., SALT LAKE CITY, UT: 
1,574,617, PUB. 10-10-1989. INT. CL. 10. 
UNDERWATER SYSTEMS AUSTRALIA LIMITED, FRE- 
MANTLE, WESTERN AUSTRALIA, AUSTRALIA: 
1,574,712, PUB. 10-10-1989. INT. CL. 12. 
UNELKO CORPORATION, SCOTTSDALE, AZ: 
883,643. REN. 11-20-89. U.S. CL. 12 (INT. CL. 19). 
UNIC INTERNATIONAL CORPORATION, SCARBOR- 
OUGH, ONTARIO, CANADA: 
1,243,495, CANC. INT. CL. 10. 
UNICOVER CORPORATION, THE, CHEYENNE, WY: 
1,575,843, PUB. 10-10-1989. INT. CL. 42. 
UNION CAMP CORPORATION, WAYNE, NJ: 
1,241,165, CANC. INT. CL. 16. 
UNION CARBIDE CHEMICALS & PLASTICS TECHNOL- 


OGY CORPORATION, WILMINGTON, DE, ROBINSON- 
WAGNER CO. INC., NEW YORK, NY: 


$19,278. REN. 11-20-89. U.S. CL. 6 (INT. CL. 1). 


RUSSELL, PARRY, SASKATCHE- 
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UNION CENTRALE DES ARTS DECORATIFS, PARIS, 
FRANCE: 
1,244,397, CANC. MULTIPLE CLASS, INT. CLS. 14, 16, 
21, 24 AND 27. 


UNION JECK MACHINE WORKS CO., LTD., TAIPING 
HSIANG, TAICHUNG HSIEN, TAIWAN: 


1,574,733, PUB. 10-10-1989. INT. CL. 12. 
UNION MUTUAL LIFE INSURANCE COMPANY, PORT- 
LAND, ME: 
1,243,844, CANC. INT. CL. 36. 
UNIQUE MOBILITY, INC., ENGLEWOOD, CO: 
1,243,518, CANC. INT. CL. 12. 
UNISCOPE, INC., JOHNSTOWN, CO: 
1,574,115, PUB. 10-10-1989. INT. CL. 1. 
UNISTRUT INTERNATIONAL CORP., ANN ARBOR, MI, 
UNISTRUT CORPORATION, WAYNE, MI: 
881,999. REN. 11-20-89. U.S. CL. 13 (INT. CL. 6). 


UNITED BISCUITS (UK) LIMITED, EDINBURGH, SCOT- 
LAND: 


1,575,350, PUB. 10-10-1989. INT. CL. 30. 
UNITED CATALYSTS INC., LOUISVILLE, KY: 

1,574,117, PUB. 10-10-1989. INT. CL. 1. 

1,574,118, PUB. 10-10-1989. INT. CL. 1. 


UNITED CHAIR COMPANY, INC., LEEDS, AL, U.S. IN- 
DUSTRIES, INC., LEEDS, AL, DBA UNITED CHAIR 
COMPANY: 


881,258. REN. 11-20-89. U.S. CL. 32 (INT. CL. 20). 
UNITED CHINA & GLASS COMPANY, NEW ORLEANS, 
LA: 
1,244,404, CANC. MULTIPLE CLASS, INT. CLS. 15 
AND 21. 
UNITED MERCHANTS AND MANUFACTURERS, INC., 
NEW YORK, NY, COHN-HALL-MARX CO., NEW YORK, 
NY: 


$22,745. REN. 11-20-89. U.S. CL. 42 (INT. CL. 24). 
UNITED MERCHANTS AND MANUFACTURERS, INC., 
NEW YORK, NY: 
1,575,098, PUB. 10-10-1989. INT. CL. 25. 


UNITED STATES FIRE INSURANCE COMPANY, MOR- 
RISTOWN, NJ: 


1,574,824, PUB. 10-10-1989. INT. CL. 16. 


UNITED STATES FIRE INSURANCE COMPANY, BASK- 
ING RIDGE, NJ: 


1,575,482, PUB. 10-10-1989. INT. CL. 36. 
UNITED STATES JAYCEES, THE, TULSA, OK: 
1,575,625, PUB. 10-10-1989. INT. CL. 41. 


UNITED STATES LIFESAVING ASSOCIATION, CHICA- 
GO, IL: 


1,574,443, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9, 16, 20, 25 AND 42. 


UNITED STATES SHOE CORPORATION, THE, CINCIN- 
NATI, OH, PAPPAGALLO, INC., NEW YORK, NY: 
881,695. REN. 11-20-89. U.S. CL. 28 (INT. CL. 14). 


UNITED STATES TOBACCO COMPANY, GREENWICH, 
CT, UNITED STATES TOBACCO COMPANY, NEW 
YORK, NY: 


520,387. REN. 11-20-89. U.S. CL. 17 (INT. CL. 34). 

520,389. REN. 11-20-89. U.S. CL. 17 (INT. CL. 34). 

520,741. REN. 11-20-89. U.S. CL. 17 (INT. CL. 34). 
UNITED TECHNOLOGIES CORPORATION, HARTFORD, 
CT: 
1,574,148, PUB. 10-10-1989. INT. CL. 1. 


UNITED VITAMIN MANUFACTURING CORP., BOHE- 
MIA, NY: 


1,574,314, PUB. 10-10-1989. INT. CL. 5. 


UNIVERSAL CITY STUDIOS, INC., UNIVERSAL CITY, 
CA: 


1,575,651, PUB. 10-10-1989. INT. CL. 41. 


UNIVERSAL MANUFACTURING COMPANY, KANSAS 
CITY, MO: 


1,575,186, PUB. 10-10-1989. INT. CL. 28. 
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UNIVERSITY OF THE VIRGIN ISLANDS, ST. THOMAS, 
US VIRGIN ISLANDS: 
1,575,083, PUB. 10-10-1989. INT. CL. 25. 
UNIVERSITY SUPPORT SERVICES, INC., WASHINGTON, 
Dc: 
1,575,473, PUB. 10-10-1989. INT. CL. 36. 
UNOPCO SUB, INC., WILMINGTON, DE FROM ELIZA- 
BETH ARDEN, INC., NEW YORK, NY: 
1,574,174, PUB. 10-10-1989. INT. CL. 3. 
UPLEDGER INSTITUTE, INC., THE, PALM BEACH GAR- 
DENS, FL: 
1,575,616, PUB. 10-10-1989. INT. CL. 41. 


US INTERNATIONAL RE, INC., NEW YORK, NY: 
1,575,463, PUB. 5-23-1989. INT. CL. 36. 


V. F. CORPORATION, WYOMISSING, PA: 
881,318. REN. 11-20-89. U.S. CL. 39 (INT. CL. 25). 


888,731. REN. 11-20-89. U.S. CL. 39 (INT. CL. 25). 


VACU-BLAST CORPORATION, BELMONT, CA: 
1,241,508, CANC. INT. CL. 40. 


VALENTINO INTERNATIONAL CORP., ELMSFORD, NY: 
1,575,018, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 20 AND 21. 
VAN DER SLUIS ALLE, AMSTERDAM, HOLLAND, 
NETHERLANDS: 
1,574,185, PUB. 
CLS. 3 AND 5. 


VAN R DENTAL PRODUCTS, INC., LOS ANGELES, CA: 
1,574,301, PUB. 10-10-1989. INT. CL. 5. 
VAN RHODEN, ESMER, BROOKLYN, NY: 
1,574,576, PUB. 10-10-1989. INT. CL. 9. 
VANGUARD ENTERPRISES, INC., WINTER HAVEN, FL, 
AKA VANGUARD BUSINESS BROKERS: 
1,243,851, CANC. INT. CL. 36. 
VANPOL, INC., FAIRFAX, CA: 
1,241,142, CANC. INT. CL. 16. 
VAPON, INC., WEST CALDWELL, NJ: 
886,401. REN. 11-20-89. U.S. CL. 40 (INT. CL. 26). 
VARIETY FOODS, INC., WARREN, MI: 
1,575,356, PUB. 10-10-1989. INT. CL. 30. 
VARSITY SPIRIT FASHIONS AND SUPPLIES, 
MEMPHIS, TN: 
1,575,830, PUB. 10-10-1989. INT. CL. 42. 
VELCRO INDUSTRIES B.V., AMSTERDAM, NETHER- 


LANDS, AMERICAN VELCRO, INC., MANCHESTER, 
NH: 


881,323. REN. 11-20-89. U.S. CL. 40 (INT. CL. 26). 
VENT-TECH U.S.A. LTD., RICHMOND, IL: 

1,574,977, PUB. 6-27-1989. INT. CL. 17. 
VENTURE ADVISERS, INC., SANTA FE, NM, 
YORK VENTURE FUND, INC., NEW YORK, NY: 

887,284. REN. 11-21-89. U.S. CL. 102 (INT. CL. 36). 
VERIMED ELECTRONIC MEDICAL INSTRUMENTS, FT. 
LAUDERDALE, FL: 
1,575,487, PUB. 6-13-1989. INT. CL. 36. 
VERMETTE MACHINE COMPANY, INC., HAMMOND, IN: 
884,595. REN. 11-20-89. U.S. CL. 23 (INT. CL. 7). 
VERTEQ, INC., ANAHEIM, CA: 
1,574,491, PUB. 7-11-1989. INT. CL. 9. 
VERTICOMP, INC., HOUSTON, TX: 
1,574,530, PUB. 10-10-1989. INT. CL. 9. 
VEUVE CLICQUOT: See— 
LOUIS VUITTON. 
VIACOM INTERNATIONAL INC., NEW YORK, NY: 
1,575,657, PUB. 10-10-1989. INT. CL. 41. 
VIBAC TRADING AND SERVICES N.V., CURACAO, 
NETHERLANDS: 
1,574,965, PUB. 10-10-1989. INT. CL. 17. 


10-10-1989. MULTIPLE CLASS, INT. 
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VICTOR F. WEAVER, INC., NEW HOLLAND, PA: 
1,575,303, PUB. 10-10-1989. INT. CL. 29. 

VID CORPORATION, THE, IRVING, TX: 
1,574,519, PUB. 10-10-1989. INT. CL. 9. 

VIDAL SASSOON, INC., LOS ANGELES, CA: 
1,244,400, CANC. INT. CL. 14. 

VIDEO DEPOT, INC., THE, GLENWILLOW, OH: 
1,241,519, CANC. INT. CL. 41. 


VIDEO TECHNOLOGY INDUSTRIES, INC., NORTH- 
BROOK, IL: 


1,575,181, PUB. 10-10-1989. INT. CL. 28. 
VIEW-MASTER IDEAL GROUP, INC., NEW YORK, NY: 
1,575,226, PUB. 10-10-1989. INT. CL. 28. 
VIEWFACTS, INC., CHICAGO, IL: 
1,574,544, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9 AND 35. 
VINCENT COMPANY, INC., WHITEFISH BAY, WI: 
1,575,276, PUB. 10-10-1989. INT. CL. 28. 
1,575,277, PUB. 10-10-1989. INT. CL. 
1,575,278, PUB. 10-10-1989. INT. CL. 
VISITEC COMPANY, SARASOTA, FL: 
1,574,676, PUB. 10-10-1989. INT. CL. 
1,574,677, PUB. 10-10-1989. INT. CL. 
1,574,678, PUB. 10-10-1989. INT. CL. 10. 

VISITING NURSE AND HOME CARE INC., PLAINVILLE, 
CT: 

1,575,685, PUB. 10-10-1989. INT. CL. 42. 

VISTA CENTER ASSOCIATES, A LIMITED PARTNER- 
SHIP, LAKEWOOD, NJ: 

1,575,680, PUB. 10-10-1989. INT. CL. 41. 
VITA PLUS CORPORATION, MADISON, WI: 
880,775. REN. 11-20-89. U.S. CL. 18 (INT. CL. 5). 
VITAL LEARNING CORPORATION, OMAHA, NE: 
1,575,682, PUB. 10-10-1989. INT. CL. 41. 

VITALINK COMMUNICATIONS CORPORATION, MOUN- 
TAIN VIEW, CA: 

1,244,257, CANC. INT. CL. 9. 

VITALINK COMMUNICATIONS CORPORATION, FRE- 
MONT, CA FROM VITALINK COMMUNICATIONS 
CORPORATION, FREMONT, CA: 

1,575,533, PUB. 7-25-1989. MULTIPLE CLASS, INT. 
CLS. 37, 41 AND 42. 


VITALINK COMMUNICATIONS CORPORATION: See— 
VITALINK COMMUNICATIONS CORPORATION. 


VITAMINS FOR WOMEN, WOODBURY, NY: 
1,574,307, PUB. 10-10-1989. INT. CL. 5. 

VITARICH ICE CREAM COMPANY, SEATTLE, WA: 
1,575,318, PUB. 1-3-1989. INT. CL. 30. 


VITROCRISA KRISTAL S.A.. MONTERREY, NUEVO 
LEON, MEXICO: 


1,241,051, CANC. MULTIPLE CLASS, INT. CLS. 11, 21 
AND 34. 
VIVA AMERICA MARKETING, INC., COMMERCE, CA, 
DBA VIVA AMERICA MARKETING: 
1,574,295, PUB. 10-10-1989. INT. CL. 5. 
1,575,341, PUB. 10-10-1989. INT. CL. 30. 
VOICE PROCESSING CORPORATION, CAMBRIDGE, MA: 
1,574,570, PUB. 10-10-1989. INT. CL. 9. 


VOKO FRANZ VOGT & CO., POHLHEIM, FED REP GER- 
MANY: 
1,575,019, PUB. 10-10-1989. INT. CL. 20. 
VOLCANO INDUSTRIES, INC., RIO RANCHO, NM: 
1,241,044, CANC. INT. CL. 11. 
VOXEL, LAGUNA HILLS, CA: 
1,574,510, PUB. 5-30-1989. INT. CL. 9. 
W. E. BASSETT COMPANY, THE, SHELTON, CT: 
887,083. REN. 11-22-89. U.S. CL. 23 (INT. CL. 8). 


W. FAY PRODUCE, INC., LOS ANGELES, CA, DBA W. 
FAY COMPANY: 


521,908. REN. 11-21-89. U.S. CL. 46 (INT. CL. 31). 
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W. K. C., INC., REDWOOD CITY, CA: 
1,165,851, CANC. INT. CL. 40. 
W. N. SHARPE LIMITED, BRADFORD, WEST YORK- 
SHIRE, ENGLAND: 
1,244,428, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 25. 
W.E. BASSETT CO., THE, SHELTON, CT: 
1,574,232, PUB. 10-10-1989. INT. CL. 3. 
W.R. GRACE & CO.-CONN., NEW YORK, NY, AMERICAN 
BREEDERS SERVICE, INC., DEFOREST, WI: 
886,884. REN. 11-21-89. U.S. CL. 100 (INT. CL. 42). 
W.R. RAYSON CO., INC., SHIRLEY, NY: 
1,574,161, PUB. 10-10-1989. INT. CL. 3. 
WACKY WORLD CREATIONS INC., POMPTON LAKES, 
NJ: 
1,574,863, PUB. 10-10-1989. INT. CL. 16. 


WAKEFERN FOOD CORP., ELIZABETH, NJ: 
1,244,086, CANC. MULTIPLE CLASS, INT. CLS. 3, 5, 25, 
29, 30, 31 AND 32. 
1,574,101, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1, 2, 3, 4, 5, 6, 8, 9, 10, 11, 16, 21, 22, 24, 25, 28, 29, 
30, 31, 32, 33 AND 34. 
1,574,102, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1, 2, 3, 4, 5, 6, 8, 9, 10, 11, 16, 21, 22, 24, 25, 28, 29, 
3, 31, 32, 33 AND 34. 
1,575,326, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 30 AND 32. 
WAKO PURE CHEMICAL INDUSTRIES, LTD., OSAKA, 
JAPAN: 
1,574,107, PUB. 10-10-1989. INT. CL. 1. 
WALDEMAR LINK GMBH & CO., HAMBURG 63, FED 
REP GERMANY: 
1,241,030, CANC. INT. CL. 10. 


WALDEN BOOK COMPANY, INC., STAMFORD, CT: 
1,243,630, CANC. INT. CL. 16. 


WALLAS DEVELOPMENTS OY, TURKU, FINLAND: 
1,214,488, CANC. INT. CL. 11. 


WALT DISNEY COMPANY, THE, BURBANK, CA: 
1,574,837, PUB. 10-10-1989. INT. CL. 16. 


WARNER BROS. INC., BURBANK, CA: 
1,574,797, PUB. 10-10-1989. INT. CL. 16. 
WARNER-LAMBERT COMPANY, MORRIS PLAINS, NJ, 
AMERICAN CHICLE COMPANY, LONG ISLAND CITY, 
NY: 
520,878. REN. 11-22-89. U.S. CL. 46 (INT. CL. 30). 
WARNER, KENNETH C., UPPER DARBY, PA, DBA 


WARNER INSTITUTE FOR SOVIET AFFAIRS RE- 
SEARCH: 


1,575,806, PUB. 10-10-1989. INT. CL. 42. 
1,575,807, PUB. 10-10-1989. INT. CL. 42. 


WATER GATE CO., SAN FRANCISCO, CA: 
1,574,693, PUB. 10-10-1989. INT. CL. 11. 


WATER QUALITY ASSOCIATION, LISLE, IL: 
1,575,849, PUB. 10-10-1989. U.S. CL. B. 

WATERS INSTRUMENTS, INC., ROCHESTER, MN, FLO- 
TRONICS, INC., MINNEAPOLIS, MN, DBA ELECTRO- 
LINE PRODUCTS COMPANY: 

884,944. REN. 11-20-89. U.S. CL. 21 (INT. CL. 9). 

WAYLETT; MARLENE F., MISSOULA, MT, DBA ZODIAC 
WORLD: 

1,241,163, CANC. INT. CL. 16. 
WAYNE CHEMICAL COMPANY, COLUMBUS, OH: 
1,244,082, CANC. INT. CL. 3. 

WEBSEN TECHNICAL PRODUCTS (CANADA) LTD. 

VANCOUVER, BRITISH COLUMBIA, CANADA: 
1,574,089, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 1, 2, 17 AND 19. 
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WEIDER HEALTH AND FITNESS, WOODLAND HILLS, 
CA: 
1,574,274, PUB. 10-10-1989. INT. CL. 5. 
WELCH ALLYN, INC., SKANEATELES FALLS, NY: 
1,574,589, PUB. 10-10-1989. INT. CL. 9. 
WELEX INCORPORATED, BLUE BELL, PA: 
883,318. REN. 11-22-89. U.S. CL. 23 (INT. CL. 7). 
WELLMAN, INC., JOHNSONVILLE, SC, WELLMAN, INC., 
BOSTON, MA: 
$81,096. REN. 11-20-89. U.S. CL. 1 (INT. CL. 22). 
WELLNESS INSTITUTE, INC., GRETNA, LA: 
1,575,741, PUB. 10-10-1989. INT. CL. 42. 
WELLS CARGO, INC., ELKHART, IN: 
885,755. REN. 11-22-89. U.S. CL. 19 (INT. CL. 12). 
WELLS; SHARON L., CANTON, MI, DBA H.E.A.D II: 
1,241,516, CANC. INT. CL. 41. 
WELLSPRING GROCERY, INC., DURHAM, NC: 
1,575,287, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 29, 30, 32 AND 42. 
WENDY GELL JEWELRY, INC., NEW YORK, NY: 
1,575,112, PUB. 10-10-1989. INT. CL. 25. 
WENDY’S INTERNATIONAL, INC., DUBLIN, OH: 
1,575,698, PUB. 3-29-1988. INT. CL. 42. 
WENGER; JEROME M., COLUMBIA, MD: 
1,243,551, CANC. INT. CL. 16. 
WENZEL, ANTON, EVANSVILLE, IN, DBA A W ENTER- 
PRISES: 
1,575,266, PUB. 10-10-1989. INT. CL. 28. 
WEST CHEMICAL PRODUCTS, INC., LONG ISLAND 


CITY, NY, WEST DISINFECTING COMPANY, LONG 
ISLAND CITY, NY: 


264,663. REN. 11-20-89. U.S. CL. 52 (INT. CLS. 3 AND 
5). 
WEST TEC INDUSTRIES, INC., MURRAY, UT: 
1,242,663, CANC. INT. CL. 9. 


WESTERN AUTO SUPPLY COMPANY, KANSAS CITY, 
MO: 


883,524. REN. 11-20-89. U.S. CL. 101 (INT. CL. 35). 
883,548. REN. 11-20-89. U.S. CL. 103 (INT. CL. 37). 

WESTERN CUTLERY COMPANY, LONGMONT, CO: 
1,244,227, CANC. INT. CL. 8. 


WESTERN DATA SCIENCES CORPORATION, BELLE- 
VUE, WA, DBA CONTINUEX AND DBA WESTERN 
DATA COMPANY: 


1,574,474, PUB. 5-2-1989. INT. CL. 9. 
WESTERN INTERNATIONAL MEDIA CORP., LOS AN- 
GELES, CA: 
1,575,439, PUB. 10-10-1989. INT. CL. 35. 
WESTERN PUBLISHING COMPANY, INC., RACINE, WI: 
1,574,535, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 9, 16 AND 28. 

WESTERN UNIVERSAL (H.K.) LTD., TSIMSHATSUI, 
KOWLOON, HONG KONG: 

1,243,645, CANC. MULTIPLE CLASS, INT. CLS. 18, 20 
AND 21. 

WESTOVER COLOR & 

CHICOPEE, MA: 
1,574,138, PUB. 10-10-1989. INT. CL. 1. 

WESTSTARR DEVELOPMENT CORP., BETTENDORF, 
IA: 

1,243,943, CANC. INT. CL. 42. 

WESTVACO CORPORATION, WILMINGTON, DE, 
UNITED STATES ENVELOPE COMPANY, SPRING- 
FIELD, MA: 

265,048. REN. 11-20-89. U.S. CL. 2 (INT. CL. 16). 

WESTVACO CORPORATION, NEW YORK, NY: 

1,574,812, PUB. 10-10-1989. INT. CL. 16. 

WESTWOOD ONE, INC., CULVER CITY, CA: 

1,575,577, PUB. 10-10-1989. INT. CL. 38. 
WGBH EDUCATIONAL FOUNDATION, BOSTON, MA: 
1,575,660, PUB. 10-10-1989. INT. CL. 41. 


CHEMICAL CORPORATION, 
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WHEATON INDUSTRIES, MILLVILLE, NJ: 
1,574,584, PUB. 10-10-1989. INT. CL. 9. 
WHELEN TECHNOLOGIES, INC., CHESTER, CT, DBA 
WHELEN ENGINEERING COMPANY: 
1,574,555, PUB. 10-10-1989. INT. CL. 9. 
WHITE CONSOLDIATED INDUSTRIES, INC., CLEVE- 
LAND, OH: 
1,574,394, PUB. 10-10-1989. INT. CL. 7. 
WHITE, THOMAS C., TRENTON, NJ, DBA T. W. ENTER- 
PRISES: 
1,574,552, PUB. 10-10-1989. INT. CL. 9. 
WHITEMAN MANUFACTURING COMPANY, BOISE, ID: 
1,574,373, PUB. 10-4-1988. INT. CL. 7. 
WHO’S MAILING WHAT! INC., STAMFORD, CT: 
1,574,876, PUB. 10-10-1989. INT. CL. 16. 
WIFEMISTRESS LTD., NEW YORK, NY: 
1,241,584, CANC. INT. CL. 42. 
WILKERSON SHOE CO., COLUMBUS, OH, DBA CROWN 
SHOES: 
1,575,838, PUB. 10-10-1989. INT. CL. 42. 
WILKINSON SWORD LIMITED, HIGH WYCOMBE, 
BUCKINGHAMSHIRE, ENGLAND: 
1,574,410, PUB. 10-10-1989. INT. CL. 8. 
WILLAMETTE INDUSTRIES, INC., PORTLAND, OR: 
1,575,006, PUB. 10-10-1989. INT. CL. 19. 
WILMINGTON TRUST COMPANY, WILMINGTON, DE: 
1,575,525, PUB. 10-10-1989. INT. CL. 36. 
WILSON CHAPMAN ADVERTISING, 
CITY, MO: 
1,575,349, PUB. 10-10-1989. INT. CL. 30. 
WILSON, CORNELIA D., VICTOR, NY, DBA TRUCK- 
EEPERS: 
1,575,442, PUB. 10-10-1989. INT. CL. 35. 
WINDMERE CORPORATION, MIAMI LAKES, FL: 
1,574,567, PUB. 10-10-1989. INT. CL. 9. 
1,575,049, PUB. 10-10-1989. INT. CL. 21. 
WINMARK MARKETING CO., INC., WESTPORT, CT: 
1,243,595, CANC. INT. CL. 16. 
WINTRED, INC., SEATTLE, WA: 
1,244,365, CANC. INT. CL. 12. 
WISCONSIN FARMERS MUTUAL INSURANCE CO., 
JUNEAU, WI: 
1,575,529, PUB. 10-10-1989. INT. CL. 36. 
WISCONSIN TOY AND NOVELTY CO., INC.: See— 
WISCONSIN TOY COMPANY, INC.. 


WISCONSIN TOY COMPANY, INC., MILWAUKEE, WI 
FROM WISCONSIN TOY AND NOVELTY CO., INC., 
MILWAUKEE, WI: 


1,575,690, PUB. 10-3-1989. INT. CL. 42. 

WISNE DESIGN, INC., SOUTHFIELD, MI: 

1,575,715, PUB. 10-10-1989. INT. CL. 42. 

WM. L. RIGGS COMPANY, INC., TULSA, OK, RIGGS, 
WILLIAM L., TULSA, OK, DBA WILLIAM L. RIGGS 
Co.: 

884,981. REN. 11-20-89. U.S. CL. 23 (INT. CL. 8). 

WOLFARD GLASSBLOWING COMPANY, SANTA ROSA, 
CA: 

1,574,682, PUB. 10-10-1989. INT. CL. 11. 

WOLFER; DWAIN CLINTON, BEAVERTON, OR: 

1,244,475, CANC. INT. CL. 18. 
1,244,477, CANC. INT. CL. 18. 

WOLFGANG FREITAG INGENIEURBURO, TRAPPEN- 

KAMP, FED REP GERMANY: 
1,244,256, CANC. INT. CL. 9. 

WOMEN IN GOVERNMENT RELATIONS, INC., WASH- 
INGTON, DC: 

1,243,904, CANC. INT. CL. 42. 

WOODLINK LTD., MOUNT AYR, IA: 

1,575,055, PUB. 10-10-1989. INT. CL. 21. 


INC., KANSAS 





JANUARY 2, 1990 


WOODSTOCK VENTURES, NEW YORK, NY FROM ROB- 
ERTS, JOHN, NEW YORK, NY AND ROSENMAN, JOEL, 
NEW YORK,NY: _ 

1,575,080, PUB. 6-6-1989. INT. CL. 25. 
WOOL NOVELTY CO., INC., LEVITTOWN, NY: 
1,575,067, PUB. 10-10-1989. INT. CL. 23. 

WORCESTER MANUFACTURING COMPANY, TIMON- 
IUM, MD: 

1,574,807, PUB. 10-10-1989. INT. CL. 16. 

WORK WEAR CORPORATION, INC., CLEVELAND, OH 
FROM WORK WEAR CORPORATION, INC., CLEVE- 
LAND, OH: 

1,574,605, PUB. 10-10-1989. INT. CL. 10. 

WORK WEAR CORPORATION, INC.: See— 
WORK WEAR CORPORATION, INC.. 


WORKER, DWIGHT, INDIANAPOLIS, IN, DBA IN- 
TELLIWORKS: 


1,574,511, PUB. 5-9-1989. MULTIPLE CLASS, INT. CLS. 
9 AND 42. 
WORLD BOOK, INC., CHICAGO, IL: 
1,574,801, PUB. 5-23-1989. INT. CL. 16. 
WORLD VARIETY PRODUCE, INC., VERNON, CA: 
1,575,371, PUB. 10-10-1989. INT. CL. 31. 
1,575,372, PUB. 10-10-1989. INT. CL. 31. 
1,575,373, PUB. 10-10-1989. INT. CL. 31. 
WORLD 1000, INC., VIRGINIA BEACH, VA: 
1,575,630, PUB. 10-10-1989. INT. CL. 41. 
WORMALD U.S., INC., MARINETTE, WI: 
1,574,119, PUB. 10-10-1989. INT. CL. 1. 


WRIGHT, BRUCE DAVID, SARASOTA, FL,.DBA THE 
BIOTENNIS INSTITUTE: 


1,575,565, PUB. 10-10-1989. INT. CL. 37. 


WSC GROUP, INC., DALLAS, TX, DBA COMPUTER TIME 
RENTALS: 


1,575,704, PUB. 10-10-1989. INT. CL. 42. 


WYANDOT, INC., MARION, OH, POPPED-RIGHT CORN 
COMPANY, MARION, OH: 


881,366. REN. 11-20-89. U.S. CL. 46 (INT. CLS. 29 AND 
30). 
XYPLEX, INC., CONCORD, MA: 
1,574,468, PUB. 10-10-1989. INT. CL. 9. 
Y-TEX CORPORATION, CODY, WY: 
881,105. REN. 11-21-89. U.S. CL. 3 (INT. CL. 18). 
YANKEE CANDLE COMPANY, INC. THE, SOUTH 
DEERFIELD, MA: 
1,574,262, PUB. 10-10-1989. INT. CL. 4. 
YARMUTH-DION, INC., NEW YORK, NY: 
1,575,087, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 
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YAWN, CAROLL, HATTIESBURG, MS, DBA STAFF 
MATES EMPLOYMENT AGENCY: 


1,575,408, PUB. 10-10-1989. INT. CL. 35. 
YOSHIDA KOGYO K.K., CHIYODA-KU, TOKYO, JAPAN: 
1,575,160, PUB. 10-10-1989. INT. CL. 26. 
ZAMPELL ADVANCED REFRACTORY TECHNOL- 
OGIES, INC., NEWBURYPORT, MA: 
1,575,799, PUB. 10-10-1989. INT. CL. 42. 
ZENON ENVIRONMENTAL INC., BURLINGTON, ON- 
TARIO, CANADA: 
1,574,426, PUB. 5-9-1989. MULTIPLE CLASS, INT. CLS. 
9, 11, 40 AND 42. 
ZERDELIAN, STEPHEN, 
SWISH MAGAZINE: 
1,574,864, PUB. 10-10-1989. INT. CL. 16. 
ZIMA PRODUCTS, LTD. HUNG HOM, KOWLOON, 
HONG KONG: 
1,575,233, PUB. 10-10-1989. INT. CL. 28. 
ZIMMERMAN’S CUT RATE LIQUOR STORE, INC., CHI- 
CAGO, IL: 
883,000. REN. 11-22-89. MULTIPLE CLASS, U.S. CLS. 
47 (INT. CL. 33) AND 49 (INT. CL. 33). 
886,835. REN. 11-22-89. U.S. CL. 49 (INT. CL. 33). 
ZOOGLE, INC., INDIANAPOLIS, IN: 
1,575,243, PUB. 10-10-1989. INT. CL. 28. 
ZURN INDUSTRIES, INC., ERIE, PA: 
1,574,708, PUB. 10-10-1989. INT. CL. 11. 
ZVEGINTZOV, NICHOLAS, STATEN ISLAND, NY, DBA 
SOFTWARE MAINTENANCE NEWS: 
1,575,858, INT. CL. 16. 
ZWECKFORM BURO-PRODUKTE GESELLSCHAFT MIT 


BESCHRANKTER HAFTUNG, OBERLAINDERN, FED 
REP GERMANY: 


1,574,866, PUB. 10-10-1989. INT. CL. 16. 
ZYP COATINGS, INC., OAK RIDGE, TN: 
1,574,991, PUB. 6-27-1989. INT. CL. 19. 
109996 CANADA, INC, DON MILLS, ONTARIO, 
CANADA, DBA J & H CANADA: 
1,242,006, CANC. INT. CL. 14. 
25 WEST TOURS & TRAVEL, INC., MIAMI, FL: 
1,575,609, PUB. 10-10-1989. INT. CL. 39. 
4D HOBE MARKETING CORP., CHANDLER, AZ: 
1,574,205, PUB. 10-10-1989. MULTIPLE CLASS, INT. 
CLS. 3 AND 5. 
50°S AUTOART, INC., KANSAS CITY, MO: 
1,575,840, PUB. 10-10-1989. INT. CL. 42. 
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